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23  R.P.  C.  132. 


23  R.P.C.  237 


Appeal  allowed 
Appeal  allowed 
Appeal  allowed 

Appeal  dismissed 


Appeal  allowed  as  to 
one  Patent!,  but 
dismissed  as  to 
another     


Appeal  allowed 


Appeal  from  Inner 
House,  Scotland, 
dismissed  by 
House  of  Lords  ... 

Appeal  dismissed   ... 


Appeal  as  to  Patent 
allowed    

Appeal     by     Defen- 
dants allowed 

Appeal  dismissed  by 
House  of  Lords  ... 


Appeal  to  Inner 
House,  Scotland, 
dismissed 


349 
65 

697 

33 


593 


379 


572 
517 

415 
229 
539 

117 


*  The  decision  of  the  Court  of  Appeal  has  since  heen  affirmed  by  the  House  of  Lords, 
t  The  deoisioii  on  this  patent  has  since  been  reyersed  by  the  Hoose  of  Lords. 
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List  of  Abbreviations  of  Names  of  the  Principal 
Reports  other  than  the  Law  Reports. 


A.  <fe  E.— AdolphtiB  and  Ellis. 
Atk. — Atkins. 

B.  &  C. — Bamewall  and  Cresswell. 
Bea. — Beavan. 

C.B.,  N.S. — Common  Bench,  New  Series. 

De  G.  M.  &  G. — De  Gex,  Macnaghten  and  Gordon. 

De  G.  J.  &  S.— De  Gex,  Jones  and  Smith. 

De  G.  &  Sm. — Dp  Gex  and  Smale. 

E.  &  B. — Ellis  and  Blackburn. 

E.  &  E.— Ellis  and  Ellis. 

P.— Eraser  (Scotch). 

Griff.— Griffin's  Patent  Cases. 

H.  Bl. — Henry  Blackstone. 

H.L.C.  or  H.L.  Cas. — House  of  Lords  Cases. 

H.  &  N. — Huristone  and  Norman. 

John. — Johnson. 

Jur.,  N.S. — Jurist,  New  Series. 

L.J.,  Ch. — Law  Journal,  Chancery. 

L.J.,  C.P. — Law  Journal,  Common  Pleas. 

L.J.,  Q.B. — Law  Journal,  Queen's  Bench. 

L.T.,  N.S. — Law  Times,  New  Series. 

M. — Macpherson  (Scotch). 

Man.  &  Gr. — Manning  and  Grainger. 

M.  &  W. — Meeson  and  Welsby. 

My.  &  Cr. — Mylne  and  Craig. 

P.  Wms. — Peere  Williams. 

R.— Rettie  (Scotch). 

R.  (H.L.) — Rettie,  House  of  Lords  (Scotch). 

T.L.R.— Times  Law  Reports. 

T.R.— Term  Reports. 

Web.  or  Webs.  P.C— Webster's  Patent  Casea 

W.R.— Weekly  Reporter. 
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CASES  REFEKRED  TO 

IN  THE  REPORTED  CASES. 


)Vfiere  the  name  of  a  case  is  printed  in  ordinary  type  it  was  only  died  by 
Counsel  in  the  course  of  the  arguments. 

A  list  of  the  abbreviations  of  the  names  of  Reports  cited  unit  be  found  on  p,  14. 


PAGE 

Aiyident  Insurance  Co.  v.  Acci-  )  5^  ^.J.,  Ch.  104...         649 

dent  &c.  Corporation  ...  f  ' 

Acetylene  Co.  v.  United  Alkali  I  02  R  P  C  145  IHS 

00.       ...         •«.         ...         •••) 

Acetylene  Illuminating  Co.  Ld. ) 

v.  Midland  Acetylene  Syndi-  [  17  R.P.C.  534 764 

cateLd.  ) 

^'S^r^'ca^^^^^  .*  i  20  BP-^- 119  ;  L.R.  (1903)  1  Ch.  226    488,499 

^  EdSr  Ld.''"'!.  ''*    ^^"^  t  \  20  l^-^-^- 119  '  1^-B-  (1903)  1  Ch.  226    547, 712 

Adiev.  Clark L.R.  3  CD.  134 112 

Aerators   Ld.  v.   Tollitt  (dis- ) 
cussed,  650,    approved    and  \  19  R.P.C.  418  ;  L.R.  (1902)  2  Ch.  319    650, 778 
followed,  778)  I 

Altman's  Trade  Mark 21  R.P.C.  753 43 


American  Braided  Wire  Co.  v. 
Thomson        

American  Leather  Cloth  Co.  v, 


Thomaon       ';  [  6  R.P.C.  518      152,418 

186 


5Srr  Sth  Ca  ^'  ^"  !:  !  *  ^-  G-  J-  *  S.  137  ;  11  H.L.C.  523... 

Andrew's  Patent,  In  matter  of    24  R.P.C.  349 758 

^T^hf^rrl'^^S^^^^               I  9  R-P-C.  313  ;   17  R.  1266  ;  )  '       ,o 

^^  &  Co       .;    ^.:  I  19  ^  (H.L.)  20        t ^^ 

Anti-Vibration  Co.  v.  Crossley      22  R.P.C.  157,  441        152 

Apollinaris  Application          ...     24  R.P.C.  440 568 

^^^irS)^'!!.^''^^             }  8  R-P-C.^137  ;  L.R.  (1891)  2  Ch.  186]  ..  715 

ApolUnaris  Co.'s  Trade  Marks      8  R.P.C.  137  ;  L.R.  (1891)  2  Ch.  186  ..  438, 537 
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Armitage  y.  Caird        21 D.  1176         397 

Adiwortht;.HorBfall&Bick-Uij^p(,47      ^^ 

A^tra^ri   Wine   Irnportera^  |  g  ^^^  g^^ .  ^^  ^  ^j^  ^         ^  53^ 


B. 

Badische    AnUin    und    Soda  ] 

Ti'i:eft%^7£    1*  «-P-0.  875;  15  R.P.a  359 345.521 

tingaished  345)         ) 

Badische  und  Soda  Fabrik  v.  IjTjuri  >i^i  o/!o 

Levinatein     J4R.P,0.461      362 

Bailey  v.  Roberton       L.R.  3  App.  Cas.  1074  ...          133, 288, 308, 362 

Bairdv.Moule's Earth CloBetCo.    L.R.  17  CD.  139n        454 

Baker  v.  Rawson         8  R.P.C.  89 ;  L.R.  45  CD.  519           ...          712 

Barberv.  Manico  10  R.P.C  93      713 

Barker's  Trade  Mark,  In  re   ...     53  L.T.,  N.S.  23 712 

Barlow  v.  Johnson       7  R.P.C  395,  419  207, 711 

B^s,  Ratcliff  AGretton,  Ld.,K9jjpO,52g 711 

Batt  &  Co.,  In  re          L.R.  (1898)  2  Ch.  432  ;  15  R.P.C  534  547 

Bayer's  Design 24  R.P.C  65      785, 788 

Behnv.  Bumess          32  L.J.,  Q.B.  204          114 

Bethell  v.  Gage 14  R.P.C  699     399 

Betts  v.  Neilson L.R.  3  Ch.  429  ;  5  H.L.  1       133, 288 

Bewicke  v.  Graham      L.R.  7  Q.B.D.  400         85 

^'v.  Da^ion^.'!^'^*'^^^^  ^^i  |  ^3  R-P-C  725  ;  8  P.  1181        562 

Birch  V.  Mather  L.R.  22  CD.  629  62 

Birkin  &  Co.  v.  Pratt,  Hurst  &  1  lo  t?  o  n  q7i  71 

Co.  Ld f  ^2  R.P.C.  371     71 

Blank  v.  Footman        5  R.P.C.  653      269 

Boord  v.  Huddart         21R.P.C.  149     710 

Boulton  v.  Bull 2H.  B1.463       742 

Bourne  v.  Swan  &  Edgar  Ld. 
See  Addley  Bourne  v.  Swan 
&  Edgar  Ld. 

Bpvril,Re         13  RP.C  382  ;  L.R.  (1896)  2  Ch.  600  547 
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Boyd  V. Tootal, Broadhnnrt, Lee  )  „  pp ^  ,-«  ,, . 

ft  Co                                 ^         }•  11  R.P.O.  175 514 

Braham  v.  Bustard       1  H.  A  N.  447 546 

*:^(to^;;sf  .?"•::  I  i»«-poi9' -^.^ 

^^I^T^:^..^^"   .^("B-PO.723 Ml 

Britidi  Vacuum  Cleaner  Co.  v. ) 

New     Vacuum    Co.    (con- [  24  B.P.C.  641 693 

aiidered)  ) 

Brooks  t».  Etom          29  L.J.  Oh.  616 5 

Brooks  V.  Lamplugh |  ^^^l^^^^l  ^^  ^'^-^'  ^''\        ...  23. 134 

Brown  «.  Hastie  A  Co.  Ld.     .-^\^^i^i,^Ul^^^-^'^''\        ••.  133 

Bndden  «.  Wilkinson L.R.  (1893)  2  Q.B.  432 85 

BnroheU  v.  WUde        L.R.  (1900)  1  Oh.  551 184 

Bnigeas  V.  Bnrgess      3  De  G.  M.  &  G.  896     184,536,556 

Burroughs,  WeUcome  &  Go's  )  21  R.P.C.  69,  217  5  L.B.  (1904)  )  ,.- 

Trade  Marks ]     1  Oh.  736                                 )       ••  ^' 


Carpenter  v.  Smith      1  Webs.  540      285 

r!.« .,  P«»«                            i  17  R.P.C.  255 424 

Case  y.  Oressy 1 18  R.P.C.  213 556 

^'?*«'-  ^^^^'^'"^  ""^  \  19  R.P.0. 181 217 

aiBtingniBnea)  ...        ...  ) 

Cash  V.  Cash      19  R.P.C.  181 182 

CcMd  Gold  Extracting  Co.  Ld. ) 

V.   Cyanide    Cold  iiccovery    12  R.P.C.  232 137 

Syndicate  (followed) 

"^^^A^^^":}'^^^"-^ ^ 

COMar  Clothing  Co.  v.  Max-  I  16  B.P.O.  397 ;  ) 

ton  and  Murray  (followed,    L.R.  (1S99)  A.O.  326 :    V         163, 560,  651,  778 
560, 651)        •       ...  ( 1  R.  (H.L.)  29  ) 

Cellular  Clothing  Go,  v.  Max-  ( 16  R.P.0. 397 ;              )  jo, 

tonandMorray        \h.Vi.  {im)  K.O.  ZS&     f        **' 

C9iamb«dainand  Hookham  Ld. )  io  n  t>  n  a<a  ttos 

».  Mayor  of  Hnddersfield  ...r*"-^-"-*^ ^^ 

ObfiWbRmgli'iB  Trade  Mark,  In  i«  19  B.P,0. 34^ ;  L.B.  (1902)  2  Oh.  1  ...  ^1 


IS 

PACK 

SCo,Ld.       J17B.PXJ.tfO CW 

ChrtotianMa**  Trade  Mark     ...    3aP.C.M        42,85A,71S 

Chffisty  V.  ripper        21  ELP.O.  755 :  Lu&  (1906)  1  Ok.  1  ...  M7 

OhurchT.OalaiomanBaawapl^i^.^g^  33^ 

^/OL  •••  •••  •••  •••  I 

Ohuri^m  v.  Dougla$  (followed)  Johns  174  187 

Olarkv.Adie L.li.lOCli.667;   2App.CM.315      ...  635 

01arkt;.Adie L.&10Ch.667;  3App.Ca8.315    134,457,63 

Clark  t;.  Freeman         11  Bea.  112       102 

Clay  V.  Allcock 23  H.P.C.  745 225,  288,  417 

Clifton's  Patent 21  R.P.C.  515  ;  L.R.  (1904)  2  Ch.  357  140 

Olippens'  Oil  Co.  Ld.  v.  Edin-  »  ^  «  ^o,  -^  ^^ 

burgh  Water  Trustees        ..,  J  »  l^.  7,J1-7W      399 

Cole  V.  Saqui 5  R.P.C.  489 ;  6  B.P.C.  41      747 

Coleman  v.  West  Hartlepool  ...    8  W.R.  734        5 

Vollimv.  Vestry  of  Paddinff  ton    L.R.  5  Q.B.D.  368        96 

Colonial  Life  Assurance  Co.  v. )  «^  y  ,    tj  a  nu  711  ^ah 

Home  A  Colonial  Ac.  Co.    ...  }  30  L.J.,  N.S.  Ch.  741 646 

Cooper  V.  Symington 10  R.P.C.  264 69 

Cope  V.  Evans 18  Eq.  138         29 

Cornish  v.  Keene         1  Webs.  501      284-8, 747 

^''S^^^i.^k''"'^''*'    °'''  ^'  *'*l21RP.0.722 410 

FrankenDurg  ..        ...        ...  1 

Cowle  I'.  Herbert         14  R.P.C.  1436  ;  24  R.  353     ...  556,711 

Orane  v.  Price  (followed)      ...     1  Webs.  P.O.  393  ;  4  Man.  A  Gr.  580  152 

Orq/tY.Day     7  Bea.  84  39O 

°?s?ro.Us':-^°"""°  I  *■""■<'•"'  ^' 

Cropper  v.  Smith         1  R.P.C.  254      742 

Cariis  «;.  Piatt L.R.  3  CJ).  136n         ...         134,619,789,742 


D(4ifnler  Motor  Oar  Oo.  Ld.  v, 
British  Motor  Traction  Co.  \  18  R.P.O.  466 ._  347 


Ld. 


Daimlsr  Motor  Oo.  (1904)  Ld  j 
T.  Ijondon  Dai    *     -     '  • 
(distinguished) 


T.  Ijfmdon  Daimitar  CUk  LdAn  RP.C.  379 


692. 
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Daimler  Motor  Co.  (1904)  Ld.  I  o^  p  or  tnn  aaa 

V.  London  Daimler  Co.  Ld.  f  ***  ^'^•*^' '"'    "•  *** 

Dege'B  Patent 12  R.P.O.  448    ...        791 

De  Knyper  «.  Baud    ...        ...    20  R.P.C.  581 ...489,556 

Dellmk's  Patent         15  R.P.C.  742 742 

Delta  Metal  Co.  I>i.  v.  Maxim  ) 

Nordenfelt  and  Ammnnition  U  B.P.C.  169      63 

Oo.  Ld ) 

Deutse^  Ootd  i;c.  ApjaiccUion    24  R.P.C.  209 ...  695 

Dewar  v.  Dewar  (followed)  ...     17  R.P.C.  341 ;  2  F.  249 ;  7  S.L.J.  462  717 

Dewarr.  Dewar  17  R.P.C.  341 ;  2  F.  249 ;  7  S.LJ.  462    489,556 

D6Uonds*  Case .*   1  Weba,  P.O.  43  285 

Dowden  ft  Pook  Ld.  v.  Pook...    L.H.  (1904)  1  K.B.  45 199 

Dudgeon  V.  Thomson •  {  i'R.^Hx!)  8?^'^'     }  -13,134,288,308 

Donlop  Pnenmatic  Tyre  Co.  o. )  ,,  „  p p  ..,„  ^q.  ,^, 

Wapehare  Tube  Co 1 17  R.P.C.  433 484,761 

DujJoj,  Pnemnattc  Tyre  Co.  i».  |  jg  ^p^  ^^  .  ^.R.  (1899)  1  Oh.  807  543 

X^^d'S'oX'/C' M:  f  21RPC-53,274;  L.R.(1904)ICh.621  543.623 
'^C=t.'^!'^\!:|23R.P.C.761;8F.1146       557 

Dnnlop  Pnenmatic  Tyre  Co.  t;.  K/.  ^  d  n  lo  p^tq 

Dnnlop  Lubricant  Oo.        ...  [  16  R.P.O- 12      ...^       578 

Donlop  Pkienmatic  Tyre  Co.  v. ) 

Dnnlop      TruflEatdt      Cycle  V 12  T.L.R  434 588 

Mann&ctnring  Co.  Ld.       ...  j 


Eastman  Photographic  Mater-  i 

ialB  Co.Ld.  v.  John  Grifflths  [  IS  R.P.a  105 565,588 

Cycle  Corporation  Ld.         ...  ) 

Bdekten  v.  Edelsten    1  De  Q.  J.  &  S.  185      ...  499 

Edelflten  v.  Edelsten 1  De  6.  J.  <fe  S.  185 :..  711 

Edison  v.  Holland       6  R.P.C.  243  ...138,888 

Edison     and     Swan     United  ) 
Electric  Light  Co.  v.  Wood-  [  4  R.P.C.  99        ••  135 


^oQse  and  Bawson 

Edison  BeU  Phonograph  Cor- 111  g^p 0  38^     . ijjg 

.  poration  v.  Smith     ) 


B% 


20 

PAGB 

ISdmunds  Patent         Griffin's  P.O.  281         683 

Electric  Oonstruction  Co.Ld.  v.  )  17  n  n  n  »iU7  ivla 

Imperial  Tramways  Co.  Ld.  ]  

Eno  V.  Dunn  (followed)        ...    7  R.P.C.  311 ;  L.B.  15  App.  Gas.  252  589 

Eno  v.  Dunn     7  R.P.C.  311 ;  L.R.  15  App.  Gas.  252      42, 254, 

571 

Everite$  Case  (followed)       ...    Griffin's  Additional  Patent  Oases  28  695 


P. 


7  R.P.C.  260  r.. 

... 

... 

42 

13R.P.C.398  ... 

... 

... 

135 

20R.P.C.437  ... 

... 

... 

646 

10R.P.C.283  ... 

•  a. 

.  .. 

5 

12  Jurist,  N.S.  365 

... 

•  •• 

91 

L.R.  7  Ch.  611  ... 

... 

a*. 

...  557,  711 

4  De  G.  J.  &  S.  298 

... 

... 

134,  225,  626 

(8R.P.0.214; 
L.R.  (1891)  2  Oh.  1« 

>( 

... 

43,  255,  557 

Farrow's  Trade  Mark  ... 
Fawcett  v.  Homan 
Fels  V.  Hedley  A  Go.  ... 
Fenner  v.  Wilson  i  Co.  Ld. 
Ferrier  v.  Atwool . 

Ford  v.  Foster 

Foxwell  V.  Bostock 

Fuente's  Trade  Marks... 


a. 

Gadd  V.  Houghton      L.R.  1  Ex.  D.  357         199 

^li:wS/'^r*"'"}9«-P-«-516      369,732 

Gadd  V.  Mayor  of  Manchester    9  R.P.C.  516      133,287 

Qandy  v.  Reddaway 2  R.P.O.  49        521, 523 

Germ  Milling  Go.  v.  RobinsoQ    3  R.P.O.  399      288 

Gibson  v.  Brand           1  Webs.  627       ...        ...        ...        ...  284, 288 

Goddard  v.  Lyon  11  R.P.G.  354 288 

Qpodfellow  V.  Prince L.R.  35  O.D.  9 713 

Graves  v.  Heinemann 18  T.L.R.  115 87 

Gray  v.  Smith L.R.  43  CD.  208  186 

Guyor  v.  Thomson       11  R.P.C.  541 308 

Gwynne  v.  Drysdale 3  R.P.C.  65  ;  13  R.  684 134 
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Hall  Y.  Roach  (tolloMved)       ...    2  Atk.  469         6 

Harper  &  Co.  v.  Wright  and  ) 
Butler  Lamp  Mannfactnring  [  12  R.P.C.  483  ;  L.R-  (1896)  1  Ch.  142     70,  269 
><'0.       •••         ,,,         ,,,         •••) 

Hamflon»;.AnderBtonFoundry|L,j^l^pp  0^577 225,621,631 

Harrison  v.  Taylor       4  H.  &  N.  815,  820       71 

^IS^Jbo^^  '!r''r.  }  "  H.L.C.  654  ;  35  L.J.,Q.B.  38        ...  422, 730 

Hattersley  v.   Hodgson  (con- )  21  R.P.C.  517     )  ^r . 

sidered)         J23R.P.C.192      f         '^* 

Hattersley  v.  Hodgson  ...  {  |J  |;j^;^;  JJJ      I         287, 288, 521 

Hayne  v.  Maltby         3  T.R.  438  ;  I  Webs.  P.O.  291          ...  112 

Haynes  v.  Doman       L.R.  (1899)  2  Ch.  13 198 

Hayward  Y.  Hamilton          ...  Griffin  115         418 

Heath  v.  Rollason       15  R.P.C.  441 ;  L.R.  (1898)  A.C.  499  785 

Heath  t;.  Smith           3  E.  &  B.  256 285 

Heath  v.  XJnwin  2  Webs.  277       291,456 

Heathfieldv.  Greenway  «t     ...  11  R.P.C.  17      791 

^^u^JSf '^..^'''  ''\™^.  1  ^ ^-P-O- ^^^ '  ^•^- ^* ^PP- °^'  ^^^      ^^» " 

Hecla  Foundry  Co.  v.  Walker  6  R.P.O.  554 ;  L.R.  14  App.  Cas.  550  269 
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Jones  t;.  Pearce 
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15  R.P.C.  169    ...        ..;        556 
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DIGEST  OF  PATENT  CASES. 


AOBEEMSNT. 

Validity  of  Patent  held  to  be  the  basis  of  an  Agreement  Defendant 
not  eet<q>ped  by  reason  of  kayinfr  agreed  to  take  Ueence.— 
Affreement  for  sole  licence. — Actione  for  royaUies. — €hMiraniee  of 
vaiiditv, — Oonditian  of  ivarranty. -^Patent  admitted  at  trial  to  he 
invalid. — Ocunterclaim  for  damages. — Actions  dismissed  with  costs. — 
Judgment  for  Defendant  on  counterclaim  for  royalties  paid^  without 
coats.  The  Plsintiffs  entered  into  an  Agreement  with  the  Defendant 
to  proonre  to  him  the  grant  of  a  sole  licence  to  manafactnre  and  sell 
auder  a  Patent.  By  the  Agreement  the  Defendant  became  bound  to 
accept  the  licence  and  to  pay  monthly  in  advance  royalties  calcnlated 
OB  a  certain  guaranteed  minimum  number  of  machines  sold  by  the 
Defendant;  the  contract  was  to  be  binding  for  one  year  from  the 
commencement  of  the  payment  of  royalties,  but  the  Defendant  had 
an  option  of  renewal  yearly.  The  PlaintUSa  agreed  to  guarantee  aad 
uphold  the  validity  of  the  Patent  and  to  protect  the  licensee  from 
infringement.  The  Defendant  manufactured  machines  under  the 
Patent  and  made  three  monthly  payments  of  royalties.  Then, 
on  the  ground  that  the  Patent  was  invalid,  the  Defendant  refused 
to  pay  further  royalties  and  claimed  to  be  indemnified  for  his  expenses 
incurred  in  the  manufacture,  including  the  royalties  paid.  The 
Plaintiffs  commenced  an  action  claiming  payment  of  the  royalty 
for  the  fourth  month,  and  subsequently  commenced  a  second 
action  .olilttiing.payliiiot  of  Foyalties  under  the'  Agre^nenl  and  afa 
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accoDnt  of  the  machinee  manufactured  by  the  Defendant.  The  actions 
were  consolidated.  The  Defendant  pleaded  that  no  licence  had  been 
granted,  and  that  the  Patent  was  in'^id,  and  he  counterclaimed  for 
damages  for  breach  of  the  goarantee  of  validity.  The  PlaintilSs  in 
their  Reply  alleged  that  the  Defendant  was  estopped  from  denying  the 
validity  of  the  Patent  and  from  relying  on  the  &ct  that  no  licence  had 
been  granted.  At  the  trial  it  was  admitted  that  the  Patent  was  invalid, 
and  that  the  Defendant  had  not  mannfactnred  or  sold  machines  in 
excess  of  the  guaranteed  minimum.  The  Defendant  contended  that 
the  guarantee  of  validity  was  a  condition  entitling  him  to.  rescind  the 
contract,  and  stated  his  willingness,  if  judgment  was  in  his  favour,  to 
limit  his  counterclaim  to  the  sums  paid  as  royalty. — Held^  that  the 
Defendant  was  not  estopped  from  denying  the  validity  of  the  Patent, 
and  that  the  validity  of  the  Patent  was  Uie  basis  of  the  Agreement. 
The  actions  were  dismissed  with  costs,  and  on  the  counterclaim 
judgment  was  given  for  the  Defendant  for  the  sums  paid  as  royalty, 
but,  having  regard  to  the  form  of  the  counterclaim,  no  Order  was  made 
as  to  the  costs  thereof.— JVo^^  v.  Martin  (23  R.P.G.  41)  followed. 
Hbndbbsoh  v.  Shibls,  p.  109. 

AMENDMENT  OP  SPECIFICATION. 

1-  Leave  ^ven  to  disclaim  by  atrikinflr  out  claims  founded  on  errors, 
but  the  application  being  under  Section  19,  leave  to  strike  out 
or  correct  parts  of  the  description  refused.  A  Petition  for  the 
revocation  of  Alsop's  Patent,  No.  14,006  of  1903,  was  presented  by  the 
Flour  Oxidizing  Co.  Ld.^  and  in  the  coarse  of  the  proceedings  liberty 
was  granted  by  the  Coart  of  Appeal  to  the  owners  of  the  Patent  to 
apply  at  the  Patent  Office  under  Section  19  of  the  Patents  &c.  Act  1883 
for  leave  to  amend  the  Specification  by  way  of  disclaimer  (23  R.P.C. 
65).  The  Company  then  applied  to  the  GomptroUer-Qeneral  for  leave. 
The  amendments  proposed  were  to  excise  certain  of  the  Claims  and 
parts  of  the  description  relating  thereto,  sach  description  and  Claims 
purporting  to  relate  to  a  certain  result  of  the  process  described  in  the 
Specification,  which  result  did  not  in  fact  actually  occur.  The  appli- 
cation was  opposed.  The  Comptroller  allowed  the  application  so  far  as 
the  excision  of  the  Claims  was  concerned,  but  refused  that  part  of  the 
application  which  related  to  the  excision  of  parts  of  the  description. 
The  owners  of  the  Patent  appealed.  The  Solicitor-Oeneral  upheld  the 
Comptroller's  decision,  and  dismissed  the  appeal.  In  thb  Mattbb  of 
AiittOP's  Patent,  p.  684. 

2.  Liberty  to  apply  for  leave  to  amend  refused,  where  the  Judge  was  satisfied 
that  no  effective  amendment  could  be  made.  In  thb  Mattbb  of 
Alsop*8  Patbnt,  p.  761.    See  Bbvooation  (Petition  fob).  No.  8. 

ANTICIPATION.    &»  NOVELTY. 
APPENDANT  CLAIMS. 

Claims  held  to  be  appendant  and  not  for  subordinate  integers.  Van  Bbbkbl 
V.  E.  D.  Simpson  Ld.,  p.  117. 

APPLICATION.    See  Grant  of  Patbnt  (Apfuoation  foe> 
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CERTIFICATE  OF  VALIDITY  HAVING  COME  INTO  QUESTION. 

1.  A  Certificate  of  validity,  granted  prior  to  an  amendment  of  the  Specifica- 

tion of  a  Patent,  does  not  entitle  the  Plaintiffs  to  costs  as  between 
solicitor  and  client  in  an  action  on  the  Patent  in  its  amended  form, 
but  a  fresh  certificate  of  validity  was  granted.  J.  B.  Brooks  &  Co. 
Ld.  v.  Rendall,  Underwood  &  Co.  Ld.,  p.  17. 

2.  Certificate  granted  where  the  issae  of  validity  was  raised  on  the  Defence, 

bnt  the  Defendant  did  not  appear  at  the  trial.  Sodastream  Ld.  v. 
Davey,  p.  763. 

CERTIFICATE  UNDER  SECTION  20  OF  THE  PATENTS,  &c.  ACT,  1883. 

Certificate  granted.  J.  B.  BROOKS  &  Co.  Ld.  v.  Rbndall,  Underwood 
&  Co.  Ld.,  p.  17. 

CONSTRUCTION  OF  SPECIFICATION.  See  Specification  (Construction 

OF). 

CONTEMPT  OF  COURT. 

1*  Placard  exhibited  bv  Defendants  held  to  constitute  a  contempt  of 
Goort  by  reason  of  its  unfairly  representing,  to  the  prejudice  of 
the  Plaintiff^,  what  had  taken  place  in  Court  on  an  interlocutory 
application. — Limited  liceiice. — Motion  by  Plaintijffs  for  interlocutory 
injunction  refused  on  the  ground  of  delay. — Misrepresentation  by 
Defendants  as  to  the  prrjceedings. — Injunction  granted  against  con- 
tinuance of  misrepresentation.  The  owners  of  a  Patent  for  safety 
razors  sold  them  in  boxes,  to  each  of  which  was  affixed  a  limited 
licence  containing  the  restriction  that  the  razor  therein  shoald  not  be 
resold  by  any  retailer  or  advertised  for  sale  at  less  than  one  guinea. 
The  owners  of  the  Patent  brought  an  action  to  restrain  the  Defendants 
from  breaking  this  condition  or  from  otherwise  infringing  the  Patent, 
and  moved  for  an  interlocutory  injunction.  An  injunction  was  granted 
by  the  Vacation  Judge  until  the  second  motion  day  in  the  Michaelmas 
sittings,  when,  on  the  Plaintiffs  asking  for  an  injunction  until  the 
trial,  it  appeared  that,  although  they  had  made  complaints  to  the 
Defendants  in  March  1906,  they  had  only  commenced  their  action 
in  October  1906.  The  Defendants  set  up  the  Plaintiffs'  delay,  and 
also  alleged  that  they  had  a  defence  on  the  merits. — Held^  that 
under  the  circumstances  an  interlocutory  injunction  ought  not  to 
be  granted,  and,  the  Defendants  undertaking  to  keep  an  account,  no 
Order  was  make,  except  that  the  costs  should  be  costs  in  the  action. 
The  Defendantfl,  who  previously  to  the  refusal  of  the  interlocutory 
injunction,  had  put  in  their  window  the  solicitors'  letter  informing 
them  of  the  temporary  injunction'  granted  by  the  Vacation  Judge, 
after  such  refusal  exhibited  a  placard  as  follows : — "  Why  pay 
"  exorbitant  prices  ?  Down  with  Trusts  and  all  monopolies.  In  the 
"  High  Court  of  Justice.  Qillette  Razor  Company  against  Oafna^es. 
"  Before  Mr.  Justice  Warrington^  26th  October,  1906.  Motion  to 
"  restrain  Oamages  from  selling  the  Oillette  razors  below  21s.  was 
"  refused.  Buy  to-day.  Qamages"  price,  18/6.  Advertised,  21/-." 
The  Plaintiffs  thereupon  moved  for  an  injunction  to  restrain  the 
Defendants  (stating  it  shortly)  from  publishing  the  above  or  any 
similar  statement,  or  for  sequestration  for  contempt  of  Court,  alleging 
that  the  placard  was  misleading  and  prejudicial  to  the  Plaintiffs,  and 
would  lead  people  to  the  belief  that  the  matter  had  been  concluded 
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and  that  the  Plaintiffs  had  failed  in  their  action.  The  Defendants 
denied  that  the  placard  contained  any  misrepresentation. — Held,  that 
an  ordinary  cnstomer  wonld  think  that  the  attempt  to  stop  the 
Defendants  from  selling  at  I85.  6d.  had  failed,  and  that  the  placard, 
being  an  attempt  to  the  prejudice  of  the  Plaintiffs  to  misrepresent 
what  had  taken  place  in  Ooart,  was  a  contempt  of  Court,  and  an 
injunction  was  granted,  and  the  Defendants  were  ordered  to  pay 
the  costs  of  the  Motion.  GILLETTE  SAFETY  Razor  Co.  v.  A.  W. 
Gamagb  Ld.,  p.  1. 

2.  *'  In  order  to  make  out  a  contempt  of  Court,  if  you  get  a  misrepresenta- 

"  tion  to  the  prejudice  to  one  of  the  parties,  of  the  result  of  proceedings, 
^*  it  is  not  necessary  to  show  further  that  it  will  tend  to  prejudice  tne 
^*  future  conduct  of  the  proceedings,  because  such  a  contempt  as  that  to 
"  which  I  have  referred  may  well  be  committed  in  a  case  in  which  the 
"  proceedings  have  come  to  an  end." —  Per  WARRINGTON  J.,  in 
Gillette  Safety  Razor  Co.  v.  A.  W.  Gamage  Ld.,  p.  6. 

3.  Motion    for    sequestration    for  breach    of  injunction    in   an 

infringement  action  dismissed,  the  Plaintiflb  not  having  proved 
any  wilful  disobedience  of  the  Order  of  the  Comt.-'AcUon  far 
infringement. — Order  for  injunction  by  consent — Motion  for  sequestra- 
Hon  for  breach  of  injunction. — Procedure, — Motion  dismissed.  In  an 
action  for  infringement  of  a  Patent  an  Order  was  made  by  consent  for 
an  injunction  restraining  the  Defendant  Company  from  infringing  the 
Plaintiff  Company's  Patents  relating  to  the  construction  of  prepayment 
gas  meters.  The  Defendant  Company  subsequently  sold  certain  pre- 
payment gas  meters,  the  construction  of  which  had  been  altered  in 
certain  particulars  in  order  to  avoid  the  infringement  complained  of. 
A  certain  mechanical  device,  however,  which  was  a  feature  of  one  of 
the  Plaintiffs'  Patents  was  retained  in  these  meters.  This  mechanical 
device  was  no  longer  directly  used  by  the  Defendants  in  their  meters, 
but  it  was  admitted  that  it  would  come  into  use  if  the  alternative 
device  which  the  Defendants  had  installed  broke  down.  Notice  of 
Motion  for  sequestration  for  breach  of  the  injunction  was  served  on 
the  Defendants,  who  subsequently  altered  the  construction  of  their 
prepaid  gas  meters  so  as  to  preclude  the  possibility  of  infringement. 
The  Motion  came  on  for  hearing. — Held,  that  no  wilful  disol^dience 
by  the  l^efendants  of  the  Order  of  the  Court  had  been  proved  by  the 
Plaintiffs,  and  therefore  the  Motion  was  refused,  but,  as  there  was 
some  slight  ground  for  it,  without  costs.  METERS  Ld.  v.  METRO- 
POLITAN Gas  Meters  Ld.,  p.  507. 

CONTRACT,    See  Agreement. 

CONVENTION  APPLICATION.    See  Grant  op  Patent  (Application  por), 
Nos.  1  and  3. 

COSTS. 

1-  Certificate  of  validity  having  come  in  question,  a  Certificate  of 
validity,  granted  prior  to  an  amendment  of  tiiq  Specification  of  a  Patent, 
does  not  entitle  the  Plaintiffs  to  costs  as  between  solicitor  and  client 
in  an  action  on  the  amended  Specification.  J.  B.  BROOKS  <&  Co.  LD, 
V,  Kendall,  Underwood  &  Co.  Ld.,  p.  17, 
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2  Where  a  connterclaim  was  wrong  in  form,  but  was  treated  at  the  trial 
as  amended,  the  Defendant  in  the  action,  although  succeeding  on  the 
counterclaim,  was  not  given  the  costs  thereof.  Henderson  v.  Shibls, 
p.  108. 

3.  Scotch  Practice.    Section  29  of  the  Patents. &c.  Act,  1883,  must 

be  read  with  Section  107  which  saves  Scotch  procedure^  and  a 
Certificate  of  expenses  under  the  Judge's  hand  is  unnecessary* 
Expenses  of  Precognitions  allowed  under  the  circumstances, 
although  there  was  no  interlocutor  allowing  a  pioot— Abandon- 
ment of  action, — Precognitions.— Preliminary  investigations. — Act  of 
Sederunt  of  the  15th  of  July  1876.  Section  29  (6)  of  the  Patents  &c. 
Act  1883  provides  that :  "  On  taxation  of  costs,  regard  shall  be  had  to 
"  the  Particulars  delivered  by  the  Plaintiff  and  by  the  Defendant ;  and 
"  they  respectively  shall  not  be  allowed  any  costs  in  respect  of  any 
'*  Particular  delivered  by  them  unless  the  same  is  certified  by  the 
"  Court  or  a  Judge  to  have  been  proven  or  to  have  been  reasonable  and 
"  proper,  without  regard  to  the  general  costs  of  the  case."  Section  107 
"  saves  the  forms  of  process  of  the  Courts  in  Scotland."  The  Act  of 
Sederunt  of  the  15th  of  July  1876,  Regulation  3,  provides  that :  "The 
''  expenses  to  be  charged  against  an  opposite  party  shall  be  limited  to 
"  proper  '  Expenses  of  Process '  without  any  allowance  (beyond  that 
*'  indicated  in  the  table)  for  preliminary  investigations,  subject  to  this 
"  proviso,  that  precognitions  (so  far  as  relevant  and  necessary  for  proof 
'^  of  the  matters  in  the  record  between  the  parties),  although  taken 
**  before  the  raising  of  an  action  or  the  preparation  of  defences,  and 
"  although  the  case  may  not  proceed  to  trial  or  proof,  may  be  allowed 
'*  where  eventually  an  interlocutor  shall  be  pronounced  either 
"  approving  of  issues  or  allowing  a  proof."  In  an  action  for  infringe- 
ment of  Patents  the  Defenders  pleaded  that  the  Pursuers'  aver- 
ments of  infringement  were  irrelevant  for  want  of  specification 
and  that  the  Patents  were  invalid;  the  Lord  Ordinary  allowed 
a  Proof.  The  Defenders  reclaimed.  The  First  Division  recalled  the 
Lord  Ordinary's  interlocutor,  held  the  case  irrelevant  as  stated,  and 
allowed  the  Pursuers  to  amend.  Thereafter  they  of  new  closed  the 
Record  and  remitted  to  the  Lord  Ordinary  to  proceed  as]  accords. 
The  Pursuers  abandoned  the  action.  On  taxation  of  accounts  the 
question  arose  whether  the  Defenders  should  be  allowed  the  expense 
of  precognitions  and  preliminary  investigations.  The  Lord  Ordinary 
reported  the  point  to  the  First  Division. — Held^  that  while  Section  29 
applied  to  Scotland,  it  had  not  the  effect  (when  read  with  Section  107) 
of  rendering  a  Certificate  of  expenses  under  the  Judge's  hand  necessary 
there ;  that  Subsection  6  merely  declared  what  was  already  the 
ordinary  practice  in  Scotland  ;  that  the  A.ct  of  Sederunt  of  the  15th  of 
July  1876  applied  to  Patent  cases,  but  was  not  to  receive  a.  narrow 
interpretation  ;  that  since  the  present  case  had  been  remitted  to  the 
Lord  Ordinary  for  further  procedure,  and  this  could  only  be  a  Proof, 
expenses  should  be  allowed  as  if  that  interlocutor  had  contained  an 
order  for  Proof  ;  and  that  such  expenses  included  the  expense  of  pre- 
cognitions but  not  of  all  preliminary  investigations  ;  beyond  this  no 
distinction  could  be  made,  in  respect  that  it  was  a  Patent  case,  between 
the  present  case  and  any  other.  MlOA  INSULATOR  Co.  Ld.  i\  BruCE, 
Peeblbs  &  Co.  Ld.,  p.  393. 

4.  Where  in  an  action  for  infringement  of  a  Patent,  the  Defendant  succeeded 

on  the  ground  that  the  Patent  had  been  anticipated  by  prior  user,  but  a 
defence  of  prior  grant  failed  by  reason  of  the  prior  grant  being  invalid, 

C  2 
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the  Defendant  was  given  the  general  costs  of  the  action,  and  a  certificate 
as  to  the  prior  user  proved,  but  a  set  off  was  ordered  so  far  as  the 
Plaintiff's  costs  had  been  increased  by  the  issue  of  prior  grant. 
Robertson  v.  Purdbt,  p.  273. 

5.  Licensees-    Licensees,  on  whom  a  Petition  for  revocation  had  been 

served,  and  who  appeared  at  the  hearing,  held  to  be  entitled  to  their 
costs.    In  the  Matter  op  Brown's  Patent,  p.  313. 

6.  Higher  Scale.    Costs  on  the  higher  Scale  allowed  on  an  appeal  in  a 

Petition  for  revocation  of  a  Patent.  In  THE  Matter  of  Andrews' 
Patent,  p.  349. 

7.  Three  Counsel*    It  is    not  necessary  to  ask    for  the  costs  of  three 

Counsel,  it  being  now  the  practice  of  the  taxing  masters  to  use  their 
discretion  in  the  matter  without  an  order  of  the  Court.  In  THE 
Matter  op  Andrews'  Patent,  p.  349. 

S.  Alleged  contempt  of  Court.  Where  a  Motion  for  sequestration  for 
contempt  of  Court  was  dismissed  on  the  ground  that  wilful  dis- 
obedience to  the  Ordeir  of  the  Court  was  not  proved,  no  order  was 
made  as  to  costs,  there  having  been  some  ground  for  the  motion. 
Meters  Ld.  v.  Metropolitan  Gas  Meters  Ld.,  p.  506. 

9.  On  a  motion  for  an  interlocutory  injunction  in  an  action  by  a  licensee, 

held  to  be  an  exclusive  licensee,  to  restrain  the  Patentee  from  using  the 
Patent,  an  injunction  was  granted,  and  as  the  Patentee  had  refused  to 
give  an  undertaking,  the  Plaintiffs'  costs  were  made  costs  in  the 
action,  no  order  being  made  as  to  the  Defendant's  costs.  Rapid  Steel 
Co.  v.  Blankstone,  p.  529. 

10.  Apportionment.    Costs  on  the  higher  scale.    Where  the  Plaintiffs 

in  an  infringement  action  on  appeal  succeeded  as  to  the  more  important 
Patent  sued  on,  but  failed  as  to  the  other,  the  Respondents  were  ordered 
to  pay  three-fourths  of  the  costs  of  the  appeal,  the  Defendants  being 
ordered  to  pay  the  costs  below  except  so  far  as  related  to  the  last- 
mentioned  Patent,  and  to  have  their  costs  so  far  as  they  related  to  that 
Patent.  Costs  having  been  given  below  on  the  higher  sciile,  the  same 
were  also  allowed  on  appeal.  CONSOLIDATED  PNEUMATIC  TOOL  Co. 
Ld.  V,  Clark,  p.  593. 

J 1.  Costs  on  the  higher  scale  given.  In  THE  Matter  OF  Max  MtJLLER's 
Patent,  p.  465. 

12,  Costs  on  the  higher  scale  given.  In  THE  MATTER  OP  Alsop's  Patent, 
p.  733. 

DAMAGES. 

The  owners  of  a  Patent  relating  to  accessories  for  motor  cars  held 
not  entitled  as  damages  to  the  amount  of  profit  which  they 
would  have  made  on  the  sale  of  a  car  with  the  accessories^  but 
only  to  what  they  had  lost  as  Patentees  of  the  accessories^ 
namely,  the  difference  in  the  value  of  a  car  with  the  accessories 
and  the  value  of  one  without  the  accessories.— ^ic/ion  for 
tn/rinff&ment, — Judgment  for  Plaintiffs. — Inquiry  as  to  damages, — 
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Oertificats. — Summons  to  vary. — Measure  of  damages. — Certificate 
discharged  and  inquiry  referred  hack  to  the  Master,  Judgment  was 
given  in  an  action  for  infringement  of  Letters  Patent  for  an  injunction 
and  an  inquiry  as  to  damages.  The  Patents  related  to  a  carburetter 
and  to  a  control  mechanism  of  motor  cars.  The  Defendants  had 
imported  into  this  country  one  car  containing  the  patented  parts. 
On  the  inquiry  the  Plaintiffs  filed  evidence  that  they  did  not  sell  or 
licence  the  sale  of  these  parts  separately,  but  only  sold  cars,  and  they 
claimed  the  amount  of  the  profit  on  a  sale  by  them  of  a  car.  The 
Defendants  filed  evidence  that  the  price  of  a  similar  carburetter  and 
control  mechanism  would  not  exceed  the  sum  of  lOZ.,  and  had  paid 
20/.  into  Court.  The  Master  certified  lOZ.  as  the  amount  of  the 
Plaintiffs'  damages.  The  Plaintiffs  applied  to  vary  the  Certificate. 
— Held^  that  the  Plaintiffs  were  not  entitled  to  the  amount  of  profit 
which  they  would  have  made  on  a  sale  of  a  car,  but  only  to  the 
amount  which  they  have  lost  as  Patentees  of  the  accessories,  namely, 
the  difference  in  the  value  of  a  car  with  the  accessories  and  the  value 
of  one  without  the  accessories.  The  Certificate  was  discharged  and  the 
matter  sent  back  for  inquiry  to  the  Master,  reserving  the  costs. 
Penn  v.  Ja^k  (L.R.  5  Eq.  81)  and  United  Horse  Shoe  and  Nail 
Co.  V.  Stewart  (5  R.P.C.  260;  L.R.  13  App.  Cas.  401)  followed. 
Clbmbnt  Talbot  Ld.  v.  Wilson,  p.  511. 

DISCLAIMER.    See  Amendment  of  Specification. 

DISCLAIMING  NOTE. 

Construction  of.  It  being  objected  that  a  disclaiming  note  enlarged  a 
Claim  by  adding  a  part  to  the  combination  claimed,  held^  that  the  note 
reduced  the  generality  of  the  Claim  by  limiting  it  to  those  combina- 
tions of  the  kind  described,  in  which  the  part  in  question  was  used  ; 
and  that  the  Claim,  taken  with  the  rest  of  the  Specification,  related  to 
those  combinations  only  in  which  the  part  was  used.  IN  THE  MATTER 
OF  Brown's  Patent,  p.  313. 

DISCONFORMITY.    See  also  Particulars  of  Objections,  No.  1. 

Petitioners  for  revocation  of  a  Patent  relating  to  the  bleaching  of  flour, 
alleged  that  it  was  invalid  for  disconformity,  one  objection  alleged 
being  that  the  process  described  in  the  Complete  Specification  resulted 
in  nitration  and  not  in  oxidation  as  stated  in  the  Provisional  Specifi- 
cation.—i?eW,  that,  even  if  this  were  so,  yet,  as  the  process  described  in 
the  Complete  Specification  conformed  to  that  described  in  the  Pro- 
visional Specification,  and  produced  the  desired  effect,  the  mistake  in 
chemistry  would  not  invalidate  the  Patent,  and  that  the  allegations 
of  disconformity  failed.  In  THE  MATTER  OF  ANDREWS'  PATENT, 
p.  349. 

DISCOVERY,    See  Practice,  Nos.  1  and  2. 

EQUIVALENTS. 

The  question  whether  the  doctrine  of  equivalents  is  applicable  to  chemistry 
discussed.  In  the  Matter  of  Andrews*  Patent,  p.  349,  at 
pp.  366,  370  and  375. 
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ESTOPPEL. 

The  Plaintiff  having  agreed  to  procure  the  grant  to  the  Defendant  of  a 
licence  under  a  Patent,  and  having  agreed  to  gaarantee  the  validity  of 
the  Patent,  and  the  contract  being  still  executory,  it  was  held  that  the 
Defendant  was  not  estopped  from  alleging  that  the  Patent  was  invalid. 
Henderson  t;.  Shiels,  p.  108. 

EVIDENCE.    See  also  Particulars  op  Objections,  No.  2. 

1.  Licence. — Restraint  of  Trade.    Where  a  covenant  in  restraint  of  trade 

by  a  licensee  in  a  licence  under  Patents  does  not  exceed  what  is 
reasonably  necessary  for  the  protection  of  the  covenantee,  evidence  as  to 
the  effect  of  the  restraint  on  the  business  of  the  licensee  is  inadmissible. 
MoucHEL  V.  William  Cctbitt  k  Co.,  p.  194.    See  Licence. 

2.  Text  Books.    Admissions.     Questions  as  to  the  reception  in  evidence  of 

admissions  of  a  Petitioner  for  revocation,  and  of  text  books  as  regards 
common  knowledge,  discussed.  In  the  Matter  of  Brown^s 
Patent,  p.  313,  at  pp.  333  and  338. 

FALSE  SUGGESTION.    See  Revocation  (Petition  for).  No.  8. 

"  In  considering  the  validity  of  a  Patent  for  a  process,  it  is  therefore 
^*  material  to  ascertain  precisely  what  the  patentee  claims  to  be  the 
"  result  of  the  process  for  which  the  Patent  has  been  granted  ;  the  real 
'*  consideration  which  he  gives  for  the  grant  is  the  disclosure  of  a 
"  process  which  produces  a  result,  and  not  the  disclosure  of  a  process 
'^  which  may  or  may  not  produce  any  result  at  all.  If  the  patentee 
*^  claims  protection  for  a  process  for  producing  a  result,  and  that  result 
'^  cannot  be  produced  by  the  process,  in  my  opinion  the  consideration 
"  fails.  Similarly  if  the  patentee  claims  for  a  process  producing  two 
^^  results  combined  and  only  one  of  these  results  is  in  fact  produced 
**  by  the  process,  there  is  a  partial  failure  of  consideration,  just  as  there 
"  is  in  the  case  of  a  Patent  containing  one  valid  and  one  invalid  Claim  ; 
"  and  such  partial  failure  of  consideration  is  sufficient  to  avoid  the 
"  Patent,  *  If '  said  Mr.  Justice  Buller  in  Turner  v.  Winter  (1  Webst. 
"  P.O.  82)  *  the  Patentee  says  that  by  one  process  he  can  produce  three 
"  things  and  he  fails  in  any  one,  the  consideration  of  his  merit,  and 
"  for  which  the  Patent  was  granted,  fails,  and  the  Crown  has  been 
**  deceived  in  the  grant.'  An  analogous  principle  applies  to  Patents 
"  for  improvements.  Of  course  the  patentee  must  in  such  a  case  state 
"  the  nature  of  the  improvement,  or  in  other  words,  the  result  which 
^^  he  claims  to  have  secured  by  his  invention.  If  no  such  result  is  in 
"  fact  secured  by  following  the  directions  given  in  the  Specification 
"there  is  a  failure  of  consideration  and  the  Patent  is  void."  Per 
Parker  /.,  In  the  Matter  of  Alsop's  Patent,  p.  752. 


FIAT  OF  ATTORNEY-GENERAL.   See  Revocation  (Petition  for),  No.  7. 
FRAUD.    See  Grant  of  Patent  (Application  for),  No.  2. 
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GRANT  OF  PATENT  (APPLICATION  FOR), 

1-  On  an  application  hj]  a  foreign  patentee  under  Section  103  of 
the  Patents  &c.  Act,  1883,  a  reference  was  ordered  to  be 
inserted  to  a  Specification  published  before  the  date  of  the 
application,  although  subsequently  to  the  date  of  the  foreign 
application.  A  German  Company  applied  in  this  country  for  a 
Patent  on  the  4th  of  August  1905,  asking  that  the  Patent  might  be 
dated  the  18th  of  August  1904,  which  was  the  date  of  their  Qerman 
application.  The  Chief  Examiner,  acting  for  the  Comptroller- 
General,  decided  under  the  Patents  Act  1902  to  insert  in  the 
Applicants^  Specification  a  reference  to  a  Specification  which 
was  accepted  and  published  on  the  11th  of  May  1905  on  an 
application  made  on  the  .12th  of  May  1904,  The  Applicants 
appealed.— -ETeW,  by  the  Law  Officer,  that  the  Chief  Examiner's 
decision  *  be  affirmed.  In  thb  Matter  op  the  Deutsche 
Gold  &  Silbbr-Schbidb  Anstalt  vorm.  ROsslbr's  Application 
FOR  A  Patent,  p.  209. 

2.  Allegations  of  fraud  abroad  will  not  be  gone  into  on  opposition 

to  a  grant.  The  question  of  subject-matter  cannot  be  decided 
on  an  application  for  a  Patent.  Opposition  to  grant  Letters  Patent 
for  Improyements  in  electric  fire  alarms  and  thermo-indicators  on  the 
grounds  (1)  that  the  Applicants  obtained  the  invention  from  the 
Opponent,  and  (2)  prior  patenting  of  the  invention.  The  Chief 
Ejcaminer  (acting  for  the  ComptroUer-Qeneral)  decided  to  seal  a 
Patent.  He  held  that  he  had  no  jurisdiction  to  enter  into  allegations 
of  fraud  abroad,  and  that  the  invention  claimed  by  the  Applicants 
had  not  been  patented  on  the  prior  application  relied  on  by  the 
Opponent.  The  Opponent  appealed.  The  Law  Officer  affirmed  the 
decision  of  the  Chief  Examiner  on  both  grounds,  and  dismissed  the 
appeal  with  costs.  In  the  Matter  op  an  Application  for  a 
Patent  by  A.  H.  McNeil  and  the  Pearson  Fire  Alarm  Ld., 
p.  680. 

3.  The  words ''  on  an  applieation  of  prior  date  "  in  Section  II  of  the 

Patents  &&  Act,  ISSS,  do  not  include  a  prior  application  abroad 
for  a  Patent  for  an  invention  in  respect  of  which  a  Patent  is 
subsequently  applied  for  in  this  country  under  the  International 
Convention.  The  Applicants  for  a  Patent  under  Section  103  of  the 
Patents  &c.  Act,  lb83,  sought  to  oppose,  under  Section  11  of  the  Act,  on 
the  ground  of  prior  patenting,  an  application  for  another  Patent  made 
in  this  country  at  a  date  earlier  than  their  application  in  this  country, 
but  later  than  the  date  claimed  by  them  for  their  Patent  under 
Section  103.  The  Chief  Examiner  (acting  for  the  Comptroller- 
Oeneral)  decided  that  the  Act  restricte  opposition  on  the  ground  ol 
prior  patenting  to  an  application  in  this  country  of  prior  date,  and, 
following  the  decision  in  EverUVs  case  {Qriffin's  Additional  Patent 
Cases  28\  held  that  the  Opponents  had  no  locus  standi  to  oppose, 
and  dismissed  the  opposition.  The  Opponents  appealed. — Held 
on  appeal,  by  the  Law  Officer y  that  the  application  of  prior  date 
on  which  an  opposition  can  be  grounded  means  an  application  in 
this  country,  and  that  the  appeal  must  be  dismissed.  In  THE 
Matter  of  an  Application  by  Jambs  Yatk  Johnson  for  a 
Patent,  p.  694. 


40  1>ATKNT  CA8»8. 

INFRINGEMENT.     See  also  Novelty,  Nob.  2  and  II ;    Subjbct-mattbr, 
No.  5  ;  and  CONTEMPT  OP  COURT,  No.  3. 

1-  On  the  constfuction  of  Specification  infringement  not  found.— 

Judgnifint  for  Defendants.  The  owners  of  Letters  Patent  for 
"Improvements  in  machinery  for  breaking  pig  iron"  brought  an 
action  for  infringement.  The  Patentees  in  their  Specification  described 
mechanism  for  feeding  the  mass  into  position,  clamping  it,  breaking 
off  pigs  from  the  sow,  and  breaking  the  sow,  and  for  each  of  these 
operations  they  described  plungers  working  in  ram  cylinders.  In  their 
first  Claim  ihey  claimed  the  machine  comprising  the  four  rams  for  the 
four  operations,  substantially  as  described.  The  Specification  stated 
that  the  plungers  instead  of  being  operated  by  hydraulic  power  might  be 
actuated  by  steam  or  other  motive  agent.  In  the  Defendants*  machine 
the  operations  were  executed  by  means  of  eccentrics,  toggle  links, 
levers,  and  cams,  off  a  mechanically  driven  shaft,  whereas  the  Plaintiffs' 
machine  had  no  revolving  parts.  The  question  of  infringement  turned 
on  the  point  whether  the  Claims  were  confined  to  machines  such  as 
described  and  operated  by  means  of  rams,  or  whether  they  included 
machines  with  similar  or  analogous  working  parts  operated  by  means 
of  a  power  driven  shaft. — Held,  that  the  Plaintiffs  could  only  claim 
the  invention  specified — that  is,  the  machine  with  four  rams  for  four 
definite  pm-poses— and  that  the  Defendants  had  not  infringed.  The 
action  was  dismissed  with  costs.  Martin  and  James  v.  Consbtt 
Iron  Co.  Ld.,  p.  ?.• 

2.  Claim  which  was  grammatically  defective  held  to  be  for  the 
construction  and  arrangement  of  the  metallic  under-framing 
of  cycle  saddles  substantially  as  described  and  to  have  been 
infringed. — Action  fur  infringemenL — Construction. — Infringement 
found. — Judgment  for  Plaintiffs. — Certificate  granted  under  Section  20 
of  the  Patents  Ac.  Act,  1883.  A  Patent  was  granted  in  1893  for 
'  "  Improvements    in    velocipede    saddles."      The    Specification    was 

amended  in  1901,  and,  in  1903,  in  an  action  of  Brooks  v.  Lycett 
(20  R.P.C.  390),  a  Certificate  of  the  validity  of  the  Patent  was  granted. 
In  January  1904,  in  an  action  of  Brooks  v.  LycetVs  Saddle  inc.  Co. 
(21  R.P.C.  651),  the  amendments  made  in  1901  were  declared  invalid, 
ftnd  in  July  1904  the  Specification  was  again  amended.  In  an  action 
for  infringement  of  the  Patent  the  Defendants  alleged  (inter  alia)  that 
the  proceedings  resulting  in  the  amendment  of  1904  were  ultra  vires, 
but  at  the  trial  the  only  contest  was  as  to  the  construction  of  the 
Specification  and  infringement.  In  one  form  of  the  Plaintiffs'  saddle 
there  was  an  underframing  consisting  on  each  side  of  two  wires 
made  to  converge  at  the  peak  of  the  saddle,  and  at  the  rear  of  the 
saddle  spread  outwardly  and  rivetted  at  four  points  to  the  cantle  plate, 
or,  in  a  modification,  to  a  cross  bar  bolted  to  the  cantle  plate.  The 
wires  were  bound  together  in  a  girder-like  form  by  means  of  an 
attachment  boss  for  the  seat  pillar.  In  the  alleged  infringement  the 
wires  were  spread  at  the  rear,  but  were  bent  round  and  attached  to  the 
cantle  plate  by  bolts  at  two  points.  The  Defendants  contended  that 
some  words  had  been  omitted  from  the  Claim,  and  that  in  reality  it 
was  for  the  attachment  boss. — Held,  that  the  Claim  was  for  the 
construction  and  arrangement  of  the  metallic  underframing  of  cycle 
saddles  substantially  as  described,  and  that  the  Defendants  had  in- 
fringed. Judgment  was  given  for  the  Plaintiffs  with  costs,  but  costs 
as  between  solicitor  and  client  were  not  given,  it  being  held  that  the 

*  The  decision  in  this  oase  has  ^inoe  been  affirmed  on  appeal. 
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Certificate  of  validity  previously  obtained  did  not  apply  to  the 
Specification  in  its  form  as  last  amended.  A  Certificate  of  validity  was 
given  and  also  a  Certificate  under  Section  20  of  the  Pat^ts  &c. 
Act,  1883,  that  the  original  Claim  had  been  framed  in  good  fauh  and 
with  reasonable  skill  and  knowledge.  The  Court  declined  to  make  an 
Order  for  a  stay  of  execution  or  for  an  undertaking  as  to  costs. 
•  J.  B.  Bhooks  &  Co.  Ld.  v.  Rbndall,  Underwood  &  Co.  Ld.,  p  17. 

3.  The  Plaintiffs'  process  held  not  to  have  been  proved  to  be  taken. 

— Construction  o/  Specification. — Limitations  on  claiming  claused, — 
Prior  publication, — Judgment  for  Defendants, — Appeal  dismissed. 
The  Plaintiffs  were  the  owners  of  a  Patent  granted  in  1898  for 
"  Improved  treatment  of  glass  for  coating  purposes  as  a  backing  for 
''  slabs,  tiles,  facing  plates,  and  the  like,*'  which  consisted  in  painting  on 
to  the  back  of  the  glass  tiles  a  hot  mixture  of  British  pitch  and  gas  tar, 
and  sprinkling  thereon  coarse  granulated  clinker  or  coarse  coke  breeze 
having  absorbent  qualities.  The  Defendants  were  alleged  to  have 
infringed  this  Patent  by  backing  glass  tiles  with  a  mixture  of  pitch, 
"  marine  glue  "  (a  kind  of  pitch),  and  shellac,  sprinkled  with  broken 
pottery  which  was  of  a  non-absorbent  character  as  regards  pitch.  The 
Defendants  alleged  anticipation  by  certain  other  Specifications  as  part 
of  their  defence. — Held^  at  the  trial,  that  the  Plaintiffs'  Patent  was  for 
the  process  described  in  the  Specification  which  included  the  addition 
of  gas  tar  ;  and  that,  as  the  Defendants  did  not  introduce  gas  tar,  and 
their  backing  was  sprinkled  with  a  material  which  was  non-absorbent 
t  as  regards  pitch,  they  had  not  infringed.    Judgment  Wiis  given  for  the 

Defendants  with  costs.  The  Plaintiffs  appealed. — Held^  on  Appeal, 
that  the  Plaintiffs'  Claims  only  covered  the  use  of  material  with 
absorbent  properties  of  the  type  of  those  possessed  by  breeze  or 
granulated  clinker,  and  that  the  Plaintiffs  had  not  proved  that  the 
broken  pottery  of  the  Defendants  was  within  the  fair  meaning  of  these 
Claims.  The  appeal  was  dismissed  with  costs.  Nbwbllitb  Glass 
Tile  Co.  Ld.  v.  Lawson's  Non-Conducting  Composition  Ld., 
pp.  101  and  305. 

4.  Chemical  Equivalent.     Patent  held  to  be  infringed  by  Defendants, 

who  had  replaced  a  small  portion  of  the  substance  mentioned  in  the 
Specification,  namely,  aluminium,  by  silicon,  another  metal  capable  of 
reducing  oxide  of  iron.    Thermit  Ld.  v.  Wblditb  Ld.,  p.  441. 

J  5.  Patent  upheld  on  a  limited  construction,  but  Defendants  found 

not   to  nave  infiringed.— iS^ft/Vc^ma/^er. — Prior   user.— Certificate 

!  granted  that  the  validity  of  the  Patent  had  come  in  qvsstion. — Judgment 

for  Defendants.  The  owner  of,  and  the  sole  licensees  under,  Letters 
Patent  for  **  Improvements  in  implements  for  the  cultivation  of  land  " 
brought  an  action  for  infringement,  in  which  the  Defendants  contended 
that  they  did  not  infringe,  and  alternatively  that,  if  the  Claims  included 
what  the  Defendants  did,  then  the  Patent  was  invalid.  The  seventh 
Claim  of  the  Specification,  as  amended,  was:  ^^In  a  cultivator,  the 
*^  combination  of  tines  having  the  points  of  their  shares  perpendicularly 
"  below  the  centre  from  which  the  curve  of  the  working  part  of  the 

j  "  tine  is  struck,  or  thereabouts,  a  bar  or  frame  carrying  such  tines,  a 

"  shaft  carried  by  the  machine  frame  and  from  which  such  bar  or  frame 
"  is  supported,  means  for  enabling  the  tine  bar  or  frame  to  be  tilted 
'*  around  the  said  shaft  to  enable  the  tines  to  be  raised  entirely  out  of 

I  "  the  ground  or  lowered  into  working  position,  and  means  for  enabling 

'*  tiie  angle  of  the  cranks  by  which  the  said  shaft  is  supported  on  the 
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<«  carrying  wheels  to  be  varied,  Babstantially  as  herein  shown  and 
''  described.**  The  Plaintiffs  alleged  that  the  chief  feature  of  their 
^invention  was  the  combination  whereby  parallel  working  at  different 
depths  could  be  obtained  when  two  or  more  rows  of  tines  were  used  in 
a  cultivator.  The  Defendants*  cultivator  differed  from  that  of  the 
Plaintiffs  in  several  respects,  including  the  use  of  two  levers,  one  at 
"  each  end  of  the  machine,  instead  of  one  lever,  and  in  having  a  througb 
shaft  fixed  to  the  frame  instead  of  being  joumalled  to  it. — HeUU  that, 
upon  the  true  construction  of  the  Specification,  the  Claim  was  for  a 
combination,  but  limited  to  the  particular  mode  of  carrying  it  out 
described  in  the  Specification,  and  that  the  Defendants  had  not  taken 
the  patented  invention  and  had  not  infringed.  The  action  was  dis- 
missed with  costs.  The  Plaintiffs  were  granted  a  Certificate  that  the 
validity  of  the  Patent  had  come  in  question.  HARRISON  Patbkts  Co. 
Ld.  v.  W.  N.  Nicholson  &  Sons  Ld.,  p.  722. 

6.  Defendant  not  appearing   at    the   trial. — Judgment  for  Plaintiffs, — 

Certificate  of  validity  granted.    Sodastream  Ld.  v.  Da  vet,  p.  "/GS. 

7.  Gonstraction  of  Specification.    Defendants  held  not  to  infringe. 

— Judgment  for  the  Defendants.  This  was  an  action  by  a  Patentee 
for  infringement  of  Letters  Patent  relating  to  ^*  Improvements  in  or 
*'  relating  to  rim  brakes  for  velocipedes  and  the  like.**  The  Plaintiff 
contended  that  he  was  the  first  to  invent  rim  brakes  having  brake 
blocks  readily  detachable  without  the  use  of  tools  or  screws,  and  that 
the  Claims  in  his  Specification,  in  which  were  described  means  of 
applying  this  feature  of  detachability  by  the  use  of  a  spring  arch, 
were  wide  enough  to  cover  the  Defendants*  device  in  which  a  spring 
arch  was  differently  applied  for  the  same  purpose. — Held,  that  the 
Claims  relied  upon  were  narrow;  that  if  the  Claims  were  given  a 
broad  construction  the  Patent  would  be  invalid ;  and  that  the 
Defendants  had  not  infringed.  The  action  was  dismissed  with  costs. 
BoswoRTH  V.  Components  Ld.,  p.  765. 

INSUFFICIENCY.    See  SPBCIFICA.TION  (Supfioibncy  op). 

INTERLOCUTORY  INJUNCTION.    See  also  Licbnob,  No.  2. 

Befiised  on  accoant  of  Plaintiflfs'  delay.  The  owners  of  a  Patent  for 
safety  razors  sold  them  in  boxes,  to  each  of  which  was  affixed  a  limited 
licence  containing  the  restriction  that  the  rasor  therein  should  not  be 
resold  by  any  retailer  or  advertised  for  sale  at  less  than  one  guinea. 
The  owners  of  the  Patent  brought  an  action  to  restrain  the  Defendants 
from  breaking  this  condition  or  from  otherwise  infringing  the  Patent, 
and  moved  for  an  interlocutory  injunction.  An  injunction  was  granted 
by  the  Vacation  Judge  until  the  second  motion  day  in  the  Michaelmas 
sittings,  when  on  the  Plaintiffs  asking  for  an  injunction  until  the  trial 
it  appeared  that,  although  they  had  made  complaints  to  the  Defendants 
in  March  1906,  they  had  only  commenced  their  action  in  October  1906. 
The  Defendants  set  up  the  Plaintiffs'  delay,  and  also  alleged  that  they 
had  a  defence  on  the  merits. — Held,  that  under  the  circumstances  an 
interlocutory  injunction  ought  not  to  be  iDp^anted,  and,  the  Defendants 
undertaking  to  keep  an  account,  no  Order  was  made,  except  that  the 
costs  should  be  costs  in  the  action.  Qillbttb  Safbtt  Razor  Co. 
V.  A.  W.  Oamagb  Ld.,  p.  1. 
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INTERNATIONAL  CONVENTION.    See  Gbant  OP  Patent  (Application 
FOR),  Nos.  1  and  3. 


INTERROGATORIES.    See  Practice,  No.  1. 
INVENTION.    See  Subjkct-mattbb. 

LICENCE.    See  also  Agreement. 

L  Goyenant  in  licenca  under  Patents  held  to  be  limited  to  the  term 
of  the  licence  which  was  coterminous  with  the  Patents  and  not 
in  restraint  of  trade  and  to  be  ibXiA.— Covenant  alleged,  to  he  in 
undue  restraint  of  trade, — Construction. — Covenant  held  valid, — 
Judgment  for  Plaintiff.  In  1903  the  Plaintiff  granted  to  the  Defen- 
dants a  licence  by  Deed  to  use,  within  a  certain  district,  the  inventions 
protected  by  three  Patents  granted  to  H.  in  1897  and  relating  to  the 
employment  of  ferro-concrete  in  the  construction  of  buildings.  The 
Deed  contained  a  covenant  by  the  Defendants  that  they  would  not  at 
any  time,  without  the  written  consent  of  the  Plaintiff,  carry  out,  or 
contract  to  carry  out,  any  ferro-concrete  or  other  similar  work  which 
might  be  an  infringement  of  the  Patents  or  be  in  competition  with 
them.  In  an  action  to  restrain  breaches  of  the  covenant,  the  Defen- 
*  dants,  who  were  builders  having  a  large  business  both  in,  and  outside 
of,  tSe  district,  alleged  that  the  covenant,  if  valid,  would  prevent  them 
using  at  all  in  the  United  Kingdom  in  their  business  the  modes  of 
building  construction  which  they  had  used  before  the  date  of  the 
licence  ;  they  contended  that  the  covenant  was  wider  than  was  necess- 
ary for  the  protection  of  the  Patentee  and  injurious  to  the  public 
interest,  and  was  in  undue  restraint  of  trade,  and  void.  They  tendered 
evidence  to  show  the  scope  of  the  Patents,  the  modes  of  building  prior 
to,  and  subsequent  to,  the  date  of  the  Patents,  the  extent,  and  .'^nature 
of  the  Defendants'  business  at  the  date  of  the  licence,  and  the  effect 
which  the  covenant  would  have  upon  their  business,  and  what,  having 
regard  to  the  nature  of  the  Patents,  was  necessary  for  the  protection  of 
the  Patentee.  The  Defendants  also  contended  that  the  Plaintiff  was, 
as  the  agent  of  H.,  incompetent  to  sue. — Held^  that  the  Plaintiff  was 
competent  to  sue ;  that  the  restraint  under  the  covenant  continued 
only  during  the  existence  of  the  licence,  which  was  coterminous  with  the 
Patents,  and  did  not  extend  beyond  what  was  reasonably  necessary  for 
the  protection  of  the  trade  of  the  covenantee,  and  was  valid,  and  that 
the  evidence  tendered  by  the  Defendants  was  inadmissible.  Judgment 
was  given  for  the  Plaintiff  with  costs,  but  with  a  set-off  of  the  costs  of 
certain  allegations ;  and  an  inquiry  as  to  damages  was  directed  to  be 
referred  to  an  official  Referee.  Mouohkl  v.  William  Cubitt  &  Co., 
p.  197. 

2.  License  held/on  Motion  for  interlocutory  injunction^  to  be  an 
exclusive  licence^  and  injunction  granted  to  restrain  Patentee 
from  either  directly  or  indirectly  using,  exercising,  or  putting 
in  practice  the  Patent,  and  from  manufacturing  or  causing  to 
be  manufactured/otherwise  than  by  the  Plaintiflbi  the  patented 
articles.    Rapid  Stbkl  Co.  v.  Blankstonb,  p.  529. 
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MECHANICAL  EQUIVALENTS.    See  also  Infringement,  No.  4. 

Equivalents  in  Chemistry.  "Couusel  for  the  Respondents  met  the 
"  difficnlty  by  saying  that  in  chemical  Patents  there  is  no  such  thing 
"  as  the  application  of  the  doctrine  applied  in  the  case  of  mechanical 
"  equivalents,  and  Mr.  Aatbury  argued  very  confidently  that  the 
'*  authorities,  from  the  House  of  Lords  downwards,  showed  that  you 
"  cannot  apply  the  doctrine  of  mechanical  equivalents  to  a  chemical 
"  Patent,  1  cannot  agree.  The  doctrine  does  apply  in  cases  where, 
**  having  regard  to  the  subject-matter,  it  can  be  truly  asserted  that  one 
"  of  two  or  more  chemical  substances  is  well  known  as  producing  the 
"  same  effect  on  the  same  subject-matter."  Per  Vaughan  Williams 
Z/.J.,  In  the  Matter  op  Andrews'  Patent,  p.  366. 

MISREPRESENTATION. 

Of  proceedings  in  Court.  GILLETTE  SAFETY  Razor  Co.  v.  A.  W. 
Gamagb  Ld.    See  Contempt  op  Court,  No.  1. 

NOVELTY.    See  also  Subjbct-Mattbr. 

L  Patent  held  to  be  invalid  by  reason  of  anticipation  of  one  of  the 
Claims. — Action  for  infHngement, — Anticipation. — Invention. — In- 
fringement.--Patentheld  invalid. — Judgment  for  Def^indants. — Apjteal 
by  Plaintiffs  dismissed.  The  owners  of  a  Patent  for  "  Improvements 
"  in  boot-nailing  machines  "  brought  an  action  for  infringement.  The 
Specification  described  improvements  in  details,  each  of  whix^h  was 
made  the  subject  of  a  separate  Claim,  The  Plaintiffs  cAitended  that 
the  whole  new  machine  was  designed  to  accomplish  certain  specified 
objects  which  were  new,  and  that  each  improvem^t  claimed  tended  to 
the  furtherance  of  those  objects  as  a  whole,  and  that  therefore  the 
Claims  should  be  limited  in  construction  and  be  held  valid.  They 
alleged  infringement  in  respect  of  the  eighth  Claim  only.  It  was  held 
at  the  trial  that  the  Claims  must  be  construed  separately,  and  that  each 
must  stand  on  its  merits  ;  that  certain  of  the  Claims  involved  no 
invention  and  that  others  were  anticipated  ;  also  that  on  a  wide 
construction  the  Eighth  Claim  would  be  invalid,  while  on  a  narrow 
construction  there  was  no  infringement.  Judgment  was  given  for  the 
Defendants  (23  R.P.C.  321).  The  Plaintiffs  appealed.  On  the  hearing 
of  the  appeal  the  Plaintiffs  contended  that  the  eighth  Claim,  if  construed 
with  regard  to  the  whole  Specification,  was  valid,  but  they  admitted 
that  on  a  wide  construction  it  was  invalid. — Held^  that  the  eighth 
Claim  was  too  wide  and  was  invalid.  The  appeal  was  dismissed  with 
costs.  British  United  Shoe  Machinery  Co,  Ld.  v.  Hugh 
Claughton  Ld.,  p.  33. 

2.  New  Combination  of  known  elements  to  produce  new  and  im- 
portant result — Claims  held  to  be  appendant  and  not  for  subordinate 
integers. — Patent  held  valid. — Mechanical  equivalent. — Patent  held  to 
be  infringed.— Judgment  below  affirmed  on  appeal.  V.  B.  was  grantee 
of  a  Patent  (No.  5567»  of  1898).  The  first  Claim  in  the  Specification 
was  for  *'  a  machine  for  slicing  German  sausages  or  polonies  and  other 
"  the  like  meat  goods  characterised  by  the  arrangement  of  a  revoluble 
"  circular  knife  of  spherical  or  dished  form  and  a  table  having  a 
'*  to  and  fro  movement  adapted  to  carry  the  polony  or  the  like  with  it 
"  against  the  said  knife  in  the  direction  of  the  cut  whilst  during  the 
"  return  of  the  table  [which  is  executed  quickly  relative  to  the  forward 
"  movetnent)  the  polony  is  moved  forward  on  the  table  to  the  width  of 
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"  a  slice."  The  second  Claim  was : — "  In  a  machine  for  slicing  German 
*^  sausages  or  polonies  and  the  like  meat  goods,  a  cntter  consisting  of  a 
"  revoluble  circular  knife  having  a  spherical  or  dished  form  whereby 
"  only  the  cutting  edge  of  the  circular  knife  comes  in  contact  with  the 
**  polony  or  piece  of  meat  during  the  slicing,  substantially  as  and  for 
'*  the  purposes  hereinbefore  set  forth."  The  third  Claim  was  : — "  In  a 
'^  slicing  machine  of  the  kind  described  "  for  the  means  of  reciprocating 
the  table ;  and  the  fourth  and  fifth  Claims  were  for  the  means  of 
moving  forward  the  polony  the  breadth  of  a  slice.  It  was  proved  that 
a  slicing  machine  for  sausages  and  the  like  was  a  desideratum,  but  that 
none  had  been  invented  that  would  work  satisfactorily  before  that  of 
Y.  B.,  and  that  the  latter  worked  well  and  was  a  commercial  success. 
Dished  knives  were  old,  but  had  never  been  employed  before  V.  B.'s 
invention  in  a  slicing  machine  or  in  any  similar  manner.  The  recipro- 
cating mechanism  was  old  but  had  never  been  before  applied  to  a 
slicing  machine,  though  reciprocating  tables  of  different  designs  had 
been  used.  The  method  of  moving  forward  the  polony  was  old,  and 
closely  resembled  that  used  in  former  machines.  Koihe's  Specification, 
No.  579,486  of  1879,  U.S.A.  (which  had  been  published  in  this 
country)  was  for  a  "  device  for  cutting  bread,"  which  consisted 
of  a  flat  knife  or  irregular  edge,  a  reciprocating  table  and  mechanism 
similar  to  V.  B.'s  for  "moving  forward  the  bread  the  breadth  of  a 
"  slice."  In  the  above  circumstances  S.  contended  that  V.  B.'s  Patent 
was  invalid,  on  the  grounds  that  it  was  anticipated  by  Kolbe^  and  that 
the  Patentee  had  in  Claims,  2,  3,  4,  and  5  claimed  the  dished  knife,  the 
reciprocating  mechanism  and  the  mechanism  for  moving  forward  the 
sausage  as  substantial  inventions ;  that  as  such  they  were  plainly  void 
for  want  of  novelty,  and  that  the  Patent  was  therefore  bad.  S.,  the 
Respondent,  manufactured  slicing  machines  having  a  dished  knife, 
a  reciprocating  table,  and  a  device  for  moving  forward  the  sausage, 
the  first  and  last  of  which  were  clearly  mechanical  equivalents  of  those 
used  by  V.  B.,  while  the  second  differed  from  V.  B.'s  in  that  the 
backward  and  forward  motion  took  place  in  approximately  the  same 
time,  so  that  the  slow  forward  and  quick  backward  motion — a 
characteristic  of  V.  B.'s  machine — was  not  obtained. — Held^  by  the 
Lord  Ordinary  (1)  that  V.  B.'s  Patent  was  for  a  new  combination  for 
producing  an  entirely  new  and  important  result,  and  was  not 
anticipated  by  Kolbe;  that  Claims  2,  3,  4,  and  5  were  not  for 
subordinate  integers,  but  only  appendants  to  the  principal  claim,  and 
that  as  such  they  were  valid ;  that  the  differentation  in  the 
Bespondent's  machines  had  no  practical  advantage  or  utility,  and 
that  S.'s  mechanism  was  a  mechanical  equivalent  for  that  of  V.  B. 
Interdict  was  granted  (23  R.P.C.  237).  The  Respondents  reclaimed 
to  the  first  Division  of  the  Inner  House,  which  upheld  the  Lord 
Ordinary's  Judgment  on  all  points.  Van  Bbrkkl  v.  R.  D.  Simpson 
Ld.,  p.  117. 

3.  Patent  held  not  to  have  been  anticipated  and  invention  held  to  be  suffi- 

ciently described  and  defined.  Bbston  v.  Watts,  p.  219.  See 
Specification  (Suppioibncy  of),  No.  1. 

4.  Claim  held  not  to  be  for  particular  arrangement  and  construction, 

but  to  be  80  wide  as  to  cover  what  was  old.— Action  for  infringe' 
ment, — Subject-matter, — Novelty. — Patent  held  valid. — Judgment  for 
Plaintiffs  as  against  one  Defendant. — Appeal  by  that  Defendant 
allowed.— Patent  held  invalid.  In  1897  a  Patent  was  granted  to  H.  for 
**  Improvements  in   piles,  quays,  and  retaining  walls  or  structures." 
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The  first  Claim  was  for  piles  formed  of  bars  of  iron  embedded  in  b^ton 
and  cross  tied  by  cramps  ;  the  third  Claim  was  for  a  form  of  cap  for 
use  in  ramming  the  piles.  In  an  action  for  infringement  of  the  Intent 
against  three  Defendants  C.  and  W.  and  a  firm  (W.  &  S.)  it  was  proved 
that  the  firm  was  licensed  by  C.  to  work  certain  Patents  of  C,  that  W. 
was  C.'s  a^ent,  but  that  neither  C.  nor  W.  had  taken  any  part  in  the  acts  of 
which  complaint  were  made.  The  PlaintifiEs*  piles  were  being  exten- 
sively used.  Evidence  was  given  by  the  Defendants  showing  that  in 
1897  strengthened  concrete  (also  called  ferro-concrete),  such  as  was 
used  by  the  Plaintiffs,  was  a  well-known  material  and  had  been  used 
for  various  purposes,  but  not  for  piles,  though  the  Specification  of  B. 
described  the  construction  of  piles  with  trussed  framing  and  wirework 
enclosing  and  incorporated  with  concrete,  and  the  Specification  of  S. 
described  a  similar  mode  of  construction  of  posts,  pillars  and  railway- 
ties,  and  a  note  of  a  foreign  Patent  of  the  Defendant  0.  mentioned  the 
construction  of  piles  in  cement  with  metallic  framework.  At  the  trial 
it  was  held  that  the  Patent  was  valid,  and  that  W.  &  S.,  but  not  C.  or 
W.,  had  infringed  Claim  1,  but  not  Claim  3.  The  action  as  against  C. 
and  W.  was  dismissed  with  costs.  An  injunction  was  granted  against 
W.  &  S.  on  Claim  1  with  costs,  with  a  set-off  of  the  costs  on  Claim  3, 
but  the  injunction  was  suspended  as  to  specified  works  (23  R.P.C.  649). 
The  Defendants  W.  &  S.  appealed. — Heldy  by  the  Court  of  Appeal,  that 
a  wide  construction  must  be  put  upon  the  Specification,  and  that  the 
first  Claim  was  not  confined  to  piles  capable  of  being  driven,  and  that 
the  Patent  was  invalid,  the  alleged  invention  having  been  anticipated. 
The  appeal  was  allowed  with  costs.  The  difference  between  discovery 
and  invention  discussed.    MOUCHBL  v,  CoiGNET,  p.  229. 

5.  Patent  held  to  be  anticipated  by  prior  user.  Prior  grant  not 
found. — Action  for  infringement — True  and  first  inventor. — Prior 
publication  and  prior  user, — Prior  grunt  pleaded. — Construction  of 
Specification  of  alleged  prior  grant. — Prior  grant  not  proved, — Prior 
tiser  proved. — Costs. — Set  q/f.  The  owner  of  a  Patent  (No.  22,894  of 
1894)  for  "  Improvements  in  drop-down  guns  "  brought  an  action  for 
infringement.  The  invention  consisted  of  certain  improvements  in 
single  trigger  guns  to  prevent  the  involuntary  discharge  of  the  second 
barrel  after  the  firing  of  the  first.  A  firer,  on  the  recoil  of  the  gun, 
unconsciously  releases  the  trigger  and  involuntarily  and  unconsciously 
gives  it  a  second  pull.  An  interceptor  was  introduced  by  the  Patentee, 
which  prevented  the  trigger  mechanism  from  engaging  the  second 
barrel,  but  which  was  removed  by  the  second  or  involuntary  pull. 
The  Defendants  pleaded  {inter  alia)  that  the  Patent  was  invalid— (1) 
By  reason  of  the  prior  manufacture,  use,  and  publication  of  certain  guns 
containing  the  invention  during  the  year  lo83 ;  (2)  By  reason  of  the 
manufacture  and  use  of  guns  similarly  constructed  during  the  months 
of  July  to  November  1894  ;  (3)  That  the  Patentee  was  not  the  true  and 
first  inventor,  who  was  N  ;  and  (4)  By  the  prior  grant  to  N.  of  a  Patent 
for  the  same  invention  (No.  13,130  of  1894).  The  Plaintiff  in  his  Reply 
stated  that  the  alleged  prior  grant  was  (a)  for  a  two-pull  as  distin- 
guished from  his  three-pull  mechanism  ;  or  (b)  alternatively,  if  it  was 
for  a  three-pull  mechanism  it  was  invalid  for  disconformity  or  for 
insufficiency  of  the  Specification ;  and  (c)  that  the  plea  of  prior  grant 
was  bad  in  law. — Held,  that  prior  invention  by  another  will  not  of  itself 
avoid  a  Patent  granted  to  a  subsequent  true  inventor ;  that  N.  had  in 
fact  invented  the  Plaintiff's  device  before  the  date  of  his  Patent,  but 
that  it  was  not  published  before  that  date ;  that  the  alleged  user  by 
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firing  the  gans  at  a  private  range  was  not  of  sach  a  nafcare  as  to  invalid- 
ate the  subsequent  Patent  of  the  Plaintiff ;  that  the  plea  of  prior  grant 
was  good  in  law,  but  on  the  true  construction  of  N.'s  Specification  there 
was  no  prior  grant  of  the  patented  invention,  N.'s  Patent  being  invalid 
for  insufficiency ;  that  there  was  prior  user  of  the  invention  by  the 
manufacture  and  use  of  the  guns  made  in  1883,  and  the  Patent  was 
invalid  on  that  ground.  Judgment  was  given  for  the  Defendants,  with 
the  general  costs  of  the  action  and  of  those  of  the  anticipations  proved, 
the  Plaintiffs  to  have  a  set  off  of  the  costs  of  the  issue  as  to  N.  Where 
an  invention  has  proved  a  commercial  success,  evidence  of  anticipation 
by  prior  user  must  be  examined  with  the  greyest  care  and  caution. 
Robertson  v.  Purdby,  p.  273. 

e.  Patent  held  not  to  be  anticipated.  In  the  Matter  op  Brown's 
Patent,  p.  313.    See  Subject-matter,  No.  2. 

7.  Patent  held  not  to  be  anticipated,  the  Specification,  which  was 
alleged  to  be  an  anticipation,  beinsr  either  limited  to  something 
excluded  from  the  Claims  or  being  unintelligible — Petition  for 
revocation. — Construction  of  Specification. — Sufficiency  of  Specifica- 
tion.  —  Disconformity.  —  Prior  publication, —  Subject-matter. —  Patent 
ordered  to  be  revoked  at  Ihearing. — Ajjpeal  allowed.  A  Patent  was 
granted  in  1901  for  "  Improvements  in  conditioning  or  improving 
'*  the  quality  of  recently  ground  flour,  semolina,  or  the  like."  A 
Petition  was  presented  for  the  revocation  of  the  Patenb  on  the  grounds 
of  disconformity,  want  of  novelty,  want  of  subject-matter,  inutility,  and 
insufficiency  of  directions.  One  of  the  Claims  was  as  f ollows  :  — *' In 
"  the  process  of  conditioning  flour  and  the  like,  passing  the  same  with 
'^  full  exposure  through  an  atmosphere  containing  a  gaseous  oxide  of 
"  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the  gaseous  or 
**  vapourised  state."  It  was  stated  in  the  Complete  Specification  that, 
preferably,  nitric  acid  or  nitrogen  peroxide  was  caused  to  ^ct  upon  the 
flour  by  forcing  a  current  of  air  over  or  through  thia  oxidising  agent 
employed,  and  into  contact  with  the  flom',  and  an  apparatus  for  the 
purpose  was  described  and  shown^  The  use  of  ozone  as  an  oxidising 
agent  was  excluded.  In  the  Provisional  Specification  it  was  stated  that 
^'  the  invention  consists  essentially  in  exposing  the  flour  to  the  action 
**  of  nascent  oxygen  or  a  gaseous  oxidising  agent  whereby  nascent 
"  oxygen  is  produced  in  the  flour,"  and  that  the  oxidising  agent 
preferred  was  air  passed  through  nitric  acid.  The  objection  of  discon- 
formity was  that  the  process  claimed  did  not  accord  with  the  statement 
of  the  invention  in  the  Provisional  Specification.  A  Specification  of 
F.  was  relied  on  as  an  anticipation.  This  Specification  described  a 
process  of  bleaching  grain  or  flour  by  subjecting  it  "  to  the  action  of 
"  nascent  oxygen  or  ozone  in  the  various  forms  of  oxygenated  water, 
"  ozonised  water,  ozonated  oxygen,  or  ozonated  air."  It  was  also 
alleged  that,  except  as  to  nitrogen  peroxide,  the  alleged  invention 
was  not  useful  and  the  directions  given  in  the  Specification  were 
insufficient.  The  Respondents  contended  that  ''nitric  acid"  meant 
"  faming  nitric  acid  "  of  specific  gravity  1*52,  but  that,  even  if  (as 
the  Petitioners  contended)  the  expression  meant  the  acid  of  specific 
gravity  1*42,  that  acid  would  (contrary  to  the  Petitioners'  contention) 
have  the  desired  effect.  Evidence  was  given  on  behalf  of  the  Petitioners 
to  show  that  the  bleaching  effect  of  nitrogen  peroxide  and  of  chlorine 
was  not  produced  by  oxidation.  It  was  held  at  the  hearing  that  there 
was  no  disconformity  ;  that ''  nitric  acid  "  in  the  Specification  had  the 
meaning  which  the  Petitioners  contended  that  it  had,  but  that  the 
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objection  to  validity  based  on  this  failed  ;  that,  whether  or  not  the 
bleaching  effect  was  dne  to  oxidation,  it  was  attained  by  the  means 
that  the  Patentees  described  ;  but  that  the  Patent  was  invalid  by  reason 
of  the  prior  Specification  of  F.  An  Order  for  revocation  was  made 
(23  R.P.C.  441).  The  Respondents  appealed.— HeW,  by  the  Court  of 
Appeal  ( Vaughan  Williams  L.J.  dissenting)  that  the  Petitioners  ought 
not  to  be  allowed  to  amend  their  Particulars  of  Objections  by  including 
an  allegation  of  disconformity  on  the  ground  that  the  use  of  nitrogen 
peroxide  was  mentioned  in  the  Complete  but  not  in  the  Provisional 
Specification ;  also  ( Vaughan  Williams  L.J.  doubting)  that  discon- 
formity  had  not  been  established ;  further,  that  the  Patent  was  not 
anticipated  by  F.'s  Specification  which  (per  Farwell  and  Buckley  L.J J), 
was  confined  to  oxidation  by  ozone  and  (per  VaiigTian  Williams  L.J.) 
was  unintelligible ;  and  that  the  Patent  was  not  invalid  for  want  of 
subject-matter.  The  appeal  was  allowed,  with  costs  on  the  higher  scale. 
In  the  Matter  of  Andrews'  Patent,  p.  349. 

8.  "An  invention  which  is  practically  useless  is  not  an  anticipation  of  a 

"  subsequent  invention  which  achieves  success,  even  although  there  is 
"  considerable  similarity  between  the  two,"  Per  Farwell  L,J,  in 
In  the  Matter  of  Andrews'  Patent,  p.  349  at  p.  371. 

9.  Patent  held  not  to  cover  an  arrangement  that  would  not  achieve  the 

result  described,  and  held  also  not  to  be  anticipated.  Evans  v. 
HosKTNS  AND  Sewell  Ld.,  p.  517.  See  Specification  (Con- 
struction of). 

10.  Patent  held  to  be  novel,  useful,  and  the  invention  held  to  be  good  subject- 
matter.  In  the  Matter  of  Max  Mullbr's  Patent,  p.  465.  See 
Utility,  No.  2. 

11.  One  Patent  sued  on  held  on  Appeal  not  to  have  been  anticipated, 
and  to  have  been  infringed.  Appeal  dismissed  as  to  other 
Patent. — Actions  for  infringement  ofitvo  Patents.— Construction. — 
Novelty. — Subject-master.— (Me  Patent  held  invalid ;  the  other  Patent 
held  not  infringed. — Actions  dismissed. — Appeal  as  to  one  Patent 
allowed  and  Patent  held  valid  and  infringed. — Ap/jeal  as  to  the  other 
Patent  dismissed. — Costs  on  higher  scale  and  of  three  Counsel.  In 
1895  a  Patent  was  granted  to  B.  for  "  Improvements  in  pneumatic  and 
"  similar  hand  tools."  Claims  42  and  43,  which  were  alleged  to  have 
been  infringed,  related  to  the  handle  of  the  hammer  and  means  for 
controlling  the  admission  of  pressure  to  the  tool  through  the  handle. 
Claim  15  related  partly  to  a  constantly  open  port  or  passage  forming  a 
communication  between  the  valve  chamber  and  the  rear  end  of  the 
piston  chamber.  In  1896  another  Patent  was  granted  to  B.  for 
"  Improvements  in  pneumatic  hammers  and  valve  mechanism 
"  therefor."  The  alleged  improvements  consisted  partly  in  employing 
a  cylindrical  shell  valve,  with  differential  areas,  placed  near  the  rear 
end  of  the  piston  chamber  so  that  the  piston  passed  through  the  valve. 
Claims  13  and  14  were  alleged  to  have  been  infringed.  Claim  13 
related  partly  to  a  live  air  passage  leading  directly  from  the  source  of 
supply  to  the  piston  chamber  through  the  wall  of  the  latter  and 
independently  of  the  piston,  and  Claim  14  related  partly  to  the 
provision  in  the  piston  of  a  circumferential  groove,  by  means  of 
which  the  live  air  passage  was  placed  in  communication  with  a 
passage  leading  from  the  piston  chamber  to  the  larger  area  of  the  valve. 
Claim  7  related  partly  to  an  auxiliary  passage,  opened  by  the  movement 
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of  the  valve,  to  admit  an  additional  flnpply  of  motive  Bnid  tb  the  larger 
Are*  of  the  valve.  Ttree  actions  were  brought  for  infringement — ^in 
^e  first  two  actionis,  of  both  Patents,  and,  in  the  third  action,  of  the 
second  Patent  only.  The  hammers  alleged  in  the  first  two  actions  to 
fnfringe  the  1895  Patent  were  substantially  the  same. — Heldy  at  the 
trial,  as  to  the  1896  Patent,  that  it  ^as  not  limited  to  a  hand  pneumatic 
hammer,  but  extended  to  any  pnenmatic  hammer  to  which  the  com- 
bination therein  described  was  applicable ;  that  the  Claims  were  for 
feubordinate  integers ;  that  Claims  13  and  14  failed  for  want  of  subject- 
matter  and  because  they  had  been  anticipated,  and  that  Claim  7  also 
had  been  anticipated  ;  and,  as  to  the  1895  Patent,  that  Claims  42  and  43 
had  not  been  infringed  and  were  bad  by  reason  of  anticipation  and 
want  of  subject-matter ;  and  that  it  was  doubtful  if  Claim  15  had  been 
anticipated.  All  the  actions  were  dismissed  with  costs  on  the  higher 
ecale^  and  the  costs  of  three  Counsel  were  allowed  (23  R.P.C.  666). 
The  Plaintiffs  appealed. — Held,  by  the  Court  of  Appeal,  that,  as  to  the 
1895  Patent,  the  appeal  should  be  dismissed  ;  and  as  to  the  1896  Patent 

g^ozena-Hardy  M.R.  dissenting)  that  the  Patont  was  valid  and  had 
en  infringed,  and  that  the  appeal  in  respect  of  it  should  be  allowed.* 
An  injunction  and  an  inquiry  as  to  damages  were  granted.  The 
iKespondents  were  ordered  to  pay  thfee -fourths  of  the  Appellants'  costs 
of  the  Appeal,  and  costs  on  the  higher  scale  tod  of  three  Counsel  were 
allowed.     CONSOLIDATED  PlTEUMATIO   CO.   LD.  V.   ClARK  ;    SAMH   V. 

Sift  W.  G.  Armstrong,  Whit  worth  &  Co.  Ld.  ;  SAMb  v.  Ingbrsoll 
SBSROEANt  IOrill  Co.,  p.  593. 

12.  I^aper  anticipation.  "A  paper  anticipation  may  be  a  very  serious 
"  anticipation,  and,  although  there  may  have  been  no  practical  carrying 
"  out  of  the  prior  Specification,  yet  if  that  Specification  was  reasonably 
"  dear,  and  reasonably  would  enable  a  person  to  work  or  to  make  the 
"  patented  article,  it  practically  would  have  the  same  effect  as  if  the 
"  article  had  been  made  in  many  cases.  But  where  the  article  has  not 
**  been  made,  where  the  Specification  alleged  as  a  prior  publication, 
"  fairly  read,  does  not  show  the  subsequent  invention  that  is  patented, 
*•  and  would  not,  fiirly  construed,  lead  any  person  to  make  such  an 
"article,  then  I  think  you  cannot  say  that  the  prior  publication 
"  invalidates  the  invention  when  all  that  can  be  said  is  that  if  you  look 
"  at  some  Figure  there  you  will  see  something  which  approximates  to 
"  the  invention  patented."  Per  ROMBR  LJ.  in  Evans  v.  HOSKINS 
AND  Bbwbll  Ld.,  p.  526. 

OPPOSITION.    See  Grant  op  Patent  (Application  for). 

PARTICULARS  OP  OBJECTIONS.  See  also  Costs,  No.  3,  and  NovBLTY,  No.  7. 

l.  Leave  to  amend  in  the  course  of  an  appeal  refused.  A  Petitioner 
for  revocation  of  a  Patent,  having  raised  an  Objection  of  disconformity 
on  one  ground,  at  the  hearing  questions  were  put  to  witnesses  to  show 
disconformity  on  another  ground,  and  the  latter  point  was  taken  m  the 
Bumming  up  of  the  Petitioner's  counsel,  but  no  leave  to  amend  the 
Particulars  of  Objections  was  asked  tor.— Held,  that  leave  to  amend  the 
Particulars  of  Objections  ought  not  to  be  given  on  appeal.  IN  THB 
Mattbr  of  Andrbwb'  Patbnt,  p.  349. 


•  The  deoiaioii  as  to  this  Patont  has  since  been  reversed  by  the  House  of  Lords. 


50  LATENT  CASES. 

PARTICULARS  OP  OBJECTIONS— con/mt^i 

2.  Construction  of.    Amendment.    Where  in  an  action  for  infringement 

of  several  Patents  the  Defendants  by  their  Particulars  of  Objections 
alleged  inutility  against  all  the  Patents,  and  against  one  Patent  alleged 
inutility  on  the  ground  that  the  invention  was  claimed  as  operating 
with  all  oxides,  but  was  useless  with  many,  and  on  being  required  to 
give  further  particulars  of  that  plea,  gave  a  list  of  particular  oxides  and 
.  also  of  some  sulphides  and  chlorides  with  which  the  invention  was 
alleged  to  be  useless,  the  Defendants'  counsel  at  the  trial  were  not 
allowed  under  the  general  plea  of  inutility  to  put  questions  to  show  that 
the  invention  would  not  work  with  other  oxides  or  with  other  sulphides 
or  chlorides,  and,  the  further  particulars  having  been  given  more  than 
six  months  before  trial,  leave  to  amend  the  Particulars  was  refused. 
Thermit  Ld.  v,  Wblditb  Ld.,  p.  441. 

3.  Further  Paxticulars  not  ordered  of  an  objection  that  the  Speci- 

fication did  not  sufficiently  define  the  extent  or  limits  of  the 
invention. — Action  for  infringement. — Particulars  of  Objections. — 
Alleged  insufficiency  of  Specification. — Further  Particulars  applied 
for. — Application  refused. — Patents  Ac.  Act,  1883^  Section  5.  In  an 
action  for  infringement  of  two  Patents,  the  Defendants  alleged  in  their 
Particulars  of  Objections  to  one  of  the  Patents  (2)  that  the  Complete 
Specification  did  not  describe  and  ascertain  the  invention  or  in  what 
manner  it  was  to  be  performed,  and  under  this  head  stated  that  they 
would  rely  {inter  alia)  on  the  defect  (a)  that  the  Specification  did  not 
sufficiently  define  the  extent  or  limits  of  the  invention  claimed ; 
another  alleged  defect  related  to  insnfficient  description  of  a  substance 
to  be  used.  The  Plaintiflfe  applied  for  further  and  better  Particulars 
of  2  (a)  and  of  a  similar  objection  to  the  second  Patent,  and  the  appli- 
cation was  adjourned  into  coxiici.-'Heldj  that  the  Defendants  ought  not 
to  be  required  to  give  further  Particulars  at  the  then  present  stage  of 
the  action.  The  application  was  dismissed  with  costs.  BRITISH  ORB 
Concentration  Syndicate  Ld.  v.  Minerals  Separation  Ld., 
p.  790, 

PATENTS,  &0.  ACT,  1883. 

Section  5 — 

British  Ore   Concentration   Syndicate  Ld.   v.   Minerals 
Separation  Ld.,  p.  790. 

Section  11 — 

In  the  Matter  op  an  Application  by  James  Tate  Johnson 
FOR  A  Patent,  p.  694. 

Section  25— 

In  the  Matter  op  Priese-Greene's  Patent,  p.  464. 

Section  29— 

Mica  Insulator  Co.  Ld.  v.  Bruce,  Peebles  &  Co.  Ld.,  p.  393. 

PETITION.    See  Revocation  ;  and  Prolongation. 
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PRACTICE.     iSfed    also    Pabtioulars    op    Objections,    Damages,  and 
Threats. 

1-  Interrogatories  as  to  prior  user  disallowed,  on  the  ground  that 
they  related  to  the  qualities  of  the  instruments  in  question^  an 
undertaking  having  already  been  given  by  the  Petitioners  to 
irive  certain  Particulars  and  to  give  inspection  of  the  instru- 
ments in  their  possession. — Petition  for  revocation. — Alleged  prior 
user. — Interrogatories. — Order  refused. — Appeal  dismissed.  In  a 
Petition  for  revocation  of  a  Patent  relating  to  improvements  in 
telegraphic  apparatus,  the  Petitioners  alleged  prior  user  by  the  manu- 
facture and  sale  or  use  by  their  predecessors  in  business  of  certain 
electrical  shunts,  coils,  and  recorders.  On  the  hearing  of  a  Summons 
by  the  Respondents  for  particulars  as  to  the  alleged  prior  users,  the 
Petitioners  undertook  to  give  certain  Particulars,  but  the  Court  of 
Appeal  refused  to  order  Particulars  of  the  weight,  siase,  resistance,  and 
induction  of  the  articles  alleged  to  have  been  used  prior  to  the  Patent. 
The  Respondents  then  applied  for  leave  to  deliver  to  the  Petitioners 
Interrogatories  as  to  matters  of  a  similar  nature,  but  leave  was  refused 
by  the  Master  and  the  Judge  in  Chambers.  The  Respondents  appealed.— 
Heldj  that  the  Petitioners  ought  not  to  be  ordered  at  this  stage  to 
disclose  their  own  case,  and  that  the  Interrogatories  ought  not  to  be 
allowed.  The  appeal  was  dismissed  with  costs,  the  Petitioners  under- 
taking to  give  inspection  of  articles  in  their  own  possession  or  under 
their  control.    IN  THE  Matter  of  Brown's  Patent,  p.  61. 

2.  Discovery.  Production  of  documents.  Further  affidavit  of 
documents.— ^(^^ion  for  infringement — Alleged  invalidity  on  the 
ground  of  prior  user. — Affidavit  of  documents. — Glaim  of  privilege. — 
Admission  that  documents  related  to  prior  user. — Order  for  pi^oduction. 
— Allegation  by  Plaintiffs  as  to  documents  in  Defendants'  possession. 
— Documents  not  specifically  described. — Admission  by  Defendants.^ 
Order  for  further  affidavit  of  documents.—Appeal. — Order  for  pro* 
dtu^tion  discharged. — Order  for  further  affidavit  affirmed.  In  an 
action  for  infringement  of  a  Patent  the  Defendant  Company  alleged 
that  the  Patent  was  invalid  by  reason  of  {inter  alia)  certain  prior 
users.  An  Order  for  discovery  by  the  Defendants  was  made.  In  the 
affidavit  made  by  the  secretary  of  the  Defendant  Company  pursuant 
to  this  Order  certain  books,  reports,  and  drawings  were  scheduled, 
and  it  was  stated  that  they  all  related  to  the  prior  users,  but  the 
Defendants  objected  to  produce  them  on  the  ground  that  they  related 
solely  to  the  case  of  the  Defendants  and  not  to  the  case  of  the 
Plaintiffs  and  did  not  in  any  way  tend  to  support  or  prove  the 
Plaintiffs'  case  or  to  impeach  the  case  of  the  Defendants.  The 
Plaintiffs  applied  for  an  Order,  first,  that  the  Defendants  should 
state  on  affidavit  whether  documents  therein  described,  namely 
Works'  books  containing  entries  relating  to  the  processes  used  by  the 
Defendants  since  the  date  of  the  Patent,  were  or  had  been  in  their 
possession  or  power,  and,  secondly,  that  the  Defendants  should  be 
ordered  to  produce  the  books,  reports,  and  drawings  above  mentioned. 
The  application  was  adjourned  into  Court. — Heldy  that  the  Defendants, 
in  stating  that  the  documents  all  related  to  the  prior  userb,  necessarily 
stated  that  they  related  to  the  Plaintiffs'  case,  and  that  the  documents 
ought  to  be  produced ;  and  that  although^  the  Plaintiffs  had  not 
specified  the  documents  alleged  to  be  in  the  Defendants'  possession^ 
yet  as  the  Defendants  had  admitted  the  possession  of  certain  documents 
of  the  class  sought  to  be  discovered  and  their  relevancy,  they  ought 
to    make    a   further  affidavit  of    documents,  with    liberty  to    take 

D2 
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objections  to  production.  Leave  was  given  to  the  Plaintiflfa  to  amend 
the  Summons,  and  leiive  to  appeal  was  given  to  the  Defenaants.  The 
Defendants  appealed. — Reldy  that  the  appeal  must  be  allowed  on  the 
point  as  to  the  production  of  documents  and  dismissed  on  the  point  as 
to  a  further  affidavit  of  documents.  No  costs  of  the  appeal  were  given. 
Carnegie  Steel  Co.  v.  Bell  Bros.  Ld.,  p.  82. 

3.  PriVy  tTotmcil.     Advertisements.    See  Prolongation  (Petition 

FOR)  Nos.  1  anA  3. 

4.  Stay  of  injunction  granted  by  the  Court  of  Appeal  pending  appeal  to 

the  House  of  Lords,  the  circumstances  being  special.  CONSOLIDATED 
PjnEtJMATio  Tool  Co.  Ld.  v,  Cla^rk,  p.  640. 

5.  Stay  of  order  for  revocation  on  terms.    In  THE  MATTBfR  OF  Alsop's 

Patent,  p.  733. 

PRrOR  GRANT.    See  also  Revocation,  No.  8. 

Prior  grant  held  to  be  a  good  defence  in  law,  but  not  to  have  been  estab- 
lished, the  prior  grant  being  invalid  for  Insufficiency.  Robertson  v. 
PURDEY,  p.  273.    See  Novelty,  No.  5. 

PRIOR  PUBLICATION.    See  Novelty. 

PRIOR  USER.    See  also  Novelty. 

1.  A  Patent  may  be  invalidated  by  prior  user  without  publication,  but  where 

the  patented  device  had  been  made  by  a  person  other  than  the  Pateniee 
and  had  been  used  by  him  only  for  the  purpose  of  testing  and 
privately. — Held  that  the  Patent  was  not  anticipated  by  such  user. 
Robertson  v.  Purdby,  p.  273.    See  Novelty,  No.  5. 

2.  Where  a  patented  invention  has  proved  a  commercial  success,  evidence 

of  anticipation  by  prior  user  must  be  examined  with  the  greatest  care 
and  caution.    Robertson  v.  Purdey,  p.  273. 

PROLONGATION  (PETITION  FOR). 

1.  Leave  given  to  present  Petition  notwitlhstanding   that  the 

prescribed  advertisements  had  not  been  issued.— In  the  Matter 
OF  toYSER's  Patent,  p.  157. 

2.  Invention  not  possessing  exceptional  mexit.— Absolute  assignment 

by  Patentee. — iDeath  of  Patentee. — Petition  presented  by  assignee. — 
Petition  dismissed.  Two  Patents  were  granted  in  1892  to  G.  for  im- 
provements in  machines  for  separating  dust  from  air.  In  1893  these 
Patents  were  absolutely  assigned  by  G.,  and  in  1906  the  assignee 
presented  a  Petition  for  prolongation  of  both  Patents.  G,  had  after  the 
assignment  become  bankrupt  and  died,  and  would  have  derived  no 
advantage  JTom  the  prolongation  if  he  had  been  alive.  The  Petitioner 
alleged  that  he  had  incurred  considerable  expenses  in  endeavouring 
to  procure  the  adoption  of  the  inventions  and  otherwise  in  relation 
to  the  Patents,  and  had  received  no  adequate  return,  partly  owing  to 
the  opposition  of  the  manufacturers  of  a  machine  made  under  a  pre- 
vious Patent  and  partly  owing  to  licensees  not  suf&ciently  pushing  the 
inventions. — Held^  that  the  inventions  were  not  ^hown  to  poaaess  that 
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PROLONGATION  (PETITION   fORy-carUinued. 

exceptional  merit  which  would  jn8ti£y  prolongation,  aucl  on  this 
ground,  as  well  as  on  the  ground  that  neither  the  Patentee  nor  his 
estate  would  reap  any  advantage  from  the  prolongation,  the  Petition 
was  dismissed.    In  the  Matter  op  Van  Gbldbr*s  Patents,  p.  169, 

3.  No  culverHsements, — Extension  of  time  for  adverUaing  applied  for  and 
refined. — Patents  Ac.  Act^  1888^  Section  25 — Privy  Council  Rules^ 
1897,  Rules  1  and  7.  In  THE  MATTER  OP  Fribsb-Grbbne's  Patent, 
p.  464. 

&BPAIR8. 

'^  The  principle  is  quite  clear,  although  its  application  is  sometimes  difficult ; 
"  you  may  prolong  the  life  of  a  licensed  article,  but  you  must  not  make 
"  a  new  one  under  the  cover  of  repairs."  Per  Lord  Halsbury  in 
Sirdar  Rubber  Co.  Ld.  v.  Wallington,  Weston  &  Co.,  p.  543. 

RESTRAINT  QF  TRADE.    See  Licence,  No.  1. 

RBYOCATION  (PETITION  FOR).    See  also  CosTa. 

\.  Order  for  revocation  by  consent^  but  only  to  be  lodged  in  certain  events. 
In  the  Matter  of  Scott's  Patent,  (No,  18,593*  of  1903),  p.  100. 

g.  Patent  revoked  ivith  the  consent  of  the  Patentee.  In  the  Matter  op 
bVwsoN's  Patent,  p.  140. 

3.  faterit  revoked  tvith  the  consent  of  the  Patentee,  In  t^b  Matter  op 
Maktin's  Patent,  p.  176. 

4*  Pf^titio^  ^i^QIS^^d.  A  Petition  for  revocation  alleging  the  invalidity 
of  a  Patent  on  the  grounds  of  want  of  subject-matter,  anticipation  and 
want  of  utility  <Usmis8ed.  In  the  Matter  op  Brown's  Patent, 
p.  313.    See  Subject-matter,  No.  2. 

5,.  Order  for  revotiatvm  hy  consetit.  In  the  Matter  c»p  Russell's 
:f  atent,  p.  403. 

6.  Order   for   revocation    by   consent.     In    the   Matter  of  Brock's 

Patent,  p.  404. 

7.  Wl^etker  fia^  of  the  Attorney-Q-eneral  necessary.    A  Petition  for 

revocation  of  a  Patent  having  been  presented,  the  Particulars  of 
Objections  alleged  \inter  aKa)  that  the  Patentee  was  not  the  first  and  true 
^nventor,  t)ut  that  the  true  inventors  were  S.  and  W.  Other  Objections 
were  also  made  to  the  t^atent.  The  fiat  of  the  Attorney-General  was  not 
obtained  before  presentation  of  the  Petition.  A  doubt  being  expressed 
at  the  hearing  by  the  Judge  as  to  whether  the  Petitioners,  in  the  event  of 
t^ie  Court  deciding  against  them  on  the  issue  of  S.  and  W.  being  the  true 
inventors,  had  any  locus  standi,  he  gave  leave  to  apply  for  the  fiat  to 
be  treated  as  granted  mincpi^o  tunc^  ancj  it  was  obtained.  Eventually 
the  !l^etition  was  dismissed,  all  the  Objections  being  decided  in  favour 
of  the  validity  of  the  Patent,  and  the  question  whether  the  fiat  was 
necessary  was  not  decided.  In  THE  Matter  op  Max  Mt^LLER's 
I^ATBNT^  p.  465.    See  Utility,  No.  2. 
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REVOCATION  (PETITION   FOR)^c(mtinued. 

8.  False  suggestion.  Patent  found  invalid  as  claiming  a  process 
giving  a  result  which  was  not  in  fact  ohtainMe.— Amendment  of 
Specification. — Gotistruction. — Novelty, — Subfect-mcUter. — False  sugges- 
tion,— Insufficiency, — Utility, — Prior  grant, — Patent  held  invalid  and 
ordered  to  he  revoked, — Patents  Ac,  Act  1888^  Section  18, — Gosts  on 
higher  scale  allowed. — Stay  of  Order, — Undertaking  not  to  advertise. 
In  1903  Letters  Patent  were  granted  to  A.  for  "An  improved  process  of 
"  treating  flour  to  parify  the  same  and  increase  the  natritive  qualities 
"  thereof."  The  process  described  in  the  Specification  consisted  in 
subjecting  the  flour  to  the  action  of  air  which  had  previously  been  sub- 
jected to  the  action  of  an  arc  or  flame  of  electricity,  and  one  of  the 
Claims  was  as  follows  : — "The  process  of  treating  flour,  which  consists 
"  in  subjecting  it  to  the  action  of  a  gaseons  medium  capable  of  bleach- 
"  ing  the  flour  and  of  simultaneously  producing  a  decrease  in  the 
"  quantity  of  the  carbohydrate  contents  and  an  increase  in  the  quantity  of 
"  the  protein  contents  thereof,  substantially  as  described."  It  was  stated 
in  the  body  of  the  Specification  that  a  change  of  composition  of  the 
nature  specified  in  the  Claim  was  effected  by  the  process.  A  Petition 
was  presented  for  the  revocation  of  the  Patent  on  the  ground  of  its 
invalidity.  At  the  hearing  of  the  Petition  the  Respondents,  the  owners 
of  the  Patent,  asked  for  liberty  to  apply  to  the  Comptroller  for  the 
amendment  of  the  Specification  by  way  of  disclaimer.  They  alleged 
that  they  had  discovered  that  the  statements  in  the  Specification  as  to 
the  change  of  composition  were  erroneous,  and  they  sought  to  amend, 
under  Section  19  of  the  Patents  &c.  Act  of  18H3,  by  striking  out  these 
statements  and  the  Claims  relating  to  them,  and  also  certain  statements 
as  to  the  means  employed  for  the  production  of  the  electric  discharge. 
Liberty  to  apply  was  refused  by  Buckley  J.  but  was  granted  by 
the  Court  of  Appeal  (23  R.P.C.  65),  and  the  owners  of  the  Patent, 
having  obtained  leave  from  the  Comptroller-General,  amended  the 
Specification  by  cancelling  the  Claims  in  question,  but  leaving 
the  title  and  body  of  the  Specification  unaltered.  The  Particulars 
of  Objections  (as  amended)  alleged  that  the  Patent  was  invalid  for 
want  of  novelty  (particularly  by  reason  of  the  prior  publication  of 
the  Specification  of  a  Patent  granted  to  A.  and  A.  and  owned  by  the 
Petitioners),  want  of  subject-matter,  false  suggestion  as  to  the  change  of 
composition,  insufficiency,  want  of  utility,  and  a  prior  grant  to 
A.  himself.  At  the  hearing  it  was  contended  by  the  Respondents  that 
the  gases  produced  by  their  electrical  process  were  different  from,  and 
more  useful  than,  those  produced  by  the  chemical  process  of  A.  and  A. 
It  was  contended  by  the  Petitioners  that  the  gases  in  the  two 
processes  were  substantially  the  same,  and  that,  after  the  publication 
of  A.  and  A.'s  process,  no  ingenuity  was  required  to  devise  that 
of  A, — Held^  that  the  Claim  was  for  a  process  resulting  in  the 
bleaching  of  the  flour  and  also  in  increasing  its  proteids  and  diminish- 
ing its  carbohydrates,  and  that,  as  the  latter  result  was  not  obtained, 
the  Patent  was  invalid ;  that,  even  if  that  were  not  so,  the  bleaching 
medium  produced  by  A.'s  process  was  substantially  the  same  as  that 
produced  by  A.  and  A.'s  process,  and  that  there  was  no  subject- 
matter  ;  that  as  the  particular  mode  of,  or  apparatus  for,  producing  the 
arc  or  flame  was  not  claimed,  the  question  of  prior  grant  did  not 
arise  ;  and  that  the  Respondents  ought  not  to  be  given  an  opportunity 
to  amend  under  Section  18  of  the  Act  of  1883,  as  no  amendment  that 
could  be  made  under  that  section  would  obviate  the  defects  of  the 
Patent.  The  Patent  was  ordered  to  be  revoked,  the  Order  to  be  stayed 
pending  appeal  if  notice  of  appeal  was  given  within  ten  days.  Costs 
on    the    higher   scale  were    allowed.    The  Respondents  undertook, 
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inding  an  appeal,  not  to  advertise  the   Patent  as  valid.      In  the 
ATTBR  OF  ALSOP'B  PATENT,  p.  733. 

9.  Order  for  revocation  stayed  pending  appeal,  the  Patentee  undertaking 
not  to  advertise  the  Patent  as  valid.  In  the  Matter  op  Alsop's 
Patent,  p.  733.    See  No.  8,  supra. 

SCOTCH  PRACTICE.    See  Costs,  No.  3. 

SPECIFICATION    (AMENDMENT   OP).      See   Amendment    op   Specipi. 

CATION. 

SPECIFICATION  (CONSTRUCTION  OF). 

It  being  contended  that  the  Claims  of  a  Specification  covered  an 
arrangement  which  would  not  achieve  the  result  described, 
held  that^  on  the  construction  of  the  Specification  as  a  whole, 
this  was  not  so,  and  that  the  Patent  was  Yalid.— Utility. — 
Anticipation. — Pa£ent  upheld. — Appeal  dismissed.  Letters  Patent  were 
granted  to  E.  for  **  Improvements  in  wire  mattresses  or  fabrics  for  bed- 
*^  steads,  cots,  and  like  articles  of  furniture,^'  the  invention  consisting 
in  the  use  of  spiral  springs  set  at  an  angle  to  the  sides  of  the  bed  in 
such  a  manner  that  the  tension  of  the  central  part  of  the  mattress  was 
greater  than  that  of  the  sides.  In  an  action  for  infringement,  the 
Defendants  set  up  the  invalidity  of  the  Patent  on  the  grounds  (inter 
alia)  of  want  of  utility  and  novelty,  and  alleged  prior  publication  by 
several  Specifications  including  the  U.S.A.  Sj)ecification  of  K.  It  was 
contended  that  the  PaUmtee's  Claim  covered  square  mesh  netting  which 
would  not  produce  the  Patentee's  result.  It  was  Jp?ld  at  the  trial  that 
there  had  not  been  prior  publication  of  the  invention,  which  was  novel 
and  substantial ;  also  that  the  Patentee  had  not  claimed  square  mesh 
netting.  An  injunction  with  costs  was  awarded,  and  a  Certificate  of 
validity  given.  The  Defendants  appealed. — Held^  that  the  Patentee's 
Claim  was  for  diagonally  directed  springs  and  a  bed  with  netting,  so 
that  the  springs  may  cause  diagonally  directed  tension  across  the  centre 
of  the  bed  ;  that  the  Patentee  did  not  mean  to  include  any  pattern  or 
construction  of  link  work  which  did  not  admit  of  a  diagonally  directed 
strain  being  applied  across  the  centre,  and  did  not  claim  square  mesh 
petting ;  and  that  the  invention  had  not  been  anticipated.  The  appeal 
was  dismissed  with  costs,    Evans  v.  Hoskins  and  Sbwell  Ld.,  p.  517 

SPECIFICATION  (SUFFICIENCY  OF). 

1.  Specification  held  to  sufficiently  describe  and  define  the 
invention  and  to  be  YaliA.— Action /or  infringement.— Sufficiency 
of  Specification.— Previom  invention  sufficiently  distinguished.— In- 
fringeinent— Patent  held  valid,— Judgment  for  Plaintiff,— Inquiry 
as  to  damages  and  delivery  up  stayed.  In  1897  a  Patent  was  granted 
to  B.  for  a  machine  for  stropping  razors.  The  Patentee  claimed  : — 
"  1st.  A  machine  for  stropping  razors  consisting  of  a  reciprocating 
"  flexible  strop  led  round  a  pulley  or  the  like  a  razor  holder  pivotted 
"  and  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by  means 
**  of  the  said  strop  so  as  to  present  the  edges  of  the  razor  alternately  to 
"  the  strop  during  the  reciprocating  motion  of  the  said  strop  substan- 
"  tially  as  described,"    B,  brought  an  action  against  W.  for  infringe- 
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ment  of  tke  Patent.  The  Detendaut  among  other  antioipatione  relied 
on  the  previous  Specification  of  S.  (No.  lft,088  o€  1888)  \rx  which  a 
machine  to  effect  the  like  object  was  described.  He  alleged  that  the 
Plaintiff's  claim  incladed  this  earlier  inyeution,  aixd  tb^t  he  had 
insufficiently  described  in  what  the  novelty  of  hio  invention  consisted. 
The  two  machines  differed  in  certain  details. — Heldy  that  the  Patentee's 
claim  was  confined  to  the  form  of  machine  he  had  particularly 
described ;  that  it  did  not  include  the  earlier  invention ;  that  there 
were  material  differences  between  the  machine  of  the  Plaintiff  and 
the  machine  of  S. ;  and  that  the  Defendant  had  infringed.  An 
injunction  was  awarded  with  costs,  and  an  Inquiry  as  to  damages  and 
delivery  up  of  infringing  articles  was  ordered.  A  stay  of  the  inquiry 
and  delivery  up  was  granted  on  notice  of  appeal  being  given  within 
seven  days.  Kynoch  &  Go.  v.  Webb  (17  R.P.C.  100)  explained. 
Bbston  v.  Watts,*  p.  219. 

S-  Specification  held  to  conti^in  an  inadequate  description  of  the 
invention. — Action  for  infringemenL — Construction  of  Specification. 
— "  Approximately.'^ — No  sufficient  description  of  nature  of  invention 
and  manner  of  performance. — Judgment  for  Defendants. — Appeal  to 
Court  of  Appeal  dismissed. — Appeal  to  HoJise  of  Lords  dismissed. 
In  1900  a  Patent  was  granted  to  M.  for  "Improvements  relating  to 
"  rims  and  tyres  for  vehicle  wheels."  M.  and  a  Company,  for  whom 
he  was  trustee  of  the  Patent,  brought  an  action  for  infringement 
against  W.  W.  <fc  Co.  The  alleged  invention,  as  described  in  the  Speci- 
fication, consisted  substantially  of  a  new  rim  with  a  rubber  tyre  made 
to  "  approximately  "  fit  it ;  but  the  evidence  showed  that,  the  base  of 
the  rim  being  flat,  it  was  necessary  that  the  tyre  should  have  a  convex 
base,  and  should  be  one-eighth  larger  than  the  corresponding  area 
of  the  rim,  and  that  then  it  would  require  machinery  to  force 
it  into  the  rim.  The  Defendants  denied  infringement,  and  put  in  issue 
the  validity  of  the  Patent,  alleging  (among  other  things)  that  the  alleged 
invention  and  ruanner  of  performing  the  same  were  not  sufficiently 
described  in  the  Specification.  The  alleged  infringement  consisted  in 
the  Defendants  applying  a  rubber  tyre  to  a  wheel  sent  to  them  to  repair 
by  the  Plaintiffs,  which  wheel  had  the  rim  described  in  the  Specifica- 
tion. It  was  Jield  at  the  trial — (1)  that  the  Specification  did  not  particu- 
larly describe  and  ascertain  the  nature  of  the  invention,  and  the  manner 
in  which  it  was  to  be  performed  ;  (2)  that  there  was  no  subject-matter ; 
(3)  that  there  was  want  of  novelty  ;  (4)  that,  even  if  vaUd,  the  Patent 
had  not  been  infringed,  as  what  the  Defendants  had  done  was  a  fair 
repair  and  not  a  reconstruction  ;  and  (5)  that  M.  was  the  true  and  first 
inventor  (22  R.P.C.  257).  The  action  was  dismissed  with  costs,  except 
that  the  Plaintiffs  were  given  the  costs  of  the  issue  of  true  and  firet 
inventor.  The  Plaintiffs  appealed.  It  was  field  by  the  Court  of  Appeal, 
that  the  Specification  did  not  particularly  describe  and  ascertain  the 
nature  of  the  invention,  and  the  manner  in  which  it  was  to  be  per- 
formed, and  the  appeal  was  dismissed  with  costs.  On  the  question 
whether  what  the  Defendants  had  done  infringed  the  Patent,  if  valid,  the 
Court  of  Appeal  stated  that  they  expressed  no  opinion  (23  K.P.C.  132). 
The  Plaintiffs  appealed  to  the  House  of  Lords. — Held,  that  the  Specifi- 
cation contained  an  inadequate  (and,  per  Lord  Halsbury,  an  inac- 
curate) description  of  the  invention.  The  appeal  was  dismissed  with 
costs.  Sirdar  Rcjbbbr  Co.  Ld.  and  Maclulich  v.  Wallington, 
Wbston  &  Co.,  p.  533. 

*  The  decision  in  this  case  hae  been  affirmed  on  appeal. 
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1-  The  four  characteristics  of  the  patented  device  not  being  new 
g^the^  separately  or  in  combination,  and  there  being  no 
exercise  of  inventive  power  in  adapting  them,  the  Patent  was 
|k^Id  invalid. — Novelty. — Anticipation. — Action  dismissed  with  costs > 
^  Patent  wa3  gw^nted  in  X905  for  "Improvements  in  transmission, 
^^changQ  speed  and  reversing  gear  for  automobile  vehicles."  The 
iQiprovements  consisted  in  employing  a  U-shaped  locking  plate,  each 
j^m  of  which  had  a  tooth  capable  of  engaging  at  one  time  in  notches 
^  two  of  the  three  push  rods,  thereby  preventing  those  rods  being 
moved  by  the  operating  arm  by  which  the  third  push  rod  was  moved. 
'Jhe  locking  plate  was,  in  one  form  of  the  device,  suspended  vertically 
^om  tlie  axle  by  means  of  which  it  was  caused  to  slide  into  position 
9^A,  by  which  the  operating  arm  was  rotated,  or,  in  a  modification,  it 
W98  fixed  horizontally.  An  action  for  infringement  of  the  Patent 
having  been  brought,  it  was  suggested  by  the  Defendants  at  the  trial 
that  they  were  the  inventors  of  the  device.  It  was  admitted  by  the 
Defendants  that  the  Plaintiff's  device  was  an  effective  simplification 
of  certain  previous  devices  described  in  Specifications  that  were  alleged 
to  be  anticipations,  but  they  contended  that  the  essential  features  of 
it  were  described  in  those  Specifications.  The  Defendants  also 
admitted  that  if  the  Patent  was  valid  they  had  infringed. — HeJd^  that 
there  wa^  no  foundation  for  the  suggestion  that  the  Defendants  were 
the  mventonj  of  the  Plaintiff's  device,  but  that  the  four  characteristics 
of  the  Plaintiff's  locking  plate  were  not  new,  either  considered 
separately  or  in  combination,  and  that  any  departure  made  by  him 
from  what  was  known  before  required  no  exercise  of  inventive  power. 
Th«  action  was  dismissed.    Stboud  v.  Humbbb  Ld.,  p.  Ul. 


S 


7atent|  held  to  possess  novelty  and  merit,  an  objection  that  the 
Patentee  liad  without  ingenuity  only  applied  well-known 
devices  to  secure  known  results  failing.  Theoretical  knowledge 
distinguished  from  prjictical  adaptation  of  apparatus  for  a 
novel  purpose. — Petition  for  revocation. — Alleged  want  of  novelty^ 
utility y  arid  subject-matter, — Patent  held  valid. — Costs  of  Licensees 
made  Respondents  to  the  Petition. — Evidence  of  admissions  and  common 
knowledge.  Letters  Patent  (No.  1434*  of  1899)  w^ere  granted  to 
S.  O.  Brown  for  "  Improvements  in  telegraph  apparatus."  The 
invention  consisted  in  a  relay  for  re-transmitting  messages  received 
through  cables,  and  in  apparatus  used  therewith.  In  May  1906 
A.  Muirhead  and  Muirhead  <fc  Co.  Ld.  presented  a  Petition  for 
Revocation  of  the  Patent.  The  Petition  was  served  on  the  owners 
of  the  Patent  and  their  Licensees,  the  Commercial  Cable  Co.^  who 
appeared  by  Counsel.  The  usual  grounds  of  invalidity  were  alleged, 
and  a  number  of  prior  publications  were  discussed.  Evidence  was 
also  given  as  to  common  knowledge. — Held^  that  the  Petitioners  had 
failed  to  establish  any  of  their  objections  to  the  Patent ;  that  the 
Petition  must  be  dismissed  with  costs ;  and  that  the  Licensees  who 
were  made  Respondents  to  the  Petition  were  entitled  to  their  costs. 
Questions  as  to  i^eception  in  evidence  of  admissions  of  a  Petitioner,  and 
of  text  books  as  regards  common  knowledge,  discussed.  In  THB 
Mattbr  of  Brown'3  Patent,  p.  313*. 

*  The  deoiflioB  in  this  case  has  since  been  affirmed  on  appeal. 
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3.  Patent  held  not  to  be  invalid  for  want  of  Bubject-matter.     In  the 

Matter  op  Andrews*  Patent,  p.  349.    See  Novelty,  No.  6. 

4.  Patent  held  to  be  invalid  on  the  ground  of  there  being  no 

invention. — Action  for  Infringement. — Patent  held  invalid  on  appeal, 
— Costs  of  Particulars  of  Objections.  In  1900  Letters  Patent  for 
"  Improvements  in  gaiters  or  coverings  for  the  legs  "  were  granted  to 
H.  The  novel  feature  of  the  patented  article  was  a  method  of  lacing 
up.  In  an  action  for  (inter  alia)  infringement  of  the  Patent,  the  Defen- 
dants alleged  anticipation  and  want  of  snbject-matter  against  the 
validity  of  the  Patent.  It  was  held  at  the  trial  that  the  Patent  was 
valid  and  that  the  Defendants  had  infringed  (23  R.P.C.  375).  The 
Defendants  appealed. — Held  by  the  Court  of  Appeal  (Lord  Alverstone 
L.C.J.,  dissenting)  that  there  was  no  invention  and  that  the  Patent  was 
invalid.  The  Appeal  was  allowed  with  costs  in  both  Conrts,  except 
the  costs  of  one  of  the  Particulars  of  Objections,  which  were  to  be  the 
Plaintiff's  and  were  directed  to  be  set  off.  HiLL  v,  THOMAS  <fe  SONS, 
p.  415. 

5-  Claims  construed  in  a  narrower  manner  than  contended  for  by 
the  Defendants  and  all  the  Patents  relied  on  held  to  possess 
subject-matter,  not  to  have  been  anticipated,  to  be  osefal,  and 
to  be  infringed. — Action  for  infringement  of  four  Patents. — Three 
Patents  only  relied  on  at  the  trial. — Construction  of  Specifications. — 
Subject-matter. — Prior  user. — Utility. — Infringement. — Particulars  of 
Objections. — Evidence. — Patents  lield  valid. — Judgment  for  Plaintiffs. 
The  owners  of  four  Patents  commenced  an  action  for  infringement  of 
the  same,  but  at  the  trial  only  three  of  them  were  relied  on.  The  first 
Patent  (hereinafter  called  the  Patent  of  1896)  was  for  an  improved 
method  for  the  production  of  metals  and  alloys.  It  related  to  the 
reduction  of  metallic  compounds  containing  oxygen,  sulphur,  or 
chlorine,  or  two  or  all  of  them,  by  the  reducing  action  of  aluminium. 
Such  a  reduction  was  not  new,  and  had  as  regards  oxides  and  sulphides, 
been  described  in  the  Specification  of  a  Patent  of  V,  of  1894.  The 
object  of  the  Patent  of  1896  was  to  remedy  a  defect  or  loss  due  to  too 
energetic  action,  and  the  Patentee  by  his  method  caused  the  reaction  to 
take  place  at  one  point  of  the  mass  and  then  to  proceed  throughout  it, 
instead  of  taking  place  simultaneously  throughout  the  whole  mass,  as 
where  an  exterior  source  of  heat  was  employed.  The  ninth  claim  was 
for  "the  described  method  of  producing  metals  and  alloys  from 
"  metallic  compounds  containing  oxygen,  sulphur  or  chlorine  alone,  or 
"  two  of  or  all ;  such  method  consisting  in  finely  pulverising  the  com- 
"  pound,  mixing  it  with  finely  pulverised  metallic  aluminium  or 
*'  aluminium  and  magnesium,  heating  a  small  portion  of  the  mixture  to 
"  start  its  reaction  and  afterwards  adding  the  remaining  or  main  portion, 
"  so  as  to  heat  it  from  the  heat  of  reaction  of  the  first  portion,  whereby 
"  the  reaction  automatically  spreads  through  the  whole  mass,  substan- 
"  tially  as  set  forth."  In  the  Specification  after  giving  some  examples, 
the  Patentees  stated  : — "  In  the  same  manner  all  the  metals  or  .their 
"  alloys  ....  can  be  obtained."  The  Defendants,  who  used  the 
method  described  in  this  Specification  to  reduce  oxide  of  iron,  except 
that  they  replaced  a  small  portion  of  the  aluminium  by  silicon,  denied 
infringement  of  the  Patent,  and  alleged  that  it  was  invalid  on  the 
grounds  of  want  of  subject-matter,  prior  user,  and  want  of  utility. 
Besides  a  general  allegation  of  inutility  (paragraph  2  of  the  Particulars 
of  Objections),  they  alleged  (paragraph  5)  that  the  invention  was  claimed 


PATENT  CASKS.  59 

SUBJECT-MATTER— ^w^wt^. 

generally  as  operating  with  all  oxides,  and  that  it  was  wholly  useless 
with  many  oxides  and  the  results  could  not  be  obtained.  Further 
particulars  under  this  paragraph  being  ordered,  certain  oxides, 
sulphides,  and  chlorides  were  specified.  In  the  course  of  the  trial  the 
Defendants  sought  to  put  questions  to  show  that  the  invention 
was  useless  with  certain  oxides  not  mentioned  in  the  Further  Particulars. 
The  second  Patent  relied  on  at  the  trial  (hereinafter  called  the  Patent 
of  1901)  was  for  "  A  new  and  improved  process  for  welding  metals.'* 
The  process  was  one  of  welding  by  the  aid  of  the  heat  produced  by  the 
chemical  reaction  between  aluminium  and  oxides  of  metals.  Such  a 
method  of  welding  was  not  new,  but  the  Patentee  stated  that  in  such 
processes  the  reaction  mass  had  been  used  only  as  a  calorifying  agent, 
and  the  metal  produced  by  the  reaction  served  only  as  a  heat  conductor. 
In  the  new  process  the  molten  metal  came  directly  in  contact  with  the 
welding  pieces  or  part  of  the  same,  so  that  the  metal  might  join  with 
the  pieces,  thereby  strengthening  the  joints  whereupon  the  whole 
reaction  mass  began  its  operation  as  calorifying  agent  for  the  welding 
process.  The  process  was  particularly  described  with  reference  to  the 
joining  of  rails,  provision  being  made  for  the  iron  formed  by  the 
reduction  of  iron  oxide  flowing  first  out  of  the  crucible  and  round  the 
lower  portion  of  the  rails  to  be  joined  and  the  alumina  following 
round  the  upper  portion  of  them  ;  the  alumina  had  the  purpose  to  heat 
the  two  parts  to  be  welded  together,  whilst  the  iron  formed  a  covering 
round  the  bottom  to  strengthen  the  joint.  The  second  Claim  was  for 
^*  Process  of  joining  metal  pieces,  consisting  in  surrounding  the  ends  to 
"  be  joined  with  a  mould,  into  which  the  highly  overheated  molten 
^*  metal  and  molten  alumina  slag  are  cast,  in  such  manner  that  the  parts 
"  to  be  welded  come  in  contact  with  the  molten  alumina,  while  the 
"  other  parts  come  in  contact  with  the  molten  metal,  substantially  as 
"  and  for  the  purpose  set  forth."  As  to  this  Patent,  the  Defendants 
relied  on  want  of  subject-marter  and  non-infringement,  contending 
that  they  did  not  weld  and  therefore  did  not  infringe.  The  third 
Patent  relied  on  at  the  trial  (hereinafter  called  the  Patent  of  1902) 
related  to  an  improved  mould. — Held  (in  the  course  of  the  trial), 
that  the  Defendants  were  not  entitled,  either  under  the  plea  of 
general  inutility  or  under  paragraph  5  of  the  Particulars,  to  put 
the  proposed  questions  relating  to  oxides  not  mentioned  in  their 
further  Particulars,  and  that  they  ought  not  to  be  allowed  to  amend 
their  Particulars. — HeJd^  at  the  trial,  that  the  Specification  of  the 
Patent  of  1896  referred  only  to  metallic  compounds  capable  of 
reduction  by  the  action  of  aluminium ;  that  it  substituted  internal 
for  external  heating,  such  heating  to  be  of  a  strictly  local  character, 
and  that  Claim  9  did  not  comprehend  external  heating  of  the  small 
portion  of  the  mixture  ;  that  there  was  ample  subject-matter  and  that 
prior  user  was  not  proved  ;  and  that,  although  experiments  might  be 
necessary  in  order  to  ascertain  what  compounds  were;  within  the 
description  in  the  Specification  as  being  reducible  under  the  conditions 
described,  this  did  not  affect  the  validity  of  the  Patent,  and  that  the 
Defendants  had  infringed,  their  process  being  substantially  a  reduction 
by  aluminium. — Held  further,  that  the  Specification  of  the  Patent  of 
1901  described  an  effective  way  of  joining  pieces  of  metal,  with  the 
capability  of  welding  the  whole  or  parts  of  the  ends,  but  that  actual 
welding  was  not  essential,  and  that  there  was  good  subject-matter  ;  and 
that,  although  the  Defendants  had  not  actually  effected  welding,  they 
had  infringed,  but  that,  even  if  actual  welding  was  essential,  they  had 
threatened  and  intend^  to  effect  it,— Held  also,  that  the  Patent  of  1902 
was  valid  and  had  been  infringed.  Judgment  was  given  for  the 
Plaintiffs  for  injunctions  against  infringement  of  all  the  three  Patents 
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relief  ou  with  Certificates  o{  validity  and  costs,  except  that  the 
befendauts  were  ^veu  the  costs  so  far  as  they  related  to  th6  Patent  not 
relied  on  ty  the  Plaintiffs  at  the  trial  with  a  s^t-oflF.    Tf^BBMlT  Ld.  v. 

S.  pijlCOVetryj^  not  inyention,— "Yon  cannot  take  ont  a  Patent  for  the 
**  discovery  that'ferro-cemented  piles  will  resist  percnssion  strains ;  the 
**  only  fhirig  you  can  take  out  a  Patent  for,  in  such  a  matter,  would  be 
"  a  pile  of  a  particular  form,  so  as  to  get  the  benefit  of  that  new  truth 
"  which  is  thus  so  ^t  discovered." — Per  FarwblL  L.J.  in  MonOHBL 
V.  CoiGNBf ,  p.  246. 

SUPQppiNATE  INTEGERS.    See  Novelty,  No.  2. 
TtHlEAf a  (4CTIW  TO  RESTB4IN). 

'Swm  of  Ordor  9.to7ing  TbreaW  actipn  wbe¥«  \h%  Itefendants 
offiared  an  undertaking  to  CMunmenee  an  action  for  infringe- 
ment.— Action  to  restrain  Threats  on  two  Patents. — Undertaking  by 
Defendants  to  commence  an  a^^tion  against  the  Plaintiff  for  infringe- 
ment.—Stay  of  Threats  action.  WRTGHTSON  v.  Tatlor,  Maddox 
A  Co.,  p.  347. 

TRUE  AND  FIRST  INVENTOR. 

f^or  inventiou  ^  another  will  r^oi  of  itself  avoid  a  Patent  granted 
Xo  9i  subsequent  true  iuventor.— Where  pnor  tp  tlie  date  of  the 
Plaintiff'9  Patent,  another  person  had  ii^  fact  ii^vei^^d  the  patented 
device,  which  related  to  single  trigger  ga^a,  but  had  not  published  it, 
and  it  had  only  been  used  in  testing  it  at  a  private  rapge. — Held^  that 
such  user  did  not  invalidate  the  Patent,  and  that  the  Patentee  was  the 
true  and  first  inventor.  Robbrt80N  v.  PURp^Y,  p.  273,  See 
Novelty,  No.  5. 

XTTILITY. 

\,  A  Specification  relating  to  telegraphy  contained  a  di^'^ction  to  connect 
^he  ends  of  a  coil  "  with  any  suitable  source  of  electricity  for  exciting 
"  the  said  coil  preferably  by  an  alternative  electric  current,"  and,  it 
being  objected  that  a  source  of  electricity  giving  a  continuous  current 
was  included  and  would  be  i^seless,  Neville  J.  in  giving  judgment 
said  : — "  I  do  not  think  that  an  inventor  who  specifies  an  efficient 
**  method  of  performing  the  desired  operation  but  Bays  that  any  other 
"  suitable  method  may  be  adopted,  invalidates  his  patent  if  it  should 
"  turn  out  that  the  method  specified  by  him  is  the  only  suitable  method. 
"  There  seems  to  be  a  distinction  between  this  case  and  the  case  of  a 
*^  patentee  saying  that  any  known  method  of  nroducing  a  result 
'*  indicated  may  be  used  when  in  fact  one  or  mdre  of  such  known 
"  methods  would  fail."  In  thk  M4TTBR  OP  Brown's  Patent,  313, 
at  p.  345. 

2.  l^^Xmi  held  to  be  uaeful  an^  not  to  haje  been  anticipated.  The 
merely  negative  evidence  of  Petitioners  fo^  Revocation  that 
they  nave  not  succeeded  in  producing  a  result  held  not  to 
displace  the  positive  evidence  of  the  Respondents.— P^^i/ion /or 
revocation.— LcfevLB  standi    to  present  Petition. — Leave  to  apply  for 
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the  fiat  of  the  Attorney -Qeneral  during  the  hearing  of  the  Petition. — 
First  and  true  inventor, — Anticipation. — Subject-matter, — Utility. — 
Petition  dismissed. — Costs  on  the  higher  scale,  A  Patent  having  been 
granted  to  M.  for  an  "Improved  process  for  the  manufacture  of 
*' lustrous  threads,  bands,  strips,  and  the  like  of  viscose,"  O.  &  Co. 
presented  a  Petition  for  the  revocation  of  the  Patent,  alleging  that  they 
were  largely  interested  in  the  manufacture  of  artificial  silk  from 
viscose  ;  that  they  were  the  registered  legal  owners  of  Letters  Patent 
No.  2529  of  1902  granted  to  S.  and  W.,  and  that  they  were  entitled  to 
present  the  Petition  as  assignees  of  that  Patent.  The  Particulars  of 
Objecfdons  alleged  that  the  invention  was  not  usefni;  that  the 
1;^|>€fciflcB(tton  disclosed  no  proper  Bubject-matter  for  valid  Letters 
_  Firtent ;   that  the  invention  was  not  new  ;   ^nd  that  the  Respondent 

was  not  the  first  and  true  inventor.  A.  doubt  being  expressed  as  to 
whether  -the  Petitioners  had  aay  locus  standi  to  present  the  Petition, 
PatTcer  J.,  withotit  deciding  tie  point,  gave  leave  to  apply  for  the 
fiat  of  tiie  Attorney-Oeneral,  which  if  gi:anted  was  to  be  treated  as  if 
^granted  'tkmc  pro  tunCy  and  the  hearing  of  tKe  Petition  was  continued. 
The  fiatt  of  the  Attornejr-Qeneral  was  obtained.  The  question  of  terms 
as  to  costs  upon  which  leave  was  given  to  fti^ly  for  the  fiat  was 
deff erred  until,  after  the  hearing  of  the  Petition. — HeUi,  that  S.  and  W. 
were  not  tite  first  and  trtte  inventors  of  the  invention  for  which  M.'s 
Patent  was  granted ;  that  the  Patent  was  useful ;  that  there  had  been 
no  anticipation;  and. that  there  was  proper  subject-matter  for  valid 
Lertters  Patent.  The  Petition  was  dismissed  with  costs  on  the  higher 
-scale,  and  cansequently  there  was  no  necessity  on  that  occasion  to  go 
)hte  the  question  of  terms  as  (o  costs  upon  whicl^  leave  was  given  to 
fiipplv  for  the  fiat.  IN  THE  Matter  of  Max  Muller's  Patent, 
p.  46*. 

S.  Wmft  of  utility  where  no  useful  result  is  obtained  distinguished  from 
want  of  utility  from  failure  to  secure  the  ijesult  specified.  In  the 
MatoAr  of  Aiia(»>'8  Patent,  p.  753.  See  Revocation  (Petition 
p<m),  No.  8. 

^^^"lA^BrOE.    iStee  DiBcoirFo!RBr[TY. 
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DESIGN,  WHAT  CONSTITUTES. 

1-  Design  or  mode  of  manufacture.— OonBtruction  and  effect  of  state- 
ment as  to  novelty  contained  in  the  Application  for  reeistration. 

Motion  for  rectification  of  Register, — Alleged  want  of  stwject-nuUter 
and  novelty. — Design  or  system  of  manufacture. — Effect  of  Note  on 
Register. — Marking    of    articles. —  Patents    Ac.     Act^    Sections    47 
and  90.— Rule  9  of  Designs  Rules  1890. — Motion  refused. — Appeal. — 
Fresh   evidence   given   on    appeal.  —  Appeal    allowed.  —  Order   for 
rectification  made.    In  1905  a  Design  (No.  454,848)  was  registered 
applicable  to  women's  stays.    The  Application  for  registration  included 
the  following  passage : — ^'  Statement  of  nature  of  design,  shape,  or 
"  configuration   of   corset.    The  novelty  consists  in  a  corset  having 
"  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the  busk 
'^  towards  the  back  of  the  corset,  as  shown  in  the  representations." 
The  registered  sketch  showed  a  straight-fronted  corset,  in  which  the 
seams  were  not  exactly  horizontal,  but  the  gussets  tapered  towards  the 
front.    A  representation  was  attached  to  the  application.    An  application 
was  made  for  rectification  of  the  Register  by  removal  of  the  Design  on 
the  grounds  (1)  that  it  was  not  subject-matter  for  registration,  being  a 
mode  of  manufacture ;  (2)  that  it  was  not  novel ;   and   (3)  that  &e 
owner  had  in  advertisements  misrepresented  his  Design,  and  had  sold 
articles  differing  substantially  from  the  registered  Design  but  marked 
with  the  registered  number.    On  the  hearing  of  the  motion  for  rectifi- 
cation it  was  held,  that  the  Design  as  registered  was  for  a  particular 
form  of  straight-fronted  corsets  made  with  horizontal  gussets  ;  that  the 
fact  that  the  Design  incidentally  described  a  mode  of  manufacture  did 
not  make  it  any  the  less  a  Design ;  that  there  was  subject-matter  and 
that  the  Design  was  novel,  and  that  it  was  not  shown  that  the  pictures 
of  the  Design  in  the  advertisements  were  not  covered  by  the  Design  ; 
and  that  a  statement  made  after  registration  by  the  owner  of  the  Design 
as  to  the  extent  of  his  protection  ought  not  to  affect  the  construction  of 
the  Application  or  the  validity  of  the  registration.    The  Motion  was 
dismissed  with  costs  (23  R.P.O.  553).    The  Applicants  appealed,  and 
moved  the  Court  of  Appeal  for  leave  to  adduce  fresh  evidence  on  the 
hearing  of  the  appeal  on  certain  points  referred  to  in  the  Notice  of 
Motion.    The  Court  gave  leave  to  adduce  such  evidence  by  affidavit, 
the  answer  of  the  Respondent  to  be  by  affidavit.    On  the  hearing  of 
the  appeal  the  affidavits  were  read  and  the  deponents  cross-examined. — 
HeUd^  that  the  representation  attached  to  the  application  illustrated  a 
method  of  manufacture  and  that  there  was  no   Design  capable  of 
registration,    and  also,    per  Moulton   and  Bucldey  L.JJ.,  that  such 
method  of  manufacture  was  not  novel.    The  appeal  was  allowed  and  an 
Order  made  for  the  removal  of  the  Design  from  the  Register,  but  the 
execution  of  the  order  was  stayed  pending  an  appeal.    Per  Moulton  L.J. 
— Nothing  but  that  which  can  be  matter  for  the  eye  to  see  can  be  a 
good  subject  of  Design.    In  the  Matter  op  Bayer's  Design,*  p.  65. 

*  The  decision  of  the  Ooort  of  Appeal  has  sinoe  been  affirmed  by  the  HooBe  of  Lord*. 


DESIGN  CASES.  63 

/ 

DESIGN,  WHAT  CONSTITUTES— conrtnwo?. 

2.  ^^  A  Design  prima  fcune  is  always  intended  to  be  capable  of  magnified  • 

^^  tion,  if  that  is  the  right  word  to  use.  All  that  you  have  to  do  in 
'^  order  to  maintain  the  identity  of  Design  is  to  maintain  the  relative 
"  proportions."  Per  Vafghan  Williams  L.J.  In  the  Matter 
OF  Bayer's  Design,  p.  72.  See  also  per  Keke wioh  /.  in  Manchester 
V.  Umfrbville  &  Son,  p.  780. 

3.  *'  Nothing  in  my  opinion  is  a  good  Design  but  that  of  which  fall 

"  knowledge  is  given  when  yon  have  once  shown  to  the  eye  what,  your 
"  Design  is.  It  may  be  shape  or  configuration ;  that  is  given  by  a 
•*  specimen  or  by  a  proper  drawing,  and  the  eye  can  see  it,  and  the  eye 
"  can  recognise  whether  it  has  been  imitated.  It  may  be  by  a  pattern, 
"  to  which  the  same  applies.  It  may  be  by  an  ornament,  to  which  the 
"  same  applies.  But  in  my  opinion  nothing  beyond  that  can  rightly  be 
"  called  a  Design  within  the  meaning  of  this  Statute."  Per  Plbtohbr 
MouLTON  L.J.  In  the  Matter  of  Bayer's  Design,  p.  77. 

4.  "  That  therefore  is  the  first  quality  of  a  Design,  it  must  appeal  to  the  eye. 

''  Secondly,  I  think  it  must  possess  this  feature,  that  the  pictorial 
^^  representation  must  not  be  a  mere  representation  of  a  single  article, 
*'  but  must  be  a  suggestion  of  something  which,  on  account  of  the 
"  language  of  Section  60,  is  capable  of  being  applied^to  an  article  of 
'^  manufacture  or  to  a  substance.  That  may  be  expressed  by  saying 
"  that  a  Design  must  be  a  thing  which  exists  apart  from  its  expression. 
''  There  must  be  a  suggestion  capable  of  being  applied  and  in  general, 
**  certainly  I  think  in  this  case  as  regards  a  corset,  capable  of  be  applied 
^^  under  varying  circumstances.  It  must  suggest  something  to  a  person 
"  which  is  new  and  original,  and  is  capable  of  being  applied  to  an 
"  article  of  manufacture  or  to  a  substance."  Per  BUCKLEY  L.J,  In 
THE  Matter  of  Bayer's  Design,  p.  80. 

DRAWING. 

When  the  drawing  accompanying  an  application  for  registration  of  a 
Design  shows  the  Design  applied  to  a  particular  article  non  constat 
that  the  Design  is  limited  to  that  particular  article.  IN  THE  MATTER 
OP  Bayer's  Design,  p.  78. 

INFRINGEMENT. 

A  Design,  which  could  always  be  readily  distinguished  from  a  registered 
Design  at  all  material  points  of  view,  held  not  to  infringe  the  registered 
Design.  HuTOHisoN,  Main  &  Co.  Ld.  v.  St.  Mungo  Manupao- 
TURING  Co.,  p.  265. 

NOVELTY.    See  also  Reotipioation. 

Desigii  held  to  be  novel,  and  to  be  validly  registered,  although  it 
did  not  require  ingenuity  to  produceit,  and  was  not  original.— 

New  or  original. — Infringement. — No  obvious  imitation. — Action 
dismissed,  H.  M.  &  Co.  registered  a  Design  for  a  golf  ball,  showing  a 
brambled  ball  having  round  each  of  the  six  poles,  formed  by  axes  at 
right  angles  through  the  centre  of  the  ball,  a  small  circular  smooth 
raised  band  containing  seven  brambles  and  having  lettering  incised  on  it. 
The  brambles  were  arranged  in  concentric  circles  round  the  six  poles. 
Concentric  brambling  round  six  poles  and  name  circles  round  two 
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poles  had  been  previouBly  employed,  but  never  nume  circles  roond 
six  poles.  The  M.  M.  Company  manufactured  a  ball  having  six  poles 
at  the  extremities  of  axes  at  right  angles  through  the  centre  of  the  ball, 
and  concentric  brambling  round  these  poles.  The  first  circle  of 
brambles  round  each  pole  was  omitted,  and  on  the  space  thus  left  was 
raised  lettering.  In  an  action  for  infringement  of  copyright  in  H.,  M.  & 
Co.'s  Design,— 'Held,  that  H.,  M.  &  Co.'s  Design  was  novel ;  that  it  was 
not  necessary  that  it  should  be  novel  and  orisrinal,  and  that  it  was 
validly  registered. — Held,  further,  that  an  essential  feature  of  the 
Design  was  the  six  circular  raised  bands,  and  that  H.,  M.  ft  Co.  had  not 
acquired  a  monopoly  of  six  similar  distinctive  and  equidistant  marks; 
and  that  the  M.  M.  Company  had  not  infringed  H.,  M.  &  Co.'s  Design. 
Hutchison,  Main  &  Co.  Ld.  v.  St.  Mungo  Manupacturino  Co., 
p.  265. 

RECTIFICATION. 

Design  held  not  to  be  novel  and  ordered  to  be  expunged.— ^^^^^  for 

infringement, — Motion  for  rectification  of  Register. — Registration  for 
shape  and  pattern. — Design  whether  sufficiently  indicated  in 
registration, — Discrepancy  between  registered  Design  and  articles 
acttuiltf/  manafactured. — Novelty.  —  General  knowledge  of  trade. — 
Anticipation  by  prior  user. — Judgment  for  Defendants. — Design 
expunged.  In  an  action  for  infringement  the  Plaintiff  had  registered  a 
Design  for  caps  in  Class  10,  registering  for  shape  and  pattern  only. 
The  caps  put  on  the  market  under  licence  from  the  Plaintiff 
differed  in  the  proportionate  size  of  the  parts  from  the  Design  as 
registered.  These  had  been  copied  by  the  Defendant,  who  moved 
to  rectify  the  Register  by  expunging  the  Design.  The  Defendants* 
case  was — (1)  that  the  Design  was  not  suflBciently  indicated  by  the 
registration ;  (2)  that  if  it  were  sufficiently  indicated,  the  caps  made 
and  mark&d  thereunder  did  not  correspond  with  the  Design,  and  tiiat 
therefore  the  Defendants  by  copying  these  caps  had  not  infringed  ;  and 
(3)  that  there  was  no  novelty  in  the  subject-matter  of  the  Design.  In 
support  of  the  plea  of  no  novelty,  evidence  of  general  knowledge  of 
similar  caps  in  the  trade  was  relied  on,  and  three  copies  of  caps  made 
previously  to  the  registration  were  also  produced. — Held^  that  the 
Design  was  sufficiently  indicated  by  the  registration,  and  that  the 
articles  sold  were  substantially  in  accordance  with  the  Design  as 
registered  but  that  there  was  evidence  of  prior  user  and  that  the 
Design  was  not  novel.  Judgment  was  given  for  the  Defendants  in  the 
action,  and  the  Register  was  ordered  to  be  rectified  by  expunging 
the  Design.    Manohbstbb  v.  S.  Uhfrevillb  <fe  BoK,  p.  782. 
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DIGEST  OF  TRADE  MAEK,  TBADE  NAME,  AND 

OTHER  CASES. 


AGENCY. 

Defendant  held  not  to  have  represented  himself  to  be  agent  for  the  Plaintiffs. 
National  Cash  Rbgistbb  Co.  Ld.  v.  Thbbman,  p.  211.  See  Tradb 
Nahb,  No.  3. 

APPLICATION  FOR  REGISTRATION.  See  Rbgistbation. 
ASSOCIATED  TRADE  MARKS.  See  Rbgistbation,  No.  3. 
CALCULATED  TO  DECEIVE.    See  Registration,  No.  6. 

CERTIFICATE  OF  VALIDITY. 

1.  Certificate  granted.    IN  THE  Mattbb  OF  THE  APPLICATION  OF  THE 

COMPAGNIE  INDUSTBIBLLB  DBS  PETBOLES,  p.  585. 

2.  Certificate  granted.    BooRD  &  Son  Ld.  v.  Thom  and  Cameron  Ld., 

p.  697. 

COMPANY. 

The  use  by  a  limited  company  of  a  trade  name,  other  than  its  own,  discussed. 
H.  E.  Randall  Ld.  v.  E.  Bradley  <fe  Son,  p.  773. 

CONCURRENT  USE.    See  also  Passing  Off,  No.  3. 

Applicants  for  registration  of  a  Trade  Mark  and  Opponents  had  for  some 
years  had  a  concurrent  user  of  the  word  "  KinaharCe "  for  whisky, 
'  but  the  Applicants'  use  of  that  word  had  been  almost  wholly  within  a 
particular  district. — Held,  by  Kekewich  J.  and  the  Court  of  Appeal, 
that  the  Trade  Mark  proposed  to  be  registered  was  not  calculated  to 
deceive  on  the  ground  that  in  use  it  would  contain  the  word 
"  KmaharCs:^  In  the  Matter  of  an  Application  by  Lyle  and 
KiNAHAN  Ld.,  pp.  37  and  249.    See  Rbgistbation,  No.  1. 

CONDUCT.    See  also  Misrepresentation. 

Plaintiffs  held  not  to  have  disentitled  themselves  to  injunction  by  their 
own  conduct,  namely,  by  using  certain  advertisements,  &c.,  for  a 
period  of  about  five  weeks.  Mbs.  Pomeboy  Ld.  v.  ScaliS:,  p.  177. 
^S^  Tbade  Name,  No.  2. 
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COSTS. 

1.  Motion  to  rectify  the  Benster.    The  proprietor  of  a  Trade  Mark 

registered  for  goods  in  which  he  did  not  trade,  ordered  to  pay  the  coetB 
of  a  motion  to  rectify  the  Register  by  excluding  certain  goods  from  the 
registration,  although  he  did  not  oppose  it,  but  had  refused  his  consent 
to  the  Applicants'  Application  to  register  their  mark.  IN  THB  MATTER 
OF  Hare's  Trade  Mark,  p.  263. 

2.  In  a  Trade  Name  case  in  which  the  Plaintiffs  succeeded  on  appeal,  they 

were  given  the  general  costs  of  the  action  and  the  costs  of  the  appeal, 
but  as  the  Plaintiffs'  case  had  been  overlaid  with  unnecessary  evidence, 
and  they  had  claimed  more  than  they  were  entitled  to,  they  were  given 
only  half  the  costs  of  the  evidence.  Daimler  Motor  Co.  (1904)  Ld. 
V.  London  Daimler  Co.  Ld.,  p.  379. 

3.  Beffistrar's  Costs.    The  Registrar,  being  a  public  official  oooupying  a 

fiduciary  position,  held  to  be  entitled  to  his  costs  on  an  appeal  to  the 
Court,  unless  he  has  done  anything  to  disentitle  him  to  them,  and  the 
fact  that  he  is  held  to  have  misconstrued  a  section  of  the  Act,  and  his 
decision  is  reversed,  is  not  sufficient  reason  for  depriving  him  of  coeto. 
In  the  Matter  of  the  Birmingham  Small  Arms  Co.'s  Appli- 
cation, p.  563. 

4.  Registrar's  Costs.    Registrar  held  to  be  entitled  to  his  costs  on  an 

application  referred  to  the  Court  under  Section  9  (5)  of  the  Trade 
Marks  Act,  1905.   In  the  Matter  op  an  Application  to  Register 

'*  APOLLIN ARIS  '*  A8  A  TRADE  M ARE:,  p.  436. 

5.  Registrar's  Costs.    Registrar  held  to  be  entitled  to  his  costs,  although 

his  decision  was  reversed  on  appeal,  there  being  no  special  circum- 
stances. In  the  Matter  of  Shamrock  &  Co.'s  Application, 
p.  569. 

6.  Bival  claims  to  registration.  Mark  proved  to  be  publici  juris.  Where 

two  Applicants  had  applied  for  registration  of  the  same  Trade  Mark 
and  the  Registrar  refused  to  proceed  with  either  registration  until  the 
rights  had  been  determined  by  the  Court,  and  one  of  the  Applicants 
applied  to  the  Court  for  an  Order  that  the  registration  of  his  Trade 
Mark  might  proceed  notwithstanding  the  other  application,  and  at  the 
hearing  it  was  proved  that  the  mark  was  common  to  the  trade,  no 
costs  were  given  to  either  party,  but  the  Applicant  was  ordered  to  pay 
the  costs  of  the  Registrar.  In  THB  MATTER  OP  HUDSON'S  APPLI- 
CATION, p.  582. 

DAMAOES. 

•  Where  unsuccessful  Defendants  offered  a  sum  by  way  of  damages*  an 
inquiry  as  to  damages  was  ordered,  with  the  offer  of  the  sum  recited 
in  the  Order.  Iron-Ox  Remedy  Co.  Ld.  v.  Leeds  Industrial 
Co-operative  Society  Ld.,  p.  434. 

DECEPTION  (PROBABILITY  OF).    See  Registration,  Nos.  1,  4,  6;  In- 
fringement ;  Passing  Off  ;  and  Trade  Name. 

1.  When  a  mark  is  held  to  be  disentitled  to  registration  under  Section  11 
of  the  Trade  Marks  Act,  1905,  Section  21  cannot  be  applied.  In  THE 
Matter  op  the  Application  of  the  Compagnie  Inbtjstribllb 
DBS  Petroles,  p.  585. 
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DECEPTION  (PROBABILITY  0¥)-'€OfiHnued. 

2.  Probability  of  decoption  whero  oonfugion  ia  intended.  ''  If  the 
*^  conclusion  Ib  once  arrived  at  that  the  description  was  adopted  not 
*^  with  the  object  of  fairly  describing  the  goods  to  which  it  is  applied, 
^'  bnt  with  the  object  either  of  actually  misleading  the  public,  or  taking 
^^  an  undue  advantage  of  the  business  connection,  or  the  expenditure, 
**  of  a  rival  trader,  it  does  not,  I  think,  require  much  further  evidence 
**  to  justify  the  conclusion  that  the  public  is  likely  to  be  misled  ;  and, 
'^  on  the  assumption  that  the  goods  are  so  described  as  to  be  likely 
^'  to  mislead  the  public,  it  is  not  necessary  to  prove  that  anyone  has 
"  been  actually  deceived  or  misled  ;  and,  therefore,  further,  the  person 
*'  who  supplies  the  goods  with  the  misleading  description  may  be  liable 
'*  to  an  injunction,  even  though  the  class  of  persons  to  whom  he  supplies 
^'  them  are  certain  to  know  what  the  goods  are,  and  are  not  themselves 
"  likely  to  be  in  any  way  misled." — Per  Parkbr  J.  in  iRON-Ox 
Rbmbdy  Co.  Ld.  v.  Co-opbrativb  Wholbsalh  SooibttLd.,  p.  425. 

DESCRIPTION  OF  GOODS. 

Lubricating  oil  and  petrol  spirit.  What  are  ^*  such  goods  or  description  of 
*'  goods  "  within  Section  19  of  the  Trade  Marks  Act,  1905,  considered. 
In  thb  Mattbr  of  an  Application  of  thb  Compagnib  Indus- 

TRIBLLB  DBS  PBTROLBS,  p.  585. 

DESCRIPTIVE  WORD. 

'*  1  do  not  think  it  proves  that  a  word  is  not  descriptive  because  from  the 
^  description  alone  you  could  not  possibly  either  make  the  article  or 
"  form  an  absolute  and  definite  conclusion  as  to  what  shape  or  character 
"  the  article  would  take."  Per  Nbvillb  «/.,  IN  THB  Mattbr  OF 
Gbstbtnbb's  Tradb  Mark,  p.  548. 

DISCRETION  OP  THE  REGISTRAR.    See  Rbgistration,  No.  3. 
DISTINCTIVE  MARK. 

Meaning  of  *^  distinctive "  in  Section  9  of  the  Trade  Marks  Act,  1905, 
considered.  In  thb  Mattbr  of  an  Application  to  rbgistbr 
^  Apollinaris  "  AS  A  Tradb  Mark,  p.  436. 

EVIDENCE. 

1.  In  an  infringement  action  evidence  of  actual  deception  is  not  necessary, 

nor  is  evidence  of  trade  experts  that  the  alleged  infringement  is 
calculated  to  deceive  necessary.  IJbnnbsbt  &  Co.  v.  KbatiNQ, 
p.  485. 

2.  The  question  being  whether  the  goods  of  the  Defendants  bearing  the 

letters  B.A.S.  were  liable  to  be  confused  with  goods  of  the  Plaintifb 
bearing  the  letters  B.S.A.,  ^he  Judge  stated  "  the  way  it  strikes  the 
^*  individual  mind  of  the  Judge  is  of  importance,  and  it  is  also 
**  important  that  the  Judge  should  have  evidence  to  confirm  his 
"  impression  and  the  conclusion  he  comes  to  on  the  point  whether  or 
^'  not  he  thinks,  on  a  comparison  of  the  way  the  letters  are  used  by 
"  the  rival  traders,  having  regard  to  the  surrounding  circumstances, 
**  confusion  might  arise."  BiRMINQHAM  Small  Arms  Co.  Ld.  v. 
Wbbb  <k  Co.,  p.  31.. 

B3 
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EVIDENCE— con«nw«f. 

3.  Evidence  given  at  trial,  without  objection,  by  Defendant  in  a  passing-off 
case,  outside  his  Particnlars  of  user,  of  a  name  for  cycles,  Ac,  treated  as 
admissible  by  Court  of  Appeal.  Star  Cyolb  Co!  Ld.  v.  Prankbn- 
BURGS,  p.  405.    See  Passing  Opp,  No.  3. 

FANCY  WORD  NOT  IN  COMMON  USE. 

^'  Cyclostyle  *'  held  not  to  be  a  fancy  word  not  in  common  use.  IN  RB 
Obstbtnbr's  Tradb  Mark,  p.  545.    See  Rbctipigation,  No.  2. 

INFRINGEMENT. 

1.  The  general  features  of  the  Plaintiffs'  label  taken,  but  not  his 

name  or  a  certain  device.  The  Defendant's  label  held  calculated 
to  deceive,  although  the  Plaintiffb  called  no  experts  on  this 
point. — Degree  of  resemhlance.^Prohahility  of  deception  a  question  to 
he  decided  by  the  Court  upon  inspection  and  comparison. — Evidence  of 
actual  passing  off^  or  thai  the  injringing  mark  is  calculated  to  deceive^ 
not  necessary. — Injunction  granted.  H.  &  Co.,  distillers  of  brandy  at 
Cognac,  had  registered  as  a  Trade  Mark  a  label,  which  they  affixed  on 
bottles  containing  brandy  of  their  manufacture,  consisting  of  a  body 
label  square  in  shape,  printed  in  gold  on  a  white  ground,  in  the  centre 
of  which  was  their  name,  with  the  word  "  Cognac,"  surrounded  by  a 
border  (also  printed  in  gold)  of  vine  leaves  and  grapes  in  the  form  of  a 
garland  tied  at  the  base  with  a  ribbon,  and  surmounted  by  a  mailed 
arm  and  hand  grasping  a  battle-axe.  The  Defendant  sold  brandy,  not 
of  the  Plaintiffs'  manufacture,  in  bottles  bearing  a  label  of  the  same 
size  and  shape,  also  printed  in  gold  on  a  white  ground,  and  surrounded 
by  a  garland  of  vine  leaves  and  grapes,  closely  resembling  the  Plaintiffs' 
label ;  but,  instead  of  the  name  "  H.  &  Co."  and  the  word  "  Cognac," 
the  Defendant's  label  had  in  the  centre  the  words  '^  Celebrated  Old 
^'  Brandy,"  without  any  maker's  name.  The  mailed  arm  and  hand 
grasping  a  battle-axe  were  not  reproduced  in  the  Defendant's  label. 
No  evidence  was  given  of  actual  deceit,  and  no  witnesses  were  produced 
by  the  Plaintiffs  to  prove  that  purchasers  would  be  likely  to  be  deceived. 
The  Defendant  called  a  number  of  witnesses,  who  stated  that  in  their 
opinion  the  label  was  not  calculated  to  mislead. — Held^  that  evidence  of 
experts  on  behalf  of  the  Plaintiffs  as  to  whether  the  label  was  calculated 
to  deceive  was  unnecessary ;  that  the  Plaintiffs  were  entitled  to  rely 
upon  the  similarity  of  the  labels,  and  the  action  and  conduct  of  the 
Defendant,  as  demonstrating  that  he  used  the  label  with  the  intention 
of  palming  off  upon  unwary  customers  another  brandy  as  that  of  the 
Plaintiffs  ;  and  the  Judge  being  of  opinion,  upon  inspection  and  com- 
parison of  the  labels,  that  the  one  used  by  the  Defendant  was  calculated 
to  mislead  an  incautious  or  unwary  purchaser,  an  injunction  was 
granted.    Hbnnbssy  &  Co.  v.  Kbating,  p.  485. 

2.  Similarity  of  marks.    ^'  Now  I  say,  in  this  case,  if  one  man  will  use  a 

''  label  similar  to  the  label  of  another,  whose  label  has  been  duly 
^^  registered,  or  will  use  a  label  resemblinof  it,  he  must  use  it  under 
^'  such  circumstances,  and  with  such  sufficient  precautions,  that  the 
*'  reasonable  probability  of  error  shall  be  avoided,  notwithstanding  the 
"  want  of  care  and  caution  which  is  so  commonly  exhibited  in  the 
'*  course  of  human  affairs."  Per  Meredith  M.R,  (Ireland)  in 
Hennbssy  &  Co.  V.  Keating,  p.  500. 
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INFRINGEMENT— «wtfnw«i. 

3..  ^^  Cat  and  Barrel "  marks  held  to  infringe  a  refifistered  '^  Cat  and 
Barrel "  mark  although  differing  in  the  manner  in  which  the 
idea  was  carried  oat.  Boord  &  Son  y.  Thom  and  Cameron  Ld., 
p.  697.    See  Rectification,  No.  4. 

INTERLOCUTORY   INJUNCTION.      See   Passing   Off,   No.  6;    Trade 
Name,  No.  6. 

INVENTED  WORD. 

^  Cyclostyle "  held  not  to  be  an  invented  word,  being  the  name  of  a 
patented  article.  In  rb  Obstetner's  Tradb  Mark,  p.  545.  See 
Rectification,  No.  2. 

LEGAL  INJURY.    See  TRADE  NAME,  No.  1. 

LOCAL  USER.    iSee  PASSING  OFF,  No.  3. 

MISREPRESENTATION. 

1.  An  Applicant  for  registration  of  a  Trade  Mark  had  issaed  catalogues 

containing  a  statement'  that  the  Trade  Mark  was  registered.  In  an 
opposition  the  Registrar,  having  heard  the  explanation  of  the 
Applicants,  held  that,  although  the  statement  was  misleading, 
registration  ought  not,  under  the  circumstances,  to  be  refused,  and  his 
decision  was  upheld  by  the  Court,  and,  on  appeal,  by  the  Court  of  Appeal. 
In  the  Matter  of  an  Application  by  Lyle  &  Kinahan  Ld.,  pp. 
37  and  249. 

2.  Alleged  misrepresentation  by  Plaintiffs  in  passing-off  action.   Plotzkbr 

V.  Lucas,  p.  551. 

NAME.    See  also  Trade  Namb  ;  Patented  Article. 

1.  Name  of  picture  gallery.    BOUSSOD,   Valadon  &  Co.  v.  Marchant, 

p.  665.    See  Trade  Name,  No.  11. 

2.  Right  to  use  of  assumed  name.      PoMBROY  Ld.  v.  Scale,    p.  177. 

See  Trade  Name,  No.  2. 

OPPOSITION.    See  also  Registration. 

A  Trade  Murk  applied  for  ^vill  be  considered,  for  tlie  pur})Oses  of  an 
opposition,  in  the  form  in  which  it  is  proved  to  be  iiitendi*d  to  bo  used. 
In  the  Matter  of  an  Application  by  Lyle  Kinahan  Ld., 
pp.  37  and  211).    See  Registration,  No.  1. 

PASSING  OFF. 

L  The  letters  B.S.A.  having  become  associated  with  the  Plaintiffs' 
goods,  the  letters  B.A.8.  nsed  by  the  Defendants  were  held 
to  be  calculated  to  deceive,-'AS,4.  identified  with  Plaintiffs.— 
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PASSING-OFF— «m&*nwd. 

Use  of  B.A  .8.  by  Defendants. — Iiy'tmcHon  granted.  The  Birmingham 
SmaU  Arms  Co.  Ld.  manufactured  and  Bold  cycle  parts  and  acceBsories 
(including  spanners)  and  put  upon  them  the  letters  B.S.A.,  and  these 
letters  had  become  associated  with  the  Company  and  its  goods.  On  its 
spanners,  however,  the  letters  did  not  appear  alone,  but  in  conjunction 
with  a  Trade  Mark  consisting  of  three  piled  rifles.  The  Company 
brought  an  action  for  passing  off  against  a  firm  which  had  made 
spanners  with  the  letters  B.A.S.  on  them,  meaning,  as  they  said,  ^  Best 
*^ All-round  Spanners."  They  had  discontinued  so  doing  before  action, 
but  claimed  a  right  to  do  so.  It  was  contended  for  the  Defendants 
that  the  articles  could  not  be  mistaken  when  compared  ;  that  there  was 
no  evidence  that  the  Plaintiffs'  spanners  were  ordered  as  B,S.A. 
spanners ;  and  that  there  was  no  probability  of  confusion.  No  actual 
deception  was  proved. — Heldy  that,  although  no  deliberate  intention  to 
deceive  had  been  established,  the  letters  B.A.S.  were  calculated  to  cause 
the  Defendants'  goods  to  be  confused  with  the  Plaintiffs'.  An  injunc- 
tion was  granted  with  liberty  to  apply  as  to  delivery  up,  and  the 
Defendants  were  ordered  to  pay  the  costs  of  the  action.  Birmingham 
Small  Arms  Co.  Ld.  v.  Wbbb  &  Co.,  p.  27. 

2.  ^'  Lanco "  held  not  to  be  liable  to  be  confased  with  ''  Lanca- 
^^  shire,"  the  goods  bein^  Aiflereni.— Name  used  by  the  Defendants 
whether  calculated  to  deceive. — Motion  to  expunge  Defendants'  Trade 
Marks. — Allegation  of  fraud  abandoned  at  trial. — No  probability 
of  deception  found. — Action  and,  mdtion  dismissed. — Appeals  dis- 
missed. Prior  to  the  year  1870  and  subsequently  a  Company  and  their 
predecessors  manufactured  and  sold  hair  belting  for  machine  driving 
under  the  name  of  ^'Lancashire  Belting"  or  '^ Lancashire  Patent 
'^  Belting,"  and  used  in  connection  with  the  sale  a  Trade  Mark  consisting 
of  the  words  ''The  Lancashire"  registered  in  1885  as  an  old  mark. 
The  Company  also  sold,  but  did  not  manufacture,  Balata  belting. 
In  1904  the  Plaintiffs  acquired  the  business  of  the  Company.  The 
Plaintiffs  sold  hair  belting  under  the  name  of  "  Lancashire  Belting," 
but  did  not  use  that  name  in  connection  with  their  sale  of  Balata 
belting.  In  1905  the  Defendants  began  to  manufacture  Balata  belting, 
which  they  sold  under  the  name  of  "  Lanco  Belting,"  and  in  the  same  year 
they  registered  two  Trade  Marks,  one  consisting  of  the  word  "Lanco  " 
and  the  other  of  the  words  "  liinco  Balata  Siting  "  with  a  device. 
The  Plaintiffs  commenced  an  action  to  restrain  passing  off,  and  moved 
to  expunge  the  Defendants'  Trade  Marks.  They  alTeg'^d  that  their 
belting  was  known  by  various  abbreviations  of  the  word  "  Lancashire" 
resembling  the  name  "  Lanco,"  and  that  the  use  of  that  name  was 
calculated  and  intended  to  deceive.  The  Defendants  denied  that  their 
"  Lauco  Balata  Belting "  could  be  mistaken  by  purchasers  for  the 
Plaintiffs'  "  Lancashire  "  hair  belting.  At  the  trial,  no  actual  deception 
was  proved,  the  allegation  of  fraud  was  withdrawn,  and  the  Defendants 
put  in  evidence  a  correspondence  with  the  Registrar  of  Trade  Marks 
on  their  application  to  register  their  Trade  Marks,  from  which  corres- 
pondence it  appeared  that  the  Defendants  had  originally  applied  to 
register  the  word  *' Lancomie "  (stated  to  be  an  abbreviation  of 
**  Lancashire  Cotton  made  in  England  "),  and  that  their  adoption  of 
"  Lanco  "  instead  of  "  Lancomie  "  was  in  consequence  of  the  correspond* 
ence  with  the  Registrar. — Held^  by  Neville  J.,  that  the  use  of  the  name 
"  Lanco "  was  not  calculated  to  deceive  (23  R.P.C.  621).  The  action 
and  motion  were  dismissed  with  costs.  The  Plaintiffs  aj^pealed.  The 
appeals  were  dismissed  with  costs.  Rbddawat  A  Oo.  LD.  v.  IBWBLL 
AND  Easteen  Rubber  Oo.  Ld.,  p. 
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PASamQ'OFF— continued. 

3.  The  Plaintiffs'  cycles  being  known  as  ^^  Star  "  cycles,  but  other 

traders  nsing  the  word  ^^  Star  "  as  part  of  the  name  of  their 
cycles,  the  use  by  the  Defendant  of  the  words  ^^  Midland  Star  '* 
in  catalogues  and  advertisements  directed  only  to  the  trade 
held  not  to  be  calculated  to  deceive.— AdtiaZ  fraud  held  not 
proved, — Concurrent  user  of  name  by  third  parties. — Probability  of 
deception  not  established. — Action  dismissed. — Appeal  dismissed.  The 
Plaintiffs  and  their  predecessors  had  carried  on  business  for  many 
years  as  makers  of  cycles  at  the  Star  Cycle  Works,  Wolverhampton, 
and  had  nsed  a  Trade  Mark,  registered  in  1891,  and  consisting  of  the 
device  of  a  Star,  in  connection  with  the  sale  of  their  cycles,  which 
were  well  known  as  "  Star  "  cycles.  In  an  action  for  passing-off  and 
infringement  of  the  Trade  Mark,  the  Plaintiffs  complained  of  an 
advertisement  of  **  Midland  Star "  cycles  and  cycle  frames  in  the 
Defendant's  Price  List;  they  also  charged  the  Defendant  with 
having  accepted  an  order  for  a  "Star"  cycle,  but  on  a  Motion  for 
an  interlocutory  injunction  that  charge  failed,  and  it  was  held  that 
probability  of  deception  bad  not  been  established,  and  no  Order  was 
made,  except  as  to  costs.  The  Plaintiffs  claimed  to  be  entitled  to 
the  exclusive  "right  to  the  use  of  the  word  "  Star,"  alone  or  in 
combination,  in  the  sale  of  cycles  and  cycle  parts  and  accessories,  but 
at  the  trial  they  limited  their  claim  to  cycles  and  frames.  The 
Defendant  proved  that  a  considerable  sale  of  cycles  under  various 
names  of  which  '*  Star  "  formed  a  part  had  been  going  on  openly  for 
several  years  unchallenged  by  the  Plaintiffs.  The  Defendant  alleged 
that  the  name  '*  Midland  Star  "  was  innocently  adopted  ;  that  his 
price  list  was  issued,  and  his  cycles  were  sold,  to  the  trade  only  ;  that 
the  advertisement  could  not  deceive ;  that  his  device  containing  a 
Star  had  never  been  affixed  by  him  to  any  cycle  ;  that  he  had  never 
sold  a  cycle  or  frame  under  the  name  '*  Midland  Star  "  ;  and  that  the 
•  Plaintiffs  regularly  sold  cycles  without  any  name  on  them.  It  was 
held  at  the  trial,  that  the  Defendant  had  adopted  the  name  *^  Midland 
**  Star  "  without  any  fraudulent  intention  ;  that  the  Plaintiffs  had  no 
exclusive  right  to  the  use  of  the  word  "  Star";  and  that  probability  of 
deception  had  not  been  established.  The  action  was  dismissed  with 
costs.  The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs. 
Star  Cycle  Co.  Ld.  v.  Frankbnburgs,  pp.  46  and  405. 

4.  Name  of  Defendants'  goods  descriptive  of  one  of  the  components,  but 

chosen  because  it  would  lead  to  concision  with  the  Plaintiffs' 
SfOOds. — Fancy  name,  —  "  Iron-Ox  Tablets.^^  —  Action  to  restrain 
passing-off" and  the  us*^  of  the  words  "  h^on  Oxide''  likehj  to  cause  con- 
fusion. — No  actual  d^^tio?}.— Probability  of  deceptioti.— Unfair 
competition. — Injunction  granted.  The  Plaintiffs,  who  sold  "  Iron-Ox 
**  Tablets,"  brought  an  action  to  restrain  the  Defendants  from  selling 
medicinal  tablets  under  the  description  '^Iron  Oxide  Tablets"  and 
from  passing  off  their  goods  as  the  Plaintiffs'  goods.  The  Defendants, 
being  unable  to  obtain  ihe  Plaintiffs'  goods  for  sale,  obtained  from  a 
manufacturer,  and  sold  to  retailers  for  re-sale,  "  Compound  Iron 
'* Oxide  Tablets"  which  contained  iron  oxide,  practically  useless  as 
a  drug,  and  also  other  and  useful  drugs,  with  the  avowed  intention 
of  facilitating  competition  with  '•Iron-Ox  Tablets,"  which  contained 
no  iron  oxide.  There  were  other  tablets  called  "Iron  Oxide 
'^  Tablets  "  placed  upon  the  market  after  the  time  when  the  Plaintiffs 
commenced  advertising,  but  before  the  Defendants'  sales  b^gan ; 
the  PlaintiffiB  had  stopped  the^  sale  of  some  of  these  tablets.    The 
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Defendants  contended  that  iron  oxide  was  in  popular  demand  as  a 
medicine  and  that  they  were  entitled  to  supply  this  demand  in  the 
way  they  did,  there  being  no  complaint  of  get-up  and  no  actual  deception, 
but  only  cases  in  which  the  iperson  receiving  the  Defendants'  goods 
ordered  the  Plaintiffs'  goods  from  the  retailers,  but  was  not  himself 
deceived. — Held,  that  the  Defendants  had  not  put "  Iron  Oxide  Tablets  " 
upon  the  market  to  satisfy  a  popular  demand,  but  in  order  to  supersede 
"  Iron  Ox  Tablets,"  that  under  the  circumstances  the  choice  of  this 
name  was  not  legitimate  trading,  and  that  it  would  lead  to  confusion 
and  was  chosen  for  that  reason,  and  not  because  it  could  in  any  sense 
be  said  to  correctly  describe  the  article.  An  injunction  was  granted  to 
restrain  the  use  of  the  term  "  Iron  Oxide  "  by  the  Defendants  without 
better  distinguishing  their  goods  from  the  goods  of  the  Plaintiffs.  IRON- 
Ox  Remedy  Co.  Ld.  v.  Co-operative  Wholesale  Society  Ld., 
p.  425. 

5.  Name  of  goods  sold  by  Defendants  and  labels  calonlated  to 

cause  conftision  with  goods  of  Plaintifib.— ^anc^  name.—''Ir(m^ 
*'  Ox  T(iblets.^^ — Action  to  restrain  passing-off  and  the  use  of  the  words 
**  Iron  Oscide.^^ — Oet  up. — Fraudulent  intention  on  the  part  of  salesmen 
alleged  hut  not  insisted  on. — Injunction  granted.  An  action  for  an 
injunction  was  brought  against  certain  retailers  who  had  bought 
"Compound  Iron  Oxide  Tablets"  from  the  Go-operative  Wholesale 
Society  Ld,,  and  had  sold  them  in  response  to  orders  for  "  Iron-Ox 
"  Tablets,"  and  had  also  put  up  and  sold  Iron  Oxide  Tablets  of  their 
own.  Fraudulent  intention  was  alleged  on  the  part  of  the  salesmen 
who  had  supplied  the  Defendants'  goods  in  response  to  written  orders 
for  "  Iron-Ox  Tablets."  The  get-up  of  the  Defendants'  goods  was  also 
complained  of.  Upon  abandonment  of  the  charge  of  fraudulent 
intention,  the  evidence  in  Iron-Ox  Remedy  Co.  Ld.  v.  Go-operative 
Wholesale  Society  Ld.  as  to  the  use  and  meaning  of  the  words  "  Iron 
"  Oxide  "  was  admitted  in  this  case,  and  an  injunction  was  granted  to 
restrain  passing-off  by  the  use  of  the  words  "Iron-Oxide"  without 
distinguishing,  and  to  restrain  the  use  of  the  labels  complained  of. 
iRON-Ox  Remedy  Co.  Ld.  v.  Leeds  Industrial  Co-operative 
Society  Ld.,  p.  434. 

6.  Diflidrence   in  the  nature   of  the  goods*     Motion    for  inter- 

locutory injunction  refused.— The  Plaintiffs,  who  were  manu- 
facturers of  steam  motor  cars,  and  who  alleged  that  their  cars  had 
become  known  as  **  Miesse  Cars,"  brought  an  action  against  the  Miesse 
Petrol  Gar  Syndicate  Ld,  to  restrain  them  from  using  the  name 
"  Miesse "  in  connection  with  cars  sold  by  them.  The  Defendants 
were  the  agents  in  this  country  of  a  Mr.  Miesse^BXid.  were  selling  motor 
cars  as  **  Miesse  Petrol  Cars.*'  The  Plaintiffs  moved  for  an  interlocutory 
injunction. — Held,  that  having  regard  to  the  difference  in  the  goods, 
no  passing-off  had  been  established,  and  the  Motion  was  refused  with 
costs.  Turner's  Motor  Manufacturing  Co.  Ld.  v.  Miesse 
Petrol  Car  Syndicate  Ld.,  p  531. 

7.  Shop  window  dressing.    Alleged  passing-off  by  means  of  simi- 

larity of  window  £essing  and  other  medji%.— Judgment  for 
Defendant.    Plotzkbr  v.  Luoas,  p.  551.    See  Trade  Name,  No.  7. 

&  Secondary  meaning.    Effect  of  small  local  user.    Star  Cycle  Co. 
Ld.  v.  Frankbnburgs,  p.  405.    See  Passing-Opf,  No,  3, 


TBADE   MARK   CASES.  73 

PATENTED  ARTICLE. 

The  name  of  a  patented  article  cannot  be  a  "Trade  Mark"  within  the 
definition  contained  in  Section  3  of  the  Trade  Marks  Act,  1905.  In  be 
Gestbtnbr's  Trade  Mark,  p.  545.    See  Rbotifioation,  No.  2. 

PATENTS,  &0.  ACT,  1883. 

Section  64 — 

In  the  Matter  op  Gbstbtnbr's  Trade  Mark,  p.  545. 

PATENTS,  AC.  ACT,  1888. 

Section  10— 

In  the  Matter  op  Qestetner's  Trade  Mare,  p.  545. 

PRACTICE.    See  also  Costs  and  Dahaqes. 

1.  Extension  of  time  for  appeal  (granted  in  the  exercise  of  the 

discretion  of  the  Court  of  Appeal.— >ic/ion  for  passing-off.— 
Motion  to  expunge  Defendants^  Trcuie  Marks. — B.S.C.^  Order  LVIII.j 
Bute  16y  and  Order  LXIV.^  Rule  7.  An  action  for  passing-off  and  a 
motion  to  expunge  the  Defendants^  Trade  Marks  were  dismissed  and 
refused  respectively  on  the  11th  of  July  1906,  and  the  Orders  were 
entered  on  the  26th  of  July.  Notices  of  appeal  were  given  on 
the  24th  of  October.  The  Plaintiffs  applied  to  the  Court  of  Appeal  for 
leave  to  appeal  notwithstanding  that  the  notices  had  not  been  given 
within  the  prescribed  time,  or  that  the  time  for  giving  the  notices 
migrit  be  extended.  They  alleged  that  the  delay  in  giving  the  notices 
was  due  to  the  fact  that  the  Plaintiffs  had  been  advised  by  Counsel, 
and  also  by  a  clerk  in  the  Office  of  the  District  Registry  in  which  the 
action  was  set  down,  that  the  time  for  giving  notice  of  appeal  ran  from 
the  date  when  the  Orders  were  entered. — Reldy  that  the  Court  of 
Appeal  had  no  power  to  enlarge  the  time  under  the  Rules  of  the 
Supreme  Court,  J 883,  Order  LXIV.,  Rule  7,  but  that  it  had  power 
under  Order  LVIII.,  Rule  15,  and  that  special  leave  to  appeal  ought 
to  be  granted.  The  Applicants  were  ordered  to  pay  the  Respondents* 
costs  of  the  application.  In  re  Manchester  Economic  Building  Society 
(L.R.  24  CD.  488)  followed.  Rbddaw\y  &  Co.  Ld.  v.  Irwbll  and 
Eastern  Rubber  Co.  Ld.,  p.  H3. 

2.  Scotch  practice  in  rectification  cases.    Boord  a  Son  v.  Thom  and 

Cameron  Ld.,  p.  6^8.    See  Rectification,  No.  4. 

RECTIFICATION  OF  THE  REGISTER.    See  also  Registration,  No.  6. 

1.  Trade  Mark  registered  for  substantially  tlie  whole  of  a  Class. — Non-user 

in  respect  of  certain  gtpods  in  the  Glass. — Motion  to  rectify  by  limititig 
the  registration  so  as  to  exclude  the  last-mentioned  goods. — Order  made. — 
Costs.    In  the  Matter  of  Hare's  Trade  Mark,  p.  263. 

2.  ''  Cyclostyle "  held  to  be  the  name  of  a  patented  article  and 

not  capable  of  being  a  Trade  Mark,  and  also  held  not  to  be 
a  fismcy  word,  nor  at  the  date  of  the  decision  an  invented  word. 
Section  36  of  the  Trade  Marks  Act«  1905,  only  protects  marks 
registrable  under  that  Act  at  the  date  of  the  decision.— 
InmnUd  unyrd.— Descriptive  uM)rd.^Name  of  a  patented  article.— 
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Trade  Marks  registered  under  previous  Acts. — Trade  Marks  Act,  1906^ 
Sections  3,  P,  SS  and  86.  The  word  "  Cyclostyle  "  was  registered  for 
stationery  in  1882  by  F.  &  Co,,  the  predecessors  in  title  to  the  Trade 
Mark  of  O.,  who  in  1881  and  1888  took  out  Letters  Patent  for  a  wheel- 
pointed  pen  which  in  his  Specifications  was  frequently  spoken  of  as  a 
"  Cyclostyle."  From  1882  onwards  the  word  was  frequently  used  by 
F.  &  Co.  for  the  pen,  ink,  paper  and  other  accessories  of  duplicating 
apparatus.  E.,  a  manufacturer  of  duplicating  apparatus,  applied^  as  a 
person  aggrieved  by  the  registration,  to  have  the  Trade  Mark  removed 
from  the  Register. — Held^  that  the  word  **  Cyclostyle,"  being  the  name 
of  a  patented  article  and  also  being  composed  of  two  known,  though 
foreign,  words,  was  not  a  fancy  word  at  the  date  of  its  registration  in 
1884  within  the  meaning  of  Section  64  of  the  Patents  &c.  Act  of  1883, 
but  was  descriptive  ;  and  that,  inasmuch  as  Section  36  of  the  Trade 
Marks  Act,  1905,  uses  language  of  the  present  tense  and  points  to  the 
question  whether,  if  a  mark  were  removed  from  the  Register,  it  would 
be  such  a  mark  as  could  be  registered  again  under  that  Act,  it  must  be 
considered  whether  the  word  '*  Cyclostyle  "  was  at  the  present  time  an 
invented  word  capable  of  registration  under  the  new  Act,  and  that  it 
was  not  an  invented  word  within  Section  9,  and  did  not  satisfy  the 
definition  of  a  Trade  Mark  given  in  Section  3.  The  Register  was 
accordingly  ordered  to  be  rectified  by  the  removal  of  the  mark.  In  rb 
Oestbtnbr's  Trade  Mark*,  p.  545. 

3.  Hark  common  to  the  Trade. — Order  to  strike  off  mark.—Oosts.^ 

Trade  Marks  Act  1906,  Section  86.  In  the  Matter  op  Knapton's 
Trade  Mark,  p.  550. 

4.  Oommon  user  held  not  to  be  established  sufficiently  to  displace 

a  trade  mark  long  registered.  ''  Cat  and  Barrel"  marks  held  to 
infringe  a  registered  ''Gat  and  Barrel  *  mark,  although  diflfering 
in  the  manner  in  which  the  idea  was  carried  out.—"  Cat  and 
"  Barrel "  mark  for  "  Old  Tom  "  gin. — Action  of  declarator  and 
interdict  for  infringement. — Counter  action  of  declarator  and  reduction 
of  Trade  Mark. — Honest  concurrefit  ttser. — Device  common  to  the 
trade. — Procedure. — Rectification  of  the  Register  mv^t  be  craved. — 
Onus  of  proof — Common  user  mv^t  he  substantial. — Reduction 
refused. — Interdict  granted. — Similarity  of  infringing  devices.  Before 
1850  "  Old  Tom  "  was  a  name  of  unknown  origin  used  by  the  public 
for  gin.  About  1849  the  predecessors  in  business  of  B.  and  S.  adopted 
a  cat  and  barrel  device  for  their  gin,  and  from  that  time  onward  did  as 
before  a  large  trade  in  England  and  abroad.  They  registered  their 
mark  in  J  879  for  fermented  liquors  and  spirits,  namely,  wine,  whisky, 
and  liqueurs,  and  in  1904  they  registered  similar  marks  for  dry  gin, 
cordial  **  Old  Tom,"  bottled  cordials  (alcoholic),  "  Old  Tom,"  &c.  For 
gin  they  had  used  the  device  registered  in  1879  since  about  18a0, 
and  from  time  to  time  they  procured  other  traders  to  desist  from 
using  cat  and  barrel  devices.  There  was  evidence  to  show  that 
(especially  in  the  ** native"  markets  abroad)  B.  and  S.'s  gin  had 
become  known  as  "  Cat  and  Barrel "  brand.  From  1848  T.  and  0.  or 
their  predecessors  citrried  on  a  similar  business  at  home  and  abroad. 
There  was  evidence  that  before  1879  thfiy  and  other  firms  in  Glasgow 
and  Dublin  had  used  devices  representing  a  cat  and  barrel  in  various 
positions  and  with  various  lettering  as  marks  for  gin,  but  their  use  of 
such  marks  was  small.     B.  and  S.  raised  an  action  against  T.  and  G.  ior 


^  ^ThA  d^touion  in  this  oaee  has  nnce  been  affirmed  on  appeal 
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infringement  of  their  Trade  Mark.  T.  and  0.  raised  a  counter  action 
against  B.  and  S.  for  declarator  that  the  device  of  cat  and  barrel  was 
common  to  the  trade  long  prior  to  registration  by  B.  and  S.,  and  that 
Hke  mark  of  B.  and  S.  should  be  expunged  ff om  the  Register. — 
Heldj  by  the  Lord  Ordinary,  that  B.  and  S.  had  no  exclueive 
right  to  the  device  of  a  Cat  or  of  a  Cat  and  Barrel  in  connection 
with  "Old  Tom"  gin,  but  that  T.  and  C.  were,  entitled  to 
use  the  same.  T.  and  C.  were  assoilzied  in  the  first  action  with 
expenses,  and  held  entitled  to  expenses  in  the  second  action  (33  R.P.C. 
521).  B.  and  S.  reclaimed. — Heldy  by  the  First  Division  of  the  Court 
of  Session,  that  where  in  an  action  of  infringement  of  Trade  Mark  the 
defence  of  common  user  is  taken,  it  is  necessary  to  crave  that  the  mark 
of  the  Complainer  in  the  action  of  infringement  be  removed  from  the 
Register;  that  where  the  defence  of  concurrent  user  by  the  Respondent 
is  ^en,  it  is  necessary  to  crave  that  the  mark  of  the  Respondent  in 
the  action  of  infringement  be  put  on  the  Register  ;  and  that  T.  and  C. 
had  not  properly  raised  the  defence  of  concurrent  user  in  the  present 
case.  Dewar  v.  Dewar  (17  R.P.C.  341 ;  2  F.  249)  commented  on.  Held 
aleo^  that  when  a  Trade  Mark  has  been  registered  and  has  remained 
many  years  on  the  Register  there  is  an  onus'  on  a  person  alleging 
common  user  to  prove  that  it  should  not  have  been  put  on  the  Register, 
which  onus  is  not  discharged  by  proving  that  there  has  been  occasional 
use  of  the  mark  by  others  prior  to  its  registration,  unless  it  is  proved 
that  there  has  been  sufficient  trade  under  the  mark  to  associate  the 
goods  of  others  therewith  ;  and  that,  regarding  the  evidence  as  a  jury 
would,  such  trade  had  not  been  proved  in  the  present  case.  Observa- 
tions on  the  nature  of  the  right  to  a  Trade  Mark.  Held  cUeo^  that  designs 
representing  a  cat  and  barrel,  though  not  closely  resembling  the  cat 
and  barrel  in  B.  and  S.'8  registered  Trade  Mark  were,  in  view  of  the 
evidence  associating  the  ^^Cat  and  Barrel'*  with  B.  and  S.*s  goods, 
infringements  of  their  mark.  BooRD  &  SON  v.  Thom  and  Cameron  Ld., 
p.  697. 

REFERENCE  TO  CHARACTER  OR  QUALITY  OF  GOODS.    See  Word. 

REGISTRATION.    See  also  Rbctipioation,  No.  2. 

1.  PropoBed  Trade  Maxk  held  not  to  be  calculated  to  deceive.  Con- 
current nser  by  Applicants  and  O^^T^onents.— Application  to 
register  a  label  with  a  blank  to  be  filled  in  by  inserting  a  word. — 
(Opposition. — Trade  Mark  whether  calculated  to  deceive. — Previous  user 
in  conjunction  with  wrongful  representation  as  to  registration. — 
Application  allowed  by  the  Comptroller. — Appeal  to  the  Court 
dismissed. — Appeal  to  the  Court  of  Appeal  dismissed.  An  application 
was  made  by  L.  and  K.,  a  Belfast  firm  of  whisky  distillers,  to  register 
a  label  including  a  scroll  with  a  blank  left  in  front  of  the  words 
"V,0.  Whisky."  It  appeared  that  the  label  had  been  actually 
used  for  some  time  with  the  word  *' -K^tVwAan's  "  there  inserted  and 
that  a  representation  had  been  made  in  the  Applicants^  Price  Lists 
that  it  was  already  registered,  and  that  the  Applicants  had  done  little 
business  outside  the  Belfast  district  The  Opponents,  K.  &  Co.  Ld., 
trading  as  distillers  in  both  Dublin  and  London,  opposed  the 
registration  on  the  grounds  that  the  term  ^"^Kinahan's  Whisky" 
was  invariably  used  for  their  whisky  and  meant  their  whisky, 
•  and  that  the  Trade.  Mark  applied  for  would  deceive, in  use  ;  that  the 
Af^icants  in  view  of  one  of  their  previous  registrations  ought  not  to 
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be  allowed  to  cumber  the  Register  with  this  mark ;  and  that  as  they 
had  misrepresented  their  mark  as  registered  their  application  to  register 
it  ought  to  be  refused.  The  Registrar  decided  in  favour  of  the  Appli- 
cants on  all'three  grounds  and  allowed  the  application.  The  Opponents 
appealed.  The  appeal  was  referred  to  the  Court. — HMy  by  Kekewich 
J.,  that  the  term  '*  Kina?ian^s  Whisky  "  had  no  secondary  meaning 
signifying  the  Opponents'  whisky  only,  and  that  the  proposed  Trade 
Mark  was  not  calculated  to  deceive ;  and  also  that  the  conclusions  of 
the  Registrar  on  the  other  two  points  were  sound.  The  appeal  was 
dismissed  with  costs.  The  Opponents  appealed  to  the  Court  of  Appeal. 
— Held^  that  Kekewich  J.  and  the  Registrar  were  not  wrong  in  holding 
that  the  Respondents  had  equal  rights  for  the  purpose  of  Uie  registra- 
tion in  the  use  of  '*  Kinahan^s  Whisky,"  and  that  the  statement  made 
in  the  Price  Lists  was  not  sufficient  under  the  circumstances  to  dis^ 
entitle  the  Respondents  to  registration.  The  appeal  was  dismissed 
with  costs.  In  the  Matter  of  an  Application  by  Lylb  and 
KiNAHAN  Ld.,  pp.  37  and  249. 

2.  EflTect  o£ — "  The  registration  of  a  Trade  Mark  does  not  confer  any  right 

**■  at  all  of  the  description  there  pointed  to,  but  it  does  confer  a  right, 
"  and  the  only  right  is  the  right  to  prevent  anybody  else  from  using 
"  that  Trade  Mark  as  a  mark  for  their  goods,  but  it  does  not  give  the 
"  registered  owner  of  the  Trade  Mark  any  right  to  use  that  Trade 
"  Mark  if  the  Trade  Mark  would  deceive.  I  conceive  that,  if  at  the  date 
"  when  application  is  made  to  register  a  Trade  Mark  there  is  no  ground 
**  of  objection  upon  the  footing  that  it  will  be  calculated  to  deceive, 
"  and  if  subsequently  by  alterations  in  the  character  of  the  business  of 
"  the  two  parties  respectively  the  use  of  the  Trade  Mark  will  be 
*'  calculated  to  deceive  and  a  passing-off  action  were  brought  by  one 
"  party  against  the  other,  it  would  be  no  defence  at  all  on  the  part  of 
"  the  owner  of  the  registered  Trade  Mark  to  say — *  Deception  or  no 
*'  *  deception  I  am  entitled  t^  do  it  because  that  is  my  registered  Trade 
"  *  Mark.'  That  could  not  be  advanced  for  a  moment.  In  other  words, 
*'  the  registration  of  a  Trade  Mark  does  not  confer  any  right  to  do  that 
"  which  could  not  have  been  done  irrespective  of  the  Trade  Mark,  in 
"  the  sense  of  doing  any  acts  which  would  be  competition  in  business. 
"  The  only  right  which  it  confers  is  a  right  to  restrain  others  from 
"  using  that  Trade  Mark."  Per  BUCKLEY  L.J.  in  Lyle  AND 
KiNAHAN's  Application,  p.  262. 

3.  Maxka  held  not  to  be  maxks  requiring  to  be  associated  under  Section 

24  of  the  Trade  Marks  Act, ld06— Identical  mark  for  different 
goods.— Same  proprietors.—''  Closely  resembling.''— Associated marks.^ 
Assignability.— Costs.—Trade  Marks  Act,1905,  Sectiom  12{2),22,24, 27, 
and  48.  The  Applicants,  who  were  the  registered  proprietors  of  the 
Trade  Mark  "  B.S.A."  for  small-aruiH  in  Class  19,  applied  for  the 
registration  of  the  same  Trade  Mark  for  cycles  and  automobiles  in 
Class  22. — Held,  reversing  the  decision  of  the  Registrar,  who  had 
required  the  marks  to  be  "associated"  under  the  provisions  of  the 
Trade  Marks  Act,  1905,  that  Section  24  of  the  Act  applied,  not  to 
cases  of  an  identical  mark  of  the  same  proprietor,  but  only  to  cases 
where  registration  was  sought  for  a  mark  "so  closely  resembling  a 
"  Trade  Mark  of  the  Applicant  already  on  the  Register  for  the  same 
"  goods  or  description  of  goods  "  as  to  be  calculated  to  deceive  or 
cause  confusion,  and  that  as  registration  was  here  sought  in  respect  of 
entirely  different  goods,  it  should  be  granted  without  "  assocfcition.*' 
.     The  discretion  vested  in  the  Registrar  under  Subsection  2  of  Section  12 
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of  the  Trade  Marks  Act,  1905,  must  be  exercised  subject  to  the 
provisions  of  Section  24.  In  the  matter  op  THE  Birmingham 
Small  Arms  Co.'s  Application  for  a  Trade  Mark,  p.  563. 

4.  On  the  comparison  of  the  Trade  Mark  as  applied  for  with 

another  registered  Trade  Mark,  held  that  there  was  no 
probability  of  confusion. — Firm's  name  represented  in  a  special 
manner. — Resemblance  to  a  compound  mark, — Calculated  to  deceive, — 
Discretion. — Registration  allowed.^Gosts.^Trade  Marks  Acty  1905^ 
Sections  9  (2),  19  and  48.  The  Applicant,  trading  as  "  Shamrock  & 
*'  Co.,"  sought  to  register  in  Class  39  for  picture  post-cards  a  Trade 
Mark  consisting  of  a  shamrock  leaf  with  the  stalk  continued  so  as  to 
form  "  &  Co."  The  Resristrar  required  the  consent  of  the  proprietors 
of  an  old  mark  registered  for  stationery  consisting  of  an  inverted 
shamrock-leaf  bearing  the  letters  "M.  W.  &  Co."  and  surmounted  by 
a  Royal  Crown.  The  Applicant  having  failed  to  obtain  this  consent 
appealed.  The  proprietors  of  the  registered  mark  did  not  appear  to 
contest  the  application  and  no  evidence  was  filed.^£fe?e^,  that  there 
would  not  be  any  misleading  results  from  the  two  marks  being  on 
the  Register  at  the  same  time,  and  the  appeal  vras  allowed,  but  the 
Applicant  was  ordered  to  pay  the  costs  of  the  Registrar.  In  THE 
Matter  op  Shamrock  &  Co.'s  Application,  p.  569. 

5.  Mark  held  to  be  publici  juris.— .RtvaZ  claims  for  registration  ofsams 

mark. — Reference  to  Court  to  decide  rights. — Mark  common  to  the 
trade.—Costs,— Trade  Marks  Act,  1905,  Section  20.  J.  H.,  who  had 
used  the  words  "  The  Thunderer  "  upon  a  certain  type  of  whistles  of 
his  own  manufacture  for  a  considerable  number  of  years,  applied  to 
register  these  words  as  a  Trade  Mark.  A.  De  C,  who  had  also  used  the 
words  upon  similar  goods,  applied  shortly  after  for  registration  of  the 
same  to  be  granted  to  him.  Upon  reference  to  the  Court  under 
Section  20  of  the  Trade  Marks  Act,  1905,  it  was  held,  that  the  mark  was 
publici  juris,  and  that  neither  party  had  any  right  in  connection  with 
it,  and  that  each  party  should  pay  its  own  costs  ;  J.  H.,  the  applicant  in 
the  Motion,  paying  the  costs  of  the  Registrar.  IN  THE  MATTER  OP 
Hudson's  Application  for  a  Trade  Mark,  p.  582. 

6.  Probability  of  confusion  likely  to  canse  danger  to  the  public. 

Character  or  quality  of  the  goods.  Onus  of  proof.—"  MotHdne:' 
— Resembla7ice  to  Trade  Mark  "  Motorine  "  previously  registered.-^ 
Calculated  to  deceive, — Direct  reference  to  character  of  goods, — Tra^ 
Marks  Act,  1905,  Sections  9  (4),  11, 19,  and  21.  In  1901  the  P.  P.  C. 
Company  registered  '*  Motorine "  in  Class  47  as  a  Trade  Mark  for 
lubricating  oils  and  sold  large  quantities  of  lubricating  oil  under  that 
name,  which  became  identified  with  their  goods.  In  1907  a  French 
Company,  which  had  dealt  largely  in  petrol  spirit  under  the  name 
"  Motricine  "  on  the  Continent  and  had  registered  that  name  as  a  Trade 
Mark  for  petrol  spirit  in  various  European  countries,  applied  in  this 
country  for  the  registration  of  "  Motricine  "  as  a  Trade  Mark  for  spirit 
for  motive  power  purposes  in  Classes  47  and  50.  This  was  opposed  by 
the  P.  P.  C.  Company.  The  products  of  the  Applicants  and  the, 
Opponents  were  both  manufactured  from  petroleum,  but  the  former 
was  a  thin,  odorous  and  highly  explosive  fluid,  the  latter  thick,  viscous, 
non-odorous  and  non-explosive.  Both  were  sold  in  cans  and  in*  the 
ordinary  course  of  trade  in  the  same  shops  and  to  the  same  class  of 
customers.    The  Opponents  opposed  the  registration  of  "Motricine "  as 
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being  calculated  to  deceive  within  Section  11  of  the  Trade  Marks  Act« 
1905,  and  as  being  likely  to  cause  danger  to  the  public  and  injury  to  the 
Opponents'  trade  by  an  explosive  fluid  being  used  as  a  non-explosive 
fluid.  The  Registrar  refused  to  register  "  Motricine,"  whereupon  the 
Applicants  appealed  and  also  moved  the  Court  to  expunge  the  Opponents* 
Trade  Mark  "Motorine"  from  the  Register. — Held,  that  there  was  a 
possibility  of  confusion  between  the  two  words  as  names  for  the 
respective  goods,  and  that  the  word  ^'  Motricine*'  could  not  be  registered 
as  the  Applicants  had  not  discharged  the  onus  of  proving  that  the  use 
of  it  would  not  be  calculated  to  deceive  ;  that,  as  the  word  was  accord- 
ingly under  Section  11  not  registrable,  the  Court  could  not  allow 
registration  subject  to  conditions  under  Section  21  of  the  Act ;  and  that 
the  word  "  Motorine  "  had  no  direct  reference  to  the  character  or  quality 
of  the  goods  which  it  designated,  and  was  therefore  a  good  Trade  Mark 
under  Section  9,  paragraph  4,  of  the  Trade  Marks  Act,  1905.  The 
appeal  and  the  motion  therefore  failed  and  were  dismissed  with  costs. 
Eno  V.  Dtmn  (7  R.P.C.  11 ;  L.R.  15  App.  Cas.  252)  followed.  iN  thb 
Mattbr  of  thb  Application  of  thb  Compaqnib  Industribllb 
DBS  Pbtrolbs  to  Rbgistbr  a  Tradb  Mark,  p.  585. 

7.  ^  ApoUinaris "  declared  to  be  deemed  to  be  a  distinotiTe  mark 
under  Section  9  (5)  of  the  Trade  Marks  Act,  1905,  bat  an 
undertaking  was  required. — Special  application  for  registration  of 
a  word  as  a  distinctive  mark. — Special  undertaking  required  by  the 
Court  to  he  given  by  the  Applicants.  The  proprietors  of  the  well- 
known  Apollinaris  spring  applied  to  register  the  word  **  ApoUinaris'* 
in  Class  44  in  respect  of  mineral  water.  The  application  was  a  special 
one  under  paragraph  5  of  Section  9  of  the  Trade  Marks  Act,  1905,  the 
Applicants  alleging  that  the  word  ^' Apollinaris "  was  a  distinctiYe 
mark.  The  word  ''ApoUinaris^'  had  formerly  been  registered  for 
mineral  water  in  the  name  of  the  Apollinaris  Co.  Ld.^  but  it  had  been 
removed  from  the  Register  by  an  Order  of  the  Conrt,  it  being  held 
in  that  litigation  that  the  word  *' Apollinaris ''  was  geographical, 
and  did  not  come  within  any  class  of  words  which  could  be  registered 
under  the  Patents  &c.  Act,  1883,  or  the  Patents  Ac.  Act,  1888.  The 
present  application  was  supported  by  evidence  to  show  ^at  the  word 
was  in  fact  distinctive  of  the  Applicants'  mineral  waters. — Held^  that 
the  word  "Apollinaris"  distinguished  the  goods  of  the  proprietors, 
and  a  declaration  was  made  that  it  ought  to  be  deemed  a  distinctive 
mark  within  the  meaning  of  Section  9  of  the  Trade  Marks  Act,  1905, 
but  the  Applicants  were  required  to  give  an  undertaking  not  to  use 
the  mark  except  in  respect  of  water  from  the  Applicants'  property  at 
Neuenahr  or  in  the  neighbourhood  thereof.  In  THB  Mattbb  OF  AN 
Application  to  Rbgistbr  "  Apollinaris  "  as  a  Tradb  Mark, 
p.  436. 


SCOTCH  PRACTICE.    See  Rbotification,  No.  4. 

TRADE  MARKS  ACT,  1905. 
Section  3 — 

In  rb  Ob8Tbtnbr*s  Tradb  Maric,  p.  545« 
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Section  9 — 

In  thb  Mattbr  op  an  Application  to  rbgistbb  ''  Apollin- 
"  ARis  "  AS  A  Trade  Mark,  p.  436. 

In  Rb  Obstbtnbr's  Tradb  Mark,  p.  545. 

In   thb  Mattbr  op  the  Application   op   the    Compagnib 
INDUSTRIELLBS  DBS  Petrolbs,  p.  585. 

Sdotion  11 — 

In  thb   Matter   op  the   Application  op  thb   Compaqnib 
INDUSTRIBLLB  DBS  Petrolbs,  p.  585. 

Section  12  (2)— 

In    the   Matter  op   the   Birmingham   Small   Arms   Oo.'s 
Application,  p.  563. 

Section  19— 

In  thb  Matter  op  Shamrock  &  Co.'s  Application,  p.  569. 

In   the   Matter   op  thb  Application   op  the  Oompagnib 
industribllb  dbs  petrolbs,  p.  585. 

Section  20^ 

In  the  Matter  op  Hudson's  Application,  p.  582. 

Section  21— 

In  the   Matter   op  thb  Application   op   the   Compagnib 
industribllb  dbs  petrolbs,  p.  585. 

Section  24— 

In  the   Matter   op  thb   Birmingham   Small  Arms    Co.'s 
Application,  p.  563. 

Section  36 — 

In  Rb  Obstbtner's  Trade  Mark,  p.  545. 

Section  46— < 

In  thb   Matter  op  the  Application   op  thb   Compagnib 
industribllb  dbs  petrolbs,  p.  585. 

Boord  &  Son  v.  Thom  and  Cameron  Ld.,  p.  698. 

Section  48-* 

In  THB    Mattbr   op  tHB   Birmingham    Smalu  Arms  Co.'s 
Application,  p.  563. 

In  the  Matthb  op  Shamrock  A  Co.'s  Trjldk  Mark,  p.  569. 

In  the  Matter  op  **  Apollinaris  *'  Application,  p.  436. 
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1-  Plaintiff  Society  held  entitled  to  maintain  an  action  to  prevent 
the  use  by  non-members  of  a  name  indicatinft:  membership.— 

Members  of  Plaintiff  Society  known  ae  "  Incorporated  Accountantey — 
Use  of  that  designation  by  individual  Defendant  and  holding  out  by 
the  Defendant  Society  of  its  members  as  entitled  to  use  that  designation, 
— Injunction  granted.  The  Society  of  Accountants  and  Auditors 
was  incorporated  in  the  year  1885  to  provide  a  central  organisation 
for  accountants  and  auditors,  to  elevate  the  status  of  the  profession, 
to  provide  for  its  better  definition  and  protection  by  a  system  of 
examinations  and  certificates,  and  to  encourage  a  greater  degree  of 
efficiency  in  book-keeping.  There  were  district  Societies  connected 
with  the  Society.  The  Society  published  the  ^^  Incorporated  Accountants* 
"  Year  Book  "  containing  a  list  of  its  members,  and  the  "  Incorporated 
^'  Accountants'  Journal."  It  claimed  that  the  title  of  ^^  Incorporated 
**  Accountant "  had  become  identified  with  its  members.  In  1905  a 
Company  (limited  by  guarantee)  called  the  London  Association  of 
f  Accountants  Ld.  was  incorporated  with  objects  of  a  similar  nature.   This 

Company  claimed  the  right  for  its  members  to  use  the  term  '*  Incor- 
porated Accountant/*  alleging  that  it  was  a  statutory  term  which 
had  not  the  meaning  claimed  for  it  by  the  Society  and  the  use  of  which 
was  open  to  the  members  of  the  Company.  The  Society  brought  an 
action  against  the  Company  and  also  against  one  of  its  members,  who 
had  used  and  claimed  the  right  to  use  the  designation  ^<  Incorporated 
''  Accountant  London  Association,**  for  an  injunction  to  restrain  the 
use  of  the  designation  "  Incorporated  Accountant  **  by  the  Company 
and  its  members. — Held^  that  the  expression  ^*  Incorporated  Accoun- 
"  tant  *'  was  not  a  descriptive  term,  but  meant  a  member  of  the  Plaintiff 
Society ;  that  what  the  Defendant  member  was  doing  was  calculated 
to  lead  people  to  the  belief  that  he  was  a  member  of  the  Plaintiff 
Society ;  that  the  unauthorised  use  of  the  expression  inflicted  a  legal 
injury  on  the  Plaintiff  Society,  because  it  was  a  matter  of  pecuniary 
value  to  the  Plaintiff  Society  that  it  should  have  as  many  members  as 
possible;  and  that  the  Plaintiff  Society  was  entitled  to  injunctions 
against  both  the  Defendant  member  and  the  Defendant  Company, 
which  was  holding  out  to  accountants  that  if  they  became  members  of 
the  Company  they  would  become  entitled  to  the  use  of  the  words 
"Incorporated  Accountants.**  The  injunctions  were,  however,  sus- 
pended on  terms  in  the  event  of  an  appeal.  The  Defendants  were 
ordered  to  pay  the  costs  of  the  action,  except  so  far  as  such  costs  had 
been  increased  by  an  allegation  of  fraud  against  the  Defendant 
Company.  SOCIETY  OP  ACCOUNTANTS  AND  Auditors  v.  Goodway, 
p,  159. 

2.  Defendant  restrained  from  carrying  on  a  business  under  a  name 
which  she  had  assumed  for  business  purposes,  the  Defendant 
having  assigned  or  agreed  to  assign  the  goodwill  and  the 
exclusive  right  to  use  such  name  to  the  Plainti&'  predecessors 
in  business. — Assumed  name. — Sale  of  business^  goodwill^  and 
exclusive  right  to  use  of  name. — Use  of  name  by  vendor  after  sate. — 
Interlocutory  injunction. — Appeal  and  cross-appeaL—Motiofi  to 
commit. — Tried  of  action. — Plaintiffs  held  not  to  have  disentitled 
themselves  to  relief  by  their  conduct. — Injunction  granted. — Judgment 
for  Plaintiffs.  In  1895  the  Defendant  commenced  the  business  of 
a  complexion  specialist  under  the  assumed  name  of  *'  Mrs.  Pomeroy.^^ 
In  1896  a  Company,  "  Mrs.  Pomeroy  Ld.^'*  was  formed  to  carry  on  the 
business,  the  Defendant  holding  a  preponderating  proportion  of  the 
shares.    The  Company  acquired  a  large  business  connection. '   In  May, 
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1906,  the  Company  went  into  voluntarj'  liquidation,  and  the 
liquidator  sold  the  assets  to  the  promoter  of  a  second  Company  also 
called  '*  i/r«.  Pamef^oy  Ld.''  The  Defendant  commenced  a  similar 
business  under  the  name  of  *'^  Mrs,  Jeannette  Pomeroy^^  upon  premises 
in  close  proximity  to  the  premises  where  she  had  formerly  carried  on, 
and  where  the  new  Company  continued  to  carry  on,  the  business. 
The  second  Company  commenced  an  action  for  an  injunction  to 
restrain  the  Defendant  from  carrying  on  business  under  any  style  of 
which  the  name  "Powero?/"  formed  a  part,  and  from  representing 
or  inducing  the  belief  that  she  was  connected  with  the  business  of  the 
Plaintiffs  or  that  formerly  carried  on  by  the  first  Company,  and  from 
derogating  from  her  grant  of  the  goodwill  of  the  business  sold,  from 
soliciting  former  customers,  and  for  other  relief.  The  Plaintiffs 
alleged  that,  on  the  transfer  to  the  first  Company,  the  Defendant  had, 
in  addition  to  executing  an  Agreement,  executed  a  Deed  by  which 
she  assigned  the  goodwill  of  her  business  and  the  exclusive  right  to 
use  the  name  of  **  Pomeroy''  The  Defendant  denied  that  she  had 
executed  the  deed.  The  Draft  of  the  Deed,  which  was  produced, 
contained  an  assignment  in  the  terms  alleged  by  the  Plaintiffs.  The 
Defendant  claimed  the  right  to  use  the  name  "  Pomeroy^^  by  which, 
as  she  alleged,  she  had  become  known  in  carrying  on  the  business 
and  which  she  had  assumed  by  Deed  Poll  in  June  1906.  The  Defend- 
ant alleged  that  the  Plaintiffs  had  falsely  represented  that  she  was 
connected  with  the  Plaintiff  Company,  and  had  thereby  disentitled 
themselves  to  relief  by  way  of  injunction.  A  Motion  for  an  inter- 
locutory injunction  was,  as  to  the  use  of  the  name  "Pom<?roy," 
dismissed  by  Buckley  J.,  an  undertaking  being  given  as  to  some 
other  part  of  the  relief  claimed,  but  Sutton  J.  subsequently,  on 
further  materials,  granted  an  interlocutory  injunction  as  to  the 
use  of  the  name,  and,  on  an  appeal  by  the  Defendant  from  that 
Order,  it  was  not  altered,  an  early  trial  being  arranged.  Before  the 
hearing  of  the  appeal,  the  Plaintiffs  gave  notice  of  Motion  to  commit 
the  Defendant  for  breach  of  the  injunction  and  undertaking,  but 
this  Motion  was  refused  by  Warrington  J.  At  the  trial  no  relief  was 
ultimately  claimed  as  to  the  charge  of  soliciting  former  customers. — 
Eeldy  that  the  Deed  alleged  to  have  been  lost  had  been  executed  by  the 
Defendant  (although  she  believed  that  she  had  not  done  so),  but  that, 
even  if  it  had  not,  the  terms  of  the  contract  made  by  the  Defendant 
with  the  first  Company  were  those  contained  in  the  draft  conveyance, 
and,  having  been  acted  upon  by  the  parties,  were  binding  upon  the 
Defendant ;  that  in  1896  the  Defendant's  name  was  not  for  all  practical 
purposes  "  Pom^roy,"  but  that,  even  if  it  had  been,  she  had  by  contract 
precluded  herself  from  using  the  name  in  any  business  that  might 
compete  with  the  business  sold  ;  and  that  the  Plaintiffs  had  not  by 
their  conduct  disentitled  themselves  to  an  injunction.  The  injunction 
claimed  was  granted  as  to  the  use  of  the  name  and  as  to  inducing  the 
belief  that  the  Defendant  was  connected  with  the  business  of  the 
Plaintiffs,  an  undertaking  being  given  by  the  Defendant  as  to  certain 
other  matters.  The  costs  of  the  action  were  given  to  the  Plaintiffs,  the 
costs  of  the  Motion  to  commit  being  ordered  to  be  set  off.  Mrs. 
POMEROY,  LD.  V.  SCALl6,  p.  177. 

3.  Name  used  by  the  Defendant  descriptive  of  the  articles  dealt 
in  and  not  calculated  to  deceive.— ^Z^^^ec?  representations  of 
agency. — Action  dismissed. — Evidence.  F.  W.  1'.,  who  had  been  agent 
in  Cardiff  of  the  National  Cash  Register  Co.  Ld.^  upon  leaving  their 
service,  commenced  business  as  the  Ca>sh  Register  Co.  in  the  same 
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Btreet,  and  by  his  notices  and  advertisements  offered  to  sell  and  did  sell 
(among  other  cash  registers)  National  Cash  Registers.  The  National 
Cash  Register  Go.  Ld.  brought  an  action  alleging  that  T.  had  by  certain 
statements  and  acts  made  representations  of  agency  and  that  his 
business  was  the  business  of  the  Plaintiffs  or  a  branch  or  agency  oE  the 
Plaintiffs,  and  alleging  that  his  carrying  on  business  under  the  title  of 
the  Cash  Register  Co,  in  conjunction  with  the  facts  alleged  was 
calculated  to  deceiTc  the  public,  and  claimed  an  injunction. — Heldj  that 
the  Defendant  was  entitled  to  trade  as  the  Cash  Register  Co.^  and  that 
he  had  not  represented  himself  as  agent  or  his  business  as  the  business 
of  the  Plaintiffs  or  a  branch  or  agency  of  the  Plaintiffs.  Judgment  was 
given  for  the  Defendant  with  costs.  J,  and  J.  Ca^h  Ld.  v.  CasJi 
(19  R.P.C.  IvSl),  discussed  and  distinguished.  National  Cash 
Register  Co.  Ld.  v.  Thbbman,  p.  211. 

4.  Name  which  at  one  time  indicated  a  type  of  motor  car  held  to 

have  acquired  a  secondary  meaning.— i^crm^  of  Defendant  Com- 
pany whether  calculated  to  decewe. — Meaning  of  "  Daimler^ — Alleged 
secondary  meaning  held  not  to  he  established. — Action  dismissed. — 
Ajjjyeal  by  Plaintiffs  allowed.— Form  of  injunction.  The  Daim- 
ler Motor  Co.  {1904)  Ld.  commenced  an  action  to  restrain  a  Company 
which  had  been  recently  registered  under  the  name  of  the  London 
Daimler  Co.  Ld.  from  using  the  word  "  Daimler "  either  in  its 
name  or  in  connection  with  motor  cars.  In  an  action  brought  in 
1901  by  the  predecessors  of  the  Plaintiff  Company  it  was  held  that  the 
wod  "Daiinler"  indicated  a  system,  and  that  a  "Daimler"  motor 
indicated  a  certain  form  of  motor ;  but  the  Plaintiffs  alleged  that  that 
word  had  since  acquired  a  secondary  meaning  indicating  the  Plaintiff 
Company  and  its  cars.  About  37  per  cent,  of  the  Plaintiffs^  sales  were 
effected  in  London,  where  they  had  show  rooms.  It  did  not  appear 
what  name  the  Defendants  were  going  to  give  to  their  cars,  but  in  a  letter 
they  said  that  their  cars  would  be  known  as  the  "  London  Daimler," 
whereas  the  Plaintiffs  were  of  Coventry.  It  was  held  at  the  trial, 
that  the  alleged  secondary  meaning  of  the  word  "  Daimler  "  was  not 
establish ed,  even  only  in  connection  with  English  cars ;  that  the 
evidence  showed  that  the  name  of  the  Defendant  Company  could  be 
honestly  used  without  suggesting  connection  with  the  Plaintiff 
Company ;  and  that  as  to  the  cars  there  was  no  evidence  as  to  the 
name  which  the  Defendants  intended  to  give  to  them.  The  action 
was  dismissed  with  costs  (23  R.P.C.  718).  The  Plaintiffs  appealed. — 
Held^  that  the  word  "  Daimler "  no  longer  indicated  a  type  or  system 
of  motors,  and  that  the  name  Lofidon  Daimler  Co.  Ld.  was  calculated 
to  deceive  and  to  cause  confusion  between  the  two  Companies,  and 
that  the  Plaintiffs  were  entitled  to  an  injunction  as  to  the  name  of  the 
Defendant  Company,  although  not  in  so  wide  a  form  as  that  claimed. 
The  appeal  was  allowed  with  costs  of  the  appeal  and  below,  except 
that  the  Plaintiffs  were  only  given  half  the  costs  of  the  evidence. 
Daimler  Motor  Co.  (19U4)  Ld.  v.  London  Daimler  Co.  Ld., 
p.  379. 

5.  The  principles  applicable  to  trade  name  considered.— Daimler 

Motor  Co.  (1904)  ld.  v.  London  Daimler  Co.  Ld.,  p.  379. 

6.  A  new  Company,  with  a  title  of  which  the  name  ^^  A''  forms  part, 

has  none  of  the  natural  rights  that  an  individual  bom  with 
the  name  ''  A  "  would  have.  An  individual  named  ''  A/'  not 
transferrinisf  to  a  Company  a  business  and  goodwill,  cannot 
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confer  upon  the  Company  a  title  to  use  his  name  as  against 
persons  who  would  be  damaged  theTehj.—Company.^Similarify 
of  names, — Right  of  individual  to  us^  own  name, — Transfer  of  name 
by  individual  to  Company, — No  antecedent  business  transferred, — No 
gotuiwill  transferred.—Possibility  of  confusion, — No  fraud, — Injunc- 
tion, A  business  of  John  Cash  &  Sons  was  in  1898  sold  to  a  Limited 
Company,  and  thenceforth  carried  on  under  the  style  of  John  Cash  A 
Sons  Ld,  John  Harwood  CasK  the  manager  of  the  business  before 
1898,  remained  manager  of  John  Cash  A  Sons  Ld,  until  April  1906, 
when  ho  left  the  employment  of  the  Company.  In  June  1906  John 
Harwood  Cash  joined  with  other  persons  in  promoting  and  became  an 
original  director  of  a  Company  having  the  same  objects  as  John  Cash 
A  Sons  Ld.,  and  carrying  on  business  in  the  same  neighbourhood, 
Which  was  registered  under  the  name  of  Harwood  Cash  A  Co,  Ld.  In 
an  action  to  restrain  the  use  of  this  name  by  the  new  Company,  it 
was  Jield  on  Motion  for  an  interlocutory  injunction  that  the  Court  was 
not  then  in  a  position  to  try  the  questions  raised,  and,  there  being  no 
great  urgency  in  the  matter,  the  Motion  was  refused.  The  action 
came  on  for  trial  with  witnesses.-^  ffcZe?,  that  an  injunction  should  be 
granted  to  restrain  the  use  of  its  corporate  name  by  the  new  Company 
on  the  ground  that  its  use  would  probably  lead  customers  of  the  old 
Company  into  confusion  between  the  Companies,  and  mislead  them 
into  going  to  the  new  Company  when  they  intended  to  go  to  the  old. 
Tussaud  V.  Tussaud  (L.R.  44  CD.  678)  followed.  Fine  Cotton 
Spinnbrs  and  Doublbrs'  Association  Ld.  and  John  Cash  & 
Sons  Ld.  v.  Harwood  Cash  &  Co.  Ld.,  p.  533, 

7.  The  use  by  the  Defendants  of  the  same  descriptive  name  as  the 
Plaintiffs'  and  of  shop-dressing  of  a  similar  character  held 
not  under  the  circnmstonees  calculated  to  deceive.-'Descriptive 
name. — Secondary  sense, — Passing  off, — Retailers  in  different  districts, 
— Tendency  to  deceive. — Circumstances  where  proof  of  fraud  held  to  be 
insufficient. — Turpis  causa. — False  statement  in  the  Complainers* 
advertisements  held,  even  if  false,  not  to  amount  to  such  misrepre- 
sentations as  would  make  the  Complainers*  a  fradulent  trade. — 
M.  P.  and  his  four  brothers  (who  were  the  Complainers  in  the  action) 
were  proprietors  (in  partnership)  of  17  shops  in  England  and  one  in 
Glasgow,  at  which  they  carried  on  a  large  business  as  retail  dealers 
in  shirts  and  collars  under  the  trade  name  of  the  Irish  Linen 
Company.  The  first  of  these  shops  was  opened  in  March  1902. 
Previous  to  that  date  the  name  Irish  Linen  Company  had  been  used 
by  three  different  shopkeepers  at  Hove,  Belfast,  and  the  Isle  of  Man, 
in  invoices,  advertisements,  &c.,  but  not  on  the  wrappers  round  the 
goods.  The  Complainers  stated  that  they  were  manufactures  of 
shirts  and  collars.  About  May  1906  H.  L.  opened  a  shop  in 
Edinburgh,  where  he  did  a  retail  business  in  shirts  aad  collars 
under  the  name  of  the  Irish  Linen  Company.  This  shop  had  a 
green  signboard  with  gilt  lettering,  green  window  tickets,  and  a 
peculiar  st\  le  of  window  dressing,  all  of  which  were  common  to  all  the 
shops  of  the  Complainers,  and,  as  they  alleged,  distinctive  of  them.  It 
was  proved  that  in  two  cases  H.  L.'s  shop  was  mistaken  for  one  of  the 
Complainers*.  The  Complainers  alleged  that  H.  L.  had  acted  fraudu- 
lently, but  the  Lord  Ordinary  held  the  proof  of  this  to  be  insufficient. 
The  Complainers  having  brought  an  action  of  interdict  against  H.  L., — 
Held,  that,  in  the  Scotch  market  at  least,  the  descriptive  name  Irish 
Linen  Company  had  not  acquired  any  seer  ndary  signification  confining 
.   it  to  the  business  of  the  Complainers  ;  that  the  use  by  a  retailer  in  Edin- 
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street,  and  by  his  notices  and  advertisement  offered  to  sell  and  did  sell 
(among  other  cash  registers)  National  Cash  Registers.  The  National 
Cash  Register  Go,  Ld.  brought  an  action  alleging  that  T.  had  by  certain 
statements  and  acts  made  representations  of  agency  and  that  his 
basiness  was  the  business  of  the  Plaintiffs  or  a  branch  or  agency  oE  the 
Plaintiffs,  and  alleging  that  his  carrying  on  business  under  the  title  of 
the  Cash  Register  Go.  in  conjunction  with  the  facts  alleged  was 
calculated  to  deceive  the  public,  and  claimed  an  injunction. — Eeld^  that 
the  Defendant  was  entitled  to  trade  as  the  Cash  Register  Go.y  and  that 
he  had  not  represented  himself  as  agent  or  his  business  as  the  business 
of  the  Plaintiffs  or  a  branch  or  agency  of  the  Plaintiffs.  Judgment  was 
given  for  the  Defendant  with  costs.  J.  and  J,  Gash  Ld.  v.  Cash 
(19  R.P.C.  ISl),  discussed  and  distinguished.  National  Cash 
Register  Co.  Ld.  v.  Thbbman,  p.  211. 

4.  Name  which  at  one  time  indicated  a  type  of  motor  car  held  to 

have  acquired  a  secondary  meaning.— A^Grm^  of  Defendant  Com- 
pany whether  calculated  to  decewe. — Meaning  of  "  Daimler^ — Alleged 
secondary  meaning  lield  not  to  he  established. — Action  dismissed, — 
Appeal  by  Plaintiffs  allowed.— Form  of  injunction.  The  Daim- 
ler Motor  Co.  {1904)  Ld.  commenced  an  action  to  restrain  a  Company 
which  had  been  recently  registered  under  the  name  of  the  London 
Daimler  Go.  Ld.  from  using  the  word  "  Daimler "  either  in  its 
name  or  in  connection  with  motor  cars.  In  an  action  brought  in 
1901  by  the  predecessors  of  the  Plaintiff  Company  it  was  held  that  the 
wO'-d  "Daimler"  indicated  a  system,  and  that  a  "Daimler"  motor 
indicated  a  certain  form  of  motor ;  but  the  Plaintiffs  alleged  that  that 
word  had  since  acquired  a  secondary  meaning  indicating  the  Plaintiff 
Company  and  its  cars.  About  37  per  cent,  of  the  Plaintiffs'  sales  were 
effected  in  London,  where  they  had  show  rooms.  It  did  not  appear 
what  name  the  Defendants  were  going  to  give  to  their  cars,  but  in  a  letter 
they  said  that  their  cars  would  be  known  as  the  "  London  DaiiUler," 
whereas  the  Plaintiffs  were  of  Coventry.  It  was  held  at  the  trial, 
that  the  alleged  secondary  meaning  of  the  word  "  Daimler  "  was  not 
established,  even  only  in  connection  with  English  cars ;  that  the 
evidence  showed  that  the  name  of  the  Defendant  Company  could  be 
honestly  used  without  suggesting  connection  with  the  Plaintiff 
Company ;  and  that  as  to  the  cars  there  was  no  evidence  as  to  the 
name  which  the  Defendants  intended  to  give  to  them.  The  action 
was  dismissed  with  costs  (23  R.P.C.  718).  The  Plaintiffs  appealed,— 
Held^  that  the  word  "  Daimler  "  no  longer  indicated  a  type  or  system 
of  motors,  and  that  the  name  Lo7idon  Daimler  Go.  Ld.  was  calculated 
to  deceive  and  to  cause  confusion  between  the  two  Companies^  and 
that  the  Plaintiffs  were  entitled  to  an  injunction  as  to  the  name  of  the 
Defendant  Company,  although  not  in  so  wide  a  form  as  that  claimed. 
The  appeal  was  allowed  with  costs  of  the  appeal  and  below,  except 
that  the  Plaintiffs  were  only  given  half  the  costs  of  the  evidence. 
Daimler  Motor  Co.  (1904)  Ld.  v.  London  Daimler  Co.  Ld., 
p.  379. 

5.  The  principles  applicable  to  trade  name  considered.— Daimler 

Motor  Co.  (1904)  ld.  v.  London  Daimler  Co.  Ld.,  p.  379. 

6.  A  new  Company,  with  a  title  of  which  the  name  ''  A  "  forms  part, 

has  none  of  the  natural  rights  that  an  individual  born  with 
the  name  ''  A  "  would  have.  An  individual  named  ''  A,"  not 
transferrinisf  to  a  Company  a  business  and  goodwill,  cannot 
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confer  upon  the  Company  a  title  to  use  his  name  as  against 
persons  who  would  be  damaged  theiehj.—Company.—Simiiarify 
of  names. — Right  of  individual  to  us^  own  name, — Transfer  of  name 
by  individual  to  Company. — No  antecedent  business  transferred. — No 
goodwill  transferred. — Possibility  of  confusion, — No  fraud. — Iiijunc- 
lion.  A  business  of  John  Cash  ^  Sons  was  in  1898  sold  to  a  Limited 
Company,  and  thenceforth  carried  on  under  the  style  of  John  Cash  & 
Sons  Ld.  John  Bar  wood  Cash,  the  manager  of  the  business  before 
1898,  remained  manager  of  John  Cash  &  Sons  Ld.  until  April  1906, 
when  he  left  the  employment  of  the  Company.  In  June  1906  John 
Harwood  Cash  joined  with  other  persons  in  promoting  and  became  an 
original  director  of  a  Company  having  the  same  objects  as  John  Cash 
A  Sons  Ld.y  and  carrying  on  business  in  the  same  neighbourhood. 
Which  was  registered  under  the  name  of  Harwood  Cash  <k  Co.  Ld.  In 
an  action  to  restrain  the  use  of  this  name  by  the  new  Company,  it 
was  Jield  on  Motion  for  an  interlocutory  injunction  that  the  Court  was 
not  then  in  a  position  to  try  the  (questions  raised,  and,  there  being  no 
great  urgency  in  the  matter,  the  Motion  was  refused.  The  action 
came  on  for  trial  with  witnesses.-^  0«Z^,  that  an  injunction  should  be 
granted  to  restrain  the  use  of  its  corporate  name  by  the  new  Company 
on  the  ground  that  its  use  would  probably  le^d  customers  of  the  old 
Company  into  confusion  between  the  Companies,  and  mislead  them 
into  going  to  the  new  Company  when  they  intended  to  go  to  the  old. 
TuBsaud  V.  Tussaud  (L.R.  44  CD.  678)  followed.  Fine  Cotton 
Spinnbrs  and  Doublbrs'  Association  Ld.  and  John  Cash  & 
Sons  Ld.  v.  Harwood  Cash  &  Co.  Ld.,  p.  533. 

7.  The  use  by  the  Defendants  of  the  same  descriptive  name  as  the 
Plaintiffs'  and  of  shop-dressing  of  a  similar  character  held 
not  under  the  circumstances  calculated  to  deceiYe.-'Descriptive 
name, — Secondary  sense. — Passing  off. — Retailers  in  different  districts. 
— Tendency  to  deceive. — Circumstances  where  proof  of  fraud  held  to  be 
insufficient. — Turpis  causa. — False  statement  in  the  Complainers' 
advertisements  field,  even  if  false,  not  to  amount  to  such  misrepre- 
sentations as  would  make  the  Complainers'  a  fradulent  trade. — 
M.  P.  and  his  four  brothers  (who  were  the  Complainers  in  the  action) 
were  proprietors  (in  partnership)  of  17  shops  in  England  and  one  in 
Glasgow,  at  which  they  carried  on  a  large  business  as  retail  dealers 
in  shirts  and  collars  under  the  trade  name  of  the  Irish  Linen 
Company.  The  first  of  these  shops  was  opened  in  March  1902. 
Previous  to  that  date  the  name  Irish  Linen  Company  had  been  used 
by  three  different  shopkeepers  at  Hove,  Belfast,  and  the  Isle  of  Man, 
in  invoices,  advertisements,  &c.,  but  not  on  the  wrappers  round  the 
goods.  The  Complainers  stated  that  they  were  manufactures  of 
shirts  and  collars.  About  May  1906  H.  L.  opened  a  shop  in 
Edinburgh,  where  he  did  a  retail  business  in  shirts  aad  collars 
under  the  name  of  the  Irish  Linen  Company.  This  shop  had  a 
green  signboard  with  gilt  lettering,  green  window  tickets,  and  a 
peculiar  st\  le  of  window  dressing,  all  of  which  were  common  to  all  the 
shops  of  the  Complainers,  and,  as  they  alleged,  distinctive  of  them.  It 
was  proved  that  in  two  cases  H.  L.'s  shop  was  mistaken  for  one  of  the 
Complainers".  The  Complainers  alleged  that  H.  L.  had  acted  fraudu- 
lently, but  the  Lord  Ordinary  held  the  proof  of  this  to  be  insufficient. 
The  Complainers  having  brought  an  action  of  interdict  against  H.  L., — 
Held,  that,  in  the  Scotch  market  at  least,  the  descriptive  name  Irish 
Linen  Company  had  not  acquired  any  seer  ndary  signification  confining 
.  it  to  the  business  of  the  Complainers  ;  that  the  use  by  a  retailer  in  Edin- 
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bnrgh  of  sisinboards,  dreBsings,  Ac.,  in  a  certain  style  would  not,  in 
such  a  branch  of  trade  as  the  present,  be  likely  to  mislead  the  public 
into  thinking  that  his  shop  was  a  branch  of  another  retailer's  whose 
nearest  shop  was  in  Glasgow  ;  and  that  the  proof  of  fraud  was  insuf- 
ficient. Interdict  was  refused.  Observed  by  the  Lord  Ordinary.— 
"  Even  if  the  Respondent  believed  that  custom  could  be  attracted  by  a 
"  shop  of  the  particular  design  which  had  attracted  custom  in  Glasgow, 
"  I  do  not  think  he  would  be  doing  anything  illegitimate  in  employing 
*'  the  same  means,  provided  it  was  only  to  attract  custom  and  not  to 
*  divert  customers  from  the  Complainers.'*  The  Respondent  having 
argued  that  the  Complainers  were  barred  by  alleged  false  statements  in 
their  advertisements  from  insisting  in  the  present  action,  held  that  this 
was  not  a  case  where  the  reputation  of  the  trade  name  was  founded  on 
false  and  fraudulent  statements.  Netvman  v.  Pinto  (4  R.P.C.  508), 
and  Bile  Beans  Manufacturing  Co,  v.  Davidson  (23  R.P.C.  725 ; 
8  F.  1181)  distinguished.     Plotzker  v.  Lucas,  p.  551. 

8.  Injunction  refused  on  appeal,  the  Defendants  using  the  surname 
of  their  predecessors  in  business,  and  the  main  objects  of 
the  companies  being  different. — Action  to  restrain  tJie  use  of  tlw 
the  name  "Dunlop." — Name  of  members  and  predecessors  of  Respon^ 
dent  Company  "  Dunlop." — Right  to  use  own  name, — Alleged  mis- 
leading^ deception^  or  confusion  arising  from  the  use  of  the  name 
"  Dunlop."— /n/«rrfic^  granted  by  the  Lord  Ordinary  but  refused  by 
the  Second  Division. — Appeal  to  the  House  of  Lords  dismissed.  From 
1888  the  Complainers,  the  D.P.T.  Co.  Ld.  and  their  predecessors  in  title 
used  the  name  ^^Diinlop^'  in  connection  with  their  goods —tyres  for 
cycles,  and  other  accessories  for  cycles  and  motors,  such  as  pumps, 
inflators,  &c.  The  name  "  Dunlov  "  had  become  identified  in  the  trade 
and  amongst  the  public  with  the  Complainers'  tyres.  From  1898  R.D, 
and  J.  F.  D.  carried  on  a  retail  business  under  the  style  of  R.  and 
J.  F.  Dunlop.  They  sold  and  repaired  cycles  and  motors,  but  hail  no 
plant  for  making  motors.  1904  the  Dunlop  Motor  Co.  Ld.  was  incor- 
porated ;  R.  D.  and  J.  F.  D.  being  the  directors.  It  was  incorporated 
to  purchase  and  did  purchase  for  a  small  sum  the  motor  branch  of  the 
business  of  the  firm.  The  business  carried  on  by  the  Company  was,  as 
.found  by  the  Lord  Ordinary,  acarcely  if  at  all  different  from  that 
carried  on  by  the  firm,  and  the  Company  was  not  in  a  position  to 
manufacture  and  had  not  attempted  to  manufacture  one  motor  car, 
but  they  did  deal  in  certain  classes  of  goods  and  carry  on  certain 
lines  of  business  in  common  with  the  Complainers.  It  was  held,  by 
the  Lord  Ordinary,  in  an  action  of  suspension  and  interdict,  that  the 
name  ^^ Dunlop''  having  acquired  a  secondary  meaning  as  descrip- 
tive of  the  Complainers'  goods,  and  the  Respondents'  business, 
such  as  it  was,  being  of  the  same  or  of  a  similar  nature,  the 
nesemblance  of  the  trade  names  was  too  close  not  to  lead  to  con- 
fusion and  possible  deception;  that  while  neither  mala  fides  nor 
actual  deception  was  proved,  yet  the  purchase  of  R.  D.  and  J.  F.  D.'s 
business  and  the  floating  of  it  as  the  D.  M.  Co.  Ld.  suggested 
other  objects  than  those  stated  in  their  Memorandum  of  Association  ; 
and  that  in  any  case  good  faith,  the  absence  of  proof  of  deception,  and 
the  use  by  the  Respondents  of  their  own  name  formed  no  answer  to 
the  Complainers'  case  based  on  probable  or  possible  confusion,  mis- 
leading or  deception.  Interdict  was  granted  substantially  as  craved, 
with  expenses  (22  R.P.C.  353).  The  Respondents  reclaimed. — Held,  by 
the  Second  Division  of  the  Inner  House,  that  there  was  no  proof  of 
probable  confusion  or  deception  of  persons  acting  with  reasonable  care 
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and  observation,  the  businesses  being  mainly  in  diflEerent  goods  ;  that 
the  term  '*  Dunlop  tyres "  was  the  proper  and  usual  name  of  certain 
(formerly  patented)  articles  which  might  be  sold  by  all  under  such 
name  ;  and  that  as  regards  ai'ticles  other  than  tyres,  the  Complainers 
had  acquired  no  exclusive  right  to  the  name  ^'  Dunlop '' ;  also  that 
there  was  no  proof  of  malajf/ks.  Observed  that,  in  the  absence  of  some 
overt  act  or  course  of  course  of  conduct  plainly  indicative  of  a  dis- 
honest effort  to  pass  off  his  goods  as  the  goods  of  another,  a  merchant 
or  manufacturer  could  not  be  debarred  from  selling  his  own  goods 
under  his  own  name.  Valenttrw  Meat  Juice  Go.  v.  Valentine  Extract 
Co,  (17  R,P.C.  673),  if  affirming  or  implying  any  broader  proposition, 
doubted.  The  Lord  Ordinary'^s  interlocutor  was  recalled  and  interdict 
was  refused,  with  expenses  (23  R.P.C.  761).  The  Complainers  appealed 
to  the  House  of  Lords.  The  appeal  was  dismissed  with  costs.  DcTNLOr 
Pneumatic  Tyhb  Co.  Ld.  v.  Dunlop  Motor  Company  Ld.,  p.  572. 

9.  Secondary  meaning  of  descriptive  name  not  established — Action 
to  restrain  use  of  "  Vacuum  Gleaner  "  a^  part  of  nanie. — "  Vacuum 
Gleaner  "  name  ofcla^s  of  machine  used-  by  Plaintiffs  and  Defendants, 
— Probability  of  deception  not  established, — Action  dismissed.  In  1902 
a  Company,  the  Vacttum  Gleaner  Go,  Ld.,  was  formed  to  work,  under  a 
Patent  granted  in  1901  and  purchased  by  the  Company,  a  process  of 
cleaning  carpets  and  other  artii^les  by  means  of  a  vacuum.  The  British 
Vacuum  Gleaner  Go.  Ld.^  which  was  formed  in  1903,  took  over  the 
undertaking  of  the  first-named  Company,  and  advertised  widely  and 
acquired  a  large  business.  They  were  interested  in  numerous  subsidiary 
Companies  working  the  process  under  licences.  The  business  of  each 
subsidiary  Company  was  restricted  to  a  particular  area,  and  the  name  oi 
each  subsidiary  Company  contained  the  words  "  Vacuum  Cleaner  "  with 
a  territorial  qualification.  In  October  1906  the  Netv  Vacivum  Gleaner 
Go.  Id.  was  formed  to  work,  under  a  Patent  granted  in  1904, 
a  process  of  cleaning  by  vacuum.  They  took  business  premises 
close  to  premises  of  the  British  Vacuum  Gleaner  Go.  Ld.,  who  brought 
an  action  to  restrain  them  from  using  the  words  "  Vacuum  Cleaner  "  as 
part  of  their  name.  The  Plaintiffs  allege  that  they,  the  Plaintiffs,  had 
become  known  to  the  public  as  the  "  Vacuum  Gfeaner  Go.^^  The 
Defendants  alleged  that  the  words  objected  to  were  descriptive  of  the 
class  of  machine  and  process  used  by  both  themselves  and  the 
Plaintiffs,  that  the  words  had  not  acquired  any  secondary  meaning  of 
the  Plaintiffs*  machine,  process,  or  business,  and  that,  used  in  conjunc- 
tion with  the  word  **  New,"  they  were  not  calculated  to  deceive.  At 
the  trial  the  Plaintiffs  proved  that  confusion  of  the  two  Companies  had 
arisen  in  three  instances ;  they  alleged  that  the  Defendants  had 
induced  two  of  the  Plaintiffs'  employees  to  enter  the  Defendants 
employment. — Held,  that  a  scheme  or  design  by  the  Defendant  Com- 
pany to  take  unfair  advantage  of  the  Plaintiff  Company  by  the  adoption 
of  the  name  ^ew  Vacuum  Gleaner  Go.  was  not  proved ;  and  that  no 
deception  would  occur.  The  action  was  dismissed  with  costs.  Gellular 
Glothing  Go.  v.  Maxton  (16  R.P.C.  397;  L.R.  (18^9)  A.C.  326) 
foUowed.  Aerators  Ld.  v.  Tollitt  (19  R.P.0. 418 ;  L.R.  (1902)  2  Ch.  319) 
discussed.  British  Vacuum  Cleaner  Co.  Ld.  v.  ^BW  Vacuum 
Cleaner  Co.  Ld.,  p.  641. 

10.  Defendants,  who  traded  in  Anjsflo- American  shoes,  held  entitled 
to  call  themselves  the  Anglo-American  Shoe  Co.— The  '<  American 
Shoe  Go'^ — The  *'  Anglo- American  Shoe  Go.'' — Name  used  by  Defen- 
dants hdd  not  to  be  calculated  to  deceive. — Action  dismissed. — Appeal 
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(lismused:  A  Company,  H.  E.  R.  Ld.,  who  owned  a  number  of  retail 
boot  and  shoe  shops,  in  or  about  the  year  1897,  opened  certain  shops, 
including  one  in  Regent  Street,  for  the  exclusive  sale  of  American- 
inade  boots  and  shoes,  and,  for  the  purpose  of  this  branch  of  their 
business,  they  adopted  the  name  "  Ametncan  Shoe  Co.''  as  their  trade 
name,  using  it  however  in  conjunction  with  their  registered  name. 
Subsequently  a  trade  grew  up  in  this  country  in  British-made  boots 
and  shoes  made  after  American  models  and  methods,  and  it  became 
a  common  practice  to  call  such  goods  "  Anglo-American  "  or  "  British^ 
American."  The  Defendants,  who  had  several  shops  in  or  near 
London  and  dealt  in  such  goods,  in  the  year  1906  determined 
to  confine  their  business  in  one  of  their  shops  to  such  goods,  and 
in  April  1907  commenced  to  use  the  trade  name  the  "  Anglo-American 
"  Shoe  Go.''  at  that  shop.  H.  E.  R.  Ld.  complained  of  the  Defen- 
dants' use  of  the  name  ^^  AnglO'^American  Shoe  Go.y'^  and  some 
negotiations  took  place,  but  finally  H.  E,  R.  Ld.  commenced  this  action 
claiming  an  injunction,  and  the  Defendants  by  their  pleadings  claimed 
the  right  to  use  that  name. — Held,  that  the  Defendants  had  adopted  the 
n2Lme  ^^  Anglo-American  Shoe  Co."  honestly  ;  that  the  term  "  Anglo- 
American  "  was  descriptive  of  the  class  of  goods  dealt  in  by  the  Defen- 
dants, and  had  been  used  to  describe  such  goods ;  that  it  distinguished 
the  business  which  the  Defendants  were  carrying  on  from  a  business 
in  American  goods  ;  and  that  the  Defendants'  business  was  not  likely  to 
be  taken  for  the  Plaintiffs'  business.  The  action  was  dismissed  with 
costs.  1  he  Plaintiff  appealed.  The  appeal  was  dismissed  with  costs. 
H.  E.  Randall  Ld.  v.  E.  Bradley  &  Son,  pp.  657,  773. 

• 
11.  Conflicting  Claims  to  the  right  to  use  as  the  name  of  a  picture 

Sallery  a  name  which  had  in  fact  for  some  years  been  used 
J  the  Defendants.  Defendants'  right  established.— JNTam^  of 
jnclure  gallery, — ^^Otnipil  Gallerg," — Sale  of  premises. — Purchaser 
appointed  agent  of  vendors  for  a  term  of  years. — Eight  to  use  of  name 
(tn  expiratian  of  term  claimed  by  vendors  and  purchasers, — Actions 
hy  vendors  dismissed, — Judgment  for  declaration  on  counterclaim  by 
jturchasers.  B.  V.  &  Co.  formerly  carried  on  business,  in  London  and 
abroad,  as  dealers  in  pictures  and  objects  of  art  under  the  name  of 
Ooupil  <t  Go.,  and  their  showrooms  came  to  be  known  as  the  "  Goupil 
Gallery,"  which  name  was  prominently  affixed  over  their  London 
premises.  In  1901,  to  customers  and  members  of  the  trade,  it  had 
become  associated  with  B.  V.  &  Co.  In  1898  M.  became  the  manager 
of  the  London  branch.  In  July  1901  an  Agreement  was  entered  into 
between  B.  V.  &  Co.  and  M.  who  traded  as  M.  &  Co.  By  this  Agreement 
B.  V.  &  Co.  Bold  to  M.  &  Co.  the  leases  of  their  London  premises,  and  gave 
*  them,  for  the  term  of  five  years,  the  exclusive  right  to  describe  themselves 
as  agents  or  sole  agents  for  the  United  Kingdom  of  B.  Y.  &  Co.,  successors 
to  Gonpil  Jt  Goy  picture  dealers  ;  they  also  left  with  M.  &  Co.  for  the 
purposes  of  sale  the  stock  of  the  business,  and  agreed  to  place  at  the 
disposal  of  M.  &  Co.  stock  to  be  selected  from  the  stock  of  B.  V.  &  Co.  at 
Paris  or  elsewhere  upon  terms  set  out  in  the  Agreement,  M.  &  Co. 
being  in  the  position  of  agents  as  regards  some  of  such  stock,  but  as  to 
other  parts  selling  on  their  own  account.  The  Agreement  also  provided 
that  during  its  continuance  M.  &  Co.  should  not  represent  themselves 
as  agents  of  any  picture  dealers  other  than  B.  Y.  &  Co.,  and  that 
B.  Y.  &  Co.  should  not  establish  any  other  house  or  agency  in  the 
United  Kingdom.  The  Agreement  contained  no  provisions  as  to  the  use 
of  the  title  '*  Goupil  Gallery,"  but  it  was  referred  to  in  the  negotiations 
jjrior  to  the   Agreement.    On   the   15th  of  August  1901  a  circular, 


TRADE  MASK   CASBS.  87 

TKADE  NAME— con/mti^. 

containing  letters  by  B.  V,  &  Co.  and  by  M.  &  Co.,  was  sent  out  to  customers 
notifying  them  of  the  disposal  of  the  London  galleries  to  M.  &  Co.,  and 
of  M  <&  Co.  being  sole  agents  of  B.  V.  &  Co.  in  the  United  Kingdom. 
After  the  execution  of  the  Agreement  M.  &  Co.  commenced  to  carry  on 
business  on  their  own  account  as  well  as  selling  as  agents  of  B,  V.  &  Co., 
and  continued  to  use  the  title  the  "  Goupil  Gallery."  After  the  expira- 
tion of  the  Agreement  of  1901  M.  &  Co.  continued  to  carry  on  business 
at  the  same  premises  using  the  title  the  **  Goupil  Gallery,"  but  in  1907 
B.  V.  &  Co.  opened  premises  in  London  under  that  title.  B.  V.  &  Co. 
in  1907  commenced  an  action  to  restrain  the  use  of  the  title  by 
M.  &  Co.,  and  M.  &  Co.  counterclaimed  against  B.  V.  &  Co.  claiming 
similar  relief.  In  July,  1906,  a  Memorandum  had  been  signed  by  M. 
under  which  B.  V.  &  Co.  alleged  that  M.  had  acknowledged  that  he 
had  no  right  to  use  the  title  the  "  Goupil  Gallery,"  but  M.  alleged  that 
the  Memorandum  was  not  binding  on  him. — Hddj  that  in  1901  the 
title  the  '*  Goupil  Gallery  "  to  the  clients  of  B.  V.  &  Co.  and  members 
of  the  public  was  associated  with  B.  V.  &  Co.  ;•  that  the  Agreement  of 
1901  was  framed  to  give  M.  &  Co.  an  opportunity  during  its  continu- 
ance of  pecuring  the  benefit  of  the  connection  of  B.  V.  &  Co.  ;  but 
leaving  B.  V.  &  Co.  the  right  to  compete  at  its  termination  ;  that  this 
view  was  confirmed  by  the  circular  sent  out,  which  was  intended  to 
convey  that  the  business  theretofore  carried  on  by  B.  V.  &  Co.  at  the 
*' Goupil  Gallery"  would  thenceforth  be  caiTied  on  by  M.  &  Co.  on 
their  own  account ;  that  there  was  no  misrepresentation  in  the  use  by 
the  Defendants  of  the  word  "Goupil,"  nor  any  contractual  right  in  the 
Plaintiffs  t6  prevent  the  use  of  the  title  the  "  Goupil  Gallery  "  ;  that 
the  Memorandum  of  1906  was  not  a  concluded  Agreement ;  and  that 
the  use  by  the  Plaintiffs  of  the  expression  the  *'  Goupil  Gallery " 
might  lead  the  public  to  believe  that  the  business  opened  by  the 
Plaintiffs  was  connected  with  the  gallery  and  business  carried  on  by 
the  Defendants.  The  action  was  dismissed,  and  a  declaration  made  on 
the  counterclaim  that  B.  V.  &  Co.  were  not  entitled  to  use  the  term 
"  Goupil  Gallery "  without  making  it  clear  that  their  gallery  had  no 
connection  with  the  "  Goupil  Gallery "  of  the  Defendants  and  the 
business  there  carried  on,  with  liberty  to  apply.  The  Plaintiffs  were 
ordered  to  pay  the  costs  of  the  Action  and  Counterclaim.  BOUSSOD, 
Valadon  &  Co.  V.  March  ANT,*  p.  665. 

12.  Alleged  secondary  meaning  of  "  Electromobile  "  not  established. 
— ^''Electromobile.''' — Descriptive  word, — Secondary  meajiing  not  e,'<tab' 
lished. — No  probability  of  confusion. — Action  dismissed.  In  1902  the 
Plaintiff  Company,  called  the  Electromobile  Co.  Ld.,  was  registered  and 
acquired  the  goodwill  of  a  Company  called  the  British  Electromobile 
Co.  Ld.y  and  it  dealt  in  electric  motor  cars.  la  1907  the  Defendant 
Company  called  the  British  Electromobile  Co.  Ld.^  was  registered,  and 
it  proposed  to  carry  on  a  business  similar  to  that  of  the  Plaintiffs.  The 
Plaintiffs  brought  an  action  to  restrain  the  Defendant  Company  from 
carrying  on  business  under  the  name  British  Electromobile  Co.  Ld. ; 
relief  being  also  claimed  against  the  promoters  and  directors  of  the 
Defendant  Company.  Electric  cars  made  by  the  Plaintiff  Company 
had  come  to  be  called  and  known  as  "Electromo  biles." — Held^  that 
the  word  "  Electromobile "  was  descriptive  of  a  motor  car  driven  by 
electricity  and  had  acquired  no  secondary  meaning  as  indicating  the 
Plaintiffs'  cars  only ;  and  that  there  was  no  likehood  of  confusion. 
The  action  was  dismissed  with  costs.  Elegtromobilb  Co.  Ld.  v. 
British  Elbotromobilb  Co.  Ld.*,  p.  688. 

*  The  decision  in  this  ease  has  been  affirmed  on  appeal. 
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UNDERTAKING. 

Undertaking  required  on  application  under  Section  9  (5)  of  the  Trade 
Marks  Act,  1905.      In  THE  MATTER  OF  AN  APPLICATION  TO  BBGISTBR 

'*  Apollinaris"  AS  A  TRADE  MARK,  p.  436.   See  Registration,  No.  7. 

UNWARY  PURCHASER. 

1.  Observations  of   Kekewich,   J.,  as  to   unwary   purchaser.    NATIONAL 

Cash  Register  Co.  Ld.  v.  Theeman,  p.  211. 

2.  Observations  of  Lord  James  as  to  unwary  purchaser.    DuNLOP  PNEU- 

MATIC Tyre  Co.,  Ld.,  p.  581. 

WORD.    See  Descriptive  Word  ;   Invented  Word  ;  Fancy  Word  ;  and 
Word  having  no  direct  Reference,  Ac. 

WORD  HAVING  NO  DIRECT  REFERENCE  TO  THE   CHARACTER   OR 
QUALITY  OF  THE  GOODS. 

^^  Motorine,*'  registered  for  lubricating  oil,  held  to  have  no  such  reference. 
In  the  Matter  op  the  Application  of  the  Gompagnie  Indus- 

TRIELLE   DES   PETROLEB,  p.  585.     See  REGISTRATION,  No.  6. 
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.  In  the  Hiq^  Court  op.  Justice.— Chancery  Division. 
Before  Mr.  Justice  Warrington. 
October  26th  and  November  23rd,  1906. 
Gillette  Safety  Razor  Company  v.  A.  W.  Gamagb  Ld. 

5  PcUmt.^Limited  licence,— Motion  by  Plaintiffs  for  interlocutory  injunction 
refused  on  tJie  ground  of  delay.— Misrepresentation  by  Defendants  as  to  the 
proceedings. — Contempt  of  Court. — Injunction  granted  against  continuance  of 

'   mierqyresentation. 

The  owners  of  a  Patent  for  safety  razors  sold  them  in  boxes^  to  each  of  which 
10  u^as  affixed  a  limited  licence  containing  the  restriction  that  the  razor  therein 
sliouid  not  be  refold  by  any  retailer  or  advertised  for  sale  at  less  than  one 
guinea.  The  owners  of  the  Patent  brought  an  action  to  restrain  the  Defendants 
from  breaking  this  condition  or  from  otherwise  infringing  the  Patent^  and 
moved  for  an  interlocutory  injunction.  An  injunction  was  granted  by  the 
15  Va4Xition  Judge  until  the  second  motion  day  in  the  Michaelmas  sittings^  when 
on  the  Plaintiffs  asking  for  an  injunction  until  the  trial  it  appeared  tJiaty 
although  they  had  made  complaints  to  the  Defendants  in  March  1906^  they  had^ 
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only  commenced  their  action  in  October  1906.    The  Defendants  set  up  the 
Plaintiffs'  delay,  and  also  alleged  that  they  had  a  defence  on  the  merits. 

Held,  tJuU  under  the  circumstances  an  interlocutory  injunction  ought  not  to 
be  granted,  and,  the  Defendants  undertaking  to  keep  an  account,  no  Order  was 
made,  except  that  the  costs  should  be  costs  in  the  action.  5 

The  Defendants,  who  previously  to  the  refusal  of  the  interlocutory  injunction^ 
had  put  in  their  window  the  solicitors'  letter  informing  them  of  the  temporary 
injunction  granted  by  the  Vacation  Judge,  after  such  refusal  exhibited  a  placard 
as  follows: — "  Why  pay  exorbitant  prices^  Down  with  Trusts  and  all  mono* 
**polies.  In  the  High  Court  of  Justice.  Gillette  Razor  Company  o^ams^Qamages.  10 
*'  Before  Mr.  Justice  Warrington,  26th  October  1906.  Motion  to  restrain  Gamages 
"  from  selling  the  Gillette  razors  below  211"  wc^  refused.  Buy  to-day.  Gamages* 
"  price,  1816.  Advertised,  21  j-.''  The  Plaintiffs  thereupon  moved  for  an  injunction 
to  restrain  the  Defendants  {stating  it  shortly)  from  publishing  the  above  or  any 
similar  statement,  or  for  sequestration  for  contempt  of  Court,  alleging  that  the  15 
placard  was  misleading  and  prejudicial  to  the  Plaintiffs,  and  would  lead 
people  to  the  belief  that  the  matter  had  been  concluded  and  that  the  Plaintiffs 
had  failed  in  their  action.  The  Defendants  denied  thai  the  placard  contained 
any  misrepresentation. 

Held,  that  an  ordinary  customer  would  think  that  the  attempt  to  stop  the  20 
Defendants  from  selling  at  18s.  6d.  had  failed,  and  that  the  placard,  being  an 
attempt  to  the  prejudice  of  the  Plaintiffs  to  misrepresent  what  had  taken  place 
in  Court,  was  a  contempt  of  Court,  and  an  injunction  was  granted,  and  the 
Defendants  were  ordered  to  pay  the  costs  of  the  Motion. 

In  the  year  1902  K.  C.  Gillette  obtained  a  grant  of  Letters  Patent  (No.  28,763   25 
of  1902)  for  an  invention  of  "  Improvements  in  or  relating  to  safety  and  other 
"  razors."     On  the  2nd  of  October  1906  the  Gillette  Safety  Razor  Company, 
claiming  to  be  the  owners  of  the  Patent,  commenced  an  action  against  A.  W. 
Gamage  Ld.  for  an  injunction  restraining  the  Defendants,  their  servants  and 
agents,  from  re-selling  or  advertising  for  sale  any  razor  manufactured  by  the  30 
Plaintiffs  according  to  the  Patent  at  a  less  price  than  one  guinea,  in  breach  of 
the  limited  licence  endorsed  on  the  box  containing  such  razor,  or  otherwise 
infringmg  the  Patent,  and  for  damages  and  costs.    On  the  10th  of  October  1906 
the  Plaintiffs  applied  to  the  Vacation  Judge  Mr.  Justice  Bargrave  Deane 
for    an    interlocutory    injunction   in    the    terms    of    the    writ,    and,  on  the  35. 
Defendants    refusing    to    give    an    undertaking    to   keep    an    account,   such 
injunction  was  granted  until  the  17th  of  October  1906,  on  which  day  it  was 
extended  until  the  second  motion    day  of   the  following  sittings,  and  on 
the  26th  of  October  1906  the  Plaintiffs  applied  to  Mr.  Justice  Warrington 
for  an  interlocutory  injunction  until  the  trial  of  the  action.     In  support  of  40 
the  application  an  affidavit  was  made  by  C.  E.  CuUen,  assistant  manager  to  the 
Plaintiff  Company,  and  A.  J.  Davison,  clerk  to  the  Plaintiffs'  solicitors.     In 
this  affidavit  it  was  stated  that  every  razor  manufactured  by  the  Plaintiff  Com- 
pany was  enclosed  in  a  cardboard  box,  and  on  every  such  box  a  licence  was 
affixed   as  follows : — **  The   owners  of    the  Patent    under    which  the    razor  45 
'<  contained  in  this  box  is  made  grant  to  the  purchaser  thereof,  or  to  any  person 
'*  into  whose  hands  it  may  come,  a  limited  licence  to  use  or  sell  the  same  on 
*'  the  express  condition  that  it  be  not  re-sold  by  any  retailer  or  advertised  for 


VoL  XXIV.,  No.  1.]     AND  TRADE  MARK  OASES. 


i( 


Oillette  Safety  Razor  Gomiyany  v.  A.  W.  Oamage  Ld, 

sale  at  a  less  price  than  one  guinea  (1^.  Is.  Qid.\  and  that  no  allowance,  bonus, 
rebate,  or  other  consideration  of  any  kind  be  allowed  whereby  the  ultimate 
retail  price  at  which  the  same  is  sold  to  the  user  is  less  than  one  guinea,  and 
"  any  sale  in  breach  of  this  provision  will  be  an  infringement  of  the  Patent  and 
5  "  treated  accordingly.  Agents  and  dealers  are  not  empowered  to  vary  this 
**  licence.  In  granting  this  licence  the  owners  of  the  Patent  give  to  the  pur- 
"  chaser  the  option  of  returning  the  razor  and  box  to  them  within  one  week 
"  after  receipt  of  this  notice  if  he  should  find  himself  unable  to  observe  the 
"  terms  of  the  licence."     The  affidavit  also  stated  that  the  Plaintiff  Company 

10  had  discovered  that  the  Defendants  were  selling  and  advertising  for  sale  the 
patented  razor  at  19s.  6rf.,  and  later,  after  complaint,  at  18s.  6<f.,  and  alleged  the 
sale  to  one  of  the  deponents  of  a  razor  at  the  last  mentioned  price.  When  the 
Motion  was  before  the  Vacation  Judge  no  evidence  had  been  tiled  on  behalf  of 
the  Defendants,  but  on  the  hearing  of  the  Motion  before  Mr.  Justice  Warrington 

15  an  affidavit  by  John  Samuel  Parker ^  a  director  of  the  Defendant  Company,  was 
read,  in  which  (inter  alia)  he  denied  the  validity  of  the  Patent,  and  referred  to 
the  letters  of  the  24th  of  March  and  the  4th  of  April  1906,  and  to  the  interview 
of  about  that  date  mentioned  in  the  judgment.  He  also  stated  that  the  razor 
referred  to  in  the  affidavit  of  Gullen  and  Davison  had  been  purchased  through 

20  a  wholesale  factor,  who  purchased  the  same  from  the  Plaintiff  Company  prior 
to  any  title  of  the  Plaintiffs  to  the  Patent. 

Cave  K.C.  and  E,  W.  MartelU  (instructed  by  OusK  Phillips^  Walters  and 
Williams)  appeared  for  the  Plaintiffs ;  Walter  K.C.  and  Z>.  M.  Kerly 
(instructed  by  Ward^  Perks  and  McKay)  appeared  for  the  Defendants. 

25  Warrington  J, — This  is  an  application  for  an  interlocutory  injunction 
pending  the  trial  of  the  action.  It  is  an  action  brought  by  Plaintiffs  who 
claim  to  be  the  owners  of  a  Patent,  against  a  retail  seller  of  the  patented  article, 
for  breach  of  what  is  called  a  limited  licence  to  sell  these  patented  articles. 
Prima  facie^  if  there  were  nothing  else  in  the  case,  the  Plaintiffs  would,  I 

30  think,  on  the  evidence  before  me  be  entitled  to  an  interlocutory  injunction 
subject  to  anything  Mr.  Walter  might  have  said  on  that  point,  on  which  I  have 
not  troubled  him  at  present ;  but  the  facts  are  these — so  long  ago  as  the  24th  of 
March  complaint  was  made  by  letter  by  the  Plaintiff  Company  against  the 
Defendants,  and  on  the  4th  of  April  1906  a  second  letter  of  complaint  was 

35  written  by  the  Plaintiffs  to  the  Defendants  calling  attention  to  the  previous 
letter  of  the  24th  of  March,  and  ending  with  these  words :  "  We  will  be  very 
"  pleased  to  receive  your  immediate  reply  to  this  letter  before  placing  the  same 
"  in  the  hands  of  our  solicitors."  The  Def entants'  affidavit  further  states  that  at 
the  same  time  their  manager  had  an  interview  with  a  representative  of  the 

40  Plaintiffs  and  at  that  interview  the  Defendants'  manager  expressly  stated  the 
Defendants*  intention  of  continuing  the  sale  of  the  razors,  and  repudiated  the 
right  of  the  Plaintiff  Company  to  interfere  with  the  Defendants  in  any  way. 
Notiiing  was  done  by  the  Plaintiff  Company  from  early  in  April  until  this 
writ  was  issued,  after  a  further  complaint,  on  the  2nd  of  October,  and  a  Motion 

45  was  then  made  for  an  interim  injunction.  On  the  application  for  an  interim 
injunction  before  the  Vacation  Judge  the  only  affidavit  filed  was  the  affidavit 
of  the  Plaintiffs'  manager  and  a  solicitor.  That  affidavit  did  not  refer  to  the 
facts  which  I  have  mentioned  as  t^  the  early  complaints.  There  was  no 
affidavit  on  behalf  of  the  Defendants  ;  on  that  the  Vacation  Judge  thought  fit 

50  to  grant  an  interim  injunction  for  a  week,  and  that  injunction  was  continued 
for  a  further  period  of  10  days  expiring  to-day.  Now,  ought  I  to  grant  an 
interlocutory  injunction  under  those  circumstances  ?  The  Plaintiffs  say  that  it 
was  not  until  September  that  they  became  the  registered  owners  of  the  Patent ; 
but  they  were  claiming  to  be  the  patentees  so  long  ago  as  April ;  and  I  cannot 

55  believe  that  if  they  had  desired  to  take  proceedings  then  for  the  purpose  of 
stopping  the  sale  of  which  they  were  then  complaining,  they  would  not  have  been 
able  to  complete  their  title  for  that  purpose.    It  seems  to  me  that  it  is  a  simple 
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case  of  plaintiflb  claiming  certain  legal  rights  who  have  slept  on  their  rights  for 
six  months,  and  then  come  and  ask  the  Court  brevi  manu  to  stop  that  of  which 
they  have  complained,  but  which  they  have  allowed  to  go  on.  On  the 
Defendants  undertaking  to  keep  an  account,  until  judgment,  of  the  razors  soldj 
I  shaU  make  no  Order  on  the  Motion  except  that  the  costs  shall  be  costs  in  the  5 
action. 

On  the  16th  of  November  1906  the  PlaintiflEs  gave  notice  of  Motion  for  an 
Order  restraining  the  Defendants,  their  servants  and  agents,  until  the  trial  of 
the  action  or  further  Order,  from  publishing  the  statement  that  the  Motion  on 
the  26th  of  October  1906  to  restrain  the  Defendants  from  selling  the  Plaintiffs'  10 
razors  below  21«.  was  refused,  or  any  other  statement  of  the  effect  of  such  Order, 
omitting  the  undertaking  by  the  Defendants  to  keep  an  account  pending  the 
trial  of  the  action,  or  any  other  statement  misrepresenting  the  effect  of  such 
Order,  or  calculated  to  induce  the  belief  that  any  decision  was  come  to 
on  the  merits  of  the  action,  or  that  the  Motion  was  other  than  an  interlocutory  15 
application  pending  trial  of  the  action,  and  on  terms  that  the  Defendants  should 
keep  an  account;  and  (or  in  the  alternative)  that  a  writ  or  commission  of 
sequestration  might  issue  to  sequestrate  all  the  property  and  effects  of  the 
Defendant  Company  for  the  contempt  of  the  Defendant  Company  in  misrepre- 
senting  the  effect  of  the  Order  made  by  Mr.  Justice  WARRINGTON  on  the  26th  20 
of  October  1906,  and  suppressing  the  fact  that  the  Defendants  undertook  to  keep 
an  account  and  that  the  Motion  was  interlocutory  pending  the  trial  of  the 
action,  and  that  the  Defendants  might  be  ordered  to  pay  the  costs  of  the  then 
application. 

It  appeared  from  the  evidence  filed  on  this  Motion  that,  after  the  hearing  of  25 
the  previous  Motion  on  the  26th  of  October,  the  Defendants  had  exhibited 
prominently  in  their  window  a  placard  as  follows  :   "Why  pay  exorbitant 
**  prices  " — at  the  top — **  Down  with  trusts  and  all  monopolies.    In  the  High 
"  Court  of  Justice.    OiUette  Safety  Razor  Company  against  Oamages,    Before 
"  Mr.  Justice  Warrington^  26th  of  October  1906.      Motion  to  restrain  Oamages  30 
"  from    selling    the    OiUette   razors    below  21s.  was  refused.      Buy   to-day, 
"  Oamages^  price  18s.  6d.    Advertised,  21s."      Mr.  CuUen  made  an  affidavit  on 
behalf  of  the  Plaintiffs  in  which  he  alleged  that  the  placard  was  un^ne  and 
misleading,  and  was  calculated  to  mislead  and  deceive  the  pqblic  into  believing 
that  the  Motion  was  the  conclusion  of  the  action  and  that  the  Plaintiffs  had  35 
failed,  and  he  alluded  to  the  fact  that  the  placard  did  not  state  that  the  Defen- 
dants had  undertaken  to  keep,  until  the  trial  of  the  action,  an  account  of  all 
sales  of  the  razors.     He  also  alleged  that  since  the  placard  was  exhibited 
inquiries  had  been  made  of  the  Plaintiffs  by  customers  whether  the  Plaintiffs 
had  failed  in  their  action  and  whether  they  were  now  entitled  to  sell  at  leas  40 
than  the  licensed  price,  and  that  one  customer  had  commenced  to  sell  the  razors 
at  18s.  6d.    On  behalf  of  the  Defendants  an  affidavit  was  made  by  A.  W.  Gamage 
which  contained  the  following  paragraphs  : — "  (4)  Before  the  Order  referred  to 
^^  in  the  said  letter  was  made  the  Defendant  Company  had  advertised  that  they 
"  would  sell  the  razors  at  18s.  6d.     The  fact  that  they  were  willing  to  do  so  45 
"  had  become  widely  known  to  their  customers,  and  they  were  consequently  re- 
'^  peatedly  asked  for  the  said  razors  at  such  price  after  the  said  Order  had  been  inade. 
"  The  Defendant  Company  had  exhibited  the  said  letter  in  a  prominent  position 
^'  in  one  of  their  windows  and  all  advertisements  complained  of  were  removed 
"  and  all  customers  who  desired  to  purchase  the  razors  at  the  prices  previously  50 
^^  offered  were  informed  that  the  Defendants  were  unable  to  sell  the  said  razors 
"  at  the  same  price  as  theretofore  or  at  less  than  il.  Is,    Moreover,  the  fact  that 
"  the  injunction  was  granted  was  published  in  the  trade  and  other  papers  and 
^'  reports  thereof  appeared  among  other  papers  in  the  ^  Ironmonger  '  and  the 
"  *  Ironmongers  Chronicle.'    (5)  After  the  said  Order  of  Mr.  Justice  Bargrave  55 
"  Deane  had  expired  and  upon  the  refusal  of  Mr.  Justice  Warrington  to 
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**  oontinii6  the  injanction  it  became  necessary  for  the  Defendant  Company  in 
**  order  to  avoid  the  loss  of  the  benefit  of  their  previous  advertisements  and  the 
"  complete  stoppage  of  their  trade  by  reason  of  the  said  injunction  having  been 
"granted  to  inform  their  customers  and  the  public  that  the  application  to 
5  "continue  the  said  injunction  had  failed,  for  such  purpose  and  for  such  purpose 
^  only  the  Defendant  Company  caused  the  notice  complained  of  to  be  exhibited. 
"  It  did  not  occur  to  the  Defendant  Company  or  any  of  their  servants  or  agents 
"  that  the  undertaking  to  keep  an  account  was  either  relevant  or  material  to  the 
matter  to  which  such  notice  was  directed  and  it  was  solely  for  that  reason 

10  "  that  the  matter  was  not  mentioned  in  the  notice (8)  The  Defendant 

**  Company  deny  that  the  said  notice  is  either  untrue  or  misleading.  They  had  no 

"  intention  whatever  of  representing  that  the  whole  issue  between  them  and 

"  the  Plaintiffis  was  determined  and  they  submit  that  the  notice  is  not  capable 

"of  such  a  construction.    The  onussion  of  any  reference  to  the  undertaking  by 

15  **  the  Defendants  to  keep  an  account,  if  material,  was  quite  accidental  as  already 

"tfated  and  was  due  to  the  fact  that  the  necessity  for  it  did  not  occur  to  the 

"  Defendants.    Had  they  been  invited  to  do  so  or  had  any  complaint  been  made 

"  they  would  at  onee  have  consented  to  any  reasonable  addition.    They  submit 

"  tiiat  it  is  obvious  on  the  face  of  the  card  that  the  refusal  of  the  injunction 

20  "  waa  not  the  final  determination  of  the  action.    The  use  of  the  word  Motion 

"makes  this  absolutely  clear.     (9)  The  Defendants  have  done  nothing  to 

"create  the  impression  that  the  Order  on  the  Motion  in  any  way  finally 

'.'determined  the  rights  of  the  parties.     (11)  The  Plaintiffs  are  in  no  way 

^'  prejudiced  by  the  publication  of  the  document  and  they  suffer  no  damage  by 

25  ^ 'the  sale  by  the  Defendants  at  a  less  price  than  U.  1«.    The  Defendants  have 

^  a  large  stock  of  the  said  razors  in  hand  and  they  were  bound,  having  regard 

*.'  to  the  publicity  that  had  been  given  to  the  injunction,  to  bring  prominently 

"  before  their  customers  the  fact  that  the  injunction  had  not  been  continued." 

The  second  Motion  was  heard  on  the  23rd  of  November  1906. 

30      Tb^  same  Counsel  appeared  as  on  the  first  Motion. 

The  following  cases  were  cited,  namely  i—HoLl  v.  Roach  (2  Atkins  469), 

Matthews  v.  Smith  (3  Hare  331),  and  Coleman  v.  West  Hartlepool  (8  Weekly 

Beporter  734)  by  Counsel  for  the  Plaintiffs ;  and  Brook  v.  Evans  (29  L. J.  Ch. 

616),  Re  New  Gold  Coast  Exploration  Company  (L.R.  (1901)  1  Ch.  860),  and 

35  Fenner  v.  Wilson  A  Co.  Ld.  (10  R.P.C.  283)  by  Counsel  for  the  Defendants. 

WabrINGTON  J. — This  is  an  application  by  the  Plaintiffs  for  an  injunction 

restraining  the  Defendants  till  trial  or  further  Order  from  publishing  a  certain 

statement  which  is  said  to  be  a  misrepresentation  of  the  effect  of  an  Order  of 

this  Court,  calculated  to  induce  the  belief  that  a  decision  was  come  to  on  the 

40  merits  of  the  Plaintiffs'  action,  and  it  asks  either  in  addition  or  alternatively  for 

sequestration  as  for  contempt  of  Court. 

The  facte  are  these — the  Plaintiffs  claim  to  be  the  proprietors  of  a  certain 

Patent,  and  they  brought  their  action  against  the  Defendants,  seeking  to  restrain 

them  from  selling  the  patented  article  at  a  lower  price  than  that  at  which  they 

15  were  entitled  to  sell  it  by  virtue  of  a  licence  granted  by  the  Plaintiffs.    That  is 

the  gist  of  the  action. 

On  the  10th  of  October  in  this  year  a  Motion  came  before  the  Vacation  Judge 
by  the  Plaintiffs  for  an  interlocutory  injunction  restraining  the  Defendants  from 
selling  the  patented  article,  the  safety  razor,  at  less  than  the  Plaintiffs*  price — 
50  namiely,  one  guinea..  On  that  Motion  coming  before  the  Vacation  Judge,  the 
Defendants  asked  for  time  to  file  affidavits,  and  asked  that  the  Motion  might 
stand  over  for  a  week  accordingly.  That  was  granted,  but  only  on  terms  that 
the  Defendants  should  undertake  not  to  sell  in  the  meantime,  and  on  their 
refusing  that  undertaking  the  Motion  stood  over  with  an  injunction  in  the 
55  meantime.  That  Order  was  continued  by  consent — ^that  is  to  say,  no  further 
evidence  was  filed — until  the  second  motion  day  in  this  sittings.  The  Motion 
then  came  before  me.    The  result  of  that  was  that  it  appeared  that  the  Plaintiffs 
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had  for  some  months  before  issuing  the  writ  known  what  the  Defendants  had 
been  doing,  and,  without  going  in  any  way  whatever  into  the  merits  of  the  case, 
and  as  I  expressly  said  in  my  judgment,  on  that  ground  alone,  as  the  application 
was  merely  interlocutory,  I  thought  the  Plaintiffs  were  not  entitled  to  inter- 
locutory relief  and  I  refused  the  Motion,  the  Defendants  undertaking  to  keep  an  5 
account.  Everybody  who  is  familiar  with  the  proceedings  in  this  Court  knows 
perfectly  well  that  an  Order  of  that  kind  decides  nothing,  not  even  that  the 
Defendants  have  a  ^rima/octe  case  for  resisting  the  Plaintiffs'  claim,  or  that 
the  Plaintiffs  have  not  a  prima  facie  case  for  enforcing  their  claim.  It  decides 
nothing  except  that  the  temporary  relief  which  the  Plaintiffs  were  asking  for  10 
could  not  in  the  discretion  of  the  Court  be  granted  because  they  had  waited  so 
long  before  applying  for  it.  That  is  all  that  Order  decides.  On  the  Plaintiffs 
obtaining  the  interim  Order  of  the  10th  of  October  the  Defendants  had  of 
course,  as  they  were  bound  to  do,  discontinued  selling  these  razors  at  a  lower 
price  than  one  guinea,  and  they  had  pasted  in  their  window — I  suppose  as  an  15 
explanation  of  the  reason  why  they  were  not  selling  at  the  lower  price  at  which 
they  had  been  accustomed  to  sell  them— the  solicitors'  letter  informing  them 
that  the  injunction  had  been  granted.  On  the  result  of  the  application  before 
me  becoming  known  the  Defendants  stuck  up  in  their  window  for  some  days 
in  an  extremely  prominent  part,  and  after  than  in  a  conspicuous,  though  not  so  20 
prominent  part,  this  placard.  [The  placard  was  read.]  What  would  anybody  in 
the  trade,  or  any  ordinary  customer  not  in  the  trade,  conclude  from  that  ?  They 
are  asked  why  should  they  pay  exorbitant  prices,  and  the  answer  is — Do  not  pay 
exorbitant  prices  because  the  Motion  to  restrain  Qamages  from  selling  razors 
below  21«.  has  been  refused.  What  does  that  mean  but  that  the  Plaintiffs  had  25 
failed  in  establishing  a  right  to  restrain  Qamages  from  selling  razors  below  21». 
There  is  not  a  word  to  suggest  that  it  was  a  mere  refusal  of  an  interlocutory 
Order  ;  not  a  word  to  suggest  that  the  refusal  was  merely  on  the  ground  that 
the  Plaintiffs  had  been  guilty  of  some  delay  in  commencing  their  proceedings. 
It  seems  to  me  that  an  ordinary  customer  reading  that  placard  would  come  to  30 
the  conclusion  that  the  attempt  of  the  Plaintiffs  to  stop  Qamugee  from  selling 
at  18s.  6c?.  had  failed,  and  that  they  were  therefore  entitled  for  the  future  to  sell 
at  18s.  6rf.  If  I  am  correct  in  thinking  that  that  is  the  right  view  of  the  placard, 
and  that  that  is  the  right  view  is  shown  as  forcibly  as  it  can  be  shown  by  the 
affidavit  that  has  been  filed  on  the  part  of  the  Plaintiffs,  then  what  is  the  case  35 
with  which  I  have  to  deal  ?  It  seems  to  me  that  the  application  is  really 
founded  on  this — that  it  is  a  contempt  of  this  Court  to  unfairly  or  untruly 
represent,  to  the  prejudice  of  one  of  the  parties  to  the  cause,  the  proceedings 
that  have  taken  place  in  the  cause,  and  there  is  abundant  authority  for  holding 
that  that  is  contempt.  I  need  only  refer  to  Hail  v.  Roach,  which  has  been  40 
cited  by  Mr.  Gave,  and  to  the  other  case  of  Matthews  v.  Smith  ;  in  fact  it  was 
admitted  by  the  Defendants'  Counsel,  Mr.  Kerly,  when  I  put  it  to  him,  that  in 
order  to  make  out  a  contempt  of  Court,  if  you  get  a  misrepresentation,  to  the 
prejudice  of  one  of  the  parties,  of  the  result  of  proceedings,  it  is  not  necessary 
to  show  further  that  it  will  tend  to  prejudice  the  future  conduct  of  the  pro-  45 
ceedings,  because  such  a  contempt  as  that  to  which  I  have  referred  may  well 
be  committed  in  a  case  in  which  the  proceedings  have  come  to  an  end. 

It  seems  to  me,  therefore,  that  this  placard  is  an  attempt  by  the  Defendants, 
to  the  prejudice  of  the  Plaintiffs,  to  misrepresent  what  had  taken  place  in  Court 
before  me,  and  that  on  that  ground  the  Plaintiffs  would  in  strictness  be  entitled,  50 
the  Defendants  being  a  limited  company,  and  proceedings  for  committal  or 
attachment  therefore  not  being  appropriate,  to  sequestration  against  the 
Defendants  as  for  their  contempt,  but  the  Plaintiffs  leave  it  in  my  hands  to 
determine  whether  there  should  actually  be  a  sequestration,  and  it  seems  to  me 
that  I  shall  sufficiently  protect  the  Plaintiffs  and  at  the  same  time  assert  the  55 
right  of  the  Court  to  keep  its  proceedings  from  being  misrepresented,  by 
granting  the  injunction  wWclji  the  Plaintiffs  ask  for,  that  is  to  say  *'  That  the 
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^  Defendants  may  be  restrained  till  further  order  from  publishing  the  statement 
"  that  the  Motion  inras  refused,  or  any  other  statement  of  the  effect  of  such  Order, 
1^  omitting  the  undertaking  by  the  Defendants  to  keep  an  account  pending  the 

,  **  trial  of  the  action,  or  any  other  statement  misrepresenting  the  effect  of  such 
J  Order  or  calculated  to  induce  the  belief  that  any  decision  was  come  to  on  the 
^  ^erits  of  the  Plaintiffs'  action  or  that  the  Motion  was  other  than  an  inter- 
.  I^cutory  application   pending  the  trial  of  the  action."    I  will  grant  that 

^^Jauction  and  must  order  the  Defendants  to  pay  the  costs. 
lO  ot  JT^^^^  ^'G-  stated  that  the  Defendants  desired  to  appeal  and  asked  for  a  stay 
J^B  injunction  if  notice  of  appeal  were  given  at  once  ? 
yi^y^RRlNGTON  J.— If  you  want  my  leave  to  appeal  I  will  grant  it  you,  but  I 

^^  not  stay. the  injunction. 


In  thb  High  Court  op  Justicb.— Chancery  Division. 

Before  MR.  Justice  Swinfbn  Eady. 

15  November  6th  and  17th,  1906. 

Martin  and  Jambs  v.  Consbtt  Iron  Company  Ld. 

Patent.— Action  for  infringement.— Construction  of  Specification.— Infringe- 
ment notfound.— Judgment  for  Defendants. 

The  owners  of  Letters  Patent  for  '''' Improvements  in  machinery  for  breaking 

20  ^^pig  iron  "  brought  an  auction  for  infringement.  The  Patentees  in  their  Specifica- 
tion described  mechanism  for  feeding  the  mass  into  position^  clamping  it,  breaking 
off  pigs  from  the  sow,  and  breaking  the  sow,  and  for  each  of  these  operations  they 
described  plungers  working  in  ram  cylinders.  In  their  first  Claim  they  claimed 
the  mcu^hine  comprising  the  four  rams  for  the  four  operations^  substantially  as 

25  described.  The  Specification  stated  that  the  plungers  instead  of  being  operated 
by  hydraulic  power  might  be  actiuited  by  steam  or  other  motive  agent.  In  the 
Defendants'  machine  the  operations  were  executed  by  means  of  eccentrics^ 
toggle  links,  levers,  and  cams,  off  a  mechanically  driven  shaft,  whereas  the 
Plaintiffs'  machine  had  no  revolving  parts.    The  question  of  infringement 

30  turned  on  the  point  whether  the  Claims  were  confined  to  machines  such  as 

described  and  operated  by  means  of  rams,  or  whether  they  included  machines 

with  similar  or  analogous  working  parts  operated  by  means  of  a  power  driven 

shaft. 

Held,  that  the  Plaintiff^  could  only  claim  the  invention  specified— t?iat  is,  the 

35  machine  with  four  rams  for  four  definite  purposes— and  that  the  Defendants 
had  not  infringed.     The  action  was  dismissed  with  costs. 


i 
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On  the  29th  of  July  1891  Letters  Patent  (No.  12,873  of  1891)  were  granted  to 
E,  D.  Martin  and  E.  James  for  an  invention  of  "  ImproTements  in  machinery 
^'  for  breaking  pig  iron  and  for  loading  the  same  into  wagons.*' 

The  Complete  Specification  was  as  follows  : — "This  invention  consists,  firstly, 
"  in  a  specially  designed  machine  for  separating  from  the  sow  and  otherwise  5 
"  breaking  a  series  of  pigs  raised  together,  as  one  mass,  from  the  casting  bed  by 
"  a  crane  or  like  appliance,  or  other  suitable  means.  It  consists  farther  in 
"  apparatus  for  loading  into  wagons  the  pig  iron  thus  broken.  The  breaking 
"  machine,  which  is  preferably  actuated  by  hydraulic  power  but  may  be  worked 
"  by  steam,  compressed  air  or  other  motive  agent,  is  constructed  and  arranged  10 
^^  substantially  as  follows.  Carried  in  a  frame  bridging  over  a  space  between 
"  two  walls  or  other  suitable  supports  is  a  ram  cylinder  the  plunger  of  which 
^'  works  through  the  bottom  of  the  said  cylinder  and  is  fitted  at  its  lower  end 
'^  with  a  head  somewhat  after  the  manner  of  the  hammer-head  of  a  steam 
"  hammer.  At  that  end  of  the  machine  at  which  the  sow  and  adhering  pigs  15 
^*  are  fed  for  breaking  is  a  pair  of  arms  connected  to  a  rocking  shaft.  These 
"  arms  are  fitted  at  their  lower  ends  with  pawls  for  advancing  the  mass  to  the 
*^  ram  aforesaid.  When  sufficiently  advanced,  the  mass  is  clamped  by  a  block 
"  operated  by  a  wedge-shaped  lever  actuated  by  a  separate  ram.  The  plunger 
'^  aforesaid  is  then  lowered  and  as  many  pigs  as  the  head  has  capacity  for  are  20 
"  thereby  snapped  off  from  the  sow  and  also  severed  at  or  about  midway.  The 
**  pig-breaking  ram  plunger  is  then  withdrawn  and  the  clamping  block  raised. 
'*  By  the  arms  and  pawls  above  mentioned  the  mass  is  again  advanced  and  the 
''  processes  of  clamping  and  breaking  repeated. 

"  Simultaneously  with  the  second  and  subsequent  down  strokes  of  the  pig-  25 
"  breaking  plunger,  the  plunger  of  a  ram  employed  for  breaking  the  sow 
'<  descends  upon  that  part  of  the  latter  from  which  the  pigs  have  been 
"  separated  by  the  immediately  previous  down  stroke  of  the  pig-breaking 
^^  plunger.  This  said  part  of  the  sow  is  accordingly  broken  into  lengthB 
*^  approximating  to  that  of  one  half  of  a  pig.  These  operations  are  repeated  30 
^'  until  the  sow  and  the  whole  series  of  pigs  are  broken  up. 

"  The  pig  iron  thus  broken  is  precipitated  on  to  a  shute  or  inclined  table 
"  preferably  formed  of  heavy  rails  with  longitudinal  openings  for  sand  to  fall 
^'  through,  which  shute  may  either  be  fixed  or  capable  of  movement  on  hinges. 
*'  By  this  shute  the  iron  is  guided  into  wagons  placed  below  for  its  reception.       35 

"  In  the  accompanying  drawings  Fig.  1  represents  a  vertical  section,  Fig.  2  a 
*^  plan  and  Fig.  3  a  view  at  the  feeding  end,  of  our  improved  machine  as  arranged 
"  for  hydraulic  operation  for  breaking  pig  iron.  At  Fig.  1  is  illustrated  also 
"  means  we  employ  for  loading  the  broken  pig  from  the  machine  into  wagons. 

"  Supported  in  a  suitable  frame  a  is  a  ram  cylinder  h  the  plunger  c  of  which   40 
<*  is  furnished  with  a  cross-head  d  fitted  with  three  breaking  hammer-heads  e. 
"  The  pigs /and  sow  ^,  raised  as  one  mass  from  the  casting  l)ed  are  supported 
'*  at  one  end  on  a  trolley  A,  Fig.  j,  and  are  directed  to  pass  on  bearers  to  the 
"  hammers  d,  Pig.  1.    The  mass  is  fed  to  the  hammers  by  the  lever  t,  t*  carried 
"  on  the  rocking  shaft/,  the  levers  i*  being  connected  at  their  lower  ends  to  the   45 
"  shaft  ¥  carrying  pawls  k.    The  lever  i  is  connected  at  the  upper  end  by  the 
"  link  ^,  Figs.  2  and  3,  to  the  plunger  V  of  a  ram  cylinder  Z*  b^  means  of  which 
"  it  is  operated  to  feed  the  miiss  forward  to  be  broken.     When,  by  the  operation 
"  of  the  said  plunger  l\  the  levers  t,  i^  and  the  pawls  k,  the  mass  of  iron  is 
"  advanced  to  the  requisite  extent  to  commence  breaking,  it  is  clamped  by  the   50 
"  clamping  block  m  which  is  lowered  on  to  the  sow  by  means  of  the  wedge- 
*'  shaped  arm  n  connected  to  the  plunger  0  of  the  ram  cylinder  0*  by  which 
"  plunger  0  the  arm  n  is  thrust  forward  into  an  inclined  slot  made  in  the 
"  head  p  to  which  the  block  m  is  connected.     A  detached  view  of  the  clamping 
**  device  is  shown  at  Fig.  4.    The  mass  of  iron  having  been  clamped,  as  afore-    55 
"  said,  the  plunger  c  of  the  ram  cylinder  h  is  then  lowered  and  by  the  hammer 
"  heads  e  three  pigs  are  successively  snapped  off  from  the  sow  and  also  severed 
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^  at  or  about  midway.  The  plunger  c  is  then  drawn  up  and  the  mass  of  iron 
**  is  released  by  raising  the  clamping  block  m.  The  levers  i,  i^  are  then  set  in 
"  operation  to  feed  the  mass  of  iron  further  forward  and  the  operations  of 
^  clamping  and  pig  breaking  are  repeated^  Simultaneously,  or  nearly  so,  with 
^*  the  second  and  subsequent  down  strokes  of  the  plunger  c,  the  ram  q  working 
^  in  the  cylinder  r  is  lowered  on  to  the  sow  g  and  that  part  thereof  from  which 
"  the  pigs  were  removed  in  the  immediately  previous  down  stroke  of  the  ram  c 
**  is  broken  up  by  the  hammer  head  s  into  lengths  approximating  to  that  of  one 
"  half  of  a  pig.  The  return  or  up  strokes  of  all  the  rams  are  obtained  as  usual 
*'  by  the  provision  of  constant  pressure  rams  L  The  aforesaid  operations  are 
"  repeated  until  the  sow  and  the  whole  series  of  pigs  are  broken  up.  The  pig 
"  iron  thus  broken  up  descends  on  to  a  shute  u  by  which  it  is  delivered  into 
"  wagons  drawn  up  on  rails  in  a  hauling  way  as  seen  at  Fig.  1. 
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"As  illustrated  in  the  Drawing  the  shute  u  is  fixed.  It  may,  however,  be 
hinged  at  the  upper  end  if  desired,  and  be  designed  to  be  moved  by  hydraulic 
or  other  power  so  as  to  alter  the  angle  of  inclination  at  will  and  to  be  worked 
backwards  and  forwards  over  the  wagons. 

^*  Instead  of  being  operated  by  hydraulic  power  the  various  plungers  in  the 
breaking  machine  may  be  actuated  by  steam  or  other  suitable  motive  agent." 
The  Patentees  claimed  : — '*  1.  A  machine  for  breaking  pig-iron,  raised  as  one 
inass  with  ther  sow  from  the  casting  bed,  the  said  machine  comprising  a  ram 
Or  hammer  for  breaking  one  or  more  pigs  at  each  down  stroke,  a  second  ram 
Or  hammer  for  breaking  the  sow,  a  third  ram  for  clamping  the  mass  in 
position  for  breaking,  and  a  fourth  ram  for  feeding  the  mass  to  the  breaking 
i*am8,  all  constructed  arranged  and  operating  (either  by  hydraulic  power  or 
other  suitable  motive  agent)  substantially  as  hereinbefore  described  with 
J^ference  to  the  accompanying  sheets  of  illustrative  Drawings.  2.  Mechanism 
for  feeding  the  pig  iron  to  the  breaking  rams,  the  said  mechanism  consisting 
of  the  pawls  k,  pawl  shaft  k\  rocking  shaft  j\  levers  t,  t*  and  link  I  actuated 
by  the  ram  referred  to  in  the  preceding  Claim  as  the  fourth  or  feeding  ram, 
all  arranged  and  operating  substantially  as  hereinbefore  described.  3. 
Mechanism  for  clamping  the  mass  of  pig  iron  preparatory  to  breaking,  the 
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^'  said  mechanism  consisting  of  the  block  m  between  which  and  a  bearer 
"  the  sow  is  gripped,  and  a  wedge  shaped  arm  n  working  in  a  correspondingly- 
'^  shaped  slot  in  the  head  p  to  which  the  block  is  suspended,  the  said  wedge- 
'^  shaped  arm  n  being  actuated  by  the  ram  referred  to  in  the  above  first  Claim 
"  as  the  third  or  clamping  ram,  as  hereinbefore  described  and  shown  in  the  5 
"  appended  Drawings.  4.  The  combination  with  a  machine  such  as  is  herein- 
"  before  described  for  breaking  pig  iron,  of  a  shute  such  as  u  (either  fixed  or 
"  movable)  situated  below  the  breaking  appliances  so  as  to  receive  the  broken 
"  iron  therefrom  and  suspended  over  a  hauling-way  for  delivery  of  the  iron  to 
^^  trucks  or  other  vehicles,  substantially  as  hereinbefore  described  and  shown  at  10 
"  Fig.  1  of  the  accompaning  Drawings." 

In  Fig.  1,  as  shown  above,  the  wagon  and  part  of  the  shute  u  is  omitted,  as 
not  being  material  for  the  purposes  of  this  report. 

On  the  15th  of  June  1905  the  Patentees  commenced  an  action  against  the 
Gonsett  Iron  Company  Ld.  for  infringement  of  the  Patent,  claiming  the  usual   15 
relief,  but  before  the  trial  the  Patent  had  expired,  so  that  only  damages  were 
then  asked  for. 

The  Statement  of  Claim  alleged  that  the  Plaintiffs  were  the  registered  owners 
of  the  Patent  and  that  the  Defendants  had  infringed. 

The  Particulars  of  Breaches  alleged  the  use  by  the  Defendants  at  Consett  for  20 
some  years  of  machinery  constructed  according  to  the  invention  described  in 
the  Specification  and  claimed  in  all  the  claiming  clauses.  At  the  trial  it  was 
admitted  by  both  parties  that  the  alleged  infringing  machinery  was  constructed 
in  accordance  with  the  invention  patented  under  Letters  Patent,  No.  23,043  of 
1893,  granted  to  S.  T.  Croasdell.  25 

The  description  of  that  invention  in  the  Complete  Specification  was  as 
follows : — "  This  invention  relates  to  the  construction  of  an  improved  machine 
"  for  breaking  into  short  lengths  the  beds  of  pig  iron  into  which  the  produce  of 
"  blast  furnaces  is  usually  run. 

"  In  the  accompanying  two  sheets  of  illustrative  Drawing,  Fig.  1  is  a  sectional  30 
"  elevation  through  the  centre  of  the  machine  and  Fig.  2  is  a  transverse  sectional 
"  elevation  of  breaker  showing  the  section  of  feed  table  and  gear. 

"  A  horizontal  feeding  table  A  of  any  convenient  length  is  fitted  with  lifting 
"  and  traversing  motion  actuated  from  a  single  eccentric  or  cam  fixed  on  the 
'^  main  or  cam  shaft  through  the  medium  of  suitable  levers  and  cranks.    This  35 
"  table  A  works  between  girders  or  frames  B  on  which  the  bed  of  pigs  C  is 
"  placed  and  along  which  it  is  carried  by  the  action  of  the  movable  table.    The 
"  feed  table  is  made  in  two  parts,  the  upper  portion  A  being  separate  from  the 
"  lower  portion  A*,  but  working  therein  by  means  of  suitable  slide  blocks  A' 
"  in  horn  cheeks  or  guides  A^  forming  part  of  the  lower  table.    It  is  raised  by  40 
"  means  of  levers  D  pivoted  on  its  underside  and  working  on  wheels  D*  rolling 
"  on  the  upper  side  of  the  lower  table  A*  and  working  between  stops  E  E*  which 
"  may  be  made  adjustable  to  give  the  necessary  lift.    It  is  considered  advisable 
"  to  bring  the  forward  stop  E*  a  little  past  the  centre  lines,  that  when  the  load 
"  is  raised  it  falls  slightly  carrying  the  levers  D  in  the  direction  in  which  the  45 
"  carriage  will  have  to  travel,  before  the  travel  commences,  thus  ensuring  perfect 
"  steadiness.    The  carriage  works  on  wheels  F  between  the  side  frames  or 
"  girders  B  and  between  suitable  stops  which  may  be  made  adjustable  for  any 
"  travel.     These  stops  are  arranged  with  springs  or  levers  and  weights  in  such 
"  a  manner  that  the  carriage  cannot  travel  in  either  direction  until  the  stops  50 
"  are  depressed,  and  the  springs  or  levers  and  weights  are  so  adjusted  that  the 
"  load  must  be  lifted  or  lowered  before  the  stops  can  be  depressed.    In  the 
"  Drawings  the  machine  is  shown  with  one  stop  6  only  ;  this  stop  engages  with 
"  a  cam  6*  and,  on  the  lower  table  A*  arriving  at  either  extremity  of  its  travel, 
"  is  forced  upward  beyond  the  end  of  the  said  cam  and  prevents  the  return  of  55 
"  the  table  until  it  is  again  depressed  by  the  rocker  H,  the  tappets  H*  of  which 
"  engage  with  a  cam  D^  on  the  shaft  D^  and  cause  the  rocker  to  move  about  the 
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"  centre  and  so  force  the  stop  G  downwards  free  of  the  cam  G^  A  strong 
^*  standard  K  in  one  or  more  pieces  of  steel  or  iron  carries  an  engine  or 
"  engines  L — steam,  air,  or  hydraulic — fitted  by  preference  with  reversing  gear 
'*  and  secnred  in  a  suitable  manner  and  position.    This  standard  also  carries  a 

5  "  crank  shaft  M  second  motion  shaft  N  and  cam  shaft  P,  gearing,  bearings  and 
"  ram  guides.  The  movable  blocks  on  which  the  bed  of  pigs  rest  whilst  being 
*^  broken  are  also  carried  at  the  bottom  of  this  standard.  The  cam  shaft  P  is 
**  fitted  with  the  following  parts,  viz. : — ^A  sow  breaking  cam  Q  for  breaking  the 
"  sow  by  means  of  a  vertical  thrust  through  the  medium  of  an  eccentric  strap 

10  '*  Q*  and  ram  Q*.  A  pig  breaking  cam  R  for  breaking  one  two  three  or  more 
*^  pigs  at  one  stroke  by  means  of  an  eccentric  strap  and  rod  R^  actuating  a  toggle 
"  joint  combination  R^  and  a  breaking  ram  R'  in  front  of  cam  shaft  and  nearer 
**  to  the  feed  table.  The  toggle  combination  R^  is  made  adjustable  with  ram 
*^  and  screw  R^  to  take  pigs  of  various  thickness.    A  feed  cam  S  is  connected  to 


15  '-  and  actuates  the  levers  S^  causing  the  table  A  to  rise  fall  and  reciprocate.  A 
"  cam  T  actuates  a  binding  wedge  T*  and  block  T^  through  the  medium  of  a 
"  lever  T^  connected  to  the  wedge  T*  at  one  end  by  means  of  a  pin  T*,  and  at 
''  the  opposite  end  to  the  standard  K  by  means  of  an  adjustable  spring  T^  and 
"  guiding  eye  T^.    The  rod  T^  between  the  cam  and  the  lever  is  attached  at  a 

20  "  convenient  position  between  the  wedge  and  the  spring  as  shown.  The  wedge 
"  T*  thus  travels  sufficiently  to  cause  the  wedge  block  T^  to  bind  tightly  on 
"  the  sow  V.  The  range  of  travel  in  the  block  is  sufficient  for  a  considerable 
"  variation  in  the  thickness  of  sow  to  be  gripped.  After  the  sow  is  secured, 
"  the  wedge  becomes  stationary  until  the  outward  stroke,  and  the  action  of  the 

25  "  cam  is  merely  to  compress  the  spring  T*  during  the  remainder  of  the  inward 
"  stroke.  The  cam  shaft  P  is  also  fitted  with  a  large  spur  wheel  U  engaging 
"  with  a  spur  pinion  U*  on  the  shaft  N.  A  spur  wheel  U^  is  secured  to  the 
"  opposite  end  of  shaft  N  and  this  engages  with  a  spur  pinion  U^  on  engine 
**  shaft  M.     All  the  shafts  rotate  in  suitable  bearings.      The  action   of  the 

30  "  machine  is  as  follows  ; — The  be4  of  pigs  0  being  placed  by  suitable  means 
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"  on  the  girders  B  between  which  the  feed  table  A  reciprocated,  it  is  rained, 
*'  carried  forward  and  placed  underneath  the  breaking  ram  R' ;  the  wedge 
''  block  T'  then  descends  and  secures  the  sow  in  position  ;  the  breaking  ram 
"  R*  following  snaps  off  one,  two,  or  more  pigs,  the  rams  ascend,  the  sow  is 
"  released  and  the  feed  table  A,  which  in  the  meantime  has  been  carried  back  5 
*^  to  its  original  position,  again  brings  the  bed  of  pigs  forward,  and  the  action  is 
"  repeated  ;  this  time  the  sow  V  which  was  under  the  wedge  block  fi  is  carried 
"  forward  beneath  the  sow  breaking  ram  Q*,  the  wedge  block  T*  grips  another 
**  portion  of  the  sow  V,  the  pig  breaking  ram  R*  descends  and  snaps  off  the 
**  pigs  and  the  sow  breaking  ram  Q*  descends  and  snaps  off  the  sow.  In  the  10 
"  arrangement  shown  the  feed  may  be  thrown  out  of  gear  by  raising  the 
"  lever  W  and  weight  W*  as  will  be  readily  understood.  The  whole  machine 
"  is  secured  to  a  suitable  foundation  and  delivers  the  broken  metal  by  means  of 
**  a  shoot,  to  any  desired  position." 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the  15 
Patent  was  invalid.  Particulars  of  Objections  were  delivered  which  alleged — 
(1)  that  the  Plaintiffs  were  not  the  first  and  true  inventors  ;  (2)  prior  publica- 
tion ;  (3)  anticipation  by  common  general  use  in  the  trade  ;  (4)  want  of  utility ; 
(5)  non-distinction  of  new  parts  from  old ;  and  (6)  want  of  subject-matter. 
The  following  are  the  particulars  of  the  Specifications  mentioned  in  paragraph  20 
(2),  viz.  '.--Berry  (No.  3555  of  1867) ;  Lester  (No.  2232  of  1878) ;  Edwards 
(No.  414  of  1879) ;  Lake  (No.  1175  of  1881) ;  Evans  and  Mason  (No.  787  of 
1883)  ;  Horton  (No.»  of  1884)  ;  Lake  (No.  7987  of  1884)  ;  Hammerstein 

(No.  14,651  of  1885) ;  Wicksteed  (No.  3340  of  1887) ;  Beaudry  (No.  6911  of 
1887) ;   Weichart  (No.  10,008  of  1887)  ;  Ashworth  (No.  4505  of  1888) ;  Sparrow  25 
(No.  5049  of  1889)  ;  and  GoUing  (No.  19,133  of  1890). 

Further  Particulars  of  Objections  were  delivered  pursuant  to  two  Orders. 
Among  other  alleged  prior  users  the  Defendants  said  as  to  paragraph  3  of  the 
Particulars  of  Objections,  in  so  far  as  the  third  Claim  claimed  a  subordinate 
integer,  that  it  had  been  anticipated  by  the  use  in  the  year  1884  by  the  Blaenauon  30 
Iron  and  Steel  Works  Ld.  in  their  Evans  Patent  32*  cogging  mill  of  two  wedges 
operated  by  hydraulic  ram  for  the  purpose  of  heightening  and  lowering  and 
holding  cogging  wheels  in  position  during  the  process  of  rolling  steel  rails. 

The  action  came  on  for  trial  before  SwiNFKN  Eady  J.  on  the  6th  of 
November  1906.  35 

Walter  K.C.  and  J.  H.  Gray  (instructed  by  W.  H.  Martin  ds  Co.^  agents  for 
Geo.  David  and  Evans,  of  Cardiff)  appeared  for  the  Plaintiffs  ;  Bousfield  K.C.  and 
W.  J.  D.  Bumyeat  (instructed  by  Harrison  and  Powell,  agents  for  Brown, 
AiM,  and  Brown,  of  Whitehaven)  appeared  for  the  Defendants. 

Walter  K.C.  opened  the  Plaintiffs'  case.  40 

Dugald  Clerk  gave  evidence  on  behalf  of  the  Plaintiffs.  In  the  course  of  his 
cross-examination  a  paper  by  a  Mr.  Marley  in  the  Journal  of  the  West  of 
Scotland  Iron*  and  Steel  Institute  and  a  discussion  on  the  paper  were 
referred  to. 

Bomfield  K.C.  for  the  Defendants.— Only  three  of  the  Plaintiffs'  machines  45 
have  ever  been  made,  and  for  nearly  the  whole  course  of  the  Patent  there  has 
been  no  suggestion  of  infringement,  but  the  machines  have  been  regarded  as 
effecting  the  same  object  in  different  ways.  The  main  defence  here  is  non- 
infringement. There  is  no  doubt  an  idea  in  common  to  some  extent  in  the 
two  machines.  No  one  could  patent  the  process  of  breaking  off  the  pigs  one  50 
by  one  from  the  sow,  and  then  a  piece  of  sow,  and  so  on.  The  only  thing 
in  common  is  the  order  of  operations  and  not  the  means  of  doing  them. 
The  first  Claim  is  expressly  limited  to  rams  operated  by  hydraulic  jwwer  or 
other  suitable  motive  agent.  A  breaking  ram  or  hammer  might  have  a  wide 
meaning,  but  a  third  ram  for  clamping  and  a  fourth  ram  for  feeding  are  parts  55 

*  No.  not  Btsted. 
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of  the  combination.  The  breaking  rams  are  not  claimed  with  suitable  methods 
of  elamping  and  feeding,  bnt  the  Claim  is  for  a  machine  worked  by  rams  as 
opposed  to  one  working  by  revolving  actuation.  So  in  the  second  Claim  the 
words  "  actuated  ....  feeding  ram  "  might  well  have  been  omitted  if 
5  it  were  not  that  ram  actuation  was  intended  to  be  emphasized.  Again,  in  the 
third  Claim,  the  reference  to  the  third  ram  shows  the  same  thing.  There  is 
nothing  inconsistent  with  this  construction  in  the  Specification.  The  last 
paragraph  in  the  Specification  bears  this  out.  It  means  that  steam  or  compressed 
air  conld  be  used  in  the  cylinders  instead  of  water.    The  third  sentence  in  the 

10  Specification  bears  out  this  constraction.  It  is  not  open  to  the  Plaintiffs  to  put 
a  construction  on  the  Specification  which  would  not  be  open  if  the  alleged 
infringement  had  come  before  the  Patent.  If  the  infringement  had  been  put 
forward  as  an  anticipation,  the  Plaintiffs  would  have  relied  on  the  limited 
language  of  the  Specification — ^namely,  that  ram  actuation  was  insisted  on,  and 

15  that  such  a  thing  as  the  Defendants'  machine  was  excluded.  As  to  Claim  4, 
there  is  no  subject-matter.  If  the  novelty  of  the  pig  breaking  machine  is  there 
relied  on,  it  is  simply  covered  by  the  previous  Claim.  The  Defendants  do 
not  infringe  unless  they  come  within  the  language  of  the  Specification  {Dvdgeon 
V.  Thomson  L.R.  3  App.  Cas.  38  at  page  40).    In  that  case  the  patentee  set  out 

20  with  a  new  principle,  which  the  defendant  also  used,  but  that  did  not  entitle, 
the  patentee  to  go  outside  the  language  of  the  Specification.  Here  the  Plaintiffs 
must  say  that,  although  the  Defendants  are  not  within  the  words  of  the 
Specification,  they  take  the  substance  of  the  invention.  The  eccentric  in  the 
Defendants'  machine  which  moves    the  wedge  is   not   a    ram.      Also,  the 

25  Defendants  have  no  feeding  ram. 

•7.  Sunnbume  gave  evidence  for  the  Defendants. 

Walter  K.C.  in  reply. — This  is  a  pure  question  of  construction.  The  paper 
written  by  Marley  which  has  been  referred  to  shows  that  the  Defendants' 
devices  may  be  called  *'  rams."    The  Patentees  say  that  the  machine  may  be 

30  preferably  actuated  by  hydraulic  power,  but  that  steam  power  may  be  used. 
The  Defendants  seek  to  limit  the  machines  to  those  in  which  a  motive  fluid  Is 
used.  But  *'  motive  agent "  is  perfectly  general.  The  Defendants'  machine 
is  not  actuated  by  fluid  under  pressure,  but  by  steam,  and  the  changes  made 
are  only  to  adapt  it  to  steam.     [SwiNPEN  E ADY  J. — Is  not  the  question  whether 

35  the  Specification  does  or  does  not  contemplate  the  direct  action  of  the  motive 
power  ?]  That  is  really  the  question  in  issue.  But  the  Specification  says 
that  the  breaking  machine  may  be  actuated  by  any  means.  The  sequence  of 
operations  can  obviously  be  carried  out  by  any  motive  agent.  Have  the  Patentees 
excluded  from  their  Patent  a  steam  engine  in  which  reciprocating  motion  is 

40  converted  into  vertical  motion  ?  The  Plaintiffs'  machine  could  obviously  not 
be  actuated  by  steam  without  alteration.  The  last  paragraph  in  the  Specification 
does  not  say  that  the  plungers  may  be  actuated  "directly"  by  steam  or  other 
suitable  motive  agent,  but  the  words  are  perfectly  general.  There  is  no 
reason  I  sabmit  for  confining  the  Specification  to  direct  action.    The  Defen- 

45  dants'  machine  causes  the  same  motion  of  the  rams.  It  causes  a  piece,  although 
not  a  ram,  to  move  the  table.  Here  there  was  a  new  combination  of  parts, 
forming  the  first  machine  for  the  purpose.  There  are  four  steps  in  the 
operations — first,  to  feed  forward  the  sow  and  pigs ;  secondly,  clamping  by  a 
ram  or  plunger  ;  thirdly  and  fourthly,  breaking,  by  a  ram  plunger  or  other  piece 

50  of  metal,  the  pigs  and  the  sow^.  The  Defendants  have  taken  all  the  parts 
actuated  by  suitable  motive  agents  ;  they  operate  in  the  same  sequence.  The  case 
is  one  of  the  nature  of  Proctor  v.  Bennis  (4  R.P.C.  333).  The  first  Claim  is  for 
the  four  parts  there  mentioned  operated  by  a  suitable  motive  agent.  I  submit 
that  on  the  true  construction  of  the  Specification  the  Defendants  have  infringed. 

55  SwiNFBN  Eady  J. — ^This  is  an  action  for  infringement  of  a  Patent  for 
breaking  pig  iron  and  loading  it  into  wagons.  The  Patent  has  expired,  so  the 
Plainti&  cannot  obtain  an  injunction,  but  they  ask  for  damages. 
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On  smelting  iron,  the  liquid  metal  is  ran  from  the  furnaces  into  a  mould  in 
the  sand  consisting  of  one  long  straight  bar  and  many  cross-pieces  at  right 
angles  to  the  straight  bar,  and  joined  to  it  at  one  end  only,  bearing  a  fanciful 
resemblance  to  a  sow  and  sucking-pigs.    Hence  the  long  straight  bar  is  called 
the  **  sow  "  and  the  cross-pieces  the  "pigs."    Before  the  Plaintiffs'  invention,    5 
the  pigs  were  broken  off  the  sow  by  manual  labour  while  hot  by  means  of 
levers,  and  when  cold  by  means  of  a  sledge-hammer,  and  the  separate  pigs 
were  then  broken  into  two  pieces  by  hammers.    The  sow  was  broken  up  in 
the  same  manner.    The  Plaintiffs'  invention  has  enabled  a  sow  and  pigs  to  be 
dealt  with  as  a  whole  entirely  by  machinery.    The  sow  and  adhering  pigs  are    10 
lifted  from  the  casting  bed  in  one  mass  by  a  crane  or  overhead  traveller,  and 
taken  to  the  machine.    The  Patentees  describe  their  machine  and  the  way  it 
works  as  follows  : — "  The  breaking  machine,  which  is  preferably  actuated  by 
"  hydraulic  power  but  may  be  worked  by  steam,  compressed   air  or  other 
"  motive  agent,  is  constructed  and  arranged  substantially  as  follows.    Carried    15 
**  in  a  frame  bridging  over  a  space  between  two  walls  or  other  suitable  supports 
"  is  a  ram  cylinder  the  plunger  of  which  works  through  the  bottom  of  the  said 
"  cylinder  and  is  fitted  at  its  lower  end  with  a  head  somewhat  after  the  manner 
"  of  the  hammer-head  of  a  steam  hammer.    At  that  end  of  the  machine  at 
"  which  the  sow  and  adhering  pigs  are  fed  for  breaking  is  a  pair  of  arms  con-   20 
"  nected  to  a  rocking  shaft.    These  arms  are  fitted  at  their  lower  ends  with 
"  pawls  for  advancing  the  mass  to   the    ram    aforesaid.      When  sufficiently 
"  advanced,  the  mass  is  clamped  by  a  block  operated  by  a  wedge-shaped  lever 
"  actuated  by  a  separate  ram.    The  plunger  aforesaid  is  then  lowered  and  as 
"  many  pigs  as  the  head  has  capacity  for  are  thereby  snapped  off  from  the  sow  25 
"  and  also  severed  at  or  about  midway.    The  pig-breaking  ram  plunger  is  then 
"  withdrawn  and  the  clamping  block  raised.    By  the  arms  and  pawls  above 
"  mentioned  the  mass  is  again  advanced  and  the  processes  of  clamping  and 
**  breaking  repeated.    Simultaneously  with  the  second  and  subsequent  down- 
**  strokes  of  the  pig-breaking  plunger,  the   plunger  of  a  ram   employed  for  30 
"  breaking  the  sow  descends  upon  that  part  of  the  latter  from  which  the  pigs 
"  have  been  separated  by  the  immediately  previous  down  stroke  of  the  pig- 
"  breaking  plunger.    This  said  part  of  the  sow  is  accordingly  broken   into 
"  lengths  approximating  to  that  of  one-half  of  a  pig.    These  operations  are 
"  repeated  until  the  sow  and  the  whole  series  of  pigs  are  broken  up.    The  pig-  35 
**  iron  thus  broken  is  precipitated  on  to  a  shute  or  inclined  table  preferably 
'*  formed  of  heavy  rails  with  longitudinal  openings  for  sand  to  fall  through, 
"  which  shute  may  either  be  fixed  or  capable  of  movement  on  hinges.     By  this 
"  shute  the  iron  is  guided  into  wagons  placed  below  for  its  reception,"  and  the 
first  claiming  clause  is  as  follows  : — "  A  machine  for  breaking  pig-iron,  raised  40 
"  as  one  mass  with  the  sow  from  the  casting  bed,  the  said  machine  comprising 
"  a  ram  or  hammer  for  breaking  one  or  more  pigs  at  each  down  stroke,  a 
'*  second  ram  or  hammer  for  breaking  the  sow,  a  third  ram  for  clamping 
"  the  mass  in  position  for  breaking,  and  a  fourth  ram  for  feeding  the  mass 
"  to  the  breaking  rams,  all  constructed  arranged  and  operating  (either  by  45 
"  hydraulic  power  or  other  suitable  motive  agent)   substantially  as  herein- 
*'  before  described  with  reference  to  the  accompanying  sheets  of  illustrative 
"  Drawings.'* 

The  Defendants  are  using  a  machine,  of  which  a  model  was  put  in  evidence. 
The  complete  pig  is  laid  in  two  channel  guides  or  supports  ;  there  is  a  table  50 
under  the  guides,  and  pig-bed,  which  has  a  recipr«)cating  and  a  rising  and 
falling  motion  :  the  effect  of  this  is  to  feed  the  pig-bed  into  the  machine. 
There  is  then  a  clamping  device  consisting  of  a  wedge  pulled  down  by  a  cam 
so  as  to  secure  the  sow  and  pigs  before  the  blow  is  struck  by  the  hammer. 
There  is  a  ratchet  arrangement  to  prevent  the  wedge  going  back.  There  is  a  55 
plunger  carrying  a  three-stepped  hammer  head  to  break  the  pigs,  the  plunger 
being  operated   in    a  driven    shaft    by   means  of    an   eccentric    and   toggle 
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links.  There  is  another  plunger  and  hammer  head  to  break  the  sow,  the 
plunger  being  operated  by  an  eccentric.  The  motion  for  operating  the  table  is 
obtained  by  means  of  a  bell  crank.  The  pig-bed  is  fed  into  the  machine  by 
the  rising  and  falling  table,  the  three-headed  hammer  breaks  off  three  pigs  and 
5  also  breaks  each  pig  into  two  pieces  ;  then  the  overhanging  portion  of  the  sow 
is  broken  off  ;  then  another  three  pigs  and  another  portion  of  the  sow,  and  so 
on,  until  the  whole  pig-bed  has  been  broken  up.  The  order  of  these  operations 
and  the  actual  operations  are  the  same  in  the  Plaintiffs'  and  Defendants'  machines 
respectively  ;  in  each  the  pig-bed  is  fed  into  the  machine,  then  securely  clamped, 

10  then  the  pigs  broken  off,  and  then  the  sow  and  the  broken  pig  passes  down  a 
shute  into  a  wagon,  tub,  or  other  receptacle  below.  The  difference  is  that  in 
the  Plaintiffs'  machine  the  operations  are  executed  by  means  of  four  hydraulic 
rams,  in  the  Defendants'  by  means  of  eccentrics,  toggle  links,  levers  and  cams 
off  a  mechanically  driven  shaft. 

15  The  real  question  between  the  parties  is  whether,  upon  the  true  construction 
of  the  Plaintiffs'  Specification,  'the  Plaintiffs  are  confined  to  machines  such  as 
described,  and  operated  by  means  of  rams,  or  whether  it  extends  to  and  includes 
machines  with  similar  or  analogous  working  parts  operated  by  means  of  a 
power  driven  shaft.     Mr.  Duqald  Clerk,  who  was  called  for  the  Plaintiffs, 

20  stated  that  one  merit  of  the  particular  method  of  carrying  out  the  Plaintiffs' 
invention  by  using  rams  is  that  there  are  no  revolving  or  rotating  parts  to  be 
affected  by  the  dust  and  fine  sand  which  fly  about  and  accompany  the  manu- 
facture of  the  iron,  and  he  stated  that,  speaking  as  an  engineer,  he  preferred  a 
ram  to  a  cam  and  wheel  machine.    The  Patentees  certainly  describe  a  machine 

25  which  has  no  revolving  parts,  and  which  can  be  worked  by  something  which 
does  not  involve  that  kind  of  friction,  and  in  their  first  Claim  they  declare  hat 
they  claim  a  machine  comprising  four  rams,  the  first- for  breaking  the  pigs,  the 
second  for  breaking  the  sow,  the  third  for  clamping  the  mass  in  position,  and 
the  fourth  for  feeding  the  mass  into  the  machine,  all  constructed,  arranged  and 

30  operating  substantially  as  described. 

With  regard  to  the  power  to  be  employed,  the  Patentees  say  that  the  machine 
"is  preferably  actuated  by  hydraulic  power  but  may  be  worked  by  steam 
"  compressed  air  or  other  motive  agent,"  and  in  their  first  Claim  they  state  that 
the  rams  are  operated  "either  by  hydraulic  power  or  other  suitable  motive  agent." 

35  The  Defendants  insist  that  the  Patentees  describe  and  claim  a  machine  with  four 
rams,  and  such  a  machine  only,  but  that  the  power  actuating  the  rams  need  not 
necessarily  be  water,  but  that  oil,  compressed  air,  steam,  or  other  motive  agent 
may  be  employed,  but  that  in  every  case  the  rams  must  be  operated  directly  by 
the  motive  power  employed.    The  Plaintiffs,  however,  contend  that  the  Patentees 

40  do  not  limit  themselves  to  rams  directly  actuated  by  water  pressure,  steam  or 
otherwise,  but  that  the  Patentees  use  the  word  "  ram  "  as  meaning  or  including 
a  plunger  with  a  hammer-head  attached  and  that  such  plungers  would  be 
operated  or  actuated  by  steam  within  the  meaning  of  the  Patent  if  a  steam- 
engine  is  introduced  and  power  obtained  by  means  of  it  and  the  plungers 

*5  worked  by  being  connected  with  the  revolving  shaft.  In  my  opinion  this  is 
not  the  true  construction  of  the  Specification.  The  Patentees  claim  the  arrange- 
ment of  the  four  rams,  the  cylinders  with  the  plungers  working  within  them, 
but  they  do  not  confine  themselves  to  operating  them  by  hydraulic  power.  By 
the  language  they  use  they  mean — We  may  put  steam  into  the  cylinder  instead 

50  of  water,  or  we  may  put  compressed  air  into  the  cylinder  instead  of  water.  It 
does  not  mean  that  we  may  do  away  with  the  cylinders  altogether  and  operate  our 
breaking  hammers  and  clamping  block  and  feeding  arrangement  by  an  entirely 
different  machine,  using  an  engine  with  rotating  parts.  In  my  opinion  the 
Patentees  have  confined  themselves  to  a  machine  worked,  not  by  the  revolving 

55  parts,  but  by  rams.  They  use  the  word  "  ram  "  as  meaning  the  whole  organism — 
that  is,  the  cylinder  and  the  rod  or  moving  part  which  comes  out  of  it— and  the 
moving  pait  they  usually  call  "the  plunger,"  although  on  page  3  the  language 
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becomes  a  little  more  careless ;  thus  at  line  5*  they  speak  of  "  ihe  plunger  c" 
and  "  the  ram  g,"  working  in  **  the  cylinder  r/'  According  to  the  language 
previously  used  by  them  they  would  have  said  "  the  plunger  q^  working  in  the 
"  cylinder  r."  Again  at  line  7  they  speak  of  the  down  stroke  of  the  '*  ram  c," 
while  previously  they  have  called  c  the  "  plunger,"  but  in  the  rest  of  the  5 
Specification  they  speak  of  the  **  plunger  of  the  ram,"  the  ram  being  the  whole 
organism  and  the  plunger  the  part  that  moves. 

The  Patentees  can  only  claim  the  invention  specified,  and  that  is  a  machine 
with  four  rams  for  four  definite  purposes.    This  construction  of  the  Specifica- 
tion is  aided  by  the  mode  in  which  the  second  and  third  Claims  are  expressed.  10 
These  Claims  are  for  the  separate  mechanism  of  feeding  the  sow  and  pigs  into 
the  machine  and  of  clamping  and  securing  the  mass  before  each  blow  of  the 
hammer.     As  to  the    second  Claim,  the  Patentees  have    used,  the    phrase 
"actuated  by  the  ram  referred  to  in  the  preceding  Claim  as  the  fourth  or 
"feeding  ram,"  and  as  to  the  third  Claim  they  say,  "actuated  by  the  ram  15j 
"  referred  to  in  the  above  first  Claim  as  the  third  or  clamping  ram."    If  a 
machine  such  as  the  Defendants  use  had  been  relied  upon  as  a  prior  user  so  as 
to  defeat  the  Patent,  the  Patentees  could  have  defended  themselves  on  the 
language  of  the  Specification  from  the  machine  being  held  to  be  an  anticipa- 
tion, as  they  could  show  that  the  old  machine  was  worked  by  rotating  parts,  20. 
whereas  their  own  machine  was  a  great  improvement,  being  worked  throughout 
by  rams. 

Not  only  is  the  Defendants*  machine  worked  entirely  by  rotating  parts,  but 
there  is  nothing  in  it  resembling  a  "plunger"  as  regards  the  feeding  and 
clamping  arrangements,  taking  Mr.  Stvtnbume*8  explanation  of  the  word  25 
"  plunger  "  as  meaning  anything  which  goes  up  and  down  in  a  slide.  Although 
statements  by  the  Patentees  cannot,  of  coarse,  be  referred  to  for  the  purpose  of 
construing  the  Specification,  it  is  gratifying  to  find  that  the  meaning  which  I 
place  on  the  Specification  as  a  matter  of  construction  is  consistent  with  that 
which  one  of  the  Patentees  himself  has  said  of  his  machine.  In  replying  to  liie  30 
discussion  upon  the  papers  read  before  the  West  of  Scotland  Iron  and  Steel 
Institute  in  1900  on  pig-iron  breakers,  the  Patentee,  Mr.  James^  wrote  of  his 
machine  as  follows  : — "  In  deciding  to  adopt  hydraulic  power  in  preference  to. 
"  steam  it  was  with  a  view  of  making  the  machine  as  simple  and  strong  as 
"  possible  BO  as  to  avoid  breakdowns  and  the  diflftculty  of  finding  men  to  carry  35 
"  the  pig-iron  whilst  the  machine  was  undergoing  repairs.  To  those  acquainted 
"  with  machinery  it  was  scarcely  necessary  to  point  out  that  the  amount  of 
"  sand  found  in  connection  with  pig-iron  was  most  damaging  to  any  revolving 
"  motions,  and  the  upkeep  of  the  hydraulic  machine  was  much  less  in 
"  consequence."  40 

As  the  Defendants  have  not  in  my  judgment  infringed  the  PlaintiflEs'  Patent, 
the  action  must  be  dismissed  with  costs. 

A  Certificate  that  the  validity  of  the  Patent  had  come  in  question  was  applied 
for,  but  refused  on  the  ground  that,  on  the  construction  put  on  the  Specification, 
the  validity  did  not  practically  come  into  question.  45 

A  Certificate  that  certain  of  the  Particulars  of  Objection  were  reasonable  and 
proper  was  granted,  namely,  as  to  such  of  the  Specifications  mentioned  in 
paragraph  2  as  had  been  referred  to  at  the  trial,  and  as  to  the  alleged  prior  user 
at  the  Blaenavon  Iron  and  Steel  Works  Ld. 


*  Ante,  page  9,  line  5. 
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In  the  High  Court  op  Justiob.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinfbn  Eady. 

October  30th  and  Slat,  and  November  10th,  1906. 

J.  B.  Brooks  &  Co.  Ld.  v.  Rbndall,  Underwood  &  Co.  Ld. 

Patent. — Action  for  infringement. — Construction. — Infringement  fownd.-^ 
^^mmt  for  Plaintiffs. — Certificate  granted  under  Section  20  of  tJie  Patents 
ic.  Act,  1888. 

A  Patent  was  granted  in  1898  for  ^^Improvements  in  velocipede  saddles.'** 

^  Specification  was  amended  in  1901,  and,  in  1903,  in  an  action  of  Brooks  v. 

10  Lycett  {20  H.P.G.  890),  a  Certificate  of  the  validity  of  the  Patent  was  granted. 

In  January  1904,  in  an  action  of  Brooks  v.  Lycett's  Saddle  &c.  Company 

{21  B,P.C.  651),  the  amendments  made  in  1901  were  declared  invalid,  and  in 

July  1904  the  Specification  was  again  amended.    In  an  action  for  infringe-' 

fnent  of  the  Patefit  the  Defendants  alleged  (inter  alia)  tha4i  the  proceedings 

IS  resulting  in  the  amendment  of  1904  were  nltra  vires,  hut  a^  the  trial  the  only 

contest  was  as  to  the  construction  of  the  Specification  and  infringement.    In  one 

fwm  of  the  Plaintiff s*  saddle  there  was  an  underframing  consisting  on  each 

side  of  two  unres  made  to  converge  at  the  peak  of  the  saddle,  and  at  the  rear  of 

the  saddle  spread  outwardly  and  rivetted  at  four  points  to  the  cantle  plate,  or,  in 

%  a  modificaiion,  to  a  cross  bar  bolted  to  the  cantle  plate.    The  wires  were  bound 

together  in  a  girder-like  form  by  means  of  an  attachment  boss  for  the  seat 

pillar.    In  the  alleged  infringement  the  wires  were  spread  at  the  rear,  Imt 

were  bent  round  and  attached  to  the  cantle  plate  by  bolts  at  two  points.    The 

Defendants  contended  thcU  some  words  had  been  omitted  from  the  Claim,  and 

^  Hiat  in  reality  it  was  for  the  attachment  boss. 

Held,  thai  the  Claim  was  for  the  construction  and  arrangement  of  the 
metcMic  underframing  of  cycle  saddles  substantially  as  described,  and  thai  the 
Defendants  had  infringed.  Judgment  was  given  for  the  Plaintiffs  with  costs, 
]nAt  costs  as  between  solicitor  and  client  were  not  given,  it  being  held  that  the 
30  Gertifkate  of  validity  previously  obtained  did  not  apply  to  the  SpecificcUion  in 
its  form  as  last  amended.    A  Certificate  of  validity  was  given  and  also  a 

B 
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Certificate  under  Section  20  of  the  Patents^  Ac,  Act,  1883,  thai  the  original 
Claim  had  been  framed  in  good  faith  and  with  reasonable  skill  and  knowledge. 
The  Court  declified  to  make  an  Order  for  a  stay  of  execution  or  for  an  under- 
taking as  to  costs. 

On  the  28th  of  April  1893  Letters  Patent  (No.  8553*  of  1893)  were  granted  to  5 
John  BouUbee  Brooks  for  ''  Improvements  in  velocipede  saddles." 

The  Provisional  Specification  contained  (inter  alia)  the  following  : — **  The 
"  object  of  my  invention  is  to  provide  means  of  attaining  in  a  cycle  saddle 
^^  of  the  racing  class,  the  necessary  strength  with  the  least  possible  weight. 
**  I  construct  the  framing  of  the  saddle  in  girder-like  form  by  using  rods  in  10 
"  double  order  one  above  another  ;  the  upper  two  of  which  run  from  the  front 
"  or  peak  of  the  saddle  to  the  back  plate  of  same  and  are  attached  thereto  ;  the 
"  lower  rods  on  approaching  the  rear  of  the  saddle  spread  or  branch  outwardly 
''  and  are  attached  to  the  back  plate  at  points  outside  those  to  which  the  other 
'*  rods  are  attached.  The  rods  are  of  a  concave  form,  and  at  front  all  four  meet,  15 
"  and  are  collectively  rivetted  or  otherwise  connected  to  the  plate  to  which  the 
''  fore  part  of  the  saddle  is  attached.  Between  the  rods  a  boss  for  seat  pUlar  is 
"  placed.  The  said  boss  is  fixed  by  screws  and  nuts  with  inner  and  outer 
'^  washers  grooved  to  take  on  the  rods,  so  holding  and  binding  all  together  in  a 
«  girder-like  form."  20 

The  Complete  Specification  was  amended  in  accordance  with  a  decision  of 
the  Comptroller  dated  the  22nd  of  July  1904,  previous  amendments,  made  in 
1901,  having  been  declared  invalid  on  the  29th  of  January  1904  in  Brooks  v. 
Lycetfs  Saddle,  Ac.  Company  (21  R.P.C.  651). 

.  The  amended  Complete  Specification,  so  far  as  material  for  this  report,  was  25 
as  follows  :•—"  This  invention  relates  to  the  under  metallic  supporting  framings 
•*  of  cycle  saddles,  and  to-tho  oonnootion  boaooo-of  thoBfty  and  which  said  inven- 
"  tion  is  an  improvement  upon  or  an  amplification  of  several  former  Letters 
**  Patent  granted  to  me  and  numbered  respectively  : — 5829  year  1893  ;  22608 
"  year  1892 ;  13733  year  1892 ;  12310  year  1892 ;  8394  year  1892  ;  5180  year  1892  30 
"  and  6283  year  1891. 

"  The  said  metallic  under  framings  consist  of  a  two-sided  double  barred  or 
**  double  membered  frame,  with  the  double  members  of  each  side  running 
^  preferably  parallel  or  nearly  so  to  each  other  and  converging  at  front  to  a 
««  common  point  or  points  or  centre  or  centres  at  a  bracket  or  brackets  attached  35 
*'  to  the  underside  of  the  seat,  whilst  the  back  ends  of  one  of  the  members  of 
"  each  side  spread  or  branch  outwardly  considerably  into  extended  bearings  or 
**  points  of  support  and  are  preferably  connected  to  the  skirting  framing  at  the 
'*  back  of  a  saddle,  and  so  also  are  the  ends  of  the  other  members  of  each  side 
^*  but  to  a  less  extent,  so  as  to  distribute  the  weight  of  the  saddle  seat  evenly  40 
**  upon  the  rear  supports. 

"  Figure  1  of  the  accompanying  drawings  represents  a  longitudinal  section 
''  of  a  moing  saddle  having  metallic  under  framings  and-a  oonnootion  boss 
"  made  according  to  my  invention.  It  will  be  seen  that  the  connection  boss 
"  is  secured  to  a  hollow  L  pin.  Figure  2  is  an  underside  plan  of  the  same.  45 
"  Figure  3  represents  a  cross  section  of  the  said  boss  applied  to  the  horisontal 
<«  arm  of  an  L  pin  member. 

*'  In  the  two-sided  and  double  barred  frame,  each  side  is  composed  of  parallel 
"  or  nearly  parallel  wire  members,  b,  b\  arranged  one  above  another,  and  with 
^  the  front  parts  6^  b^,  of  the  said  members  collectively  converging  to  a  common  50 
**  point  b\  and  being  there  rivetted  or  otherwise  connected  to  a  plate  b^,  secured 
*'  to  the  underside  of  the  front  c^,  of  the  saddle  seat  c.  The  rear  or  back  ends 
**  of  each  of  the  sides  6,  b\  branch  outwardly  into  ramified  supports  b%  V, 
**  respectively,  with  the  ends  t^,  &•,  secured  to  the  back  under  plate  V^,  attached 
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to  the  undereide  of  the  back  c^,  of  the  seat  c.    By  arrangiDg  the  said  rode  in 
manner  as  set  forth,  an  efficient  under  framing  is  produced. 
"  In  the  attachment  boss,  d  are  sides  or  cheeks,  each  concaved  upon  their 
"  inner  presented  faces  (i\  and  adapted  to  embrace  semicircularly  the  arm  e  of 

^  **  the  L  pin  member  located  between  them,  whilst  the  outer  sides  of  the  said 
"  sides  or  cheeks  are  longitudinally  grooved  in  the  general  direction  of  rods  &,  6^, 
"  of  the  framing  and  are  adapted  to  take  the  said  rod«  and  form  shallow  keep 
**  grooves  eP,  wherein  the  rods  of  the  opposite  sides  seat  themselves  and  lie  at 
**  eqni-distances  apart,  with  the  outer  presented  parts  of  them  standing  above 

10  •*  the  planes  of  the  outsides  of  the  sides  or  cheeks.  Circumferentially 
"  embracing  the  said  component  parts  and  frame  rods  is  a  band  clip  /,  whose 
**  opposite  sides  lie  within  a  shallow  gap  d^^  sunken  within  the  opposite  and 
"  outwardly  presented  sides  of  the  cheeks  or  sides  d,  which  are  thereby  kept 
"  in  their  predetermined  positions  relative  to  the  framing.    The  extremities  of 

15  "  the  band  clip  are  or  may  be  formed  into  flaps  or  ears/^,  having  holes  p  and 
"  keep  recesses/*,  formed  through  and  within  them,  wherein  a  washer  ^,  and  a 
"  nut  /j,  seat  themselves,  i  is  a  screw  pin  passing  through  the  nut  and  washer 
"  as  aforesaid,  and,  by  the  screwing  up  of  this  said  pin,  the  extremities  of  the 
"  clip  are  brought  closer  together  and  the  clip  itself  is  drawn  tighter  around  the 

20  «  outstanding  parts  of  the  rods  &,  6\  and  through  the  medium  of  the  said  rods, 

"  which  are  drawn  together,  the  sides  or  cheeks  are  closed  clampwise  around 

"  the  L  pin  member,  hence  by  the  screwing  up  of  the  said  pin,  the  rods  are 

"  rigidly  connected  to  the  boss  and  the  boss  to  the  L  pin  at  the  same  time. 

"  Figure  4  represents  a  saddle  framing  constructed  according  to  the  modified 

25  «  form  of  the  said  saddle  framings  Figures  1  and  2,  with  the  rear  pans  of  the 
"  said  under  metallic  framings  of  them  formed  into  loop  coils  so  as  to  impart 

"  resiliency  thereto 

'"  Instead  of  omploying-two  waohoro  or  ohooko  rf,  in  Figuroo  1,  2,  and  3^-1 
^^■may  omploy  throo  or-moro,  apraugod  to  o^uatorially  grip  tho  L  pin  or  pillar 

30  ^t  mombor-ef  a  machine,  and  furthoi',  it  will  bo  undoratood  that  tho  booooo 
*>  hopom  doooribod  aro  applioablo  to  single  or  triple  framiugo  aa  well  as  to 
**  donblo  ones,  and  still  further  inotoad  of  employing  frame  sides  composed  of 
"  double  wires,  I  may  employ  sides  built  up  of  three  wires  arranged  one  above 
"  another." 

35  The  Patentee  claimed  :— *'  First : — In  the  supporting  framings  of  cycle  saddles 
•*  consisting  of  a  two-sided  double  or  triple  barred  or  double  or  triple  membered 
"  frame,  with  the  said  members  of  each  side  running  parallel  or  nearly  so  to  each 
**•  other  and  converging  at  front  to  a  common  centre  or  centres  or  point  or 
*•  centres,  and  with  the  back  ends  of  one  of  the  members  of  each  side  spread  or 

tt  "branched  considerably  outwards  to  form  entended*  bearings  or  points  of 
^*  support  and  being  connected  to  the  rear  underside  of  a  saddle,  or  to  the 
•*  skirting  framing  with  the  ends  of  the  other  members  of  each  side  also  spread 
*'  outwards  but  to  a  less  extent,  whereby  the  weight  of  the  saddle  seat  is  evenly 
*'  distributed  upon  the  rear  supports,  substantially  as  described  and  set  forth  in 

45  '*  Figures  1,  2  and  3.  Secondly  :— In  the  supporting  framings  of  cycle  saddles, 
'*  the  combination  with  a  double  barred  or  double  membered  frame  as  referred 
"  to  in  the  preceding  Claim,  of  loop  coils  at  the  rear  end  parts  of  the  supporting 
"  members,  substantially  as  described  and  set  forth  in  Figures  4  and  5.  Thirdly:— 
'*  In  cycle  saddles,  the  combination  with  the  framings  set  forth  in  Figures  1,  2, 

50  **  4,  and  5,  of  fore  end  attachment  and  connection  means  as  described  and  illus- 
"  trated  in  Figures  6,  7  and  8.  Fourthly,  fe-thc  attaohmont  bospoo  of  oyolo 
^'  oaddloD  tho  combination  with  two  or  more  oircularly  arranged  oidoo  or  ohoohs 
■^  having  oppooed  oonoavo  innor  ccatmgo,  of^  band  olip  whose  onds  are  oloood 


♦  ThiB  should  be  "  extended."— J.  C. 
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^^  and  tho  band  drawn   tightly  abound  tho  said  oidoB  by  a  oopow  op  othop 
**  dpcbwing  to  oxpodiont^  oubotantially^ao  doooribod  and  oot  forth  in  Figaroo  1^ 
<^  a  and  3. — Fifthly. — In  tho  attaohmont  booooo  of  oyolo  oaddloo,  tho  oombina 
^'  tion  with  two  or  mopo  oipoularly  aprangod  oidoo  op  ohooko  having  oppoood 
**  oouoavod  innop  -ooatingo  and   ohallow  ontoido   diopoood  koop  gpoovoo  foP  5 
**  poooiving  tho  framo-podp,  of  a  band  clip  op  a  band  clip  whoeo  onde  apo  drawn 
^togcthop  and  tho  band-tightonod  apound  tho  ooaaponont  papto  of  tho  booo  by 
**  a  OOPOW  OP  othop  dpawing  to  oxpodient,  oabstantially  as  doBoribod  and  oot 
**  fopth  in  Figopoo  l,~a-ftad-3s — Sixthly. — In  tho  attaohmont  boseee  of  oyolo 
^*  oaddloo^  tho  gonopal  oonstpnotiouo  appangomont  and  combination  of  tho  parte    10 
^-of  tho  oaid  booooa  whioh  apo  adapted  to  bo  uood  in  oonnootion  with  fpaminge 
*<^  having   oinglo  op   doablo  pods»  -with  op   without^tho  adjaetmont"  moans, 
■^  Bubotantially  ao  dooopibod  and  oot  fopth'in  Figapoo  0,  10  and  11/' 


FIG. I 


On  the  26th  of  Jnly  1905  J.  B.  Brooks  A  Go.  Ld.  commenced  an  action  for 
infringement  of  the  Patent  against  Rendally  Underwood  A  Go.  Ld.y  claiming  the 
nsnal  relief,  but  with  costs  as  between  solicitor  and  client. 
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The  Plaintiffs  by  their  Statement  of  Claim  alleged— (1)  that  they  were  the 
owners  of  the  Patent ;  (2)  that  a  Certificate  of  the  validity  ot  the  Patent  had 
been  granted  by  Mr.  Justice  Buckley  in  an  action  of  Brooks  v.  Lycett  ;•  (3)  that 
the  final  Specification  of  the  Patent  had  been  duly  amended  on  the  22nd  of 
5  July  1904,  and  the  original  Claims  had  been  framed  in  good  faith  and  with 
reasonable  skill  and  knowledge  ;  and  (4)  that  the  Defendants  had  infringed 
and  threatened  to  infringe  the  amended  Patent. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had   manufactured  and  sold  at  their  Works    in  Birmingham  cycle  saddles 

10  constracted  in  accordance  with  the  amended  Complete  Specification  and  in 
infringement  of  the  first  and  second  claiming  clauses.  They  also  alleged  that 
the  Defendants  had  sold  at  Birmingham  to  one  A.  Rally  on  the  2nd  of  June 
1905,  five  cycle  saddles  manufactured  as  alleged,  four  of  the  saddles  being  stamped 
on  the  sides  of  the  leather  seat  "Albion  Mills  Saddlery  Co.,  Birmingham," 

15  with  an  heraldic  shield  and  the  words  "  Trade  Mark— Registered,"  and  two  of 

the  four  being  stamped  on  the  top  of  the  leather  seat  "  A  83  "  and  the  other  two 

**  A  66,"  and  the  remaining  saddle  being  stamped  on  the  sides  '*  The  Albion 

**  Saddle,  Birmingham,"  and  on  the  top  "  A  44." 

The  Defendants  by  their  Defence — (1)  admitted  the  allegations  in  the  first 

20  paragraph  of  the  Statement  of  Claim  ;  (2)  while  admitting  the  granting  of  the 
Certificate  of  validity,  they  said  that  the  Certificate  had  been  issued  before  the 
making  of  the  alleged  amendments  of  the  Specification,  and  had  become 
irrelevant  to  the  Patent  in  its  then  present  form  by  reason  of  the  alleged 
amendments ;  (3)  they  denied  the  allegations  in  the  third  paragraph  of  the 

25  Statement  of  Claim,  and  said  that  the  proceedings  purporting  to  result  in  the 
amendment  of  the  Specification  were  irregular  and  illegal  and  ultra  vires,  and 
had  reference  to  a  document  which  was  not  the  Specification  of  the  invention 
for  which  the  Patent  was  granted  ;  (4)  they  denied  that  they  had  infringed 
or  threatened  to  infringe,  and,  with  reference  to  the  saddles  stated  in  the 

30  Particulars  of  Breaches  to  have  been  sold  to  A.  Hall,  the  Defendants  said  that 
the  saddles,  not  being  saddles  of  the  forms  stocked  and  ordinarily  dealt  in  by 
the  Defendants,  were  specially  made  up  in  the  form  in  which  they  were  so 
Bold  by  the  authority  and  at  the  express  request  of  the  Plaintiffs  conveyed  to 
the  Defendants  by  the  said  A.  Hall,  who  was  the  Plaintiffs'  agent  acting  by  the 

35  Plaintiffs'  authority  to  place  with  the  Defendants  an  order  on  the  Plaintiffs' 
behalf  for  saddles  so  constructed ;  and  (5)  they  said  that  the  Patent  was  and 
always  had  been  contrary  to  law,  void,  and  of  none  effect. 

By  their  Particulars  of  Objections  the  Defendants  alleged  as  follows : — "  (1)  The 
**  subject-matter  of  the  grant  as  ascertained  by  the  first  claiming  clause  of  the 

40  "  Specification,  if  any  subject-matter  whatever  is  so  ascertained,  is  not  any 
"  manner  of  manufacture  and  is  not  good  subject-matter  for  a  Patent  grant. 
**  (2)  The  alleged  invention  the  subject-matter  of  the  second  and  third  claiming 
"  clauses  is  matter  of  common  knowledge  and  is  not  good  subject-matter  for  a 
'*  Patent  grant.    (3)  The  Complete  Specification  does  not  sufficiently  ascertain 

45  "  the  nature  of  the  invention  the  subject-matter  of  the  said  Patent.  In  support 
*'  of  this  objection  the  Defendants  will  rely  upon  the  first  claiming  clause 
**  of  the  said  Specification.  (4)  The  alleged  invention  the  subject-matter  of  the 
•*  said  Patent  was  not  new,  but  had  been  previously  published  within  this  realm 
*'  at  the  date  of  the  said  Patent.    In  support  of  this  objection  the  Defendants 

50  "  will  refer  to  the  Specifications  of  the  Patents  enumerated  in  the  Complete 
**  Specification  at  page  2,  lines  1  to  4  thereof,  and  will  contend  that  the  alleged 
"  invention  does  not  comprise  any  such  departure  by  way  of  amplification  or 
**  improvement  from  what  is  described  in  those  prior  publications  as  amounts 
<*  to  a  patentable  invention.    The  Defendants  will  also  rely  upon  the  following 

•4aoR.P.C.  390. 
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"  Specifications  published  at  the  Patent  Office  as  prior  publications  of  the  said 
"  alleged  invention,  to  wit : — No.  15,424  of  the  year  1890  (J.  B.  Brooks)^ 
*'  published  in  the  year  1891 ;  the  whole  of  the  Specification  is  relied  upon 
"  by  way  of  anticipation  of  all  the  Claims  of  the  Specification  of  the  Patent  sued 
"  upon,  and  No.  21,070  of  1890  (^Jno.  Aylward),  published  in  the  year  1891  ;  5 
"  the  whole  of  the  Specification  is  relied  upon  by  way  of  anticipation  of  the 
''  second  and  third  Claims  of  the  Specification  of  the  Patent  sued  upon. 
«  No.  12,173  of  the  year  1884  (TT.  P.  Thompson),  published  in  the  year  1884; 
'*  the  passage  on  the  second  page  of  the  Specification  at  lines  16  to  24  and  the 
^^  passage  on  the  third  page  at  lines  37  to  40  thereof  and  the  Drawings  referred  10 
"  to  thereof  are  relied  upon  by  way  of  anticipation  of  all  the  Claims  of  the 
'^  Specification  of  the  Patent  sued  upon.  (5)  The  said  alleged  invention  is  not 
**  useful,  or,  if  useful  at  all,  is  not  useful  for  the  purpose  for  which  it  was  repre- 
^*  sented  to  be  useful  by  the  Patentee.  In  support  of  tiiis  objection  the  Defendants 
"  will  rely  upon  the  passage  on  pj^e  2,  at  lines  8  to  13  finclusive),*  of  the  15 
'^  Specification,  and  also  on  page  3,  lines  31  to  36  inclusive,!  and  will  contend 
'*  that  forasmuch  as  the  spreading  out  of  the  members  of  the  frame  in  the 
"  manner  described  does  not  in  fact  cause  the  weight  of  the  saddle  to  be  evenly 
^  distributed  upon  the  rear  supports  the  statements  comprised  in  these  said 
"  passages  amount  to  a  misrepresentation  whereby  the  Crown  was  deceived  and  20 
"  induced  to  grant  the  said  Patent." 

The  Defendants  gave  the  following  Particulars  : — '*  1.  The  amendment  in  the 
'^  third  paragraph  of  the  Defence  mentioned  was  irregular,  illegal,  and  ultra 
*'  vires^  as  in  the  said  paragraph  stated,  for  the  reasons  given,  and  to  the  extent 
**  determined  by  the  interlocutory  judgment  pronounced  by  the  Honourable  25 
**  Mr.  Justice  Farwell  on  the  29th  January  1904  in  the  action  of  J.  B.  Brooks 
"  A  Co.  Ld.  against  LyceWs  Saddle  and  Motor  Accessories  Company  Ld.  and 
^*  E.  Lycetty  of  which  judgment  a  true  report  is  contained  in  the  2l8t  volume 
"  of  Reports  of  Patent,  Design,  Trade  Mark  and  other  cases  published  at  the 
^^  Patent  Office,  at  pages  654  and  655  of  the  said  volume.  The  document  in  the  30 
^*  said  third  paragraph  mentioned  is  the  document  which  between  the  9th 
"  May  1901  and  the  22nd  July  1904  was  published  at  the  Patent  Office  under 
"  the  identifying  No.  8553  of  the  year  1893  as  and  for  the  Complete  Specification 
"  of  the  invention  for  which  the  said  Patent  No.  8553  of  1893  had  been  granted. 
**  (2)  The  authority  in  the  fourth  paragraph  of  the  Defence  mentioned  was  35 
'*  authority  given  by  the  Plaintiffs  to  one  A.  Hall  in  the  Particulars  of  Breaches 
"  mentioned  to  order  from  the  Defendants  cycle  saddles  of  the  construction 
'*  mentioned  in  the  Particulars  of  Breaches,  and  when  so  made  up  to  purchase 
"  and  receive  the  same  from  the  Defendants.  The  express  request  In  the  same 
"  paragraph  mentioned  was  a  request  orally  made  by  the  said  A.  Hall  to  one  40 
"  Thom^as  King^  the  manager  of  the  cycle  department  of  the  Defendant 
^^  Company's  business  at  the  time  of  the  purchase  of  the  saddles  in  the 
"  Particulars  of  Breaches  mentioned." 

The  Plaintiffs,  by  their  Reply,  joined  issue  save  as  to  admissions,  and  said  that 
the  Specification  was  duly  amended  by  the  Comptroller-General  on  the  22nd  of  45 
July  1904  upon  an  application  made  pursuant  to  leave  to  apply  to  amend  the 
i^me  granted  by  the  Honourable  Mr.  Justice  Farwell  under  Section  19  of  the 
Patent  Act  of  1883  in  an  action  by  J.  B,  Broaks  A  Co.  Ld.  v.  LyceWs  Saddle  and 
Motor  Accessories  Company  Ld.  and  Edward  Lycett,  1903,  J.  No.  859 ;  they 
also  said  that  they  would  rely  upon  Section  18  (9)  of  the  Patents  &c.  Act,  1883.     50 

The  action  came  on  for  trial  on  the  3(}th  of  October  J  906  before  Mr.  Justice 
SWINFEN   EaDY. 

Walter  K.C.  and  J.  H.  Gray  (instructed  by  Sharpc,  Parker,  PrUchards, 
Barham,  and  Lawford,  agents  for  E.  C.  Newey  A  Son  of    Birmingham) 

*  Ante,  page  18,  U  82  to  41.  f  Ante,  page  19,  U  39  to  43. 
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appeared  for  the  Plaintiffs ;  T.  Terrell  E.C.  and  J.  W.  Gordon  (instruoted  by 
Beale  Jh  Go.)  appeared  for  the  Defendants. 

WcUter  E.C.  opened  the  Plaintiffs'  case.— The  Plaintiffs'  form  of  saddle  is  a 
great  advance  on  previous  forms.    The  saddle  is  required  to  do  two  things — ^to 

5  support  the  vertical  load  and  to  resist  rocking.  The  saddle  the  subject-matter 
in  dispute  in  the  action  of  Brooks  v.  Lamplugh  (14  R.P.C.  597  ;  15  R.P.C.  33  ; 
and  16  R.P.C.  41)  was  the  first  cantilever  saddle.  The  Plaintiffs'  form  of 
saddle  effects  the  desired  objects  more  completely  than  previous  saddles.  The 
improvement  has  been  attained  by  the  splaying  out  of  the  supporting  wires 

10  from  the  boss  to  the  cantle  plate.  The  saddle  has  been  a  great  commercial 
success. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.  J.  Sunnbume  said 
that  the  invention  was  an  improvement  on  the  earlier  forms  in  which  the  wires 
came  parallel  at  the  back  the  same  as  in  front,  and  it  consisted  in  splaying  out 

15  the  four  or  six  wires  at  the  back  so  as  to  make  them  more  equidistant  round  the 
back.  The  base  frame  of  the  earlier  saddles  was  entirely  eliminated.  The 
problem  in  cycle  saddles  was  to  obtain  a  certain  resilience  and  a  certain  strength 
with  the  least  weight.  In  one  form  of  the  Defendant's  saddle  (J.S.  4)  there 
V93B  the  girder  structure  in  front,  and  at  the  back  the  inner  wires  were  not 

80  spread  out — they  were  nearly  straight — and  the  outer  wires  were  spread  out 
considerably.  The  outer  and  inner  wires  of  each  pair  were  turned  in  towards 
one  another,  and  came  in  to  one  bolt  and  nut,  underneath  which  there  was  a 
leather  washer.  That  structure  resisted  the  twisting  action  on  the  saddle  by 
the  binding  of  the  wires,  not  by  their  torsion.    It  was  not  distinguishable  from 

25  J-S.  3,  the  modified  form  adopted  by  the  Plaintiffs.  Another  form  of  the 
Defendants'  saddle,  J.S.  5,  was  the  same  as  J.S.  4,  except  that  there  were  coils 
in  each  of  the  back  wires.  In  Thompson's  Specification  the  wires  formed  the 
cantle  plate,  and  it  was  for  that  reason  that  the  attachments  were  taken  as  far 
back  as  possible  to  the  right  and  left ;  there  were  only  two  wires  and  there 

30  were  no  wires  attached  centrally  to  give  the  vertical  support.  In  Brooks*s 
Specification  of  1890  the  idea  of  supporting  by  girder  action  was  defined. 
Aylward  had  four  wires,  two  of  which  acted  as  stiff eners,  and  they  were 
brought  together  at  the  back  and  fastened  to  one  point  of  support.  In  Brooks 
of  1891  there  was  no  frame  at  all.    The  only  difference  between  the  Patent 

35  Bued  upon  and  Brooks's  Patent  No.  5180  of  1892  was  that  in  the  former  there 
were  two  additional  vnres  fastened  to  the  cantle  plate  further  out.  It  was 
immaterial  whether  the  wires  were  attached  directly  to  the  cantle  plate,  or  to  a 
piece  rigid  with  the  cantle  plate,  or  even  to  a  piece  not  rigid  but  capable  of 
rocking  upon  a    central    point.    The  alleged  infringement  would  luive  the 

40  advantage  of  lightness,  which  was  one  of  the  advantages  of  the  invention, 
though,  by  having  two  points  of  support  instead  of  four,  there  would  not  be 
the  same  gain  in  respect  of  lightness.  The  invention  consisted  in  bending 
out  the  wires ;  a  person  who  spread  out  the  wires  to  two  points  instead  of  four 
would  be  taking  the  invention.    Aylward  had  two  wires  splayed  out ;  if  he 

45  had  taken  two  more  wires  and  splayed  them  to  a  different  extent  he  would 
have  made  the  invention.  So  far  as  the  strength  of  the  cantle  plate  was 
concerned,  the  Defendants'  saddles  had  two  points  of  support,  but  so  far  as  the 
binding  of  the  wires  was  concerned  they  acted  as  if  they  had  four.  The  form 
of  the  wires  enabled  them  to  resist  bending  without  injurj.    Thompson's 

50  saddle  was  an  attempt  at  another  type  of  s^dle,  such  as  was  used  in  the 
Pedersen  machine.  In  none  of  the  alleged  anticipations  were  there  any  double 
membered  saddle  supports  used  in  themselves  as  springs.  There  were  three 
advantages  obtained  by  splaying  out  the  members  oE  the  double  or  triple  barred 
frame  :  a  lighter  cantle  plate  could  be  used  ;  the  wires  took  the  strains  better, 

55  especially  the  cockling  strain  on  the  saddle ;  and  the  wires  were  more  easily 
attached  to  the  cantle  plate. 
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M,  A,  Adam  said  that  the  doable  membered  frame  had  the  advantage  of 
enabling  light  wires  to  be  used  with  a  structure  that  enabled  one  to  do  a-way 
with  the  other  adjuncts  of  the  base  frame  saddle.  The  witness  had  made  a 
large  number  of  experiments,  from  which  it  appeared  that  in  a  saddle  in  ivhich 
the  wires  were  short,  and  brought  in  together  at  the  cantle  plate,  the  deflection  5 
produced  by  a  given  load  was  greater  than  in  the  apparatus  in  which  the  'wires 
were  longer  but  spread  out.  The  torsional  strain  on  the  wires  was  much  less 
where  the  wires  were  splayed  out.  J.S.  3  was  constructed  in  accordance  'with 
the  Plaintiffs*  Specification,  and  gave  the  same  resistance  to  rocking  as  the 
construction  used  by  the  Plaintiffs,  but  advantage  had  not  been  taken  to  the  10 
fullest  extent  of  the  possibility  of  lightening  the  cantle  plate.  The  Defendants' 
form  was  the  same  as  J.S.  3  except  as  regards  the  small  difference  in  stiffness 
between  the  bent  wire  and  the  bar.  The  Specification  before  amendment  had 
been  drawn  with  reasonable  skill  and  knowledge.  The  tendency  of  the  twisting 
strain  on  the  wires  was  to  break  them  near  the  boss,  and,  the  greater  the  15 
spreading,  the  less  the  tendency  to  break  at  the  boss. 

H.  Johnson  (London  manager  of  Joseph  Lricas  Jk  Sons  Ld.)  said  that  the 
Plaintiffs*  sadale  was  a  commercial  success,  and  an  improvement  upon  the 
earlier  saddles,  in  which  the  wires  were  apt  to  break  behind  the  boss,  and 
G.  Mills  (engineer  and  formerly  a  road  racing  cyclist)  gave  similar  evidence.         20 

ff.  J,  Peart  (Chartered  Accountant)  having  been  called  to  prove  the  sales  of 
the  Plaintiffs*  saddles,  the  Defendants  admitted  that  the  sales  were  large. 

Terrell  K.C.  opened  the  Defendants'  case. — In  Claim  1  the  words  "  connected 
''to  the  rear  underside  of  a  saddle ''  mean  nothing  more  than  is  shown  in  the 
Drawings.  The  words  "to  a  less  extent"  on  page  2,  at  line  12,*  refer  to  the  25 
spreading  out.  The  Patentee  has  used  definite,  narrow  language ;  he  cannot 
have  it  construed  broadly  to  include  what  the  Defendants  have  done.  The 
point  to  be  looked  at  is  the  point  of  attachment  to  the  cantle  plate  or  cross  bar, 
and  the  Defendants'  mode  of  attachment  is  different  from  the  Plaintiffs'.  In 
the  experimental  saddle  made  by  Mr.  Adam  the  ends  of  the  wires  are  brought  30 
nearer  than  those  in  the  Defendants^  saddle  in  the  proportion  of  58  to  85, 
and  he  said  he  lost  20  per  cent,  of  the  strength,  as  was  to  be  expected.  The 
experiments  do  not  assist. 

Evidence  was  given  in  support  of  the  Defendants'  case  by  Professor  G.  V. 
Boys,  who  said  liat  the  effect  of  the  Plaintiffs'  arrangement  was  not  to  be  35 
found  in  the  alleged  infringement ;  what  the  Defendants  did  was  equivalent 
to  attaching  the  wires  to  two,  not  to  four,  points  of  supports.     If  the  advantage  of 
the  Plaintiffs'  form  was  that  by  spreading  out  the  wires  they  reduced  the  breakage 
near  the  boss,  the  Defendants  did  not  get  that  result.    The  Plaintiffs'  saddle 
was,  so  far  as  appeared  from  the  documents  in  the  case,  the  first  cycle  saddle  40 
consisting  of  two  wires  on  each  side  of  the  saddle  superposed  and  clamped  at 
the  boss  and  forming  in  themselves  the  supporting  framing  of  the  cycle  saddle. 
The  construction  formed  a  light  truss  of  great  rigidity.     It  was  an  advantage  to 
avoid  torsional  strains  and  to  substitute  bending  strains.     Reduction  of  torsion 
would  result  from  the  lengthening  of  the  wires,  not  from  their  being  carried  to  45 
an  extended  point.     The  spreading  out  of  the  wires  was  good,  provided  the 
points  at  which  the  wires  were  attached  to  the  saddle  were  spread  out.    In 
the  Defendants'  saddle  the  two  points  of  attachment  were  further  apart  than 
at  the  boss,  but,  so  far  as  the  risk,  of  fracture  at  Ihe  boss  was  concerned,  the 
Defendants  did  not  get  the  advantage  due  to  the  spreading,  because  the  wires  50 
were  brought  back  again. 

Terrell  K.C.  summed  up  the  Defendants'  case. — ^The  question  to  be  tried  is 
not  whether  the  Defendants'  saddle  is  an  infringement  of  J.S.  3.    The  evidence 

*  AfiUf  page  18,  line  40. 
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of  Professor  Boys  is  that  the  Defendants  have  neither  the  advantage  of  multiple 
support  nor  that  of  resistance  to  rocking. 

Gordon  followed. — The  form  of  the  first  Claim  is  cnrioas.  The  Claim  has 
been  read  as  if  "  In  "  were  omitted,  bnt  that  it  not  sufficient — it  is  necessary 
5  to  add  something ;  for  something  has  been  left  out.  There  is  a  definite  idea  in  the 
Specification  ;  the  inventor  has  in  mind  a  racing  saddle,  not  one  for  a  roadster,  and 
lightness  is  of  great  importance.  The  girder  principle  was  not  new  in  this 
Patent ;  it  is  to  be  fonnd  in  others  of  Brooks's  Specifications  put  forward  in  the 
case.    Figure  3 — ^the  attachment  boss — shows  one  of  the  essential  elements  of 

10  the  first  Claim  and  of  the  invention.  The  Defendants  have  been  confronted  for 
years  past  with  the  difficulty  arising  from  the  ambiguous  form  of  the  first 
Claim.  That  Claim  as  it  stands  is  an  incomplete  sentence.  The  proper  course 
would  be  for  the  PlaintiflFs  to  amend  it  by  way  of  correction.  The  Patentee  is 
the  owner  of  many  Patents,  all  in  this  form,  and  the  Court  is  being  asked  to 

15  make  a  precedent.  The  other  Specifications  may  be  referred  to.  [Svvinfkn 
Eady  J, — Not  to  construe  this  Specification.]  There  is  no  proof  that  the 
peculiar  form  of  the  Claim  is  due  to  a  slip  of  the  pen.  There  are  six  catching 
Claims  ;  the  Plaintiffs  can  give  the  language  the  meaning  most  convenient  to 
them,  and  so  obtain  an  unfair  advantage.    A  reference  to  the  attachment  boss 

20  is  an  essential  part  of  the  combination  ;  that  should  be  expressed  clearly  ;  it  is 
not  in  the  second  or  third  Claim  ;  it  ought  to  be  in  the  first.  Claims  4  and  5 
are  simply  details  in  an  attachment  boss.  Apart  from  Claim  1  there  is  none 
that  expresses  the  full  idea  of  the  inventor  ;  it  is  dealt  with  in  the  preamble  of 
the  Provisional  Specification  ;  a  wire  fiame  is  to  be  made  into  a  girder  frame. 

25  Figs.  1  to  3  include  the  first  part  of  the  invention  ;  Fig.  3  is  the  attachment 
boss.  One  is  entitled  to  look  at  the  description  and  conclude  that  the  boss  is 
an  essential  part.  It  is  not  every  alteration  that  can  be  sent  to  the  Patent 
Office  to  be  made.  In  Claim  1  "  entended  "  is  written  for  **  extended  "  ;  but 
the  other  error  is  of  a  different  character,  and  when  the  Plaintiffs  ask  that 

30  the  Claim  may  be  treated  as  a  clear  statement,  their  application  is  one  that 
should  not  be  entertained.  If  the  wires  are  not  attached  to  an  integral  part 
of  the  cantle  plate  they  are  not  attached  to  the  cantle  plate  in  the  way 
contemplated. 

Walter  K.C.  replied. — At  page  2,  line  5,*  the  invention  is  set  out.    The 

35  Patentee  indicates  in  the  firat  part  his  preferred  form,  but  in  the  Claim 
he  indicates  an  alternative  form  ;  he  would  be  unwise  to  give  further  details 
than  are  necessary.  If  in  Claim  1  for  "  In "  one  reads  "  the  combination  " 
it  becomes  clear.  There  is  a  great  tendency  of  the  wires  to  break  at 
the  boss.    Many  forms  of  the  saddle  have  been  put  on  market.    In  J.S.  3 

40  the  frame  has  been  connected  to  the  cantle  plate  indirectly ;  Professor  Boys 
said  the  same  as  Mr.  Swinburne  and  Mr.  Adam  as  to  that.  The  wires  in 
the  Defendants'  form  can  only  have  been  carried  down  to  evade  the 
Patent.  AU  that  is  in  Claim  1  has  been  taken  down  to  the  words  '*  the  rear 
*' underside  of  a  saddle  "  ;  the  wires  have  been  attached  to  the  skirting  framing, 

45  but  not  at  four  separate  points.     [SwiNPBN  Eady  J. — In  the  claiming  clause 
there  is  no  reference  to  four  points.]     [Terrell  K.C. — It  is  "  substantially  as 
**  described  and  set  forth  in  Figures  1,  2  and  3."]    Practically  no  question  as 
to  subject-matter  has  been  raised  ;  Professor  Boys  was  not  asked  about  that. 
Judgment  was  reserved  and  was  delivered  on  the  10th  of  November  1906. 

50  SwiNFBN  Eady  J. — The  Plaintiffs*  claim  is  for  an  injunction  to  restrain  the 
Defendants  from  infringing  the  Patent  for  cycle  saddles  (No.  8553^  of  1893), 
and  for  damages.  By  the  pleadings  it  is  alleged  that  the  amendment  of  the 
Specification  made  on  the  22nd  of  July  1904  was  irregular  and  illegal,  and 


AfdSt  page  18,  line  82. 
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ultra  viresy  and  also  that  the  saddles  complained  of  as  infringements  were  made 
and  sold  at  the  express  request,  and  by  the  authority,  of  the  Plaintiffs  ;  but 
these  points  were  not  insisted  on  at  the  hearing.  The  real  questions  are : 
What  is  the  true  construction  of  the  Specification,  and,  upon  that  construction, 
haye  the  Defendants  infringed  ?  The  utility  of  the  Plaintiffs'  invention  was  5 
admitted.  The  inyention  relates  to  the  metal  framings  which  are  beneath  and 
support  leather  cycle  saddles.  The  object  of  the  invention  was  to  obtain 
increased  strength  with  lightness.  To  attain  this  end  the  Patentee  provided 
for  an  underframing  consisting  on  each  side  of  two  or  three  stout  wires  con- 
verging at  the  front  or  peak  of  the  saddle  to  a  common  centre  at  a  bracket  10 
attached  to  the  underside  of  the  seat,  while  the  back  ends  of  one  of  these  wires 
or  members  of  each  side  are  spread  or  branched  outwards  considerably  into 
extended  bearings  or  points  of  support,  and  so  also  are  the  ends  of  the  other 
members  of  each  side,  but  to  a  less  extent,  so  as  to  distribute  the  weight  of  the 
saddle  seat  evenly  upon  the  rear  supports.  The  result  of  this  arrangement  is  15 
that  when  the  saddle  is  in  use  torsional  strain  on  the  wires  is  partially  elimi- 
nated, and  the  twisting  action  of  the  saddle  is  resisted  by  the  bending  of  the 
wires  where  there  is  less  likelihood  of  a  fractured  wire,  and  the  weight  is  better 
distributed.  Instead  of  the  rear  wires  being  rivetted  directly  to  the  cantle  plate 
they  may  be  rivetted  to  a  small  cross  bar  or  plate,  and  this  in  turn  is  bolted  to  SO 
the  cantle  plate  as  in  the  exhibit  <^  J.S.  3.''  The  Patentee  describes  these  rear 
wires  or  members  merely  as  being  '^  preferably  connected  to  the  skirting  framing 
**  at  the  back  of  a  saddle."  Professor  Boys,  who  was  the  only  witness  called  by 
the  Defendants,  agreed  with  the  evidence  for  the  Plaintiffs,  that  if  you  have  a 
rigid  plate  secured  to  the  cantle  plate  by  a  bolt  in  the  centre,  and  then  have  the  25 
wires  rivetted  to  each  end  of  the  rigid  plate  you  have  the  substance  of  the 
Plaintiffs*  invention.    '^  J.S.  3  "  is  an  illustration  of  a  saddle  so  made. 

What  the  Defendants  have  done  is  to  use  two  wires  on  each  side,  and  to 
spread  out  the  lower  ones  considerably,  and  the  upper  ones  to  a  less  extent,  and 
then  by  bending  each  wire  at  right  angles  to  bring  them  to  the  same  point  at  30 
which  they  are  tightly  clamped  to  the  cantle  plate,  and  secured  together  by 
means  of  a  bolt  and  nut.  This  is  substantially  the  same  as  the  bar  in  '^  J.S.  3,*' 
but  instead  of  the  bar  the  Defendants  have  a  connection  made  of  the  same  wire 
as  the  wires  forming  the  support  of  the  saddle.  The  horizontal  portion  of  each 
wire  from  the  point  where  it  leaves  the  vertical  performs  the  same  function  as  35 
the  bar  in  "  J.S.  3."  Indeed  Professor  Boys  added  that  there  was  no  distinction 
in  principle  or  in  substance  between  the  two;  the  only  distinction,  if  any, 
depended  on  the  flexibility  of  the  wire.  Now  the  Defendanta  have  taken  the 
substance  of  the  invention.  In  my  judgment  the  Defendants  have  infringed 
the  first  Claim  of  the  Plaintiffs'  Patent.  It  was,  however,  urged  by  Mr.  Qordariy  40 
on  behalf  of  the  Defendants,  that  the  first  Claim,  if  it  meant  anything,  was  not 
a  Claim  in  respect  of  the  supporting  framing  of  cycle  saddles,  but  having  regard 
to  it  commencing  with  the  word  "  In,"  and  to  the  Drawing  in  Fig.  3,  that  some 
words  had  probably  been  left  out,  that  it  was  really  a  Claim  for  the  attachment 
boss,  and  that  some  such  words  as  the  following  must  have  been  intended  to  be  45 
used,  **  the  use  of  an  attachment  boss  which  by  a  single  tightening  action  grips 
**  the  bars  so  as  to  give  a  girder-like  form  to  the  frame,  and  secures  the  under 
'^  frame  to  the  L  pin.''  In  my  judgment  there  is  no  foundation  for  this  con- 
tention. The  invention  is  described  on  page,  2  of  the  Specification,  lines  5 
to  13^  ;  the  attachment  or  connection  box  is  not  even  mentioned  in  the  descrip-  50 
tion  of  the  invention,  and  it  is  not  until  the  Drawings  are  described  showing 
how  the  invention  is  carried  out  that  any  boss  is  referred  to.  No.  i-eal  difficulty 
in  construing  the  Specification  id  occasioned  by  the  word  "  In  "  with  which  the 

*^AM4,  pKe  ^1  line  ^^.to  Une  41. 
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first  Olaim  eommenceB.  The  Patent  is  not  for  a  boss,  but  is  for  the  constrnctlon 
and  arrangement  of  the  metallic  under  framing  of  cycle  saddles  substantially 
as  described,  and  as  previously  stated  by  me.  The  Patent  is  valid,  and  the 
Plaintiffs  are  entitled  to  the  usual  relief  ;  the  Defendants  must  pay  the  costs  of 
5  the  action.  The  Plaintiffs  are  now  entitled  to  a  Certificate,  but  I  cannot  treat 
the  previous  Certificate  as  applying  to  the  Patent  in  its  present  form. 

A  Certificate  that  the  validity  of  the  Patent  came  in  question  was  granted, 
also  a  Certificate  under  Section  20  of  the  Patents,  <&c.  Act,  1883,  that  the 
original  Olaim  was    framed  in  good  faith  and  with    reasonable    skill  and 
10  knowledge.    A  stay  of  execution  (vas  refused. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  MR.  Justice  Parker. 

November  12th  and  13th,  1906. 

Birmingham  Small  Arms  Company  Ld.  v.   Webb  &  Co. 

15  Passing  off, — B.8.A.  identified  urith  Plaintiffs. — Use  of  B.A,S.  by  Defendants. 
—Injunction  granted. 

The  Birmingham  Small  Arms  Company  Ld.  manufactured  and  sold  cycle 
parts  and  accessories  (including  spanners)  and  put  upon  them  the  letters 
B,8.A.^  and  these  letters  had  became  associated  with  the  Company  and  its 

20  goods.  On  its  spanners^  however y  the.  letters  did  not  appear  alone^  but  in  con- 
junction with  a  Trade  Mark  consisting  of  three  piled  rifles.  The  Company 
brought  an  action  for  passing  off  against  a  firm  which  had  made  spanners 
with  the  letters  B.AJS.  on  them^  meaning^  as  they  said^  ^^  Best  AlUround 
^' Spanners.^^    They  had  discontinued  so  doing  before  action^  but  claimed  a 

25  right  to  do  so.  It  was  contended  for  the  Defendants  tficU  the  articles  could  not 
be  mistaken  when  compared;  that  there  was  no  evidence  that  the  Plaintiffs^ 
sfonn^rs  were  wrdered  as  B.S.A.  spanners ;  and  that  there  ux$s  iko  probability 
tfM^^iioA.    if o  actual  dseeptioav  was  proved. 
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Held,  that^  although  no  deliberate  intention  to  deceive  liad  been  established^ 
the  letters  B.A.S.  were  calculated  to  cav^e  the  Defendants'* goods  to  be  confused  with 
the  Plaintiffs\  An  injunction  was  granted  with  liberty  to  apply  as  to  delivery 
upy  and  the  Defendants  were  ordered  to  pay  the  costs  of  the  action. 

The  Birmingham  Small  Arms  Company  Ld.  were  manufacturers  of  {irUer    5 
alia)  component  parts  of  cycles  and  cycle  accessories,  and  on  some  of  these 
they  used  the  letters  B.S.A.,  being  the  initials  of  their  name,  and  such  letters 
on  such  goods  had  come  to  indicate  their  Company.    Among  other  goods  the 
Company  manufactured  cycle  spanners,  and  on  them  they  put  the  letters  B.S.A. 
with  the  addition  of  their  registered  Trade  Mark  consisting  of  three  piled  rifles.   10 
On  the  2nd  of  April  1906  they  commenced  an  action  against  H.  C.  Webb  A  Go. 
claiming — (1)  an  injunction  to  restrain   the  Defendants,  their  servants  and 
agents,  from  manufacturing,  advertising,  selling  or  offering  for  sale  spanners 
or  other  goods  under  or  in  connection  with  the  letters  BA.S.  or  from  otherwise 
passing  off  the  Defendants*  spanners,  or  other  goods,  as  and  for  the  spanners,  or  15 
other  goods,  of  the  Plaintiffs  ;  (2)  damages  or  an  account  of  profits  ;  (3)  delivery 
up  ;  and  (4)  costs.    The  Defendants  were  cycle  and  cycle  accessory  manu- 
facturers carrying  on  business  at  Birmingham. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged— (1)  that  the  Plaintiff 
Company  had  for  many  years  manufactured  and  sold  component  parts  of  cycles  20 
and  numerous  accessories  used  in  connection  with  cycles,  and  in  particular  bad 
been  in  the  habit  of  manufacturing  and  selling  sets  of  spanners ;  (2)  that  the 
goods  of  the  Plaintiff  Company's  manufacture  and  no  others  were  universally 
known  by  the  trade  and  the  public  as  B.S.A.  goods,  which  letters  were  an 
abbreviation  of  the  Plaintiff  Company's  name,  and  such  letters  were  stamped  25 
upon  all  spanners  of  the  Plaintiff  Company's  manufacture  and  merchandise. 
(3)  that  the  Defendants,  with  the  object  of  passing  off  inferior  spanners,  not  of 
the  Plaintiff  Company's  manufacture  or  merchandise,  as  and  for  the  Plaintiff 
Company's  spanners,  had  recently  advertised  and  placed  upon  the  market 
spanners  marked  with  the  letters  B.A.S.  in  imitation  of  the  marking  and  get-up  30 
of  the  Plaintiff  Company's  spanners  as  aforesaid,  and  threatened  and  intended 
unless  restrained  to  continue  the  acts  aforesaid  ;  (4)  that  the  Plaintiff  Company 
had  been  and  would  be  greatly  injured,  and  that  the  public  would  be  deceived 
and  would  purchase  the  Defendants'  goods  as  and  for  the  Plaintiff  Company's 
goods,  unless  the  acts  of  the  Defendants  aforesaid   were  restrained  by  in-  35 
junction. 

The  Defendants  by  their  Defence — (1)  denied  that  the  Plaintiff  Company  had 
manufactured  or  sold  spanners  ;  (2)  denied  all  the  allegations  of  paragraph  2  of 
the  Statement  of  Claim,  and  submitted  that  the  Plaintiff  Company  had  no 
exclusive  right  of  property  whatever  in  the  letters  B.S.A.,  and  that  if  it  had  40 
(which  they  denied)  it  had  such  right  only  when  such  letters  were  used  in 
conjunction  with  its  Trade  Mark  of  three  rifles  ;  (3)  denied  that  with  the  object 
alleged  in  paragraph  3  of  the  Statement  of  Claim,  or  with  any  other  object  or 
at  all,  they  had  recently,  or  at  any  time,  advertised  or  placed  upon  the  market 
spanners  marked  with  the  letters  B.A.S.  in  imitation  of  the  marking  or  get-up  45 
of  the  Plaintiff  Company's  alleged  spanners  or  that  they  threatened  or  intended 
as  alleged  ;  (4)  the  Defendants  alleged  that  between  the  months  of  October  1905 
and  January  1906,  and  at  no  other  time,  they  sold  certain  spanners  manufactured 
by  them,  known  as  "  The  Best  All-round  Spanners,"  to  merchants  and  wholesale 
dealers  only  ;  such  spanners  were  the  invention  of  the  Defendants,  and  were  50 
novel  flat  steel  combination  bicycle  spanners  made  in  accordance  with  a 
registered  Design  of  the  Defendants  (No.  461,970)  ;  that  the  said  spanners  bore 
stamped  upon  one  side  of  them  the  following  figures,  "B.A.S.,  Registered 
*'  No.  461|970,"  and  that  the  letters  B.A.S.  so  stamped  upon  the  said  spanners 
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were  an  abbreviation  of  the  name  by  which  such  spanners  were  known, 
namely,  **  Best  All-round  Spanners,"  and  the  said  spanners  were  always  sold 
nnder  that  name  by  the  Defendants ;  (5)  that  the  spanners  so  manufactared 
and  sold  by  the  Defendants  were  superior  to  those  of  the  Plaintiff  Company, 
5  were  totally  unlike  them  in  shape,  size,  and  every  other  respect,  and  in  no  way 
imitated  the  marking  or  get-up  of  the  Plaintitf  Company's  spanners ;  that  the 
Defendants  had  never  passed  off  or  attempted  to  pass  off  their  said  spanners  for 
those  of  the  Plaintiff  Company ;  (6)  the  Defendants  denied  all  the  allegations 
contained  in  paragraph  4  of  the  Statement  of  Claim. 
10  The  action  was  tried  before  Mr.  Justice  Parker  on  the  12th  and  13th  of 
November  1906. 

Walter  K.C.  and  L.  B,  Sebastian  (instructed  by  Sharps^  Parker  A  Go.^ 
stents  for  Rylandy  Martineau  &  Co,  of  Birmingham)  appeared  for  the  Plaintiffs ; 
Buckmaster  K.C.  and   G.  E.  Tyrrell  (instructed  by  A.  Tickner)  appeared  for 
U  the  Defendants. 

Walter'  K.C.  opened  the  Plaintiffs'  case  and  called  the  following  witnesses, 

namely  : — K.  R.  Davia^  the  secretary  of  the  Plaintiff  Company  ;  B.  StiUwelU 

director  and  secretary  of   the   Eadie  Manufacturing  Company  Ld. ;   E.  J. 

O'Reilly^  editor  of  the  "  Cycle  and  Motor  Cycle  Trades,"  who  stated  that  an 

*  advertisement  of  B.A.S.  spanners  had  been  inserted  as  B.S.A.  spanners  by  an 

error  of  the  compositor ;  A.  Brown^  director  of  Brown  Bros.  Ld.,  wholesale 

&ctor8  of  cycle  goods  ;  and  J.  L.  Biddle,  manager  of  the  Cycle  Components 

and  Accessories  Department  of  Rudge  Whitworth  Ld. 

For  the  Defence,  the  Defendant  H.  Webb  only  was  called.    He  stated  that 

^  he  commenced  the  sale  of  the  spanners  complained  of  in  October  1905  and 

discontinued  it  in  January  1906. 

Buckmaster  E.C.  for  the  Defendants. — It  is  not  in  dispute  that  B.S.A.  means 
the  Plaintiffs  to  people  who  trade  in  spanners.     So  far  however  as  bicycle 
accessories  are  concerned,  the  Plaintiffs  have  not  sold  them  with  B.S.A.  alone 
30  on  them,  or  with  any  other  mark  but  three  rifles  and  B.S.A.    Bicycle  com- 
ponents parts  are  marked  by  them  with  B.S.A.  only,  but  those  are  different 
goods.     Bicycle  accessories  have  neither  been  sold  or  advertised  with  B.S.A. 
alone.    Confusion  cannot  therefore  arise  by  confusion  of  mark.     There  is  no 
case,  I  submit,  of  imitation  of  mark,  nor  that  the  goods  when  seen  side  by  side 
^  can  be  mistaken ;  there  can  be  no  confusion  by  sight,  and  I  ask  that  evidence 
to  the  contrary  should  be  disbelieved.     Side  by  side  the  goods  cannot  be 
mistaken.    B.S.A.  is  not  the  characteristic  mark  ;  one  has  to  look  carefully  to 
Bee  the  letters  on  the  goods.    The  Defendants  have  a  right  to  use  the  letters 
B.A.S.  if  they  choose,  but  they  say  they  do  not*  want  to  do  so.     [PARKER  J. — Is 
^  there  not  the  point  that  persons  knowing  other  articles  of  the  Plaintiffs  marked 
with  the  letters  B.S.A.  might,  when  seeing  the  spanners  of  the  Defendants,  think 
that  they  were  the  Plaintiffs  ?]     I  have  to  meet  that  point  no  donbt.    In  order 
to  succeed  the  Plaintiffs  must  show  practically  a  proprietary  right  in  the  letters 
B.S.A.,  and,  according  to  their  witnesses,  of  those  letters  in  any  order.    There 
^  has  not  been  one  order  put  in  by  the  Plaintiffs  for  spanners  as  B.S.A.  spanners, 
and  no  advertisements  of  B.S.A.  spanners  under  that  description.    Therefore 
the  Plaintiffs  do  not  sell  by  or  under  the  description  B.S.A.    Then,  as  regards 
the  retail  trader  and  the  public,  there  is  no  evidence  that  orders  are  given  to 
the  retailer  by  that  description.    The  case  is  therefore  that  B.S.A.  means  the 
^  Plaintiffs,  and  that  people  will  think  that  B.A.S.  means  the  Plaintiffs,  whereas  it 
cannot  do  so.     Some  witnesses  said  that  the  letters  S. A.B.  would  also  cause  con- 
fusion, but  this  cannot  possibly  be  so.    The  Plaintiffs  cannot  maintain  a  claim  for 
a  monopoly  in  the  letters  ;  they  can  only  claim  to  prevent  deception.    There 
are  notable  gaps  in  the  evidence.    There  is  no  evidence  of  deception.    This  is 
^  important  (Cope  v.  Evans  L.R.  18  Eq.  138).    [Parker  J.— Is  not  the  point 
whether  a  purchaser  will  notice  the  change  in  the  order  of  the  letters  ?]    They 


30  REPORTS  OF  PATENT,  DESIGN,         {Jap.  23, 1907. 

Birmingham  Small  Arms  Company  Ld.  v.  Webb  A  Oo. 

do  not  purchase  them  by  the  letters.  A  suggpestion  is  made  from  the  corre- 
spondence that  goods  were  returned  to  the  Defendants  because  it  was  thought 
that  the  public  would  be  deceived,  but  the  writers  of  the  letters  were  not  called 
as  witnesses.  The  real  reason  was  that  the  writers  were  afraid  of  being 
involved  in  litigation  with  the  Plaintiffs.  [Parkbr  J. — Suppose  spanners  are  5 
not  asked  for  as  B.S.A.,  yet,  if  a  purchaser  asked  for  the  Plaintiffs*  spanner  and 
received  the  Defendants',  he  might  think  it  was  the  Plaintiffs  ?]  That  would 
be  a  deliberate  fraud  on  the  part  of  the  retailer  ;  and,  if  the  purchaser  did  not 
know  the  Plaintiffs'  mark,  he  would  not  be  deceived  by  the  mark  ;  if  he  did, 
he  conld  not  be  deceived.  The  Plaintiffs  are  claiming  every  combination  of  10 
these  letters.  Some  of  the  evidence  is  of  matters  of  opinion  only.  The  Plaintiffs 
have  not  called  evidence  to  found  the  case  which  they  seek  to  make.  Sup- 
posing that  the  Plaintifb*  spanners  were  sold  with  no  mark  on — that  is  really 
the  same  as  the  case  here,  for  there  is  no  confusion  between  the  marks — ^then 
could  the  Plaintiffs  stop  the  Defendants'  use  of  B.A.S.  alone  ?  [Pabkbb  J. —  15 
People  have  become  accustomed  to  B.S.A.  in  connection  with  l^e  Plaintiffs.] 
I  submit  that  that  carries  it  no  further  unless  the  goods  are  sold  as  B.S^. 
There  is  no  confusion  by  mark  or  by  shape  or  form,  and  there  is  no  evidence 
of  actual  deception,  and,  I  submit,  no  probability  of  deception. 

Sebastian  for  the  Plaintiffs,  stating  that  they  did  not  ask  for  an  inquiry  as  to  SO 
damages  or  an  account  of  profits,  was  not  called  on  to  reply. 

Pabkbb  J. — In  this  case  I  am  of  opinion  that  the  Plaintiffs,  who  ask  for  an 
injunction  to  restrain  the  use  by  the  Defendant,  in  connection  with  spanners, 
of  the  letters  B.A.S.  as  calculated  to  lead  to  confusion  between  the  Defendants' 
goods  and  the  goods  of  the  Plaintiffs,  are  entitled  to  succeed.  25 

It  appears  that  the  Plaintiffs  are,  and  have  been  for  the  last  20  years  or  more, 
carrying  on  a  very  extensive  business  in  various  branches,  one  of  which  is  the 
znanufacture  and  sale  of  cycle  parts  and  accessories.  Among  the  accessories 
which  they  sell  are  spanners,  and  the  trade  in  them  has  for  many  years  been 
very  large.  As  is  not  unnatural  the  goods  of  the  Plaintiff  Company  have  30 
become  associated  in  the  trade  with  the  initial  letters  of  the  Company's  name, 
B.S.A.,  and  very  many  of  their  goods — in  fact  all  I  think  that  they  make  in 
the  way  of  accessories  to  and  parts  of  bicycles — are  marked  with  the  letters 
B.S.A.  That  mark,  of  course,  is  not  a  trade  mark  and  could  not  be  a  trade 
mark,  except  possibly  under  the  recent  legislation,  though  it  might  have  been  35 
a  good  common  law  trade  mark  prior  to  the  Act  of  1875  and  may  now  be  a 
l^ood  common  law  trade  mark,  if  the  necessary  evidence  is  forthcoming  that 
it  has  been  used  as  such  and  has  acquired  the  necessary  reputation  in  the 
^public  mind. 

There  is  evidence  before  me,  which  is  all  one  way,  to  the  effect  that  iO 
*'  B.S.A."  goods  is  a  common  mode  of  expressing  the  goods  of  the  Plaintiffs' 
manufacture.  There  is  evidence  before  me,  all  the  same  way,  and  admitted  bv 
the  Defendant  Webb  himself,  that  any  ordinary  trader  or  person,  seeing  •*  B.S.A.'' 
marked  upon  a  spanner,  or  marked  on  any  other  of  those  numerous  things 
which  the  Plaintiff  Company  manufactures,  would  at  once  conclude  that  the  45 
p^a*ticular  article  was  of  the  Plaintiffs'  manufacture. 

Now  the  Defendant  in  this  case  has  put  upon  the  market  certain  spanners 
:9(^hich  are  marked  with  the  letters  B.A.S.,  and  his  account  is  that  the  use  of 
those  letters  originated  by  the  fact  that  in  his  Works  he  made  a  spanner  of  a 
jsiew  design,  which  he  had  registered,  and  that  in  the  Works  during  the  process  5P 
of  manufacture  those  fanners  became  known  to  the  workmen  as  *'  The  Best 
''  All-round  Spanners,"  and  that  he  adopted  the  letters  B.A.S.  and  marked  his 

foods  with  the  letters  B.A.S.,  not  in  any  way  intending  to  deceive,  but  merely 
ecanse  B.A«S.  was  a  mode  of  calling  attention  to  the  expression  ^'  Best  All-round 
<'  $pai;iners  "  which  he  then  intended  to  try  and  identify  with  the  goods  he  was  55 
Biaddng. 


Vol.  XXIV,  Wo.  2.]     AND  TRADE  MARK  OASES.  31 

Birmingham  Small  Arms  Company  Ld.  v.  Webb  A  Go. 

I  am  not  oatiB&ed  that  there  was  any  deliberate  intention  of  deception  on  the 
|>art  of  the  Defe^dant,  and  I  am  not  satisfied  that  his  explanation  of  the  use  of 
B.A.S.  is  not  possibly  the  true  one  ;  but  of  course  it  is  only  material  if  it  were 
necessary  for  the  relief  claimed  in  this  action  that  the  Plaintiffs  should  establish 

5  that  the  Defendants  had  been  guilty  of  an  intention  to  deceive — in  other  words, 
of  fraud.  We  have  here  a  case  where  these  letters  may  initially  have  been  used 
with  perfect  innocence  and  without  any  intention  to  deceive,  and  yet  it  may 
well  be  that,  if  the  Defendant  claims  the  right  to  use  them  after  his  attention 
has  been  called  to  fapts  which  reasonably  lead  to  the  conclusion  that  the  use  of 

10  the  letters  will  give  rise  to  confusion,  he  may  still  be  liable  to  have  relief 
granted  against  him  in  equity  if  not  at  law. 

The  Defendant  has  dealt  with  this  action  in  a  somewhat  peculiar  way.  He 
has  gone  himself  into  the  box  to  prove  that  there  was  no  actual  fraud  :  he  has 
nevertheless  asserted  the  right  to  use  these  letters,  if  he  chooses,  though  he  says 

15  he  hsfl  discontinued  them  for  some  time,  since  a  date  prior  to  the  institution  of 
the  action  ;  and  he  has  forborne  to  put  into  the  box  any  witnesses  to  contradict 
the  evidence  which  was  put  forward  by  the  Plaintiffs  to  the  effect  that  these 
letters  would  lead  to  confusion. 

Of  course,  in  coming  to  a  conclusion  about  a  case  of  this  nature,  the  way  it 

SO  strikes  the  individual  mind  of  the  Judge  is  of  importance,  and  it  is  also  impor- 
tant that  the  Judge  should  have  evidence  to  confirm  his  impression  and  the 
coaclasion  he  comes  to  on  the  point  whether  or  not  he  thinks,  on  a  com- 
parison of  the  way  the  letters  are  used  by  the  rival  traders,  having  regard  to 
the  surrounding  circumstances,  confusion  might  arise.     I  myself,  having  regard 

S(  to  the  fact  that  B.S.A.  is  largely  identified  in  the  public  mind  with  goods  of 
the  Plaintiffs'  manufacture,  do  think  that  goods  marked  B.A.S.  might  lead  to 
coDfusion,  because  you  take  in  with  your  eye  the  three  letters  and  you  need 
not  necessarily  notice  that  the  three  letters  are  not  in  the  same  order,  and  unless 
your  attention  is  directed  to  that  particular  point  you  would  inevitably  come  to 

36  the  conclusion,  to  my  mind,  that  the  goods  were  those  goods  which  you  had 
been  accustomed  to  associate  with  the  Plaintiffs'  manufacture.  If,  of  course,  it 
was  called  to  your  attention,  or  you  happened  to  notice,  that  the  letters  were 
in  a  different  order,  you  might  in  fact  come  to  the  conclusion,  which  Mr. 
Buckmasler  pressed  upon  me,  that  the  goods  could  not  be  those  of  the  Plaintiffs 

35  because  of  the  reverse  order  ;  but  I  cannot  myself  help  thinking  that  many 
people,  seeing  goods  marked  B.A.S.,  catching  sight  of  the  particular  letters 
which  they  have  been  accustomed  to  identify  with  goods  of  the  Plaintiffs' 
manufacture,  might  not  notice  the  difference  of  order,  and  if  they  did  not 
notice  the  difference  of  the  order  then  they  would,  as  the  Defendant  himself 

40  admitted,  come  to  the  conclusion  that  those  goods  were  goods  of  the  Plaintiffs' 
manufacture.  That  impression  of  mine  is  amply  confirmed  by  the  evidence 
which  has  been  given  before  me,  and  which  evidence  is  uncontradicted  and 
was  not  materially  shaken  in  cross-examination.  Of  course  it  is  easy  enough 
in  cross-examination  to  say  to  the  witness,  "  Take  the  two  marks  and  compare 

45  **  them ;  look  at  this  difference  and  look  at  that  difference  ;  now  tell  me 
"  whether  you  could  possibly  mistake  one  mark  for  the  other."  Of  course 
then  he  may  be  bound  to  answer,  and  he  would  be  bound  to  answer,  that  he 
would  not.  But  that  is  not  the  real  point.  The  real  point  is  that  people  do 
not  take  the  two  marks  and  compare  them.    What  they  do  is  this.     They 

50  probably  have  not  the  two  marks  before  them  at  all  :  they  see  a  mark  and, 
because  of  something  in  it,  they  are  led  to  a  certain  inference,  or  may  be  led  to 
a  certain  inference.  Now  all  the  witnesses  who  were  called — and  I  think  really 
the  Defendant  himself  agreed  with  them — were  quite  clear  that  the  ordinary 
persons  buying  the  goods,  seeing  the  letters  B.A.S.  upon  them  and  not  having 

55  their  attention  called  to  the  difference— to  the  absence  of  three  rifles,  for 
instance,  or  something  of  that  sort — ^might  very  well  come  to  the  conclusion. 
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and  probably  would  come  to  the  conclasion,  that  these  were  goods  of  the 
PlaiDtiffs'  manufactare.  I  think  that  is  enough  to  warrant  the  granting  of  an 
injunction.  I  do  not  think  it  is  necessary  to  prove  that  there  was  any  intention 
to  deceive  on  the  part  of  the  Defendant ;  nor  do  I  think  it  is  necessary  to  prove 
that  there  was  any  actual  deception,  though  of  course  proving  any  individual  5 
instance  of  actual  deception  would  have  largely  strengthened  the  Plaintiffs* 
case.  But  I  am  impressed  by  the  fact  that  the  evidence  is  all  one  way  ;  no 
evidence  has  been  called  on  behalf  of  the  Defendant,  and,  even  if  my  own 
opinion  were  not  what  it  is  as  to  the  possibility  of  deception,  1  should  not  feel 
at  liberty  totally  to  disregard  the  evidence  which  has  been  given  in  the  box  by  10 
persons  conversant  with  the  trade,. and' which  is  uncontradicted,  merely  because 
comments  could  be  made  as  to  th^possible  further  evidence  which  might  have 
been  obtained  and  comments  made  upon  not  calling  people  conversant  with  the 
retail  trade  as  opposed  to  people  conversant  with  the  trade  of  wholesale  dealers. 

It  follows,  therefore,  that  the  Plaintiffs  succeed,  and,  inasmuch  as  no  relief  is  li 
asked  for  now  other  than  an  injunction  and  delivery  up  on  oath  of  any  articles 
which  bear  the  mark  in  question  "which  are  likely  to  deceive,  it  does  not  become 
material  to  consider  whether  with  regard  to  any  other  relief  it  might  be  necessary 
to  prove  actual  deception  or  the  intention  to  deceive. 

Therefore  I  grant  the  injunction.  20 

Sebastian. — The  injunction  asked  for  in  the  Statement  of  Claim  is  in  tlte 
common  form  :— '^  An  injunction  to  restrain  the  Defetidants,  their  servants  and 
^^  agents,  from  manufacturing,  advertising,  selling  or  offering  for  sale  spanners 
"  or  other  goods  under  or  in  connection  with  the  letters  B.A.S.  or  from  other- 
^'  wise  passing  off  the  Defendant's  spanners  or  other  goods  as  and  for  the  25 
"  spanners  or  other  goods  of  the  Plaintiffs." 

Parkbr  /. — Yes.  The  claim  for  damages  you  pass  over.  Then  about 
destruction  and  delivery  up  ?  I  understand  that  the  stamps  and  moulds  have 
been  destroyed.  With  regard  to  goods  in  the  Defendant's  possession  I  suppose 
it  will  be  open  to  him,  if  he  chooses,  to  obliterate  the  letters  ?  30 

Sebastian. — It  is  usual  to  order  an  affidavit  stating  what  the  Defendant  has 
of  these  goods.  If  there  are  none,  there  is  an  end  of  it ;  if  there  are  any,  I  ask 
to  have  them  delivered  up  or  destroyed. 

Parkbr  /.—  It  had  better  be  put  in  this  form.    Let  the  Defendant  state  on 
oath  what  he  has  got  of  these  goods  and  take  liberty  to  apply.    That  will  be  3$ 
sufficient.    As  far  as  I  can  make  out  he  has  none.  ^ 

Sebastian. — Then,  of  course,  I  ask  for  the  costs. 

Parilbr  J. — Tou  must  have  the  costs.  The  right  has  been  insisted  on  up 
to  the  last. 
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In  thb  Court  op  Appeal. 


Be/ore  Lords  Justices  Vaughan  Williams,  Romer,  and 
Cozbns-Hardy. 


July  17th,  1906. 
5  British  United  Shoe  Machinery  Company  Ld.  %k  Hugh  Clauqhton  Ld. 


PcUent. — Action  for  infringement: — Anticipation. — Invention. — Infringe- 
ment.— Patent  held  invalid. — Judgment  for  Defendants. — Appeal  by  Plaintiffs 
dismissed. 

The  owners  of  a  Patent  for  "  Improvements  in  hoot-nailing  machines'*'*  brought 

20  «*»  action  for  infringement.  The  Specification  described  improvements  in 
details^  each  of  which  was  made  the  sulrject  of  a  separate  Claim.  The  Plaintiffs 
contended  that  the  whole  new  machine  was  designed  to  accomplish  certain 
specified  objects  which  were  neWy  and  that  each  improvement  claimed  tended  to 
the  furtherance  of  those  objects  as  a  whoUy  and  tha4;  therefore  the  Claims  should 

15  be  limited  in  construction  and  be  held  valid.  They  alleged  infringement  in 
respect  of  the  eighth  Claim  only.  It  was  held  at  the  trial  thai  the  Claims  must 
be  construed  separately j  and  that  each  muet  stand  on  its  merits;  that  certain 
of  the  Claims  involved  no  invention  and  that  others  were  anticipated ;  also  thai 
on  a  wide  construction  the  eigJUh  Claim  would  be  invalid^  while  on  a  narrow 

20  construction  there  was  no  infringement.    Judgment  was  given  for  the  Defen^ 

dants.    The  Plaintiffs  appealed.    On  the  hearing  of  the  appeal  the  Plaintiffs 

contended  that  the  eighth  Claim^  if  construed  with  regard  to  the  whole  Specifica- 

tion^  was  valid^  but  they  cuimitted  that  on  a  wide  construction  it  was  invalid. 

Held,  that  the  eighth  Claim  was  too  wide  and  was  invalid.    The  appeal  was 

25  diemissed  with  costs. 

This  was  an  action  by  the  British  United  Shoe  Machinery  Company  Ld.  to 
restrain  infringement  by  the  Defendants  Hugh  Claughton  Ld.  of  Letters  Patent 
No.  19,654*  of  1898,  granted  to  William  Henry  Dorman  for  an  invention 
entitled  '^  ImproToments  in  boot-nailing  machines." 
30  The  Complete  Specification  of'  the  Patent  described  a  machine  consisting  of 
several  parts,  each  of  which  was  made  the  subject  of  a  Claim.  Infringement 
was  alleged  in  respect  of  Claim  8  only,  which  related  to  the  device  shown  for 
feeding  forward  the  work. 
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The  Complete  Specification  (amended  the  23rd  of  Jaly  1904)  will  be  fomid 
set  out  in  the  report  of  the  trial  of  the  action  (23  R.P.C.  321). 

The  following  passage  in  the  Specification  described  the  feeding  forward  of 
the  boot : — 


'*  Figa.  1,  2,  40  and  41  shew  the  method  of  feeding  forward  the  boot.  The 
*'  foot  m  acts  upon  the  head  of  the  nail  last  driven  and  feeds  the  boot  forward  so 
'^  that  in  case  no  nail  is  driven  no  feed  takes  place.  The  foot  m  is  adjustable 
*'  horizontally  upon  the  feed  lever  m'  by  means  of  a  cramping  screw  m\  slot  m' 
*'  and  tongue  m\  The  feed  lever  m^  swings  upon  the  pivot  m*  which  is  adjust- 
"  able  vertically  in  the  slots  m®  mJ  for  the  purpose  of  regulating  the  amount  of 
"  the  feeding  movement.  The  lever  is  operated  by  a  cam  m®  which  is  mounted 
''  on  the  shaft  b  and  engages  the  cam  roll  m'. 

"  For  the  piirpose  of  giving  a  slight  upward  movement  to  the  foot  m  in 
'^  returning  and  down  again  in  feeding  and  also  that  this  movement  may  be 
"  variable  in  amount  the  slotted  bush  m'^  is  provided  being  fitted  in  a  round 
**  hole  m"  in  the  lever  m*  and  held  fast  by  the  screw  m".  The  pin  m"  is  secured 
^*  in  the  frame  a'  and  as  the  lever  m^  is  rocked  by  the  cam  in^  the  inclined  slot 
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^  m'^  cauBOB  the  lever  and  foot  to  rise  slightly  as  the  foot  returns  and  to  tall 
^  slightly  as  the  foot  feeds.  This  rising  and  falling  movement  may  be  decreased 
"  by  setting  the  slot  m**  more  level  and  increased  by  setting  the  slot  more 
**  inclined  which  may  be  done  by  slackening  the  screw  fn"  and  turning  the 
5  "  bnsh  m^^  slightly  in  the  hole  m",  afterwards  setting  up  the  screw  m'*  again. 
"The  height  of  tiie  foot  m  may  be  set  by  turning  the  pin  m*^  the  larger 
"  portion  m^*  of  which  is  made  eccentric  to  the  smaller  portion  m}^  so  that  if  the 
"  nut  m*'  be  slackened  and  the  pin  m}^  turned  by  its  head  m*^  the  bush  m*^ 
**  lever  m}  and  foot  m  are  set  up  or  down,  after  which  the  nut  m*^  is  set  up  again 

10  "  so  as  to  hold  the  pin  m}^  fast  in  the  frame  a« 

The  eighth  and  ninth  Claims  in  the  amended  Specification  were  as  follows : — 
*^  S.  In  a  nailing  machine  which  leaves  the  heads  of  the  nails  projecting  above 
"  the  surface  of  the  work,  the  use  of  a  feeding  foot  which  feeds  forward  the 
^*  work  by  acting  upon  the  head  of  the  nail  last  driven,  substantially  as  described. 

15  "  P.  In  a  nailing  machine,  the  method  of  feeding  forward  the  work  and  the 
^  adjustments  thereto  belonging  illustrated  in  Figs.  1,  2,40  and  41,  substantially 
**  as  described." 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patent  was  invalid. 

20  The  Particulars  of  Objections  (which  will  be  found  more  fully  set  out  in  23 
U.P.C.  at  page  330)  alleged,  1,  that  the  alleged  invention  was  not  new  at  the  date 
thereof,  but  had  been  published  within  this  realm  by  the  publication  of  the 
following  Specifications :-— (D)  The  following  were  alleged  against  Claims  8  and 
9  :— (1)  The  Specification  of  Patent  No.  1999  of  1877,  granted  to  Morgan  Brown, 

25  the  whole  was  relied  on ;  (2)  the  Specification  of  the  United  States  Patent 
No.  189,835,  dated  the  24th  of  April  1877,  granted  Xo  Blake ;  (3)  the  Specification 
of  the  United  States  Patent  No.  189,837,  dated  the  24th  of  April  1877,  granted  to 
Blake ;  (4)  the  Specification  of  the  United  States  Patent  No.  189,850,  dated  the 
24th  of  April  1877,  granted  to  Fairfield ;  (5)  the  Specification  of  l^atent  No. 

30  9434  of  1888,  granted  to  Boolhman ;  (6)  the  Specification  of  Patent  No.  22,031 
of  1892,  granted  to  Cutter ;  (7)  the  Specification  of  Patent  No.  14,487  of  1896, 
granted  to  Woodward ;  2,  that  the  matters  claimed  in  all  the  Claims  of  the 
Specification  of  the  Patent  were  not  matters  of  invention,  but  merely  of  arrange- 
ment of  well-known  parts,  and  consequently  the  Patent  was  invalid  for  want  of 

35  subject-matter. 

The  anticipation  which  was  chiefiy  relied  on  against  Claim  8  was  the 
Specification  of  Patent  No.  1999  of  1877  granted  to  Morgan  Brown. 

The  action  came  on  for  trial  on  the  22nd  of  January  1906  before  Mr.  Justice 
Farwell,  who  held  that  the  Claims  must  be  construed  separately,  and  that 

40  certain  of  the  Claims  involved  no  invention  and  that  others  were  anticipated, 
and  in  particular  that  the  rising  and  falling  movement  was  not  claimed  as  part 
of  the  invention  in  Claim  8,  and  that,  if  not,  that  Claim  was  anticipated  by 
Morgan  Brown  ;  also  that,  if  it  were  part  of  Claim  8,  the  Defendants  had  not 
infringed  that  Claim.    The  action  was  dismissed  with  costs  (23  R.P.C.  321). 

45  The  Plaintiffs  appealed. 

Bousfleld  K.C.  and  A.  J.  Walter  (instructed  by  Wilson,  Bristows,  and 
Oarpmo^O  appeared  for  the  Appellants;  T.  Terrell  K.C.  and  /.  O.  Ghraham 
(instructed  by  Corbyn,  Oreener^  and  Cook,  agents  for  Beaumont  and  Croft  of 
Leeds)  appeared  for  the  Respondents. 

50  Bousfteld  K.C.  for  the  Appellants. — I  submit  that,  on  the  true  construction  of 
the  Specification,  the  feeding  foot  in  Claim  8  was  intended  to  have  the  rising 
and  frilling  movement  described  in  the  body  of  the  Specification.  There  is  not 
the  slightest  doubt  that- what  I  am  now  contending  would  diminish  the  ambit 
of  the  Claim.    I  am  not  trying  to  net  something  in  this  Claim  which  I  could 

55  not  legitimately  net  I  am  trying  to  limit  the  ambit  of  the  Claim,  and  my 
submission  is  that  as  it  stands,  if  you  read  the  whole  Specification,  it  refers  to 

C  2 
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the  use  of  a  feeding  foot  to  feed  forward,  which  feeding  foot  has  a  rising  and 
falling  movement  as  described,  and  that  I  can  infer  that  from  the  words 
^*  substantially  as  described.^'  There  are  two  possible  constructions.  One 
is  that  the  Patentee  intends  to  claim  that  feeding  by  the  foot  whether  or 
not  it  rises  and  falls,  and  you  must  bolster  up  that  by  saying  he  has  got  a  5 
separate  Claim  for  that.  The  alternative  meaning,  for  which  I  am  contending, 
is  the  more  likely  construction  now  that  Claim  18  has  gone — ^because  a  Patentee 
is  entitled  by  amendment  to  alter  the  meaning  of  his  Claims,  so  long  as  he 
narrows  them ;  and  he  is  entitled  to  the  benefit  which  any  alteration  gives. 
Now  you  have  Claim  8  for  a  nailing  machine  with  the  feeding  forward  by  the  10 
foot,  and  you  have  a  considerable  amount  of  description  in  the  body  of  the 
Specification,  which  tells  you  that  the  foot  is  to  have  a  reasonable  movement. 
I  submit  that  when  the  Patentee  says,  ^^  I  claim  the  foot  acting  substantially  as 
*'  described,"  it  is  a  legitimate  construction  to  say  that  tliat  foot  was  to  have  a 
rising  and  falling  movement  as  described  in  the  body  of  the  Specification.  If  15 
it  has,  then  I  am  out  of  my  difficulty  altogether.  The  criticism  of  Mr.  Justice 
Farwell  upon  the  Claim  is  this ;  he  says  in  effect — ^*  You  do  not  confine  this  to  a 
hob  "  nailing  machine ;  you  claim  it  for  any  nailing  machine."  He  says  also  that 
there  is  no  rising  and  falling  movement  in  it.  What  I  am  pointing  oat  is,  that, 
although  it  is  a  broad  Claim  ^'  in  a  nailing  machine,"  yet  if  I  am  right  in  saying  20 
that  it  is  only  a  Claim  for  a  feeding  foot,  with  a  rising  and  falling  movement  as 
described,  there  is  no  anticipation  ;  it  is  not  contended  that  anybody  else  had 
the  notion  of  having  a  feeding  foot  such  as  the  Patentee  has  described,  with  the 
rising  and  falling  movement.  Therefore,  if  1  can  limit  the  Claim  to  a  feeding 
foot  such  as  18  described,  with  a  movement  of  that  sort,  if  that  is  the  true  con-  25 
struction  of  it,  or  if  I  amend  it  in  that  way,  then  the  Claim  will  be  a  good 
Claim,  not  broadly  for  a  feeding  foot  which  is  going  to  feed  by  the  heads,  but 
a  feeding  foot  such  as  describod,  with  a  digging  movement  to  it.  If  your 
Lordships  are  against  me  on  that,  there  is  an  end  of  the  matter. 

Yaitohan  Williams  £./.— That  is  what  I  am  disposed  to  say  at  present.  30 
I  have  not  formally  asked  my  Brethren,  but  my  view  is  that  we  cannot  adopt 
your  construction  and  that  this  Claim  is,  as  it  stands,  too  wide,  and  that  you 
had  better  amend. 

Bousfield  K.C.-^So  long  as  your  Lordships  have  my  argument  upon  this  point 
I  am  satisfied.  My  argument  is  that,  taking  the  whole  of  this  language  together,  35 
it  is  legitimately  open  to  either  construction,  namely,  either  that  it  is  the  broader 
Claim  in  which  the  Patentee  claims  the  use  of  a  feeding  foot  without  reference 
to  rising  or  falling,  or  it  is  the  narrower  Claim  in  which  he  only  extends  it  to 
the  feeding  foot  substantially  as  described,  with  a  rising  and  falling  movement 

Cozbns-Habdy  £./. — I  must  say  that  I  agree  with  what  the  Lord  Justice  40 
has  said. 

BousfiM  K.C. — My  whole  argument  depends  upon  there  being  two  possible 
constructions  of  the  Specification.  If  there  is,  then  I  say,  according  to  the 
old  maxim,  your  Lordships  would  adopt  the  narrower  construction,  which 
woald  save  the  Patent.  If  that  argument  is  appreciated,  and  your  Lordships  are  45 
definitely  against  me  on  that,  I  do  not  think  I  ought  to  trouble  the  Court  with 
any  other  point. 

Vaughan  Williams  LJ.—l  am  afraid  we  are. 

Bousfield  K.C. — Of  course  there  is  a  beneficial  proviso  in  the  Patent  Act  which 
was  intended  to  give  a  patentee  the  possibility  of  amending  in  an  action,  but  I  50 
have  never  known  it  to  be  done  at  this  stage. 

ROMBR  L.J. — It  would  cause  great  complication,  and  I  do  not  think  it  would 
be  advisable,  certainly  not  in  an  appeal. 

Bmiefield  KC. — I  have  never  known  it  done  at  this  stage. 

Vaughan  Williams  L.J. — I  do  not  propose  to  deliver  any  formal  judgment  55 
in  this  case.    I  entirely  agree  with  the  judgment  delivered  by  Mr.  Justice 
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FarweUf  and  from  time  to  time  I  have  made  some  observations  which  indicate 
the  reasons  why  I  quite  approve  of  his  judgment  I  am  only  dealing  with 
Claim  8  and  nothing  else  ;  and  with  the  judgment  of  Mr.  Justice  FarwM  in  so 
far  as  it  is  based  upon  Claim  8  as  it  stands,  I  entirely  agree.  I  understand 
you  wish  to  apply  to  amend,  if  we  take  that  view.  We  have  not  in  any  way  so 
spoken  of  Mr.  Justice  FarwelVs  judgment  as  to  embarrass  you  in  amendment. 

Bouafield  K.C. — ^Then,  my  Lord,  the  appeal  will  be  dismissed' with  the  usual 
consequences. 

Vaughan  Williams  £.7.— Yes. 


10  In  the  High  Court  of  JasTicB.— Ohanctry  Division. 

Be/ore  Mr«  Justiob  Ebkbwich. 

^November  20th  and  21st,  1906. 

In  thb  Matter  op  an  Application  to  Register  a  Trade  Mark  by 

Lylb  and  Kinahan  Ld. 

15  Trade  Mark.— Application  to  register  a  label  for  whisky  tvith  a  blank  to  he 
filled  in  according  to  t^ser.— Previous  user  tvith  wrongful  representation.— 
Cumbering  the  Register.— Application  allowed.— AppecU  to  the  Court  dismissed. 

An  application  was  made  by  L.  and  Jf .,  a  Belfast  firm  of  whisky  distillers^ 
to  register  a  label  including  a  scroll  with  a  blank  Wt  in  front  of  the  words 

20  "  V.O,  Whisky:'  It  appeared  that  the  label  had  been  actually  used  for  sows 
time  with  the  word  "  Kinahan's  "  inserted  and  with  a  representation  that  it  was 
already  registeredy  and  that  the  Applicants  had  done  little  business  outside  the 
Belfast  district.  The  Opponents,  K.  A  Co.  Ld.,  trading  as  distillers  in  both 
Dublin  and  London,  opposed  the  registration  on  the  grounds  that  the  term 

25  "Kinahan's  Whisky''  was  invariably  used  for  their  whisky  and  meant  their 
whisky,  and  that  the  Trade  Mark  applied  for  would  deceive  in  use ;  that  the 
Applicants  in  view  of  one  of  their  previous  registrations  ought  not  to  be 
allowed  to  cumber  the  Register  with  this  mark;  and  that  as  they  had  mis- 
represented  their  Mark  as  registered  their  appUcc^tiqn  tq  register  it  ougM  to 
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he  refused.  The  Registrar  decided  in  favour  of  the  Applicants  on  aU  three 
grounds  and  allowed  the  application.  TTie  Opponents  appealed.  The  appeal 
tvas  referred  to  the  Court. 

Held,  that  the  term  " Kinahan *8  Whisky''^  had  no  secondary  meaning 
signifying  the  Opponents'  whisky  only^  and  thai  the  proposed  Trade  Mark 
was  not  calculated  to  deceive ;  and  also  that  the  conclusions  of  the  Registrar 
on  the  other  two  points  were  sound.    The  appeal  was  dismissed  with  costs. 

This  was  an  appeal  from  the  decision  of  the  Registrar  dated  the  5th  of 
December  1905,  whereby  he  allowed,  in  favour  of  the  Applicants,  LyU  and 
Kinalian  Ld.y  of  51  Donegall  Place,  Belfast,  Ireland,  the  registration  of  a  Trade 
Mark  (No.  264,958)  to  proceed.  The  Appellants  were  Kinahan  A  Go.  Ld.^  of 
Carlisle  Building,  Dublin,  Ireland,  and  Guildford  Street,  York  Road,  Liambeth, 
Surrey,  who  had  opposed  the  application.  Both  parties  were  whisky  merchants 
and^  distillers.  The  Trade  Mark  which  was  applied  for  consisted  of  the 
following  label : — 


10 


15 


It  was  sought  to  be  registered  in  Class  43,  with  a  statement  that "  the  essential 
"  particular  of  the  Trade  Mark  is  the  combination  of  devices,  and  the  Applicants 
"  disclaim  any  right  to  the  exclusive  use  of  the  added  matter  except  in  so  far 
"  as  it  consists  of  their  own  name." 

The  Applicants  were  a  Company  incorporated  in  1888  to  take  over  the 
business  which  had  been  carried  on  by  the  firm  of  Lyle  A  Kinahan  from  prior 
to  1850.  The  present  cliairman  of  the  Board  of  Directors  was  John  Kinahan^  a 
son  of  one  of  the  founders  of  the  firm,  who  had  been  in  the  business  since  1882. 
The  Applicants  first  began  to  use  the  label  in  question  in  these  proceedings  in 
1890,  the  word  "  Kinahan's  "  appearing  in  the  circular  band  in  front  of  the 
words    "V.O.    Whisky,"  and  a  statement  that  "To  counterfeit  this  label  is 


20 
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"  foi^ery  "  being  printed  on  the  top  edge  of  it.  In  1890,  as  appears  from  the 
report  of  Kinaluin  A  Co.  v.  LyU  A  Kinahan  in  8  R.P.C.  18,  the  present 
Opponents  succeeded  in  removing  from  the  Register  of  Trade  Marks  Trade 
Mark  No.  14,636,  consisting  of  a  label  with  the  words  ^^  Kinahah*8  V.O. 
^  "  Whisky,"  followed  by  the  signature  "  Lyle  A  Kinahan,''  upon  the 
ground  that  it  was  improperly  registered.  Early  in  1904  the  Applicants 
commenced  to  advertise  their  present  label,  with  the  word  " /iTtwa/kinV' i^ 
their  price-lists,  together  with  a  statement  that  the  same  was  their  registered 
Trade  Mark,  which  was  a  misrepresentation  as  applied  to  that  label ;   they 

10  continued  ever  since  1890  to  sell  whisky  under  this  label,  which,  on  the 
16th  of  July  1904,  they  applied  to  have  registered  in  the  form  above  depicted. 
Their  sales  of  the  blend  sold  under  this  label  had  not  been  large,  averaging 
only  about  3300  gallons  a  year  in  seven  years.  Of  this  amount  about 
200  gallons  was  sold  *' in  bulk,'*  the  rest  in  bottles.    The  sales  were  mainly 

15  confined  to  the  Province  of  Ulster,  but  there  had  for  several  years  been  a 
few  trade  and  private  customers  in  the  rest  of  Ireland,  and  a  few  in  England. 
It  was  stated  by  TT.  Nash,  the  director  responsible  for  the  untrue  statement  as 
to  the  label  being  registered,  that  the  insertion  of  the  misrepresentation  was 
made  by  inadvertence  and  without  any  intention  to  mislead,  and  that  it  was 

20  removed  as  soon  as  the  Company's  attention  was  drawn  to  it. 

The  Opponents  manufactured  their  whisky  in  Ireland  exclusively,  but  had 
for  many  years  carried  on,  both  in  Dublin  and  in  London,  a  business  %^hich 
was  far  larger  than  that  of  the  Applicants.  Oeorge  Percy  Daniel  Kinanan^ 
who  gave  evidence,  had  originally  come  over  to  the  London  OflSce  in  1878,  and 

25  had  since  that  time  been  a  manager  or  director.  The  Opponents  sold  some 
seven  or  eight  brands  of  whisky  the  best  known  being  the  **  L.  L. "  whisky, 
but  they  claimed  that  all^their  whisky,  whatever  the  particular  brand  might  be, 
had  always  been  known  and  sold  as  ^^  Kinahan's  Whisky."  The  grounds  on 
which  their  Notice  of  Opposition  was  based  will  appear  from  the  decision  of 

30  the  Registrar  which  is  stated  below. 

The  Registrar  heard  the  opposed  application  on  the  25th  of  October  1905,  and* 
on  the  5th  of  December  1905  gave  his  decision  as  follows: — "This  is  an 
"  application  to  register  a  label  for  whisky  and  the  opposition,  curiously  enough, 
"  is  not  directed  to  anything  that  appears  on  the  label  itself,  but  it  is  said  that 

35  **  the  label  in  use  is  calculated  to  deceive,  because  in  the  left-hand  arc  of  the 
"  circle,  on  the  label,  there  is  a  blank,  which  blank  is  in  practice  filled  by  the 
*<  name  ^  Kinahan's '  and  it  is  alleged  that  when  the  label  is  used  with  the 
"  word  ^  Kinahan's '  in  it,  it  is  calculated  to  deceive,  and  is  not  entitled  to 
^  registration  on  that  account.    On  the  part  of  the  Applicants,  it  is  not  denied 

40  ^  that  the  label  is  so  used  and  will  in  the  future  be  so  used,  and  that  I  must 
**  consider  the  label  as  if  such  blank  were  so  filled  up  and  the  reason  given,  and 
"  I  have  no  doubt  it  is  the  right  one,  for  the  omission  is,  that  the  disclaimer  of 
"  added  matter  which  is  necessary  might  be  thought  to  extend  to  it.  There  is 
^'  one  matter  which  I  may  deal  with  here  and  dispose  of  it  at  once,  because  I  think 

45  *^  it  has  no  bearing  upon  the  present  case.  In  the  year  1890  there  was  upon  the 
^  Register,  a  mark.  No.  14,636,  which  was  the  property  of  the  Applicants'  pre- 
'*  decessors  in  business,  and  in  such  registration  it  was  asserted  that  the  mark 
"  was  '  old.'  In  that  year,  predecessors  of  the  Opponents  took  steps  to  have  it 
^  expunged,  and  an  Order  to  that  effect  was  eventually  made.    That  Order  was 

50  '^  by  consent,  and  no  Order  was  made  as  to  costs  against  the  Respondents.  It 
"  is  said  on  the  one  side  that  the  mark  was  expunged  because  it  was  calculated 
**  to  deceive.  It  is  said  upon  the  other  side  thai  the  mark  was  expunged 
^  because  it  was  not  old.  No  i)articulars  of  the  evidence  are  before  me,  and  no 
^  grounds  for  the  Motion  are  stated  in  the  notice  of  Motion,  therefore  I  do  not 

55  **  see  that  the  expunging  of  the  mark  has  any  bearing  upon  this  case.    Of 
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^  conrse  if  the  Court  had  solemnly  decided  that  the  mark  then  in  question  was 
''  calculated  to  deceive,  that  decision  would  have  had  a  good  deal  of  bearing 
*^  upon  the  present  case,  but  seeing  that  the  Order  was  a  consent  Order  I  do  not 
*^  regard  it  as  relevant  to  the  present  case  either  one  way  or  the  other.  But 
**  there  is  one  thing  which  does  seem  to  me  very  material,  and  that  is  this.  I  5 
*'  have  a  declaration  from  Mr.  John  Kinahan^  on  the  part  of  the  Applicants, 
'^  who  say  this  : — In  the  year  1858  his  predecessor  started  to  make  and  sell 
"  Kinahan^s  very  old  or  Kinahan^s  V.O.  whisky,  and  there  appears  to  be 
*'  evidence  of  an  extensive  and  a  continuous  user  of  this,  from  1866  to  the 
"  present  time,  and  the  label  in  question,  under  No.  14,636,  was  in  substance,  10 
"  if  not  technically,  an  old  label,  for  it  had  been  varied.  At  the  time  when 
''  the  Opponents*  predecessors  sought  to  have  that  label  expunged  they  com- 
'*  menced  an  action  against  the  Applicants  to  restrain  the  use  of  that  label. 
^  For  some  reason,  which  does  not  seem  material,  that  action  did  not  proceed, 
^'  and  the  Applicants  have  been  since  using  a  label,  like  14,636,  or  substantially  15 
*'  the  same  since  that  date,  namely,  1891,  notwithstanding  that  the  label  14,636 
'*  was  expunged  from  the  Register.  It  appears  to  me  that  that  state  of  aflbirs 
^*  puts  the  Opponents  in  a  good  deal  of  difficulty,  for  on  their  part  there  is  no 
*'  denial  of  the  continued  use  of  that  label  or  substantially  the  same  label 
**  though  the  Register  was  rectified,  all  that  Mr.  O.  P.  D.  Kinahan  says  is  that  20 
*^  they  did  not  consider  it  necessary  to  take  any  further  legal  proceedings  to 
"  restrain  its  use.  It  seems  to  me  that  the  Opponents  having  accepted  that 
'*  state  of  aflEairs  cannot  now  be  heard  to  complain,  for  I  think  that  if  label 
*'  14,636  is  not  calculated  to  deceive  it  follows  that  the  present  label  is  not 
'*  calculated  to  deceive,  and  that  as  the  Opponents  are  not  in  a  position  now  to  25 
^'  challenge  the  use  of  the  label  14,636  they  cannot  object  to  the  registration  of 
^^  the  present  label.  I  do  not  forget  also  in  this  connection  a  case  which  was 
"  before  me  in  1893,  which  was  an  opposition  by  the  present  Applicants  to  an 
^'  application  of  the  present  Opponents.  The  case  went  to  the  Court  and  is  in 
**  10  R.P.C.  393.  I  need  not  go  into  the  circumstances  of  the  case  further  than  30 
*'  to  say  that  throughout  it,  the  present  Applicants  asserted  their  old  and 
"  continued  use  of  the  name  '  Kinahan^ s '  and  strenuously  insisted  on  their 
"  title  to  use  it,  without  hindrance  from  the  present  Opponents,  yet  in  the  face 
**  of  such  a  challenge  the  Opponents  have  done  nothing  for  upwards  of  10  years. 
^*  But  I  put  my  decision  upon  much  broader  grounds.  The  Opponents  set  out  35 
"  to  prove  that  *  KiiiaharCe  Whisky '  means  their  whisky  and  nobody  else^s. 
'*  On  the  evidence  I  think  they  have  failed.  It  is  true  that  a  large  number  of 
"  persons  have  told  me  that  if  they  were  asked  for  *  Kinahan^ %  Whisky,'  they 
"  would  think  the  Opponents*  whisky  was  intended.  I  have  also  evidence  that 
**  people  ask  for  *  Kinahan's  Whisky '  and  expect  to  get  the  Opponents*  whisky.  40 
'^  On  the  other  hand,  I  have  a  quantity  of  evidence  from  persons  who,  asking  for 
"  '  Kinahan' 8  Whisky',  expect  to  get  the  Applicants'  whisky,  and  also  from  persons 
"  who  if  asked  for  *  Kinahan's  Whisky '  would  supply  the  Applicants'  whisky. 
<*  The  truth  is  that  both  parties  have  equal  rights  as  old  users  to  the  use  of  the 
"  name  '  Kinahan'  One  is  known  as  *  Kinahan' s  V.O.  Whisky '  and  the  other  45 
"  as  *  Kinahan's  L.L.  Whisky.'  These  are  broadly  the  facts.  No  doubt  the 
^*  Opponents  have  sometims  dropped  the  *L.L.,'  though  I  do  not  observe  that 
"  the  Applicants  have  anywhere  dropped  the  '  V.O,.'  which  letters  so  far  as  I 
"  have  seen  are  not  used  by  the  Opponents.  The  result  seems  to  be  that 
''  founded  on  their  old  user  both  parties  have  equal  rights  in  the  name  50 
"  '  Kinahan' 8 '  and  the  result  is  that  neither  of  them  can  complain  of  the  other. 
'*  In  these  circumstances  on  the  merits  the  Opponents  fail  and  the  mark  must 
"  be  registered,  but  two  points  have  arisen.  One  is  made  by  the  Notice  of 
**  Opposition,  and  it  is  this  that  the  Applicants  have  already  in  substance  this 
*^  mark  on  the  Register,  and  that  to  register  this  present  mark  will  only  be  55 
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"  cambering  the  Register  within  Players*  case.  It  is  suggested  that  the  mark 
"  71 J21  is  practically  identical  with  this  one.  The  claim  made  on  the  present 
**  application  is  to  register  a  mark  of  which  the  essential  particular  is  a  com- 
"  bination  of  devices.  Those  devices  nowhere  appear  in  71,721,  which  is  a  mark 
5  "  of  which  the  essential  part  appears  to  be  a  signature.  Comparing  the  two 
^  marks,  I  cannot  say  that  they  are  substantially  identical  nor  do  they  I  think 
"  come  within  the  rule  in  Players^  case.  This  point  in  my  judgment  fails. 
"  Then  there  is  another  point  which  is  not  raised  by  the  Notice  of  Opposition. 
^  It  is  said  that  the  statement  in  the  Catalogue  of  the  Applicants  which  I  have 

10  ^  before  me  is  misleading  as  to  their  registration,  and  that  they  do  not  come 
"  before  me  with  clean  hands.  I  am  disposed  to  look  with  considerable 
**  suspicion  on  applicants  who  make  these  misstatements  and  I  think  that 
•*  persons  who  mistake  their  registered  rights  ought  to  have  little  consideration 
*^  shown  them.    The  statement  in  the  catalogue  is,  as  has  been  pointed  out. 

Id  '*  most  misleading.  I  have  given  the  Applicants  an  opportunity  of  explaining 
^  and  they  have  explained.  Mr.  Nash  has  frankly  taken  on  himself  the  whole 
''  blame  and  has  undertaken  that  no  more  of  such  statements  shall  go  forth.  In 
^*  the  circumstances,  having  regard  to  his  explanation,  I  am  inclined  to  be 
"  lenient  and  not  on  this  ground  refuse  registration,  but  I  hope  in  the  future 

20  ''  he  and  all  other  Trade  Mark  owners  may  be  careful  to  settle  such  particulars 
"  with  their  Trade  Marks  and  with  reference  to  the  Certificates  we  issue  so  as 
'*  to  get  theui  accurate.  What  is  registered  appears  from  the  Register.  What 
"  they  think  is  registered  is  often  quite  a  different  thing,  and  they  should 
"  remember  that  they  are  not  entitled  to  put  their  own  interpretation  on  the 

25  **  matter.  The  only  thing,  that  they  are  entitled  to  say  is  registered,  is  the  exact 
^'  thing  that  is  on  the  Register,  nothing  else.  The  result  is  that  both  points  are 
**  resolved  in  the  Applicants*  favour.  Registration  will  proceed  but  the  mark 
*'  will  not  be  placed  on  the  Register  for  one  month  to  enable  the  Opponents 
"  to  appeal  if  they  are  so  advised,  and  if  they  do  appeal  will  not  be  registered 

30  **  until  that  appeal  is  determined." 

The  Opponents  appealed  and  delivered  the  following  "  Case  on  Appeal  "  to 
the  Board  of  Trade  : — "  1.  The  Appellants  Kinahan  A  Go.  Ld.  carry  on  at  Car- 
"  lisle  Building,  Dublin,  Ireland,  and  Guildford  Street,  York  Road,  Liambeth, 
**'  Surrey,  and  elsewhere,  an  old    and    very  important    business  as  whisky 

35  '^  merchants  and  distillers.  2.  The  Appellants'  whisky  always  has  been  and  is 
**  invariably  sold  as  *  Kinahah*s  Whisky  *  all  over  the  world  and  the  term 
"  *  Kinahan' s  Whisky '  means  the  Appellants'  whisky.  3.  The  Appellants  are 
"  the  registered  proprietors  of  certain  Trade  Marks,  including  No.  8683,  regis- 
"  tered  as  of  the  I8th  day  of  August  1876  as  an  old  mark  and  advertised  in  the 

40  "  *  Trade  Marks  Journal '  of  the  10th  day  of  Janaany  1877  (No.  50)  at  page  67, 
"  and  No.  158,266  registered  as  of  the  20th  day  of  August  1891  as  an  old  mark, 
**  and  advertised  in  the  '  Trade  Marks  Journal '  of  the  10th  day  of  February 
"  1892  (No.  724)  at  page  121.  Both  of  the  said  Trade  Marks  contain  the  said 
"  distinctive  words  *  Kinahan^s  Whisky  '  and  have  been  used  for  many  years  in 

45  ^  connection  with  the  Appellants'  whisky  and  are  well  known  both  in  the  trade 
"  and  by  the  public.  4.  The  Respondents  Lyle  and  Kinahan  Ld.  carry  on  a 
^  similar  business  to  the  Appellants  in  Belfast  and  are  applying  for  the 
**  registration  of  the  above-mentioned  Trade  Mark  No.  264,958,  which  when 
*^  used  as  intended    to  be  used  and  as  in  fact  used,  viz.,  with    the  name 

50  **  *  KinaharCs '  introduced,  is  calculated  to  deceive  purchasers  and  to  injure  the 
"  Appellants  in  their  business  by  causing  the  said  Respondents'  whisky  sold 
^  thereunder  to  be  believed  to  be  and  to  be  passed  off  and  sold  as  being  the 
"  Appellants'  whisky.  5.  By  an  Order  of  the  High  Court  of  Justice  dated  the 
^  6th  day  of  June  1891  and  made  by  the  Honourable  Mr.  Justice  Vaughan 

55  **  WiUiams  on  the  application  of  the  Appellants  another  Trade  Mark  which  had 
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^^  been  registered  by  the  said  Respondents  nnder  No.  14,636  was  ordered  to  be 
'^  expunged  from  the  Register  with  the  said  Respondents'  consent  The  said 
^'  mark  was  objected  to  by  the  Appellants  on  the  groand  of  its  containing  the 
''  said  words  '  Kinahan* a  Whisky  and  since  it  was  expunged  as  aforesaid  the 
"  said  Respondents  have  had  no  registered  Trade  Mark  containing  those  words.  5 
**  Their  present  application  is  in  effect  an  attempt  to  place  on  the  Register  a 
"  mark  substantially  similar  to  the  said  Trade  Mark  so  expunged  except  that 
"  the  name  '  Kinahan's '  is  left  to  be  filled  in  afterwards.  6.  The  said  Trade 
'^  Mark  the  subject  of  this  appeal  is  in  all  material  respects  the  same  as  the 
"  Trade  Mark  No.  71,721  already  registered  by  the  said  Respondents  as  of  the  10 
"  17th  day  o£  January  1888  and  advertised  in  the  '  Trade  Marks  Journal '  of  the 
"  25th  day  of  April  1888  (No.  526)  at  page  530  with  merely  immaterial  and 
*'  non-essential  additions,  and  the  Register  ought  not  to  be  cumbered  by  the 
'^  registration  of  the  said  Trade  Mark.  7.  It  appeared  in  the  course  of  the 
''  Opposition,  and  it  is  the  fact  (although  previously  unknown  to  the  Appellants)  VS 
''  that  the  said  Respondents  have  for  several  years  past  been  in  the  habit  of 
'^  representing  (contrary  to  the  fact)  that  the  said  Trade  Mark  now  sought  to  be 
''  registered  but  with  the  name  '  Kinahan'e '  filled  in  was  their  registered  Trade 
*'  Mark  in  breach  of  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
'^  Act,  1883,  and  so  as  to  mislead  and  deceive  the  public  and  the  said  Trade  20 
'*  Mark  ought  not  now  to  be  registered  so  as  to  condone  the  said  offence  and  to 
''  enable  the  said  Respondents  to  continue  to  enjoy  the  advantages  already 
"  improperly  obtained  by  them  by  means  of  their  wrongful  conduct  aforesaid.*' 

The  Board  of  Trade  having  referred  the  hearing  of  the  appeal  to  the  Court, 
each  side  gave  notice  to  the  other  of  their  intention  to  cross-examine  certain  of  25 
the  witnesses  who  had  made  affidavits,  it  being  agreed  to  take  not  more  than 
seven  trade  witnesses  on  either  side. 

The  appeal  came  on  for  hearing  before  Mr.  Justice  Ebkbwigh  on  the  20th  of 
November  1906. 

John  CiUler  K.C.  and  Sebastian  (instructed  by  G.  Urquhart  Fisher)  appeared  30 
for  the  Opponents  ;  P,  O.  Lawrence  K.C.  and  Waggett  (instructed  by  Campbell 
and  Baird)  appeared  for  the  Applicants. 

John  Cutler  K.C.  opened  the  appeal. — With  reference  to  the  proposed  Trade 
Mark  of  the  Applicants,  the  Court  must  regard  it  as  actually  used,  viz.  with  the 
word  ^^ Kinahan' s^"*  in  the  blank  space  {Christiansen's  Trade  Marky  3  R.P.C.  35 
54 ;  and  Farrow's  Trade  Mark^  7  R.P.C.  260).  The  application  is  in  effect  an 
attempt  to  place  on  the  Register  the  mark  struck  off  in  1891.  The  Register 
must  not  be  cumbered  with  marks  closely  resembling  one  another  (Player^s 
Trade  Mark,  18  R.P.C.  65).  The  Opponents'  whisky  is  known  universally  as 
"  Kinahan's  Whisky  " ;  they  admit  that  the  Applicants  have  sold  whisky  as  40 
"  Kinahan's  V.O.  Whisky  "  for  many  years,  and  that  they  have  long  carried  on 
business  in  the  Belfast  district,  but  the  Opponents  object  to  the  Applicants 
being  registered  for  a  Trade  Mark  which  when  used,  as  is  intended,  and  in 
England,  will  infallibly  lead  to  the  Applicants'  whisky  being  passed  off  for  the 
Opponents'.  The  applicant  in  such  a  case  is  in  petitorio  (Eno  v.  Dunn^  7  45 
R.P.C.  311 ;  L.R.  15  A.C.  252),  and  the  onus  is  on  him  to  prove  his  case  ;  if  the 
matter  is  in  duhio  registration  should  be  refused.  The  Applicants  here  have 
not  discharged  the  onus. 

A  large  body  of  evidence  by  affidavit  was  then  read,  the  trade  witnesses  of 
the  Opponents,  who  spoke  as  to  the  whisky  of  the  Opponents  being  known  as  50 
"  Kinahan' s  Whisky,"  coming  from  every  part  of  England  and  many  parts  of 
Ireland.  The  affidavits  filed  on  behalf  of  the  Applicants  included  those  of 
several  deponents  who  spoke  to  sales  to  private  customers  in  England  of  the 
Applicants'  whisky.  The  Opponents'  witnesses  cross-examined  on  behalf  of 
the  Applicants  included  the  above  named  O.  P.  2>.  Kinahan^  and  the  following  55 
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wine  and  spirit  merchants,  -viz. : — J.  Beazer^  managing  director  of  J.  G. 
Northam  A  Co.  Ld.^  Bristol ;  J.  W.  Parriss^  a  director  of  James  Buchanan 
A  Go.  Ld.^  of  the  Black  Swan  Distillery  ;  E.  Mitchell^  trading  as  W.  J.  Smith  A 
Co.y  Brighton  ;  J9.  McAllister^  of  Newcastle-on-Tyne  ;  E.  A.  JoneSj  of  Cardiff ; 
5  and  M.  ffHalloran^  of  Dublin.  The  Applicants*  witnesses  cross-examined  on 
behalf  of  the  Opponents  included  the  above  named  John  Kinahan  and  W. 
Nashy  and  the  following,  who  spoke  to  having  known  or  used  the  Applicant8\ 
whisky  as  **  Kinahan's  Whisky  "  in  England,  although  in  most  instances  it  was 
obtained  through  friends  in  Belfast  or  by  favour  of  members  of  the  Applicants* 

10  firm  : — George  Stampe,  of  Great  Grimsby ;  Dr.  H.  R.  Phillips^  of  London ; 
G.  H.  Grocock^  of'  Manchester ;  J.  O.  Wallace^  of  Rothbury ;  and  Charles 
Kinahan^  of  Liverpool ;  and  G,  Dickinson^  of  Fleetwood,  who  had,  as  secretary 
of  a  club,  ordered  '*  Kinahan^s  Whisky  *'  for  seven  years  from  the  Applicants 
on  the  recommendation  of  the  captain  of  a  Fleetwood  steamer. 

15  John  Cutler  K.O.  for  the  Opponents. — (1)  The  Applicants  are  not  entitled  to 
the  benefit  of  a  user  of  the  label  in  question  with  what  cannot  be  excused 
as  a  blunder,  but  which  was  really  a  gross  misrepresentation ;  this  was  an 
illegal  user  within  the  decision  in  Fuente's  Trade  Mark  (8  R.P.O.  2i4  ;  L.R. 
(1891)  2  Ch.  166).    In  AUman's  Trade  Mark  (21  R.P.C.  753)  there  was  an 

20  honest  mistake,  although  a  stupid  blunder.    (2)  The  Register  should  not,  in 

view  of  the  Applicants  previous  registration  of  Trade  Mark  71,721,  be  cumbered 

with  the  proposed  mark,  which  is  in  substance  the  same  {Player^s  Trade 

Mark  18  R.P.C.  65  ;  L.R.  (1901)  1  Ch.  382). 

Sebastian^  with  him,  for  the  Opponents. — Even  if  the  Applicants'  whisky  is 

25  known  as  ^^  Kinahan^ s'^  in  the  Belfast  district  (and  the  evidence  does  not 
really  show  that  it  is  so  known  outside),  they  ought  not  to  be  allowed  to  invade 
our  district,  which  is  world-wide,  with  the  advantages  of  registration.  Their 
whisky  is  not  on  sale  in  this  country  except  to  persons  knowing  members  of  their 
firm  or  through  presents.    Their  attempt  to  sell  their  goods  in  England  as 

30  ^^ Kinahan^ s^^  is  "passing  off,"  and  registration  would  enable  them  to  pre- 
occupy the  field  abroad.    They  should  l^  left  to  their  rights  at  common  law. 
Counsel  for  the  Applicants  were  not  called  on. 

Kbkbwich  J. — For  the  purposes  of  my  judgment  I  find  it  unnecessary  to 
refer  in  detail  to  more  than  one  point  made  by  the  Appellants.    That  is  put  in 

35  the  forefront  of  their  case  in  paragraph  2,  and  it  runs  thus  : — **  The  Appellants' 
"  whisky  always  has  been  and  is  invariably  sold  as  •  Kinahan^ s  Whisky '  all 
"  over  the  world  and  the  term  *  Kin^han^s  Whisky '  means  the  Appellants' 
''  whisky."  In  my  judgment  that  has  entirely  broken  down  and  it  lies  at  the 
root  of  the  Appellants'  case. 

iO  1  will  take  the  second  branch  first.  The  allegation  is  that  "the  term 
"  *  Kinahan^ s  Whisky  '  means  the  Appellants'  whisky."  I  understand  that  to 
mean,  wherever  it  is  sold  all  over  the  world.  The  evidence  goes  to  this,  putting 
it  in  the  strongest  possible  way  in  the  Appellants'  favour,  that  in  many  places, 
and  for  a  long  time,  where  and  during  w^hich  Kinahan^s^  the  Appellants'  whisky, 

45  has  been  sold,  and  the  Respondents'  whisky  has  not  been  sold,  and  has  not 
been  known,  those  who  have  sold  Kinahan's  whisky,  and  those  who  have 
purchased  it,  have  recognised  ^^  Kinahan' s  Whisky,"  as  being  ^^  Kinahun^s 
"  Whisky,"  that  is  to  say  the  whisky  manufactured  by  the  only  manufacturers 
whom  they  knew,  namely,  the  Dublin  Limited  Company.    They  never  heard 

50  of  any  other  manufacturer ;  they  never  heard  of  any  other  whisky  bearing  in 
any  way  the  name  of  Kinahan^  and,  therefore,  as  a  matter  of  course,  when  the 
publican  or  spirit  merchant  bought  this  particular  whisky,  of  course,  he  bought 
^  Kinahan' s  Whisky,"  and  when  the  purchaser  purchased  it  he,  of  course,  took 
it  as  ''  Kinahan's  Whisky."    If  he  ordered  what  he  had  had  before  he  ordered 

55  '^  Kinahan's  Whisky."    That  does  not  help  one  in  the  least  to  find  a  secondary 
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nse  of  the  term,  snch  as  we  have  had  frequently  where  the  case  has  been 
brought  within  the  rule  laid  down  by  Lord  Hdlsbury  in  Reddaway  t.  Banham 
(13  R.P.C.  218 ;  L.R.  (1896)  A.C.  199),  the  camel-hair  belting  case.  It  is 
quite  possible,  and  not  at  all  an  infrequent  occurrence,  that  you  can  establish 
an  entirely  secondary  use  of  a  particular  name  applied  to  goods  sold  by  a  5 
particular  firm  if  you  find  that  generally,  without  exception,  the  goods  sold  by 
that  particular  firm  are  described  by  that  particular  name  which  becomes 
really  by  that  their  property,  and  which  cannot  be  used  by  anybody  else  with- 
out misrepresentation  and  an  endeavour  to  deceive  the  purchaser  into  the 
belief  that  he  is  purchasing  the  rivars  goods.  There  is  nothing  of  that  kind  10 
here,  and  i\  is  impossible  to  my  mind  to  build  up  a  case  on  such  evidence 
as  I  have  described.  I  do  not  think  it  takes  one  a  step  really  in  advance, 
or  that  any  progress  is  made  by  such  evidence,  towards  the  conclusion  at 
which  the  Appellants  wish  me  to  arrive ;  but  even  granting  'that,  it  carries 
one  but  very  little  way,  and  it  would  be  impossible  on  such  evidence  15 
to  conclude  that  the  term  ^^Kifiahan^e  Whisky'*  means,  anywhere,  the 
Appellants'  whisky. 

But  when  one  comes  to  examine  the  evidence  on  the  first  branch  of  the 
allegation,  the  weakness  of  the  evidence  on  the  second  is  even  more  apparent. 
The  first  branch  is  this :  '*  The  Appellants'  whisky  always  had  been,  and  is  20 
"  invariably  sold  as  *  Kinahan^s  Whisky '  all  over  the  world."    We  have  had 
evidence  here  to-day,  some  on  af&davit,  and  some  in  the  witness-box,  to  show 
that  the  Dublin  firm  manufactured  whisky  of  several  different  characters,  some 
older,  some  more  refined,  some  more  expensive,  some  cheaper,  and  known  by  I 
think  eight  different  names,  and  I  gather  from  the  evidence  that  the  eight   25 
names  mentioned  in  the  af&davits  do  not  exhaust  all  the  titles  of  the  whisky 
sold   by  the  Dublin  firm.     We  have  evidence  that  some  of  those  who  sell 
their  whisky  have  never  dealt  with  any  but  one  sort  of  whisky,  •*  L.L."  and 
some  have  only  dealt  in  two,  and  they  know  nothing  about  the  others  at  all ; 
some  of  the  witnesses  never  heard  of  any  others ;  some  knew  them  by  reference   30 
to  labels  which  they  they  had  seen,  or  Price  Lists  ;  and  some  of  them  tell  me  in 
the  plainest  way  that    what    they  know  is  not  **  Kinahan^e  Whisky "  but 
"  Kinahan^s  L.L.  Whisky,"  and  though,  likely  enough,  brevity  being  easily 
adopted,  it  is  sometimes  called  "  Kinahan^s  Whisky  "  without  **  L.L."  by  Uiose 
who  do  not  know  that  there  is  anything  else  but  the  *^  L.L."  whisky,  that  seems  35 
by  no  means  the  rule,  because  the  Appellants'  own  evidence  goes  to  show  that 
people  do  know  their  other  whiskies    by  different  titles.      Therefore,  the 
suggestion  that  each  of  these  different  sorts  of  the  Appellants'  whisky  is 
invarially  sold  as  '^  Kinahan^s  Whisky  "  seems  to  me  to  be  utterly  unfounded. 
Not  only  is  it  not  supported  by  the  evidence,  but  the  evidence  entirely  contradicts  40 
that  view. 

Now  that  I  have  the  complete  evidence  I  can  go  a  step  further.  The 
Respondents'  whisky  is  not  so  well  known,  indeed  they  seem  to  have  a  com- 
paratively small  trade,  and  it  is  confined  apparently  to  a  very  few  places  in  this 
country.  But  those  who  sell  and  those  who  purchase  the  Respondents'  whisky  45 
know  that  as  '^  Kinahan^s  Whisky."  They  are  not  so  courageous  as  to  say  that 
their  whisky  is  invariably  sold  all  over  the  world  as  **  Kinahan^s  Whisky,"  and 
that,  therefore,  nobody  else  is  to  sell  **  Kinahan's  Whisky."  Of  course,  any 
suggestion  of  that  kind  would  break  down  perhaps  even  worse  than  that  of  the 
Appellants,  but  there  is  quite  as  much  evidence  really  in  support  of  it  as  there  50 
is  in  support  of  the  Appellants'  case.  Where  the  Respondents'  whisky  is  sold, 
and  the  other  is  unknown,  there  the  Respondents'  whisky  is  spoken  of  as 
"  Kinahan^a  Whisky."  True,  the  evidence  goes  to  show  that  generally  it  is 
called  *'  y.O.  Whisky,"  and  it  is  known  better  by  that  name,  but  there  is  no 
reason  why  it  should  not  be  sold  as  '^  Kinahah*8  Whisky,"  and  I  gather  from  55 
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the  evidence  that  it  frequently   is  talked  of,  perhaps    without  precision,   as 
"  Kinahan' 8  Whisky." 

The  object  of  this  Appeal  is  to  prevent  the  Respondents  putting  on  the 
Register  a  Trade  Mark,  which  does  not  contain  the  words  '^  £tna^n'8  Whisky," 
5  but  does  contain  a  blank  which  can  easily  be  filled  up  in  use,  and  is  intended  to 
be  filled  up  in  use,  so  as  to  make  the  words  '^  Kinahan'e  Whisky  "  plain  to 
whoever  looks  at  the  Trade  Mark.  The  main  objection  to  that  Trade  Mark  is 
that  it  will  enable  the  Respondents  to  sell  their  whisky  as  *'  Kinahan' a 
**  Whisky."    Why  not  ?    If  tiie  Appellants  have  not  established  a  right  to  the 

10  words  **  Kinahan's  Whisky  "  as  a  monopoly,  why  should  not  the  others  be 
entitled  to  sell  theirs  as  "  Kinahan's  Whisky,"  especially  as  the  proposed  Trade 
Mark  contains  other  words  which  show  distincdy  that  the  whisky  which  is 
intended  to  be  sold  by  the  Respondents  is  not  that  manufactured  by  the 
Appellants  but  that  it  is  a  whisky  of  an  entirely  different  character.    Some 

15  witnesses  have  taken  it  upon  themselves  to  swear  that  it  is  obvious  that  that 
Trade  Mark  would  be  calculated  to  deceive,  and  that  it  would  deceive ;  but 
the  less  said  about  the  affidavits  the  better.  I  must  use  my  own  eyes,  and  my 
own  eyes  tell  me  that,  to  almost  the  unwary  purchaser,  but  certainly  to  any 
person  of  ordinary  intelligence,  there  is  quite  enough  on  the  Trade  Mark  to 

^  tell  him  that  he  is  dealing  with  the  Belfast  firm,  and  not  with  the  Dublin 
Limited  Company.  It  is  a  different  name,  though  they  both  have  the  word 
^^  Kinahan^''  and  it  can  be  seen  clearly  from  the  Trade  Mark  that  what  he  is 
buying  is  not  Kinahan  S  Go's  whisky,  and  certainly  not  Kinahan  A  Go's 
**  L.L."  whisky  or  anything  of  that  kind.    The  result  is  that  to  my  mind  the 

^  Appellants  break  down  on  what  is  really  their  first  and  main  point — the  one 
which  really  has  more  in  it  than  anything  else. 

As  regards  the  other  points,  I  am  content  to  refer  to  the  decision  of  the 
Comptroller,  and  I  agree  in  his  conclusions,  and  I  think  the  reasons  which  he 
«^  gives  for  those  conclusions  are  sound. 
^     The  Appeal  must  be  dismissed  with  costs. 
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In  the  High  Court  op  Justicb.— ChalNobry  Division. 

Before  Mb.  Justice  Swinfbn  Eady. 

November  13th,  14th,  15th,  and  I6th,  1906. 

Star  Cyolb  Company  Ld.  v.  Frankbnburgs. 

Passing-off  and  infringement  of  Trade  Mark.—^''  Star  Cycleey—Uee  by  5 
Defendant  in  trade  catalogue  of  name  **  Midland  Star.''— Actual  fraud  held 
not  proved.—Concurrent    user   of  name  by  third  parties. — Probability  of 
deception  not  established. — Action  dismissed. 

TTie  Plaintiffs  ani  their  predecessors  had  carried  on  business  for  many  years 
as  makers  of  cycles  at  the  Star  Cycle  Works,  Wolverhampton^  and  had  used  a  10 
Trade  Mark,  registerei  in  1891,  and  consisting  of  the  device  of  a  Star^  in  con- 
nection  with  the  sale  of  their  cycles,  which  were  well  known  as  "  Star  '*  cycles. 
In  an  action  for  passing-off  and  infHngement  of  the  Trade  Mark,  the  Plaintiffs 
complained  of  an  advertisement  of  "  Midland  Star  "  cycles  and  cycle  frames  in 
the  Defendant's  price  list ;  they  also  charged  the  Defendant  with  having  accepted  15 
an  order  for  a  '*  Star  "  cycle,  hut  on  a  Motion  for  an  interlocutory  injunction 
that  charge  failed,  and  it  was  held  that  the  probability  of  deception  had  not  been 
establislied,  and  no  Order  was  made,  except  as  to  costs.  The  Plaintiffs  claimed 
to  be  entitled  to  the  exclusive  right  to  the  use  of  the  word  "  Star,"  alone  or  in 
combination,  in  tlie  sale  of  cycles  and  cycle  parts  and  accessories,  biU  at  the  trial  20 
they  limited  their  claim  to  cycles  and  frames.  The  Defendant  proved  that  a 
considerable  sale  of  cycles  under  various  names  of  which  "  Star  "  formed  a  part 
luxd  been  going  on  openly  for  several  years  uncliallenged  by  the  Plaintiffs.  The 
Defendant  alleged  that  the  name  ^^  Midland  Star  "  was  innocently  adopted;  that 
his  price  list  was  issued,  and  his  cycles  were  sold,  to  the  trade  only ;  t?uit  the  25 
advertisement  could  not  deceive ;  that  his  device  containing  a  Star  had  never 
been  affixed  by  him  to  any  cycle;  that  he  had  never  sold  a  cycle  or  frame  under 
the  name  **  Midland  Star  " ;  and  that  the  Plaintiffs  regularly  sold  cycles  without 
any  name  on  tliem. 

Held,  t?iat  the  Defendant  had  adopted  the  name  "  Midland  Star  "  unthout  any  30 
fraudulent  intention ;  that  the  Plaintiffs  had  no  exclusive  right  to  the  use  of 
the  word  ^'  Star  " ;  and  that  the  probability  of  deception  had  not  been  established. 
The  auction  was  dismissed  with  costs. 
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On  the  8th  of  February  1906  the  Star  Cycle  Company  Ld.  commenced  an 
action  against  Hyman  Frankenburg,  trading  under  the  name  of,  and  sued  as, 
Frankenburgs  (a  firm),  claiming  an  injunction  to  restrain  the  Defendants,  their 
servants,  workmen,  and  agents,  from  in  any  manner  passing  off,  or  enabling  or 
5  assisting  others  to  pass  off,  any  cycles  or  parts  of  cycles  or  accessories  to  cycles 
not  of  the  Plaintiffs'  manufacture  or  merchandise  as  or  for  the  Plaintiffs'  goods  ; 
and  from  selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to 
be  sold  any  such  goods  as  aforesaid  under  the  description  of  a  Star  or  the  name 
**  Star,"  with  or  without  additions,  or  under  any  other  name  which,  by  reason 

10  of  colourable  imitation  of  the  said  name  or  otherwise,  was  calculated  to  repre- 
sent or  lead  to  the  belief  that  such  goods  were  the  Plaintiffs'  goods,  and  from  in 
any  other  manner  using  any  such  description  or  name  as  aforesaid,  so  as  to  be 
culculated  to  represent  or  lead  to  such  belief  as  aforesaid,  and  from  in  any 
manner  infringing  the  Plaintiffs'  registered  Trade  Mark,  No.   155,130,  and 

15  claiming  consequential  relief.  The  Trade  Mark  referred  to  was  registered  for 
bicycles  and  certain  other  articles  in  Class  22.  It  consisted  of  the  device  of  a 
Star.  It  was  originally  registered  in  March  1891,  and  was  transferred  to  the 
Plaintiff  Company  in  1897,  on  the  formation  of  the  Company.  The  Plaintiffs 
moved  for  an  interlocutory  injunction  in  the  terms  of  the  writ,  as  set  out  above. 

20  They  alleged  that  their  cycles  and  those  of  their  predecessors  had  been  long 
known  as  "Star"  cycles,  and  that  the  name  indicated  their  goods  only  ;  they 
complained  of  an  advertisement  by  the  Defendant  in  his  trade  circular  of  the 
^  Midland  Star  "  cycle,  and  they  alleged  that  the  Defendant  had  accepted  an 
order  for  a  ^  Star  "  cycle,  but  this  was  denied.    The  Motion  came  on  for  hearing 

25  on  the  9th  of  March  1906  before  Mr.  Justice  SWINFBN  Eady,  who,  on  the  23rd 
of  March  1906,  held  that  the  charge  of  actual  fraud  failed,  and  that  the  prob- 
ability of  deception  had  not  been  established.  No  Order  was  made  on  the 
Motion,  except  that  the  costs  should  be  costs  in  the  action  (see  23  R.P.C. 
337). 

30  llie  Plaintiffs  by  their  amended  Statement  of  Claim  alleged  as  follows  : — 
•*  (1)  The  Plaintiff  Company  was  incorporated  on  the  16th  day  of  December 
^  1896,  for  the  purpose  of  acquiring,  and  they  in  fact  thereupon  acquired  as  a 
^  going  concern  and  have  ever  since  carried  on,  a  business  consisting  in  the 
"  manufacture  and  sale  of  cycles  and  parts  of  cycles  and  accessories  to  cycles 

35  **  which  had  theretofore  been  carried  on  under  the  name  of  the  Star  Cycle 
*•  Company  (Sharratt  and  Lisle),  Limited,  (2)  The  said  business  carried  on 
"  by  the  Plaintiff  Company,  and  by  their  predecessors  in  business  (all  of  whom 
*'  are  hereinafter  described  as  the  Plaintiffs)  was  first  established  in  or  prior  to 
*'  the  year  1884,  and  throughout  the  whole  of  the  period  aforesaid  the  Plaintiffs' 

40  ^  goods  have  been  distinguished  and  identified  by  the  distinctive  name  '  Star.' 
''Their  said  business  has  been  and  is  carried  on  at  their  works  in  Wolver- 
^  hampton,  known  as  the  '  Star  Cycle  Works,'  and  the  representation  of  a  Star 
"  has  be?n  and  is  their  registered  Trade  Mark,  No.  155,130,  which  was  originally 
^  registered  as  of  the  25th  day  of  March  1891,  and  is  standing  on  the  register 

45  "  in  the  Plaintiffs'  name.  (3)  Throughout  the  whole  period  aforesaid  the  name 
"  '  Star  Cycle '  has  been  the  distinctive  name  of  the  Plaintiffs'  cycles,  and  the 
**  different  varieties  of  such  cycles  have  been  distinguished  from  one  another  by 
**  other  names  in  combination  with  the  name  '  Star,'  such  as  *  Special  Star,' 
**  *  Model  Star,'  *  La  Grande  Star,' '  Surprise  Star,'  and  the  like,  the  name  *  Star ' 

50  *'  indicating  the  Plaintiffs'  make,  and  the  name  prefixed  indicating  the  variety. 
•*  (4)  The  Plaintiffs  have  throughout  the  period  aforesaid  expended  considerable 
"  sums  of  money  in  continuously  advertising  and  pushing  the  sale  of  their 
**  *  Star '  cycles  and  parts  and  accessories,  and  the  said  name  '  Star,'  with  or 
**  without  a  prefix,  indicates  exclusively  both  to  the  trade  and  the  public  that 

55  "  cycles  or  parts  or  accessories  to  which  the  name  is  applied  are  the  Plaintiffs' 
^  goods,  and  anyone  asking  for  or  ordering  cycles  or  other  goods  as  aforesaid 
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*' under  the  said  name 'Star*  alone  or  in  combination  intends  and  expects  to 
*'  receive  the  goods  which  have  acquired  a  repntation  under  that  name,  or,  in 
'^  other  words,  the  Plaintiffs'  goods  and  no  others.  (5)  No  cycles  or  goods  as 
^  aforesaid  other  than  the  Plaintiffs*  cycles  and  goods  have  ever  been  sold  to 
"  any  commercial  extent  under  the  said  name  *  Star,'  alone  or  in  combination.  5 
'^  The  Plaintiffs  have  always  been  vigilant  to  protect  their  rights  in  the  said 
'*  name,  and  whenever  it  has  been  brought  to  their  knowledge  that  cycles  or 
*'  goods  of  other  makes  were  beginning  to  be  introduced  under  any  such  name 
''  tiiey  have  promptly  secured  the  discontinuance  of  the  use  of  such  name,  and 
*'  (except  as  hereinatter  appears)  there  are  on  the  market  under  the  name  10 
^  ^  Star,'  alone  or  in  combination,  no  cycles  or  parts  or  accessories  other  than 
*'  those  of  the  Plaintiffs.  (6)  The  Defendants  carry  on  business  in  Birmingham, 
^^  with  branches  in  London  and  Manchester,  under  the  trading  style  of  '  Ffrm- 
^^  *  kenburgs^^  and  in  the  course  of  such  business  they  make,  make  up,  and  sell 
"  cycles,  and  cycle  parts  and  accessories.  (7)  On  or  about  the  1st  day  of  February  15 
'^  1906  it  was  brought  to  the  Plaintiffs'  knowledge  by  members  of  the  trade  that 
*'  a  Price  List  issued  by  the  Defendants,  and  dated  the  19th  day  of  January  1906, 
*'  contained,  in  addition  to  advertisements  of  cycles  under  the  names  such  as 
**  *  Minerva  Cycle,'  *  Empire  Cycle,'  '  Scorcher  Cycle,'  and  the  like,  advertise- 
^  ments  of  cycles  and  cycle  frames  under  the  names  of  '  Midland  Star  Cycle '  20 
'*  and  ^  Midland  Star  Frame.'  The  Plaintiffs  represented  to  the  Defendants  that 
<*  the  use  by  them  of  the  word  ^  Star '  in  manner  aforesaid  would  cause  decep- 
'^  tion,  but  the  Defendants  paid  no  attention  to  such  representations,  and  they 
^^  are  publicly  offering  and  advertising  for  sale  and  selling  their  goods  aforesaid 
^<  ander  the  names  aforesaid.  (8)  The  Defendants  adopted  and  used  in  respect  25 
<^  of  their  cycles  and  frames  as  aforesaid  the  said  name  *  Midland  Star '  with  full 
^'  knowledge  that  the  said  name  ^  Star,'  alone  or  in  combination,  was  used  by  the 
^'  Plaintiffs  to  distinguish  their  goods,  and  was  and  had  for  many  years  been,  in 
'^  fact,  distinctive  of  the  Plaintiffs'  goods,  and  the  use  by  them  of  the  said  name 
'' '  Midland  Star '  in  manner  aforesaid  is  calculated  to  lead  and  must  lead  to  the  30 
^*  Defendants'  goods  described  thereby  being  believed  to  be  and  passed  off  and 
^^  sold  as  being  the  Plaintiffs'  goods  and  as  and  for  such  goods.  (9)  The  Defen- 
^'  dants  are  selling  such  goods  at  prices  lower  than  Plaintiffs'  prices,  and  the  use 
^'  by  them  of  the  name  aforesaid  in  connection  with  their  cheap  goods  is  calcu- 
'*  lated  to  injure  the  Plaintiffs,  not  only  by  reason  of  the  loss  of  sales  of  the  35 
"  Plaintiffs'  goods,  but  also  by  reason  of  the  injury  occasioned  thereby  to  the 
^'  reputation  of  the  Plaintiffs  and  their  goods." 

The  relief  claimed  was  as  stated  above,  except  that  the  words  ^^  and  from 
*<  selling  ....  any  such  goods  as  aforesaid  under  the  name  *  Midland 
"  *  Star,'  or  under  the  name  *  Star,'  alone  or  in  combination,  or  under  any  other  40 
"  name,"  were  substituted  for  the  corresponding  words  in  the  writ.  The  con- 
sequential relief  claimed  was  delivery  up  or  destruction  of  infringing  articles, 
damages  or  an  account  of  profits,  and  costs. 

The  Defendant  by  his  amended  Defence  alleged  as  follows  : — ^^  (1)  The  name 
'*  Frankenburgs  is  the  name  under  which  the  sole  Defendant  to  this  action —  45 
**  viz.,  Hyman  Frankenburg — has  carried  on  and  carries  on  business.    (2)  The 
*'  Defendant  does  not  admit  any  of  the  allegations  contained  in  the  first  five 
'*  paragraphs  of  the  Statement  of  Claim  except  that  the  Plaintiffs'  business  has 
^  been  and  is  carried  on  at  works  in  Wolverhampton  called  the  Star  Cycle 
^^  Works,  and  that  a  design  or  device  representing  a  Star  without  any  accom-  50 
**  panying  word  or  words  has  been  and  is  the  Plaintiffs'  registered  Trade  Mark. 
*'  (3)  Cycles  and  cycle  parts  and  accessories  other  than  the  Plaintiffs'  cycles  and 
"  goods  have  from  time  to  time  during  several  years  last  past  been  sold  to  a 
*'  commercial  extent  by  manufacturers  and  dealers  under  the  name  '  Star '  in 
^*  combination  with  other  words.    (4)  The  Defendant's  business  consists  of  55 
**  purchasing  the  component  parts  of  cycles  and  cycle  accessories  from  various 
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^*  manufacturers  and  either  reselling  them  or  making  up  cycles  with  such 
^  component  parts  and  selling  the  cycles  so  made  ap,  the  sales  in  all  cases  being 
'*  to  members  of  the  trade.    Save  as  aforesaid,  the  Defendant  does  not  make 
""  cycles,  and  he  does  hot  make  cycle  parts  or  accessories.    The  Defendant  does 
5  "  not  sell  and  has  not  sold  to  the  public  generally,  but  only  to  members  of  the 
**  trade  and  at  wholesale  prices.    (5)  The  price  list  referred  to  in  paragraph  7 
*'  of  the  Statement  of  Claim  was  like  other  price  lists  annually  issued  by  the 
''  Defendant  intended  for  and  issued  to  the  trade  only.    The  advertisements  of 
^'  the  cycles  and  other  goods  therein  advertised  under  various  names,  including 
10  "  those  advertised  under  the  name  '  Midland   Star,'   contained   specifications 
''  giving  particulars  in  detail  (with,  in  many  instances,  makers'  names)  of  the 
"  various  component  parts  with  which  the  cycles  and  goods  were  made  up, 
*'  and  it  would  be  impossible  for  any  person  from  the  advertisements  relating 
"  to  the  '  Midland  Star  Cycle '  and  the  *  Midland  Star  Frame  '  to  suppose  that 
15  "  the  cycles  and  goods  so  advertised  were  made  by  the  Plaintiffs.    The  Defen- 
"  dant  does  not  admit  that  the  contents  of  his  price  list  were  brought  to  the 
"  Plaintiiffs'  knowledge  by  any  member  of  the  trade.    (6)  The  Plaintiffs  did 
"not  represent  to  the   Defendant  that  the  use  by  him  of  the  word  *Star' 
**  in  the  manner  alleged  in  paragraph  7   of  the  Statement  of  Claim  would 
20  '•  cause  deception.    The  only  representation  made  by  or  on  behalf  of  the 
"  Plaintiffs  before  the  commencement  of  this  action  was  contained  in  a  letter 
"  written  to  the  Defendant  by  a  firm  of  Patent  Agents  on  the  1st  February 
"  1906  in  which  they  complained  of  the  Plaintiffs'  registered  Trade  Mark  of  a 
''  Star  being  infringed  and  demanded  various  undertakings  from  the  Defendant. 
25  "  It  is  not  the  fact  that  the  Defendant  paid  no  attention  to  the  said  represen- 
"  tation.    He  immediately  replied  to  the  said  letter  requesting  to  be  informed 
"  in  what  way  he  had  infringed  the  Plaintiffs'  Trade  Mark,  whereupon  the 
*•  Plaintiffs  without  further  communicating  with  the  Defendant,  commenced 
"  this  action  and  unsuccessfully  moved  for  an  interim  injunction  upon  (amongst 
30  "  other  grounds)  the  ground,  which  they  wholly  failed  to  establish,  that  the 
"  Defendant  had  accepted  an  order  for  a  *  Star '  cycle.    The  Defendant  does  not 
*'  admit  that  he  has  offered  or  advertised  for  sale  or  is  offering  or  advertising  for 
"  sale,  except  in  manner  aforesaid  in  his  said  price  list,  or  has  sold  or  is  selling 
*'  any  goods  under  the  names  of  '  Midland  Star  Cycle '  and  '  Midland  Star 
35  "  '  Frame,'  or  either  of  them.    (7)  The  Defendant  has  never  used,  and  does  not 
**  use,  any  design  or  device  representing  a  Star,  and  he  has  not  in  any  way 
**  infringed  any  Trade  Mark  of  the  Plaintiffs.     He  has  not  used  the  word  '  Star ' 
**  either  alone  or,  except  ih  the  said  price  list  referred  to  in  paragraph  7  of  the 
"  Statement  of  Claim,  in  combination,  as  an  advertisement  of,  or  otherwise  in 
40  •*  connection  >*  ith,  any  cycle  or  goods  sold  by  him.    (8)  The  Defendant  does 
'^  not  admit  any  allegation  in  paragraph  8  of  the  Statement  of  Claim.    The  said 
"  name  *  Midland  Star '  was  adopted  and  used  in  manner  aforesaid  by  the 
"  Defendant  in  perfect  good  faith  and  without  any  reference  to  any  Trade  Mark 
'*  or  name  of,  or  used  by,  the  Plaintiffs,  and  its  use  by  him  in  manner  aforesaid  is 
45  "  not  calculated  to  lead,  nor  must,  nor  can  it  lead,  to  the  Defendant's  goods 
'*  described  thereby  being  believed  to  be,  or  passed  off  or  sold  as  being,  the 
"  Plaintiffs'  goods,  or  as  or  for  such  goods.    The  Defendant  has  not  passed  off 
**  or  sold  any  goods  as  being  or  as  or  for  the  Plaintiffs'  goods,  and  no  person  has 
"  been  led  to  believe  that  the  Defendant's  goods  described  by  the  said  name 
.W  "  <vere  the  Plaintiffs'  goods  or  goods  made  by  them.    (9)  The  Defendant  does 
*'  not  admit  any  allegation  contained  in  paragraph  9  of  the  Statement  of  Claim^ 
"  The  prices  at  which  the  Defendant  sells  his  goods  are  wholesale  prices  for 
"  members  of  the  trade  only,  and  the  use  by  the  Defendant  in  manner  aforesaid 
"  of  the  said  name  *  Midland  Star '  is  not  calculated  to  injure  the  Plaintiffs  or 
55  *'  their  reputation,  or  the  reputation  of  their  goods,  or  to  cause  any  loss  of  sales 
*^  of  the  Plaintiffs'  goods.      (10)  The  Defendant  does  not  attach    any  great 
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^  importance  to  the  name  '  Midland  Star,'  and  he  is  willing  to  discontinne  its 
"  use  in  the  price  lists  which  he  may  issue  after  the  price  list  for  the  present 
^*  year,  which  was  issued  in  January  last,  provided  the  Plaintiffs  will  pay  his 
''  costs  of  this  action,  which,  as  the  Defendant  submits,  was  brought  without 
"  any  ground  to  justify  it."  5 

The  Defendant  gave  Particulars  in  which  he  stated  that  •*  White  Star  "  cycles 
had  been  sold  during  the  last  7  years  by  F.  D.  Nawellj  of  Manchester,  a  factor 
of  cycles  and  cycle  accessories,  also  by  Harry  Brown^  of  Altrincham,  Cheshire, 
for  the  last  3  years,  and  for  at  least  8  to  10  years  by  «7.  H.  Hiley^  of  Birmingham, 
bicycle  maker ;  "  Silver  Star "  cycles  by  the  Silver  Star  Cycle  Company^  of  10 
Lower  Kennington  Lane,  London,  for  the  last  10  years,  and  by  the  Western 
Engineering  Company^  of  Brighton,  Sussex,  for  about  3  years  ;  "  North  Star  " 
cycles  by  F.  Andrews  A  Co.^  of  Archway  Road,  London ;  "  Cycle  Star,"  by 
Joseph  I)aemSy  of  Denize,  France ;  *'  Star "  motor  car  manufactured  by  the 
Star  Engineering  Company  Ld»^  Wolverhampton  ;  Cycle  accessories : — *'  Star  "  15 
hacksaws  by  Fairbanks  A  Co,^  of  London,  B.C. ;  "  Star "  lamps  by  Brown 
Brothers  Ld.^  of  London,  E.C. ;  "  Star  "  oil  cans  by  the  last-mentioned  maker,  by 
Sedbrook  Brothers^  of  London,  and  by  Teal  A  Co.,  of  Birmingham  ;  "  White  Star  " 
lamps  for  about  3  years  by  (7.  JB.  Harrison  Ld.^  of  Birmingham  ;  "  Star  of 
*•  Devon  "  lamps  by  F.  Cluck  A  Co.y  of  Exeter  ;  "  Star  "  balls,  inflators,  spanners  20 
and  trouser  clips  by  Teal  A  Co.^  of  Birmingham  ;  and  "  Star "  tyres  by 
F.  Whittingham  A  Wilkin. 

The  Plaintiffs  gave  Particulars,  in  which  they  stated  that  the  Defendant's 
advertisements  for  sale  were  contained  in  the  "Cycle  and  Motor  Trades  Review  " 
and  in  the  "  Cycle  and  Motor-Cycle  Trader."  25 

The  action  came  on  for  tiial  on  the  13th  of  November  1906  before  Mr.  Justice 
SWINPBN  Eady. 

Micklem  K.C.  and  Sebastian  (instructed  by  Pepper^  TangyCy   Young  A  Co.^ 
agents  for  Pepper^  Tangye  and  Winterton^  of  Birmingham)  appeared  for  the 
Plaintiffs ;   Eve  K.C.  and  Christopher  James  (instructed  by  Richard  Barnes)  30 
appeared  for  the  Defendant. 

Micklem  K.C.  opened  the  Plaintiffs'  case. — The  Plaintiffs  and  their  prede- 
cessors have  had  a  continuous  business  for  18  years.  They  have  sold  their 
cycles  under  various  names,  but  always  with  the  word  "  Star "  as  part  of  the 
name.  There  is  no  allegation  that  the  Defendant  has  sold  cycles  under  the  35 
name  "  Star."  The  output  of  the  Plaintiffs'  cycles  is  8,000  to  10,000  a  year. 
The  Plaintiffs  do  not  advertise  frames  separately,  but  .have  sold  them  separately, 
always  as  ^*  Star  "  frames,  some  marked  and  some  not.  The  Defendant  men- 
tions the  names  of  the  makers  of  the  parts  of  his  cycles ;  the  Plaintiffs  do  not  say 
purchasers  would  think  that  he  made  the  parts.  The  Defendant  says  the  name  40 
is  of  little  value  to  him,  but  he  is  using  it.  The  Plaintiffs  use  various  names 
with  the  word  "Star"  to  distinguish  the  various  grades;  such  additions  are 
commonly  used  by  cycle  makers  to  indicate  the  grades  (Seixo  v.  Provezende 
L.R.  1  Ch.  App.  192  was  cited).  A  purchaser  of  a  cycle  from  the  Defendant 
would  pass  it  on  as  a  "  Midland  Star  " — honestly,  he  ought  to  do  so  (In  re  the  45 
Trade  Mark  of  La  Societe  Anonyme  des  Verreries  de  VEtoile  11  R.P.C.  142 ; 
L.R.  (1894)  2  Ch.  26).  It  is  an  infringement  of  the  Plaintiffs'  Trade  Mark, 
which  consists  of  a  star,  to  use  the  word  ''  Star "  ;  it  is  immaterial  that  the 
symbol  is  not  used — <he  word  and  the  symbol  are  interchangeable.  There  are 
many  cases  in  which  it  is  said  that  it  is  unnecessary  that  the  name  should  be  50 
on  the  article  {Singer  v.  Wilson  L.R.  3  A.C.  388,  per  Lord  Cairns  L.C.).  The 
Plaintiffs'  main  case  is  passing-off,  but  there  is  also  infringement  of  Trade 
Mark. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.    E,  Lisle^  managing 
director  of  the  Plaintiff  Company,  said  he  had  been  connected  with  tiie  business  55 
for  about  20  years,  and  throughout  that  time  they  had  used  the  word  '*  Star  " 
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to  denote  their  goods,  and  had  advertised  their  "  Star  "  cycles  very  widely. 
Whenever  it  had  come  to  the  Plaintiffs'  knowledge  that  other  cycles  were 
heing  sold  nnder  a  name  containing  the  word  "  Star  "  they  had  put  a  stop  to  it. 
Not  all  the  cycles  sent  out  by  the  Plaintiffs  had  the  word  "  Star  "  on  them  ; 
5  the  Plaintiffs  made  it  a  practice  to  put  on  any  device  that  was  desired,  and  they 
would  not  call  the  cycles  "  Star"  cycles  unless  they  had  the  Plaintiffs'  device 
on  them.  The  Plaintiffs  sold  directly  to  the  public  and  also  through  agents. 
If  the  Defendant  advertised  *•  Star  cycles  made  by  Frankenburgs,^^  the  words 
**  made  by  Frankenburgs  "  was  a  qualification,  but  the  public  might  think  that 

10  it  was  one  of  the  Plaintiffs'  "  Star  "  cycles,  but  that  the  Defendant  put  his  name 
to  it.  The  Plaintiffs  did  not  advertise  frames  at  all,  nor,  except  in  repairing, 
did  they  supply  single  frames.  The  witness  had  never  heard  that  Truscott  A 
SonSy  while  they  were  the  Plaintiffs'  agents  at  Gloucester,  had  sold  "  White 
**  Star  "  cycles.    The  Plaintiffs,  in  making  their  cycles,  used  rims,  free  wheels, 

15  chains,  pedals,  saddles,  and  handle-bars  of  other  makers,  but  they  made  some 
of  those  parts  themselves.  Notwithstanding  the  enumeration  of  the  components 
in  the  Defendant's  advertisement,  many  agents  would  be  deceived.  The 
Plaintiffs  had  agents  practically  all  over  England  and  a  few  in  Ireland  and 
Scotland.    E.  Lisle,  jun.,  said  that  the  Plaintiffs  had  never  advertised  cycles  in 

20  the  trade  papers  or  sold  to  the  public  under  any  name  other  than  one  containing 
the  word  **  Star,"  but  they  sold  many  without  a  name,  and  if  they  were  unable 
to  make  all  that  were  demanded  they  bought  cycles  from  other  makers  and  put 
their  transfer  on  them.  The  Plaintiffs'  list  prices  ^ere  much  higher  than  the 
Defendant's  prices,  but  the  latter  were  cash  prices.    An  agent  could  afford  to 

25  sell  the  Defendant's  cycles  for  le.^s  than  the  Plaintiffs'  cycles.  The  Plaintiffs' 
agent  who  had  been  instructed  to  order  a  "  Star  "  cycle  had  ordered  a  "  Midland 
**  Star  "  from  the  catalogue,  as  the  Plaintiffs  found  out  after  the  commencement 
of  the  action.  The  Plaintiffs  did  not  complain  of  anything  but  the  use  of  the 
word  **  Star." 

30      E.  J.  O'Reilly  (editor  of  the  "  Motor-Cycle  Trader  "  and  the  «  Motor  Trader  "), 

E.  Orasby,  W.  Selwyn,  H.  Haskins,  O.  H,  Smart,  J,  Rogers,  T.  Williams,  and 

F,  W,  Millard  gave  evidence,  the  substance  of  which  is  stated  in  the  judgment. 
Eve  K.C.  opened  the  Defendant's  case. — The  IMaintiffs,  after  merely  having 

seen  the  Defendant's  catalogue,  obtained  the  Defendant's  acceptance  of,  as  they 

35  wrongly  supposed,  an  order  for  a  "  Star "  cycle,  and  then  brought  the  action, 
with  a  claim  in  the  widest  terms,  in  respect  of  cycles  and  cycle  parts  and 
accessories.  Now  their  claim  is  limited  to  cycles  and  frames,  and  the  Plaintiffs 
admit  that  they  do  not  deal  regularly  in  frames,  but  merely  replace  frames  that 
have  been  broken.    Confining  oneself  to  the  complete  bicycle,  it  is  not  enough 

40  to  allege  that  the  cycles  are  capable  of  being  passed  off  ;  it  is  necessary  to  prove 
that  the  course  taken  by  the  Defendant  is  calculated  to  lead  to  that  result.  It 
is  impossible  to  believe  that  the  advertisements  in  the  newspapers  could  deceive  ; 
they  are  all  trade  papers.  Some  of  the  witnesses,  who  said  they  would  be 
deceived,  were  the  Plaintiffs'  agents,  who  would  object  to  others  being  able  to 

45  sell  the  Defendant's  machines  cheaper.    The  substance  of  the  charge  is  with 

respect  to  the  catalogue.    The  Plaintiffs  are  trying  to  get  an  unfair  monopoly, 

and  the  Defendant  declines  to  join  the  small  traders  who  have  submitted  to  the 

Plaintiffs. 

Evidence  was  given  in  support  of  the  Defendant's  case.     The  Defendant, 

50  Hyman  Frankenburg,  said  he  was  a  factor  of  cycles,  cycle  accessories,  and 
india-rubber  goods.  He  purchased  a  variety  of  parts  from  manufacturers  and 
put  them  together  to  make  cycles,  which  he  sold  to  the  trade  only.  After  the 
Plaintiffs'  complaint  he  had  the  stars  cut  off  his  transfers,  and  he  never  sent  out 
a  cycle  with  the  word  "  Star,"  or  device  of  a  star,  or  the  words  '*  Midland  Star  " 

65  on  it.  He  had  only  used  the  words  "  The  Midland,"  and  unless  a  purchaser 
specially  asked  him  to  put  his  transfer  on  a  machine  he  sent  out  the  machine 

D  2 
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without  any  transfer.  He  went  to  Birmingham  in  1896  and  commenced 
business  in  his  own  name.  In  1901  he  converted  the  business  into  a  limited 
company,  which  was  compulsorily  wound  up  in  1903,  and  in  1904  he  purchased 
the  business  from  the  liquidator  and  became  the  sole  proprietor.  If  an  order 
came  to  him  from  anyone  who  did  not  appear  to  be  a  trader  it  would  be  5 
declined.  He  advertised  in  some  papers  not  exclusively  trade  papers,  but  his 
advertisements  were  only  intended  for  traders.  He  had  heard  of  the  Plaintiffs' 
business^  but  did  not  know  their  machines  until  immediately  before  the  trial. 
An  action  had  been  brought  against  him  for  selling  ^'  B.  A.  S.**  spanners,  it 
being  alleged  that  they  would  be  believed  to  be  "  B.  S.  A."  spanners,  and  he  had  10 
consented  to  judgment.  In  two  other  actions  brought  against  him  for  passing  off 
goods  he  had  consented  to  judgment. 

E.  Oay,  H.  M.  Sutcliffe,  F.  W.  BingUy  8.  E.  Langham,  W.  R.  Edwards, 
A,  Spencer,  F.  Mountfora,  C  A.  Young,  H.  C.  Hortony  and  V.  A.  J.  Wraight 
gave  evidence,  the  substance  of  which  is  stated  in  the  judgment.  15 

James  summed  up  the  Defendant's  case. — The  case  is  one  of  passing-off  and 
nothing  else.  It  is  suggested  that  there  is  infringement  of  Trade  Mark,  but 
that  could  only  be  intended  Trade  Mark,  as  the  registered  mark  is  a  device  of  a 
star,  which  the  Defendant  has  not  used.  The  case  of  the  Societe  Anonyms 
(11  R.P.C.  142  ;  L.R.  (1894)  2  Ch.  26)  has  no  application.  [Seizo  v.  Provezende  20 
(L.R.  1  Ch.  192)  and  Singer  v.  Loog  (L.R.  J  8  CD.  395,  at  page  422;  8 
App.  Cas.  15,  at  page  20)  were  also  referred  to.]  It  is  submitted  that  so  far  as 
the  action  is  founded  on  deceit  it  fails.  As  to  whether  the  name  applied  by  the 
Defendant  to  his  goods  is  calculated  to  deceive,  it  is  said  that  the  name  would 
be  passed  on  ;  there  is  no  evidence  that  a  "  Midland  Star  "  cycle  has  ever  been  25 
passed  on  under  that  name.  The  Plaintiffs'  cycles  are  known  as  "  Star  '* 
cycles  simply,  and  no  prefix  has  been  used  with  the  name  except  the  word 
*'  Surprise,''  which  seems  to  have  been  used  in  the  advertisements  in  one  year. 
The  Directory  shows  that  many  other  dealers  have  used  the  name  "  Star,"  with 
various  prefixes.  Two  injunctions  and  some  undertakings  have  been  obtained  30 
by  the  Plaintiffs,  but  in  the  cases  in  which  injunctions  were  granted  the  Defen- 
dants had  used  a  star.  The  Defendant  is  still  prepared  to  discontinue  the  use 
of  the  word  "  Star,"  as  stated  in  the  Defence,  if  the  Plaintiffs  will  pay  his  costs 
as  between  solicitor  and  client. 

Micklem  K.C.  replied. — The  Plaintiffs  have  proved  their  reputation.     When-  35 
ever  the  Plaintiffs  have  heard  of  others  using  the  name  **Star"  they  have 
stopped  them.    As  to  Mr.  Bingle  and  two  others,  who  are  said  to  have  used  the 
name  in  various  combinations,  it  may  be  that  tbey  have  a  right  to  use  it  with 
the  Plaintiffs,  but  that  does  not  justify  others  in  using  it.     Apart  from  those 
three  instances  there  is  no  evidence  of  any  user  at  the  present  time  on  any  cycle  40 
of  the  word  "Star"  with  any  prefix  or  affix.    The  Defendant  has  had  other 
complaints  made  against  him.    One  case—by  the  County  Chemical  Company-^ 
is  reported  in  volume  21  of  the  Reports  of  Patent  Cases,  page  722.    His  story  of 
the  genesis  of  the  name  is  not  clear ;   there  is  nothing  in  writing  to  verify  it, 
and  there  are  few  dates  stated.    Mr.  Oay  had  to  trust  to  his  memory  entirely.  45 
The  alterations  made  by  the  designer  in  the  form  of  the  star  are  said  to  have 
been  made  without  instructions  from  the  Defendant,  but  that  seems  incredible. 
Some  of  the  story  has  been  omitted.     The  choice  of  the  prefix  is  significant, 
although  it  is  argued  that  it  was  immaterial  what  prefix  was  adopted.    The 
statement  made  in  opening  the  case  that  no  wholesale  trader  would  be  deceived  50 
was  made  without  knowledge  of  the  fact  that  all  the  details  of  the  cycles  were 
used  by  all  the  makers.    The  Specification  would  not  show  that  the  Defendant's 
cycles  were  not  •*  Star  "  cycles.    Mr.  Hawkins  said  that  at  first  he  thought  the 
Defendant  must  have  obtained  a  large  order  for  '^  Star  "  cycles,  and  it  was  only 
the  fact  that  ^'  Minerva  "  tyres  (which  the  Plaintiffs  did  not  use)  were  named  5$ 
that  caused  him  to  doubt.    Evidence  of  a  cycle  sold  as  a  "  Star  "  cycle  being 
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re-sold  as  a  "  Star  "  cycle  would  be  unattainable,  but  the  cycle  would  naturally 
be  re-Bold  under  the  original  name.  It  is  not  necessary  that  there  should  be 
attached  to  the  cycle  any  reference  to  a  star.  There  is  apparently  no  case  in 
which  a  Trade  Mark  has  been  infringed  without  any  part  of  the  mark  being 
5  taken  ;  the  SocietS  Anonyms  case  (11  R.P.C.  142  ;  L.R.  (1894)  2  Ch.  26)  is  the 
nearest.  [Singer-^.  Loog  (L.R.  8  App.  Cas.  15,  at  page  32)  was  referred  to.] 
The  Defendant  is  attempting  to  get  the  benefit  of  the  PlaintiflFs'  name. 

SwiNFBN  Eady  J.— In  this  case  the  PlaintiflFs,  the  Star  Cycle  Company  Ld., 
sue  the  Defendant  Frankenburgs^  that  is,  Mr.  Hyman  Frankenburg^  who  trades 
10  under  the  name  of  Frankenburgs,  for  an  injunction  to  restrain  him  from  passing 
oflf  cycles  as  and  for  the  Plaintiffs,  and  from  selling  or  oflFering  for  sale  any 
goods  under  the  name  **  Midland  Star,"  or  under  the  name  "  Star  "  alone,  or  in 
combination,  that  is  to  say,  with  any  other  name  on  them,  or  otherwise,  so  as 
to  lead  to  the  belief  that  they  are  the  Plaintiffs'  goods,  and  also  an  injunction 
15  to  restrain  the  Defendant  from  infringing  the  Plaintiffs'  Trade  Mark. 

The  Plaintififs  are  a  Limited  Company,  incorporated  on  the  16th  of  December 
1896,  and  one  of  the  objects  for  which  the  Company  was  established  was  to  take 
over  as  a  going  concern  the  business  of  their  predecessors,  the  Star  Cycle  Com- 
pany {Sharrait  and  Lisle)  Ld.^  of  Wolverhampton,  and  they  acquired  among  other 
20  things  a  registered  Trade  Mark  for  cycles.  It  is  a  mark  registered  in  Class  22,  for 
carriages.  The  mark,  according  to  the  Certificate,  was  registered  under  date  the 
25th  of  March  1891,  by  Edward  Lisle,  trading  as  Sharratt  and  Lisle,  and  then  I 
infer  that  they  sold  their  business  to  the  Limited  Company  which  was  then 
formed,  and  which  in  turn  sold  their  business  to  the  Plaintiffs.  The  Plaintiffs' 
25  design  as  registered  is  a  six-pointed  star  with  rays  in  between  the  points,  the 
rays  not  reaching  as  far  as  the  points  of  the  stars. 

It  is  not  disputed  that  the  Plaintiffs'  cycles  are  well-known  as  "  Star  "  cycles. 

The  Defendant  carries  on  business  as  a  manufacturer  and  dealer  in  cycles,  and 

.  parts  and  accessories.    The  word  "  manufacturer  "  in  the  cycle  trade  appears  to 

30  be  used  of  a  person  who  assembles  the  various  parts  of  which  a  cycle  is  made, 

and  puts  them  together,  and  sells  them  as  a  complete  cycle.    It  is  not  necessary 

to  be  a  maker  or  manobcturer  that  he  should  make  any  of  the  separate  parts, 

and  indeed  it  would  appear  that  in  every  case  there  is  no  single  manufacturer 

who  makes  all  the  parts  as  well  as  the  complete  machine.    I  am  speaking  so  far 

35  as  the  evidence  before  me  goes.    With  regard  to  the  Plaintiffs,  it  is  said  that 

they  themselves  buy  parts — most  of  the  parts  that  are  bought  by  the  Defendant 

— and  assemble  them  into  machines,  and  sell  them  as  "  Star  "  cycles,  although 

they  also  do  make  some  of  the  parts  themselves  now,  as  I  gather,  but  not  all. 

No  doubt  the  Plaintiffs  are  in  a  much  larger  way  of  business  as  makers  of 

40  cycles  than  the  Defendant. 

The  claim  as  originally  made  was  one  of  the  widest  possible  character,  and 
the  Plaintiffs  sought  an  injunction  both  as  regards  cycles,  parts  of  cycles,  and 
accessories.  During  the  opening  it  was  conceded  that  the  Plaintiffs  have  not 
used  their  Trade  Mark  for,  and  do  not  sell  these  accessories  as,  ^'  Star  "  acces- 
45  sories,  or  use  it  for  any  accessories  ;  and  as  regards  parts  of  cycled  the  case  was 
only  opened  as  regards  a  frame  for  cycles,  and  the  case  was  given  up  with 
regard  to  any  parts  of  cycles  except  the  frame.  Counsel  for  the  Plaintiffs 
stated  :  ''  I  give  up  all  parts  of  cycles  other  than  the  frames,  and  all  acces- 
*'  sories  ;  we  have  only  registered  the  '  Star '  for  a  complete  machine,  and  not 
50  **  for  any  part."  So  that  there  is  no  case  at  all  for  the  Defendant  to  answer 
with  regard  to  accessories,  or  with  regard  to  any  part  of  the  machine  other  than 
the  frame.  With  regard  to  the  frsmies,  they  are  not  sold  separately  by  the 
Plaintiffs.  The  Plaintiffs  sell  cycles.  They  have  on  several  occasions  sold  a 
frame  because  die  frame  of  some  machine  supplied  by  them  may  have  been 
55  damaged,  but  except  under  such  exceptional  circumstances  they  do  not  sell 
frames.    What  they  do  sell  are' complete  cycles. 
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When  the  action  was  first  launched  against  the  Defendant  a  Motion  was  made 
for  an  interlocutory  injunction,  and  it  was  then  put  forwai'd  that  what  the 
Defendant  was  doing  was  that  he  had  introduced  a  cycle  that  he  called 
"  Midland  Star,"  and  that  he  was  accepting  orders  for  "  Star  '*  cycles  with  a 
view  to  fulfilling  them  by  supplying  *'  Midland  Stars,"  and  Mr.  Lisle  in  the  5 
aflSdavit  that  he  made  in  support  of  the  Motion  made  that  charge  against  the 
Defendant.  He  admitted,  quite  fairly,  that  be  was  mistaken.  It  was  based 
upon  this,  that  he  instructed  some  agent  to  go  to  the  Defendant's  place  and 
order  a  "  Star "  cycle,  but  the  machine  was  not  made  there  ;  he  was  mis- 
informed, and  it  is  now  conceded  that  there  is  no  case  whatever  against  the  10 
Defendant  of  selling,  or  attempting  to  sell,  a  Midland  Star  cycle  when  a 
"  Star  "  cycle  had  been  ordered  from  him. 

The  case  against  the  Defendant  during  the  opening,  and  I  think  down  to  the 
conclusion  of  the  Plaintiffs'  case,  after  their  witnesses  had  been  heard,  was 
based  upon  what  the  Defendant  had  done  in  the  Catalogue  and  in  an  advertise-  15 
ment  in  the  "  Cycle  and  Motor-Cycle  Trader "  of  the  9th  of  February,  and 
another  one  in  the  ''  Cycle  and  Motor  Trades  Review "  of  the  12th  of  April. 
In  the  Defendant's  Catalogue,  at  page  15,  there  is  a  6])ecification  of  the  machine 
which  he  advertises  "The  Midland  Star  Cycle,  Qent.'s  Roadster,"  and  on 
the  next  page,  "  The  Midland  Star  Cycle,  Lady's  Roadster,"  and  on  page  31  20 
"The  Midland  Star  Frame."  It  is  in  reference  to  those  two  matters,  and  the 
advertisements  of  them  in  the  two  papers  to  which  I  have  called  attention,  that 
the  Plaintiffs'  claim  is  based. 

Considerable  comment  has  been  made  as  to  the  circumstances  under  which 
the  Defendant  took  the  name  of  "  Midland  Star."    The  account  given  by  him  25 
and  his  manager,  Mr.  Svtcliffey  and  Mr.  Oay^  who  is  an  independent  witness, 
a  merchant  at  Birmingham  who  makes  these  transfers,  is  as  follows:  the 
Defendant  at  the  end  of  1905  was  getting  out  his  Catalogue  for  the  new  year. 
He  was  proposing  to  introduce  a  new  name  for  the  new  year  models  for  1906, 
and  the  evidence  is,  and  it  seems  to  be  accepted  by  both  sides,  that  it  is  very  30 
common  in  the  trade  to  bring  forward  from  time  to  time  new  names,  new 
catch-words,  so  that  a  machine  may  have  the  appearance  of  novelty,  even  if  in 
fact  there  is  nothing  new  in  the  design  ;  that  is,  that  after  a  particular  machine 
known  by  a  particular  name  may  have  been  on  the  market  for  some  time  as  a 
particular  model,  the  public  may  think  it  is  not  of  the  newest  design,  or  the  35 
newest  pattern,  and,  therefore,  fresh  fancy  names  are  brought  forward  from 
time  to  time  in  order  that  persons  buying  cycles  may  think  they  have  the  very 
latest  design  brought  up  to  date.    With  this  view  the  Defendant,  in  preparing 
his  Catalogue,  determined  to  adopt  the  terms  "  Midland  "  and  "  Midland  Star," 
and  instructed  Mr.  Qay  to  prepare  a  design  for  a  transfer  to  be  placed  on  such  40 
cycles.    Mr.  Qay  fixed,  as  near  as  he  could,  the  date  when  he  received  the 
instructions ;  he  said  that  they  were  given  to  him  a  few  days  before  Christmas, 
1905  ;  he  submitted  the  design  ;  the  design  was  accepted,  and  on  the  5th  of 
January  he  executed  the  order  by  delivering  a  gross  of  the  transfers.    Mr.  Oay 
produced  the  original  design  which  he  submitted,  and  he  also  made  in  Court  a  45 
rough  sketch,  according  to  the  best  of  his  recollection,  of  the  idea  which  the 
Defendant  had  submitted  to  him  for  this  transfer.    There  was  a  shield,  and  the 
words  "  The  Midland  "  were  to  be  upon  it,  and  the  letters  "  H.  F.  B.,"  that  is 
H.  F.  the  initials  of  the  Defendant's  first  name  and  surname,  Hyman  Franken- 
hurgj  and  B.  the  initial  letter  of  Birmingham,  where  he  carried  on  his  business.  50 
According  to  Mr.  Sutcliffe^  the  Defendant's  manager,  who  gave  the  order,  he 
took  the  sketch  of  the  Defendant  to  Oay  and  asked  him  to  submit  a  design. 
He  gave  Mr.  Oay  no  instructions  whatever  with  regard  to  any  star  :  "  I  said 
"we  must  have  the   'Midland'  and  'H.  F.  B. ';  we  did  not  bind  him  to 
"  anything  further  than  that.     I  do  not  remember  any  star  on  the  rough  55 
"  sketch."    That  is  the  evidence  of  the  Defendant's  manager.    Now  Mr.  Qay^s 
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recollection  is  enbetantially  the  Bame,  and  they  both  agree  that,  in  the  rongh 
idea,  or  rough  sketch  that  was  submitted  by  the  Defendant,  there  was  no 
reference  whatever  to  any  star.  Mr.  Qay  was  pressed  as  to  whether  he  could 
produce  it,  and  he  said  he  could  not ;  it  was  very  rough  and  he  had  not  kept 
5  it  BO  far  as  he  knew,  but  he  said  he  remembered  it,  and  in  Court  he  drew  as 
accurately  as  he  could  a  representation  of  it.  Then  a  sketch  was  submitted, 
and  I  have  the  original  sketch  produced  here.  It  contains  an  ornamentation 
above  the  shield  with  a  star  above  the  ornament.  That  design  was  approved  ; 
a  gross  were  ordered,  and  then  the  design  was  handed  to  an  engraver  to  engrave 

10  on  a  copper-plate.  The  copper-plate  is' produced  and  there  are  several  impres- 
sions from  it,  and  in  my  view  it  is  the  fact  that  the  design  on  the  copper-plate 
differs  in  very  minute  details  from  the  sketch,  that  is  to  say,  that  the  copper- 
plate does  not  produce  with  orreat  accuracy  and  with  great  fidelity  every  stroke 
and  dot  and  point  in  the  original  sketch,  but  substantially  it  is  the  same,  and  I 

15  quite  accept  Mr.  Oay^s  evidence  upon  the  point,  that  there  was  no  intentional 
departure  whatever  from  the  sketch,  but  that  there  was  only  such  a  departure 
as  an  engraver  might  make  in  carrying  out  the  design.  Certain  dots  were 
omitted  and  a  line  was  put  in  in  a  slightly  different  place,  and  it  may  be  that 
the  engraver  in  engraving  that  plate  thought  he  could  slightly  improve  the 

20  appearance  of  it,  but  there  is  no  substantial  departure  from  it.  It  was 
urged  that  in  fact  what  the  engraver  had  done  was  this  : — There  being  in 
the  rough  sketch  a  six-pointed  star  like  the  Plaintiffs*,  the  engraver  had 
made  an  eight-pointed  star,  so  as  not  to  resemble  closely  the  Plaintiffs*  star. 
Then  the  suggestion  is  made  that  that  must  have  been  done  intentionally,  and 

25  there  must  have  been  some  conversation  either  with  the  Defendant  or  with  Mr. 
StUdiffe^  his  manager,  and  Mr.  Oay^  and  that  this  was  an  intentional  alteration 
of  the  design.  I  do  not  think  that  that  is  so.  I  am  quite  satisfied  from  Mr. 
Oay^8  evidence,  which  was  given  quite  openly  and  straightforwardly,  and  from 
Mr.  SiUcliffe'8  as  well  as  the  Defendant's  himself.,  that  there  is  no  foundation  for 

30  any  suggestion  of  that  sort.  Examinins^  the  stars  as  closely  as  I  can,  it  does 
appear  to  me  that  the  star  in  the  orisrinal  sketch,  as  well  as  in  the  plate,  is  of  a 
design  altogether  different  from  the  Plaintiffs*  star,  and  I  am  quite  satisfied  with 
the  version  which  these  three  persons  gave  of  the  way  in  which  that  transfer 
was  prepared.    The  Defendant  never  suggested  the  star  at  all  ;  the  origin  of  the 

35  star  was  its  appearing  on  the  design  submitted  by  Mr.  Oay,  and  when  the  design 
was  submitted  the  idea  seems  to  have  occurred  to  the  Defendant  that  he  might 
bring  out  two  new  cycles,  a  "  Midland,"  and  a  "  Midland  Star,'*  and  that  the 
same  transfer  would  do  for  both  because  for  the  "  Midland  Star  '*  they  would  use 
the  transfer  exactly  as  it  was,  but,  for  the  "  Midland  '*  without  the  word  "  Star," 

40  they  would  cut  out  the  word  "  Star  **  from  the  transfer.  That  was  the  idea  that 
occurred  to  him.  Then  the  Defendant  said  that  he  went  to  Leeds  and  super- 
intended the  printing  of  the  Catalogue  in  the  early  part  of  1906,  and  when  he  came 
to  work  it  out  he  had  already  many  complete  cycles  there,  and  as  with  each  cycle 
there  is  a  detailed  specification  with  full  particulars  of  all  the  parts  employed,  he 

45  did  not  see  his  way  to  introduce  two  new  cycles  with  two  new  names,  "  Midland  " 
and  "  Midland  Star.'*  He  said  it  would  involve  in  each  case  having  both  a  gentle- 
men's "  Star  **  and  a  ladies'  "  Star."  So  that  that  would  have  been  four  pages 
of  new  letterpress,  and  then  the  four  new  pages  in  order  to  complete  the  sheet 
would  involve  another  four  pages  as  well.     He  said  it  would  involve  8  pages. 

50  The*  learned  counsel  for  the  Plaintiffs  said  he  could  not  follow  what  the 
Defendant  meant  by  that,  but  it  is  quite  clear  that  what  the  Defendant  meant 
was  that  he  was  not  prepared  to  go  to  the  additional  expense  involved  in  the 
first  8  pages  of  his  Catalogue.  It  was  not  suggested  that  one  or  two  pages  should 
be  printed  separately  and  put  in  as  slips,  but  that  the  Catalogue  was  to  be  printed 

55  as  a  whole.  Therefore  it  would  involve  having  another  sheet  if  these  machines 
were  to  be  introduced,  and  in  preparing,  framing,  and  paging  his  Catalogue  he 
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did  not  see  his  way  to  introduce  it.    Then  he  determined  to  have  only  one,  the 
'^  Midland  Star,"  and  that  is  the  one  that  appears. 

With  regard  to  the  way  in  which  the  word  "  Star  '*  appeared  I  am  quite 
satisfied,  and  I  think  it  has  been  proved  to  demonstration  that,  whatever  may 
be  the  case  in  other  instances  to  which  reference  has  been  made,  in  this  case  5 
the  star  has  been  taken  perfectly  innocently  without  any  idea  whatever  of 
referring  to  the  Plaintiffs*  machines,  or  of  taking  it  because  they  sell  ^'  Star '' 
cycles,  but  that  the  word  **  Star"  was  adopted  wholly  without  reference  to  the 
machines  of  the  Plaintiffs,  the  **  Star"  cycles.  That,  of  course,  is  not  enough  to 
save  the  Defendant  from  the  consequences  of  what  he  has  done,  but  it  is  an  10 
element  in  the  case  of  great  importance  in  arriving  at  the  conclusion  that  in 
adopting  the  title  "  Midland  Star  "  in  his  catalogue  and  advertisements,  the 
Defendant  has  done  it  quite  innocently  and  quite  honestly  without  any  reference 
whatever  to  the  "  Star  "  cycles,  and  not,  as  was  suggested,  with  the  idea  of  passing 
off  his  cycles  as  and  for  the  Plaintiffs*.  15 

Then  the  question  remains — are  the  Plaintiffs  entitled  to  restrain  the  Defen- 
dant nevertheless,  either  on  the  ground  of  infringing  their  Trade  Mark,  or  on 
the  ground  of  passing-off  ?  Certainly  the  Plaintiffs*  witnesses,  and  in  his  reply 
the  learned  Counsel  for  the  Plaintiffs,  have  put  the  case  as  high  as  this,  that  the 
word  '*  Star  **  in  connection  with  cycles  belongs  to  the  Plaintiffs.  That  was  the  20 
way  the  learned  Counsel  for  the  Plaintiffs  put  it,  and  the  witnesses  insisted  that 
the  Plaintiffs  are  entitled,  as  Mr.  Edward  Lisle  said,  to  the  exclu;§ive  use  of  the 
word  **  Star  '*  in  whatever  combination  it  may  be  found,  and  however  followed, 
and  Mr.  Edward  Lisle^  junior,  also  claimed  the  exclusive  use  of  the  word 
"  Star.*'  They  say  that  because  they  have  a  registered  Trade  Mark  of  a  star,  85 
and  because  their  cycles  are  known  as  ''  Star  **  cycles,  no  one  else  can  sell  cycles 
under  any  name  of  which  the  word  "Star**  forms  part,  and  that  whenever 
there  is  a  description  of  any  cycle  into  which  the  word  "  Star  **  enters  as  part  of 
the  description,  that  that  means  the  Plaintiffs*  cycles.  Not  only  have  the 
Plaintiffs  failed  to  prove  that,  but  by  the  evidence  it  has  been  clearly  disproved.  30 
The  Plaintiffs*  cycles  are  known  as  "  Star  *'  cycles,  and  the  reputation  of  the 
Plaintiffs*  cycles  as  "  Star  "  cycles  has  not  been  disputed  ;  but,  on  the  other  hand, 
there  have  been  many  other  "Star**  cycles  from  time  to  time  sold — many  other 
cycles  sold  under  names  of  which  "  Star  '*  forms  part.  Mr.  Bingh^  who  was 
called  by  the  Defendant,  manufactures  a  cycle  called  "  Star  of  the  West."  He  35 
carries  on  business  near  Bristol.  His  Works  are  called  "  The  Star  of  the  West 
"  Cycle  Works.'*  He  has  been  10  years  in  business  there,  and  during  the  whole 
of  that  time  his  Works  have  borne  the  same  name,  and  he  has  been  manufac- 
turing and  Eelling  cycles  known  as  "  Star  of  the  West,**  and  he  still  does  so,  and 
he  produced  his  transfer.  He  had  advertised  his  cycles  in  many  places  in^  40 
papers,  and  on  the  drop-scenes  of  two  theatres,  and  has  openly  carried  on 
business  in  these  cycles  for  10  years.  He  did  not  appear  to  be  the  sole  maker 
of  "  Star  of  the  West,"  because  he  referred  to  the  1898  Directory,  where  one 
Hutton  was  referred  to  as  making  a  '*  Star  of  the  West,*'  and  in  1899  there  was 
another  advertisement  of  Button^  and  his  own  advertisement  appeared  in  45 
Porter's  Directory  for  1899,  which  seems  to  be  a  recognised  trade  Directory, 
and  from  1903  to  1906  his  own  advertisement  appeared  there. 

Then  Mr.  LangJiam  was  called.  He  has  been  for  years  manufacturing  a 
cycle  which  he  calls  the  "  White  Star.**  He  is  a  cycle  maker  at  All  Saints* 
Ro  id,  Netting  Hill,  and  he  has  been  there  for  12  years,  and  his  father  had  the  50 
business  before  him.  He  manufactures  a  cycle  that  he  calls  the  "  White  Star  ** 
cycle.  He  said  :  "  I  personally  have  done  it  for  12  years,  and  my  father  made 
"  it  previously,  and  I  sell  it  under  that  name — the  '  White  Star  *  cycle.  I  have 
"sold  over  200.**  He  produced  his  transfer,  and  the  strip  containing  the  name 
"White  Star."  Twelve  years  from  the  present  time  would  take  one  back  to  55 
1894.    That  is  as  regards  Mr.  Langham  himself  ;  we  have  not  the  period  for 
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which  his  father  was  making  the  "  White  Star  "  cycles,  therefore  I  do  not  refer 
to  that  Whether  the  father  made  a  "White  Star"  before  the  Plaintifles 
registered  the  star  is  a  matter  that  I  do  not  enquire  into,  and  as  to  which  there 
is  no  evidence,  and  it  is  immaterial  to  consider  in  the  present  case  ;  but  so  fiar 
5  as  Langham  is  concerned  he  personally  has  been  doing  it  for  12  years.  But  his 
evidence  did  not  stop  there,  because  he  also  spoke  to  there  being  other  "  Stars  " 
on  the  market,  which  he  had  repaired — the  "  North  Star,"  the  "  Northern  Star," 
the  "  Silver  Star,"  and  the  "  White  Star." 
The  next  witness  who  was  called  was  Mr.  Edwards.    He  carries  on  business 

JO  at  Gloucester,  and  he  makes  and  sells,  and  has  been  so  doing  since  the  year 
1894,  a  cycle  which  he  calls  the  "  White  Star  "  cycle,  and  his  name  appears  in 
the  Directory.  He  puts  on  his  machine  "  The  Home-made  White  Star  Cycle." 
He  has  the  letteriJig  on  his  window  "  The  White  Star  Cycle,"  and  it  is  adver- 
tised in  the  local  paper.     Then  he  gave  an  extraordinary  piece  of  evidence — 

15  that  he  knew  Truscotta^  of  Gloucester,  who  were  until  recently  the  Plaintiiffs* 
agents,  and  the  Plaintiffs*  representative  called  upon  him  (Edwards)  last  year 
and  asked  him  to  take  up  the  Plaintiffs'  agency.     He  said  he  was  already  the 
agent  for  the  **  Hudson,"  the  "  New  Centaur,"  and  others,  and  could  not  take  on' 
their  agency.    The  Plaintiffs'  representative  then  offered  to  supply  him  with 

20  machines  and  put  his  own  transfer  on— the  one  he  has  produced  here  ;  that  is 
to  say,  he  offered  to  make  machines  and  to  put  on  for  Edwards  his  transfer,  the 
"  White  Star  Cycle."  Then  Edwards  said  he  called  his  attention  to  his  machine 
being  called  the  "  White  Star,"  and  the  interview  took  place  in  his  shop  in  the 
window  of  which  the  "  White  Star  "  cycles  are  advertised.      He  also  spoke  to 

25  having  seen  and  repaired  a  machine  with  a  green  star.  There  was  some 
reference  to  a  "Star"  from  Dublin,  but  whether  the  '* Green  Star"  and 
**  Dublin  Star  "  are  the  same  has  not  appeared. 

The  next  witness  called  was  Mr.  Young^  and  he  spoke  to  having  repaired 
cycles  in  addition  to  the  "White  Star"  of  Hiley,  as  to  which  I  understand 

30  the  Plaintiffs  have  since  obtained  by  consent  an  injunction ;  he  also  spoke  of 
repairing  and  seeing  the  "  Northern  Star  "  and  the  "  Only  Star." 

Therefore,  there  is  a  large  body  of  evidence  to  show  that  there  are  a 
number  of  other  cycles  made  and  sold  under  names  of  which  "  Star " 
forms  a  component  part,  and  that  has  been  going  on  openly  for  years,  and 

35  has  never  been  challenged  by  the  Plaintiffs.  It  is  open,  of  course,  to  the 
Plaintiffis  to  say  that  they  did  not  know  of  it.  There  are  in  addition  many 
other  advertisements  which  I  need  not  go  through  in  Porter^s  Directories 
of  Stars  of  various  kinds,  such  as  the  "  Eastern  Star,"  the  "  Red  Star,"  and 
so  on,  extending  from  the  year  1897   or  1898  down  to  the  present  time. 

40  It  may  be  that  the  Plaintiffs  may  say — "  We  really  did  not  know  what  was 
**  going  on  in  the  trade  ;  we  were  engrossed  with  our  own  business ;  we 
"  did  not  pay  much  attention  to  what  other  people  were  doing ;  we  did  not 
"  see  the  trade  Directories  and  we  did  not  know  of  the  various  machines 
"  which  were  being  made  and  sold  under  the  name  of  •  Star.' "    But,  on  tiie 

45  other  hand,  it  is  open  to  this  observation  that  no  single  instance  of  any 
confusion  has  ever  yet  arisen,  or  been  brought  to  the  Plaintiffs'  knowledge, 
of  which  they  have  given  any  evidence,  and  although  they  say  calling  a  cycle 
a  "  Midland  Star"  is  calculated  to  deceive,  there  is  this  large  number  of  "  Stars" 
to  which  I  have  called  attention  being  made,  and  repaired,  and  in  no  single 

50  instance,  as  far  as  any  evidence  before  me  goes,  has  any  machine  been  taken  for 
a  machine  of  the  Plaintiffs,  nor  is  there  the  slightest  evidence  of  any  confusion 
ever  having  arisen.    So  much  so  that  the  Plaintiffs  say  or  suggest  that  they  were 
not  even  aware  of  many  of  these  cases. 
^   Therefore  on  this  part  of  the  case  I  am  quite  satisfied  that  the  Plaintiffs' 

55  cycles  are  known  as  "  Star  Cycles "  ;  but,  on  the  other  hand,  it  is  not 
the  fact  to  say  that  when  the  word  "  Stftr  "  is  a  part  of  any  combinafion 
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as  describing  a  cycle  it  means,  or  is  intended  to  mean,  or  refers    to  the 
Plaintiffs'  cycles. 

It  is  said  that  if  "  Star  of  the  West,"  "  White  Star  "  and  all  these  various  stars 
do  not  produce  any  confusion  why  should  "  Midland  Star  "  produce  any  con- 
fusion ?    The  suggestion  is — *'  Oh, '  Midland  Star '  is  made  at  Birmingham  in  5 
•*  the  Midlands,  and  the  Plaintiffs '  *  Star '  is  also  made  in  the  Midlands,  and, 
"  therefore,  that  would  produce  confusion," 

It  was  said  by  the  Plaintiffs'  Counsel  in  opening  the  case  that  he  did  not 
suggest  that  the  advertisement  would  cause  confusion  in  the  trade,  or  that  any 
wholesale  dealer  would  be  misled  by  it — any  person  in  the  trade — but  if  any  10 
slip  is  made  in  the  opening  I  certainly  do  not  think  that  any  of  the  parties 
ought  to  be  bound  by  that,  and  if  any  statement  was  made  which  would  go 
beyond  what^  upon  considerdtion,  Counsel  would  desire  to  adhere  to,  I  think  it 
might  well  be  overlooked ;  in  fact  it  was  not  pressed  against  him,  and  certainly, 
as  regards  the  evidence  of  Mr.  Lisle^  he  said  that  in  his  opinion  he  thought  that  15 
a  person  in  the  trade  would  be  deceived  by  the  page  that  was  shown  to  him  in 
the  Defendant's  Catalogue.  With  regard  to  the  statement  that  no  wholesale 
•man  would  be  deceived,  he  did  not  accept  it. 

In  considering  whether  what  the  Defendant  has  done  is  calculated  to  deceive 
I  must  bear  in  mind  certain  facts.    One  is  that  his  advertisements  are  directed   20 
only  to  the  trade ;  he  only  supplies  the  trade  ;  he  only  deals  with  the  trade  ; 
he  does  not  deal  with  the  public  at  all ;  his  Catalogue  is  only  sent  to  the  trade  ; 
his  advertisements  have  only  appeared  in  trade  papers.    The  iidvertisement  on 
page  15  of  his  Catalogue  which  contains  a  specification  of  the  cycle  complained 
of,  specifies  the  origin  of  the  parts,  that  is  to  say,  the  makers  of  the  various  25 
parts,  the  rims,  the  wheels  and  the  hubs,  then  the  chain,  Brampton's  pedals, 
Perry's  or  Villiers*  free  wheel,  and  so  on — the  manufacturer  of  the  parts  is 
mentioned.    Mr.  Sutcliffe  gave  a  piece  of  evidence  that  struck  me  at  the  time 
as  having  a  bearing  upon  this.    He  says  it  is  not  customary  for  makers  or 
proprietors  of  cycles  to  indicate  the  origin  of  the  parts  composing  them.    When  30 
he  was  pressed  as  to  whether  the  Defendant's  cycle  would  not  be  likely  to  be 
taken  for  the  Plaintiffs',  that  was  one  of  the  reasons  that  he  gave,  and  that 
seems  to  me  well  founded,  and  seems  to  me  of  great  importance,  because  when 
I  look  at  the  Plaintiffs'  advertisements — and  a  batch  of  them  has  been  put  in 
ranging  from  1897  up  to  the  present  time — I  observed  that  it  is  not  usual  for  35 
the  Plaintiffs  to  mention  the  makers  of  the  various  parts.    The  last  Catalogue 
put  in  is  the  current  one  for  1906,  and  except  perhaps  for  the  chain — ^the 
Plaintiffs'  say  they  use  Brampton's  chain — the  inference  is  that  they  make  all 
the  parts  themselves.    According  to  the  evidence,  no  doubt  they  buy  parts,  and 
it  is  urged  upon  me  that  the  Plaintiffs  do  just  the  same  as  every  other  manu-  40 
facturer,  that  is,  >buy  almost  all  the  parts  from  other  persons,  not  necessarily 
always,  but  at  times.    There  is  nothing  in  their  Catalogues  to  indicate  that,  but 
rather  the  reverse.    They  do  not  make  a  point,  in  advertising  their  proprietary 
"  Star "  cycles,  of  where  they  get  the  parts  from.    That  is  made  a  great 
feature  of  Frankenburg'Sj  and    that   seems  to  have  appealed  to  more  than  45 
one  of  the  witnesses  when  they  observed  in  the  specitication  in  detail  the 
persons  who    supplied    the    various    parts.      Then   evidence   was    called   of 
certain  persons  in  the  trade  as  to  whether  they   would  be  deceived  by  the 
Defendant's    Catalogue    and    by    the    Defendant's   advertisements,    but   the 
way  in  which  questions  were  put  to  them  is  really  not  calculated  to  assist  50 
the  Court  in  coming  to  a  conclusion.    For  instance,  what  was  done,  and  it 
was   done    constantly,   was  this — the  Defendant's   Catalogue    was    taken,   it 
was  opened  so  that  the  cover  was  not  presented  to  the  witness,  it  was  opened 
at  the  particular  page,  and  the  particular  page  was  handed  to  the  witness,  and 
it  was  said  :  "  Now,  looking  at  that  page,  what  should  you  understand  by  the  55 
".  •  Midland  Star '  cycle  there  :    whose  should  you  take  it  to  be  ? "     Now 
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Frankenburgs*  name  does  not  appear  on  that  page  at  all,  although  if  you  take 
the  Catalogue  as  a  whole  the  name  is  very  prominent,  and  if  you  refer  to  page  4 
he  uses  at  the  bottom  :  "  Frankenhurgs^  Manufacturers,  Birmingham,"  and 
gives  the  condition  of  his  guarantee  ;  although  if  you  have  the  whole  Catalogue 
5  and  look  through  it  you  quite  see  the  nature  of  the  Catalogue,  and  the  terms 
of  the  business  are  apparent.  The  witnesses  were  handed  frequently  for  the 
first  time  this  page  15,  but  that  was  not  the  way  in  which  evidence  should  be 
given  to  assist  the  Court  in  coming  to  a  conclusion.  Then  the  same  with 
regard  to  some  of  the  advertisements.  An  advertisement  was  put  to  several  of 
.  10  the  witnesses  that  appeared  in  the  "  Cycle  and  Motor  Trades  Review  "  of  the 
12th  of  April ;  the  advertisement  was  handed  to  a  witness  who,  until  it  was 
handed  to  him  in  the  box,  had  not  seen  it  before,  and  his  attention  was  called 
to  the  words  "  Midland  Star  Cycle,"  and  he  said  he  should  take  that  to  be  the 
Plaintiffs'.     With  regard  to   Mr.  Orasby,  when  his  attention  was  called,  as 

15  regards  the  advertisement,  to  the  words  appearing  in  the  advertisement  of  the 
12th  of  April,  "  Midland  Star  Cycles  and  Frame  are  only  made  by  Franken- 
"  burgs^^^  he  said — '•  Now  that  my  attention  is  called  to  those  words  in  the 
'*  Defendant's  advertisements,  I  think  they  mean  that  the  cycles  advertised  are 
**  made  by  the  Defendants."    Then  Mr.  Selwyn^  who  is  a  traveller,  was  called, 

20  and  he  said  :  "  Looking  at  the  advertisement  of  the  12th  of  April,  and  reading 
"  it  carefully,  I  should  say  it  was  a  different  machine  altogether,  the  one  made 
"  by  the  Defendants.  That  is  different  from  the  Plaintiffs',  but  if  I  read  only 
"  the  large  print  I  should  say  it  was  a  cycle  made  by  the  Plaintiffs."  In  cross- 
examination  he  said  that  in  his  view  no  wholesale  person  would  be  deceived 

25  by  page  15  of  the  Catalogue  ;  in  re-examination  he  modified  it.  There  were 
other  witnesses  to  the  same  effect. 

On  the  other  hand,  witnesses  were  called  on  behalf  of  the  Defendant,  and 
they  said  that  in  their  opinion  nobody  in  the  trade  would  be  misled. 
It  is  urged,   that  the  case  does  not  depend  upon  the   Catalogue,  or  those 

30  advertisements.  There  are  other  advertisements  to  which  greater  objection  can 
be  taken,  because  in  the  advertisement  in  February  and  March  the  words  "  Made 
**  only  by  Frankenhurgs  "  do  not  appear.  It  is  said  that  although  Frankenhurg's 
name  appears  in  those  advertisements,  the  advertisements  are  open  to  objection, 
and  more  so  than  the  advertisements  that  were  put  in  in  the  Plaintiffs'  opening. 

35  Then  it  is  urged  that  even  if  the  man  in  the  trade  is  not  deceived,  the  effect  of 
selling  cycles  under  the  name  of  the  "  Midland  Star  "  will  be  to  put  into  the 
hands  of  the  trader  the  means  of  committing  a  fraud  on  the  ultimate  purchaser ; 
it  enables  him  to  pass  off  the  machines  on  the  ultimate  purchaser  as  '*  Midland 
"  Stars  "  tending  to  confusion  with  the  Plaintiffs. 

40  It  appears  that  in  no  single  case  has  the  transfer  with  the  star  upon  it 
ever  been  used.  The  Defendant  contemplated  using  the  transfer  as  prepared 
by  Mr.  Gay,  but,  when  the  writ  came,  I  suppose  he  took  advice— at  all  events 
he  did  not  use  it,  and  he  has  never  used  the  transfer  with  the  star  upon  it.  On 
the  machine  itself  there  is  nothing  put  to  which  the  least  objection  can  be  taken. 

45  The  words  '•  The  Midland,"  the  initials,  and  the  design  are  entirely  free  from 
objection,  so  that  as  regards  the  machine  itself  there  is  nothing  upon  it  that 
enables  any  machine  to  be  sold  dishonestly.  The  Plaintiffs  say  that  their  cycles 
are  so  well  known  as  "  Star  cycles  "  that  a  machine  with  the  name  "  Star  "  upon 
it  would  indicate  a  machine  of  their  manufacture — I  forget  what  other  words 

50  were  also  used,  but  whatever  they  were  it  would  also  mean  one  of  their  machines. 
On  the  other  hand,  it  would  seem  that  the  Plaintiffs  manufacture  machines 
which  they  sell  without  any  name  upon  them,  and  without  any  transfers,  and 
also  other  machines  manufactured  by  them,  and  sold  ;  for  instance,  there  is  the 
"Qrosvenor"  and  the  "  Bicester,"  according  to  two  witnesses  who  gave  evidence. 

55  The  '*  Grosvenor "  was  sold  by  Mr.  Haskina,    He  says  the  "  Qrosvenor  "  is  a 
-    machine  sometimes  made  by  the  Plaintiffs,  and  they  put  his  transfer  on  it,  and 
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Thomas  Williams  spoke  to  the  ^'  Bicester'* — '^  Some  of  the  cycles  which  I  sell  as 
"  *  Bicester '  are  made  by  the  Plaintiffs,"  so  that  not  every  cycle  made  by  the 
Plaintiffs  is  known  as  a  ^^  Star,"  but  it  is  known  ander  the  trade  name  that  is 
taken  by  the  person  who  sells  it 

Under  those  circumstances,  bearing  in  mind  the  evidence  that  is  adduced  on  5 
both  sides,  is  there  any  I'easonable  probability  that  what  the  Defendant  is  doing 
is  passing  off  his  cycles  as  the  Plaintiffs'  ?  He  has  not  taken  or  used  any  part 
of  their  registered  Trade  Mark,  and  I  am  satisfied  that  there  is  no  case  whatever 
of  infringement  of  their  Trade  Mark.  Then  with  regard  to  the  advertisements, 
Catalogues,  and  so  on,  in  my  opinion,  although  he  uses  the  expression  '^  The  10 
*'  Midland  Star  "  he  does  not  use  it  in  such  a  way  as  to  lead  to  the  belief  that 
the  persons  to  whom  his  advertisements  are  addressed  will  be  misled  into 
thinking  that  they  are  the  Plaintiffs'  cycles,  and  I  do  not  believe  that  any 
persons  in  the  trade  would  be  deceived.  Having  regard  to  his  name  appearing 
in  the  advertisements,  to  his  position  as  a  wholesale  agent,  the  Plaintiffs  not  15 
selling  their  goods  through  a  wholesale  agent,  to  the  specification  of  the  machines, 
and  to  the  particulars,  I  am  of  opinion  that  there  is  no  reasonable  probability,  or 
chance  of  his  goods  being  passed  off  as  and  for  the  Plaintiffs'.  I  think  the  whole 
of  the  Plaintiffs'  case  fails.  Perhaps  it  is  to  be  regretted  that  when  the  Plaintiffs' 
found  that  they  had  made  a  mistake  in  the  charge  they  first  made  against  the  20 
Defendant,  of  supplying  or  intending  to  supply  "  Midland  Star  "  cycles  when 
"  Star  "  cycles  were  ordered,  and  they  found  there  was  no  ground  for  that,  they 
persevered  with  the  action.  The  real  object  of  the  action  is  to  enable  the  Plaintiffs 
to  sustain  a  claim  to  the  exclusive  use  of  the  word  "  Star."  It  is  quite  clear  from 
what  both  the  Lisles  said  that  this  was  the  real  object  of  the  action.  In  my  opinion  25 
they  have  no  monopoly  of  the  word  ''Star."  The  Defendant  has  not  done 
anything  of  which  the  Plaintiffs  are  entitled  to  complain.  Whatever  may  have 
been  the  case  in  other  cases,  the  Defendant  has  been  acting  honestly  in  this 
case,  and  has  only  defended  himself  when  an  attack  was  made  upon  him.  I 
think  the  action  fiedls,  and  must  be  dismissed  with  costs.  30 

Michlem  E.G.  stated  that  the  abandonment  of  the  question  of  accessories 
related  only  to  the  present  action. 

SwiNFBN  Eadt  J. — I  am  only  trying  this  action. 
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In  thk  High  Court  op  Justice.— Chancery  Division. 

Before  Lords  Justices  Moulton  and  Buckley. 

December  7th,  1906. 

In  the  Matter  op  Brown's  Patent. 

5      PcUent. — Petition  for  revocation. — Alleged  prior   user. — Interrogatories. — 
Order  refused. — Appeal  dismissed. 

In  a  Petition  for  revocation  of  a  Patent  relating  to  improvements  in  telegraphic 
apparatus^  the  Petitioners  alleged  prior  user  hy  the  manufacture  and  sale  or 
use  by  their  predecessors  in  business  of  certain  electrical  shunts,  coils^  and 

10  recorders.  On  the  hearing  of  a  Summons  by  ths  Respondents  for  Particulars 
as  to  the  alleged  prior  xtsers,  the  Petitioners  undertook  to  give  certain  Particu- 
lars, but  the  Court  of  Appeal  refined  to  order  Particulars  of  the  weight,  size, 
resistance,  and  induction  of  the  articles  alleged  to  have  been  used  prior  to  the 
Patent.    The  Respondents  tJien  applied  for  leave  to  deliver  to  ths  Petitioners 

15  Interrogatories  as  to  matters  of  a  similar  nature,  but  leave  was  refused  by 
the  Master  and  by  the  Judge  in  Chambers.     The  Respondents  appealed. 

Held,  that  the  Petitioners  ought  not  to  he  orde7*ed  at  this  stage  to  disclose  their 
own  case,  and  thcU  the  Interrogatories  ought  not  to  be  allowed.  The  appeal  was 
dismissed  unth  costs,  the  Petitioners  undertaking  to  give  inspection  of  articles 

20  in  their  own  possession  or  under  their  control. 

Letters  Patent  (No.  1434*  of  1899)  were  granted  to  Sidney  Oeorge  Brown  for 
an  invention  o£  "  Improvements  in  electric  telegraph  apparatus."  In  May  1906 
Alexander  Muirhead  and  Muirhead  A  Go.  Ld.  presented  a  Petition  for  revoca- 
tion of  the  Patent.    The  Petition  alleged  the  invalidity  of  the  Patent  on  the 

25  grounds  of  want  of  subject-matter  and  want  of  novelty.  The  Respondents 
were  the  Patentee,  Herbert  Amand  Taylor,  and  J.  A.  L.  Dearlove,  and  the 
Commercial  CaMe  Company,  licensees. 

The  Particulars  of  Objections  alleged  {inter  alia)  the  following  instances  of 
prior  user  upon  which  the  Petitioners  intended  to  rely  against  the  3rd,  4th, 

30  and  7th  Claims  of  the  Specification: — B  (I)  The  manufacture  and  sale  by 
Muirhead  A  Co.  for.  many  years  prior  to  the  Patent,  and  the  common  general 
use  for  telegraphic  purposes,  of  "  Electro  Magnetic  Shunts,"  "  Magnetic  Shunts," 
and  ^^  Induction  Coils,"  the  same  being  of  both  open  circuit  and  closed  circuit 
form.    (2)  The  common  general  use  for  many  years  prior  to  the  date  of  the 

35  Patent  by  Muirhead  A  Co.,  in  their  laboratories  at  Westminster  and  Elmer's 
End,  of  an  electro -magnetic  shunt  with  closed  circuit  for  shunting  *^  recorders.'* 
(3)  The  exhibition  and  user  by  the  Eastern  Telegraph  Company  at  the  Edin- 
burgh Electric  Exhibition,  1890,  of  a  Siphon  Recorder  shunted  with  a  closed 
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circuit  shunt.  (4)  The  manufacture  and  use  at  the  works  of  Muirhead  A  Go.^ 
Elmer's  End,  for  the  West  India  and  Panama  Telegraph  Oom^ny,  in  December 
1898  of  '*  Recorders  "  shunted  with  closed  circuit  induction  coils. 

The  Respondents  applied  for  an  Order  for  further  and  better  Particulars  of 
Objections  as  follows  :  Under  (B),  Instances  of  prior  user  : — (1)  Particulars  of   5 
the  sales   by   Muirhead  A   Go.  of  '*  Electro-Magnetic   Shunts,"   "  Magnetic 
"  Shunts,"  and  "  Induction  Coils,"  giving  dates  and  addresses  of  the  persons 
to  whom  such  sales  were  made,   the   purposes  for  which  such  shunts  were 
supplied,  and  their  size  and  weight.    Also  Particulars  of  the  type  of  shunts  so 
sold  giving  their  resistance  in  "  Ohms "  and  self-induction  in  "  Henries."    (2)   10 
Particulars  of  the  closed  circuit   Electro-Magnetic   Shunts   in   common  and 
general  use  in  the  laboratories  of  Muirhead  A  Go.  at  Westminster  and  Elmer's 
End,  giving  their  resistance  in  "Ohms"  and  self  induction  in  "Henries,"  and 
also  their  size  and  weight.    (3)  Particulars  of  the  closed  current  Shunt  used  at 
the  Electric  Exhibition  in  Edinburgh  in  1890,  giving  the  resistance  in  "Ohms"   15 
and  the  self  induction  in  "  Henries,"  and  also  its  size  and  weight.    (4)  Particu- 
lars of  the  Closed  Circuit   Induction  Coils  supplied  to  the  West  India  and 
Panama  Telegraph   Gompany   in    December  18J8,  giving  the   resistance  in 
"  Ohms  "  and  self  induction  in  "  Henries,"  and  also  their  size  and  weight ;  and 
that  in  default  thereof  the  said  paragraph  (B)  in  the  Particulars  of  Objections   20 
might  be  struck  out. 

The  Master  made  an  Order,  as  to  B  (1),  for  Particulars  of  the  sales,  with  dates 
and  names  and  addresses  of  the  persons  to  whom  such  sales  were  made,  and  the 
purposes  for  which  such  shunts  were  supplied,  the  Petitioners  not  objecting  to 
give  these  Particulars,  but  he  ordered  no  other  of  the  Particulars  asked  for.  25 
At  the  request  of  the  Respondents  the  matter  was  referred  to  the  Vacation 
Judge  Barqrave  Deane  J.,  who  ordered  the  Petitioners  to  give  the  Particulars 
asked  for  by  the  Summons,  but  gave  leave  to  appeal.  On  the  hearing  of  the 
appeal  the  Order  was  discharged,  the  Petitioners  by  their  Counsel  undertaking 
on  or  before  the  16th  of  November  1906  to  deliver  to  the  Respondents  H.  A.  30 
Taylor^  8.  O.  Brown^  and  J.  A.  L.  Dearlove  the  best  particulars  they  could 
under  paragraph  2  B  of— (1)  the  sales  by  Muirhead  A  Go.' of  "Electric 
"  Magnetic  Shunts,"  "  Magnetic  Shunts  "  and  "  Induction  Coils,"  dates,  and 
names  and  addresses  of  the  persons  to  whom  such  sales  were  made,  and  the 
purposes  for  which  such  shunts  were  supplied,  and  of  (2)  the  closed  circuit  ,^5 
Electro-Magnetic  Shunts  in  common  and  general  use  in  the  laboratories  of 
Muirhead  A  Go.  at  Westminster  and  Elmer's  End  (23  R.P.C.  790). 

The  Respondents,  H.  A.  Taylor,  S.  O.  Brown^  and  J.  A.  L.  Dearlove,  subse- 
quently applied  (1)  for  discovery  of  documents  and  (2)  for  liberty  to  deliver 
Interrogatories.  The  proposed  Interrogatories  were  as  to  matters  of  the  nature  40 
of  those  in  respect  to  which  an  Order  for  Particulars  had  been  refused  by  the 
Court  of  Appeal,  as  stated  above.  The  Master  made  an  Order  for  discovery,  but 
refused  to  allow  any  of  the  proposed  Interrogatories,  and  on  adjournment  to  the 
Judge  on  the  latter  point,  Neville  J.  made  no  Order,  but  gave  leave  to  appeal 
without  further  argument.    The  Respondents  appealed.  45 

Bousfleld  K.C.  and  Graham  K.C.  (instructed  by  Trinder,  Gapron  A  Go.) 
appeared  for  the  Appellants  ;  Walter  K.C.  (instructed  by  A.  Withers)  appeared 
for  the  Respondents. 

Bousfield  K.C.  and  Graham  K.C.  for  the  Appellants.— Notwithstanding  the 
statutory  provisions  as  to  Particulars,  leave  to  administer  Interrogatories  may  be  50 
given  {Birch  v.  Mather  L.R.  22  CD.  6:;f9),  and  in  that  case  Interrogatories  as  to 
alleged  prior  user  were  allowed.  We  submit  that  the  Appellants  in  this  case 
are  entitled  to  know  the  facts  as  to  the  alleged  prior  users  which  the  interro- 
gatories seek  to  elicit.  They  are  facts  material  to  their  case.  [BUCKLEY  L.J. — 
Are  not  Interrogatories  said  to  be  for  the  purpose  of  proving  one's  case  out  of  55 
the  opponent's  own  mouth  ?]  Cannot  one  interrogate  as  to  a  fact  which  is 
material  to  the  case  of  both  parties  ?    The  Respondents  are  here  going  to  attack 
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the  Patent  by  alleging  prior  user  by  certain  machines  ;  but  the  Appellants  say 
that  those  machines  were  not  anticipations  ;  it  is  material  to  their  case  to  show 
that.  They  do  not  know  the  resistance  or  self-induction,  and  that  is  what  they 
want  to  know  by  means  of  these  Interrogatories. 

5  Walter  K.C.  for  the  Respondents  on  the  Appeal. — ^The  Interrogatories  involve 
questions  of  the  construction  of  the  Specification,  and  such  Interrogatories  are 
not  allowed  {Delta  Metal  Company  Ld.  v.  Maxim  Nordenfelt  Guns  and  Ammu- 
nition Company  Ld.  8  R.P.C.  169).  We  have  offered  inspection  so  far  as  we 
can  give  it,  although  not  as  of  right.    The  onus  will  be  on  the  Respondents  to 

10  prove  the  anticipations.  They  would  have  to  experiment  in  order  to  answer 
the  interrc^atories. 

BousfieJd  E.G. — These  facts  are  material  whatever  construction  is  put  on  the 
Specification. 
Fletcher  Moulton  L,J. — I  am  of  opinion  that  the  learned  Judge  was 

15  quite  right  in  refusing  this  application  for  Interrogatories.  I  consider  that  the 
interlocutory  proceedings,  whether  by  way  of  Particulars,  or  Interrogatories, 
that  come  on  before  the  trial,  are  put  to  legitimate  use  so  far  as  they  enable  the 
attacked  party  to  know  fairly  what  is  the  nature  of  the  case  going  to  be  made 
against  him.    In  this  case  by  the  terms  of  the  offer  which  Mr.  WalteTy  on 

20  behalf  of  the  Petitioners,  gave  on  the  previous  occasion,  and  which  are  mainly 
embodied  in  the  Order  made  on  that  occasion,  and  which,  so  far  as  they  are  not 
embodied,  he  is  willing  to  allow  to  be  recited  as  part  of  our  Order,  he  under- 
took to  show  to  the  Respondents  all  the  instruments  on  which  he  relied  which 
are  in  his  power  or  control ;  to  give  the  sales  of  the  instruments  not  under  his 

25  power  and  control  on  which  he  intends  to  rely  with  the  dates,  and  names  and 
addresses  of  the  persons  to  whom  such  sales  were  made,  and  the  purposes  for 
which  such  instruments  were  supplied,  and  also  all  the  shunts  that  were  in 
common  and  general  use  in  his  laboratory  ;  that  is  to  say,  he  will  give  the  best 
Particulars  he  can  of  all  those  instruments,  with  which  he  has  been  connected, 

30  on  which  he  intends  to  rely.    Now,  in  my  opinion,  in  a  case  like  this,  that  is 

abundant  for  the  Respondents,  and  these  Interrogatories  would  be  oppressive 

after  the  offer  of  such  Particulars.    There  is  no  question  about  bonafidea^  or  as 

to  the  difference  between  giving  Particulars  and  giving  a  statement  on  oath. 

I  have  one  further  remark  to  make,  and  that  is  this,  that  in  the  present  case 

35  I  should  not  think  that  I  was  assisting  justice  if  I  went  out  of  my  way  to  give 
to  the  Respondents  minute  details  of  the  electric  constants  of  the  instruments 
in  question,  because,  when  I  look  at  their  Specification,  I  find  that  they  guard 
their  claim  by  saying  that  it  does  not  apply  to  shunts  or  coils  *'  unless  the  said 
**  coil  or  shunt  possesses  the  characteristics  respecting  high  self  induction  and 

40  **  moderate  resistance  above  stated."  When  you  look  at  the  body  of  the  Specifi- 
cation it  is  evident  that  very  much  must  turn  on  the  meaning  of  the  words 
"  high  "  as  applied  to  self  induction,  and  **  moderate  "  as  applied  to  resistance. 
I  think  the  Petitioners  are  entitled  to  hear  the  evidence  as  to  what  is  the  mean- 
ing among  electricians  of  those  two  words,  so  applied,  before  the  Respondents 

45  know  exactly  what  the  nature  of  the  anticipations  is  with  regard  to  those 
constants.  I  do  not  think  that  it  would  assist  justice  that  the  Respondents 
should  know  exactly  the  position  of  the  rocks  that  they  have  to  avoid.  The 
interpretation  of  those  words  ought  to  be  independent  of  these  alleged  antici- 
pations ;  it  ought  to  be  the  meaning  that  persons,  in  ignorance  of  what  these 

50  anticipations  were,  would  put  upon  those  words  by  reason  of  their  ordinary 
use  among  electricians.  I  think  it  would  be  an  unfair  advantage  to  the 
Respondents  if  they  obtained  all  the  details  that  they  seek  to  obtain  by  these 
Interrogatories.  Therefore,  on  both  grounds,  I  think  that  the  Order  below  was 
right,  and  that  this  appeal  must  be  dismissed  with  costs. 

55  Buckley  L.J.— I  am  of  the  same  opinion.  On  a  previous  occasion  there  was 
before  us  an  application  by  the  present  Appellants  upon  which  we,  on  the  26th 
of  October  1906,  made  an  Order  which  contained  an  undertaking  by  the 
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Petitioners  that  they  would  give  the  best  Particulars  they  oould  of  certain 
matters.  The  Appellants  before  us  have  not  waited  to  see  what  those  Particu- 
lars are,  but  they  have  now  made  an  application  for  leave  to  deliver  certain 
Interrogatories.  The  provinces  of  Particulars  and  Interrogatories  are,  to  some 
extent,  different.  The  purpose  of  every  pleading  is  that  the  person  pleading  5 
should  inform  his  opponent  of  the  case  which  he  makes — not  of  the  evidence 
by  which  he  is  going  to  support  that  case.  The  Particulars  are  part  of  the 
pleadings.  Under  the  Statute,  in  Patent  cases  and  Petitions  for  Revocation^ 
certain  Particulars  must  be  given,  but  those,  like  all  other  Particulars,  are  a 
mere  supplement  to  the  pleadings,  in  order  that  the  pleadings  may  show  with  10 
sufiQcient  distinctness  what  it  is  that  the  pleader  alleges  by  way  of  fact,  as  dis- 
tinguished from  the  evidence  by  which  he  proves  his  facts.  I  think  the  Par- 
ticulars were  disposed  of  by  our  Order  of  the  26th  of  October.  Now  comes  this 
application  for  leave  to  interrogate.  Ihe  function  of  Interrogatories  is,  to  some 
extent,  wider.  It  used  to  be  commonly  stated  in  the  old  Court  of  Chancery  15 
that  a  party  was  entitled  to  interrogate  his  opponent  for  the  purpose  of  proving 
his  case  out  of  his  opponents  mouth.  Of  course  that  has  been  largely  cut  down 
by  the  modem  practice  as  regards  Interrogatories,  but  the  broad  statement  is 
still  true  that  a  party  can  only  interrogate  to  support  his  own  case,  and  not  to 
ascertain  the  evidence  of  his  opponent  in  order  to  destroy  his  opponent's  case.      90 

The  Interrogatories  before  us  divide  themselves  into  two  heads  :  1,  3,  5,  and 
7  are  as  to  certain  instruments  .now  in  the  possession  or  under  the  control  of  the 
Petitioners,  and  I  need  not  go  into  that  particular  subject-matter,  because  it  is 
answered  by  an  undertaking  which  Mr.  Walter  offered  on  the  previous 
application  as  to  the  Particulars,  and  which  is  repeated  now,  namely,  to  give  25 
inspection  of  those  instruments  as  defined  in  the  undertaking.  Why  that  was 
omitted  from  the  previous  Order,  I  do  not  know.  I  say  nothing  further  as  to 
Nos.  1,  3,  5  and  7.  As  to  Nos.  2,  4,  6  and  8  they  are  different  subiect-matter 
and  they  are  as  regards  instruments  not  now  in  the  possession  of  the  Petitioners. 
The  party  interrogated  is  asked  this  : — "  State  what  was  the  resistance  in  30 
"  *  Ohms '  of  each,  and  the  self  induction  in  *  Henries '  of  each,  and  state  as  to 
"  each  instrument  whether  it  was  used  with  marine  cables  and  which,  or  with 
'*  land  lines.^'  That  is  an  Interrogatory  as  to  the  nature  or  quality  of  the 
instrument  itself.  It  is  not  that  the  party  interrogating  wants  to  ascertain  with 
exactness  what  is  the  instrument  in  question.  Ue  wants  to  know  the  quality  35 
of  the  instrument.  That  is  a  matter  upon  which  the  Petitioners,  of  course, 
at  the  hearing,  would  have  to  come  fortified  with  evidence.  It  is  their  case 
that  the  instrument  was  such  as  is  the  subject-matter  of  the  Patent.  That 
is  for  them  to  prove.  I  do  not  think  that  the  Patentees  are  entitled  to  interro- 
gate them  beforehand  as  to  the  date  at  which  this  instrument  was  made  or  sold,  40 
or  to  identify  the  instrument  itself,  and  to  say  to  them  now — ^**  I  will  ask  you 
"  to  prove,  out  of  your  own  mouth,  that  the  instrument  is  not  an  anticipating 
"  one,"  That  is  to  ask  them  to  disclose  their  case  before  the  Petition  comes 
on  to  be  heard.  1  think  that,  as  far  as  that,  the  Interrogatories  should  not  ga 
For  these  reasons,  I  think  that  the  learned  judge  below  was  right  and  that  this  45 
appeal  must  be  dismissed. 

The  Petitioners  by  their  Counsel  offering  to  produce  for  the  inspection  of  the 
Respondents  any  shunts  or  coils  which  were  in  their  possession  or  under  their 
control,  upon  which  they  proposed  to  rely  in  support  of  paragraph  2  B  (1)  (2) 
(3)  and  (4)  of  the  amended  Particulars  of  Objections,  the  appeal  was  dismissed  50 
with  costs. 
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In  the  Court  op  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Fletcher  Moulton, 

and  Buckley. 


November  28th,  29Ui,  30th,  and  December  3rd,  1906. 

5  In  the  Matter  of  Bayer's  Desiqn  (No.  454,848). 

Design. — Motion  for  rectification  of  Register. — Alleged  want  of  su^ect-matter 

and  novelty. — Design  or  system  of  manufacture. — Effect  of  Note  on  Register. — 

Marking  of  articles. — Patents^  Ac.  Act^  Sections  47  and  QO.-^Rule  9  of  Designs 

Rules  1890. — Motion   refused. — Appeal. — Fresh  evidence  given  on  appeal. — 

10  Appeal  allowed. — Order  for  rectification  made. — Stay  of  Order,. 

In  1906  a  Design  (No.  454^848)  was  registered  applicable  to  women^s  stays. 
The  Application  for  registration  included  tlie  following  parage .— "  Statement 
"  of  nature  of  design^  shape^  or  configuration  of  corset.  The  novelty  consists  in 
"  a  corset  having  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the 

15  "  husk  towards  the  hack  of  the  corset^  as  shown  in  the  representations.^\  The 
registered  sketch  showed  a  straight-fronted  corset^  in  which  the  seams  were  not 
exactly  horizontal^  hut  the  gussets  tapered  towards  the  front.  A  repre^ 
sentation  was  attached  to  the  application.  An  application  was  made  for 
rectification  of  the  Register  by  removal  of  the  Design  on  the  grounds  (7) 

20  thcU  it  was  not  subfect-matter  for  registration^  being  a  mode  of  manufacture; 
(2)  that  it  was  not  novel;  and  (5)  that  the  owner  had  in  advertisem£nts 
misrepresented  his  Design j  and  had  sold  articles  differing  substantially 
from  tlie  registered  Design  but  marked  with  the  registered  number.  On  the 
hearing  of  the  Motion  for  rectification  it  was  heldy  that  the  Design  as  registered 

25  woe  for  a  particular  form  of  straight-fronted  corsets  made  with  horizontal 
gussets ;  that  the  fact  that  the  Design  incidentally  described  a  mode  of  manu- 
facture did  not  make  it  any  the  less  a  Design ;  that  there  was  subject-matter 
and  that  the  Design  was  novels  and  that  it  was  not  shown  tlhat  the  pictures  of 
the  Design  in  the  advertisements  were  not  covered  by  the  Design  ;  and  that  a 

30  statement  made  after  registration  by  the  owner  of  the  Design  as  to  the  extent  of 
his  protection^  aught  not  to  affect  the  construction  of  the  Application  or  the 

B 
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validity  of  the  registration.  Tlie  Motion  was  dismissed  unth  costs.  The 
Applicants  appealed,  and  moved  to  the  Court  of  Appeal  for  leave  to  adduce 
fresh  evidence  on  the  hearing  of  the  appeal  on  certain  paints  referred  to  in  the 
Notice  of  Motion.  The  Court  gave  leave  to  adduce  such  evidence  by  affidavit^ 
the  answer  of  the  Respondent  to  be  by  affidavit.  On  the  hearing  of  the  appeal  5 
the  affidavits  were  read  and  the  deponents  cross-examined. 

Held,  that  the  representation  attached  to  the  Application  illustrated  a  method 
of  manufacture^  and  that  there  was  no  Design  capable  of  registration^  and  also^ 
per  MouLTON  and  Buckley  LJ^.J.y  that  such  m^ethod  of  manufacture  uhis  not 
novel.  The  appeal  was  allowed  and  an  Order  made  for  the  removal  of  the  10 
Design  from  the  Register^  btU  the  execution  of  the  Order  was  stayed  pending  an 
appeal.  Per  Moulton  L.J.— Nothing  but  that  which  can  be  matter  for  the  eye 
to  see  can  be  a  good  subject  of  Design.  The  execution  of  the  Order  made  for  the 
removal  of  the  Design  was  stayed  on  terms. 

This  was  a  Motion  by  R.  and  W.  H.  Symington  A  Co.  Id.  for  the  Rectification  15 
of  the  Register  of  Designs  by  the  removal  therefrom  of  the  Design  nombered 
454,848.  This  Design  was  for  a  corset,  and  was  registered  in  Class  10  by 
Charles  Bayer  (who  traded  as  Charles  Bayer  &  Co,)  on  the  19th  of  April  1905. 
The  Application  for  registration  contained  the  following  passage  : — "  Statement 
"  of  nature  of  design,  shape  or  configuration  of  corset.  The  novelty  consists  in  20 
^*  a  corset  having  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the 
*^  busk  towards  the  ^k  of  the  corset,  as  shown  in  the  representations."  A 
representation  of  the  Design  is  shown  below. 


The  grounds  on  which  the  Applicants  relied  were  as  follows : — "  1.  That  the 
"  Respondent's  claim  in  his  registered  Design  to  a  corset  having  the  gores  or 
•*  gussets  cut  horizontally  and  from  the  front  of  the  busk  towards  the  back  of  25 
"  the  corset,  as  shown  in  the  representations  lodged,  is  for  a  method  or  mode 
**  of  manufacture,  and  it  is  not  the  subject-matter  for  a  Design."  2.  Want  of 
novelty.  3  (a)  Prior  publication  in  the  following  Specifications  of  patented 
inventions  :  Wright  and  Brimble  (No.  904  of  1855)  ;  Drucker  (No.  3049  of 
1865)  ;  Whitehom  (No.  3365  of  1883)  ;  Leprince  (No.  291  of  1883)  ;  and  Lang  30 
(No.  22,816  of  1892)  ;  (b)  by  the  manufacture  and  sale  or  offering  for  sale  of 
corsets  constructed  according  to  the  said  Design,  as  claimed,  by  (i.)  the 
Applicants  and  their  predecessors  in  1869,  and  subsequently  of  corsets  as  shown 
in  a  certain  design  book;  (ii.)  of  corsets  made  similar  to  certain  exhibits; 
(iii.)  by  L.  Reynolds  *  Co,  Id,  for  the  past  10  years  of  corsets  made  similar  to  35 
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other  exhibits  ;  (iv.)  by  Chappelly  Allen  A  GoAtl  1900  of  corsets  having  horizontal 
seams  similar  to  certain  exhibits ;  and  (v.)  by  Young  and  Neilson  of  Bristol 
for  20  years.  4.  That  the  alleged  Design  as  claimed  was  not  subject-matter  for 
a  valid  Design  considering  the  prior  pnblications  (mentioned  above)  and  the 
5  common  knowledge  of  the  trade  regarding  the  constrnction  of  corsets.  5.  That 
the  Respondents  had  been  guilty  of  misrepresentation  in  their  use  of  the  said 
alleged  Design  in  the  wording  and  illustrations  of  certain  advertisements,  and 
in  the  marking  of  the  corresponding  corsets. 
In  the  Specification  of  Wright  and  Brimble  (No.  904  of  1855)  their  invention 

10  was  thus  described  : — '*  Our  invention  relates  to  an  improved  mode  or  method 
^*  of  making  stays  or  corsets  and  fastening  the  same  ;  and  instead  of  the  usual 
**  manner  of  making  them  with  gores,  or  several  pieces  let  in  or  inserted,  to 
^S  produce  the  required  shape  for  adaptation  to  the  person  of  the  wearer,  we 
**  make  them  entirely  without  gores,  using  only  two  or  three  pieces  of  the 

15  ^  material  to  complete  the  corset.  We  fasten  or  stitch  the  said  pieces  together, 
*^  so  that  the  seam  or  seams  run  transversely  across  the  stays  instead  of  vertically 
^*  or  obliquely  as  hitherto  adopted.  The  said  transverse  or  horizontal  seams 
**  may  be  either  straight  across  or  of  an  undulated  and  corrugated  form ;  the 
**  latter  will  be  generally  found  preferable,  to  secure  more  perfect  adaptation 

20  "  and  comfort  to  the  wearer." 

In  DrucTcer*s  Specification  (No.  3049  of  1865)  the  invented  improvements  were 
described  as  consisting  '^  in  forming  stays,  corsets,  or  other  similar  articles  by 
^  means  of  three  or  more  pieces,  which  when  united  follow  a  longitudinal  or 
**  nearly  longitudinal  direction ;  and  in  order  to  produce  the  requisite  amount 

25  <•  of  slack  to  adapt  the  corset  to  the  different  protuberances  of  the  bust  without 
*^  the  insertion  of  gussets  or  other  additional  pieces,  I  give  to  the  edges  of  the 
*^  said  pieces  such  a  curved  or  irregular  form  that  after  being  stitched  or  other- 
^*  wise  united  they  present  at  the  top  as  well  as  at  the  bottom  of  the  stays  the 
^  requisite  bulge  or  fulness  which  is  usually  obtained  by  the  insertion  of  gussets 

•'0  «<  or  other  additional  pieces  as  aforesaid." 

Fig.  2  of  the  Drawing  attached  to  Drucker^e  Specification  is  shown  below. 


Amongst  the  letterpress  of  the  advertisements  of  the  registered  Design  the 
following  passages  occurred  :  "  0.6.  tailor-made  corsets  embody  an  entirely  new 
'^  method  of  high  class  corset  production,  being  a  skilful  combination  of  gussets 
35  "  pieced  together  horizontally  by  the  most  expert  corseti^res."  **From  a 
*<  hygienic  standpoint  C.B.  tailor-made  corsets  are  unrivalled,  the  special 
^  method  of  making  these  corsets  ensuring  a  complete  absence  of  pressure  upon 
**  the  respiratory  organs." 

K  2 
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The  corset  sold  by  Messrs.  GhappeU,  AUen  &  Go.  in  1900  was  of  the  form 
shown  in  the  accompanying  diagram  : — 


On  the  29th  of  September  1905,  the  Respondent  wrote  to  a  certain  firm  in  the 
following  terms  : — *'  Our  attention  has  been  called  to  the  imitation  by  yon  of 
"  our  registered  design  No.  454,848  in  respect  of  *  tailor-made '  corsets  which  yon  5 
•*  are  selling.  We,  of  course,  lay  no  claim  to  the  exclusive  use  of  these 
•*  descriptive  words,  but  we  must  ask  you  to  immediately  discontinue  the 
'^  imitation  of  our  registered  system  of  making  corsets,  and  shall  be  glad  to 
"  receive  a  letter  from  you  stating  that  you  agree  to  do  so  forthwith."  In  reply 
this  firm  asked  for  the  text  of  the  registered  number  454,848,  and  the  10 
Respondent  thereupon  referred  them  to  the  Patent  Office  for  any  information 
which  they  might  desire  in  respect  of  the  registered  Design.  They  examined 
the  registered  Design  at  the  Patent  Office  and  then  wrote  to  the  Respondent  a 
letter  in  which  the  following  passage  occurred  : — ^'^  We  shall  be  glad  if  you  will 
♦*  inform  us  if  you  suggest  that  your  registration  entitles  you  to  the  exclusive  15 
**  right  to  make  corsets  with  horizontal  gores  and  seams,  no  matter  the  number 
'^  of  such  gores  and  seams,  or  whether  you  limit  your  claim  to  a  corset  having 
"  the  number  of  seams  and  gores  of  the  shape  shown  in  the  filed  exhibit."  To 
this  communication  the  Respondent  made  no  reply. 

On  the  26th  of  January  1906,  the  Motion  for  rectification  was  ordered  to  be  set  20 
down  in  the  witness  list,  a  Summons  for  Directions  being  treated  as  being 
before  the  Court,  by  Mr.  Justice  Warrington.  The  learned  Judge  made  an 
Order  by  consent  for  inspection  of  the  registered  Design,  and  gave  leave  to 
interrogate,  but  refused  to  order  the  Respondents  to  give  particulars  of  the 
grounds  on  which  they  opposed  the  Motion.*  25 

The  Motion  came  on  for  hearing  on  June  the  18th  before  Mr.  Justice 
Warrington.  The  learned  Judge  held  that  the  Design  as  registered  was  for  a 
particular  form  of  straight-fronted  corsets  made  with  horizontal  gussets ;  that 
the  fact  that  the  Design  incidentally  described  a  mode  of  manufacture  did  not 
make  it  any  the  less  a  Design ;  that  there  was  subject-matter  and  that  the  30 
Design  was  novel ;  and  that  it  was  not  shown  that  the  pictures  of  the  Design  in 
the  advertisements  were  not  covered  by  the  Design ;  and  that  a  statement 
made  after  registration  by  the  owner  of  the  Design  as  to  the  extent  of  his 
protection  ought  not  to  affect  the  construction  of  the  Application  or  the 
validity  of  the  registration.    The  Motion  was  dismissed  with  costs-t  35 


1  R.^.C.  656. 


t  See  23  B,P.C,  553. 


Vol.  XXrvr.,  No.  4]     AND  tRADE  MARK  CASES.  69 


In  the  Matter  of  Bayer*s  Design  {No.  454^848). 


The  Applicants  appealed,  and  on  the  25th  of  July  1906  they  applied  to  the 
Court  of  Appeal  for  leave  to  adduce  fresh  evidence  on  the  hearing  of  the  appeal 
as  to  the  want  of  novelty  of  the  Respondent's  Design  and  the  scope  of  his 
registration.  Leave  was  given  to  adduce  fresh  evidence  by  affidavit,  the 
5  answer  of  the  Respondent  to  be  by  affidavit,  and  leave  was  given  to  apply  to 
cross-examine  the  deponents.* 

On  the  hearing  of  the  appeal,  Cave  K.C.  and   Walter  K.C.  (instructed  by 

McKenna  A  Go.)  appeared  for  the  Appellants ;  T.  Terrell  K.O.  and  D.  M. 

Kerly  (instructed  by  Reed  and  Reed)  appeared  for  the  Respondent ;  and  George 

10  Latvrence  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the 

Comptroller  General. 

During  the  Respondent's  argument  fresh  evidence  was  adduced,  affidavits 
were  read  on  each  side,  and  the  deponents  cross-examined.    This  evidence 
identified  certain  corsets  made  before    the    registration  and  alleged   to    be 
15  straight-fronted.    They  were  identical  with  the  "Horizone"  corsets  already 
exhibited,  with  the  difference  of  having  a  V-s^iap^d  piece  cut  out  of  the 
fronts  next  the  busk  in  order  to  tighten  the  front,  but  there  was  no  insertion 
of  a  corresponding  piece  at  the  back  or  any  compensating  enlargement  of  the 
pieces  on  the  hips. 
20       Walter  E.C.  for  the  Appellants  stated  the  facts  of  the  case  and  read  the  Applica- 
tion for  registration ;  and  contended  that  the  Application,  read  in  connection  with 
the  ninth  of  the  Designs  Rules  1890,  meant  that^  notwithstanding  anything  that 
appeared  on  the  representation  of  the  Design,  the  Applicant  disclaimed  all  save 
corsets  with  gussets  cut  horizontally.     It  was  not  until  the  Motion  came  on  and 
25  the  evidence  had  been  heard  that  the  Respondent  set  up  the  case  now  presented 
to  the  Court.    It  has  been  suggested  (but  erroneously)  that  the  waist  seam  and 
particular  shapes  of  the  pieces  tapering  down  towards  the  busk  produced  the 
effect  of  the  straight  front.    It  was  purely  accidental  that  the  anticipations 
proved  in  the  Court  below  happened  not  to  be  straight-fronted  corsets.    The 
30  effect  of  the  straight  front  is  produced  by  shortening  the  pieces  from  the  hip 
line  to  the  bottom  of  the  busk  and  allowing  a  corresponding  amount  of  fulness 
at  the  back.    The  learned  Judge  was  against  us  on  the  question  of  the  applica- 
tion of  the  Design,  holding  that  it  applied  only  to  straight-fronted  corsets,  so  we 
applied  to  this  Court  for  leave  to  adduce  fresh  evidence.     [The  new  alleged 
35  anticipations  were  produced  to  the  Court.]    The  statement  lodged  with  the 
Application  is  all  that  the  public  can  see  at  the  Patent  Office,  the  Design  itself 
is  not  open  to  inspection  ;  the  public  can  only  know  what  the  Design  is  from 
articles  made  and  sold  being  marked  with  the  number  of  the  registered  Design. 
In  this  case  many  were  sold  that  varied  considerably  from  the   Design  as 
40  registered,  and  it  is  now  admitted  that  some  of  these  did  not  come  within  the 
Design.    What  was  registered  was  not  a  Design  at  all,  but  merely  a  process  of 
manufacture  {Cooper  v.  Symington  10  R.P.C.  264).    This  is  evident  from  an 
examination  of  the  Respondent's  advertisements.     [These  were  then  discussed 
in  detail.]    The  Respondent  now  says  that  he  is  confined  to  the  particular 
45  shape  of  Design  shown  in  the  registered  representation.    If  protection  is  given 
merely  for  the  particular  curves  and  tapering  shown  in  the  Drawing,  there  is 
no  distinction  between  that  and  the  anticipations  now  brought  forward.    There 
is  no  novelty  in  mere  details,  and  the  case  is  indistinguishable  from  Le  May  v. 
Welch  (L.R.  28  CD.  24).    If  the  shape  of  the  pieces  is  essential,  it  is  to  be 
50  observed  that  there  are  no  directions  or  information  as  to  the  back.    With  this 
Note  to  the  Application  it  is  impossible  to  say  that  the  Design  amounts  to 
anything  more  than  one  for  horizontal  seams,  and  our  fresh  evidence  shows 
that  they  were  old  in  straight-fronted  corsets.     It  was  never  intended  that 
where  a  mode  of  manufacture  could  not  be  patented  for  want  of  novelty,  it 


•  28  R.P.O.  666. 
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conld  be  protected  by  beijig  registered  as  a  Design  {Moody  v.  Tree  9  R.P.C.  333 
at  page  336).  [The  judgment  of  the  learned  Judge  in  the  Court  below  was 
read.] 

T.  Terrell  K.C.  and  D.  M.  Kerly  for  the  Respondent.— The  case  of  a  Design 
is  different  from  that  of  a  Patent.    The  function  discharged  by  the  parts  shown  5 
in  the  Design  has  nothing  to  do  with  the  matter  (Hecla  Foundry  Company  v. 
Walkers  fi.P.C.  554 ;  L.R,  14  App.SCas.  5j^p).    *^  Design  "  is  defined  in  Section  60 
of  the  Pate^its,  &c.  Act,  1883,  apd  is  applicable  for  ^'^e  pattern  or  for  the  shape 
''  or  configpration,  or  for  the  oniament  th^ebf  ** ;  ''shape"  refers  to  embossing 
and  such  like — in  this  case  th>cut  of  the  ]dl4ces ;. >'  configuration"  refers  to  the  10 
extac^al  shape  of  the  article ;    *'  by  whaXeVer  means  it  is  applicable/*   this 
phrase^ij^cludes  such  means  as  sewing,  nroclelling,  casting,  and  so  forth.     It 
must  app^lto  the  eye  undoubtedly.    The  infrii^gement  of  a  Design  is  dealt 
with  by  S^t^n  58  ;  it  must  be  by  the  applicamon^  of  the  **  Design  or  any  fraudu- 
**lent  or  obyuhu  imitation  thereof,"  that  iil  .^'obvious"  to  the  eye  as  an  15 
imitation.      It  is^i^ot  the  shape  as  a  whoffi ;  Ut  is  the  whole  combination 
of  pieces  of  variousNlhapes  that  is  the  subji^ct'  of  a  Design.     The  question 
is  whether  the  Design  was  good  at  the  date  of  its  registration.    The  subsequent 
conduct  of  the  owner  or  his  interpretation  of  the  extent  of  the  protection 
afleorded  is  immaterial  (J.  Harper  Jk  Go.  v.  Wright  and  Butler  12  R.P.O.  483  ;  20 
L.R.  (1896)  1  Ch.  142).    If  the  owner  of  a  Design  sells  an  article  to  which  his 
Design  has  been  applied,  and  does  not  put  thereon  the  registered  number,  all 
protection  for  it  is  lost ;  he  must  therefore  anticipate  what  construction  the 
Courts  will  put  on  his  Design  and  perhaps  err  on  the  side  of  safety.    [Vaugh AN 
Williams  LJ^. — ^The  advertisements  are  quite  immaterial.    I  agree  with  you  25 
there.]     The  novelty  in  this  Design  consists  in  having  a  straight-fronted  corset 
with  horizontal  pieces  tapered  towards  the  front  and  enlai^ed  towards  the  back 
"  as  shown  " — ^that  is,  the  reader  is  referred  to  the  Drawjjig.    The  Act  jgives  pro- 
tection not  merely  against  the  identical  thing  shown,  bnttagohlsi  obvious  and 
fraudulent  imitations.    Where  the  representation  registered  is  in  part  old  the  30 
Design  protected  consists  of  the  novel  elements  {Staples  v.  Warwick  23  R.P.C. 
609).    The  Application  must  therefore  contain  a  statement  of  the  nature  of  the 
Design.    The  evidence  on  both  sides  is  to  the  effect  that  in  these  corsets  the 
straight  front  is  produced  by  cutting  the  pieces  as  shown  in  the  Design. 
[BUCKLBT  L.J. — If  you  do  not  claim  the  exact  thing  shown  in  the  Drawing,  35 
you  are  claiming  a  mode  of  construction  that  produces  a  straight  front]    The 
Claim  is  for  a  straight-fronted  corset  with  horizontal  pieces  as  shown  in  the 
Drawing.    Substantial  novelty  must  be  shown.    The  evidence  here  is  all  one 
way  to  the  effect  that  persons  in  the  trade  at  once  saw  that  the  Design  was 
novel.    The  person  who  invented  this  Design  took  a  long  time  to  find  out  by  40 
experiment  the  proportionate  taper  for  each  piece.    One  witness,  an  infringer, 
had  to  copy  the  thing  exactly  to  secure  the  straight  front.    Our  case  is  that  the 
Design  is  for  a  corset  the  shape  and  configuration  of  which  is  produced  by  the 
configuration  and  shape  of  the  pieces.     [The  evidence  was  read  and  commented 
on.]    A  Design  may  consist  of  a  combination  of  elements ;  the  word  is  to  be  45 
taken  in  its  wide  sense.    "  The  object  "  (of  the  definition)  **  was  to  use  words 
**  which  would  include  everything  which  would  ordinarily  fall  within  the  word 
"  '  Design,*  and  to  show  that  the  word  *  Design  *  was  not  intended  to  be  used  in 
**  any  technical  sense  as  excluding  anything  that  would  ordinarily  fall  within 
"  it "  (per  Lord  Herschell  in  Bolkison's  Design  15  R.P.C.  at  page  446  ;  L.R.  50 
(1898)  App.  Cas.  501).    Slight  differences  between  a  registered  Design  and 
previous  ones  may  make  a  successful  Design  by  making  the  whole  more 
attractive  {Ibid^  at  pages  447  and  503).    In  the  collar   case   there  was  not 
*'  a  substantial  novelty  in  the  Design  having  regard  to  the  nature  of  the  article  " 
such  as  is  shown  to  exist  in  this  case  (Zg  Jlfay  V.  (FeZcA  L.R.  28  CD.  25, 34).  There  55 
have  been  many  cases  of  Designs  consisting  of  a  combination  of  old  well-known 
elements,  as  for  instance  in  the  case  of  lace  {Birkin  Js  Co.  v.  Pratt ^  Hurst  Js  Co. 
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Id.  12  R,P.O.  371,  374),  the  honeycomb  pattern  (Harrison  v.  Taylor  4  H.  &  N. 
815,  820),  an  albert  chain  and  stars  (Holdsworth  v.  McGrae  L.R.  2  E.  &  I.  App. 
380,  386  ;  Norton  v.  NichoUs  28  L  J.  Q.B.  225  ;  1  E.  A  E.  761).  Even  if  the 
Derign  be  confined  to  the  precise  form  shown  in  the  Drawing  the  Respon- 
5  dent  is  entitled  to  protection  for  it ;  but  in  that  case  it  would  be  much  less 
useful.  It  would  then  protect  the  Respondent  against  '^  obvious  imitations.'* 
A  Design  need  not  be  for  purpose  of  ornamentation ;  it  may  be  for  utility. 
^  Shape  or  configuration  *'  may  be  essential  to  the  utility  of  the  article  ;  the 
words  "  or  ornament  '*  show  t£at  a  Design  need  not  be  confined  to  purposes  of 
10  ornament  (Tyler  &  Sons  v.  Sharps,  Bros.  A  Go.,  11  R.P.C.  33.)  [Vaughan 
Williams  LJ. — ^Mode  of  manuf^ure  is  one  thing  and  form  of  manufacture 
another.]  A  form  of  manufacture  ^mlty  be  the  subject  of  a  Design.  There  is 
no  question  about  Infringement  here  ;  the  Applicants  have  made  exact  copies  of 
the  Design.    A  Design  is  to  be  diEftinguished  from  an  invention.     A  Design  is 

15  the  representation  of  an  idea.  The  idea  may  be  new  or  old,  but  the  representa- 
tion of  it  must  be  new.  A  Patent  is  granted  for  the  embodiment  of  an  idea, 
and  it  is  the  invention  and  not  its  mere  representation  that  is  protected.  The 
invention  claimed  in  a  Patent  Specification  is  claimed  in  words,  and  also  in 
some  cases  by  Drawings,  but  the  grant  for  a  Design  is  measured  only  by  section 

20  58,  which  forbids  fraudulent  or  obvious  imitations.  A  Design,  therefore*  is  a 
representation  and  nothing  else  ;  for  registration  it  must  be  novel,  and  the 
infringement  of  the  copyright  in  the  Design  must  be  a  colourable  or  obvious 
imitation.  There  are  no  conditions  regulating  the  registration  of  Designs  cor- 
responding to  sufficiency  or  utility  in  the  case  of  a  Patent.     A  Design  can 

25  be  taken  off  the  register  only  if  it  does  not  come  within  the  definition  in  the 
Act  Novelty  and  originality  are  the  only  conditions  required.  Utility  has  a 
bearing  on  the  question  of  novelty,  because  an  apparently  inconspicuous  varia- 
tion in  a  combination  may,  by  reason  of  its  utility,  appear  to  the  instructed  eye 
of  a  person  in  the  trade  as  a  striking  and  material  alteration  (Rollason's  Design,  ubi 

30  supra.)  Prima  fa^  the  Design  includes  all  the  parts  shown  in  the  representa- 
tion (Harrison  v.  Taylor,  4  H.  &  N.  815 ;  Holdsworth  v.  McGrae,  L.R.  2  H.L.  387). 
The  real  issues  here  are — What  is  the  meaning  of  the  Note  on  the  Application, 
and  whether  the  Design  is  novel  ?  If  the  Design  was  a  claim  for  all  corsets  made 
of  horizontal  pieces  there  was  no  occasion  to  show  the  construction  of  the  pieces, 

35  or  to  show  that  they  were  of  the  new  and  original  shapes  appearing  on  the 
Drawing.  There  is  no  claim  for  the  external  shape.  The  Note  limits  and  dis- 
claims parts  of  the  representation.  That  is  its  only  meaning.  On  the  Appli- 
cants* construction  of  the  Note  there  is  no  meaning  in  the  words  *'  as  shown  in 
•*  the  representation.'*     Upon  the  issue  of  novelty  the. cases  in  point  are  Harper 

40  A  Go.  V.  Wright  and  Butler  (12  R.P.C.  at  page  491,  and  Rollasm's 
Design  (ubi  supra).  It  is  not  allowable  to  make  a  mosaic  of  earlier  Designs  for 
purpose  of  comparison  with  the  registered  Design.  The  collar  case  was  totally 
different,  because  here  every  trade  witness  recognised  Bayer's  Design  as  dis- 
tinctive.   The  argument  as  to  a  straight-fronted  corset  is  merely  this,  that  the 

45  corset  pieces  shown  on  the  Design  do  produce  a  straight-fronted  corset,  so  that 

any  pieces  which  do  not  cannot  be  the  same ;  but  if  a  straight-fronted  corset 

should  be  produced  by  other  pieces  than  those  of  the  Design,  still  it  would  not 

be  the  same.    The  new  evidence  in  the  Court  of  Appeal  carries  the  objection  to 

•     novelty  no  further  than  that  in  the  Court  below.    It  is  said  by  the  Appellants 

50  that  the  four  fresh  "  Horizone  "  corsets  are  straight-fronted.    If  that  were  true 
they  have  been  so  made  by  alteration  of  the  corset  pieces,  which  make  them  not 
more,  but  less  like  those  of  the  registered  Design. 
Walter  K.C.  replied. 
Vaughan  Williams  L.J. — I  have  had  some  hesitation  as  to  the  conclusion 

55  we  should  arrive  at  in  this  case.  It  is  a  case  in  which  I  cannot  help  thinking 
that  the  registration  has  been  unfortunate  in  form.  I  have  before  me  the 
Application,  which  is  addressed  to  the  Comptroller,  and  he  is  requested  "  to 
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"  register  the  accompanying  Design  in  Class  10  " — that  is  the  millinery  and 
wearing  apparel  class — "  in  the  name  of  Charles  Bayer^^'  and  tlien  it  goes  on 
say  : — **  Statement  of  nature  of  Design  :  Shape  or  Configuration  of  Corset. 
**  The  novelty  consists  in  a  corset  having  the  gores  or  gussets  cut  horizontally, 
^^  and  from  the  front  of  the  busk  towards  the  back  of  the  corset,  as  shewn  in  5 
"  the  Representation."  The  Representations  consist  of  three  copies  of  this 
photograph,  which  had  to  be  deposited  under  the  Rules.  Now  that  was  followed 
by  a  Certificate,  which  runs  : — ^^  This  is  to"  certify  that  the  Design  of  which 
•'  annexed  is  a  copy  was  registered  this  19th  day  of  April  1905,  in  respect  of 
"  the  application  of  such  Design  to  articles  comprised  in  Class  10,  in  pursuance  10 
"  and  subject  to  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 
"  1883  to  1902."  Then  that  is  signed,  and  there  follows  a  small  copy  of  this 
same  photograph. 

I  have  no  doubt  whatever  that  this  Design  was  deposited  not  by  way  of 
illustration  and  not  as  an  example  of  the  Application  which  would  be  made  in  15 
practice  of  this  Design.    In  my  judgment  this   paper  was   deposited  as  a 
definition  of  the  Design  that  was  intended  to  be  registered.    I  have  not  the 
slightest  doubt  on  the  evidence  but  that  the  expert  witnesses  who  were  called 
all  took  the  view  that  the  white  lines  defining  the  seams  of  this  corset  were 
white  lines  which  were  introduced   upon  the  corset,  and  appeared   in   the  20 
photograph,  for  the  express  purpose  of  defining  the  nature  of  the  design  which 
Mr.  Bayer  was  registering.    Speaking  for  myself  I  should  come  to  the  con- 
clusion, not  only  that  those  lines  are  intended  to  represent  seams  which  were  a 
part  and  parcel  of  the  Respondent's  Design,  but  also  I  should  draw  the  inference 
on  the  evidence   of  the  witnesses,  that   they  each   and  all   of  them  treated  25 
this  Design  as  one  which  was   intended   to   be  applicable   to  the   particular 
class  of  corset  that  is  called  a  straight-fronted  corset.    I  have  no  doubt,  also, 
but  that  the  witnesses  on  both  sides,  who  were  experts,  one  and  all  recog- 
nised   those   lines  as   being  an  essential  part  of  the  Design,      I    wish   to 
state    that    I    do    not    understand    that    by    the    words    "  Straight-fronted  30 
"  Corset "  is    intended    simply  a    corset    which    before    it   is    worn    has    a 
straight  busk  to  it.      I  understand  what  is    meant  by  a  '^Straight-fronted 
"Corset"  is  a  corset  which  having,  in  fact  a  straight,  and  almost  neces- 
sarily stiff  busk,  that  busk  is   maintained  in  its  straight-fronted  condition 
by  the  make  of  the  corset  generally ;  and  therefore  you  cannot  ever  say  of  35 
a  corset  that  it  is  a  straight-fronted  corset  unless  you  have  seen  the  busk  in 
its  conjunction  with  the  other  parts  of  the   corset.    As  I  have  said  already 
I   read    this  Claim — because  in  my  judgment  our  decision  in  the  present 
casO  does  largely,  if  not  entirely,  depend  upon  a  construction  of  the  Claim — 
as  a  Claim  for  a  corset  which,  having  a  straight  busk,  is  so  put  together,  with  40 
other  essential  parts,  that  the  straight  front  will  be  maintained  when  the  corset 
comes  to  be  worn. 

That    being    the    nature    of    the    Claim,  one    requires    to    know  how  it 
is  to  be  applied.    It  has  been  said  that  you  may  have  a  Design,  which,  in  its 
application,  is  always  intended  to  be  reproduced  exactly  in  the  size  and  form  45 
in  which  it  appears  in  either  the  picture  which  accompanies  the  Application 
to  register,  or  in  the  specimen  which  is  sometimes  deposited.    I  do  not  say 
that  there  may  not  be  cases  in  which  it  is  intended  to  register,  and  there  is     • 
registered,  a  Design  which  is  only  applicable  in  its  exact  size.     I  cannot  think 
of  any  case  myself  in  which  it  was  likely  that  there  should  be  such  a  Design  ;  50 
there  may  be  such  a  Design,  or  there  may  not  be.    A  Design  prima  facie  is 
always  intended  to  be  capable  of  magnification,  if  that  is  the  right  word  to  use. 
All  that  you  have  to  do  in  order  to  to  maintain  the  identity  of  Design  is  to 
maintain  the  relative  proportions.     I  read  this  Application  for  a  Design,  and 
the  Design  as  described  in  it,  as  being  an  Application  to  register  a  Design  55 
having  upon  it  lines,  and  seams,  and  gussets  (every  one  who  knew  anything 
^bout  the  matter  recognised  these  features  in  the  photograph)  of  the  direction, 
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and  relative  proportion  of  those  in  the  photograph — and  it  does  not  seem  to 
me  to  cause  any  difficulty  whatsoever  in  the  proper  registration  of  the 
Design  that  you  would  have  to  have  the  corset  generally  made  larger,  or 
smaller,  according  to  the  size  of  the  body  on  which  the  corset  was  to  be  put. 
5  All  these  necessary  enlargements,  or  diminutions,  of  the  corset  could  be  made 
without  in  the  slightest  degree  departing,  in  my  opinion,  from  the  identity  of 
the  Design  as  registered.  Under  these  circumstances  it  seems  to  me  that  I 
have  to  consider  the  terms  of  this  Application  and  Certificate,  and  say  : — Is 
that  which  is  described  something  which  is  capable  of  registration  as  a 
10  Design  ?  Now,  following  the  Rollason  case,  I  think  the  law  is  that,  although 
the  Section  of  the  Act  of  Parliament,  in  speaking  of  a  Design,  and  of  the  nature 
of  a  Design,  speaks  of  pattern,  shape,  configuration,  and  ornamentation,  and 
although  the  direction  is  ^'should  state  the  nature  of  the  Design,  and  the 
"  novelty  which  the  person  registering  claims  in  respect  of  his  design,"  yet 
15  really  it  falls  within  the  ambit  of  any  one  of  these  four  words  :  it  will  not  be 
rejected  for  registration,  or  removed  after  registration  if  it  falls  substantially 
within .  one  or  other  of  them.  To  use  the  words — I  need  not  read  them 
as  I  think  I  can  sufficiently  quote  them  without  now  reading  them — of  Lord 
Herschell  in  the  case  of  RoUasoh*s  Design  it  was  not  intended  by  the  Legislature 

20  to  draw  hard  and  fast  lines  between  "  pattern,"  "  shape,"  and  "  configuration," 
and,  I  suppose,  also  "  ornamentation."*  I  have  to  construe  this  claim ;  and  I  shall 
ask  myself  whether,  taking  a  reasonable  construction  of  it,  the  subject-matter 
was  one  which  properly  could  be  registered  as  a  Design  in  the  shape,  configura- 
tion, or  any  of  the  other  heads  mentioned  in  the  Section  of  the  Act  of  Parlia- 

25  ment.  There  is  a  prima  facie  difficulty  about  the  use  of  the  words 
*'  gores,  or  gussets  cut  horizontally,"  because  mathematically  it  is  plain  that 
these  gores  and  gussets  ai*e  not  cut  horizontally.  All  that  can  be  said  is  that 
it  is  plain  that  they  are  not  cut  vertically  ;  and  I  think,  having  regard  to 
the   evidence  of  the  experts,   that  no  expert  would   find  any  difficulty  in 

30  including  this  photograph,  and  the  corset  represented  by  it,  within  this  claim 
because  of  the  use  of  the  word  "  horizontally."  That  is  really  sufficient  to  get 
over  that  objection. 

Then  comes  "  and  from  the  frotit  of  the  busk  towards  the  back  of  the  corset 
"  as  shown  in  the  representations."     I  have  already  said  that  in  my  view  those 

35  representations  are  intended,  and  ought  to  be  read  as  intended,  to  define  the 
Design  applied  to  be  registered,  and  not  as  one  instance  of  the  application  of 
that  Design.  That  being  so,  I  wish  to  add,  before  I  come  to  my  final  con- 
clusion in  this  case,  first,  that  dealing  generally  with  the  instances  of  anticipation 
that  have  been  alleged   I  do  not  think  there  is  a  pretence  for  saying  that 

40  any  of  them  have  been  made  out.  I  am  of  the  strongest  possible  opinion 
that,  if  you  read  carefully  the  evidence  of  the  witnesses,  the  general  result  may 
be  stated  in  this  way — every  witness  recognised  these  lines  as  they  appear  in 
this  photograph  as  lines  which  would  produce  the  results  which  must  be 
produced  if  you  are  to  have  what  is  known  in  the  trade  as  a  "  straight-fronted 

45  ^  Corset."  It  was  plain  that  all  these  witnesses  recognised  the  object  of  these 
lines,  and  all  were  of  opinion  that,  more  or  less,  these  lines  must  produce  the 
straight-fronted  corset.  I  agree  in  what  has  been  said,  that  the  conduct  of  the 
Appellants  themselves  in  their  production  of  corsets  which  are  in  accordance 
with  this  corset  here  represented,  is  itself  some  evidence  to  show  that  the  nature 

50  of  this  corset  was  such  that,  not  having  themselves  used  a  corset  of  that  shape 
before,  and  seeing  this  corset,  and  being  people  engaged  in  the  trade,  they 
thought  that  there  was  sufficient  in  this  corset  to  make  it  desirable  that  they 
also,  for  the  first  time,  should  make  corsets  in  accordance  with  this  pattern ; 
and  I  think  that  there  is  very  considerable  evidence  in  this  case  in  support 

*  See  15  R.P.O.  446 ;  L.K.  (1898)  A.C.  601. 
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of  the  allegation  of  novelty.  I  certainly  understand  Mr.  Justice  Warrington 
to  have  found  distinctly  that  there  is  novelty,  and  I  should  not  be  disposed 
to  differ  from  him  upon  that  conclusion  on  the  evidence. 

That  being  so.  the  Respondent's  case  not  failing  in  respect  of  previous  antici- 
pations, not  failing — which  is  analogous  to  my  last  statement — ^in  respect  of  5 
want  of  novelty,  there  is  only  one  more  matter  which  I  need  deal  with,  and 
that  has  caused  me  a  good  deal  of  anxiety.  It  is  said  that  a  Design,  in  order  to 
be  a  Design,  must  be  something  which  can  be  drawn,  and  thus  represented  on 
paper  ;  it  must  be  something  which,  when  it  is  applied  to  any  article  of  manu- 
facture, shall  appeal  to  the  eye.  It  is  said  that  in  judging  whether  a  particular  10 
thing  is  a  Design,  or  not,  you  have  not  got  to  trouble  yourself  with  any  question 
of  utility,  or  any  question  of  that  sort  at  all.  It  is  clear  from  the  Hecla  Foundry 
case  that,  if  a  D.esign  is  a  Design,  when  tested  by  the  eye,  it  will  not  cease  to  be  a 
Design,  or  the  less  be  a  Design,  because  when  you  use  this  piece  of  ornamen- 
tation by  applying  it  you  will  attain  a  mechanical  result  which  could  be  10 
subject  matter  of  Letters  Patent.  1  myself  have  not  got  to  judge  whether  this 
'  particular  Design  could  have  been  protected  by  obtaining  Letters  Patent,  but  I 
am  by  no  means  disposed  to  say  it  could  not  have  been  so  protected.  I  am  only 
saying  that  under  the  decision  in  the  Hecla  Foundry  case  the  fact  that  it  could 
be  so  protected  in  no  way  prevents,  in  my  judgment,  the  Design  being  a  Design  20 
which  can  be  registered  under  the  Act.  The » question  here,  applying 
the  eye  test,  is  :— Is,  or  is  not,  this  a  Design  ?  It  is,  I  think,  perfectly 
clear  law,  that  if  that  which  you  propose  to  register  is  a  mere  mode  of  manu- 
facture you  canno*.  register  that  mode  of  manufacture.  In  1892  the  late  Mr. 
Baron  Pollock  and  I  came  to  the  conclusion  in  the  case  of  Moody  y.  Tree  that  Zo 
the  particular  subject  matter  proposed  to  be  registered  as  a  Design  in  that  case 
was  not  a  Design,  but  was  a  mode  of  manufacture.  That  was  a  very  different 
case  from  the  present.  That  was  a  case  in  which  the  particular  article  to  which 
the  Design  was  intended  to  be  applied  was  a  basket,  and  what  was  claimed  was 
to  register  a  Design  under  which  all  the  ends  of  the  osiers  were  to  be  turned  o\) 
Qutwards,  the  result  of  which  was  that  you  got  a  perfectly  smooth  basket  inside, 
and  the  outside  of  the  basket  rough,  with  all  the  ends  of  the  osiers  peeping  out, 
which,  I  think,  might  very  well  appeal  to  a  person  endowed  with  very 
little  Aesthetic  sense.  The  outside  of  that  basket,  I  have  no  doubt,  was  very 
pretty  indeed,  but  it  was  claimed  to  register  this  basket  as  a  pattern  Design,  and 
we  came  to  the  conclusion  that  it  was  not  registrable,  because  we  thought  that 
this  system  of  turning  the  ends  of  the  osiers  all  outside  the  basket  was  a  mere 
mode  of  manufacture,  and  not  a  Design.  It  is  said  here  that  that  which  is 
sought  to  be  registered  here  is  a  mere  mode  of  manufacture.  It  is  an  effective 
system  for  the  manufacture  of  these  straight^fronted  corsets,  and  I  feel  that 
there  is  great  force  in  that  contention.  It  must,  I  think,  be  obvious  to  every- 
one, at  5l  events .  to  everyone  who  has  heard  the  arguments  in  the  present 
case,  that  the  line  between  "  shape,"  "  pattern,"  and  "  configuration,"  on  the 
one  hand,  and  mode  of  manufacture  on  the  other  hand,  is  not  a  very  plain 
line,  and  not  one  which  is  easy  to  express  in  words.  I  think  it  is  extremely  40 
difftcult  to  do  BO ;  and  the  more  so  because  under  this  Act  of  Parliament 
relating  to  Designs  you  may,  as  I  have  already  said,  register  a  Design,  even 
though  the  effect  of  the  Design  is,  when  applied,  to  bring  about  an  enoraious 
improvement  in  the  mode  of  manufacture.  That  makes  the  line  very  diflacult 
to  draw. 

I  do  not  think  there  is  any  good  in  going  through  the  cases  in  order  to 
prove  the  proposition,  that  the  line  is  very  difficult  to  draw.  Here,  if  I  myself  had 
had  to  describe  what  this  corset  was,  I  should  have  said  it  was  a  corset  made 
under  a  Design  in  which  the  seams  and  gussets  were  made  with  a  declension 
upwards,  or  downwards  towards  the  bask,  in  the  proportion  in  which  they 
appear  in  this  representation,  and  in  which  the  lines  where  the  seams  and 
gussets  were,  and  the  seams  and  gussets  themselves,  widened,  or  narrowed  m 
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the  direction  of  the  back  of  the  corset  in  the  way  appearing  in  this  Repre; 
sentation.  Is  not  that  a  mere  mode  of  mannfacture  ?  It  is,  of  cotirse,  a  form 
of  mannfacture.  No  one  can  doubt  that.  Whether  it  is  a  mode  of  manufacture 
as  distin^ished  from  a  form  of  manufacture  I  do  not  feel  sure. 
5  I  have  come  to  the  conclusion  that  this  appeal  ought  to  be  allowed,  because  I 
think,  having  these  difBculties  before  one  as  to  the  true  meaning  of  this  claim, 
we  unfortunately  find  a  use  of  words  which  are  extremely-  difficult  to 
construe.  First,  there  is  the  difficulty  as  to  the  use  of  the  words  "  shape  or 
"  configuration  of  corset."    That  which  I  have  been  describing  with  regard  to 

10  these  seams  and  gussets  is  not,  strictly  speaking,  '^  shape  or  configuration  of 
"  corset "  at  all.  Then,  when  I  come  to  the  question  of  the  novelty,  although 
I  am  inclined  to  think  that  the  reading  of  this  claim  by  the  expert  witnesses  on 
both  sides  was  the  right  one,  I  still  feel  that  the  claim  is  rendered  all  the  more 
difficult  when  it  is  said  that  *'  The  novelty  consists  in  a  corset  having  gores  and 

15  *'  gussets  cut  horizontally  from  the  front  of  the  busk  towards  the  back  of  the 
*'  corset,  as  shown  in  the  representation."  Now,  when  one  looks  at  the  repre- 
sentation, it  is  very  difficult  to  say  what  is  claimed  as  new  and  what  is  not 
claimed  as  new — what  is  represented  as  essential,  and  what  is  not  represented  as 
essential. 

20  Under  these  circumstances  I  think  that  this  appeal  ought  to  be  allowed ;  but 
I  come  to  the  conclusion  with  some  considerable  reluctance,  because,  taking  the 
whole  of  the  evidence  together,  I  have  no  doubt  myself  that  a  corset  made  like 
this  exhibits  very  considerable  novelty  and  is  of  great  usefulness,  which  had 
not  been  attained  before.     It  may  be  that  the  improvement  i&.such  that  it  can- 

25  not  be  protected  by  registration  of  a  Design,  however  wordecT.  I  do-  not  know 
whether  this  invention  of  this  shape  of  corset,  with  the  seams  and  gussets 
relatively  of  this  size  and  this  position,  could  or  could  not  be  prQtected  binder 
Letters  Patent.  On  the  whole  I  have  come  to  the  conclusion  that  Mr.  Justice 
Warrington  was  not  justified  in  the  conclusion  that  he  came  to— that  tliis  was 

30  a  Design  capable  of  registration. 

I  want  to  add  that,  as  far  as  my  decision  is  concerned,  it  has  not  been  affected 

,  in  any  way  by  the  suggestion  that  the  evidence  taken  before  Mr.  Justice 

Warrington  was  based  upon  a  point  which  he  assumed  to  be  proved  in 

evidence,  and  which  the  Appellants,  but  for  the  point, made  being  a  surprise, 

35  would  have  been  easily  able  to  displace.  I  think  on  that  point  the  evidence  of 
the  witnesses  who  were  called  left  the  case  just  where  it  was. 

On  the  whole,  I  think  in  this  case  the  appeal  ought  to  be  allowed,  and  the 
costs  will  follow  the  usual  course. 
Flbtchbb  Moulton  L.J. — I  have  come  to  the  same  conclusion.    The  duty 

40  of  the  Court,  in  an  application  to  strike  a  Design  off  the  Register,  is  always  a 
difficult  duty  by  reason  of  the  circumstances  in  which  the  litigants  are  placed. 
In  an  action  for  infringement  of  a  Design  the  counsel  for  the  plaintiff  is  in  the 
dilemma  that  if  he  puts  too  narrow  an  interpretation  on  his  claim  the  defendant 
is  not  an  infringer ;   but  if  he  puts  too  broad  an  interpretation  on  his  claim  it 

45  may  be  held  invalid.  But  when  the  application  is  to  strike  the  Design  off  the 
Register  the  counsel  for  the  respondent  is  in  no  such  difficulty.  It  is  to  his 
interest  to  represent  the  claim  as  narrow  as  possible — narrow  even  to  the  limit 
of  absolute  worthlessness ;  because  if,  by  any  interpretation,  however  narrow, 
he  can  bring  it  within  the  limit  of  a  valid  registration,  he  succeeds  in  the 

50  litigation,  and  when  he  has  succeeded  he  then  may  use  his  Design  as  a 
valid  Design,  and  the  exact  limit  of  interpretation  by  which  alone  he 
succeeded  in  supporting  its  validity  can  be  known  to  but  few  of  the  public. 
It  is  therefore  a  very  different  claim  when  used  offensively  from  what  it  is 
when  used  defensively.     I  do  not  think  a  more  striking  example  of  this  could 

55  be  found  than  we  have  in  the  circumstances  of  the  present  case.  Mr.  Bayer 
registered  a  Design,  the  meaning  of  which  I  will  presently  deal  with.  In 
practice  he  makes  it  cover  corsets  of  all  possible  variation  of  arrangement,  and 
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number  and  breadth  and  shape  of  the  gussets.     In  his  advertisements  he  shows 
a  similar  variety,  and  lays  claim  gener^ly  to  the  system  of  horizontal  gussets  in 
corsets.     Corsets  as  widely  apart  from  one  another  and  from  the  Design  on  the 
Register  as  are  the  exhibits  E  and  X,  are  all  treated  by  him  as  examples  of  his 
Design,and  we  find  that  in  the  very  letter  which  provoked  this  litigation  he  speaks  5 
of  his  registered  "  system  "  of  making  corsets.    He  therefore  in  all  his  practice 
treats  it  as  though  it  was  a  registered  system.    When  he  comes  by  his  counsel 
before  the  Court,  at  the  very  commencement  of  the  argument  his  counsel 
throws  over  the  whole  of  this  by  saying  that  the  registered  number  has  been 
applied  to  articles  wholly  outside  the  grant.     Which  articles  he  will  not  say.   10 
When  asked  whether  he  contends  that  the  grant  includes  such  and  such  an 
exhibit,  he  replies,  "  Infringement  is  not  before  the  Court,"  and  he  tries  with 
very  great  skill  to  get  the  Court  to  look  upon  this  as  a  registration  of  certain 
lines  along  the  corset — those  lines  and  none  other — and  then  asks  in  a  tone  of 
triumph,  "  Where  do  you  find  those  said  lines  before  "  ?    He  is  perfectly  aware  15 
that  those  exact  lines  fit  only  one  particular  corset.     The  corsets  have  to  be 
made  of  every  variety  of  length  in  the  busk,  of  length  in  the  hip,  of  circum 
f erence  round  the  waist,  and  other  variations  arising  from  those  causes  will  pro- 
duce alterations  in  the  shape,  alterations  in  the  length,  and  alterations  in  the 
position  of  the  seams  ;  but  that  he  puts  entirely  on  one  side,  and  he  treats  this  20 
as  if  it  was  a  pattern  for  lace,  and  says  :  "  Where  do  you  find  that  exact  series  of 
"  lines  before  ?    If  you  cannot  find  that,  you  must  say  that  the  registration  is  a 
"  good  one."    One  might  ask  why  should  an  applicant,  a  Petitioner,  then  put 
himself  in  this  advantageous  position  with  regard  to  a  Respondent  ?     Why  not 
wait  for  an  action  of  infringement  ?     In  my  opinion  in  practice  this  proceeding  25 
is  forced  upon  the  trade  by  people  who  get  ambiguous  grants  and  use  them  for 
the  purpose  of  threatening,  as  has  been  clearly  done  in  this  case.    A  like  evil 
was  found  to  exist  in  the  case  of  Letters  Patent,  and  Clause  32  of  the  Patent  Act 
of  1883  was  insertei  into  that  Act  to  enable  those  who  suffered  from  threats  to 
themselves  bring  actions  in  order  to  stop  threats  directed  against  that  which  is  30 
not  an  infringement  of  the  Letters  Patent.     But  no  such  clause  exists  with 
regard  to  Designs,  and  unless  the  members  of  the  trade  are  prepared  to  give  • 
way  to  unsupported  claims  they  have  no  other  alternative  than  to  fight  the 
battle  at  this  disadvantage,  and  the  evil  is  aggravated  by  the  fact  that  while 
there  is  complete  publication  of  the  Patent  there  is  no  publication  of  the  Design,  35 
so  that  the  public  is  left  in  the  dark  as  to  what  they  are  not  to  do.     All  these 
things  make  it  important  for  the  Court,  in  a  case  like  this,  to  itself  weigh  the 
registration,  and  to  construe  it  accurately  and  fully,  quite  apart  from  the  issues 
that  are  raised  in  the  case  with  regard  to  the  particular  corset  made  by  either 
party.    We  have  not  only  to  say  whether  the  Design  is  a  good  one  and  rightly  40 
registered,  but  we  have  to  take  care  that  there  is  no  doubt  whatever  as  to  the 
meaning  of  the  registration,  in  order  that  the  public  may  no  longer  be  frightened 
by  the  suggestion  that  the  rights  are  wider  than  in  fact  they  are.     I  approach 
this  case  feeling  that  the  first  duty  of  the  Court  is  to  construe  this  grant  strictly 
as  between  the  public  and  the  person  who  has  registered,  and  find  out  what  it  45 
means. 

Now,  before  I  do  that,  I  want  to  say  a  word  or  two  with  regard  to  what  a 
Design  is.  The  distinction  between  a  Design  and  an  invention,  the  subject  of 
Letters  Patent,  is  very  wide.  If  you  want  to  realise  how  wide  it  is,  it  is  well 
to  keep  in  mind  that  in  all  these  cases  the  basis  of  the  legislation  is  that  persons  50 
who  do  anything  original  either  in  the  way  of  designing  or  making  an  invention 
are  allowed  a  monopoly  for  a  time,  but  only  on  terms  that  they  so  publish  to 
the  public  their  original  work  that  at  the  end  of  the  time  the  public  may  have 
the  full  benefit  of  it  That  applies  as  well  to  Designs  as  it  does  to  Letters 
Patent  In  the  case  of  Letters  Patent  you  have  precisely  to  define  what  it  is  55 
you  claim,  and  you  have  to  give  to  the  public  full  instructions  as  to  how  to  use 
it  in  order  that  when  it  becomes  publid  juris  they  may  be  able  to  reap  the 
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benefit  of  it.  Tou  do  not  find  any  anch  obligations  with  regard  to  Designs. 
Why  is  that  ?  It  is  because  Designs  apply  to  nothing  but  that  which  the  eye 
can  tell  entirely.  Nothing  in  my  opinion  is  a  good  Design  btit  that  of  which 
full  knowledge  is  given  when  you  have  once  shown  to  the  eye  what  your 

5  Design  is.  It  may  be  shape  or  configuration  ;  that  is  given  by  a  specimen  or 
by  a  proper  drawing,  and  the  eye  can  see  it,  and  the  eye  can  recognise  whether 
it  has  been  imitated.  It  may  be  by  a  pattern,  to  which  the  same  applies. 
It  may  be  by  an  ornament,  to  which  the  same  applies.  But  in  my  opinion 
nothing  beyond  that  can  rightly  be  called  a  Design  within  the  meaning  of 

10  this  Statute. 

I  arrive  at  that  from  the  language  of  the  Statute  itself.  If  you  turn  to  the 
definition,  and  I  may  say  if  you  read  all  the  sections  of  the  Act  which  relate  to 
Designs,  you  will  see  that  the  Act  contemplates  something  which  is  applicable 
to  an  article,  and  which  is  defined  by  a  representation.    Just  look  at  the 

15  definition  in  Clause  60  :  "  In  and  for  the  purposes  of  this  Act,  *  Design '  means 
"  any  Design  applicable  to  any  article  of  manufacture,  or  to  any  substance 
'*  artificial  or  natural,  or  partly  artificial  and  partly  natural,  whether  the  Design 
"  is  applicable  for  the  pattern,  or  for  the  shape  or  configuration,  or  for  the 
'*  ornament  thereof,  or  for  any  two  or  more  of  such  purposes,  and  by  whatever 

80  ^  means  it  is  applicable.''  It  deals  entirely  with  the  shape,  or  configuration,  or 
ornament,  or  pattern :  they  are  all  things  which  the  eye  has  the  complete 
power  of  learning  from  representation.  If  I  were  to  go  through  the  other 
enacting  sections  of  the  Act  it  would  be  found  that  the  words,  which  are 
chosen,  carry  out  that  idea.    That  such  is  the  case  is  recognised  in  the  classic 

25  decision  of  Lord  Herschell  in  the  Hecla  Foundry  case,  where  he  points  out  that 
the  eye  is  the  judge  of  infringement ;  and,  if  the  eye  be  the  judge  of  infringe- 
ment, it  must  be  because  the  eye  is  the  competent  judge  of  that  which  is  to  be 
infringed.  I  am  satisfied,  therefore,  that  nothing  but  that  which  can  be  matter 
for  the  eye  to  see  can  be  a  good  subject  of  Design. 

30  Now  I  approach  the  registration  in  this  case,  and  the  first  thing  that  I  find  is, 
"  Statement  of  nature  of  Design  "  :  It  is  "  Shape  or  configuration  of  corset." 
I  am  satisfied  that  those  wor(&  mean  the  shape  of  the  total  corset ;  and  if 
we  were  to  keep  the  Applicant  strictly  to  his  statement  of  the  nature  of  the 
Design  it  could  only  be  supported  by  showing  that  he  had  designed  a  shape  of 

35  a  corset  which  was  novel.  If  we  were  to  hold  him  to  that,  it  is  admitted  by 
his  counsel  that  the  case  is  at  an  end.  Corsets  of  every  possible  shape  were 
old,  and  he  does  not  suggest  that  either  in  the  corset  represented,  or  in  any 
corset  made,  which  is  made  by  his  admission  according  to  the  Design,  there  is 
anything  novel  in  shape.     So  that,  without  pausing  on  that,  I  will  go  on  giving 

40  him  the  benefit  of  the  doubt  as  to  whether  he  can  by  any  subsequent  words  get 
beyond  this  primary  statement  that  the  nature  of  his  Design  is  the  shape  or 
configuration  of  the  (;orset.  He  goes  on  to  say  :  "  The  novelty  consists  in  a 
"  corset  having  the  gores  or  gussets  cut  horizontally,  and  from  the  front  of  the 
"  busk  towards  the  back  of  the  corset  as  shown  in  the  representations."    I  have 

45  not  got  to  decide  what  the  intention  of  the  person  registering  the  Design  was.  If  I 
had  to  decide  I  should  say  that  it  is  overwhelmingly  plain  that  what  he  has  claimed 
is  that  which  he  claims  in  his  advertisements — the  system  of  horizontal  gusset 
corsets.  I  have  to  constrae  this  language,  and  I  construe  it  in  this  way— I  say 
that  the  novelty  that  he  claimed  was  corsets  being  made  with  horizontal  gores 

50  or  gussets  going  from  the  front  of  the  busk  towards  the  back  of  the  corset,  as 
contrasted  with  the  way  then  applied  to  probably  99  per  cent,  of  the  corsets  made, 
and  as  far  as  his  knowledge  went,  I  fancy  to  the  whole  100  per  cent.,  namely, 
having  the  gores  or  gussets  reaching  from  the  top  of  the  corset  towards  the 
bottom,  or  as  1  may  call  it,  vertically.    The  feir  construction,  as  between  the 

55  public  and  the  owner  of  the  registered  Design,  of  these  words  is,  therefore,  that 
he  claimed  a  corset  with  horizontal  gores  or  gussets,  and  the  reference  to  the 
representation  is  not  by  way  of  limitation,  bnt  by  way  of  illustration ;  and  when 


78  REPORTS  OP  PATENT,  DESIGN,         [Feb.  20, 1907. 

In  the  Matter  of  Bayer's  Design  (No.  454,848). 

you  turn  to  the  representation  yon  will  see  how  yery  useful  such  a  reference 
was.  In  no  strict  sense  are  the  gores  or  gussets  horizontal ;  they  curve  up  and 
down  ;  but  they  are  horizontal  in  the  sense  of  being  transverse  and  not  longi- 
tudinal. Therefore  his  "  as  shown  in  the  representations  "  does  not  mean  the 
particular  length  or  breadth  of  the  gores  or  gussets  that  you  find  there  shown  in  ^ 
that  particular  corset,  but  it  means  that  he  claims  the  method  of  making 
corsets  with  horizontal  gores ;  '^  and  if  you  want  to  know  what  I  mean  you  have 
•*  only  to  look  at  the  illustration  and  you  will  see  it."  That  is  certainly  the 
meaning  he  put  upon  it,  and  that  is  the  meaning  which  I  put  upon  it.  I  know 
full  well,  from  past  practice,  the  way  in  which  the  words  "  substantially  as  repre-  10 
"  sented,"  or  "  as  represented  "  are  played  upon,  according  as  they  are  in  the 
mouth  of  the  counsel  for  the  plaintiff  or  the  counsel  for  the  defendant 
"Substantially  as  represented"  or  "as  represented"  in  the  one  case  mean 
precisely  and  exactly  ;  and  in  the  other  it  means  such  as  the  representation 
shown.  In  this  case  I  have  not  any  doubt  that  the  reference  was  to  explain  the  l** 
way  in  which  the  gussets  went  horizontally,  and  had  no  intention,  and  had  no 
effect  to  limit  the  claim  to  those  particular  lines  in  those  particulars  places  and 
of  those  particular  lengths.  As  a  matter  of  mere  construction  I  come  to  that 
conclusion;  butletmesay  that  in  my  opinion  the  other  would  have  been  perfectly 
unmeaning,  because  anybody,  who  knew  what  corset  manufacture  is,  would  «0 
know  that  adherence  to  those  horizontal  lines  in  that  sense  was  impossible  on 
account  of  the  wide  variations  that  there  must  be  in  the  dimensions  and  pro- 
portions and  shape  of  the  corsets. 

One  remark  further,  until  this  case  came  into  Court  I  can  find  no  trace  of 
any  limitation  of  the  Design  to  a  particular  description  of  corset.    It  is  perfectly  ^ 
true  that  the  representation  shows  a  straight-fronted  corset.   That  was  the  fashion- 
able corset  of  the  day,  and  I  should  think,  if  one  may  trust  to  one's  knowledge  of 
these  matters  from  cases  which  have  been  in  Court,  prolMibly  the  one  which  is 
most  largely  manufactured  at  the  present  time.    But  if  you  are  only  going  to  put 
one  representation  of  a  corset  it  must  be  a  corset  of  some  particular  kind  ;  it  cannot  30 
be  both  one  with  a  curved  busk  and  one  with  a  straight  busk ;  and  the  consequence 
is  that  you  must  take  your  choice  how  you  represent  it.  But  because  you  represent 
it  with  one,  it  does  not  exclude  the  ottier  unless  that  is  excluded  by  words.    No 
doubt  if  a  person  wanted  to  show  a  pattern  of  a  shoe,  the  shoe  shown  would  be 
either  a  gentleman's  shoe  or  a  lady's  rfioe  ;  but  because  you  only  show  one  shoe,  35 
and  it  was  one  or  the  other,  it  would  be  a  most  unfair  principle  of  construction 
to  say  that  a  claim  for  a  particular  pattern  of  shoe  excluded  shoes  made  for 
the  other  sex.    So  I  can  see  nothing  here  which  in  any  way  restricts  the  claim 
to  a  particular  class  of  corset,  namely,  straight-fronted.    The  absurdity  is  shown 
by  pointing  out  that  it  happens  that  the  top  of  this  corset  is  what  they  call  a  «0 
round  top  instead  of  what  I  fancy  is  technically  called  a  "  Basin  top."    What  has 
that  got  to  do  with  horizontal  gussets  ?    And  yet  if  you  were  to  say  that 
the  representation,  by  reason  of  its  being  a  straight-fronted  corset,  is  to  restrict 
it  to  that  type  of  corset,  you  must  say  that  because  it  is  a  round  top  corset 
it  is  restricted  to  a  round  top  corset.    That  appears  to  me  to  be  a  perfect  absurdity.  45 
The  claim  then  is  a  claim  for  making  corsets  with  horizontal  gores  or  gussets. 
Of  course  if  that  be  the  interpretation,  it  is  utterly  bad  for  want  of  novelty. 
Two  makers  were  produced  who,  years  before  this  registration,  used  to  make  these 
corsets  witti  horizontal  gores  or  gussets,  and  Letters  Patent  were  taken  out  for 
that  purpose  long  before  this  registration  was  applied  for.    I  think  that  the  case  50 
was  won  in  the  Court  below  very  largely  by  persuading  the  learned  Judge 
that  because  this  representation  chanced  to  l^  a  corset  of  that  particular 
type,  the  claim  was  to  be  limited  by  its  application  to  such  corsets.    I  should 
never    have    thought    so,    speaking   for   myself.     I   am   satisfied   that   the 
Petitioners  and  their  counsel  did  not  think  so.     They  certainly    brought  55 
evidence  only  applying  to  the  older  form  of  corset,  which  of  course  has  been 
made  in  past  years,  and  in  much  larger  numbers.    Before  us  further  evidence 
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has  been  brought,  and  it  is  shown  that  the  system  of  horizontal  gussets  had 
been  applied  to  straight-fronted  corsets.  The  evidence  convinced  me  that  such 
is  the  case  ;  and  further  that  the  suggestion  that  the  corsets  which  have  been 
put  before  us  by  this  further  evidence  are  not  merely  for  the  purpose  of  the 
5  case  styled  <' Straight-fronted  Corsets";  but  I  find  that  they  were  actually 
marked  "S.F." — straight-fronted — at  the  time  when  they  were  made,  which 
was  before  this  registration ;  showing  that  they  were  made,  and  sold  in  the 
market,  as  straight-fronted  corsets.  They  have  horizontal  gores  or  gussets,  and 
if  yon  compare  them  with  some  that  have  been  sold  by  Mr.  Bayer  as  being 

10  made  under  this  registration,  the  difference  between  them  is  infinitesimal 
compared  with  the  difference  between  the  various  specimens  that  Mr.  Bayer  has 
sold.  In  fact  such  exhibits  as  ^^  M."  and  the  actual  corsets  which  were  made 
before  the  date  of  the  registration,  that  have  been  put  before  the  Court,  bring 
me  to  this  conclusion,  that  there  was  no  novelty  whatever  in  making  th^  gussets 

15  horizontal,  any  more  than  vertical.  The  corset  makers  quite  understood  the 
one  and  the  other,  though  they,  from  preference  then,  as  now,  enormously 
preferred  to  have  the  gussets  vertical.  I  see  it  is  stated  that  in  this  year 
something  like  8,000  dozen  of  these  particular  corsets  have  been  sold.  When 
you  consider  that  the  average  turn  out  in  England  was  proved,  as  I  remember, 

20  in  the  Weingarlen  case,  to  be  20  millions  a  year,  and  Mr.  Bayer  sold  4  millions, 

the  fact  that  about  100,000  had  been  sold  with  this  system  of  advertising  does 

not  seem  to  me  to  indicate  that  there  is  any  intention  on  the  part  of  the  public 

to  abandon  the  one  system  of  manufacture  for  the  other. 

That  being  so,  supposing  it  referred  to  a  system  of  manufacture  of  corsets, 

25  namely  manufacturing  them  with  horizontal  gussets,  the  first  thing  I  have  to 
say  is,  that  was  shown  on  the  evidence  not  to  be  novel ;  but  I  am  also  of  opiniop 
that  that  is  not  a  Design.  The  mode  of  construction,  the  mode  of  manufacture, 
was  pronounced  in  the  case  of  Moody  v.  Tree  by  the  President  of  this  Court, 
sitting  as  a  Judge  of  the  Queen's  Bench  Divrsion,  not  to  be  the  subject  of  a  Design, 

30  and  I  think  the  law  there  laid  down  is  thoroughly  accurate.  When  you  come  to 
apply  it  to  corsets  it  seems  to  me  that  the  thing  becomes  specially  clear.  The  corset 
of  course  consists  of  the  busk  in  front  and  the  busk  behind,  and  the  nexus,  if  I 
may  so  call  it,  of  fabric  which  connects  the  two.  When  you  have  got  the  shape 
of  that  by  any  means  you  have  got  the  corset.    Being  a  surface  that  is  curved 

35  in  both  directions  it  is  impossible  to  make  it  out  of  a  single  plain  piece  of  stuff. 
Yon  have  to  cut  it  up  into  small  pieces,  so  small  that  the  double  curvature 
given  to  each  is  within  the  limit  of  elasticity  of  the  stuff.  You  can  do  that  by 
lines  in  any  direction,  and  any  corset  maker,  and  the  Court  itself,  can  see  that 
that  is  a  necessary  consequence  of  the  construction.    You  can  therefore  make 

40  your  gussets  in  any  direction.  It  may  be  that,  in  some  cases,  you  will  have 
the  strain  across  the  seam,  which  is  the  favourite  thing  in  the  ordinary  method 
of  construction.  It  may  be  that  by  making  horizontal  gussets  you  will  get  the 
strain  along  the  seam.  Which  of  those  is  the  better  I  do  not  know  ;  but  one 
thing  is  perfectly  evident,  that  both  systems  are  ex  necessita^  rei  applicable  to 

45  all  kinds  of  corsets  ;  and  holding  as  I  do  that  both  of  them  were  old  systems, 
in  my  opinion  there  was  a  lack  of  novelty  in  claiming  that  for  either.  And 
further  I  hold  that  it  is  a  pure  question  of  method  of  manufacture,  and  does 
not  come  within  the  scope  of  Design.  You  might  as  well  say  that  you  could 
register  as  a  Design  the  bonding  together  of  bricks  by  means  of  iron  bands,  and 

50  that  you  could  register  a  cottage  for  instance  as  a  new  Design,  the  oldest  cottage 
known,  simply  because  you  had  indicated  that  there  were  bands  of  iron  to  be 
used  in  its  construction. 

I  have  only  one  further  remark  to  make,  and  that  is  this.    Counsel  for  the 
Respondent  have  urged  that  these  special  lines  had  not  been  shown  to  exist 

55  before.  I  point  out  that  these  special  lines  must  be  departed  from  as  soon  as 
the  total  shape  of  the  corset  is  going  to  be  varied.  The  case  of  Le  May  v.  Welch 
shows  that  you  cannot  cover  by  a  Design  small  variations,  which  you  may  prefer, 
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in  the  mannfactare  of  particular  articles,  and  considering  that  if  you  choose  to 
have  the  same  number  of  seams  that  existed  before,  this  would  diflPer  very 
slightly  from  the  seams  in  such  corsets  as  may  be  seen  by  comparing  ^'  X  ^'  and 
"  S.F."  I  am  of  opinion  that  you  could  not  in  that  case  get  as  a  Design  even 
these  particular  lines  of  seam.  I  do  not  think  that  the  seams  of  a  garment  can  5 
be  called  either  ornament,  or  configuration,  or  pattern,  or  shape.  They  seem  to 
be  entirely  outside  the  scope  of  a  Design,  and  therefore  I  think;  that  the 
application  for  registration  was  a  bad  one,  that  the  registration  was  invalid,  and 
that  this  Appeal  ought  to  be  allowed  with  costs. 

BUOKLEY  LJ. — I 'also  am  of  opinion  that  this  appeal  ought  to  be  allowed.  10 
After  the  judgments  which  have  been  delivered  I  should  content  myself  with 
that  bare  statement  but  for  the  fact  that  we  are  differing  from  the  learned  judge 
below,  and  I  therefore  owe  it  to  him  that  I  should  give  my  reasons  and  in  my 
own  way. 

The  sfpplication  before  the  Court  is  one  to  rectify  the  Register  by  striking  15 
out  this  Design.  The  question  to  be  examined  is  whether  the  Design  was  one 
which  was  capable  of  being  registered  under  the  Act  of  Parliament.  Now  the 
thing  which  may  be  registered  is  by  Section  47  defined  as  being  "  any  new  or 
'^  original  Design.*'  Then  passing  on  to  inquire  what  a  Design  is  for  the 
purposes  of  the  Act,  I  find  it  established  by  authority  that  the  Design  must  be  20 
something  which  must  be  altogether  expressed  to  the  eye  or,  as  has  been  said, 
appeal  to  the  eye.  The  person  who  registers  it  is  not  bound  to  give,  beyond 
compliance  with  the  Rules,  which  I  will  refer  to  presently,  any  statement  of  the 
ambit  of  that  which  he  claims,  but  he  has  to  produce  a  pictorial  illustration  of 
the  idea  or  suggestion  which  he  has  to  establish  as  new  or  original.  25 

That  therefore  is  the  first  quality  of  a  Design,  it  must  appeal  to  the  eye. 
Secondly,  I  think  it  must  possess  this  feature,  that  the  pictorial  representation 
must  not  be  a  mere  representation  of  a  single  article,  but  must  be  a  suggestion 
of  something  which,  on  account  of  the  language  of  Section  60,  is  capable  of 
being  applied  to  an  article  of  manufacture  or  to  a  substance.  That  may  be  30 
expressed  by  saying  that  the  Design  must  be  a  thing  which  exists  apart  from  its 
expression.  There  must  be  a  suggestion  capable  of  being  applied  and  in  general, 
certainly  I  think  in  this  case  as  regards  a  corset,  capable  of  being  applied  under 
varying  circumstances.  It  must  suggest  something  to  a  person  which  is  new 
and  original,  and  is  capable  of  being  applied  to  an  article  of  manufacture  or  to  a  35 
substance. 

Having  made  that  first  preliminary  statement,  I  turn  to  the  Application  here 
to  see  what  it  was  that  Mr.  Bayer  registered.  I  am  not  going  to  read  it  again. 
The  effect  of  it  to  my  mind  is,  that  he  claimed  to  register  a  particular  sort 
of  corset  as  new — ^namely,  one  having  gores  or  gussets  cut  horizontally  as  shown  40 
in  the  representations.  Those  last  wo^s  I  think  are  illustrative  and  not  limita- 
tive. The  gores  or  gussets  are  not  horizontal  in  a  mathematical  sense.  They 
are  more  horizontal  than  they  are  vertical.  They  are  cut  horizontally  as  shown 
in  the  representations — approximately  horizontally.  What  he  claimed,  therefore, 
was  a  new  sort  of  corset  whose  novelty  lay  in  the  fact  that  it  had  gores  or  45 
gussets  cut  horizontally.  Now  if  that  is  the  whole  of  it  there  is  no  question 
that  the  registration  was  bad  because  that  was  not  new.  Corsets  had  been  made 
previously  with  gores  or  gussets  cut  more  or  less  horizontally  in  that  way.  In 
that  position  of  difficulty  Mr.  Bayer  set  up  this  case.  He  said  if  you  look  at 
my  illustrations  you  will  find  that  the  corset  which  I  show  has  a  straight  front ;  50 
that  the  bottom  of  the  busk  is  so  drawn  in  as  that  the  line  of  the  bui^s  in  the 
front  of  the  figure  is  straight.  As  I  shall  state  presently,  I  think  he  is  wrong  in 
respect  to  that,  but  let  me  assume  he  is  right  and  examine  it  on  that  footing. 
The  problem  to  be  answered  in  that  state  of  facts  I  think  may  be  expressed 
thus — assume  that  the  body  has  been  compelled  to  assume  the  form  given  by  55 
the  corset  with  a  straight  front ;  the  outline  of  the  hips  and  the  form  of  the 
body  then  rpughly  speaking  will  be  that  of  a  flattened  sphere,  a  sphere  flattened 
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at  the  poles,  whose  eqaator  is  at  the  line  of  greatest  curvature  of  the  hip,  and 
one  of  whose  poles  is  situate  at  or  near  the  bottom  of  the  busk.  Of  coorae  that 
is  not  an  exact  statement.  The  curves  vary  as  you  pass  over  the  hip,  it  varies 
from  place  to  place,  but  that  is  the  general  nature  of  the  formation.  If  that 
5  be  so  of  course  you  must  so  arrange  your  material  to  make  it  fit  as  that  your 
gussets  shall  be  widest  at  the  equator  and  narrowest  at  the  pole.  You  need  not 
necessarily  have  them  horizontal.  You  can  produce  the  same  effect  by 
similar  pieces  the  other  way.  If  you  are  going  to  take  horizontal  gussets 
you  must  have  the  gussets  wider  at  the  equator  and  narrower  at  the  pole. 

10  Supposing  you  have  got,  formed  of  wood,  or  some  material  of  that  kind,  a  body 
of  the  shape  to  which  you  are  going  to  compress  it  and  you  want  to  make  a 
corset  to  fit  it,  you  must  of  course  so  arrange  your  gussets  as  to  take  a  proper 
formation  relatively  to  that  circumjacent  or  subjacent  matsrial.  But  that  is  not 
the  whole  problem.    The  corset  has  not  merely  got  to  fit  that  shape  but  has  to 

15  make  that  shape  and  then  fit  it.  Compelling  the  body  to  assume  that  shape 
is  effected  by  putting  a  strain  on  the  lower  part  of  the  busk.  The  figure 
naturally  throws  the  bottom  of  the  busk  out.  If  you  want  to  produce  a  straight 
front  you  must  draw  it  in  and  that  must  be  done  by  lateral  tension  supplied  by 
that  portion  of  the  corset  which  is  going  towards  the  hip.    That  of  course  is 

20  effected  in  this  way  :  that  you  must  put  such  strain  on  the  corset,  using  the  back 
really  ss  point  cTappui — the  point  of  departure,  as  that  the  bottom  of  the  busk  is 
CKposed  to  that  tension,  and  when  you  have  done  that  then  no  doubt  your 
gussets  must  fit  to  that  shape  thus  compelled ;  but  the  fact  is  that  the  straight  front 
is  produced  not  by  the  shape  of  the  gussets  but  by  the  tension  put  on  in  the  manner 

25  which  I  have  described,  and  then  the  gussets  must  be  adapted  to  fit  the  shape 
which  the  body  has  thus  been  compelled  to  assume.  I  have  gone  through  all 
this  for  the  purpose  of  this  observation,  which  sums  it  all  up,  that  the  tapering 
of  the  gussets  from  the  hip  towards  the  lower  part  of  the  busk  does  not  create 
the  straight  front.    The  straight  front  is  created  by  putting  on  proper  strains, 

30  and  the  shape  and  formation  of  the  gussets  is  only  such  a  shape  and  formation 
as  will  be  consistent  with  the  shape  thus  compelled  by  the  strains. 

Let  me  assume  that  Mr.  Bayer  is  right  in  saying  that  his  claim  is  to  a  straight- 
fronted  corset.  What  has  he  done  in  any  way  to  show  that  the  Design — ^meaning 
by  that  the  width  of  the  different  pieces,  the  position  of  the  seams  and  the 

35  like — will  produce  that  effect  at  all.  I  apprehend  that  he  has  done  nothing  for 
that  purpose.  What  really  was  wanted  in  order  to  explain  that  was  to  show 
that  you  must  so  expose  the  bottom  of  the  busk  to  strains  as  to  compel  the  body 
to  assume  that  form.  If  you  take  the  Design,  meaning  by  it  a  corset  of  that 
shape  made  up  of  pieces  of  that  shape,  that  corset  will  only  fit  one  particular 

40  body  and  will  fit  none  other  at  all,  and  it  is  quite  plain  that  that  is  not  in  the 
least  what  he  meant  to  do  ;  because  if  you  look  at  his  own  evidence  what  he 
Bays  is  this  :  He  is  asked  ''  Having  ascertained  your  Design  is  it  a  difficult 
^<  matter  or  not  to  adapt  that  Design  to  different  figures  of  women  ?  "  Then  he 
answers,  ^' Not  when  you  know  how  to  go  about  it.    To  a  stranger  it  would  be." 

45  That  is  to  say,  when  you  know  that  the  secret  lies  in  getting  your  lengths  right 
and  that  you  must  so  adjust  your  lengths  as  to  compel  the  straight  front,  then 
you  can  adapt  what  he  is  pleased  to  call  ^'my  Design."  Of  course  he  is 
abandoning  the  meaning  of  the  word  "  Design  "  as  used  in  the  Act  of  Parliament ; 
and  that  means  not  a  corset  of  particular  measurement  as  shown  in  my  picture, 

50  but  the  mode  of  manufacture  of  a  corset  by  establishing  a  particular  length  and 
the  like,  by  which  you  would  insure  that  lateral  tension  at  the  bottom  of  the 
busk  which  will  give  you  the  straight  front.  I  conclude  therefore  that  in  this 
case  the  Design  is  either  bad  altogether  as  having  nothing  new  or  original  in  it, 
or  it  is  bad  because  it  merely  shows  a  picture  of  a  single  isolated  article,  and 

55  contains  no  Design  at  all  in  the  sense  of  suggestion  or  something  which  may  be 
used  to  produce  a  particular  form  of  corset,  namely,  a  straight-fronted  corset. 
If  you  read  it  as  meaning  that^  then  it  appears  to  me  plain  to  be  a  mode  of 
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manufaoture  and  not  a  Design.    For  these  reasons  I  think  that  this  Appeal 
ought  to  be  allowed. 

An  Order  for  rectifying  the  Register  by  removal  of  the  Design  was  made  with 
costs,  but  after  some  discussion  the  execution  of  the  Order  for  the  removal  of  the 
Design  was  stayed  provided  the  Respondent  appealed  to  the  House  of  Lords  5 
within  a  month. 


Iw  THB  High  Court  of  Justicb.— Chancery  Division. 

Before  Mr.  JUSTICE  Kekrwich. 

December  15th,  1906. 

In  the  Court  op  Appeal.  10 

Before  LORD  Justice  Farwell  and  Lord  Justice  Buckley. 

January  12th,  1907. 

Carnegie  Steel  Company  v.  Bbll  Bros.  Ld. 

Patent. — Action  for  infringement.-^Alleged  invalidity  on  the  ground  of 
pinor  user. — Discovery. — Affidavit  of  documents.  —  Claim  of  privilege.^  15 
Admission  that  documents  related  to  prior  user. — Order  for  production. — 
Allegation  by  Plaintiffs  as  to  documents  in  Defendants^  possession. — Documents 
not  specifically  described. — Admission  by  Defendants. — Order  for  further 
affidavit  of  docum^ents. — Appeal. — Order  for  production  discharged. —Order  for 
further  affidavit  affirmed.  20 

In  an  action  for  infringement  of  a  Patent  the  Defendant  Company  alleged 
that  the  Patent  was  invalid  by  reason  of  (inter  alia)  certain  prior  users.  An 
Order  for  discovery  by  the  Defendants  was  made.  In  the  affidavit  made  by  the 
secretary  of  the  Defendant  Company  pursuant  to  this  Orde?*  certain  books, 
r^ports^  and  drawings  were  scheduled^  and  it  was  stated  that  they  all  related  to  23 
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the  prior  usersj  but  the  Defendants  objected  to  produce  them  on  the  ground 
that  they  related  solely  to  the  case  of  the  Defendants  and  not  to  the  case  of  the 
Plaintijffk  and  did  not  in  any  way  tend  to  support  or  prove  tJie  Plaintiffs^  case 
or  to  impeach  the  case  of  the  Defendants.  The  Plaintiffs  applied  for  an  Order ^ 
5  firsts  thcU  the  Defendants  should  state  on  affidavit  whether  documents  tJierein 
described^  namely  Works'  books  containing  entries  relating  to  the  processes  used 
by  t?te  Defendants  since  the  date  of  the  Patent^  were  or  had  been, in  their 
possession  or  power,  and,  secondly^  that  the  Defendants  should  be  ordered  to 
produce  the  books,  reports,  and  drawings  above  mentioned.    TJie  application 

10  tvas  adjourned  into  Court.  Held,  thott.  the  Defendants,  in  stating  that  the 
documents  all  related  to  the  prior  users,  necessarily  stated  that  they  related  to 
the  Plaintiffs'  case,  and  that  the  documents  ought  to  be  prodt^ced;  and  that 
although  the  Plaintiffs  had  not  specified  the  documents  alleged  to  be  in  the 
Defendants'  possession,  yet  as  the  Defendants  had  admitted  tlie  possession  of 

15  certain  documents  of  the  class  sought  to  be  discovered  and  their  relevancy^  they 
ought  to  make  a  further  affidavit  of  documents,  with  liberty  to  take  objections 
to  production.  Leave  was  given  to  the  Plaintiffs  to  amend  the  Summons,  and 
leave  to  appeal  was  given  to  t?ie  Defendants,    The  Defendants  appealed. 

Held,  tliat  Vie  appeal  must  he  allowed  on  the  point  as  to  the  production  of 
20  documents  and  dismissed  on  the  point  as  to  a  further  affidavit  of  documents. 
No  costs  of  the  appeal  were  given. 

On  the  2nd  of  August  1905  the  Carnegie  Steel  Company  commenced  an  action 
against  Bell  Bros.  Laf.  and  Dorman,  Long  A  Co.  Ld  for  infringement  of  Letters 
Patent  (No.  5506  of  1900)  granted  to  Oliver  Imray  for  "  An  improvement  in  the 

25  "  manufecture  of  open  hearth  steel,"  the   Patent  being  then  vested  in  the 

Plaintiff  Company.    The  writ  was  amended,  pursuant  to  an  Order  dated  the  9th 

of  January  1906,  on  the  10th  of  January  1906,  by  joining  Oliver  Imray  as  a 

Plaintiff. 

The  Plaintiffs  having  delivered  a  Statement  of  Claim  and   Particulars  of 

30  Breaches,  the  Defendants  by  their  Defences  {inter  alia)  alleged  that  the  Patent 
was  invalid  by  reason  of  the  matters  appearing  in  the  Particulars  of  Objections 
therewith  delivered. 

The  Particulars  of  Objections  alleged  (inter  alia)  1-^2)  That  the  alleged 
invention  was  not  new  at  the  date  of  the  said  Letters  Patent,  but  had  been  pub- 

35  lished  prior  thereto.  ^C)  By  the  public  user  in  the  manufacture  of  steel  of  a 
process  substantially  the  same  as  the  process  described  and  claimed  in  the 
Specification  of  the  Letters  Patent  sued  upon.  The  particulars  of  the  said  user 
were,  so  far  as  material  for  the  purposes  of  this  report,  as  follows  :— (a)  In 
October  and  November  1894  at  the  Britannia  Iron  Works,  Middlesborough,  by 

40  the  Defendants,  Dorman,  Long  A  Co.  Ld.  (h)  In  May  1897  and  onwards  until 
September  of  the  same  year  at  the  Roseberry  Steel  Works  by  the  Defendants, 
Donnan,  Long  A  Co.  Ld.  (c)  In  the  month  of  June  1898  and  onwards  for 
some  months  at  the  Clarence  Iron  and  Steel  Works,  Middlesborough,  by  the 
Defendants,  Dorman,  Long  A  Co.  Ld.    (d)  In  the  month  of  November  1898 

45  and  thereafter  onwards  until  after  the  date  of  the  gaid  Letters  Patent  at  the  said 
Clarence  Iron  and  Steel  Works,  Middlesborough,  by  the  Defendants,  Dorman, 
Long  A  Co.  Ld. 

On  an  application  by  the  Plaintiffs  each  of  the  Defendants  was  ordered  to  file 
an  affidavit  of  documents  by  their  (iecretariea  or  other  proper  officers.     In  the 

f2 
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second  part  of  the  aflSdavit  sworn  by  Ralph  Jameson^  the  secretary  of  Defen- 
dants Dorman,  Long  A  Co.  Ld,^  were  scheduled.  '*  B.  Certain  manuscript  books 
**  containing  records  as  to  the  charges  introduced  and  analyses  of  products  and 
"  certain  reports  and  drawings,  which  said  books,  reports,  and  drawings  are 
"  numbered  in  my  handwriting,  iZ.  7.  1  to  B.  J.  9  inclusive,  and  are  tied  up  5 
'^  together  in  a  bundle  marked  C  v.  B,  and  all  of  which  relate  to  the  prior 
"  users  referred  to  in  paragraph  2  (C),  (a)  to  (d)  inclusive,  of  the  said  Particulars 
"  of  Objections." 

In  the  second  paragraph  of  this  affidavit  the  deponent  said  : — ^  Further,  to 
"  the  best  of  my  knowledge,  information,  and  belief  the  documents,  specified  10 
"  under  B  in  the  said  second  part  of  the  schedule,  relate  solely  to  the  case  of  the 
"  said  Defendants  and  not  to  the  case  of  the  Plaintiffs,  and  do  not  in  any  way 
"  tend  to  support  or  prove  the  Plaintiffs'  case  or  to  impeach  the  case  of  the 
^^  said  Defendants,  and  the  said  Defendants  accordingly  object  to  produce 
"  the  same."  15 

The  Plaintiffs  applied  under  a  Summons  for  further  directions  for  an  Order — 

(1)  That  the  Defendants  and  each  shontd  state  on  affidavit  whether  the  docu- 
ments thereinafter  specified  were  or  had  at  any  time  been  in  their  possession 
or  power,  and   if  and  when  they  parted  with  same,  and  what  had  become 

of  same,  viz. :  Books  containing  entries  of  all  charges  introduceil  into  the  Open  20 
Tlearth  Furnaces  at  the  respective  Works  of  the  Defendants,  and  books  contain- 
ing entries  of  the  analyses  of  the  products  of  such  chaises.    Both  of  such 
documents  relating  to  Open  Hearth  Steel  Furnace  charges  and  analyses  from 
the  date  of  the  Letters  Patent  sued  on  until  the  date  of  the  writ  in  this  action. 

(2)  That  notwithstanding  the  claim  for  privilege  made  by  the  Defendants  25 
Dorman,  Long  A  Co,  Ld.  in  their  affidavit  of  documents,  the  said  Defendants 
should  be  ordered  to  produce  for  the  inspection  of  the  Plaintiffs  the  documents 
specified  under  ^'  B  "  in  the  second  part  of  the  schedule  to  the  said  affidavit 

The  Summons  was  adjourned  by  the  Master  to  the  Judge  in  Chambers,  and 
further  adjourned  by  the  Judge  in  Chambers  into  Court.  30 

The  Summons  came  on  for  hearing  before  Mr.  Justice  Kbkbwich  on  the 
15th  of  December  1906. 

Walter  K.C.  (instructed  hj  A.  J.  Greenop  Jk  Co.)  appeared  for  the  Appli- 
cants ;  H.  A.  Cole/ax  (instructed  by  Winiamson^  Hill  &  Co.)  appeared  for  the 
Respondents.  35 

JvaUer  E.C.  for  the  Applicants. — This  is  a  Summons  in  an  action  for  infringe- 
ment of  Letters  Patent.  Dealing  with  the  second  part  of  the  Summons  firsts 
whether  the  documents  for  which  privilege  is  claimed  assist  the  Plaintiffs*  case  or 
not,  and  do  not  harm  the  Defendants'  case,  must  depend  on  the  construction  of  the 
Specification,  and  the  secretary,  unless  he  is  a  technical  person,  cannot  make  40 
the  affidavit  in  the  form  of  Minet  v.  Morgan  (L.R.  8  Ch.  361),  so  as  to  bring  it 
within  the  practice,  without  stating  on  what  his  belief  is  founded.  Order  XXXJ., 
Rule  19a,  paragraph  2,  states  that  the  Court  or  Judge  may  inspect  the  docu- 
ment for  the  purpose  of  deciding  as  to  the  validity  of  the  claim  of  privilege. 
[Kbkbwich  J. — Williams  v.  Jamesy  before  Jessel  M.R.,  is  the  only  case  in  45 
which  I  know  of  that  course  having  been  followed  on  an  interlocutory  appli- 
cation.] Particulars  of  Objections  are  to  let  the  plaintiff  know  the  case  he  has 
to  meet.  If  this  was  the  case  of  the  only  copy  in  existence  of  a  Specification  or 
book  the  Defendants  might  similarly  have  claimed  privilege  on  the  ground  that 
it  did  not  in  any  way  tend  to  support  the  Plaintiffs'  case  or  to  impeach  the  case  50 
of  the  Defendants,  and  Plaintiffs  might  go  into  Court  knowing  nothing  at  all 
about  the  documents,  although  on  their  examination  and  construction  the 
Defendants'  contention  might  prove  to  be  wrong.  There  is  nothing  inherent  in 
the  nature  of  the  documents  for  which  privilege  is  claimed  ;  they  merely  relate 
to  prior  user  of  the  invention.  There  is  no  valid  claim  for  protection  unless  the  55 
affidavit  is  made  in  a  matter  which  the  secretary  of  a  company  is  capable  of 
dealing  with  or  unless  he  states  the  foundation  of  his  belief,  it  being  a  (juestioa 
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of  conetruction  of  a  Specification  which  is  a  matter  of  considerable  difficulty. 

tKBKBWiOH  J. — If  the  documents  relate  to  prior  user  I  do  not  see  at  present 
ow  they  cannot  be  relevant  to  the  Plaintiffs'  case.] 

Golefax  for  the  Respondents  on  second  part  of  Summons. — It  is  perfectly  true 
5  that  the^e  documents  relate  to  prior  user,  which,  ^rtmd/aci>,  is  part  of  our  case 
and  not  of  the  Plaintiffs'  case  to  begin  with,  although  no  doubt  ultimately  it  con- 
cemfi  them.  If  the  Plaintiffs  could  break  down  the  claim  of  privilege,  admitted 
to  be  in  common  form,  it  would  be  on  the  words,  "  They  do  not  in  any  way 
*^  tend  to  support   or  prove  the  Plaintiffs'   case,  or  to  impeach  the  case  of 

10  **  the  Defendants,"  and  they  have  not  come  Iwithin  measurable  distance  of 
doing  that.  There  is  only  a  suspicion  in  the  minds  of  the  Plaintiffs  that  there 
may  be  something  in  these  documents  which  impeaches  the  case  of  the  Defen- 
dants. There  are  plenty  of  cases  supporting  this  plea  of  privilege,  6.^.,  Morris 
V.  Edwards  (L.R.  15  App.  Gas.  309).    The  decision  in  the  House  of  Lords  was 

15  that,  in  an  action  for  recovery  of  land,  an  affidavit  of  documents  which  stated 
that  the  defendant  had  in  his  possession  certain  documents,  numbered  and  tied 
in  a  bundle  and  marked,  and  that  he  objected  to  produce  such  documents  on 
the  ground  that  they  related  solely  to  his  own  title  and  did  not  in  any  way  tend 
to  prove  or  support  the  title  of  the  plaintiffs  was  sufficient,  and  it  was  not 

20  necessary  to  allege  that  the  documents  did  not  impeach  the  defence.  The 
Plaintiffs  want  to  look  at  these  documents  in  order  to  see  whether  they  do 
not  impeach  the  Defendants'  case  upon  prior  user.  Of  course  it  is  open  to 
your  Lordship  to  see  them.  It  is  absolutely  established  that  these  documents 
are  such  as  to  come  within  the  claim  of  privilege.    One  can  claim  privilege  for 

25  documents  which  are  not  evidence  at  all.  The  Plaintiffs  have  not  interrogated, 
but  are  seeking  to  break  down  a  claim  of  privilege  which,  I  submit,  cannot  be 
broken  down.  They  cannot  do  it,  I  submit,  unless  they  can  show  conclusively 
to  the  Court  that  the  claim  cannot  be  rightly  made  because  of  the  nature  of  the 
document  in  respect  of  which  it  is  made.     Minet  v.  Morgan  (L.R.  8  Ch.  361) 

30  was  followed  in  Bewicke  v.  Graham  (L.R.  7  Q.B.D.  400)  by  the  Court  of 
Appeal,  where  the  claim  had  passed  away  from  tha  original  one  in  respect  of 
title.  Budden  v.  Wilkinson  (L.R.  (1893)  2  Q.B.  432)  is  another  case.  The 
affidavit  made  must  be  taken  as  true.  [  Walter  K.C. — I  have  not  attempted 
to  deny  it.]    The  whole  point  is  that  the  Plainti^s  are  seeking  upon,  at  the 

35  most,  a  suspicion,  to  suggest  that  the  facts  as  set  forth  in  this  plea  are  not  true. 

With  regard  to  the  person  who  made  the  affidavit,  I  submit  nothing  can  arise 

upon  that.     It  was  made  by  the  proper  officer,  no  doubt  after  consulting  the 

Company  upon  the  case. 

Eekbwich  J. — This  is  an  important  question  of  practice,  and  yet  it  resolves 

40  itself  to  my  mind  into  so  very  short  a  point  that  probably  it  will  not  be  of  much 
use  as  regards  the  general  practice  of  the  Court.  Mr.  Colefax  has  properly 
suggested  that  the  Plaintiffs  might  have  interrogated.  Perhaps  they  might. 
Perhaps  they  might  have  insisted  in  some  way  upon  further  Particulars.  I  do 
not  say  that  any  application  for  interrogatories  or  for  further  Particulars  would 

4*1  have  been  successful.  I  do  not  propose  to  get  rid  of  the  case  on  any  ground  of 
that  kind.  I  will  decide  the  question  of  substance,  namely,  whether  the 
Plaintiffs  are  entitled  to  see  the  documents  for  which  privilege  is  sought  on  the 
present  materials — those  latter  words  I  think  being  of  great  importance.  The 
first  thing  I  bear  in  mind  is  that  this  is  a  case  for  infringement  of  a  Patent,  and, 

50  passing  over  all  other  Particulars  of  Objection,  prior  user  is  set  up  ;  and  there 
are  six  instances  of  prior  user  alleged  in  the  Particulars  of  Objections.  That 
being  so,  the  Defendants  through  their  secretary  make  an  affidavit  of  documents. 
It  has  been  suggested  that  the  secretary  is  not  a  proper  person  to  make  this 
affidavit.    I  cannot  follow  that.    The  Defendants  are  a  Corporation  and  have 

55  to  make  an  affidavit  by  the  proper  officer.  Unless  it  is  shown  to  the  contrary, 
the  secretary  seems  to  me  to  be  the  proper  officer  for  the  purpose  of  making 
that  affidavit,  even  though  the  matters  may  be  of  a  technical  character  with 


86  Rtel^ORTS  OS*  PAtENT,  DliSlGN,         [Feb.  20,  1907. 

Carnegie  Steel  Company  v.  Bell  Bros.  Ld. 

^vhich  be  is  unacquainted.    The  practice  of  the  Court  admits  of  a  plaintiff  or 
defendant  challenging  the  affidavit  of  documents  made  by  an  officer  who  is  not 
the  proper  officer.    There  is  a  means  of  doing  that,  and  I  have  known  those 
applications  made  and  made  successfully  ;  but  there  is  nothing  of  that  kind 
before  me,  and  I  must  take  it  that  the  secretary,  whoever  he  is,  and  however  5 
ignorant  of  Patent  law  or  any  other  law  he  may  be,  is  still,  until  challenged 
in  a  proper  way,  the  proper  officer.    That  being  so,  it. follows  as  a  matter  of 
course  that  all  he  has  to  do  is  to  swear  to  the  best  of  his  knowledge,  informa- 
tion, and  belief.    There  is  no  occasion  for  him  to  say  how  he  obtained  either  one 
or  the  other.    He  swears  that  "the  documents  specified  under  B  in  the  second   10 
^*  half  of  the  schedule  relate  solely  to  the  case  of  the  said  Defendants  and  not 
"  to  the  case  of  the  Plaintiffs,  and  do  not  in  any  way  tend  to  support  or  prove 
"  the  Plaintiffs'  case,  or  to  impeach  the  case  of  the  said  Defendants,  and  the 
"  said  Defendants   accordingly   object  to   produce   the    same."     That   is    an 
unanswerable  statement  according  to  the  whole  of  the  authorities  and  the  15 
practice  of  the  Court  including  Lord  Hahhunfs  statement  in  the  House  of 
Lords  in  Morris  y,  Edwards.    That*  statement  must  be  accepted  ;  it  cannot  be 
answered  by  another  affidavit ;  but  you  may  turn  to  the  affidavit  and  the  documents 
as  described  under  B  to  see  whether  the  statement  in  the  affidavit,  which  is 
sworn  to,  coincides  with  the  description  of  the  documents  there  given.    If  there  20 
is  any  inconsistency  between  them  you  may  comment  upon  that  and  argue  that 
notwithstanding  the  oath  which  you  cannot  contradict  the  deponent  is  in  error. 
It  seems  to  me  that  he  has  himself  stated  here  that  he  is  in  error.  He  mentions — 
not  specifying  it  in  any  way,  and  I  am  not  deciding  any  question  of  that  kind — 
certain  manuscript  books  containing  records  of  the  charges  introduced,  and  so  25 
forth.     I  said  they  ate  not  specified,  but  however,  I  think  they  are  intended 
to  be  because  it  says,  "  RJ.  1  to  9  inclusive  tied  up  together."    I  am  not  sure 
how  that  applies  to  all  of  them,  but  there  are  a  great  many  documents  mentioned, 
and  then  he  adds  this,  "  all  of  which  relate  to  the  prior  users  referred  to  in  " 
the  paragraph  of  the  Particulars  of  Objections  to  which  I  referred  just  now.  30 
They  all  relate  to  those  pribr  users.    Of  course  they  would  not  be  in  the  affidavit 
of  documents  at  all  unless  they  were  relevant  to  the  question  in  issue  between 
the  pai'ties  ;  and  he  states  in  the  body  of  the  affidavit  that  they  relate  solely  to 
the  case  of  the  Defendants  ;   but  then   he  adds  something  to  that,  viz.,  that 
they  relate  to  prior  user.    Now  it  is  conceivable — I  do  not  wish  to  teach  the  35 
Defendants  their  strategy — ^that  these  documents  contain  a  letter  or  report  from 
some  outsider  showing  that  he  is  prepared  to  prove  one  of  these  prior  users. 
If  there  is  such  a  document  as  that  it  is  not  only  possible  but  likely  that  the 
Defendants  will  not  be  obliged  to  produce  it  because  it  might  be  their  evidence 
— not  document  but  evidence,  a  distinction  which  though  very  well  recognised  40 
is  extremely  difficult  to  follow  ;  or  it  might  come  under  another  class  of  case 
well  established  that  any  information  obtained  for  the  purposes  of  defence,  even 
though  not  directly  through  the  solicitor,  is  really  protected  on  the  broad  ground 
that  the  Defendants  must  be  at  liberty  to  collect  their  materials  for  defence  by 
themselves  without  being  supervised  by  the  Plaintiffs.    Defences  of  that  kind  45 
may  well  be  open  to  the  Defendants.     It  seems  to  me  that  when  he  says  that  they 
relate  to  the  prior  user  referred  to  there  he  necessarily  says,  contradicting  his 
statement  in  the  body  of  the  affidavit,  that  they  relate  to  the  Plaintiffs'  case ; 
that  is  to  say  they  relate  to  what  he  set  up  as  an  objection  to  the  Plaintiffs' 
case  and  which  it  is  essential  that  the  Plaintiffs  should  know  unless  they  50 
are  debarred  from  doing  it  by  some  Rule.    It  seems  to  me  these  documents 
are  part  of  the  Particulars  of  Objections.    It,  therefore,  would  not  be  right 
for  me  and  certainly  would  be  quite  impossible  for  me  to  go  into  the  question 
of  how  these    Particulars  of  Objections  are  supported,  but  when  you  take 
such  things  as  analyses  of  products  and  technical  documents  of  that  kind  55 
they  are  all  part  of  the  Particulars  of  Objections.    I  do  not  say  th )  Particulars 
of  Objections  ought  to  be  more  full ;  probably  they  are  sufficient  as  they  stand ; 


Vol.  XXIV.,  No.  4.]     AND  TRADE,  MARK  CASES.  87 

Carnegie  Steel  Company  v.  Bell  Bros.  Ld. 

bat  if  these  are  part  of  the  Particulars  of  Objections,  and  if  the  documents 
relate  to  the  Particulars  of  Objections  in  that  sense  (I  cannot  see  how  they  can 
relate  to  them  in  any  other  sense)  they  are  really  supplemental  to  those 
Particulars  of  Objections  and  ought  to  be  produced,  it  being  in  a  case  of  this 
5  kind  essential  to  a  plaintiif  that  he  should  know,  not  how  the  case  made  against 
him  is  going  to  be  proved,  but  what  the  case  asjainst  him  is.  I  have  already 
said  it  is  extremely  difficult  to  draw  the  line  ;  but  it  seems  to  me  that  here  the 
Defendants  have  in  effect  said— "We  can  prove  or  hope  to  prove  our  Particulars 
'*  of  Objections  as  regards  prior  user  by  these  documents  ;  these  documents -r- 

10  '*  in  other  words — are  part  of  our  Particulars  of  Objections  ;  when  you  see  those 
"  you  will  be  convinced — that  is  their  view — and  the  Court  will  be  convinced 
**  that  there  has  been  prior  user."  I  think  it  would  be  a  very  mischievous 
thing  if  I  allowed  this  case  to  go  to  trial  with  enormous  expenses  incurred  on 
either  side  when  by  production  of  some  of  these  documents  the  Plaintiffs  may 

15  be  convinced  either  that  they  have  a  good  case  or  that  it  is  useless  to  go  on  ; 
that  is  to  say,  a  good  case  as  regards  prior  user,  or  that  it  is  useless  to  contest 
that  part  of  the  case,  and  the  sooner  they  are  out  of  the  litigation  the  better. 
I  said  this  case  is  of  a  peculiar  character  because  I  have  this  unusual  statement 
that  tfaey  relate  to  prior  user.    As  at  present  advised — I  have  not  heard  Mr. 

20  Walter  in  reply — if  those  last  two  lines  had  not  been  in  the  affidavit  I  should 
not  have  assisted  the  Plaintiffs,  but  as  they  are  I  do  so. 

Before  coming  to  the  other  part  of  the  Summons  I  think  Mr.  Colefax  ought 
to  be  at  liberty  to  make  a  further  affidavit  if  so  advised.  I  think  the  Order 
for  production  ought  to  be  unless  within  a  certain  time  he  shows  a  case  to  the 

25  contrary. 

Colefax, — I  am  obliged  for  the  concession,  but  I  am  going  to  asi^  your 
Lordship  for  leave  to  appeal. 

Kbkbwich  J.— Yes,  I  will  give  leave. 

Walier  K.C.— The  other  pirt  of  the  Summons  is  under  Order  XXXI.,  Rule 

30  19a  (1)  with  regard  to  specific  documents.  An  affidavit  by  the  Plaintiffs' 
solicitor  states  that  the  affidavits  made  by  the  Defendants  had  not  disclosed 
books  containing  the  charges  introduced  into  the  furnaces  and  the  analyses  of 
the  products,  and  the  foundation  for  his  belief  in  the  existence  of  such  books  is 
that  he  has  been  told  by  persons  to  be  called  as  witnesses  that  the  Defendants 

35  have  kept  such  books  since  the  date  of  the  Plaintiffs'  Letters  Patent.  In  answer, 
the  general  manager  of  the  Defendants  Messrs.  Dormant  Long  &  Co.  says : 
**  I  do  not  deny  the  existence  of  some  books  of  the  nature  referred  to.  To 
**  disclose  the  said  books  would  seriously  prejudice  the  respective  Defendants 
"  in  their  trade  and  business,"  and  so  on.    The  only  question  is  whether  or 

40  not  these  are  specific  documents  within  Order  XXXI.,  Rule  19a.  You 
must  define  the  species  of  books  and  not  only  the  genus ;  you  need  not 
describe  the  cover,  if  you  actually  describe  the  contents.  Some  cases  have  been 
decided  under  paragraph  3  of  thin  Rule  (  White  v.  Spafford  L.R.  (1901)  2  K.B. 
241 ;  and  Craves  v.  Heineniann  18  Times  Law  Reports  115).    I  do  not  know 

45  by  what  names  these  books  are  known  to  the  Defendants,  but  I  have  specified 
them  in  my  affidavit  so  that  they  may  identify  what  books  they  are.  T-he 
Defendants  agree  that  they  have  in  their  possession  the  specified  uooks,  and*  I 
ask  that  they  ahould  make  an  affidavit  under  Order  A  XXL,  Rule  19a.  I  cannot 
ask  for  their  production  because  I  have  not  seen  what  they  are. 

50  Kbkbwioh  (7. — Mr.  Colefax^  I  do  not  require  you  to  answer  the  application 
as  it  stands,  but,  having  regard  to  your  affidavit,  I  wish  you  to  consider  whether 
you  are  not  bound  to  make  a  further  full  and  sufficient  affidavit  oi  document^. 

CoUfcix. — This  is  a  difficult  point  which  I  believe  has  never  been  thrashed 
out  in  Patent  actions.    It  continually  arises  in  chemical  cases  where  reoovds 

55  are  kept  as  to  what  goes  on  in  Works,  and,  although  they  in  a  sense  bear  on  tiie 
question  of  infringement,  I  believe  the  Works'  books  are  never  shown. .  I 
conceive  the  principle  of  it  is  this— as  regards  discovery  tho  plaintiff  is  not 
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allowed  to  ask  what  the  defendant  does ;  he  may  only  ask  whether  or  not, 
following  his  claim,  the  defendant  has  done  this  or  that,  and  I  think  that  the 
defendant  is  not  obliged  to  schedule  the  things  which  show  what  he*  has 
done  in  a  process.  Another  point  is  that  these  documents  may  not  be  sufifi- 
ciently  material  to  the  case  at  this  stage.  We  have  admitted  that  we  have  some  5 
documents  which  possibly  fall  within  the  description  mentioned,  so  that  the 
fight  may  not  take  place  on  a  fictitious  basis.  The  question  is  whether  these 
documents  should  have  been  scheduled  originally.  I  submit  there  is  no 
case  here  for  a  further  affidavit,  and  that  your  Lordship  cannot  make  the  Order 
asked  for  in  the  first  part  of  the  Summons.  10 

Kbkbwioh  J. — Nothing  surprises  me  so  much  when  taking  non-witness 
business  as  the  wonderful  confusion  in  the  minds  of  a  great  many  persons 
respecting  different  classes  of  applications  as  regards  the  production  of  docu- 
ments.   I  have  again  and  again  to  lecture  the  profession,  and  I  suppose  they  are 
tired  of  my  lectures,  on  the  distinction  between  a  Summons  to  consider  the  15 
sufficiency  of  an  affidavit  of  documents,  when  you  regard  the  affidavit  itself 
only  with  reference  to  the  documents  in  it  and  the  pleadings,  and  a  Summons 
for  the  production  or  discovery  and  production  of  other  documents  which  are 
not  disclosed  by  the  affidavit  of  documents.     The  two  things  are  entirely  dis- 
tinct.   The  latter  class  of  application  comes  largely,  I  think  almost  entirely,  20 
under  the  new  practice  of  Order  XXXI.,  Rule  19a.  The  other  is  as  old  as  the  hills, 
and  I  think  perhaps  that  accounts  for  some  of  the  confusion.     We  of  the  past 
generation  were  very  particular  on  the  question  of  sufficiency,  and  necessarily 
so,  because  it  was  our  only  means  of  getting  discovery.    In  a  fighting  case  a 
careful  solicitor  and  a  careful  Counsel  examined  the  affidavit  of  docamentB  25 
and  the    schedule  with  scrupulous  care  to  see  if  there  was,  as  there    was 
more  often  than  not,  some  evasion  of  full  discovery ;   and  then,  if  it  was 
thought  worth  while,  one  went  at  once  on  the  ground  of  insufficiency  in  the 
'  hope  of  discovering  something  else  that  had  not  been  hitherto  discovered.      We 
were  not  allowed  to  go  beyond  that,  and  therefore  we  paid  very  great  attention  30 
to  see  that  the  Rule  applied  in  substance  to  answers,  and  then  we  went  on  to 
examine  the  answer  very  carefully  to  see  whether,  in  language  which  looked  at 
first  as  a  complete  answer  to  an  interrogatory,  there  was  not  some  evasion  which 
concealed  a  fact  of  great  importance.    I  say  that  because  I  do  not  wish  to 
be  severe  on  the  present   generation ;  but  I  think  nowadays  they  have   the  35 
advantage  of    the  new  practice  under  the  Order  and   Rule  which  1   have 
mentioned,  and  without  thinking  whether  an  affidavit  is  sufficient  they  go 
on    under  the  new  practice    and    do    not  pay  that  attention  t.o  sufficiency 
which  is  of  importance  ;   and  the  result  is  that  they  go  very  readily   into 
applications  under  the  new  form  without  considering    what  I  hold  to   be  40 
perfectly  established,  the  exigencies  of  the  new  form.      The  new  practice 
enables  a  man  to  say,  ^^  I  have  got  before  me  an  affidavit  of  documents  which  is 
**  perfectly  sufficient ;   I  have  read  through  all  those  documents  ;  I  do  not  see 
*'  in  them  any  reference  to  other  documents  ;  I  do  not  see  anything  from  which 
**  I  can  conclude  that  the  deponent  has  other  documents  ;  I  have  looked  at  the  45 
*^  pleadings  ;  I  cannot  find  any  loophole  ;  yet  I  know  he  has — I  am  convinced 
**  he  has — a  letter  from  a  certain  person  which  may  be  of  the  greatest  import- 
**  ance ;  I  cannot  find  that  that  letter  was  replied  to ;  it  is  not  referred  to  in 
**  any  letter ;  but  I  am  perfectly  sure  he  must  have  it ;  I  swear  an  affidavit  to 
**  the  best  of  my  belief  he  has  a  letter  from  A.  to  6.,  and  I  ask  him  to  account  50 
^  for  it ;  and  I  am  entitled  to."    That  is  a  practice  which  has  had  great  effect. 
Of  course,  regarded  strictly  and  taking  care  that  people  do  not  make  affidavits 
of  that  kind  without  proper  grounds,  it  is  an  extremely  valuable  practice.    Yoa 
must  go  as  far  as  that.    Mr.  Walter  has  quoted  me  a  case  in  the  Court  of  Appeal, 
the  judgment  of  the  present  Master  of  the  Rolls,  to  show  that  you  need  not  55 
specify  the  document.     I  do  not  read  the  Master  of  the  Rolls'  language  as 
saying  anything  of  the  kind.    I  can  quite  understand  that  ''  specification  "  is  a 
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Tagae  word  to  Bome  extent ;  it  may  not  be  possible  to  give  the  date  ;  it  may  not 
be  possible,  as  Mr.  Walter  says,  to  give  the  lettering  of  the  book,  bat  there  mast 
be  something  to  identify  it ;  it  mast  not  be  a  class  ;  it  most  be  a  docament  speci- 
fied ;  and  if  he  cannot  swear  np  to  that  mark,  the  plaintiflFs  solicitor,  or  whoever 
5  it  is  who  makes  the  affidavit,  has  no  basiness  to  swear  at  all. 

I  have  before  me  an  application  for  an  affidavit  disclosing  books  containing 
entries  of  all  charges  introdaced  into  the  open  hearth  f  amace,  and  so  on.  To  my 
mind  that  is  not  only  ioaccarate,  bat  grossly  inaccurate.  The  deponent  does  not 
even  say  there  are  two  books  or  half  a  dozen  books,  and  there  is  nothing  whatever 

10  to  bring  him  within  the  Rale,  Then  Mr.  Walter  says  his  affidavit  clears  it 
ap  and  specifies  the  docament.  That,  I  think,  is  an  extremely  bad  practice. 
I  think  his  Sammons  oaght  to  tell  his  opponent,  on  the  face  of  it,  what  are 
the  docaments  he  seeks  to  have  prodaced  and  the  affidavit  oaght  not  to 
omit  it ;  bat,  on  the  other  hand,  if  it  was  necessary  to  decide  it,  I  certainly 

15  should  not  say  that  the  affidavit  might  not  contain  some  particulars  which 
the  Summons  does  not,  and  that  it  might  not  be  right  to  make  an  Order, 
though  the  Sammons  is  insufficient,  if  the  affidavit  discloses  enough  particulars. 
Therefore  as  regards  this  Summons,  as  asked  I  think  the  application  is  entirely 
wrong. 

20  But  there  is  another  view.  The  Order  as  I  read  it,  and  as  I  understand  the 
practice  under  it,  contemplates  that  some  person — ^it  is  generally  the  solicitor — 
makes  an  affidavit  stating  that  the  opposite  party  has  or  has  had  in  their  posses- 
sion a  document  of  a  specific  character.  That,  to  my  mind,  is  }ustas  unanswer- 
able as  the  affidavit  which  we  were  dealing  with  just  now  on  the  question 

25  of  privilege.  The  only  way  of  meeting  that  is  to  file  an  affidavit  stating 
whether  you  have  it  or  not.  Ton  may  raise  the  question  that  it  is  not 
relevant  but  you  cannot  answer  that  affidavit.  It  never  has  been  done  as 
far  as  I  am  aware — I  mean  done  successfully  with  the  sanction  of  the 
Court — and  it  is  quite  obvious  to  any  practitioner  of  any  experience  that 

30  to  allow  that  to  be  done  would  be  to  introduce  the  possibility  of  more 
affidavits  as  to  the  possession  (»f  the  particular  document,  and  cross-examination 
upon  them,  and  it  would  get  into  the  very  difficulty  which  it  was  one  of  our 
great  objects  to  avoid.  Therefore,  if  it  rested  there,  I  should  have  held  this 
Summons  wrong,  the  affidavits  insufficient  to  support  it,  and  I  should  have 

35  dismissed  the  application ;  but  it  has  been  answered,  and  the  answer  admits 
the  possession  of  documents  of  the  class  which  are  sought  to  be  discovered. 
The  deponent  says  that  he  does  not  deny  the  existence  of  these  documents,  and 
from  the  way  in  which  he  refers  to  them  they  are  obviously  relevant.  He  does  not 
say  in  so  many  words  they  are,  but  no  one  can  read  that  affidavit  through 

40  without  seeing  that  he  really  admits  their  relevancy.  He  seeks  to  protect  them 
on  grounds  which  may  or  may  not  be  sound.  I  am  not  deciding  it,  and  it  would 
be  wrong  of  me  to  do  so  now,  but  he  admits  their  relevancy  and  that  he  has 
the  documents.  That  being  so,  it  is  clear  to  my  mind  that  he  is  bound  to  make 
an  affidavit  in  the  ordinary  form— a  full,  further,  and  sufficient  affidavit  of 

45  documents.  Then  Mr.  Colefax  says  I  cannot  do  that  by  this  Summons  Perhaps 
technically  I  cannot.  This  is  not  a  Summons  of  that  character ;  but  I  can  do 
one  of  two  things.  I  can  allow  the  Plaintiffs  to  amend  this  Summons,  or  I  can 
allow  them  to  take  out  a  Summons  to-day  returnable  before  me  on  Monday 
upon  which  I  could  make  the  Order.    Now  I  am  not  going  to  stand  on  techni- 

50  calities  when  I  find  a  substantial  question  before  me.  If  the  Summons  ought 
to  be  amended  let  it  be  amended.  If  the  case  is  going  to  the  Oourt  of  Appeal 
by  all  means  let  them  amend  in  any  way  they  think  necessary  ;  but  the  amend- 
ment being  made  either  actually  or  motionally  I  have  no  doubt  about  my  jurisdic- 
tion to  make  the  Order.    Every  one  who  has  been  concerned  in  hostile  cases 

55  where  documents  come  in — and  there  are  few  cases  where  they  do  not — ^have 
come  across  cases  of  this  kind.  After  a  full  and  sufficient  affidavit  to  which  no 
objection  can  possibly  be  taken  other  documents  turn  up.    I  knew  one  case 
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myself  of  a  very  hoBtile  character,  and  a  very  heavy  case  indeed,  where  the 
plaintiff's  solicitors  accidentally  found  a  bundle*  of  documents  in  a  cellar  which 
they  were  turning  out  for  some  other  purpose.  Of  course  under  the  advice  of 
Counsel  they  mentioned  this  to  the  other  side  and  the  answer  was— "Make 
"  another  affidavit  of  documents."  There  was  no  question  of  the  honesty  of  the  5 
solicitors,  but  the  Defendants  thoujfht  they  would  rather  have  an  affidavit  of 
documents,  and  they  were  entitled  to  it ;  and  although  you  cannot  question 
an  affidavit  of  documents  if  it  is  not  sufficient,  yet  if  it  does  turn  out  in  the 
progress  of  the  case  that  there  are  other  documents  I  have  no  doubt  the  practice 
of  the  Court  has  always  been  to  say  that  another  affidavit  of  documents  must  be  10 
made.  Here  in  the  course  of  the  case  it  does  turn  out  that  there  are  relevant 
documents  in  the  Defendants'  possession  and  the  Defendants  must  make  another 
affidavit  of  documents.  Whether  it  is  on  this  Summons  as  it  stands,  or  on  this 
Summons  as  amended,  or  on  another  Summons,  is  to  my  mind  only  a  question 
of  technicalities  with  I  am  not  disposed  to  concern  myself.  It  can  be  done  and  15 
it  must  be  done.  I  shall  make  an  Order  in  the  ordinary  form,  treating  the 
affidavit  of  documents  as  I  now  know  it  as  insufficient,  for  a  further,  full,  and 
sufficient  affidavit  of  documents.  You  shall  have  what  time  you  like  Mr. 
Golefax  within  reason.  I  leave  you  at  liberty  to  take  every  objection  that 
occurs  to  you,  but  there  must  be  another  affidavit  of  documents ;  and  you  20 
shall  have  liberty  to  go  to  the  Court  of  Appeal ;  and  the  costs  will  be  costs 
in  the  action. 

Cole  fax. — Perhaps  it  would  be  a  convenient  course  to  treat  the  Summons  as 
amended  in  whatever  way  may  be  necessary. 

Kbkbwich  J.— Very  well.    Mr.  Walter,  as  you  are  likely  to  go  the  Court  of  25 
Appeal,  I  should  be  sorry  to  amend  the  Summons  by  striking  out  what  you  have 
already  asked,  because  as  it  stands  it  may  elicit  some  knowledge  for  the  Court 
of  Appeal. 

Walter  K.C. — Yes.    Perhaps  it  may  be  amended  by  adding. 

Kbkbwich  J, — ^Asking  in  the  alternative.  30 

WaUer  K.C. — If  your  Lordship  pleases. 

Gole/ax. — That  is  the  amendment. 

The  Defendants  appealed.  On  the  hearing  of  the  appeal,  Cole/ax  (instructed 
by  Williamson,  Hill  A  Co.)  appeared  for  the  Appellants  ;  and  Walter  K.C. 
(instructed  by  A,  /.  Gfreenop  A  Go.)  appeared  for  the  Respondents.  35 

Gole/ax  for  the  Appellants. — Two  ideas  seem  to  be  the  basis  of  the  jud'^ment 
of  Kekewich  J.  on  the  first  point  owing  to  use  of  words  "  relating  to  prior  users" 
in  the  schedule  ;  namely  (1)  that  therefore  the  documents  form  part  of  Particu- 
lars of  Objections ;  and  (2)  that  we  thereby  admitted  their  relevancy.  Mr.  Walter 
argued  neither  of  these  points,  but  relied  on  the  secretary  not  being  the  proper  40 
officer  to  make  the  affidavit.  [Farwbll  L.J. — That  would  only  be  ground  for 
an  affidavit  by  another  person  and  not  for  production.]  There  is  no  question  as 
to  the  sufficiency  of  plea  of  privilege.    These  documents  are  not  evidence. 

ITaW^  K.C.  f  or  the  Respondents. — The  Defendants  have  usurped  the  function 
of  the  Court  in  construing  the  Plaintiffs'  Specification  and  deciding  that  these  45 
documents  do  not  help  the  Plaintiffs'  case  or  impeach  the  Defendants'  case.    It 
is  a  case  of  a  defendant  construing  the  plaintiff's  title  deed,  not  his  own,  and  from 
the  nature  of  a  patent  action  these  documents  may  relate  to  the  Plaintiffs'  case 
in  a  way  that  the  Defendants  do  not  suspect.    In  Ferrier  v.  Atwool  (12  Jurist 
N.S.  365)  an  order  for  production  of  accounts  was  made  in  a  partnership  action,  50 
where  the  defendant  swore  they  did  not  contain  any  entries  which  could 
support  the  plaintiff's  case,  and  related  exclusively  to  his    own    business. 
Similarly  the  claim  of  privilege  does  not  hold  where  technical  questions  are 
concerned.     The  30th  Section  of  the  Patents  &c.  Act,  1883,  specially  provides 
the  Court  with  power  of  inspection.     In  a  patent  action  the  object  of  Particulars  55 
is  to  let  the  parties  know  the  case,  and  if  we  saw  these  documents  we  might 
discontinue.    The  Particulars  of  the  prior  user  are  sufficient^  but  they  have 
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condescended  to  further  Particulars.     In  a  patent  case,  unlike  an  ordinary  case, 
it  is  useless  for  the  Judge  to  inspect  under  Order  XXXI.,  Rule  19a  (2). 

Farwbll  L.J.— We  need  not  trouble  you,  Mr.  Colefax,  This  is  an  appeal  from 
an  Order  of  Mr.  Justice  Kekewich  disallowing  the  Defendants'  plea  of  privilege. 

5  Mr.  Walter  has  thrown  over  the  learned  Judge's  reasons  in  support  of 
his  jndgment,  and  supports  the  Order  by  reasons  of  his  own.  With  all 
respect  for  the  learned  Judge  I  am  unable  to  follow  the  reasoning  of  his 
judgment.  Mr.  Walter*s  argument  has  a  wide-reaching  effect.  His  pro- 
position really  comes   to  this,  that  privilege    cannot  be  claimed  in  matters 

10  of  this  sort  in  a  patent  action,  because  he  says  first  of  all  that  Specifications 
are  diflBcult  to  understand.  The  person  who  makes  the  afl&davit  may  or 
may  not,  and,  being  usually  the  secretary  of  the  Company,  probably  does  not 
understand  the  Specification  ;  and  although  he  is,  of  course,  bound  to  get  the 
best  information  he  can  before  he  makes  his  aflftdavit,  still  the  view  taken  by 

15  the  Defendants,  their  secretary,  and  advisers,  of  the  true  construction  of  the 
Specification  ought  not  to  be  accepted  as  binding  because  of  the  difficulty  of 
construing  the  Specification.  If  that  be  so  it  is  a  novel  proposition,  and  if 
privilege  is  to  be  taken  away  from  a  defendant  in  a  patent  action  it  is  for  the 

.     Legislature  to  do  it,  an(J  not  for  the  Court.     Mr.  Walter's  second  proposition  is 

20  alfao  a  wide-reaching  one.  He  says  :  "  It  is  obvious  that  these  are  books  con- 
"  taining  records  as  to  the  charges  introduced  and  as  to  analysis  of  the  products 
"  and  so  on,  and  it  may  be  that,  if  and  when  I  have  seen  these  books,  I  shall  not 
"  think  it  worth  my  while  to  go  on  with  the  action  at  all,  and  it  is  very  desirable 
"  to  save  public  time  and  expense  to  the  parties."     But  that  again  is  so  wide 

25  and  far-reaching  that  it  destroys,  if  it  is  well  founded,  all  claim  to  privilege. 
The  plaintifl!  is  entitled  to  say  to  the  defendant—"  Give  me  Particulars  of  your 
**  case  ;  let  me  know  what  I  have  to  meet "  ;  but  Mr.  Walter  wants  to  go  further 
and  say  :  "  Not  only  give  me  Particulars,  but  be  good  enough  to  tell  me  the 
**  evidence  by  which  you  are  going  to  prove  it."    The  Court  would  never  allow 

30  that,  and  I  can  see  no  ground  for  distinguishing  a  patent  action  from  any  other 
action.  Mr.  Walter  referred  to  Section  30  of  the  Patent  Act,  but  that  is  put  in 
ex  ahundanti  cauteld  to  show  that  the  ordinary  remedies  of  this  Court  in 
ordinary  actions,  namely,  injunction,  inspection,  or  account,  which  are  put 
together,  are  to  apply  to  that  action,  and  it  does  not  mean  that  these  remedies 

35  are  to  be  given  at  large,  but  they  are  to  be  given  in  accordance  with  the  ordinary 
practice  of  the  Court  relating  to  those  different  heads  of  subject-matter.  The 
only  case  that  Mr.  Walter  has  referred  to  is  Ferris  v.  Atwool^  and  he  has 
given  us  as  an  illustration  what  Mr.  Bray  puts  in  his  Book  at  page  503,  that  if  the 
Court  is  satisfied  from  looking  at  the  document  itself  that  it  cannot  rely  upon 

40  the  affidavit  of  the  deponent  then  it  is  open  to  the  Court  to  make  an  Order  for 
production  notwithstanding.  That  has  been  amplified  now.  The  Court's 
power  has  been  amplified  by  the  introduction  of  Order  XXXI.,  Rule  19a,  by 
which  the  Court  may,  if  it  pleases,  call  for  a  document, 'for  which  privilege  has 
been  claimed,  and  inspect  it  in  order  to  see  whether  that  privilege  is  properly 

45  claimed  or  not.  Mr.  Walter's  answer  to  that  was  that  the  Court  is  not  likely 
to  be  able  at  a  glance  to  grasp  the  true  meaning  of  the  Specification  in  a  patent 
action,  and  it  would  be  impossible  to  have  two  hearings — one  argument  on  the 
construction  of  the  Specification  to  ascertain  what  is  the  true  meaning  of  it  in 
order  that  the  Judge  may  see  whether  privilege  is  rightly  claimed  or  not,  and 

50  then  a  subsequent  argument  when  the  case  comes  on  for  trial.  My  answer  to 
that  is,  that  it  may  be  that  Rule  19a  will  not  assist  the  Court  in  a  particular 
case,  but  that  is  no  reason  for  depriving  the  Defendants  of  that  privilege  which 
the  Rules  of  the  Court  give  them.  In  my  opinion,  therefore,  the  appeal  on  this 
point  succeeds. 

55  BUCKLBY  LJ, — I  agree,  and  on  this  point  the  appeal  must  be  allowed.  I  am 
unable  to  follow  the  reasoning  of  the  learned  Judge  in  his  judgment  as  to  the 
grounds  upon  which  he  made  the  Order  which  he  did  make.    In  point  of  fact  the 
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Respondents  here  have  not  sought  to  support  it  on  those  grounds,  and  I  need  say 
nothing  further  about  it.  Mr.  Walter  has  elected  to  argue  it  upon  a  question 
of  principle,  and  all  I  can  get  out  of  his  argument  is  this.  He  says  that  in  a 
patent  action  where  the  defendant  sets  up  prior  user  every  document  relating 
to  a  prior  user  is  a  particular  of  the  prior  user,  and  of  course  the  defendant  5 
must  give  particulars  of  prior  user,  and,  therefore,  he  says  he  must  produce 
every  document  relating  to  prior  user.  The  affidavit  that  has  been  made,  it  is 
not  contested,  is  an  affidavit  properly  claiming  privilege  for  these  documents  as 
documents  supporting  only  the  Defendants'  case  and  not  tending  to  support  or 
prove  the  Plaintiffs'  case,  unless  Mr.  Walter  is  right  in  the  principle  which  he  10 
seeks  to  lay  down.  It  seems  to  me  that  is  a  principle  which  cannot  be  sup- 
ported. Particulars  of  prior  user  must  be  given  ;  evidence  of  prior  user  need 
not  be  given  ;  and  it  does  not  follow  that  every  document  relating  to  prior  user 
is  a  particular  of  prior  user  ;  it  may  be  something  which  may  assist  the  defen- 
dant to  prove  the  prior  user,  but  that  he  is  not  bound  to  produce.  I  am  not  15 
aware  of  any  principle  which,  in  a  patent  action  any  more  than  any  other  action, 
compels  the  defendant  to  produce  documents  of  that  description. 

The  other  argument  which  has  been  elaborated  is  one  that  startles  me  even 
more.  It  is  said,  and  truly  enough,  that  the  construction  of  a  Specification  of  a 
patent  is  a  very  difficult  thing.  According  to  my  exp^ence  it  is  generally  the  20 
great  difficulty  in  the  whole  matter.  Mr.  Walter*s  argument  really  results  in 
this — that  because  the  construction  of  a  Specification  is  difficult,  therefore  for 
the  purpose  of  such  an  interlocutory  application  as  the  present  the  construction 
ought  to  be  taken  to  be  in  his  favour.  The  Defendants  have  taken  upon  them- 
selves the  (mu8  of  saying,  having  regard  to  the  Specification  amongst  other  25 
things,  "  There  have  been  prior  users  and  we  are  going  to  prove  them."  Of 
course  they  have  to  construe  the  Specification  for  that  purpose,  no  doubt,  and 
they  do  it  to  the  best  of  their  ability.  It  is  quite  possible  that  the  Judge,  if  he 
thought  the  matter  required  it,  might — but  whether  he  would  be  wise  in  doing 
so  is  another  matter — ^take  it  upon  himself  to  read  the  Specification  and  form  30 
the  best  opinion  he  could  upon  it  and  then  look  at  the  document  and  say 
whether  it  ought  to  be  produced  or  not,  but  that  is  an  onite  which,  speaking 
for  myself,  I  diould  be  very  slow  to  take.  Tou  must  deal  with  it  as  best  you 
can,  and  unless  there  is  reason  to  suppose  ttiat  the  defendant  has  not  acted 
honestly  it  is  within  his  right  and  his  privilege  to  see  as  best  he  can  what  is  35 
the  true  construction,  and  then  to  say — ^'  These  documents  which  I  have  got 
**  simply  support  my  case  having  regard  to  my  view  of  the  true  construction  of 
**  the  Specification."  I  quite  agree  that  when  the  action  comes  on  to  be  tried 
it  may,  when  the  documents  come  to  be  produced,  turn  out  that  there  is 
something  which  comes  as  a  surprise  and  which  may  make  it  necessary  to  40 
adjourn  the  trial  to  give  the  Plaintiffs  an  opportunity  of  looking  into  it  and 
getting  further  evidence.  But  that  is  no  reason  for  allowing  the  Plaintiffs  to 
obtain  discovery.  I  think  the  appeal  succeeds  and  the  Order  will  be 
discharged. 

Oolefax.—l^hAi  part  of  the  Order  will  be  discharged  ?  45 

Farwell  i.J.— Yes. 

Oolefax  for  Appellants  on  second  point. — I  am  unaware  of  any  chemical  case 
in  which  Works  books,  showing  what  defendants  do,  have  been  scheduled. 
The  principle  of  this  omission  is  the  same  as  that  by  which  a  plaintiff  may  only 
ask  by  interrogatories  if  a  defendant  infringes  his  claim,  but  not  what  he  does  50 
if  he  does  not  infringe.  The  Plaintiffs  have  not  made  out  a  prima  facie  case  of 
infringement,  and  the  Defendants  need  not  disclose  their  process  till  that  is 
done  by  experts.  In  Benard  v.  Levenatein  (10  L.T.  N.S.  94)  only  certain 
interrogatories  were  allowed.    The  Defendants  are  content  to  be  interrogated. 

WaUer  K.C.  for  the  Respondents. — Your  Lordships'  decision  on  first  point  55 
shows  that  there  is  no  difference  in  practice  between  patent  and  other  cases. 
The  question  is  not  of  production  of  the  documents  but  of  a  further  affidavit 
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The  Defendants  admit  relevancy,  but  claim  privilege  and  refuse  to  produce — 
not  to  disclose. 

Oolefax  for  Appellants. — I  understand  your  Lordships  consider  these  docu- 
ments relevant.    The  real  issue  is  whether  the  books  should  be  scheduled 
5  before  &  prima  facie  case  of  infringement  is  proved. 

Fabwell  LJ'. — In  my  opinion  the  learned  Judge  was  tight  on  this  point. 
The  question  is  not  whether  the  Defendants  are  bound  to  produce  these  docu- 
ments, but  whether  they  are  bound  to  put  them  into  an  affidavit  of  documents 
and  claim  privilege  if  they  can  make  good  their  claim,  and  as  at  present  advised 

10  I  cannot  see  why  they  should  not.  I  was  impressed  by  the  afi&davit  that  it 
might  be  ruinous  to  the  Defendants  to  have  to  disclose  all  their  processes  in  a 
matter  of  this  kind  when  a  man  simply  alleges  infringement.  The  danger  and 
difficulty  is  got  over  if  privilege  is  successfully  and  properly  claimed,  and  I 
think  the  learned  Judge  was  right  in  ordering  a  further  affidavit  of  documents, 

15  leaving  it  open  to  the  Defendants  to  claim  privilege  when  it  arises. 

BUCKLB Y  LJ". — If  the  Plaintiffs*  process  is  A  and  the  Def endants\  process  is 
B  the  issue  is  whether  B  is  an  infringement  of  A.  The  result  of  the  affidavits 
is  that  the  Defendants  have  certain  documents  which  contain  entries  enabling 
them  to  say  what  process  B  is.    It  seems  to  me  that  those  must  be  relevant,  and, 

20  if  they  are  relevant,  then  they  must  be  included  in  the  affidavit  of  documents. 
Of  course  the  Defendants  may  say — "  These  relevant  documents  are  simply 
''  our  evidence  and  we  are  not  going  to  produce  them  to  the  other  side ; 
'*they  are  privileged  in  that  they  support  our  case  and  do  not  tend  to 
**  support  the  Plaintiffs*  case  "  ;  but  that  is  a  matter  with  which  we  have  not 

25  to  deal  at  present.  The  question  is  whether  they  are  documents  which  ought  to 
go  into  the  affidavit  of  documents.  I  do  not  see  my  way  in  this  case  to  say  that 
they  are  not  documents  of  that  description.  Under  these  circumstances  and 
for  these  reasons  I  think  there  should  be  a  further  and  better  affidavit  of 
documents. 

30  Farwbll  LJ". — The  appeal  will  be  allowed  on  the  first  point  and  dismissed 
on  the  second  point ;  and  there  will  be  no  costs  on  either  side. 


In  the  Court  op  Appeal. 


Be/ore  Lords  Justices  Vaughan  Wiluams,  Flbtohbr  Moulton 

and  Buckley 

35  November  13th,  1906. 

Rbddaway  &  Co.  Ld.  v.  Irwbll  and  Eastbbn  Rubber  Company  Ld. 

Actum  JOT  passing-off.— Motion  to  expunge  Defendants'  Trade  Marks.-^ 
Appeal^  extension  of  time  for^  grantedy—JRJS.Cy  Order  LVUL^  Rule  15^  c^ml 
Qrd^  LXiy.y  Bute  7, 
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An  action  for  pasaing-off  and  a  motion  to  expunge  the  Defendants^  Trade 
Marks  were  dismissed  and  refused  respectively  on  the  llth  of  July  1906^  and 
the  Orders  were  entered  on  the  S6th  of  July.  Notices  of  appeal  were  given  on 
the  24th  of  October.  The  Plaintiffs  applied  to  the  Court  of  Appeal  for  leave 
to  appeal  notwithstanding  that  the  notices  had  not  been  given  within  the  5 
prescribed  time^  or  that  the  timsfor  giving  the  notices  might  be  extended.  They 
alleged  that  the  delay  in  giving  the  notices  was  due  to  the  fact  that  the  Plaintiffs 
had  been  advised  by  Counsel^  and  also  by  a  clerk  in  the  Office  of  the  District 
Registry  in  which  the  action  was  set  down^  thai  the  time  for  giving  notice  of 
appeal  ran  from  the  date  when  the  Orders  were  entered.  10 

Held,  that  the  Court  of  Appeal  had  no  j)ower  to  enlarge  tJir  time  under  the 
Rules  of  tJie  Supreme  Court,  1883^  Order  LXIV.,  Rule  7,  but  that  it  had  power 
under  Order  LVIII.,  Rule  15,  and  that  special  leave  to  appeal  ought  to  be 
granted.  The  Applicants  were  ordered  to  pay  the  Respondents'  costs  of  the 
application.  15 

In  re  Manchester  Economic  Building  Society  {L.R.  24  CD.  488)  folloived. 

This  was  an  original  motion  in  the  Court  of  Appeal.  The  Applicants  had 
brought  an  action  in  the  Chancery  Division  of  the  High  Court  of  Justice,  Man- 
chester District  Registry,  to  restrain  passing-off,  and  had  also  moved  to  expunge 
the  Respondents*  Trade  Marks.  The  a<;tion  and  motion  were  dismissed  and  20 
refused  respectively,  with  costs,  by  Mr.  Justice  Neville  on  the  llth  of  July  1906. 
(See  23  R.P.C.,  p.  630.)  The  Orders  were  entered  on  the  26th  of  July  1906. 
On  the  24th  of  October  the  Applicants  gave  notices  of  appeal  for  the  14th  of 
November,  and  on  the  9th  of  November  they  applied  by  original  motion  to  the 
Court  of  Appeal  for  an  Order  that  they  might  be  at  liberty  to  prosecute  their  25 
appeals  in  the  action  and  motion,  notwithstanding  that  notices  of  appeal  against 
the  Orders  dismissing  the  action  and  refusing  the  motion  had  not  been  given 
until  after  the  expiration  of  three  calendar  months  from  the  date  on  which  the 
Orders  of  dismissal  and  refusal  were  pronounced,  and  that  the  appeals  might  be 
treated  for  all  purposes  as  if  the  notices  had  been  given  within  the  time  pre-  30 
scribed  by  the  Rules  of  the  Supreme  Court,  or,  in  the  alternative,  that  the  time 
for  appealing  might  be  extended  until  three  days  after  the  date  of  the  Order  to 
be  made  on  the  present  application,  and  that  in  any  event  the  appeals  might  be 
ordered  to  stand  out  of  the  paper  for  seven  days  from  the  date  of  the  Order  to 
be  made  on  the  present  application.  35 

In  support  of  the  motion  affidavits  were  made  by  R.  Furber  and  F.  M, 
i>uncaZ/ (clerks  in  the  employment  of  the  firm  of  Blair  and  Seddon^  the  Appli- 
cants' solicitors),  and  by  A.  Macdonnld  Blair  (a  member  of  the  said  firm).  The 
substance  of  the  affidavits  was  to  the  effect  that  the  Applicants  had  consulted 
Counsel  on  the  9th  of  August  with  respect  to  an  appeal ;  that  a  clerk  of  their  40 
solicitors  had  made  inquiry  at  the  office  of  the  Manchester  District  Registry  of 
the  High  Court,  and  hW  been  informed  by  the  Chancery  clerk  in  that  office 
that  the  Orders  were  entered  by  the  Registrar  of  Manchester  on  the  26th 
of  July ;  that  the  solicitors'  clerk  had  been  advised  by  Counsel  and  by  the 
Chancery  clerk  that  the  time  for  giving  notices  of  appeal  would  not  expire  until  45 
the  25th  of  October  ;  and  that  F.  Reddawayy  managing  director  of  the  Appli- 
cants' Company  had  been  abroad  from  the  beginning  of  July  to  the  end  of 
August,  and  that  it  was  not  until  the  10th  of  October  that  he  definitely  decided 
to  appeal.  It  w^as  also  stated  that  the  Applicants'  solicitors,  on  the  6th  of 
November,  wrote  to  theRespondents'  solicitors  stating  their  intention  to  apply  to  50 
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the  Court  of  Appeal  for  an  extension  of  time,  and  asking  the  Respondents* 
solicitors  not  to  take  any  further  steps  with  regard  to  the  appeal  pending  the 
application. 
Clauson  (instructed  by  W.  J.  and  E,  H.  Tremellen^  agents  for  Blair  and 
5  Seddon^  of  Manchester)  appeared  for  the  Applicants;  Jenkins  K.C.  and  A. 
Grant  (instructed  by  Pritchard^  Englefisld  A  Co.,  agents  for  Earle^  Sons  A  Go.^ 
of  Manchester)  appeared  for  the  Respondents. 

Clauson^  for  the  Applicants. — The  Applicants  were  misled  by  the  wording  of 
Rule  15  of  Order  LVIII. ;  they  did  not  suppose  that  the  words  "the  refusal  of 

10  **  an  application "  applied  to  an  action  that  had  been  tried  at  considerable 
length.    They  gave  notice  within  three  months  of  the  passing  of  the  Order. 

Jenkins  K.C.  for  the  Respondents. — It  has  been  decided  that ''  the  refusal  of 
**  an  application  "  includes  the  dismissal  of  an  action  {International  Financial 
Society  v.  Moscow  Oas  Company  L.R.  7  CD.  241).    In  every  case  where  the 

15  failure  to  give  notice  within  the  prescribed  time  has  been  due  to  the  slip  of  a 
party's  solicitor's  clerk  the  Court  has  refused  to  grant  an  extension.  The  clerk 
in  the  District  Registry  was  not  in  a  position  to  give  an  opinion  ;  if  it  had  been 
the  clerk  of  appeals  who  had  made  the  mistake  the  case  would  have  been  different. 
It  is  not  a  case  of  great  hardship,  as  it  would  be  if  a  large  sum  of  money  was 

20  involved  ;  it  is  an  ordinary  case.  The  power  of  the  Court  to  grant  an  extension 
is  not  disputed,  but  it  is  exerciseable  only  where  there  are  special  circumstances, 
8uch  as  the  illness  of  a  client,  and  the  unwillingness  of  his  solicitor  to  act 
without  express  instructions,  or  a  misfake  on  the  part  of  an  ofi&cer  of  the 
Court.    In  Order  LXIV.,  Rule  7,  the  words  "a  Court  or  a  Judge"  do  not 

25  include  the  Court  of  Appeal,  which  is  not  within  the  Rule.  The  tendency  of 
modem  decisions  on  the  point  is  towards  strictness. 

Clauson  replied. — ^The  harm  that  would  arise  from  granting  an  extension  of 
time  is  trivial.  Although  the  officer  of  the  Court  who  contributed  to  the 
mistake  was  not  the  one  whose  duty  it  was  to  accept  appeals,  yet  he  was  the  one 

30  on  the  spot,  from  whom  advice  was  sought.     If  the  appeal  were  prevented  by 

the  slip,  the  penalty  would  be  out  of  all  proportion  to  the  fault.    There  was  an 

unimportant  interval  of  time  allowed  to  elapse  at  the  end  of  the  Long  Vacation. 

The  remedy  of  costs  is  sufficient. 

Vaughan  Williams  LJ, — My  learned  brethren  think  there  ought  to  be  an 

35  extension  of  time  here.  I  am  not  prepared  to  differ  from  them,  but  I  am  very 
desirous  that,  if  I  differed  from  them,  I  should  do  so  for  reasons  which  are 
consistent  with  a  due  observance  of  a  rule  which,  according  to  my  mind,  has 
been  laid  down,  not  for  the  protection  of  particular  litigants  but  in  the  interests 
of  the  public.    I  begin,  therefore,  by  saying  that  according  to  my  view,  one 

40  cannot  get  sufficient  ground  for  extending  the  time  here  out  of  the  provisions 
of  Order  LXIV.,  Rule  7.  I  have  the  gravest  doubt  whether  the  power  and  duty 
given  to  the  Court  or  a  judge  in  Rule  7  of  Order  LXIV.  really  does  apply 
to  an  extension  of  time  by  the  Court  of  Appeal  in  the  case  of  an  appeal 
such  as  this  appeal  is.    It  seems  to  me  the  case  is  specially  provided  for  by 

45  Order  LVIII.,  Rule  15.  Under  that  Rule  the  words  used  are  "  special  leave," 
and  it  has  been  held  generally,  again  and  again,  and  sufficiently  generally  to 
make  it  a  rule  of  the  Court  of  Appeal  binding  on  the  judges  of  that  Court,  that 
special  leave  involves  special  circumstances,  and  that,  if  you  have  not 
got  special  circumstances,  you  cannot    get  special  leave.     The  question  is 

50  whether  there  are  special  circumstances  in  this  case.  I  say,  again,  that  in  my 
judgment,  when  one  has  to  consider  whether  special  leave  ought  to  be  given, 
one  must  bear  in  mind,  not  only  the  interests  of  the  particular  litigant  and  the 
hardship  upon  him  in  any  particular  case,  but  one  must  always,  before  one 
gives  an  extension  of  time  on  any  such  personal  grounds,  first  consider  whether 

55  that  which  you  are  doing  is  inconsistent  with  the  interest  of  the  public.  Here 
what  is  said  is,  that  there  has  been  a  mistake  of  the  solicitors'  clerk.  I  myself 
very  much  doubt  whether,  generally  speaking^  a  mistake,  although  it  be  an 
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honest  mistake,  of  a  solicitor's  clerk,  and  I  will  add  to  solicitor's  clerk,  probably 
of  the  solicitor  himself,  or  of  the  counsel  who  has  written  or  expressed  an 
opinion,  ought  to  be  considered  a  special  circumstance  justifying  an  extension 
of  time.  I  do  not  wish  to  lay  down  a  general  rule ;  and  therefore 
I  am  only  expressing  an  opinion  that  it  is  doubtful  whether  a  general  5 
rule  ought  to  be  laid  down  that  such  mistakes,  prima  facie^  constitute  a 
sufBcient  ground  for  an  extension  of  time.  Then  it  is  said  that,  besides 
the  mistake  of  the  clerk  in  the  ofElce  where  the  Order  appealed  against  was 
actually  drawn  up,  there  are  other  matters  which  ought  to  be  taken  into  con- 
sideration, and  one  of  those  matters,  which,  I  agree,  is  a  matter  which  10 
ought  to  be  taken  into  consideration,  is  that  no  harm  has  been  done, 
or  can  be  done  in  this  case,  to  the  successful  litigant  who  is  affected  by  the 
extension  of  time  for  appealing  in  the  present  case.  The  time  of  year  that  it 
took  place  was  a  time  during  which  it  is  not  likely  that  anybody  would  be 
taking  any  step,  by  reason  of  the  notice  of  appeal  not  having  been  served  at  the  15 
proper  time.  I  do  not  know  that  I  need  say  anything  more  about  it.  It  is 
quite  plain,  if  one  looks  at  the  decisions,  in  the  very  early  days  of  the  Judicature 
Act  the  tendency  was  to  hold  very  strictly  to  these  rules.  The  judges  using 
new  brooms  used  them  with  great  vigour,  and  therefore  in  the  case  of  Gollins  v. 
Vestry  o/Paddington  (L.R.  5  Q.B.D.  368)  it  was  said  that  the  Court  of  Appeal  2a 
ought  not  to  grant  an  extension  of  time  for  appeal  except  under  very  special 
circumstances,  but  when  one  comes  to  a  later  time  and  deals  with  th»  case  of 
the  Manchester  Economic  Building  Society^  and  the  judgment  of  the  Master  of 
the  Rolls  in  that  case,  one  does  find  someUiing  very  like  the  rule  referred  to  as 
the  proper  rule  by  Lord  Justice  MOULTON ;  because  he  does  seem  to  take  the  25 
view  that  the  Order  and  Rules  have  thrown  upon  the  judges  of  the  Oonrt  of 
Appeal,  in  respect  of  granting  an  extension  of  time  under  Rule  15  of  Order 
LvIII.,  a  duty  to  exercise  a  discretion  which  really  ought  not  to  be  controlled 
by  decisions  in  other  cases,  but  that  in  each  case  the  Court  has  to  say,  on 
the  whole,  whether  it  is  right  that  there  should  be  an  extension  of  time.  I  30 
do  not  deny  that  for  a  moment,  but  I  do  say  that,  according  to  my  own  view, 
in  the  exercise  of  this  discretion,  it  is  not  right  to  make  the  decision  depend 
alone  upon  such  matters  as  a  hardship  to  the  would-be  appellant,  or  the  absence 
of  injury  to  the  successful  respondent,  if  the  extension  of  time  is  granted  ;  but 
also  one  ought  always  to  take  into  consideration  the  public  interest,  and  to  ask  35 
oneself  the  question — Is  the  granting  of  the  extension  of  time  in  this  particular 
case  consistent  with  a  maintenance  of  the  rule  as  to  the  time  laid  down  in  the 
particular  rule  of  the  particular  order — in  this  case  Rule  15  of  Order  LYIII.  ? 
I  have  my  doubts  whether  there  was  here  a  special  circumstance,  but  I  think 
there  should  be  an  extension  of  time.  I  think  the  actual  notice  of  appeal  has  40 
been  given  but  not  entered. 

Olauson. — No  ;  notice  of  appeal  has  been  given  and  entered,  and  the  appeals 
are  about  9  or  10  out  of  the  paper.  It  is  for  my  friend  to  say  whether  he 
would  prefer  that  I  should  give  a  new  notice,  or  whether  the  present  one 
should  be  treated  as  valid.  45 

Vaughan  Williams  LJ^, — Lord  Justice  Buckley  reminds  me  that  I  have 
dealt  with  the  matter  as  if  there  was  only  the  appeal  in  the  action.  I  have  said 
nothing  about  the  appeal  in  the  motion. 

Jenkins  K.C. — If  the  Court  decides  to  extend  the  time  for  one  or  both,  then 
I  desire  that  the  present  notice  of  appeid  should  be  dropped  and  a  proper  50 
notice  of  appeal  given  under  that  leave. 

BUCKLBY  L.e7. — ^Tou  do  not  resist  extending  the  time  for  the  motion  if  we 
extend  the  time  for  the  action  ? 

Jenkins  K.C. — Yes,  I  do. 
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Fletcher  Moulton  L.J, — It  is  always  intended  that  the  two  should  come^ 
on  together  and  be  treated  as  one. 

Jenkins  K.C. — I  am  not  going  to  argue  it.    Your  Lordships  having  decided 
that,  I  do  not  assent.    I  leave  it  to  the  Court ;  but  if  the  Court  gives  leave,  the 
5  notice  of  appeal  should  be  dropped  and  a  fresh  notice  given. 

Vaughan  Williams  L.J.— I  forgot,  in  delivering  my  judgment  to  draw  any 
distinction  between  the  appeal  on  the  motion  and  the  appeal  in  the  action. 
I  think  we  are  all  agreed  that,  if  we  grant  an  extension  of  time  for  appealing  in 
the  action,  we  outrht  to  grant  an  extension  of  time  for  the  appeal  in  the  motion. 

10  In  substance  the  motion  and  the  action  are  treated  as  steps  in  one  litigation. 

Fletcher  Moulton  LJ. — I  am  of  the  same  opinion  and  I  do  not  differ  in 

any  way  from  the  fundamental  principles  which  the  president  of  the  Court 

has  enunciated  so  clearly.    In  my  opinion,  the  Court  has  to  administer  these 

Rules  in  the  interests  of  the  public,  taken  in  the  broadest  sense.    There  are  two- 

15  limitations,  one  on  the  one  side  and  the  other  on  the  other,  which  the  Court 
has  to  keep  ever  in  mind.  The  first  is  that  it  is  of  the  greatest  importance  in 
the  administration  of  justice,  that  regularity  should  be  insisted  upon,  and  the 
consequence  is  that  we  have  these  rules  of  procedure  which  may  not  lightly, 
or  with  impunity,  be  neglected.    The  confusion  that  would  otherwise  ensue 

20  would  be  a  serious  injury  to  the  administration  of  justice,  and  therefore  an 
injury  to  the  interest  of  the  public,  but,  on  the  other  hand,  subject  to  keeping 
that  in  mind,  it  is  the  primary  duty  of  the  Court  to  make  its  jurisdiction  as 
efficient  as  possible  for  the  purposes  for  which  it  was  created,  that  is  to  say,  to 
do  justice  among  His  Majesty's  subjects  ;  and  if,  without  introducing  a  noxious 

25  and  injurious  confusion  into  the  administration  of  justice,  it  can,  in  individual 
cases,  effect  its  main  object  of  doing  justice,  I  think  it  is  bound  to  do  so  ;  and 
the  Rules  are  drawn  up  with  the  intention  of  giving  the  requisite  elasticity  ta 
the  procedure,  an  elasticity  which  the  Court  is  trupted  with  the  administration 
of ;  it  may  not  push  it  to  excess  and  get  laxity,  or  refuse  to  exercise  it  at  all 

30  and  get  a  harmful  rigidity  and  technicality  in  practice.  For  that  reason  there 
is  no  attempt  in  these  Rules  to  classify  the  cases  to  which  the  Court  majr 
exercise  any  of  these  powers  of  relaxation.  It  would  be  folly  to  do  so.  You 
cannot  foresee  every  case,  and  if  a  Court  is  trusted  with  the  great  function  of 
doing  justice  between  the  parties   impartially,  it  may  be  trusted  with  the 

35  lesser  power  of  relaxing  the  rules  of  its  own  procedure  when  it  thinks  that 
it  is  right. 

Now  I  come  to  the  particular  case.  The  time  for  appealing  is  fixed  by  Rule  15 
of  Order  LVIII.  It  appears  to  me  that  the  argument  of  Mr.  Jenkins  misreada 
that  Rule.    There  is  no  rule  that  no  appeal  can  be  brought  except  within  threer 

40  months,  so  that  he  has  a  vested  interest,  as  he  calls  it,  in  an  appeal  for  three 
months  ;  but  it  is  three  months  unless,  by  special  leave  of  the  Court,  that  three 
months  is  increased,  and  Mr.  Clauson  comes  here  in  order  to  get  that  three 
months  increased  by  the  special  leave  of  the  Court,  that  is  to  say,  by  leave  made 
under  a  special  application  to  the  Court  to  give  such  leave.    Now  the  Court,  in 

45  listening  to  such  an  application,  must  not,  I  agree,  treat  the  matter  as  a  things 
of  no  concern,  but,  at  the  same  time,  I  think  that  it  has  just  as  great  a  discretion 
in  giving  that  leave,  and  just  as  strong  a  duty  to  give  it  in  every  proper  case,  as 
if  there  had  been  no  decisions  on  the  point  at  all.  The  decisions  in  previous 
cases  are  valuable  to  us  as  showing  what  views  in  particular  instances  judges, 

50  for  whose  opinion  we  have  the  deepest  personal  respect,  have  taken,  but  they 
do  not  in  any  way  change  our  discretion  or  our  duty  to  exercise  that  discretion. 
I  do  not  think  this  could  be  laid  down  in  better  words  than  are  to  be  found  in 
the  judgment  of  the  late  Master  of  the  Rolls  in  the  case  of  the  Manchester 
Economic  Building  Society ^^  on  page  496.    He  says  :  **  Now  it  has  been  attempted 
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-*'  to  define  and  circumscribe  and  lay  down  in  other  words  than  are  laid  down 
"  in  the  Rule,  the  jurisdiction  and  duties  of  the  Court  of  Appeal ;  and  certain 
^'  cases  have  been  cited  in  which  learned  judges  have  used  expressions  with 
"  regard  to  the  particular  facts  before  them,  which,  if  they  were  to  be  taken  to 
^'  be  the  law  laid  down  as  to  all  cases,  would  alter  the  effect  of  and  would  5 
"  introduce  words  into  the  15th  Rule.  I  object  absolutely  to  alter  the  words  of, 
■^^  or  to  introduce  words  into,  the  15th  Rule.  That  Rule  must  stand  as  it  was 
"  written  ;  it  must  stand  as  it  was  adopted  by  Parliament ;  and  what  the  Court 
"  has  in  each  case  to  do  is  to  see  whether  there  are  grounds  for  the  Court  to  give 
^'  the  special  leave  ;  and  I  know  of  no  rule  other  than  this,  that  the  Court  has  10 
"  power  to  give  the  special  leave,  and  exercising  its  judicial  discretion,  is  bound 
**  to  give  the  special  leave,  if  justice  requires  that  that  leave  should  be  given." 
Later  on  he  refers  to  a  case  '•  which  was  heard  when  Lord  Selborne  was  present 
^*  in  the  Court  of  Appeal  "  and  says  "  he  again  pointed  out,  not  only  that  those 
^'  expressions  which  had  been  used  were  not  sufficiently  elastic,  but  he  added  15 
'^  this,  that  it  is  the  most  unsafe  thing  for  the  Court  to  use  any  expressions  other 
^'  than  the  expressions  which  are  in  the  Rule,  because  it  is  impossible  for 
"  anybody  who  attempts  to  alter  the  wording  of  that  rule  by  other  interpretative 
"  words  to  foresee  all  the  cases  which  might  arise."  This  judgment  of  Lord  Eslier 
-seems  to  me  to  say  that  the  Rule  survives  in  perpetual  youth.  It  is  our  duty  20 
and  our  power  to  exercise  discretion  as  to  whether  we  shall  give  special  leave. 
In  this  case  I  can  see  no  injury  whatever  that  is  done  by  granting  the  special 
leave.  I  am  satisfied  that  there  was  a  bond  fide  mistake,  and  without  in  the 
least  deciding  that  in  all  the  cases  of  bond  fide  mistake  there  must  be  leave 
given,  for  that  would  lead  the  Court  into  the  very  error  which  I  think  Lord  25 
EsJier  and  Lord  Selborne  warned  the  Court  against,  I  think  that  leave  ought 
-to  be  given  in  the  present  case. 

BUOKLBY  LJ. — Where  the  time  limited  by  Order  LVIII.,  Rule  15,  has  run, 
there  is  constituted  what  Lord  Justice  Gotton,  in  the  Manchester  Economic 
Buildhig  Society  case,  called  a  legal  bar  to  an  appeal.*    No  appeal  will  lie  rebiis  30 
sic  stantibus ;  but  the  would-be  appellant  may,  under  the  Rules,  apply  to  the 
Court  of  Appeal  for  an  Order  which,  if  granted,  will  allow  the  appeal  to  run. 
The  question  in  all  these  cases  is  whether  such  a  state  of  facts  has  arisen  as  that 
the  Court  ought  to  make  that  Order.    On  the  one  hand,  the  party  who  holds  the 
benefit  of  the  Order,  soaght  to  be  appealed  from,  has  an  Order  in  his  favour  35 
which  he  is,  prima  facie^  entitled  to  hold,  and,  in  my  opinion,  these  Rules, 
which  endeavour,  as  far  as  possible,  to  bring  finality  to  litigation,  are  not  to  be 
lightly  departed  from,    I  think  that  substantial  reasons  must  be  shown  why  a 
litigant,  who  has  obtained  an  Order  in  his  favour,  and  as  against  which  the  time 
for  appeal  has  run,  should  be  placed  in  a  position  of  danger  of  being  deprived  40 
x)f  the  benefit  of  that  Order.    Of  course,  if  the  party  holding  the  benefit  of  the 
Order  has  himself  misled  the  intending  appellant  with  reference  to  the  proper 
time  for  appealing,  no  doubt  that  would  be  a  sufficient  reason  for  giving  special 
leave,  but  it  is  erroneous  to  suppose  that  the  equity,  so  to  call  it,  of  the  intending 
appellant  is  confined  to  the  case  where  the  party  holding  the  benefit  of  the  45 
Older  has  misled  him.     There  may  be  many  cases  in  which  he  would  be 
entitled  to  the  Order,    I  find  Lord  Justice  Gotton  describing  the  right  generally 
in  these  words :   ^'  It  is  sufficient  if  he  (the  intending  appellant)  satisfies  the 
^<  Court  that  there  is  something,  either  in  the  acts  of  the  respondent  or  from 
''  other  circumstances,  which  entitled  him  to  be  relieved  and  to  be  allowed  to  50 
*^  appeal  notwithstanding  the  time  has  elapsed."     I  think  it  would  be  the 
greatest  misfortune  if  this  Court  were  ever  to  lay  down  that  the  mere  fact  that 
the  intending  appellant  has  made  a  mistake  is  a  sufficient  reason.    His  opponent 
is  entitled  to  say  :  ^^  You  must  not  make  a  mistake  ;  the  time  has  run  within  which 
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**  you  are  entitled  to  appeal ;  it  is  not  enough  for  you  simply  to  come  and  say,  *  I 
"  '  did  not  know  my  practice ;  I  was  &onay^,  and  I  made  a  mistake.* "  There  must 
be  something  more  than  that,  no  doubt.  What  there  must  be  more,  must 
depend  on  the  circumstances  of  each  particular  case.  One  circumstance,  I 
5  think,  certainly  to  be  weighed  is  whether,  if  the  Order  is  made,  the  respondent 
to  the  application  will  be  injured.  If  he  had  changed  his  position  consequent 
upon  the  Order  being,  as  it  is  until  the  leave  is  given,  a  final  Order,  that  would 
be  a  matter  which  would  weigh  very  much  with  the  Court ;  but  if  he  has  not 
changed  his  position,  and  if  purely,  as  between  the  parties,  the  matter  may  be 

10  re-considered  by  a  Court  of  Appeal  without  doing  any  injury  to  the  other  side, 
and  if  the  Court  is  satisfied  that  the  intending  appellant,  acting  perfectly  bond 
fide,  has  made  a  mistake,  justifiable  under  the  circumstances,  which  was 
induced,  not  by  the  acts  of  his  opponents,  but  by  that  which  he  was  entitled 
to  rely  upon  from  other  parties,  then  I  think  this  Coart  ought  to  take  that 

15  matter  into  consideration. 

I  am  not  going  to  read  at  length  Mr.  Blair^s  affidavit.  The  substantial 
reasons  upon  which  I  found  my  judgment  will  be  found  in  paragraph  3  of  that 
affidavit.  Shortly  stated,  it  is  that  the  question  of  appealing  was  one  which 
was   prominently  before  the  intending  appellant,  or  his  solicitor,  from  the 

20  first ;  that  there  was  a  bond  fide  intention  from  the  first  to  prosecute  an  appeal ; 
that  an  inquiry  was  made  of  what  is  called  the  Chancery  clerk  of  the  High 
Court  at  Manchester  as  to  the  time  for  appeal ;  that  he  unfortunately  gave 
erroneous  advice  as  to  what  the  time  was ;  that  the  solicitor  repeatedly  asked 
his  clerk  whether  he  was  keeping  the  matter  in  view  so  as  to  be  in  time  for 

25  appealing,  and  that  the  omission  to  give  notice  within  due  time  was  simply  a 
mistake  caused  by  that  state  of  facts.  The  time  within  the  Rule  would  expire 
on  the  11th  of  October.  The  notice  of  appeal  was  given  on  the  24th  of  October, 
13  days  too  late.  Of  course  those  13  days  in  October,  by  themselves,  were  of 
no  importance  to  anybody.    On  all  the  facts  of  this  case,  I  think  that  the 

30  intending  appellant  bond  fide  intended,  from  the  first,  to  appeal ;    that  his 

mistake  was,  if  I  may  so  express  it,  a  bond  fide  legitimate  mistake,  and  that  ha 

ought  to  be  relieved  from  the  consequences  of  it  and  be  allowed  to  appeal-^of 

course  on  the  proper  terms  as  regards  costs. 

Jenkins  K.C. — I  have  agreed,  subject  to  the  approval  of  the  Court,  to  let  the 

35  present  notice  of  appeal  stand  instead  of  having  a  fresh  notice  ;  the  appeal  not 
to  come  on  before  the  first  day  (that  is  merely  for  the  purpose  of  identifying  a 
day)  on  which  Palatine  appeals  are  taken  in  the  next  term. 

Vaughax  Williams  L.J. — Mr.  Glanson's  clients  must  pay  the  costs  of  this 
application. 
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In  the  Matter  of  ScotCs  Patent  {No.  19,S93*  of  1903). 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  MR.  JUSTICE  PARKER. 

January  19th,  1907. 

In  the  Matter  op  Scott's  Patent  (No.  18,593*  of  1903). 

Patent. — Petition  fo7^  revocation. — Order  for  revocation  by  consent^  hut  otUy  ^ 
to  be  lodged  in  certain  events. 

This  was  a  Petition  for  revocation  of  Letters  Patent  (No.  18,593*  of  1903) 
granted  to  Benjamin  Scott  for  **  Improvements  in  the  manufacture  of  tinplate 
*  and  articles  therefrom."  The  Patent  had  been  held  to  be  invalid  for  want  of 
subject-matter  by  Kekewich  J.  and  the  Court  of  Appeal  in  HtMiaon.  Scott  Jt  10 
Sons  Ld.  T.  Barringer,  Wallis  and  Manners  Ld.  (23  R.P.C.  79  and  502).  The 
time  for  appealing  to  the  House  of  Lords  would  not  expire  until  the  17th  of 
July  1907.  The  Petitioners  were  the  Defendants  in  the  above-mentioned 
action,  and  the  alleged  grounds  of  the  invalidity  were  the  same  as  those  alleged 
in  that  action.  ^  15 

The  Petition  came  on  for  hearing  before  Mr.  Justice  Parker  on  the  19th  of 
January  1907. 

D.  Fulton  (instaructed  by  C  U.  Fisher)  appeared  for  the  Petitioners ;    Walter 
K.C.  and  Byrne  (instructed  by  6.  B.  Ellis)  appeared  for  the  Respondents. 

After  some  discussion  the  following  terms  were  agreed  upon  : — **  By  consent.  2(> 
**  Order  for  revocation.    Order  not  to  be  lodged  at  Patent  Office  xmtil  after  the     '• 
"  17th  of  July  1907.    If  appeal  presented  to  House  of  Lords  by  Plaintiflb  in 
**  action  of  Hudson^  Scott  &  Sons  Ld.  and  Sir  Benjamin  Scott  v.  Barringer^ 
^  Wallis  and  Manners  Ld,^  Order  not  to  be  lodged  until  after  judgment  in 
"  House  of  Lords.     If  no  appeal  to  the  House  of  Lords  presented,  or  if  appeal  25 
^  fails  in  the  House  of  Lords,  costs  of  Petition  to  be  paid  by  Respondents.     If 
**  appeal  to  the  House  of  Lords  successful.  Order  for  revocation  to  be  discharged 
•*  and  costs  of  Petition  to  be  paid  by  Petitioners." 
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In  thb  High  Court  op  Jtjstiob.— Chancery  Division. 

Be/ore  Mr.  Jtjstiob  Ebkbwich. 

January  17th  and  18th,  1907. 

Nbwbllitb  Glass  Tilb  Company  Ld.  v.  Lawson's  Non-oonduotinq 
^  Composition  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification.— Limita" 
tions  on  claiming  clauses, — Prior  ptMication. — Judgment  for  Defendants. 

The  Plaintiffs  were  the  oumers  of  a  Patent  granted  in  1898  for  **  Improved 
"  treatment   of  glass  for  coating  purposes  as   a   hacking  for  slahSy  tileSy 

W  ^^  facing  plateSy  and  the  like^^^  which  consisted  in  painting  on  to  the  hack  of  the 
glass  tiles  a  hot  mixture  of  British  pitch  and  gas-tar^  and  sprinkling  thereon 
coarse  granulated  clinker  or  coarse  coke  hreeze  having  absorbent  qualities.  The 
Defendants  were  alleged  to  have  infringed  this  Patent  by  hacking  glass  tiles 
mth  a  mixture  of  pitchy  '^  marine  glue  "  (a  kind  ofpitch\  and  sheUac,  sprinkled 

15  with  broken  pottery  which  was  of  a  non-absorbent  character  cts  regards  pitch. 
The  Defendants  alleged  anticipation  by  certain  other  Specifications  as  part  of 
their  defence. 

Held,  tTuit  the  Plaintiffs'  Patent  was  for  the  process  described  in  the  Specific 
cation  which  included  gas  tar ;  and  that,  (xs  the  Defendants^  process  did  not 

20  include  coal  tar,  and  their  backing  was  sprinkled  vfith  a  material  which  was 
non-absorbent  as  regards  pitch j  they  had  not  infringed;  and  thai  there  must  be 
judgment  for  the  Defendants  with  costs. 

On  the  11th  of  May  1898  Letters  Patent  (No.  10,807  of  1898)  were  granted  to 
James  Tyrrell  Newell  and  Arthur  Miller  for  an  invention  of  an  "  Improved 

25  ^  treatment  of  glass  for  coating  purposes  as  a  backing  for  slabs,  tiles,  facing 
**  plates,  and  the  like,  and  for  light  reflection  and  other  purposes." 

The  Complete  Specification,  which  was  dated  the  11th  of  May  1898,  was  as 
follows  : — "  This  invention  has  for  object,  the  preparation  of  a  plastic  compound 
**  or  body  as  a  base  for  the  back  of  sheet  glass,  and  subsequent  treatment  of 

30  ^  same  by  a  coarse  granalated  material,  and  the  after  combination  by  heat  to 
^  constitute  a  rough  backing  on  to  which  Portland  or  other  like  cement  can 
^  be  placed  and  which  when  set  forms  a  key  for  attachment  to  walls,  the  articles 
^  Ulus  prepared  serving  as  slabs,  tiles,  facing  plates  and  the  like,  and  are 
**  available  for  reflecting  light  into  dark  places  such  as  in  basements  of  buildings, 

35  ^  areas,  as  wall  facings  in  lieu  of  glass  faced  or  enamelled  bricks  or  glazed  tiles. 
^  They  can  be  of  any  kind  of  gli^  but  preferably  opal  with  a  clear  front,  and 
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''  can  be  arranged  in  any  manner,  and  if  desired  in  frames  for  securing  to  a  wall, 
"  or  be  suspended  at  any  desired  angle  as  daylight  reflectors  for  producing  a 
"  soft  tone  of  light  pleasant  to  the  eye  instead  of  harsh  rays,  as  by  the  present 
*'  systems.  The  slabs  or  glass  sheets  prepared  as  above  are  available  for  the 
^'  walls  of  bath  rooms  and  lavatories,  around  sinks,  the  sculleries,  and  other  5 
"  places  where  cleanliness  and  sanitation  are  desirable.  This  invention  is 
"  carried  out  as  follows  : — We  take  a  suflBlcient  quantity  of  British  pitch,  say, 
*"*•  100  lbs.  and  after  boiling  it  to  a  consistency  of  thick  paste  we  add  a  small 
"  quantity,  say,  5  ^/^  of  gas  tar  and  well  stir  this  in^  and,  if  the  boiling  be 
**  continued,  we  add  another  5  ^/^  of  gas  tar,  and  so  on  until  the  mixture  is  of  10 
"  about  the  consistency  of  ordinary  paint  and  capable  of  being  brushed,  while 
'*  hot,  on  to  the  back  of  the  glass,  the  ooatings  being  laid  on  until  of  sufficient 
''  depth  as  to  receive  a  sprinkling  of  coarse  granulated  clinker  or  coarse  coke 
^'  breeze  having  absorbent  properties.  The  sheets  or  pieces  of  glass  thus  far 
'^  prepared  ate  allowed  to  cool,  they  are  then  arranged  face  downward  on  trays  15 
"  and  sprinkled  with  the  coke  breese  or  clinker  and  pushed  into  an  oven  with 
"  top  heat  only  to  re-melt  the  tarry  pitch  into  which  the  clinker  or  coke  breeze 
"  by  its  absorbency  clings  and  sinks, .  leaving  a  rough  uneven  coat  which  when 
^  the  glass  is  removed  from  the  oven  becomes  quite  hard  by  exposure  and 
'<  forms  a  key  to  which  Portland,  Roman,  Keenes,  or  other  known  cements  can  20 
^^  be  spread  and  be  built  up,  or,  by  protecting  the  edges  of  the  glass  by  a  lip 
**  edging,  a  wash  of  cement  can  be  poured  into  the  pitch  backing  and  be 
"  impressed  with  any  device,  or  be  scored,  or  by  grating  like  mould  can  be 
"  chequered  or  roughened  up  ready  for  use  such  as  for  plastering  on  to  walls  or 
'^  as  before  explained.  The  sheets  or  pieces  of  glass  previous  to  the  foregoing  85 
^  treatment  can  be  ornamented  in  colour  or  otherwise  in  imitation  of  mosaic,  or 
"  may  be  prepared  after  the  style  described  in  a  previous  Patent  No.  14,852 
"  4ated  2nd  August  1894." 

The  Patentees  claimed  : — "  1.  The  hereinbefore  described  proeess  or  means 
^^f  coating  slabs,  tiles,  and  the  like  from  glass  in  pieces  or  sheets  with  a  30 
"  eompound  of  boiling  pitch  having  from  5  to  15  l^  of  gas  tar  mixed  therein 
"  and  on  to  which  granular  clinker  or  coke  breeze  is  sprinkled  as  an  absorbent, 
''  submitting  the  material  to  top  heat  in  a  furnace  for  the  thorough  association 
"  and  rendering  the  same  ready  for  receiving  a  floating  of  ordinary  cement,  M 
"  and  for  the  purpose  or  purposes  set  forth.  2.  Treating  the  back  of  opal  glass  S5 
"  sheets  with  a  combined  pitch  and  gas  tar  mixture,  covering  the  same  with  a 
**  coarse  granular  absorbent  body,  ana  subjecting  the  s6  coated  sheets  to  top 
^  heat  for  complete  association  priot  to  backing  up  by  cement,  as  and  for  the 
**  purpose  or  purposes  described." 

On  the  16th  of  March  1906  the  Newellite  Glass  Tile  Company  Ld.y  as  the  40 
registered  legal  owners  of  the  Patent,  commenced  an  action  for  infringement 
against  LawsinCs  Non-conducting  Composition  Ld.,  claiming  the  usual  relief. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had  on  divers  occasions  infringed  their  said  Patent  by  making,  selling  and 
using  in  this  countrv  glass  slabs,  tiles  and  the  like  coated  and  treated  ift  the  « 
manner  described  in  the  Specification,  in  infringement  of  the  claiming  olnxiBes, 
and  they  in  particular  complained  of  "  Victorite  "  tilfts  so  coated  and  treated. 

The  Defendants  by  their  Defence  stated  as  follows  :— "  (1)  The  Deffendantfl 
"  have  not  infringed  the  Plaintiffs'  Patent,  No.  10,807  of  1898,  tacl  do  not 
*'  threaten  or  intend  to  infringe  the  same  as  alleged  or  at  all.     (2)  Th«  W"  ^ 
**  Letters  Patent  are  void  and  of  none  effect." 

By  their  Particulars  of  Objections  the  Defendants  stated  :— "  (1)  the  ^^^y^ 
"  invention  was  not  new  at  the  date  of  the  said  Letters  Patent  havlhg  ^egW  w 
"  the  common  and  public  knowledge  at  the  date  thel-eof ,  and  Oliims  1  Mid  t  oi 
"  ilxe  Specification  are  wanting  in  subject-matter.     (2)   'Rie  itlleged  Inteiltaon  99 
"  was  published  within  the  realm  prior  to  the  date  of  the  said  Letter  VbM^^ 
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**  by  the  filing  at  the  Patent  OflBce  of  the  following  Specifications,  the  whole  of 
'*  which  and  the  Drawings  attached  thereto  are  relied  upon  against  Claims  1 
"  and  2  of  the  PlaintiflEs'  Specification  :— 

"  No.  and  date  of  Specification.  Partenteef. 

5  "  No.  3157  of  1883 Thomas  Henry  Uses. 

"  No.  13,583  of  1892 Carl  Lewy. 

**  No.  12,472  of  1893 Anthony  Shelmerdine. 

"  No.  13,116  of  1894 John  Gordon. 

•*  No.  25,208  of  1894 Emile  Maequelier. 

10  **  No.  20,414  of  1897 Winiam  Thomson. 

"No., 2825  of  1898     John  Gordon:' 

The  action  came  on  for  trial  on  the  17th  of  January  1907,  before  Mr.  Justice 
Kbkewich. 

Walter  K.C.  and  Cole/ax  (instructed  by  Templeton  and  Cox)  appeared  for  the 

15  PlaintiflPs ;  P.  O.  Lawrence  K.C.  and  MartelU  (instructed  by  MapleSy  Teesdale 
S  Co.^  agents  for  Bevan^  Hancock  and  Boucher^  of  Bristol)  appeared  for  the 
Defendants. 

Golefax  opened  the  Plaintiflfs'  case;  and  took  a  preliminary  objection  to  the 
inclusion  in  the  Defendants'  Particulars  of  Objections  of  the  Specification  of 

20  Thomson  (No.  20,414  of  1897)  and  Gordon  (No.  2825  of  1898),  as  not  having  in 
fact  been  published  at  the  date  of  application  for  the  Plaintiffs'  Patent,  which 
was  admitted  by  the  Defendants,  and  continued. — The  essence  of  the  Plaintiffs' 
Patent  is  the  backing  of  glass  tiles  with  pitch,  to  which  "keys"  or  projecting 
notches  are  attached.     The  plasticity  of  the  pitch  is  a  quality  important  to  the 

25  process,  as  it  overcomes  the  difficulty  of  the  wall  and  the  tile  not  having  the 
same  coefficient  power  of  expansion.  A  merely  elastic  backing  would  not 
admit  of  the  independent  expansion  of  the  tile  from  that  of  the  wall.  Pitch 
was  also  selected  for  its  damp-resisting  and  non-conducting  properties. 

Evidence  was  given  on   behalf  of  the  Plaintiffs  by  ^.  G.  Salamon^  who 

30  said  that  he  had  analysed  the  backing  put  by  the  Defendants  on  their  tiles  and 
found  it  to  consist  of  a  mixture  of  70  per  cent.  British  pitch,  20  per  cent. 
"  marine  glue  "  (a  form  of  pitch),  and  10  per  cent,  shellac,  which  was  a  bad 
adulteration  of  the  Plaintiffs'  invention  and,  as  in  the  case  of  the  backing  of 
the  Plaintiffs'  tiles,  permeated  through  the  pores  of  the  broken  earthenware 

35  nsed  as  ^keys"  by  the  Defendants  in  the  same  manner  as  the  granulated 
clinker  or  coke  breeze  used  by  the  Plaintiffs.  With  reference  to  the  alleged 
anticipations,  he  stated  that  the  varnish,  glue,  or  cement  of  Bees  Specification 
were  not  pitch,  that  the  operation  of  the  pitch  used  by  the  Plaintiffs  was  not  that 
of  a  flux  or  cement  as  in  Shelmerdine' s^  Lewy's^  and'  Masquelier^s  Specifications. 

40  The  introduction  of  coal-tar  into  the  Plaintiff's  invention  was  an  incidental 
process  and  does  not  remain  at  the  end  like  oil  put  into  machinery. 

Evidence  on  behalf  of  the  Defendants  was  given  by  Thomxis  Bv^sell 
Hutchinson,  managing  director  of  the  Defendant  Company,  who  stated  that 
before  he  knew  what  formed  the  backing  of  the  Plaintiffs'  tiles  he  had,  in 

45  August  1905,  accidentally  hit  upon  the  broken  pottery  as  a  bye-product  from 
another  process  of  manufacture  ;  he  had  added  the  shellac  to  increase  the 
melting  point  and*  make  the  cement  harder.  Dr.  H.  G.  Colmany  late  chief 
chemist  in  the  Birmingham  Corporation  Gas  Department  and  now  consulting 
chemist,  stated  as  a  result  of  experiments  that  while  40^  Centigrade  was  the 

50  flof  tening  point  of  pitch  alone,  the  addition  of  shellac  and  the  "  marine  glue  " 
c^ntiaining  coal-tar  naphtha  raised  it  to  47"".  The  Plaintiffs  had  added  gas-tar 
(or  the  purpose  of  making  their  mixture  flow  at  a  lower  temperature.  The 
firoken  pottery  used  by  the  Defendants  was  not  absorbent  like  the  Plaintiffs' 
clinker  or  coke  breeze,  the  term  absorbent  being  relative  to  the  substance  to 

55  be  absorbed. 

H  2 
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Kbkbwigh  J.y  without  calling  on  the  Defendants,  asked  Waller  K.C.  to  deal 
with  the  Plaintiffs'  Specification,  and  added  : — These  Patentees  knew  they  had 
a  difficult  task,  and,  in  steering  clear  of  earlier  Specifications,  it  seems  to  me 
that  they  have  limited  their  claim  in  such  a  way  that  it  is  easy  for  others  to 
use  a  process  which  is  not  an  infringement.  5 

Walter  K.O.,  for  the  Plaintiffs. — The  Defendants  say  they  have  avoided 
infringement  by  the  addition  of  shellac,  but  shellac  was  really  only  added  for 
the  purpose  of  raising  the  softening  point.  The  addition  of  it  does  not  help 
them  or  hurt  us.  The  broken  pottery  is  really  an  absorbent  as  well  as  a  porous 
matter,  through  which  pitch  goes  if  it  is  heated  into  sufficient  fluidity.  The  10 
substance,  the  pith  and  marrow,  of  the  Plaintiffs'  invention  has  been  taken, 
viz.  a  plastic  layer  of  pitch  mixed  with  shellac  and  melted  into, a  liquid  which 
they  can  paint  on  and  then  re-melt  so  as  to  become  one  with  the  absorbent 
broken  pottery.  As  to  novelty,  none  of  the  alleged  anticipations  contemplates 
the  re-melting  on  the  tile  with  the  *'  key  "  inside  it.  15 

Kbkbwioh  J.— Experience  tells  us  that  in  at  least  the  large  majority  of 
patent  cases  the  first  question  to  decide,  although  not  necessarily  the  first  ques- 
tion to  discuss,  is  the  construction  of  the  plaintiff's  Specification.  This  case 
belongs  to  the  large  majority.  I  have  not  heard  much  about  common  know- 
ledge independently  of  the  Specifications  to  which  reference  has  been  made,  20 
but  common  knowledge  as  disclosed  by  the  Specifications,  or  by  the  opinion  of 
witnesses,  or  even  by  that  which  is  known  to  us  as  men  of  the  world,  is  of  great 
importance  here,  as  it  is  always. 

It  was  well  known  at  the  date  of  this  Patent  that  what  are  called  wall  tiles 
made  of  glass  were  exceedingly  useful,  and  nobody  suggested  that  utility  comes  25 
into  question  here.    They  were  at  that  date  of  common  use  and  well  known  ;  but 
it  was  also  well  known  that  there  was  a  considerable  difficulty  in  afi&xing  these 
glass  tiles  to  a  wall.  Olass  will  not  adhere  easily  to  the  face  of  a  wall,  and  therefore 
it  is  necessary  either  to  provide  the  wall  with  something  to  which  the  glass  will 
adhere  or  to  provide  the  glass  with  something  by  which  it  will  adhere  to  the  wall,  30 
or  possibly,  still  better,  provision  can  be  made  as  regards  both  the  glass  and  the 
wall  so  that  the  two  may  connect.    That  difficulty  was  perfectly  well  known  in 
1898  and  had  occupied  the  attention  of  practical   men.    I  gather  from  the 
evidence  that  it  was  also  well  known  that  one  objection,  against  which  you  had 
to  provide,  was  that  when  you  got  the  glass  on  to  the  face  of  the  wall  heat  35 
might  be  conveyed  through  the  wall  to  the  glass  and  so  mischief  might  occur, 
and  it  was  desirable  to  obviate  that  if  possible.    Then  there  were  other  difficul- 
ties into  which  I  need  not  go.    They  may  not  have  been  so  well  understood  in 
1898  as  they  are  in  1907  ;  but  at  any  rate  they  were  fairly  understood ;  and 
several  practical  men,  as  I  have  said,  had  given  their  attention  to  it  and  have  40 
endeavoured  to  find  a  solution.    Whether  pitch  had  been  employed  up  to  that 
date  or  not  I  am  not  sure  from  the  evidence.    I  do  not  think  I  have  any  evidence 
to  show  that  pitch  had  really  been  employed  as  a  backing  to  the  glass,  but  it 
was,  of  course,  thoroughly  well  known  and  its  properties  were  well  known,  and 
it  was  known,  amongst  other  things,  that  it  would   act   as  a  cement,  and  45 
those  who  at  that  time  spoke  of  using  cement,  although  possibly  they  did  not 
intend  to  use  pitch,  would  have  readily  accepted  the  suggestion  that  the  cement  to 
be  employed  should  be  pitch.    Then  I  have  five  different  Specifications  intended 
to  get  over  those  difficulties,  and  four  of  them  certainly  are  devoted  to  preparing 
glass  tiles  so  that  they  may  be  affixed  to  a  wall.    With  regard  to  Gordon^  as  I  50 
read  it,  although  I  do  not  say  there  is  nothing  to  be  done  to  the  tile,  yet  the 
main  part  of  his  work  is  intended  to  be  done  to  the  wall.    Now  one  of  the 
difficulties  which  had  to  be  met  in  fixing  a  tile  to  a  wall  was  the  difficulty  of 
finding  what  is  called  a  key — that  is  to  say,  certain  correspondence  between  the 
article  to  be  fixed  and  the  thing  to  which  it  was  to  be  fixed  which  would  enable  55 
one  to  fit  into  the  other  ;  and  although  the  exact  term  is  not  used  anywhere,  it  is 
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obvious  from  the  Specifications  that  some  of  the  Patentees  had  that  in  view  and 
were  perfectly  aware  of  the  difficulty  they  had  to  meet.  Masquelier's  Specification 
seems  to  meet  the  difficulty  by  fixing  to  the  back  of  the  tile  some  overhanging 
projections  so  as  to  have  something  which  could  be  driven  into  the  wall  to 

5  maintain  the  tile  in  its  place.  The  others  evidently  did  it  in  other  different 
ways,  some  of  them  sprinkling  the  back  of  the  tile  with  a  granular 
substance  which  would  make  some  sort  of  key.  With  all  these  difficulties 
before  them,  Newell  and  Miller  set  to  work  to  get  over  thjBm  in  a  new 
way;    and  tiiey  have  certainly  to    my  mind   described  something  entirely 

10  different  from  that  which  is  described  by  any  one  else.  I  take  it  that 
they  had  all  these  other  Specifications  before  them ;  they  knew  what  the 
knowledge  on  the  subject  was,  and  they  had  to  steer  cleas  of  it;  and  if 
they  had  attempted  to  establish  the  wider  Claim  which  Mr.  Walter  says 
he  would  be  bold  enough  to  draw  for  them,  I  think  they  would  probably 

15  be  met  by  some  one  of  these  Specifications.  Having  regard  to  what  Mr.  Walt&r 
says,  I  will  not  say  that  they  were  necessarily  driven,  but  they  considered 
themselves  driven,  into  forming  a  very  moderate  and  limited  strictly  specified 
Claim  in  order  that  they  might  not  fall  into  the  error  of  offending  against 
Specifications  which  were  already  published.    It  seems  to  me  that,  although  I 

20  cannot  praise  their  Specification  as  a  model  of  drafting,  still  I  think  they  have 
described  what  they  intend  and  what  they  mean  us  to  understand  in  perfectly 
plain  language.  They  say — "  We  take  a  sufficient  quantity  of  British  pitch,  say 
*^  100  lbs.,  and  after  boiling  it  to  a  consistency  of  thick  paste  we  add  a  small 
**  quantity,  say  5  per  cent.,  of  gas  tar,  and  well  stir  this  in."    As  I  understand 

25  it,  there  was  gas  tar  originally  in  the  pitch,  apparently  a  large  quantity,  and  that 
is  eliminated  to  some  extent  by  the  process  of  boiling,  but  it  must  be  added 
again  in  order  to  get  the  proper  consistency,  the  consistency  being  described  as 
that  of  ordinary  paint,  capable  of  being  put  on  to  the  tile  by  a  paint  brush.  For 
that  purpose  they  say — "  We  add  5  per  cent,  of  gas  tar  and  well  stir  this  in,  and, 

30  '*  if  the  boiling  be  continued,  we  add  another  5  per  cent,  of  gas  tar  and  so  on 
"  until  the  mixture  is  of  about  the  consistency  of  ordinary  paint."  Of  course  if 
it  were  possible  to  apply  this  invention  with  the  addition  of  only  5  per  cent,  of 
gas  tar  it  would  be  impossible  to  say  th$tt  the  invention  is  not  properly  applied 
because  there  is  no  addition  of  another  5  cent,  or  any  addition  further  until  the 

35  mixture  is  of  about  the  consistency  of  ordinary  paint.  If  you  reach  the  con- 
sistency of  ordinary  paint  by  5  per  cent,  you  may  stop  there  and  yet  very  well 
apply  the  invention  ;  but  it  seems  to  me  impossible  to  say  that  you  can  apply 
this  invention  without  adding  some  gas  tar.  1  will  not  say  that  you  might  not 
add  less  than  5  per  cent,  because  it  says  "  a  small  quantity,  say  5  per  cent. "  ; 

iO  and  if  a  little  were  added,  say  2  per  cent.,  that  would  do  ;  but  the  addition  of 
some  gas  tar  seems  to  me,  according  to  the  description,  to  be  an  essential  part 
of  the  Specification,  on  this  part  of  it.  Then  they  say  it  must  '*  be  capable  of 
^'  being  brushed  while  hot  on  to  the  back  of  the  glass,  the  coatings  being  laid 
«« on  until  of  sufficient  depth  as  to  receive  a  sprinkling  of  coarse  granulated 

45  ^'  clinker  or  coarse  coke  breeze  having  absorbent  properties."  The  essence  of 
that  is  that  whatever  is  put  on  must  have  absorbent  properties.  The  Patentees 
have  chosen  two— coarse  granulated  clinker  or  coarse  coke  breeze ;  and  they 
have  not  given  the  public  any  indication  that  anything  else  would  do.  I  am 
not,  of  course,  prepared  to  say  that  something  else  would  not  do  as  an  equiva- 

50  lent,  but  they  have  specified  these  ;  and  I  think  the  evidence  is  clear,  although 
for  a  long  time  the  point  was  extremely  obscure,  that  what  the  Patentees  mean 
here  is  that  particular  kind  of  clinker  which  does  not  differ  as  regards  its 
absorbing  qualities  from  coarse  coke  breeze.  So  that  they  are  really  here 
selecting  materials  which  are  fit  from  their  point  of  view — materials  having 

55  absorbing  properties ;  and,  of  course,  it  follows  from  that  construction  that  they 
mean  absorbent  as  regards  the  materials  to  which  they  are  to  be  applied  and 
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which  are  to  be  absorbed  therein.  In  the  next  clause,  passing  over  one  paseage 
which  1  intenticually  pass  o^'^er  for  the  moment,  the  Patentees  speak  again  of 
'*  the  tarry  pitch  into  which  the  clinker  or  co)ce  breeze  by  its  absorbency  clings 
'^  and  sinks.'"  They  again  dwell  on  the  (^bsorbency  of  the  clinker  or  coke 
breeze,  and  evidently  point  out  to  the  competent  workman  that  he  moat  take  5 
care  that  he  has  materials  of  that  particula^r  absorbent  quality.  That  is  all  I 
need  eay  on  the  body  of  the  Specification. 

Now  the  Claims  seem  to  vfi^  to  follow  with  exactitude.    Mr.  ScUamon  said, 
and  I  entirely  agree  with  him,  that  the  two  Glaima  are  only  the  same  thing 
repeated  twice  over  and  they  are  not  different  Claims.    Either  the  Defendants  10 
have  infringed  both  or  neither.    lu  the  first  Claim  the  Patentees  say  ^' The 
^  hereinbefore  described  process  or  means  ^or  coating  slabs,  tiles  and  the  like 
*^  from  glass  in  pieces  or  sheets  with  &  compound  of  boiling  pitch  having  from 
^^  5  to  15  per  cent,  of  gas  tar  mixed  therein*'    They  are  very  precisa  now. 
Although  I  still  say  I  would  hold  that  a  smaller  amount  than  5  per  cent,  would  1^ 
be  a  proper  application  of  the  Patent,  yet  they  do  say  "  5  per  cent."     They 
put  5  per  cent,  as  the  minimum  necessary  to  be  mixed, ''  and  on  to  which 
^*  granular  clinker  or  coke  breeze  is  bprinkled  as  an  absorbent  '* — again  they 
adhere  to  the  absoi^bency.    Then  in  the  second  Claim,  they  do  not  specify  the 
quantity  of  gas  tar  in  any  way ;  but  they  say  :  ''  Treating  the  back  of  opal  SO 
^^  glass   sheets  with  a  combined  pitch  and  gas    tar  mixture,  covering  aame 
^^  with  a  coarse  granular  absorbent  body."    Is  it  possible  on  that  to  say  that  a 
process  in  which  gas  tar  is  not  used  as  an  addition  to  the  pitch  is  an  ^^fringe- 
ment  of  this  Patent  ?    It  seems  to  me  quite  impossible.    For  good  or  for  evil 
the  Patentees  have  pointed  out  that  their  process  is  one  of  uaing  pitch  to  which  25 
gas  tar  has  been  added ;  and  they  are  careful  in  the  second  branch  of  their 
claim  to  say  '*  pitch  and  gas  tar  "  ;  and  in  the  very  first  words  of  this  Claim 
they  tell  us  that  they  claim  "  the  hereinbefore  described  process."     Mr.  Salamon 
said  he  could  only  support  the  Patent  as  a  combination,  and,  although  I  think 
the  phrase  *' combination "  is  scarcely  appropriate,  what  I  take  him  to  mean  30 
is  a  combination  of  means  to  an  end — in  other  words,  the  process  described. 
Of  course  if   I  could  find  that   any  one  had  taken  the   process  in  substance 
but  had  departed  from  it  in  some  slight  point  so  as  to  endeavour  to  get  outside 
it,  but  had  really  taken,  to  use  a  familiar  expression,  the  pith  and  marrow  of 
the  invention,  then  1  should  not  listen  to  an  argument  against  infringement ;  35 
but  if  the  Defendants  have  not  taken  the  proce»s  as  so  described  it  seems  to 
me  impossible  to  say  that  they  have  infringed. 

There  is  one  point  which  I  passed  over  to  which  I  wish  to  returi^  &t  this 
point.    The  Patentees  say  in  reference  to  the  sprinkling  of  coke  breeze  or 
clinker  that  the  glass  is  put  into  an  oven  with  top  heat  only  to  re-melt  the  ^ 
tarry  pitch.    That  is  a  necessary  part  of  the  process  ;  there  is  no  doubt  about 
that.    Tou  must  get  the  re-melting  to  a  certain  point,  a  limited  point,  to 
enable  the  absorbency  to  act  and  to  enable  the  clinker  or  breeze  to  sink  into 
the  pitch,  which,  of  course,  could  not  happen  when  the  pitch  was  cold  and 
hard.    That  must  be  done  in  s6me  way.    The  Patentees  say  it  must  be  put  45 
into  an  oven  with   top  heat  only.    I  understand  that  ovens  with  top  heat 
only  are  perfectly  well  understood.    Dr.  Caiman  did  not  know  of  them  being 
called  ovens ;   but   he   says  ''  oven "  and  "  furnace "  are  used  very  much  to 
mean  the   same  thing,  and  furnaces  with  top  heat   only  are  well   jc^own. 
There  is  no  doubt  that  the  Patentees  had  in  view  the  necessity  of  keeping  50 
the  glass,  that  is  what  I  may  call  the  outside  of  the  tile,  free  from  t^e  hfsi  of 
oven,  and  that  they  proposed  tq  do  by  applying  top  heat  only  ;  but  I  think  it 
would  be  going  very  far  to  say  that  that  result  might  nofi  be  obtained 
without  putting  the  tiles  into  an  oven  so  constructed  as  tp  be  regarde4  ^  .. 
an  oven  with  top  heat  only.    Provided  that  the  arrangement  is  such  t>h%t  tl^e  55 
gla:«ed  face  of  the  tile  would  not  be  much  affected  by  the  heat»  t  thii^k  i^ 


Ypi  xz;y.,  no.  5.]    and  trade  hare  oases.  107 

Newdlite  Qktss  Tile  Oonwany  Ld.  v.  Lawsan's  Nxm-eondwMng 

Uomposition  Ld. 

1 , 

would  be  going  far  to  Bay  that  the  inyentioa  ig  oot  applied  becaafte  the  tile 
was  aot  put  into  an  oven  ^ith  top  beat  only.  I  take  it  the  Fatenteea  must 
have  isaant  aomething  by  it,  aud  Pr,  Colman^s  suggeBtion  waa  an  extreiOiely 
ingenioqs  one,  but  it  ia  not  unUkely  that  that  was  really  what  waa  intended, 
5  that  ia  to  say,  to  prevent  any  babbling  effect  in  the  pitch  cloae  to  the  face 
of  the  tile ;  but  I  repeat,  after  hearing  the  evidence  and  the  argnmenta,  that 
I  think  it  would  be  going  too  far  to  say  that  that  is  an  essence  of  the  specified 
description  to  which  it  would  be  necessary  to  adhere  closely. 

I  have  no  doubt  that  there  is  a  process  actually  described,  and  unless  that 

10  process  has  been  taken  the  Defendants  have  not  infringed.  Now  what  have 
they  done  ?  In  the  first  place  they  say  they  have  not  taken  pitch.  They  have 
taken  some  pitch  and  a  material  called  *'  marine  glue  "  and  some  shellac.  It 
turns  out  on  examination,  somewhat  apparently  to  their  surprise,  that  the 
Defendants  have  really  been  paying  a  considerable  price  for  what  they  believed 

15  to  be  "  marine  glue  "  but  which  is  nothing  but  pitch  after  all,  with  the  result 
that  something  like  85  or  90  per  cent,  of  the  whole  of  their  material  is  pitph. 
At  any  rate  on  the  evidence  I  must  take  it  that  *'  marine  glue  '*  is  only  another 
name  for  pitch  as  regards  this  case.  Then  to  that  they  have  added  some  shellac. 
The  only  advantage  of  the  shellac  is  to  obtain  a  higher  boiling  point  of  the 

%20  pitchy  and  that  apparently  it  does.  But  they  have  not  added  gas  tar  at  any 
point.  They  have  not  done  that  one  thing  which  it  seems  to  me  the  Patentees 
point  out  it  is  necessary  to  do  in  order  to  apply  their  invention.  The  argument 
of  the  Plaintiffs  as  regards  that  is  this — ^It  is  true  the  Defendants  have  not 
added  gas  tar  but  they  have  kept  the  gas  tar  in  ;  by  raising  the  boiling  point 

25  through  the  shellac  they  have  enabled  themselves  to  retain  the  gas  tar  and  the 
gas  tar  instead  of  being  eliminated  is  there  to  do  its  work  instead  of  being  first 
of  all  eliminated  and  then  re-introduced  in  order  to  do  the  necessary  work. 
That  is  an  ingenious  argument ;  and  it  is  quite  possible  that  the  Defendants 
have  attained  the  same  result  in  another  way  ;   but  the  point  is  that  it  is  another 

30  way ;  and  if  they  had  really  seen  their  way  to  do  it  without  the  reintroduction  of 
gas  tar,  supposing  they  use  only  pitch  and  a  small  quantity  of  shellac,  and  carry 
out  what  otherwise  would  be  the  patented  invention  without  the  re-introduction 
of  the  gas  tar>  it  seems  to  me  that  it  is  an  entirely  different  process.  The 
Plaintiffs  rely  upon  the  addition  of  the  gas  tar  for  purposes  which  are  of  the 

35  utmost  importance  to  them  ;  but  the  Defendants  say — ^'  We  can  do  it  without 
*•  the  gas  tar.'* 

Then  there  is  only  one  other  point  as  regards  infringement,  and  that  is  that 
instead  of  clinker  or  coke  breeze  the  Defendants  use  broken  pottery.  Now 
broken  pottery  answers  the  purpose  well  enough ;  nobody  suggests  it  does  not ; 

40  that  is  to  say  it  answers  the  purpose  of  the  key  and  enables  the  tile  to  be  fastened 
to  the  wall.  It  answers  it  in  precisely  the  same  way  that  the  breeze  or  clinker 
does,  but  it  is  not  the  same  material.  Does  it  differ  in  anything  else  except 
that  it  ia  not  the  same  material  ?  The  question  is — Does  it  differ  in  its  absor- 
bancy  ?    It  ia  obvious  on  the  evidence  that  it  differs  largely  in  its  absorbenoy. 

45  The  Defendants  may  not  make  such  a  good  tile  by  having  a  less  absorbent 
material  at  the  back,  but  they  have  a  less  absorbent  material.  The  remark  on 
behrif  of  the  Plaintiffs  is  tbiat  it  is  absorbent.  To  some  extent  no  doubt  it  is. 
It  is  absorbent  as  regards  water  and  other  tbin  liquids*  But  is  it  absorbent  as 
regards  pitch  ?    To  my  mind  the  evidence  goes  to  show  that  it  cannot  properly 

50  be  callea  absorbent  as  regards  pitch.  I  have  heard  observations  which  lead 
to  l&e  conclusion  that  some  of  the  pitch  does  get  into  some  of  the  bits  of  broken 
pottary,  but  these  bita  differ  vsry  nuc^  in  their  consisteney  and  porosity,  and 
taking  it  as  a  whole  my  conclusion  is  that  the  pitch  does  not  siftk  into  the  broken 
pottery.    The  Defendants  are  employing  really  a  different  material — one  which 

55  Is  not  selected  by  reason  of  its  absorbency — ^the  absorbent  properties  6f  which  do 
ttot  «ntar  reallj  isto  tha  production  of  their  finished  product.    This  ia  a  msnoh 
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less  important  question  than  the  other,  and  if  the  Defendants'  case  depended 
entirely  upon  that  I  should  have  had  much  more  doubt  than  I  now  entertain  ; 
but  considered  with  the  other  it  strengthens  their  position,  and  to  my  mind 
makes  it  irresistibly  strong  that  they  have  done  something  different  from  that 
which  the  Patentees  describe,  and  that  they  have  not  infringed  the  Patent. 
There  must,  therefore,  be  judgment  for  the  Defendants  with  costs. 


In  thb  High  Couet  op  Justice.— Chancbry  Division. 

Be/ore  Mr.  Justice  Parker. 

December  3rd  and  8th,  1906. 

Henderson  v.  Shiels.  10 

PcUent. — Agreement  for  sole  licence. — Actions  for  royalties. — Otuirantee  of 
validity. — Condition  or  warranty. — Patent  admitted  at  trial  to  be  invalid. — 
Counterclaim  for  damages. — Actions  dismissed  tvith  costs. — Judgment  for 
Defendant  on  counterclaim  for  royalties  paid^  without  costs. 

The  Plaintiffs  entered  into  an  Agreement  tvith  the  Defendant  to  procure  to  15 
him  the  grant  of  a  sole  licence  to  manufacture  and  seU  under  a  Patent.    By 
the  Agreement  the  Defendant  became  bound  to  accept  the  licence  and  to  pay 
monthly  in  advance  royalties  calculated  on  a  certain  guaranteed  minimum 
number  of  machines  sold  by  the  Defendant ;  the  corUra>ct  was  to  be  binding  for 
one  year  from  the  commencement  of  the  payment  of  royalties^  but  the  Defendant  20 
had  an  option  of  renewal  yearly.    The  Plaintiffs  agreed  to  gtMrantee  and 
uphold  the  validity  of  the  Parent  and  to  protect  the  licensee  from  infringement. 
The  Defendant  manufactured  machines  under  the  Patent  and  made  three 
monthly  payments  of  royalties.    Then^  on  the  ground  that  the  Patent  was 
invalid^  the  Defendant  refused  to  pay  further  royalties  and  claimed  to  he  ^ 
indemnified  for  his   expenses   incurred  in  the  manufacture^  including  the  . 
.  royalties  paid.    The  Plaintiffs  commenced  an  action  claiming  payment  of  the 
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royalty  for  the  fot^th  months  and  subsequently  commenced  a  second  CLction 
claiming  payment  of  royalties  under  the  Agreement  and  an  account  of  the 
machines  manufactured  by  the  Defendant.  The  actions  were  consolidated. 
The  Defendant  pleaded  that  no  licence  had  been  granted^  and  thai  the  Patent 

5  wa^  invalid^  and  he  counterclaimed  for  damages  for  breach  of  the  guarantee  of 
validity.  The  Plaintiffs  in  their  Reply  alleged  that  the  Defendant  was  estopped 
from  denying  the  validity  of  the  Patent  and  from  relying  on  the  fact  thai  no 
licence  had  been  granted.  At  the  trial  it  was  admitted  that  the  Patent  u;as 
invalid^  and  that  the  Defendant  had  not  manufactured  or  sold  machines  in 

10  excess  of  the  guaranteed  minimum.  The  Defendant  contended  that  the 
gtiarantee  of  validity  was  a  condition  entitling  him  to  rescind  the  contract^ 
and  stated  his  unllingnesSj  if  judgment  was  in  his  favour^  to  limit  his 
counterclaim  to  the  sums  paid  as  royalty. 

Held,  that  the  Defendant  was  not  estopped  from  denying  the  validity  of  the 

15  Patent^  and  that  the  validity  of  the  Patent  was  the  basis  of  the  Agreement.  Hie 
emotions  um^e  dismissed  with  costs^  and  on  the  counterclaim  judgment  wets  given 
ftyr  the  Defendant  for  the  sums  paid  as  royalty ^  but^  having  regard  to  the  form 
of  the  counterclaim^  no  Order  was  made  as  to  the  costs  thereof. 

Nadel  v.  Martin  {28  R.P.O.  41)  followed. 

20  By  an  Agreement  dated  the  26th  of  April  1^04,  and  made  between  James 
Henderson  and  Francis  Riddell  Henderson^  thereinafter  called  the  first  parties,  of 
the  one  part,  and  Alexander  ^S^i^Jd,  thereinafter  called  the  second  party,  of  the  other 
part, after  reciting  that  the  first  parties  were  entitled  to  call  for,  and  ^^the  Patentee^* 
Charles  Arthur  Mercier  was  bound  to  isssae,  a  sole  licence  under  his  British 

25  Intent,  No.  12,562  of  1903,  for  "  Improvements  in  time  recorders,"  the  first  parties 
agreed  to  have  issued  to  the  second  party  or  his  nominees  a  sole  licence  for  the 
manufacture  and  sale  of  time  recorders  under  the  Patent,  and  any  additions 
thereto  or  improvements  thereon  by  *'  the  Patentee  "  upon  the  following  con- 
ditions : — "  (1)  The  second  party  agrees  to  pay  to  the  first  parties  a  royalty  of 

30  *'  seven  shillings  and  sixpence  per  machine  sold  by  the  licensee  under  the  said 
*'  Patent  and  paid  for,  such  royalty  to  be  payable  on  a  guaranteed  minimum  of 
*^  fifty  machines  per  week,  and  to  be  paid  monthly  in  advance  starting  from  the 
"  time  when  manufacture  commences.  (2)  The  second  party  agrees  to  have 
**  the  manufacture  of  said  machines  started  within  three  months  from  date 

35  •*  hereof,  or  in  default  thereof  to  commence  paying  the  royalties  therein  men- 
**  tioned.  (3)  This  contract  to  be  binding  for  the  lerm  of  one  year  from  com- 
**  mencement  of  payment  of  royalties,  to  be  renewable  yearly  at  the  second 
**  party's  option  and  terminable  by  him  on  his  giving  six  months'  notice  to  the 
*^  first  parties.    (4)  In  the  event  of  the  second  party  desiring  the  extension  of 

40  '*  this  contract  as  above  provided  the  first  parties  shall  receive  royalties  on  a 
**  minimum  sale  of  sixty  machines  per  week,  payments  of  same  to  be  made 
"  monthly  in  advance.  (5)  The  second  party  is  further  granted  the  sole  rights 
^  of  sale  of  the  said  machines  throughout  the  British  Empire,  and  if  he  or  his 
**  nominee  should  desire  to  take  out  Patents  in  any  of  the  Colonies  in  con- 

45  **  formity  with  or  based  on  the  British  Patent,  No.  12,562  aforesaid,  he  or  they 
'*  are  entitled  to  do  so  provided  that  such  Patents  shall  revert  to  the  first  parties 
^  upon  the  second  party  or  his  nominee  ceasing  to  exercise  the  licence.  (6)  The 
*'  first  parties  agree  to  guarantee  and  uphold  the  validity  of  the  aforesaid  British 
^  Patent,  and  to  protect  the  licensee  or  lioensees,  or  his  or  their  nominees,  from 

50  **  any  .infringement  of  said  Patent.** 
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On  the  24th  of  November  1904  James  Henderson  and  Francis  Bid^  fiim- 
derson  commenced  an  action  in  the  King's  Bench  Division  of  the  High  Coart» 
by  specially  endorsed  writ,  against  Alexander  Shieh  for  the  amount  due  for 
royaltieg  on  the  Patent  under  the  Agreement.  By  their  Statement  of  Claim 
the  PlaintifEs  allied  that  th%  Agreement  was  modified  by  a  letter  dated  the  5 
32nd  of  July  1904  to  the  extent  that  the  Plaintiffs  agreed  to  forego  one  month's 
minimum  royalty,  amounting  to  81^  5s.,  the  Defendant  agreeing  that  such 
deduction  should  be  spread  equally  over  the  first  ei^t  months*  royalties 
accruing  due.  The  Plaintiffs  alleged  that  the  Defendant  bad  made  dei^alt  in 
payment  of  the  royalty  due  on  the  26th  of  October  1904,  and  by  their  Particulars  10 
alleged  that  the  amount  due  was  71^.  Is,  lOd,  being  ill,  5s.  less  lOZ.  3s.  2t2.,  the 
deduction  as  agreed. 

The  Defendant  delivered  a  Defence  and  Gounterc^m  and,  pursuant  to  an 
Order,  delivered  Particulars  and  Further  Particulars  of  special  damage  allied 
to  amount  to  1814?.  Os.  4^<i.,  and  the  Plaintiffs  delivered  a  Reply.  15 

On  the  1st  of  June  1905  the  same  Plaintiffs  commenced  another  action 
against  the  same  Defendant,  by  ordinary  writ  with  unliquidated  demand,  their 
claim  being  for  royalties  under  the  Agreement  and  for  an  aocount  of  the 
machines  manufactured  by  the  Defendant. 

On  the  20th  of  June  1905  the  actions  were  ordered  to  be  consolidated.  20 

The  Defendant  by  his  amended  Defence  alleged  as  folio wa  : — (1)  He  admitted 
the  Agreement  but  said  that  it  was  not  sufficiently  or  accurately  stated  lu  the 
Statement  of  Claim,  and  that  by  it  the  Plaintiffs  agreed  to  guarantee  and  uphold 
the  validity  of  the  Patent  and  to  protect  the  Defendant  from  any  infringement. 
(2)  The  licence  referred  to  in  the  Agreement  had  never  been  granted.  (3)  25 
Relying  upon  the  Agreement  and  the  validity  of  the  Patent  (therein  called  the 
Mercier  Patent)  the  Defendant  commenced  to  manufacture  a  time  recorder, 
which  he  called  ''  Kosmoid  A,'*  and  he  expended  a  large  sum  of  moaey  in 
labour  a^d  buying  materials  for  the  manufacture,  and  he  also  paid  thf  sum  of 
2132.  Is.  6d.  by  wav  of  royalties  to  the  Plaintiffs.  (4)  Shortly  before  tha  34th  30 
of  October  1904  the  Defendant  was  threatened  with  proceedings  for  infringe^' 
ment  of  the  Patent  of  Watson  by  the  Watson  Machine  Company^  of  Eria  in 
the  United  States  of  America,  in  respect  of  the  said  manufacture  and  at  or 
about  that  date  he  learnt  that  the  Company  were  about  to  manuCactiire  and  put 
upon  the  market  time  recorder^  made  in  accordance  with  the  Merdsr  Patent.  35 
On  the  1st  of  November  1904  he  had  informed  the  Plaintifite  that  he  had 
ascertained  that  the  Mercier  Patent  had  been  anticipated,  and  he  had  called 
upon  them  under  their  guarantee  to  repay  the  expenses  which  he  had  incurred. 
(5)  By  reason  of  the  anticipation  of  the  Mercier  Patent  by  the  Specifica- 
tions of  Watson  and  others,  thereinafter  referred  to,  no  competitcH*  of  the  40 
Defendant  could  be  prevented  from  manufacturing  or  selling  time  recorders 
made  in  accordance  with  the  Mercier  Patent,  and  the  *'  Kosmoid  A  "  time 
recorder  could  not  be  made  and  sold  at  a  profit.  (7)  The  Patent  was  invalid. 
^8)  The  Particulars  of  Objections  to  the  validity  of  the  Patent  were  as  follows  :— 
Ifi)  The  alleged  invention  was  not  new.  (h)  The  invention  was  not  subject-  45 
matter  for  Letters  Patent,  (c)  The  Specification  was  inaufficient  and  misleading. 
((f)  The  alleged  invention  was  previously  to  the  date  of  the  Patent  pnbliahed 
within  this  realm  in  the  six  Specifications  therein  mentioned.  («)  The  method 
of  working  the  fiexible  discs  as  set  forth  in  the  Specification  and  Claim  2  thereof 
was  impracticable.  (/)  The  use  of  a  thumb  or  finger  mark  for  identifieation  50 
and  the  use  of  a  time  recorder  as  described  in  Claim  3  of  the  Specification  were 
both  common  knowledge.  The  Defendant  stated  (8)  that  Amended  Particulare  of 
the  money  expended  as  alleged  in  paragraph  3  of  the  Defence  were  delivered 
therewith,  and  that  250  ^'  Kosmoid  A  '*  machines  had  been  maaufaetured  and 
the  same  had  been  delivered  on  sale  or  return  at  the  price  of  3J.  it.  10^.  55 
each.  In  the  Particulars  credit  was  given  for  the  labour  and  material  expended 
upon  the  machines,  and  also  for  the  value  qI  the  .unused  materiald.    The  \ 
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Defendant  also  alleged  (9)  If  the  Patent  had  been  valid  the  licence  would 
*  have  been  of  great  yalae  to  him  but  that,  under  the  circomstancefiy  it  was 
valoeleaa. 
The  Defendant  delivered  with  his  Defence  a  Coanterclaim,  in  which  (10)  he 

ft  repeated  paragraphs  1  to  9  of  the  Defence,  and  alleged  (11)  that  by  reason  of  the 
invalidity  of  the  Patent  he  had  suffered  damage,  and  (13)  that  if  he  was  liable 
to  pay  any  farther  royalties  under  the  Agreement  he  ought  to  be  indemnified 
against  payment  by  the  Plaintiffs.  He  counterclaimed  for  15002.  damages; 
and  for  a  declaration  that  the  Plaintiffs  ought  to  indemnify  him  against  pay- 
ID  ment  of  royalties  under  the  Agreement. 

The  Defendant  also  delivered  amended  Further  Particulars  of  special  damage, 
the  alleged  amount  being  reduced  to  4772.  la.  IM. 

By  their  amended  Reply  the  Plaintiffs  alleged  as  follows  : — (I)  The  Defence 
afforded  no  defence  to  the  action  ;   the  validity  of  the  Patent  had  not  been 

1ft  attacked,  and  the  Defendant  had  not  called  upon  the  Plaintiffs  to  defend  or 
nphold  the  same.  (2)  The  Defendant  was  a  licensee  under  the  Patent  and  was 
not  entitled  to  dispute  the  validity  of  it  during  the  term  of  the  licence.  (3)  In 
further  reply  to  paragraph  3  of  the  amended  Defence  the  Plaintiff^  said  that 
the  Defendant  was  estopped  from  setting  up  the  absence  of  a  licence  by  reason 

SO  of  the  fact  that  he  had  never  called  for  the  licence,  but  had  continued  to  act  ^ 
if  the  licence  had  been  granted.  They  also  said  that  they  had  always  been 
ready  and  willing  to  grant  licences.  (4)  Save  as  aforesaid  the  plaintiffs  joined 
issue.  (5)  And  by  way  of  Defence  to  the  Counterclaim,  the  Plaintiffs  repeated 
paragraphs  1  and  2  of  their  Reply,  and  said  that  the  Counterclaim  disclosed  uq 

8ft  cause  of  action  against  them.  (6)  The  Patent  was  not  invalid.  (7)  The  Plain- 
tiffs 4«nied  each  and  every  allegation  contained  in  paragraphs  3  and  i  of  the 
Defence.    (8)  The  alleged  damage  was  too  remote. 

The  Defendant,  in  answer  to  Interrogatories,  said  that  he  had  not  called  upon 
the  Plaintiffs  to  grant  forma]   licences;   that  he  had  made  or  caused  to  be 

30  made  about  250  machines  under  or  in  pursuance  of  the  Agreeme9t ;  that  he 
had  begun  to  make  the  machines,  or  to  cause  them  to  be  made,  about  the 
end  of  July,  and  had  ceased  to  make  any  of  them,  or  to  cause  any  of  them 
to  be  made,  at  the  end  of  October  or  the  beginning  of  November  1904 ;  that  he  had 
not  called  upon  the  Plaintiffs  to  uphold  the  validity  of  the  Merder  Patent  except 

35  by  his  Defence  to  the  action  ;  that  the  Patent  had  been  attacked  by  himself  in 
the  action,  and  that  he  had  been  threatened  with  proceedings  for  infringement 
of  the  Patent  referred  to  in  paragraph  4  of  his  amended  Defence  as  therein 
alleged  with  the  result  therein  stated,  but  that,  save  as  aforesaid,  to  the  best  of 
his  knowledge,  information  and  belief  the  Merder  Patent  had    not    been 

ID  attacked ;  that  he  did  not  know  whether  anyone  other  than  himself  or  his 
licensees  or  agents  had  made  time  recorders  in  accordance  with  the  Merder 
Patent,  but  that  he  believed  that  the  Waiaon  Machine  Company^  referred  to  in 
paragraph  4  of  the  Defence,  had  done  so  ;  that  of  the  parts  referred  to  in  the 
Defendant's  original  Particulars  and  not  claimed  for  in  the  amended  Particu- 

45  lars,  some  had  been  used  in  the  manufacture  of  the  machines  made  by  the 
Defendant  or  caused  by  him  to  be  made,  as  mentioned  above  ;  others  had  been 
capable  of  use  in  the  manufacture  of  ''  Kosmoid  B ''  machines  ;  others  had  been 
sold  and  the  remainder  had  not  been  delivered,  and  the  Defendant  had  been  able 
cancel  delivery.    With  respect  to  the  time  at  which  the  said  parts  were  used, 

ftO  some  were  used  in  the  manufacture  of  the  250  ''  Kosmoid  A  ''  machines  before 
the  end  of  October  or  beginning  of  November  1904,  and  after  that  date  some 
were  used  in  the  manufacture  of  '» Kosmoid  B  "  machines ;  the  remaining  part8« 
being  those  claimed  for,  had  become  useless  when  the  Defendant  discovered 
that  the  Patent  was  invalid. 

45  On  the  13th  of  November  1905  the  Defendant  gave  to  the  Plaintiffs  six 
months'  notice  of  his  intention  to  determine  the  Agreement,  if  it  bad  been 
renewed,  which  he  denied,  or  if  it  was  then  in  existence,  which  he  »1sq  4enied ; 
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that  if  any  such  notice  was  necessary,  which  he  denied,  the  Defendant  contended 
that  a  BufQcient  notice  was  contained  in  the  correspondence  between  the  parties  * 
before  action  brought ;  and  that  the  notice  was  given  without  prejudice  to  the 
Defendant's  contentions  that  the  Mercier  Patent  was  invalid  and  that  the 
Agreement  had  abeady  determined.  5 

The  invalidity  of  the  Patent  was  (without  prejudice  to  their  plea  of  estoppel) 
admitted  by  the  PlaintifiPs  at  the  trial,  and  it  is  therefore  unnecessary  to  set  out 
the  Specification  in  this  Report. 

The  consolidated  actions  were  transferred  to  the  Chancery  Division  and  came 
on  for  trial  on  the  3rd  of  December  1906  before  Mr.  Justice  Parkbb.  JO 

T.  Terrell  K.C.  and  R.  F.  Golam  (instructed  by  Bowkers)  appeared  for  the 
Plaintiffs ;  Boy^fieUd  K.C.  and  Kerly  (instructed  by  Cartwright  and  Gunning' 
ham)  appeared  for  the  Defendant. 

Terrell  K.C.  opened  the  Plaintiffs*  case. — The  only  point  is  estoppel. 
[Bousfisld  K.C. — The  action  is  defective  for  want  of  parties  ;  the  Patentee  15 
ought  to  be  joined.  The  Plaintiffs  have  no  interest  in  the  matter ;  no  licence 
has  been  granted.  All  hinged  on  the  word  ^*  sole  " ;  the  Defendant  has  not 
acted  as  if  he  had  a  sole  licence — ^merely  as  if  he  had  a  licence.  He  only  agreed 
to  pay  royalties  on  that  basis.  The  Defendant  is  ignorant  of  the  relations  of 
the  Plaintiffs  with  the  Patentee  ;  a  stranger  to  the  Patent  is  coming  to  the  20 
Plaintiffs  for  the  benefit  of  the  Patent.]  The  Defendant  is  not  entitled  to  have 
the  Patentee  joined.  The  Defendant  has  carried  on  business  under  the  Agree- 
ment. ^Botisfield  K.C. — At  the  end  of  two  or  three  months  the  Defendant 
repudiated  the  Agreement  on  the  ground  of  invalidity  of  the  Patent.!  The 
Defendant  is  estopped  from  denying  the  Plaintiffs'  right  [Pabkbr  /. — ^The  25 
Agreement  is  not  under  seal ;  a  recital  alone  will  not  operate  as  an  estoppel.] 
It  is  not  pleaded  that  the  Plaintiffs  could  not  grant  a  licence,  and  the  Defendant 
has  manufactured  under  the  Agreement.  The  granting  of  a  licence  is  not  a 
condition  under  the  Agreement.  Nadel  v.  Martin  (23  R.P.C.  41)  was  a  vendor 
and  purchaser  case.  A  Patent  is  a  franchise  (Regina  v.  County  Court  Judge  of  30 
Halifax  8  R.P.C  338  ;  L.R.  (1891)  1  Q^B.  793  and  2  Q.B.  263).  [Pabkbr  J.— 
What  does  "  guarantee  "  mean  ?]  Clause  6  of  the  Agreement  contemplates  an 
attack  by  third  parties.  [^MilU  v.  Carson  (10  R.P.C.  9)  was  referred  to.]  It  is  not 
necessary  that  there  should  be  a  decree  declaring  the  Patent  void.  [^Adie  v. 
Clark  (L.R.  3  CD.  134,  at  page  144)  and  Lawes  v.  Purser  (6  E.  A  B.  930)  were  35 
referred  to.]  A  tenant  cannot  dispute  his  landlord's  title.  This  is  not  a  case 
of  estoppel  by  deed — the  Defendant  went  into  possession  and  used  the  invention 
and  manufactured.  The  question  is — What  is  the  true  construction  of  the 
Agreement  ?  [PARKER  J.  referred  to  Frost  on  Patents,  3rd  edition  (1906)  vol.  2, 
page  150.]  In  Rayne  v.  Malthy  (3  T.R.  438 ;  1  Webst.  P.O.  291)  fraud  was  40 
alleged.  A  Patent  is  not  a  right  to  do  a  thing  ;  it  is  a  right  to  prevent  others 
doing  it.  Clause  6  in  the  Agreement  is  not  a  condition.  The  Defendant  cannot 
act  under  the  Agreement  and  repudiate  it.  He  may  have  to  prove  his  damage. 
If  the  Patent  were  superseded  the  damage  would  not  be  the  sum  the  Defendant 
has  paid  to  the  Plaintiffs  or  contracted  to  pay  them.  In  any  case,  even  if  the  45 
Defendant  did  not  renew  the  Agreement  the  royalties  would  be  payable  until 
the  26th  of  July  1905.  The  Defendajit  continued  to  make  the  articles  under  a 
licence,  and  he  would  be  entitled  to  sell  them.  He  has  been  selling  '*  Eosmoid 
"  B  "  ;  that  may  be  within  the  licence,  and  therefore  the  Plaintiffs  ask  for  an 
account  of  the  machines  as  well  as  payment  of  royalties.  50 

Bousfield  K.C.  opened  the  Defendant's  case. — It  is  not  sufftcient  for  the 
Plaintiffs  to  say  that  the  Defendant  has  been  acting  under  a  licence  and  has 
never  asked  for  one ;  the  Agreement  is  for  the  grant  of  a  sole  licence.  The 
Defendant  has  a  guarantee  that  the  Patent  is  valid  ;  now  it  is  admittedly 
invalid.  The  Defendant  has  had  the  expense  of  starting  a  new  undertaking.  55 
The  Agreement  is  for  a  year  in  a  sense,  but  the  Defendant  can  hold  the 
Plaintiffs  to  it  for  the  whole  life  of  the  Patent,  and  the  Defendant  would  never 
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have  gone  to  the  expense  he  has  done  unless  he  had  had  some  secnrity.  A  sole 
licence  is  commercially  equivalent  to  buying  a  Patent.  The  purchaser  of  a 
Psatent  either  buys  at  his  own  risk  after  having  had  expert  opinion  on  validity, 
or  he  takes  the  Patent  on  the  warranty  or  guarantee  of  the  vendor.  As  to  the 
5  Counterclaim,  it  does  not  matter  much  whether  the  clause  in  the  Agreement  is 
a  warranty  or  a  condition.  The  Defendant  undertook  a  great  liability,  the  only 
possible  recoupment  of  which  was  by  means  of  the  royalties.  The  validity  of 
the  Patent  was  the  test  in  Nadel  v.  Martin  (23  R.P.C.  41).  [PARKER  J.— 
That  case  would  not  have  been  decided  as  it  was  if  it  had  not  been  an  execu- 

10  tory  agreement]  The  Defendant  set  to  work  immediately  to  develop  the 
Patent,  and  exploit  it  through  his  agent.  Soon  after  that  the  Defendant  was 
threatened  with  an  action  for  infringement  of  Watson's  Patent  (No.  15,700  of 
1894).  The  question  is  whether  he  is  entitled  to  recover  the  three  payments  he 
has  made.    The  Plaintiffs  say  he  is  not,  even  if  the  Patent  is  invalid.  *  He  made 

15  250  machines  in  12  weeks  and  the  highest  the  Plaintiffs  could  claim  is  on  those,' 
not  on  50  a  week.    Those  payments  were  in  the  nature  of  initial  expenses.. 
[Parker  /.—The  Defendant  is  entitled  to  general  damages  ?]    [Terrell  K.C.— 
No,  he  cannot  have  general  damages  for  the  breach  of  contract.]    Nadel  v. 
Martin  applies  completely ;  the  Defendant  cannot  be  compelled  to  pay  for 

20  what  he  has  discovered  to  be  worthless.  The  case  of  the  sale  of  goods  is 
similar  to  that  of  Patents.  The  fact  that  the  Defendant  has  worked  under  the 
agreement  for  three  months  does  not  prevent  him  from  treating  the  clause  as  a 
condition.  Without  that  the  Defendant  would  never  have  entered  into  the 
contract.     He  is  entitled  to  damages  for  the  time  during  which  he  thought  the 

25  Patent  valid.  [ParkbrJ. — The  Defendant  does  not  rescind,  but  counterclaims 
for  damages.  Suppose  the  Plaintiffs  said  your  bargain  is  so  bad  that  you 
would  npt  have  made  a  penny  out  of  it?]  [ TVrrrfZ  K.C. — If  the  Plaintiffs 
could  show  that,  although  the  Patent  had  enough  utility  to  prevent  it  being 
bad  in  law,  it  was  not  commercially  useful,  they  would  show  that  there  was  no 

30  damage.]  If  the  Patent  is  invalid  there  is  a  total  failure  of  consideration  and 
every  payment  made  is  a  loss.  [Parker  J. — Suppose  you  had  found  it  was 
invalid  i^r  ten  years  ?  And  suppose  only  the  Plaintiffs  knew  it  was  invalid  ?] 
The  Watson  Company  knew.  The  form  of  the  Defence  does  not  prevent  the 
Defendant  arguing  that  he  was  right  in  declining  to  go  on  paying  any  more 

35  royalties.  The  Defendant  is  entitled  to  treat  the  clause  either  as  a  condition  or 
as  a  warranty. 

Evidence  was  given  in  support  of  the  Defendant's  case  by  F.  M,  Russell^ 
who  said  that  he  had  acted  as  an  intermediary  between  the  Plaintiffs  and 
Defendant  and  had  assisted  in  making  the  ^  Kosmoid  A "  machines.     Dr. 

40  Shiels  took  out  a  Patent  in  June  1904,  and,  later,  ^*  Kosmoid  B  **  was  manu- 
&ctured.  Dr.  Shiels  paid  the  witness  ISOOZ.  on  account  of  *' Kosmoid  A." 
After  the  Defendant  had  discovered  the  invalidity  of  the  Mercier  Patent  some 
of  the  parts  intended  for  the  manufacture  of  the  *'  Kosmoid  A  **  machines  were 
used  for  the  manufacture  of  "  Kosmoid  B  "  machines.    About  1200^.  or  1300^- 

45  of  the  1800/.  was  so  utilised.  The  witness  bought  the  business  from  the 
Defendant  in  September  1906.  Before  that,  as  agent  for  the  Defendant,  he  had 
had  the  machines  manufactured  and  had  sold  them  in  his  own  name.  It  took 
about  eight  or  nine  months  to  get  out  the  250  ''A**  machines.  They 
began  making  ^  Kosmoid  B  *'  machines  in  July  1904,  before  any  of  the  "  A  '* 

50  machines  were  sold.  About  300  of  the  *'  B "  machines  had  been  made  and 
220  sold.  There  were  some  complaints.  It  was  difficult  to  get  the  time 
record  right.  They  succeeded  a  few  months  after  starting.  The  substan- 
tial difference  between  the  "A"  and  ^^B"  machines  was  that  the  former 
recorded  the  time  to  within  five  minutes,  the  latter  to  within  half  a  minute. 

55  The  reason  for  their  not  having  made  more  sales  was  that  there  was 
not  a  great  trade.  The  Particulars  of  damage  had  included  the  parts  of 
'*A"    that   could    be    utilised    for    ^^B,"    but    those    were    struck   out.     A 
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monopoly  of  that  which  was  claimed  In  tho  Mereier  Patent  wonld  hare 
been  valnable. 

Rerh/  summed  np  the  Defendant's  case. — The   Defendant  is  entitled  to 
}ndgment  for  all  that  he  has  paid  as  royalties  and  snch  other  expenses  as  he 
incnrred  in  purchasing  materials  used  in  making  the  machines.    The  Plaintiffs  5 
say  that  what  the  Defendant  expected  to  get  nnder  the  Agreement  was  what 
was  fotind  in  "  Eosmoid  A,*'  bnt  what  he  expected  to  get  was  what  was  fonnd 
in  Mercier^s  Claim,  which  was  mnch  wider.     If  the  Patent  had  been  good  the 
Defendant  would  have  obtained  a  monopoly  of  time  recorders.    As  rt  was  he 
had  to  invent  the  details  of  it,  without  getting  the  wide  protection.    The  10 
Defendant  has  lost    about  170W.,  but    he  does  not  ask    for    that   amount. 
[Parker   J. — Something   came    back   from    the    sale    of    the    machines  ?] 
Soothing  came  to  the  Defendant.     He  cannot  ask  for  the  damages  as  to  the 
parts  that  were  utilised  for  "  Kosmoid  B,"  but  he  does  ask  for  damages  for 
all  the  partff  that  had  to  be  scrapped.     The   Defendant  continued   to   sell  15 
"  Kosmoid  A  " — he  has  some  still  unsold.    The  word  "  guarantee  "  may  mean 
a  condition  or  a  warranty,  as  was  sard  in  Behn  v.  Bumess  (32  L.J.  Q.B. 
204)  and  other  cases,  but   here   it  means  a  condition.      The  Agreement  is 
executory  ;  the  Defendant  was  never  bound  to  take  a  licence  simply  ;  what  he 
was  bound  to  take  was  a  licence  for  a  valid  Patent.    Even  if  the  Defendant  had  20 
worked  under  the  Agreement  for  ten  years  aild  then  found  the  Patent  invalid 
he  could  have  repudiated  the  whole  for  six  years,  because  he  had  paid  his 
money  for  nothing,  though  perhaps  he  could  not  have  obtained  damages.    It 
may  be  said  that  the  Defendant  obtained  possession,   but  he  got  nothing, 
because  the  public  were  never  restricted  from  doing  what  he  hacl  paid  for  the  25 
right  to  do. 

JP.  R.  Royston  (mechanical  engineer  and  Patent  Agent)  gave  evidence  for  the 
Plaintiffs. 

Terrell  E.G.  replied. — The  damage  here  claimed  is  for  breach  of  warranty 
and  must  be  specifically  claimed.  If  the  vendor  shows  that  the  Patent )»  valid  30 
but  commercially  worthless,  or  if  the  Patent  proves  to  be  of  immense  value  but 
is  declared  itivalid,  in  neither  case  would  the  measure  of  damage  be  the  amount 
paid.  The  purchase  price  has  nothing  to  do  with  the  measure  of  damages. 
The  Defendant  said  the  Patent  was  invalid,  but  he  had  it  at  the  time.  A  breach 
of  warranty  is  in  the  nature  of  deceit.  The  Defendant  did  not  stop  making  the  35 
machines  when  he  knew  of  the  breach  of  warranty  ;  he  went  on  till  within  two 
months  of  the  trial  and  he  suffered  nothing  by  the  breach  of  warranty.  He 
made  300  machines,  and  Mr.  Russell  said  the  reason  why  more  machines- were  not 
sold,  was  that  there  was  not  the  trade  there  had  ber^n.  The  real  reason  is  that 
the  machine  was  imperfect  and  there  was  no  trade  for  it.  The  value  of  the  40 
Patent  is  the  same  whether  warranted  or  not.  If  the  Patent  had  been  valid 
they  would  have  had  to  pay  80^.  a  month  ;  they  would  have  had  to  pay  on  both 
tiie  **A"  and  the  **B"  machines.  [Parkhr  J.— But  they  would  have  had 
fourteen  years  to  put  themselves  straightj  But  they  would  have  paid  for  a 
Patent  that,  as-  unimproved,  is  imperfect.  This  is  similar  to  a  case  of  landlord  45 
and  tenant  rather  than  to  one  of  vendor  anct  purchaser.  The  Def  endiant  gets 
something.  In  some  cases  the  price  paid  may  be  a  help  in  ascertaining  tfee 
measure  of  damages,  but  it  is  not  so  in  the  case  of  a  Patent.  The  Defendant 
has  come  into  a  territory  that  is  unf enced.  So  long  9B  he  gets  something  he 
cannot  say  that  there  has  been  a  total  failure  of  consideration.  50 

Judgment  was  reserved  and  was  delivered  on  th^  Sth-  of  December  1906. 

Parker  J.— By  an  Agreement,  dated  thelWth  of  April  1904,  the  Plaintiflferm 
these  actiottff  became  bound  to  procure  the  grant  to  the  Def  encfant,  and  the 
Defendant  became  bound  to  accept  a  sole  licence  under  the  Blritish  Letters 
Patent  No.  12,562  of  1908'  for  "  Improvements  in  time  recordters,'*  nevertheless-  55 
upon  the  conditions  thereinafter  specified.  By  the  first  of  tfteee  conditions  the 
Defendant  was  to  pay  to  the  Phdntiffis  monthly  in  advance  certain  royalties  on 
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the  maclilnes  sold  by  him  undent  the  licence,  such  royatlties  being  calculated  on 
a  guaranteed  minimum  of  50  machines  a  week,  the  payment  to  commence  as 
soon  as  the  manufacture  of  the  machines  commenced,  which  by  the  seeond 
condition  was  to  be  within  three  months  from  the  date  of  the  Agreement.  The 
5  third  condition  provided  that  the  contract  shonld  be  binding  for  the  term  of 
one  year  from  the  commencement  of  the  payment  of  the  royalties,  but  the 
Defendant  was,  year  by  year,  to  have  an  option  of  renewal.  By  the  sixth  con- 
dition the  Plaintiffs  agreed  to  guarantee,  and  uphold  the  validity  of  the  Letters 
Patent,  and  to  protect  the  licensee  from  any  infringement.    The  Agreement  was 

10  subsequently  varied  by  the  Plaintiffs  consenting  to  a  certain  reduction  of  the 
minimum  royalties  for  the  first  eight  months.  The  Defendant,  in  anticipation 
of  a  proper  licence  being  granted,  through  his  agent  Mr.  Russell^  on  the  JNBth  of 
July  1904  commenced  the  manufacture  of  machines  under  the  Patent,  and  paid 
the  Plaintiffs  in  advance  a  month's  minimum  royalty  less  the  agreed  reduction. 

15  He  made  similar  payments  for  the  months  commencing  respectively  the  86th 
of  August  and  the  2eth  of  September  1904.  Having  discovered  that  the  Letters 
Patent  were  invalid,  he  refused  to  pay  the  minimum  royalty  for  the  month 
commencing  the  26th  of  October  1904,  ceased  to  manufacture  machines,  and 
claimed   to  be  indemnified   by  the  Plaintiffs  for  his  expenses  incurred  in 

20  such  ^manufacture,  including  what  he  had  paid  by  way  of  royalty.  Under 
these  circumstances  the  Plaintiffs  instituted  the  first  of  these  actions, 
claiming  payment  of  the  minimum  royalties  for  the  month  commencing 
the  26th  of  October  1904,  and  subsequently  on  the  1st  of  June  1905  they 
issued  the  second  writ,  claiming  subsequent  monthly  royalties,  and  an  account 

25  with  a  view  of  bringing  out  what  royalties  were  actually  due  under  the 
Agreement.  The  Agreement,  not  having  been  renewed,  would,  in  natural 
course,  come  to  an  end  on  the  26th  of  July  1905.  It  is  common  ground  that  the 
Defendant  did  not  manufacture,  or  sell,  machines  in  excess  of  the  guaranteed 
minimum.    The  Plaintiffs'  claim  therefore  is,  in  fact,  for  minimum  royalties 

90  for  nine  months,  less,  in  respect  of  the  first  five,  the  agreed  reduction.  The  two 
actions  were  subsequently  consolidated,  and  transferred  from  the  King's  Bench 
Division  to  the  Chancery  Division.  The  Defendant  has  put  in  a  Defence  and 
Counterclaim.  By  the  Defence  he  sets  up  that  no  licence  has  been  granted, 
and  that  the  Letters  Patent  were  invalid  ;  and  by  his  Counterclaim  he  asks  for 

85  damages  for  breach  of  the  Plaintiffs'  guarantee  of  such  validity,  assessing  his 
damages  at  1500/.  The  Plaintiffs  plead  in  reply  that  the  Defendant  is  estopped 
from  denying  the  validity  of  the  Letters  Patent,  and  from  relying  on  the  fact 
that  no  licence  has  been  granted,  and  otherwise  join  issue.  The  Plaintiffs, 
towever,  at  the  trial  admitted  the  invalidity  of  the  Letters  Patent,  without 

40  prejudice  to  their  plea  of  estoppel. 

In  my  opinion  the  Defendant  is  not  estopped  from  setting  up  the  invalidity 
of  the  Letters  Patent.  It  is  possible  that  if  a  licence  had  been  actually  granted 
some  question  of  estoppel  might  have  arisen  between  the  Defendant  and  the 
Patentee  ;   but  the  estoppel  on  which  the  Plaintiffs  rely  must  arise,  if  at  all, 

45  from  the  Agreement  between  him  and  the  Plaintiffs.  This  Agreement  con- 
tains a  guarantee  of  validity,  which  is  broken  ah  initio  if  the  Patent  be  invalid, 
and  in  such  a  case  I  see  no  reason  why  there  should  be  any  estoppel  at  all. 
Further,  though  the  Defendant  may  have  precluded  himself  from  complaining 
of  the  Plaintiffs'  delay  in  procuring  the  grant  of  the  licence,  I  see  no  reason 

50  why  he  should  not  rely  on  the  fact  that  no  licence  has  been  granted,  as  showing 
that  his  right,  if  he  has  the  right,  to  treat  the  Agreement  as  at  an  end  is  not 
negatived  by  such  an  alteration  in  the  position  of  the  parties  as  would  prevent 
them  being  restored  to  their  position  immediately  before  the  Agreement  was 
made. 

55  I  have,  therefore,  in  the  first  place,  to  consider  whether  the  admitted 
invalidity  of  the  Letters  Patent  affords  a  defence  to  the  action.  This  depends 
upon  whether  or  not  the  validity  of  such  Letters  Patent  was,  or  was  not,  the 
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basis  of  the  Agreement,  or,  aa  it  was  pat  in  argument,  whether  sach  validity 
was  a  condition  or  a  matter  of  warranty  only. 

After  some  hesitation,  I  have  come  to  the  conclasion  that  the  validity  of  the 
Letters  Patent  was  the  basis  of  the  Agreement.    All  the  terms  of  the  Agreement, 
other  than  that  binding  the  Plaintiffs  to  procure  the  grant  of  the  licence,  but  5 
including  the  guarantee,  are  in  form  conditions  subject  to  which  the  licence  is 
to  be  granted.    If  the  PlaintifEs  from  lack  of  title  to  call  for  a  licence  had  failed 
to  fulfil  their  part  of  the  bargain,  I  think  that  the  Defendant  would  have  been 
entitled  to  rescind  the  contract,  and  I  see  no  reason  why  a  dijf erent  result 
should  foll(»w,  because  the  PlaintifEs'  inability  to  fulfil  their  part  of  the  bargain  Ifi 
depends  on  some  infirmity  in  the  title  of  the  Patentee.    What  the  Defendant  is 
bargaining  for  is  a  sole  licence  which  will  secure  him  a  monopoly  in  the 
patented  machines,  and  his  chance  of  profit  must  largely  depend  on  such 
monopoly.    The  Plaintiffs  admit  that  no   such  monopoly  can  be  secured  to 
him,  everybody  being,  because  of  the  invalidity  of  the  Patent,  entitled  to  15 
manufacture  and  sell  the  machines.    No  licence  having  been  granted,  the 
Plaintiffs  cannot  say  that  they  are  in  any  way  prejudiced  by  what  has  been 
done  under  the  Agreement.     I  think,  therefore,  that,  on  the  principle  of 
Nadel  v.  Martin  (23  R.P.C.  41),  the  Defendant  can  rely  on  the  invalidity  of 
the  Patent  as  a  defence  to  the  Plaintiffs*  action  for  royalties,  or,  in  other  words,  20 
treat  the  contract  as  rescinded. 

This  case  might  possibly  have  been  different  if  a  licence  had  been  granted, 
and  acted  on,  and  the  invalidity  of  the  Patent  discovered  at  some  later  time, 
but  as  long  as  the  Agreement  remained  executory  in  this  respect  I  think  the 
.  principle  of  the  case  I  have  mentioned  is  applicable.  25 

I  confess,  however,  that  I  have  felt  some  difficulty,  arising  from  the  fact  that 
the  Defendant's  Counterclaim  for  damages  is  not  wholly  consistent  with  an 
exercise  of  his  right  to  treat  the  contract  as  rescinded,  but  the  Defendant  was 
willing,  if  I  decided  in  his  favour  in  the  action,  to  limit  the  Counterclaim  to 
the  moneys  paid  by  way  of  royalty,  and  I  shall  treat  the  Counterclaim  as  30 
amended  accordingly. 

In  the  result,  therefore,  I  need  not  consider  the  question  of  the  proper 
measure  of  damages  in  an  action  on  the  guarantee.    I  am,  however,  by  no 
means  satisfied,  in  a  case  like  this,  where  the  value  of  the  licence  on  the  footing 
of  the  validity  of  the  Patent  is  a  matter  of  pure  speculation  that  the  proper  35 
measure  is  not  the  price  paid. 

The  actions  will  be  dismissed  with  costs ;  and  on  the  Counterclaim  there 
will  be  judgment  for  the  Defendant  for  the  three  sums  he  has  paid  by  way  of 
royalty.  Having  regard  to  the  form  of  the  Counterclaim  I  make  no  Order  as  to 
the  costs  thereof.  40 


Vol.  XXIV.,  No.  6.].   AND  TRADE  MARK  OASES.  H7 

Van  Berkel  aM  Others  v.'  B.  D.  Simpson  Ld. 


In  thh  Court  op  Session  in  Scotland.  * 

Inner  House.— First  Division. 

Be/ot^e  Lords   McLaren,  Kinnear,  and   Pearson. 

January  23rd,  July  3rd,  4th,  5th,  and  6th,  and  November  24th,  1906. 

5  Van  Berkel  and  Others  v.  R.  D.  Simpson  Ld. 

Patent — Combination  of  known  elements  to  produce  new  and  important 
purpose. --Anticipation. — Patent  held  valid. — Jiuigment  below  affirmed  on 
appeal* 

V.  B.  was  grantee  of  a  Patent  (No.  5667^  of  1898).    The  first  Claim  in  the 

10  Specification  was  for  "a  machine  for  slicing  German  sausages  or  polonies  and 
•*  othei^  tJie  like  meat  goods  characterized  by  the  arrangement  of  a  revolttble 
**  circular  knife  of  spherical  or  dished  form  and  a  table  having  a  to  and  fro 
"  movement  adapted  to  carry  the  polony  or  the  like  with  it  against  the  said 
"  knife  in  the  direction  of  the  cut  whilst  during  the  return  of  the  table  (which 

15  "  is  executed  quickly  relative  to  the  forward  movement)  t?ie  polony  is  moved 
"  forward  on  the  table  to  the  width  of  a  slice.^^  The  second  Claim  was .;— "  In  a 
**  machine  for  slicing  German  sausages  or  polonies  and  tfie  like  meat  goods^ 
**  a  cutter  consisting  of  a  revoluble  circular  knife  having  a  spherical  or  dished 
**form  whereby  only  the  cutting  edge  of  the  circular  knife  comes  in  contact  with 

20  "  the  polony  or  piece  of  meat  during  the  slicing^  substantially  as  and  for  the  pur- 
**  puses  hereinbefore  setforth.^^  The  third  Claim  was  .•— "  In  a  slicing  machine 
"  of  the  kind  described  ^^  for  the  means  of  reciprocating  the  table ;  and  the  fourth 
and  fifth  Claims  were  for  the  means  of  moving  forward  the  polony  the  breadth 
of  a  slice.    It  was  proved  that  a  slicing  machine  for  sausages  and  the  like  was 

25  a  desideratum^  but  that  none  had  been  invented  that  would  work  satisfactorily 
before  that  of  V.  JB.,  and  that  the  latter  worked  well  and  was  a  commercial 
success.  Dished  knives  were  oldj  but  had  never  been  employed  before  V.  B.'s 
invention  in  a  slicing  machine  or  in  any  similar  manner.  The  reciprocating 
mechanism  was  old  but  had  never  before  been,  applied  to  a  slicing  machine^ 

30  though  reciprocating  tables  of  different  design  had  been  used.    The  method  of 

moving  forward  the  polony  was  old^  and  closely  resembled  that  used  in  former 

machines.    Kolbe*s  Specification^  No.  579486  of  1897y  UJS.A.  (which  had  been 

.  published  in  this  country)  was  for  a  **  device  for  cutting  bread^''  which  consisted 
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of  a  flat  knife  of  irregular  edge^  a  reciprocating  tdbUy  and  mechanism  similar 

to  V.  B.^s/or  "  moving  forward  the  bread  the  breadth  of  a  slice.^^ 

Held,  by  the  Lord  Ordinary  (Dundas),  that  V.  B.^s  Patent  was  for  a  new 

combination  for  producing  an  entirely  new  and  important  result^  and  was  not 

anticipated  by  Kolbe.  5 

'  bum 
Patent  —  Action  for   infringement.  —  Mechanical   equivalent.  —  Interdict 

granted. 

iS.,  the  Respondent^  manufactured  slicing  machines  having  a  dished  knife^  a 
reciprocating  table^  and  a  device  for  moving  forward  the  sausa{/e^  the  first  and 
last  of  which  were  clearly  mechanical  equivalents  of  those  used  by  F.  -B.,  while  10 
the  second  differed  from  V.  BJ's  in  tJiat  the  backward  andfortvard  motion  took 
place  in  approximately  the  same  time^  so  that  the  slow  forward  and  quick 
backward  motion— a  characteristic  of  V.  B.^s  machine — was  not  obtained. 

Held,  hy  the  Lord  Ordinary,  t?uit  this  differentiation  had  no  practical  advan- 
tage or  utility^  and  that  S.'s  mechanism  was  a  mecJianical  equivalent  for  that  15 
of  V.  B.    Interdict  was  granted. 

Patent. — Claims. — Claims  held  appendant  not  for  subordinate  integers. 

Injhe  above  circumstances  S.  contended  that  V.  B.*s  Patent  was  invalid  since 
in  Claims  ^,  S,  4,  and  5  he  had  claimed  the  dished  knife^  the  reciprocating 
mechanism^  and  the  mechanism  for  moving  forward  the  sausage  as  substantial  20 
inventions;  that  as  such  they  were  plainly  void  for  want  of  novelty,  and  that 
the  Patent  was  therefore  bad. 

Held,  by  the  Lord  Ordinary,  that  these  Claims  were  not  for  subordinate 
integers,  but  only  appendants  to  the  principal  Claim,  and  that  as  such  they 
were  valid.  25 

The  Respondents  reclaimed  to  the  First  Division  of  the  Inner  House,  which 
upheld  the  Lord  Ordinary's ywt^men^  on  all  points. 

This  was  an  action  of  suspension  and  interdict  by  Wilhehmis  Adrianus  Van 
Berkel,  of  Rotterdam,  Holland,  and  Ncuimlooze  Vennootschap  Tot  Vervaar- 
diging  Van  Snymachines  Volgens  Van  BerkeVs  Patent  en  Van  Anders  30 
Werktuigen,  having  their  office  in  Rotterdam,  Holland,  and  Pamall  &  Sons 
Ld.,  having  their  registered  office  at  No.  22  Narrow  Wine  Street,  Bristol,  their 
mandatories,  against  R.  D.  Simpson  Ld,,  incorporated  under  the  Companies 
Acts,  1862  to  1900,  and  having  their  registered  office  at  No.  2  York  Buildings, 
Edinburgh,  Respondents.  It  asked  that  the  Respondents  should  be  interdicted  35 
from  infringing  a  Patent  (No.  5567*  of  1898)  granted  in  favour  of  the  Com- 
plainer  Wilhelmus  Adrianus  Van  Berkel  for  an  "  Improved  machine  for 
'^  slicing  German  sausages  and  the  like."  The  other  Complainers  had  acquired 
from  the  Patentee  the  beneficial  interest  in  this  Patent. 

The  Complete  Specification  of  Van  BerkeVs  Patent,  as  amended  in  1905,  is  40 
as  follows  : — "  This  invention  has  for  its  object  a  machine  for  slicing  German 
'^  sausages  and  the  like  meat  goods,  in  which  a  revoluble  circular  knife  of 
^'  spherical  or  dished  form  is  arranged  for  cutting  the  sausage. 

'*  The  lengths  of  cutting  by  the  circular  knife  are  determined  by  its  speed 
*'  of  rotation,  and  are  larger  according  aa  the  speed  of  rotation  of  the  knife  is  45 
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"  increased  corresponding  to  the  meat  goods  to  be  sliced  or  cut.  The  table  on 
"  which  the  sausage  or  the  like  is  clamped  is  evenly  moved  along  towards  the 
*'  edge  of  said  rotating  circular  knife  slowly  whilst  a  slice  is  being  cut  off  from 
'^  the  sausage,  but  returned  rapidly  after  the  cut.  In  the  time  that  the  table  is 
5  '*  moving  back  the  sausage  is  pushed  forward  on  the  table  to  the  width  of  a 
''  slice  and  this  adjustment  takes  place  automatically,  and  the  machine  may  be 
^  adjusted  to  all  kinds  of  meat  goods  which  must  be  cut  thicker  or  thinner. 

'*  The  length  of  the  to  and  fro  movement  of  the  table  may  also  be  regulated 
"  to  correspond  to  the  size  of  the  polony  to  be  sliced  in  order  tliat  the  travel  of 
10  ^'  the  table  shall  not  be  larger  than  the  width  of  the  piece  of  meat  and  no  time 
"  be  lost. 

*'  The  cutting  machine  according  to  this  invention  removes  all  the  defects 
"  and  drawbacks  of  the  cutting  machines  hitherto  known.  In  these  machines 
^'  the  lengths  of  cutting  are  as  a  rule  measured  too  short  so  that  the  knife  presses 
1.^  "  more  than  cuts.  This  pressing  of  the  slices  is  also  caused  by  the  whole  width 
"  of  the  existing  knife  being  in  contact  with  the  piece  of  meat  during  the  cutting, 
"  whereby  friction  is  considerably  increased.  The  knives  also  do  not  invariably 
*^  move  exactly  in  a  straight  line  and  all  these  mentioned  drawbacks  tend  to 
**  produce  the  undesirable  so-called  slipping  of  the  knife  and  the  cutting  of  slices 
20  "  of  unequal  thickness.  My  circular  knife  has  however  a  spherical  or  dished 
*'  form  so  that  only  the  knife  edge  comes  in  contact  with  the  piece  of  meat.  The 
•*  circular  knife  revolves  precisely  in  a  straight  line  so  that  discs  or  slices  mathe- 
^  matically  of  equal  thickness  are  cut  off  and  slipping  of  the  knife  can  no  longer 
**  take  place.  A  further  advantage  is  that  the  circular  knife  can  be  ground  on 
25  ^  the  slicing  machine  itself  and  also  that  all  sizes  of  meat  goods  or  polonies  may 
**  be  cut  transversely  or  obliquely.  Several  pieces  may  be  sliced  simultaneously 
'^  on  the  same  machine  up  to  the  last  piece  which  hitherto  had  always  to  be  done 
"  by  hand.  This  form  of  knife  therefore  constitutes  an  essential  feature  of  my 
'*  invention. 
30  **  The  improved  slicing  machine  is  shown  in  various  views  in  the  accom- 
"  panying  drawings,  in  which,  Figure  1  is  a  plan  view  ;  Figure  2,  a  front  view  ; 
"  and  Figure  3  a  rear  view  ;  Figure  4  is  a  plan  of  a  table  arranged  obliquely  to 
•*  the  circular  knife ;  Figures  2*  and  3*  are  details  of  the  slicing  machine ; 
"  Figures  5,  5*  and  6  are  respectively  a  vertical  cross  section,  longitudinal 
35  *^  section,  and  rear  elevation  of  the  movable  table  on  an  enlarged  scale  showing 
"  also  the  mechanism  for  moving  the  polony  forward  and  the  device  for 
'^  releasing  the  same. 

*'  A  table  B,  Figure  1,  for  the  polonies  or  the  like  which  are  to  be  sliced  is 

''  arranged  on  a  rectangular  table  frame  A  in  dovetail  grooves  or  slide  tracks  a 

40  '*  by  means  of  two  slide  carriages  h  movable  in  a  transverse  direction.    At  the 

^  side  in  front  of  the  table  a  circular  knife  C  is  mounted  in  a  bearing  frame  or 

'^  support  c  on  the  table  frame,  and  with  its  cutting  edge  C^  as  close  as  possible 

**  to  the  front  edge  of  the  movable  table  B,  Figure  1.    The  circular  knife  is 

*'  mounted  on  the  end  of  a  shaft  c^  which  revolves  in  a  cone  bearing  c*  and  has 

45  "  at  its  other  end  a  chain  wheel  T',  (Figures  1  and  2).    The  shaft  c^  is  also 

"  adjustable  in  the  cone  bearings  c*  by  means  of  set  screws  c*.    The  rotation  of 

**  the  circular  knife  C  and  the  movement  of  the  table  B  up  to  and  along  the 

*^  knife  takes  place  from  a  main  shaft  D,  which  is  arranged  in  suitable  bearings 

"  or  supports  d  d}  on  the  table  frame. 

50      '*  As  may  be  seen  in  Figures  1,  2  and  3,  this  main  shaft  is  operated  by  a 

'*  handle  £  and  a  chain  K  carried  over  a  chain  wheel  R  on  the  shaft  k  of  the 

*'  hand  crank  E  and  over  a  chain  wheel  R'  on  the  said  main  shaft  D,  the  latter 

••  being  placed  too  low  to  be  directly  mounted  on  the  hand  crank  shaft.    A  tiy- 

"  wheel  may  also  be  mounted  on  the  shaft  h  and  the  crank  handle  be  attached 

55  "  to  said  flywheel.    In  order  to  keep  the  chain  E  taut  the  bearing  of  the  shaft  k 

"  is  preferably  made  adjustable  in  a  slot  at  the  side  of  the  table  frame.    On  the 

*^  other  end,  the  main  shaft  D  carries  a  bevel  wheel  S  which  engages  with  two 

I  2 
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^^  bevel  wheels  S^  S^  mounted  one  on  each  side  in  a  bearing  support  d^  and 
**  arranged  at  right  angles  to  the  first  wheel.  One  of  these  latter  bevel  wheels  S* 
''  produces  the  movement  of  the  table  B  and  the  other  S'  the  rotation  of  the 
**  circular  knife  C  by  means  of  the  shaft  s  of  the  latter  bevel  wheel  which  at 
**  the  other  end  carries  a  large  chain  wheel  T,  which  by  means  of  a  chain  L  5 
**  drives  a  smaller  chain  wheel  T*  on  the  shaft  c*  of  the  circular  knife.  The 
**  bearing  support  I  for  this  end  of  the  bevel  wheel  shafts  is  screwed  to  the  table 
"  frame  (Figures  1  and  2).  The  speed  of  rotation  of  the  circular  knife  is 
**  considerably  increased  by  tbe  adoption  of  a  suitable  ratio  of  transfer  for  the 
^'  chain  wheel  gearing  and  it  is  possible  by  the  insertion  of  a  larger  or  smaller  10 
"  chain  wheel  T^  to  vary  the  speed  according  to  requirements.  By  the  spherical 
'*  or  dished  form  of  the  circular  knife  the  cutting  edge  C^  in  cutting  off  a  slice 
"  from  the  polony  or  the  like  will  throw  the  piece  cut  off  from  the  latter  into 
"  an  open  collecting  box  or  receiver  F.  This  collecting  box  is  placed  as  close 
'*  as  po3siblf  to  the  movable  table  B  and  the  revolving  knife  C.  Its  form  is  15 
'*  suited  to  that  of  the  circular  knife  and  it  is  attached  both  to  the  table  frame  A 
"  and  also  to  the  bearing  frame  or  support  c  (Figures  1  and  2). 

'^  As  mentioned  at  the  commencement  of  the  specification,  the  circular  knife 
"  may  be  ground  on  the  slicing  machine  itself.    Its  spherical  form  lends  itself 
"  excellently  to  this,  and  for  this  object  ^n  emery  stone  or  the  like  is  fixed  on  20 
^'  the  table  B  and  is  then  passed  with  the  moving  table  B  along  the  rapidly 
"  rotjiting  knife,  thus  sharpening  the  latter.     In  order  to  keep  the  circular  knife 
"  itself  sharp  whilst  slicing,  a  long  steel  is  fixed  beneath  the  moving  table  B, 
"  which  steel  is  constantly  drawn  by  the  pressure  of  a  weak  spring  along  the 
"  inner  side  of  the  cutting  edge  C*  of  the  rotating  circular  knife.    The  length  of  25 
*^  the  steel  is  so  calculated  that  even  in  the  outermost  or  extreme  position  of  the 
"  table  at  the  right  hand  side  (Figure  2)  it  remains  in  contact  with  the  circular 
"  knife.     If,  owing  to  repeated  sharpenings,  the  cutting  edge  C*  lies  too  far  from 
"  the  front  edge  of  the  table,  the  table  with  the  slide  tracks  a  may  be  again 
"  moved  closer  up.    For  this  object  adjustable  connections  a*  for  the  slide  tracks  30 
"  a  to  the  table  frame  are  employed  (Figure  2*). 

"  The  transverse  movement  of  the  table  B  is  effected  in  the  following 
"  manner  : — A  pin  e  is  adjustably  mounted  in  a  slot  e*  in  the  side  of  one  bevel 
"  wheel  S*  (Figures  3  and  3*).  This  pin  engages  in  a  slot  ^  in  a  lever  6  which 
^'  is  revolubly  mounted  in  the  table  frame  uaderneath  the  bevel  wheel  and  the  35 
"  upper  end  of  which  is  pivotally  connected  by  means  of  a  link  H  with  the  under 
*'  side  of  the  table.  The  lever  is  thus  oscillated  by  said  pin  e  and  imparts  an 
"  alternating  movement  to  the  table.  The  movement  outward  of  the  pin  e 
'*  determines  the  length  of  the  reciprocating  movement  of  the  table.  The 
'*  position  of  the  pivot  g^  for  the  said  lever  G  is  selected  as  regards  that  of  40 
"  the  bevel  wheel  S*  in  such  a  way  that  the  leverage  of  the  pin  e  on  the  forward 
"  movement  is  considerably  larger  than  that  on  the  return  movement.  The 
"  forward  movement,  that  is  to  say  the  one  during  which  the  knife  cuts  is 
•*  therefore  slower  and  the  return  movement  in  which  no  work  is  done  is  rapidly 
'*  effected.  45 

"  Figure  3  shows  in  dotted  lines  the  other  endmost  position  of  the  table  B 
'*  whilst  the  one  shown  in  Figure  3*  with  the  pin  e  in  the  slot  e^  of  the  bevel 
"  wheel  S'  corresponds* to  the  greatest  movement  of  the  lever  Q. 

'^  In  case  small  slices  are  to  be  cut  for  which  the  length  of  movement  of  the 
"  table  only  requires  to  be  small,  the  pin  e  is  fixed  in  the  other  comer  of  the  50 
'*  slot  e^  in  the  bevel  wheel  to  shorten  the  movement  of  the  table  and  in  this 
^^  manner  no  time  is  lost. 

"  The  surface  of  the  table  is  ribbed  or  corrugated  on  the  upper  side  to  about 
<^  half  its  length,  as  shown  in  Figures  1  and  2,  and  the  remaining  part  is  covered 
'<  by  an  adjustable  plate  N  which  is  carried  between  dovetail  bars  h  arranged  on  55 
"  the  side  edges  of  the  table.    On  the  front  edge  of  the  plate  N  a  clamp  for  the 
"  polony  or  the  like  is  arranged.    This  consists  of  two  vertical  toothed  b vb  n  n' 
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"  which  are  connected  by  means  of  a  clamp  iron  P  having  a  handle  p  (Figures  2 
"  and  5).  The  one  toothed  bar  n  is  fixed,  the  other  bar  n^  tbat  is  to  say  the 
"  one  on  the  hand-crank  side  of  the  table,  is  pivotally  connected  with  the  plate  N 
"  and  is  always  pressed  ontwards  by  means  of  a  spring  n^  The  clamp  iron  P 
5  "  has  preferably  a  n -profile,  which  produces  a  better  clamping  of  the  polony  or 
*'  the  like.  For  this  object  also  small  sharp  pins  or  points  s^  s^  (Figure  5)  are 
**  provided  on  the  front  edge  of  the  plate  N  and  the  underside  of  the  clamp 
•'  iron  P  and  thus  the  very  last  part  or  end  of  the  piece  of  meat  or  polony  can 
*•  be  better  held  by  means  of  these  pins.    For  cutting  slices  of  meat  the  adjust- 

10  "  able  plate  N  is  drawn  entirely  back  and  the  polony  or  piece  of  meat  is 
**  clamped  thereon  by  the  clamp  iron  P  being  engaged  in  one  of  the  teeth  of 
"  the  toothed  bar  n,  the  handle  p  being  then  pressed  down  and  allowed  to 
**  sprinar  into  engagement  with  one  of  the  teeth  of  the  other  toothed  bar  n\ 
"  The  clamp  iron  thus  holds  the  polony  at  one  end,  with  the  other  end  lying  at 

15  **  the  front  edge  of  the  table  B.  By  the  table  being  provided  with  sharp  ridges 
^^  of  corrugations  m  and  the  knife  so  to  speak  pressing  down  the  polony  whilst 
"  cutting  it  (it  being  moved  by  the  movable  table  against  the  circular  knife) 
"  the  polony  cannot  slip  on  the  table  althousfh  it  is  merely  held  at  the  one  end 
^of  the  adjustable  plate   N.     As  mentioned  at  the  commencement  of  the 

20  "  specification,  after  each  cut,  that  is  to  say  on  the  return  movement  of  the 
**  table,  the  polony  or  the  like  is  automatically  moved  forward  to  the  thickness 
"of  one  slice.  This  adjustment  is  effected  in  the '  following  manner: — A 
"  screwed  rod  V  is  arranged  in  the  centre  line  beneath  the  table,  B,  where  the 
"  latter  is  not  ribbed.    Above  this  rod  an  elongated  opening  v  is  provided  in 

25  "  the  table  (Figures  1  and  5).  A  nut  is  connected  with  the  adjustable  plate  N, 
**  which  nut  consists  of  two  pai*ts,  the  upper  one  t  of  which  is  firmly  connected 
"  with  the  plate  N  and  has  no  thread  and  therefore  slips  over  or  along  the 
"  bar  V,  whilst  the  lower  part  of  the  nut  t^  which  is  hinged  to  the  other  part  t 
**  has  however  a  thread,  see  Figure  5,  which  represents  a  vertical  cross  section 

30  "  of  the  table  through  nuts  1 1\  If  then  this  part  t^  be  pressed  against  the 
*•  screwed  bar  V,  its  thread  will  engage  with  the  thread  thereon  and  upon  the 
"  rotation  of  the  bar  the  plate  N  will  be  moved  forward.  If  however  the 
**  threaded  part  t^  of  the  nut  be  released  from  the  bar  V,  the  plate  N  may  be 
"  freely  adjusted  or  displaced.     The  throwing  into  engagement  of  the  nut 

35  "  with  the  screw  bar  V  is  effected  in  the  following  way  : — The  under  part  t^ 
"  of  the  nut  is  prolonged  to  the  one  side  and  this  end  t^  slides  in  a  slotted 
"  bar  r  which  extends  along  the  entire  extent  of  the  elongated  opening  v 
"  and  is  provided  with  arms  so  as  to  turn  like  a  bail  on  pins  r*  r'  on  the 
**  table  (Figures  5  and  5*)  which  latter  figure  represents  a  vertical  longitudinal 

40  "  section  of  the  table,  the  bar  r  being  in  elevation  as  seen  from  the  right. 
"  One  end  arm  of  the  slotted  bar  is  prolonged  to  the  outside  of  the  table 
*'  and  here  formed  into  a  counterweight  W.  In  consequence  of  this  counter- 
"  weight  W  the  slotted  bar  r  is  always  raised  and  thereby  the  under  part  t^ 
"  of  the  nut  is  pressed  against  the  screwed  rod  Y,  so  that  then  the  adjustable 

45  "  plate  n  is  connected  therewith.  If  however  the  counterweight  W  be  raised, 
"  this  connection  will  be  released  and  the  plate  N  may  at  once  assume  any 
"  desired  position  on  the  table  B  without  revolving  the  screwed  rod  V. 
'•  Figure  5  shows  in  dotted  lines  the  highest  position  of  the  counterweight  and 
"  the  lowest  of  the  lower  part  t^  of  the  nut,  the  latter  being  thus  released 

50  "  from  the  screwed  bar  V.  It  ii  evident  that  whilst  the  plate  N  is  on  the 
**  table  its  connection  with  the  screwed  bar  may  be  at  any  time  released  by 
''  lifting  the  counterweight  and  thus  pressing  down  the  bar  r. 

"  The  rotation  of  the  screwed  bar  V  and  the  pushing  forward  of  the  plate  N 
*♦  with  the  polony  or  the  like  is  effected  in  the  following  way  by  the  backward 

55  "  movement  of  the  table  itself.  On  the  end  of  this  bar  V  outside  the  table,  a 
"  ratchet  wheel  tu  is  firmly  mounted,  and  an  elbow  lever  z  z^  loosely  mounted 
"  thereon*    The  one  end  z  of  the  lever  bears  by  means  of  a  roller  i  on  an  inclined 
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"  plane  op  cam/  which  is  adjustably  connected  with  the  table  frame.  On  the 
"  other  end  z^  of  the  lever  a  pawl  s^  is  pivotaJly  mounted  to  engage  the  ratchet  w, 
"  said  pawl  having  a  handle  s^  to  allow  of  its  being  disengaged.  A  second  roller  t* 
*^  is  mounted  on  the  pivot  of  the  pawl  to  run  on  the  table  frame  as  soon  as  the 
''  first  roller  i  has  travelled  off  the  cam  /  and  any  dropping  down  of  the  lever  5 
"  arm  is  thus  prevented  (Figures  1  and  6). 

**  The  inclined  plane  or  cam/  is  adjustable  vertically  and  horizontally,  the 
*^  screw  pin/^  by  which  it  is  fixed  being  adjustable  in  a  horizontal  elongated 
•*  slot/*  in  the  table  frame,  and  itself  projecting  through  a  vertical  elongated 
^'  slot  /^  in  the  cam  /  and  being  screwed  to  the  same  by  means  of  a  nut  10 
«  (Figure  6). 

"  Or  the  cam  may  be  mounted  on  a  block  laterally  adjustable  in  the  slot  /' 
**'  and  the  vertical  adjustment  be  produced  by  means  of  a  spindle  and  hand 
'^  wheel  whilst  a  finger  on  a  scale  on  the  table  frame  indicates  exactly  the 
**  height  of  the  cam  and  the  thickness  of  the  slice.  15 

^'  On  the  forward  movement  of  the  table  the  roller  i  runs  down  the  inclined 
"  plane  or  cam  and  then  the  other  roller  i^  runs  along  the  table.  The  lever 
^*  arm  z^  then  descends  and  the  pawl  2^  slides  over  a  number  of  teeth  of  the 
"  stationary  ratchet  wheel  w.  On  the  return  movement  of  the  table  this  lever 
*'  arm  however  is  again  raised  until  the  roller  i  has  reached  the  highest  point  of  SO 
'*  the  inclined  plane/  and  the  pawl  ^  in  the  meantime  rotates  the  ratchet  w 
^^  and  therewith  the  screwed  rod  V  so  that  the  plate  is  pushed  forward  to  the 
'^  thickness  of  a  slice  of  meat  or  polony.  This  operation  is  repeated  at  each  to 
*'  and  fro  movement  of  the  table  so  tl:^t  gradually  the  polony  or  the  like  is  cut 
"  into  slices.  By  placing  the  cam  /  higher,  a  greater  displacement  of  the  25 
*^  plate  N  and  thicker  slices  of  meat  may  be  obtained,  whilst  if  a  shorter 
''  transverse  moment  of  the  table  at  the  bevel  wheel  S^  is  to  be  obtained  the 
'*  cam  or  plane /must  be  correspondingly  adjusted  to  the  right  in  the  slot/". 

"  In  order  to  prevent  the  circular  knife  when  cutting  from  coming  m  contact 
"  with  the  table  N  when  pushed  forward,  an  inclined  or  bevelled  projection  or  30 
**  stop  r».  Figures  5  and  5%  is  provided. 

"  If  at  the  end  of  its  course  the  lower  half  i^  of  the  nut  encounters  with  its 
''  extended  end  t^  the  stop  r^  it  is  gradually  pressed  down  and  the  nut  released 
*'  from  the  spindle  V,  ue,  the  forward  movement  of  the  plate  N  is  interrupted 
••  when  the  part  t*  has  reached  the  lower  edge  of  the  stop  H.  The  counter  35 
"  weight  W  is  then  held  down  by  hand,  the  plate  N  drawn  back  again  and 
*^  the  polony  or  the  like  again  clamped  fast. 

"  As  hereinbefore  mentioned  the  polony  or  the  like  may  also  be  clamped 
*^  obliquely  or  diagonally  on  the  table  and  then  the  machine  will  cut  for 
'^  instance  longer  slices  ft*om  a  polony.  For  this  purpose  an  oblique  table  B  40 
"  (Figure  4)  may  be  utilized.  This  arrangement  requires  only  another 
**  connection  of  the  nut  and  the  plate  N,  namely  by  the  upper  part  t  of  the 
"  nut  being  formed  as  a  round  pin  or  stud  fl  to  move  between  two  bars  or 
"  ridges  0  on  the  plate  N.  This  arrangement  is  necessary  when  the  screwed 
**  bar  V  is  placed  at  right  angles  and  the  opening  v  must  then  be  made  much  45 
"  broader.  Figure  4  shows  three  positions  of  the  plate  N  in  the  table  B 
"  allowing  the  position  of  the  nut  between  the  bars  0  to  be  clearly  seen, 
"  The  arrangement  of  the  other  parts  requires  no  alteration. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  50 
**  what  I  claim  is  : — 1.  A  machine  for  slicing  German  sausages  or  polonies 
"  and  the  like  meat  goods  characterized  by  the  arrangement  of  a  revoluble 
*'  circular  knife  (c)  of  spherical  or  dished  form  and  a  table  (B)  having  a  to 
"  and  fro  movement  adapted  to  carry  the  polony  or  the  like  with  it  against 
"  said  knife  in  the  direction  of  cut  whilst  during  the  return  of  the  table  (which  55 
"  is  executed  quickly  relative  to  the  forward  movement)  the  polony  is  moved 
"  forward  on   the  table  to  the  width  of  a  slice,  substantially  as  hereinbefore 
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**  described.  2.  In  a  machine  for  slicing  German  sausages  or  polonies  and  the  like 
meat  goods,  a  cutter  consisting  of  a  revoluble  circular  knife  having  a  spherical  or 
dished  form  whereby  only  the  cutting  edge  (C^)  of  the  circular  knife  comes 
in  contact  with  the  polony  or  piece  of  meat  during  the  slicing,' substantially 
as  and  for  the  purposes  hereinbefore  set  forth.  3.  In  a  slicing  machine  of  5 
"  the  kind  described,  the  means  for  reciprocating  the  table  (B)  in  adjustable 
"  guides  (a)  comprising  a  pin  e  carried  by  a  wheel  (8^)  operated  by  the  crank 
"  shaft  and  a  lever  (6)  having  a  slot  (g)  in  which  said  pin  engages  in  such  a 
"  way  that  the  forward  movement  of  the  table  for  the  cut  takes  place  slowly 
**  and  the  return  movement  quickly  and  whereby  by  the  adjustment  of  the  10 
"  pin  (e)  the  movement  of  the  table  may  be  regulated,  substantially  as  herein- 
''  before  described.  4.  In  a  machine  for  slicing  German  sausages  or  polonies 
"  and  the  like,  the  means  for  feeding  forward  the  polony  or  the  like  after 
*'  each  slicing,  comprising  an  adjustable  plate  (N)  and  a  nut  made  in  two 
"  parte  mounted  on  a  screwed  spindle  (V),  the  upper  part  (t)  of  said  nut  being  15 
"  without  a  screw  thread  and  firmly  connected  with  the  plate  whilst  the  under 
**  part  (^1)  of  said  nut  which  is  threaded  has  a  prolongation  (t^)  running 
"  in  a  slotted  bar  (r)  and  is  pressed  onto  the  screwed  spindle  (V)  by  means 
'*  of  a  counterweight  (W)  so  that  by  rotating  the  screwed  spindle  the  plate 
"  and  therewith  the  polony  or  the  like  carried  thereby  is  moved  forward  20 
"  whilst  by  raising  the  counterweight  and  thus  withdrawing  the  lower  part 
^*  of  the  nut  from  the  screwed  spindle  an  immediate  release  of  the  plate  (N) 
*'  from  the  spindle  (Y)  is  effected  which  releasing  may  also  take  place 
*'  automatically  at  the  end  of  its  course  by  means  of  an  inclined  or  bevelled 
"  projection  or  stop  (r'),  substantially  as  hereinbefore  described.  5.  In  a  25 
*'  slicing  machine  of  the  kind  described  the  means  for  producing  the  rotation 
"  of  the  screwed  spindle  (V)  for  the  pushing  forward  of  the  plate  (N)  carrying 
"  the  polony  or  the  like  after  each  slice,  consisting  of  a  ratchet  wheel  (w) 
♦*  on  the  screwed  spindle  (V)  in  combination  with  a  double  lever  (z  z^)  the 
**  one  arm  (z^)  of  which  carries  a  pawl  (e^)  engaging  with  a  ratchet  (w)  and  30 
^'  the  other  arm  \z)  a  roller  (t)  which  on  the  return  movement  of  the  table 
^*  encounters  a  cam  or  inclined  plane  (/)  runs  up  the  same  and  moves  the 
•*  ratchet  wheel  forward  by  means  of  the  pawl,  the  plate  with  the  polony  or  the 
^  like  being  moved  forward  to  the  thickness  of  a  slice,  said  cam  being  adjustable 
^'  laterally  according  to  the  length  of  movement  of  the  table  and  vertically  35 
'*  for  a  thicker  slice,  substantially  as  hereinbefore  described.  6.  In  a  slicing 
"  machine  of  the  kind  described,  the  arrangement  for  holding  the  polony  or 
**  the  like  firmly  on  the  table  consisting  in  providing  the  front  edge  of  the 
"  table  with  sharp  ridges  or  corrugations  (m)  and  that  of  the  feed  plate  (N) 
"  with  points  («)  with  the  object  of  avoiding  side  slip,  whilst  for  clamping  40 
"  down  the  polony  or  the  like,  a  cross  bar  (P)  having  points  (s*)  is  provided 
"  which  engages  over  two  vertical  toothed  bars  mounted  on  the  feed  plate  (N) 
''  one  of  said  bars  having  an  outwardly  pressing  spring  action,  substantially 
'^  as  hereinbefore  described.  7.  In  a  slicing  machine  of  the  kind  described, 
*^  the  arrangement  of  the  table  with  a  feed  oblique  to  the  axis  of  the  cutting  45 
"  knife,  the  connection  of  the  feed  plate  with  the  nut  {t  fi)  and  the  screwed 
"  spindle  (V)  being  made  by  means  of  a  pin  {fi)  on  the  upper  part  (Q  of  the 
^*  nut  which  pin  is  located  between  bars  (p)  on  the  underside  of  the  feed 
"  plate  (N)  substantially  as  hereinbefore  described.  8.  The  general  con- 
^*  struction  and  combination  of  parts  taken  as  a  whole,  forming  the  improved  50 
'*  machine  for  slicing  German  sausages  and  the  like,  substantially  as  herein- 
"  before  described  and  illustrated." 

The  machine  which  the  Respondents  had  been  selling,  and  which  the  Com- 
plainers  alleged  to  be  an  in&ingement  of  their  Patent,  was  described  in  the 
Complete  Specification  of  Albrecht  Brinnha'user  (No.  9648  of  1904)  :— "  This  55 
"  invention  relates  to  a  new  or  improved  machine  for  cutting  or  slicing  meat 
"  and  similar  edibles,  more  particularly  ham  and  sausages.     The  machine 


7oL  XXIV.,  No.  6.]     AND  TRADE  MARK  OASES.  125 

Van  BerkA  and  Others  v.  i?.  Z>.  Simpson  Ld. 

*«  has  the  advantages  of  simplicity,  reliability  and  cheapness,  and  of  being;ea6y 
**  to  manipulate. 

"  One  form  of  the  invention  is  illustrated  in  the  annexed  Drawing,  in  which 
"  Fig.  1  is  a  side  view  of  the  machine  in  section  on  line  0 — D  of  Fig.  2,  and 
5  "  Fig.  2  a  section  on  the  line  A— B  of  Fig.  1,  Fig.  3  represents  a  detail. 

^'  The  machine  essentially  comprises  the  frame  a,  the  carriage  or  slide  5  and 
"  the  rotary  knife  c.  It  is  operated  by  means  of  the  hand- wheel  d,  the  shaft  e 
**  of  which  has  bearings  in  the  frame  a.  To  the  rear-end  of  the  shaft  e  is 
"  fixed  the  bevel-wheel  /  which  meshes  with  the  bevel-wheel  g  on  the  shaft  h 

10  **  mounted  in  the  frame.  To  the  outer  end  of  the  shaft  h  (Fig.  2)  is  fixed 
**  the  wheel  i  connected  by  means  of  a  chain  or  the  like  with  the  wheel  A:, 
^  which  it  is  adapted  to  drive.  The  wheel  k  is  fixed  to  the  axle  I  of  the 
"  knife  c^  said  axle  I  having  bearing  in  an  arm  m  fixed  to  the  frame.  The 
**  knife  c  comprises  a  wheel-like  support  n,  the  circumference  of  which  is 

15  **  bevelled  to  receive  the  blade  o,  which  is  screwed  thereto.  The  said  blade  o 
^  consists  of  several  segments,  each  of  which  is  separately  removable  and  replace- 
'*  able  so  that  in  case  of  injury  to  one  part  of  the  blade  the  entire  blade  need  not 
"  be  replaced.  An  integral  disc  or  ring  can,  however,  be  screwed  to  the  support  n 
**  instead  of  the  segments  referred  to.    In  either  case  the  blade  must  be  inclined 

20  **  with  regard  to  the  plane  in  which  the  cut  is  to  take  place,  in  order  to  facilitate 
^'  its  action.  To  the  bevel  wheel  g  is  fixed  a  plate  p  which  is  connected  to  an 
**  arm  r  by  means  of  a  pivot  q.  The  said  arm  r  is  pivoted  at  8  to  a  lever  t 
^  f  ulcrummed  at  u  on  the  bed-plate  of  the  machine.  To  the  upper  end  of  the 
'*  lever  t  the  arm  w  is  pivoted  at  t;,  said  arm  being  pivoted  at  rv  to  a  projection  y, 

25  **  which  is  fixed  to  the  slide  h.  By  this  means  the  latter  can  be  reciprocated 
^'  parallelly  to  the  plane  of  cutting.  The  slide  b  is  provided  with  the  dove-tail 
^'  guides  2  in  which  the  plate  1  is  movable.  On  this  plate  the  meat  or  the  like 
"  to  be  cut  is  placed,  the  vertical  plate  2  and  the  rack  3  being  arranged  on  said 
"  plate  1  for  that  purpose.    The  plate  2  is  provided  with  two  rows  of  holes  4  into 

30  "  which  the  hooks  5  of  the  cover  plate  6  engage.  The  latter  is  placed  on  the  meat 
**  and  holds  it  against  the  plate  L  by  means  of  teeth,  points  or  the  like.  The 
'^  handle  7  is  movable  on  the  plate  6,  being  provided  with  slots  8  engaging  the 
'*  pins  9  fixed  to  the  plate.  One  end  of  the  said  handle  is  provided  with  the  bent 
"  nose  10  which  is  adapted  to  engage  between  the  teeth  11  of  the  rack  3.    By 

35  **  displacement  of  the  handle  7  the  said  nose  can  be  moved  into  and  out  of 
'^  engagement  with  the  said  rack.  The  hooks  5  can  be  inserted  into  the  holes  4  as 
"  required.  To  the  underside  of  the  movable  plate  1  is  fixed  a  projection  12,  to 
'*  which  a  lever  13  is  pivoted.  The  curved  part  14  of  the  latter  is  screw-threaded 
*-  on  its  inside,  so  that  said  part  14  forms,  as  it  were,  one  half  of  a  nut,  which  engages 

40  <<  the  screw  15  mounted  in  bearings  16  on  the  under  part  of  the  slide  b  (Fig.  2). 
"  To  the  screw  15  is  fixed  a  ratchet  wheel  17,  which  is  so  held  by  a  spring  18 
"  that  it  can  only  revolve  towards  the  right,  as  seen  in  Fig.  3.  Below  this  ratchet 
**  wheel  17  is  arranged  a  slide  1 9  adapted  to  be  moved  by  means  of  a  rod  20 
*'  and  to  be  fixed  in  the  desired  position  by  means  of  notches  or  holes  21 

45  "  therein  and  the  pin  22  fixed  to  the  frame  a  of  the  machine.  The  rod  20 
*'  is  held  in  position  by  means  of  a  spring  23.  To  the  slide  19  is  fixed  a  guide 
'<  frame  24,  provided  with  a  slot  into  which  engages  a  pin  25  fixed  to  the 
«  machine  frame.  The  slide  19  is  provided  with  a  row  of  teeth  26,  each  of 
'*  which  is  held  in  an  elevated  position  by  a  spring  27.    These  teeth  are  movable 

50  **  and  can  be  depressed  by  overcoming  the  pressure  of  the  springs  27.  The 
'*  upward  movement  of  the  teeth  26  is  limited  by  the  stops  or  heads  28.  The 
^*  lever  13  is  connected  with  a  rod  29  guided  in  arms  30  fixed  to  the  vertical 
*^  plate  2.  At  the  apper  end  of  the  rod  29  is  arranged  a  spring  31,  which  bears 
"  against  one  of  said  arms  30  and  against  a  knob  32  at  the  end  of  the  rod  29,  so 

55  "  that  the  said  spring  tends  to  move  the  latter  upwards.  The  rod  29  is  provided 
'*  with  a  recess  33  and  is  guided  in  an  aperture  34  in  a  bell-crank  lever  35. 
'*  The  latter  is  pivoted  at  36  to  the  plate  2  and  is  so  operated  by  a  spring  37  that 
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*'  it  always  engages  into  the  recess  33  in  the  rod  29.  The  free  end  of  the  lever  35 
"  is  provided  with  a  vertical  finger  38  which  in  its  end  position  abuts  against  a 
*'  pin  39  so  as  to  operate  the  lever  35. 

'*  The  action  of  the  machine  is  as  follows  : — The  parts  are  at  the  beginning  in 
'^  the  positions  indicated  by  dotted  lines.    The  slide  h  which  is  adapted  to  be  5 
''  reciprocated  in  the  guides  40  on  the  frame  a,  is  at  this  stage  at  the  end  of 
'^  the  guides  nearest  the  wheel  d.    If  the  latter  is  thereupon  operated  the 
*^  shaft  e  is  revolved  and  rotates  the  shaft  h  by  means  of  the  wheels/  and  g. 
*'  The  rotation  is  transmitted  from  the  shaft  h  to  the  axle  I  of  the  knife  by 
**  means  of  the  wheels  i  and  A;,  so  that  the  knife  is  revolved.    During  the  10 
*^  rotation  of  the  wheel  g  the  plate  p  acts  as  a  crank  arm  and  operates  the 
''  arm  r  in  such  a  manner  that  the  lever  t  is  caused  to  oscillate  about  the 
"  pivot  u.    The  upper  end  of  the  said  lever  t  moves  the  rod  u;,  by  which  means 
**  the  carriage  h  is  caused  to  reciprocate  in  the  guides  40.    The  rotation  of  the 
'^  wheel  d  thus  causes  the  knife  to  be  revolved  and  the  slide  2»  to  be  reciprocated.  .15 
'*  With  the  slide  the  parts  1  to  39  thereon  are,  of  course,  also  reciprocated. 

^*  The  edible  to  be  cut,  for  instance  a  sausage,  is  placed  on  the  plate  1  and 
^^  covered  by  means  of  the  plate  6,  the  hooks  5  being  inserted  into  suitable 
*^  holes  4,  according  to  the  size  of  the  sausage.  The  handle  7  is  then  pushed 
*'  over  to  the  right  till  the  projection  10  engages  one  of  the  teeth  11  of  the  rack  3.  20 
**'  By  this  means  the  sausage  is  held  firmly  on  the  plate  1.  It  is  obvious  that 
'*  when  the  slide  moves  towards  the  knife  a  slice  will  be  cut  off  the  sausage. 
*^  In  order  to  cut  the  next  slice  the  sausage  will  have  to  be  moved  in  a  direction 
'^  perpendicular  to  the  plane  of  the  knife.  This  is  effected  in  the  following 
'^  manner.  25 

"  While  the  slide  h  is  moving  in  its  guides  40  the  ratchet  wheel  17  on  the 
'*  screw  15  slides  over  the  slide  19.  According  to  the  position  of  the  latter,  one 
^*  or  more  of  the  teeth  26  engages  or  engage  the  ratchet  wheel  and  rotate  the  said 
"  wheel  through  the  space  of  the  corresponding  number  of  teeth.  The  screw  15 
^*  is  revolved  with  the  wheel  17,  and  since  the  screw-threaded  part  14  of  the  30 
"  lever  13  is  in  engagement  with  the  said  screw  15  the  said  lever  13  is  displaced 
"  on  Ihe  latter.  The  lever  13  is  connected  to  the  projection  12  of  the  plate  1  and 
'*  to  the  rod  29  arranged  in  bearings  30  on  the  plate  2,  so  that  the  plate  1  is  moved 
*'  in  the  guides  z  and  with  it  the  plate  2,  rods  3  and  29  and  lever  35  are  moved 
^  perpendicularly  to  the  plane  of  the  knife.  The  extent  of  this  displacement  35 
'*  depends  on  the  extent  of  the  rotation  of  the  screw  15,  that  is  to  say,  on  the 
^  number  of  teeth  26  which  engage  the  ratchet  wheel  17.  The  displacement  of 
^<  the  plate  1  can  thus  be  regulated  by  adjusting  the  slide  by  hand,  by  means  of 
^*  the  rod  20.  The  sausage  being  held  fast  on  the  plate  1,  the  displacement  of 
'*  the  latter  causes  the  former  to  be  moved  towards  the  cutting  plane,  and  the  40 
**'  thickness  of  the  slices  to  be  cut  can  be  regulated  in  the  manner  described.  When 
*^  the  plate  1  has  advanced  farthest  towards  the  knife  the  vertical  finger  38  of  the 
'*  lever  35  abuts  against  the  pin  39  on  the  frame  a  and  id  by  this  means  pushed 
**  back  in  order  to  rotate  the  lever  35  against  the  pressure  of  the  spring  37 
^^  (from  left  to  right.  Fig.  2),  so  that  said  lever  35  is  disengaged  from  the  45 
'*  recess  33  in  the  rod  29.  The  said  rod  29  is  thereupon  moved  upwards  by 
'*  the  spring  31  into  the  position  indicated  in  Fig.  1  by  dotted  lines,  and 
"  moves  with  it  the  lever  13,  which  is  also  moved  into  the  position  indicated 
''  by  dotted  lines  in  Fig.  1.  When  the  parts  are  in  these  positions  the  part 
*'  14  is  disengaged  from  the  screw  J  5,  so  that  the  rotation  of  the  latter  no  50 
*^  longer  causes  the  lever  13  and  the  plate  1  to  be  displaced.  When  the  plate  1 
^  is  pushed  back  in  its  guides  z  the  lever  35  is  rotated  back  by  the  spring  37  and 
'*  engages  into  the  recess  33  in  the  rod  29  when  the  latter  has  been  pushed  into 
<^  its  lower  position  by  pressure  on  the  knob  32.  During  each  return  movement 
'*  of  the  slide  h  the  ratchet  wheel  encounters  the  inclined  services  at  the  upper  55 
^'  ends  of  the  teeth  26  and  depresses  the  latter  against  the  pressure  of  the 
^'  springs  27,  so  that  the  slide  h  is  moved  over  the  slide  19  to  its  original 
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^  poBition.  From  this  description  it  will  be  seen  that  daring  the  turning  of  the 
**  wheel  d  the  following  movements  take  place  simultaneously : — 1.  Rotation 
"  of  the  knife  c.  2.  Reciprocation  of  the  slide  b  paralleily  to  the  plane  of 
**  the  knife.  3.  Intermittent  forward  movement  of  the  plate  1  in  a  direction 
**  perpendicular  to  the  plane  of  the  knife." 


cat) 


/  The  Patentee  claimed  :— ^^  1.  A  machine  for  cutting  and  slicing  meat,  sausages 
**  and  the  like  comprising  a  knife  consisting  of  a  support  and  a  cutting  disc, 
'*  the  latter  being  detachable  from  the  support  and  consisting  of  one  piece 
"  or  of   a  plurality   of   separately  detachable   segments.      2.  In  the  machine 

10  "  described,  the.arrangement  of  a  reciprocatable  slide  adapted  to  be  moved  by 
^'  an  arm  with  the  wheel  which  operates  the  knife.  3.  In  the  machine  described, 
*^  the  arrangement  of  a  co^er-plate  having  a  movable  handle  adapted  to  be 
*'  moved  thereon  till  a  projection  on  said  handle  engages  a  rack  for  the  pur- 
*'  pose  set  forth.    4.  In  the  machine  described,  the  arrangement  of  a  screw 

15  "mounted  on  the  slide  and  adapted  to  be  intermittently  rotated  during  the 
^^  reciprocation  of  said  slide,  said  screw  engaging  a  half -nut  on  a  lever  fixed 
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'*  to  the  movable  supporting  plate  for  the  meat  or  the  like,  so  that  the  rotation 
^'  of  the  screw  caases  the  said  plate  to  be  displaced  on  the  slide.  5.  In  the 
"  machine  described,  the  arrangement  of  a  slide  19  provided  with  resilient 
^^  teeth  and  adjustable  on  the  machine  frame  by  means  of  a  rod«  said  teeth 
"  being  adapted  to  rotate  a  ratchet  wheel  on  the  screw  15  when  the  slide  h  5  - 
"  travels  over  the  slide  19  in  one  direction  and  to  be  depressed  when  said 
*'  slide  h  returns.  6.  In  the  machine  described  the  arrangement  of  a  resilient 
"  lever  35  which  depresses  the  rod  29  attached  to  the  lever  13  during  the 
**  forward  movement  of  the  meat  or  the  like  and  is  so  rotated  by  means  of 
'*  an  abutment  39  at  the  end  of  the  said  movement  that  it  releases  the  rod  29,  10 
"  and  that  the  upward  movement  of  the  latter  by  a  spring  31  moves  the  half 
"  nut  14  out  of  engagement  with  the  screw  15,  so  that  the  forward  movement 
"  ceases." 

This  machine  was  also  protected  by  a  German  Patent  (No.  164,981,  dated  the 
10th  of  November  1904)  which  was  substantially  in  the  same  terms  as  the  15 
British  one.    The  German  Patent  referred  to  the  advantage  obtained  by  having 
the  forward  motion  of  the  reciprocating  table  slower  than  the  backward  one. 

The  Complainers  asked  the  Court  to  interdict  the  sale  of  the  Respondents' 
machine.  The  following  extracts  from  their  Statement  of  Facts  show  the  facts 
on  which  the  application  was  based  : —  20 

"  (3)  The  Respondents  have  recently  been  selling  and  exposing  for  sale  a 
^^  machine  which  embodies  the  substance  of  the  Complainers'  invention  and 
^^  claims,  and  the  mechanism  of  which  is  an  infringement  of  the  Complainers* 
"  invention.  The  Complainers  do  not  know  where  or  by  whom  the  machine 
''  so  sold  by  the  Respondents  is  manufactured.  It  consists  of  a  table  having  a  25 
^^  reciprocating  movement  and  adapted  to  carry  the  sausage  or  the  like  with  it 
**  against  the  edge  of  a  circular  knife  (which  is  of  dished  form  as  after- 
"  mentioned)  in  the  direction  of  cut,  whilst  at  the  return  movement  of  the 
"  table  the  sausage  is  moved  forward  the  width  of  a  slice.  The  knife  consists 
"  of  a  disc  to  which  a  circular  band  of  steel  is  screwed,  said  band  of  steel  con-  30 
"  stituting  a  segment  of  a  hollow  sphere  so  that  the  whole  knife  is  of  a  dished 
"  or  hollow  formation  and  does  not  cut  over  its  whole  surface,  but  only  at  the 
"  circumferential  edge. 

"  (4)  The  machine  sold  by  the  Respondents  infringes  the  Complainers* 
"  machine  in  employing,  for  the  purpose  of  cutting,  a  dished  knife — the  cutting  85 
*'  edge  of  which  alone  comes  in  contact  with  the  meat — ^the  second  claim  made 
"  by  the  Complainers  in  their  Specification  being  for  a  cutter  consisting  of  a 
"  revoluble  circular  knife  having  a  spherical  or  dished  form.  Further,  the 
''  whole  machine  is  an  infringement  of  the  first  Claim  of  the  Complainers' 
"  Patent  as  amended  on  25th  February  1905."  40 

They  then  recited  the  Claim  in  question  and  proceeded  : — "  The  slicing 
*^  mechanism  of  the  Respondents'  machine  is  also  an  infringement  of  the 
**  Complainers'  Claim  4,  and  the  whole  machine  is  an  infringement  of  the 
**  Complainers'  Claim  8. 

'*  (5)  The  Respondents  have  sold  machines  which  infringe  the  Complainers'  45 
"  Patent  in  the  following  among  other    parties  : — ^The    SU    GuthherVs    Co- 
"  operative   Association  Ld. ;  Mr.  Lyle^  2  Nicolson  Street ;  James  (7.  Broum^ 
''  provision  merchant,  77  Newington  Road,  Edinburgh  ;  L.  Laurenson,  provision 
"  merchant,    56  Warrender  Park  Road,    Edinburgh ;     William    Forrest^  205 
"  Brutttsfield  Place,  Edinburgh ;  B.  BrucCy  120  Ferry  Road,  Leith.    Through  50 
'^  the  Respondents'  infringement  the  Complainers  have  lost  orders  for  the  said 
'*  patented  machines,  and  have  thereby  suffered  loss  and  damage,  their  claim 
"  for  which  is  hereby  reserved.    With  reference  to  the  statements  in  answer, 
'*  the  Specifications  and  other  documents  mentioned  are  referred  to  for  their 
^'  terms.     Quoad  ultra  denied.    Explained  that  none  of  the  Specifications  and  55 
<^  machines  referred  to  anticipate    or  make   disclosure  of  the  Complainers' 
"  invention." 
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The  RespondentB  answered  these  statements  thus : — '^  Admitted  only  that 
^'  the  Respondents  have  been  selling  a  machine  for  slicing  sausages,  &c.,  and 
*'  that  they  have  sold  these  machines  to  the  parties  named  in  Statement  5. 
^'  The  Respondents  have  never  made  such  machines  themselves.  Quoad  ultra 
5  ^^  denied.  Explained  that  the  machines  sold  by  the  Respondents  were  supplied 
"  to  them  by  A  Ihrecht  Brinnhaiiser^  of  Nuremberg,  Gtermany.  They  were 
^^  supplied  to  and  purchased  by  the  Respondents  on  the  representation  by  the 
**  said  Albrecht  Brinnhauser  that  they  were  patented  articles  protected  by  a 
"  German  Patent,  No.  16i,981,  dated  10th  November  190*,  and  by  a  British 

10  "  Patent,  being  No.  9648,  of  date  27th  April  1904,  both  held  by  him.  The 
*'  said  Albrecht  Brinnhaiiser  carries  on  a  large  business  as  a  manufacturer 
*^  at  Nuremberg,  and  makes  and  sells  in  Germany  large  numbers  annually  of 
**  machines  similar  to  those  sold  by  him  to  the  Respondents,,  and  the  Respon- 
**  dents  understand  and  aver  that  his  actings  have  never  been  in  any  way 

15  *^  challenged  by  the  Gomplainers.  The  Respondents  obtained  their  machines 
**  from  him  in  perfect  good  faith  as  being  machines  made  under  valid  Patents 
*^  held  by  him.  Explained  that  the  Gomplainers*  Patent  is  not  a  valid  one.  At 
"  the  date  of  the  Gomplainers'  Patent  (7th  December  1898)  machines  for  the 
*^  slicing  of  meat  and  similar  articles  of  food  were  well  known.    Some  were 

20  **  made  with  reciprocating  knives  and  some  with  rotary  cutters,  the  article  to 
^^  be  cut  being  fastened  to  a  table  which  moved  past  the  cutting  edge  of  the 
^'  knife,  and  being  fed  up  to  the  edge  of  the  knife  as  each  slice  was  cut  off. 
"  Reference  is  made  to  the  following  British  Specifications,  No.  1548  of  1895, 
"  No.  9972  of  1895,  No.  24,651  of  1895,  No.  2123  of  1876,  and  No.  703  of  1857  ; 

25  "  also  to  the  United  States  of  America  Specifications,  No.  343,314  of  1886  of 
*'  Hellings  and  Everett^  No.  586,403  of  1897  of  C.  B,  Turner,  and  No  588,828  of 
"  1897  of  G.  W,  Hinrichs,  and  of  the  United  States  Specification  of  John  L.  Kolbe 
"  No.  579,486  of  March  1897  ;  also  to  the  German  Specification,  No.  48,888  of 
"  October  1889  of  R.  Karges,  and  also  the  German  Specification,  No.  57,869  of 

30  **  January  1891  of  J,  Klappert.  These  foreign  Specifications  were  all  published 
*'  in  this  country  prior  to  the  date  of  BerkeVs  Patent.  Explained  that  the 
'^  machine  made  by  the  Gomplainers  in  terms  of  their  said  Letters  Patent  is  a 
'^  combination  of  elements,  every  one  of  which  was  old  and  well  known  at  and 
'^  before  the  date  of  said  Letters  Patent.    Explained  that  the  machine  sold  by 

35  "  Respondents  is  an  entirely  different  combination.  The  travel  of  the  table, 
"  and  the  feed  up  to  the  knife  of  the  article  being  cut  up  are  obtained  by 
^^  different  mechanisms,  while  the  knife  employed  in  the  Respondents' 
^^  machine  is  of  a  different  construction  and  shape  from  that  used  by 
^  the  Gomplainers.    In  the  before-mentioned  British,  American,  and  German 

40  *'  Specifications,  similar  machines  are  specified  for  slicing  meat  in  which 
"  there  are  similar  actions  to  those  of  BerkeVs  Specification,  viz.,  a  rotating 
^'  knife,  travelling  table  carrying  the  meat,  means  for  feeding  the  meat  up 
'^  to  the  knife,  and  means  for  varying  the  slice  to  be  cut.  A  copy  of  the  said 
"  Specification  of  Brinnhauser^  No.  9648  of  1904,  is  produced  herewith,  and 

45  '^  referred  to  for  a  complete  description  of  the  said  machine  sold  by  the  Respon- 
"  dents.  It  contains  no  reference  to  a  quick  return  movement  after  the  cut 
**  has  been  performed,  such  as  is  referred  to  by  Gomplainers  in  Statement  2 ; 
"  nor  is  the  quick  return  in  the  machine  as  made  by  Brinnhauser  and  sold  by 
"  Respondents.    It  is  a  movement  which  is  made  a  feature  of  Gomplainers' 

50  "  Patent.  Explained  that  the  invention  covered  by  the  Gomplainers'  said  Patent 
"  was  anticipated  by  the  said  Specification  of  J,  L.  Kolbe,  No.  579,486  of  1»97, 
"  Further  explained  that  the  alleged  Patent  of  the  Gomplainers  is  invalid  in 
"  respect  that  Glaims  Nos.  2  and  3  are  for  devices  which  were  part  of  the 
'<  common  knowledge  of  mechanics  at  the  date  of  the  said  Patent.    In  particular, 

55  ''  with  respect  to  the  said  second  Glaim,  it  is  explained  that  the  Gomplainers' 
^  alleged  invention  was  anticipated  by  the  invention  of  Richardson  ana  Elliott 
^  described  in  their  Specification  No.  5468  of  1896.    Farther  explained  that 
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^*  dish-Bhaped  rotary  catting  knives  are  contained  in  Karges^  German  Specifica- 
«  tion  of  October,  1889,  No.  48,888 ;  also  that  rotary  discs  of  steel,  with  the 
'^  edge  sharpened,  had  for  long  been  employed  for  cutting  cloth  and  other 
^'  material ;  that  the  use  of  such  a  knife  for  catting  meat  withoat  tearing  it,  was 
^'  pablished  in  Great  Britain  in  1886,  in  the  said  {Specification,  No.  343,314  5 
*^  annexed  to  the  United  States  of  America  Patent,  granted  to  HeUings  and 
"  Everett ;  and,  farther,  that  prior  to  March,  1898,  Messrs.  Joseph  Tyzack  A 
"  Son  Ld.j  of  Sheffield,  and  Henry  Rossell  A  Go.  Ld.,  Henry  Rossell  A  Co., 
"  Dickson  Bros.  A  Co,^  Spear  and  Jackson  and  Spear  and  Jackson  Ld.^  Etna 
"  Works,  Barker  and  England  and  Barker  and  Eiigland  Ld.,  Havelock  Works,  10 
"  Crookesy  Roberts  A  Co.,  Argus  Works,  and  Colver  Bros,  and  Golver  Bros.  Ld., 
'*  Pilot  Works,  all  of  Sheffield,  made  and  sold  dish-shaped  catters  similar  to 
'^  that  described  and  claimed  by  the  Complainers.  Similar  forms  of  catters  had 
'^  also  been  commonly  employed  in  the  shape  of  emery  wheels  for  grinding. 
''  No  invention  was  involved  in  adapting  sach  cutters  to  machines  for  slicing  15 
*'  German  sausages  or  polonies.  Further,  it  is  explained  that  Claim  3  is  for  a 
'*  mechanical  device  well  known  at  and  before  the  date  of  the  Complainers* 
^*  Letters  Patent,  and  then  largely  used  in  planing  and  other  machines.  A  descrip- 
"  tion  and  drawing  of  the  device  was  published  in  1887,  in  Volume  II,  page  12, 
"  Fig.  1550,  of  *  Modern  Machine  Shop  Practice,'  by  Joshua  Rose,  M.E.  The  20 
"  motion  is  also  shown  in  the  Specification  of  Macfarlane's  Patent,  No.  24,815 
"  of  1895.  There  was  no  invention  required  in  applying  the  said  device  to 
*^  slicing  machines.  Further,  it  is  explained  that  Complainers'  Claims,  4  and  5, 
'^  are  for  mechanical  devices  well  known  before  the  date  of  his  Patent. 
'*  Reference  is  made  to  the  said  British  Specifications  of  Qoodchild  a'rid  Hay,  25 
"  No.  2123  of  1876,  and  Flockhart,  No.  1548  of  1895,  and  the  before-mentioned 
"  United  States  of  America  Specification  of  Turner,  No.  586,403  of  1897,  and  to 
"  the  said  German  Specification  of  J.  Klappert,  No.  59,869  of  1891." 

The  case  was  first  moved  on  the  30th  o^  May  1905,  when  the  Lord  Ordinary 
ordered  answers  ;  on  the  15th  of  June  he  allowed  the  answers  to  be  heard,  and  30 
on  the  21st  of  June  he  passed  the  note  from  the  Bill  Chamber  to  the  Court  of 
Session.  In  respect  of  an  undertaking  by  the  Respondents  to  keep  an  account 
of  their  sales  till  the  case  was  disposed  of  the  Lord  Ordinary  found  it 
unnecessary  to  dispose  of  the  question  of  interim  interdict.  On  the  12th  of 
July  the  case  was  sent  to  the  adjustment  roll,  and  on  the  18th  of  July  and  the  35 
17th  of  October  it  was  continued  there  to  allow  the  summons  to  be  amended. 
The  Record  was  closed  on  the  31st  of  October,  and  the  case  was  sent  to  Proof. 
Proof  was  taken  on  the  12th,  13th  and  14th  of  December. 

The  following  witnesses  were  examined  on  behalf  of  the  Complainers : — 
The  Complainer,  W.  A.  Van  Berkel  (on  commission)  ;  H.  D.  Fitzpatrick  C.E.,  40 
Patent  Agent,  Glasgow  ;  Stephen,  Patent  Agent ;  P.  J.  Rowan  C.E.,  Glasgow ; 
and  J.  McL.  \yoodington,  London  Manager  for  Parnall  A  Sons  Ld,^  shopfitters, 
licensees  of  the  Complainers'  Patent. 

On  behalf  of  the  Defenders  the  Defender  R.  D.  Simpson  and  7.  Hudson  Bears, 
Professor  of  Engineering  in  the  University  of  Edinburgh,  and  J.  Yate  Johnston  45 
C.E.  Patent  Agent,  Glasgow,  gave  evidence. 

From  the  Proof  it  appeared  that  Van  Berkel  (who  was  not  a  professional 
mechanician  but  had  acquired  considerable  knowledge  of  the  subject  by  private 
study)  had  been  for  some  time  attempting  to  make  a  practically  useful  slicing 
machine  using  a  circular  revolving  knife,  but  failed  owing  to  the  tendency  of  50 
the  knife  to  adhere  to  the  meat.  Finally  he  had  the  idea  of  fitting  on  a  dished 
knife,  such  that,  as  soon  as  the  meat  passed  the  cutting  edge,  the  motion  of 
the  table  carried  it  away  from  the  knife.  This  succeeded  and  the  present 
machine  was  constructed.  The  machine  had  great  commercial  success.  Between 
February  1903  and  November  1905,  1400  of  these  machines  were  sold  in  Great  55 
Britain,  and  7000  in  the  world  (exclusive  of  America).  The  machine  saved  the 
wages  of  two  men.    The  Respondents'  machine  which  was  cheaper  and  of  inferior 
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finish  to  the  Oomplainera'  had  also  had  a  commercial  saccess.  Van  Berkel 
supposed  himself  to  be  the  inventor  of  dished  knives,  but  in  fact  they  were  old. 
They  had  been  previously  used  for  cutting  tobacco  leaf  and  paper,  for  scraping 
hides,  and  in  harrows  for  turning  up  the  ground,  but  never  in  slicing  machines 
5  or  any  analogous  instrument.  It  was  conceded  that  the  knife  in  the  Respondents' 
machine  was  a  mechanical  equivalent  for  that  in  the  Complainers'.  Another 
outstanding  feature  of  the  Complainers'  machine  was  the  mechanism  whereby  the 
table  was  moved  forward  against  the  knife  so  as  to  take  off  a  slice  and  backward 
again  to  the  starting  position.    This  was  effected  by  a  movable  pin  working  in 

10  a  slot  on  a  wheel.  This  was  a  familiar  device  and  is  called  the  "  Whitworth  " 
movement  after  its  inventor.  It  had  never  before  been  used  in  a  slicing  machine, 
but  had  been  used  in  planing  machines.  It  had  the  advantage  of  moving  the 
meat  slowly  up  against  the  knife  and  effecting  the  backward  motion,  in  which 
no  work  was  done,  rapidly.    The  Respondents*  machine  did  not  contain  the 

15  "  Whitworth  "  mechanism.  The  reciprocating  movement  there  was  effected  by  a 
pystem  of  cranks.  These,  as  they  were  adjusted  in  the  machine  which  the 
Respondents  manufactured,  gave  a  forward  motion  of  much  more  nearly  equal 
rapidity  with  the  backward  one  than  the  reciprocating  movement  of  the 
Complainers*  machine,  though  there  was  a  certain  small  retardation  in  the  forward 

20  motion  in  this  case  also.  The  system  of  cranks  used  by  the  Respondents,  if 
their  lengths  were  properly  adjusted,  might  give  a  reciprocating  motion  similar 
to  that  of  the  Complainers.  If  equal  forward  and  backward  rapidities  only  were 
desired  a  simpler  system  of  cranks  than  the  Complainers'  might  be  employed. 
The  third  prominent  characteristic  of  the  Complainers'  machine  was  the  feed 

25  effected'as  described  in  the  Specification  by  a  nut  and  a  screw  spindle  actuated 
by  a  ratchet  wheel  thrown  into  engagement  with  a  pawl  at  the  end  of  a  double 
lever,  the  other  extremity  of  which  carries  a  roller  running  on  a  roller  path 
of  adjustable  length.  It  was  not  seriously  disputed  that  the  Respondents' 
method  was  a  mechanical  equivalent  for  this.    The  Complainers'  method  of 

.30  intermittently  actuating  a  screw  was  old.  Screw  feeds  had  previously  been 
used  in  meat  cutting  machines,  but^one  of  these  devices  was  identical  with 
that  of  the  Complainers. 

Kolbe's  Specification,  No.  579,486  of  March  1897  n.S.A.,  approached  nearest 
to  that  of    the  Complainers.     This  was  for  a  loaf  cutting  machine.    The 

35  object  of  the  invention  was  to  provide  means  for  automatically  feeding 
the  loaf  and  cutting  the  same  in  slices  of  the  desired  thickness  without 
mutilating  the  slice  or  crushing  the  uncut  part  of  the  loaf.  The  device 
used  was  a  combination  of  a  cabinet  provided  with  a  rotary  cutter  (wEich 
was  a  flat  corrugated  plate)  a  sliding  loaf-supporting  box  arranged  to  carry 

40  the  loaf  into  the  path  of  the  cutter,  a  longitudinally-movable  feed  rack 
located  in  the  bottom  of  the  said  box,  an  elbow-crank  supported  by  the 
said  box  and  having  one  arm  connected  with  the  feed- rack,  a  sliding  stay-rod 
connected  with  the  other  arm  of  the  elbow- crank  and  adapted  to  actuate  the 
latter  with  the  movement  of  the  box,  a  spring  for  rotating  said  feed-rack  after 

45  the  same  had  been  moved  by  said  elbow-crank.  iiTo^^'s  Specification  was  published 
in  this  country  by  inclusion  in  the  Patent  Office  London  Library.  It  was  not 
proved  that  any  machine  had  ever  been  made  according  to  this  Patent,  and  it 
appeared  that  no  model  was  lodged  in  the  United  States  Patent  Office.  The 
skilled   witnesses  for  the  Complainers  pointed  out  many  difficulties  in  the 

50  interpretation  of  Kolbe's  Specification.  There  were  many  letters  in  the 
Specification  which  were  not  found  in  the  Drawings.  The  guideblocks 
mentioned  in  the  Specification  were  not  indicated  in  the  Drawings.  The  relative 
positions  of  the  shafts  (g^  and  E)  were  not  clearly  indicated  and  no  bearing  for 
the  shaft  E  was  shown  in  the  Drawling.    No  clearance  was  provided  for  the 

55  play  of  the  crank.  The  attachments  of  the  rack  as  shown  would  interfere  with 
the  motion  of  the  slide.  The  ratchet  arrangement  for  moving  on  the  loaf 
the  breadth  of  a  slice  would  not  operate  if  made  as  shown  in  the  Drawings, 
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The  diameters  of  the  knife  and  of  the  flywheel  were  such  that  they  would  not 
revolve  clear  of  the  cabinet.  The  channel  for  the  rack  cut  the  cabinet  into  two 
wholly  disconnected  parts.  The  skilled  witnesses  for  the  Complainers  tKtid 
that  these  difBlculties  were  so  great  that  independent  invention  would  be 
necessary  so  to  modify  Kolhe^s  mechanism  that  it  would  become  a  practicable  5 
machine.  As  it  stood  the  Specification  was  unintelligible,  and  an  intelligent 
mechanic  would  not  be  able  to  conetruct  the  machine  from  the  Drawings.  The 
witnesses  for  the  Respondents  admitted  that  Kolbe*8  Specification  was  a  badly 
drawn  one,  but  said  that  by  a  little  ingenuity  a  skilled  mechanic  would  be  able 
to  construct  it,  though  he  would  have  to  depart  from  the  Drawings.  The  10 
evidence  is  examined  in  more  detail  by  the  Lord  Ordinary  in  his  judgment. 
The  following  extract  therefrom  refers  to  the  various  Specifications  relied  on 
as  anticipations  of  the  Complainers*  Patent : — **  A  number  of  earlier  Patents  for 
^*  mincing,  chopping,  or  hashing  meat  and  like  substances,  were  referred  to  by 
^*  the  Respondents,  and  I  shall  briefly  recapitulate  them  now.  FlockharCs  15 
^*  Specification,  No.  1548  of  1895,  for  ^  A  bread  and  bacon  slicing  machine  * 
^<  appears  to  be  truly  a  chopper.  It  has  (Figure  4)  a  flat  knife  shaped  like  a 
^^  scimitar  pivoted  at  one  end.  Bxirrell  and  Maxweira  Specification,  No.  24,651 
<<  of  1895,  for  '  Improved  mechanism  for  use  in  cutting  rashers  of  bacon,  slicing 
<<  *  bread,  and  for  other  such  like  purposes '  shows  several  long  straight  vertical  20 
"  knives  working  up  and  down  in  a  frame  by  a  rack  and  pinion  movement, 
"  something  like  a  vertical  saw.  In  Kelcher^s  Specification,  No.  9972  of  1895, 
^^  for  '  A  machine  for  cutting  meat  or  other  food  stuffs,'  there  is  a  long 
"  straight  flat  knife  working  on  a  pivot.  MountforcTs  Specification,  No.  703  of 
<'  1857,  was  for  ^  An  apparatus  for  cutting  or  chopping  loaf  sugar,  roots,  &c.,*  25 
*'  and  seems  to  call  for  no  remark.  In  OoodchUcTs  Specification,  No.  2123  of 
*^  1876,  for  '  Improvements  in  meat  and  vegetable  cutting  and  apple  paring, 
**  *  and  slicing  machinery,'  there  are  two  knives,  neither  circular  nor  dished, 
*•  and  the  machine  appears  to  be  a  hasher.  Ihimer^s  Specification,  No.  586,403 
^'  of  1897,  for  a  *  meat  shaver '  has  a  rocking  scimitar,  flat  and  pivoted.  Stress  30 
"  was  laid  by  the  Respondents  upon  Karges*  Specification,  No.  48,888  of  1889, 
^^  for  a  meat  cutting  machine.  But  the  Drawings  do  not  show,  as  I  understand, 
^'  a  dished  knife  at  all,  but  two  half -moon  shaped  disc  knives,  probably  designed 
'^  for  chopping  or  mincing,  but  which,  according  to  the  evidence,  were  incapable 
^^  of  slicing  meat  in  the  proper  sense,  or  in  anything  resembling  the  method  of  35 

*'  the  patented  machine The  last  Specification  to  be  referred  to  is 

^*  KlapperVSy  No.  598,696  of  1891,  for  a  machine  for  cutting  sausage,  meat, 
<^  and  the  like,  which  has  a  curious  spiral  knife  (Fig.  2),  and  a  slide  moving 
«  obliquely  to  it." 

Counsel  were  heard  on  the  15th  and  16th  December,  and  on  the  10th  of  40 
January  1906  the  Lord  Ordinary  (Dundee)  pronounced  the  following  inter- 
locutor : — "  The  Lord  Ordinary  having  considered  the  proof  and  the  whole 
'^  process,  finds  that  the  Respondents  have  infringed  the  Complainers'  Letters 
*<  Patent,  and  that  the  said  Letters  Patent  are  not  invalid ;  therefore  interdicts, 
<<  prohibits,  and  discharges  the  Respondents  in  terms  of  the  prayer  of  the  note ;   45 
^^  finds  the  Complainers  entitled  to  expenses ;  allows  an  account  thereof  to  be 
*^  given  in  and  remits  the  same  when  lodged  to  the  Auditor  to  tax  and  report.'* 
His  Lordship  was  of  opinion*  that  the  Complainers'  Patent  was  for  a  new 
combination  for  producing  an  entirely  new  and  important  result ;  that  it  was 
not  anticipated  by  Kolbe  or  others,  and  that  it  was  a  pioneer  Patent ;  that  the  50 
differentiation  in  the  Respondents'  machine  was  of  no  practical  advantage  or 
utility  and  that  the  Respondents  had  infringed  ;  also  that  the  Claims  2,  3,  4, 
and  5  of  the  Complainers'  Specification  were  not  for  subordinate  integers  but 
were  only  appendant  Claims,  and  that  as  such  they  were  valid. 

♦28B.P.O.W4. 
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The  RespondentB  reclaimed  to  the  First  Division  of  the  Inner  House.    On 

the  23rd  of  January  the  case  was  sent  to  the  Short  Roll.    Counsel  were  heard 

on  July  the  3rd,  4th,  5th,  and  6th. 

Counsel  for  the  Reclaimers  and  Respondents  were  the  Solicitor-General 

5  ( JJrtf  K.C.),  Sandeman,  and  Ballingal  (instructed  by  Paterson  and  Ghirdiner 

S.S.C).    The  Counsel  for  the  Respondents  and  Complainers  were  the  Dean  of 

Faculty  (Campbell  K.C.),   Clyde  K.C.,  and   Graham  Stewart  (instructed  by 

Button  and  Jack,  Solicitors). 

Counsel  for  the  Reclaimers  and  Respondents  contended.— The  Patent  of  the 

10  Complainers  is  for  a  slicing  machine  combining  (a)  a  cutting  movement ;  (b)  a  feed 
movement  as  described  in  Claim  4  ;  and  {c)  a  to-and-fro  movement  as  described 
in  Claim  3.  In  the  first  place,  we  say  that  the  Patent  was  anticipated.  We  refer 
to  the  Specifications  of  Turnery  Flockharty  and  KolbOy  and  particularly  the  last. 
The  description  there  is  clear  enough  to  make  this  a  good  anticipation.    It  is  not 

15  necessary  that  a  Specification  should  be  so  clear  that  the  machine  can  be  con- 
structed entirely  without  independent  thought  (Edison  v.  Holland  6  R.P.C.  243 
at  277).  For  anticipation  it  is  not  even  necessary  that  an  ordinary  workman 
should  find  it  possible  to  make  the  machine ;  it  is  enough  that  the  most  skilled 
man  can  understand  it,  and  that  makes  it  part  of  the  world's  knowledge  and  leaves 

20  no  subject-matter  for  further  invention  (Anglo-American  Brush  Electric  Light 
Corporation  v.  Kingy  Brown  &  Co.  17  R.  1266 ;  19  R.  (H.L.)  20 ;  9  R.P.C.  313). 
Now  KolWs  Specification  is  badly  expressed,  but  it  discloses  clearly  the  same 
three  elements  as  are  combined  in  the  Complainers'  Patent.  The  latter  is  only 
an  improvement  on   Kolhe  made   by  putting  in  the  dished  knife  and  the 

25  •♦  Whitworth  "  movement  (details  which  did  not  appear  in  the  general  Claim- 
Claim  1 — till  amendment).  Secondly,  the  Patent  of  the  Complainers  is  void  for 
want  of  ingenuity.  Again,  we  cite  Kolbe*s,  Tumer\  and  FlockharVs  SpeciS- 
cations  to  show  the  state  of  the  art  at  the  time.  When  these  were  known  there 
was  no  ingenuity  in  fitting  the  dish-shaped  knife,  admittedly  old,  on  to  the  old 

30  but  formerly  unsatisfactory  cutting  machine.  A  combination  must  be  something 
more  than  a  mere  juxtaposition ;  it  must  be  an  adaptation.  To  use  an  old 
instrument  for  a  new  purpose  is  not  to  ms^e  a  patentable  invention  (Harwood 
•V.  Oreat  Northern  Railway  Company  11  H.L.C.  654 ;  Tatham  v.  Daniay 
Griff.  213  ;  Patent  Bottle  Envelope  Company  v.  Seymer  5  C.B.  N.S.  164 ;  Oadd 

35  V.  Mayor  of  Manchester  9  R.P.C.  516  ;  Acetylene  Company  v.  United  Alkaline 
Company  22  R.P.O.  145  at  155 ;  Kynochs  Ld.  v.  Webb  17  R.P.C.  at  116 ; 
Ralston  v.  Smith  20  C.B.  N.S.  28 ;  11  H.L.C.  223  ;  Bailey  v.  Roberton 
L.R.  3  App.  Cas.  1055 ;  5  R.  (H.L.)  at  190 ;  and  Belts  Brown  v.  Hastie 
22  R.P.C.  85  ;  7  F.  97  ;  23  R.P.C.  361 ;  8  F.  (H.L.)  6).    Every  useful  discovery 

40  is  not  a  patentable  invention.  Even  if  the  combination  can  be  supported 
as  patentable,  the  separate  Claims  which  follow  for  the  dished  knife  and 
the  <*  Whitworth  "  and  screw  movements  cannot.  These  are  admittedly  Claims 
for  things  old  and  well  known,  and  are  therefore  invalid  Claims.  All  these 
are  clear  Claims  for  subordinate  parts  of  the  invention  taken  by  themselves, 

45  and  are  binding  on  the  Patentee  unless  and  until  disclaimed.  They  invalidate 
the  Patent.  The  consideration  for  a  Patent  is  entire,  and  each  part  of  it  must 
either  be  upheld  or  disclaimed  under  Section  19  of  the  Patents  &o.  Act,  1883 
{Murchland  v.  Nicolson  10  R.P.C.  417  ;  20  R.  1006 ;  United  Horseshoe  and 
Nail  Company  v.  Swedish  Horsenail  Company  6  R.P.C.  1).    We  do  not  admit 

50  the  distinction  of  subsidiary  Claims  into  two  classes  called  subordinate  integers 
and  appendant  Claims,  the  former  of  which  if  bad  invalidate  the  Patent  while 
the  latter  do  not.  Any  invalid  Claim  renders  the  Patent  void.  We  admit, 
however,  that  there  may  be  Claims  which  merely  repeat  another  Claim,  or  part 
of  it,  without  extending  it,  and  that  these  being  mere  surplusage  may  be  read 

^5  out.  The  cases  cited  against  us  on  this  head  are  examples  of  such  sur- 
plusage (Belts  V.  Neilson  L.R.  5  H.L.  at  page  21 ;  Plimpton  v.  SpHler  L.R.  6 
CD.  m  at  427 ;  and  Parker  and  Smith  v,  SatohmU  A  Co^  Ld.  18  R.P.O^ 

K 
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299).    In  the  British  Dynamite  Company  v.  Krebs  (13  R.P.C.  199),  the  two 
GlaimB  were  read  as  one,  formally  split  into  two  parts.    But  this  is  not  so  here  ; 
for  the  Complainers  have  claimed  the  dished  knife,  &c.,  indiTldoally  one  by  one. 
The  Claims  2  to  5  are  not  mere  repetitions  of  Claim  1 ;  they  enlarge  it.    If 
good  they  w^uld  enable  the  Complainers  to  interdict  the  nse  of  the  dished  5 
knife,  &c.,  in  any  cutting  machine  and  not  merely  in  the  combination  described. 
Therefore  they  cannot  be  read  out  as  surplusage.    Taken  individually  they  are 
plainly  bad.    There  is  here  no  room  for  such  a  beneficial  construction  as  saved 
the  Patents  in  the  cases  above  mentioned.    The  law  is  clear.    A  bad  subsidiary 
Claim  invalidates  the  Patent  {Electric  Crmstruction  Company  Ld.  v.  Imperial  10 
Tramways  Company  Ld,  17  R.P.C.  537  at  548  ;  Cassel  Gold  Extracting  Company 
Ld.  V.  Cyanide  Gold  Becovering  Syndicate  12  R.P.C.  232  and  at  237  ;  and  Clark 
V.  Adie  L.R.  2  App.  Cas.  315 ;  10  Ch.  App.  667).    A  Patentee  must  not  claim  more 
than  his  real  invention  {Foxwell  v.  Bostock  4  De  G.  J.  &  S.  298).    If,  on  the 
other  hand,  these  Claims  should  be  held  to  be  mere  surplusage  they  would  fall  15 
to  be  read  out,  and  the  Patent  would  stand  or  fall  by  the  first  Claim  alone.   That 
is,  it  would  be  a  combination  Patent,  every  feature  of  which  has  been  antici- 
pated.    Even  if  the  Complainers'  Patent   be    supported,   the   Respondents 
contend  that   they  have    not   infringed    it   (Miller   v.  Clyde  Bridge   Steel 
Company  9  R.P.C.  470).    The  Respondents   omit  an  essential  part  of  the  20 
Complainers'  combination — viz.,   the  '*Whitworth"   reciprocating  movement 
described  in  Claim  3.    Their  me^od  of  moving  the  meat  to  and  fro  is  not  a 
colourable  imitation  of  that  movement,  but  a  distinct  and  well-known  mechanism 
not  effecting  the  quick  return  characteristic  of  the  "  Whitworth  "  movement. 
Whether  this  distinction  is  sufficient  is  a  question  of  &ct,  and  in  considering  it  25 
the  state  of  prior  knowledge  at  the  time  of  the  Complainers'  invention  is  to  be 
considered,  but  we  do  not  admit  that  there  are  certain  Patents  called  ^  master 
^'  Patents",  which  are  to  be  construed  more  broadly  than  others  and  which  can 
be  more  easily  infringed.    In  all  cases  the  question  is  the  same — has  the 
invention  been  taken  ?    The  Complainers'  Patent  has  not  in  any  case  the  30 
characteristics  of  a  so-called  "master  Patent"  (Curtis  v.  Piatt  L.R.  3  CD. 
136n ;  Gwynne  v.  Drysdale  3  R.P.C.  65  ;  13  R.  684  ;  Betts  Brown  v.  Hastie^ 
ubi  supra  ;  Stewart  and  Briggs  v.  BelVs  Trustee  11  R.  236 ;  and  Dudgeon  v. 
Thompson  I^.R  3  App.  Cas.  34 ;  4  R.  (H.L.)  88). 
Counsel  for  the  Complainers  and  Respondents  contended. — ^The  Respondents  35 
'  have  attacked  the  Patent  on  the  grounds  of  anticipation  and  of  want  of  subject- 
matter.    None  of  the  Specifications  brought  forward  by  them  can  reasonably 
be  said  to  be  an  anticipation  of  the  Patent  as  a  combination.    The  machines 
they  have  produced  are  mincing  machines  and  the  like.    Kolbe^s  Patent,  which 
comes  nearest  to  that  of  the  Complainers',  is  for  cutting  bread  by  the  aid  of  a  40 
corrugated  circular  knife.    It  had  neither  the  dished  knife,  the  reciprocating 
motion,  nor  the  feed  of  the  Complainers'.    It  could  not  have  been  applied  to 
slicing  meat.    A  combination  which  is  novel,  and  achieves  a  new  and  useful 
result,  is  the  proper  subject-matter  of  an  invention,  though  all  the  parts  are  old, 
as  we  admit  they  are  here.    There  is  sufficient  ingenuity  to  support  the  Patent,  45 
Where  there  is  a  desideratum,  as  there  was  here,  little  invention  is  necessary 
to  sustain  the  first  Patent,  by  which  in  fact  the  desideratum  is  attained  (Taylor 
and  Scott  V.  Annand  and  the  Northern  Press  and  Engineering  Company  Ld, 
17  R.P.C.  at  126  and  137 ;  18  R.P.C.  at  53  and  63).    There  may  be  a  valid 
Patent  though   well-known   mechanical   contrivances  are  used,  if  they  are  50 
applied  in  a  manner  or  for  a  purpose  in  which  they  have  not  hitherto  been 
applied,  and  the  new  application  results  in  a  new  and  useful  article  not 
hitherto  attained  (Brooks  v.  Lamplugh  15  R.P.C.  at  48).    It  is  a  question  of 
construction  whether  the  subsidiary  Claims  are  subordinate  integers,  standing 
each  by  itself,  or  limited  to  the  use  of  the  mechanism  claimed  in  connection  55 
with  the  rest  of  the  machine.    The  Claims  are  to  be  read  in  the  light  of  the 
Specification  aq  a  whole,  and  in  a  case  like  this  the  Court  will  be  apt  to  take 
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the  conatmction  which  saves  the  Patent.  It  is  simply  a  question  of  finding  the 
tme  meaning  of  the  Claims.  This  is  the  principle  which  explains  all  the  cases 
(Edison  and  Swan  United  Electric  Light  Company  v.  Woodhottse  and  Rawson 
4  R.P.C,  at  107  ;  British  Dynamite  Oempany  v.  KrebSy  ubi  supra ;  Plimpton  v. 
5  Spittery  ubi  supra ;  Parker  v.  Saichwetl^  ubi  supra ;  Neilson  v.  Bafts  L.R.  5 
H.L.  1 ;  Glark  v.  Adie,  ubi  supra  ;  Webb  v.  Kynochs  Ld.  17  R.P.C.  100  ;  and 
Faweett  v.  Homun  13  R.P.C.  398).  The  phrases  '^  In  a  machine  for  slicing 
'^  German  sausages  or  polonies  and  the  like  meat  goods  "  and  '^  substantially  as 
^^  and  for  the  purposes  herein  set  forth  '*  in  the  second  Claim  and  similar 

10  phrases  in  the  other  Claims  must  not  be  overlooked.  They  make  it  clear  that 
the  Patentees  did  not  mean  to  claim  the  dished  knife,  &c ,  generally,  but 
only  as  used.  In  a  meat  slicing  machine  the  use  of  the  dished  knife,  &c.,  was 
quite  new  and  eminently  patentable.  Nor  are  these  Claims  to  be  read  out  as 
mere  superfluities.   They  protect  the  outstanding  features  of  this  method  of  meat- 

15  slicing  so  as  to  restrain  an  infringer  from  taking  all  the  meritorious  parts  of  the 
machine  while  leaving  out  some  less  essential  portions  of  the  combination.  Again, 
the  Respondents  have  infringed  the  Patent.  They  say  they  have  left  out  the 
^'  Whitworth  "  movement.  This  is  no  defence.  The  Respondents  will  not  escape 
by  sacrificing  one  of  the  advantageous  features  of  a  combination  while  appro- 

20  priating  the  rest  of  it.  Such  conduct  will  be  merely  a  colourable  departure  from 
the  instrument  patented  (JJlark  v.  Adie  L.R.  2  App.  Cas.  315  at  320).  The  Com- 
plainers^  Patent  having  been  the  first  in  which  the  object  desiderated — ^viz.,  slicing 
meat — was  attained,  they  are  entitled  to  protection,  not  only  for  their  machine, 
but  for  such  combinations  as  may  attain  the  same  object  in  substantially  the  same 

25  way.  We  do  not  contend  for  a  principle  of  construction  applicable  to  "  master 
'*  Patents  "  different  from  that  which  applies  to  others,  but  what  we  say  is,  that 
the  object  in  construing  a  Specification  is  always  to  find  what  the  invention 
was.  In  some  cases  the  invention  may  be  merely  the  particular  combination 
used.    In  others  it  is  much  wider  (Proctor  v.  Bennis  4  R.P.C.  333 ;  Moore  v. 

30  Ttwmson  7  R.P.C.  325  ;  and  Betts  Brown  v.  Hastie^  ubi  supra).    In  this 

case  tiie  invention  was  the  slicing  of  meat  substantiidly  as  described.    The 

Respondents  slice  it  substantially  as  described,  and  therefore  infringe.    The 

changes  in  their  machine  are  merely  evasions. 

The  Court  made  avizandum,  and  on  the  24th  of  November  gave  judgment 

35  affirming  the  interlocutor  of  the  Lord  Ordinary. 

LOBD  M'Labbn. — ^This  is  an  action  of  suspension  and  interdict  at  the  instance 
of  a  Patentee  to  restrain  the  Respondents  from  infringing  his  Patent  for  a  meat- 
slicing  machine  of  his  invention.  The  case  was  heard  and  decided  by  Lord 
DundaSj  and  is  now  before  us  on  a  reclaiming  note  against  his  Lordship's 

40  interlocutor.  Three  questions  are  raised  :  Ist,  the  merit  and  originality  of 
the  invention  ;  2nd,  the  validity  of  the  invention  ;  3rd,  infringement.  I  shall 
consider  these  in  their  order. 

The  working  of  the  Complainers*  machine  may  be  described  in  general  terms 
as  follows  : — (1)  The  piece  ot  meat  to  be  cut  into  slices  of  any  required  thickness 

45  is  attached  to  a  travelling  frame,  and  is  slowly  pressed  against  a  circular  knife 
which  rotates  on  its  axis,  and  cuts  off  a  slice.  (2)  When  the  travel  of  the  frame 
carrying  the  meat  is  completed,  and  the  slice  is  completely  severed,  the  frame 
is  quickly  returned  to  its  first  position  by  automatic  mechanism.  (3)  By  means 
of  a  rack  and  screw,  properly  adjusted,  the  travelling  frame  is  moved  forward  to . 

50  the  extent  of  the  thickness  of  a  slice,  and  the  cutting  process  is  then  ready  to  be 
repeated.  This  last  movement  is,  of  course,  at  right  angles  to  the  direction  in 
which  the  frame  travels  during  the  cutting  operation,  and  its  effect  is  to  expose 
a  new  section  of  the  meat  to  the  action  of  the  circular  knife.  The  elements  of 
the  mechanism  by  which  these  movements  are  effected  are  not  new  ;  but  this  is 
55  an  observation  which  may  be  made  with  reference  to  every  machine,  however 
complicated  and  however  ingenioua,  and,  therefore,  I  am  not  disposed  to  give 
much  weight  to  the  ailment  a^inst  the  novelty  of  the  invention  in  so  &^  as 

S  2 
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founded  on  the  fact  that  the  Patentee-  has  made  use  of  known  mechanical 
elements  in  bnilding  up  his  machine.  I  think  it  might  just  as  well  be  arged 
against  the  originality  of  a  book,  that  all  the  words  and  a  large  proportion  of 
the  phrases  contained  in  it  are  to  be  fonnd  in  works  of  earlier  date.  I  think 
it  is  generally  understood  and  acknowledged  that  a  mechanical  invention  may  5 
be  new  in  the  sense  of  the  Patent  Laws  if  it  is  directed  to  the  attainment  of  a 
riBsult  which  has  not  hitherto  been  accomplished,  or  not  so  well  accomplished  ; 
and  if  in  designing  the  machine  the  patentee  has  made  use  of  inventive  talent 
and  skill  in  the  selection,  combination,  and  arrangement  of  known  elements  to 
produce  a  convenient  and  efiQcient  machine  adapted  to  the  purpose  in  view.      '    10 

I  proceed  to  consider,  as  far  as  necessary  to  our  decision,  the  mechanism  by 
which  the  slicing  operation,  which  is  the  subject  of  this  Patent,  is  effected. 
The  most  important  feature  is  the  ^'  dish-shaped  "  rotating  knife.    This  knife 
is  geometrically  a  section  of  a  spherical  surface,  or,  to  speak  strictly,  a  section 
of  a  thin  hollow  sphere  having  a  circular  boundary.    But  as  the  portion  of  the  15 
sphere  used  is  relatively  small,  and  the  concavity  is  slight,  the  name  '^  dish- 
" shaped"  will  sufiftciently  indicate  ite  form.    The  concave  side  of  the  knife- 
plate  is  towards  the  meat,  and  the  cutting  edge  oiUy  comes  in  contact  with  the 
meat,  and  thus  a  clean  cut  is  effected.    Without  quoting  from  the  evidence,  I 
may  say  that  it  is  established,  and  indeed  is  no  longer  in  dispute,  that  a  flat  disk  80 
like  an  ordinary  circular  saw  would  be  useless  for  the  purpose,  because  the  flat 
rotating  disk,  being  in  contact  with  the  surface  of  the  meat,  would  tear  the  fibre 
and  crush  the  material  instead  of  slicing  it.  Mr.  Van  Berkel^  it  seems,  had  thought 
out  the  matter  by  himself,  and  supposed  that  he  was  the  inventor  of  the  dish-shaped 
or  concave  knife.    But  there  is  evidence  that  concave  circular  knives  were  pre-  25 
viously  known  and  used,  and,  therefore,  he  can  only  claim  priority  as  for  the 
application  of  such  knives  to  the  cutting  of  soft  substances  like  meat,  and  to  this 
extent  I  am  of  opinion  that  his  machine  has  the  merit  of  novelty.  The  next  feature 
of  the  invention  is  the  mechanism  for  delivering  the  piece  of  meat  to  the 
cuttini?-edge  by  a  slow  uniform  motion,  with  a  quick  return  to  the  first  position  30 
after  the  severance  of  the  slice.    This  is  effected  by  a  form  of  link- work  known 
as  the  "  Whitworth  "  mechanism,  which  was  first  successfully  applied  by  Mr. 
Whitworth  to  machines  in  the  iron  and  steel  industry  in  which  alternate  slow 
and  fast  movement  was  desired.    I  do  not  understand  that  the  Patentee  makes 
any  claim  to  originality  in  respect  of  this  mechanism  except  as  to  the  use  of  35 
skill  and  intelligence  in  selecting  the  best  known  and  available  method  of 
obtaining  an  alternate  slow  and  rapid  motiou,  and  adapting  it  to  the  uses  of  his 
machine.    Perhaps  I  may  add,  but  only  for  the  purposes  of  illustration,  that  it 
is  a  known  fact  in  science  that  the  most  complicated  movements  may  be  effected 
by  means  of  link- work,  but  only  the  simpler  forms  would  stand  the  strain  of  M 
being  used  in  a  machine,  and  I  am  disposed  to.  think  in  the  present  state  of 
mechanical  knowledge  link-work  may  be  regarded  as  an  element  of  mechanism 
which  could  not  be  claimed  by  itself,  but  which  might  properly  enter  into  the 
construction  of  an  original  and  patentable  machine.    As  to  the  third  movement, 
whereby  the  travelling  frame  is  automatically  adjusted  to  the  position  for  cutting  4S 
off  slices  of  meat  in  succession,  I  find  from  the  evidence  that  this  is  effected  by 
known  mechanism,  but,  in  regard  to  this  also,  there  is  room  for  a  certain  amount 
of  inventive  skill  in  arranging  the  gear  and  connecting  it  with  the  motor  axis 
to  produce  a  compact  and  serviceable  machine,  working  smoothly,  and  not  liable 
to  get  out  of  order.    In  the  course  of  the  discussion,  one  of  the  Complainer^s  50 
machines  was  shown  to  us  in  action,  and,  if  we  are  entitled  to  take  notice  of 
what  was  shown,  I  am  bound  to  say  that  the  working  of  the  machine  was  to  all 
appearance  most  satisfactory.    But,  indeed,  there  is  abundant  evidence  that  the 
meat-slicing  machine  has  been  a  commercial  success,  and  that  it  is  in  large  demand 
both  in  this  country  and  in  Holland,  where  it  was  designed  by  Mr.  Van  Berkel.  55. 
It  may  also  be  taken  as  proved  that  Mr.  Van  BerkeVs  machine,  when  designed 
and  patented,  was  the  only  known  and  workable  meat-slicing  machine.    Other 
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designs  had  been  described  and  patented,  but  were  found  not  to  be  effective. 
I  should  therefore,  in  the  absence  of  authority  to  the  contrary,  come  to  the 
conclusion  that,  taken  as  a  whole,  Mr.  Van  BerheVs  machine  is  a  new  invention 
entitling  him  to  the  protection  of  a  patent 
5  I  may  say  that  this  is  not  a  case  which  can  be  decided  in  all  its  aspects  without 
reference  to  previoDs  patent  cases.  Of  these,  a  large  number  were  brought  under 
our  notice,  and  I  have  examined  all  that  were  cited.  But  on  the  point  now 
under  consideration,  the  decisions  are  only  useful  in  so  far  as  they  lay  down 
principles.    The  nearest  case  that  I  can  find  to  the  present  is  Taylor  v.  Annand^ 

10  which  was  concerned  with  a  Patent  for  a  device  for  printing  late  news  to  be 
inserted  in  late  editions  of  a  newspaper  in  a  blank  space  left  for  the  purpose. 
There  was  nothing  new  in  the  mechanical  arrangements,  but  the  mechanism 
was  serviceable  and  useful,  and  supplied  a  desideratum  of  the  printing  industry. 
There  were  two  actions,  the  second  of  which  went  to  the  House  of  Lords,  where 

15  the  Patent  was  upheld,  perhaps  not  without  dif&culty.  Lord  Hahhury  put  the 
difficulty  that  they  had  to  start  with  the  proposition  that  all  the  elements  were  old 
(18  R.P.C.  62),  but  this  consideration  was  outweighed  by  the  fact  that  the 
invention  accomplished  a  new  and  useful  result.  I  may  also  refer  to  Uaseel 
Gold  Extracting  Company  (12  R.P.C.  232),  on  the  value  of  a  new  application 

20  of  a  known  chemical  reaction,  though  in  this  case  the  patentee  failed  on  the 
objections  to  the  Specification,  and  to  British  Dynamite  Company  v.  Krebs 
(13  R.P.C.  190),  especially  Lord  Cairns^  opinion,  page  193.  I  consider  that 
the  principles  laid  down  in  these  cases  support  the  conclusion  I  have  come 
to  in  favour  of  the  validity  of  the  Complainer^s  Patent,  and  I  may  add  that 

25  as  far  as  I  am  able  to  judge  from  the  report,  of  the  first-mentioned  case, 
there  is  much  more  invention  in  the  meat-slicing  machine  than  there  is  in  the 
"  late-news "  arrangement  which  was  the  subject  of  decision  in  Taylor  v. 
Annand. 

I  pass  to  the  second  branch  of  the  case,  the  objection  to  the  Specification. 

30  The  substance  of  the  objection  is,  that  while  the  first  Claim  is  for  a  machine 
consisting  of  the  different  parts  and  performing  the  different  movements  which 
I  have  described,  this  is  followed  by  other  heads  of  claim  under  which  it  is 
argued  that  each  part  or  movement  is  separately  claimed.  Now  if  this  were  the 
case  of  a  patentee  who  only  professed  to  be  the  inventor  of  a  part  of  the  machine 

35  which  he  described,  and  who  nevertheless  claimed  the  whole  or  did  not  in  his 
Claim  distinguish  the  new  work  from  the  old,  I  do  not  think  we  could  support 
ttie  Specification.  This  was  the  ground  of  decision  against  the  Specification  in 
Kynoch  v.  Webb  (17  R.P.C.  100),  or  as  it  was  put  by  Lord  Daveyy  '*  It  is 
*^  an  elementary  principle  of  Patent  Law  that  a  man  cannot  introduce  some 

40  *•  variation  or  improvement,  whether  patentable  or  not,  into  a  known  appa- 
"  ratus  or  machine,  and  then  claim  as  his  invention  the  whole  apparatus.*' 
But  in  the  present  case  the  invention  put  forward  is  the  arrangement  of 
parts  constituting  a  new  machine  to  perform  what  has  not  been  done 
by  machinery  before,  and  therefore  I  think  the  patentee  rightly  claims  the 

45  machine  as  described  by  him.  It  would  be  altogether  inconsistent  with  the 
generality  of  his  claim  that  he  should  also  claim  the  several  parts  which  he  does 
not  profess  to  have  invented.  I  think  the  tendency  of  the  latter  decisions, 
particularly  those  of  the  House  of  Lords,  is  towards  an  indulgent  reading  of  the 
Specification  where  the  process  described  is  a  true  invention  and  a  proper 

50  subject  of  a  Patent. 

In  this  case  I  think  the  special  Claims,  when  fairly  read,  mean  only  the  use 
of  the  separate  parts  in  connection  with  the  other  parts  of  the  combination.  It 
is  as  if  he  said,  I  claim  A  in  combination  with  B  and  C  ;  I  claim  B  in  combina- 
tion with  A  and  C,  and  so  on.    This  is  mere  repetition,  because  he  has  already 

55  claimed  the  three  things  in  combination  to  produce  a  definite  result.  But  it  is 
not  a  ground  for  invalidating  a  Specification  that  it  claims  the  same  thing  over 
again  in  different  language. 
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In  tlie  case  of  British  Dynamite  Company  v.  KrebSy  already  referred  to,  the 
patentees  claimed  the  mode  of  manufacturing  the  dynamite,  or  "  safety-powder," 
&c.,  ^*  and  also  the  modes  of  firing  the  same  by  special  ignition/'  The  modes 
of  firing  there  described  were  not  new,  but  the  Patent  was  upheld.  It  was  in  . 
this  case  that  Lord  Cairns  drew  the  distinction  :  ^*  He  does  not  claim  the  means  5 
'*  of  ignition  in  gross,  but  only  as  appendant  to  dynamite.''  I  think  that  this 
distinction  is  sufficient  to  save  the  Specification,  though  I  cannot  commend  the 
Specification  as  a  piece  of  intelligent  drafting. 

On  the  third  branch  of  the  case — the  question  of  infringement— I  am  satisfied 
that  the  Respondents'  machine  is  in  fact  an  infringement  of  the  Complainers'  10 
patent-right  But  I  do  not  propose  to  add  any  observations  of  my  own  on  this 
subject,  because  I  agree  with  all  that  the  Lord  Ordinary  has  said  in  his  opinion, 
and  on  this  question  of  ^t  I  accept  the  view  of  the  Judge  before  whom  the 
evidence  was  taken. 

Lord  Kinnbab  concurred.  15 

Lord  Pbarson.— The  Complaiuer  holds  Letters  Patent  for  a  meat-slicing 
machine,  which  were  issued  in  1898  and  amended  in  1905.  The  invention,  as 
the  Specification  bears,  has  for  its  object  a  machine  for  slicing  Qerman  sausages 
and  the  like  meat  goods,  in  which  a  rotating  circular  knife  of  spherical  or  dished 
form  id  arranged  for  cutting  the  sausage.  20 

The  Complainer  seeks  to  have  the  Respondents  interdicted  trom  selling  machines 
which  infringe  his  Patent,  The  Respondents  deny  the  infringement,  and, 
farther,  they  attack  the  validity  of  the  Complainer's  Patent  on  various  grounds. 
It  is  convenient  to  consider  first  the  latter  group  of  questions. 

The  first  giound  of  attack  on  the  Complainer's  Patent  is,  that  the  subject-  25 
matter  of  it  was  not  patentable,  it  being  a  combination  of  well-known  elements, 
without  any  invention  or  ingenuity  being  involved  either  in  the  combination 
.  itself  or  in  the  application  of  it  to  the  new  use.    In  my  opinion  this  objection 
is  not  well  founded  in  fact.    The  combination  itself,  regarded  in  its  essential 
features,  was  a  new  combination,  involving  both  a  new  idea  and  a  new  and  30 
most  valuable  result.    The  evidence  shows  that  other  inventors  had  been  trying 
to  produce  an  effective  machine  for  the  purpose,  and  had  failed  ;  and  Mr.  Van 
Berkel  describes  the  efforts  which  he  himself  made  before  he  produced  this 
machine.    Professor  Hudson  Bears  puts  it,  I  think  rightly,  as  a  question  of 
degree ;  and  he  admits  that  the  Complainer's  machine  shows  ingenuity,  though  '35 
not  in  his  view  sufficient  ingenuity  to  support  a  Patent.    In  my  view  the 
selection  of  the  essential  features  and  their  combination  in  one  compact  machine, 
actuated  with  ease  by  a  single  handle,  shows  sufficient  inventiveness  to  satisfy 
the  requirements  of  Patent  law  under  that  head.    Such  a  machine  was  wanted  ; 
and,  while  there  had  been  attempts  to  solve  the  problem,  there  is  no  evidence  40 
that  meat  was  ever  sliced  by  a  machine  before  or  that  meat  could  have  been 
effectively  sliced  by  any  existing  machine.    Certainly  no  machines  having  aU 
the  Complainer's  essential  features  had  been  put  on  the  market,  nor  any  machine 
which  solved  the  difficulties  of  the  problem  practically  and  commercially.    It 
is  not  conclusive,  but  it  goes  a  long  way  to  support  the  Complainer's  case — that  45 
.  his  machine  at  once  took  and  held  the  market,  and  has  from  the  first  been  a 
commercial  success. 

The  next  objection  raises  an  important  question  on  the  construction  of  the 
Complainer's  Specification  and  Claims.    Primarily  the  Patent  is  for  a  combina- 
tion.   But  as  is  often  done,  though  never  without  some  risk  to  the  validity  of  50 
the  entire  Patent,  the  draughtsman,  after  formulating  his  claim  as  a  whole,  has 
gone  on  to  select  certain  leading  parts  of  the  combination,  and  has  set  tiiiem 
forth  one  by  one  as  being  to  some  extent  and  effect  claimed  by  him.    The 
question  is,  to  what  extent  and  effect  ?    That  is  a  question  to  be  determined  .  . 
on  the  construction  of  the  Specification  and  Claims  as  a  whole.    If  these  minor  55 
Claims  are,  as  the  Respondents  maintain,  intended  to  be  separable  and  to  stand 
each  by  itself,  then,  if  anyone  of  them  is  open  to  the  objection  of  want  of 
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novelty,  the  whole  Patent  is  challengable  as  it  stands.  On  the  other  hand,  these 
minor  Claims  may  be  inserted  merely  for  the  purpose  of  making  it  clear  what 
the  inventor  regards  as  the  important  parts  of  his  combination,  and  not  as 
substantive  Claims  to  have  invented  those  parts.  That  is  quite  a  legitimate  way 
5  of  framing  a  Claim,  and,  as  I  have  said,  the  document  must  be  construed  fairly 
and  as  a  whole,  in  order  to  determine  as  to  each  subordinate  Claim  whether 
it  is  an  independent  Claim  for  an  invention,  or  whether  it  relates  back  to  the 
leading  combination  Claim  and  is  a  mere  pendant  to  that.  I  must  say  I  think 
this  is  a  somewhat  narrow  question  upon  tiie  construction  of  this  Specification ; 

10  l>ut  my  opinion  on  it  is  in  favour  of  the  Complainer.  I  acknowledge  the 
difBcnlty  arising  from  the  circumstance  that  the  first  head  of  claim  was  amended, 
and  that  prior  to  that  amendment  the  shape  of  the  circular  knife  (as  being  ^^  of 
^  spherical  or  dished  form '')  appeared  in  Claim  2  and  not  in  Claim  1 :  and 
further  that  Mr.  Van  Berkel  holds  to  it  that  the  dish-shape  of  the  circular 

15  knife  was  an  original  invention  of  his  own,  and  that  he  was  not  aware  that  it 

had  been  used  in  other  trades  for  cutting  other  substances.    The  record  (in 

.  statement  4)  distinctly  puts  forward  the  dished  knife  used  by  the  Respondents 

as  being  an  infringement  of  the  Complainer*s  machine.    But  in  my  opinion  he 

had  no  intention  of  claiming,  and  did  not  claim,  the  dish-shaped  knife  genersdly, 

20  Ai^d  apart  from  the  purposes  of  his  machine.  His  Provisional  Specification  and 
his  unamended  Complete  Specification  both  bore  on  the  face  of  them  that  the 
invention  was  a  combination  which  included  a  circular  knife  of  that  particular 
shape ;  the  subject-matter  of  the  invention  being  described  as  a  machine  for 
slicing  meat  goods  in  which  a  rotating  circular  knife  of  dished  form  is  arranged 

25  for  cutting  the  meat.  This  being  so,  one  does  not  expect,  after  reading  the 
Specification,  to  find  the  knife  claimed  separately  as  an  independent  invention 
in  Claim  2,  any  more  than  to  find  the  ^'  Whitworth  "  lever  claimed  separately  as 
an  invention  in  Claim  3.    Accordingly,  in  each  clause  of  the  Claim  there  is  a 

\  distinct  reference  back  to  a  *' machine  for  slicing  Oerman  sausages  and  the 

30  **  like  ;  '*  and  I  read  the  expression  "  substantially  as  and  for  the  purposes  herein- 
**  before  set  forth,"  occurring  at  the  end  of  Claim  2,  as  applying  to  and  con- 
ditioning the  whole  of  that  Claim.  I  hold  with  the  Lord  Ordinary  that  these 
and  the  other  minor  Claims  '*  are  not,  as  matter  of  fair  construction,  made  as 
^  subordinate  integers,  but  as  appendant  only  to  his  principal  claim  for  the 

35  "invention.'* 

Then  it  is  said,  that  assuming  the  validity  of  the  Complainer's  Patent,  the 
invention  was  anticipated  by  KolMs  Patent,  published  in  1897.  Kolbs,  how- 
ever, missed  what  is  by  far  the  most  important  member  of  the  combination,, 
namely,  the  dish-shaped  knife ;   and  I  think  it  is  a  just  inference  from  the 

40  Proof  that  his  machine  was,  as  the  Lord  Ordinary  said,  not  intended  to  perform 

nor  capable  of  performing  the  meat  slicing-operation  of  the  Complainer's 

Patent     I  am  satisfied  with  the  way  in  which  the  Lord  Ordinary  has  dealt 

with  this  part  of  the  case. 

The  Complainer's  Patent  being  thus  supported  on  all  points,  it  is  further 

45  incumbent  upon  him  in  this  application  to  show  that  it  has  been  infringed  by 
the  Respondents'  sale  of  the  Brinnhauser  machine.  I  think  he  has  shown  this 
quite  clearly.  Not  only  are  the  two  machines  very  similar  in  appearance,  but 
they  are  in  great  part  substantially  identical  in  arrangement  and  design  ;  and 
where  BrinnT^xMer^s  differs  from  the  Complainer's,  the  differences  consist  in 

50  the  use  of  mechanical  equivalents  to  serve  t^e  same  purposes,  but  not  always  to 
serve  them  so  well. 
I  am  therefore  of  opinion  that  the  interlocutor  should  be  afKrmed. 

The  judgment  of  the  Lord  Ordinary  was  sustained  with  costs. 
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In  the  Matter  of  DawsorCs  Patent. 


In  the  High  Court  of  Justiob.— Ohanobrt  Division. 

Before  Mb.  Justiob  Eekhwioh. 

January  18th  and  2lBt,  1907. 

In  thb  Mattbh  of  Dawson^s  Patent. 

Patent. — Petition  for  revocation. — PcUent  revoked  with  the  consent  qf  the  b 
Patentee. 

A  Petition  was  presented  for  revocation  of  Letters  Patent  (No.  15,150  of  1894) 
granted  to  B.  Dawson  for  an  invention  of  ^*  Improvements  in  gas  producers." 

The  Attorney-General  had  given  his  flat  for  presenting  the  Petition.    The 
Petition  was  mentioned  on  the  18th  of  January  1907,  when  Ebkbwioh  J.  10 
asked  for  authorities  that  a  revocation  Order  could  be  made  by  consent,  and  the 
Petition  came  on  again  on  the  2lBt  of  January  1907. 

H.  A.  Colefax  (instructed  by  Radford  and  Frankland)  appeared  for  the 
Petitioner;  J.  H.  Gray  (instructed  by  W.  H.  Smith)  appeared  for  the 
Respondent.  15 

Colefax  for  the  Petitioner. — The  Respondent  is  here  and  he  consents.  Your 
Lordship  wanted  me  to  produce  authorities  that  a  petition  for  an  Order  for 
revocation  can  be  made  by  consent.  There  are  several.  There  is  Ctifton*8 
Patent  (21  R.P.C.  515 ;  L.R.  (1904)  2  Oh.  357),  and  there  are  SteighPs  Patent 
(10  R.P.C.  447)  and  Wilkinson's  Patent  (11  R.P.C.  298).  The  head  note  in  20 
C/i/ ton's  case  in  the  Law  Reports  is  "A  Petition  for  revocation  of  a  Patent 
should  be  heard  in  open  Court  and  not,  even  by  consent,  in  chambers." 
That  was  the  point  in  that  case.  There  was  a  consent,  and  when  the  matter 
came  on  in  Court  an  Order  was  made  by  consent  for  revocation.  rEEKEWlGH  J. 
— I  entirely  agree,  if  I  may  say  so,  with  what  Mr.  Justice  Buckley  said  about  25 
the  first  point.]  He  deals  with  that  point  and  then  ends  his  judgment,  *'  I 
•*  pronounce  judgment  for  revocation  by  consent." 

Ebkbwioh  J.— That  is  enough. 

Colefax. — I  do  not  ask  for  costs,  but  simply  for  an  Order  for  revocation. 

An  Order  for  revocation  was  made  30 
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In  THB  High  Court  op  Justice.— Chanobry  Division. 

Be/are  Mr.  Justice  Parker. 

December  5th,  6th,  7th,  and  21st,  1906. 

Stroud  v.  Humber  Ld. 


5      Patent,  —  Subfect-matter.  —  Novelty.  —  Anticipation  found.  —  Patent   held 
invalid. — Action  dismissed  with  costs. 

A  Patent  was  granted  in  1905  for  ^*  Improvements  in  transmission^  change 
speed  and  reversing  gear  for  automobile  vehicles.^'  The  improvements  consisted 
in  employing  a  \J-s?uiped  locking  plate^  each  arm  of  which  had  a  tooth  capable 

10  of  engaging  at  one  time  in  notches  in  two  of  the  three  push  rods^  thei^eby  pre- 
venting  those  rods  being  moved  by  the  operating  atyn  by  which  the  third  push 
rod  UHM  moved.  The  locking  plate  uaSj  in  one  form  of  the  device^  suspended 
vertically  from  the  axle  by  means  of  which  it  was  caused  to  slide  into  position 
and  by  which  the  operating  arm  was  rotcUed^  or^  in  a  modification^  it  was  fixed 

15  horizontally.  An  action  for  infringement  of  the  Patent  having  been  brought^ 
it  was  suggested  by  the  Defendants  at  the  trial  that  they  were  the  inventors  of 
the  device.  It  was  admitted  by  the  Defendants  that  the  Plaintiff's  device  was  an 
effective  simplification  of  certain  previous  devices  described  in  SpecificcUions  that 
were  alleged  to  be  anticipations^  but  they  contended  that  the  essential  features  of  it 

20  u^ere  described  in  those  Specifications.  The  Defendants  also  admitted  that  if  the 
Patent  was  valid  t?iey  had  infringed. 

Held,  tJiat  there  was  no  foundation  for  the  suggestion  that  the  Defendants 
were  the  inventors  of  the  Plaintiff^ s  device^  but  that  the  four  characteristics  of 
the  Plaintiff^s  locking  plcUe  were  not  new^  either  considered  s^arately  or  in 

25  combination^  and  that  any  departure  made  by  him  from  what  was  known 
before  required  no  exercise  of  inventive  power.    The  action  was  dismissed. 

On  the  Ist  of  July  1905  Letters  Patent  (No.  13,551  of  1905)  were  granted  to 
John  Stroud  Qwyer  William  Stroud  for  "  ImproTements  in  transmission, 
**  change  speed  and  reversing  gear  for  automobile  vehicles." 
30  The  Provisional  Specification  was  as  follows : — ''  In  certain  descriptions  of  trans- 
^  mission  change  speed  gear  with  reversing  means  to  change  the  direction  of  travel 
**  of  the  vehicle,  longitudinal  sliding  rods  are  moved  to  and  fro  to  move  the  sliding 
^  wheels  of  the  change  speed  gearing.  These  sliding  wheels  are  mounted  in 
^  pairs  on  sleeves.    Each  of  these  rods  is  toothed  at  its  outer  end  and  a  slot  or 
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^  a  toothed  segment  on  the  spindle  of  the  gear  changing  lever  may  be  moved 
^  endways  to  engage  with  any  one  of  them.  The  gear  changing  lever  mounted 
^^  on  a  cross  spindle  works  in  a  quadrant  or  grid  sector  fixed  to  the  side  of  the 
^'  vehicle  having  three  or  other  number  of  guide  slots  communicating  by  gate- 
'*  ways ;  the  lever  when  in  its  vertical  positidn  may  be  moved  sideways  along  5 
^^  its  shaft  from  one  slot  to  the  other  and  takes  the  tooth  or  toothed  segment 
'^  with  it,  it  may  then  be  rocked  into  one  end  or  the  other  of  its  slots  to  throw 
^  the  change  wheels  into  gear ;  the  reversing  slot  extends  on  one  side  of  the 
^'  gate  only.  Devices  have  been  provided  for  locking  two  of  the  bars  when  the 
*'  third  is  in  operation  and  the  segment  has  been  coupled  to  the  clutch  so  that  10 
''  this  is  automatically  disengaged  whilst  the  gearing  is  being  changed. 

*^  The  second  motion  shaft  drives  the  compensating  gear  shaft  by  bevel  wheels 
*'  and  this  drives  the  road  wheels  by  chains  and  so  on.    Such  toothed  parts 
^'  when  being  shifted  from  one  notch  or  engagement  to  another  are  apt  to 
^'  disarrange  the  notches  and  longitudinal  rack  rods  and  considerable  trouble  15 
^^  and  loss  of  time  is  often  involved  in  the  task  of  reinstating  them.    To  remedy 
^^  this  I  have  provided  a  slotted  or  notched  and  undercut  holding  bar  and  guard 
^'  plate,  capable  of  sliding  over  and  icf  the  notches  or  gates  and  this  notch,  or 
"  slot  of  this  plate,  or  bar  is  of  the  same  width  as  the  notch,  or  gate  in  the    - 
^*  longitudinal  slide  bars  controlling  the  change  speed  wheels.    The  tooth  or  20 
^  segment  arm  passes  through  the  notch  in  this  guard  plate  and  into  the  gate  or 
^^  notch  of  the  longitudinal  arm  and  as  the  tooth  arm  is  traversed  it  carries  with 
**  it  the  guard  plate  and  holding  sliding  bar  which  contacts  with  the  gated  ends. 
^  This  guard  plate  engages  the  gated  ends  of  the  longitudinal  tooth  or  rack  bars 
'*  and  prevents  their  movement,  except  the  one  that  is  co-incident  with  the  slot  25 
^*  or  groove  in  it  and  can  be  moved  by  the  tooth  or  segment  of  the  depending  arm 
*'  but  not  the  others.    The  guard  plate  and  holding  and  sliding  bar  are  carried 
"  by  supports  which  traverse  in  bearings  suitably  carried  by  the  framing.*' 

The  Complete  Specification  commenced  by  repeating  the  portions  of  the 
Provisional  Specification,  arde^  page  141,  line  30  to  line  2  supra^  and  8Upra  30 
line  9  to  line  16,  and  continued  : — '*  Fig.  1  is  a  plan  view  showing  the  gear- 
*^  changing  lever  in  the  fourth  speed  or  direct  drive  (sometimes  called  the  top 
**  si)eed)  slot,  and  the  locking  or  guard  plate  retaining  the  reverse  and  first  and 
'^  second  speed  changing  rods  for  actuating  the  change  gear.    Fig.  2  is  a  sec- 
**'  tional  end  view  of  the  parts  illustrated  in  Fig.  1  showing  the  recesses  into  35 
*^  which  the  projections  formed  on  the  guard  plate  and  arm  engage,  for  actuating 
'^  the  rod  that  moves  the  wheels  into  and  out  of  engagement  for  the  varied 
^  speeds.    ....    Fig.  7  is  a  modification  in  the  arrangement  or  positioning 
*^  of  the  locking  guard  plate  «,  said  plate  herein  being  arranged  horizontally 
'*  instead  of  vertically  although  it  moves  in  the  same  plane  as  it  does  in  the  40 
^*  previous  construction. 

^*  The  gear-changiDg  lever  a  mounted  on  a  cross  spindle  b  works  in  a  quadrant 
^'  or  grid  sector  c  fixed  to  the  side  of  the  vehicle,  having  three  or  other  number 
^^  of  guide  slots  1,  2,  2%  3  and  3* ;  1  is  the  reverse  slot,  2  the  first  or  lowest 
**  speed,  2^  the  second  speed,  3  the  third  and  3*  the  fourtii  or  direct  drive,  com-  45 
««  municating  by  gateways  4.  The  lever  a  when  in  its  vertical  position  may 
^*  be  moved  sideways  along  witib  its  shaft  from  one  slot  to  the  other  and  takes 
^  the  footh  or  toothed  segment  with  it,  it  may  then  be  rocked  into  one  end  or 
**  the  other  of  its  slots  1,  2,  2^,  3  or  3^,  to  throw  the  change  wheels  into  gear ;  the 
**  reversing  slot  1  extends  on  one  side  of  the  gate  only  and  may  if  so  desired  50 
**  have  a  hinged  piece  fitting  into  it  preventing  accidental  entry  of  the  change 
"lever  a. 

"  In  the  construction  illustrated,  the  cranked  or  slotted  bar  e  is  arranged  so 
"  as  to  be  slidable,  with  the  parts  4,  5,  in  the  groove  formed  of  the  gates  6,  7 
"  and  8,  respectively  slotted  or  notched  in  the  respective  change  speed  slide  55 
"  rods  9, 10,  11,  and  the  parts  4  and  5  fit  the  pcurts  6,  7  and  8.    The  arm  / 
"  (mounted  as  an  adjustable  fixture  on  the  cross  spindle  b)  passes  through  the 
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^^  notch  or  notches  or  gates  6,  7  or  8  in  the  guard  plate,  as  the  case  may  require, 
**  and  into  the  gate  or  notch  of  the  longitudinal  arm,  and  as  this  arm  /  is 
**  traversed  it  carries  with  it  the  guard  plate  e  and  its  holding  sliding  bar  12 
^  fitting  a  bearing  19  carried  in  tiie  frame,  which  guard  plate  e  by  its  ends  4 
5  ^  and  5  contacts  with  the  gated  ends  6,  7  and  8.  TMs  guard  plate  e  engages  the 
^'  gated  ends  of  the  longitudinal  bars  9, 10,  11  and  prevents  their  movement  as 
*•  a  whole  allowing  the  selected  one  which  is  coincident  with  the  slot  or  groove 
"  in  it  to  be  moved  by  the  tooth  13  of  the  arm  /  but  not  the  others.  The 
*^  guard  plate  e  and  holding  and  sliding  bar  or  cross  spindle  b  are  carried  by 

10  ^  bearings  14  and  15,  these  bearings,  as  shown,  being  mounted  on  the  framing  16 
*'  and  connected  by  a  sleeve  d, 

^  In  some  cases  it  is  convenient  to  make  the  guard  plate  e  with  its  cranked 
**  portion  to  lie  in  a  horizontal  direction  as  is  indicated  in  Figure  7  of  the 
^*  drawings  annexed  instead  of  in  a  vertical  direction  and  in  order  to  avoid  any 

15  *^  liability  of  the  cranked  or  slotted  part  of  such  plate  fouling  the  gates  of  the 
**  change  speed  slide  rods  its  ends  4  and  5  are  carried  on  short  bent  parts  17, 17 
^' dependent  therefrom  or  formed  to  project  downwardly  so  as  to  bring  the 
*^  ends  4  and  5  within  the  grooves  ;  and,  to  prevent  the  cranked  parts  18  from 
^*  fouling  the  underlying  parts,  it  is  kept  in  place  by  the  holding  sliding  bar  12 

20  ^  being  made  of  square  section  and  closely  to  fit  a  square  bearing,  as  19,  in  the 
**  frantiing  as  before  referred  to." 


The  Patentee  claimed  : — ''In  transmission  change  speed  and  reversing  gear 
^  tnctehtoifenn  for  automobile  vehicles,  the  use  of   the  locking  device  -^  to 
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''  cooperate  with  the  notches  or  gates  of  the  change  speed  slide  rods  and  control 
*^  their  operation,  substantially  as  described  and  shown  by  the  Drawings.*' 

On  the  30th  of  April  1906  tiie  Patentee  commenced  an  action  for  infringement 
of  the  Patent  against  Humber  Ld.^  claiming  the  osoal  reliei^  bnt  with  costs  as 
between  solicitor  and  client.  5 

The  Plaintiff  by  his  Statement  of  Claim  alleged  that  he  was  the  owner  of  the 
Patent,  that  the  same  was  valid,  and  that  the  Defendants  had  infringed.  The 
relief  claimed  was  as  in  the  writ  except  that  solicitor  and  client  costs  were 
not  claimed. 

By  his  Particulars  of  Breaches  the  Plaintiff  alleged  that  the  Defendants  had  10 
infringed  by  making,  selling,  and  offering  for  sale  automobile  vehicles  having 
fitted  thereto  transmission  change  speed  and  reversing  gear  mechanism  for 
automobile  vehicles  constructed  in  accordance   with  the  invention  described 
in  the  Complete  Specification  of  the  Patent.    In  particular  he  alleged  that  the 
Defendants  had  at  or  about  the  end  of  September  1905  sold  to  one  Neckett^  of  15 
Bristol,  an  automobile  vehicle  with  the  gear  fitted  thereto,  constructed  as 
aforesaid  ;  that  the  Defendants   had   during   the  whole  period  of   the  motor 
Exhibition  at  Olympia,  from  the  17th  to  the  25th  of  November  1905  inclusive, 
exhibited  and  offered  for  sale  on  their  stand  an  automobile  vehicle,  No.  5604  (6), 
fitted  with  the  Plaintiff's  invention ;  and  that  the  Defendants  had  sold  and  20 
offered  for  sale  divers  other  automobile  vehicles,  to  the  number  of  about  100, 
fitted  with  the  gear,  particulars  of  which  were  not  then  known  to  the  Plaintiff,  but 
were  known  to  the  Defendants,  and  the  Defendants  threatened  and  intended  to 
continue  to  sell  such  automobile  vehicles  fitted  and  constructed  as  aforesaid. 

The  Defendants  by  their  Defence  did  not  admit  the  grant  of  the  Patent  or  25 
the  Plaintiff's  ownership  of  it ;  they  denied  infringement  and  alleged  that  the 
Patent  was  and  always  had  been  invalid  by  reason  of  the  matters  appearing  in 
the  Particulars  of  Objections,  by  which  the  Defendants  alleged  as  follows  : — 
(1)  that  the  Plaintiff  was  not  the  true  and  first  inventor ;  (2)  that  the  alleged 
invention  was  not  new,  and  that  it  had  been  published  by  the  publication  30 
in    the    Patent  Office    Library    of    the    following    Specifications : — Mayhach 
(No.  21,652  of  1900),  published  in  1901,  Oreig  (No.  5249  of  1901)  published  in 
1902,  Mathieu  (No.  23,924  of  1901)  published  in  1902,  Footer  and  Starkey 
(No.  23,343  of  1902)  published  in  1903,  and  James  and  Homsby  (No.  26,684  of 
1902)  published  in  1903,  the  whole  of  each  of  the  Specifications  being  relied  35 
on  ;  and  (3)  that  the  alleged  invention  was  not  proper  subject-matter  for  valid 
Letters  patent,  and  the  Defendants  said  that  they  would,  in  support  of  this 
last  Objection,  refer  to  all  the  matters  alleged  in  the  preceding  paragraph. 

James  and  Homsby' s  Specification  (No.  26,684  of  1902)  for  "  Improvements 
"  in  or  connecte<l  with  variable  speed  gear  "  contained  the  following : — ^**  This  40 
*'  invention  relates  to  improvements  in  clutch  gear  used  to  slide  either  the 
''  pinions  or  the  wheels  of  speed  gears  into  or  out  of  engagement  and  has  for  its 
**  object  to  provide  means  whereby  the  clutch  mechanism  can  be  controlled  with 
^*  a  single  lever,  and  only  one  set  of  speed  gears  can  be  in  gear  at  one  time,  or 
**  all  out  of  gear  at  the  same  time ;  also  to  provide  means  whereby  no  change  in  45 
**  speeds  can  be  effected  until  all  the  gears  have  been  first  disengaged  and  for 
**  locking  any  one  of  the  gears  in  gear  and  all  the  oiliers  out  of  gear,  or  all  out 
<<  of  gear  at  one  and  the  same  time. 

^*  The  invention  is  applicable  to  gears  of  two  or  more  speeds  wherein  the 
**  pinions  and  wheels  are  arranged  to  slide  into  and  out  of  gear  on  one  or  more  50 
**  shafts,  such  as  are  used  on  self-propelled  traction  engines,  locomotives,  motor 
*•  vehicles  or  drays. 

'*  As  an  example  of  a  suitable  arrangement  for  carrying  out  the  invention 
"  we  will  describe  it  as  applied  to  a  self-propelled  traction  engine  gear  having 
^  four  speeds,  two  of  the  speed  pinions  of  which  on  one  shaft  and  two  of  the  55 
*'  speed  wheels  on  the  other  shaft,  being  arranged  to  slide  into  and  out  of  gear. 
^  The  other  two  pinions  and  wheels  are  keyed  fast  on  their  shafts*    .    «    «    • 


Vol.  XXIV.,  No.  6.]     AND  TRADE  MARK  CASES. 


145 


Stroll  V.  Huniber  Ld, 


^^  Figure  4  is  a  Bectional  elevation  of  suitable  gear  made  according  to  the 

"  invention Figure  6  is  a  sectional  view  half  being  on  the  line  6 — 6 

"  and  half  on  the  line  7 — 7  Figure  4 

^*  In  the  arrangement  illustrated  in  Figures  4,  5  and  6,  the  rectangular  bars  o, 
5'  '« JO,  gr,  r  have  teeth,  oS  jpS  q^y  r^  respectively  upon  their  upper  faces,  so  as  to 
"  form  racks.  Those  are  so  arranged  as  to  be  all  in  one  line,  thereby  forming 
^^  one  wide  rack  when  all  the  speeds  are  out  of  gear,  y^  is  the  hollow,  sliding 
''locking  bar  which  is  made  in  two  pieces,  and  upon  the  face  of  which,  adjacent 
"  tq  the  rectangular  bars,  we  provide  one  or  more  teeth  x^  which  slide  in  corre- 

10  «  spending  spaces  between  the  teeth  on  the  rectangular  bars  o,  p,  q^  r,  and  in 
''  similar  spaces  u}  formed  in  the  guide  bracket  t^.  s^  is  the  spindle  passing 
"  through  the  hollow  sliding  locking  bar  y*,  and  s^  is  the  tooth  quadrant  which 
"  is  secured  between  the  two  halves  of  the  said  locking  bar  y*.  r^  and  r^  are* 
''  fixed  collars  for  holding  the  two  halves  of  the  locking  bar  in  position  on  the 

15  <<  spindle  «\  q^  is  the  operating  handle  which  is  secured  to  the  spindle  9^  and 
"  I?*  are  the  quadrant  grooves  the  number  of  which  is  equal  to  that  of  the  speed 
"  gears,    z^  is  the  locking  lever." 


ric.6. 


Maybach's  Specification  (No.  21,652  of  1900)  for  "  Improvements  in  or  relating 
"  to  variable  speed  gear  "  contained  the  following  : — ^"  This  invention  relates 

20  "  to  variable  speed  gear  and  has  for  its  object  to  provide  a  device  for  auto- 
'*  matically  locking  the  disengaged  pairs  of  wheels  of  the  gear.  It  is  especially 
*'  applicable  to  clutches  in  which  the  change  wheel  pairs  are  shifted  by  means 
'^  of  a  hand  lever  that  can  both  turn  and  slide.  In  these  known  constructions 
''  the  hand  lever  is  at  its  lower  end  provided  with  a  toothed  segment  which 

25  **  according  to  the  position  of  said  lever  engages  teeth  on  one  or  the  other  of 
''  the  pull  rods  connected  with  the  several  groups  of  wheels.  By  turning  the 
^  lever  the  pull  rod  and .  therewith  the  wheel  pair  in  question  will  be  shifted 
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^^  forward  or  back  while  the  Bhifting  of  the  leyer  along  its  axis  causeB  the 
'^  toothed  segment  to  engage  with  another  pnll  rod.  In  this  oonstmction  of 
^  gear  the  throwing  in  of  one  wheel  pair  can  only  take  place  when  the  pair  of 
'^  wheels  that  were  in  gear  haye  been  first  thrown  ont  by  bringing  the  hand 
''  lever  into  the  middle  position.  5 

^'  Now  the  object  of  this  invention  is  to  lock  automatically  the  disengaged 
^*  wheel  groups  so  that  they  cannot  possibly  be  accidentally  thrown  into  gear 
**  either  by  vibration  to  which  they  may  be  exposed,  as  when  for  instcmce 
'^  applied  to  a  motor  vehicle,  or  through  carelessness. 

*^  According  to  one  method  of  carrying  out  this  invention  the  pull  rdds,  10 
'*  which  are  arranged  parallel  to  each  other,  are  each  provided  with  a  recess  or 
^'  notch  so  situated  that  when  each  pull  rod  is  in  its  withdrawn  position,  the 
^*  pair  of  gear  wheels  it  operates  being  thrown  out  of  gear,  the  several  recesses 
^'  or  notches  will  be  in  line  with  each  other.    A  bolt  or  key  is  arranged  to  slide 
*'  in  guides  in  line  with  the  recesses  or  notches  of  the  pull  rods  when  in  the  15 
**  position  described  so  that  it  may  slide  across  the  pull  rods  engaging  the  same 
'*  by  their  respective  recesses  so  that  all  the  pull  rods  and  consequently  their 
*'  gear  wheels  are  locked  in  the  operative  position.    The  bolt  or  key  is  connected 
^  to  the  operating  lever  so  that  when  the  lever  is  made  to  slide  axially  as 
"  described  above  the  bolt  will  be  made  to  slide  in  its  guides.    In  the  bolt  is  a  20 
^'  recess  or  notch  so  arranged  relatively  to  the  operating  lever  that  when  the 
**  lever  is  brought  into  engagement  with  any  one  of  the  pull  rods  the  recess  in 
^*  the  guide  is  inmiediately  opposite  the  pull  rod  engaged,  thus  leaving  the  pull 
^'  rod  free  to  be  operated.    In  the  accompanying  Drawings  which  illustrate 
^*  one  method  of  carrying  out  this  invention,  Figure  1  is  a  side  elevation  of  the  25 
'^  locking  device,  Figure  2  is  an  end  elevation  of  the  same  in  part  section. 


''  A  bolt  or  key  i  is  adapted  to  slide  in  a  recess  or  guide  way  in  any  convenient 
^  support  such  as  k  and  is  connected  to  the  operating  lever  a  by  a  quadrant  I 
*'  which  engages  a  recess  in  the  bolt  so  that  the  bolt  slides  with  the  operating 
**  lever  when  the  latter  is  moved  axially  upon  its  pivot  but  remains  stationary 
**'  when  the  lever  is  turned  about  its  pivot,  the  quadrant  I  in  this  case  sliding  in 
^'  the  groove  or  recess  of  the  bolt  Each  of  the  pull  rods  is  provided  on  its 
*^  underside  with  a  recess  m  and  when  the  lever  is  brought  to  Uie  central  position 
^  fet^rred  to  above  in  the  guide  b^  to  change  from  one  pull  rod  to  imother,  th^ 
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*•  recesses  m  are  always  brought  into  line.  The  bolt  projects  above  the  part  k 
**  within  which  it  slides  and  engages  the  recess  m  in  the  pull  rods  but  is  proYided 
**  with  a  recess  n  opposite  the  toothed  segment  c  of  the  operating  rod  so  that  the 
**  pull  rod  in  engagement  with  the  operating  rod  is  always  free  to  slide  when 

5  **  the  operating  rod  is  turned  about  its  pivot  whilst  the  other  pull  rods  are 
**  locked  by  the  bolt  or  key  i." 

Oreig*8  Specification  (No.  5249  of  1901)  for  "Improvements  in  road 
**  locomotive  motor  car  and  traction  engines  "  contained  the  following : — "  This 
'*  invention  has  reference  to  a  compact  and  convenient  construction  of  road 

10  ^  locomotive  motor  car  and  traction  engines  wherein  without  setting  out  or 
**  otherwise  widening  horn  plates  provision  is  made  for  three  or  four  change 
**  speeds  as  will  now  be  explained. 

**  The  engine  is  constructed  with  high  and  low  pressure  cylinders  and  into 
^  the  cylinder  casting,  below  and  between  the  two  cylinders,  there  is  fitted 

15  "  centrally  a  single  combined  piston  valve  adapted  to  control  the  distribution 
'*  of  steam  to  both  cylinders,  appropriate  ports  and  passages  being  provided,  and 
"  for  actuating  this  piston  valve  there  are  two  eccentrics  compactly  mounted 
**  on  the  crank  shaft  between  the  two  cranks  which  are  arranged  at  180°,  one 
"  of  the  eccentrics  being  for  driving  forward  and  the  other  for  reversing. 

20  '*  These  eccentrics  are  connected  by  rods  in  a  usual  manner  to  a  slotted 
"  reversing  link  fitted  with  a  sliding  die  which  is  connected  by  a  pin  to  one 
'^  end  of  and  actuates  a  rocking  lever  whose  other  end  is  connected  by  links 
*^  to  the  valve  spindle  for  the  purpose  of  actuating  the  valve.  For  three 
^  speeds  there  are  three  gear  wheels  on   the   crank   shaft   and  three  on  the 

25  ''  second  shaft  the  arrangement  being  such  that  either  of  those  on  the 
*^  second  shaft  can  as  required  be  caused  by  sliding  it  along  that  shaft  by 
^  suitable  means  such  as  a  clutch  fork  and  gear  engaging  in  an  annular 
^  receus  in  the  said  gear  to  engage  with  the  corresponding  gear  wheel  on 
**  the  crank  shaft. 

30  *'  Of  the  three  gear  wheels  mounted  on  the  crank  shaft  one  is  located  next 
''  the  outer  side  of  one  of  the  outer  crank  arms  another  adjoins  the  first  and 
"  is  BO  constructed  and  arranged  that  its  teeth  travel  in  a  path  surrounding 
'*  that  of  the  said  crank  arm  and  the  third  is  similarly  arranged  with  respect 
"  to  the  outer  arm  of  the  other  crank. 

35      ^  Where  four  change  speeds  are  required  a  fourth  gear  wheel  is  mounted 

••  upon  one  of  the  inner  crank  arms  and  a  corresponding  gear  wheel  is  provided 

"  on  the  second  shaft  and  is  connected  to  one  of  the  three  previously  mentioned 

'*  gear  wheels  movable  along  that  shaft. 

^  The  accompanying  drawings  illustrate  a  construction  of  compound  road 

40  "  locomotive  provided  with  three  change  speeds  according  to  this  invention 

"  Fig.  4  is  a  sectional  elevation  showing  the  second  motion  shaft  carrying  the 
"  sliding  change  gear  wheels,  and  the  striking  gear  it  is  preferred  to  employ  in 
^  connection  therewith  ;  Fig.  5  is  a  section  on  the  line  b — &,  Fig.  4 ;  and  Figs.  6 
'*  and  7  are  detail  views  hereinafter  referred  to. 

45  '*  The  striking  gear  employed  for  putting  the  spur  wheels  14%  15%  and  16* 
^  into  and  out  of  gear  is  preferably  of  the  kind  forming  the  subject  of  a  later 
^  application  No.  587  dated  8  January  1902  made  by  me  jointly  with  another 
"  and  is  not  claimed  as  part  of  my  present  invention,  comprises  clutch  forks 
^  19,  20  and  21  which  respectively  engage  in  grooves  turned  in  the  bosses 

50  "  of  the  spur  wheels  14%  15»  and  16»  and  are  carried  by  bars  19*,  20*  and  21*. 

*'  These  bars  are  free  to  slide  one  upon  another  within  a  bracket  22  and  upon 

**  each  <rf  them  is  a  tongue  or  lug  (19%  20*,  21*)  so  disposed  that  when  the  gear 

'*  wheels  are  all  out  of  engagement  the  three  tongues  or  lugs  will  be  one  above 

"  another.    A  forked  striking  or  operating  lever  23  is  pivoted  upon  a  pin  24 

55  ^  fixed  in  a  casting  25  which  is  itself  pivoted  upon  horizontal  pins  or  trunnions 
**  26  mounted  in  the  bracket  or  support.  The  lever  23  which  projects  f orwardly 
**  between  upper  and  lower  jaws  with  which  the  casing  is  formed,  is  th^r^fpr^. 
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"  forward  or  back 
"  toothed  segment 
"  gear  the  throwir 
"  wheels  that  w*^ 
"  lever  into  th*^ 

"Now  the 
"  wheel  grr 
"  either  b* 
"  applies* 


wh^^' 


or  sideways  about  the  centre 
Jfot  pins,  BO  that  by  moving  the 


'^Ac' 
"whi 
"no' 


-^>  fj'  fffto  engage  with  either  of  the  tongaes 

^'  /^^  fi^^  ^y  moving  it  about  its  pin  24  it 

''^J-**'' '%'  ']Jr^^ '%  ^  ^^  21  thus  engaged  in  a  direction 

„.  '*'„?^;>'/*'r'A'  ^  ^^/  ^®  corresponding  gear  wheel  into  or 

^Sj"*^!!r  '^  ^^'^J^  ^  %d  of  ^^®  lever  23  passes  through  a  fixed  guide 

^j!i'*'^%^^;^/jjf/ie^Jjoped  in  Pig.  6  and  having  three  horizontal 

^j^.W^'  '^f^i^i^^.jv'^  ^  speeds  and  all  connected  by  a  central  vertical 


>' 


^ft'  '^**imarfc^d  with  their  respective  speeds  indicate  to 


10 


"'V^^^/N-'-^/.ips'-^Viiich  the  lever  must  be  raised  or  lowered  for 

"  ^'^^fhfi^^^^^^'^1^       ^^®  ^^^^  *^^  ^^°^^*  ^^  direction  and  quantity  of 
^.p/f^i^y^  iUj ^^!t^ lever  in  putting  the  change  wheels  in  and  out  of  gear. 

'^  no  A 


"  The  jaws  of  the  casting  25  are  formed  with  recesses  25^  so  that  when  the 
"  lever  is  engaged  with  the  tongue  21*,  the  tongues  20*  and  19»  will  be  engaged 
"  in  the  recesses  of  the  upper  and  lower  jaws  respectively.  If  the  lever 
"  handle  be  depressed  so  as  to  bring  the  fork  into  engagement  with  the 
"  tongue  20*,  both  the  tongues  19»  and  21*  will  be  engaged  in  the  recess  of 
"  the  lower  jaw ;  or  vice  versa.    This  arrangement  forms  a  locking  device  for 
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**  the  bars  19*,  20*  and  21*  and  prevents  them  moving  from  the  proper  central 
'*  position  when  not  engaged  by  the  lever  23,  which  itself  forms  the  locking 
"  device  for  the  tongue  which  happens  to  be  engaged  thereby." 
The  Defendants  admitted  at  the  trial  that  if  the  Patent  was  valid  they  had 
5  infringed.  It  is  therefore  unnecessary  to  give  a  Drawing  of  the  Defendants* 
form  of  gear  in  this  Report. 

The  action  came  on  for  trial  on  the  5th  of  December  1906  before  Mr.  Justice 
Pabkbb. 
T.  Terrell  K.C.  and  Martelli  (instructed  by  Buxton^  Ashton  Jk  Son)  appeared 
10  for  the  PlaintiflE ;  Waiter  K.C.  and  Christopher  James  (instructed  by  E.  and  J. 
Mote)  appeared  for  the  Defendants. 

Terrell  K.C.  opened  the  PlaintiflPs  case.— The  Claim  is  strictly  limited  to  the 

part  e  in  the  change  speed  gear— to  the  particular  device,  which  is  cheap  and 

solid,  and  can  be  applied  to  any  motor  car.    There  are  many  other  devices  for  the 

15  purpose,  but  the  PlaintiflE's  has  been  remarkably  successful.    Before  April  1905 

the  PlaintiflE  bought  from  the  Defendants  a  motor  car  which  was  defective 

because  of  "  jarring-out,"  and  he  devised  the  patented  method  for  curing  the 

defect  and  explained  it  to  the  Defendants.    Later,  he  found  that  they  were  not 

only  making  it  for  him  but  were  applying  it  to  other  cars.    The  Defendants 

20  then  said  that  the  device  that  they  were  using  was  not  the  same  as  the  Plaintiff's, 

or  an  infringement.    Of  the  anticipations,  Mayhach  is  the  nearest,  but  the 

bridge-piece  in  that  has  no  place  in  the  working,  whereas  the  function  of  the 

U-piece  in  the  Plaintiff's  device  is  to  lock.    The  locking  in  Mayhach  is  effected 

by  the  rod  underneath.    In  the  Plaintiff's  device  the  locking  and  the  movement 

25  are  conveyed  by  the  same  notch.    The  mechanical  result  is  the  same,  but  the 

mechanism  is  different. 

Evidence  was  given  in  support  of  the  Plaintiff's  case.    Colonel  R,  E.  B. 
Orompton  said  that  in  MaybacVs  device  the  forked  piece  rocked,  but  in  the 
Plaintiff's  the  U-piece  did  not.    A  large  proportion  of  the  cars  in  the  Exhibition 
30  at  Olympia  in  1906  had  the  Plaintiff's  device.    That  device  was  only  applicable 
to  the  "  Merc^d^s  "  type  of  car — a  type  having  a  gear  box  in  which  the  change 
speed  wheels  were  moved  by  two  or  more  independent"  rods,    James  and 
Homshy  was  a  '*  Merced&s  "  type  of  gear,  but  was  much  more  complicated  than 
the  Plaintiflfs,  and  in  it,  in  order  to  get  sufficient  stiffness,  it  was  necessary  to 
35  prolong  out  at  the  end  the  bearings  corresponding  to  14  in  the  Plaintiff's 
Drawing,  and  to  make  the  operating  part  with  teeth,  whereas  in  the  Plaintiff's 
there  was  only  one  tooth.    James  and  Hornshy^s  device  would  be  more  easily 
jammed,  and  it  was  more  costly.    In  Mayhach  the  teeth  on  the  operating  arm 
could  not  be  replaced  by  one  tooth  without  material  alteration  of  the  arrange- 
40  ment  of  the  parts,  and  the  rectangular  rod  sliding  in  the  groove  would  have  to 
be  more  carefully  fitted  than  the  round  rod  of  the  Plaintiff's  mechanism,  and 
would  be  more  easily  jammed.    Maybach'^s  was  more  difficult  to  make,  and  in 
consequence  was  not  much  used.    Oreig^s  device,  as  shown  in  Fig.  5,  was  for 
use  on  a  traction  engine,  and  was  generally  horizontal.    It  would  require  inven- 
45  tion  to  adapt  it  to  a  motor  car.    Greig  had  push  rods,  but  not  the  end  slide. 
His  device  has  been  abandoned  on  the  "  Martini "  car  in  favour  of  the  Plaintiff's ; 
it  could  only  be  used  on  cars  built  specially  to  take  it.    In  James  and  Homsby 
each  side  had  to  be  supported  separately,  and  the  arms  on  the  two  sides  of  the 
operating  mechanism  were  two  separate  independent  parts  moved  separately 
50  and  independently,  and  had  to  be  arrested  in  their  movement  by  two  separate 
attachments,  whereas  in  the  Plaintiff's  the  fastening  was  only  needed  at  the 
part  marked  12.    In  James  and  Homsby  the  method  of  carrying  the  weight 
was  an  element  of  weakness,  and  the  device  could  not  work  for  any  length  of 
time.    Maybach  was  not  merely  structurally,  but  functionally  different  from 
55  the  PlaintiflPs  device.    In  the  latter  the  part  e  moved  independently  of  /;  in 
Qreig's  device  the  corresponding  parts  moved  together,  and  a  sliding  movement 
was  preferable  to  rotation,  because  the  push  rods  could  not  be  placed  vertically 
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nndemeath  the  operating  lever  and  it  was  necessary  to  have  two  sets  of  push 
rods  connected  by  levers  or  other  means  to  work  Oreig^s  device,  which  would 
not  be  applicable  to  all ''  Mercedes  "  types  of  car  without  much  modification. 
'  J.  Swinburne  said  that  the  invention  consisted  in  adding  the  locking  piece  e 
to  the  mechanism.    It  was  a  simple,  convenient  and  inexpensive  way  of  getting  5 
the  locking  effect,  and  to  devise  it  ingenuity  would  be  required.   The  mechanism 
of  James  dnd  Horfisby  effected  the  same  object,  but  was  not  so  good  mechani- 
cally ;  it  was  more  difiBcult  to  make,  and  was  not  suitable  for  working  in  a 
ifiotor  car.    If  the  gate  plate  was  taken  off  there  would  be  nothing  to  prevent 
one  getting  the  mechanism  wrong ;  that  was  not  so  in  the  Plaintiff's  device.  10 
Mayhach  solved  the  problem  in  a  different  way  from  the  Plaintiff  and  was  more 
compliciited.    Instead  of  having  the  peg  following  the  same  grooves  at  the  end 
of  the  lever,  it  had  the  key  on  the  other  side  of  the  rois.    That  involved  an 
alteration  of  the  baiti,  whereas,  in  the  Plaintiff 's  device,  the  key  mechanism 
worked  in  the  old    notches,  and   was  simply   an    addition  to  the  existing  15 
mechanism.    The  essential  difference  between  Qreig  and  the  Plaintiff 's  device 
wad  that  the  locking  part  rocked,  instead  of  sliding.    The  lever  was  placed 
horizontally,  which  would  not  be  suitable  for  a  motor  car,  and  if  the  lever  were 
turn^  up  vertically  it  would  come  in  the  wrong  place.    James  and  Harnsby^s 
device  t/as  a  "  Merc6d^s  "  type  of  gear,  in  that  there  was  a  gear  box  in  which   20 
the  shifting  mechanism  was  connected  with  rods  that  independently  came  out 
of  the  gear  box.    There  was  a  distinction  between  it  and  the  Plaintiff's  device 
itk  that,  by  its  mechanism,  one  was  limited  to  a  short  length  between  the  centre 
of  the  axle  S^  and  the  racks.    It  would  require  invention  to  go  from  that  to  the 
Plaintiff's  device ;   the  parts  Y*,  Y*  would  have  to  be  connected,  and  other  25 
substantial  alterations  would  have  to  be  made  ;  the  idea  of  the  bridge  piece  was 
oM.    The  problem  was  to  get  bolts  that  worked  in  notches  connected  without 
fouling  the  frame.  The  Plaintiff's  was  a  more  robust  mechanism  than  Maybach*s, 
In  Oreig  the  gate  could  be  removed,  and  the  lever  bent  and  brought  out  to  the 
side  of  the  car,  but  it  would  not  be  a  good  working  device.    The  locking  device  30 
in  itself  was  very  like  the  Plaintiff's. 

The  Plaintiff  was  -called,  and  stated  that  in  February  1903  he  ordered  a  car 
from  the  Defendants,  and  when  he  saw  it  at  their  works  he  noticed  a  defect  in 
the  operation  of  the  push  rods,  and  he  devised  a  remedy.  In  July  he  gave  the 
Defendant's  manager,  Mr.  Pullinge7\  a  description  of  his  device,  and  the  35 
Defendants  put  it  on  his  car.  [The  witness  was  cross-examined  as  to  the 
idea  he  had  had  when  he  applied  for  Provisional  Protection.]  ^Terrell  K.C. 
— Except  to  prove  disconformity,  the  Provisional  Specification  cannot  be  used 
to  construe  the  Complete  Specification.]  [  Walter  K.C. — One  of  the  Defendants' 
points  is  that  the  Plaintiff  was  not  the  true  and  first  inventor.]  ^Terrell  K.C.  40 
— In  that  case  the  Defendants  ought  to  state  who  it  is  that  they  allege  to  have 
been  the  true  and  first  inventor.]  The  Plaintiff  stated  that  he  offered  to  give 
drawings  to  the  Defendants,  but  they  did  not  have  them,  or  the  model  he  made. 
ITerrell  K.C. — ^The  Defendants  are  not  entitled  to  put  questions  directed  to 
showing  that  the  Defendants  had  made  the  invention,  in  the  absence  of  an  45 
allegation  to  that  effect  in  the  Particulars  of  Objections  {Russell  v.  Ledsam^ 
11  M.  &  W.  647).  The  is^ue  of  the  true  and  first  inventor  is  not  on  the 
Plaintiffs  ;  a  mistake  has  often  been  made  as  to  that ;  a  plaintiff  produces  his 
Patent,  and  his  grant  is  good  until  it  is  invalidated,  and  the  burden  of  proof  of 
invalidity  is  upon  the  defendant.]  [Parker  J. — ^When  the  issue  is  raised  is  it  50 
not  the  general  piactice  to  apply  for  Further  Particulars  ?]  [Terrell  K.C. — ^No  ; 
you  are  not  entitled  to  give  evidence  unless  you  have  given  Particulars.] 
[  Walter  K.C. — In  the  Letters  Patent  it  is  recited  that  the  grantee  is  the  true  and 
first  inventor.  The  Plaintiff  has  gone  into  the  witness  box,  and  the  Defendants 
are  enabled  to  establish  their  plea  from  the  mouth  of  the  grantee  himself.  If  55 
the  representation  is  not  true  the  Crown  was  deceived  and  the  grant  is  invalid.] 
ITerrell  K,C,— Russell  v.  ledsam  was  before  the  Act  of  1883  ;  if  it  h^d  been 
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Bince  the  Act,  by  analogy,  it  would   have   been  decided    the  other  way.] 

JPabkbb  J. — I  think  that  under  the  Act  it  would  be  proper,  on  an  application 
or  Further  Particulars,  always  to  direct  Particulars  of  the  person  who  was  said 
to  have  been  the  true  and  first  inventor,  but  that  prima  fade^  although  the 
5  P^ticulars  may  be  insufficient  to  begin  with,  the  defendant  who  is  objecting 
ought  not  to  be  precluded  from  raising  the  question  when  the  plaintiff  might 
have  applied  for  better  Particulars.] 

WciUr  K.C.  opened  the  Defendants'  case. — The  invention  is  entirely  covered 
by  the  previous  machines.    The  Plaintiff  has  been  obliged  to  put  his  case  on 

10  lines  inconsistent  with  the, true  construction  ;  he  has  rested  it  on  Fig.  2 — that 
is,  as  an  invention  involving  a^guard  plate  supported  by  the  revolving  axle  of 
the  operating  arm  and  moved  with  the  arm,  but  prevented  from  turning  by  the. 
part  12.     It  was  limited,  according  to  Colonel  Grompton^  to  an  overhung 
bearing,  though  it  is  not  so  limited  by  Mr.  Swinburne.    Looking  at  Fig.  7,  the 

15  limited  construction  is  impossible.  Support  from  the  axle  is  no  part  of  the 
invention ;  nor  is  a  projection  from  one  side  of  the  horse-shoe  ;  nor  the  circular 
form  of  the  axle — in  Fig.  7  it  is  square.  The  essential  features  of  the  invention 
are  shown  by  finding  what  is  common  to  Figs.  2  and  7.  Mr.  Swinburne's 
admission  as  to  the  substantial  mechanical  identity  of  Oreiff,  and  the  fact  that 

20  if  Greig's  mechanism  were  put  in  the  centre  of  the  car  he  would  prefer  Qreig^ 
are  conclusive  in  the  Defendants'  favour.  Every  feature  to  be  found  in  the 
part  e  in  the  Plaintiff's  device  is  found  in  Greig.  As  regards  Fig.  2,  Greig  and 
James  and  Homsby  are  identical,  and  after  these,  and  Maybach^  there  is  no 
subject-matter  for  a  Patent  in  the  Plaintiff's  mechanism. 

25      Witnesses  were  then  called  for  the  Defendants. 

Alfred  Julius  BouU  said  that  the  form  of  the  guide  rod  controlling  the  guard 
plate  was  not  an  essential  feature  of  the  invention  ;  in  Fig.  2  it  was  round  in 
section,  in  Fig.  7  it  was  square.  In  Greig  the  horse-shoe  form  of  the  locking 
bar  was  the  same  as  the  Plaintiff's,  and,  apart  from  the  pivotal  movement,  the 

30  action  was  the  same.  In  James  and  Hor^isby  the  guard  plate,  apart  from  its 
being  in  two  pieces,  was  the  same  as  in  the  Plaintiff's  device,  and  as  to  the 
distinction  between  teeth  and  a  tooth,  the  Plaintiff,  in  his  Provisional  Specifi- 
cation, referred  to  teeth — he  spoke  of  a  tooth  or  segment  arm.  In  Maybach  the 
locking  plate  having  the  slot  in  it  had  two  adjacent  faces  that  performed  the 

35  looking  of  the  push  rods  in  the  same  manner  as  that  in  which  it  was  performed 
in  the  Plaintiff's  device.  The  last-named  device  was  admirably  designed  for 
the  Humber  car.  James  and  Hornsby's  device  was  not  so  simple  as  the 
Plaintiff's,  but  the  expense  of  the  bracket,  of  which  much  had  been  made, 
would  be  slight  when  the  brackets  were  made  in  quantity.    The  problem  of 

40  getting  to  both  sides  of  the  operating  mechanism  had  been  solved  in  the 
Plaintiff's  Fig.  2  in  one  way  and  in  James  atid  Hornsby's  Fig.  4  in  another 
way.  Maybach  put  the  locking  under  the  whole  mechanism ;  the  Plaintiff 
made  the  connection  over  the  whole  mechanism.  MaybaclCs  device  was  nearly 
as  simple  and  cheap  as  the  Plaintiff's. 

45  W.  Worby  Beaumont  said  that  in  the  Plaintiff's  device  the  suspension  of  the 
guard  plate  from  the  axle  was  necessary  for  the  arrangement  shown  in  Fig.  /2, 
but  in  Fig.  7  the  plate  was  supported  from  some  pare  of  the  frame.  The 
position  of  the  bearings  was  not  an  essential  part  of  the  invention.  Maybach' s 
device  was  a  practical  appliance ;  it  was  in  use  in  various  forms  now,  and  the 

50  apparatus  as  shown  in  the  Drawings  was  in  use  in  1899-19U0.  It  was  merely 
draughtsman's  work  to  adapt  Maybach  to  any  particular  car.  So  far  as  the 
locking  and  operating  arm  parts  were  concerned,  the  only  difference  between 
James  and  Homsby's  device  and  the  Plaintiff's  was  the  difference  in  the  shape 
of  the  pieces.    The  Plaintiff's  device  was  an  effective  simplification  of  the 

55  devices  of  Maybach^  Chreig^  and  James  and  Homsby^  and  was  better  for 
application  to  about  60  per  cent,  of  existing  cars,  but  the  simplification  was  not- 
such  as  to  involve  invention. 
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T.  C.  Pidlinger^  the  Defendants'  works  manager  at  Beeston,  said  that  the 
Plaintiff,  in  July  1905,  suggested  that  if  the  Defendants  made  a  horse-shoe 
they  would  be  able  to  remedy  the    defect  in  the  gear  complained   of  by 
the  Plaintiff.    The  witness  showed  the  Plaintiff  a  drawing  made  some  time 
before.    The  idea  of  the  suspension    of    the    part    e   upon  the    axle  6    in  5 
Fig.  2  was  worked    out   by  the  Defendants,    and    part   12  was  added   by 
them  later.    They  bad  nothing  to  do  with  Pig,  7.    The  other  Drawings  in 
the  Specification  were  the .  same  as  the  apparatus  made  by  the  Defendants. 
In   or   about   August   the   Defendants  began  to  apply  the   device  to  their 
cars  and  they  put  it  on  to   about  \  100.      Since   about   January    1906   they  10 
had  used  a  different  device.    They  did  not  regard  the  patented  device  as   . 
their  invention. 

Walter  K.C.  summed  up  the  Defendants'  case. — The  Plaintiff  has  the 
Specification  and  the  Claim  to  show  what  he  has  marked  out  for  himself, 
and  the  construction  has  to  be  decided  on  the  document  alone.  This  15 
is  not  an  invention  limited  to  one  particular  form ;  the  device  is  not 
claimed  at  large,  but  is  for  preventing  the  push  rods  that  operate  certain 
gear  wheels  being  operated  except  at  certain  times.  The  defences  of 
novelty  and  subject-matter,  though  intimately  related,  are  not  identical.  One 
cannot  put  old  appliances  to  an  analogous  use  and  have  invention.  In  20 
Qreig^s  device  the  tooth  is  in  the  rod  instead  of  the  slot,  and  the  end  of 
the  operating  lever  is  bifurcated.  The  arm  and  operating  lever  of  that 
device  would  work  if  put  into  the  Plaintiff's  axle  apparatus.  In  James  and 
Hornshy  there  is  the  horse-shoe,  though  not  a  rigid  one.  The  difference  of 
form  is  immaterial.  As  to  the  cases,  Lyon  v.  Ooddard  (10  R.P.O.  334)  has  no  25 
bearing  on  the  present  case  ;  nor  have  Crane  v.  Price  (1  Webst.  P.O.  393),  and 
Murray  v.  Clayton  (L.R.  7  Ch.  App.  570).  The  success  of  the  Plaintiff's 
device  is  not  conclusive  {American  Braided  Wire  Company  v.  Thompson^ 
6  R.P.C.  518  at  page  527  per  Lord  HerscMl).  In  the  Anti-  Vibration  Company 
V.  Crossley  (22  R.P.C.  157,  441)  there  was  a  new  idea.  In  Edison  Bell  Phono-  30 
graph  Corporation  v.  Smith  (11  R.P.C.  389)  the  law  laid  down  by  Lord  Esher 
as  to  subject-matter  is  unsound.  The  previous  inventors  have  made  the  identical 
thing  the  Plaintiffs  has  made,  or  if  not  the  identical  thing,  a  thing  that  has  only 
to  be  altered  to  fit  the  particular  adaptation. 

Terrell  K.C.  replied. — The  doctrine  of  subject-matter  is  of  historical  growth.  35 
The  Statute  of  Monopolies  says  nothing  about  subject-matter ;  but  does  say 
that  Patents  are  to  be  for  new  manufactures,  and  then  the  question  arises  as  to 
what  is  a  new  manufacture.    Invention  has  nothing  to  do  with  subject-matter. 
A  valid  Patent  may  be  obtained  for  an  imported  idea.    Subject-matter  means 
that  there  must  be  some  departure  from  what  has  been  done  before — something  40 
done  better  or  more  cheaply.    Lord  Esher's  judgment  in  Edison  Bell  Phono- 
graph  Corporation  v.  Smith  (11  R.P.C.  389)  deals  correctly  with  the  question 
of  subject-matter.    The  Plaintiff's  device  was  largely  adopted  by  the  Defendants. 
The  invention  is  attacked  not  for  want  of  subject-matter  over  what  was  common 
knowledge,  but  for  want  of  subject-matter  over  what  was  found  in  certain  45 
Specifications.    Section  5  (5)  of  the  Act  of  1883,  as  to  the  Specification  ending 
with  a  Claim,  has  been  held  to  be  directory.  •So,  if  there  is  no  Claim,  the  whole 
thing  described  must  be  taken  for  infringement.    Here  the  mode  of  support 
of  e  is  not  part  of  the  Patent ;  what  is  required  is  a  guard-piece4hat  will  work 
on  both  sides  of  the  operating  arm  without  fouling.    Mr.  Beaum^mt  said  that  50 
the  Plaintiff's  device  was  a  simplification  of  the  previous  forms  ;  it  is  none  the 
less  invention  because  it  is  called  draughtsman's  work.    The  form  of  support 
is  immaterial.    The  use  of  the  crank  e  for  the  particular  purpose  for  which  it 
is  used  is  new.    Oreig^s  device  is  admittedly  difficult  to  apply,  because  the  . 
lever  would  come  up  in  the  middle  of  the  car,  between  the  cylinders ;   it  55 
involves  the  use  of  a  double  joint.    The  Plaintiff's  device  has  a  capacity  beyond 
that  of  Oreig's  mechanism,  which  cannot  be  put  at  the  side  of  the  car,  while 
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the  PlaintdfTs  is  applicable  without  alteration  to  a  **  Mere6d6s  "  car  ;  all  that 
has  to  be  done  is  to  screw  on  the  part «,  and  it  will  work. 
Judgment  was  reserved  and  was  delivered  on  the  21st  of  December  1906. 
Pabkbb  J. — This  is  an  action  for  the  infringement  of  the  Letters  Patent, 
5  No.  13,551  of  1905,  for  ''Improvements  in  transmission,  change  speed  and 
''  reversing  gear  for  automobile  vehicles."    On  the  assumption  that  the  Letters 
Patent  are  valid,  the  infringement  is  admitted,  and  the  only  point  I  have  to 
decide  is  the  validity  of  the  Letters  Patent. 
In  all  motor  vehicles  of  what  is  called  the ''MercM^s"  type,  the  various 

It)  sets  of  cog  wheels  by  which  the  various  speeds  and  the  reverse  are  governed, 
are  brought  into  operation  by  means  of  rods  which  are  pushed  forwards  or 
backwards,  and  again  withdrawn  at  the  will  of  the  driver  of  the  motor,  and  are 
sometimes  known  as  ''  push  rods."  The  means  by  which  the  driver  controls 
the  push  rods  are  as  follows — he  has  usually  on  his  right  hand,  or  off  side  of  the 

15  car,  an  upright  lever,  which  is  called  the  change  gear  lever,  and  which  is,  at  its 
lower  end,  fastened  to,  and  forms  a  right  angle  with,  a  rounded  axle  traversing 
the  machine,  and  passing  at  some  distance  over  and  at  right  angles  to  the  push 
rods.  This  axle  is  so  arranged  and  supported  as  to  be  capable  of  two  movements 
corresponding  with  the  movements  of  the  chain  gear  lever,  that  is  to  say,  when 

20  the  driver  moves  the  chain  gear  lever  to  and  fro  through  what  is  known  as  the 
gate  of  the  plate,  controlling  the  movements  of  the  lever,  the  axle  slides  back- 
wards and  forwards  over,  and  at  right  angles  to,  the  push  rods,  and  when  the 
driver  forces  the  lever  into  the  various  notches  on  either  side  of  the  gate,  the 
axle  rotates  in  one  direction  or  the  other,  according  to  the  notch  chosen  by  the 

25  driver,  the  extent  of  the  rotation  being  determined  by  the  depth  of  the  notch. 
Keyed  to  the  axle  above  the  push  rods  is  an  operating  arm  which  engages,  by 
means  of  a  tooth,  at  the  lower  end,  with  a  tooth  hole  or  notch  on  one  or  other 
of  the  push  rods,  the  particular  rod  being  selected  by  the  driver  by  means  of 
sliding  the  lever  forwards  or  backwards  through  the  gate,  thus  causing  the 

30  operating  arm  to  slide  with  the  axle  across  the  push  rods  and  engage  them 
successively.  When  the  driver,  having  thus  selected  the  rod  he  wishes  to 
operate,  forces  the  lever  into  one  or  other  of  the  notches  on  either  side  of  the 
gate,  he  gives  a  rotating  motion  to  the  axle  and  through  the  axle  to  the  operating 
arm,  and  the  push  rod  engaged  by  the  operating  arm  is  thus  pushed  backward 

35  or  forward  as  the  case  may  be,  and  the  appropriate  set  of  cog  wheels  are  brought 
into  or  taken  out  of  action. 

It  is,  of  course,  important  that  only  one  set  of  cog  wheels  should  be  in 
operation  at  the  same  time,  but  experience  has  shown  that  some  movement  of 
the  car,  or  its  part,  may  displace  the  push  rods,  which  are  not  at  the  time  being 

40  controlled  by  the  operating  arm,  and  thus  bring  into  operation  one  or  more  sets 
of  cog  wheels  in  addition  to  that  governed  by  the  push  rod  selected  by  the 
driver.  To  prevent  this,  various  devices  have  been  employed,  with  the  object 
of  automatically  locking  and  rendering  incapable  of  movement  every  push  rod 
except  that  which  has  been  selected  by  the  driver  and  is  engaged  for  the  time 

45  being  by  the  operating  arm.    These  devices  may  be  referred  to  as  locking 
.    devices. 

It  appears  that  the  Plaintiff  in  the  summer  of  1905  purchased  from  the 
Defendants  a  car  of  the  ''  Merc^d^s "  type,  the  locking  device  employed  con- 
sisting of  certain  springs,  which  I  need  not  particularly  describe.    He  found 

50  these  springs  unsatisfactory,  and,  having  thought  out  another  locking  device,  and 
on  the  1st  of  July  filed  his  Provisional  Specification,  took  his  car  to  the  Defendants* 
works,  and  having  described  his  device  to  their  manager,  Mr.  PuUinger,  asked 
him  to  have  it  made  and  fitted  to  his  car.  Mr.  Pulliiiger  undertook  to  do  this, 
and  on  the  26th  of  July  1905,  he  wrote  to  the  Plaintiff  as  follows  :  "  In  reply  to 

55  **  yours  of  the  25th  inst.,  the  locking  arrangement  you  explained  to  me  I  am 
**  having  worked  out  to  the  best  of  my  ability.  I  am  afraid  I  am  not  very  good 
^  at  translating  anybody  else's  ideas  but  I  think  I  have  grasped  this  one,  dnd  if. 
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*'  when  you  get  the  car  back  it  does  not  meet  with  your  approval,  I  hope  yon 
'*  will  forgive  me/'  The  car  was,  in  due  course,  delivered  with  the  locking 
device  described  by  the  Plaintiff  embodied  in  it,  and  some  of  the  Drawings 
contained  in  the  Plaintiff's  Complete  Specification,  subsequently  filed,  are  taken 
from  this  car.  I  enter  into  these  particulars  because  there  was  some  suggestion  5 
in  the  course  of  the  Plaintiff's  cross-examination  that  the  real  inventors  of  the 
device  were  the  Defendants.  I  do  not,  however,  think  there  is  any  foundation 
for  such  suggestion. 

The  Plaintiff's  Complete  Specification  was  accepted  on  the  15th  of  February 
1906,  and  his  Letters  Patent  issued  in  'due  course  ;  but  the  Defendants  say  that  10 
such  Letters  Patent  are  invalid,  their  objection  being  that  the  Plaintiff  was  not 
the  true  and  first  inventor,  and  that  the  alleged  invention  was  not  new  or 
subject-matter  for  valid  Letters  Patent. 

Before  considering  these  objections,  it  is  important  to  ascertain  what  precisely 
it  is  for  which  the  Plaintiff  claims  protection.  Now,  as  Mr.  Terrell  said  in  15 
opening  the  case,  the  Plaintiff's  Claim  is  of  the  narrowest  description.  It  is  for 
the  use,  jn  transmission,  change  speed  and  reversing  gear  mechanism,  such  as 
I  have  already  described,  of  a  locking  plate  which  is  shown  and  marked  e  in 
the  Drawings  accompanying  the  Complete  Specification,  such  device  being 
made  to  co-operate  with  the  tooth  holes  or  notches  in  the  push  rods  and  control  20 
their  operation,  substantially  as  described  and  shown  in  the  Drawings.  On 
studying  the  Specification  and  Drawings,  it  appears  that  e  is  a  single  (J^^^^P^ 
locking  plate,  each  end  of  which  is  armed  with  a  tooth  of  such  size  and  shape 
as  to  be  capable  of  engaging  at  one  time  in  the  tooth  holes  or  notches  of  two  of 
the  three  push  rods  shown  in  the  Drawings.  In  order  to  co-operate  with  the  25 
tooth  holes  or  notches  of  the  push  rods,  it  must  be  made  to  slide  backwards  and 
forwards  with  the  sliding  motion  of  the  axle  and  operating  arms,  but,  in  order 
that  it  may  effectually  operate  the  push  rods,  other  than  that  which  is,  for  the 
time  being,  under  the  control  of  the  operating  arm,  the  rotating  motion  which 
might,  otherwise,  be  communicated  to  it  by  the  rotation  of  the  axle  and  30 
operating  arm,  must  be  checked  or  prevented.  The  object  of  the  (J'B1^P^»  or, 
as  some  witnesses  put  it,  the  crank  form  of  6,  is  to  enable  its  toothed  ends  to 
engage  with  the  tooth  holes  or  notches  of  the  push  rods  on  either  or  both  sides 
of  the  operating  arm  as  occasion  may  require,  leaving  a  sufficient  gap  in  and 
through  which  the  operating  arm  may  by  its  rotating  motion  push  forward  or  35 
backward  the  particular  push  rod  selected  by  the  driver.  The  danger  of  the 
locking  plate  fouling  the  locking  arm  is  thus  avoided.  The  Specification  and 
Drawings  contemplate  that  e  may  be  suspended  vertically  from  the  axle,  or 
fixed  horizontally  between  the  axle  and  the  push  rods,  from  which  it  would 
appear  to  follow  that  the  means  by  which  the  sliding  motion  of  the  axle  is  to  40 
be  communicated  to  &,  is  not  an  essential  part  of  the  Claim.  Similarly  it  was 
not  contended,  nor  do  I  think,  that  on  the  true  construction  of  the  Specification 
it  could  be  contended,  that  any  particular  method  of  checking  or  preventing  the 
rotating  motion  of  the  axle  and  operating  arm  is  an  essential  part  of  the  Claim, 
I  conclude,  therefore,  that  the  essential  characteristics  of  the  invention  are  as  45 
follows  : — (I)  There  must  be  a  single  locking  plate  of  a  (J  or  crank  shape,  so 
as  to  leave  a  gap  in  which  the  operating  arm  may  fulfil  its  functions.  (2)  This 
locking  plate  must  be  armed  at  each  end  with  a  tooth,  sufficiently  large  to 
engage  with  the  tooth  holes  or  notches  of  two  out  of  the  three  push  rods.  (3) 
It  must  slide  into  such  engagement  with  the  sliding  motion  of  the  axle  50 
and  operating  arm,  and  (4)  the  rotating  motion  which  might,  otherwise,  be 
communicated  to  it  by  the  rotation  of  the  axle  and  operating  arm  must  be 
checked  and  prevented.  The  single  (J -shaped  locking  plate  thus  used  appears 
to  me  to  be  the  invention  for  which  protection  is  claimed. 

The  anticipations  relied  on  at  the  trial  are  the  Specifications  and  Drawings  of  55 
three  earlier  Letters  Patent— that  is  to  say,  MaybacWs  (No.  21,652  of  1900), 
Qreig'B  (No.  5249  of  1901),  and  jamea  and  Hornsby'a  (No.  26,684  of  1903). 
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I  will  consider  each  of  these  with  reference  to  the  four  essential  points  of  the 
'  PlaintifTs  invention,  which  I  have  already  enumerated. 

First,  let  me  consider  James  and  Eornaby's  Specification.  In  this  the  push 
rods,  change  gear  lever,  axle  and  operating  arm  are  substantially  as  shown  in 
5  the  Plaintiff's  Drawings,  except  that  the  operating  arm,  instead  of  being  armed 
with  a  single  tooth,  engaging  in  a  single  tooth  hole  or  notch  in  the  selected 
pudi  rod,  has,  at  its  lower  end,  several  teeth  which  engage  successively  in 
several  tooth  holes  or  notches  in  the  selected  push  rod.  This  is,  however, 
an  unimportant  variation,  for  the  necessity  of  one  or  more  such  teeth  and 

10  tooth  holes  or  notches  depends  only  on  the  radial  length  of  the  operating 
arm ;  in  other  words,  on  the  vertical  height  of  the  axle  above  the  push  rods. 
If  this  height  be  sufficient  a  single  tooth  and  tooth  hole  or  notch  is  sufficient 
as  contemplated  by  the  Plaintiff,  but  as  this  height  diminishes  more  teeth  and 
more  corresponding  tooth  holes  or  notches  are  required.    The  locking  device 

15  employed  by  James  and  Homshy  consists,  not  of  a  single  locking  plate,  but  of 

'   two  locking  plates,  one  on  each  side  of  the  operating  arm.    Each,  however,  is  so 

arranged  as  to  slide  with  the  sliding  motion  of  the  axle  and  operating  arm,  and 

is  fitted  with  teeth  which  engage  ^vith  the  tooth  holes  or  notches  of  the  push 

rods,  and,  further,  any  rotating  motion  which  might  otherwise  be  communicated 

20  to  them  from  the  rotating  motion  of  the  axle  and  operating  arm  is  checked  and 
prevented.  Except,  therefore,  that  the  Plaintiff  has  substituted  for  two  locking 
plates,  one  on  each  side  of  the  operating  arm,  a  single  \J  or  crank-shaped  locking 
plate,  the  locking  device  shown  in  James  and  Homsby's  Specification  is  sub- 
stantially the  same  as  that  shown  in  the  Plaintiff's  Specification. 

25  Secondly,  let  me  consider  MayhacVs  Specification.  In  this,  again,  the  push 
rods,  change  gear  lever,  axle  and  operating  arm  are  substantially  as  shown  in 
the  Plaintiff's  Drawings,  and,  further,  the  locking  device  consists  of  a  single 
locking  plate  only,  which  slides- with  the  sliding  motion,  but  does  not  rotate 
with  the  rotating  motion  of  the  axle  and  operating  arm.    It  does  not,  however, 

30  operate  by  eng&gement  with  the  tooth  holes  or  notches  of  the  push  rods*  It 
consists  of  a  bar  passing  underneath  the  push  rods  and  engaging  with  grooves 
on  their  under-side.  The  bar  has  a  gap  or  recess  through  which  the  operating 
arm,  as  it  rotates  with  the  axle,  moves  the  selected  push  rod  backwards  or 
forwards  as  required.    The  gap  or  recess  in  the  plate  obviously  performs  the 

35  same  function  as  the  (J  or  crank  shape  in  the  Plaintiff's  locking  plate  «,  and  a 

mechanician  who  set  out  to  adapt  MaybacKs  locking  plate  for  co-operation  with 

the  tooth  holes  or  notches  on  the  upper  side  of  the  push  rods,  could  only,  I 

think,  arrive  at  a  locking  plate  similar  to  the  Plaintiff's  locking  plate  e. 

Lastly,  let  me  turn  to  Ghreig^s  Specification.    In  this  the  change  gear  lever  is 

40  horizontal  not  vertical,  and  the  push  rods  do  not  lie  side  by  side,  but  are  situate 
one  above  the  other.  It  was,  however,  in  effect  admitted  that  this  difference  is 
more  apparent,  than  real,  and  that  the  mechanism  employed  would  be  equally 
effective  if  the  lever  were  vertical  and  the  push  rods  situate  side  by  side,  instead 
of  one  above  the  other.    Again,  in  Qreig^s  device  the  lever  and  axle,  to  which 

45  it  is  keyed,  do  not  slide,  but,  instead  of  sliding,  vibrate  through  the  arc  of  a 
circle.  It  was,  however,  in  effect  admitted  that  vibration  through  an  arc  is  a 
well-known  mechanical  equivalent,  for  the  sliding  movement  to  which  I  have 
so  often  referred,  though  it  would  appear  difficult  to  substitute  a  vibrating  for 
a  sliding  motion,  when  the  operating  arm  is  not  vertically  above,  but  situate  at 

50  some  distance  from  the  lever.  Again,  in  Qreig^s  device  the  operating  arm  is 
provided  not  with  a  tooth,  but  with  a  tooth  hole  or  notch,  and  the  rods,  not 
with  tooth  holes  or  notches,  but  with  teeth.  It  is,  however,  admitted  that  it 
makes  no  real  difference  whether  the  operating  arm  is  provided  with  a  tooth 
or  with  a  tooth  hole  or  notch,  provided  the  push  rods  are,'  in  the  former  case, 

55  provided  with  tooth  holes  or  notches,  and,  in  the  latter  case,  with  teeth.  Now 
Oreig^s  locking  device  is  a  single  (J  or  crank -shaped  plate  duplicated  so  as  to 
fQrm  betw^n  its  two  members  at  either  end  a  tooth  hole  or  notch  capable  of 
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engaging  wiih  the  teeth  of  two  out  of  the  three  push  rods.    Its  (J  or  crank  shape 
leaves  a  gap  in  which  the  operating  arm  can  fulfil  its  functions.    It  yibrates 
through  an  arc  with  the  vibrating  motion  of  the  lever,  but  any  rotating  motion 
which  might  otherwise  be  communicated  to  it  by  the  rotating  motion  of  the 
lever  or  axle  is  checked  and  prevented.    Substitute  the  sliding  motion  for  the  5 
vibratioi^  through  an  arc  ;  arm  the  locking  plate  at  either  end  with  teeth  instead 
of  tooth  holes  or  notches,  and  substitute  tooth  holes  or  notches  for  the  teeth  on 
the  several  push  rods,  and  we  have,  in  substance,  the  Plaintiff^s  locking  device, 
used  as  the   Plaintiff  intends  it  to  be  used  and  in  the  same  type  of  car, 
except,  only,  that  the  change  gear  lever  is  situate  immediately  above,  and,  in  10 
fact,  forms  one  piece  with  the  operating  arm,  which  can  only  be  the  case  if  the 
lever  is  in  the  centre  of  the  car,  instead  of  on  its  off-side.    From  this  point  of 
view,  therefore,  the  Plaintiff's  invention  is  an  adaptation  of  Oreig^s  locking 
device  to  cars  where  the  operating  arm  was  not  in  the  same  vertical  plane,  but 
at  different  ends  of  the  axle,  as  is  the  case  in  most  cars  which  contain  the  15 
"  Mercedes "  type  of  change  gear  mechanism.     I  do  not,  however,  think  that   ' 
the  Plaintiff's  Claim  is  limited  to  cars  where  the  *'  Mercedes  "  type  of  change 
gear  mechanism  is  operated  by  a  lever  and  operating  arm  not  situate  vertically 
one  above  the  other. 

I  find,  therefore,  that  each  of  the  four  characteristics  of  the  Plaintiff's  locking  20 
device  is  to  be  found  in  one  or  other  of  the  locking  devices  described  in  the 
Specifications  of  the    prior  Patents  to  which   I  have  referred,  and,  making 
allowance  for  mechanical    equivalents,  all    are  found  combined  in   Oreig^s 
locking  device. 

It  was  suggested  that  in  Oreig  the  (J -shaped  locking  plate  does  not  perform  25 
the  same  functions  as  the  Plaintiff's  locking  plate,  inasmuch  as  it  does  not  serve 
to  carry  motion  imparted  to  it  on  one  side  of  the  operating  arm  to  a  point  on 
the  locking  plate  on  the  other  side  of  the  operating  arm.  If,  however,  the 
Plaintiff's  Claim  extends,  as  I  think  it  does,  to  cars  in  which  the  change  gear 
lever  is  vertically  above  the  operating  arm,  so  that  Greig^a  device  would  be  an  30 
infringement  of  the  Plaintiff's  invention,  there  cannot,  I  think,  be  much  point 
in  this  suggestion,  for,  applied  to  such  cases,  the  Plaintiff's  locking  plate  would 
•  fulfil  precisely  the  same  functions  as  Greig^s. 

Having  come  to  the  conclusion  that  the  four  characteristics  of  the  Plaintiff's 
looking  device  are  not  new,  either  considered  separately  or  in  combination,  the  35 
only  question  which  remains  is  whether  the  Plaintiff  has  so  adapted  and 
simplified  known  mechanism  as  to  produce  what  is  substantially  a  new  thing. 
After  carefully  considering  the  whole  evidence,'  I  have  come  to  the  conclusion 
that  he  has  not,  and  that  any  departure  made  by  him  from  what  was  known 
before,  required  no  exercise  of  inventive  power,  and  was  not,  therefore,  subject  40 
for  valid  Letters  Patent.    The  action  therefore  fails. 
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In  tlie  Matter  of  Poys&r^s  Patent, 


In  the  Privy  Coxtncil. 


Present:  LORD  Macnaghtbn,  Lord  Davby,  Sir  Andrew  Scoble,  aiid 

Sir  Arthur  Wilson. 


February  13th,  1907. 

5  In  the  Matter  of  Potsbr's  Patent, 

Patent. — Petition  for  prolongation. — Application  for  leave  to  present  Petition 
notwithstanding  that  the  prescribed  advertisements  had  not  been  issued.-^Leave 
granted. 

On  the  14th  of  August  1893  Letters  Patent  (No.  15,431  of  1893)  were  granted 

10  to  John  Parser  for  an  invention  of  *'  Improvements  in  looms  for  weaving." 

On  the  12th  of  February  1907  the  Patentee  and  the  Poyser  Weaving  Company 
Ld.  gave  notice  to  the  Solicitor  to  the  Treasury  of  their  intention  to  apply  on 
the  13th  of  February  to  the  Privy  Council  for  leave  to  file  and  proceed  with  a 
Petition  that  the  Patent  might  be  extended  notwithstanding  that  the  intention 

15  to  present  such  Petition  had  not  been  advertised  in  accordance  with  the  Orders 

and  Rules  in  Council  in  that  behalf  made  and  provided,  and  that  they  might  be 

at  liberty  to  proceed  with  the  necepsary  advertisements  after  the  presentation  of 

the  said  Petition. 

An  affidavit  in  support  of  the  application  was  made  by  the  Patentee,  who  was 

20  also  secretary  to  the  Company,  who  were  the  owners  of  the  Patent.  In  this  affidavit 
he  stated  : — "In  1906  I  communicated  with  my  Patent  Agents,  Messrs.  George 
"  Redfem  Jk  Uo,y  with  reference  to  obtaining  an  extension  of  the  said  Patent,  and 
"  vras  informed  that  the  Petition  must  be  presented  six  months  before  the 
"  expiry  of  the  Patent.    I  was  under  the  impression  that  the  Petition  would 

25  *'  be  carried  through  by  the  Patent  Agents,  and  I  wrote  giving  them  instructions 
"  to  proceed  on  the  31st  January,  and  received  the  reply  now  shown  to  me  and 
**  marked  A  on  the  2nd  February.  From  this  letter  I  learnt  for  the  first  time 
^*  that  I  should  need  the  assistance  of  Solicitors  and  Counsel,  and  they  asked 
"  me  to  call  on  them  in  London."    He  then  referred  to  interviews  with  the 

30  P&tent  Agents  and  Mr.  Barrows^  solicitor,  and  stated  that  he  obtained,  on  the  8th 
of  February,  the  instructions  of  the  directors  to  employ  Mr.  Barrows  in  the 
matter,  and  on  the  same  day  gave  him.  instructions  to  act,  and  that  subsequently 
he  attended  an  appointment  with  Counsel  on  the  11th  of  February,  and  that 
at  such  appointment  he  was  for  the  first  time  informed  that  under  the  Rules 

35  the  Petition  could  not  be  presented  without  prior  advertisements. 

M 
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In  the  Matter  qf  Poyser's  Patent. 

On  the  application  coming  on  for  hearing,  Bousfield  E.C.  (instructed  by 
DaXston^  Son  Jk  EUimanj  agents  for  Turner^  Barrows^  and  JUoaSy  Nottingham) 
appeared  for  the  Applicants. 

Bousfldd  K.C. — I  have  in  this  case  to  ask  your  Lordships'  indulgence  owing 
to  a  misunderstanding  on  the  part  of  the  Patentee.  He  was  under  the  impres*  5 
sion  that  this  was  a  matter  which  would  be  carried  through  by  a  Patent  Agent. 
[Lord  Maonaqhten. — He  gives  no  reason  or  excuse  whatever.  He  only  says 
that  he  was  unaware  of  t](ie  necessity  for  advertisements.]  I  have  gone  into 
the  matter  very  fully  with  the  Patentee,  and  I  submit  it  is  a  case  that  deserves 
consideration.     [The  facts  were  stated.]     The  Patentee  knew  there  was  a  10 

Eriod  of  six  months.   He  did  not  know  anything  about  advertisements.   [Lord 
ACNAGHTKN.— Why  did  not  he  ?    What  is  the  good  of  making  Rules  ?]     Your 
Lordships  have  had  a  somewhat  similar  case  before.    The  case  I  refer  to  is 
Lindanes  Patent  (14  R^P.G.  644),  in  which  their  Lordships  granted  this  indul- 
gence in  a  similar  case.    [Lord  Maon AOHTEN. — ^That  was  in  the  interval  between  15 
the  old  Rules  and  the  new.]    I  do  not  think  that  there  was  any  difference 
in  the  Rules  in  this  respect.  .  [Lord  Davbt. — When  did  the  Patent  expire  in 
that  case  .^]    The  application  was  made  on  the  20th  of  July  1897.    The  Pfttent 
expired  on  the  24th  of  January  1898.    There  have  been  other  applications  to 
your  Lordships    of   a  much    more    serious    character    than    this,  and  your  20 
Lordships  have  said  on  these  occasions  that  you  cannot  dispense  with  the  Act 
of  Parliament  but  you  can  dispense  with  your  own  Rules.    The  only  thing  that 
blocks  us  here  is  the  Rale  that  on  filing  a  Petition  you  must  make  an  affidavit 
that  you  have  put  in  these  advertisements.     [Lord  Macnaghtbn. — Have  you 
given  notice  to  the  Attomey-Qeneral  of  this  application  ?]    We  have  given  25 
notice  to  the  Treasury,  who  are  here,  although  not  by  Counsel,  and  raise 
no  objection.     [Lord  Macnaohtbn. — It  must  not  be  a  precedent.]    That 
I   understand.      Of  course  there    ought  to    be    a  stringent   inquiry  as   to 
whether  there  is  really  any  justification.    [Lord  Davby. — ^In  the  case  you  have 
cited  there  was  a  sort  of  excuse  for  it,  but  here  the  Patentee  appears  to  have  no  30 
.  excuse  whatever.]    I  can  only  repeat  what  he  says.    [Lord  MAGNAOHTBlf. — 
That  does  not  account  for  it.]     He  tells  your  Lordships  the  truth.    Your 
Lordships  I  gather  are  inclined  on  this  occasion  to  give  the  indulgence  that  is 
asked  for,  and  perhaps  your  Lordships  would  say  that  the  advertisements 
should  be  inserted  within  a  fortnight,  and  a  proper  affidavit  of  course  to  be  35 
filed. 
Lord  Maonaohtbn.— Yes. 
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Society  of  Accountanta  atid  Aitditors  v.  Goodway. 


In  the  High  Court  op  Justice.— Chancery  Division.         r, 


Before  Mr.  Justice  Warrington. 

January  28th,  29th,  30th,  and  31st,  1907. 

Society  op  Accountants  and  Auditors  v.  Goodway. 


5  Trcfde  name.  —  Members  of  Plaintiff  Society  known  as  ^^Incorporated 
^'^  Accountants/' — Dse  of  that  designation  by  individual  Defendant  and 
holding  out  by  the  Defendant  Society  of  its  members  as  entitled  to  use  that 
designation. — Injunction  granted. 

The  Society  of  Accoantants  and  Auditors  was  incorporated  in  the  year  1885 

10  to  provide  a  central  organisation  for  a>ccountants  and  auditors^  to  elevcUe  the 
status  oftheprofession^  to  provide  for  its  better  definition  and  protection  by  a 
system  of  examinations  and  certificates^  and  to  encourage  a  greater  degree  of 
efficiency  in  book-keeping^  There  were  district  Societies  connected  with  the 
Society.    The  Society  published  the  **  Incorporated  Accountants'  Year  Book " 

15  containing  a  list  of  its  members^  and  the  "  Incorporated  Accountants'  Journal^ 
It  claimed  that  the  title  of  "  Incorporated  Accountant "  had  become  identified 
with  its  members.  In  1905  a  Company  {limited  by  guarantee)  called  the  London 
Association  of  Accountants  Ld.  was  incorporated  with  objects  of  a  similar 
nature.    This  Coinpany  claimed  the  right  for  its  members  to  use  the  term 

20  "  Incorporated  Accountant^"  alleging  that  it  wa^  a  statutory  term  which  had 
not  the  meaning  cktimedfor  it  by  the  Society  and  the  use  of  which  was  open  to. 
the-  members  of  the  Company.  The  Society  brought  an  cuUion  against  the 
Company  and  also  against  one  of  its  members^  who  had  used  and  elaimed 
the  right  to  use  the  designation  '*  Incorporated  Accountant  London  Assocta- 

25  "  tion^"  for  an  injunction  to  restrain  the  use  of  tJie  designation  **  Incorporated 
"  Accountant "  by  the  Company  and  its  members. 
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Society  of  Accountants  and  Auditors  y.  Qoodu)ay. 

Held,  that  the  expression  '*  Incorporated  Accountant ''  wets  not  a  desci*iptive 
term,  but  meant  a  member  of  the  Plaintiff  Society ;  thcU  what  the  Defendant 
member  was  doing  was  calculated  to  lead  people  to  the  belief  (hoU  he  was  a 
member  of  the  Plaintiff  Society;  that  the  unauthori^  use  of  the  expression 
inflicted  a  legal  injury  on  the  Plaintiff  Society^  because  it  was  a  matter  of  5 
pecuniary  value  to  tlie  Plaintiff  Society  that  it  should  have  as  many  members 
as  possible;  and  that  tlie  Plaintiff  Society  was  entitled  to  injunctions  against 
both  the  Defendant  member  and  tlie  Defendant  Company^  which  was  holding 
out  to  accountants  that  if  they  became  members  of  the  Company  they  would 
become  entitled  to  the  use  of  the  words  *^  Incorporated  Accountants,'^  The  10 
ijyunctions  were^  however^  suspended  on  terms  in  the  event  of  an  appeal.  TJie 
Defendants  were  ordered  to  pay  the  costs  of  the  action^  except  so  far  as  such  costs 
had  been  increased  by  an  allegation  of  fraud  against  the  Defendant  Company. 

On  the  18th  of  February  1906  the  Society  of  Accountants  and  Auditors 
commenced  an  action  against  George  Albert  Ooodway  (carrying  on  bosiness  as  15 
Qoodwdy  and  Fawcett)  and  the  London  Association  of  Accountants  Ld.  claiming 
an  injunction  to  restrain  the  Defendant  Q.  A.  Ooodway  from  using  in  connec* 
tion  with  his  business  of  accountant  and  debt  collector,  or  either  of  such 
businesses,  the  title  or  designation  ''  Incorporated  Accountant,**  and  from  using 
in  letters,  accounts,  or  notices,  or  any  circulars  or  other  advertisements,  the 
designation  of  ^*  Incorporated  Accountant,"  or  any  designation  only  colourably 
differing  therefrom  in  such  way  as  to  represent  or  lead  to  the  belief  that  the 
Defendant  was  a  member  of  the  Plaintiff  Society,  and  an  injunction  to  restrain 
the  Defendants,  the  London  Association  of  Accountants  Ld.,  from  holding  out 
or  repi-esenting  by  advertisements  or  otherwise  that  its  members  were  entitled  25 
to  use  any  such  designation  as  aforesaid. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)  as  follows  : — 
^*  The  Plaintiff  (hereinafter  called  *  the  Society ')  is  a  body  of  accountants 
*'  incorporated  by  the  registration  of  a  memorandum  and  articles  of  association 
**  under  the  Companies  Acts  on  the  29th  of  December  1885.  The  Society  was  30 
**  registered  with  limited  liability  without  the  addition  of  the  word  *  Limited ' 
*y  to  its  name  under  licence  from  the  Board  of  Trade  pursuant  to  Section  23  of 
*'  the  Companies  Act  1867.  The  objects  of  the  Society  are  : — (a)  To  provide  a 
S*  central  organisation  for  accountants  and  auditors  and  to  elevate  the  status  and 
"  advance  the  interests  of  the  profession,  {b)  To  provide  for  the  better  de&ni-  35 
*'  tion  and  protection  of  the  profession  by  a  system  of  examinations  and  the 
*^  issue  of  certificates,  (c)  To  promote  and  foster  in  commercial  circles  a  higher 
*'  sense  of  the  importance  of  systematic  and  correct  accounts  and  to  encourage  a 
*'  greater  degree  of  efficiency  in  those  engaged  in  book-keeping.**  After  stating 
that  the  members  consisted  of  fellows  and  associates,  and  numbered  over  2000,  40 
and  after  referring  to  the  system  of  examinations  and  the  disciplinary  committee, 
the  Statement  of  Claim  continued  : — ^  (3)  Owing  to  the  care  with  which 
''  members  are  selected  and  to  the  supervision  of  the  disciplinary  committee, 
*\  and  also  having  regard  to  the  nature  of  the  system  of  examinations,  member- 
^  ship  of  the  Society  has  long  been  recognised,  among  business  men  and  such  45 
*<  members  of  the  public  as  have  occasion  for  the  services  ot  or  have  to 
"  rely  upon  the  reports  and  certificates  of  accountants,  as  evidence  that  the 
*'  person  is  an  experienced  and  competent  accountant  of  good  character  and 
'^  standing."  [Paragraphs  4  and  5  contained  statements  as  to  district  societies 
connected  with  the  Society.]    '^(6)  Tlie  official  organ  of  the  Society  is  the  50 
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***  Incorporated  Acoountants*  Journal/  which  is  published  monthly,  and  was* 
"established  in  the  year  1889.  (7)  The  annual  list  of  members  of  the  Society 
•*  is  contained  in  the  *  Incorporated  Accountants'  Year  Book.'  This  is  published 
*•  annually  by  the  Society,  and  circulates  not  only  among  the  members  but^ 
5  "  among  persons  having  reason  to  employ  accountants.  (8)  Immediately  after* 
"  the  incorporation  of  the  Society  it  was  found  desirable  to  adopt  some  concise 
"  title  which  members  might  use  to  indicate  their  membership,  and  the  title 
**  selected  for  the  purpose  was  *  Incorporated  Accountant.'  This  title  has  been 
**  used  by  the  members  for  the  last  20  years,  and  not  until  the  incorporation  of 

10  '*  the  Defendant  Company  by  any  other  persons.  (9)  By  reason  of  the  continual 
'*  and  exclusive  use  of  that  designation  it  has  acquired  a  well  understood  meaning 
"  — ^that  is  to  say,  that  the  person  using  it  is  a  member  of  the  PlaintiflE  Society, 
"  and  the  generally  high  professional  standard  maintained  by  the  Society  among 
"  it«  members  has  given  the  designation  a  considerable  value.    So  entirely  has 

15  '*  the  designation  of  '  Incorporated  Accountant '  become  identified  with  the 
"  said  Society  that  the  Society  itself  is  popularly  known  as  the  ♦  Society  of 
'*  *  Incorporated  Accountants '  or  the  *  Incorporated  Society  of  Accountants  and 
*  Auditors.'    (10)  The  Defendant,  the  ^London  Association  of  Accountants 
^Ld!  was  registered  in  1905  as  a  Company  limited  by  guarantee.    It  is 

20  *'  governed  by  a  council,  and  the  members  are  called  either  fellows  or  associates, 
"  but  the  Plaintiff  is  unable  to  say  what  are  the  qualifications  for  membership. 
**  The  Defendant  Oeorge  Albert  Qoodway  is  one  of  its  members.  (11)  Shortly 
**  before  the  commencement  of  this  action  the  Defendant  Company,  well 
**-  knowing  the  meaning  which  as  hereinbefore  stated  has  come  to  be  attached 

25  **  to  the  designation  '  Incorporated  Accountant '  and  the  value  thereof  began, 
"  with  the  view  of  increasing  the  number  of  its  members,  to  advertise  that' 
•*  persons,  who  were  already  or  should  become  members  of  the  Defendant 
**  Company,  were  and  would  be  entitled  to  use  for  business  purposes  the  desig- 
"  nation  *  Incorporated  Accountant.'  •  The  true  object  of  the  said  announcement 

3Q  **  is  to  induce  persons  not  eligible  for  membership  of  the  Plaintitf  Society  to 
•*  join  the  Defendant  Company  by  holding  out  that  by  so  doing  they  will  be 
**  taken  for  and  obtain  the  advantages  of  being  considered  members  of  the 
♦*  Plaintifl!  Society.  (12)  In  consequence  of  the  said  announcement  the  Defen- 
•♦  dant  Oeorge  Albert  Ooodway  and  many  other  members  of  the  Defendant* 

35  "  Company  have  adopted  and  use  on  their  business  cards  and  letter  paper  and 
**  upon  door  plates  the  title  of  "  Incorporated  Accountant "  with  or  without  the 
**  words  **  London  Association "  or  some  abbreviation  of  these  words.  The 
**  latter  words  do  not,  when  used,  distinguish  such  persons  from  members  of  the 
**  PlaintiflE  Society,  and  are  merely  calculated  to  induce  the  belief  that  the 

40  "  person  using  them  is  a  member  of  the  London  Society  as  distinguished 
"  from  the  provincial  Societies.  (13)  If  the  designation  of  '  Incorporated 
•*  ♦  Accountant '  be  used  by  persons  over  whom  the  Plaintiflf  Society  has  na 
*•  control,  and  whose  qualifications  are  not  such  as  to  render  them  eligible  for 
«  membership  of  the  Society,  the  Society  and  its  members  will  be  brought  into 

45  '*  discredit,  the  value  of  the  designation  will  be  destroyed,  and  the  object  for 
^'which  the  Society  was  formed  and  is  being  carried  on  will  be  totirely^ 
"frustrated." 

The    Defendant    Company    was    incorporated    in    January    1905,    and    its 
Memorandum    of    Association    included    the    following    objects,    namely :— ^ 

50  **  («)  To  provide  Ian  organisation  for  acoountanls,  and  to  promote  and  protect 
•*  the  mutual  interests  of  members,  {b)  To  provide  means  for  testing  the 
**  qualifications  of  candidates  for  admission  to  the  professional  membership  of 
«  the  Association  by  examination  in  -theory  and  in  practice,  or  by  any  other 
**  practical  t^sts.    {c)  To  promote  personal  and  friendly  intercourse  amongst* 

55  **  the  members  of  the  Association,-  to  hold -meetings  for  the  reading  ofpapenr 
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*^  and  the  delivery  of  lectures,  and  to  encourage  the  best  methods  of  book- 
**  keeping  and  accountancy. '  (/)  To  act  as  a  means  of  communication  between 
'*  members  or  others  seeking  engagements  as  bookkeepers,  accountants,  or 
*^  auditors,  and  employers  desirotis  of  employing  them.  Q)  To  form  a  library 
**  for  the  use  of  members."  ■  5 

The  Defence  of  the  Defendant  Compaijy,  after  stating  that  the  Defendant 
Company  did  not  admit  (stating  it  shortly)  the  allegations  in  paragraph  3  of  the 
Statcanent  of  Claim,  alleged  : — '^  (2)  The  designation  *  Incorporated  Accountant ' 
*'  has  not  been  adopted  by  the  Plaintiff  Society,  and  there  has  been  no  such 
**  coBtinual  or  exclusive  use  thereof  by  the  members  of  the  Plaintiff  Society  10 
^*  as  alleged  ;  that  designation  has  not,  moreover,  acquired  any  such  understood 
'^  meaning  as  alleged,  and  the  only  value  it  has  is  derived  h*om  its  statutory 
'^  use.  It  is  not  identified  with  the  Plaintiff  Society,  nor  is  the  Plaintiff  Society 
^*  known  by  any  such  name  as  alleged.  (3)  Some  time  after  the  Defendant 
^*  Association  was  incorporated  it  was  for  the  first  time  observed  by  its  directors  15 
*<  that  th6  term  '  Incorporated  Accountant '  had  a  definite  statutory  meaning 
*<  which  is  wholly  distinct  from  that  suggested  in  the  Statement  of  Claim,  and 
'*  that  for  business  purposes  the  use  of  such  a  designation  would  be  valuable. 
**  The  only  object  of  the  announcement  mentioned  in  paragraph  11  of  the 
**  Statement  of  Claim  was  to  call  attention  to  such  business  value,  and  the  20 
*'  Defendant  Association  had  no  such  object  as  alleged.  (4)  The  use  of 
*'  the  designation  *  Incorporated  Accountant '  in  no  way  represents  or  leads  to 
*^  the  belief  that  the  person  using  it  is  a  member  of  the  Plaintiff  Society.  The 
'^  words  ^London  Association '  clearly  and  exclusively  designate  the  Defendant 
**  Association,  and  are  in  no  way  calculated  to  induce  any  belief  as  alleged.  25 
*^  (5)  The  members  of  the  Defendant  Association  are  entitled  to  use  the  desig- 
**  nation  ^  Incorporated  Accountant,'  and  its  use  by  them  will  not  bring  the 
^  designation  into  discredit  or  destroy  its  value,  and  will  not  in  any  way  affect 
*^  the  Plaintiff  Society  or  any  of  its  objects." 

The  Defence  of  the  Defendant  O.  A.  Ooodway  raised  the  same  issue  as  to  the  30 
meaning  of  the  expression  **  Incorporated  Accountant,"  and  {inter  alia)  denied 
that  he  had  done  anything  to  induce,  the  belief  that  he  was  a  member  of  the 
Plaintiff  Society,  and  alleged  that  he  had  used  the  words  *' Incorporated 
<<  Accountant  London  Association  *'  or  some  abbreviation  of  the  last  two  words 
because  the  designation  ^*  Incorporated  Accountant "  had  received  statutory  35 
sanction  and  was  of  business  value,  but  bore  its  ordinary  and  natural  meaning, 
which  was  wholly  different  from  that  sought  to  be  placed  upon  it  by  the  Plaintiff 
Society,  while  the  words  *'  London  Association  "  showed  that  he,  that  Defendant, 
was  a  member  of  the  Defendant  Association. 

Wannii%gton  K.C.,  Rowden  K.C.,  and  A.  B.  Kirhy  (instructed  by  Norton^  40 
Bosey  Norton^  Parish  A  Co.)  appeared  for  the  Plaintiffs ;  H,  Terrell  E.C.  and 
Aahton  Cross  (instructed  by  Tiddisman  and  Enthoven)  appeared  for  both  the 
Defendants. 

Counsel  for  the  Plaintiffs  cited  Reddaway  v.  Banham  (13  R.P.C.  218,  230 ; 
L.R.  (189'6)  A.C.  199,  213)  ;  Clark  v.  Freeman  (11  Bea.  112) ;  Biviere's  Trade  45 
Mark  (L.R.  26  CD.  48,  53) ;  and  Society  of  Accountants  in  Edinburgh  v. 
Corporation  of  Accountants  Id.  (20  R.  750). 

Counsel  for  the  Defendants  distinguished  the  Society  of  Accountants  in 
Edinburgh  v.  Corporation  of  Accountants  (ubi  supra),  and  relied  on  Clark 
V.  Freeman  (ubi  supra).    They  also  cited  WcUter  v.  Ashton  (L.R.  (1902)  2  Clu  50 
282) ;  Cellular  Clothing  Company  v.  Maxton  and  Murray  (16  R.P.O.  397) ; 
L.R.  (1899)  A.C.  326)  ;  and  Siegert  v.  Findlater  (L.R.  7  CD.  801,  813). 

Warbington  J. — ^This  is  an  action  in  which  the  Society  of  Accountants 
and  Aiiditq)'s  are  the  Plaintiffs  and  George  Albert  Ooodway ^  an  accountant, 
and    the   tiondon   Association  of  Accountants  Ld.y  are   Defendants.     The  55 
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Plaintiffs  allege  that  the  Defendant  Qoodway^  by  using  as  a  description  of 

himself  in  his  business  capacity  the  term  '^  Incorporated  Accomitant,*'  is  doing 

that  which  is  calculated  to  induce  people  to  believe  that  he  is  a  member  of  the 

Plaintiff  Society,  and  that  by  so  doing  he  inflicts  a  legal  injury  on  the  Plaintiffs 

5  in  respect  of  which  they  are    entitled    to  an  injunction.     As  against  the 

Association  the  Plaintiffs  allege  that  they,  by  representing,  as  tlsey  do,  that  their 

members  are  entitled  to  do  that  which  is  done  by  the  Defendant  Ooodway^  are 

also  inflicting  legal  injury  on  the  Plaintiffs,  and  ought  also  to  be  restrained  by 

injunction. 

10      Before  I  state  the  facts,  I  think  it  is  desirable  to  state  precisely  what  is  the 

question  which  I  have  to  determine.    The  ultimate  question  as  to  the  use  of  the 

term  in  question  is  one  of  fact,  namely,  did  the  term,  in  the  contemplation  of 

that  section  of  the  public  who  had  dealings  with  accountants  prior  to  the  acts 

complained  of,  denote  Uiat  the  person  to  whom  it  was  applied  was  a  member  of 

15  the  Plaintiff  Society,  and  does  it  distinguish  him  from  other  persons  in  the  same 

profession  ?    Assuming  that  the  Plaintiffs  estiablish  that,  tiien  it  seems  to  me 

that  it  would  follow  thsit,  by  using  that  term,  a  person  who  uses  it  is  doing 

that  which  is  calculated  to  induce  people  to  believe  that  he  is  himself  a  member 

of  the  Plaintiff  Society.    The  question  is  analogous  to,  and  must,  I  think,  be 

80  decided  mainly  on,  the  same  principles  as  those  applicable  to  the  passing  off  of 

goods  as  and  for  the  goods  of  another.     It  is  not  identically  the  same  question ; 

and  when  I  come  to  deal  with  the  allegation  of  the  Plaintiffs  that  what  the 

Defendants  are  doing  confers  a  right  of  action  against  them,  it  will  be  shown 

how  far  there  is  a  distinction  between  the  two  cases. 

2S      The  case  of  the  Cellular  Clothing  Company  v.  Maxton  and  Murray y  which 

is  reported  in  1899  Appeal  Cases,  at  page  326,*  establishes,  in  my  opinion,  that 

if  the  term  in  question  is  merely  descriptive  of  the  class  of  goods  (that  being,  of 

course,  strictly  a  case  of  passing  off  goods  as  and  for  the  goods  of  another),  it  is 

extremely  difficult  for  the  plaintiff  to  make  out  that  it  hsu3  lost  that  meaning, 

30  and  has  come  to  denote  exclusively  the  goods  of  the  class  in  question  of  his,  the 

plaintiff's  manufacture.    I  think  that  case  also  establishes  that  the  Court  ought 

not  to  be  astute  to  find  that  a  plaintiff,  in  cases  similar  to  the  present,  has 

acquired  a  monopoly.    On  the  contrary,  I  think  it  has  established  this — and  I  am 

certainly  applying  myself  to  the  present  case  with  that  view — that  the  Court 

35  ought  rather,  in  the  interest  of  the  public,  to  see  that  anything  in  the  nature  of 

a  monopoly  is  not  established  except  upon  good  and  sufficient  grounds. 

In  reference  to  the  first  principle  which  I  have  mentioned  as  having  been 
established  by  the  case  of  the  Cellular  Clothing  Company  v.  Maxton  and 
Murray^  I  must  determine  this  further  question — Is  the  term,  "  Incorporated 
40  **  Accountant,"  (the  term  with  which  I  have  to  deal)  a  descriptive  term,  or,  is  it, 
to  use  a  convenient  phrase,  though  I  do  not  quite  think  an  appropriate  one,  a 
**  fancy  term  "?  I  only  use  that  phrase  as  opposed  to  the  expression  "descriptive 
"  term."  In  my  opinion  it  is  not.  As  applied  to  such  matters  as  those  with 
which  I  have  to  deal,  **  incorporated,"  1  think,  is  accurately  defined  (I  am  taking 
45  this  definition  from  a  dictionary  of  standing)  as  meaning  united  in  a  legal  body. 
Obviously  to  speak  of  an  individual  as  "  imited  in  a  legal  body  "  is  ridiculous. 
It  can  only  properly  be  used  in  reference  to  a  number  of  persons  who,  for 
questions  of  legal  status,  constitute  one  body— one  person  in  the  eye  of  the  law — 
tiiat  which  we  usually  technically  describe  as  a  corporation.  In  the  context  in 
SO  which  it  is  used,  therefore,  for  the  purpose  of  this  case  some  special  or  fancy 
meaning  must  be  given  to  it.  The  meaning  which  it  is  suggested  by  the 
Defendant  it  bears  is — ^member  of  a  body  of  accountants  incorporated  otherwise 
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than  by  charter.  Now  that  is  still  more  a  fancy  term  than  if  the  more  extended 
and  obyionB  meaning,  which  I  think  is  in  itself  an  inaccurate  and  therefore  a 
fancy  expression,  were  given  to  the  term,  namely,  member  of  an  incorporated 
society.  That  would  be  much  more  nearly  descriptive,  than  the  only  meaning 
which  in  this  case  can  be  suggested  is  applied  to  it.  The  result,  in  my  opinion,  5 
is,  that  the  expression  or  phrase  is  not  a  *'  descriptive  term  '*  as  that  term  is 
intended  to  be  used,  and  is  used,  in  the  addresses  of  the  Law  Lords  who 
addressed  the  House  in  the  case  of  the  OeUular  Clothing  Company  v.  Maxton 
and  Murray^  and  that  therefore  the  difficulty  in  the  way  of  the  plaintiffs* 
proof  which  is  emphasised  in  that  case,  is  not  found  in  the  present  case«  10 

I  now  come  to  the  facts.  The  Plaintiff  Company,  the  Society  of  Accountants 
and  Auditors^  was  incorporated  in  the  year  1885,  as  an  Association  not  for  profit, 
under  the  Companies  Act  of  1867,  with  a  licence  from  the  Board  of  Trade,  and 
it  is,  of  course,  a  corporation.  It  was  framed  with  a  Memorandum  and  Articles 
of  Association.  I  have  not  seen  the  original  Articles,  but  the  objects  of  the  15 
Society  are  plain.  It  was  to  form  a  body  of  accountants  who,  by  means  of 
examinations  and  tests  of  various  kinds,  should  enable  its  members  to  acquire 
a  certain  status  amongst  accountants,  generally  analogous  to  that  which  was 
already  held  by  the  members  of  the  Institute  of  Chartered  Accountants.  In  the 
year  1886,  shortly  after  its  incorporation,  the  Society  recommended  its  members  20 
to  adopt  as  their  professional  designation  the  phrase  '^  Incorporated  Accountant ;" 
Ajxd  in  their  report  for  the  year  1888,  which  was  issued  on  the  12th  of  April 
1889,  the  Council  emphasised  that  recommendation  in  these  terms — ^*The 
^*  Council  again  desire  to  urge  upon  the  Fellows  and  Associates  the  desirability 
*^  of  making  all  possible  use  of  the  style  *  Incorporated  Accountant,*  and  upon  25 
^*  the  Members  generally  the  imperative  importance  of  bringing  the  objects  and 
''  aims  of  the  Society  constantly  under  the  notice  of  Members  of  Parliament  and 
**  local  authorities."  From  the  year  1887  to  the  year  1891,  the  Society  inserted 
in  the  **Law  Times"  an  advertisement  in  these  terms — '*The  Society  of 
'*  Accountants  and  Auditors.  Incorporated  1885.  The  Fellows  and  Associates  30 
*'  of  this  Society  practice  in  all  parts  of  the  United  Kingdom,  and  are  styled 
"  *  Incorporated  Accountants.* "  That  advertisement  was  for  a  short  time 
inserted  also  in  the  "  Solicitors'  Journal."  In  the  year  1889  they  established 
a  journal  of  their  Society,  which  was  called  the  *'  Incorporated  Accountants* 
**  Journal."  They  publish,  and  have  for  some,  years  published,  I  do  not  know  35 
for  how  long,  a  book  which  they  call  the  Incorporated  Accountants*  Year  Book. 
1  have  in  my  hand  one  for  the  year  1905-6.  Its  members,  not  by  any  means 
universally,  but  a  very  large  number  of  them,  on  their  business  documenta  such 
as  letter  heads  and  other  documents  of  that  nature,  call  themselves,  and  have 
for  some  time  called  themselves, ''  Incorporated  Accountants.**  The  ^'  London  40 
Gazette  **  publishes,  as  we  know,  lists  of  appointments  of  trustees  and  lists  df 
releases  of  trustees.  I  have  seen  a  number  of  thoee  lists,  and  very  frequently, 
especially  in  the  lists  of  releases,  the  members  of  the  Society  are  called  '*  IncoV- 
"  porated  Accountants."  They  are  also  sometimes  so  described  in  the  appoint- 
ments of  trustees.  There  is  this  distinction  between  the  two  which,  to  some  4& 
extent,  accounts  for  the  fact  that  the  use  of  the  term  is  more  frequent  in  the 
releases  than  in  the  appointments — that  in  the  case  of  the  appointments  the 
particulars  are  sent  to  the  Board  of  Trade,  and  by  them  to  the  "  London  Gazette,'* 
by  the  OfBcial  Receiver  who  presides  at  the  creditors*  meeting  at  which  th^ 
trustee  is  appointed ;  whereas  in  the  case  of  the  releases  of  trustees,  the  50 
particulars  are  sent  by  the  man  himself.  The  Society  has,  I  think,  unquestionably 
obtained  a  position,  not  equal  perhaps  to  that  of  the  Institute  of  Chartered 
Accountants,  but  second  only  to  it ;  and  in  my  opinion  that  is  illustrated  by  the 
factthat,  in  a  number  of  recent  Acts  of  I'arliament  relating  to  various  local 
bodies,  clauses  have  been  insorted  ^  to  .the  ^Uific^tion  necessary  to  beheld  55 
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by  the  auditors  of  those  local  bodies.  They  must  be  members  of  either  the 
Institute  of  Chartered  Accoantants  or  the  Plaintiff  Society.  The  Society  have 
acquired  that  status  for  its  members  by  examinations  on  which,  especially  in 
recent  years,  when  the  Society  has  become  larger  and  more  important,  they 
5  have  expended  a  considerable  sum  of  money. 

Lastly,  the  evidence  that  I  have  with  regard  to  the  meaning  and  effect  of 
the  term,  is  that  of  a  large  number  of  gentlemen  of  experience  from  different 
parts  of  the  country.     I  have   had  examined  here  the  District  High  Court  • 
Registrar  and  County  Court  Registrar  of  Sheffield,  the  Official  Receiver  of  the 

10  same  district,  the  Official  Receiver  of  the  Manchester  District,  an  accountant 
— a  Chartered  Accountant,  by  the  way — of  very  large  experience  indeed, 
solicitors  in  London  of  very  large  commercial  experince  and  holding 
important  positions  in  the  City,  and  solicitors  holding  similar  positions  in 
other  parts  of  the  country,  besides  men  of  business,  who,  in  their  business, 

15  come  in  contact  with  accountants ;  and  I  find,  as  the  result  of  their 
evidence,  that  the  term  "  Incorporated  Accountant "  had  by  the  year  1905, 
when  the  Defendant  Society  was  established,  come  to  mean,  with  persons  who 
have  to  do  with  accountants,  an  accountant  who  was  distinguished  from  the 
rest  of  the  accountants*  profession  by  being  a  member  of  that  Society — they  do 

80  not  always  know  its  name — but  that  Society  which,  by  examination  and  other- 
wise, conferred  a  status  upon  its  members  similar  to  that  which  was  conferred 
by  the  Institute  upon  those  who  were  called  Chartered  Accountants.  There 
was,  in  foct,  no  other  Society  except  the  Plaintiff  Society  and  the  Institute  of 
Chartered  Accountants ;  and  it  seems  to  me  that  it  is  immaterial  whether  in 

25  every  case  the  person  who  speaks  to  the  reputation,  or  the  persons  among  whom 
he  speaks  of  that  reputation  as  existing,  knew  or  did  not  know  the  name  of  the 
Society.  What  I  am  satisfied  of  is,  that  they  attributed  the  term  to  members 
and  considered  it  to  denote  membei^ship  of,  not  any  Society  which  was  incor- 
porated, but  of  a  definite    incorpoi^ated   Society  which  by  its  tests,   by  its 

30  requisitions  as  to  qualification,  and  by  its  examinations,  or  by  some  means  not 
of  course  definitely  known  to  the  person  who  was  speaking,  conferred  a  particular 
status  on  its  members  different  from  that  which  an  unqualified  accountant 
(I  mean  by  *'  unqualified  "  one  who  uses  the  term  without  any  qualifications) 
holds  in  his  profession.     Now  it  seems   to  me  that,  in   holding  that,   I  am 

35  inevitably  driven  to  holding  that  the  term  '*  Incorpox^ated  Accountant "  in  the 
year  1905  did  mean  a  member  of  the  Plaintiff  Society,  and  that  that  term  did 
confer  upon  its  members  the  privilege,  which  one  cannot  help  regarding  as  a 
valuable  privilege,  of  being  looked  upon  by  persons  who  have  to  do  with 
accountants  as   holding  a  certain   definite  status,   indicating,  as  one  of  the 

iO  witnesses  said  (I  think  I  am  using  his  term),  reliability  and  integrity. 

I  come  now  to  the  Defendants.  The  Defendants  are  a  Limited  Company 
established,  under  the  ordinary  provisions  of  the  Companies  Act  in  the  year 
1905,  as  a  Company  limited  by  guarantee.  Their  objects  are  much  the  same  as 
those  of  the  Plaintiff  Company  ;  and  I  accept  what  they  have  told  me  without 

45  the  least  hesitation — that  they  propose  and  that  during  the  year  1906  they  have 
actually  given  effect  to  their  proposal,  namely,  that  they  will  hold  examinations 
and  have  held  examinations  which  are  effective,  and  they  hope  by  that  means 
to  give  to  their  members  also,  when  they  become  better  known  than  they  are 
now,  some  status  which  -will  distinguish  them  from  accountants  generally. 

50  It  happens  that  in  the  year  1903  a  Revenue  Act  was  passed  which,  in  reference 
to  appeals  to  the  Commissioners  of  Income  Tax,  provided  that  the  Commissioners 
should  under  certain  circumstances  hear  a  Barrister,  Solicitor,  or  Accountant, 
as  an  advocate  of  course,  on  behalf  of  the  peisons  who  appeared  before  them  ; 
and  that  Act  defined  "  Accountant "  to  mean,  a  person  who  has  been  admitted 

55  a  member  of  an  incorporated  Society  of  Accountants.    The  Defendant  Asso- 
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elation  thereupon  issued  a  circular  in  which  they  (after  stating  that  they  had 
had  that  section  under  their  consideration  and  expressing  an  opinion  that  the 
Association  is  an  Incorporated  Society  of  Accountants  within  the  meaning  of 
the  section,  and  that  members  of  the  Association  are  entitled  to  the  privileges 
thereby  conferred)  proceeded  to  state  that  they  were  of  opinion  that  **  the  most  5 
"  correct  designation  which  membei'S  can  adopt,  especially  having  regard  to 
"  the  Act  of  Parliament  quoted  above,  is  that  of  Incorporated  Accountant ;  but 
*'  in  view  of  the  fact  that  this  decription  has  been  adopted  by  many  of  the 
''  members  of  another  body,  the  Council  recommend  that  the  abbreviation  *  London 
*'  *  Association '  should  be  added.  In  the  opinion  of  the  Council  the  body  10 
"  referred  to  "  that  is  the  Plaintiff  Society — "has  no  exclusive  right  to  the  title 
"  in  question  "  that  is  Incorporated  Accountant— which  can  be  used  by  the 
"  members  of  the  Association  with  the  addition  of  the  abbreviation  mentioned.'* 
They  have  asserted  here,  as  I  understand  it,  without  doubt,  the  right  to  use  the 
title  **  Incorporated  Accountant"  without  the  addition  of  "  London  Association";  15 
bat  I  do  not  think  that  very  much  matters,  because  it  seems  to  me,  having  heard 
all  the  evidence  I  have,  that  the  addition  "London  Association"  really 
makes  very  little  difference  if  the  words  "  Incorporated  Accountant "  have  that 
meaning  which  I  think  they  have.  People  probably  do  not  know  the  exact 
name  of  the  Society  the  membership  of  which  confers  the  right  to  use  the  20 
name  "Incorporated  Accountant,"  and  the  addition  of  the  words  "London 
Association "  would  tell  those  persons  nothing.  The  Important  thing  is  that 
they  recommend  the  use  of  the  term  "Incorporated  Accountant."  Are  they 
justified  in  doing  that  ?  First  I  desire  to  deal  with  the  Defendant  Oeorge  Albert 
Goodway  who  uses  that  term.  He  uses  the  term  "  Incorporated  Accountant "  25 
on  his  letter  paper  and  other  business  documents,  and  he  puts  "London 
"  Association"  in  very  small  letters  indeed  afterwards;  and  I  think  on  that 
there  is  no  question  that  he  is  doing  that  which  is  calculated  to  lead  people  to 
believe  that  he  is  a  member  of  the  Plaintiff  Society. 

Now  can  the  Plaintiff  Society  complain  ?  That  is  the  next  question  I  come  30 
to.  Is  Goodway^  by  doing  that,  inflicting  an  injury  on  the  Plaintiff  Society  ? 
That  is  a  new  point  in  England.  I  know  of  no  case,  and  no  case  has  been 
cited  to  rae,  in  which  the  question  has  been  decided  whether  an  incorpo- 
rated body  such  as  the  Plaintiffs  can  be  regai*ded  as  suffering  a  legal 
injury  from  someone  else,  who  is  not  entitled  to  call  himself  a  member  of  the  35 
Society,  representing  himself  to  be  a  member.  A  case  of  that  nature  did  come 
before  the  Court  of  Session  in  Scotland.  It  was  decided  first  by  the  Lord 
Ordinary — Lord  Kyllachy — in  the  Outer  House,  and  it  afterwards  went  into  the 
Inner  House,  which  is  equivalent  to  our  Court  of  Appeal,  where  it  was  dealt 
with  by  the  Lord  Justice  Clerk,  Lord  Yoxing,  Lord  Rutherford  Clarke  and  Lord  40 
Traynor.  The  Lord  Ordinary  and  all  the  learned  Judges  of  the  Inner  House 
agreed  that  the  plaintiffs  in  that  case  were  entitled  to  the  interdict  (equivalent 
to  an  English  injunction),  which  they  sought,  and  the  interdict  which  they 
sought  was  this.  The  Plaintiffs  were  three  Chartered  Societies  of  Accountants 
in  Scotland — one  in  Edinboro',  one  in  Glasgow,  and  one  in  Aberdeen.  Their  45 
members  were  accustomed  to  use,  as  their  professional  designation,  the  letters 
"  C.A."  after  their  names,  indicating  that  they  were  Chartered  Accountants ; 
and  it  was  established  that  those  letters,  when  used  after  a  person's  name, 
denoted  that  he  was  a  member  of  one  or  other  of  those  Societies.  The  Defend- 
ants were  a  limited  company  called  "  The  Corporation  of  Accountants,^^  and  50 
two  individual  persons  who  were  members  of  that  Company.  The  two  indi« 
vidual  defendants  asserted  a  right  to  call  themselves  "  Corporate  Accountants  " 
as  being  members  of  the  Corporation  of  Accountants  and  (this  was  the  point) 
to  use  the  letters  "  C.A."  as  the  abbreviation  of  "  Corporate  Accountant."  The 
Lord  Ordinary  and  the  Lords  of  the  Inner  House  unanimously  came  to  the  55 
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coDclnsion  that  the  Chartered  Societies,  which  were  Plaintiffs,  were  entitled  to 
prevent  the  Defendants  from  using  the  letters  **  C,A.,"  or  any  other  similar  desig- 
nation which  would  lead  the  people  to  believe  that  they  were  members  of  those 
Chartered  Societies.  It  is  quite  true  that  in  arriving  at  that  decision,  the  Lord 
5  Ordinary  emphasises  the  fact  that  the  Plaintiff  Societies  there  were  Chartered 
Societies,  and  that  it  might  be  said  that  what  the  Defendants  were  doing  was  an 
infringement  of  the  Charter  ;  but  I  think  that  the  judgments  of  the  Court  there 
— not  only  of  the  Lord  Ordinary,  but  especially  the  judgments  of  the  Inner 
House — were  put  on  a  much  wider  ground,  namely,  that  a  body,  however 

lO  incorporated,  has  a  right  to  prevent  persons  who  are  not  members  of  it  from 
representing  themselves  to  be  members  of  it.  In  this  particular  case  it  seems 
to  me  that  there  is  very  little  difficulty  in  coming  to  that  conclusion,  and  for 
this  reason.  It  is  established  by  the  evidence  that  membership  of  the  body 
confers  a  status — a  valuable  privilege  therefore  to  its  members.     It  is  a  pecuniary 

15  value  to  the  Society  that  it  should  have  as  many  members  as  possible.  Obviously 
the  possession  of  this  definite  status  arising  from  the  fact  of  membership  is  an 
inducement  to  persons  to  become  members ;  and  anything,  which  would  reduce 
the  value  of  that  status,  would  tend  to  remove  some  of  the  inducement  which 
would  actuate  people  in  becoming  members  of  the  Society.    It  seems  to  me, 

20  therefore,  that,  looked  at  in  that  way,  there  is  a  pecuniary  interest  in  the 
Society  in  preventing  persons  who  are  not  its  members,  and  not  entitled  to  the 
status  it  confers,  from  representing  that  they  are  its  members  and  that  they 
are  entitled  to  that  status.  Therefore  on  the  authority  of  the  case  to  which 
I  have  referred  (which  is  reported  in  the  20th  volume  of  the  Fourth  Series  of 

25  the  Court  of  Session  cases  in  Scotland),  and  on  principle,  it  seems  to  me 
that  the  unauthorised  use  of  the  term  '*  Incorporated  Accountant,"  repre- 
senting, as  I  think  it  does  on  the  facts,  that  the  person  who  uses  it  is  a 
member  of  the  Society,  does  inflict  a  legal  injury  on  the  Plaintiff  Society  for 
which  they  are  entitled  to  relief. 

30  With  regard  to  the  Association,  the  matter  stands  on  a  somewhat  different 
footing.  The  Association  of  course  are  not  themselves  practising  as  accountants, 
and  in  that  sense  using  the  term ;  but  they  are,  for  the  purpose  of  advan- 
tage to  themselves — namely,  to  induce  as  many  people  to  become  members 
of  their  Association  as  may  be — ^holding  out    to  accountants  at  large  that 

35  if  they  become  members  of  their  Society  they  will  be  entitled  to  the 
use  of  the  words  "  Incorporated  Accountant,"  with  such  advantage  as  the 
use  of  that  term  will  confer.  If  I  am  right  in  saying  that  the  Plaintiffs  have  a 
pecuniary  interest  in  maintaining  the  term  as  a  term  of  membership  of  their 
Society,  then  it  seems  to  me  that  they  have  a  pecuniary  interest  in  preventing 

40  the  Defendant  Association  from  striving,  by  means  of  those  representations  and 
inducements  which  it  is  holding  out  to  members  of  the  profession,  to  attempt 
to  reduce  the  status  of  members  of  the  Plaintiffs'  Society  by  conferring 
improperly  an  indication  of  that  status — I  do  not  say  the  status  itself,  but  an 
indication  of  that  status — by  the  use  of  the  term  with  which  I  have  to  deal. 

45  It  seems  to  me,  therefore,  on  the  whole,  that  the  Plaintiffs  are  entitled  to  an 
injunction  against  the  Defendant  Ooodway  to  restrain  him  from  using  the 
Avords,  practically  in  the  terms  (which  I  need  not  read)  of  the  first  paragraph 
of  the  claiming  part  of  the  Statement  of  Claim  ;  and,  against  the  Association,  in 
the  terms  of  the  second  claiming  paragraph  of  the  Statement  of  Claim.    But 

50  I  tliink  in  order  to  make  that  second  paragraph  quite  plain,  and  to  make  sure 
that  it  does  not  go  too  far,  there  ought  to  be  added  to  it  the  same  words  that  are 
added  at  the  end  of  the  first  paragraph,  namely,  ''  entitled  to  use  any  such 
'^  designation  as  aforesaid  in  such  way  as  to  represent  or  lead  to  the  belief  ihail 
'*  their  members  are  members  of  the  Plaintiff  Society."    With  that  the  injunction 

55  will  be  right. 
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After  some  discuftsion, 

Warrington  J. — T  think  the  proper  thing  to  do  is  to  give  the  Plaintiffs  the 
general  costs  of  the  action,  except  so  far  as  they  have  been  increased  by  the 
allegation  contained  in  the  last  sentence  of  paragraph  11  of  the  Statement  of 
Claim ;  and,  so  far  as  the  costs  have  been  increased  by  that  allegation,  the  5 
Plaintiffs  ought  to  pay  the  costs. 

Terrell  K.C.  asked  for  a  stay  of  execation  in  view  of  an  appeal. 

Warrington  J. — I  do  not  think  the  suspension  of  the  injunction  will  hurt 
the  Plaintiffs.  The  fact  that  this  injunction  has  been  granted  will  to  some 
extent  operate.  10 

Rowden  K.O. — I  shall  not  object,  but  the  Defendants  must  be  prompt. 

Warrington  J. — I  will  suspend  the  injunction  against  both  the  Defendants 
on  their  undertaking  to  give  notice  of  appeal  within  fourteen  days,  and  to 
prosecute  the  appeal  with  due  diligence. 
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In  the  Privy  Council. 

Present:  Lords  Maonaghten,  Dayey,  Robertson,  and  Atkinson. 

November  20th,  1906,  and  February  14th,  1907. 

In  the  Matter  of  Van  Oelder's  Patents. 

5  Patent. — Petition  for  prolongation. — Invention  not  possessing  exceptional 
merit. — AbsohUe  assignment  by  Patentee.  —  Death  of  Patentee. — Petition 
presented  by  assignee. — Petition  dismissed. 

Two  Patents  were  granted  in  1892  to  O.  for  improvements  in  machines  for 
separating  dust  from  air.    In  1893  these  Patents  were  absolutely  assigned  by  G.j 

10  A'^  tn  1906  the  assignee  presented  a  Petition  for  prolongation  of  both  Patents. 
O.  had  after  the  assignment  become  bankrupt  and  died,  and  tdnmld  have  derived 
no  advantage  from  the  prolongation  if  he  had  been  alive.  The  Petitioner  alleged 
that  he  had  incurred  considerable  esgpenses  in  endeavouring  to  procure  the 
adoption  of  the  inventions  and  otherwise  in  relation  to  the  Patents^  and  had 

15  received  no  adequate  return^  partly  owing  to  the  opposition  of  the  manufacturers 
of  a  machine  made  under  a  previous  Parent  and  partly  owing  to  licensees  not 
sufficiently  pushing  the  inventions. 

Held,  that  the  inventions  were  not  shoum  to  possess  that  exceptional  merit 
which  would  justify  prolongation^  and  on  this  ground^  as  well  as  on  the 

20  ground  that  neither  t/te  Patentee  nor  his  esteUe  would  reap  any  advantage 
from  the  prolongation^  the  Petition  was  dismissed. 

On  the  22nd  of  November  1892  Letters  Patent  (No.  21,218  of  1892)  were 
granted  to  Pieter  Van  Gelder  for  an  invention  of  "Improvements  in  or 
"appertaining  to  machines  for  separating  dust  or  like  particles  from  air  or 

25  "other  gases."'  On  the  13th  of  December  of  the  same  year  Letters  Patent 
(No.  22,919  of  1892)  were  granted  to  the  same  Patentee  for  an  invention  having 
a  substantially  similar  title.  The  Patents  were  on  the  Slst  of  January  1893 
assigned  to  W.  P.  Thompson,  who  on  the  2l8t  of  May  1906  presented  a  Petition 
for  prolongation  of  both  Patents. 

30  The  Petition,  after  stating  the  above  facts,  and  that  the  Patentee,  or  the 
Petitioner,  had  at  the  expense  of  the  latter  obtained  Patents  in  several  foreign 
countries  for  the  inventions,  all  of  which  Patents  had  lapsed  with  the  exception 

O 
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of  the  United  States  Patents,  and  that  the  Petitioner  had  received  no  retnm  for 
any  of  them  except  in  one  case  in  which  the  amount  received  in  royalties  had 
not  reimbursed  him  for  the  expenses  and  fees  relating  to  the  same,  and,  after 
alleging  a  reason  why  the  foreign  Patents  generally  were  nnsaccessf ol,  contained 
(inter  alia)  the  following  staiements  : —  5 

'^  4.  The  inventions  for  which  the  said  Letters  Patent  were  granted  related 
*'  to  improvements  in  machines  for  freeing  air  and  other  gases  from  dust  The 
''  principal  use  of  such  machine  is  for  cleaning  the  air  of  mills  and  factories, 
*^  more  especially  flour  mills.  Before  the  introduction  of  machines  of  this  type 
*'  the  air  of  mills  had  been  systematically  cleansed  by  being  passed  through  10 
*'  filtering  cloths  at  great  expense  or  passed  into  enormous  chambers  at  the  top 
**  of  the  building  where  the  dust  in  large  part  gradually  settled.  An  ef&cient 
*'  machine  for  this  purpose  is  a  great  public  benefit,  since  such  dust-laden  air  is 
*^  injurious  to  the  workei'S  in  the  mill,  and  is  also  a  frequent  cause  of  fires.  It 
'*  is  also  extremely  important  that  a  machine  for  this  purpose  should  be  of  15 
'*  small  bulk  and  be  able  to  be  fitted  to  existing  mills  with  the  minimum 
'^  amount  of  interference  with  the  structure.  The  principle  of  the  said 
*'  machines  is  the  introduction  of  a  chamber  through  which  the  air  of  the 
^  mill  must  pass,  in  which  chamber  the  air  forms  a  vortex,  and  the  centrifugal 
^'  force  of  the  vortex  causes  the  dust  to  fly  to  the  outer  walls  and  slide  down  20 
<<  them,  the  air  returning  in  a  central  vortex,  and  flying  out  at  the  top.  The 
"  choice  of  the  most  efficient  and  convenient  form  of  chamber  for  this  purpose 
"  and  the  arrangement  of  the  same  was  a  matter  of  great  difficulty,  dince  the 
"  theory  regarding  the  direction  and  velocity  of  the  current  under  different 
"  conditions  was  imperfectly  developed.  Very  small  changes  in  the  form  and  25 
'*  arrangement  of  the  chamber  make  very  great  differences  in  the  practical 
<*  result,  and  long  and  careful  experiment  was  needed  to  determine  the  form  of 
"  the  machine,  which  should  be  efficient  in  cleansing  and  at  the  same  time  be 
"  of  small  bulk  and  convenient  both  for  manufacture  and  installation.  At  the 
"  date  when  the  said  Pieter  Van  Oelder  applied  for  the  said  Letters  Patent  30 
*'  the  only  machine  of  the  same  type  on  the  market  was  that  known  as  the 
**  *  Cyclone.'  This  was  a  machine  in  which  the  vortex  separating  chamber  was 
"  conical  in  shape.  The  said  Pieter  Van  Gdder  had  also  made  certain  applica- 
"  tions  for  letters  Patent,  No.  20,030  of  the  year  1889,  and  No.  1911  and 
"  No.  9398  of  the  year  1891,  in  which  it  was  proposed  to  use  a  settling  35 
<^  chamber  of  a  conical  or  pyramidal  shape.  In  these  machines  the  smaller  end 
*^  of  the  cone  or  pyramid  was  at  the  bottom,  where  the  dust  exit  was,  the  air 
"  entering  tangentially  at  the  larger  end.  In  the  said  Letters  Patent,  No.  21,218 
"  of  the  year  1892,  the  said  Pieter  Van  Oelder  proposed  to  make  the  vortex 
<*  chamber  of  a  cylindrical  or  prismatic;  shape,  and  to  provide  a  flat  bottom  for  40 
*'  the  same,  having  ribs  on  it  so  placed  as  to  guide  the  dust  to  a  central  exit, 
<*  the  cleansed  air  escaping  as  usual  from  the  top.  This  form  is  covered  by  the 
*'  first  claiming  clause  of  the  said  Letters  Patent.  As  an  alternative  he  mentioned 
<<  a  cone  or  pyramid  with  the  larger  end  downwards,  and  this  also  is  included 
**  in  the  second  claiming  clause,  but  was  never  used  except  experimentally,  as  45 
*<  the  parallel  chamber  was  just  as  good,  easier  to  make,  and  took  up  less  room. 
"  In  Letters  Patent  No.  22,919  of  the  year  1892  a  variant  form  of  machine  was 
**  described,  in  which  the  dust  in  the  cylindrical  or  prismatic  vortex  chamber 
<'  passed  down  the  walls  of  the  chamber  into  a  small  circumferential  opening 
<*  made  in  the  floor  of  this  chamber  into  a  quiescent  chamber  below,  while  the  50 
<^  air  free  from  the  dust  made  a  second  upward  vortex  in  the  central  portion 
<*  not  coming  near  the  separated  dust  as  it  would  if  there  were  a  cone,  and 
*'  escaping  at  the  top.  The  lower  chamber  was  provided  with  means  for 
<<  removing  the  dust.  In  the  said  Letters  Patent  means  were  also  provided  for 
'*  cleansing  the  chambers.  These  two  Patents  were  .one  complementary  in  a  55 
*^  great  measure  of   the  other,  and  almost   every  machine  made,  and  your 
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"  Petitioner  believes  every  machine  actually  sold  was  a  combination  more  or 
"  less  of  both  Patents.  The  said  Pieter  Van  Oelder  also  protected  another 
"  variation  of  the  machine  by  Letters  Patent  No.  21,731  of  1892,  but  for  a 
"  different  purpose.  The  improvements  in  the  manufacture  of  these  dust 
5  '*  separating  machines  lead  to  the  following  advantages  {inter  alia).  In  the 
•**  old  machines  the  dust  laden  air  vortex  continually  narrowed  (against 
^  centrifugal  force)  alongside  a  central  vortex  having  the  reverse  direction. 
*•  There  was  much  mixing  of  the  two  currents,  and  violent  grinding  as  the 
;    "  dust  was  separated  in  the  top  part,  but  ground  against  the  sides  all  the  way 

10  "  down,  and  near  the  bottom  was  largely  caught  up  by  the  central  vortex  being 
"  so  narrowed.  In  the  machine  of  the  said  Pteier  Van  Gelder's  two  Patents, 
**  the  vortices  were  not  narrowed  to  the  bottom,  did  not  intermix,  did  not  act 
*'  against  centrifugal  force  and  in  the  second  Patent  the  dust  at  the  bottom 
**  passed  at  once  into  a  quiescent  chamber.    In  practice  after  our  machine  came 

15  "  out  the  *  Cyclone  '  machines  were  made  very  like  ours,  except  that  they  had 
*'  a  hopper  three  to  five  times  as  long  as  the  cylinder  below  tne  cylinder  instead 
'^  of  a  fiat  floor.  .*>.  That  for  some  years  prior  to  the  grants  of  the  said  Letters 
"  Patent  the  said  Pieter  Van  Oelder  had  been  engaged  upon  experiments  in  con- 
♦*  nection  with  dust  collecting  machines  and  had  taken  out  various  Patents  for 

20  "  the  same.  In  the  year  1891  I  entered  into  an  agreement  with  the  said  Pieter 
"  Van  Gelder  by  which  it  was  provided  that  I  was  to  assist  him  in  maintaining 
"  his  Patents  by  paying  the  taxes  and  fees  for  the  same  and  by  providing  certain 
**  monies,  and,  in  return,  the  said  Pieter  Van  Oelder  granted  to  me,  inter  alia^ 
«<  one-third  part  of  his  inventions,  for  Qreat  Britain  and  abroad,  relating  to  dust 

25  "  collecting.  Not  long  after  the  date  of  this  agreement,  the  said  Pieter  Van 
**  Gelder  was  involved  in  litigation,  brought  against  the  user  of  one  of  the 
"  machines  made  under  the  said  Pieter  Van  Oelder^s  Patents  by  the  owners  of 
**  the  *  Cyclone '  Patent,  and  being  interested  in  his  Patents  and  in  order  to 
^'  assist  him  I  made  myself  responsible  for  the  costs  of  this  action.    The  action 

30  ^'  went  against  the  Defendant,  and  upon  the  said  Pieter  Van  Oelder  being  made 
**  bankrupt  I  agreed  to  pay  all  his  debts,  which  were  not  very  large,  except  that 
"  to  me,  and  in  return  he  assigned  to  me  inter  alia  the  inventions  and  provisional 
**  protections  of  his  Letters  Patent  No.  21,218  and  No.  22,919  of  1892,'  During 
"  the  time  that  the  siaid  Pieter  Van  Oelder  was  making  experiments  leading  up  to 

35  *^  the  inventions  forming  the  matter  of  the  Letters  Patent  which  are  the  subject 
**  of  this  Petition  he  was  practically  without  means,  and  I  provided  the  money 
/*  for  him  to  make  such  experiments,  and  also  was  able,  from  my  knowledge 
*^  and  experience,  to  assist  him  with  suggestions  in  perfecting  the  practical 
*♦  details  of  the  same  and  in  obtaining  protection  for  the  same;  '  It  vim  arranged 

40  "between  the  said  Pietbr  Van  Oelder  dind  myself  that  the  Bsyl  Pieter  Van 
"  Oelder  should  have  machines  made  under  his  superintendence  according  to 
*'  the  inventions  protected  by  the  said  Letters  Patent  which  form  the  subject  of 
**  this  Petition,  and  accordingly  on  the  8th  September  1894  I  gave  an  exclusive. 
**  licence  to  the  said  Pieter  Van  Oelder  to  work  the  aforesaid  Letters  Patent  on 

45  **  a  given  scale  of  royalty.  This  licence  remained  in  force  until  February  1899, 
••*  but  the  -said  Pieter  Van  Oelder  was  never  able  to  pay  me  any  royalty 
**  due  under  it,  so  on  the  6th  February  1899  I  granted  a  licence  to  one 
*'  Sutdtffe^  who  had  been  the  said  Pieter  Van  Oelder* 8  manufacturer  and  to 
•*  whom  I  also  advanced  a  considerable  sum  for  working  the  said  inventions. 

50  **  6.  That  owing  to  the  very,  strong  opposition  of  the  leading  manufacturers, 
**  who  at  the  date  of  the  said  Letters  Patent  were  supplying  in  this  country 
'*  machines  of  the  type  to  which  the  said  inventions  relate,  and  w^ho  were  firms 
"  with  large  capital  and  in  an  extensive  way  of  business,  your  Petitioner  was 
"not  able  to  bring  the  said  inventions  into  such  public  use  as  would  have  been 

55  /'possible  had  it  not  been  for  such  opposition.  The  above  .mentioned  firms 
^  w^re  vendors  of  the  said  'Cyclone'  machine,  an  inferior  machine  of  a  similar 
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*'  nature  to  yonr  Petitioner's  machine,  anil  did  everything  possible  to  prejndieo 
"  your  Petitioner's  machine  in  the  eyes  of  intending  purchasers,  the  result 
"  of  which  was  that  many  people  refused  to  buy  your  Petitioner's  machines. 
"  7.  That  under  neither  of  these   licences  granted  to  the   said  Pieter  Van 
"  Qdder  and  Sutdiffe  as  aforesaid  did  your  Petitioner  receive  any  substantial  5 
*'  royalties  from  the  licensees.     The  said  Pieter  Van  Oelder  paid  none  and 
*'  Suicliffe  paid  the    small    amount   appearing   in  the   accounts.     As   your 
**  Petitioner  received  little   or  no  royalties  from   these   licensees,   although 
*^  machines  had  been  made  dnd  sold  by  them,  your  Petitioner  put  an  end 
**  to  their  licence  and  granted  a  sole  licence  to  Messrs.  Thmnae  Bobinson  S  10 
*'  Sane  Ld.^  of  Rochdale,  on  the  26th  of  March  1901.    8.  During  the  time 
'*  that  the  said  Pieter  Van   GMder  held  the  said  licence  he  had  no  means 
*^  with  which  to  manufacture  the  machines  under  the  licence  which   was 
"  granted  to  him   by  your  Petitioner,  and  owing  to    the    strong  competi- 
*'  tion  of  makers  of  machines  inferior  to  your  Petitioner's  machines,  the  said  15 
^'  Pieter  Van  Oelder  was  compelled  to  sell  the  same  at  a  very  low  price  in 
"  order  to  introduce  them.    Your  Petitioner  therefore  had  to  advance  money  to 
"  the  said  Pieter  Van  Qelder  from  time  to  time  for  the  purpose  of  the  manu- 
"  facture  of  the  machines,  but  the  said  Pieter  Van  Oelder  was  never  in  a 
^*  position  to  pay  the  royalties  due,  and  a  large  portion  of  my  advances  had  also  20 
*^  never  been  repaid  under  his  said  licence.    The  introduction  of  the  said 
<<  machines  into  commercial  use  was  under  these  circumstances  slow  and 
**  unsatisfactory,  and  in  the  face  of  the  strong  competition  of  the  makers  of  other 
**  machines  as  mentioned  above,  it  was  not  found  possible  to  get  the  public  to 
•*  largely  adopt  the  said  inventions.    9.  That  your  Petitioner  has  given  much  25 
**  time  and  labour  and  expended  considerable  sums  of  money  in  trying  to  get 
**  the  said  inventions  manufactured  and  introduced  into  practical  use  in  suitable 
*^  form,  and  in  endeavouring  to  procure  the  adoption  of  these  inventions  in  mills 
**  and  factories." 

The  Petition  also  stated  that  the  only  licence  then  in  force  was  that  to  Messrs.  30 
^Thomas  Robinson  A  Son  Ld,^  which  had  produced  from  its  date,  viz.  the  26th 
of  March  1901,  down  to  January  the  25th  1906,  the  sum  of  535^.  lis.  Id.  in 
royalties.     The  Petition  further  stated  that  the  Petitioner  had  not  received  any 
adequate  return,  and  that  it  was  only  during  the  last  three  years  that  the  use  of 
the  9aid  inventions  was  extending,  and  that  the  Petitioner  had  no  doubt  that  if  35 
the  term  of  thie  Letters  Patent  were  extended  they  would  become  productive. 
The  Petition  was  heard  on  the  20th  of  November  1906. 
The.  Petitioner  appeared  in  person ;  Sir  J.  Lawson  Walton  K.C.  (Attorney- 
General)  antt  S.  A.  T.  Rowlatt  (instructed  by  the  Solicitor  to  the  Treasury) 
appeared  for  the  Crown.  ,  40 

Ths  Petitioner  in  person  explained  the  inventions  and  referred  to  the  state  of 
the  art  and  the  history  of  the  inventions.  He  said  that  he  was  de  inerito  the 
inventor,  the  Patentee  being  practically  in  his  employ  and  the  inventions  being 
made  for  him.  The  Patentee  was  dead,  but  the  Petitioner  stated  that  he  had 
verbally  agreed  that  the  widow  of  the  Patentee  should  benefit  under  the  pro-  45 
longation  if  granted.  The  Petitioner  gave  evidence  in  support  of  the  Petition, 
and  called  other  witnesses  who  gave  evidence  as  to  the  merits  of  the  **  Tornado  " 
machines 

The  Attornet/'Oeneral  for  the  Crown. — It  is  not  alleged  that  there  is  any  new 
principle  in  the  invention  ;  the  Patent  is  only  for  improvements.  IThomey-  50 
croft's  Patent  (16  R.P.C.  202 ;  L.R.  (1899)  A.C.  415)  was  referred  to.]  An 
extension  will  be  refused  unless  the  invention  is  of  unusual  merit.  There  are 
perhaps  here  comparative  advantages  over  other  machines,  but  they  are  not 
striking,  and  the  public  have  evidently  not  found  exceptional  advantages  in  the 
patented  machines.  The  real  test  is  the  extent  of  the  sale  in  the  market  In  55 
the  earlier  years  of  the  Patent  considerable  sums  were  expended  and  there 
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was  a  lai^e  sale,  bnt  afterwards  not  so  much  was  done.  There  is  really  no 
explanation  of  that  state  of  things.  This  may  have  been  dne  to  wrong  selection 
of  fieensees  ;  bnt  really  the  state  of  things  negatives  the  suggestion  of  excep- 
tional merit,  otherwise  Robinson  A  Sons  Ld,  would  have  been  able  to  push  it. 
5  It  was  their  interest  to  do  so  and  they  had  capital  for  the  purpose. 

The  Petitioner  replied. — The  fact  that  no  considerable  profits  have  been  made 

is  necessary  to  support  the  Petition.    The  reason  is  adequately  explained,  and  is 

not  due  to  want  of  merit  in  the  machines.    The  trade  was  much  in  the  hands 

of  one  firm.    RoHnson^s  have  made  94  machines  in  five  years.     The  machine 

10  has  a  new  characteristic,  namely,  that  centrifugal  force  does  not  interfere. 

Then  the  dust  chamber  is  clear  of  the.  vortex.     [Lord  Macnaohtek. — Is  there 

any  case  where  a  Patent  has  been  prolonged  when  the  original  Patentee  was 

dead  and  no  benefit  would  come  to  his  relatives  ?]    I  am  the  inventor  de  merito 

and  shall  be  getting  back  something  of  what  I  have  done  for  the  Patentee,  and 

I  15  1  am  willing  to  make  an  agreement  with  the  widow.     [He  referred  to  HerherVs 

I  case  (L,R.  1  P.O.  399).]     [The  Attorney-General  referred  to   Willacy's  Patent 

(5  R.P.C.690).]  [Lord  Davby.— You  must  assume  that  Van  Gelder  was  the  true 

and  first  inventor.]     He  was  practically  my  foreman,  and  the  Patent  might 

have  been  taken  out  in  my  name. 

20      Lord  Maonaghten. — This  was  a  Petition  for  the  prolongation  of  two  Patents, 

Nob.  21,218  and  22,919  of  1892.    They  were  granted  to  one  Pieter  Van  Gelder. 

In  1893  Van  Gelder  assigned  them  absolutely  to  the  Petitioner,  who  conducted 

his  case  before  this  Board  in  person. 

I  At  the  close  of  the  iu*gument  their  Lordships  intimated  that  they  were  unable 

I  25  to  recommend  His  Majesty  to  grant  any  extension  of  the  two  Patents,  or  either 

i  of  them,  and  they  have  so  reported.    It  only  remains  for  them  now  to  state  the 

reasons  for  their  Report. 

The  inventions  for  which  the  Patents  were  granted  related  to  improvements 

in  machines  for  cleansing  air  by  removing  dust  and  other  impurities.    Some 

30  process  of  the  sort  seems  to  be  of  vital  importance  in  flour  mills,  and  of  use 

more  or  less  in  other  mills  and  factories.    The  old  method  was  to  strain  or  filter 

the  dust-laden  air  through  cloth  or  some  textile  fabric ;  but  the  filtering  medium, 

whatever  it  was,    speedily  got  choked  by  the  stive  of  dust,  and  required 

constant  attention  and  frequent  changing.    The  original  invention,  or  ^*  pioneer 

35  "  patent,"  as  the  Petitioner  called  it,  on  which  Van  Gelder's  improvements  were 

engrafted  came  from  the  United  States  of  America.    It  was  patented  in  this 

country  in  1886  as  '^a  communication  from  abroad  by  the  Knickerbocker 

•*  Company  of  Jackson,  Michigan,  U.S.A."    The  Knickerbocker  machines  which 

were  known  as  the  '^  Cyclone  "  consisted  of  a  conical  or  tapering  chamber,  into 

40  which,  near  the  top,  the  air  was  admitted  tangentially  and  so  created  a  vortex. 

The  idea  was  that  the  dust  would  gather  on  the  sides  of  the  cone,  fall  to  the 

bottom  and  pass  out  into  a  receptacle  below,  while  the  purified  air  was  to  esc^^ 

at  the  point  or  apex  of  the  cone.    The  "  Cyclone,"  however,  according  to  the 

Petitioner's  statement,  though  a  great  advance  on  the  old  methods,  did  its  work 

45  imperfectly.    The  air  passing  out  through  the  cone  was  by  no  means  free  from 

impurities,  and  a  second  compartment,  or  stive-room,  was  required  as  a  settling 

chamber  before  the  air  became  fit  to  be  discharged  into  the  open.    But  the  great 

objection  to  the  "  Cyclone,"  according  to  the  Petitioner,  was  its  excessive  height 

in  proportion  to  its  diameter  at  its  base.    It  had  to  be  carried  up  through 

50  several  floors  or  stories,  and  so  occupied  space  which  otherwise  might  have  been 

more  profitably  employed. 

Van  Gdder's  attention  was  first  called  to  the  "  Cyclone  "  by  some  millers  in 
Chester  who  had  got  the  "  Cyclone  "  and  employed  him  to  suggest  improve- 
ments in  it.     After  several  experiments  and  modifications  he  came  to  the 
55  conclusion  that  a  cone  or  tapering  chamber  was  not  necessary,  and  that  a  better 
result  might  be  obtained  by  the  use  of  a  polygonal  prism.    To  carry*  out  his 
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ideas,  in  which  the  Petitioner  claims  to  have  assisted  him  with  suggestions,  as 
well  as  with  money,  he  took  out  several  patents.  To  distinguish  his  type  of 
machine  from  the  '^  Cyclone  "  without  losing  such  advantage  as  might  flow  from 
the  apparent  similarity  of  action,  the  Patentee  called  his  invention  the  **  Tornado  ** ; 
but  he  very  quickly  found  himself  involved  in  litigation  with  a  Mr.  Simon  who  5 
had  acquired  the  "  Cyclone  "  Patent  and  was  pushing  it  vigorously.  The  result 
was  that  Van  Gelder  had  to  submit  to  a  perpetual  injunction  with  costs.  Then 
Van  OeldeTy  with  the  Petitioner's  assistance,  took  out  the  two  Patents  which 
were  the  subject  of  this  application.  The  Petitioner  insisted  in  his  address  to 
their  Lordships  that  a  machine  m:ide  according  to  these  Patents  could  not  10 
possibly  be  held  an  infringement  of  the  "  Cyclone  "  Patent.  Still  he  admitted 
that  there  was  a  suspicion  of  infringement  aboat  the  *'  Tornado ''  which  was  one 
cause  of  its  want  of  success  on  the  market. 

Before  anything  was  done  under  the  Patents  of  1892   Van  Oelder  became 
bankrupt.    The  Petitioner  was  his  principal  creditor.    He  paid  off  the  other  15 
creditors  and  took  an  absolute  assignment  of  the  Patent.    In  1894  he  granted 
an  exclusive  licence  to  Van  Oelder,    That  ari-angement,  however,  did  not  prove 
remunerative.     Van  Qelder  again  got  into  diflBculties.    He  made  an  assignment 
in  favour  of  his  creditors  and  went  to  Australia.    There  he  died  a  bankrupt  . 
about  three  years  ago— so  it  was  stated  by  the  Petitioner.    When  Van  Oelder  20 
was  disposed  of,  the  Petitioner  granted  an  exclusive  licence  to  one  Sutdiffe  who 
had  been  Van  Oelder^s  manufacturer,  but  he  did  little  better  than  Van  Gelder. 
The  Petitioner  settled  with  him  on  the  terms  of  being  paid  his  advances  with 
5  per  cent,  interest,  giving  up  his  claim  to  any  money  due  for  licences.    Then 
on  the  26th  of  March  1901,  the  Petitioner  granted  an  exclusive  licence  to  25 
Robinson  A  Sons  Ld.j  a  firm  of  manufacturers  and  mill  furnishers  of  high 
standing.    At  that  time  the  **  Cyclone  '*  Patent  had  expired  and  the  coast  was 
clear.    Simon  was  no  longer  to  be  dreaded.    But  Messrs.  Robinson  were,  the 
Petitioner  alleges,  very  slack  in  pushing  the  invention.     They  never  issued 
a  single  advertisement,  and,  what  was  worse  in  the  Petitioner's  view,  whenever  5J0 
they  furnished  a  mill  with  a  "  Tornado  "  they  put  their  names  upon  it  on  a 
large  brass  plate,  which  for  some  reason  or  other  millers,  according  to  the 
Petitioner,  did  not  like  at  all.     The   Petitioner  did  not  interfere  or  even 
remonstrate  with  Messrs.  Robinson.    Their  licence  it  seems  contained  a  claufte 
empowering  the  Petitioner  to  terminate  the  arrangement  with  them  on  a  year's  35 
notice.    But  he  never  thought  of  putting  pressure  upon  them  or  taking  the 
business  out  of  their  hands.    In  fact,  as  he  told  their  Lordships  very  candidly, 
it  was  not  until  about  two  months  before  the  Petition  came  on  for  hearing  that 
it  occurred  to  him  that  he  had  any  power  of  interfering.    He  had  forgotten  all 
about  the  clause  which  he  had  inserted  for  his  own  protection.    He  was  a  40 
professional  man  in  a  large  way  of  business  and  had  no  time  to  attend  to  such  a 
matter.    The  Petitioner  has  lost  pecuniarily  by  his  connection  with  Van  Oelder^ 
and  that  his  speculation  has  turned  out  badly  is  plain  enough  on  the  face  of  the 
accounts. 

In  these  circumstances  the  Petitioner  asks  for  a  prolongation  of  the  two  45 
Patents  of  1892  in  order  to  recoup  his  losses.     It  is  obvious  that  there  are 
several  objections  to  the  application,  any  one  of  which  by  itself  would  be  &ital. 
The  principal  objection  is  that  the  invention,  as  explained  by  the  Petitioner, 
has  not  that  exceptional  merit  which  would  justify  their  Lordships  in  recom-     • 
mending  a  prolongation.    The  merit  which  entitles  a  Patentee  who  has  been  50 
insufficiently  remunerated  to  .claim  an  extension  is  different  in  kind  and  degred 
from  that  which  is  enough  to  sustain  a  Patent.     In  the  present  case  no  new 
principle  is  involved.     There  is  nothing  that  can  be  called  real  invention. 
Indeed,  it  would  seem  that  any  workman  of  ordinary  skill,  having  his' iittention 
called  to  a  ^^  Cyclone "  machine,  and  being  told  that  its  height  was  a  serious  55 
inconvenience,  might,  by  a  few  practical  experiments,  requiring  little  thought 
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and  little  expenditure,  have  arrived  at  the  same  conclusion  as  Van  Oelder.  It 
is  not  perhaps  otherwise  than  significant  that  the  Petitioner,  who  is  a  patent 
agent,  and  does  not  pretend  to  be  an  inventor,  claimed  at  the  bar  that  he  was 
substantially  the  inventor  of  the  **  Tornado,"  and  that  its  final  development  was 
5  due  as  much  to  his  suggestions  as  to  Van  Qelder's  inventive  faculty.  In  the 
next  place  there  has  been  little  energy  and  not  much  businesslike  capacity  dis- 
played in  pushing  the  invention,  assuming  that  it  was  ever  worth  pushing.  It 
matters  little  whether  the  fault  lay  with  the  Petitioner  or  the  people  whom  he 
employed.     Certainly  the  Petitioner  showed  himself  singularly  remiss  in  his 

10  dealings  with  Messrs.  Robinson.  Whether  the  invention  possesses  the  advan- 
tages which  the  Petitioner  attributes  to  it  ie  another  question.  The  conduct  of 
Messrs.  Robinson  is  rather  remarkable.  So  is  the  fact  that  Simon^  who  was 
represented  by  the  Petitioner  as  a  bitter  and  watchful  enemy  of  the  *'  Tornado," 
never  took  action  in  the  case  of  machines  made  in  accordance  with  the  Patents 

15  of  1892.  Then  there  is  the  fact  that  the  Company  which  succeeded  to  Simon^s 
business  showed  no  inclination  to  take  up  the  **  Tornado  "  when  the  Petitioner 
approached  them  in  reference  to  the  matter,  and  there  is  the  circumstance  that 
the  *'  Cyclone  "  has  been  so  modified  in  shape  that,  according  to  the  Petitioner, 
it  is  rather  an  infringement  of  the  "  Tornado  "  than  the  "Tornado  "  of  it.   These 

20  considerations  tend  to  show  that,  after  all,  the  "  Tornado  "  is  perhaps  not  quite 
80  valuable  or  important  an  invention  as  the  Petitioner  supposes  it  to  be. 

Lastly,  so  far  as  their  Lordships  are  aware,  there  is  no  case  to  be  found  in 
which  a  prolongation  has  been  granted  when  the  inventor  is  dead,  and  could 
not  possibly  have  derived  any  advantage  from  the  extension  if  he  had  been 

25  alive. 

For  these  reasons  their  Lordships  humbly  advise  His  Majesty  that  the 
Petition  should  be  dismissed. 
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In  thb  High  Court  op  Justice.— Ohanobrt  Division. 

Be/ore  Mr.  Justice  Parker. 

December  3rd,  1906. 

In  the  Matter  op  Martin's  Patent. 

Patent, — Petition  far  revocation. — Order  by  consent.  5 

On  the  14th  of  November  1901  Letters  Patent  (No.  24,618  of  1904)  were 
granted  to  William  Morley  Martin  for  ^  X  Ray  Obstructing  Material."  The 
invention  as  described  in  the  Complete  Specification  was  as  follows  : — **  My 
'<  invention  relates  to  materials  for  obstructing  X  rays,  which  materials  may 
^^  be  rendered  flexible  so  as  to  form  gloves  or  the  like,  or  may  be,  if  desired,  10 
**  made  rigid  to  form  tube  shields  and  the  like.  According  to  this  invention, 
'*  I  incorporate  in  any  suitable  material  finely  powdered  metals,  such  as,  bismuth, 
^'  copper,  zinc  or  lead  or  other  metals  opaque  to  X  rays,  or  salts  of  such  metals, 
*'  such  as  for  instance,  nitrates,  carbonates,  oxides,  sulphates  etc.^  or  I  may  mix 
**  any  of  the  powdered  metals  etc.^  or  I  may  use  powdered  barytes  with  any  of  15 
**  the  beforementioned  metals  etc.,  or  a  mixture  of  them.  Any  of  the  before- 
*'  mentioned  metals  etc.  or  a  mixture'  of  them  may  be  incorporated  in  rubber, 
^'  oil  cloth,  or  other  flexible  material  in  such  proportions  as  to  render  them 
'^  partially  or  absolutely  impervious  to  X  rays  according  to  the  amount  of 
"  powder  etc.  incorporated."  A  Petition  was  presented  for  the  revocation  of  80 
this  Patent  on  the  9th  of  August  1906  by  Harry  W.  Cocks  Ld.  The  Petition 
came  on  for  hearing  before  Mr.  Justice  PARKER,  who,  on  the  3rd  of  December 
1906,  by  consent  made  an  Order  that  the  Patent  be  revoked,  and  that  the 
Patentee  should  pay  to  the  Petitioners  their  taxed  costs  of  the  Petition. 
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In  the  High  Court  op  Justice.— Chancery  Division, 

and 
In  the  Court  op  Appeal. 

Before   Mr.   Justice    Buckley. 
5  August  9th,  1906. 

Before  Mr.  Justice  Sutton. 
September  11th  and  2lBt,   1906. 

Before  Lords  Justices  Vaughan  Williams  and  Fletcher  Moulton. 

October  31st,  1906. 

10  Bef(yre  Mr.  Justice  Warrington. 

November  9th  and  12th,  1906. 

Before  Mr.  Justice    Parker. 
December  10th,  11th,  12th,  and  13th,  1906. 

Mrs.  Pomeroy  Ld.  v.  Scal6. 

15  Trade  name. — Assumed  name. — Sate  of  business^  goodwill,  and  exclusive 
right  to  use  of  name. — Use  of  nams  by  vendor  aftep*  sale. — Interlocutory 
injunction. — Appeal  and  cross-appeal. — Motion  to  commit. — Trial  of  action. — 
Plaintiffs  held  not  to  have  disentitled  themselves  to  relief  by  their  conduct. — 
Injunctiofh  granted. — Judgment  for  Plaintiffs. 

20  I^  ^S96  the  Defendant  commenced  the  business  of  a  complexion  specialist 
under  the  assumed  name  of  "  Mrs.  Pomeroy."  In  1896  a  Company ^  "  Mrs. 
"Pomeroy  Ld.,"  was  formed  to  carry  on  the  business^  the  Defendant  holding  a 
preponderating  proportion  of  the  shares.  The  Company  cu^quired  a  large 
business  connection.    In  May  1906  the  Company  went  into  voluntary  liquida- 

25  tiony  and  the  liquidator  sold  the  assets  to  the  promoter  of  a  second  Company, 
also  called  "  Mrs.  Pomeroy  Ld."  The  Defendant  commenced  a  similar  buMness 
under  the  name  of^*'  Mrs.  Jeannette  Pomeroy,"  upon  premises  in  close  proximity 
to  the  premises  where  she  had  formerly  carried  on,  and  where  the  new  Company 
continued  to  carry  on,  the  business.    The  second  Company  commenced  an  action 

30  for  an  injunction  to  restrain  the  Defendant  from  carrying  on  business  tmder 
any  style  of  which  the  name  "  Pomeroy  "  formed  a  part,  and  from  representing 
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or  inducing  ths  belief  that  she  was  connected  with  the  business  of  the  Plaintiffs 
or  that  formerly  carried  on  by  the  first  Company^  and  from  derogating  from  her 
grant  of  the  goodwill  of  the  business  sold^from  soliciting  former  customers^  and 
for  other  relief.  The  Plaintiffs  alleged  that,  on  the  transfer  to  the  first  Company, 
the  Defendant  had,  in  addition  to  executing  an  Agreement,  executed  a  Deed  by  5 
which  she  assigned  the  goodwill  of  her  business  and  the  exclusive  right  to  use 
the  name  of  "  Pomeroy."  The  Defendant  denied  that  she  had  executed  the 
deed.  The  Draft  of  the  Deed,  which  u>as  produced,  contained  an  assign- 
ment in  the  terms  alleged  by  the  Plaintiffs.  The  Defendant  claimed  the 
right  to  u^e  the  name  "  Pomeroy,"  by  which,  as  she  alleged,  sJte  had  become  10 
known  in  carrying  on  the  btisiness  and  which  she  had  assumed  by  Deed  Poll 
in  June  1906.  The  Defendant  alleged  that  the  Plaintiffs  had  falsely  repre- 
sented that  she  was  conneeted  unth  the  PlainHff  Company,  and  liad  thereby 
disentitled  themselves  to  relief  by  way  of  injundum.  A  Motion  for  an  inter- 
locutory injunction  was,  as  to  the  use  of  the  name  "  Pomeroy,"  dismissed  by  15 
Buckley  J^  an  undertaking  being  given  as  to  some  other  part  of  the  relief 
claimed,  but  Sutton  J.  subsequently,  on  jfurtf$er  mcUerials,  granted  an  inter- 
locuto^y  injunction  as  to  the  use  of  the  name,  and,  on  an  appeal  by  the  Dtfen- 
dant  from  that  Order,  it  was  not  altered,  an  early  trial  being  arranged. 
Before  the  hearing  of  the  appeal,  the  Plaintiffs  gave  notice  of  Motion  to  commit  20 
the  Defendant  for  In^each  of  the  injtinction  and  undertaking,  but  this  Motion 
was  refused  by  Warrington  J.  At  the  trial  no  relief  was  ultimately  claimed  as 
to  the  charge  of  solicUing  former  customers. 

Held,  that  the  Deed  alleged  to  liave  been  lost  had  been  executed  by  the  Defendant 
{although  she  believed  thai  she  had  not  done  so),  but  that,  even  if  it  had  not,  the  25 
terms  of  the  contract  made  by  the  Defendant  with  tJie  first  Company  were  those 
contained  in  the  draft  conveyance,  and,  having  been  acted  upon  by  the  parties, 
were  binding  upon  the  Defendant ;  tfial  in  1896  the  Defendant's  name  was  not 
for  all  practical  purposes  "  Pomeroy,"  biU  that,  even  if  it  had  been,  she  hctd  by 
contract  precluded  herself  from  using  the  name  in  any  business  that  might  30 
compete  with  the  buMness  sold;  and  that  the  Plaintiffs  had  not  by  their  condtu:t 
dimntitied  themselves  to  an  injunction.    The  injunction  claimed  was  granted  oa 
te  tike  use  of  the  name  and  as  to  inducing  the  beUef  that  ths  Defendant  was 
ommcted  wUh  the  business  efths  Plaintiffs,  an  undertaking  being  given  by  the 
Df^sndemt  as  te  certain  other  matters.    7^  costs  of  ths  action  were  given  to  3$ 
the  Ptaintiffk,  the  costs  of  the  Motion  to  commit  being  ordered  to  be  set  off. 

On  the  31st  of  July  1906  Mrs.  Pomeroy  Ld.  commenced  an  action  against 
Jeannette  Sh^herd  Scali  (wife  of  Jamss  Bernard  ScaU)  claiming  an  injunction 
to  reatffaiii  the  Defendant  from  carrying  on  bttsinesB  as  a  oompiexion  ppeoialist 
under  the  name  cw  style  of  "  Jeannette  Pomeroy  "  or  "  Mrs.  Pomeroy  "  or  any  40 
other  style  of  which  the  name  ^^  Pomeroy '*  formed  part,  or  representing  or 
inducing  the  belief  that  she  carried  on  or  was  connected  with,  or  interested 
te,  ^k»  bminew  oarried  on  by  the  Plai&tiiBi  or  the  business  formerly  cairied 
on    by    Mrs.   Pomeroy  Ld.    (in   liquidation),  and  from    derogaiiiig  in  a^y 
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WHY  from  the  grant  of  the  goodwill  of  the  buglnesfl  formerly  cftrried  on 
^  her  as  Jeannette  Pomeroy  or  Mrs.  Pomeroy,  and  sold  by  her  to  Mrs. 
Pomeroy  Ld.  (in  liquidation),  and  from  soliciting  any  of  the  cnstomerB 
formerly  of  Mrs.  Pomeroy  Ld.  (in  liqnidation),  and  from  selling,  offering 
5  for  sale,  or  nsing  any  of  the  recipes  or  prescriptions,  the  benefit  of  which 
^8  sold  and  transferred  by  her  to  Mrs.  Pomeroy  Ld.  (in  liquidation),  and 
from  My  TOO  of  any  recipes,  prescriptions,  index  cards,  electrolysis  cards, 
labels,  lists  of  customers  and  addresses,  or  copies  thereof,  and  other  documents 
or  information  obtained  by  her  while  she  was  a  director  of,  or  in  the  employ- 

10  ment  of,  Mrs.  Pomeroy  Ld.  (in  liquidation),  and  removed  by  her  when  she  left 
such  employment ;  and  for  the  delivery  up  to  the  Plaintiffs  of  all  recipes, 
prescriptions,  index  cards,  labels,  lists  of  customers  and  addresses,  and  other 
papers  and  documents  belonging  to  Mrs.  Pomeroy  Ld.  (in  liquidation),  and  all 
copies  thereof  made  by  or  for  the  Defendant ;    and  for  a  receiver ;  and  for 

15  damage<^. 

In,  and  for  some  time  previously  to,  1896  the  Defendant  carried  on  the  business 

of  a  complexion  specialist  at  No.  29  Old  Bond  Street,  London,  under  tJie  name 

11  r*i7  ^'^^^^^    ^^  *^**  y®*^  *®  ^^*^  *^®  business  to  a  limited  Company 
called  Mrs.  Pomeroy  Ld.  (hereinafter  called  the  first  Company).    In  connection 

aO  ^th  the  incorporation  of  the  first  Company  an  Agreement,  dated  the  23rd 
of  October  1896,  was  filed  at  Somerset  House,  which  referred  to  a  conveyance  of 
even  date.  The  Plaintiffs  in  the  action  alleged  that  the  Defendant  had,  with  a 
view  to  give  effect  to  the  said  sale,  executed  an  Indenture  dated  the  23rd  day  of 
October  1896,  and  expressed  to  be  made  between  the  Defendant  of  the  one 

25  pMt  and  the  first  Company  of  the  other  part,  assigning,  first,  the  business 
premises,  secondly,  "all  that  the  goodwill  of  the  said  business  with  the 
"  exclusive  right  to  use  the  name  of  '  Mrs.  Pomeroy '  as  part  of  the  name  of  the 
"  Company,  and  to  represent  the  Company  as  carrying  on  the  business  in 
"  continuation  of  the  said  firm  of  Mrs.  Pomeroy  and  in  succession  thereto," 

30  and^  thirdly,  the  benefit  of  existing  contracts.  The  question  whether  this  Deed 
was  ever  executed  by  the  Defendant  was  one  of  the  issues  in  the  action.  The 
Defendant  became  a  director  and  continued  to  be  associated  with  the  first  Company 
?5S^^  ^*"  existence.  The  first  Company  was  wound  up  voluntarily  in  the  year 
1906,  and  by  an  Agreement  dated  the  3rd  of  July  1906  made  between  the  first 

35  Company  and  A.  E.  Tilly,  the  liquidator,  of  the  one  part,  and  E.  H.  Oirling  of  the 
other  part,  the  liquidator  agreed  to  sell  the  assets  of  the  first  Company  (with  certain 
exceptions)  to  the  said  E.  H.  Girling,  who  undertook  to  form  a  new  Company 
to  acquire  them.  A  new  Company— namely,  the  Plaintiff  Company— was 
mcorporated  on  the  16th  of  July    1906,  and  by  a  Deed  dated  the  30th  of 

40  July  190i)  E.  H.  Girling  assigned  to  the  Plaintiff  Company  all  the  business 
^led  on  by  the  first  Company,  or  E.  H.  Girling,  at  Nos.  33  and  34  Carnaby 
Street  and  29  Bond  Street  and  elsewhere  and  the  goodwill  thereof,  and  the 
benefit  of  all  designs,  trade  marks,  copyrights,  secret  processes  and  recipes 
belonging  to  or  used  by  the  first  Company,  or  the  said  E.  H.  Girling,  in  con- 

45  nectJon  with  the  said  business,  and  also  the  benefit  of  any  contracts  or  agree- 
ments entered  into  by  the  first  Company  with  the  Defendant,  so  far  as  the  same 
might  be  capable  of  assignment.  On  the  31st  of  July  1906  the  writ  in  this  action 
was  issued,  and  the  Plaintiffs  gave  notice  of  Motion  for  an  interlocutory  injunction 

../.  ^?  *^\*«rms  of  the  writ.    This  Motion  was  heard  by  Mr.  Justice  BUCKLHY  on 

50  ^e  9th  of  August  1906.  At  the  hearing  the  Defendant  gave  an  undertaking  as  to 
Uie  second  part  of  the  relief  asked  for  (see  the  form  of  the  Order  set  out  below) 
but  she  claimed  the  right  to  use  the  name  Pomeroy,  which  had  been  adopted 
oyaer  and  was  formally  assumed  as  a  surname  by  Deed  Poll  of  the  6th  of  June 

,,     rv"  xjT^®  following  advertisement  issued  by  the  Defendant  was  complained 

u  J^  tlie  PlaintfffiiB,  and  is  that  referred  to  in  the  judgment  of  BUOKLHT  J.  :— 

Mrs.  Jeannette  Pomeroy  begs  to  inform  the  public  that  she  is  no  longer 

P  2 
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"  connected  with  the  Company  called  '  Mrs,  Pomeroy  Limited^^  and  that  her  busi- 
"  ness  address  will  be  33  Old  Bond  Street  W.,  over  Mitcheirs  Library,  where  she 
*'  will  be  in  attendance  daily  from  10  a.m  to  5  p.m.  for  daily  consultations,  and 
"  where  her  various  preparations  can  be  obtained.  Any  announcement  that 
^*  Mrs.  Jeannette  Pomeroy  is  engaged  or  interested  in  business  carried  on  at  any  5 
"  other  address  is  wholly  unauthorised  and  incorrect." 

Warmington  K.C.  and  Peterson  (instructed  by  Blair  and  Oirling)  appeared 
for  the  Plaintiffs  ;  Btickmaster  K.C.  and  (?.  H.  Blakesley  (instructed  by  J.  F. 
Jones)  appeared  for  the  Defendant. 

Buckley  «/. — I  desire  to  say  at  the  outset  that  this  case  is  not  one  in  which  10 
the  Defendant  is  pretending  to  carry  on  the  business  of  the  Plaintiffs  or  the 
business  which  she  sold  to  the  Plaintiffs.  1  will  read  her  advertisement  at  the 
outset  to  show  that.  [The  learned  Judge  then  read  the  advertisement,  ante^ 
page  179,  line  56.]  So  I  start  with  this,  that  she  is  certainly  not  pretending 
to  be  the  Plaintiffs,  or  pretending  to  carry  on  the  business  which  the  Plaintiffs  15 
are  carrying  on. 

Next,  as  regards  what  "  Mrs.  Pomeroy  "  means.  The  lady's  name  is  Jeannette 
Shspherd  SccUS,  She  is  a  married  woman,  and  her  husband's  name  is  Scale^ 
and  that  I  suppose,  in  a  strict  and  proper  sense,  is  her  name.  Paragraph  11  of 
her  affidavit  has  been  read,  and  it  is,  I  am  told,  entirely  uncontradicted,  and  20 
Mrs.  Pomeroy  is  her  name  in  the  sense  of  this  paragraph.  She  says  :  **  During 
"  the  period  I  have  been  in  business  I  have  adopted  the  name  of  Pomeroy,  It 
'*  is  a  family  name  on  my  mother's  side,  an  ancestor  of  her's  being  General 
**  Seth  Pomeroy  of  the  United  States  Army,  and  well  known  in  the  history  of 
"  that  country.  I  am  known  by  this  name  to  a  vast  number  of  people  in  this  25 
'*  country  and  abroad  1  have  been  represented  by  photographs  throughout 
**  this  country  and  the  United  States  and  elsewhere  with  the  title  of  Mrs. 
"  Pomeroy,  I  am  desirous  that  my  children  should  follow  this  name,  and  with 
'*  this  view  I  instructed  Mr.  W.  B.  Oirling  to  prepare  a  Deed  Poll  to  adopt  the 
'*  name  instead  of  my  name  Scale,  which  is  my  husband's  name,  and  from  whom  30 
'*  I  have  a  mutual  Deed  of  separation,  also  prepared  by  Mr.  Oirling^  both  Deeds 
*'  being  executed  in  June  last  by  me  and  stamped,  and  are  in  Mr.  GHrling^s 
"  possession."  So  that  the  expression  "  Mrs.  Pomeroy^''*  according  to  that  para- 
graph of  the  affidavit,  is  an  expression  which  conveys  a  particular  person.  Now  I 
suppose  that  anybody's  name,  in  the  proper  sense  of  the  word,  is  sucha  combin-  35 
ation  of  titles,  or  what  is  generally  called  names,  as  to  indicate  a  particular 
person  ;  it  is  a  mark  of  identity.  The  words  "  Mrs.  Pomeroy  "  do  identify  this  lady. 

Then  Mr.  Warmington  says,  and  I  accept  this  as  being  true,  that  she  took  the 
name  of  Pomei*oy  for  the  purpose  of  this  business.  She  says  :  *'  During  the 
**  period  I  have  been  in  business,  I  have  adopted  the  name  of  Pomeroy.'^  So  40 
that  she  was  a  lady  carrying  on  the  business  of  a  complexion  specialist  and 
calling  herself  Mrs.  Pomeroy,  and  those  words  conveyed  her  identity.  I  may 
illustrate  what  I  mean  by  the  word  "name"  by  referring  to  the  ordinary 
practice  of  actors  and  actresses  on  the  stage,  and  of  many  others  in  other 
professions  and  other  occupations  in  life,  of  calling  themselves  by  names  which  45 
are  not  their  own,  and  those  names  come  to  be  adopted  ;  and  when  that  name 
is  used  it  conveys  a  particular  person,  and  then  it  is,  in  that  sense,  and  in  a 
proper  sense  as  it  seems  to  me,  their  name  in  that  it  conveys  them. 

That  being  the  meaning  of  the  words  "  Mrs.  Pmneroy^''  she  on  the  23rd  of 
October  1896  entered  into  an  Agreement  with  a  Company,  the  name  of  which  was  50 
Mrs,  Pomeroy  Ld,j  for  the  sale  to  the  Company  of  the  business  for  the  purposes 
of  hygienic  complexion  treatment,  and  so  on,  carried  on  by  her — she  is  called 
there  Mrs.  Scale — at  :d^  Old  Bond  Street  and  other  properties  connected 
therewith. 

Authorities  have  been  referred  to  which  of  course  I  accept,  and  which  I  55 
intend  to  follow,  to  the  effect  that  the  trade  name  of  a  business  follows  the 


Vol.  XXIV.,  No.  9.]       AND  TRADE  MARK  CA8ES.  181 

Mrs.  Pomeroy  Ld.  v.  Scali. 

sale  of  the  goodwill  of  that  business.  As  I  understand  Lord  Justice  JameSy 
whose  observations  upon  this  matter  lie  at  the  root  of  this,  the  expressions 
which  he  uses  are  based  upon  this,  that  to  use  any  name  so  as  to  convey 
that  the  business  carried  on  under  that  name  is  a  business  which  in  fact 
5  has  been  parted  with  to  another — in  fact  to  make  a  fraudulent  mis-statement 
as  to  tlie  persons  carrying  on  the  business — is  a  thing  which  of  course  the 
Courts  will  prevent ;  and  the  trade  name,  the  name  by  which  the  business 
is  carried  on,  passes  with  the  business  and  the  goodwill  of  the  business,  in  this 
sense,  that  the  purchaser  obtains  an  exclusive  right  to  the  name  so  far  as  it 

10  conveys  that  the  business  carried  on  in  that  name  is  the  business  sold.  I  do 
not  think  that  the  proposition  goes  further  than  that.  When  you  look  at  what 
he  said  at  the  top  of  page  449,*  his  words  which  precede,  which  I  agree  are  rather 
wider,  are  I  think  cut  down  to  that.  He  said  "  the  sale  of  the  goodwill  and 
**  basiness  conveyed  the  right  to  the  use  of  the  partnership  name  as  the  descrip- 

15   '*  tion  of  the  articles  sold  in  that  trade,  and  that  right  is  an  exclusive  right  as 

'*  against  the  person  who  sold  it.^'     It  is  an  exclusive  right  so  far  as  it  conveys 

that  the  business  which  is  carried  on  is  the  business  sold.     I  do  not  think  it 

goes  beyond  that. 

What  happened  here  was  that  the  Company   No.   1  was   wound   up,  and 

20  the  business  was  sold  to  Company  No.  2  ;  and  Company  No.  2,  the  name  of 
which  is  Mrs.  Pomeroy  Ld.,  now  asks  for  an  injunction  to  restrain  Mrs.  ScalS 
from  carrying  on  business  as  a  complexion  specialist  under  the  name  of 
JsanneUe  Pomeroy  or  Mrs.  Pomeroy.  Of  course  she  must  not  do  that  so  as  to 
convey  that  she  is  carrying  on  the  business  sold.     That  is  not  what  is  asked. 

35  It  is  not  said  that  this  is  what  she  is  attempting  to  do.  Her  affidavit  with  which  I 
started  was  that  this  is  not  what  she  is  attempting  to  do.  The  injunction,  if 
^i^ranted,  would  go,  it  seems  to  me,  to  this — ^that  it  would  prevent  her  carrying 
on  business,  which  certainly  she  would  be  entitled  to  carry  on,  under  a  name 
which,  in  the  sense  I  have  attempted  to  describe,  is  her  name,  and  which 

30  conveys  a  particular  lady.  I  do  not  think  that  that  is  within  the  authorities. 
Although  she  has  sold  the  goodwill  of  the  business,  she  may  carry  on  the  same 
business,  not  pretending  that  it  is  the  business  sold  by  her.  The  name,  as  part 
of  the  business,  was  sold ;  but  I  conceive  she  may  use  the  name,  being  her 
name,  in  the  same  way  as  she  might  have  carried  on  a  business  similar  to  the 

35  business  sold,  provided  she  takes  care  that  in  using  that  which  is  her  name  she 
says — Mark  you  ;  it  is  I  personally  who  am  inviting  your  trade,  and  it  is  not 
"  the  business  that  I  sold  that  is  inviting  your  trade."  It  appears  to  me  that  is 
what  she  does  by  the  advertisement.  I  do  not  say  that  at  the  trial  of  this  action 
there  will  not  a  serious  question  to  be  argued. 

40  Then  there  is  another  question  which  at  present  is  undecided,  as  to  whether 
a  certain  Deed,  which  was  executed,  might  have  a  bearing  upon  the  matter,  but 
that  Deed  is  not  proved.  For  the  purposes  of  the  interlocutory  injunction  I 
think  the  Plaintiffs  fail ;  and  I  do  not  think  I  ought  to  grant  an  interlocutory 
injunction,  therefore  I  make  no  Order  except  that  the  costs  are  to  be  the  costs 

45  in  the  action. 

The  Order  as  drawn  up  was  as  follows  : — "  The  Defendant  by  her  Counsel 
"  undertaking  until  judgment  or  further  Order  not  to  solicit  any  of  the 
"  customers  formerly  of  Mrs.  Pomsroy  Ld.  (now  in  liquidation)  or  to  sell  or 
"  offer  for  sale  or  use  any  of  the  secret  recipes  or  prescriptions  the  benefit  of 

50  "  which  was  sold  and  transferred  by  her  to  the  said  Mrs.  Pomeroy  Ld.  (now  in 
**  liquidation)  or  to  make  any  use  of  any  recipes,  prescriptions,  index  cards, 
"  electrolysis  cards,  labels,  lists  of  customers,  or  addresses  or  copies  thereof,  or 
"  any  other  documents  or  information  relating  to  the  business  in  the  Notice  of 
"  Motion  mentioned  and  taken  or  obtained  by  her  while  she  was  a  director  of, 
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**  or  in  the  employment  of,  Mrs.  Pomeroy  Ld.  (now  in  liquidation),  or  any  copies 
^  thereof  since  made  by  or  for  her.  And  the  Defendant  by  her  Coansel  also 
^  nndertaking  to  deliver  np  on  oath  to  the  Plaintifl^s  or  their  nominees  all  secret 
^  recipes  and  prescriptions,  the  benefit  of  which  was  sold  by  her  to  Mrs. 
"  Pomeroy  Ld.  (now  in  liquidation),  and  all  recipes,  prescriptions,  index  cards,  5 
**  electrolysis  cards,  labels,  lists  of  customers  and  addresses,  and  other  documents 
^  relating  to  the  business  of  Mrs.  Pomeroy  Ld.  (now  in  liquidation)  and  copies 
^  thereof  taken  or  obtained  by  her  while  she  was  a  director  of  or  in  the  employ- 
^  ment  of  Mrs.  Pomeroy  Ld.  (now  in  liquidation)  and  any  copies  thereof  since 
**  made  by  or  for  her,  this  Court  doth  not  think  fit  to  make  any  Order  upon  10 
**  this  Motion,  but  doth  order  that  the  costs  thereof  be  costs  in  this  action/* 

At  the  conclusion  of  the  delivery  of  the  above  judgment,  a  Motion  in  an 
action  brought  by  the  present  Defendant  against  the  present  Plaintiffs  to 
restrain  them  from  representing  that  she  was  connected  with  their  business 
was  mentioned,  ami  an  undertaking  in  terms  agreed  upon  between  Couns^  15 
was  given  by  the  Defendants  in  that  action. 

The  Plaintiffs  subsequently  gave  notice  of  Motion  for  an  interlocutory 
injunction  substantially  in  the  terms  of  that  part  of  the  claim  as  to  which  an 
Injunction  was  refused  by  Mr.  Justice  BuCKLBY,  and  this  Motion  came  on  before 
Mr.  Justice  SUTTON  in  the  Long  Vacation.  Further  evidence  was  filed,  and  the  20 
Plaintiffs  claimed  to  have  proved  the  execution  of  the  Deed  of  the  23rd  of 
October  1896.    The  Motion  was  heard  on  the  11th  of  September  1906. 

Bramwell  Davis  E.O.  appeared  for  the  Plaintiffs;  Mulligan  K.O.  and  B.  J. 
NeviUe  appeared  for  the  Defendant. 

Counsel  for  the  Plaintiffs  cited  Townsendv.  Jarman  (17  R.P.O.  649  ;  L.R.  25 
(1900)  2  Ch.  698)  ;  and  Levy  v.  Walker  (L.R.  10  CD.  436).  Counsel  for  the 
Defendant  cited  Trego  v.  Hunt  (L.R.  (1896)  A.C.  7)  ;  Cash  v.  Cash  (19  R.P.C. 
181)  ;  and  Montreal  Lithographing  Company  v.  Sabiston  (16  R.P.C.  444 ;  L.B. 
(1899)  A.C.  610),  and  submitted  l^at,  even  if  the  execution  of  the  Deed  were 
proved,  which  they  did  not  admit,  the  express  assignment  of  the  exclusive  right  30 
to  the  name  "  Pomeroy  "  did  not  confer  on  the  Plaintiffs  any  greater  rights  than 
those  which  passed  from  a  sale  of  goodwill. 

Sutton  J.  reserved  his  decision,  and  subsequently  on  the  21st  of  September 
1906  granted  an  interlocutory  injunction  restraining  the  Defendant  from 
carrying  on  the  business  of  hygienic  complexion  treatment  and  electrolyus  or  35 
of  a  complexion  specialist  under  the  name  or  style  of  "  Jeannette  Pomeroy  "  or 
**  Mrs.  Pomeroy  "  or  any  other  style  of  which  the  name  of  "  Pomeroy  "  formed 
part,  or  representing  or  inducing  the  belief  that  she  carried  on  or  was  connected 
with,  or  interested  in,  the  business  carried  on  by  the  Plaintiffs  or  formerly 
carried  on  by  Mrs.  Pomeroy  Ld.  (in  liquidation).  40 

The  Defendant  appealed  from  this  Order,  and  the  Plaintiffs  appealed  from 
the  Order  of  Buoklby  J.  The  appeals  came  on  for  hearing  on  the  31st  of 
October  1906  before  Lords  Justices  Vaughan  Williams  and  Flbtohbr 
MoULTON,  but,  after  considerable  argument,  an  Order  was  made  by  consent 
that  {inter  cUid)  the  action  should  be  set  down  for  trial  without  pleadings  and  45 
without  notice  of  trial,  and  that  the  parties  would  respectively  expedite  the  trial 
as  far  as  they  respectively  could  do  so  and  exchange  their  Points  of  Claim  and 
Defence  for  trial  within  a  week,  and  the  injunction  contained  in  the  Order  of  the 
21st  of  September  1906  was  continued  until  the  trial  of  the  action  or  further  Order. 

On  the  29th  of  October  1906  the  PJaintiffs  gave  notice  of  Motion  for  com-  90 
mittal  of  the  Defendant   for  various    alleged  breaches  of  her  undertaking 
contained  in  the  Order  of  the  9th  of  August  1906  and  of  the  Order  of  the 
tut  ci  September  1906.    This  Motion  was  heard  by  Mr.  Justice  Wakri^gton 
Oft  the  9«^  and  l»h  of  November  1906. 

H.  TerreU  E.C.  ami  J,  W.  Manning  appeared  for  the  PLuntJffs ;  and  Norton  55 
K.C.  and  Dauney  appeared  for  the  Defendant. 
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Warrinoton  J.  delivered  a  judgment  dealing  with  the  f^ta  at  lengthy  and 
held  that  no  breach  by  the  Defendant  had  been  proved  and  he  dismiseed  the 
Motion  and  (with  a  email  exception)  ordered  the  Plaintiffs  to  pay  the  costs. 
On  the  14th  of  November  1906  the  Plaintiffs  delivered  their  Points  of  Claim, 
5  which  alleged  shortly — (1)  breach  by  the  Defendant  of  the  provisions  of  the 
Indenture  of  the  23rd  of  October  1896  ;  (2)  alternatively  derogation  by  the 
Defendant  from  the  rights  granted  to  the  first  Company  by  the  sale  to  it  of 
the  business  and  goodwill ;  («$)  soliciting  by  the  Defendant  of  customers  of 
the  business  formerly  carried  on   by  the    first  Company  and    then  by  the 

10  Plaintiffs;  (4)  ^^ carrying  on  business  by  the  Defendant  under  the  name  of 
•*  *  Mrs.  Pomeroy '  or  some  other  style  of  which  the  name  *  Pom»r&y '  forms 
'*  part  or  which  represents  or  suggests  the  said  name  and  otherwise  in  mich  a 
^'  way  as  by  means  of  advertisements,  address  plates,  and  labels,  door-plates, 
^'  removal  notices,  circulars,  and  business  cards  and  documents,  to  represent  or 

15  *^  lead  to  the  belief  that  the  business  carried  on  by  the  Defendant  is  the  same 
^'  as  or  a  branch  of  or  connected  with  the  business  formerly  carried  on  by  the 
**  old  Company  and  now  carried  on  by  the  Plaintiffs  "  ;  (5)  removal  and  taking 
away  by  Defendant  of  recipes,  prescriptions,  index  cards,  electrolysis  cards, 
labels,  lists  of    names   and    addresses   of    customers    and  other  documents 

20  belonging  to  the  said  businesses ;  and  (6)  user  by  the  Defendant  of  recipes, 
prescriptions,  and  other  documents  so  removed  or  copies  thereof. 

The  Points  of  Defence  as  amended  were  shortly: — (1)  That  the  alleged 
Indenture  was  never  executed  by  the  Defendant.  '*  (2)  Even  had  the  said 
^^  alleged  Indenture  been  executed  by  the  Defendant  the  Plaintiff  Company 

25  ^'  would  not  be  entitled  to  any  such  injunction  as  is  claimed  in  the  endorsement 
"  of  the  writ  in  this  action.  The  name  *  Mrs.  Pomeroy '  or  *  Jeannette  Shepherd 
**  *  Pomeroy '  is  and  at  the  date  of  the  said  writ  was  the  true  and  proper  name 
**  of  the  Defendant,  and  she  is  entitled  to  use  the  name  in  business  or  for  any 
'^  other  purpose  so  long  as  she  does  not  (which  she  has  never  done)  represent 

30  ^*  or  induce  the  public  to  believe  that  she  is  carrying  on  the  business  formerly 
**  of  Mrs.  Pomeroy  Ld.  (now  in  liquidation)."  (3)  The  Defendant  denied 
having  derogated  from  any  grant  by  her  to  the  first  Company  or  that  she  had 
solicited  any  customers  of  the  business.  ^*  (4)  The  Defendant  has  not  carried 
**  on,  and  does  not  carry  on,  or  intend  to  carry  on,  business  under  any  name  or 

35  '*  style  or  otherwise  in  such  a  way  as  to  represent  or  suggest  or  lead  to  the  belief 
*'  that  the  business  carried  on  by  the  Defendant  is  the  same  as  or  a  branch  of 
**  or  eonnected  with  the  business  carried  on  by  the  Plaintiff  Company.  The 
*^  Defendant  has  always  used  and  is  using  her  utmost  efforts  to  prevent  the 
"  public  or  any  individual  from  being  misled  by  the  Plaintiff  Company  or  by 

40  "  any  person  whomsoever  into  any  such  belief.  On  the  other  hMid,  the 
"  Plaintiff  Company  have,  by  advertisements,  circulars,  pamphlets,  letters  and 
"  otherwise,  maliciously  and  falsely  represented  to  the  public  and  to  individuals 
^  that  the  Defendant  is  associated  or  connected  with  the  Plaintiff  Company  in 
*^  their  business,  and  that  she  may  be  personally  seen  or  consulted  at  their 

45  ^  places  of  business  or  at  some  or  one  of  such  places,  and  they  have  by  threats 
**  of  proceedings  against  newspapers  in  which  the  Defendant  was  deeiroQs  of 
*^  advertising  prevented  the  Defendant  from  publicly  contradicting  the  aforesaid 
"  false  representations  of  the  Plaintiff  Company."  (5)  That  tlie  Defendant  had 
not  wilfully  removed  any  such  documents  as  alleged,  and  any  which  were 

50  removed  by  her  were  delivered  up  by  her.  (6)  The  Defendant  did  not  admit 
that  the  ownership  or  the  sole  right  to  use  ail  recipes  or  prescriptions  invented 
by  her  or  used  by  her  before,  at,  or  after  the  sale  of  the  business  to  the  first 
Company,  or  which  might  thereafter  be  invented  by  her  was  included  in  the 
sale  ;  nevertheless  she  denied  that  she  had  used  or  intended  to  use  recipes,  ^., 

55  or  other  doeomente  belonging  to  the  said  business,  or  copies  of  such,  token  or 
obtained  by  her  while  in  the  service  of  the  first  Cbrapitty,  or  sinoe  macle  by  or 
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for  her.  (7)  The  Defendant  had  not  since  the  first  Company  was  placed  in  liqui- 
dation solicited  any  of  its  customers,  or  sold,  offered  for  sale,  or  used  any 
recipe,  <&c.,  or  other  document  obtained  by  her  while  she  was  a  director  of  or 
in  the  employment  of  the  first  Company,  and  she  had  delivered  up  to  the 
Plaintiffs  all  papers  and  documents  formerly  belonging  to  the  first  Company,  5 
and  all  copies  thereof  made  by  or  for  her,  if  any  such  there  were. 

The  action  came  on  for  trial  on  the  10th  of  December  1906  before  Mr. 
Justice  Parker. 

Bomer    K.C.   and    J.    W.  Manning    (instructed  by  Blair    and    Oirling) 
appeared  for  the  Plaintiffs  ;  W.  F.  Hamilton  K.C,  Danney  and  R.  J.  N.  Neville  10 
(instructed  by  J.  F.  Jones)  appeared  for  the  Defendant. 

Bomer  K.C.  opened  the  Plaintiffs'  case. — In  1895  the  Defendant,  the  widow 
of  a  Mr.  Jobbings^  commenced  the  business  of  a  complexion  specialist  in  Bond 
Street.    In  1896  she  entered  into  an  agreement  to  assign  the  business  to  a 
limited  Company.    There  was  a  Deed  of  even  date,  but  the  Defendant  denies  15 
that  she  executed  the  Deed.    The  Plaintiffs  are  willing  to  admit  that  the  Deed 
passed  nothing  more  than  would  be  passed  by  an  assignment  of  the  goodwill. 
The  execution  of  the  Deed  is  proved  by  the  evidence  of  Mr.  Wickes  taken  in 
Canada,  it  having  been  agreed  that  his  evidence  shall  be  treated  as  having  been 
taken  on  commission.    The  Company  opened  branches  at  Glasgow,  Dublin,  20 
Birmingham,  Liverpool,  Cape  Town,  and  for  a  time  at  Johannesburg.    The 
nature  of  the  business  is  very  important ;  at  the  branch  offices  there  were  ordinary 
face  treatment,  electrolysis,  and  selling  various  preparations  ;  at  the  office  at 
Carnaby  Street  there  was  a  correspondence  business  as  to  complexion  treatment. 
The  business  acquired  a  great  reputation.    The  advertisements  were  framed  in  25 
the  personal  style  that  has  become  customary  in  such  matters.    In  reality  Mrs. 
Pomeroy  was  not  an  existent  person  at  all— she  was  a  myth,  a  convenient  name 
for  the  business.    She  was  Mrs.  Scale  both  in  the  business  and  in  society,  the 
minutes  were  signed  by  her  in  that  name.    When,  in  1^06,  the  Company  passed 
a  resolution  for  voluntary  winding-up  and  the  liquidator  sold  the  business  to  the  30 
new  Company,  the  Defendant  ceas^  to  be  any  longer  connected  with  the  business. 
The  Defendant  feelsaggrieved,  but  the  Company  offered  to  continue  her  as  manager 
at  1200/.  a  year.    What  she  did  can  have  only  one  effect.    She  had  a  list  of  the 
customers  made  from  the  index  cards,  and  took  it  away.    Then  she  executed  a 
Deed  to  change  her  name  to  Pomeroy  and  also  a  Deed  of  separation  from  Mr.  35 
Scali.    The  clients  of  the  business  are  such  that  they  would  not  take  much  note 
of  the  word  "  Limited,"  and  they  would  be  deceived  by  her  use  of  the  name. 
She  put  up  a  brass  plate  with  the  name  ^^Jeannette  Pomeroy'*''  in  an  imitation 
of  her  handwriting.     A.t  3H  Old  Bond  Street,  she  sold  the  Company's  prepara- 
tions, which  she  bought  from  chemists  who  had  obtained  them  from  the  40 
Company,  but  there  was  no  attempt  at  deception  in  that.    In  October,  after  the 
judgment  of  Mr.  Justice  SuTTON,  she  sent  out  cards  to  two  of  her  former 
customers.    The  sale  of  the  goodwill  of  a  business,  where  that  business  is 
carried  on  under  an  assumed  name,  confers  on  the  purchaser  the  exclusive  right 
to  carry  on  the  business  under  that  name.    Even  if  that  is  not  so,  the  Plaintiffs  45 
have  an  express  grant  of  the  exclusive  use  of  the  name.    The  exclusive  right, 
whether  express  or  implied,  is  a  right  to  prevent  the  Defendant  carrying  on 
business  under  the  name  of  ''Mrs,  Pomeroy ''  or  "^ Mrs,  Jeannette  Pomeroy''; 
the  inevitable  result  of  her  doing  so  is  to  represent  that  the  business  is  the 
Plaintiffs.    Even  if  Mrs.  Pomeroy  were  her  name,  still  as  purchasers  of  the  50 
goodwill,  the  Plaintiffs  would  be  entitled  to  an  injunction.      [OhurUm  v. 
Douglas  i^ Johns.    174) ;    Cash   v.  Cctsh    (19    R.P.C.   181 ;    Levy   v.    Walker 
(L.R.  10  CD.  436) ;  BurchM  v.   Wilde  (L.R.  (1900)  1  Ch.  551 ;   Burgess  v. 
Burgess  (3  De  G.  M.  &  G.  896)  at  page  905 ;  Tussaud  v.  Tussaud  (L.R- 14  CD. 
748) ;  Massam  v.  Thorley's  Cattle  Food  Company  (L.R.  1 4  CD.  748 } ;  and  F.  Pinet  55 
A  Cie  V.  Maison  Louis  Pinet  (15  RP.C  65  ;  I^-R.  (1898)  1  Ch.  179)  were  cited.] 
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ETidence  for  the  PlaintifiPs  was  given  by  E.  H.  Messider^  Secretary  of  the 

Plaintijff  Company,  and  secretary  of  the  first  Company  from  October  1903*    He 

said  that  he  had  searched  for  the  conveyance  of  the  23rd  of  October  1896.    The 

registered  office  of  the  first  Company  was  at  33  and  34  Carnaby  Street ;  no 

5  treatment  was  given  there,  the  business  correspondence  was  dealt  with  there  by 

Miss  Scale  and  several  assistants.    At  Bond  Street  some  of  the  assistants  did 

electrolysis  and  gave  face  treatment.     Prior  to  the  beginning  of  1906  Miss  ScalS 

went  two  or  three  times  a  week  to  the  office  in  Carnaby  Street ;  after  that  she 

went  every  day  and  stayed  a  long  time.    Until  about  April  she  was  known  by 

10  the  staff  as  Miss  Scale.    In  all  orders  given  on  behalf  of  the  Company  before  she 

executed  the  Deed  Poll  the  Defendant  used  the  name  Scale  as  her  signature. 

Her  business  cards  had  the  name  of  the  Company  and  *^  Mrs.  Jeannette  Scale  ** 

in  the  corner.    She  said  that  she  did  not  like  to  be  associated  with  the  business 

in  her  private  life.    The  Company  went  into  liquidation  on  the  28th  of  May  1906. 

15   In  April  the  word  "  Limited "  in  the    sign  **  Mrs,   Pomeroy   Limited "  was 

removed.      On  the   1st  of  August    the    Defendant  removed  to  33,   and  in 

September  to  35,  Old  Bond  Street.    While  the  Defendant  was  with  the  Company, 

if  patients  insisted  on  seeing  Mrs.  Pomeroy  they  would  see  the  Defendant. 

About  April  1906  the  Defendant  gave  instructions  that  she  was  to  be  called 

20  **  Mrs.  Pomeroy y    She  was  a  chief  shareholder  in  the  Company,  which  might 

be  called  a  "  one-woman  Company."    The  purchase  price  of  the  business  was 

not  sufficient  to  cover  the  indebtedness  of  the  Company  at  the  time  when  it 

went  into  liquidation.    The  bottles,  ointment,  and  powders  that  were  sold  were 

generally  sold  in  wrappers  containing  the  name  and  address  of  Mrs.  Jeannette 

25  Pomeroy, 

R,  W,  Elder^  of  the  firm  of  Mayo^  Elder  A  Oo.^  solicitors,  said  that  he  had 

advised  the  Defendant  as  to  the  American  rights  under  the  conveyance,  and 

that  his  advice  had  been  based  on  the  draft  conveyance.     [Parker  J. — The 

Plaintiffs^  }>oint  is  that  it  was  necessary  to  know  what  the  conveyance  said  in 

30  order  to  give  advice ;  both  parties  were  satisfied  at  that  time  with  the  advice 

given  on  this  completed  draft  or  a  copy  of  it,  and  the  PlaintifiPs  are  using  that 

as  an  admission  by  the  Defendant  that  the  deed  was  executed — an  admission 

by  conduct]     The  draft  conveyance  was  not  a  completed  draft;   the  date, 

execution  and  names  of  attesting  witnesses  were  not  filled  in. 

35        W.  Blair  Girling  of  the  firm  of  Blair  and  Girling,  the  Plaintiffs'  solicitors, 

said  that  in    April   1906,    he  was   consulted   by  the   Defendant,    who  gave 

her  name  as  Mrs.  Scale,  with  a  view  to  his  finding    assistance  for  the  first 

Company.    The  Defendant  then  said  that  the   Deed  of  1896   had  been   lost, 

and  that  a  search  had  been  made,  but  it  could   not  be   found.      She  never 

40  said  she  had  not  executed  it.    It  was  proposed  to  sell  the  business  to  Mr. 

B.  H.  Girling  J  who  was  to  form  a  new  company,  of  which  the  Defendant  was 

to  be  a  managing  director  with  a  salary  and  an  interest  in  certain  profits.    That 

proposal  fell  through.    The  witness,  in  writing   to  the  Defendant,  always 

addressed  her  as  Mrs.  Pomeroy^  and  in  the  negotiations  she  was  always  referred 

45  to  by  that  name.    He  had  told  the  Defendant,  between  the  2l8t  and  28th  of 

May  1906,  that  if  the  goodwill  of  the  Company  was  sold  she  would  not  be 

entitled  to  use  the  name  of  Mts.  Pomeroy.    He  had  not  told  the  Defendant 

that  there  were  difficulties  in  carrying  on   the  business  under  the  name  of 

Mrs.  Pom^oy^  but  that  they  would  be  Obviated  if  she  changed  her  name  ;  he 

.50  had  constantly  advised  her  not  to  execute  the  D^ed  changing  her  name. 

Mr.  Scale  had  been  a  director  of  the  old  Company,  but  had  retired  early  in 

1906. 

E.  H.  Girling  said  that  he  purchased  the  business  of  the  first  Company  from 

the  liquidator.    He  did  not  know,  until  afterwards,  what  salary  he  had  agreed 

Si5  to  pay  the  Defendant  if  she  continued  in  the  service  of  the  new  Company  ;  he 

b^ew  nothing  about  the  business  and  relied  entirely  on  her  to  conduct  it.    He 
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had  lately  begun  to  take  an  active  part  in  the  business,  soperintending  the 
manaf  actore  of  the  preparations  and  attending  to  the  financial  affairs. 

Daisy  Gardiner^  Leah  Jacobs^  William  Oockertorif  Alheti;  Mapls^  Flar&ncB 
Edith  May,  Edith  Stcu^oolSy  Annie  Burnand^  Annie  Macintosh^  Bicknell 
Smithy  and  Mathilde  ScaiS  also  gave  evidence.  ft 

Hamilton  K.C.  opened  the  Defendant's  case. — In  the  absence  of  express 
stipulation,  the  vendor  of  a  business  may  carry  on  a  rival  business  next  door  to 
the  business  premises.  He  may  deal  with  the  customers  of  the  business  sold, 
provided  he  does  not  solicit.  There  is  no  evidence  that  Mrs.  Scald  ever  solicited 
one  of  the  customers  of  the  business  sold.  Not  one  of  the  witnesses  said  she  10 
was  a  customer  of  the  business  sold  in  1896 — the  only  business  in  respect  of 
which  the  question  of  solicitation  arises.  The  vendor  may  appeal  generally 
for  custom.  [Trego  v.  Hunt  (L.R.  (1896)  A.C.  7)  and  Levy  v.  Walker  (L.R. 
10  CD.  436)  were  cited.]  The  Defendant  is  so  much  identified  with  the 
business  that  she  is  Mrs.  Pom&roy,  The  Defendant  does  not  say  she  15 
could  use  the  name  of  the  preparations  sold  by  the  Plaintiffs,  but  she 
has  a  right  to  trade  as  Mrs.  Pomsroy,  \Oray  v.  Smith  (L.R.  43  CD. 
208)  ;  Thynne  v.  Shove  (L.R.  45  CD.  577) ;  Gash  v.  Cash  (19  R.P.C  181 ; 
86  L.T.  211) ;  and  Massam  v.  Thorley's  Cattle  Food  Company  (L.R.  14 
CD.  748)  were  referred  to.]  The  Defendant  has  taken  pains  to  show  that  she  20 
is  not  connected  with  the  Plaintiffs.  The  evidence  shows  that  the  business 
does  not  depend  so  much  as  the  Defendant  thought  on  the  personal  services  of 
the  Defendant.  Assuming  that  the  Court  would  otherwise  grant  an  injunction, 
having  regard  to  the  way  in  which  the  Plaintiffs  have  carried  on  their  business, 
they  have  been  guilty  of  such  misrepresentation  as  to  disentitie  them.  35 
[American  Leather  Cloth  Company  v.  Leather  Cloth  Company  (4  De  G.  J.  & 
S.  137  ;  11  H.L.C  523  at  page  542)  was  cited.] 

Evidence  was  given  in  support  of  the  Defendant's  case.    The  Defendant 
said  that  in  1894  she  underwent  a  course  of  instruction  at  a  hospital,  and  in 
May  1895  she  started  the  business,  at  29  Old  Bond  Street,  under  the  name  of  30 
Pomeroyy  which  name  she  chose  as  having  been  that  of  a  distinguished  ancestor 
and  as  being  a  suitable  name  for  such  a  business.    In  October  1895  the  married 
Mr.  Scats.     At  first  she  managed  the  basiness  alone,  but  in  December  she 
engaged  Mrs.  Stacpoole  as  an  assistant.    After  her  marriage  she  continued  to 
be  Imown  in  the  business  as  Mrs.  Pomsroy,  and  it  was  only  by  her  private  35 
friends  that  she  was  known  as  Mrs.  Scale.    In  1896  the  business  was  converted, 
through  the  agency  of  Mr.  O.  B.  Wickes,  into  a  limited  company,  in  which  the 
Defendant  held   1550  shares,  Mr.  Scali  100  shares,  the   Defendant's  mother 
50  shares  and  the  other  subscribers  held  a  11.  share  each.    The  turnover  of  the 
business  steadily  increased  until,  when  the  Defendant  left,  it  amounted  to  40 
21,000/.  a  year  and  there  were  about  80  employees.     During  the  first  four  years 
the  Defendant  performed    electrolysis,  face    treatment,  and    conducted    the 
correspondence  and  managed  the  advertising.    Then  her  husband  joined  the 
undertaking  as  managing  director.    Mr.  Messider  joined  the  business  in  1903 
as  secretary  and  chief  book-keeper.    At  that  time  she  had  some  assistants  to  4( 
help  to  conduct  the  correspondence,  but  she  was  regolarly  present  to  see 
customers  or  ladies  who  desired  her  personal  attendance.    She  personally 
opened  all  the  branches,  and  trained  all  the  assistants,  except  at  Oape  Town, 
and  she  visited  the  branches  occasionally.    At  the  end  of  1905  the  Company 
became  embarrased,  and  the  Defendant  endeavoured  to  find  financial -assistance,  50 
and  in  consequence  Mr.  Elder  had  a  meeting  with  the  Defendant,.  Mr.  Scale, 
Mr.  Messider  and  Mr.  Oaks,  and  a  search  was  made  for  the  Deed  of  conveyance 
to  the  Company.     She  recollected  having  signed  the  Agreement,  but  she  was 
quite  certain  she  had    not    signed    the  Deed.     She  recollected  signing  the 
MemorandpQi  of    Association    because,  at    the    time,  she    had    a    particular  55' 
preparation  that  she  was  unable  to  sell  as  it  contained  poison,  and  it  was 
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important  to  have  the  Company  formed  as  soon  as  possible  so  that  she  could 
employ  a  chemist  and  be  enabled  to  sell  the  preparation.  When  she  changed 
her  name  by  Deed  Poll  to  Mrs.  Pomeroy  she  did  so  without  any  thought  of 
carrying  on  business  under  that  name  apsurt  from  the  Company ;  she  had  always 
I  5  regarded  herself  and  the  Company  as  being  identical. 

;  Arthur  Henry  Watson^  James  Bernard  ScaUy  Mair  Da  vies  and  Charles 

LleiueUyn  Lloyd  also  gave  evidence. 

BamiUon  K.C.y  summoned  up  the  Defendant's  case. — All  the  evidence  for 
the  Plaintiffs  was  that  of  persons  in  their  employment.    On  the  authorities  the 
i  10  vendor  of  a  business  is,  in  the  absence  of  special  stipulation,  entitled  to  carry  on 

I  business  under  a  name  acquired  by  user  provided  he  does  not  represent  that  it 

I  is  the  business  of  the  purchaser,  and  he  does  not  pass  off  his  goods  as  or  for  the 

I  purchaser's.    It  is  immaterial  whether  a  name  is  acquired  by  marriage  or  by 

I  reputation.    New  customers  called  the  Defendant  Mrs.  Pomeroy,    This  is  not 

I  15  like  a  case  in  which  the  goodwill  was  sold  to  the  parties  for  a  lai^e  sum.    The 

I  Defendant  looked  upon  herself  and  the  Company  as  one  ;  she  advertised  that 

I  she  would  see  customers  aud  the  assistants  saw  them,  but  she  said  in  the 

pamphlet  that  the  assistants  were  trained  by  her.    It  is  said  that  the  Defendant's 
I  separation  from  her  husband  was  not  genuine.    But  it  is  clear  that  three  years 

I  20  earlier  she  had  considered  a  separation.    The  Defendant,  not  having  advice, 

agreed  to  the  Plaintiffs'  proposed  terms,  but  finding  no  provision  that  she  should 
be  managing  director,  she  gave  notice  that  she  could  not  accept  the  proposal. 
What  are  the  acts  complained  of  ?  One  is  the  advertisement  of  the  30th  of  July 
1906.  The  Defendant  acted  honestly — she  thought  she  was  entitled  to  use  the 
25  name  and  she  took  legal  advice.  She  used  her  Christian  name  ;  also,  the  number, 
33  Old  BoDd  Street,  would  show  it  was  not  the  Plaintiffs'  business.  The  charge 
of  soliciting  has  been  withdrawn.  The  Plaintiffs  laid  traps,  and  employed  Mrs. 
Galbraith  to  write ;  the  Defendant  sent  her  two  bottles  of  the  Plaintiffs'  pre- 
parations boDgbt  from  a  retailer.  The  Defendant's  name  acquired  in  the  business 
30  is  the  same  as  a  real  name  ;  names  are  only  for  identification.  [J^.  Pinet  A  Cie. 
V.  Maison  Louis  Pinet  (15  E.P.C.  65  ;  L.R.  (1898) ;  1  Ch.  179)  was  cited.]  If  one 
sells  a  business,  apart  from  a  stipulation  to  the  contrary,  the  purchaser  can  use 
the  name,  and  so  expose  the  vendor  to  liability.  The  other  ground  of  defence 
relied  on  is  that  after  Mr.  E.  H.  Girling  took  possession  of  the  business  of  the 
35  Company  on  the  3rd  of  July  advertisements  and  circulars  were  issued  and  price 
lists  that  would  convey  the  idea  to  the  public  that  Mrs.  Pomeroy  was  still  to  be 
seen  and  was  engaged  in  the  business.  The  Plaintiffs  are  trying  to  build  up  a 
business  by  statements  that  are  untrue,  and  they  are  therefore  disentitled  to 
relief  {American  Leather  Cloth  Company  v.  Leather  Cloth  Company  4  De  G. 
40  J.  &  S.  127  ;  11  U.L.C.  523). 
No  reply  was  called  for. 

Pabkbe  J. — No  doubt  this  case  is  of  great  importance  to  the  parties,  but, 
during  the  time  that  it  has  lasted,  I  have  had  an  opportunity  of  considering 
both  the  law  and  the  facts,  and  have  formed  so  clear  a  conclusion  that  I  do  not 
45  think  I  need  reserve  judgment,  or  call  for  a  reply. 

In  my  opinion,  where  a  person  carries  on  business  in  a  particular  name  which 
is  not  his  own  name,  and  then  sells  the  goodwill  of  that  business,  the  exclusive 
right  to  use  the  tradp  name  in  connection  with  the  business  passes  with  the 
goodwill  to  the  purchaser.  As  Vice-Chancellor  Wood  says  in  Chui^ton  v. 
50  Douglas  (Johnson  189),  "When  you  are  parting  with  the  goodwill  of  a 
''  business  you  mean  to  part  with  all  that  good  disposition  which  cu»tomers 
*'  entertain  towards  the  house  of  business  identified  by  the  particular  name  or 
'*  firm,  and  which  may  induce  them  to  continue  giving  their  custom  to  it.  You 
'^  cannot  put  it  anything  Hhort  of  that.  That  the  name  is  an  important  part  of 
55  ^  tiie  goodwill  of  a  business  is  ebvieus  when  we  consider  that  there  are  at  this 
"  moment  banking  firms,  brewing  firms,  and  others,  in  this  metropolis  which  do 
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"  not  contain  a  single  member  of  the  individual  name  exposed  in  the  firm. 
"  That  being  so,  it  appears  to  me  that  when  the  Defendant  parted  with  the 
**  goodwill  of  this  business  to  the  Plaintiffs,  he  handed  over  to  them  all  the 
"  benefit  that  might  be  derived  from  holding  themselves  out  as  the  persons 
*'  interested  in  that  particular  business,  which  business  had  been  identified  as  5 
"  being  carried  on  by  the  particular  firm."  The  dicta  of  Lord  Justice  James  in 
Levy  V.  Walker  (L.R.  10  CD.  448)  are  to  the  same  effect.  "  But  there  is 
**  another  point  "  he  said  "  upon  which  I  myself  cannot  entertain  any  doubt, 
'*  which  is  this :  that  the  assignment  of  the  goodwill  and  business  of  Charbonr^ 
"  and  Walker  did  convey  the  right  to  use  the  name  of  Charbonnel  and  Walker^  10 
"  and  the  exclusive  right  to  use  that  name  as  between  the  vendor  and  the  purchaser 
"  of  that  business.  Whether  it  would  prevent  another  person  from  afterwards 
"  using  the  name  of  Charbonnel  I  do  not  say,  but  the  trade  name  made  up  of 
^'  parts  of  two  real  names,  as  the  Master  of  the  Rolls  says,  the  trade  name  of 
"  Charbonnel  and  Walker  (whether  it  was  entirely  a  fictitious  name  can  make  15 
''  no  difference)  was  the  name  of  the  business,  and  that  business  was  sold. 
'*  That  was  the  name  with  which  every  article  might  have  been  impressed, 
"  just  as  in  the  case  of  Millingtan  v.  Fox  where  the  name  was  continued  as 
'*  part  of  the  designation  of  the  article  sold.  I  think  it  right  to  say  that  the  sale 
"  of  the  goodwill  and  business  conveyed  the  right  to  the  use  of  the  partnership  20 
'^  name  as  a  description  of  the  ai'ticle  sold  in  that  trade,  and  that  that  right  is  an 
*^  exclusive  right  as  against  the  person  who  sold  it,  and  an  exclusive  right  as 
*^  against  all  the  world,  so  that  no  other  person  could  represent  himself  as 
'*  carrying  on  the  same  business."  There  is  one  limitation  in  such  cases  to  the  use 
of  the  trade  name  by  the  purchaser.  To  employ  the  language  of  Lord  Justice  ^ 
Farwell  in  the  case  of  Townsend  v.  Jarman  (L.R.  (1900)  2  Ch.  698  at  page  705)* 
**'  The  Court  no  doubt  qualifies  the  right  which  is  given  under  an  assignment 
'^  of  goodwill  when  the  actual  use  of  the  name  is  not  specified,  by  limiting  the 
''  user  of  the  name  to  which  the  goodwill  is  annexed  so  as  not  to  impose  a 
"  personal  liability  upon  the  assignor."  30 

I  can  conceive  cases  (though  there  is  no  satisfactory  evidence  that  this  is  one 
of  those  cases)  where  the  trade  name  has  become  so  identified  with  the  individual 
carrying  on  the  business,  that  the  user  by  the  purchaser  of  such  name  simpliciter 
and  without  explanation  might  expose  the  vendor  to  some  personal  liability. 
Different  considerations  apply  where  the  trade  name  is  the  name  of  the  person  35 
who  carried  on  and  is  selling  the  business.  In  such  a  case  the  use  by  the 
purchaser  of  the  trade  name  would  probably  impose  on  the  vendor  some 
personal  liability,  and,  therefore,  the  use  of  such  name  simpliciter  and  without 
explanation  is  no  doubt  unlawful ;  and,  conversely,  inasmuch  as  the  trade  name 
is  the  name  of  the  individual,  and  every  person  is  taken  to  have  some  sort  of  40 
proprietary  right  in  his  own  name,  the  purchaser  cannot,  unless  there  be  some 
bargain  to  that  effect,  prevent  the  vendor  from  continuing  to  use  what  is  his 
own  name,  and  therefore  his  own  property,  for  the  purpose  of  carrying  on  a 
similar  business,  notwithstanding  the  assignment  of  the  goodwill.  The  vendor, 
however,  may  by  express  bargain  confer  on  the  purchaser  of  the  goodwill  the  45 
right  to  carry  on  the  business  under  the  vendor's  own  name,  and  may  preclude 
himself  in  like  manner  from  using  his  own  name  f6r  businesa  purposes.  ^It 
has  been  suggested  that  a  trade  name  may  have  become  so  associated  with  the 
particular  individual  who  carries  on  the  trade  that  for  all  practical  purposes  it 
has  become  his  own  name,  and  that  in  such  cases  it  must  be  treated,  in  con-  50 
sidering  the  effect  of  an  assignment  of  the  goodwill,  as  if  it  were  really  the 
individual  name  of  the  vendor.  Assuming  this  is  the  case,  and,  further, 
assuming  that  the  name  ^'' Pomeroy  ^^  had  become  so  associated  with  the  Defendant 


17  R.P.O.  649,  at  page  663. 
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as  for  all  practical  purposes  to  be  her  name  when  in  1896  she  sold  her  business 
to  the  old  Company,  though  in  my  opinion  the  evidence  is  far  short  of  proving 
that,  yet  she  conld,  I  think,  confer  on  the  Company  the  right  to  Use  such 
name,  and   preclude    herself    from    using    it  for  business  purposes.      As   I 

5  have  said,  I  think  the  evidence  falls  short  of  proving  that  in  1896,  when 
the  Defendant  sold  her  business  to  the  old  Company,  her  name  was  for  all 
practical  purposes  Pomeroy.  But  even  if  it  were,  I  have  come  to  the  conclu- 
sion that  she  did  by  express  bai^in  preclude  herself  from  using  the  name 
"  Pomtnroy  "  in  any  business  which  might  compete  with  the  business  which  she 

10  sold.  I  need  not,  therefore,  consider  what  would  have  been  the  result  had  her 
name  been  at  the  date  of  the  sale  in  1896  to  the  Company,  for  practical  purposes, 
Pomeroy^  and  had  she  merely  sold  to  the  Company  the  goodwill. 

If  it  be  necessary  to  do  so,  I  find  as  a  matter  of  fact  that  on  the  23rd  of 
October  1896  the  Defendant  did  execute  an  Indenture  in  the  form  of  the  draft 

15  exhibited  to  the  af&davit  of  Mr.  Wickes,  The  Defendant,  it  is  true,  is  positive 
that  she  did  not ;  but  her  certainty,  and  the  certainty  also  of  her  husband  in 
this  respect,  was  only  arrived  at  in  the  course  of  these  proceedings,  and  as  late 
as  the  2nd  of  August  in  this  year  her  solicitor,  Mr.  JoneSy  writing  to  Messrs. 
Blair  and  Qirling^  refers  to  what  I  may  call  the  lost  conveyance  in  the  following 

20  terms  : — "  I  am  in  receipt  of  your  notice  dated  to-day  to  produce  an  Indenture 
''  of  conveyance  dated  the  23rd  October  1896.  It  is  impossible  to  produce  this 
^'  Deed  for  the  simple  reason  that  it  cannot  be  found,  and  I  understand  from 
*'  Mrs.  Pomeroy  that  you  are  aware  of  this  "  ;  from  which  I  gather  that  as  late 
as  the  2nd  of  August  1906  Mr.  Jor^es  was  unaware  of  the  contention  which  is 

25  now  put  forward — ^that  the  Deed  was  never  executed  at  all.  In  the  negotiations 
for  obtaining  further  capital  for  the  purposes  of  the  Company,  first  with  Mr. 
EldeTy  and  secondly  with  Mr.  W.  B.  GUrlingy  the  Defendant  did  not  suggest 
that  she  had  not  executed  it,  and  when  the  draft  was  discovered  she  asked  for 
and  received  advice  on  the  footing  that  she  had  executed  it.    No  doubt  she 

30  does  not  remember  executing  it,  as  is  likely  enough  after  so  long  an  interval, 
but  her  certainty  that  she  did  not  execute  it  arises  because  she  now  remembers, 
or  thinks  she  remembers,  or  has  been  informed,  that  the  leaseholds  assigned  by 
it  were  not  assignable  except  with  the  consent  of  the  landlord,  and  that  such 
consent  was  refused  and  the  execution  of  the  Deed  postponed  in  order  that 

35  it  might  if  possible  be  obtained.  In  the  course  of  her  evidence  she  has  suggested 
no  other  reason,  and  she  is  confident  that  that  is  the  reason,  why  the  Deed  was 
not  executed.  She  thinks  that  she  read  the  documents  which  were  forwarded 
to  her  in  the  letter  of  the  22nd  of  October  1896 ;  she  thinks  that  she  only  executed 
one  of  them  and  postponed  the  execution  of  the  other  for  the  reason  which  I  have 

40  mentioned.  Mr.  Wickes,  who  acted  as  her  solicitor  in  the  matter,  in  his  affidavits 
clearly  deposesthat  the  Deed,  together  with  the  Agreement  filed  at  Somerset  House, 
were  executed  by  the  Defendant  in  his  presence  at  the  interview  on  the  23rd  of 
October  1896.  These  affidavits  are  by  consent  to  be  read  as  though  they  were 
depositions  taken  under  a  commission  for  the  purposes  of  trial — Mr.  Wickes^s 

45  attendance  at  the  trial  being  dispensed  with  under  an  Order  of  the  Court. 
Under  these  circumstances  Mr.  Wickes  has  not  been,  and  could  not  be  cross- 
examined.  But  I  think  I  must  take  it  that  his  evidence  under  these  circum- 
stances would  not  have  been  shaken  by  cross-examination.  I  have  seen  the 
Defendant  in  the  box,  and  making  due  allowance  for  the  fact  that  I  have  not 

50  seen  Mr.  Wickes^  still  I  prefer  to  accept  Mr.  Wickes''  evidence  in  this  respect  in 
preference  to  the  evidence  which  has  been  given  by  the  Defendant,  and  I  am 
confirmed  in  this  preference  by  Mr.  WatscnCs  evidence.  He  denied  entirely 
that  he  was  ever  asked  in  1896  for  any  consent  to  the  assignment  of  the  lease- 
holds.   He  says  that  he  saw  Mr.  Sccie  and  the  Defendant  as  late  as  August, 

55  I  think  it  was,  in  this  year,  and  that  they  asked  him  with  regard  to  his  having 
given  any  consent  in  1896,  mentioning  at  the  same  time  that  Mrs<  Pomer\>y  had  in 


190  REK)RT8  01?  PATENT,  DBSSlGN,  [May  1, 190?. 

Mrs.  Pom&roy  Ld.  v.  SecM. 

faot  aiaigned  the  leMeholda,  and  that  ba  said  that  was  imposaible  for  his  oonaent 
had  not  been  obtained.  I  think  it  probable,  and  I  find  as  a  matter  of  faot«  that 
Mrs.  Pameroy's  belief  that  she  did  not  execute  the  indentare,and  I  may  say  also 
possibly  Mr.  Scale's  belief  to  the  same  effect,  were  based  upon  what  Mr.  Watson 
said  at  that  interview.  i 

I  do  not,  however,  consider  that  the  execntion  or  the  non-execntion  of  what  I 
have  called  the  lost  Deed,  is  really  of  any  importance  for  the  ultimate  decisioii 
of  this  case.  Even  if  I  had  come  to  the  conclusion  that  the  Deed  was  never 
executed,  stilly  apart  from  Mr.  Scales  evidence,  to  which  I  shall  refer  presently, 
I  should  feel  myself  bound  to  decide  that  the  terms  of  the  sale  of  the  goodwill  10 
were  those  contained  in  the  draft  conveyance  which  has  been  produced,  and 
which  is  exhibited  to  Mr.  Wickes^  affidavit ;  and  were  I  so  to  decide,  it  wonld 
not  in  my  opinion  make  any  difference  that  the  conveyance  was  not  executed 
for  the  reason  which  the  Defendant  puts  forward.  I  come  to  the  conclusion 
that  the  true  baigain  between  the  parties  at  the  time  of  the  sale  of  this  IS 
goodwill  in  1896.  is  contained  in  that  draft  conveyance.  The  Agreement 
filed  at  Somerset  House  contains  a  recital  of  a  contract  for  sale  and  refers 
to  a  conveyance  of  even  date  as  showing  the  property  agreed  to  be  sold. 
If  no  such  conveyance  were  in  &ct  executed,  the  reference  must  be  to  the 
Deed  engrossed  and  intended  for  execution.  It  is  not  really  disputed  that  90 
this'  engrossment  vfSM  in  the  terms  of  the  draft  which  is  in  evidence.  The 
Agreement  filed  at  Somerset  House  was  carried  into  execution  on  this  footing, 
and  the  Defendant  has  received  and  enjoyed  the  ccmsideration  for  the  sale,  and 
oannot  in  my  opinion  contend  successfully,  and  indeed  she  does  not  allege,  that 
the  property  which  she  sold  was  not  the  property  specified  in  the  draft.  The  S5 
(Holy  suggestion  which  at  all  conflicts  with  what  I  have  just  stated  comes  from 
Mr.  ScoIbj  and  paying  the  beet  attention  I  can  to  what  he  said,  and  to  his 
demeanour  in  the  box,  I  do  not  consider  Mr.  ScalS  to  be  an  entirely  satis&ctory 
witness.  His  evidence  is  inconsistent  with  that  given  by  the  Defendaat.  He 
said  he  was  shown  Mr.  Wickss's  letter  of  the  22nd  of  October  1896,  and  that  30 
such  letter  contained  only  the  contract  filed  at  Somerset  House,  and  no  draft 
or  engrossment  of  the  conveyance.  The  Defendant,  however,  remembers 
receiving  both  documents,  and  thinks  she  read  them.  He  says,  further,  that  at 
the  interview  of  the  23rd  of  October  Mr.  Wiehes  produced  the  engrossment  of 
the  conveyance,  and  that  it  was  not  read  over,  and  was  replaced  by  Mr.  Wickes  3(fr 
in  the  box  in  which  he  had  brought  it  as  soon  as  the  difficulty  with  Mr.  Watson 
bad  been  explained  to  him.  This  is  not  inccmsistent  with  the  account  he  had 
given  in  an  affidavit  which  was  sworn  by  him  for  the  purposes  of  the  interio- 
cutory  proceedings.  He  says,  too,  that  the  engrossment  was  subsequently 
returned  stampedtin  the  letter  of  the  31st  of  OctK)ber  from  Mr.  Wickes^  and  that  he  40 
and  his  wife  then  read  that  engrossment  for  the  first  time  and  discovered  the 
words  in  it  which  refer  to  the  use  of  the  trade  name  of  *'  Mrs.  Pom&roy^^^  and 
that  thereupon  some  objection  was  made  by  Mrs.  Pom&roy  to  executing  it,  and 
it  was  for  that  reason,  as  well  as  because  of  the  difficulty  with  Mr.  Watson^ 
that  the  Deed  was  not  ultimately  executed.  The  Defendant  does  not  attempt  4B 
to  put  forward  any  story  of  that  sort,  and  I  think  that  in  the  case  of  Mr.  ScaU 
his  memory  in  this  respect  is  not  to  be  trusted.  But  even  were  I  to  come 
to  the  conclusion  that  in  this  respect  he  is  stating  what  actually  passed, 
I  do  not  see  how  the  Defendant,  aiter  going  on  with  the  transaction  and 
receiving  the  consideration  for  the  sale  on  those  terms,  could  now  say  that  50' 
those  were  not  the  true  terms  of  the  bargain.  In  my  opinion,  therefore, 
itie  rights  of  the  parties  are  determined  by  tiie  terms  of  the  lost  conveyance ; 
or,  if  sach  ooAveyance  were  never  executed,  and  I  am  wrong  in  the 
finding  of  fact  which  I  have  already  made,  by  the  terms  ef  the  baigain 
wJUeh  is  reeited  aad  oontaiBed  in  the  diaft  conveyance  emhibitod  to  Mr.  56 
Wiekes's  affidavit 
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The  qaeBtion,  tberefore,  becomes  one  of  oonslrtiction  of  certain  words 
contained  in  that  draft.  By  that  draft  the  Defendant  is  expressed  to  assign  to 
Ifrs.  Pomeroy  Limited^  together  with  other  property,  ^^  all  that  the  goodwill  of 
^  the  said  business '' — ^which  is  the  business  she  is  recited  to  have  been  carrying 

5  on  under  the  firm  of  Mrs.  Porneroy — ^*  with  the  exclusive  right  to  use  the  name 
^  of  Mrs.  Pomeroy  as  part  of  the  name  of  the  Company,  and  to  represent  the 
^'  Company  as  carrying  on  the  business  in  continuance  of  the  said  firm  of 
^  Mrs.  Pomeroy^  and  in  succession  thereto."  The  question  is,  what  effect  am 
I  to  give  to  these  words  ?    In  mj  opinion  they  import  an  obligation  on  the 

10  Defendant  not  to  use  the  word  "  Pomeroy  "  as  her  trade  name,  or  part  of  her 
trade  name,  in  any  business  competing  with  the  business  she  contracted  to  sell. 
I  do  not  think  that  any  other  meaning  than  this  can  be  attributed  to  the  word 
**  exclusiye."  No  authority  has  been  called  to  my  attention  bearing  in  any  way 
on  this  point ;  but  the  case  bears  some  analogy  to  the  appointment  of  a  sole 

15  agent  in  a  particular  area  for  the  sale  of  goods,  an  appointment  which,  according 
to  the  case  of  Sndgrove  v.  Ellringham  Colliery  Company  (45  J.P.  408),  iuTolves 
an  obligation  on  the  appointor  not  only  not  to  appoint  another  agent,  but  not 
himself  to  sell  the  goods  in  question  within  the  area  of  the  exclusive  agency. 
And  it  is  also  somewhat  analogous  to  the  grant  of  an  exclusive  licence  under  a 

80  Patent,  in  which  case,  as  is  well  known,  the  Patentee  cannot  himself  manufac- 
ture or  vend  the  patented  article.  In  my  opinion,  therefore,  the  Plaintiffs  are 
entitled  to  the  injunction  first  asked  for  by  the  writ  in  this  action,  an  injunc- 
tion, that  is  to  say,  restraining  the  Defendant  from  carrying  on  business  as  a 
c<»nplexion  specialist  under  the  name  or  style  of  ^^Jeannette  Pomeroy  ^^  or 

25  ^*Mrs.  Pomeroy f^^  or  any  other  style  of  which  the  name  **  Pomeroy  ^^  forms  a 
part 

Having  regard  to  what  I  have  already  decided,  and  to  the  fact  that  Mr. 
Hamilton  on  behalf  of  his  client  offers  to  make  perpetual  the  undertaking 
given  before  Mr.  Justice  Buckley^  with  the  exception  of  that  part  of  it  which 

30  related  to  soliciting,  as  to  which  no  relief  is  now  claimed,  and  other  certain 
minor  alterations  in  its  words,  I  do  not  think  it  is  really  very  necessary  for  me 
to  deal  in  detail  with  the  mass  of  evidence  which  has  been  taken  before  me. 
There  is,  however,  one  point  upon  which  that  evidence  is,  or  may  be,  material, 
and,  therefore,  I  do  not  think  I  ought  wholly  to  pass  it  over  in  silence.     Mr. 

35  Romer  on  behalf  of  his  clients  asked  for  an  injunction  restraining  the  Defen- 
dant from  representing,  or  inducing  the  belief,  that  she  carries  on,  or  is 
connected  with,  or  interested  in,  the  business  carried  on  by  the  Plaintiffs,  or 
the  business  formerly  carried  on  by  Mrs.  Pomeroy  Ld.y  now  in  liquidation. 
Of  course  the  right  to  relief  in  that  respect  must  depend  upon  whether,  in  my 

40  opinion,  anything  which  the  Defendant  has  done  is  calcuLsited  to  induce  that 
belief.  In  order  to  succeed  in  obtaining  such  an  injunction,  it  is  not  in  my 
opinion  neoessary  to  accuse  the  person  against  whom  the  injunction  is  asked  of 
anything  in  tlie  nature  of  fraud.  Of  course  if  any  representation  be  made, 
and  it  be  proved  to  have  been  made  with  a  fraudulent  intent,  it  will  be 

45  presumed  that  the  representation  was  calculated  to  mislead  the  public.  On 
the  other  hand,  if  a  representation  be  made,  and  honestly  be  made,  it  may 
still  be  restrained  if  in  the  opinion  of  the  Court  it  is  reasonably  calculated 
to  induce  on  the  part  of  the  public  an  erroneous  belief.  In  the  present 
case  it  must,  in  my  opinion,  be   exceedingly  difficult  for  any  one  in  the 

50  position  of  the  Defendant  to  carry  on  in  the  name  of  ^^  Pomeroy ^^^  or  in 
any  firm  or  trade  name  including  the  name  of  ^^^  Pomeroy^'*  a  business 
competing  with  the  business  of  the  Plaintiffs,  without  attracting,  by  the  use  of 
that  name,  some  of  the  custom  enjoyed  by  the  old  Company.  The  very  fact 
that  both  parties  oonsider  that  my  decision  in  this  case  is  so  important,  is  a 

55  tribute  to  tbe  pesitiea  whicdi  Mrs.  Pomeroy  held  in  the  -old  Company.  And 
even  were  she  at  liberty  to  use  her  own  name  in  carrying  on  a  compettng 
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bnsineBa,  it  would,  in  my  opinion,  be  imperative  upon  her  only  to  do  so  if  she 
could  by  statements  in  advertisements,  or  on  prospectus  cards,  or  otherwise, 
make  it  clear  to  everybody  with  whom  she  was  dealing,  and  the  public 
generally,  that  her  connection  with  the  old  Company  had  ceased,  and  that  she 
was  in  fact  carrying  on  not  an  old,  but  a  new  business.  I  do  not  consider  in  5 
this  case  that  I  should  be  justified  in  finding  that  there  was  any  such  fraudulent 
intention,  as  has  been,  I  will  not  say  suggested,  but  indicated  as  being  possible 
in  the  present  case  ;  but  I  do  think  that  what  has  been  done  by  Mrs.  Pomeroy 
has  not  been  sufficient  to  prevent  a  reasonable  possibility  of  there  being  confusion 
in  the  mind  of  people  who  dealt  with  the  old  Company,  and  the  public  generally,  10 
or  such  part  of  the  public  as  takes  an  interest  in  a  business  of  this  sort — a 
confusion  leading  them  to  mistake  the  business  Mrs.  Pomeroy  has  set  up  since 
the  summer  of  this  year  with  the  old  business  carried  on  by  her  as  manager  for 
the  Company.  Of  course,  I  am  aware  that  at  any  rate  on  one  occasion  Mrs. 
Pomeroy^  as  she  says  herself,  in  the  heat  of  the  moment,  and  with  the  sense  of  15 
self-preservation,  did  do  something  which  on  reflection  ^e  could  not  justify — 
that  is  to  say,  she  took  away  with  the  intention  of  using  for  herself,  index 
cards  containing  the  names  of  old  customers,  and  I  do  think  also  that  with  regard 
to  the  measures  she  took  in  having  the  lists  copied,  and  in  adopting  the  name 
of  Pomeroy  by  Deed  Poll,  though  she  may  have  had  other  reasons  which  would  20 
justify  what  she  did,  yet  these  steps  were  taken  also  not  without  a  sense  of  self- 
preservation.  It  must  always  be  remembered  that  she  did  bond  fide  believe  she 
was  entitled  to  carry  on  business  in  her  own  name,  and  not  without  reason. 
She  had  been  for  years  accustomed  to  consider  the  business  her  business,  the 
preparations  her  preparations,  the  assistants  her  assistants,  and  to  identify  25 
herself  in  every  way  with  the  Company.  So  that  without  finding  any  fraudu- 
lent intention  on  her  part,  as  I  have  mentioned,  I  still  think  that  the  Plaintiffs  are 
entitled  to  the  injunction  which  I  am  now  considering,  being  the  injunction 
which  was  granted  in  this  respect  by  Mr.  Justice  Sutton  on  the  interlocutory 
motion.  30 

The  only  other  point  I  have  to  deal  with  is,  the  claim  which  was  put  forward 
in  the  course  of  this  case,  that  the  Plaintiffs  have  themselves  been  guilty  of  such 
conduct  as  to  disentitle  themselves  to  an  injunction.  I  do  not  think  that  in  the 
present  case  I  should  be  justified  in  arriving  at  any  such  conclusion.  The  advertise- 
ments of  the  old  Company,  the  "  Beauty  Book,"  the  wrappers,  and  all  of  what  may  35 
be  called  the  literature  in  relation  to  the  business,  was  framed  and  put  forward 
originally  on  the  footing  that  Mrs.  Pomeroy  was  the  business  manager,  and  I 
think  it  not  unlikely  that  when  the  new  Company,  the  Plaintiffs,  came  into 
existence  and  took  over,  somewhat  suddenly,  the  business  which  had  heretofore 
been  carried  on  by  the  old  Company  and  its  liquidator,  they  might  not  have  40 
realised  to  the  full  extent  what  was  in  those  advertisements,  what  was  in  those 
pamphlets,  and  what  was  in  those  wrappers.  Not  realising  what  was  in  them, 
they  not  unnaturally,  with  a  view  to  carrying  on  the  business,  continuing 
it,  and  starting  the  new  management,  gave  instructions  to  the  advertising 
agents  that  they  should  continue  the  advertisements,  the  continuation  of  the  45 
advertisements  involving  certain  representations  with  regard  to  Mrs.  Pomeroy 
which  were  not  in  my  opinion  entirely  justified.  At  the  same  time,  after 
a  comparatively  short  interval,  namely,  on  the  9th  of  August  1906,  they 
discontinued  doing  what  was  complained  of,  and  they  gave  an  absolute 
undertaking  that  they  would  not  continue  them.  Under  those  circum-  50 
stances,  in  spite  of  the  facts,  and  though  I  agree  with  Mr.  Hamilton 
that  they  might  possibly  have  discontinued  them  with  greater  promptness 
on  being  asked,  I  do  not  think  I  should  be  justified  in  holding  that  their 
hands — if  I  may  use  the  usual  expression — ^were  or  are  so  dirty  that  they 
cannot  maintain  an  action  for  the  relief  to  which  in  my  opinion  they  are  55 
otherwise  entitled. 
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Under  these  circamstances  I  feel  boand  to  grant  the  injunction  which  I  hsTe 
mentioned,  and  including  the  injunction  against  the  representation  of  Mrs. 
Pomeroy^s  business  as  the  business  of  the  old  Company. 

The  costs  of  the  action  were  given  to  the  Plaintiffs  with  a  set-off  of  the  costs 
5  of  the  Motion  to  commit  given  to  the  Defendant  by  the  Order  of  the  12th  of 
November  1906.* 

The  Order,  as  drawn  up,  was  as  follows  : — ^^  That  the  Defendant  Jeannette 
**  Sliepherd  ScaU  (the  wife  of  James  Bernard  Scali)  be  perpetually  restrained 
^'  from    carrying    on   the    business   of    hygienic   complexion   treatment    and 

10  '« electrolysis  or  of  a  complexion  specialist  under  the  name  or  style  of 
"  *  Jeannette  Pomeroy '  or  '  Mrs,  Pomeroy '  or  any  other  style  of  which  the 
^<  name  of  ^  Pomeroy  *  forms  part,  and  from  representing  or  inducing  the 
^^  belief  that  she  carries  on  or  is  connected  with  or  interested  in  the  business 
"  carried  on  by  the  Plaintiffs  or  formerly  carried  on  by  Mrs.  Pomeroy  Ld. 

15  <*  (now  in  liquidation) ;  and  the  Defendant  by  her  Counsel  undertaking  not 
"  to  sell  or  offer  for  sale  or  use  any  of  the  secret  recipes  or  prescriptions  the 
^^  benefit  of  which  was  sold  and  transferred  by  her  to  the  said  Mrs.  Pomeroy 
*^  Ld.  (now  in  liquidation)  or  make  any  use  of  any  recipes,  prescriptions, 
^  index  cards,  electrolysis  cards,  labels,  lists  of  customers  or  addresses  or  copies 

20  «<  thereof,  or  any  other  documents  relating  to  the  business  in  the  writ  mentioned 
^  and  taken  or  obtained  by  her  while  she  was  a  director  of  or  in  the  employ* 
^  ment  of  Mrs.  Pomeroy  Ld.  (now  in  liquidation)  or  any  copies  thereof  since 
'*  made  by  or  for  her '' — the  Order  then  proceeded  as  to  costs. 


\See  «4i^#,  page  183. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before   Mr.   Justice   Neville. 

February  11th  and  13th,  1907. 

MoucHEL  V.  William  Cubitt  &  Co. 

PcUenL-^Licence. — Covenant  alleged  to  he  in  undue   restraint  of  trade.-^  5 
Construction. — Covenant  held  valid. — Judgment  for  Plaintiff. 

In  1903  tlie  Plaintiff  granted  to  the  Defendants  a  licence  by  Deed  to  use, 
within  a  certain  district^  the  inventions  protected  by  three  Patents  granted  to  JET. 
in  1897  and  relating  to  the  employment  of  ferroconcrete  in  tlie  construction  of 
buildings.  The  Deed  contained  a  covenant  by  tlie  Defendants  thai  tliey  would  lO 
not  at  any  time,  without  the  written  consent  of  the  Plaintiff,  carry  out,  or 
contract  to  carry  out,  any  ferro-concrete  or  other  similar  work  which  miglU  be 
an  infringement  of  tlie  Patents  or  be  in  competition  tvith  tJtem.  In  an  action 
to  restrain  breachss  of  the  covenant,  the  Defendants,  who  were  builders  having 
a  large  business  both  in,  and  outside  of,  the  district,  alleged  that  the  covenant,  if  15 
valid,  would  prevent  tJiem  xmng  at  all  in  tlieir  business  the  modes  of  building 
construction  which  they  had  used  before  tlie  date  of  the  licence;  they  contended  that 
the  covenant  was  wider  tlian  loas  necessary  for  tlie  protection  of  the  Patentee  and 
injurious  to  the  public  interest,  and  was  in  undue  restraint  of  trade,  and  void. 
They  tendered  evidence  to  show  the  scope  of  the  Patents,  tlie  modes  of  building  20 
prior  to,  and  subsequent  to,  tlie  date  of  the  Patents,  the  extent  and  nature  of  the 
Defendants'  business  at  thcdate  of  tfte  licence,  andrtlCe  effect  tvhich  tlie  covenant 
tvould  have  upon  tlieir  business,  and  wliat,  having  regard  to  the  nature  of  tlie 
Patents,  was  necessary  for  the  protection  of  the  Patentee.  The  Defendants  also 
contended  that  the  Plaintiff  was,  as  tlie  agent  of  H.,  incompetent  to  sue.  25 

Held,  that  the  Plaintiff  wcm  competent  to  sue;  tliat  tlie  evidence  tendered  by 
the  Defendants  was  inadmissible;  and  that  the  restj^aint  under  the  covenant 
continued  only  during  the  existence  of  the  Patents,  tvhich  was  coterminous  tvith 
the  duration  of  the  licence.  Judgment  was  given  for  tlie  Plaintiff  with  costs, 
but  with  a  set-off  of  tlie  costs  of  certain  allegatiotis ;  and  an  Inquiry  as  to  30 
damages  was  directed  to  be  referred  to  an  Official  Referee^ 
0 
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On  the  14th  of  June  1906  an  action  was  commenced  by  Louis  Oustave  Mouchel 
against  William  Guhitt  A  Co.  for—"  (1)  an  injunction  to  restrain  the  Defen- 
*'  dants,  their  seryante,  workmen  and  agents,  from  carrying  out  or  contracting 
"  to  carry  out,  without  the  written  consent  of  the  Plaintiff,  any  ferro-concrete 
5  "  or  other  similar  work  which  may  be  in  competition  with  the  Hennehiqiie 
"  system  of  ferro-concrete  building  and  other  erections  under  English  Patents 
>*  Nos.  30,143,  30,144,  and  10,203,  all  of  1897,  in  breach  of  a  covenant  contained 
"  in  an  Indenture  dated  the  2nd  day  of  March  1903  and  made  between  the 
"  Plaintiff  and  the  Defendants ;  (2)  an  Inquiry  as  to  what  works  have  been 

JO  **  carried  out  or  contracted  to  be  carried  out  in  breach  of  the  said  covenant ; 
**  (3)  damages  "  ;  and  for  other  relief. 

The  Plaintiff  by  his  Statement  of  Claim  alleged  as  follows  :— (1)  The  Plaintiff 
was  the  sole  general  agent  for  the  United  Kingdom  of  Francois  Hennebique^ 
of  Paris,  the  grantee  of  the  above-mentioned  Patents,  of  which  the  first  two  were 

15  dated  respectively  the  18th  of  December  and  the  third  was  dated  the  23rd  of 
April  1897.  (2)  By  the  Indenture  of  the  2nd  of  March  1903  the  Plaintiff 
(therein  called  the  licensor)  granted  to  the  Defendants  (therein  called  the 
licensee)  a  licence  to  use  the  inventions  for  which  the  Patents  had  been 
granted,  and  to  construct  buildings  and  other  erections  in  accordance  with  the 

20  system  protected  by  the  Patents  and  known  as  the  Hennehique  system  of  ferro- 
concrete. (3)  By  the  licence  the  Defendants  covenanted,  agreed,  and  undertook 
{inter  alia)  to  keep  the  Plaintiff  fully  informed  of  all  new  work  within  their 
district  of  the  Town  of  London,  suitable  for  the  Hennehique  system,  and  also* 
that  they  would  not  at  any  time,  without  the  Plaintiff's  written  consent,  carry 

25  out  or  contract  to  carry  out  any  ferro-concrete  or  other  similar  work,  which 
might  be  aa  infringement  of  the  Patents,  or  be  in  competition  with  the  same. 
(4)  It  was  an  implied  term  of  the  licence  that  the  Defendants  should  loyally 
eo-operate  with  the  Plaintiff  to  extend  and  promote  the  success  of  the  Hennehique 
system,  and  should  not  assist,  promote  or  aidvise  any  rival  or  competitive  system 

30  of  ferro-concrete  construction  in  the  United  Kingdom,  or,  in  the  alternative, 
in  the  London  district.  (5)  The  Defendants  had  broken  the  said  covenants, 
agreement,  and  undertaking  and  implied  term  in  the  following  respects : — 
(i)  They  had  not  kept  the  Plaintiff  fully  or  at  all  informed  of  all  or  any  new 
work  in  the  said  district  suitable  for  the  Hennehique  system.    Particulars.— 

35  The  following  were  the  best  Particulars  the  Plaintiff  could  give  before 
discovery  :^Large  building  for  the  Union  of  London  and  Smith's  Bank,  King 
William  Street,  E.C.  (ii)  They  had  carried  out,  or  contracted  to  carry  out, 
ferro-concrete  or  other  similar  work  which  was  in  competition  with  the 
Hennehique  system.    Particulars. — Work  on  the  Kahn  system  for  Whitbread's 

40  Brewery  Company  Ld.,  Chiswell  Street  E.G.,  and  for  the  Bournemouth  Oas  aiid 
Water  Company^  at  Poole,  (iii)  They  had  not  loyally  co-operated  with  the 
Plaintiff  to  extend  or  promote  the  success  of  the  Hennehique  system,  but  had 
assisted,  promoted,  and  advised  rival  and  competitive  systems  of  ferro-concrete 
construction  in  the  United  Kingdom  and  the  London  district.    Particulars. — 

45  proposed  buildings  for  Messrs.  Hudson,  Scott  &  Co.,  at  Carlisle  ;  proposed  town 
quay  for  the  Southampton  Harhour  Board ;  repairs  to  tar  tank  for  the  Bourne-^ 
mouth  Gas  and  Water  Company,  at  Poole;  proposed  building  for  Messrs. 
Bowntree,  at  York ;  proposed  pile  foundation  for  Messrs.  Knight's  Works,  at 
Silvertown,  London  E.    (6)  Further,  the  Defendants  threatened  and  intended^ 

50  unless  restrained  from  so  doing,  to  commit  further  breaches  of  the  covenants, 
agreement,  undertaking,  and  implied  term,  and  to  continue  and  repeat  the  acts 
complained  of.  The  said  threats  were  contained  in  letters  written  by  the 
Defendants  to  the  Plaintiff,  and  dated  respectively  the  29th  of  March,  18th  of 


♦  Thia  was  olanse  12,  see  jmif  page  200^.  line  37. 
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April,  23rd  of  May,  and  the  7th  of  Juno,  all  of  1906.  (7)  By  reason  of  the 
premises  the  Plaintiff  had  suffered  and  would  suffer  great  loss  and  damage. 
The  Plaintiff  claimed  (i)  and  (iii)  as  in  (1)  and  (2)  respectively  of  the  claim  in 
the  writ,  and  also  (ii)  an  injunction  restraining  the  Defendants,  their  servants, 
workmen  and  agents  from  assisting,  promoting  or  advising  rival  and  competitive  5 
systems  of  ferro-concrete  construction  in  the  United  Kingdom,  or,  alternatively, 
in  the  London  district ;  (iv)  an  Inquiry  as  to  the  instances  in  which  the  Defen- 
dants had  assisted,  promoted  or  advised  rival  and  competitive  systems  of  ferro- 
concrete construction  in  the  United  Kingdom,  or,  alternatively,  in  the  London 
district ;  (v)  an  Inquiry  as  to  the  damages  suffered  by  the  Plaintiff ;  and  (vi)  10 
costs. 

The  Defendants  by  their  Defence  (1)  Craved  leave  to  refer  to  the  Specifications 
of  the  Patents  referred  to  in  paragraph  1  of  the  Statement  of  Claim.  (2)  They 
craved  leave  to  refer  to  the  licence,  not  admitting  that  the  purport  and  effect 
thereof  were  correctly  or  suflBciently  set  forth  in  the  Statement  of  Claim.  (3)  15 
They  denied  that  the  licence  contained  or  involved  any  such  implied  term  as 
that  set  forth  in  paragraph  4  of  the  Statement  of  Claim.  (4)  They  admitted 
that  they  had  carried  out  a  small  piece  of  reinforced  concrete  work  on  the  Kahn 
system  for  WhitbreadPH  Brewery  Company  Ld.^  Chiswell  Street  E.C.,  but,  save 
as  aforesaid,  they  denied  all  the  allegations  contained  in  paragraph  5  of  the  30 
Statement  of  Claim.  (5)  The  provision  in  the  licence  that  the  Defendants 
should  keep  the  Plaintiff  fully  informed  of  all  new  work  within  their  district 
suitable  for  the  Hennebique  system  was  too  vague  and  uncertam  to  be  enforced, 
and  the  provision  that  the  Defendants  would  not  at  any  time,  without  the 
written  consent  of  the  Plaintiff,  carry  out  or  contract  to  carry  out  any  ferro-  25 
concrete  or  other  similar  work  which  might  be  an  infringement  of  the  Patents 
or  be  in  competition  with  the  same  was  void,  being  wider  than  was  necessary 
for  the  protection  of  the  Plaintiff,  and  injurious  to  the  public  interest,  and  an 
undue  restraint  upon  the  trade  of  the  Defendants.  (6)  The  Defendants  did  not 
admit  any  of  the  allegations  contained  in  paragraph  6  of  the  Statement  of  Claim.  30 
(7)  They  denied  paragraph  7  of  the  Statement  of  Claim.  (8)  They  contended 
that  the  action  could  not  be  maintained  by  the  Plaintiff,  who  granted  the  licence 
only  as  agent  for  Franfoia  HenneUquej  and  thai  Francois  Hennebique  was 
the  only  person  who  was  entitled  to  enforce  the  provisions  of  the  licence. 

On  the  2nd  of  March  1903,  the  date  of  the  granting  of  the  licence,  the  Plaintiff  35 
wrote  to  the  Defendants  a  letter  in  the  following  terms  (formal  parts  being 
omitted)  : — "  Referring  to  our  interview  of  this  day,  I  beg  to  confirm,  in  connec- 
^  tion  with  Article  12th  of  our  licence,  that  if,  in  one  of  our  buildings  constructed 
*'  by  you,  you  had  to  construct  under  the  architect's  instructions  ordinary 
"  concrete  floors  between  steel  joists  or  work  in  the  composition  of  which  40 
*'  expanded  metal  would  enter  we  would  certainly  not  consider  this  either  as 
*'  an  infringement  of  our  Patents  or  a  competition  against  us.  But  we  would 
*'  not  consider  in  the  same  light  a  combination  of  concrete  and  iron  or  steel 
^*  aiming  at  producing  the  results  which  we  obtain  by  the  Hennebique  Patents." 

The  letter  dated  the  :^9  th  of  March  1906,  written  by  the  Defendants  to  the  Plaintiff  45 
and  mentioned  in  paragraph  6  of  the  Statement  of  Claim,  contained  the  following 
passage  : — *^    ....    after  taking  advice  as  to  our  legal  position  we  are  of 
*'  opinion  that  Clause  12  of  the  licence  is  wholly  void,  and  we  beg  to  give  you 
"  notice  that  we  refuse  to  consider  ourselves  any  longer  bound  thereby,  and 
'<  that  we  are  about  to  enter  into  a  contract  to  execute  certain  works  at  Messrs.  50 
<'  WhitbreadCa  Brewery  situate  at  Chiswell  Street,  E.C.,  and  that  in  the  course 
•«  of  sach  work  we  shall  carry  out  reinforced  concrete  work  under  a  system 
<<  other  than  that  comprised  by  the  Hennebique  Patents,  and  which  although 
<<  not  infringing  these  Patents  is  in  competition  with  them.    Our  object  in 
«<  giving  you  this  notice  is  to  afford  you  the  opportunity  of  taking  legal  action  55 
•<  against  us  at  the  earliest  possible  date  if  you  should  be  so  advised.    «    •    •    «" 
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On  the  28th  of  June  1906  Mr.  Justice  Swinfen  Eady  granted  an  interlocutory 
injunction  in  the  terms  of  Claim  (1)  of  the  indorsement  of  the  writ.  The  Plaintiff 
gave  the  usual  undertaking  as  to  damages.  The  costs  of  the  Motion  were  ordered 
to  be  costs  in  the  action.  The  Defendants'  appeal  from  this  decision  was 
5  dismissed  with  costs  by  the  Court  of  Appeal  on  the  25th  of  July  1906,  and  it 
was  ordered  that  the  pleadings  should  be  delivered  in  the  Long  Vacation. 

On  the  30th  of  January  1907  the  Defendants  applied  for  leave  to  amend  their 
Defence,  but  the  Summons  was  adjourned  to  the  trial.  The  proposed  amend- 
ments were  as  follows  : — In  paragraph  1,  to  add  the  words :— '^  The  Defendant 

10  "  do  not  admit  that  the  Plaintiff  is  the  general  agent  of  Frangois  Hennebique 
"  in  the  said  paragraph  mentioned."  Paragraph  5a  : — "  By  the  said  licence  the 
**  Plaintiff  agreed  to  furnish  to  the  Defendants  all  necessary  working  plans  in 
**  connection  therewith,  and  in  accordance  with  the  preliminary  plans.  And  it 
**  was  an  implied  term  of  the  said  licence  that  the  Plaintiff  should  give  to  the 

15  ''  Defendants  such  advice,  assistance,  and  information  as  should  be  reasonably 
^  necessary  to  enable  the  Defendants  to  work  the  said  licence,  and  should  do 
**  nothing  to  prevent  the  Defendants  from  obtaining  the  full  benefit  thereof, 
**  and  that  the  Plaintiff  should  co-operate  with  the  architects  engaged  in  the 
**  work  in  which  the  Defendants  were  employed.    The  Plaintiff  has  in  breach 

20  "  of  the  said  licence  neglected  and  refused  to  furnish  to  the  Defendants  all 
*^  necessary  working  plans  in  connection  therewith,  and  in  accordance  with  the 
**  preliminary  plans,  and  the  Plaintiff  has  in  breach  of  such  implied  term 
'*  neglected  and  refused  to  give  to  the  Defendants  such  advice,  assistance,  and 
*^  information  as  aforesaid,  and  to  co-operate  with  such  architects  as  aforesaid. 

2ft  ^  And  by  reason  of  such  neglect  and  refusal  as  aforesaid  the  said  licence  has 
'*  been  rendered  useless  to  the  Defendants,  and  the  Plaintiff  has  thereby  pre- 
«<  vented  the  Defendants  from  obtaining  any  benefit  from  such  licence,  and  the 
^  Defendants  have  thereby  been  seriously  injured  in  the  conduct  of  their 
**  business.*' 

30  On  the  4th  of  February  1907  the  Defendants  delivered  to  the  Plaintiff 
Particulars  of  the  proposed  amendments  of  their  Defence. 

The  action  came  on  for  trial  on  the  11th  of  February  1907  before  Mr.  Justice 
NBVILLE. 

Ufffohn  K.C.  and  F.  Newbolt  (instructed  by  Ellis  de  Vesian  <k  Co.)  appeared 

35  for  the  Plaintiff ;  Asthury  K.C.  and  P.  F.  Wheeler  (instructed  by  Leighton  and 
Savory)  appeared  for  the  Defendants. 

Upjohn  K.C.  opened  the  Plaintiff's  case. — The  Plaintiff  is  an  agent  with  full 
powers  as  to  Hennebiqtte*8  Patents,  and  it  is  not  necessary  that  Hennehiqvs 
should  be  a  party.    The  covenant  is  not  an  undue  restraint  of  trade — the  system 

4D  requires  working  out ;  the  Plaintiff  takes  the  Defendants'  men  and  teaches 
them,  or  provides  the  Defendants  with  his  men,  and  thus  it  was  not  likely 
that  the  licensee  would  be  allowed  to  take  other  work  competing  with  the 
Plaintiff's  system.  The  Defendants  have  committed  a  breach  of  Clause  12  for 
the  express  purpose  of  raising  the  question. 

45  Wheeler. — The  Defendants  apply  1o  amend  their  Defence.  It  is  not  a 
matter  of  surprise;  the  point  was  raised  in  correspondence  before  action 
and  on  the  interlocutory  application.  The  Defendants  are  relying  on  the 
contract;  the  Plaintiff  has  commiUed  a  breach  that  shows  that  he  does  not 
intend  to  be  bound  by  the  contract;   it  is  a  legal  defence.    It  will  not  be 

50  necessary  to  have  witnesses ;  it  is  only  necessary  to  go  through  the  corre- 
spondence to  see  what  the  relations  between  the  parties  were.    The  Plaintiff 
failed  to  assist  the  Defendants  loyally,  and  that  was  a  breach  of  the  contract. 
The  application  for  leave  to  amend  the  Defence  was  refused. 
Upjohn  K.C.-r-Looking  at  the  contract  as  a  whole,  the  words  "  at  any  time,"  in 

55  Clause  12,  mean  at  any  time  during  the  existence  of  the  Patents.  That  appears 
firom  several  passages  in  the  licence  itself.    LunUey  v.  Wagner  (5  De  O.  &  Sm. 
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485 ;  I  De  Q.  M.  &  G.  604)  is  directly  in  point.  The  contract  is  one  to  carry 
put  the  manufacture  of  a  new  sabsfcance.  The  Plaintiff  is  prepared  to  prove 
that  the  Defendants'  men  were  instrncted  by  him,  and  that  he  sent  skiif nl  men 
to  do  the  work.  There  are  competitive  systems,  and  the  object  of  the  contract 
is  only  to  protect  where  there  is  competition.  The  case  is  covered  by  the  5 
authorities.  IMills  v.  Dunham  (L.R.  (1891)  1  Ch.  576,  579,  and  586),  and 
Bayrm  v.  Doman  (L.R.  (1899)  2  Ch.  13)  were  cited.]  The  words  "  without 
"  the  written  consent  of  the  licensor  "  must  refer  to  the  relations  between  the 
parties  during  the  existence  of  the  licence,  and  the  licence  cannot  exist  beyond 
the  duration  of  the  Patents.  10 

Asthury  K.O.  opened  tiie  Defendants'  case. — For  the  purpose  of  putting  a 
construction  on  Clause  12,  it  is  necessary  to   consider  what  are  systems  in 
infringement  or  competition,  and  what,  in  fact,  the  Defendants  will  be  pre- 
vented from  doing  if  the  restraint  is  valid.    Before  the  Patents  were  taken  out, 
the  Defendants  were  using  beams  covered  with  concrete ;  now  they  are  advised   15 
that  they  cannot  use  that  mode  of  construction.    The  Plaintiff  is  entitled  by 
the  terms  of  the  licence  to  grant  24  similar  licences  for  the  same  district  as  that 
for  which  the  Defendants  have  a  licence.    It  is  not  necessary  for  the  reasonable 
protection  of  the  Plaintiff  that  the  Defendants,  with  one  of  25  licences  for  their 
district,  a  licence  with  many  restrictions,  should  enter  into  a  covenant  that  they  20  ~ 
shall  stop  their  business  all  over  England  and  Scotland.     In  Norden/sU  y. 
Maxim  Nordenfelt  Ac.  Company  Ld.  (L.R.  (1894)    A»C.    535)  the  circum- 
stances were  of  an  exceptional  character.    Jones  v.  Leea  (1  H.  &  N.  189)  is  a 
case  of  licensor  and  licensee  ;  in  it  the  restriction  was  held  reasonable  because 
it  did  not  go  beyond  the  limits  of  the  licenced    As  to  public  policy,  the  Plaintiff  25 
has  a  Patent;  he  cannot  restrain  anyone  who  has  used  the  method  before. 
When  he  is  going  t^)  protect  himself  he  has  to  consider  whether  he  will  give  a 
licence  to  one  person  for  the  whole  area  or  parcel  it  out  in  local  licences.    He 
has  chosen  the  second  course,  and  it  is  unjust  that  he  should  have  the  same 
rights  as  he  would  have  had  ii  he  had  granted  only  one  licence.    It  cannot  be  30 
said  to  be  necessary  for  his  protection  as  Patentee.     The  Patents  are  only 
effective  in  the  United  Kingdom,  and  presumably  the  restrictions  are  limited 
to  the  United  Kingdom.    They  extend  to  any  buildings  in  competition  with 
them ;  an  old  wooden  building  would  be  in  competition  with  them.     The 
Defendants  cannot  dispute  the  validity  of  the  Patents ;  that  gives  the  Plaintiff  35 
a  very  great  advantage.    It  is  not  necessary  for  the  protection  of  the  Patentee, 
as  such,  that  the  Defendants  should  be  restrained  from    doing  something 
outside  the  Patent.    The  Plaintiff's  only  business  is  as  a  Patentee.     [Leethant 
V.  Johmtone-White  (2)  (L.R.  (1907)   1  Ch.  189)  was  cited.]     If  a  licence 
is  granted  by  a    Patentee    to  a   manufacturer    of   ttie    patented  article    on  40 
condition  that  he  sells  no  other  form  of  that  article,  the  manufacturer  can 
make   the   article  anywhere ;  here    the  Defendants  are  restricted.     If   the 
licence  were   to   sell  the  article    in   England  only,   and  to    sell    no    other 
form  of  the  article,  that  would  be  bad^  because  the  area  of  the  covenant  was 
more  restricted  than  the  area  of  the  licence.    The  question  to  be  considered,  45 
according  to  the  modern  law  on  the  subject,  is — ^What  is  the  interest  of  th^' 
man  who  wishes  to  sell  his  business ?     [O^^'o/m  K.C.  referred  to  Hitchcock-^.' 
Ooker  (6  A.  &  E.  438).]    The  restraint  is  not  void  if  it  is  such  as  to  enable  the 
person  entering  into  the  covenant  to  obtain  the  best  price  for  his  business.    It 
is  necessary  to  consider  the  nature  of  the  business.    The  Plaintiff  is  merely  an  50 
agent.    If  the  meaning  and  effect  of  Clause  12  is  that  it  will  prevent  the 
Defendants  putting  up  reinforced  concrete  as  it  was  known  prior  to  the  Patents, 
it  is  too  wide.    In  Maxim  Nordenfeltj  Ac.  Company  v.  NordenfeU  (L.R.  (1893) 
1  Ch.  630,  651,  657 ;  L.R.  (1894)  A.C.  535)  there  were  two  covenants,  one 
dealing  with  other  things  that  the  Defendant  had  been  selling,  the  other  VtM^  55 
he  -^ould  not.  carry  qq  a  business  in  competition  wi4^  thatwhieh.  he  had  carried 
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on.  The  case  is  an  authority  in  the  Defendants^  favour  on  this  point.  If  the 
covenant  is  valid  it  involves  suffering  on  one  side  without  any  benefit  to  the 
other.  [Neville  J. — The  influence  on  the  future  of  the  covenantor  is 
immaterial  unless  some  gratuitous  burden  is  being  laid  on  him.]  Mills  v* 
I  5  Dunham  {ubi  supra)  is  in  the  Defendants'  favour.    If  the  covenant  is  not 

limited  to  the  particular  article  sold  by  the  Plaintiff,  it  is  bad.  Haynes  t. 
Daman  (ubi  supra)  is  similar  to  Mallan  v.  May  (11  M.  &  W.  653).  iDowden 
and  Pook  Ld.  v.  Pook  (L.R.  (1904)  1  K.B.  45)  was  also  cited.]  The  Defen- 
dants  tender    evidence  as  to  (1)  the  extent  of   the   three    Patents   in   the 

10  licence  ;  (2)  the  mode  of  building  (referable  to  the  particular  matters  the 
Patents  deal  with)  known  and  in  use  prior  to  the  date  of  the  Patents ;  (3) 
the  similar  matters  subsequent  to  the  date  of  the  Patents,  which  do  not  involve 
any  infringement  of  them  ;  (4)  the  extent  of  the  business  the  Defendants  had 
at  the  date  of  the  licence,  the  class  of  work  they  did,  and  the  fact  that,  if 

15  Clause  12  stands,  they  will  be  stopped  from  carrying  on  their  business  all 
over  England  and  Scotland ;  and  (5)  what  in  fact,  having  regard  to  the  nature 
of  Hennebique^s  three  Patents  referred  to  in  the  licence,  is  necessary  to  protect 
him  in  the  full  enjoyment  of  them.  The  Plaintiff,  acting  as  agent,  cannot  sue 
or  be  sued.  The  question  is,  whether  there  is  a  difference  where  there  is  a  foreign 

20  principal.    He  cannot  contract  for  himself.    [Neville  J. — ^You  are  estopped 

from  saying  he  cannot.]     He  only  entered  into  the  contract  as  agent.     [Qcuid  v. 

Houghton  (L.R.  1  Ex.  D.  357)  was  cited.]    Buildings  cannot  be  put  up  without  ' 

using  armoured  concrete.    [Neville  /. — I  think  the  evidence  is  inadmissible 

I  because  (1)  the  breach  being  admitted,  the  evidence  is  irrelevant ;  and  (2)  it 

25  appears  to  be  directed  to  show  what  the  effect  would  be  on  the  Defendants* 
business.]  There  is  an  issue  with  regard  to  the  extent  of  the  Patents  as  to 
whether  the  restriction  is  reasonable  ;  the  Defendants  are  entitled  to  show  what 
the  Patents  are,  what  would  be  infringements,  and  what  is  similar  work.  It  is 
impossible  to  say  the  covenant  is  reasonable  for  the  protection  of  HenneMque 

30  without  knowing  what  the  Patents  are.  The  Plaintiffs  wrote  that  they  would 
not  object  to  the  Defendants  doing  what  they  had  done  up  to  the'  date  of  the 
licence,  and  they  said  so  at  the  hearing  of  the  appeal.  But  what  the  Defendants 
were  doing  was  in  competition  witii  the  Patents.  In  Mumford  v.  Qething 
(7  G.B.  N.S.  305)  extrinsic  evidence  was  admitted  to  show  the  extent  of  the 

35  business. 
!  Counsel  for  the  Plaintiff  were  not  called  upon  to  reply. 

Neville  «/. — The  law  has  been  determined  with  regard  to  covenants  in 

restraint  of  trade  by  authorities  which,   at   all  events,  bind  me,  and  such 

I  covenants  are  not  void  unless  they  are  unreasonable,  and  are  not  unreasonable 

^  40  BO  long  as  they  do  not  extend  further  than  is  necessary  for  the  reasonable 

I  protection  of  the  covenantee's  trade.    It  must,  I  think,  be  a  reasonable  protec- 

tion.    For  instance,  if  the  covenantee's  business  is  confined  to  London,  but  he 

gets  an  occasional  order  from  the  provinces,  a  restraint  covering  the  whole  of 

England  would  probably  be  held  to  be  too  wide ;  whereas,  if  his  place  of 

45  business  was  in  London,  and  he  employed  travellers  all  over  England,  such  a 
restraint  would  probably  be  good.  In  each  case  the  question  is  whether  the 
restraint  is  beyond  the  reasonable  requirements  of  the  covenantee's  trade,  and, 
if  it  be  not,  the  effect  upon  the  covenantor  does  not  come  into  consideration. 
I  see  no  difference  in  this  respect  between  covenants  in  restraint  of  trade 

50  whether  they  are  found  in  assignments  of  goodwill,  licences  by  a  Patentee,  or 
contracts  with  employers. 

There  are,  undoubtedly,  statements  by  Lord  Macnaghten  in  the  case  of 
Nordmfelt  v.  Maxim  Nordmfelt  A  Go.  Ld*  which  ten(l  to ^how  that  different 
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considerationB  are  applicable  in  the  cases  of  contracts  between  master  and 
servant,  and  on  the  sale  of  goodwill,  and  one  can  very  readily  see  that  that 
might  well  be  so ;  bat  it  seems  to  me  that  I  am  bound  by  decisions  which  have 
measured  the  reasonableness  of  the  covenant  by  precisely  Uie  same  standard  in 
the  case  of  contracts  between  master  and  servant,  and  cases  where  the  goodwill  5 
of  a  business  has  been  sold,  and  that  standard  seems  to  me  to  be  what  I  have 
stated,  namely,  the  question  of  whether  the  restraint  is  necessary  for  the  reason- 
able protection  of  the  trade  of  the  covenantee.  It  seems  to  me  that  if  tiiat  be 
the  true  measure  which  has  to  be  applied  in  each  case,  it  must  be  in  each  case 
without  regard  to  the  effect  upon  the  covenantor.  It  is  quite  true  that  the  10 
effect  upon  the  covenantor  is  considered  by  the  Court,  as  in  shown  in 
Mitchel  V.  Reynolds^*  in  cases  where  the  protection  exceeds  what  is  necessary 
for  the  covenantee.  The  moment  the  Court  sees  that  the  covenant  is  oppressive, 
inasmuch  as  it  imposes  a  restraint  upon  the  covenantor  without  any  correlative 
advantage  to  the  covenantee,  it  is  then  held  to  be  contrary  to  public  policy  and  15 
void,  and  so  long  as  the  first  of  those  conditions  is  maintained,  as  I  understand 
the  cases,  the  contract  or  the  covenant  cannot  be  held  to  be  unreasonable  or 
contrary  to  public  policy.  Now,  if  that  be  the  rule  of  law,  it  is  plain  and 
capable  of  being  readily  understood,  and  I  think  in  such  a  case  it  ought  to  be 
applied  logically,  and  that  the  Court  should  not  either  make  distinctions,  or  20 
introduce  exceptions  in  cases  where  the  rule  appears  to  apply  with  harshness  or 
with  injury  to  the  covenantor,  because  so  to  deal  with  a  plain  rule  would,  in 
my  opinion,  tend  to  introduce  uncertainty,  which,  to  my  mind,  is  one  of  the 
worst  reproaches  to  which  any  legal  system  can  be  exposed. 

Applying  the  rule  to  the  present  case,  I  have  to  consider  the  meaning  and  25 
effect  of  the  words  contained  in  Clause  12  of  the  licence.    It  is  a  short  clause. 
"  The  licensee  will  not  at  any  time  without  the  written  consent  of  the  licensor 
"  carry  out  or  contract  to  carry  out  any  ferro -concrete  or  other  similar  work 
''  which  may  be  an  infringement  of  the  said  Patents  or  be  in  competition  with 
**  the  same."    A  point  was  raised  as  to  whether  the  "  at  any  time  "  extended  to  30 
the  life  or  the  existence  of  the  covenantor,  or  whether  it  was  limited  to  the 
duration  of  the  licence.    I  am  not  clear  that  it  is  material,  but  the  conclusion 
I  have  come  to  as  a  matter  of  construction  is  that  it  is  limited  to  the  period  of 
the  licence,  and  extends  no  further ;   and  I  think  so  because,  first  of  all 
having  regard  to  the  whole  of  the  contract,  it  seems  to  me  that  that  is  the  35 
reasonable  interpretation    to  put   upon   it,  and  then   it   must  be   borne  in 
mind  that  it  is  a  contract  between  the  licensee  and  licensor  as  such,  and 
that   upon    the  determination    of    the    licence   they  will    no    longer  retain 
those  relative  characters,  and,  further  than  that,  what  is  restrained  is  the 
contracting  *'  to  carry  out  any  f erro-concrete  or  other  similar  work  which  may  40 
^  be  an  infringement  of  the  said  Patents  or  be  in  competition  with  the  same." 
I  think  ^  the  same  *'  means  the  Patents,  and  consequently  the  restraint  appears 
only  to  extend  during  the  lifetime  of  the  Patents,  which  is  coterminous  with 
the  duration  of  the  licence.    Mr.  Asthury  has  argued,  first  of  all,  that  in  any 
event  it  is  unreasonable  on  account  of  the  extent  to  which  it  would  interfere  45 
with  the  carrying  on  of  the  business  of  the  covenantors,  and  he  has  tendered 
evidence,  which  I  have  rejected,  to  show  what  the  effect  of  the  restraint  would 
be  upon  their  business.    I  rejected  that  evidence  because  it  is  clear  upon  the 
face  of  the  clause  itself  that  the  restraint  extends  to  nothing  which  is  not  in 
competition  with  the  subject-matter  of  the  Patents,  and  consequently  I  think  50 
the  form  and  terms  of  the  contract  itself  shows  that  it  is  not,  and  cannot  be, 
in  excess  of  what  is  required  for  the  protection  of  the  covenantee,  because 
undoubtedly  what  the  covenantee  is  to  be  protected  from  under  the  rule  is 
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competition,  and  inasmach  as  the  clause  itself  is  expressly  confined  to  cases  of 
competition  with  the  Patent,  it  seems  to  me  that  evidence  is  not  admissible  to 
show  that  it  is  greater  than  is  required  for  the  protection  of  the  covenantee. 
Then  Mr.  Astbury  argued  that  in  the  case  of  a  licensor  and  a  licensee  the  restraint 

5  would  be  bad  unless  the  ambit  of  the  restraint  was  coterminous  with  the  ambit 
of  the  licence,  and  in  support  of  that  contention  he  referred  to  the  ease  of 
Jones y.  Lees  in  1  Hurlstone  atid  Norman,  page  189,  which  is  referred  to,  and 
explained,  by  Lord  Justice  Bowen  in  the  case  of  Maxim  Nordenfelt,  &c.  Company 
V.  NordenfeU*    I  think  that  that  is  not  the  true  interpretation  to  put  upon  what 

10  was  said  by  Mr.  Justice  Bramwell  in  the  case  in  question.  It  appears  to  me  that 
he  was  merely  dealing  with  the  question  of  reasonableness  there,  and  said,  as  Lord 
^ou^m  said,  that  the  fact  that  the  ambit  of  the  licence  and  of  the  restraint  was 
coterminous  was  conclusive  upon  the  point,  as  I  think  it  undoubtedly  was.  But 
it  seems  to  me,  also,  that  when  you  are  dealing  with  a  Patent,  a  restraint  which 

15  does  not  exceed  the  ambit  of  the  Patent  itself  is  also  not  open  to  objection  on 
the  ground  that  the  area  it  covers  is  too  wide. 

The  other  points  upon  which  evidence  was  tendered  appear  to  me  really  to 
be  directed  to  the  effect  of  the  restraint  upon  the  business  of  the  covenantors, 
and  in  reality  to  show,  to  put  it  shortly,  what  an  exceedingly  bad  bargain  the 

20  covenantors  had  made,  and  the  extent  to  which  they  had  possibly  interfered 
with  their  business  by  the  contract  that  they  had  made.  Now  it  seems  to 
me  certainly  that  evidence  on  those  two  points  is  inadmissible  when  once  you 
arrive  at  the  conclusion— and  that  conclusion  is  a  question  of  law— that  the 
clause  is  not  void  as  against  public  policy  upon  the  ground  that  it  does  not  exceed 

25  what  is  required  for  the  reasonable  protection  of  the  covenantee's  trade ;  it 

is  impossible  to  admit  evidence  to  show  that,  whether  that  be  so  or  not,  the 

effect  is  disastrous  upon  the  covenantor's  trade.    That  seems  to  me  to  fly  in  the 

face  of  the  rule  which  has  been  bo  often  laid  down. 

Wi*^  regard  to  the  other  matter — the  fairness  of  the  bargain  between  the  two 

30  contracting  parties,  apart  from  the  question  of  public  policy— it  seems  to  me 
that  most  clearly  cannot  be  entered  into,  inasmuch  as  any  consideration  which 
is  a  valuable  consideration  is  sufficient  to  support  an  agreement  of  that  kind. 
I  think,  therefore,  that  in  that  regard  the  Plaintiff  is  right  and  entitled  to  the 
injunction  he  claims. 

35  Another  point  was  raised,  and  that  is  as  to  the  competence  of  the  present 
Plaintiff  to  sue.  That  depends  upon  the  terms  of  the  Agreement  itself,  and 
I  think,  of  course,  that  depends  upon  the  intention  of  the  parties  to  be 
gathered  from  the  construction  of  the  Agreement  itself.  T  think  that  here  the 
Plaintiff  was  contracting  so  as  to  bind  himself,  and  that  the  reference  to  agency 

40  was  by  way  of  description,  and  not  with  the  intention  of  entering  into  a  contract, 
^t  on  behalf  of  himself,  but  merely  and  solely  on  behalf  of  his  principal, 
Hennebique.  I  think,  therefore,  that  the  cases  which  have  been  cited  on  that 
point  are  not  applicable,  and  that  here  the  parties  intended  that  Mouchel  should 
both  sue  and  be  sued  upon  the  terms  of  the  agreement  which  was  entered  into. 

45  The  result  must  be  that  there  must  be  an  injunction  during  tlie  continuance 
of  the  licence,  and  the  Defendant  must  pay  the  costs. 

Considerable  discussion  then  took  place  on  the  form  of  the  Order,  particularly 
in  regard  to  the  Costs  and  the  Inquiry  as  to  damages.  The  Order  as  finally  drawn 
up  was,  so  far  as  material  for  this  Report,  as  follows  :— "  This  Court  doth  order 
50  **  and  adjudge  that  the  Defendants,  their  servants,  workmen  and  agents,  be 
"  restrained,  during  the  continuance  of  the  licence  granted  by  the  Plaintiff  to 
**  the  Defendants  under  the  Indenture  dated  the  2nd  March  1903  in  the 
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"  pleadings  mentioned,  from  carrying  ont  or  contracting  to  carry  ont,  without 
"  the  written  consent  of  the  Plaintiff,  any  ferro-concrete  or  other  similar  work 
"  which  may  be  an  infringement  of  the  Hennebique  Patents  Nos.  30,143,  30,144, 
**  and  10,203,  all  of  1S97,  in  the  pleadings  mentioned,  or  be  in  competition  with 
**  the  same.  And  the  Defendants  by  their  Counsel  denying  any  breach  of  5 
**  Clause  12  of  the  said  licence  other  "than  in  respect  of  work  carried  out  by 
"  them  for  Messrs.  Whitbread  A  Co.  Ld,^  at  Chiswell  Street,  London  E.C.,  i^.  is 
"  ordered  that  the  following  Inquiry  be  referred  to  the  Official  Referee  in 
**  rotation,  who  is  to  report  to  the  Court,  that  is  to  say  : — 1.  An  Inquiry  what 
*'  damages  have  been  sustained  by  the  JPlaintiff  in  respect  of  any  breach  or  10 
^^  breaches  by  the  Defendants  of  Clause  12  of  the  said  licence.  And  it  is 
"  ordered  that  it  be  referred  to  the  Taxing  Master  (1)  to  tax  the  costs  of  the 
"  Plaintiff  of  this  action  up  to  and  including  this  judgment,  except  so  far  as 
*'  they  have  been  increased  by  paragraph  4  of  the  Statement  of  Claim,  and 
'*  including  therein  his  costs  of  the  said  application  to  amend  and  of  and  15 
"  occasioned  by  the  adjournment  thereof  into  Court ;  and  (2)  to  tax  the  like 
'*  costs  of  the  Defendants  so  far  as  they  have  been  increased  by  paragraph  4  of 
'^  the  Statement  of  Claim,  and  the  Taxing  Master  is  to  set  off  the  said  costs  of 
*•  the  Plaintiff  and  Defendants  when  so  taxed  respectively  and  to  certify  to 
'*  which  of  them  the  balance  after  such  set  off  is  due.  And  it  is  ordered  that  such  20 
"  balance  be  paid  by  the  party  or  parties  from  whom  to  the  party  or  parties  to 
"  whom  the  same  shall  be  certified  to  be  due.  And  it  is  ordered  that  the 
"  further  consideration  of  this  action  be  adjourned,  and  that  the  costs  of  the 
•'  said  Inquiry  be  reserved." 
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In  the  Court  of  Appeal. 


Before  The  President  op  the  Probate  &o.  Division,  and 
Lords  Justices  Farwbll  and  Buckley. 


February  15th,  1907. 
5     Reddaway  &  Co.  Ld.  v.  Irwbll  and  Eastern  Rubber  Company  Ld. 


Passing-off, — Name  used  by  tJie  Defendants  whetlher  calculated  to  deceive, — 
Motion  to  expunge  Defendatits^  Trade  Marks. — Allegation  of  fraud  abandoned 
at  trial. — No  probability  of  deception  found. — Action  and  motion  dismissed. — 
Appeals  dismissed. 

10  Prior  to  the  year  1870  and  subsequently  a  Company  and  their  predecessors 
manufactured  and  sold  hair  betting  for  inachine  driving  under  the  name  of 
"  Lancashire  Belting  "  or  "  Lancashire  Patent  BeUing^^  and  used  in  connection 
with  the  sale  a  Trade  Mark  consisting  of  the  words  "  27w  Lancashire " 
registered  in  1885  as  an  old  mark.    The  Company  also  sold^  but  did  not 

15  fnanuf(icturey  Balata  belting.  In  1904  the  Plaintiffs  acquired  the  business 
of  the  Company.  The  Plaintiffs  sold  hair  belting  under  the  name  of 
**  Lancashi?'e  Beltingy''  but  did  not  use  thcU  name  in  connection  with  their 
sale  of  Balata  belting.  In  1905  the  Defendants  began  to  manufacture 
Balaia  belting^  which  they  sold  under  the  name  of  ^^  Lanco  Belting y^  and  in 

20  the  same  year  they  registered  two  Trade  Marks^  otie  consisting  of  the  word 
''  Lanco "  a^id  the  other  of  the  words  '<  Lanco  Balata  Belting  **  with  a  deiice. 
The  Plaintiffs  commsnced  an  action  to  restrain  passing  off^  and  moved  to 
expunge  tlie  Defendants^  Trade  Marks.  They  alleged  tJuU  their  belting  was 
known  by  various  abbreviations  of  the  unnd  "  Lancashire "  resembling  the 

35  natne  '*  Lanco^^^  and  that  the  use  of  that  name  was  calculated  and  intended  to 
deceive.  The  Defendants  denied  tJiat  their  ^^  Lanco  Balata  Belting*^  could  be 
mistaken  by  purchasers  for  the  Plaintiffs^  "  Laticashire  *'  Juiir  belting.  At  the 
trials  no  acttuU  deception  ukis  proved^  the  allegation  of  fraud  uhm  withdrawn^ 
and  the  Defendants  put  in  evidence  a  correspondence  with  tlie  Registrar  of 

30  Trade  Marks  on  their  application  to  register  their  Trade  Marks^  f^om  whieK 
correspondence  it  appeared  that  the  D^endante  had  in/iginally  appUed  td  Pefieier 
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the  word  "  Lancomie "  (stated  to  be  an  abbreviation  of  "  La^ncashire  Cotton 
^  made  in  England''),  and  tJuU  tJieir  adoption  of  '' Lanco''  instead  of 
^^ Lancomie''  was  in  consequence  of  the  correspondence  tvith  the  Registrar. 
Held,  by  Neville  J.,  tliat  the  use  of  the  name  "  Lanco  "  was  not  calculated  to 
deceive.  The  cwtion  and  motion  were  dismissed  with  costs.  The  Plaintiffs  5 
appealed. 

Tlie  appeals  were  dismissed  with  costs. 

On  the  2Qd  of  March  1906,  F.  Reddaway  A  Co.  Ld.  commenced  an  action 
against  the  Irwell  atui  Eastern  Rubber  Company  Ld.^  claiming  "  (1)  An  injunc- 
**  tion  to  restrain  the  Defendant  Company,  their  and  each  of  their  officers,  con-   10 
"  tractors,  servants,  workmen,  and  agents,  from  using  or  affixing,  or  causing  to 
"  be  used  and  affixed,  to  any  paper,  writing,  or  belting,  sold,  delivered,  or 
"  shipped  to  their,  or  any  of  their  order,  or  used  by  them  or  any  of  them,  the 
"  marks  *  Lanco,'  '  Lanco  Balata,'  or  any  combination  of  marks  or  words  so  con- 
"  trived  as  to  represent  goods  manufactured  by  the  Plaintiff  Company,  and  from  15 
"  employing,  or  permitting  to  be  employed,  any  marks  or  words  or  other 
"  description  in  respect  of  belting  offered  for  sale  by  the  Defendants,  or  any  of 
**  them,  which  shall  be  so  contrived  as  to  represent  or  to  induce  a  belief  that 
'*  such  belting  is  of  the  Plaintiff  Company's  manufacture,  and  also  from  des- 
"  cribing  or  offering  for  sale  the  belting  simply  as  *  Lanco,*  or  '  Lanco  Balata  *  20 
"  belting,  or  otherwise  using  the  words  *  Lanco,'  or  *  Lanco  Balata  '  in  respect  of 
'^  such  belting  without  clearly  distinguishing  the  same  from  belting  manufac- 
"  tured  by  the  Plaintiff  Company.    (2)  Damages  or,  at  the  option  of  the 
"  Plaintiff  Company,  an  account  of  profits.    (3)  Delivery  up  to  the  Plaintiff 
"  Company  for  destruction  or  erasure  all  copies  of  advertisements,  and  all  25 
**  belting  of  the  Defendant  Company  upon  which  the  name  '  Lanco  *  or  *  Lanco 
*^ '  Balata '  has  been  stamped  or  placed,  and  which  are  in  the  possession  or 
*'  under  the  control  of  the  Defendant  Company.    (4)  Discovery  of  the  names 
''  and  addresses  of  all  firms  and  persons  to  or  with  whom  the  Defendant  Com- 
**  pany  have  sold,  or  consigned,  or  placed  for  sale  or  exhibition,  belting  marked  30 
"  with  the  name  *  Lanco,'  or  *  Lanco  Balata,'  and  not  being  of  the  Plaintiff 
"  Company's  manufacture.    (5)  Costs." 

By  the  amended  Statement  of  Claim  the  Plaintiffs  alleged  as  follows  : — 
*•  fl)  The  Plaintiff  Company,  whose  registered  office  is  at  Cheltenham  Street, 
"  t*endleton,  in  the  County  of  Lancaster,  are  (inter  alia)  manufacturers  of  35 
««  machine  belting,  and  inparticular  of  a  belting  which  the  Plaintiff  Company  and 
"  their  predecessors  in  business  (the  Lancashire  Patent  Belting  and  Hose  Company 
•*  Ld.y  and  Samuel  John  McMechan,  trading  as  the  Lancashire  Belting  Company) 
•'  have,  since  the  year  1865,  continuously  sold  and  invoiced  both  ai>  home  and 
'*  abroad  and  advertised  under  the  name  of  the  '  Lancashire.'  The  said  '  Lanca-  40 
"  *  flhire  '  belting  of  the  Plaintiff  Company  has  acquired  a  high  and  very  valu- 
"  able  trade  reputation,  and  the  name  *  Lancashire '  belting,  or,  shortly,  *  Lane ' 
**  belting,  'Lanes'  belting,  *Lanca*  belting,  and  'Lane*'  belting,  as  also  other 
*'  abbreviations  of  the  word  '  Lancashire,'  is  and  are  understood  in  the  trade  and 
'*  by  the  public  as  meaning  and  indicating  a  belting  of  the  Plaintiffs'  manufac-  45 
"  ture  alone.  (2)  The  Defendant  Company,  whose  registered  office  is  at  5  Mill 
"  Street,  Ordsall  Lane,  Salford,  in  the  County  of  Lancaster,  carry  on  business  as 
**  manufacturers  of  india-rubber  goods  and  inachine  beltings.  (3)  The  Plaintiff 
'<  Company  have  lately  discovered,  and  the  fact  is,  that  the  Defendant  Company 
*'  have  been  advertising,  offering  for  sale,  and  selling  belting  as  '  Lanco '  belting  50 
**  and  *  Lanco  Balata '  belting  in  such  a  manner  as  to  lead  purchasers  into  the 
<^  belief  that  such  belting  was  of  the  Plaintiff  Company's  manufaoture,  when 
'*  in  &cl  it  wai  not,  and  thereby  fraudulently  have  attempted  to  pass  off  and 
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"  have  passed  off  belting  not  of  the  Plaintiff  Company's  manufacture  as  and  for 
^*  belting  of  the  Plaintiff  Company,  and  the  Defendant  Company  are  threatening 
**  and  intending  to  continue  their  said  fraudulent  acts.  The  name  *  Lanco  ^  is  a 
"  colourable  imitation  of  the  said  trade  name  of  the  Plaintiffs'  belting,  and  is 
5  •*  calculated  and  intended  to  deceive.  (4)  The  Plaintiff  Company  refer  in 
"  particular  to  a  trade  journal  known  as  the  *  India  Rubber  Journal,'  dated 
"  November  20th  1905,  containing  the  description  *  Lanco  Balata '  belting, 
*'  and  an  advertisement  of  the  Defendant  Company  in  the  said  journal  for  the 
^*  sale  of  belting,  describing  the  ^  Lanco '  quality  as  a  genuine  article,  and 

10  "  guaranteed  to  be  equal  in  every  respect  to  any  Balata  belting  at  present 
"  manufactured."    The  relief  claimed  is  stated  above. 

The  Plaintiffs  delivered  Particulars  in  reference  to  paragraphs  1  and  3  of  the 
Statement  of  Claim.  They  stated  that  Particulars  with  dates  of  invoices  and 
advertisements  of  belting  under  the  name  of  "  Lancashire  "  were  exhibited  to 

15  an  affidavit  of  S.  J.  McMechan  (on  a  Motion  for  an  interim  injunction, 
which  affidavit  referred  to  a  Catalogue  and  Invoice  issued  by  the  Lancashire 
Patent  Belting  and  Hose  Company  Ld.^  and  a  Catalogue  and  Invoice  issued 
by  the  Plaintiffs,  and  a  Price  List  and  Circular  issued  about  1875  by  the 
Lancashire   Belting    Company)    and    inter  alia   in    the    "  Engineer "    con- 

20  tinuously  from  1878  to  1903.  The  Plaintiffs  stated  that  Particulars  of  the 
said  advertisements  were  exhibited  to  the  above-mentioned  affidavit,  and  in 
a  Circular  of  the  Defendants  dated  April  1906,  and  in  the  "India  Rubber 
"  Journal "  of  the  7th  of  May  1906.  For  Particulars  of  sales  and  passing  off,  the 
Plaintiffs  referred  to  an  affidavit  of  J.  Tinto  filed  on  behalf  of  the  Defendants 

25  on  the  said  motion,  in  which  affidavit  it  was  stated  that  the  Defendants  had 
spent  a  very  large  sum  of  money  in  advertising  "  Lanco  Balata "  belting,  and 
that  the  advertisements  had  been  inserted  in  trade  papers,  circulars,  and  price 
lists  that  had  been  very  widely  distributed.  The  Plaintiffs  gave  further 
Particulars,  in  which  they  stated  that  the  other  abbreviations  of  the  word 

30  **  Lancashire  "  referred  to  in  paragraph  1  of  the  amended  Statement  of  Claim 
were  as  follows  :— «  Lan,"  "  Lanco,"  "  Lancas,"  «  Lancash,"  "  Lane',"  **  Lancre," 
and  **  Lane." 

The  Defendants,  by  their  amended  Defence,  alleged  as  follows  : — ^"  (1)  The 
**  Defendants  admit  that  the  Plaintiffs  are  manufacturers  of  machine  belting, 

35  ^  and  that  (among  other  goods)  they  sell  hair  belting,  and  apply  to  such  hair 
**  belting,  but  to  no  other  kind  of  belting  whatsoever,  the  name  *  Lancashire.* 
*'  If  any  abbreviation  of  *  Lancashire '  has  been  used  (which  is  not  admitted) 
**^  the  pnersons  using  the  same  have  used  the  same  as  an  abbreviation  well 
^  knowing  that  the  name  used  by  the  Plaintiffs  was  '  Lancashire.*    Save  as 

40  **  aforesaid,  the  Defendants  deny  the  allegations  contained  in  paragraph  1  of  the 
**  Statement  of  Claim.  (2)  The  Defendants  advertise,  offer  for  sale,  and  sell, 
** '  Balata '  belting  under  the  name  of  '  Lanco  Balata '  belting,  which  is  their 
"  registered  Trade  Mark,  No.  275,883,  in  Class  40  of  the  classes  under  the 
^'  Patents,  Designs,  and  Trade  Marks  Act.    Many  engineers  prefer  to  use  Balata 

45  *^  belting,  and  the  Defendants  make  a  prominent  feature  of  the  fact  that  their 
^'  said  belting  is  *  Balata  *  belting  and  no  other  kind.  (3)  Hair  belting,  by 
*^  whomsoever  manufactured,  is  woven  of  a  material  composed  of  hair  and 
"  cotton  mixed,  whereas  Balata  belting  is  composed  of  fold  upon  fold  of  cotton 
^^  duck  or  cotton  sheeting  up  to  any  required  thickness,  the  folds  of  such 

50  *^  sheeting  being  treated  with  '  Balata,'  which  is  a  substance  resembling  India- 
**  rubber  or  gutta-percha.  It  is  impossible  for  any  vendor,  purchaser,  or  user  of 
'*  machine  belting  to  confuse  hair  belting  with  ^  Balata  *  belting,  or  vice  versd^ 
^  nor  would  any  intending  purchaser  of  one  of  such  kinds  of  belting  accept 
*'  belting  of  the  other  kind,  nor  could  any  one  pass  off  the  one  for  the  other. 

55  '*  Moreover,  hair  belting  is  generally  in  the  trade  painted  red  on  both  snr&tces^ 
*^  which  are  rough  woven  sorfacesy  whereas  ^Balata*  belting  is  uniTemlly 
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^*  coloared  browa  apon  one  sur&ce,  which  is  a  ribbed  sor&oe  of  *  Balata  *  coio- 
f*'  poBition  brown  in  colour,  while  the  other  surface  is  a  plain  cotton  sheeting 
•^  surface.    Such  differences  further  accentuate  the  impossibility  of  confusion 
^'  between  the  two,  which  are  entirely  distinct    in    material,  in    manufac- 
''  ture,  and  in  appearance.     Moreover,  purchasers  and  users  of  belting  are  5 
^*  engineers  and  persons  of  experience  with  regard  to  belting,  and  have  a 
"  clear  knowledge  of  what  precise  goods  it  is  they  require.    (4)  A  further 
^*  distinction  between  hair  belting  and  *  Balata '  belting  is  that  'Balata'  belting  is 
**•  always  listed  and  priced  In  various  thicknesses,  according  to  the  number  of  folds 
'^  of  cotton  duck  or  cotton  sheeting,  such  folds  being  called  plies,  and  there  being  10 
''  no  recognised  standard  of  thickness  corresponding  to  the  width.    In  ordering 
'^  or  purchasing  '  Balata '  belting,  therefore,  it  is  necessary  to  specify  the  thick- 
'^  ness  by  stating  the  number  of  plies,  as  3-ply,  4-ply,  5-ply,  kc.    Hair  belting, 
**  on  the  other  hand,  is  listed  and  priced  by  the  width  only,  each  width  being 
'^  made,  except  for  special  belts,  of  a  recognised  and  understood  thickness,  and  15 
'*  in  ordering  hair  belting  it  is  not  usual  or  necessary,  except  for  special  belts, 
'^  to  specify  any  thickness,  and  hair  belting  is,  except  in  the  case  of  special 
'*  belts,  ordered  and  purchased  by  width  only,  without  stating  the  thickness. 
'*  (5)  Save  as  aforesaid,  the  Defendants  deny  the  allegations  contained  in  para- 
**  graph  3  of  the  Statement  of  Claim,  and  in  particular  deny  that  they  have,  20 
^  fraudulently  or  at  all,  attempted  to  pass  off,  or  have  passed  off,  belting  not  of 
*'  the  Plaintiff  Company's  manu&oture  as  and  for  belting  of  the  Plaintiff  Oom- 
*'  pany,  or  that  they  threaten  and  intend  to  continue  such  acts.    The  name 
'*  *  Lanco '  is  not  a  colourable  imitation  of  any  trade  name  to  which  the  Plain- 
^  tiffs  are  entitled,  or  of  any  trade  name  used  by  them  or  applied  to  their  25 
'^  goods,  nor  is  it  cidculated  or  intended  to  deceive.    (6)  The  Plaintiffs  have  a 
'^  registered  Trade  Mark  under  Class  35  of  the  classes  under  the   Patents, 
''  Designs,  and  Trade  Marks  Act,  being  the  class  for  worsted,  woollen  and  hair 
^  goods,  and  the  Defendants  submit  that  this  action  is  an  attempt  to  extend 
^  such  Trade  Mark  to  goods  not  included  in  such  class,  namely,  india-rubber  30 
^^  goods,  and  to  extend  such  Trade  Mark  so  as  to  include  the  abbreviations 
"  thereof  mentioned  in  paragraph  1  of  the  Statement  of  Claim,  which  abbrevia- 
<'  tions  form  no  part  of  the  said  Trade  Mark,  and  the  Defendants  submit  that 
}^  this  action  ought  to  be  dismissed  with  costs." 

On  the  4th  of  August  1905  the  Defendants  applied  for  the  registration  of  a  35 
Trade  Mark  (No.  274,825  in  Class  40)  consisting  of  the  word  *^  I^nco,**  and  on 
the  2l8t  of  September  1905  they  applied  for  the  registration  of  a  Trade  Mark 
(No.  275,883  in  Class  40)  consisting  of  the  words  '*  Lanco  Balata  Belting  "  with 
a  device.  The  Certificates  of  Registration  of  both  marks  were  dated  the  6th  of 
March  1906.  40 

The  Plaintifb  moved  that  the  Register  of  Trade  Marks  be  rectified  by 
expunging  therefrom— (1)  the  Defendants'  Trade  Mark  No.  274,825,  and  (2} 
BO  much  of  the  Defendants'  Trade  Mark  No.  275,883  as  consists  of  the  word 
M  I^uico."  On  the  7th  of  April  1906  the  motion  was  ordered  by  Mr.  Justice 
Swinfen  Eady  to  be  heard  with  the  action  for  passing  off,  and  the  applicants  45 
were  to  be  at  liberty  to  amend  the  notice  of  Motion,  which  they  did  by  striking 
out  the  words  *^  so  much  of ''  and  ^'  as  consists  of  the  word  ^  I^nco/ ''  On  the 
same  date  the  Plaintiffs  moved  for  an  interim  injunction  to  restrain  the  alleged 
passing  off,  but  no  Order  was  made  except  that  costs  be  costs  in  the  action* 

The  Action  came  on  for  trial  on  the  10th  of  July  1906  before  Mr.  Justice  50 
NeviUSf  who  held  that  the  use  of  the  name  **  Lanco "  was  not  calcalated  to 
deceive.    The  Action  and  Motion  were  dismissed  with  costs  (23  R.P.C.  621). 
The  Plaintiffs  appealed.    The  appeals  came  on  for  hearing  on  the  15th  of 
Pebruary  1907. 

.    Oripps  K.C.,  Astbury  K.C.,  and  Clausan  (instructed  by  W.  J.  and  E.  H^  5$ 
jfVvmeUm,  a^^nts  for  Blair  and  Seddon  of  Manchester)  appeared  for  the 
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Appellants;  Jenkins^  K.C.,  Sebastian; w[A  A.  Grant  (instructed  by  Pritchard^ 
ifngUfield  A  Co.j  agents  lor  Earle^  Sons  A  Co.^  of  Manchester)  appeared  for  the 
Respondents. 

Cripps  K.C.  for  the  Appellants. — It  is  conceded  that  hair  and  Balata  beltings 
5  have  in  common  the  property  of  not  being  affected  by  the  weather.  The  name 
"  Lane  •*  or  "  Lanes  "  denotes  the  place  of  manufacture.  On  the  application  for 
an  interlocutory  injunction,  Mr.  Tinto  said  his  firm  had  never  dealt  in  their 
belting  as  "  Lanco "  belting,  but  always  as  "  Lanco  Balata  '•  belting.  At  the 
trial  he  said  it  had  been  sold  under  the  name  of  '^  Lanco  "  alone.    There  is  no 

10  reason  for  the  use  of  the  word  "  Lanco  '*  unless  to  deceive  purchasers.  The 
resemblance  between  the  two  beltings  is  in  the  name.  A  person  ordering 
**  Lane  '•  or  "  Lanco  "  belting  might  get  the  Defendants'  belting  thinking  that 
he  had  got  the  Plaintiffs',  and  distinctions  of  price  would  not  prevent  deception. 
The  Defendants  say  that  if  they  had  not  forgotten  all  about  the  ^*  Lancashire  " 

15  Company's  belting  they  would  not  have  used  a  name  so  near  ;  then,  when  the 
Plaintiflb  object,  they  say  they  have  spent  so  much  on  advertising  that  they 
are  unwilling  to  give  up  the  name  they  have  adopted.  The  case  has  been 
decided  by  the  wrong  test — that  of  the  probability  of  deception  of  the  expert, 
not  of  the  ordinary  ultimate  purchaser — and  undue  weight  has  been  put  upon 

20  the  distinction  between  hair  and  Balata.  Belting  is  used  for  agricultural 
purposes,  and  persons  not  profoundly  ignorant  would  be  liable  to  be  deceived. 
A  competent  user  would  know  there  was  a  "Lancashire,"  or  "Lanes'*  or 
"  Lanco  "  belting,  and  would  not  notice  the  distinction  of  the  plies.  Both  the 
beltings  are  good,  and  the   purchaser  would  not  care  which  he  got.    The 

25  manufacturers  might  be  perfectly  innocent  and  yet  deceive.  One  witness 
said  that  persons  buying  from  ironmongers  would  be  deceived.  It  is  not 
admitted    that    the    Plaintiffs'    goods    are    only    known    as    "Lancashire." 

[Barlow  v.  Johnson  (7  R.P.C.  395,  419),  and  Lever  v.  Goodwin  (4  R.P.C.  492  ; 
I.R.  36    CD.   1)  were    cited.]      The   Defendants'    belting    has    not   always 

30  been  ordered  as  "  Lanco  Balata  "  belting — the  word  "  Balata "  has  occasion, 
ally  been  omitted.  Why  do  the  Defendants  take  the  name  "  Lanco "  ? 
It  means  "  Lancashire " — the  "  o "  does  not  distinguish  it.  They  could 
have  no  object  except  to  connote  that  they  were  selling  the  well  known 
"  Lancashire  "  belting. 

35  Asthury  K.O.  followed.— First,  it  is  admitted  that  "  Lanco "  is  intended  to 
mean  "  Lancashire  " — it  is  a  diminutive.  No  one  would  know  that  the  last 
syllable  of  it  stood  for  "cotton."  Purchasers  would  not  distinguish  between 
"  Lanco,"  "  Lane,"  and  "  Lanes."  The  Defendants  want  to  sell  Balata  only,  and 
they  advertise  only  Balata ;  from  their  catalogue  no  one  could  suppose  their 

40  belting  to  be  the  Plaintiffs'.  But  the  middlemen  would  call  it  simply  **  Lanco  " 
belting.  If  one  is  trying  to  get  an  article  known  by  a  fancy  name,  one  uses 
a  short  name.  If  the  beltiffgiS' called^* Lanco'*  simply,  it  is  so  called  to 
deceive.  Secondly,  if  it  was  called  "  Lancashire  Balata  "  belting,  would  that 
be  allowable  ?    That  is  the  test.     The  Plaintiffs  have  never  made  any  Balata 

45  belting.  Any  belting  with  a  name  containing  the  word  "  Lancashire "  would 
connote  belting  made  by  the  Plaintiffs.  There  are  two  kinds  of  belting— one 
for  use  in  a  dry  atmosphere,  the  other  that  can  be  used  in  a  humid  atmosphere. 
"  Lanco  "  and  "  Lancashire "  belting  can  be  used  under  the  same  conditions. 
Many  users  would  not  cut  open  a  belt  to  see  what  it  was  made  of ;  and  the 

50  colour  would  be  no  indication.  These  users  would  know  the  character  of 
the  Plaintiffs'  belting  without  knowing  its  construction.  Why  should  the 
Defendants  want  to  go  on  calling  their  belting  "  Lanco "  ?  They  say  that, 
although  they  have  been  selling  it  for  a  year,  there  is  no  evidence  of  deception, 
and  therefore  there  is  no  probability  of  deception.    The  Plaintiffs  say  that  the 

55  name  is  reasonably  calculated  to  lead  to  deception. 
Counsel  for  the  Respondents  were  not  called  upon. 
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Reddaway  S  Co.  Ld.  v.  Irtuell  and  Eastern  Bubber  Company  lA 

Sir  OoRBLL  Barnes.— This  case  has  been  very  f  all j  argaed  for  the  AppeU 
lants,  but  it  seems  to  me  that  it  raises  no  question  of  law,  and  that  the  matter 
was  a  question  of  fact  for  the  learned  Judge.  I  think  that  his  judgment  was 
perfectly  right.  At  the  conclusion  he  said — "  Here  it  appears^to  me  that  there 
"  is  no  reasonable  probability  of  deception  of  any  kind.  I  think  that  their  " —  5 
that  is,  the  Defendants* — ^''action  was  fairly  meant,  and  I  do  not  think  it  will 
**  result  in  any  unfair  treatment  of  the  Plaintiffs.**  This  is  a  finding  with 
which  I  am  entirely  in  accord,  and,  therefore,  I  think  this  appeal  ought  to  be 
dismissed. 

Fabwbll  L.J. — I  entirely  agree.  The  only  thing  I  wish  to  say  is  that  I  IX) 
think  Mr.  Astbury  has  failed  on  the  first  point.  I  think  that  the  evidenoe  has 
not  proved,  nor  could  it  have  proved,  that  "  Lanco  **  is  the  same  thing  as 
"  Lancashire."  On  the  contrary,  the  evidence  shows  that  no  single  order  was 
given  as  ^*  Lanco."  The  witnesses  said  they  never  heard  '^  Lancashire  **  called 
'^  Lanco,**  and  I  think  they  never  did.  I,  therefore,  agree  that  the  appeal  should  15 
be  dismissed. 

Buckley  LJ. — I  am  of  the  same  opinion.  I  think  this  is  a  perfectly  plain 
case.  The  Plaintiffs,  if  they  are  to  succeed,  must  establish  first  that  the  word 
'^  Ijancashire  **  and  its  abbreviations  in  connection  with  belting  connote  the 
Plaintiffs*  goods.  And  that  would  not  be  enough  for  them — they  must  go  on  20 
to  say  that  such  a  word  as  ^'  Lanco  **  conveys,  among  other  ideas,  the  idea  that 
**  Lancashire  *'  connotes  the  Plaintiffs'  goods,  and  that  that  is  so  even  when  the 
word  ''  Lanco  **  is  used  with  a  qualitication,  as  it  is  in  this  Circular,  which 

flainly  shows  it  does  not  refer  to  the  Plaintiffs*  goods.    I  do  not  think  that  the 
laintiffs  have  discharged  the  onus  upon  them  in  this  case,  and  I  think  that  the  25 
appeal  fails. 

The  appeals  in  the  Action  and  on  the  Motion  were  dismissed  with  costs. 
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In  the  MaUer  of  the  Deutsche  Qold  A  SUber-Scheide  Anstalt  varm,' 
Bdssler^s  Application  for  a  Patent. 


Before  Thb  Solicitob-GbnbraL. 

November  9th  and  15th,  1906* 

In  the  Mattbr  of  the  Dbutschk  GJold  &  SiLbbr-Sohhidh  AnstalI* 

VORM.  ROSSLBR'S  APPLICATION  FOR  A   PATBNT* 

5      Application  by  a  foreign  Patentee  under  Section  103  of  the  Patents^  Ac.  Actf 
1883. — £kite  of  application. 

A  Oerman  Company  applied  in  this  country  for  a  Patent  on  t1ie4th  of  August 
IQOSy  asking  that  the  Patent  might  be  dated  the  13th  of  August  1904y  which  was 
the  date  of  their  Oerman  application.  The  Chief  Examiner ^  acting  for  the 
10  Comptrotler-Oeneraiy  decided  under  the  Patents  Act  1902  to  insert  in  the 
Applicants^  Specification  a  reference  to  a  Specification  which  was  accepted 
and  published  on  the  11th  of  May  1905  on  an  application  made  on  the  18th 
of  May  1904.    The  Applicants  appealed^ 

Held,  by  the  Law  Officer ^  that  the  Chief  Examiner's  decision  be  affirmed*, 

15  On  the  4th  of  Atignst  1905  the  Deutsche  Oold  A  Silber-Scheide  Anstalt  vorm. 
Rdssler  made  an  application  under  Section  103  of  the  Patents,  &c.  Act,  1883,  for 
a  Patent,  No.  16,012  of  1905,  for  the  invention  of  "Improved  manufacture  of 
'*  indigo  Leuco'bodies,*'  asking  that  the  Patent  might  have  the  date  of  the  I3th 
of  August  1904,  which  was  the  date  of  their  application  for  a  Patent  for  the 

20  invention  in  Germany* 

The  Examiner,  acting  under  Section  1  of  the  Patents,  &c.  Act,  1902,  reported 
that  the  invention  had  been  in  part  claimed  or  described  in  a  Specification,  filed 
in  pursuance  of  an  application,  No.  10,925  of  1904,  dated  the  12th  of  May  1904, 
which  Specification  was  accepted  and  published  on  the  11th  of  May  1905,  a 

25  Provisional  Specification  having  been  filed  on  the  12th  of  May  1904.  The 
Chief  Examiner,  acting  for  the  Comptroller* General,  decided  to  insert  in  the 
Applicants'  Specification  a  reference  in  the  prescribed  form  to  Specification  No» 
1(),925  of  1904  unless  the  Applicants'  Specification  were  suitably  amended. 
The  Applicants  appealed. 

30  A.  O.  Bloxam  appeared  as  agent  for  the  Appellants,  and  the  Chief  Examiner 
appeared  in  support  of  his  decision. 

Bloxam  contended  that  the  date  which  would  be  granted  as  the  date  of  the 
Applicants'  Patent,  viz.,  the  13th  of  August  1904,  ought  to  be  regarded  as  the 
date  of  tiie  application  for  the  Patent  in  this  country,  and  that  accordingly  a 

35  reference  to  Specification  No.  10,925  of  1904,  which  was  not  published  until  the 
11th  of  May  1905,  ought  not  to  be  inserted  in  the  Applicants'  Specification.  A 
decision  to  the  contrary  would  derogate  from  the  right  which  a  foreign  appli- 
cant has  under  Section  103  of  the  Patents  <&c.  Act,  1883  (as  amended  by  the 
Patents,  Ac.  Act,  1901)  to  delay  making  his  application  here  for  12  months  from 

iO  ^6  date  of  his  foreign  application. 

The  Chief  Examiner  contended  that  the  date  on  which  the  A  pplicants  filed  their 
application  in  this  country  ought  to  be  regarded  as  the  date  of  that  application. 
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In  the  Matter  of  the  Deutsche  Gold  <k  Silber-Seheids  AnstaU  varm. 
Rdssler'a  AppHeaiion  for  a  Patent. 

Sir  W.  ROBSON  S.O.—l  think  I  appreciate  all  the  points  which  Mr.  Bloxam 
has  put  to  me,  and  the  case  is  now  very  clear.  An  application  for  a  Patent  in 
relation  to  the  subject-matter  of  the  present  Applicants'  Patent  was  made  on 
the  12th  of  May  1904,  the  date  and  description  being  No.  10,925  of  1904.  On  the 
13th  of  August  1904  the  Applicants— the  present  Appellants— lodged  in  Germany  5 
an  application  for  a  Patent  upon  which  they  took  no  steps  in  England  until  the  4th 
of  August  1905,  when  they  made  their  application  to  the  English  Patent  Office.  But 
in  the  me^intime  the  Patentee  of  the  Patent  No.  10,925  had  filed  his  Complete 
Specification,  which  was  accepted  and  laid  open  to  public  inspection  on  the 
11th  of  May  1905 ;  and  when  the  Examiner  came  to  make  his  investigation  10 
under  the  Patents  Act  1902  into  the  Appellants'  application,  which,  of  course,*  he 
could  not  make  until  the  application  had  been  filed  in  England,  on  the  4th  of 
August  1905,  he  discovered  the  Complete  Specification  in  relation  to  the  same 
subject-matter,  which  had  been  published,  as  I  have  said,  on  the  11th  of  May  of 
that  year  following  the  Provisional  Specification,  which  was  long  antecedent  in  15 
date  to  the  present  Appellants'  application  either  in  England  or  abroad.  The 
Examiner  could  not  avoid  accepting  the  Complete  Specification  on  the  ante- 
cedent English  application  of  the  i2th  of  May  1904,  and  he,  therefore,  treated 
that,  and  I  think  quite  properly,  as  being  a  publication  antecedent  to  the 
application  made  to  the  English  Patent  Office  by  the  present  Appellants.  20 

The  sections  which  relate  to  the  matter  are  few,  and  I  think  are  fairly 
simple.  First  of  all  by  Subsection  1  of  Section  1  of  the  Patents  Act  of  1902  the 
Examiner's  duty  is  described.  Under  that  subsection  where  an  application  for 
a  Patent  has  been  made  the  Examiner  is  to  make  an  investigation  for  the 
purpose  of  ascertaining  whether  the  invention  claimed  has  been  wholly  or  in  25 
pan  described  in  any  Specification  published  before  the  date  of  the  application. 
Now  what  is  meant  there  by  the  date  of  the  application  ?  Mr.  Bloxam  says 
that  it  means,  in  relation  to  the  facts  of  the  present  case,  the  13th  of 
August  1904,  that  is  to  say  the  date  when  the  Appellants  lodged  their 
application  in  Germany.  But  it  cannot  mean  anything  of  the  kind.  It  30 
must  mean  the  date  of  the  application  to  the  English  Patent  Office.  That 
is  made  perfectly  clear  by  Section  5,  Subsection  1,  of  the  Act  of  1883, 
which  states  that  the  application  ^*must  be  left  or  sent  by  post  to  the 
"  Patent  Office  in  the  prescribed  manner";  so  that  the  word  "application" 
which  is  used  in  this  section  obviously  means  the  application  to  the  English  35 
P&tent  Office.  What  was  the  Examiner  to  do  ?  He  was  bound  to  investigate 
as  on  that  date  to  search  for  any  prior  Specification,  and  he  discovered, 
as  I  have  said,  this  Specification,  No.  10,925,  and,  finding  it  very  closely  similar 
to  the  present  Appellants'  he  decided  to  insert  a  reference.  He  said  that  in  his 
opinion  the  Appellants'  Specification  differed  from  the  Specification  cited  only  40 
in  a  slight  modification  of  the  process,  and  one  which  in  his  opinion  justified 
a  reference.  Why  should  not  a  reference  be  made  ?  Mr.  Bloxam^s  contention 
was  that,  on  the  true  construction  of  the  Section,  his  client's  application  was  of 
prior  date  to  the  English  application.  I  think  not.  The  Englidi  Patentee  was 
first  both  with  his  Provisional  Specification  and  with  his  Complete  Specification,  45 
and  I  think  the  Examiner's  action  has  been  correct.  Mr.  Bloxam  raises  a  great 
many  points  of  law  as  to  what  might  happen  in  certain  hypothetical  cases,  but 
those  hypothetical  cases  m^  not  this  case,  and  I  think,  therefore,  that  the  decision 
must  be  affirmed. 
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National  Gash  Register  Company  Ld.  t.  Theeman. 


I5  THH  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kbkbwich. 

March  14th  and  I5th,  1907. 

National  Cash  Register  Company  Ld.  v.  Thebman. 

5       Trade  Name. — Whether  name  used  by  Defendant  tvas  calculated  to  cause 
co^fxmon. — Alleged  representations  of  agency, — Actioyi  dismissed. — Evidence. 

F.  W.  T.,  who  had  been  agent  in  Cardiff  of  the  National  Cash  Register 
Company  Ld.,  upon  leaving  their  service^  commenced  business  as  the  Cash 
Register  Company  in  tlie  same  street,  and  by  his  notices  and  advertisements 

10  offered  to  sM  and  did  sell  {among  other  cash  registers)  National  Cash 
Registers.  The  National  Cash  Register  Company  Ld.  brought  an  action 
alleging  that  T.  had  by  certain  statements  and  acts  mads  representations  of 
agency  and  that  his  business  was  the  business  of  the  Plaintiff^  or  a  branch 
or  agency  of  the  Plaintiffs^  and  alleging  that  his  carrying  on  business  under 

15  HiB  title  of  the  Cash  Register  Company,  in  conjunction  unth  the  facts  alleged^ 
was  calculated  to  deceive  the  public^  and  claimed  an  injunction. 

Held,  that  the  Defendant  was  entitled  to  trade  as  the  Cash  Register  Company, 
and  thai  he  had  not  represented  himself  as  agent  or  his  business  as  the  business 
of  the  Plaintiffs  or  a  branch  or  agency  of  the  Plaintiffs.    Judgment  was  given 

20  for  the  Defendant  with  costs. 

3.  &  J.  Cash  Ld.  v.  Cash  {19  R.P.C.  181)^  discussed  and  distinguished. 

The  National  Cash  Register  Co.  (who  were  the  Plaintiffs  in  the  action)  were 

an  English  Company  carrying  on  the  sale  of  a  machine  manufactured  by  an 

American  Company  and  known  as  the  '^  National  Cash  Register.*'    By  a  contract 

25  dated  the  26th  June  1904,  they  appointed  F.  W.  Theeman  to  be  sales  agent 

for  the  sale  and  letting  on   hire  of  their  cash  registers,  in  the  part  of  South 

Wales  in  and  around  Cardiff,  upon  commission  terms  at  prices  fbced  from  time 

to  time  by  the  Plaintiffs  for  each  class  of  goods. 

By  the  agency  contract  Theeman  was  to  carry  on  business  at  94  St.  Mary 

30  Street,  Cardiff,  at  premises  rented  by  himself,  but  office  furniture,  fixtures, 

sample  machines,  show-cases,  and  other  articles  were  provided  by  the  Company 

at  a  rent.    The  contract  was  terminable  at  a  week's  notice. 

T?ieeman  continued  to  act  as  agent  for  the  Plaintiffs  until  the  2nd  of  January 

1906,  when  the  contract  was  determined  by  notice  from  the  Plaintiffs,  who  took 

35  oyer  their  stock  and  fixtures  then  remaining  in  bis  hands,  and  continued  by 

another  agent  to  carry  on  business  at  the  same  address  for  two  or  three  months, 

afterwards  removing  to  another  part  of  the  town. 

Upon  leaving  the  service  of  the  Plaintiffs,  Theeman  moved  to  No.  98  St. 
Mary  Street,  a  few  doors  from  the  premises  where  be  had  carried  on  business 

R  2 
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as  the  agent  of  the  Company,  and  began  to  carry  on  business  on  his  own  account 
as  the  Cash  Register  Company.  In  May  1906,  Theeman  issued  a  Circular  which 
was  as  follows  : — 

"  The  Cash  Register  Company, 

''  Bank  Buildings,  5 

"  98.  St.  Mary  Street, 

"  Cardiff,  Jfay  1«^,  1906. 
"  Notice  of  Removal. 
"  Dear  Sir, 

"  I  beg  to  inform  you  that  I  have  removed  from  94  St.  Mary  Street  (the  10 
'*  premises  having  now  been  acquired  by  the  South  Wales  Motor  Company) 
"  to  the  above  address,  where  I  will  continue  to  carry  on  the  Cash  Register 
^*  Business,  and,  as  I  have  terminated  my  connection  with  the  National  Company, 
'*  and  do  not  contribute  to  their  enormous  cost  of  advertising,  nor  do  I  employ 
"  a  representative  in  Cardiff,  I  am  in  a  position  to  offer  Cash  Registers  con-  15 
'*  siderably  below  advertised  prices,  which  must  prove  an  important  saving  to 
'^  an  intending  purchaser. 

"  My  lengthy  experience  and  the  attention  I  have  always  been  pleased  to 
*^  devote  to  devising  the  best  system  for  any  particular  business,  which  is  res- 
"  ponsible  for  my  unparalled  success  in  South  Wales,  enables  me  confidently  20 
"  to  look  forward  to  a  continuance  of  your  support. 

"  Yours  faithfully, 
(Signed)    "  jP.  W.  Theeman. 
"  Holder  of  the  National  Cash  Register  Company's  Qold  and  Diamond 
«  Medals,  1904  and  1906."  25 

Theeman  from  time  to  time  advertised  in  local  papers.  In  the  South  Wales 
Echo  of  May  the  2nd,  1906,  the  following  advertisement  appeared : — ^**  The 
Cash  Registej*  Co.^  of  98  St.  Mary  Street,  Cardiff,  has  absolutely  no  con- 
"  necdon  with  any  other  trading  in  Cash  Registers  in  Cardiff.  National  Cash 
**  Registers,  new,  latest,  improved  tape,  marble  slab,  20  per  cent,  off  advertised  30 
"  prices,  defying  competition. — Only  address,  98  St.  Mary  Street,  Cardiff." 

In  the  Evening  Express  and  Evening  Mail  of   May  the  4th  occurred  the 
following  :— "  The  Ca^h  Register  Company  of  98  St.  Mary  Street,  Cardiff,  has 
"  absolutely  no  connection  with  any  other  trading  in  Cash  Registers  in  Cardiff, 
*'*'  National  Cash  Registers  (new,  latest,  improved  tape,  marble  slab),  20  per  cent.  35 
*'  off  advertised  prices,  defying  competition. — Only  address,  98,  St.  Mary  Street." 

A  similar  advertisement  appeared  in  the  Western  Mail,  of  May  the  7tb. 

In  the  South  Wales  Echo,  of  July  the  24th,  the  two  following  advertise- 
ments appeared  below  each  other,  both  of  which,  it  was  alleged,  were  inserted 
by  Theeman : — *'  Cash  Register,  National,  used  by   Butcher,  cost  £100,  take  40 
u  £45.— B.  E.,  42,  *Echo,'  Cardiff." 

"  Cash  Registers,  like  other  machinery,  have  a  certain  life.  Why  buy  an 
"  obsolete,  discarded  and  probably  worn-out  machine,  when  the  Cash  Register 
«  Company  can  sell  you  a  new  National  Cash  Register  at  20  per  cent,  off  price 
**  list  ?  Having  no  connection  with  any  others  trading  in  cash  registers  in  45 
'*  Cardiff,  they  defy  competition.—Only  address,  the  Cash  Register  Company^ 
**  98  St.  Mary  Street." 

On  the  1st  of  August  1906,  the  Plaintiffs  commenced  an  action  against 
Theemany  claiming  an  injunction  to  restrain  the  Defendant,  his  servants  and 
agents  from  passing  off  or  attempting  to  pass  off  the  Defendant's  goods  as  or  50 
for  the  Plaintiffs'  goods,  and  in  particular  from  advertising  or  offering  for  sale 
or  selling  any  cash  register  not  of  the  Plaintiffs'  manufacture  by  means  of 
the  use  of  the  title  *'  National  Cash  Register,"  and  also  from  carrying  on  the 
business  of  manufacturing  or  selling  cash  registers  under  the  title  of  the  Cash 
Register  Company  or  under  any  similar  title,  without  clearly  distinguishing  55 
such  business  from  the  Plaintiffs*  business,  or  from  publishing  advertisements 
or  issuing  Circulars  in  the  name  of  the  Cash  Register  Company  without  clearly 
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distinguishing  therein  the  Defendant's  business  from  the  PlaintiflFs'  business, 
and  from  otherwise  representing  in  any  way  that  the  Defendant's  business  was 
the  business  or  a  branch  or  agency  of  the  business  of  the  Plaintiffs. 

The  matter  came  on  upon  a  Motion  by  the  Plaintiffs  on  the  9th  of  August  190ii, 
5  when  the  Defendant  denied  passing  off  cash  registers,  not  manufactured  by  the 
Plaintiffs,  as  or  for  those  of  the  Plaintiffs,  and  upon  his  undertaking  not  to 
carry  on  the  business  of  manufacturing  or  selling  cash  registers  under  the  title 
of  the  Cash  Register  Company,  or  under  any  similar  title  without  clearly 
distinguishing  his  business  from  that  of  the  Plaintiffs,  it  was  ordered  that  he, 

10  his  servants  and  agents  should  be  restrained  until  judgment  or  further  order 
from  advertising  or  selling  or  offering  for  sale  as  National  Cash  Registers  any 
cash  registers  not  manufactured  or  sold  by  the  Plaintiffs 

By  their  Statement  of  Claim,  as  originally  delivered,  the  Plaintiffs  alleged 
that  the  Defendant  was  manufacturing  and  selling  cash  registers  and   had 

15  attempted  and  was  attempting  to  pass  off  his  goods  as  the  Plaintiffs'  goods, 
but  before  the  date  of  trial  this  allegation  was  struck  out  and  the  Claim  to 
restrain  the  Defendant  from  passing  off,  upon  which  the  int-erlocutory  injunction 
granted  on  the  Motion  had  been  based,  was  abandoned. 

Paragraph  6  of  the  Statement  of  Claim ,  as  finally  delivered,  read  as  follows  : — 

20  **  In  particular  the  Defendant  so  commenced  and  has  since  carried  on  his  said 
**  business  under  the  name  of  the  Cash  Register  Company ^  a  name  which,  in 
"  conjunction  with  the  facts  hereinafter  stated,  is  calculated  to  deceive  the 
"  public,  and  has  in  fact  deceived  members  of  the  public,  into  the  belief  that 
''  the  Defendant's  business  is  the  same  as  the  Plaintiffs'  business  or  a  branch  or 

25  "  agency  thereof." 

Besides  alleging  the  facts  set  out  above  as  to  the  Defendant's  conduct  of  his 
business,  the  Plaintiffs  alleged  that  they  had  only  one  price  for  their  goods,  and 
that  they  never  sold  below  that  price,  and  their  agents  were  forbidden  to  sell  a 
National  Cash  Register  below  the  list  prices  fixed,  and  also  that  the  Defendant 

30  had  not,  since  the  2nd  of  January  1906,  had  in  his  possession  or  under  his  control 
any  cash  registers  of  the  Plaintiffs'  manufacture.  The  only  injunction  claimed 
was  an  injunction  "  restraining  the  Defendant,  his  servants  and  agents  from 
''  carrying  on  the  business  of  selling  cash  registers  under  the  title  of  the  Cash 
"  Register  Company  or  under  any  similar  title  without  clearly  distinguishing  such 

35  "  business  from  the  Plaintiffs'  business,  and  from  publishing  advertisements  or 
**  issuing  Circulars  in  the  name  of  the  Cash  Register  Company  without  clearly 
**  distinguishing  therein  the  Defendant's  business  from  the  Plaintiffs'  business 
**'  and  from  thereby  or  otherwise  representing  that  the  Defendant's  business  is 
''  the  business  or  a  branch  or  agency  of  the  business  of  the  Plaintiffs." 

40  The  Defendant  by  his  Defence  admitted  that  the  name  '^National  Cash 
**  Registers"  was  a  trade  term  exclusively  identified  in  the  trade  and  with  the 
public  with  cash  registers  of  the  Plaintiffs'  manufacture,  but  alleged  that  there 
were  several  other  kinds  of  cash  registers  upon  the  market.  It  was  not 
admitted  that  the  Plaintiffs  had  only  one  price  for  their  goods,  or  that  they  never 

45  sold  below  that  price,  or  that  the  Defendant  had  not,  since  the  2nd  of  January 
1906,  had  any  cash  registers  of  the  Plaintiffs'  manufacture  in  his  possession 
or  under  his  control.  The  Defendant  alleged  that  his  business  was  that  of  a 
dealer  in  cash  registers,  and  that  in  the  course  of  such  business  he  had  bought 
cash  registers  of  the  Plaintiffs'  manufacture  in  the  open  market,  and  at  a 

50  price  less  than  that  fixed  by  their  current  price  lists.  The  Defendant  further 
denied  that  he  had  in  any  way  represented  that  bis  business  was  that  of  the 
FlaintifEB  and,  in  general,  that  his  acts  or  style  of  business  were  calculated  in 
any  way  to  deceive  the  public  into  a  belief  that  his  business  -was  that  of  the 
Plaintiffs  or  a  branch  or  agency  thereof. 

55      The  action  came  on  for  trial  on  the  14th  of  March  1907  before  Kbkbwioh  J. 

Jessel  K.C.  and  Dighton  PoUock  (instructed  by  Beardall  &  Co.)  appeared  for 

^e  Plaintiffs ;  P.  O,  Lc^wrence  K.C.  ?ttid  A*  Jhmham  (instructed  by  Smithy 
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Rundell  &  Dods,  agents  for  Lewis  Morgan  Jk  Box,  of  Cardiff)  appeared  for 
the  Defendant. 

Jeasel  E.G.,  in  opening  the  case,  stated  that  the  Plaintiffs*  objections  to  the 
conduct  of  the  Defendant  were  based  on  the  fact  that  he  was  carrying  on 
business  as  the  Cash  Register  Company,  taken  in  conjunction  with  other  facte.  5 
In  the  first  place  the  Defendant  was  representing  that  he  could  sell  new 
National  Cash  Registers  below  Catalogue  price,  which  was  impossible,  as  the 
Plaintiffs  were  the  sole    importers   and   never  sold  below  a  certain  price. 
[Kbkewigh  J. — Suppose  a  man  says  he  can  sell  a  certain  brand  of  champagne  at 
75/-  a  doz.,  when  it  cannot  be  sold  below  80/-  a  doz.    If  he  cannot  do  it,  what  10 
damage  does  the  shipper  suffer  ?]     In  our  case  this  means  that  he  holds  himself 
out  as  an  agent,  because  sale  can  only  be  through  agents.    [Kbkbwioh  J. — But 
there  is  no  legal  wrong  in  merely  saying  that  he  sells  if  he  does  not.]    In  the 
second  place,  the  Defendant  by  his  statements  and  actions  had  led  persons  to 
believe  that  he  was  an  agent  of  the  Plaintiff  Company,  and  any  representation  15 
of  agency  was  actionable. 

On  behalf  of  the  Plaintiffs,  D.  M.  Evans,  manager  of  the  Order  and  Shipping 
Department  of  the  Plaintiffs*  business,  deposed  that  National  Cash  Registers 
were  manufactured  solely  and  exclusively  by  the  National  Cash  Register 
Company  Ld.,  of  Dayton,  Ohio,  U.S.A.,  and  sent  only  to  the  Plaintiffs  in  80 
this  country.  A  record  was  kept  in  the  London  office  of  the  Company  of  the 
registers  imported,  the  identification  number  of  each,  and  the  agent  or 
customer  to  which  each  went.  New  National  Cash  Registers  were  never  sold 
below  the  list  prices  to  customers,  and  were  unobtainable  at  anything  sub- 
stantially under  those  prices  except  by  the  authorised  agents  of  the  Company.  25 
Returned  hired  machines  were  sold  as  new  if  in  new  condition,  being  otherwise 
sold  as  second-hand,  but  machines  once  sold  outright  to  customers  were  never 
taken  back  by  the  Company  on  any  terms,  and  orders  to  this  effect  had  been  given 
to  their  agents.  The  severance  of  connection  between  the  Plaintiffs  and  the 
Defendant  was  advertised  in  the  Western  Mail  for  a  week,  and  on  the  15th  80 
6f  January  1906,  the  customers  of  the  Plaintiffs  in  Cardiff  were  circularised  to 
the  same  effect.  It  was  admitted  by  this  and  other  witnesses  that  there  were 
other  Cash  Registers  on  the  market  besides  the  National  Cash  Register, 
though  it  was  claimed  that  they  were,  for  the  most  part,  in  reality  cash  tills 
which  did  not  register  in  view  of  the  customer  the  amount  paid  by  him.  35 

Evidence  was  given  by  the  following  witnesses,  who  had  had  business  relations 
with  the  Defendant  during  the  time  that  he  traded  as  the  Cash  Register  Com- 
pany. —  W,  B,  George,  R.  Gldham,  E.  H.  Sheppard,  O.  2\  Bennett,  A.  Llewellyn, 
P,  Dairies^  E,  C.  Powell  and  Bessie  Russer,  licensed  victuallers  in  or  hear 

*  Cardiff ;  O.  R.  Birch,  brewer's  manager ;  and  Annie  Collins^  furniture  dealer's  40 

'  assistant.  The  evidence  of  these  witnesses  was  chiefly  directed  to  attempting  to 
prove  that  the  conduct  of  the  Defendant  had  led  thsm  to  believe  that  he  was  still 
connected  with  the  Plaintiffs.    The  allegations  made  were  chiefly,  to  the  effect 

'  that  the  Defendant  had  said  that  he  was  able  to  sell  National  Cash  Registers  at 
less  than  the  ordinary  prices,  and  had  in  one  or  two  instances  actually  done 'SD,  45 
these  being  really  second-hand  machines,  or  at  least  machines  which  had  been 
bought  from  customers  of  the  Plaintiff  Company,  who  no  longer  needed  them. 
In  other  instances,  confusion  was  alleged  to  have  been  caused  by  the  Defendant 
exeeuting*repair8  to  machines  previously  aold  by  him  as  agent  of  the  Plaintiffs 
without  stating  that  he  had  left  their  service,  and  by  tlu*ee  witnessea  it  was '50 

'  stated  that  the  Defendant  had  spacxfically  in  two  conversations  claimed  to 

-•Ibe  the-  agenf-of  th^:National-i)as?i:  J^ister.C(mpanyA^ 

"  of  his  agency.' ^  '. '     "  "  '.  .  ~     ;     •..':.    ;   v.-.:  -  .-  ;•      ;•    •     .  v      "  ••. 

Wm.  Thorpe,  the  agent  of  the  Plaintiff  Company,  who  had  succeeded  tke 

•  Defendant  in  the  agency  for  the  Cardiff  district,  deposed  that  great  trouble  and  55 
loss  had  been  caused  to  his  business  by  customers  saying  they  objected  to  buy 

'  from  the  Plaintiff  Company  when  they  could  get  machines  cheaper  elsewhere.  . 
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In  the  course  of  the  case,  evidence  was  tendered  on  behalf  of  the  Plaintiff 

Company  that  persons  had    mistaken  the   Gc^h  Register  Gompany  for  the 

National    Gash    Register    Gompany  Ld.      His  Lordship    refused  to  admit 

any  such  evidence,  intimating  that  it  would  be  useless  to  do  so  as  he  should  not 

5  be  influenced  thereby. 

The  Defendant  gave  evidence  in  person  to  the  effect  that  he  had  never  tried 
to  cause  any  confusion  between  his  business  and  that  of  the  Plaintiffs,  but  had 
done  all  in  his  power  by  cards,  circulars  and  advertisements  to  differentiate  the 
two.      He  denied  all  conversations  in  which  he  was  represented   to  have 

10  explicitly  claimed  to  be  an  agent  of  the  Plaintiff  Company  when  it  was  no 
longer  true,  and  disclaimed  any  intention  of  creating  a  wrong  impression  by 
any  of  his  dealings  with  customers,  such  as  was  alleged  by  the  witnesses  for 
the  Plaintiffs.  He  alleged  that  such  cash  registers  as  he  sold  as  new  were  in 
new  condition  and  would  have  been  sold  as  new  by  the  Plaintiff  Company  in  a 

15  similar  condition. 

Jessel  K.C.,  for  the  Plaintiffs. — The  conduct  of  the  Defendant  was  such  as 
to  induce  persona  to  think  that  he  was  the  Natumal  Gash  Register  Gompany 
Ld,  He  used  the  word  "  National "  in  his  letters,  and  his  conduct  was 
otherwise  full  of  suspicion.    To  take  a  title  so  near  that  of  the  Plaintiffs  as 

20  the  Gash  Register  Gompany^  was  of  itself  unwarrantable,  and  an  act  which, 
taken  in  conjunction  with  the  other  acts  of  the  Defendant,  was  sore  to  lead  to 
confusion.  He  moved  to  an  address  a  few  doors  off  from  that  where  he  had 
carried  on  business  as  the  Plaintiffs'  agent,  and  held  himself  out  as  able  to  supply 
new  National  Cash  Registers,  and,  at  the  best,  in  his  dealing  with  customers 

25  took  no  care  to  avoid  confusion  with  the  Plaintiffs.  The  whole  course  of 
business  of  the  Defendant  was  a  representation  of  agency  and  actionable  as 
such.  This  was  so  to  the  Defendant's  own  knowledge,  because  the  course  of 
business  of  the  Plaintiff  Company  was  such  that  a  representation  that  he  was 
in  a  position  to  supply  new  National  Cash  Registers  implied  that  he  held  an 

30  agency,  since  none  but  agents  could  supply  such  machines.  He  thereby 
obtained  custom  which  should  have  gone  to  the  Plaintiffs.  Even  more  harm 
was  caused  to  the  reputation  of  the  Plaintiff  Company  by  the  Defendant 
supplying  old  machines  as  new,  and,  whenever  anything  went  wrong,  leaving 
the  discredit  to  be  borne  by  the  Plaintiffs,  whose  agent  he  had  held  himself 

35  out  to  be.     The  injunction  claimed    by    the  Statement  of  Claim  was  the 
appropriate  remedy  for  the  state  of  facts  disclosed  by  the  evidence. 
Counsel  for  the  Defendant  were  not  called  upon. 

Kbkbwigh  J. — The  Plaintiffs'  case,  in  my  opinion,  has  entirely  broken 
down.    What  is  the  case  ?    This  is  not  quite  so  easy  a  question  to  answer  as  at 

40  first  siffht  appears.    It  frequently  happens  that  where  there  is  inherent  weakness 
in  a  plaintiff's  case  the  Pleader,  in  framing,  it,  and  Counsel  at  the  Bar  in  opening 
it,- find  some  difficulty  in  formulating  the  real  points  which  arise  for  the. 
consideration  of  the  Court,  and  that  has  occurred  here.     It  is  unfortunate, 
particularly  if  the  Court  wishes  to  know  exactly  what  has  to  be  decided  :  but  it 

46  is  an  accident  which,  in  a  weak  case,  cannot  always  be  avoided. 

I  am  asked  to  consider  whether  the  Defendant  is  doing  wrong  in  carry- 
ing on  business  under  the  name  of  the  Gash  Register  Gompany  without 
more.  The  sixth  paragraph  of  the  Statement  of  Claim  pleads  distinctly  that 
ha  is — ^Mn  particular  the' Defendant  so  commenced  aaid  has  since  carried  on 

50  **  his  said  business  under  the  name  of  the  Gash  Register  Gompany  a  name 
*'  which,  in  conjunction  with  the  facts  hereinafter  stated,  is  calculated  todeceive^ 
"  the  public  and  has  in  fact  deceived  members  of  the  public  into  the  belief  that 
*^  the  Defendant's  business  i»  the  same  as  the  Plaintiffs'  business  or  a  branch  or 
*^  agency  thereof."    When  I  turn  to  the  Claim  I  find  that  no  relief  of  that  kind 

55  is  asked.  The  greater  part  of  the.  amended  Claim,  to  which  I  have  already 
referred,  and  of  which  I  will  say  a  few  words  presently,  avoids  that  simple 
statement  of  the  Plaintiffs^  case,  and  the  rest^  the  last  three  lines,  which  I. must 
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also  deal  with  separately,  takes  np  an  entirely  different  line.  It  may  be  that 
the  Pleader  intended  to  slip  in  something  of  this  kind  under  the  word 
"  thereby  "  in  the  last  line  but  two  of  the  Claim  :  but  he  will  excuse  my  saying 
that  after  diligent  search  I  have  been  unable  to  find  any  antecedent  for 
**  thereby,"  and  I  am  quite  unable  now  to  say  or  to  surmise  what  is  suggested  by  5 
^'  thereby  or  otherwise  representing  that  the  Defendant's  business  is  the  business 
"  or  a  branch  or  agency  of  the  business  of  the  Plaintiffs."  Therefore  I  take  it 
that  the  point  which  is  raised  by  paragraph  6  is  not  made  part  of  the  Claim. 
But  evidence  has  been  tendered  in  support  of  it  and  not  rejected  on  the  ground 
that  the  point  was  not  pleaded.  It  was  rejected  on  the  ground  that  such  10 
evidence  would  be  useless,  and,  as  Mr.  Jeasel  on  the  Plaintiffs'  behalf  asked  me 
to  take  a  note  that  he  tendered  the  evidence  and  I  did  so.  It  is  as  well  that  I 
should  repeat  my  view  about  that.  The  Plaintiffs'  full  title  is  the  NcUional 
Cash  Register  Cotnpany  Ld.  1  will  not  say  anything  about  the 
"Limited,"  it  is  National  Cash  Registe7^  Company.  The  Defendant  carries  15 
on  business  as  the  Cash  Register  Company.  Is  there  any  reason,  simply  from 
the  similarity  of  names,  why  he  should  not  ?  I  can  see  none.  No  doubt  the 
word  "  Cash  "  and  the  word  **  Register  "  occurs  in  both  titles,  and  that  may 
have  suggested  to  an  imaginative  mind  that  there  was  a  similarity  between  the 
two  titles,  but  to  my  mind  that  is  an  entire  misconception.  The  words  "  Cash  20 
"  Register,"  although  they  are  inserted  here  as  two  words,  and  are  two  words 
for  the  present  purpose,  are  really  one  word  connected  by  a  hyphen.  The  business 
of  the  Plaintiff  Company,  and  the  business  of  the  Defendant  also,  is  to  sell  cash 
registers,  and  I  know  of  no  reason  at  all  why  a  man  who  desires  to  set  up 
business  as  a  vendor  of  cash  registers  should  not  call  himself  a  vendor  of  cash  25 
registers,  or,  if  he  pleases.  Cash  Register  Company,  simply  because  some 
other  body,  person  or  Company  is  already  carrying  on  business  as  the  National 
Cash  Register  Company.  I  should  have  thought  that  the  word  "National" 
alone  was  sufl&cient  distinction,  that  is  to  say,  the  omission  of  it  in  the  second 
title ;  but  when  you  combine  that  with  the  fact  that  the  words  are  descriptive  30 
of  the  business  carried  on,  and  properly  descriptive,  it  seems  to  me  that  this 
notion  of  deceit  and  impropriety  falls  to  the  ground  altogether. 

But  it  is  said  that  what  might  have  been  innocent  becomes  otherwise  by 
reason  of  the  circumstances  under  which  the  business  was  carried  on.  That 
has  been  argued  at  the  Bar,  and  it  is  suggested  in  paragraph  6  of  the  Statement  35 
of  Claim  to  which  I  have  referred — "  a  name  which,  in  conjunction  with  the 
"  facts  hereinafter  stated,  is  calculated  to  deceive  the  public."  Now  what  are  the 
facts  ?  The  Defendant  was  formerly  the  agent  of  the  Plaintiffs,  and  he  proposes 
to  carry  on  this  business,  which  I  now  assume  would,  but  for  the  facts,  be 
unobjectionable,  in  the  same  street  where  he  formerly  carried  on  the  business  of  40 
the  Plaintiffs,  and  within  a  few  doors.  He  carries  it  on  within  a  few  doors, 
and  there  he  sells,  or  purports  to  sell,  the  same  goods  as  he  used  to  sell  when 
he  was  agent  of  the  Company.  To  my  mind  that  can  make  no  difference.  I 
cannot  see  that  those  facts  introduce  any  real  difficuliy  in  the  case.  Either  he 
is  or  he  is  not  entitled  to  carry  on  business  as  the  Cash  Register  Company^  45 
and  if  he  is,  if  there  is  no  deception  in  the  names  and  no  reasonable  prospect  of 
confusion,  then  I  cannot  see  why  he  should  not  carry  on  business  next  door, 
or  anywhere  else. 

Then  evidence  is  tendered  to  show  that  people  have  been  deceived.  Well, 
some  people  would  be  deceived  by  anything,  and  I  take  it  for  granted  (Mr.  50 
Lawrence  did  not  make  the  admission,  as  is  sometimes  done  in  these  cases, 
about  useless  evidence)  and  I  have  no  doubt  that  you  might  produce  several 
persons  to  say  that  they  thought  the  Cash  Register  Company—the  business  of  the 
Defendant— was  the  same  as  the  National  Cash  Register  Company.  Really  the 
Courts  do  not  sit  to  prevent  such  folly  as  that.  There  was  a  good  deal  said  in  some  55 
former  cases  about  the  unwary  purchaser :  but  after  a  while  Judges  saw  that  that 
principle  might  lead  to  great  injustice,  and  that  the  old  woman  who,  perhaps,  has 
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not  very  good  sight  and  is  deceived  by  some  little  similarity  of  words  on  a  box  of 
pills,  or  something  of  that  kind,  is  not  to  be  protected.  So  long  as  there  is  no 
element  of  deception  in  the  vendor,  and  no  real  element  of  deception  in  the  title 
of  the  business  which  is  advertised,  or  anything  of  that  kind,  there  is  no  reason 
5  for  the  Court  to  interfere.  I  must  say  I  should  be  bound  to  reject  the  evidence 
of  a  person  who  said  that  he  or  she  thought  the  Cash  Register  Comjjany 
was  the  same  as  the  National  Cash  Register  Company.  I  should  think,  if 
such  evidence  was  given  by  an  apparently  intelligent  person,  that  there  was 
some  explanation  which  I  could  not  fathom,  but  personally  I  should  not  give 

10  any  weight  to  it.    Therefore  I  get  rid  of  that. 

I  come  now  to  what  really  is  asked,  and,  as  I  have  already  explained,  I  think 
this  first  part — the  greater  part— of  the  Plaintiffs'  Claim,  is  founded  on  miscon- 
ception. It  certainly  is,  if  my  view  is  right,  that  there  is  no  harm  in  the 
Defendant  or    anybody    else  carrying    on    business   as   the    Cash    Register 

1.^  Company.  If  there  is  a  similarity,  and  if  from  circumstances  there  is  a 
reasonable  chance  of  confusion,  then  it  may  be  that  a  tradesman  is  bound  to 
to  take  unusual  care  to  distinguish  his  business  from  the  other  business.  That 
could  really  only  arise  where  a  man  is  carrying  on  his  business  in  his  own 
name  and  his  own  name  differs  very  slightly,  or  perhaps  not  at  all,  from  the 

20  name  of  another  person  carrying  on  the  same  trade  or  business,  as  in  the  case 
of  Cashes  Frilling^*  which  went  to  the  Court  of  Appeal,  where  the  form  of 
Order  was  very  carefully  thought  out.  There  a  man  was  carrying  on  his 
business  in  the  name  of  CasJi,  and  nobody  said — certainly  I  did  not  when  the 
case  first  came  before  me — that  he  was  not  entitled  to  carry  on  his  business  in 

25  that  way,  but  he  was  not  to.  deceive  persons  into  thinking  that  he  was  connected 
with  J.  A  J.  Cash.  The  form  of  Order  which  was  adopted  by  the  Court  of 
Appeal,  which  was  a  great  improvement  upon  mine — ^although  we  all  meant  the 
same  thing — was  that  this  man  was  not  to  carry  on  his  business  without  clearly 
distinguishing  his  business  from  the  plaintiffs'  business.    But  is  the  Defendant 

30  here  under  any  duty  to  do  anything  of  the  kind  ?  It  seems  to  me  that  he  is 
not,  because  there  is  no  reasonable  ground  for  confusion.  In  the  first  instance 
of  course  he  must  not  hold  himself  out  as  carrying  on  the  business  of  the 
Plaintiff  Company.  That  is  sought  to  be  prevented,  and  to  that  the  latter  part  of 
the  Claim,  to  which  I  will  come  presently,  is  devoted.     But  the  rule  that  he 

35  must  not  hold  himself  out  and  represent  himself  as  carrying  on  the  business  of 
another,  is  quite  different  from  the  rule  that  he  is  to  take  pains  to  distinguish 
his  business  from  another.  One  is  a  positive  offence  by  the  tradesman,  but  the 
other  is  only  an  obligation  arising  out  of  a  duty,  and  the  duty  does  not  arise 
until  you  have  seen  that  there  is  either  some  similarity  inherent  in  the  words 

40  themselves,  or  that  there  are  some  circumstances  which  render  it  necessary 
that  extraordinary  precautions  should  be  taken.  However,  it  seems  to  me  that 
so  far  the  Plaintiffs'  Claim  may  be  dismissed. 

But  the  last  three  lines  raise  a  very  serious  question.  Omitting  '^  thereby  or 
**  otherwise  "  —and  the  words  "  or  otherwise  "  are  not  wanted  if  '*  thereby  "  has 

45  no  meaning,  which,  as  it  seems  to  me,  it  has  not — the  Plaintiffs  seek  to  restrain 
the  Defendant  from  representing  that  the  Defendant's  business  is  the  business, 
or  a  branch  or  agency  of  the  business,  of  the  Plaintiffs. 

In  opening  the  case  Counsel  said  a  good  deal  about  selling  goods  at  a  lower 
price  than  the  Plaintiffs,  and  a  good  deal  was  made  of  that    I  am  perfectly 

50  unable  to  understand  to  what  point  those  allusions  went,  and  I  only  mention 
thom  now  to  say  that  I  dismiss  them.  If  the  Defendant  is  entitled  to  carry  on 
business  at  all,  that  is  to  say,  as  the  vendor  of  cash  registers,  whether  they  are 
the  National  Cash  Registers  or  any  other  cash  registers,  he  is  clearly  entitled, 
in  the  absence  of  contract  to  the  contrary,  to  sell  them  at  any  price  which  he 
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thinks  is  remunerative,  or  even,  if  he  pleases,  to  sell  them  at  a  price  which  is 
not  remunerative.  That  does  not  enter  into  the  question  at  all,  although  some- 
thing is  made  of  it.  Of  course,  if  the  Plaintiffs  succeeded,  and  asked  for 
damages,  then  the  fact  that  he  was  selling  at  a  low  price  might  aggravate  the 
damages.  But  the  whole  gist  of  this  is  a  representation  that  the  Defendant's  5 
business  is  the  business  or  a  branch  or  agency  of  the  Plaintiffs'. 

I  will  deal  with  the  last  allegation  first.  Has  he  represented  himself  to  be  an 
agent  of  the  Plaintiffs  ?  That  rests  entirely  on  two  statements— I  think  only 
two,  but  there  may  be  three — that  he  had  not  left  the  Plaintiffs'  firm  when  in  fact 
he  had.  The  Defendant  in  the  witness-box  denied  that  he  ever  used  that  10 
language,  and  I  believe  him  rather  than  those  who,  endeavouring  to  remember 
what  took  place  some  time  ago  and  conversations  which  were  of  no  very  great 
importance  to  them  at  the  time,  have  said  to  the  contrary.  All  the  surrounding 
facts  seem  to  me  to  show  that  it  was  highly  improbable  that  the  Defendant  could 
have  done  anything  of  the  kind ;  it  would  have  been  really  destructive  of  his  15 
position,  or  inconsistent  with  it,  at  any  rate  ;  and  taking  it  as  a  mere  question  of 
evidence,  I  do  not  believe  that  he  has  ever  stated  that  he  himself  was  an  agent 
of  the  Plaintiffs  since  he  severed  his  connection  with  them  in  January  1906. 
Then  that  throws  me  back  upon  this  : — has  he  represented  that  the  Defendant's 
business  is  the  business  or  a  branch  or  agency  of  the  Plaintiffs'  ?  There  again  20 
I  have  a  certain  amount  of  evidence  to  deal  with  which  I  have  listened  to  very 
carefully,  and  I  have  watched  the  witnesses  very  carefully  ;  and  I  am  not  at  all 
satisfied  with  the  Plaintiffs'  witnesses.  I  will  say  a  very  few  words  about  them, 
because  I  think  it  is  quite  unnecessary  to  go  into  details.  A  very  important 
witness  was  George.  I  came  to  the  conclusion  before  the  end  of  his  examination  25 
that  he  was  not  a  witness  to  be  trusted.  That  was  my  impression  at  the  time, 
and  I  made  a  note  of  it  on  my  Notes,  and  I  remain  of  that  opinion  still.  I 
should  not  act  upon  his  evidence.  Then  there  are  two  others,  Llewellyn  and 
Bennett,  who  were  directly  contradicted  by  the  Defendant's  evidence.  I 
thought  when  they  were  giving  their  evidence  that  they  were  of  very  doubtful  30 
credit :  I  need  not  say  more.  The  Defendant  contradicts  them,  and  I  believe 
him  rather  than  them.  I  do  not  think  I  can  attribute  much  importance  to 
Birch.  The  Defendant  has  denied  what  he  alleges ;  as  also  with  regard  to 
Sheppardy  and  again  I  think  that  I  have  every  reason  to  believe  the  Defendant 
rather  than  the  others.  I  am  not  treating  those  witnesses  as  having  inten-  35 
tionally  told  me  what  is  untrue,  but  I  do  not  think  that  it  would  be  safe 
to  rely  upon  their  evidence ;  they  are  witnesses  who  were  trying  to  recall,  or 
professed  at  any  rate  to  recall,  what  took  place  some  little  time  ago  about 
matters  which  really  did  not  concern  them  very  much.  The  Defendant  on  the 
other  hand  is  quite  positive,  and  what  is  much  more  important  in  contrasting  40 
them  is  that  in  his  case,  as  I  have  already  said,  his  view  of  the  facts  entirely 
accords  with  the  documents  throughout.  He  had  no  difficulty  in  giving  notice 
that*  he  had  removed.  The  Plaintiffs  quarrel  with  the  form  of  the  notice  of 
removal ;  I  do  not  know  why  ;  it  seems  to  me  to  be  perfectly  straightforward. 
He  has  advertised  his  own  business  in  a  perfectly  straightforward  way ;  he*  45 
said  he  was  prepared  to  sell  the  National  Cash  Registers,  and  that  is  what  he 
has  advertised  himself  as  prepared  to  do^  and  although  it  happens — and  Mr. 
Jessel  has  made  the  most  of  it — that  he  has  not  beenabte  to  get  many  of  them 
to  sell,  that  makes  no  great  difference  ;  he  bias  put  himself  forward,  as  it  seems 
to  me,  in  every  possible  way  as  the  rival  of  the  Plaintiffs  in  Cardiff ;  and  I  50 
suppose  it  is  because  he  is  a  successful,  or,  at  any  rate,  possibly  successful,  rival 
of  the  Plaintiffs,  that  they  have  brought  this  action.  That  is  his  conduct,  and 
it  is  inconsistent,  as  it  seems  to  me,  with  the  line  which  he  has  taken  up 
throughout  to  suggest  that  he  wishes  to  make  himself  out  as  being  in  any  way 
still  attached  to  the  Plaintiffs.  .    .  55 

This  last  Claim  is,  as  I  say,  a  serious  one,  and  if  it  had  been  substantiated,  it 
would  have  justified  and  compelled  the  Court  to  grant  the  Plaintiffs  relief,  but 
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like  the  reat  of  it  to  my  mind,  it  breaks  down,  and  the  Plaintifffl  have  established 
no  case  whatever. 

There  will  be  judgment  for  the  Defendant  with  costs. 

Lawrence^  K.C. — ^In  addition  to  the  judgment  your  Lordship  has  given,  I  ask 
^  for  an  Inquiry  on  the  undertaking  as  to  damages  given  on  the  Interlocutory 
Motion. 

Kbkewigh,  J. — Yes,  you  are  entitled  to  that ;  reserving  the  costs. 


In  thk  High  Court  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Warrington. 

10  February  20th  and  2l8t,  1907. 

Bbston  v.  Watts. 

Patent. — Action  for  infringement — Sufficiency  of  Specification.— Invention 
sufficiently  distinguished, — Infringement, — Patent  held  valid, --Judgment  f(/r 
Plaintiff. — Inquiry  as  to  damages  and  delivery  up  stayed. 

15  In  1897  a  Patent  was  granted  to  B.  for  a  machine  for  stropping  razors.  The 
Patentee  claimed : — "  1st.  A  machine  for  stropping  razors  consisting  of  a  recipro- 
"  eating  flexible  strojt  led  around  a  pulley  or  tlie  Wee  a  razor  holder  pivotted 
"  and  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by  means  of  the  said 
"  strop  so  as  to  present  the  edges  of  the  razor  alterncUely  to  the  strop  during  the 

20  "  reciprocating  motion  of  the  said  strop  substantially  as  described.''^  B.  brought 
an  a^ion  against  W.  for  infringement  of  the  Patent.  The  Defendant  among 
other  anticipations  relied  on  the  previous  Specification  of  S.  {No.  16fi88  of  1888) 
in  which  a  machine  to  effect  the  like  object  was  described.  He  alleged  that  the 
Plaintiff" s  claim  included  this  earlier  int/entiony  and  that  lie  had  insufficiently 

25  [described  in  what  the  novelty  of  his  invention  consisted.  ^  The  two  machines 
diffm^ed in  certain  details.'  .   --^.  ..  ^  ..  • 

Held,  that  the  Patentee's  cUzimr  was  confined  to^t?ie_form  qfjnuchine  he  had 
particularly  described ;  that  it  did  not  include  the  earlier,  invention ;  that  there 
were  material  differences  between  the  niachitie  of  the  Plaintiff  and  the  machine 

30  of  8. ;  and  that  the  Defendant  had  infringed.    An.  injunction  was  awarded  with 
cosiSy  and  an  hiquiry  cts  to  damctges  anddelvvery  up  of  infringing  articles  was 
ordered.    A  stay  of  the  inquiry  and  delivery  up  was  granted  on  notice  of  appeal 
being  given  unthin  seven  days. 
r    Kgnoqh  A^jCJo^i;.  Webb  {17  22.P.C.  10Q},ejpplained.\ 
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Letters  Patent  (No.  17,281  of  1897)  were  granted  to  Ghorge  Beston  for  "A 
machine  for  stropping  razors." 

The  Complete  Specification  was  as  follows : — "  My  invention  relates  to  a 
machine  for  stropping  razors  and  has  for  its  object  the  constraction  of  a 
device  which  will  automatically  effect  the  necessary  functions  of  the  opera- 
tion when  the  device  is  operated  by  hand  or  other  source  of  power.  My 
invention  consists  in  a  machine  having  a  flexible  band  or  strap  or  leather  or 
other  equivalent  material  capable  of  sharpening,  which  is  adapted  to  be 
reciprocated  in  combination  with  a  razor  holder  arranged  to  automatically 
and  alternately  press  the  edges  of  the  razor  against  the  strop  band  by  means 
of  the  reciprocating  movement  of  the  said  strop  band,  so  that  all  the  operator 
has  to  do,  is  to  reciprocate  the  strop  band,  the  rest  of  the  operation  being 
automatically  carried  out  by  the  mechanism. 

"  In  order  that  my  invention  may  be  the  better  understood,  I  will  now  proceed 
to  describe  the  same  in  relation  to  the  accompanying  Drawings  hereunto 
annexed,  reference  beinsr  had  to  the  letters  and  figures  marked  thereon.  Like 
letters  refer  to  like  parts  in  the  various  figures.  Fig.  1  is  a  side  elevation  of 
the  machine,  the  strop  being  broken  away  to  show  the  mechanism.  Fig.  2  is 
a  plan  of  the  same  when  stationary.  Fig.  3  is  a  plan  showing  the  position 
of  the  razor  and  holding  mechanism  when  the  strop  is  travelling  in  the 
direction  of  the  arrows.  Fig.  4  is  a  sectional  plan.  Fig.  5  is  a  detail  view  of 
the  holder,  the  jaws  being  shown  separated. 
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"  To  carry  my  invention  into  effect  I  arrange  a  framework  A,  provided  with 
^*  a  clamping  scx^w  B,  or  other  equivalent  fastening  device,  whemwitih  the 
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^  machine  can  be  fixed  to  a  table  or  other  support.  Within  this  frame  A,  I 
"  arrange  4  pins  or  axles  C,  C,  upon  which  are  threaded  the  sleeves  or  rollers 
**  D,  D  respectively.  The  sleeves  D  serve  as  guides  for  a  strop  E  which  passes 
**  between  them,  and  passes  round  a  roller  F,  arranged  as  a  pulley  or  axle  and 
5  "  adapted  to  rotate  in  the  frame  A.  The  upper  end  of  the  roller  F  carries  a 
"  disc  G,  upon  which  is  a  crank-pin  H. 

"  In  the  frame  A  is  also  pivotted  the  razor  holder  J,  which  consists  of  two 
**  wings  K,  K,  hinged  to  one  another  and  spring  pressed  by  a  flat  bow-spring  L, 
•*  which  is  attached  to  the  arms  M,  M,  one  of  the  said  arms  being  jointed  to  one 
10  **  of  the  wings  K,  and  the  other  arm  to  the  other  wing. 

**  This  spring  L  puts  a  pressure  on  the  wings  K,  K,  so  that  they  hold  the  razor 
**  between  them.  The  spring  L  when  pressed  opens  the  wings  &  releases  the 
**  razor.  I  may  use  a  screw  tightening  device  in  substitution  of  the  spring  if 
**  desirable.  At  the  upper  part  of  the  holder  J,  I  arrange  a  slotted  arm  N,  which 
15  *'  is  adapted  to  engage  with  the  crank-pin  H,  so  as  to  oscillate  the  arm  N,  by  the 
••  alternate  circular  motion  of  the  crank  pin  H. 

**  The  arm  N  also  carries  two  lateral  extensions  0,  which  are  adapted  to 
**  co-act  with  a  flat  steel  spring  P,  carried  on  the  frame  A,  so  that  immediately 
**  the  strop  E  ceases  to  move,  the  spring  P  acting  on  one  or  other  of  the  exten- 
20  **  sions  0,  brings  the  holder  J  with  the  razor  away  from  the  strop  E  into  the 
^^  mid  position  and  thus  prevents  the  edge  of  the  razor  from  cutting  the  strop 
^  on  the  return  stroke. 

**  When  the  return  stroke  is  made  the  motion  of  the  strop  reverses  the  position 
^  of  the  holder  J,  and  the  other  edge  of  the  razor  is  sharpened.    This  alternate 
25  **  action  continues  as  long  as  the  strop  is  pulled  backward  and  forward. 

•*  The  holder  J  is  opened  by  pinching  the  two  arms  M,  M,  together  against 
**  the  spring  pressure  of  the  spring  L,  when  the  razor  can  be  inserted  into 
"  the  holder,  and  the  arms  being  released  the  razor  is  held  by  the  spring 
**  pressure." 
30  The  Patentee  claimed  : — ^*  1st.  A  machine  for  stropping  razors  consisting  of  a 
"  reciprocating  flexible  strop  led  around  a  pulley  or  the  like  a  razor  holder 
*'  pivotted  and  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by  means 
'*  of  the  said  strop  so  as  to  present  the  edges  of  the  razor  alternately  to  the  strop 
*'  during  the  reciprocating  motion  of  the  said  strop  substantially  as  described. 
35  '*  2nd.  A  machine  for  stropping  razors,  a  flexible  strop  adapted  to  be  recipro- 
"  cated,  a  pulley  roller  or  the  like  around  which  the  strop  is  led,  in  combination 
^  with  a  pivotted  razor  holder  adapted  to  detachably  hold  the  razor,  &  means  for 
**  rocking  the  ssiid  pivoted  razor  holder  operated  from  the  said  pulley  roller  or 
*'  the  like  substantially  as  described.  3rd.  A  machine  for  stropping  razors  a 
40  "  flexible  strop  adapted  to  be  reciprocated  round  a  pulley  or  the  like  a  razor 
"  holder  pivotted  &  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by 
'*  means  of  the  said  strop  in  combination  with  means  for  moving  the  razor 
'*  holder  so  as  to  retire  the  razor  from  the  said  strop  at  the  end  of  the  movement 
**  of  the  said  strop,  and  before  the  return  movement  takes  place,  in  order  to 
45  ^  prevent  the  cutting  of  the  said  strop,  substantially  as  described.  4th.  In  a 
*^  machine  for  stropping  razors,  a  flexible  strop  adapted  to  be  reciprocated  round 
^*  a  pulley  or  the  like,  a  razor  holder  pivotted  &  aldapted  to  be  rocked  from  side 
''  to  side  about  its  pivot  by  means  of  the  strop,  in  combination  with  guiding 
^'  rollers,  or  their  equivalent  adapted  to  guide  the  strop  in  its  path  adjacent  to 
50  ^  the  razor  edge  substantially  as  described.  5th.  The  construction  and  arrange- 
^*  ment  of  a  razor-stropping  machine  substantially  as  described,  in  reference  to 
•*  and  illustrated  by  the  accompanying  Drawings." 

On  the  9th  of  June  1905  an  action  was  commenced  by  the  Patentee  against 
John  R.  Watts  for  infringement  of  this  Patent,  in  which  the  usual  relief  was 
55  claimed. 

The  Defendant  denied  infringement  and  the  validity  of  the  Patent.    The 
Particulars  of  Objections  alleged  inter  aUa  that — *^  (4)  the  Specification  of  the 
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**^  said  Letters  Patent  does  not  sufficiently  distinguish  which  of  the  matters 
^'  described  therein  the  Plaintiff  claims  to  have  invented  and  which  he  admits 
"  to  be  old  '* ;  that  the  alleged  invention  was  published  before  the  date  of  the 
Patent  in  the  following  Specifications  -.Stuart  (No.  16,088  of  1888),  Kampfe 
(No.  9285  of  1889),  WaUs  (N 0.9515  of  1894),  Silberstein  (No.  8802  of  1897),  5 
and  the  United  States  Specification  of  Qrenon  (No.  554,867) ;  that  articles  were 
made  and  sold  made  in  accordance  with  the  Specifications  of  Kampfe  and 
Watis  at  certain  named  places  prior  to  the  date  of  the  Plaintiff's  Patent. 

Stuart's  Specification  was  as  follows  : — "  This  invention  relates  to  improve- 
"  ments  in  machines  or  apparatus  for  sharpening  or  stropping  razors  or  their  10 
"  equivalents. 

"  In  carrying  the  said  invention  into  practice  a  suitable  framework  is  con- 
**  structed  having  one  or  more  pulleys  or  supports  to  carry  or  guide  the  leather 
^^  or  prepared  canvas  or  other  suitable  substances  used  to  sharpen  the  razors  and 
^*  which  is  hereinafter  termed  the  band  and  such  bands  may  be  arranged  either  15 
*'  in  a  strip  or  as  an  endless  band.  The  said  band  is  reciprocated  either  in  a 
"  straight,  angular  or  curved  direction.  In  conjunction  with  the  said  pulleys 
*'  or  guides  is  a  suitably  shaped  hinged  or  swivelled  bracket  to  hold  the  razor 
*^  or  its  equivalent  and  such  bracket  may  be  either  oscillated  or  actuated  direct 
•*  by  the  band  or  it  may  be  actuated  in  conjunction  with  one  of  the  rollers  or  20 
^'  supports  or  it  may  form  portion  of  the  said  rollers  or  supports.  The  said 
'*  swivelled  bracket  is  employed  to  hold  and  place  the  razor  at  suitable  angles  so 
**  that  each  side  or  face  of  the  razor  is  alternately  rubbed  by  the  bsoid  in 
''  sharpening  it.  The  desired  motion  to  the  bracket  is  obtained  as  before 
^'  described.  It  will  easily  be  seen  that  by  the  arrangement  of  the  band  and  25 
"  pulleys  or  supports  which  guide  the  band  more  than  one  razor  may  be 
*'  sharpened  at  the  same  time. 

"  In  order  that  my  said  invention  may  be  more  fully  understood  annexed 
"  hereto  is  a  sheet  of  Drawings  wherein  similar  letters  of  reference  refer  to 
*'  similar  parts  in  all  Figures.  Fig.  1.  is  a  longitudinal  side  elevation  of  a  razor  30 
''  stropping  machine.  Fig.  2  is  a  plan  of  same.  Fig.  3  is  a  vertical  section  at 
'*  1.  2.  showing  arrangement  of  band  in  conjunction  with  the  rollers  and  razor 
''  bracket.  A  is  part  of  the  machine  frame  formed  into  a  cramp  to  secure  the 
^*  machine  to  a  table  or  other  support  with  the  thumb  screw  B.  Rods  C.  D  are 
"  screwed  into  the  frame  whereon  are  swivelled  respectively  the  links  E  F  and  35 
"  the  razor  bracket  G.    The  links  are  for  the  purpose  of  carrying  the  rollers  or 


"  pulleys  H.  I.  which  rollers  revolve  on  their  respective  pin  or  rod  J.  K.  whieh 
*'  pins  secure  the  two  links  E.  F  together.  On  the  rod  D.  fixed  to  the  machine 
'^  frame  is  swivelled  the  razor  bracket  6.  The  razor  being  firmly  secured  therein 
"  with  the  set-screw  li.  On  the  rod  D.  is  also  arranged  the  flanged  roller  M. 
^*  which  while  rotating  may  also  be  moved  laterally  along  the  said  rod  by  which 
**  means  I  can  use  a  narrow  band  instead  of  one  the  full  breadth  of  the  mor 


40 
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*^  blade.  In  some  instauceB  I  prefer  to  thread  the  said  rod  D.  and  alao  the 
"  flanged  roller  to  suit  same  so  that  by  rotating  it,  it  automatically  screws  itself 
"  along  to  produce  its  lateral  motion.  The  action  of  the  machine  is  thus, 
"  supposing  the  links  E.  F.  are  in  a  horizontal  position  or  that  the  centres  of  the 

5  "  rollers  H.  I.  are  in  a  line  with  the  line  3.  4.  which  is  their  normal  position 
"  kept  there  by  the  springs  N.  0.  The  user  takes  hold  of  each  end  of  the  band 
*'  then  by  pulling  the  left  hand  one  the  links  E.  F.  are  placed  at  an  angle  as 
"  shewn  in  illustration  Fig.  3.  At  the  same  time  the  razor  and  razor  bracket 
"  are  placed  at  an  angle  by  means  of  the  spring  0.  which  places  the  razor  blade 
10  "  on  to  the  band  P.  and  the  band  continuing  motion  rubs  against  the  face  of 
"  the  razor  Q.  It  will  be  seen  that  any  further  movement  of  the  top  links 
"  simply  stretches  the  spring  0.  and  presses  the  razor  harder  against  the  band. 
"  A  stop  R.  is  placed  to  prevent  the  links  from  getting  too  great  an  angle.  In 
**  order  to  strop  the  other  side  or  face  of  the  razor  the  right  hand  end  is  pulled 

15  ^^  which  places  the  links  E.  F  to  the  opposite  angle  and  at  the  same  time  the 
"  razor  and  razor  bracket  are  also  placed  at  the  opposite  angle  by  the  action  of 
**  the  spring  N.  this  places  the  razor  on  to  the  opposite  side  of  the  band  as  shown 
*'  in -dotted  lines.  It  will  easily  be  understood  that  by  reciprocating  the  band  in 
"  first  the  one  direction  and  then  in  the  opposite  a  keen  edge  may  quickly  be 

20  "  put  on  to  the  razor."    There  were  four  Claims. 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON  on  the  20th  of 
February  1907. 

Walter  K.C.,  A.  B.  Shaw,  and  L.  Maddison  (instructed  by  Trtiefitt  and 
Francis)  appeared  for  the  Plaintiff  ;  T.  Terrell  K.C.  and  D.  M.  Kerly  (instructed 

25  by  Johnson^  Wetherall,  and  Sturt,  agents  for  Broomkead,  Wightman,  and 
Moore,  of  Sheffield)  appeared  for  the  Defendant. 

Walter  K.C.  opened  the  Plaintiff's  case. — One  of  the  earliest  inventions  to 
accomplish  the  same  object  as  that  of  the  Patentee  was  that  of  Sttcart,  which  is 
alleged  as  an  anticipation.    It  was  never  put  on  the  market.    It  consisted  of  a 

30  rocking  frame ;  under  and  parallel  to  it  was  a  second  piece  containing  the  razor. 
The  frame  was  rocked  by  the  action  of  the  springs  described  in  the  Specifi- 
cation. It  was  little  more  than  a  museum  specimen.  The  other  alleged  prior 
publications  were  all  devices  used  in  connection  with  a  straight  strop.  In  the 
Plaintiff's  invention  the  razor  holder  can  be  partly  rotated  by  means  of  levers 

35  moved  and  kept  in  position  by  the  friction  of  the  strop  co-operating  with  them. 
The  pull  of  the  strop  tends  by  friction  to  rotate  the  rocker,  which  pressing  on 
the  lever  from  the  pin  in  the  slot  turns  the  razor  holder  so  that  the  ed^e  is 
pressed  against  the  proper  half  of  the  strop.  [The  Specification  was  discussed 
in  detail.]    The  first  Claim  is  for  the  main  elements  of  the  combination.    The 

40  others  are  more  limited  in  extent  by  the  addition  of  other  elements,  as  the 
detachability  of  the  razor,  the  spring  to  return  the  holder,  the  guiding  rollers ; 
and  the  last  is  a  Claim  for  the  particular  form  of  the  invention  as  shown  in  the 
Drawings.  In  the  Defendant's  device  (which  is  known  as  the  "Presto")  the 
parts  operate  in  the  same  way  as  the  Plaintiff's,  or  consist  of  mechanical 

45  equivalents. 

W.  Beaumont,  consulting  and  practical  engineer,  was  called  in  support  of 
the  Plaintiff's  case.  He  said  that  a  great  part  of  the  invention  described  in  the 
Plaintiff's  Specification  is  the  roller  pivotted  in  a  frame  in  such  a  way  that, 
with  a  crank  pin  on  that  roller,  a  rocking  piece  carrying  a  razor  is  so  arranged 

50  that,  by  the  restricted  movement  permitted  to  it  when  the  strop  is  rotated,  the 
razor  is  automatically  presented  to  the  strop  in  such  a  way  that  the  strop  must 
always  pass  the  edge  of  the  razor  in  the  proper  direction  and  without  any 
possibility  of  the  strop  being  cut.  The  razor  is  held  against  the  descending 
arm  of  the  strop  by  the  engagement  of  a  crank  pin  in  a  projecting  bar  on  the 

55  rocking  piece.  The  primary  force  holding  the  razor  up  is  the  pulling  of  the 
strop  over  the  pulley  fitted  with  the  ci:ank  pin.  On  the  first  movement  the 
roller  rotates  through  a  restricted  distance  and  then  is  kept  in  position  by 
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friction.  The  Defendant's  articles  comprise  well-known  mechanical  alterna- 
tives ;  the  parts  thereof  act  together  and  perform  the  same  functions  as  the 
corresponding  parts  in  the  Plaintiff 's  invention.  The  Plaintiffs  device  is  not  in 
any  of  the  alleged  anticipations,  nor  could  it  be  constructed  from  the  descrip- 
tions in  the  alleged  anticipations  without  exercising  thought  and  experiment.  5 
The  first  paragraph  (lines  5-14)  in  the  Plaintiff's  Specification  is  applicable  to 
Stv/JLvt^s  invention.  Stuart  has  also  a  clamping  screw  as  mentioned  in  line  27 
(ante^  page  220,  line  24).  The  witness  could  not  say  whether  the  **  screw 
*'  tightening  device  in  substitution  of  the  spring  "  referred  to  a  device  such  as 
SttiarVs.  The  pivotted  razor  holder  J  and  K  in  Plaintiff's  Specification  is  also  10 
in  Stuarfa  invention.  Sticart'a  rocker  is  like  the  beam  of  a  balance  pressed  by 
the  strop  one  way  or  the  other,  but  Plaintiff's  acts  only  as  a  roller.  The  disk  Q 
and  crank  pin  on  the  roller  in  Plaintiff's  are  not  in  StuarVSy  but  their  equiva- 
lents are  there.  Stuart  got  the  same  movement  as  the  Plaintiff  by  means  of  a 
rocker  and  springs,  but  it  is  not  an  equivalent  to  Plaintiff's  device.  Both  15 
inventors  describe  means  for  presenting  the  razor  alternately  to  the  strop,  but 
Stiuirfs  is  not  so  efficient  as  Plaintiff's  because  the  strop  has  three  bends  and 
one  cannot  watch  the  operation.  The  helical  springs  will  not  last.  The  opera- 
tion  described  in  the  Plaintiff's  Specification  in  the  words  ''  when  the  return 
"  stroke  is  made  the  motion  of  the  strop  reverses  the  position  of  the  holder  J,  20 
"  and  the  other  edge  of  the  razor  is  sharpened  "  (ante^  page  ,  line  )  is 
also  in  Stuart^a  invention.  The  Plaintiff's  invention  has  the  following  advan- 
tages over  StimrVa — first,  the  frame  carries  properly  both  ends  of  the  roller  ; 
secondly,  there  is  a  rigid  connection  between  the  roller  with  restricted  motion 
and  the  rocker  operated  by  it ;  thirdly,  the  strop  passes  over  one  roller  instead  25 
of  three  ;  and,  fourthly,  the  arrangement  is  more  simple.  These  are  the  main 
differences,  and  arise  from  differences  in  construction,  otherwise  the  inventions 
are  for  the  same  purpose  ;  subject  to  these  differences  the  inventions  are  the 
same.  The  first  Claim  of  the  Plaintiff's  Specification  includes  StuarVs  inven- 
tion, except  that  the  latter  has  three  pulleys  instead  of  one.  But  in  Stiuirt^a  30 
the  pressure  of  the  razor  on  the  strop  depends  and  is  predetermined  by  the 
spring  ;  in  Plaintiff's  the  razor  is  kept  against  the  strop  by  friction  of  the  strop 
against  the  roller. 

Evidence  was  also  given  by  another  witness  to  the  effect  that  the  Plaintiff's 
invention  had  a  large  sale,  and  that  nothing  had  previously  been  put  on  the  35 
market  that  was  in  the  least  like  it. 

Jamea  Swinburne  F.R.S.  and  Professor  Boy  a  F.R.S.  gave  evidence  on  behalf  of 
the  Defendant.  Stiuirfa  operated  quite  as  satisfactorily  as  the  Plaintiff's  invention. 
These  two  inventions  appeared  to  have  been  made  independently,  and  differed 
only  in  details.  The  Plaintiff's  was  substantially  the  same  as  StuarVa.  The  40 
latter  was  better  in  so  far  as  the  pressure  of  the  razor  on  the  strop  was  constant, 
but  not  so  good  as  regards  there  being  three  bends  in  the  strop.  The  language 
of  the  first  paragraph  and  the  first  Claim  in  the  Plaintiff's  Specification  applied 
equally  well  to  his  mechanism,  Stimrt^a^  and  that  of  the  articles  alleged  to  be 
infringements.  The  strop  in  StuarVa  was  led  round  *'  a  pulley,"  the  other  two  45 
bights  were  for  another  purpose.  The  Plaintiff's  invention  worked  by  friction 
of  the  strop,  the  alleged  infringement  partly  so  ;  the  latter  could  work  by  direct 
pressure  on  the  "  wings."  The  reversing  pin  and  slot  mechanism  in  Plaintiff's 
was  not  novel.  StiuirVa  device  left  room  for  further  invention.  There  was 
more  friction  in  the  three  bights  in  StuarVa  than  in  one.  Friction  formed  part  of  r»0 
the  action  in  the  Plaintiff's  invention,  but  not  in  StuarVa,  The  latter  could  be 
worked  with  one  pulley,  but  three  bights  were  essential  in  the  form  shown. 
It  works  well.  Anyone  who  knew  of  SttuirVa  could  devise  the  Plaintiff's  without 
having  to  exercise  the  inventive  faculty.  Any  mechanician  with  knowledge  of 
StuarVa  could  make  Plaintiff's  when  told  what  the  problem  was.  55 

Terrell  K.C.  and  Z>.  M.  Kerly  for  the  Defendant. — Having  regard  to  StuarVa 
and  the  other  Specifications,  there  is  no  subject-matter  in  the  Plaintiff's  alleged 
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invention.  The  Plaintiff  moreover  has  not  distinguished  in  his  Specification 
what  really  he  has  invented.  There  is  nothing  to  distinguish  what  he  claims 
as  being  new.  A  patentee  mast  mark  out  or  delimit  with  adequate  distinctness 
the  invention  that  he  claims  as  his  own  (Clay  v.  Allcock  2o  R.P.C.  745,  per 
5  Fletcher  Moulton  L.  J.  at  page  750 ;  Foxwell  v.  Bostock  4  De  Q.  J.  &  S.  at  pages 
311,313).  The  Plaintiff's  Patent  is  therefore  void,  either  because  there  is  no 
subject-matter,  or  if  there  Is  invention  he  has  not  described  in  what  it  consists 
(Harrison  v.  Anderston  Foundry  Company  L.R.  1  App.  Cas.  at  page  577  ; 
Kynoch  &  Co.  v.  Webb  17  R.P.C.  at  page  107).  The  first  paragraphs  of  the  Plaintiff's 
10  Specification,  in  which  the  essentials  of  his  invention  are  included,  contains  a 
description  of  StuarVs  invention.  The  first  Claim  is  a  general  on6,  and  is  for 
a  razor  stropping  machine  containing  the  elements  mentioned  in  the  beginning 
of  the  Specification  by  whatever  means  it  may  be  operated.  The  words 
"  substantially  as  described  "  do  not  confine  the  Patentee  to  the  precise  form  of 
15  machine  shown  in  detail  in  the  Specification.  The  second  Claim  is  a  narrower 
one  for  the  means  of  operating  the  machine  as  described  in  the  Specification. 
The  first  Claim  is  almost  verbatim  a  Claim  for  Stuarfs  device ;  he  had  the 
idea  of  a  reciprocating  strop.  There  must  be  an  independent  pivot  for  the 
razor-holder.  Once  that  is  seen  any  mechanician  can  effect  the  desired  object. 
20  The  Patentee  had  the  whole  thing  in  Stuart,  and  he  could  patent  only  the 
mechanical  details,  which  should  have  been  specified  and  claimed  as  new.  In 
Kynoch  v.  Wehh  (uhi  sujrra)  the  patentee  drafted  his  Claim  so  as  to  include 
the  older  process  invented  by  Chance  many  years  before,  and  did  not  distinguish 
the  improvements  he  made  ;  his  Patent  was  in  consequence  held  invalid.  That 
25  case  is  precisely  in  point,  for  here  the  Patentee  has  improved  on  StuarVs 
invention  but  included  it  in  his  Claim.  He  could  have  defined  his  invention 
as  follows  : — "  In  a  machine  for  stropping  razors,  &c.,  actuating  the  razor  holder 
"  by  means  of  a  pulley,  &c."  Professor  Boys  stated  that  the  problem  was  to 
present  the  edge  to  the  downward  moving  strop,  and  that  Stuart  had  solved  it. 
30       Walter  K.C.  was  not  called  on  to  reply. 

Warrington  J.— This  is  an  action  for  infringement  of  a  Patent  (No.  17,281 
of  1897)  granted  to  the  Plaintiff  for  an  invention  of  a  machine  for  stropping 
razors.  The  common  defences  are  raised,  but  the  only  defence  that  has  really 
been  argued  and  insisted  upon  is  that  contained  in  the  fourth  paragraph  of  the 
35  Particulars  of  Objections,  which  is  in  these  terms  :  "  The  Specification  of  the 
"  the  said  Letters  Patent  does  not  sufficiently  describe  which  of  the  matters 
"  described  therein  the  Plaintiff  claims  to  have  invented  and  which  he  admits 
"  to  be  old."  Before  I  leave  the  Particulars  of  Objections  I  will  just  mention 
this,  that  among  the  anticipations  which  are  there  referred  to  is  the  Specification 
40  of  Stuart  (No.  16,088  of  1888).  There  are  other  Specifications  referred  to  in 
the  Particulars  of  Objections  as  anticipations,  but  none  of  those  were  insisted 
upon. 

The  first  thing  in  all  these  cases  is  to  consider  what  is  really  the  true  con- 
struction of  the  Specification.     What  is  it  that  the  Specification  describes,  and 
45  what  is  it  that  the  Patentee  claims  as  the  thing  that  he  has  invented  ?     Here 
the  Patentee  begins  his  Specification  by  stating  in  general  terms  the  thing  to 
which  his  invention  relates,  and  that  in  which,  in  his  view,  the  invention  con- 
sists, smd  he  does  it  in  these  terms  : — ^^  My  invention  relates  to  a  machine  for 
"  stropping  razors,  and  has  for  its  object  the  construction  of  a  device  which  will 
50  *^  automatically  effect  the  necessary  functions  of  the  operation  when  the  device 
"  is  operated  by  hand  or  other  source  of  power."     Then  he  goes  on  to  say  of 
what  it  consists.    ^^  My  invention  consists  of  a  machine  having  a  flexible  band 
"  or  strap  of  leather,  or  other  equivalent  material,  capable  of  sharpening,  which 
^  is  adapted  to  be  reciprocated  in  combination  with  a  razor  holder  arranged  to 
55  **  automatically  and  alternately  pass  the  edges  of  the  razor  against  the  strop 
**  band  by  means  of  the  reciprocating  movement  of  the  said  strop  band,  so  that 
**  all  the  operator  has  to  do  is  to  reciprocate  the  strop  band,  the  rest  of  the 
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*^  operation  being  automatically  carried  out  by  the  mechanism."  Pausing  here 
for  one  moment,  if  that  were  all  I  should  agree  with  what  was  said  by  Mr. 
Terrell  and  Mr.  Kerly  on  the  Defendant's  behalf,  that  those  words  would  go 
much  further  than  merely  to  describe  the  machine  which  is  afterwards 
described  in  detail  in  the  Specification,  and  which  I  will  explain  presently.  5 
But  that  is  not  all.  The  Patentee  says  that  is  a  mere  general  description  of  that 
of  which  his  invention  consists,  and  then  he  goes  on  to  be  more  particular. 
"  In  order  ihat  my  invention  may  be  better  understood,  I  will  now  proceed  to 
"  describe  the  same  in  relation  to  the  accompanying  Drawings,  hereunto 
"  annexed,  reference  being  had  to  the  letters  and  figures."  Then  he  tells  yon  10 
what  the  several  Drawings  are.  He  then  proceeds  to  describe  the  thing  in 
detail.  First  of  all,  he  says,  "  I  arrange  a  framework  A  " — ^that  is  the  outer 
frame  of  the  thing  itself — **  provided  with  a  clamping  screw  B,  or  other  equi- 
^*  valent  fastening,  whereby  the  machine  can  be  fixed  to  a  table  or  other 
"  support."  Nothing  turns  on  this  except  the  fact  that  the  machine  is  to  be  15 
fixed  into  a  framework.  "  Within  this  frame  A  I  arrange  four  pins  or  axles 
"CO  " — those  are  merely  pins  or  axles  for  the  guiding  of  the  strop,  as  will  be 
seen  presently — "  upon  which  are  threaded  sleeves  or  rollers  " — ^there  is  no 
point  in  that.  "  The  sleeves  D  " — ^that  is  these  sleeves  or  rollers  on  these  pins 
— "  serve  as  guides  for  a  strop  E,  which  passes  between  them  " — and  now  comes  20 
the  material  thing — "  and  passes  round  a  roller  F."  Every  word  of  that  is 
material  when  one  comes  to  look  at  the  Claim  ;  it  passes  round,  and  it  passes 
round  a  roller  "  arranged  as  a  pulley  or  axle,  and  adapted  to  rotate  in  the  frame 
"  A.  The  upper  part  of  the  roller  P  carries  a  disc  Q,  upon  which  is  a  crank-pin 
^'  H."  The  object  of  that  is  merely  this — ^there  has  been  a  slight  variation  in  25 
the  thing  as  made,  but  in  the  Drawings  the  roller  was  to  carry  a  disc  on  which 
.was  fixed  a  pin,  which,  itself,  was  inserted  in  a  slot  in  another  part  of  the 
mechanism,  the  object  and  efiEect  of  which  was  to  make  that  part  of  the 
mechanism  which  has  been  called  the  razor-holder  rotate  in  the  opposite  direc- 
tion to  which  th9  roller  was  rotating.  The  Patentee  goes  on — **  In  the  frame  30 
"  A  " — he  is  now  coming  to  the  razor-holder — "  is  also  pivoted  the  razor-holder 
"  J,  which  consists  of  two  wings  K  K,  hinged  to  one  another,  and  spring  pressed 
"  by  a  flat  bow-spring  L  " — that  is  merely  a  contrivance  for  holding  the  blade — 
*'  which  is  attached  to  the  arms  M  M,  one  of  the  said  arms  being  jointed  to  one 
'*  of  the  wings  K  and  the  other  arm  to  the  other  wing.  This  spring  L  puts  a  35 
*'  pressure  on  the  wings  E  E,  so  that  they  hold  the  razor  between  thenu  The 
**  spring  L  when  pressed  opens  the  wings  and  releases  the  razor.  I  may  use  a 
^<  screw  tightening  device  in  substitution  of  the  spring  if  desirable.  At  the 
*'  upper  part  of  the  holder  J,  I  arrange  a  slotted  arm  N,  which  is  adapted  to 
"  engage  with  the  crank  pin  H,  so  as  to  oscillate  the  arm  N  by  the  alternate  40 
*'  circular  motion  of  the  crank  pin  H."  That  is  important.  It  is  the  alternate 
motion  of  the  crank-pin  which  engages  with  the  slotted  arm  in  the  razor- 
holder,  and  so  works  the  raz.or-holder  backwards  and  forwards  ;  and — this  is  of 
importance — owing  to  the  arrangement  of  the  mechanism,  the  necessary  conse- 
quence of  the  arrangement  of  this  mechanism  is  that  the  roller  F  can  only  rotate  45 
partially.  It  cannot  go  beyond  a  certain  point  because  it  gets  stopped  by  the 
movement  of  the  razor-holder.  It  has  a  partial  rotation,  and  when  it  gets 
stopped  then  the  friction  of  the  strop  passing  over  it  cannot  turn  it  any  further, 
but  it  holds  the  razor-holder  with  the  razor  in  the  position  which  it  has  reached 
against  the  leather.  Then  there  is  an  arrangement  mentioned  in  the  next  para-  50 
graph  which  I  need  not  refer  to  because  it  is  the  subject  of  a  separate  Claim 
which  has  not  been  infringed  by  the  Defendant.  That  is  an  arrangement  by 
which,  with  a  small  spring,  as  soon  as  one  stroke  of  the  strop  has  come  to  an 
end,  the  edge  of  the  razor  is  automatically  taken  from  the  strop  so  as  to  avoid 
cutting  the  strop  at  the  beginning  of  the  return  journey.  I  need  not  read  the  55 
next  two  paragraphs,  but  come  to  the  Claim,  and  that,  in  this  case,  is  the 
most  important  part  of  the   Specification.     The  Patentee   claims :  "  First,  a 
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^*  machine  for  stropping  razors,  consisting  of  a  reciprocating  flexible  strop  led 
^^  around  a  pnlley  or  the  like.  A  razor-holder  pivotted  and  adapted  to  be  rocked 
*^  from  side  to  side  about  its  pivot  by  means  of  the  said  strop,  so  as  to  present 
^'  the  edges  of  the  razor  alternately  to  the  strop  during  the  reciprocating  motion 
5  "  of  the  strop  substantially  as  described."  Now  what  has  the  Patentee  claimed 
by  that  ?  It  seems  to  me — ^and  I  need  not  go  further  than  that  particular  point, 
because  that  is  enough  for  the  purpose — that  he  has  claimed  a  stropping 
machine  with  a  flexible  reciprocating  strop  which  passes  round  a  single  pulley 
and  passes  round  no  other  pulley.     The  importance  of  that  will  be  observed 

10  presently  when  I  come  to  that  which  he  is  said  to  have  claimed,  and  which  fact 
that  he  is  said  to  have  claimed  it  (if  he  has  in  fact  done  so)  is  said  to  make  his 
Specification  too  wide.  I  think  one  cannot  avoid  the  conclusion,  looking  at 
those  words,  and  looking  at  the  Specification  as  a  whole,  that  what  he  has 
claimed — and  it  seems  to  me  that  is  the  distinctive  feature  of  his  invention — ^is 

15  this  machine  for  stropping  in  which  all  you  have  to  do  with  the  flexible  strop 
is  to  pass  it  round  one  roller  or  pulley. 

I  have  construed  the  Specification  so  far  without  attending  to  the  thing  which 
is  suggested  as  an  anticipation,  and  which  is  also  suggested  as  a  machine  which 
is  described  by  this  Claim,  the  restilt  of  which  would  be  to  make  the  Claim 

20  too  wide.  ThdA  is  Stuart.  Now  ^S^Mar^s  invention  was  a  machine  having  the 
same  object  as  that  of  the  Plaintiff ;  that  is  the  mechanical  stropping  of  a 
razor,  for  which  it  is  essential  that  the  passage  of  the  strop  over  the  blade  of 
the  razor  should  be  from  back  to  edge,  and  not  from  edge  to  back,  and,  if 
possible,  to  avoid   the   possibility  of   catching  the  edge   of  the   razor  at  the 

25  begiiiiiing  of  the  return  stroke,  although  I  do  not  think  StuarVa  did  effect  that 
last  object.  It  never  occurred  to  him,  as  it  seems  to  me,  that  you  could,  by  a 
simple  mechanical  contrivance,  use  a  strop  passing  over  a  single  pulley.  His 
idea  was  to  reverse  the  position  of  the  strop,  and  not  to  reverse  the  action  of 
the  machine.  In  Stuarfs  invention  the  top  limb,  which  corresponds  with  the 
30  Plaintiff's  roller  or  pulley,  consists  of  two  members  linked  together  and 
rotating  on  a  single  pivot ;  each  of  those  two  members  is  capable  of  being 
depressed  by  the  direct  pressure  of  the  flexible  strop,  and  in  being  depressed, 
the  upper  member  being  connected  with  the  lower  member  or  razor-holder 
by  two  flexible  springs,  the  depression  on  the  one  side  of  the  upper  member 
35  depresses  the  same  side  of  the  lower  member,  and  therefore  the  two  parts  of 
the  mechanism  are  not  reversed  in  their  motion.  The  razor-holder,  and  what 
corresponds  to  the  Plaintiff^s  pulley,  though  it  is  not  a  pulley  at  all,  rotate  in 
the  same  way.  Another  difference  is  that  the  upper  member-  of  StuarVs 
mechanism  is  actuated  not  by  friction,  not  by  being  revolved  by  the  passing 

40  over  it  of  the  strop,  but  by  direct  pressure.  In  StuarVs  invention  his  plan  for 
causing  the  strop  to  pass  from  back  to  edge  of  the  razor,  is  not  to  reverse  the 
position  of  tlie  mechanism,  but  to  reverse  the  action  of  the  strop,  and  therefore 
he  passes  the  strop  round,  not  one  pulley,  but  three.  He  passes  the  strop  first 
round  a  pulley  at  the  bottom,  and,  secondly,  in  order  to  make  it  capable  of 

45  working  in  the  way  he  has  invented,  he  passes  it  round  two  pulleys  forming 

part  of  that  upper  member  of  the  mechanism,  in  order,  by  direct  pressure,  to 

get  that  reciprocating  action  of  the  razor-holder,  which  presses  each  side  of  the 

edge  of  the  razor  alternately  against  the  strop. 

In  my  opinion,  there  is  so  much  difference  between  these  two  machines  that  it 

50  cannot  properly  be  said  that  in  the  first  Claim,  which  is  all  that  is  really 
material  in  the  present  case,  the  Plaintiff  has  used  such  wide  terms  that  it 
would  cover  such  an  invention  as  that  of  Stuart  I  have  been  referred  to  several 
cases  with  regard  to  the  question  as  to  the  necessity,  where  a  man  is  claiming  a 
combination  of  old  elements,  of  pointing  out  whether  he  is  really  claiming  the 

55  combination  as  a  whole,  and,  if  he  is  not  claiming  the  combination  as  a  whole, 
what  it  is  that  is  new  in  that  combination,  and  very  great  stress  has  been  laid 
upon  Kynoch  A  Co.  v.  Webb  (17  R.P.C.  100).    Really  the  decision  in  that  case 
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as  it  seems  to  me,  depended  apon  this,  that  the  invention  in  question  there  was 
exactly  tlie  invention  which  was  relied  upon  as  an  anticipation,  with  certain 
details  which  were  said  to  have  been  improvements  on  the  previous  invention. 
They  were  both  combinations ;  they  were  both  arrangements  of  perfectly  well- 
known  things,  and)  except  for  alterations  in  detail,  they  were  substantially  the  5 
same  ;  and  all  I  think  Kynoch  A  Go,  v.  Webb  decided  was  this,  that  in  such  a  case  as 
that,  if  the  Palentee  relies  on  those  details,  as  that  which  constitutes  his 
invention,  he  must  say  so,  or  his  Claim  will  be  too  wide.    I  do  not  think  I 
need  read  any  more  in  order  to  illustrate  what  I  mean  than  that  passage  from 
Lord  Justice  FitzOibbon's  judgment,  which  Lord  Halsbury  quotes  iii  full  and  10 
adopts  as  his  own.    It  seems  to  me  that  is  the  essence  of  the  decision  in  that 
case.     '^  In  a  case  such  as  this,  where  there  is  sach  an  almost  complete  absence 
"  of  novelty  in  the  parts,  and  such  an  almost  complete  identity  in  the  manner 
"  of  arrangement  and  of  operation,  it  seems  to  me  to  be  especially  necessary  to 
"  insist  upon  the  condition  of  our  Patent  Law,  that  the  Patentee  must  describe  15 
"  and  ascertain  his  invention  with  such  certainty  as  not  to  deter  the  public  from 
"  using  what  is  old,  by  purporting  to  include  it  in  the  claim  for  the  monopoly. 
^'  It  is  more  than  a  technical  objection.    It  is  more  than  a  mere  cavilling  at  the 
"  language  of  WebVe  Specification,  if  it  purports  to  claim  to  protect  a  process 
^^  such  as  this  as  a  new  invention  and  as  a  valuable  improvement.     Upon  its  20 
"  fair  construction,  I  am  forced  to  read  it  as  doing  so."    In  my  opinion,  in 
the  present  case,  there  is  neither  an  almost  complete  absence  of  novelty  in  the 
parts— I  mean  as  applied  to  such  a  machine  as  this — ^nor  is  there  an  almost 
complete  identity  in  the  manner    of    arrangement  and  operation.    On  the 
contrary  it  seems  to  mo  that  there  is  no  identity  ;  and,  not  only  that,  but  that  25 
the  manner  of  arrangement  and  operation  is  distinct  in  the  Plaintiff's  from  that 
which  is  described  in  StiuirVs  Specification.    On  that  ground  it  seems  to  me 
that  the  defence  fails. 

Infringement  is  really  not  disputed.    I  have  not  heard  a  word  of  argument 
from  either  Mr.  Terrell  or  Mr.  Kerly  tending  to  maintain  that  that  which  is  30 
set  up  as  an  infringement  is  not  an  infringement,  and,  in  fact,  after  heauring 
the  evidence  of  Mr.  Sunnburne  and  Professor  Boys,  it  would  be  impossible  to 
doubt  that  the  Defendant's  machine  is  as  plain  an  infringement  as  it  can  be. 
It  has  a  roller  which  is  not  cylindrical.    It  is  semi-elliptical  in  shape  at  the  top 
and  it  is  partially  rotated  in  a  frame  by  friction,  in  the  same  way  as  the  PlaintifTs,   35 
by  direct  mechanical  connection  it  operates  on  the  razor- holder.    The  details  of 
that  mechanical  connection  are  slightly  different  from  those  of  the  Plaintiff, 
but  both  Mr.  Swinburne  and  Professor  Boys  admitted  that  there  is  no  real 
distinction  there.    It  seems  to  me  quite  clear  that  the  Defendant's  machine  is  an 
infringement,  and,  therefore,  there  must  be  the  usual  judgment  for  the  Plaintiff  40 
for  an  injunction.    Then  do  you  ask  for  damages  or  profits  ? 

Shaw. — ^We  ask  for  costs,  an  Inquiry  as  to  damages,  and  delivery  up  of 
infringing  articles. 

Warrington  J. — Yes.    The  costs  of  the  Inquiry  will  be  reserved. 

A  stay  of  execution  was  asked  for  on  notice  of  appeal  being  given  within  45 
seven  days.     Warrington  J.  refused  to  stay  the  injunction,  but,  Counsel 
for  the  Plaintiff  not  objecting,  the  Inquiry  as  to  damages  and  the  Order  for 
delivery  up  were  stayed. 
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In  the  Court  of  appbal. 

Before  The  Lord  Chief  Justice  and  Lords  Justices  Farwell  and 

Buckley. 

Febrnary  28th  and  March  Ist  1907. 

5  MoucHEL  v.  Coignet. 

Patent — Action  for  infiHngement. — Subject-matter. — Novelty. — Patent  held 
valid, — Infringement  of  one  Claim  {but  not  of  another)  found  against  one 
Defendant. — Judgment  for  Plaintiffs  as  against  tJiat  Defendant  on  one  Claim. 
— Appeal  by  that  Defendant  allowed. — Patent  held  invalid. 

10  In  1S97  a  Patent  was  granted  to  H.  for  *'  Improvements  in  piles^  quaySy  and 
"  retaining  walls  or  structures.^^  The  first  Claim  was  for  piles  formed  of  bars 
of  iron  embedded  in  beton  and  cross  tied  by  cramps  ;  the  third  Claim  was  for 
a  form  of  cap  for  use  in  ramming  the  piles.  In  an  action  for  infringement  of 
the  Patent  against  three  Defendants  C.  and  W.  and  a  firm  {W.  A  S.)  it  was 

15  proved  that  the  firm  was  licensed  by  C.  to  work  certain  Patents  of  C.^  that  W. 
was  CJ*s  agenty  but  that  neither  C.  nor  W.  had  taken  any  part  in  the  acts  of 
which  complaint  were  made.  The  Plaintiffs^  piles  were  being  extensively  used. 
Evidence  was  given  by  the  Defendants  showing  that  in  1897  strengthened  con- 
crete (also  called  ferro-concrete)^  such  as  was  used  by  the  Plaintiffs^  was  a  well- 

20  known  material  and  had  been  used  for  various  purposes^  but  not  for  pileSj 
though  the  Specification  of  B.  described  the  construction  of  piles  with  trussed 
framing  and  wirework  enclosing  and  ifworporated  with  concrete^  and  the 
Specification  ofS.  described  a  similar  mode  of  construction  ofpostSy  pillars  and 
railway-ties,  and  a  note  of  a  foreign  Patent  of  the  Defendant  C.  mentioned  the 

25  construction  of  piles  in  cement  with  metallic  framework.  At  the  trial  it  was 
held  that  the  Patent  was  valid,  and  that  W.  A  S,,  but  not  C.  or  W.,  had 
infringed  Claim  i,  but  not  Claim  8.  The  action  as  against  C.  and  W.  was 
dismissed  with  costs.  An  injunction  was  granted  against  W.  A  S.  on  Claim  1 
with  costs,  with  a  set-off  of  the  costs  on  Claim  S,  but  the  injunction  was 

30  suspended  as  to  specified  works.     The  Defendants  W.  A  tf.  appealed. 

Held,  by  the  Court  of  Appeal,  that  a  wide  construction  must  be  put  upon  the 
Specification,  and  that  the  first  Claim  was  not  confined  to  piles  capable  of  being 
driven,  and  tJuU  the  Patent  was  invalid,  the  alleged  invention  having  been 
anticipated.    The  appeal  was  allowed  with  costs. 

35      The  difference  between  discovery  and  invention  discussed. 
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On  the  23rd  of  April  1897  Letters  Patent  (No.  10,203  of  1897)  were  granted  to 
Franfois  Hennehique  for  "  Improvements  in  piles,  qnays,  and  retaining  walls 
/*  or  structures." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  : — 
"  Beton  or  concrete  strengthened  with  iron  or  steel  has  already  been  employed  5 
"  in  building  construction  in  various  ways.    Thus  more  particularly  in  the  for- 
"  mation  of  girders  and  beams  of  strengthened  beton  there  are  obtained  many 
**  advantages  particularly  shown  by  the  use  of  a  rational  mixture  of  iron  or  steel 
"  and  cement,  the  former  being  extremely  suitable  for  resisting  the  effects  of 
"  traction  or  tension,  and  the  latter  offering  a  considerable  resistance  to  stress  10 
"  or  compression.    A  capital  point  for  the  construction  of  a  practical  girder  or 
"  beam  is  to  connect  the  bars  of  metal  forming  the  cord  of  tension  with  the 
"  cord  of  compression  by  means  of  suitable  stirrup  pieces  and  in  a  former 
'•  Patent  of  mine.  No.  14,530^,  I  indicated  a  certain  number  of  improvements 
*•  which  I  introduced  in  these  stirrup  or  crosspieces  which  in  this  girder  made  15 
"  of  strengthened  beton  play  the  part  of  the  suspension  rods  of  the  lattice  work 
*•  of  metallic  girders  and  ensure  a  perfect  resistance  of  the  girder  to  the  severing 
*'  action  under  a  bending  strain. 

"  I  have  applied  these  principles  to  the  construction  of  piles,  sheet  piles,  and 
*'  solid  uprights  or  standards  which  corresponding  to  the  special  conditions  of  20 
"  their  arrangement  or  employment  may  according  to  the  strains,  the  loads  and 
"  the  pressures  to  which  they  are  subjected,  be  assimilated  to  girders  whether 
"  l)laced  on  two  or  more  supports  or  embedded  at  one  end  and  so  forth. 

'*  The  construction  of  these  piles  and  sheet  piles,  their  combination,  and  the 
"  method  of  placing  them  in  position  as  well  as  the  applications  of  which  these  25 
''  separate  and  combined  elements  are  capable  form  the  object  of  the  present 
''  invention,  and  are  shown  in  the  accompanying  drawings    .    •    •    . 

^^  Figure  1    .    .    •    shows  in  elevation  a  row  of  piles.    These  piles  are  formed 
''  in  a  mould  after  the  manner  of  girders  of  strengthened  b^ton.     They  are 
'^  formed  by  metallic  rods  a  a^  of  suitable  dimensions  and  section  (generally  of  30 
'*  round  iron  of  15 — 30  millimetres)  connected  from  place  to  place  by  stirrup 
*'  clasps  or  crosspieces  h  shown  in  detail  in  Figure  2. 

"  These  crosspieces,  which  may  be  of  any  suitable  section,  such  for  instance 
*'  as  rectangular,  square  or  circular,  are  placed  as  required  during  the  filling  of 
'*  the  mould  and  form  veritable  clasps  or  cramps.  They  may  be  arranged  in  35 
"  plan  as  sffown  in  Figure  3,  which  is  a  section  on  the  line  C — D  of  Figure  4, 
''  this  latter  representing  on  an  enlarged  scale  the  head  of  a  pile  covered  with  a 
"  cap  for  the  ramming. 

"  In  its  lower  part  the  pile  is  armed  with  a  shoe  c  (Figure  1)  in  the  form  of  a 
"  point  in  order  to  facilitate  its  being  driven  into  the  ground.  The  head  of  the  40 
''  pile  is  narrower,  which  allows  of  ^  interval  between  the  heads  of  two 
"  adjacent  piles.  The  piles  are  inserted  according  to  the  nature  of  the  ground 
'•  either  by  dropping  or  by  means  of  ramming.  In  order  to  ensure  uniformly 
"  distributed  blows  on  the  pile  and  to  prevent  the  blows  of  the  ram  injuring  it, 
^^  I  crown  the  pile  with  a  cap  d  of  steel  or  cast  metal  (shown  in  longitudinal  45 
"  section  in  Figures  1  <&  4,  in  horizontal  section  in  Figure  -5,  and  in  plan  view 
"  in  Figure  6)  said  cap  being  closed  at  its  lower  part  by  a  clay  stopper  e  held 
"  by  a  plug /of  hemp  or  spun  yarn. 

"  This  cap  is  filled  internally  with  previously  dried  sand.  A  very  regular 
^*  cushion  is  thus  formed  on  the  head  of  the  pile  and  all  round  the  said  head,  50 
"  which  cushion  distributes  the  pressure  in  an  absolutely  equal  manner.  By 
**  surrounding  the  lateral  faces  of  the  head  I  avoid  in  a  certain  manner  any 
**  crushing  of  the  ^cement.  This  special  arrangement  for  the  ramming  enables 
**  the  irons  a  a\  Figure  4,  to  project  beyond  the  head  of  the  pile,  in  order,  in 
"  case  of  need,  to  allow  of  their  being  connected  with  other  parts  of  the  struc-  55 
^*  ture.  These  irons  may  in  this  case  run  in  a  vertical  direction  or  be  bent  in 
**  the  form  of  hooks.    •    •    • 
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**  The  piles  and  solid  sheet  piles  of  strengthened  beton  which,  owing  to  the 
"  arrangement  of  the  protective  cap  which  I  have  described  may  be  driven  into 
"  the  ground  with  the  same  facility  as  piles  or  sheet  piles  of  wood,  have 
^*  nnmerous  advantages  over  these  latter,  as  not  only  does  the  method  of 
'*  moulding  and  of  protecting  enable  any  suitable  power  of  resistance  and  any 
"  desired  forms  and  dimensions  to  be  given  them,  but  where  it  is  a  question  of 
*'  a  dam  or  wall,  it  may  be  constructed  without  interfering  with  the  navigation 
**  and  without  its  being  necessary  to  lower  the  Jevel  of  the  water.  Their  non- 
^'  liability  to  alter  in  air  or  water  allows  of  constructions  of  this  strengthened 
"  beton  being  raised  above  the  level  of  the  water  when  works  executed  in 
"  timber  cannot  bear  the  alternations  of  dryness  and  hujnidity.    Foundations 


FIG. 3. 


FIG  I 


**  of  this  strengthened  b^ton  as  regards  economy,  facility  of  execution,  main- 
**  tenance  and  repairs  advantageously  replace  foundations  on  caissons  of 
"  compressed  air."  ,,  j  .    x^ij. 

15  The  Patentee  claimed  :— « 1.  Piles  formed  of  bars  of  iron  embedded  in  b6^n 
"and  cross  tied  by  cramps  in  such  a  way  as  to  always  form  a  solid  girder 
"  practically  constructed  for  supporting  the  weight  of  an  upper  building  or 
"  construction  or  any  desired  lateral  horizontal  pressures,  substantially  as 
**  hereinbefore  described  and  shown  in  the  accompaning  drawings.    2.  Sheet 

20  "  piles  of  strengthened  b^ton  such  as  described  characterized  by  longitudinal 
"  grooves  (p  o^)  the  groove  (o)  on   one  sheet  pile  serving  as  guide  for  the 


ramming 


o  o") 
of  th 


e  adjacent  sheet  pile  to  a  projection  formed  in  the  lower  part 
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**  of  each  sheet  pile  in  proximity  to  the  point ;  the  ultimate  filling  with  cement 
'^  of  the  interval  between  the  grooves  (o  o^)  enabling  adjacent  sheet  piles  to  be 
*'  connected  together  in  a  perfect  manner,  thas  forming  an  absolutely  tight 
**'  wall,  substantially  as  described.  3.  In  piles  of  the  kind  described,  a  metal 
'*  cap  substantially  as  hereinbefore  described  and  shown  in  the  accompanying  5 
*'  drawings,  for  use  in  ramming,  enabling  the  head  of  the  pile  or  sheet  pile  to 
*'  be  entirely  encased  and  to  distribute  the  pressures  of  the  blows  of  the  ram 
•*  uniformly  on  all  the  faces  of  said  head  by  means  of  an  interposed  cushion  of 
^'  sand.  4.  The  application  of  piles  and  sheet  piles  of  strengthened  beton,  such 
'^  as  described,  to  the  construction  of  any  works  or  foundations  in  bad  soil,  10 
^*  to  dams  for  hydraulic  works,  quay  and  sustaining  walls,  the  consolidation 
**'  of  slopes  and  the  like,  and  their  combination  with  beams  or  girders  of 
"  strengthened  beton,  crossbeams,  tie  beams  and  the  like  for  the  construction 
'^  of  indef  ormable  monolithic  works,  as  well  as  their  combination  with  planks  of 
"  strengthened  beton  for  the  formation  of  overhanging  stagings,  fronts  of  quay  15 
"  walls  and  other  like  works." 

On  the  2nd  of  November  1905  Edmofid  Caignet  commenced  an  action  against 
Oustave  Louis  Mouchel  for  (inter  alia)  an  injunction  restraining  the  Defendant, 
his  servants  and  agents,  until  judgment  in  that  action  or  f urtheriOrder,  from 
"  threatening  the  Plaintiff  or  William  Cowlin  &  Son  or  any  other  person  20 
"  or  persons  with  legal  proceedings  or  liability  in  respect  of  the  alleged 
"  infringement  of  the  Letters  Patent  No.  10,203  of  1897,  or  the  Letters  Patent 
"  No.  20,675  of  1902,  or  of  any  other  Letters  Patent  to  the  benefit  of  which  the 
"  Defendant  claims  to  be  entitled." 

On  the  9th  of  November  1905  Gustave  Lottis  Moiichel  and  Francois  Hennebique  25 
commenced  an  action  for  infringement  of  the  Patent  No.  10,203  of  1897  against 
Edmund  Coignet,  William  Cowlin  &  Son,  and  George  Chico  Workman,  claiming 
the  usual  relief. 

On  the  17th  of  November  1905  the  Plaintiff  in  the  first-mentioned  action 
moved  before  Mr.  Justice  Btickley  for  an  injunction  to  restrain  the  Defendant  30 
from  making  the  alleged  threats.  An  Order  was  made  that  all  further  pro- 
ceedings in  that  action  be  stayed,  with  liberty  to  the  Plaintiffs  therein  to  restore 
the  motion  in  the  event  of  the  Plaintiffs  in  the  action  for  infringement  not 
prosecuting  the  same  with  due  diligence. 

The  Plaintiffs  in  the  infringement  action  by  their  Statement  of  Claim  alleged  35 
that  the  Plaintiff  Frangois  Hennebiqi^  was  the  legal  owner  of  the  Patent  of 
1897  and  that  the  Plaintiff  Mouchel  was  equitably  interested  in  it ;  that  the 
Defendants  had  infringed  and  that  they  threatened  and  intended  to  continue  to 
infringe  ;  and  by  their  Particulars  of  Breaches  they  alleged  that  the  Defendants 
had  made,  used,  exercised,  and  vended  piles  constructed  of  concrete  with  40 
longitudinal  bars  of  iron  crossed  tied  by  cramps,  and  metal  caps  in  connection 
therewith,  substantially  as  described  in  the  Specification  of  the  Patent,  and  in 
particular  were  then,  at  Cumberland  Basin,  Bristol,  making,  using,  exercising 
and  veuding  piles  so  constructed. 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiff  Hennebique'a  45 
ownership  of  the  Patent  at  any  material  time  ;  they  denied  that  the  Plaintiff 
Mouchel  was,  or  had  been  at  any  material  time,  equitably  interested  in  the 
Patent,  and  said  that  he  had  no  cause  of  action  against  them ;  they  denied 
infringement,  and  alleged  that  the  Patent  was  invalid  on  the  grounds  appearing 
in  the  Particulars  of  Objections.  50 

By  their  amended  Particulars  of  Objections  they  alleged  as  follows: — 
1.  The  invention  was  not  new  at  the  date  of  the  Patent,  but  had  been 
published  in  this  counti-y  in  the  manner  following : — (A)  By  the  publication 
of  the  following  British  Specifications,  the  whole  of  which  were  relied  on  : — 
Brannon  (No.  2703  of  1871),  Imray  (No.  3377  of  1883),  Wtlson  (No.  5990  of  55 
1885),  Bordenave  (No.  4386  of  1887),  Edwards  (No.  2941  of  1891),  Hennebique 
(No.  14,530  of  1892).    (B)  By  the  publication  of  the  following  Specifications  at 
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the  Patent  Office  prior  to  the  date  of  the  Patent,  the  whole  of  which  Specifica- 
tions were  relied  on  i—Stempel  (No.  411,360,  A.D.  1889,  United  States),  Coignet 
and  Coiaeau  (No.  242,239,  A.D.  1894,  France),  and  (No.  112,680,  A.D.  1894, 
Belgium).      (C)  By  the  publication  of  an  abstract  from  the  above-mentioned 
5   Specification  No.  112,680  in  the  Patent  Office  in  1895.    (D)  By  the  publication  of 
the  following  books,  pamphlet,  and  paper  at  the  dates  and  places  mentioned  : — 
(1)  A  book  entitled  *'  Betons  Agglomeres  Appliques  a  I'Art  de  Construire,"  by 
Frangois  Coignet^  published  about  the  year  1861  and  subsequently  at  the 
British  Museum.    The  parts  relied  on  were  pages  97,  110,  151,  152,  159, 160, 
.10  and  195.    (2)  The  Proceedings  of  the  Institute  of  Mechanical  Engineers  for 
July  1895,  pages    410-414,  and    the  drawings    therein    referred  to.      (3)   A 
pamphlet    entitled    "Du    Calcul    des    Ouvrages    en    Ciment    avec    Ossature 
"  Metallique,"  by  Coignet  and  Tedexo^  published  about  1894  and  subsequently 
at  the  British  Museum ;  the  portion  relied  on  was  page  40.     (4)  A  paper 
J. 5  entitled  "Le  Ciment,"  published  about  1896  and  subsequently  at  the  British 
Museum ;    the  portions  relied  on  were  pages  14   and   15.     2.  The  alleged 
invention  was  not  the  proper  subject-matter  of  Letters  Patent,  and,  having 
regard  to  the  matters  published  in  the  documents  mentioned  in  paragraph  1 
above,  was  not  an  invention,  but  an  obvious  use  of  well-known  materials  in  a 
20  well-known  manner  requiring  no  invention.    3.  Each  of  the  above  Objections 
applied  to  each  and  all  of  the  Claims  in  the  Specification  No.  10,203  of  1897. 
4.  The  invention  claimed  in  the  third  claiming  clause  of  the  Specification  had 
been  published  at  the  New  North  Jetty,  Devonport,  in  1886,  where  a  metal  cap 
and  a  cushion  were  used  in  driving  piles. 
25      The  French  and  Belgian  Patents  of  Coignet  and  Coiseau  ihentioned  above 
were  not  referred  to  at  the  trial,  as  it  was  admitted  by  the  Defendants  that  the 
Specifications  had  not  been  published  before  the  date  of  the  Patent. 

The  Plaintiffs  delivered  the  following  interrogatories : — "  1.   Referring  to 

*^  paragraphs  1  and  2  of  the  Particulars  of  Breaches  in  this  action,  have  not  the 

30  ^  Defendants  or  some  and  which  of  them,  at  Cumberland  Basin,  Bristol,  or  at 

^'  some  other  and  what  place  in  this  realm — (A)  Manufactured  piles  formed  of 

"  bars  of  iron  or  steel  around  the  outside  of  which  is  coiled  iron  or  steel  rod  or 

"  wire,  the  whole  structure  being  embedded  in  beton  or  concrete  and  con- 

"  structed  substantially  as  shown  in  the  accompanying  drawing  *  A '  ?•    If  nay, 

35  '*  set  out  in  what  respect  the  piles  so  manufactured  differ  from  the  said  drawing  ? 

"  (B)  Used  for  the  foundation  of  a  warehouse  at  Cumberland  Basin,  aforesaid, 

"  or  for  some  and  what  foundation  or  other  purpose  piles  constucted  substan- 

•*  tially  as  hereinbefore  described  ?  (C)  Driven  for  the  foundations  of  the  said 

"  warehouse  or  for  some  other  and  what  purpose  piles  constructed  as  aforesaid,- 

40  ^*  and  whether  or  not  driven  with  a  cap  and  dolly,  substantially  as  set  out  in  the 

**  accompanying  drawing  *  B,'  or  by  some  and  what  other  means,  and  whether 

**  or  not  with  sand  or  other  and  what  cushioning  or  other  substance  interposed 

"  between  the  said  cap  and  the  head  of  the  said  pile  ?    2.  Were  not  the  piles  so 

"  manufactured,  used  or  driven  as  aforesaid,  (A)  so  constructed  as  to  form  a 

45  "  solid  girder,  and  capable  of  supporting  the  weight  of  an  upper  building,  or 

"  how  otherwise  ?    (B)  Provided  with  a  metal  shoe  in  the  form  of  a  point  to 

.  **  facilitate  entrance  into  the  ground.    If  nay,  what  was  the  construction  of  the 

"  point  of  the  pile  ?    3.  Were  not  the  Defendants,  Cowlin  A  Son  and  Q,  C. 

^'  Workman^  or  one  and  which  of  the  said  Defendants,  agents  for  the  Defeudant 

50  "  Coignet  in   constructing   or   erecting   the  said   piles,  or  did  not  the  said 

**  Defendant  Coignet  otherwise  authorise  the  said  construction  or  erection." 

By  their  Answers  to  Interrogatories  1  and  2  the  Defendants,  Coignet  and 
Workman  stated  that  they  had  not  done  nor  ordered  to  be  done  any  of  the 
matters  referred  to,  bat  to  the  best  of  their  knowledge  and  belief  the  mattera 

*  The  e^i^nlaal  portion  of  this  drawing  is  shown  pod^  page  384. 
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were  done  by  the  Defendants  GowUn  Jt  Son  in  the  manner  set  out  in  the 
Answer  of  F.  N.  Cowlin.  They  stated,  in  answer  to  Interrogatory  3,  that  since 
aboat  September  1904  Workman  had  been  the  representative  of  Coignet  in 
England  to  bring  GoigneVs  Patents  to  the  notice  of  engineers,  contractors,  and 
others,  with  a  view  to  granting  licences  to  use  the  inventions,  and  to  advise  as 
to  the  best  way  of  putting  the  inventions  into  practice.    The  Defendant  Coignet 


said  that  neither  Cowlin  A  Son  nor  Workman  had  been  his  agents  in  con- 
structing or  erecting  the  piles  referred  to,  and  that  Cowlin  A  Son  had  been 
licensed  by  him  to  use  certain  patented  inventions  relating  to  armoured  concrete 
constructions.  The  Defendant  Workman  said  that  he  had  from  time  to  time 
advised  Cowlin  &  Sm  as  to  the  best  form  of  construction  and  method  of  con- 
structing the  piles  complained  of,  but  that  he  had  never  constructed  them  nor 
given  any  orders  for  their  construction.  Francis  Nicholas  Cowlin^  a  partner  in 
the  firm  of  William  Cowlin  A  Son^  said,  in  answer  to  Interrogatory  1  (A),  that 
his  firm  had,  ac  Cumberland  Basin,  Bristol,  manufactured  piles  substantially  as 
described  and  shown  in  the  three  left  hand  figures  of  drawing  "A,"  save  that 
the  shoe  was  somewhat  recessed  and  some  of  the  rods  extended  into  it  as  shown 


10 


15 
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in  red  ink*  in  the  Drawing.  His  firm  had  not  manufactured  piles  according  to 
the  designs  shown  in  the  four  figures  on  the  right  hand  side  of  drawing  "  A." 
In  answer  to  1  (B),  he  said  yes.  In  answer  to  1  (C),  he  said  yes  as  regards  the 
first  part,  and  in  answer  to  the  second  part  he  said  that  the  form  of  cap  used 
5  was  shown  on  a  drawing  exhibited  by  him.  The  cushioning  substance  was 
sometimes  granulated  cork,  and  at  other  times  a  piece  of  wood  ;  safid  was  not 
used.  In  answer  to  2  (A),  he  said  that  the  piles  when  driven  had  been  used 
precisely  as  ordinary  piles  were  used  for  supporting  the  weight  of  the  building 
placed  upon  them,  but  he  did  not  know  whether  they  could  be  said  to  form  a 

10  solid  girder  or  not.  In  answer  to  2  (B)  he  said  that  the  form  of  the  metal  shoes 
which  were  used  was  shown  in  the  drawing  **  A."  In  answer  to  3,  he  said  that 
neither  he  nor  any  member  of  his  firm  was  agent  for  the  Defendant  Goignsi ; 
he  and  his  firm  acted  as  independent  principals  for  their  own  profit,  only 
reoeiying  advice  from  Goignet  as  to  the  best  form  of  piles  and  other  matters  of 

15  construction,  and  paying  him  a  royalty  for  leave  to  use  his  inventions. 

The  Plaintiffs  admitted  the  publication  in  this  realm  before  the  date  of  the 
Patent  of  the  English  Specifications  referred  to  in  the  Particulars  of  Objections, 
the  American  Specification,  the  book  entitled  "Betons  Agglomeres,"  the 
Proceedings  of  the  Institution  of  Mechanical  Engineers,  and  the  pamphlet 

20  entitled  *'  Du  Calcul."  They  also  admitted  that  the  alleged  abstract  referred  to 
in  paragraph  1  (C)  was  published  in  this  realm  on  the  18th  of  May  1896, 
subject  to  the  qualification  or  limitation  that  it  was  published  as  contained  in 
^^  *  Receuil  speciale  des  brevets  d'inventions,*  public  en  execution  de  Tarticle  20 
*^  de  la  loi  du  24  Mai  1854  :  Qnarante  deuxieme  annee,  1895,  descriptions  des 

25  **  brevets  delivr^s  du  P'  au  31  Decembre  1894,"  page  348. 

The  Specification  of  Brannon's  Patent  (No.  2703  of  1871)  for  "  Improvements 
"  in  the  construction  of  fireproof  houses  and  other  buildings  "  contained  the  fol- 
lowing passages  : — My  invention  has  reference  to  the  mode  of  forming  the  roofs, 
^'  tiles,  slabs  or  fiagstones,  fioors,  ceilings,  stairs,  doors,  walls,  and  other  parts  of 

30  "  buildings  or  other  structures  upon  the  principle  which  I  term  monolithic  con- 
"  struction  of  cement,  concrete,  or  concreted  earthy  or  other  materials,  in  combi- 
"  nation  with  metallic,  fibrous,  or  lamellated  substances  with  a  view  to  render 


ric.io.  • 


"  the  said  buildings  more  durable,  fireproof,  and  healthy  than  those  of  the  present 
"  construction,  and  consists  in  employing  for  the  above  purposes  a  sustaining 
35  '*  metallic  skeleton,  or  framework,  firmly  bolted  or  bound  together,  upon  which 
**  is  stretched  open  wirework,  the  whole  so  arranged  as  to  admit  of  being 
**  entirely  or  psurtially  enclosed  or  embedded  in  the  said  concrete  or  other 

*  Shown  by  dotted  lines  in  the  drawing  ante,  page 
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"  materials,  composing  the  strncture  or  portions  thereof,  and  thus  secure 
"  perfect  bonding  of  the  same  into  a  solid  and  coherent  mass,  and  to  further 
^^  increase  the  coherency  and  solidity  of  the  mass  and  render  the  same  capable 
^'  of  resisting  transverse  and  tensile  strains  when  applied  to  floors,  roofs,  arches, 
^^  bridges,  viaducts,  and  aqueducts,  I  intimately  commingle  with  the  concreted  5 
"  materials  upon  the  principle  which  I  term  stone  felting  or  litho-feltingr 
"  process,  and  interpose  between  successive  layers  thereof  or  between  courses 
"  or  layers  of  bricks,  tiles,  or  stones,  or  any  lamellated  material,  strands  or 
*'*'  fabrics  of  wire  or  fibrous  substances,  and  in  the  construction  of  fortifications 
^'  and  retaining  walls  or  embankments,  piers,  and  other  marine  works  to  effect  10 
"  the  bonding  of  the  mass."  .  .  . 

"  Fig.  10*  shows  a  mode  of  forming  or  constructing  pillars  or  piles  with 
"  trussed  framing  and  wirework  both  enclosing  and  incorporated  with  heavily 
^'  rammed  concrete,  the  lower  section  showing  the  arrangement  for  marine 
*'  piling,  by  bolting  the  stanchion  framing  to  a  shoe.*'  15 

The  abstract  from  the  Belgian  Patent  (No.  112,680  of  1894)  of  Coignet  and 
Coiseau  was  in  the  following  terms  in  the  translation  given  in  the  judgment 
of  Mr.  Justice  Warrington  (23  R.P.C.  664)  : — "  The  invention  has  as  its  object 
^^  a  new  system  of  piles  and  sheet  piles  of  a  special  construction  of  such  a  nature 
^^  as  to  render  them  not  subject  to  the  attacks  of  teredos  in  submarine  works  20 
^'  and  in  general  not  subject  to  the  attacks  oC  all  those  agents  of  destruction 
"  which  are  found  in  fresh  water,  while  still  giving  them  the  same  qualities 
^^  of  resistance  to  compression  and  flexion  as  those  of  piles  and  sheet  piles 
"  of  wood." 

The  Specification  of  StempeVs  Patent  (No.  411,360,  A.D.  1889,  United  States)  25 
for  a  *^  Post,  rail-tie,  beam,  &c.,"  contained  a  passage  given  in  ^e  judgment  of 
the  Lord  Chief  Justice  {post^  page  243),  and  also  the  following  passages  and 
Drawings  : — "  This  invention  relates  to  devices,  by  the  combination  of  metal 
^^  rods  or  wires  with  concrete,  glass,  or  other  substance  not  subject  to  decay,  to 

"  form  fence  and  other  posts,  pillars,  railway-ties,  beams,  &c Fig.  III.  30 

*^  is  an  enlarged  transverae  section  of  one  end  of  the  metal  frame,  and  shows 
"  the  terminal  hooks  of  its  vertical  ix)ds  turned  inward  over  the  embracing-coil 
"  of  the  connecting-wire.  Fig.  IV.  is  a  like  view  showing  the  hooks  projecting 
"  outward  over  the  coils."    Figs.  I.,  III.  and  IV.  are  given  on  p.  237. 

The  action  came  on  for  trial  on  the  27th  of  June  1906,  before  Mr.  Justice  35 
Warrington^  who  held  that  the  Patent  was  valid,  and  that  the  Defendants, 
William  Cowlin  A  /Son,  but  not  Coignet  or  Workman^  had  infringed  Claim  1, 
but  not  Claim  3.    The  action  as  against  Coignet  and  Workman  was  dismissed 
with  costs  (23  R.P.C.  649).    The  Defendants,  WiUiam  Cowlin  A  Son^  appealed. 

The  appeal  came  on  for  hearing  on  the  28th  of  February  1907.    Asthury^  K.C.  40 
and  Oraham  K.C.  (instructed  by  Ashtvell  A  Co.%  appeared  for  the  Appellants  ; 
Cripps  K.C.,   Walter  K.C.,  and  Cole/ax  (instructed  by  G.  B.  Ellis)  for  the 
Respondents. 

Astbury  K.C.  for  the  Appellants. — Both  validity  and  infringement  are  in 
question,  but  as  to  validity,  the  matter  can  be  decided  on  the  evidence  of  the  45 
Plaintiffs'  witness,  Mr.  Swinburne.  The  Plaintiffs  have  had  to  admit  that,  given 
the  idea  of  using  the  combination  of  iron  and  concrete  for  a  beam  or  a  gate-post, 
there  is  no  invention  in  using  it  for  piles,  or  in  the  construction  of  a  pile.  The 
Plaintiffs  say  that  the  conception  is  the  invention,  and  they  go  on  to  say  that 
engineers  would  not  believe  that  it  would  work.  The  claim  is  for  the  article  50 
when  made,  and  it  does  not  involve  driving.  Branmm  was  in  advance  of  his 
time.  He  bolted  the  cross-pieces  to  the  angle-irons  he  used  instead  of  the  round 
bars  of  the  Plaintiffs'  form,  and  thus  made  an  unnecessarily  strong  pile.  It  is 
now  known  that  it  is  not  necessary  to  bolt  the  cross-pieces.  It  is  said  that 
Fig.  10  in  Brannon's  Specification  is  intended  to  show  a  structure  in  which  the  55 

*  Shown  antfij  page  236. 
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strength  is  obtained  from  the  framing.  It  was  also  said  that  the  framing  was  to 
be  driven  first  and  then  filled  with  concrete,  but  that  view  has  been  abandoned. 
The  Plaintifi's  denied  that  Brannon*8  structure  was  f  erro-concrete  in  the  modem 
acceptance  of  the  term,  but  there  is  not  a  word  in  the  PlaintiflEs'  Specification 
to  show  that  the  stirrups,  or  cross-pieces,  must  be  loose.  The  Specification 
says  the  stirrups  have  to  do  the  work  of  the  lattice  in  a  girder ;  the  Defen- 
dajits*  spiral  has  not.  The  Defendants'  case  as  to  validity  is  so  strong  that  it 
may  be  unnecessary  to  deal  with  infringement.  Mr.  Swinburne  says  there  was 
no  invention  in  making  the  Plaintiffs*  pile  ;  the  invention  lay  in  the  conception 
that  the  structure  could  be  used  as  a  pile.    The  majority  of  piles  are  driven. 


flow. 
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but  some  are  simply  sunk.  Brannon^s  Drawing  shows  a  structure  with  concrete 
inside  and  out.  The  Plaintiffs  say  that  no  one  would  realise  that  it  was  possible 
to  drive  such  a  pile.  Why  did  Brannon  put  a  shoe  on  his  structure  unless  it 
was  intended  to  be  driven  ?    The  Plaintiffs'  argument  leads  to  the  conclusion 

15  that  a  person  who  kept  piles  such  as  Brannon's  stored  up  would  not  be  an 
infringer.    The  Claim  is  for  putting  an  old  structure  in  a  new  position. 

Cripps  K.C.,  for  the  Respondents.— A  ferro-concrete  pile  is  made  by  putting 
certain  loose  rods  in  a  mould  that  is  filled  up  with  concrete,  the  rods  being 
loosely  tied  together  to  hold  them  in  position.      Hennebique  was  the  first  to 

20  conceive  the  idea  that  such  a  pile  could  be  driven.  The  learned  judge  came 
to  the  conclusion  that  what  there  is  in  Brannon's  Specification  is  not  a  ferro- 
concrete structure.  [Lord  Alvbrstonb  L.C.J.— The  Respondents'  Speci- 
fication is  not  limited  to  piles  that  can  be  driven  ;  it  applies  to  piles  that  can 
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be  dropped.]  The  Specification  says  that  the  ferro-concrete  pile  has  all  the 
qnalities  of  a  wooden  pile,  and  so  it  can  be  driven.  The  whole  point  is  that 
BrannorCs  pile  is  a  rigid  metallic  stracture,  and  that  the  Respondents*  is  not ; 
BrannorCs  pile  was  not  ferro-concrete,  as  now  nnderstood.  His  pile,  if  first 
made  after  the  date  of  the  Patent,  woald  not  have  been  an  infringement.  The  5 
Respondents  do  not  say  that  filling  a  non-rigid  metallic  strnctnre  with  concrete 
was  new.  The  learned  jadge  foand  that  the  Patent  was  for  a  pile — a  physical 
thing;  not  for  the  knowledge  that  one  can  drive  it.  Figs.  1  and  11  of 
BrannorCs  Specification  do  not  show  ferro-concrete,  because  there  one  has  an 
iron  structure  filled  up  with  concrete — that  is  not  ferro-concrete.  The  expression  10 
ferro-concrete  is  not  used  in  Hennebique^a  Specification ;  beton  or  concrete 
strengthened  with  iron,  is  the  term  used.  BrannorCs  pile  is  not  a  structure  of 
b^ton  or  concrete  strengthened  with  iron  or  steel,  but  an  iron  structure  filled 
up  with  concrete.  [Lord  Alybrstonb  L.CJ. — If  you  are  going  to  put 
that  construction  on  the  Specification  Stempel  becomes  material.]  The  l.*) 
Respondents  thought  Stempel  the  more  material.  They  employ  strengthened 
concrete  made  drivable — quite  diflEerent  from  Brannon.  [Lord  Alverstonb 
L.CJ, — It  is  difficult  to  read  *' piles"  in  the  first  Claim  in  the  narrow  sense 
that  is  necessary  to  support  your  contention.]  Hennebiqu^B  Specification 
shows  that  the  Patent  is  for  a  pile  that  can  be  driven  ;  a  particular  form  20 
of  cap  is  described.  The  merit  of  the  invention  lies  in  strengthening  the 
concrete  ;  the  pile  was  a  new  product.  In  one  sense,  there  is  no  difference  of 
construction  between  Figs.  1,  3  and  4  of  Stempel^  and  Fig.  1  of  Hennebique. 
StempeVa  construction  aims  at  giving  strength  in  posts  and  the  like,  in  which 
the  stresses  are  very  different  from  those  in  piles.  The  form  of  a  structure  25 
that  may  be  used  as  a  post  does  not  assist  in  designing  a  pile.  The  relatively 
great  length  of  piles  constitutes  a  difference,  although  it  is  true  that  piles  may 
be  made  short.  There  is  a  substantial  difference  between  taking  a  metallic 
structure  and  reinforcing  it  with  concrete  and  taking  a  concrete  structure  and 
reinforcing  it  with  iron.  BrannorCs  construction  was  too  costly.  A  built-up  30 
structure  is  entirely  different  from  the  loose  structure  of  Hennehiqus.  Sup- 
posing that  ferro-concrete  had  been  used  horizontally,  it  would  have  been 
invention  to  use  it  vertically,  if  it  had  to  be  driven  in  the  vertical  position. 
If  the  Appellants*  view  of  the  scope  of  HenneHque^s  Patent  is  correct,  that 
Patent  has  been  anticipated  by  Hennebique^a  earlier  Patent.  It  is  for  the  Court  35 
to  determine  whether  what  is  claimed  is  discovery  or  invention.  There  is  no 
claim  under  Hennebtque'a  Patent  for  a  square-ended  pile;  the  capacity  for 
being  driven  is  part  of  the  invention. 

Walter  K.C.,  followed. — ^The  invention  is  of  a  most  revolutionary  character  ; 
its  validity  is  entirely  unaffected  by  the  alleged  anticipations.  A  reference  40 
to  Hennebiqvs'a  Patent  of  1892  shows  how  well  the  idea  has  been  worked  out. 
In  the  earlier  invention,  the  inventor  used  the  stirrups  for  taking  the  tensions, 
which  can  be  calculated.  It  is  a  particular  arrangement  of  iron  and  concrete  ; 
and  the  invention  in  this  case  is  another  particular  arrangement.  The  method 
of  construction  had  previously  been  used  for  girders ;  the  problem  v^as  to  45 
ascertain  if  it  could  be  used  for  piles.  The  structure  has  to  be  strong  enough 
to  resist  the  strains  in  all  directions.  Accordingly  the  bars  are  put  all  round 
with  the  anchors  to  resist  bursting  strains.  The  arrangement  is  not  to  be 
found  in  the  earlier  Specifications.  In  Fig.  2  the  dotted  lines  are  not 
diagonal  stirrups ;  they  go  out  to  the  edge  of  the  Drawing,  which  shows  a  50 
section  of  the  shoe  only.  The  Appellants  have  copied  the  Patentee's 
arrangement  completely.  So  perfectly  did  the  inventor  understand  the  structure 
that  it  is  only  the  shoe  that  is  the  resistent  part  in  the  downward  stroke.  A 
pile  may  be  dropped  through  mud,  but  after  that  it  must  be  driven  or  screwed  ; 
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all  the  witneBsea  agreed  that  a  pile  was  a  structure  that  mnst  be  capable  of  being. 
driven.    There  is  nothing  against  the  Respondents  as  to  the  shoe.    The  trae  con- 
straction  of  the  Specification  must  be  the  same  for  validity  as  for  infringement 
The  Patent  is  for  a  particular  form  of  f erro-concrete  construction  made  of  iron 

5  bars  embedded  in  concrete  and  cross-tied  by  cramps  so  as  to  resist  strains  in  all 
directions.  It  involves  what  was  absolutely  unknown  at  the  date  of  the  Patent— 
the  knowledge  that  concrete  could  be  used  so  as  to  resist  concussion  strains. 
It  was  a  startling  novelty  and  was  rjeceived  with  incredulity.  Engineers  came 
from  all   parts  of  the  world  to  Southampton  to  see  the  method  in  operation. 

10  It  is  not  intended,  as  has  been  suggested,  to  flood  the  Patent  with  merit  in 
order  to  induce  the  Court  to  put  a  different  construction  upon  it,  but  it  is  said 
that  there  is  no  subject-matter  and  no  merit  in  the  combination.  To  test 
infringement,  one  has  to  see  what  is  acting.  To  test  the  substance,  would  it  be 
a  different  pile  if  it  was  made  round  and  other  rods  were  put  in — when  one  is 

15  told  in  the  Specification  that  one  must  adjust  the  parts?  The  substantial 
features  of  Fig.  3  have  been  taken  ;  the  alleged  infringement  is  constructed  so 
that  the  pile  may  act  as  a  girder  in  every  direction,  the  cramps  are  as 
described.  The  spiral  winding  may  be  regarded  as  a  series  of  circular  hoops ; 
80  may  the  wires  shown  in  Fig.  3.    There  is  no  possibility  of  shifting  of  the 

20  wires  when  embedded  in  concrete.  If  the  wires  were  replaced  by  string,  that 
would  not  work.  There  is  a  tension-rod  all  round  in  both  the  Respondents'  and 
the  Appellants'  f orms^  The  rods  resist  the  bursting  strain.  The  forces  are  always 
at  right-angles  to  the  surface.  That  shows  the  merit  of  the  invention.  The 
bending  strains,  qua  girder,  are  resisted  by  the  long  rods.    Under  the  operation 

25  of  a  lateral  strain,  in  both  the  Respondents'  and  the  Appellants'  forms  the  ties 
will  hold  the  long  rods  together.  If  that  is  the  true  construction,  Brannon  is 
not  material.  The  outside  of  Brannon* s  structure  is  plastered  on.  It  is  not  a 
structure  within  the  meaning  of  the  Specification.  Stempel  describes  a  post, 
that  has  not  a  shoe.    He  did  not  teach  the  world  that  such  a  structure  could  be 

30  driven  as  a  pile.  What  would  have  been  a  clumsy  infringement  is  not  an 
anticipation.    Subject-matter  is  not  attacked. 

Qraham  K.C.,  in  reply. — ^The  first  Claim  is  for  a  pile  that  could  be  used  by 

driving,  not  necessarily  by  driving  alone.     The  Respondents  seek  to  cut  down 

*  the  Claim  and  say  that  the  clamps  must  be  of  a  particular  class  ;  if  the  Claim 

35   is  so  construed,  there  is  nothing  to  prevent  the  Respondents  using  another  form. 

Lord  Alvbbstonb  L,GJ. — This  is  a  Patent  action  in  which  Mr.  Justice 

Warrington  has  upheld  the  Patent,  and  has  held  that  there  is  an  infringement. 

We  have  been  addressed  to-day  in  an  extremely  able  argument  by  Mr.  Walter^ 

who  has  asked  us  to  put  a  very  narrow  construction  upon  this  Specification, 

40  and  to  support  the  Patent  upon  that  narrow  construction,  and  hold  that  there 
has  been  infringement.  Sp^iking  for  myself,  if  I  had  been  convinced  by  Mr. 
Walter^s  argument  that  the  narrow  construction  ought  to  be  put  upon  the 
Specification,  I  am  by  no  means  clear  that  the  Patent  could  not  be  supported  ; 
but  I  express  no  opinion  as  to  whether  there  was  infringement,  because  we 

46  have  not  heard  Mr.  Oraham^s  reply  upon  that  matter,  and  we  do  not  need  to 
decide  it.    I  have  come  to  the  conclusion,  for  reasons  which  I  will  endeavour 
to  explain  as  clearly  as  I  can,  that  it  is  not  possible  to  put  upon  this  Specifi- 
cation the  narrow  construction  which  would  enable- the  Patent  to  be  held  valid. 
Throughout  the  greater  part  of  the  argument  (and  it  is  in  no  discourtesy  to 

50  Mr.  Waiter  to  say  that  his  later  argument  was  rather  inconsistent  with  his 
leader's  earlier  argument),  both  from  the  Appellants'  Counsel  and  from  Mr. 
Gripps^  the  leading  Counsel  for  the  Respondents  yesterday,  I  understood  that 
the  way  the  case  had  been  presented  in  the  Court  below  was  that  the  merit, 
be  it  invention  or  be  it  discovery,  was  the  announcing  to  the  public  that  a  ferro- 

55  concrete  pile  could  be  used  for  the  purpose  of  the  pile  (I  will  say  for  the 
moment)  mentioned  in  this  Specification.  It  is  doing  no  injustice  to  the 
Plaintiffs'  case  to  say  that,  so  far  as  the  Court  is  to  be  guided  by  the  explanation 
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.of  scientific  witnesses,  that  most  nnqnestionably  was  the  way  in  which  the 
merit  of  the  invention  or  discovery  was  explained  to  the  Court.  The  principal 
witnesses  whose  evidence  was  read  for  the  Plaintiffs,  Mr.  Dugald  Clerk  and  Mr. 
Swinburne^  both  enlarged,  and  very  properly  enlarged  from  their  point  of  view^, 
upon  the  tact  that  they  never  would  have  thought  it  possible  that  a  ferro-  5 
concrete  construction  could  be  used  for  a  pile — ^that  it  was  a  complete  surprise 
to  them ;  and  not  only  so,  but  in  passages  which  I  shall  have  to  refer  to 
presently,  they  said  that,  given  that,  and.  taking  that  to  be  what  I  may  call 
known,  an  entirely  different  construction  must  be  put  upon  certain  of  the 
anticipations  that  were  pleaded.  10 

I  shall  have  to  say  something  with  reference  to  the  law  applicable,  if  that  is 
really  what  may  be  said  to  be  invention ;  because  it  seems  to  me  quite  impos- 
sible to  treat  that  as  being  invention,  in  the  sense  of  being  that  which  could  be 
made  the  subject  of  valid  Letters  Patent,  if  what  the  Patentee  has  done  is  to 
point  out  that  a  known  construction  can  be  used  in  a  particular  way.  But  15 
I  think  it  is  better  that  I  should  at  once  deal  with  what  is  the  construction  of 
this  Specification,  because  all  that  I  say  with  regard  to  my  reasons  for  thinking 
this  Patent  cannot  be  supported  must,  of  course,  be  tried  and  tested  by  the 
construction  I  put  upon  the  Specification.  If  it  is  a  wrong  construction,  it  will 
be  open  to  review ;  if  it  is  a  right  construction,  it  is  at  any  rate  the  construction  20 
by  which  I  think  the  rights  of  the  parties  must  be  determined.  I  have  only 
to  say  (it  is  not  necessary  to  say  it  in  this  Court,  but  I  think,  perhaps,  it  is 
better  that  I  should  say  it)  that  in  dealing  with  this  question  of  the  construction 
of  the  Specification,  and  the  construction  of  written  anticix)ation8,  the  Court  is 
to  judge,  making  itself  acquainted  with  such  technical  and  scientific  terms  as  will  25 
enable  the  Court  to  understand  the  Specification  as  it  would  speak  in  the  trade, 
or  in  the  art,  to  the  workmen  who  had  to  carry  it  into  effect.  I  mention  that, 
because,  although  we  were  obliged  to  listen  to  a  great  many  expressions 
of  opinion  of  witnesses  read  to  us  as  to  what  the  Specification  meant, 
after  all,  the  construction  of  the  Specification  is  for  the  Court,  and  for  the  30 
Court  only. 

The  Specification  begins  by  stating  that  HenneUqtie  had  experience,  which 
he  undoubtedly  had,  with  regard  to  b6ton,  or  concrete  strengthened  by  iron 
and  steel,  and  its  employment  in  building  construction  in  various  ways ;  and 
he  refers  to  his  own  Specification,  No.  14,530  of  1892,  as  giving  the  infor-  35 
mation  which  he  desired  to  be  read  into  the  Specification,  and  quite 
properly  read,  in  order  that  it  might  be  understood.  Then  he  says :  "  I  have 
''  applied  these  principles  to  the  construction  of  piles,  sheet  piles,  and  solid 
"  uprights  or  standards."  Very  little  attention  had  been  paid  by  the  Respon- 
dents to  those  words  "solid  uprights  or  standards."  If  it  would  be  right  to  40 
limit  those  words  "  solid  uprights  or  standards,"  having  regard  to  the  language 
used  in  the  Claim — ^to  cut  them  out,  so  to  speak,  from  the  description  of  what 
he  claims — if  other  parts  of  the  Specification  show  that  he  was  only  dealing 
with  that  which  has  been  so  much  pressed  upon  us,  namely,  a  pile  which 
would  be  capable  of  being  driven, — there  would  be  some  ground  then  for  45 
suggesting  that  Mr.  Walter's  narrower  construction  was  right.  It  seems  to  me, 
looking  at  every  part  of  the  Specification,  that  it  would  not  be  construing  the 
Specification  justly,  either  to  the  Patentee,  or,  as  we  ought  to  say,  to  everybody — 
to  people  who  may  infringe,  and  who  must  be  told  what  they  are  to  avoid — 
if  we  were  to  hold  that  he  did  not  intend  to  include,  in  that  which  he  is  about  to  50 
describe,  not  only  pi  lea  and  sheet  piles,  which  may  or  may  not  be  driven,  as 
I  shall  have  to  point  out  presently,  but  solid  uprights  or  standards.  Then  it 
goes  on  to  say  "  which  " — and  this  is  why,  amongst  other  reasons,  I  think  it 
is  impossible  to  say  that  these  words  must  be  disregarded — **  which  corres- 
**  ponding  to  the  special  conditions  of  their  arrangement  or  employment  may,  55 
**  according  to  the  strains,  the  loads  and  the  pressures  to  which  they  are 
"  subjected,  be  assimilated  to  girders,  whether  placed  on  two  or  more  supports 
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'*  or  embedded  at  one  end  and  so  forth."  In  other  words,  he  is  pointing  out 
that  he  is  going  to  use,  in  an  upright  position,  that  which  has  previously  been 
used  in  what  I  may  call  the  horizontal,  or  the  nearly  horizontal  position.  Then 
he  goes  on  "  the  construction  of  these  piles  and  sheet  piles,  their  combination, 
5  '^  and  the  method  of  placing  them  in  position  as  well  as  the  applications  of 
*'  which  these  separate  and  combined  elements  are  capable  form  the  object 
"  of  the  present  invention,  and  are  shown  in  the  accompanying  Drawings'' ; 
then  comes  the  description,  to  which  I  need  not  refer  in  detail,  having  regard 
to  the  view  which  I  take  of  this   Specification.     When  he  has  described 

10  part  of  his  pile,  he  says  :  '*  In  its  lower  part  the  pile  is  armed  with  a 
"  shoe  c  (Figure  1)  in  the  form  of  a  point  in  order  to  facilitate  its  being 
"  driven  into  the  ground.  The  head  of  the  pile  is  narrower,  which  allows 
''  of  an  interval  between  the  heads  of  two  adjacent  piles.  The  piles  are 
"  inserted  according  to   the    nature  of  the    ground  eittier  by  dropping   or 

15  ^'  by  means  of  ramming.''  When  the  distinction  has  been  attempted  to  be 
drawn  between  a  pile  and  a  post,  that  is  to  say,  between  a  pile  and  an  upright 
structure,  it  has  been  said — ^'You  are  to  read  this  Specification  as  telling 
**  people  that  they  may  use  this  construction  for  upright  posts."  I  think  it 
is  impossible  to  put  that  construction  upon  it,  when  the  Patentee  has  used  the 

20  words  *'  solid  uprights  or  standards,"  and  has  said  that  '*  according  to  the  nature 
**  of  the  ground  the  piles"  (by  which  he  means  the  construction)  "may  be 
"  dropped  in."  That  has  nothing  to  do  with  ramming.  It  is  not  put  as  meaning 
"  and  subsequently  rammed  " — it  is  put  as  an  alternative  to  ramming.  The  same 
view  is,  in  my  judgment,  further  carried  out,  because  he  goes  on  to  say — "  The 

25  *^  piles  and  solid  sheet  piles  of  strengthened  beton  which,  owing  to  the  arrange- 
"  ment  of  the  protective  cap  which  I  have  described  maybe  driven  into  the  ground 
"  with  the  same  facility  as  piles  or  sheet  piles  of  wood."  I  pause  there  to  point  out 
that  it  is  not  a  statement  to  the  public  that  the  new  construction  may  be  driven 
and  is  to  be  driven,  simply  because  it  is  the  new  construction  ;  it  is  quite  plain 

30  that  at  that  time  the  Patentee  meant  to  tell  the  public,  and  must  be  taken  to 
have  meant  to  tell  the  public,  that  it  was  owing  to  the  arrangement  of  the 
protective  cap  that  the  pile  could  be  driven  in.  I  do  not  use  that  in  the  least 
for  the  purpose  of  putting  too  narrow  a  construction  upon  the  Specification, 
but  it  is  most  important  to  point  out  that  il  supports  the  view  that "  may  be 

35  ^^  driven "  is  when,  as  the  Patentee  then  thought,  and  as  he  then  told  the 
public,  the  protective  cap  is  to  be  used.  I  agree  entirely  with  the  argument  of 
Mr.  Gripps  and  Mr.  WalteVy  that  that  would  not  make  any  diflference,  if,  on 
the  whole  of  the  Specification,  we  ought  to  confine  the  meaning  of  the  Speci- 
fication to  a  post  or  upright  which  can  be  driven,  and  only  to  that ;  bat  it 

40  seems  to  me  a  very  strong  argument  in  favour  of  the  view  that  the  driving  of 
the  construction  into  the  ground  is  only  one  of  the  incidents  which  he  was 
describing— <;onfirming  the  view  I  have  already  expressed,  based  upon  the  two 
earlier  passages — ^and  pointing  out  that  he  was  dealing  with  that  incident  of  the 
construction  by  providing  for  it  in  a  special  way.    Then  he  goes  on — "have 

45  ^*  numerous  advantages  over  these  latter,  as  not  only  does  the  method  of 
•'  moulding  and  of  protecting  enable  any  suitable  power  of  resistance  and  any 
"  desired  forms  and  dimensions  to  be  given  them  " — to  my  mind  pointing  to 
the  intention  of  including  in  the  Specification  his  new  structure  for  upright 
purposes  that  could  be  made  in  any  particular  form  or  of  any  particular 
50  dimensions.  Then  there  is  a  passage  which  also  shows  how  much  he  had 
in  his  mind  the  question  of  construction  as  distinguished  from  the  driving 
into  the  ground,  as  he  says  :  "  Their  non-liability  to  alter  in  air  or  water  allows 
**  of  constructions  of  this  strengthened  beton  being  raised  above  the  level  of  the 
'*  water  when  works  executed  in  timber  cannot  bear  the  alternations  of  dryness 
55  "  and  humidity."  It  is  perfectly  well  known  that  wetness  and  dryness  alter- 
nately have  a  certain  effect  upon  wooden  structures,  and  he  points  out  that 
concrete  will  not  be  affected  in  that  way. 
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Under  those  circumstances  what  does  he  claim  in  Claim  1  ?  We  are  asked 
to  say  that  he  only  claims  piles  in  the  sense  of  a  constrnction  which  mnst  be 
capable  of  being  driven — that  it  is  nnnecessary  if  it  is  an  upright  or  a  standard, 
to  put  that  construction  upon  it — unnecessary  if  it  is  a  thing  which  could  not 
be  driven  in  consequence  of  the  nature  of  the  ground — unnecessary  if  driving  5 
is  only  what  I  may  call  an  occasional  incident  of  the  use  to  which  these  things  are 
to  be  put.  The  words  of  the  Claim  are — ^^  Piles  formed  of  bars  of  iron  embedded 
'^  in  beton,  and  cross  tied  by  cramps  in  such  a  way  as  to  always  form  a  solid  girder 
"  practically  constructed  for  supporting  the  weight  of  an  upper  building  or 
^'  construction  or  any  desired  lateral  horizontal  pressures,  substantially  as  10 
"  hereinbefore  described  and  shown  in  the  accompanying  Drawings."  I  must 
point  out  that,  in  the  face  of  that  Claim,  the  merits  that  he  draws  attention  to 
have  nothing  to  do  with  the  way  in  which  it  is  inserted  into  the  ground.  It  is 
perfectly  true  it  begins  with  the  word  '^  Piles,"  and  if,  on  the  face  of  the 
Specification,  or  by  the  language,  as  it  is  sometimes  called,  of  the  Patentee  in  15 
the  Specification,  '^  piles  "  there  was  to  connote  only  a  thing  that  could  be 
driven,  or  to  exclude  that  which  could  not  be  driven,  or  was  not  wanted  to  be 
driven,  a  different  construction  might  have  been  put  upon  it ;  but  if  I  am 
right  in  pointing  out  that  that  limited  construction  cannot  be  put  upon  the 
word  "  piles,"  tluit  observation  is  strengthened  by  what  he  points  out  as  to  20 
what  is  going  to  be  gained — *'  a  solid  girder  practically  constructed  for  sup- 
"  porting  the  weight  of  an  upper  building,  or  construction,  or  any  desired 
'*  lateral  horizontal  pressures."  I  need  not  point  out,  because  it  is  self-evident, 
that  those  advantages  have  nothing  in  the  world  to  do  with  the  pile  being  driven 
in  ;  or  with  the  pile  being  capable  of  being  driven  in  ;  they  are  due  to  the  fact  25 
that  he  has  found,  or  discovered,  that  his  ferro-concrete  construction  which 
he  had  used  as  a  solid  girder  horizontally — can  be  used  as  a  solid  girder 
vertically. 

I    may   farther    point    out   that  that  construction   of   the    first    Claim  is 
strengthened,  in  my  opinion,  by  the  third  Claim,  because  you  have  these  words  30 
in  the  third  Claim — "  In  piles  of  the  kind  described,  a  metal  cap  substantially 
"  as  hereinbefore  described  and  shown  in  the  accompanying  Drawings,  for  use  in 
^'  ramming,  enabling  the  head  of  the  pile,  or  sheet  pile,  to  be  entirely  encased 
*'  and  to  distribute  the  pressures  of  the  blows  of  the  ram."    It  is  said  that  this 
construction  obviates,  or  removes,  the  danger  of  what  has  been  called  the  35 
bursting  open  of  the  pile,  when  there  are  blows  impinging  upon  the  head  of  it. 
All  I  can  say  is  this,  that  if  that  merit,  so  to  speak,  is  going  to  be  used  for  the 
purpose  of  differentiating  this  from  some  other  structure — if  that  is  going  to  be 
used  as  a  test  of  the  merit  of  the  invention — I  should  have  expected  to  find 
some  reference  to  it  in  the  Specification.    But  this  bursting  is  not  referred  to  at  40 
all.    I  have  in  my  own  mind  no  doubt  whatever,  on  the  face  of  the  Specifica- 
tion, that  the  view  which  was  intended  to  be  presented,  and  which  Mr.  Cripps 
has  presented  to  us,  was  that  the  Patentee  sought  to  claim  the  use  of  piles  so 
constructed,  meaning  thereby  his  ferro-concrete  construction,  for  the  purpose 
of  a  standard  or  pillar,  which,  when  placed  in  the  position  of  piles,  would  have  45 
the  advantages  which  the  Specification  and  the  Claim  point  out. 

I  pause  here,  only  for  a  moment,  to  say  that  if  we  were  to  adopt  the  argument, 
presented  to  us  by  Mr.  Cripps,  that  the  invention  lay  in  seeing  that  ferro- 
concrete could  be  applied  for  vertical  use  as  distinguished  from  horizontal  use — 
if  we  were  to  hold  that  that  was  a  new  result,  or  a  new  process,  or  a  new  50 
article— I  think  we  should  be  flying  in  the  face  of  the  language  of  Lord  Lindley 
in  the  Lane  Fox  case*,  where  he  points  out  the  distinction  between  discovery 
and  invention,  which  was,  if  I  may  say  so,  very  happily  explained  also  by 
Lord  Justice  Buckley  in  a  later  case.f    Therefore,  I  come  to  the  conclusion 

*  Lane  Pox  v.  Kemington^  ^o,.  Electric  LiglUing  Q*.  Ld,  9  R.P.C.  413,  416. 
t  Reynolds  v.  Herbert  SmUk  Jt  Co.,  LA.  20  R.P.O.  123»  126. 
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that  the  "wide  constraction  of  the  Claim  wonld  be  one  which  is  open  to 
very  gerions  attack  on  the  ground  that  it  does  claim  discovery  and  not 
invention.  Bnt  the  real  and  serions  diflBculty  which  arises,  if  I  am  right 
in  my  construction  of  that  Claim,  is  from  the  fact  that  if  the  Claim  is  one 
5  for  the  use  of  standards,  and  uprights,  and  poets,  which  are  equally  described, 
for  the  purposes  of  the  Specification,  as  uses  to  which  these  structures  are  to  be 
put,  I  am  unable  to  see  the  slightest  difference  between  the  construction  in 
Stempely  and  the  construction  in  this  Specification.  All  I  can  say  is  that  I  put 
it  to  Mr.  Walter^  and  I  put  it  to  Mr.  GrippSy  and  I  understood  their  answer  to 

10  be  only  in  accordance  with  what  I  myself  should  have  thought  from  reading 
StempeVs  Specification  •  : — '*  Fig.  J  is  a  perspective  view  of  a  metal  frame 
"  prepared  ready  for  filling  or  incorporating  with  concrete  or  other  material 
"  not  subject  to  decay,  for  the  construction  of  fence-posts,  Ac."  Then — ^'*  a 
''  longitudinal  section  of  the  cross-tie  " — ^this  is  a  tie  for  work  upon  railways — 

15  ^'  and  shows  the  metal  frame,  concrete  filling,  and  bolt  holes  for  the  attachment 
''  of  the  chairs  to  the  ties  "  ;  and  later  on  : — *^  By  this  means  the  metal,  which 
*'  may  be  of  iron,  or  any  other  suitable  material,  is  preserved  from  rust  and 
''  attrition,  and  as  the  material  by  which  it  is  inclosed,  except  for  its  frangibility, 
''  is  virtually  indestructible,  not  being  subject  to  decay,  the  said  metal  frame 

20  ''  obviates  the  said  frangibility,  and  gives  the  article  thus  manufactured  a 
"  backbone  that  under  ordinary  circumstances  cannot  be  broken,  the  correlative 
'^  positions  of  the  materials,  and  their  correlative  qualifications,  each  making 
^  provisions  to  countervail  the  lack  in  qualification  of  the  other,  so  as  to 
"  co-operate  to  form  a  post,  railway-tie,  beam,  or  other  article,  that  combines 

25  '*  the  strength  of  the  metal  with  the  undecaying,  and  therefore  indestructible, 
<<  properties  of  the  concrete,  glass,  &c."  Now  that  is  a  description  of  a  ferro- 
concrete post  made  exactly  in  the  same  way.  A  post  may  be  rammed  into  the 
ground,  or  it  may  not  be  rammed  into  the  ground.  It  is  not,  of  course,  rammed 
in  in  the  sense  that  a  pile  is,  which  is  driven  in  by  a  heavy  weight,  but  in  my 

30  judgment,  at  any  rate,  if  we  are  to  apply  to  that  language  the  knowledge 
of  a  later  date — ^1^89  I  think — it  is  not  possible,  consistently  with  the 
decisions  which  have  been  given  in  these  cases,  to  say,  if  I  have  rightly 
construed  this  Specification,  that  the  Patent  can  be  supported,  for  it  does  not 
inform  the  public,  as  it  ought  to  have  done,  that  they  can  use  identically  the 

35  same  construction  for  an  analogous  purpose  which  is  already  old.  Again  I  say, 
if  I  could  put  upon  this  Specification  the  narrow  construction  that  Mr.  WcUter 
contends  for,  I  am  not  sure  that  Brannon  would  create  any  very  serious 
difficulty  in  his  way  ;  or,  to  paraphrase  that,  and  put  it  in  other  words,  if  all 
the  Patentee  claimed  was  the  particular  kind  of  construction,  I  think  there  are 

40  quite  sufficient  differences  to  make  BrannorCa  anticipation  less  serious  than 
StempeVs.  But  I  may  say,  if  the  great  merit  of  the  invention  is  to  be  that 
which  has  been  pressed  upon  us,  namely,  the  seeing  that  ferro-concrete  could 
be  used  for  purposes  such  as  I  have  described,  that  is  to  say,  vertical  instead  of 
horizontal,  or  could  be  used  for  piles  even  in  the  limited  sense  that  Mr.  Cripps 

45  and  Mr.  Walter  contend  for,  the  disclosure  of  knowledge  in  Brannon^s 
Specification  is  much  more  considerable  than  might  at  first  sight  appear.  I 
will  not  read  it  again,  because  it  has  been  read  so  recently,  but  I  refer  to 
the  passage,  where  he  points  that  the  mixing  together  of  concrete  and 
metal    substances    has  the  effect    of   making  those  homogeneous,  and  that 

50  the  embedding  in  the  concrete  of  the  other  material  secures  a  perfect 
bonding  of  the  same  into  a  solid  and  coherent  massf  ;  and  that  he  thought  that 
a  construction  of  concrete  and  iron  could  be  used  for  pile  purposes  is  not 
seriously  disputed.    It  is  perfectly  true  that  that  particular  construction  which 


*  See  afUe  p.  236. 

t  AnUfPt4[etM,lineS. 
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he  showB  does  not  show  that  you  could  do  with  less.  It  may  be  said  to  be 
more  elaborate,  and,  therefore,  not  to  have  given  the  fall  information,  if  this 
Patent  had  been  for  the  improved  design  which  Hennebique  has  specially 
described,  but  I  do  consider  that  Branfwn  is  an  addition  to  the  stock  of 
knowledge  which  makes  it  impossible  for  the  Plaintiff  to  be  entitled  to  rely  5 
upon  that  wide  construction  which  he  claims  to  put  upon  his  Patent 

I  only  wish  to  say  a  word  or  two  about  some  of  the  passages  which  have 
been  read  from  the  evidence.  I  have  already  indicated  that  I  have  used 
them  for  the  purpose  of  informing  my  own  mind.  I  think,  however,  it  is 
right  to  say  that  as  I  understand  Mr.  Stvinbume's  evidence,  and  from  long  10 
experience  I  know  that  Mr.  Swinburne  gives  his  evidence  with  the  greatest 
possible  care,  and  I  have  not  the  slightest  doubt  that  Mr.  Dugald  Clerk 
does,  too — but  I  think  in  this  case  Mr.  DtlgoUd  Glerk  has  not  taken  so 
moderate  a  view  of  the  matter  as  Mr.  Swinburne  did.  Mr.  Swinburne^  called 
for  the  Plaintiffs,  as  I  understand  his  evidence,  most  undoubtedly  does  say  that  15 
given  f erro-concrete,  to  be  used  for  such  a  purpose,  you  would  find  in  Brannoh*s 
Specification  amply  sufficient  instructions  to  enable  the  pile  of  the  Plaintiffs 
to  be  made.  I  quite  agree  that  if  Mr.  Swinburne  was  right  in  saying  that  you 
were  to  exclude  from  the  knowledge  of  1897  everything  with  regard  to  the  use 
of  f erro-concrete  up  to  that  time,  you  might  possibly  put  a  different  construction  20 
upon  it ;  and  I  do  not  quite  understand  how  it  is  that  the  learned  judge  did  not 
seem  to  be  as  much  impressed  as  I  was,  at  any  rate,  by  the  evidence  of  Mr.  Fox 
with  regard  to  the  amount  of  knowledge  that  would  be  given  anybody  by  a 
perusal  of  Brannon's  Specification,  and  of  what  I  may  call  the  other  anticipa- 
tions to  which  our  attention  has  been  called  in  the  case.  25 

I  have  only  to  refer  (and  I  wish  to  do  so  with  the  greatest  possible  respect)  to 
the  view  that  has  been  taken  of  this  case  by  the  learned  judge.  He  has  dealt 
with  it  with  the  greatest  ability  and  care,  as  he  does  with  every  case,  and  I 
desire  to  show  that  I  have  most  carefully  considered  this  judgment,  as  I  do  all 
judgments  that  are  appealed  against,  and  that  I  respect  the  reasons  of  the  learned  30 
judges  whose  judgments  are  brought  here  for  review  ;  and,  that  being  so,  I  feel 
bound  to  give  my  reasons  for  saying  why  I  am  not  able  to  take  the  same  view. 
Mr.  Justice  Warringionj  at  the  beginning  of  his  judgment  (which  is  reported 
at  page  661  of  the  Patent  Office  Reports)  was  obviously  very  much  impressed, 
and  very  naturally  impressed,  by  the  new  use  to  which,  according  to  popular  35 
belief  and  popular  experience,  f erro-concrete  was  being  put.  He  refers  to  it  as 
being  ^^  concrete  strengthened  by  the  incorporation  in  it  of  rods  or  bars  of  iron 
"  so  arranged  as  to  supply  the  power  of  resisting  tension  strains,  a  power 
'*  possessed  in  a  marked  degree  by  iron,  but  hardly  at  all  by  concrete,  which,  on 
^'  the  other  hand,  possesses  a  great  power  of  resistance  to  compression  strains."  40 
Then  he  says  what  a  pile  is  :  '*  This  is  a  beam  or  post  intended  to  be  placed  in 
"  position  by  the  application  of  force.  The  force  may  be  applied  in  more  ways 
^^  than  one,  but  by  far  the  most  common  is  by  driving — ^that  is  to  say,  by  the 
*'  impact  of  a  heavy  weight  on  the  upper  end.  I  find,  as  a  fact,  that  no  pile 
^^  would  be  considered  by  an  engineer  as  effective  unless  it  be  capable  of  being  45 
''  driven.  I  find  also  that  until  the  Plaintiffs'  Patent,  although  strengthened 
''  concrete  and  its  various  uses  had  been  familiar  to  engineers  for  several  years, 
^^  no  one  had  thought  of  making  a  pile  of  that  material,  the  reason  being  that  it 
"  was  considered  unfit  to  bear  the  bursting  strain  which  would  be  occasioned  in 
'*  driving,  and,  therefore,  that  a  pile  of  strengthened  concrete  would  not  possess  50 
'^  one  of  the  essential  features  of  an  efficient  pile — that  is  to  say,  the  capability 
'^  of  being  driven."  I  understand  that  practically  to  mean  that  he  is 
approaching  the  consideration  of  what  he  afterwards  refers  to  from  the  point  of 
view  of  dealing  with  it  as  applying  to  that  class  of  structure,  and  to  that  class  of 
structure  only.  Thentheleamed  judge  read  the  Specification,  and  said  (page  663):  55 
*'  I  am  of  opinion,  both  on  the  construction  of  the  Specification,  and  in  fact,  that 
^^  the  Patent  is  for  a  new  manufacture,  namely,  a  pile  capable  of  being  driven. 
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**  and  of  a  particular  construction,  and  of  a  particular  material."    Now  he  cannot, 
I  think,  mean  ^^  particular  construction  **  in  the  limited  sense  that  Mr.  Walter 
.  has  been  putting  before  us  ;  what  I  think  he  meant  was  the  particular  construc- 
tion which  was  this  use  of  the  ferro-concrete — the  iron  and  the  concrete — and 

5  the  particular  material,  namely,  ferro-concrete,  which  had  been  used  in  that 

construction.    And  it  is  upon  that  view  that  I  am  unable  to  concur  with  him* 

because  it  seems  to  me  that  he  either  meant  the  pile,  which  is  a  thing  which 

must  be  driven,  or  capable  of  being  driven,  and  did  not  consider  that  which,  I 

think,  is  of  the  greatest  importance,  namely,  that,  as  claimed  on  the  face  of  the 

10   Specification,  the  construction  which  comes  within  the  description  will  be  a 

thing  which  may  be  driven,  or  may  not  be  driven,  which  may  be  a  standard,  or 

may  be  an  upright,  and  which  will  fulfil  all  the  functions  and  advantages  and 

requirements  which  are  specified  in  the  Claim.    Then  the  learned  judge  deals 

with  Brannotij  and,  having  read  a  passage  from  Brannon^s  Specification,  he 

15   said  :  "Now,  to  pause  there  for  one  moment,  there  is  no  reference  in  that 

"  part  of  the  description  to  the  use  of  the  invention   for  the   purposes  of 

^*'  piles.    There  is  no  indication  in  that  part,  or,  so  far  as  I  can  find,  in 

"  any   other   part   of   the   Specification    of    the   Patentee's    familiarity    with 

^^  strengthened   concrete."    I   am   unable   to  understand  that,  having  regard 

20  to  the  passage,  or  the  construction  which  I  put  upon  the  passage  at  page  3 
of  Bramwn^s  Specification,  to  which  I  have  previously  referred ;  •  and 
I  think  the  learned  judge  has  adopted  this  view  of  Mr.  I>ugaid  Gierke 
and,  with  very  great  deference  to  him,  seems  to  me  not  sufficiently  to 
have  considered  what  was  said  by  Mr.  Swinburne ;  and  he  accepted  the  view  of 

25  Brannon^  taken  by  Mr.  DugaJd  Glerk^  which  is  not  supported  by  the  other 
witnesses  for  the  Plaintiffs,  or  the  Defendants.  Mr.  DugcUd  Clerk  said  that 
"  he  " — that  is  Brannon — "  does  not  show  anything  which  would  be  called 
*'  nowadays  an  armoured  concrete  pile.  The  armoured  concrete  pile  is  a  loose 
"  metallic  structure  depending  on  the  concrete  and  iron,  not  a  rigid  structure  " 

30  — ^it  may  bend,  and  if  so,  I  can  understand  it,  but  how  it  can  be  fairly  called  a 
loose  structure  I  cannot  understand— "The  real  cause  of  the  success  of  armoured 
"  concrete  is  that  it  does  away  with  all  rivetted  and  ironworks  joints,  and 
"  ironwork  generally,  and  for  a  few  pounds  you  can  put  up  iron  and  steel 
"  enough  without  any  rivetting  whatever."    That,  in  my  judgment,  was  most 

35  certainly  a  view  which  shows  that  the  learned  judge  was  not  deciding  this  case 

upon  any  narrow  construction  of  the  Specification,  but  was  adopting  the  view 

that,  because  it  was  made  of  the  ferro-concrete  and  used  for  a  pile,  therefore 

Mr.  Dugald  Clerk  was  right  in  saying  that  Brannon  did  not  anticipate  it. 

I  should  like  very  much  to  have  known  why  Mr  Justice  Warrington  did 

40  not  consider  that  StempeVa  Specification  required  consideration  ;  but  all  he  says 
about  it  is — "  The  other  Specifications  relied  upon  are  all  for  various  applications 
"  of  iron  and  concrete,  but  none  of  them,  in  my  opinion,  suggests  a  pile  capable 
*•  of  being  driven  with  a  monkey."  The  learned  judge  seems  to  have  thought 
that  he  was  to  construe  this  Specification  as  being  confined  to  a  claim  for  that 

45  which  could  be  driven,  and  that  there  would  be  no  infringement,  or  it  would 
not  be  within  the  Claim,  if,  though  the  construction  was  identical,  it  had  not  been 
put  into  the  ground  in  the  way  which  the  Patentee  on  the  face  of  the  Specification 
contemplated.  I  am  not  able  to  take  that  view,  and  I,  therefore,  come  to  the 
conclusion  that  this  Specification  does  claim  a  construction  of  a  pile,  meaning 

50  thereby  a  vertical  upright  which  may  be  used  for  a  standard,  or  an  upright 
which  may,  or  may  not,  be  driven  into  the  ground,  exactly  in  accordance  with 
the  way  in  which  StempeVa  post  had  been  constructed ;  and  I  therefore  think 
that  if  that  wide  construction  is  put  upon  the  Specification,  as  I  think  it  must 
be,  the  Patent  is  bad.    For  these  reasons  the  appeal  must  be  allowed. 


4i«^e>  pafe'S48,  line  48. 
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Farwbll,  L.J. — I  agree,  and  I  can  put  my  views  in  very  tfrw  wordB.     In 
reading  Eennehique's  Specification  it  appears  to  me  to  be  plain  that  he  commences 
by  telling  ns  that  it  is  then  common  knowledge  that  "  by  the  use  of  a  rational . 
"  mixture  of  iron  or  steel  and  cement,  the  former  being  extremely  suitable  for 
"  resisting  the  eflPects  of  traction  or  tension,  and  the  latter  offering  a  considerable  5 
^*  resistance  to  stress  or  compression,*'  excellent  results  will  be  obtained  in  the 
materials  which  will  be  thus  formed.     He  goes  on  to  tell  us  that  he  has  already 
got  a  Patent  by  which  girders  have  been  made  in  the  manner  pointed  out  by 
him  in  that  Specification.     He  then  applies  those  principles  to  the  construction 
of  piles  ;  and  when  you  refer  to  his  first  Claim,  you  see  that  he  says  in  effect  :   10 
"  Make  your  pile  as  I  have  made  my  girder — '  piles  formed  of  bars  of  iron,' 
"  and  so  on,  so  as  to  form  a  solid  girder." 

Reading  the  Specification,  as  a  whole,  it  appears  to  me  that  he  has  said 
nothing  more  than  this — "  I  have  already  used  the  knowledge  that  I  had  as  to 
**  the  valuable  qualities  of  ferro-concrete  (which  was  not  then  so  called,  but   15 
"  which  I  use  for  shortness  as  a  phrase)   for  horizontal  matters ;  apply  that 
'^  which  I  have  used  for  horizontal  matters  to  uprights,  and  you  will  find  that 
"  they  act  admirably."    To  begin  with,  it  appears  to  me  that  it  is  impossible 
that  a  man  can,  having  taken  the  benefit  of  the  invention  for  a  girder,  thefi 
say — "I  wiJl  now  get  an  extended  period  for  my   Patent  by   applying  that  20 
"  invention  to  uprights."    There  is  nothing  sufBcient  to  support  a  Patent  in 
that.     That  difficulty  being  felt,  it  is  met  in  this  way,  as  I  have  followed  it — it 
'  is  said  that  Hennehique  discovered  a  further  scientific  truth,  namely,  that  a  ferro- 
concrete pile  would  resist  percussion  strains.     Having  said  that  he  discovered 
that,  it  is  then  attempted  to  confine  this  Specification  to  piles  which  are  to  be   25 
driven  in  by  ramming  or  hammering;  and  that  is  the  view  taken  by  the 
learned  judge  below.     I  am  wholly  unable  to  follow  that — ^there-  is  no  such 
limitation  in  Claim  1 :  and  reading  from  page  2  of  the  Specification,  from 
line  5,*  and  onwards,  it  is  plain,  to  my  mind,  that  it  was  intended  to  apply  the 
invention  not  only  to  piles  which  are  rammed,  but  also  to  piles  which  are   30 
dropped  ;  and  it  is  conceded  that  piles  are  made  without  pointed  ends  at  all  ; 
in  fact,  although  I  do  not  at  all  surrender  my  right  to  construe  the  Specification 
according  to  my  own  views,  I  have  the  satisfaction  of  knowing  that  Mr.  Dugaid 
Clerk  takes  this  view,  because  he  says,  at  question  307 — "  You  need  not  hanuner 
"  the  thing,  in  order  to  infringe  Claim  1  ? — No."    I  entirely  agree  with  him.  35 
It  is  meant  to  be  a  Claim  for  both.    But  even  if  that  were  not  so,  just  consider 
how  it  stands.    The  new  discovery  is  discovery,  pure  and  simple.    You  cannot 
take  out  a  Patent  for  the  discovery  that  ferro-cemented  piles  will  resist  per- 
cussion strains  ;  the  only  thing  you  can  take  out  a  Patent  for,  in  such  a  matter, 
would  be  a  pile  of  a  particular  form,  so  as  to  get  the  benefit  of  that  new  truth   40 
which  is  thus  so  first  discovered.     It  is  said  here  that  this  is  intended  to  extend 
to  all  pilesmade  in  any  form  with  upright  irons  on  one  side,  and  cross  ties 
secured  with  clamps  around  the  sides.    That,  I  should  have  thought,  is  far  too 
wide.    But  the  difficulty,  to  my  mind,  is  this— that  if  Stempel  had,  in  fact, 
made  his  posts  as  he  shows,  and  had  hammered  in  a  post,  which  is  not  45 
unnatural,  and  had  found  it  resisted  percussion    strains,  according  to  this 
argument  Stempel^  although  he  could  not  be  restrained  from  making  posts 
according  to  his  own  Patent,  could  be  restrained  from  using  the  posts  so  made 
as  piles.    The  proposition,  to  my  mind,  is  absolutely  novel,  as  far  as  I  know ; 
and  on  that  short  ground  I  think  this  Patent  is  bad  ;  and  I  entirely  agree  with   50 
the  view  which  my  Lord  has  taken. 

Buckley  L,J, — The  course  which  this  case  has  taken  in  argument  by  the 
Respondents'  Counsel  has  been  so  extraordinary  as  to  be  in  my  experience 
unique.     We    have   heard   from    Mr.    Cripps^   the   leading  Counsel   for  the 
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Respondents,  an  argument,  based  upon  a  construction  of  the  Specification,  which 
was  a  broad  one,  which  defined  the  invention,  which  he  said  he  was  entitled 
to  protect,  as  being  a  new  form  of  strengthened  concrete,  namely :  ''  A  pile 
"  capable  of  being  driven,  and  of  resisting  bursting  strain."  Mr.  Waiter y 
5  following  him  as  his  junior,  presented  to  us  an  argument  which,  so  far  as  I  can 
trace  it  after  looking  at  the  report  in  the  Patent  Office  Reports  of  what  took  place 
in  the  Court  below,  and  having  heard  what  was  advanced  in  this  Court,  was 
absolutely  novel  until  he  arose  to  address  us  ;  and  that  argument  was,  that 
Mr.    Gripps*   construction    of    the   Specification  was    wrong;  that    the   true 

10  construction  was  a  very  narrow  construction ;  and  that  the  Patent  was  simply 
a  Patent  for  a  pile  constructed  in  a  particular  way,  namely — '^  Substantially  as 
"  described  and  shown  in  the  accompanying  Drawings."  It  was  not  a  broad 
Patent  at  all ; — it  was  confined  to  a  particular  arrangement  Now  those  two 
matters  are  so  diverse  as  that,  if  I  were  going  through  them  both,  they  woula 

15  really  require  two  judgments.  I  do  not  propose  to  take  that  course,  and  I  think 
I  can  deal  with  it  shortly. 

Let  me  assume  first  the  broad  construction  of  the  Specification,  as  to  which 
I  am  not  going  to  add  anything  to  what  the  Lord  Chief  Justice  has  said,  except 
to  say  that  I  agree  with  it.    My  Lord  has  already  pointed  out  that  in  this 

20  Specification  a  pile  does  not  necessarily  mean  a  thing  which  you  are  going  to 
drive  ;  you  may  be  going  to  drop  it ;  but,  setting  that  aside,  let  me  assume  for  a 
moment  that  a  pile  means  a  thing  capable  of  being  driven,  whether,  or  not,  in  fact 
it  is  used  for  dropping  or  for  sinking  by  means  of  the  use  of  a  water  jet.  If  that 
is  so,  if  the  word  "pile"  contains  within  itself  the  idea  of  a  thing  which  is 

25  capable  of  being  driven  by  pressure,  by  blows  upon  the  end,  then  Brannon 
actually  claims  to  have  constructed  piles  as  things  to  be  driven.  In  that  view 
of  the  case,  all  that  remains  to  be  said  on  this  head  is  that  Brannon^s  skeleton 
structure  is,  so  the  Respondents  siy,  a  rigid  thing,  and  that  Hpnnebiqiie's 
structure  is  not  a  rigid  thing.    In  the  first  place,  I  do  not  think  that  is  true. 

30  I  do  not  think  BrannorCs  structure  is  a  rigid  thing  ;  he  describes  it  as  being  : 
"  a  sustaining  mechanical  skeleton  or  framework  firmly  bolted  or  bound 
"  together."  The  word  "  sustaining,"  I  think,  there  means  not  of  such  strength 
as  to  sustain  as  a  skeleton  the  blows  at  its  end,  or  the  weight  which  it  will 
have  to  support,  but  of  such  strength  as  will  sustain  the  skeleton  while  it  is 

35  being  exposed  to  the  action  of  the  concrete,  and  probably  also  will  sustain  it 
when  the  bound  body  of  iron  and  concrete  is  used  in  position.  So  that  the 
skeleton  is  not,  I  think,  a  rigid  thing.  But  suppose  it  is  for  the  present 
purpose,  it  is  none  the  worse  for  that.  It  is  not  ferro-concrete,  I  daresay,  in 
the  modem  meaning  of  that  term,  that  is  to  say,  firmly  bolted  or  bound 

40  together,  and  not  merely  used  as  a  skeleton  which,  when  filled  with  concrete, 
will  become  a  rigid  thing.  Then  that  only  leaves  this,  that,  as  a  matter 
of  the  construction  of  the  pile,  the  invention  is  of  a  rigid  body  produced 
by  filling  with  concrete  tbe  non-rigid  skeleton.  If  that  is  so,  that  was 
old  ;  Stempel  did  that,  and  he  did  it  for  a  post,  or  a  pillar,  and  it  seems  to 

45  me  that  Wilson  did  it,  too.  Ferro-concrete  construction,  in  the  proper 
sense  of  that  term  as  now  understood,  meaning  not  merely  a  combina- 
tion of  iron  and  concrete,  but  such  a  combination  of  iron  and  concrete 
as  will  throw  the  tensional  strain  on  the  iron,  and  the  compressional  strain  on 
the  concrete,  was  well  known  before  1897.    Hennehique  himself  had  used  it  in 

50  1892 ;  and  in  this  view  of  the  case,  therefore,  all  that  the  Patentee  can  be  said 
to  have  discovered  is  that  it  is  possible  to  drive  a  ferro-concrete  pile.  Passages 
to  a  large  extent  were  read  to  us  from  the  evidence,  in  which  that  was  the  exact 
point  to  which  the  witnesses  were  directing  their  attention.  They  said — 
"  Nobody  would  have  supposed  that  a  body  so  constructed  could  bear  percussion 

55  "  strains — you  would  expect  it  to  splinter,  to  break  up,  to  distort,  and  to  become 
'*  useless  ;  and  the  thing  which  Hennehique  discovered  was  that  that  was  not 
"  true,  that  the  thing,  as  constructed,  did  not  break  up  when  you  gave  it  violent 
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'^  blows  on  the  end/^  To  that  part  of  the  case  the  short  answer  is  that  every- 
body  admits  that  that  is  discovery,  and  not  invention,  and  yon  cannot  have  a 
Patent  for  discovery.  If,  therefore,  the  Patent  is  to  bear  the  broad  constraction 
that  Mr.  Gripps  would  put  upon  it,  it  seems  to  me  that  it  is  bad,  becanse  it  was 
anticipated.  On  the  other  hand,  if  the  view  presented  by  Mr.  Walter  is  the  5 
right  one,  and  it  is  a  narrow  thing,  then  it  seems  to  me  it  has  not  been  infringed. 
As  regards  the  clamps  in  Hennebique,  they  are  to  be  what  he  calls  **  veritable 
*'  clasps  or  cramps  " — ^they  are  to  be  something  which,  as  between  rod  a  and 
rod  b,  will  prevent  rods  a  and  b  from  parting.  What  the  Defendants  did  was 
not  to  clamp  rod  and  rod  at  all — they  put  a  spiral  wire  round  all  the  rods,  which  10 
would  have,  I  agree,  just  the  same  effect  under  bursting  strains  as  the  rectangular 
clamps  which  Hennebique  used,  but  which  would  not  have  the  same  effect 
under  some  circumstances,  and  under  no  circumstances  would  prevent  rod  a 
from  parting  from  rod  b.  It  might  keep  the  whole  system  of  rods,  a,  b  and  c, 
up  to  the  letter  m  in  position,  but  there  never  were  clamps  as  between  rod  a  15 
and  b.  It  seems  to  me  that  if  the  narrow  constrnction  of  the  Specification  is 
the  true  one,  there  is  no  infringement  at  all ;  and  in  either  case,  therefore,  the 
action  fails,  and  I  consider  that  the  appeal  ought  to  be  allowed,  with  costs  here 
and  below. 

A  Certificate  was  given  as  to  such  of  the  Particulars  of  Objections  as  should   20 
be  agreed    upon  by    Counsel,  or,    in  default    of    agreement,  as    settled   by 
Buckley  LJ. 
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In  the  Matter  of  an  Application  to  Register  a  Trade  Mark  by 
Lyle  and  Kinahan  Ld. 


In  the  Court  of  Appbal. 

Be/ore  LORD  Alvbrstonb  L.G^.,  and  Lords  Justices  Pletohbr 
MouLTON  and  Buckley. 

April  16lh  and  17th,  1907. 

5  In  the  Matter  op  an  Application  to  Register  a  Trade  Mark  by 

Lyle  and  Kinahan  Ld. 

Trade  Mark. — Application  to  register  a  label  for  whisky  with  a  blank  to  be 
filled  in  by  inserting  a  word, — Previous  user  in  conjunction  with  wrongful 
representation. — Application  allowed  by  the  Comptroller. — Appeal  to  the  Court 
10  dismissed. — Appeal  to  the  Court  of  Appeal  dismissed. 

An  application  was  made  by  L.  and  -ST.,  a  Belfast  firm  of  whisky  distillers^ 
to  register  a  label  including  a  scroll  with  a  blank  left  in  front  of  the  words 
"  V.O.  Whisky.^^  It  appeared  that  the  label  had  been  acttuilly  used  for  some 
time  with  the  word  **  Kinahan's "  t?iere  inserted^  and  that  a  representation 

15  had  been  made  in  the  Applicants'  Price  Lists  that  it  was  already  registered^ 
and  thai  the  Applicants  had  done  little  business  outside  t/ie  Belfast  district. 
The  OpponentSy  K.  A  Co.  Ld.^  trading  as  distillers  in  both  Dublin  and 
London^  opposed  the  registration  on  the  grounds  that  the  term  "  Kinahan's 
*'  Whisky'*^  was  invariably  used  for  their  whisky  and  meant  their  whisky  ^ 

20  and  that  the  Trade  Mark  applied  for  would  deceive  in  use ;  that  the 
Applicants  in  view  of  one  of  their  previous  registrations  ougtU  not  to  be 
allowed  to  cumber  the  Register  with  this  mark;  and  that  as  they  had  mis- 
represented  their  mark  as  registered  their  application  to  register  it  ought  to 
be  refused.    The  Registrar  decided  in  favour  of  the  Applicants  on  all  three 

25  grounds  and  allowed  the  application.  The  Opponents  appealed.  The  appeal 
was  referred  to  the  Court.  Held,  by  Kekewich  /.,  that  the  term  "  Kinahan's 
"  Whisky  "  had  no  secondary  meaning  signifying  the  Opponents'  whisky  only^ 
and  that  the  proposed  Trade  Mark  was  not  calculated  to  deceive;  and  also  that 
the  conclusions  of  the  Registrar  on  the  other  two  points  were  sound.    The  appeal 

30  ivas  dismissed  uHth  costs.    The  Opponents  appealed  to  the  Court  of  Appeal. 

Held,  that  Kekewich  J.  and  the  Registrar  were  not  wrong  in  holding  that  t/ie 
Respondents  had  equal  rights  for  the  purpose  of  the  registration  in  the  use  of 
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In  the  Matter  of  a^  AppUccUitm  to  Blister  a  Trade  Mark  by 
Lyle  and  Kinahan  Ld. 

''  E[inahaii*8  Whisky  y^  and  that  the  statement  made  in  the  Price  Lists  was  not 
sufficient  under  the  circumstances  to  disentitle  the  Respondents  to  registration. 
The  appeal  was  dismissed  with  costs. 

This  was  an  appeal  from  the  decision  of  the  Registrar  dated  the  5th  of 
December  1905,  whereby  he  allowed,  in  favour  of  the  Applicants,  Lyle  and 
Kinahan  Ld,^  of  51  Donegall  Place,  Belfast,  Ireland,  the  registration  of  a  Trade 
Mark  (No.  264,958)  to  proceed.  The  Appellants  were  Kinahan  A  Co.  Ld.y  of 
Carlisle  Boilding,  Dablin,  Ireland,  and  Onildford  Street,  York  Road,  Lambeth, 
Surrey,  who  had  opposed  the  application.  Both  parties  were  whisky  merchants 
and  distillers.  The  Trade  Mark  which  was  applied  for  consisted  of  the  following 
label : — 


10 


It  was  Botight  to  be  registered  in  Class  43,  with  a  statement  that  **  the  essential 
**  particular  of  the  Trade  Mark  is  the  combination  of  devices,  and  the  Applicants 
'>  disclaim  any  right  to  the  exclusive  use  of  the  added  matter  except  in  so  far 
'^  as  it  consists  of  their  own  name.'' 

'Phe  Applicants  were  a  Company  incorporated  in  1888  to  take  over  the 
business  which  had  been  carried  on  by  the  firm  of  Lyle  and  Kinahan  from 
prior  to  1850. .  Lyle  died  in  1856,  and  the  business  was  continued  by  Frederick 
Kinahan  alone,  who  was  the  first  Managing  Director  of  the  Company.  ,  The 
present  chairman  of  the  Board  of  Directors  was  John  Kindhan^  a  son  of 
Frederick  Kinahan^  who  had  been  in  the  business  since  1882.  The 
Applicants  first  began  to  use  the  label  in  question  in  these  proceedings  in 
1890,  the  wo:i:d  ^' ATma^aft's "  appearing  in  the  circular  band  in  front  of  the 
words  **V.O.  Whisky,"  and  a  statement  that  "To  counterfeit  this  label  is 
"  forgery ''  being  printed  on  the  top  edge  of  it.  In  1890,  as  appears  from  the 
report  of  Kinahan  A  Co.  v.  LyU  A  Kinahan  in  8  RP.C.  18,  the  -present 
Opponents  succeeded  in  removing  from,  the  Register  of  Trade  Mairks^Tiade 


15 


20 


25 
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/fi  the  MaUer  of  an  Applieatian  to  Begiat&r  a  Trade  Mark  by 
Lyle  and'Kinahan  Ld. 

Murk  No.  14,636,  congiflting  of  a  label  with  the  words  "JTinaAan'*  V.O. 
"Whi(&y,"  followed  by  the  signature  ''Lyle  A  Kinahan,''  upon  the 
ground  that  it  was  improperly  registered.  Early  in  1904  the  Applicants 
commenced  to  advertise  their  present  label,  with  the  word  ''Kinahan%**  id 
5  their  Price  Lists,  together  with  a  statement  that  the  same  was  their  registered 
Trade  Mark,  which  was  a  misrepresentation  as  applied  to  that  label ;  they 
Gontinned  ever  since  1890  to  sell  whisky  under  this  label,  which,  on  the 
16th  of  Jnly  1904,  they  applied  to  have  registered  in  the  form  above  depicted: 
Their  sales  of  the  blend  sold  under  this  label  had  not  been  large,  averaging 

10  only  about  3300  gallons  a  year  in  seven  years.  Of  this  amount  about 
200  gallons  was  sold  'Mn  bulk,''  the  rest  in  bottles.  The  sales  were  mainly 
confined  to  the  Province  of  Ulster,  but  tiiere  had  for  several  years  been  a 
few  trade  and  private  customers  in  the  rest  of  Ireland,  and  a  few  in  Englandt 
It  was  stated  by  W.  Nash^  the  director  responsible  for  the  untrue  statement  as 

15  to  the  label  being  registered,  that  the  statement  was  made  by  inadvertence 
and  without  any  intention  to  mislead,  and  was  in  fact  intended  to  refer  to  the 
registration  which  they  proposed  of  part  of  the  label,  and  that  it  was  removed 
as  soon  as  the  Company's  attention  was  drawn  to  it  at  the  hearing  before  the 
Registrar. 

20  The  Opponents  manufactured  their  whisky  in  Ireland  exclusively,  but  had 
for  many  years  carried  on,  both  in  Dublin  and  in  London,  a  business  which 
was  far  larger  than  that  of  the  Applicants.  George  Percy  Daniel  Kinahan^ 
who  ^ve  evidence,  had  originally  come  over  to  the  London  Office  in  1878,  and 
had  since  that  time  been  a  manager  or  director.    The  Opponents  sold  some 

25  seven  or  eight  brands  of  whisky  the  best  known  being  the  "L.L."  whisky, 
but  they  claimed  that  all  their  whisky,  whatever  the  particular  brand  might  bef, 
had  always  been  known  and  sold  as  '*  Kinaluin^s  Whisky.."  The  grounds  on 
which  their  Notice  of  Opposition  was  based  will  appear  from  the  decision  of 
the  Registrar  which  is  stated  below. 

30  .  The  Registrar  heard  the  opposed  application  on  the  25th  of  October  1905,  and 
on  the  5th  of  December  1905  gave  his  decision  as  follows : — ''  This  is  an 
^  application  to  register  a  label  for  whisky  and  the  opposition,  curiously  enough, 
''  is  not  directed  to  anything  that  appears  on  the  label  itself,  but  it  is  said  that 
f'  the  label  in  use  is  oadculated  to  deceive,  because  in  the  left-hand  arc  of  the 

35  ^  circle,  on  the  label,  there  is  a  blank,  which  blank  is  in  practice  filled  by  the 
''  name  '  Kinahan^s '  and  it  is  alleged  that  when  the  label  is  used  with  the 
"  word  *  Kinahan^s '  in  it,  it  is  calculated  to  deceive,  and  is  not  entitled  to 
^  registration  on  that  account.  On  the  part  of  the  Applicants,  it  is  not  denied 
«<  that  the  label  is  so  used  and  will  in  the  future  be  so  used,  and  that  I  must 

40  ^  consider  the  label  as  if  such  blank  were  so  filled  up  and  the  reason  given,  and 
^  I  have  no  doubt  it  is  the  right  one,  for  the  omission  is,  that  the  disclaimer  of 
''  added  matter  which  is  necessary  might  be  thought  to  extend  to  it.  There  is 
^  one  matter  which  I  may  deal  with  here  and  dispose  of  it  at  once,  because  I  think 
''  it  has  no  bearing  upon  the  present  case.    In  the  year  1890  there  was  upon  the 

-45  *«  Register,  a  mark,  No.  14,636,  which  was  the  property  of  the  Applicants'  pre- 
'\  decessors  in  business,  and  in  such  registration  it  was  asaerted  that  the  mark 
"  was  *  old.'  In  that  year,  predecessors  of  the  Opponents  took  steps  to  have  it 
■^  expunged,  and  an  Order  to  that  effect  .i^as  eventually  made.  That  Order  was 
''  by  consent,  and  no  Order  was. made  as  to  costs  against  the  Respondents.    It 

50  ^  ifl  said  on  the  one  side  that  the  mark  was  expunged  because  it  was  calculated 
''  to  deceive.  It  is  said  upon  the  other  side  that  the  mark  was  expunged 
''  because  it  was  not  old.  No  particulars  of  the  evidence  are  before  me,  and  n« 
^tigronnds  for  the  Motion  are  stated  in  the  notice  of  Motion,  therefore  I  do  not 
^*;«ee.that  the  expunging  of  the  mark  has  any  bearing  upon  .this  case.  ^Of 
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^^  course  if  the  Court  had  solemnly  decided  that  the  mark  then  in  question  was 
*'  calculated  to  deceive,  that  decision  would  have  had  a  good  deal  of  bearing 
*^  upon  the  present  case,  but  seeing  that  the  Order  was  a  consent  Order  I  do  not 
*'  regard  it  as  relevant  to  the  present  case  either  one  way  or  the  other.  But 
*^  there  is  one  thing  which  does'  seem  to  me  very  material,  and  that  is  this.  I  5 
^'  have  a  declaration  from  Mr.  John  Kinahan^  on  the  part  of  the  Applicants, 
*'  who  say  this :— In  the  year  1858  his  predecessor  started  to  make  and  sell 
"  Kinahan^e  very  old  or  Kinahan^s  V.O.  whisky,  and  there  appears  to  be 
"  evidence  of  an  extensive  and  a  continuous  user  of  this,  from  1866  to  the 
'*  present  time,  and  the  label  in  question,  under  No.  14,636,  was  in  substance,  10 
^'  if  not  technically,  an  old  label,  for  it  had  been  varied.  At  the  time  when 
'^  the  Opponents'  predecessors  sought  to  have  that  label  expunged  they  com- 
^  menced  an  action  against  the  Applicants  to  restrain  the  use  of  that  label. 
*'*'  For  some  reason,  which  does  not  seem  material,  that  action  did  not  proceed, 
'*  and  the  Applicants  have  been  since  using  a  label,  like  14,636,  or  substantially  15 
**  the  same  since  that  date,  namely,  1891,  notwithstanding  that  the  label  14,636 
<'  was  expunged  from  the  Register.  It  appears  to  me  that  that  state  of  a&irs 
"  puts  the  Opponents  in  a  good  deal  of  diflBculty,  for  on  their  part  there  is  no 
^'  denial  of  the  continued  use  of  that  label  or  substantially  the  same  label 
**  though  the  Register  was  rectified.  All  that  Mr.  Q.  P.  D.  Kinahan  says  is  that  20 
*^  they  did  not  consider  it  necessary  to  take  any  further  legal  proceedings  to 
'*  restrain  its  use.  It  seems  to  me  that  the  Opponents  having  accepted  that 
**  state  of  affairs  cannot  now  be  heard  to  complain,  for  I  think  that  if  label 
**•  14,636  is  not  calculated  to  deceive  it  follows  that  the  present  label  is  not 
'^  calculated  to  deceive,  and  that  as  the  Opponents  are  not  in  a  position  now  to  25 
^  challenge  the  use  of  the  label  14,636  they  cannot  object  to  the  registration  of 
*^  the  present  label.  I  do  not  forget  also  in  this  connection  a  case  which  was 
^  before  me  in  1893,  which  was  an  opposition  by  the  present  Applicants  to  an 
^^  application  of  the  present  Opponents.  The  case  went  to  the  Court  and  is  in 
^'  10  R.P.C.  393.  I  need  not  go  into  tiie  circumstances  of  the  case  further  than  30 
*'  to  say  that  throughout  it,  the  present  Applicants  asserted  their  old  and 
^^  continued  use  of  the  name  ^  Kinahan's '  and  strenuously  insisted  on  their 
^*  title  to  use  it,  without  hindrance  from  the  present  Opponents,  yet  in  the  fs^^ 
<'  of  such  a  challenge  the  Opponents  have  done  nothing  for  upwards  of  10  years. 
•*  But  I  put  my  decision  upon  much  broader  grounds.  The  Opponents  set  out  35 
**  to  prove  that  '  Kinahan^ 8  Whisky '  means  their  whisky  and  nobody  else's. 
<*  On  the  evidence  I  think  they  have  failed.  It  is  true  that  a  large  number  of 
"  persons  have  told  me  that  if  they  were  asked  for  ^Kinahan^s  Whisky,'  they 
"  would  think  the  Opponents'  whi^y  was  intended.  I  have  also  evidence  that 
«<  people  ask  for  ^  Kinahan^e  Whisky'  and  expect  to  get  the  Opponents'  whisky.  40 
"  On  the  other  hand,  I  have  a  quantity  of  evidence  from  persons  who,  asking  for 
'*  *JE"ma/ian'«  Whisky ',expect  to  get  the  Applicants' whisky,  and  also  from  persons 
"  who  if  asked  for  '  Kinahan^s  Whisky  *  would  supply  the  Applicants'  whisky. 
^'  The  truth  is  that  both  parties  have  equal  rights  as  old  users  to  the  use  of  the 
«*  name  *  Kinahan.^  One  is  known  as  *  Kinahan^s  V.O.  Whisky '  and  the  other  45 
«  as  *  Kinahan's  L.L.  Whisky.'  These  are  broadly  the  facts.  No  doubt  the 
«*  Opponents  have  sometimes  dropped  the  ^  L.L.'  though  I  do  not  observe  that 
"  the  Applicants  have  anywhere  dropped  the  *  V.O.,'  which  letters  so  far  as  I 
'*  have  seen  are  not  used  by  the  Opponents.  The  result  seems  to  be  that 
"  founded  on  their  old  user  both  {dirties  have  equal  rights  in  the  name  50 
'^  ^  Kina?uin'8 '  and  the  result  is  that  neither  of  them  can  complain  of  the  ot^er. 
^*  In  these  circumstances  on  the  merits  the  Opponents  fail  and  the  mark  must 
*«  be  registered,  but  two  points  have  arisen.  One  is  made  by  the  Notice  of 
*^  Opposition,  and  it  is  this  that  the  Applicants  have  already  in  substance  this 
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mark  on  the  Register,  and  that  to  register  this  present  mark  will  only  be 
cumbering  the  Register  within  Players'  case.  It  is  susrgested  that  the  mark 
71,721  is  practically  identical  with  this  one.  The  claim  made  on  the  present 
**'  application  is  to  register  a  mark  of  which  the  essential  particular  is  a  com- 
5  **  bination  of  devices.  Those  devices  nowhere  appear  in  71,721,  which  is  a  mark 
"  of  which  the  essential  part  appears  to  be  a  signature.  Comparing  the  two 
'^  marks,  I  cannot  say  that  they  are  substantially  identical  nor  do  they  I  think 
**  come  within  the  rule  in  Players'  case.  This  point  in  my  judgment  fails. 
**  Then  there  is  another  point  which  is  not  raised  by  the  Notice  of  Opposition. 

10  ^*  It  is  said  that  the  statement  in  the  Catalogue  of  the  Applicants  which  I  have 
^*  before  me  is  misleading  as  to  their  registration,  and  that  they  do  not  come 
**  before  me  with  clean  hands.  I  am  disposed  to  look  with  considerable 
^'  suspicion  on  applicants  who  make  these  misstatements  and  I  think  that 
**  persons  who  mistake  their  registered  rights  ought  to  have  little  consideration 

15  ^*  shown  them.  The  statement  in  the  catalogue  is,  as  has  been  pointed  out, 
**  most  misleading.  I  have  given  the  Applicants  an  opportxmity  of  explaining 
**  and  they  have  explained.  Mr.  Na^h  has  frankly  taken  on  himself  the  whole 
^^  blame  and  has  undertak«m  that  no  more  of  such  statements  shall  go  forth.  In 
**  the  circumstances,  having  regard  to  his  explanation,  I  am  inclined  to  be 

20  ^^  lenient  and  not  on  this  ground  refuse  registration,  but  I  hope  in  the  future 
**  he  and  all  other  Trade  Mark  owners  may  be  careful  to  settle  such  particulars 
"  with  their  Trade  Marks  and  with  reference  to  the  Certificates  we  issue  so  as 
**  to  get  them  accurate.  What  is  registered  appears  from  the  Register.  What 
**  they  think  is  registered  is  often  quite  a  different   thing,  and   they  should 

25  "  remember  that  they  are  not  entitled  to  put  their  own  interpretation  on  the 
"  matter.  The  only  thing,  that  they  are  entitled  to  say  is  registered,  is  the  exact 
**  thing  that  is  on  the  Register,  nothing  else.  The  result  is  that  both  points  are 
**  resolved  in  the  Applicants*  favour.  Registration  will  proceed  but  the  mark 
**  will  not  be  placed  on  the  Register  for  one  month  to  enable  the  Opponents 

30  "  to  appeal  if  they  are  so  advised,  and  if  they  do  appeal  will  not  be  registered 
*•  until  that  appeal  is  determined." 

The  Opponents  appealed  to  the  Board  of  Trade. 

The  Board  of  Trade  having  referred  the  hearing  of  the  appeal  to  the  Court, 
each  side  gave  notice  to  the  other  of  their  intention  to  cross-examine  certain  of 

35  the  witnesses  who  had  made  affidavits,  it  being  agreed  to  take  not  more  than 
seven  trade  witnesses  on  either  side. 

The  appeal  came  on  for  hearing  before  Mr.  Justice  Kbkbwioh  on  the  20th  of 
November  1906. 

A  large  body  of  evidence  by  affidavit  was  read,  the  trade  witnesses  of  the 

40  Opponents,  who  spoke  as  to  the  whisky  of  the  Opponents  being  known  as 
**  Kinahan^s  Whisky,"  coming  from  every  part  of  England  and  many  parts  of 
Ireland.  The  affidavits  filed  on  behalf  of  the  Applicants  included  those  of 
several  deponents  who  spoke  to  sales  to  private  customers  in  England  of  the 
Applicants'  whisky.    The  Opponents'  witnesses  cross-examined  on  behalf  of 

45  the  Applicants  included  the  above  named  (?.  P,  D.  Kinahan,  and  the  following 
wine  and  spirit  merchants,  viz.  :— J.  Beazer^  managing  director  of  J,  O. 
Northam  A  Co,  Ld.,  Bristol ;  J.  W.  Parriss,  a  director  of  James  Buchanan 
A  Co.  Ld,,  of  the  Black  Swan  Distillery  ;  E.  Mitchell,  trading  as  W.  J.  Smith  A 
Co.,  Brighton  ;  D.  McAllister,  of  Newcastle-on-Tyne  ;  E.  A.  Jones,  of  Cardiff ; 

50  and  M.  O'Holloran,  of  Dublin.  The  Applicants'  witnesses  cross-examined  on 
behalf  of  the  Opponents  included  John  Kinahan  and  W.  Nash,  a  director  of 
the  Applicant  Company,  and  the  following,  who  spoke  to  having  known  or 
used  the  Applicants'  whisky  as  "  Kinahan's  Whisky  "  in  England,  although  in 
most  instances  it  was  obtained  through  friends  in  Belfast  or  by  favour  qf 
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members  ^f  the  Applicants'  firm  : — George  Stampe,  of  Great  Grimsby ;  Dr. 
S.  B.  PhUlipSy  of  London ;  (?.  H.  Grocock^  of  Manchester  ;  J.  O.  WeMaee^  of 
Roihbnry  ;  and  Charles  Kinahan^  of  Liverpool ;  and  Q.  Dickinson^  Of  Fleet- 
wood, who  had,  as  secretary  of  a  club,  ordered  "  Kinahan' s  Whisky  "  for  seven' 
years  from  the  Applicants  on  the  recommendation  of  the  captain  of  a  Fleetwood  5 
steamer. 

Kekewich  J.  held  that  the  term  ^^ Kinahan" 8  Whisky"  had  no  secondary 
meaning  signifying  the  Opponents*  whisky  only,  and  that  the'  proposed  Trade 
>fark  was  not  calculated  to  deceive ;   and  also  that  the  conclusions  of  the 
R^istrar  on  the  other  two  points  were  sound.    The  appeal  was  dismissed  with  10 
costs  {ante^  page  37).    The  Opponents  appealed  to  the  Court  of  Appeal. 

John  Cutler  K.C.,  Upjohn  K.C.,  and  Sebastian  (instructed  by  C.  U.  Fisher) 
appeared  for  the  Opponents ;  P.  O.  Lawrence  K.C.  and  Waggett  (instructed  by 
Campbell^  Baird^  and  Perkins)  appeared  for  the  Applicants. 

Upjohn  K.O.  opened  the  Appellants'  case. — My  clients  have  two  Trade  Marks  15 
on  the  Register  containing  the  name  Kinahan.    One  was  registered  as  an  old 
mark  in  1887  and  the  other  was  registered  in  1891  also  as  an  old  mark.    They 
have  sold  their  whisky  under  these  two  labels  and  also  under  several  other 
labels  which  are  not  registered.    The  Respondents,  who  began  selling  whisky 
soon  after  1850,  registered  in  1878  as  an  old  mark  a  whisky  label  containing  the  20 
wojxis  "  Kinahan'a  V.O.  Whisky."    When  this  mark  came  to  my  clients'  notice, 
they  in  1890  moved  to  expunge  it  from  the  Register,  and  an  Order  was  made 
by  consent  in  June  1891.    In  May  1890  my  clients  commenced  an  action  in 
England  against  Lyle  and  Kinahan  to  restrain  them  from  passing  off  tiieir 
whisky  as  the  Plaintiffs',  but  the  Order  for  service  of  this  writ  in  Ireland  was  25 
discharged  (8  R.P.O.  18).    It  is  set  up  against  my  clients  that  4;hey  did  not 
subsequently  commence  a  similar  action  in  Ireland,  but  they  give  sufficient 
reasons  for  not  doing  so,  viz.,  that,  having  got  the  Trade  Mark  expunged  from 
the  Register  and  having  ascertained  that  Lyle  and  Kifiahan  had  only  a  small 
local  trade,  they  did  net  think  it  necessary  to  do  so,  and  also  they  did  not  wish  30 
to  be  vindictive.    Lyle  and  Kinahan  have  registered  several  other  Trade 
Marks,  but  they  did  not  attempt  to  register  one  containing  '*  Ki?ia?ian'8  Whisky" 
until' they  made  the  present  application,  although  they  say  they  have  been 
selling  "  Kinahan's  V.O.  Whisky  "  for  a  number  of  years.    They  originally 
applied  for  registration  of  the  label  with  the  word  '*  Kinahan  "  in  it,  but  it  35 
appears  they  struck  it  out  at  the  suggestion  of  their  patent  agent  to  avoid  the 
Consequences  of  a  disclaimer  which  the  Registrar    required.      For  present 
purposes  the  label  must  be  considered  as  if  it  had  the  word  ^  Kinahan  "  in 
the  blank  space,  which  is  the  way  in  which  it  is  used  {Christiansen's  Trade 
Mark  3  R.P.C.  54).    The  mark  contains  all  the  important  features  of  the  mark  40 
which  was  struck  off  in  1891.    The  Judge  in  the  Court  below  took  a  wrong 
view  of  the  case ;  the  issnie  being  probability  of  deception,  the  onus  is  on  the 
other  side  and  not  on  us  {Eno  v.  Dunn  7  R.P.C.  311 ;  L.R*  15  A.C.  255).    I 
rely  on  the  judgment  of  Lord   Watson^  and  I  contend  that  our  case  is  an 
d  fortiori  onei  to  that  case.    Lyle  and  Kinahan's  trade  in  ^"^  Kinahan' s  V.O.  45 
**  Whisky  "  is  partly  locs^  and  partly  personal,  and  it  is  a  very  small  trade,  the 
the  average  sales  for  seven  years  being  only  3IWX)  gallons.     So  long  as  they 
confined  themselves  to  their  district,  we  did  not  interfere,  but  now  they  are 
following  us  up  in  England  ;  there  is  evidence  of  their  sending  a  traveller  to 
Newcastle.    Besides  they  say  that  they  want  their  present  registration  because  50 
they  contemplate  establishing  agencies  abroad.    Ours  is  a  large  and  world* 
wide  trade,  and  I  contend  that  they  ought  not  to  be  allowed  to  obtain  a 
regbtration  which  will  enable  them  to  interfere  with  our  trade.    The  use  of 
the  label  outside  v  their  district  is  calculated  to  deceive.    Then  they  have  been 
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misrepresenting  this  label  as  registered ;  they  have  been  bailding  np  a  trade  in 
the  conrse  of  which  this  misrepresentation  has  been  made,  and  they  ought  not 
to  be  allowed  to  obtain  the  benefit  of  it  by  registering  this  label  as  a  Trade 
Mark.  Fumte's  case  (8  R.P.C.  214 ;  L.R.  (1891)  2  O.D.  166)  is  an  authority  for 
5  this  proposition. 

John  Cutter  E.G.  followed. — The  circumstances  of  this  case  are  somewhat 
peculiar.  There  has  been  a  concurrent  user  of  the  term  **  Kinahan^a  Whisky  " 
by  the  Dublin  firm  and  the  Bel&st  firm  for  some  time.  The  important  point 
is — ^what  is  the  nature  and  extent  of  that  concurrent  user  ?    The  Dublin  firm 

10  sell  their  whisky  under  a  variety  of  labels,  in  all  of  which  ^  Kinahan^ 8 
**  Whisky "  appears  prominentlj'.  Their  trade  is  proved  to  be  of  vast  extent, 
not  only  in  tiie  United  Eingdom  but  in  many  colonies  and  foreign  countries, 
and  our  case  is  that,  except  in  the  limited  district  where  the  Belfast  firm  trade, 
**  Kinahan^s  Whisky  "  means  our  whisky.    Mr.  John  Kinahan  in  his  affidavit 

15  states  that  it  is  not  disputed  on  behalf  of  the  Belfast  firm  that  in  Dublin, 
and  probably  in  many  otiier  places,  the  whiskies  of  the  Dublin  firm  are  known 
as  "  Kinahan's."  The  Belfast  firm's  trade  in  "  V.O.  Whisky  "  is  very  small, 
and  limited  to  the  Belfast  district,  except  that  there  are  a  few  sales  proved  to 
private  custouiers  in  England,  all  of  whom  are  either  Belfast  people  or  have 

20  some  connection  with  Belfast  or  the  Belfast  firm.  fThe  Lord  Ohibf  Justice. 
— I  gather  you  are  selling  in  Belfast  too  from  Mr.  George  Kinahan^a  affidavit  ?] 
We  have  sales  in  the  North  of  Ireland  undoubtedly.  [BUCKLBY  L.J. — ^Then 
over  a  certain  area,  small  if  you  like,  you  and  your  opponents  have  sold 
whisky  as  "  Kinahan^s  Whisky,"  and  you  do  not  say  there  was  any  complaint.] 

25  We  do  not  siek  to  prevent  the  Belfast  firm  from  continuing  to  do  what  they 
have  been  doing.  The  use  of  a  label  such  as  they  are  applying  to  register  is 
not  calculated  to  deceive  in  their  district,  but  our  case  is  that  it  is  calculated 
to  deceive  outside  their  district  where  our  whisky  has  been  known  as 
^  Kinahan^ 8  Whisky."    As  to  the  suggestion  that  the  label  would  not  deceive 

30  because  it  has  the  name  of  Lyls  and  Kinahan  upon  it,  I  say  that  many  people 
who  know  our  whisky  as  **  Kinahan^a  Whisky  "  would  not  know  the  exact 
name  of  the  firm  by  whom  it  is  manufactured,  just  as  many  people  who  buy 
Baaa'a  ale  do  not  know  the  exact  name  of  the  firm  by  which  it  is  brewed ; 
besides  Lyle  A  Kinahan  use  a  bottler's  label  with  their  name  on  it  for 

35  Jameaon^a  whisky  and  also  one  for  Ouinneaa^a  stout,  and  they  say  these  labels 
are  intended  to  convey  to  the  public  that  the  article  is  bottled  by  Lyle  and 
Kinahan.  The  whisky  label  that  they  are  seeking  to  register  would,  I  submit, 
convey  the  same  thing.  The  position  that  I  take  up  is  :  that  I  do  not  challenge 
their  right  to  continue  to  do  what  they  have  been  doing  for  some  time.    They 

40  have  b^n  using  this  label  unregistered  in  their  district  for  a  considerable  time. 
I  have  known  of  it,  and  I  cannot  object  to  their  continuing  to  use  this  label  in 
their  district.  What  I  do  object  to  is  their  registering  this  label  as  a  Trade 
Mark,  which  registration  would  operate  outside  their  own  district.  If  their  appli- 
cation to  register  were  governed  by  the  Act  of  1902,  then  under  Section  21  the 

45  Court  might  have  imposed  a  limitation  confining  the  user  of  the  mark  to 
Belfast  and  the  district  where  it  had  previously  been  used.  I  do  not  think  we 
could  possibly  have  raised  any  objection  to  that.  But  what  we  do  object  to 
most  strongly  is  to  their  getting  a  label  on  the  Register  which  will  give  them  a 
right  when  they  come  and  compete  with  us  in  our  district,  to  say  that  ^  Kinahan^a 

50  ^^  Whisky "  is  a  name  that  appears  in  a  registered  Trade  Mark  of  theirs.  If 
they  want  to  compete  with  us  outside  their  district,  then  I  say  they  ought  not 
to  sell  their  whisky  as  ** Z^inaAan's  Whisky,"  but  sell  it  as  what  it  is  ''Lyle 
**  and  Kinahan'a  Whisky."  [Buoklbt  i.  J.— Would  you  tell  me  this.  Suppose 
these  £aotST--that  a  plaintifiE  in  a  passing-off  action  sued  the  defendant,  and  that 
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the  defendant  was  entitled  to  a  registered  trade  mark ;  and  snppoee  that  the 
plaintiff  in  that  action  proved  as  a  matter  of  fact  that  the  nse  of  that  registered 
trade  mark  would  deceive  the  public  into  buying  the  defendant's  goods,  thinking 
they  were  the  plaintiff's  goods ;  would  it  be  a  good  defence  for  the  defendant  to 
say — ^'  that  does  not  matter  ;  it  is  my  registered  trade  mark,  and  I  can  use  5 
•*  it "  ?]     No,  that  would  be  no  defence.     [BUOKLBY  L.J. — Having  got  thus  far, 
I  want  to  know  what  becomes  of  your  contention  that  the  registration  would 
give  these  parties  the  right  to  go  elsewhere.     In  my  view  it  would  not.    That  is 
what  you  are  objecting  to  ?']    No,  my  Lord.    It  would  give  these  parties  the  right 
when  they  go  elsewhere  to  represent,  and  represent  truly,  that  they  had  got  10 
this  Trade  Mark  on  the  Register,  and  that  would  injure  our  business.    They 
have  been  making  this  representation  on  their  Price  Lists,  and  they  evidently 
lay  stress  on  it,  otherwise  they  would  not  have  done  it,  as  they  have  done,  for  a 
number  of  years.    If  they  get  registration  they  will  be  able  to  make  it  in  the 
future,  and  that  would  be  of  use  to  them  in  their  business ;  and,  as  I  say,  would   15 
be  injurious  to  us  in  our  business.    As  to  the  misrepresentation  in  the  Price 
Lists,  there  is  no  question  that  it  is  a  misrepresentation ;  it  may  be  a  technical 
misrepresentation  or  it  may  not.    This  misrepresentation  has  been  going  on  for  a 
number  of  years ;  and  it  has  been  made  in  connection  with  the  sale  of  goods 
upon  which  this  Trade  Mark  has  been  used,  and  is  intended  to  be  used.     I  20 
submit  that,  inasmuch  as  that  misrepresentation  has  been  made,  it  is  contrary 
to  the  general  practice  of  the  Court  to  allow  a  Trade  Mark  in  connection  with 
which  misrepresentations  have  been  made  in  the  past,  and  under  which  business 
has  been  done  in  the  i)ast,  to  go  upon  the  Register,  because  that  is  to  allow  the 
applicant  for  registration  to  obtain  the  benefit  of  a  trade  that  he  htfl  created  by  25 
means  of  misrepresentations.    This  rule  has  been  acted  on  for  a  long  time,  with 
this  qualification,  that  where  it  has  been  proved  to  have  been  done  under  an 
honest  mistake,  and  when  an  explanation  to  that  effect  has  been  given,  coupled 
with  an  undertaking  to  discontinue,  it  has  not  been  enforced. 

The  Lord  Chief  Justice  (addressing  Mr.  Upjohn  K.C.).— In  your  absence  30 
it  was  put  by  my  brother  BUCKLEY  to  Mr.  Gu4ler  that  it  would  be  no  defence 
to  a  passing-off  action  for  the  defendant  to  say  that  he  had  got  a  registered 
Trade  Mark,  and  Mr.  Cutler  said  it  would  be  no  defence.    Are  you  able  to 
qualify  that  admission  at  all  ? 

Upjohn  K.C. — I  do  not  know  of  any  authority  upon  that  point.  35 

The  Lord  Chief  Justice  (addressing  Mr.  Lawrence  K.C.)— We  want  to 
hear  your  view  of  the  evidence  on  which  the  learned  Judge  decided  as  to 
concurrent  use. 

Latvrence  K.G.  referred  to  paragraphs  8  to  13  of  the  affidavit  of  John 
Kinahan^  which  were  as  follows : — **  8.  In  the  year  1850  the  said  Frederick  40 
^^  Kinahan  being  in  partnership  with  Samtiel  Lyle  at  Belfast  in  the  business  of 
"  wine  merchants,  which  had  been  acquired  from  Sir  Thomas  McGlure,  Baronet, 
^  added  to  that  business  the  blending  and  sale  of  spirits.  Samuel  Lyle  died  in 
"  1856,  and  the  business  was  thenceforward  until  1866  continued  by  the  said 
"  Frederick  Kinaiuin  alone,  who,  although  he  continued  to  use  the  firm's  name,  45 
^'  transacted  many  of  his  dealings  and  transactions  in  the  name  of  Kinahan 
*'*'  alone.  My  said  father  himself  has  stated  more  than  once  to  myself  and 
"  others  in  my  hearing,  and  it  has  from  the  time  I  first  knew  anything  of  the 
**  business  of  Lyle  and  Kinahan  been  accepted  as  a  fact  in  our  family  and 
<^  business,  that  the  reason  the  name  Kina?ian  without  the  name  Lyle  was  used  50 
"  in  the  business  in  the  blending  and  sale  of  spirits  was  that  Mr.  Lyle  had 
"  strong  conscientious  objections  to  any  dealing  in  spirits,  and  his  name  was 
'*  not  used  in  that  branch  of  the  business  to  satisfy  him.  9.  I  myself  remember 
*•  that  as  long  a^o  as  1879  the  bottling  stores  of  the  said  Frederick  Kinahan 
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"  were  named  as  the  *  Kinahan  Stores/  by  which  Dame  the  said  Stores  are 
^  still  known,  and  that  some  dwelling  houses  connected  therewith  which 
**  Frederick  Kinahan  built  were  originally  called  the  *  Kinahan  Houses,'  by 
"  which  name  they  are  still  known.  10.  The  photograph  now  produced  and 
5  *^  shown  to  me  marked  *  J,  K,  L/  represents  the  said  Stores  bearing  the  said 
**  name  *  Kinahan.^  11.  The  telegraph  address  of  the  business  has  been  from 
"  the  year  1884  and  still  is  'Kinahan^  Belfast.'  12.  In  the  year  1866  the  said 
"  Frederick  Kinahan  took  his  brother  the  said  Charles  James  Kinahan  into 
^^  partnership  with  him,  and  such  partnership  was  continued  until  the  year 
10  "  1882,  when  the  said  Charles  James  J^tnaAan  retired  from  business.  13.  From 
"  1882  to  1888  the  said  Frederick  Kinahan  alone  continued  the  said  business, 
*'  when  (in  1888)  Lyle  and  Kinahan  Ld,  were  incorporated  and  acquired  and 
*'*'  took  over  the  same,  the  said  Frederick  Kinahan  becoming  the  first  Managing 
"  Director  thereof."  There  is  a  circular  of  the  Respondents  in  evidence  which 
15  was  published  in  1866  or  1867  containing  a  reference  to  ^^  Kinahan^ s  V.O. 
"  Whisky,"  and  from  that  time  the  term  was  used  in  their  Price  Lists.  [He 
was  stopped  by  the  Court.] 

Lord  Alvbrstonb  L.GJ. — I  confess  that  when  this  case  was  first  presented  to 

us  I  felt  very  considerable  difficulty  about  it.   It  seemed  to  me  that  it  was  possible 

20  that  under  colour  of  this  registered  Trade  Mark  considerable  damage  might  be 

done  to  Kinahans  of  Dublin,  and  possibly  to  the  public,  who,  desiring  to  buy 

the  whisky  of  KinaJuins  of  Dublin,  got  some  other  whisky  ;  but  the  very  full 

argument  which  we  have  heard  in  this  case  of  Mr.  Upjohn  and  Mr.  Cutler,  and 

the  discussion  it  has  undergone,  have  convinced  me  that  that  is  not  a  view 

25  which  I  ought  to  take  having  regard  to  the  facts  of  this  case.     I  only  mention 

that  because  I  do  not  want  anything  that  I  may  say  on  the  particular  facts  of 

this  case  to  be  used  as  in  any  way  indicating  what  my  opinion  would  be  in  a 

case  that  came  before  the  Court  where  a  Tr^e  Mark  is  sought  to  be  registered 

which  was  in  fact  being  used  so  as  to  injure  another  person's  business.    I  think 

30  it  can  only  be  allowed  where  there  is  very  clear  evidence  that  the  person  who 

is  seeking  to  register  it  has  a  right  to  the  protection  of  the  Register. 

In  this  caseiit  must  be  remembered  that  the  Registrar  has  found^and  the 
Registrar  has  very  great  experience,  and  of  course  any  person  in  his  position  is 
entitled  to  have  an  appeal  from  his  decision  very  carefully  considered — that 
35  the  truth  is  that  both  parties  have  equal  rights.  He  said,  '^  One  is  known 
"  as  *  KinaJiah's  V.O.  Whisky '  and  the  other  as  •  Kinahan's  L.L.  Whisky.' 
^'  No  doubt  the  Opponents  have  sometimes  dropped  the  '  L.L.'  I  do  not  observe 
**  that  the  Applicants  have  ever  dropped  the  '  V.O.,'  which  letters,  so  far  as  I 
^^  have  seen,  are  not  used  by  the  Opponents.  Both  parties  have  equal  rights  in  the 
40  ^^  name  ^  Kinahan^  and  the  result  is  that  neither  of  them  can  complain  of  the 
"  other."  Mr.  Justice  Keketvich,  who  I  presume  had  before  him  the  evidence 
which  was  before  the  Registrar,  and  a  great  deal  of  additional  evidence  I  have 
no  doubt,  came  to  the  conclusion  that  the  Registrar  was  right.  He  said  :  '^  The 
^^  evidence  goes  to  this,  putting  it  in  the  strongest  possible  way  in  the  Appel- 
45  '*  lanta'  favour,  that  in  many  places  and  for  a  length  of  time  during  which  the 
*'  Appellants'  whisky  had  been  sold,  and  the  Respondents'  whisky  had  not  been 
**  sold,  and  had  not  been  known,  those  who  have  sold  Kinahan's  whisky,  and 
"  those  who  have  purchased  it,  have  recognised  *  Kinahan's  Whisky '  as  being 
**  Kinahan^s  whisky,  that  is  to  say  the  whisky  manufactured  by  the  only  manu- 
50  "  &cturer  whom  they  knew,  namely,  the  Dublin  Limited  Company."  Then, 
further,  he  said  that  he  did  not  take  the  view  which  was  contended  for  by  the 
Appellants,  that  the  Appellants'  whisky  always  had  been  and  was  invariably  sold 
as  Kiiiahan^s  whisky  all  over  the  world.  That  may  or  may  not  be  absolutely 
correct.     There  seems  to  be  some  evid^UQe  on  which  the  learned  Judge  might 
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have  come  to  the  conclusion  that,  apart  from  the  bnsiness  of  the  Applieantii, 
the  present  Appellants'  whisky  had  been  sold  all  over  the  world.    He  then 
refers  to  the  way  in  which  *'  Kinahan ''  had  been  used  by  the  Appellants  in 
connection  with  some  initials  ;  and  then  he  said  that  the  Respondents'  whisky 
was  not  so  well  known ;  indeed  they  seemed  to  have  a  comparatively  small  5 
trade,  but  those  who  sell  and  those  who  purchase  the  Respondents'  whisky 
know  that  as  "  Kinahan' 8  Whisky " ;   and    finally  the  learned  Judge  pro- 
ceeded upon  the  basis  and  theory  that  these  parties  had  some  rights,  if  not  equal 
rights,  that  he  must  respect,  in  relation  to  the  use  of  the  words  *'  Kinahan's 
"  Whisky."     We  must  of  course  to  a  certain  extent  examine  those  matters,  10 
though  in  this  as  in  all  other  appeals  on  fact,  I  am  very  loth  to  reverse  a  finding 
of  fact  unless  I  can  see  clearly  that  there  has  been  a  mistake,  or  that  some 
wrong  principle  of  law  has  been  applied.    The  argument  of  both  Mr.   Upjohn 
and  Mr.  Cutler  admitted,  when  it  is  examined  thoroughly,  that  they  could  not 
seriously  say  there  had  been  any  miscondact  on  the  part  of  the  Respondents  in  15 
using  ^^  Kinahan  "  in  connection  with  their  whisky  up  to  the  time  of  this 
application,   and   it  was  frankly  admitted,  when  it    was  pointedly  put    to 
Mr.  Cutlery  that  he  could  not  deny  that  there  had  been  a  lawful  concur- 
rent user  of  the  name  ^^^ Kinahan^ 8  Whisky"  for  a  very  substantial  period 
before  this  application.     If  Mr.  Upjohn  could  have  made  good  his  point  that  20 
the  Respondents'  trade  had  been  built  up  by  false  pretences,  or  had  been  built 
up  by  an  improper  nse  of  the  name  '*  Kinahan^^  and  that  there  was  no  real 
justification  for  the  use  of  the  substantial  part  of  the  label  which  is  sought 
to  be  registered  in  this  case,  speaking  for  myself,  the  view  that  I  should 
have  taken  would  have    been  a  very  different   onei     When  once  you  get  25 
this  that  from  a  period,  which  must  be  put  at  least  as  early  as  1890,  or  some 
years  before  1890,  there  had  been  a  lawful  use  of  the  expression  *'  Kinahan*8 
"  Whisky  "  in  connection  with  the  whisky  manufactured  by  the  Respondents 
at  Belfast,  I  think  the  difficulties  in  the  way  of  opposing  this  registration  are 
almost  insuperable.    Without  intending  to  go  through  the  whole  of  the  evidence  30 
— I  have  not  read  it  all,  and  I  can  only  make  my  observations  upon  the  salient 
matters  to  which  we  have  been  referred— there  seems  to  me  to  be  strong 
evidence  that  the  Registrar  and  the  learned  Judge  were  right  in  coming  to  the 
conclusion  that  the  label  substantitdly  as  sought  to  be  registered  had  been 
in  use  for  a  considerable  time.    It  is  quite  clear  from  the  Trade  Marks  Journal  35 
of  July  1878,  which  contains  the  Trade  Mark  which  was  struck  off,  that  the 
words  which  it  had  got  on  were  **  Kinahan^s  V.O.  Whisky,"  and  it  was  said 
to  be  an  old  mark  used  10  years  before  1878,  which  was  admitted  to  be  a  mis- 
statement, at  any  rate  they  did  not  attempt  to  prove  that  length  of  user ;  but 
it  is  abundantly  clear  that  ''  KinaJuin'e  Whisky "  was  a  name  given  to  the  40 
Respondents'  Whisky  at  that  time.    "  V.O."  of  course  is  an  appellation  of  their 
whisky,  and  this  Trade  Mark  contains  a  number  of  other  things  which  are  in  their 
registered  Trade  Mark.    That  would  not  have  disposed  of  the  case  if  Mr.  Upjohn 
hsA  made  good  his  point  that  they  had  no  right  to  use  ^'  Kinahan' 8  Whisky."    In 
1890  there  was  a  distinct  notice  to  the  present  Appellants  of  what  the  Respondents  45 
were  doing ;  there  is  clear  and  distinct  notice  that  the  Respondents  were  in  the 
course  of  their  trade  in  the  North  of  Ireland,  in  which  market  to  a  certain 
extent,  it  may  be  to  a  limited  extent,  the  Appellants  were  themselves  selling, 
the  Respondents  were  using  the  name  of  "  Kinahan'e  Whisky,"  and  the  only 
suggestion  made  by  Mr.  Upjohn  is  that  when  the  Appellants  attempted  to  take  50 
proceedings  in  England  to  restrain  passing  off  of  the  Defendants'  whisky  as 
theirs,  that  they  abandoned  those  proceedings  because  the  trade  was  small  and 
because  it  was  thought  to  be  hard  that  a  big  firm  should  attempt  to  crush  a 
little  one.    I  do  not  think  that  such  motives  would  have  had  much  operation 
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if  they  had  thought  they  could  have  prevented  the  use  of  "  Kinahan^s  Whisky  " 
in  the  North  of  Ireland.  I  am  not  aware,  and  no  knowledge  I  have  enables  me 
to  say,  that  people  in  the  North  of  Ireland  do  not  like  '^  Kinahan's  Whisky  *' 
just  as  much  as  the  people  in  the  South,  but  I  do  not  think  if  there  had  been  a 
5  substantial  case  the  proceedings  in  the  year  1890  would  have  come  to  an  end 
in  the  way  they  did.  Then  in  1893  as  the  Appellants  desired  to  get  a  more 
complete  use  of  the  words  the  application  was  resisted  and  again  the  facts  with 
regard  to  the  user  by  the  Respondents  were  brought  to  the  Appellants'  notice. 
L<x>king  at  it  broadly  one  has,  as  my  learned  brethren  have  put  it  in  the  course 

10  of  the  argument,  something  like  over  twenty  years  lawful  concurrent  user.  I 
did  not  know,  until  Mr.  Lawrence  was  good  enough  to  tell  me,  why  the  name 
Kinahan  alone  had  been  used,  and  it  did  make  an  impression  upon  me  that 
they  ought  to  have  called  it  ^'  Lyle  and  Kinahan's  Whisky,''  but  I  was  at  that 
time  wholly  ignorant  of  the  facts  :  that  Mr.  Lyle  had  died,  or  gone  out  of  the 

15  business  in  1856,  and  that  there  was  a  reason,  sentimental  or  otherwise,  for  their 
callii^  their  whisky  Kinahan' s  Whisky."  That  disposed  of  any  idea  that  the 
beginning  of  this  user,  or  the  continuance  of  this  user,  was  in  any  way  unfair, 
or  an  infraction  of  any  rights  that  the  Dublin  firm  then  possessed.  Therefore, 
as  I  have  uaid,  I  have  come  to  the  conclusion  that  there  was  more  than  twenty 

20  years  concurrent  user  of  the  two  words  "  Kinahan's  Whisky  "  on  the  part  of 
both  firms,  and  that  as  regards  those  words  in  law  they  had  equal  rights. 

It  is  said  that  may  be  perfectly  true  as  long  as  they  are  only  doing  the  Belfast 
trade  and  the  trade  in  the  North  of  Ireland  and  trade  with  a  few  customers  in 
England.    It  is  to  be  noted  we  have  not  got  the  powers  which  are  now  given 

25  under  the  Act  of  1905.  I  do  not  say  that  they  ought  to  be  exercised,  even  if 
we  had  those  powers.  We  have  not  the  materials  before  us  for  saying  so,  but  I 
feel  very  great  difficulty,  when  once  you  get  a  bond  fide  concurrent  user,  in 
flaying  tiiat  a  man  is  to  be  limited  in  a  subsequent  user  if  he  is  entitled  to  have 
the  registered  Trade  Mark  for  the  user  that  he  then  possessed.    I  do  not  want 

30  in  any  way  to  fetter  the  judgment  of  this  Court,  or  my  own  judgment,  in  case 
it  may  turn  out  that  some  large  and  extended  user  would  be  unfair  having 
regard  to  the  circumstances  of  the  case,  but  once  you  get  that  an  honest  trader 
is  entitled  to  come  and  ask  for  a  registration  of  his  Trade  Mark,  I  do  not  think 
it  is  an  objection  to  the  registration  that  he  is  going  to  use  the  Trade  Mark  in  a 

35  much  more  widely  competitive  area  than  that  in  which  he  has  been  Belling  his 
goods  in  up  to  the  time  his  application  is  made.  I  only  mention  that  because 
one  of  the  reasons  given  for  the  sudden  activity  by  the  Dublin  firm  as  stated  by 
Mr,  Upjohn^  was  that  they  had  found  that  the  Belfast  firm  were  wakiug  up, 
sending  a  traveller  to  Newcastle,  and  were  apparently  desirous  of  selling  their 

40  whisky  in  various  parts  of  the  world.  If  I  had  thought  that  for  the  trade 
carried  on  by  the  Respondents  they  had  no  right  to  use  the  word  "  Kinahan  " 
alone  of  course  my  view  would  have  been  a  very  difiEerent  one  ;  but  apon  the 
facts  it  seems  to  me  that  for  a  period  of  nearly  twenty  years  before  this  applica- 
tion the  Respondents  were  lawfully  using  the  words  "  Kinahan's  Whisky  "  in 

45  connection  with  their  own  business,  and  that  being  so  they  are  entitled  to 
register  the  Trade  Mark. 

Then  a  point  arose  which  to  me  was  a  new  one,  though  it  ought  not  to  have 
been  a  new  one,  because  there  are  cases  dealing  with  it  in  the  Text  Books,  that 
this  particular  device  which  was  sought  to  be  registered  did  not  contain  thu 

50  word  "  Kinahan.''  1  have,  however,  dealt  with  the  case,  as  I  think  I  am  bound, 
having  regard  to  the  authority  of  other  cases,  to  deal  with  it,  not  merely  looking 
at  the  Trade  Mark  as  it  appears  on  the  Application,  but  looking  at  it  as  it  would 
in  fact  be  used,  or  as  it  is  capable  of  being  used,  and  I  therefore  have  assumed 
forjthe  purposes  of  this  case  that  in  dealing  with  the  matter  I  ought  not  to 
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justify  the  registration  of  a  Trade  Mark  such  as  it  is,  bnt  the  registration  and 
use  of  a  Trade  Mark  with  "  Kinahan  "  on  it.  It  may  be  that  the  reason  for 
cutting  out  the  word  "  Kinahan "  was  in  consequence  of  the  Comptroller 
ordering  a  disclaimer,  and  the  parties  thinking  a  disclaimer  might  have  a  wider 
effect  than  they  were  willing  to  assent  to.  5 

Therefore  I  am  unable  to  come  to  the  conclusion  that  either  Mr.  Justice 
Kekewichy  or  the  Registrar,  have  wrongly  held  that  Mr.  Lawrence^s  clients  had 
equal  rights  for  the  purpose  of  this  registration  in  the  use  of  the  words 
**  Kinalian  Whisky,*'  and  that  being  established  I  think  the  appeal  must  be 
dismissed,  and  this  registration  allowed,  because  everything  else  that  is  in  the  10 
mark  as  registered  will,  of  course,  go  to  differentiate  and  not  in  any  way  to 
mislead.  I  was  for  a  time  struck  by  the  fact  that  with  regard  to  certain  otiier 
products  sold  by  the  Respondents  it  clearly  appears  they  were  only  agents  and 
they  were  not  the  producers  of  the  goods.  It  was  necessary  of  course  that 
they  should  say  so  as  honest  traders.  It  becomes  immaterial  when  we  come  15 
to  the  conclusion  that  they  have  a  right  to  sell  their  whisky  as  **  Kinahan^a 
"  Whisky." 

The  other  point  that  has  been  pressed  upon  us  is  that  in  their  Price  List  they 
had  referred  to  a  mark,  which  was  identical  with  that  which  they  are  now 
seeking  to  register  as  far  as  one  can  see,  by  the  words  ^'  Registered  label  and  20 
"  Trade  Mark."     The  bottle  had  also  upon  it  "  To  counterfeit  this  label  is 
"  forgery."    Probably  it  would  have  been  better  if  neither  of  those  statements 
had  been  there.    It  is  said,  and  I  see  no  reason  to  doubt  it,  that  that  was  a 
mistake.    The  Registrar  thought  it  was  a  mistake  certainly.    He  refers  to  the 
explanation  given  by  Mr.  Nash  and  it  satisfied  him,  though  he  cautioned  Mr.  25 
Nash  at  the  same  time  to  be  more  careful  in  his  business  in  the  future.    I  cannot 
take  the  slip,  if  it  be  a  slip,  which  was  made  in  connection  with  the  Price  List, 
in  which  this  label  was   referred  to,  as    being  sufficient  to  disentitle  the 
Respondents  to  have  their  Trade  Mark  registered. 
For  these  reasons  I  think  the  appeal  must  be  dismissed.  30 

Flbtchbk  Motjlton  L.J. — I  am  of  the  same  opinion.  The  objection  to  the 
registration  of  this  label  as  a  Trade  Mark  rests  solely  on  the  fact  that,  as 
intended  to  be  used,  it  will  contain  the  words  *^  Kinahan' s  V.O.  Whisky." 
Now  we  have  here  an  admission  that  there  has  been  an  honest  concurrent  user 
for  many  years  of  the  phrase  "  KinaJian's  Whisky  "  by  the  Respondents  in  the  35 
form  of  "  Kinahan*s  V.O.  Whisky."  Although  perhaps  the  Appellants  do  not 
actually  admit  that  it  goes  back  as  far  as,  in  my  opinion,  the  evidence  shows  it 
does,  they  admit  that  it  has  continued  for  many  years,  and  they  cannot  deny 
that  that  has  been  with  their  knowledge.  I  find  on  the  evidence  that  from  a 
date  about  1866,  continuously  onwards,  the  Respondents  have  sold  this  blend  of  40 
whisky  as  **  Kinahan's  V.O.  Whisky."  Taking  the  label  itself  we  there  also 
have  admitted  public  user  to  the  knowledge  of  the  Appellants  for  at  least  ten 
years — that  is  the  len^h  of  time  they  admit,  but  in  my  opinion  it  was  proved 
to  be  for  considerably  more  years,  perhaps  sixteen — a  user  of  the  label  in  the 
very  form  in  which  it  is  sought  to  be  registered.  The  consequence  is,  with  45 
regard  to  the  words,  the  parties  have  equal  rights,  the  only  difference  between 
their  positions  being  that  the  one  has  a  much  larger  trade  than  the  other, 
a  matter  which,  in  my  opinion,  does  not  affect  their  rights.  With  regard 
to  the  label  it  is  clear  that  it  has  been  lawfully  and  honestly  used  for 
many  years  in  the  business  of  the  Respondents.  That  being  so  why  50 
should  we  decline  to  allow  it  the  privilege  of  being  put  upon  the  Register  ? 
It  is  suggested  that  it  would  create  confusion.  I  cannot  help  being 
impressed  by  the  fact,  that  it  has  been  used  all  these  years,  and  I  think 
it  is  not  suggested,  even  by  the  Appellants,  that  any  confusion  has  in  fact 
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been  caused.  But  I  put  the  case  much  higher  than  that.  I  cannot  see  why  we 
should  refuse  a  small  trader  the  privilege  of  putting  his  label,  which  he  haa  an 
unchallenged  right  to  use  in  his  trade,  upon  the  Register,  and  thereby  give  him 
the  convenient  remedies  for  the  defence  of  the  label  which  arise  from  its  being 
5  registered.  In  addition,  its  being  registered  gives  him  the  right  to  object  to  the 
registration  of  other  Trade  Marks  which  would  cause  confusion  as  compared 
with  it.  These  are  two  rights  which,  although  they  are  not  ex  dehito  justitice^ 
give  to  an  applicant  the  rights  which  the  Legislature  means  a  trader  to  possess 
in  defence  of  those  things  which  he  uses  as  marks  of  origin  in  a  lawful  trade. 

10  I  therefore  see  no  reason  why  we  should  refuse  the  registration  of  this  label. 

Then  a  secondary  point  was  raised  of  a  totally  different  character,  namely,  that 
we  ought  to  refuse  registration  because  the  Respondents  have  improperly  spoken 
of  this  label  as  being  a  registered  label  in  their  Price  Lists.  Had  they  done  so 
in  the  label  itself  it  would,  to  my  mind,  have,  been  a  much  more  serious 

15  objection.  I  do  not  treat  as  wholly  trivial  the  fact  that  they  have  spoken 
of  it  as  being  registered  in  their  Price  Lists,  but  when  I  come  to  look  at 
the  evidence  with  regard  to  that  I  find  that  the  man,  who  was  directly 
responsible  for  the  statement  being  put  in  the  Price  List,  said  that  he 
thought  when  he  put  it  there  it  was  rightly  put  there,  and  that  it  was  a 

20  mistake  on  his  part,  and  I  find  evidence  that  the  directors  of  the  Company 
were  ignorant  that  it  had  been  put  there,  and  that,  as  soon  as  their  attention 
was  called  to  it,  they  immediately  had  it  removed.  Under  these  circumstances 
I  see  no  sufficient  cause  for  our  depriving  the  Applicants  for  registration  of 
the  privilege  which  the  Legislature  intended  tbem  to  have  with  regard  to  their 

25  legitimate  trade. 

Buckley  LJ.—l  am  of  the  same  opinion.  I  will  only  add  a  few  words 
upon  the  principal  point  of  the  case.  The  label  which  the  Belfast  firm  seek  to 
register  does  not  contain  the  word  "  Kinahan'tt^^^  but  they  intend  to  fill  up  the 
blank  which  they  have  left  in  the  label  with  the  word  '*  Kinahan's.''    That  is 

30  not  in  dispute  between  the  parties.  Upon  the  authority  of  Ghrietiansen's  case 
we  ought  under  those  circumstances  to  deal  with  the  case,  not  upon  the  mere 
form  of  the  label,  but,  as  in  Christiansen^ e  case,  upon  the  label  as  it  would 
probably  be  used  in  the  trade,  or  as  in  this  case  confessedly  it  would  be  used  in 
the  trade.    The  question  is  therefore  whether  the  Belfast  firm  are  entitled  to 

35  register  a  Trade  Mark  which,  it  is  said,  will  contain  the  words  "  Kinahan's  V.O. 
"  Whisky."  Two  things  are  proved  as  a  matter  of  fact— that  this  is  "  Kinahan^s 
'*  Whisky  "  in  the  sense  that  gentlemen  of  that  name  have  for  many  years  past — 
fifty  years  and  upwards— carried  on  the  business,  and  that  the  persons  who  now 
carry  on  the  business  are  named  Kinahan.    That  is  a  perfectly  true  representa- 

40  tion  so  far  as  that  is  concerned,  and  it  is  also  proved  that,  at  least  as  early  as  the 
year  1867  when  a  Price  List  is  proved,  they  were  calling  it  '*  Kinahan^s  V.O. 
"  Whisky,"  and  Mr.  John  Kinahan  speaks  from  his  personal  knowledge  from 
the  year  1882  of  '' Kinahan' s  V.O.  Whisky  "  being  sold.  The  former  of  those 
times  is  40  years  and  the  latter  25  years.     Then  it  is  further  proved   in 

45  certain  proceedings  that  in  1891  and  1893  the  Belfast  firm  were  carrying  on 
business  in  ^^  Kinahan's  Whisky,"  and  that  there  was  a  dispute  between 
them  and  their  present  opponents  as  to  their  rights  in  respect  of  that  name. 
The  facts  are  therefore  that  for  years  past  ^^ Kinahan' s  V.O.  Whisky"  has 
been  honestly  sold  upon  the  market  as  being  that  which  it  was,  the  particular 

50  whisky  made  by  people  named  Kinahan. 

Then  it  is  not  in  dispute  that  over  a  certain  area — I  agree  a  small  area — 
tliere  was  a  concurrent  honest  trade  by  both  the  Appellants  and  Respon- 
dents. That  comes  out  upon  the  Appellants'  own  evidence.  They  say  they 
sell  all  the  world  over.    I  presume  they  do ;   but  they  add,  which  is  the 
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point,  ^and  we  sell  in  Belfast,"  which  is  where  the  Respondents  sell.  ^  that 
there  were  the  two  x>artie8  in  Belfast  carrying  on  concurrently  a  trade,  both  of 
them  speaking  of  their  whisky  as  ^*  Kinahan's  Whisky."  There  is  no  qnesti<m 
but  that  the  Belfast  firm  can  and  are  entitled  to  do  that.  They  are  not  entitled 
of  coarse  to  pass  themselves  off  as  being  the  Dnblin  firm.  No  question  as  to  5 
that  arises  in  this  case.  The  only  other  point  I  want  to  say  a  word  or  two  on  is 
this — ^in  Mr.  Outler^s  argument  in  particular  he  advanced  this  proposition.  He 
said,  ^  I  admit  that  I  cannot  object  to  their  using  their  unregistered  labels  in 
**  the  future  as  they  have  used  them  in  the  past,  but  I  object  to  their  obtaining 
^'  a  registration  which  will  give  them  a  right  to  go  and  use  that  label  somewhere  10 
^*  else."  It  appears  to  me  that  this  is  a  contention  which  is  not  capable  of  being 
supported.  The  registration  of  a  Trade  Mark  does  not  confer  any  right  at  all 
of  the  description  there  pointed  to,  but  it  does  confer  a  right,  and  the  only 
right  is  the  right  to  prevent  anybody  else  from  using  that  TVade  Mark  as  a 
mark  for  their  goods,  but  it  does  not  give  the  registered  owner  of  the  Trade  15 
Mark  any  right  to  use  that  Trade  Mark  if  the  Trade  Mark  would  deceive.  I 
conceive  that  if  at  the  date  when  application  is  made  to  register  a  Trade  Mark 
there  is  no  ground  of  objection  upon  the  footing  that  it  will  be  calculated  to 
deceive,  and  if  subsequently  by  alterations  in  the  character  of  the  business  of  the 
two  parties  respectively  the  use  of  the  Trade  Mark  will  be  calculated  to  deceive  20 
and  a  passing-off  action  were  brought  by  one  party  against  the  other,  it  would  be 
no  defence  at  all  on  the  part  of  the  owner  of  the  registered  Trade  Mark  to  say — 
'^  Deception  or  no  deception  I  am  entitled  to  do  it  because  that  is  my  registered 
•*  Trade  Mark."  That  could  not  be  advanced  for  a  moment.  In  other  words,  the 
registration  of  a  Trade  Mark  does  not  confer  any  right  to  do  that  which  could  25 
not  have  been  done  irrespective  of  the  Trade  Mark,  in  the  sense  of  doing  any 
acts  which  would  be  competition  in  business.  The  only  right  which  it  confers 
is  a  right  to  restrain  others  from  using  that  Trade  Mark. 

It  seems  to  me,  to  put  the  Appellants'  case  at  its  highest,  that  they  are  really 
seeking  to  prevent  registration,  not  because  the  Trade  Mark  is  in  any  way  30 
dishonest,  or  will  deceive,  but  because  they  say  that,  when  registered,  it  will 
give  some  other  right.     I  think,  therefore,  this  appeal  fails. 
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Before  Mr.  Justice  Swinpen  Eady. 


March  15th,  1907. 


In  the  Matter  of  the  Trade  Mark  of  Charles  Bowles  Hare. 


5  Trade  Mark  registered  for  substantially  the  whole  of  a  Class, — Non-user  in 
respect  of  certain  goods  in  the  Glass. — Motion  to  rectify  by  limiting  the  registra- 
tioti  so  as  to  exclude  the  last-mentioned  goods, — Ordei'  made, — Costs, 

In  1901  a  Trade  Mark  (No.  237,171),  consisting  of  the  word  "  Rainbow  "  and 
a  device,  was  registered  by  Charles  Bowles  Hare^  trading  as  John  Hare  A  Co,^ 

10  oil  and  colour  mannfacturer,  for  all  goods  inclnded  in  Class  1,  bnt  not  including 
mineral  dyes,  and  not  including  any  goods  of  a  like  kind  to  mineral  dyes. 

On  the  28th  of  February  1907  notice  was  given  of  a  Motion  by  George  Nelson 
Dale  A  Co,  Ld.  that  the  Register  of  Trade  Marks  might  be  rectified  by  limiting 
the  registration  of  Trade  Mark  No.  237,171  so  as  to  exclude  from  the  goods  for 

15  which  the  same  had  been  registered  photographic  dry  plates  and  films  and  all 
goods  of  a  like  kind  in  Class  1. 
The  notice  was  served  upon  C.  B.  Hare  and  the  Comptroller-General.' 
The  Motion  came  on  for  hearing  before  Mr.  Justice  SwiNFBN  Eadt  on  the 
15th  of  March  1907,  affidavits  having  been  filed  on  behalf  of  the  Applicants. 

20  Waggett  (instructed  by  CampbeUy  Baird^  and  Perkins)  appeared  for  the 
Applicants;  Ernest  C,  Clay  (instructed  by  Whites  A  Co,)  appeared  for  the 
Respondent.    The  Comptroller-General  did  not  appear  by  Counsel, 

Waggett, — The  Motion  is  not  opposed  on  the  merits,  bnt  I  understand  that 
Mr.   Clay  has  some  suggestion  to  make  about  the  costs.      I  ask  that  the 

25  Respondent  pay  the  costs  of  the  Motion.  The  case  is  this.  Oeorge  Nelson 
Dale  A  Co,  Ld,  have  for  many  years  past  made  photographic  dry  plates  that 
have  been  called  '^  Rainbow  "  plates,  and  they  have  acquired  a  great  reputation. 
At  the  end  of  last  year  they  applied  to  register  the  name  "  Rainbow  *'  for 
photographic  plates.      The  Registrar    pointed    out    to  them  that  Hare  was 

30  registered  for  the  whole  of  Class  1,  in  which  photographic  plates  come,  with  the 
exception  of  mineral  dyes,  and  that  therefore,  without  J9ar«*«  consent  or  without 
some  rectification  of  the  registration,  he  could  not  put  ** Rainbow''  on  the 
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Register  for  photographic  plates.  My  clients  thereupon  called  attention  to 
the  objections  of  the  Registrar  and  asked  Hare  whether  he  would  consent 
to  limit  his  registration  and  he  refused.  [SwiNFBN  Eady  J, — Had  he  traded 
in  these  goods  ?]  Never.  Our  case  is  that^  except  for  paints,  he  had  never  used 
the  word  '^  Rainbow  "  at  all,  and  that  he  has  never  dealt  in  photographic  goods  5 
of  any  sort.  So,  in  the  way  that  a  great  many  other  traders  have  done,  he  had 
secured  the  >vhole  Class  and  kept  other  people  out.  As  long  ago  as  the  30th  of 
October  his  consent  was  asked  for  and  it  was  refused.  Correspondence  went 
on  down  to  December,  and  at  last  he  was  told  that  the  Registrar  had  written 
to  the  Applicants  a  letter  saying  that  he  could  do  nothing  for  them  unless  they  10 
applied  to  rectify  the  Register.    So  they  have  done  so. 

Clay. — The  only  reason  the  Respondent  refused  to  give  the  consent,  that  was 
asked,  was  that  he  was  advised  that  by  doing  so  he  would  open  the  door  to 
giving  other  people  consents  and  that  he  would  not  be  able  to  refuse  to  do  so  ; 
that  would  be  to  make  the  Trade  Mark  common  to  other  traders.  The  15 
Applicants  have  been  using  the  word  "  Rainbow  "  for  their  plates  for  six  or 
seven  years  and  the  Respondent  never  objected  to  their  doing  so.  Now 
suddenly  they  come  to  the  conclusion  that  they  want  to  register,  and  I  contend 
that,  if  they  want  to  do  so,  they  ought  to  pay  the  costs. 

SwiNFBN  Eady  /. — I  think  the  Applicants  are  clearly  entitled  to  costs.  20 

An  Order  for  rectification  of  the  Register  in  the  terms  of  the  Notice  of  Motion 
was  made,  and  the  Respondent  was  ordered  to  pay  the  costs.  Notice  of  the 
rectification  was  ordered  to  be  given  to  the  Registrar  of  Trade  Marks  by  leaving 
an  Office  Copy  of  the  Order  at  the  Patent  Office.  • 
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In  thb  Court  op  Session  in  Scotland.— Outer  House. 

Befirre  LORD  Salvbsbn. 

December  8th,  19th,  and  20th,  1906  ;  January  22nd,  Pebrnary  20th,  and 
March  4th,  11th,  and  20th,  1907. 

5  Hutchison,  Main  &  Co.  Ld.  v.  St.  Mungo  Manufacturing  Company. 

Design. — New  or  original. — Infringement. — Obvious  imitation. 

H.  M.  A  Co.  registered  a  Design  foi^  a  golf  ball,  showing  a  brambled  bcM 
having  round  each  of  the  six  poles,  formed  by  axes  at  right  angles  through  the 
centre  of  tlie  ball,  a  small  circular  smooth  raised  band  containing  seven  brambles 

10  and  having  lettering  incised  on  it.  The  brambles  were  arranged  in  concentric 
circles  round  the  six  poles.  Concentric  brambling  round  six  poles  and  name 
circles  round  two  poles  had  been  previously  employed,  but  never  name  circles 
round  six  poles.  The  M.  M.  Company  manufactured  a  ball  having  six  poles 
at  the  extremities  of  axes  at  right  angles  through  the  centre  of  tJie  ball,  and 

15  concentric  brambling  round  these  poles.  The  first  circle  of  brambles  round  each 
pole  was  omitted,  and  on  the  space  thus  left  was  raised  lettering.  In  an  action 
for  infriiigement  of  copyright  in  H.  M.  &  Co.^s  Design, 

Held,  that  H.  M.  &  Co.^s  Design  toas  novel :  that  it  was  not  necessary  that 
it  sJiculd  be  novel  and  original,  and  that  it  wets  validly  registered.    Held, 

20  further,  that  an  essential  feature  of  the  Design  was  the  six  circular  raised 
bands,  and  that  H.  M.  &  Co.  had  not  acquired  a  monopoly  of  six  similar 
distinctive  and  equidistant  marks ;  and  that  the  M.  M.  Company  had  not 
infringed  H.,  M.  A  Co.^s  Design. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  Hutchison, 
25  Main  A  Co.  Ld.,  having  their  registered  oflRce  at  Springvale  Works,  Cowlairs, 
Glasgow,  India  rubber,  gutta  percha,  and  golf  ball  manufacturers,  owners  and 
makers  of  the. "Kite"  golf  ball,  Complainers,  against  the  St.  Mungo  Manu- 
facturing Company,  India  rubber,  gutta  percha,  and  golf  ball  manufacturers, 
Broomloan  Road,  Govan,  and  J.  C.  Robertson,  M.  Inglis,  and  A.  C.  Wood,  the 
30  indiyidual  partners  of  the  said  firm,  as  such  partners  and  as  individualsj 
owners  and  makers  of  the  "  Colonel  "  golf  ball,  Respondents. 

y 
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The  prayer  was  to  interdict  the  Respondents  from  infringing  the  copyright 
of  a  registered  Design  for  golf  balls  (No.  441,388  in  Class  3),  the  property  of 
the  Complainers,  conform  to  certificate  of  registration,  dated  the  16th  of 
September  1904,  and  in  particular  from  making,  vending,  or  using  any  golf 
balls  having  a  Design  applied  thereto  the  same  as  or  in  fraudulent  or  obvious  5 
imitation  of  the  Design,  a  copy  of  which  is  annexed  to  the  certificate  of  regis- 
tration, and  from  infringing  the  copyright  of  the  registered  Design  in  any  other 
way  ;  and  further,  to  interdict  the  Respondents  from  inserting  or  causing  to  be 
inserted  in  aay  newspaper  or  magazine,  or  otherwise  publishing  or  circulating 
any  advertisement  containing  illustrations  of  golf  balls,  manufactured  by  them,  IQ 
showing  thereon  the  Complainers'  said  registered  Design,  or  any  fraudulent  or 
obvious  imitation  thereof.  The  Complainers  referred  to  a  copy  of  their  registered 
Design  produced.  They  explained,  that  it  consisted  "in  the  combination  of  six 
"  similar  distinctive  and  equivalent  marks — that  is  to  say,  circular  bands  formed 
*'  by  the  omission  of  parts  of  the  *  Brambling '  pattern  which  is  arranged  con-  15 
"  centrically  on  the  surface  of  the  ball." 

In  reply  the  Respondents  explained  "  that  the  said  application  and  registra- 
**  tion  were  invalid,  in  respect  that  the  alleged  Design  was  not  subject-matter  for 
**  registration  under  the  Patents  &c.  Act  1883.  It  was  not  at  the  date  of  the  said 
"  application  new  and  original,  and  no  ingenuity  was  involved  in  its  production.  20 
"  The  markings  or  *  brambles '  on  the  Complainers'  golf  ball  are  arranged  in 
'*  concentric  circles,  whose  centres  are  six  equidistant  points  on  the  surface  of 
"  the  ball  at  the  extremities  of  three  diameters  drawn  through  the  centre  at 
"  right  angles  to  each  other.  Round  each  of  these  centres  there  is  shown  a 
"  raised  smooth  band  of  uniform  size  which  encloses  seven  brambles."  The  25 
Respondents  proceeded  to  state  : — "  The  arrangement  of  the  brambles  on  a  golf 
"  ball  in  concentric  circles  round  six  equidistant  centres  was  old  and  well 
^^  known  at  the  date  of  the  said  application,  and  it  was  also  at  that  date  an  old 
"  and  well-known  practice  to  leave  smooth  circular  bands  or  spaces  at  one  or 
"  more  or  all  of  the  said  centres.  Reference  is  made  to  the  following  golf  balls  30 
"  to  which  the  markings  and  features  above  described  have  been  applied  prior 
"  to  said  date,  viz. : — The  *  Lynx  '  golf  ball,  manufactured  by  the  Silvertown 
"  Gompany y  London  ;  the  '  Agrippa '  golf  ball,  manufactured  by  the  Agrippa 
"  Gompany^  Coventry  ;  the  '  Cochrane '  golf  ball,  manufactured  by  J.  P. 
"  Cochrane  A  Go.y  Edinburgh ;  the  *Currie'  golf  ball,  manufactured  by  T.  D.  35 
"  Gurrie,  Dornoch  ;  the  *  Farsure  '  golf  ball,  manufactured  by  Donald  Lowne  A 
**  Co.,  London ;  and  the  '  'Varsity '  golf  ball,  manufactured  by  Anderson^ 
"  Anderson  and  Anderson^  London." 

The  Complainers  averred  that  the  Respondents  had  infringed  and  were 
infringing  their  Design  by  making  and  selling  at  Broomloan  Road,  Qovan,  golf  40 
balls  to  which  they  applied  the  Complainers'  Design  or  a  fraudulent  or  obvious 
imitation  thereof.  They  explained  that  the  Respondents  had  infringed  their 
Design  by  making  "  balls  with  six  practically  similar  distinctive  and  equidistant 
"  nuCrks — that  is  to  say,  circular  bands  formed  by  the  omission  of  parts  of  the 
"  well-known  *  brambling '  pattern,  so  that  to  the  eye  their  ball  is  a  colourable  45 
"  imitation  of  the  marking  on  the  Complainers'  ball."  They  also  complained 
of  an  advertisement  in  **  Golfing  "  of  the  1st  of  November  1906  containing  an 
illustration  of  a  golf  ball,  but  the  Respondents  explained  that  the  illustration 
was  inserted  by  a  mistake  of  the  engraver  who  prepared  the  advertisement,  and 
this  part  of  the  case  was  not  insisted  on.  5O 

The  Respondents  explained  "  that  the  marking  which  they  have  applied  to 
"  golf  balls,  and  which  the  Complainers  challenge,  is  not  a  reproduction,  nor  is 
"  it  a  fraudulent  or  obvious  imitation  of  the  Complainers'  alleged  Design.  It 
"  is  a  variation  of  one  of  the  said  well-known  markings  of  golf  balls  in  common 
"  use,  and  presents  to  the  eye  a  quite  diflFerent  appearance  from  that  made  by  55 
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**  the  alleged  Design  used  by  the  Complainers.  In  the  Respondents'  marking 
"  the  brambles  are  arranged  in  concentric  circles  about  the  above  described  six 
"  centres,  and  at  four  of  these  centres  there  is  a  small  circular  space  left  free 
*'  from  brambles,  on  which  is  printed  in  raised  letters  the  initials  of  the 
5  "  Respondents'  firm.  At  the  other  two  centres  slightly  larger  spaces  are  left, 
"  with  one  bramble  in  the  middle,  and  the  words  '  The  Colonel '  printed  round 
'*  it  in  raised  letters.  A  feature  of  the  Compfainers'  alleged  Design,  which  is 
"  referred  to  by  the  Complainers'  as  material,  and  is  absent  from  the  marking 
"  adopted  by  the  Respondents,  is  produced  by  equal-sized  smooth  raised  bands 

10  "  enclosing  seven  brambles  arranged  at  each  of  the  centres." 

The  Complainers  reserved  their  claim  for  damages.     The  Complainers  pleaded 
infringement. 

The  Respondents  pleaded  invalidity  of  the  Complainers'  Design  in  respect 
(1)  that  it  was  not  original ;  (2)  that  it  was  not  novel ;  and  (3)  that  no  ingenuity 

15  was  required  for  its  production  ;  that  the  Respondents  had  not  applied  to 
balls  nor  published  nor  exposed  for  sale  any  balls  bearing  the  said  Design  or 
any  fraudulent  or  obvious  imitation  thereof ;  that  the  Respondents'  marking 
was  not  an  infringement  of  the  Design,  being  a  variation  of  a  well-known 
and  public   Design  ;   and  that  the  note   should   only   be  passed   on  caution 

20  being  found. 

Subjoined  are  representations  of  the  Complainers'  ball  and  the  Respondents' 
ball,  the  latter  being  the  lower  of  the  two. 


On   the  8th   of  December  190G,'^the    Lord   Ordinary  on  the   Bills    (Lord 
MaoKBN^IB)  ordered  answers  in  eight  days  ;   on  the  19th   of  December  he 

Y  2 
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ordered  the  answers  to  be  seen  and  appointed  parties  to  be  heard ;  on  the 
20th  of  December,  on  the  motion  of  both  parties,  he  discharged  the  Order  for  a 
hearing  and  passed  the  Note  from  the  Bill  Chamber  to  the  Court  of  Session ; 
on  the  Complainers'  motion  he  appointed  the  Respondents  to  keep  an  account 
of  their  sales  of  the  golf  balls  mentioned  in  the  Note  till  the  case  was  finally  5 
disposed  of,  finding  it  unnecessary  to  dispose  of  the  question  of  interim 
interdict ;  on  the  22nd  of  January  1907  the  Lord  Ordinary  (Lord  Salvbsbn) 
closed  the  Record  and  allowed  a  Proof.  On  the  20th  of  February  the  Com- 
plainers  moved  for  the  recovery  of  orders  and  letters  passing  between  the 
Respondents  and  their  customers,  with  a  view  to  prove  that  inquiries  were  10 
made  from  the  Respondents  for  balls  marked  with  a  pattern  similar  to  the 
Complainers'  ;  the  Respondents  opposed  the  Motion  on  the  ground  that  there 
was  no  question  of  passing  off,  and  that  the  case  would  be  decided  on  a  simple 
consideration  of  the  Designs.  The  Motion  was  refused.  The  Complainers  also 
moved  for  production  in  Court  of  the  moulds  in  which  the  Respondents'  balls  15 
were  made  that  it  might  be  seen  what  pattern  the  Respondents  were  attempting 
to  impress  thereon.  The  Respondents  replied  (1)  that  to  produce  the  moulds 
would  interfere  with  their  business  ;  (2)  that  they  could  not  be  called  on  to 
disclose  the  secrets  of  their  manufacture  to  trade  rivals  ;  and  (3)  that  only  the 
balls  themselves  could  properly  be  examined  for  the  Design.  The  Motion  20 
was  refused. 

Proof  was  taken  and  Counsel  were  heard  on  the  4th  and  11th  of  March. 
The  Counsel  for  the  Complainers  were  Clyde  K.C.  and  MacMillan  (instructed 
by  Ronald  and  Ritchie  S.S.C).  The  Counsel  for  the  Respondents  were 
Dickson  K.C.  and  Sandeman  (instructed  by  J.  W.  and  J.  Mackenzie  W.S,).  25 

The  following  witness  was  called  for  the  Complainers: — Wilfrid  Hunty 
Patent  Agent  of  Glasgow,  who  described  the  different  balls,  pointing  out  that 
in  the  Complainers'  there  were  six  bands  along  small  circles  surrounding 
the  six  poles  formed  by  axes  at  right  angles  passing  through  the  centre 
of  the  ball.  On  these  bands  was  the  name  "Kite"  in  incised  letters.  30 
Prior  to  the  registration  of  the  "Kite"  Design  there  was  no  ball  with 
bands  at  six  poles  in  use.  Some  of  the  balls  used  had  distinctive  markings  at 
two  poles  ;  there  were  none  with  the  bands  at  four  poles,  and  none  with  bands 
at  six.  The  witness  explained  the  characteristics  of  the  balls  produced  in 
Court,  which  were  the  "  Standard,"  "  Agrippa,"  "  Lynx,"  "  Cochrane,"  "  Cnrrie,"  35 
"  Farsure,"  "  Varsity,"  "  Inglis,"  "  Hawk,"  "  Kite,"  and  "  Colonel."  On  comparing 
the  last  two  named,  they  appeared  to  the  witness  to  be  extremely  similar.  They 
both  had  the  six  similar  distinctive  equidistant  markings.  In  both  the  "  Kite  " 
and  "  Colonel "  balls  there  were  six  interchangeable  points.  On  the  old  Design 
there  were  only  two  points,  with  the  result  that  a  golfer  usually  teed  his  ball  on  40 
the  same  part  of  the  ball,  and  usually  hit  it  in  the  same  place.  With  the  six 
markings  the  golfer  would  probably  tee  and  hit  the  ball  indiscriminately  as  to 
the  particular  point  on  the  ball.  An  unsymmetrical  ball  was  apt  to  confuse  the 
eye.  A  ball  with  six  poles  had  not  this  disadvantage.  On  the  "  Colonel "  ball 
there  was  a  circular  band  where  there  were  no  brambling  marks  at  all.  It  was  45 
neither  depressed  nor  raised  ;  it  was  about  the  surface  of  the  ball.  The  word 
"  Colonel "  was  on  this  band  in  raised  letters.  [Lord  SALVBSBN — I  don't  see 
any  band.  There  is  just  an  omission  of  the  spheres.]  It  was  true  that  the  band 
was  not  defined  by  lines  at  all,  and  it  was  immaterial  whether  it  was  defined  by 
lines  or  not — ^it  was  equally  distinctive.  50 

Other  witnesses  for  the  Complainers  were — Robert  Hutchison^  chairman  of 
the  Complainers'  Company  ;  Archibald  Hutchison,  his  son  ;  William  Fernie^ 
professional  to  the  Troon  Golf  Club,  maker  of  clubs  and  dealer  in  balls ; 
John  Sime,  patent  agent,  Glasgow ;  David  Adams,  golf  club  and  ball  dealer, 
Glasgow :  James  Robb,  amateur  champion ;  C.  B.  Macfarlansy  a  member  of  55 
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Prestwick  St.  Nicholas,  with  a  handicap  of  three  ;  and  Archibald  R.  Aitken^ 
a  member  of  the  same  club,  with  the  same  handicap,  who  represented  Scotland 
against  England  in  1906.  These  spoke  to  the  success  of  the  *'  Kite  "  ball,  and 
some  of  them  were  of  opinion  they  might  have  mistaken  the  "  Colonel  "  for  it. 

5  For  the  Respondents  the  following  witnesses  gave  evidence — John  Church 
JXobertsony  John  W.  Robertson  and  Alexander  Cochrane  Wood^  partners  in  the 
Respondent  Company  ;  John  Sutherland,  secretary  of  the  Royal  Dornoch  Golf 
Club  ;  H.  H.  Hilton,  journalist,  ex  open  and  amateur  golf  champion ;  and  David 
Given,  golf  professional  to  the  Irvine  Club.    These  witnesses  said  that  they 

10  thought  the  balls  could  not  be  confused  in  the  hand,  or  at  short  distances  on  the 
green. 

No  passing  off  or  fraudulent  intent  was  attempted  to  be  proved  by  the 
Complainers.  The  parties  agreed  that  the  "Lynx,"  the  "Agrippa,"  the 
"  Cochrane,"  and  the  "  Currie  "  balls  were  all  being  sold  prior  to  the  registration 

15  of  the  "  Kite "  in  1904.  These  balls  were  described  by  the  Lord  Ordinary  in 
his  Opinion. 

Counsel  for  the  Complainers  contended. — The  registration  of  the  Com- 
plainers' Design  is  valid.  For  this  it  is  sufficient  that  it  be  either  new  or 
original  {Patents,  <kc.  Act,  1883,  Section  47).     Apart  from  the  question  of 

20  originality,  it  has  been  clearly  proved  that  it  was  new.  It  was  also  original, 
for  there  was  originality  in  combining  complete  symmetry  to  the  eye  with 
name-plate  spaces  on  the  ball.  It  is  not  necessary  that  under  no  circumstances 
could  the  Complainers*  ball  be  mistaken  for  one  of  the  previous  balls.  The 
effect  is  to  be  taken  generally.    What  is  registered  here  is  the  combination 

25  producing  to  the  eye  the  particular  effect  ((?ra/)fon  v.  Watson  50  L.T.  N.S.420). 
There  has  been  infringement.  The  essential  features  of  the  Design  are  the  six 
equidistant  poles  surrounded  by  smooth  bands  on  which  the  maker's  name  is 
placed.  These  essentials  are  copied  by  the  Respondents.  The  differences,  viz., 
that  the  letters  are  raised  by  the  Respondents  and  that  their  bands  are  not 

30  raised  are  only  variations  in  detail,  and  these  will  not  prevent  their  Design 
from  being  an  imitation.  The  difference  of  lettering  is  immaterial.  The 
Complainers  do  not  require  to  establish  identity  of  the  Designs,  but  only  to 
show  that  there  is  obvious  imitation,  and  of  this  the  eye  is  the  judge,  guided 
by  the  evidence  as  to  the  resemblance  in  practical  use  (Ha^'per  v.  Wright 

35  12  R.P.C.  433  ;  L.R.  (1896)  1  CD.  142  ;  Recla  Foundry  Company  v.  Walker 
6  R.P,C.  554  ;  L.R.  14  App.  Cas.  550). 

Counsel  for  the  Respondents  contended. — The  Complainers'  Design  is  not 
validly  registered,  being  neither  new  nor  original.  This  question  must  be 
considered  in  light  of  the  public  knowledge  at  the  date  of  registration.    There 

40  must  be  clearly  marked  differences  from  known  Designs  and  involving  substantial 
novelty  {Hotlwrsall  v.  Moore  9  R.P.C.  27  ;  Le  May  v.  Welch  L.R.  28  CD.  24). 
The  Design  must  have   new  features.    [Counsel  for  the  Complainers. — That 
brings  in  originality.    A  Design  may  be  new  without  this  {Rollason's  Design  . 
14  R.P.C  909  ;  L.R.  (1898)  1  CD.  248).]     The  Complainers'  Design  is  not  new. 

45  They  must  claim  that  their  Design  covers  all  balls  with  six  poles,  otherwise 
they  could  not  pretend  that  we  infringe.  Now  the  "  Lynx  "  ball  has  six  poles, 
and  was  well  known  at  the  time  the  Complainers  registered  their  Design.  The 
"  Lynx  "  ball  was  registered,  and,  if  their  own  reasoning  be  sound,  the  Com- 
plainers infringed  it.    They  could  not  defend  themselves  by  saying  that  the 

50  word  "  Registered "  was  not  on  that  ball  {Blank  v.  Footman,  Pretty  A  Co. 
5  R.P.C  653).  There  has  been  no  infringement.  If  the  Complainers  had 
invented  a  method  of  obtaining  a  symmetrical  ball  with  name-plate  spaces  and 
wished  to  protect  it  they  should  have  patented  it.  The  Design  can  only  protect 
the  particular  pattern.    This  is  its  sole  function  (HecUi  Foundry  Company  v. 

55   Walker,  ubi  supra  ;  Harper  v.  Wright,  12  R.P.C  at  pages  483, 489).   Accepting 
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the  Complainers'  averment  that  the  essential  feature  of  their  Design  is  the 
introduction  of  six  bands,  the  Respondents  do  not  show  bands  at  all.  A  Tory 
slight  difference  will  keep  ns  clear  {Walker  &  Go.  v.  A.  O.  Scott  A  Go.  Ld. 
9  R.P.C.  482  ;  Staples  v.  Warwick  23  R.P.C.  609  ;  Hothersall  v.  Moore  9  R.P.O. 
at  pages  33  and  34).  Apart  from  the  differences  in  detail  between  the  Designs,  5 
there  is  no  general  resemblance.  Of  this  the  eye  is  the  judge,  looking  not 
at  the  Complainers'  ball  but  at  their  registered  Design,  which  is  the  measure  of 
their  right  {Holdaworth  v.  McGrea  L.R.  2  H.L.  380  at  388). 

His    Lordship    made    avizandum,    and    on    March    the    20th    pronounced 
judgment  refusing  the  prayer  of  the  note.     His  Lordship's  Opinion  was  as  10 
follows : — 

Lord  Salvbsbn. — In  this  action  the  Complainers  seek  to  interdict  the 
Respondents  from  infringing  the  copyright  in  a  registered  Design  for  golf  balls, 
the  certificate  of  the  registration  of  which  is  dated  the  J  6th  of  September  1904, 
and,  in  particular,  from  making  or  vending  any  golf  balls  having  a  Design  applied  15 
thereto  the  same  as  or  in  fraudulent  or  obvious  imitation  of  the  registered 
Design.  The  action  is  opposed  on  two  grounds— (1)  that  the  Complainers' 
Design  was  not  new  or  original,  and  involved  no  ingenuity  in  its  production, 
and  (2)  that  the  Design  used  by  the  Respondents  does  not  infringe  the 
Complainers'  Design.  20 

The  Complainers  tendered  no  evidence  suggesting  that  the  alleged  similarity 
in  the  two  Designs  was  due  to  any  fraudulent  intent  on  the  part  of  the  Respon- 
dents ;  and  I  am  quite  satisfied  by  the  evidence  of  Mr.  Robertson  and  Mr.  Wood^ 
two  of  the  individual  partners  of  the  Respondents'  Company,  that  the  alleged 
resemblance  batween  the  Designs  was  accidental.  Further,  the  Design  of  the  25 
"  Colonel "  ball  is  certainly  not  identical  with  that  of  the  "  Kite."  The  sol« 
questions,  therefore,  are — (1)  the  validity  of  the  registered  Design,  and  (2) 
whether  the  Respondents'  Design  is,  to  use  the  words  of  the  Act,  "  an  obvious 
**  imitation  "  of  the  registered  Design. 

In  considering  the  first  question,  it  is  necessary  to  have  in  view  the  various  30 
Designs  that  have  been  in  use  for  marking  golf  balls  prior  to  the  registiStion  in 
question  ;  and,  as  the  Complainers'  "Kite  "  ball  is  marked"  with  what  is  known 
as  the  "  Brambling  "  pattern,  I  shall  confine  my  attention  to  balls  previously  in 
use  with  that  pattern  stamped  upon  them.  For  purposes  of  convenience,  in 
describing  the  differences  of  pattern,  the  ring  which  is  formed  when  the  two  35 
portions  of  the  shell  are  pressed  together  in  the  mould,  is  spoken  of  as  the 
"  equator,"  and  the  two  parts  of  the  ball  furthest  from  the  "  equator  "  are  spoken 
of  as  "  poles."  At  one  time  the  "  Brambling  "  pattern  was  arranged  concentri- 
cally round  two  poles  only  as  in  the  first  pattern  of  the  "  Colonel  "  ball ;  but  it 
appears  that  a  ball  with  this  Design  had  the  effect  that  it  did  not  look  round  40 
when  lying  in  such  a  position  that  one  of  the  *'  poles  "  could  be  seen.  The 
Design  of  the  "  Lynx  "  ball  obviated  this  objection.  There  the  brambles,  or 
raised  spherical  lumps,  were  arranged  concentrically  round  six  poles,  four  of 
of  these  being  round  the  "  equator,"  and  all  six  being  equidistant  from  each 
other.  On  each  of  the  poles  there  was  a  single  bramble  surrounded  by  six  45 
brambles,  which  formed  the  first  of  a  series  of  five  concentric  circles.  The 
intervening  triangular  spaces  were  also  filled  up  with  brambles.  From  the 
manufacturer's  point  of  view  the  pattern  of  the  "  Lynx "  lacked  one  element 
which  was  important,  inasmuch  as  it  did  not  provide  any  space  on  whic- 
the  maker's  name,  or  the  name  of  the  ball,  could  be  inscribed.  Accord  50 
ingly,  in  the  "  Agrippa "  ball  the  space  occupied  by  the  six  brambles  round 
the  centre  bramble,  at  the  "  polos  "  proper,  was  taken  by  letters  forming  the 
name  of  the  ball.  On  a  close  scrutiny  the  "  Agrippa "  ball  could  be  distin- 
guished from  the  "  Lynx  "  ball  by  this  marking,  but  on  the  green,  except  to 
persons  of  extraordinary  eyesight,  they  must  have  looked  precisely  alike.    The   55 
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**  Cochrane  "  ball  had  a  variation  of  this  pattern,  the  second  row  of  concentric 
circleB  being  dispensed  with  and  its  place  taken  by  the  raised  lettering  forming 
the  words  **  Cochrane's  Patent— Rex."  In  the  '*  Carrie  "  ball,  instead  of  the 
embossed  lettering  there  was  a  raised  band  on  which  were  incised  the  words 
5  "  D.  Carrie,  Dornoch,"  the  band  enclosing  eight  brambles  in  a  circle,  with  a 
pattern  resembling  the  head  of  a  screw  nail  inside  it.  The  "Hawk"  ball, 
manafactnred  by  the  Complainers,  had  a  similar  bat  slightly  smaller  band 
enclosing  seven  brambles,  and  having  the  words  "  'S'  vale  Hawk  "  incised  upon 
the  band.    All  these  balls  were  in  common  ase  before  the  registration  of  the 

10  Complainers'  Design  for  their  "Kite"  ball ;  and  all  of  them  had  this  featore  in 
common,  that  they  were  marked  with  six  poles,  surrounded  by  concentric  rings 
of  brambles.  In  all,  except  the  "  Lynx,"  which  had  no  lettering  at  all— the 
"  poles  "  farthest  from  the  "  equator  "  alone  bore  distinctive  marks  in  the  shape 
of  raised  lettering  or  bands  with  incised  lettering. 

15  The  Design  which  the  Complainers  registered  was  a  very  obvious  modification 
of  the  existing  Designs,  the  only  alteration  being  this,  that  instead  of  having 
the  bands  only  on  two  poles  they  were  placed  at  all  the  six  poles,  each  band 
having  some  lettering  incised  upon  it.  Admittedly  no  previous  ball  had  been 
made  with  a  pattern  exactly  similar.    The  "  Lynx  "  ball  had,  indeed,  exactly 

20  what  the  Complainers  claim  as  the  feature  of  their  Design,  namely,  six  similar 
and  equi-distant  marks,  consisting  of  small  spherical  lumps  or  brambles,  arranged 
concentrically  on  the  surface  of  the  ball ;  but  no  ball,  previous  to  the  "  Kite," 
had  six  bands  occupying  the  place  of  the  second  circles  of  brambles  on  the 
"  Lynx  "  ball — and  suitable  for  incising  lettering  descriptive  of  the  ball  or  the 

25  maker.  The  nattern  of  the  "  Kite  "  ball  was  thus  novel  and  distinctive  ;  but  the 
Respondents  maintained  that,  nevertheless,  no  ingenuity  was  involved  in  its 
production  ;  and  they,  accordingly,  argued  that  the  Design  was  not  good  subject- 
matter  for  registration  under  section  47  of  the  Patents,  Designs,  and  Trade 
Marks  Act  1883.     If  section  47  had  required  that  the  Design  should  be  both 

30  novel  and  original,  in  order  to  entitle  it  to  registration,  I  should  have  had  no 
difficulty  in  holding  that  the  Complainers'  Design  did  not  answer  that  descrip- 
tion. In  my  opinion  it  required  neither  ingenuity  nor  talent  to  repeat  at  six 
places  on  a  well-known  pattern  the  markings  which  had  been  in  common  use 
at  two  places  before.    But  all  the  Act  requires  now  is  that  the  Design  should  be 

35  "  novel  or  original."  That  does  not  mean  (as  Lord  Justice  Fry  pointed  out 
in  the  case  of  Le  May  v.  Welch  (L.R.  28  Ch.  D.  p.  35),  that  unless  a  Design 
precisely  similar,  and  in  fact  identical,  has  been  used  or  been  in  existence  prior 
to  the  Act,  the  Design  will  be  novel  or  original.  The  Design  must  either  be 
substantially  novel  or  substantially  original,  having  regard  to  the  nature  and 

40  character  of  the  subject-matter  to  which  it  is  to  be  applied.  Applying  this 
definition  to  the  Design  in  question,  I  cannot  hold  that  the  Complainers'  Design 
was  not  substantially  novel  in  this  limited  sense.  It  is  claimed  for  it  that  the 
ball  so  marked  has  the  advantage  of  always  appearing  to  the  eye  of  the  player 
as  being  symmetrical  or  round  ;  whereas  a  ball  with  marks  on  two  of  the  poles 

45  only  is  said  to  look  egg-shaped  in  certain  positions,  or  at  all  events  to  present 
an  appearance  which  has  a  tendency  to  distract  that  very  sensitive  organ.  If, 
then,  there  is  room  for  registration  of  a  Design  of  a  golf  ball,  the  basis  of  which 
is  the  well-known  "  Brambling "  pattern,  I  think  the  Complainers'  Design 
satisfies  all  the  requirements  of  the  Statute.    It  is  certainly  much  more  unlike 

50  the  previously  existing  Designs  than  the  collar  in  Le  May's  case,  the  Design  in 

which  was  held  not  to  be  entitled  to  protection.  ^ 

I  pass,  therefore,  to  consider  the  next  question,  viz.,  whether  the  Respondents 

Design  infringes  that  of  the  Complainers'.    Now  the  Design  of  the  "  Colonel  " 

ball  is  a  frank  adaptation  of  the  pattern  of  the  "  Lynx  "  ball.    Indeed  it  is  even 

55  more  like  the  "  Agrippa  "  ball— the  letters  containing  the  name  of  the  ball  being 
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arranged  at  the  two  poles  proper  round  a  centre  bramble  exactly  as  in  the 
"  Agrippa "  ball ;  and  the  only  diflEerence  otherwise  being  that,  at  each  of  the 
equatorial  poles,  the  Respondents  have  embossed  the  four  initial  letters  of  their 
company  name  round  the  centre  bramble,  in  such  a  way  as  to  suggest  a  St. 
A.ncGrew's  Cross.  The  feature  of  the  Oomplainers'  Design,  on  the  other  hand,  5 
is  a  plain  raised  band  round  each  of  the  six  poles,  and  it  is  the  presence  of  this 
band  that  gives  it  its  distinctive  appearance.  There  is  no  band  of  any  kind  on 
the  "  Colonel "  ball,  the  lettering  used  being  raised,  and,  at  a  very  short  distance, 
presenting  much  the  same  appearance  as  the  brambling  of  the  '^  Lynx  *'  baU. 
Further,  at  the  only  two  points  of  view  which  are  material,  there  is,  in  my  10 
opinion,  not  the  smallest  risk  of  the  balls  being  mistaken  for  each  other.  The 
Complainers*  witnesses  admit  that,  at  close  quarters,  the  two  balls  are  quite 
distinct ;  and  I  accept  the  evidence  of  Mr.  Hilton  and  others  of  the  Respondents* 
witnesses,  that,  to  the  eye  of  a  golfer  who  possesses  good  eyesight,  they  will  not 
be  mistaken  for  each  other,  when  the  distance  between  the  golf er*s  eye  and  the  15 
ball  is  no  more  than  that  which  is  usual  when  the  golfer  is  addressing  his  ball. 
Now  a  Design,  which  can  always  be  readily  distinguished  from  another  at  the 
points  of  view  which  are  material,  cannot,  I  think,  be  held  to  be  an  obvious 
imitation  of  that  other ;  prima  faciey  therefore,  the  Complainers*  case  on 
infringement  completely  fails.  The  Complainers  are,  accordingly,  driven  to  20 
this — that  they  had  acquired,  by  registration,  a  monopoly  of  six  similar, 
distinctive,  and  equi-distant  marks ;  and  that  any  ball  of  which  that  can  be 
predicated  infringes  their  Design.  So  far  do  the  Complainers  witnesses  carry 
their  case,  that  they  maintain  t^t  six  equi-distant  black  marks,  or  square  marks, 
on  a  ball  of  a  bramble  pattern-— or,  indeed  so  far  as  I  can  see,  of  a  ^^  hatched  **  25 
pattern — would  equally  constitute  an  infringement  of  the  Complainers*  Design. 
The  Complainers  endeavoured  to  support  this  by  evidence  which  is  of  very 
doubtful  relevancy,  but  which  I  allowed  to  be  led  for  what  it  was  worth,  that  a 
ball  which  has  six  indistinguishable  poles  does  not  run  the  same  risk  of  being 
always  struck  at  the  same  points  as  one  which  has  two  poles  only,  and  which  is  30 
apt  to  be  teed  either  so  as  to  conceal  both  poles  from  the  eye  of  the  player  or  to 
exhibit  always  one  or  the  other.  This  may  or  may  not  be  an  advantage,  but  it 
was  equally  possessed  by  the  "  Lynx  "  ball  and  the  "  Agrippa  "  ball.  I  am  not 
dealing  here  with  the  kind  of  case  that  might  be  figured  of  a  ball  having  become 
known  as  a  six-poled  ball,  and  of  the  public  having  come  to  identify  such  ball  35 
as  the  make  of  a  particular  firm.  I  can  conceive  in  such  a  case  that  any  six- 
poled  ball,  however  distinctively  marked,  might  be  mistaken  by  the  public  for 
that  which  they  had  come  so  to  identify.  But  no  such  case  is  made  here,  the 
Complainers  founding  simply  on  their  registered  design  ;  and  I  think  it  would 
be  a  great  hardship  that  the  makers  of  rabbered-cored  balls  should  be  precluded  40 
from  having  a  distinctive  mark  on  each  of  six  different  poles,  because  the 
Complainers  happen  to  be  the  first  makers  of  that  class  of  ball  who  have  adopted 
a  Design  to  be  impressed  at  six  equi-distant  places.  The  essential  feature  of  the 
Complainers*  Design  is  the  six  circular  bands,  and  the  Respondents  do  not  use 
anything  that  could  be  mistaken  for  a  band  on  any  part  of  their  ball.  I,  45 
accordingly,  refuse  the  prayer  of  the  Note. 
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In  the  High  Court  of  Justice.— Chancery  Division. 
Before  Mr.  Justice  Parker. 

December  15th,  17th,  18th,  19th,  20th,  2lBt,  1906 ;  January  17th,  23rd,  24th,  and 

February  26th,  1907. 

5  Robertson   v.  Purdet. 

"  Patent. — Action  for  infringement. — True  and  first  inventor. — Prior  publicor- 
tion  and  prior  user. — Prior  grant  pleaded. — Construction  of  Specification  of 
alleged  prior  grant. — Prior  grant  not  proved. — Prior  user  proved. — Patent 
held  invalid. — Costs. — Set  off. 

10  TJie  owner  of  a  Patent  {No.  22^894  of  1894)  for  "  Improvements  in  drop-doum 
*'  guns  "  brougM  an  action  for  infringement.  Tlhe  invention  consisted  of  certain 
improvements  in  single  trigger  guns  to  prevent  the  involuntary  discharge  of 
the  second  barrel  after  the  firing  of  the  first.  A  firer^  on  the  recoil  of  the  gun, 
unconsciously  releases  tlie  trigger  and  involuntarily  a^nd  unconsciously  gives  it 

15  a  second  pull.  An  interceptor  was  introduced  by  the  Patentee^  which  prevented 
the  trigger  mechanism  from  engaging  the  second  barrel,  but  which  uhis  removed 
by  the  second  or  involuntary  pull.  The  Defendants  pleaded  (inter  alia)  that  the 
Patent  was  invalid^l)  By  reason  of  the  prior  manufacture,  use,  and  publica- 
tion of  certain  guns  containing  the  invention  duHng  the  year  1888 ;  (2)  By 

20  reason  of  the  manufc^ture  and  use  of  guns  similarly  constructed  during  the 
months  of  July  to  November  1894 ;  (3)  That  tfie  Patentee  was  not  the  true 
and  first  inventor,  who  was  N. ;  and  (4)  By  the  prior  grant  to  "if.  of  a 
Parent  for  tlie  same  invention  {No.  13,180  of  1894).  The  Plaintiff  in  his  B^ly 
staled  that  the  alleged  prior  grant  was  (a)  for  a  two-puU  as  distinguished 

25  from  his  three-pull  mechanism;  or  (b)  alternatively,  if  it  was  for  a  three-puXl 
mechanism  it  was  invalid  for  disconformity  or  for  insufficiency  of  the 
Specification;  and  (c)  that  the  plea  of  prior  grant  was  bad  in  law. 

Held,  tJiat  prior  invention  by  another  unllnot  of  itself  avoid  a  Patent  granted 
to  a  subsequent  true  inventor;  that  N.  Iiad  in  fact  invented  the  Plaintiff^s  device 

30  before  the  date  of  his  Patent,  but  that  it  was  not  published  before  that  date; 
that  the  alleged  user  by  firing  the  guns  at  a  2Jrivate  range  was  not  of  such  a 
nature  as  to  invalidate  the  subsequent  Patent  of  the  Plaintiff;  thai  the  plea  of 


274  REPORTS  OP  PATENT?,  DESIGN,        [Jniie  12, 190t. 

Robertson  v.  Purdey. 

prior  grant  was  good  in  law^  hut  on  the  true  construction  of  N.b'  SpedficaMon 
there  was  no  prior  grant  of  the  patented  invention ;  that  there  was  prior 
tiser  oftlie  invention  by  the  manufacture  and  use  of  the  guns  made  in  1883y  and 
the  Patent  was  invalid  on  that  ground.  Judgment  was  given  for  the  Defen- 
dants^ with  tlie  general  costs  of  the  action  and  of  those  of  the  anticipations  proved^  5 
the  Plaintiff  to  have  a  set  off  of  the  costs  of  the  issue  as  to  N. 

Where  an  invention  lias  proved  a  commercial  success^  evidefice  of  anticipation 
by  prior  user  must  be  examined  with  the  greatest  ca»re  and  caution. 

Letters  Patent,  dated  26th  of  November  1894  (No.  22,894  of  1894),  were 
granted  to  John  Robertson  for  *'  Improvements  in  drop-down  gnns."  10 

The  Complete  Specification  was,  so  far  as  material  for  this  Report,  as  follows : — 
"  In  the  Specification  of  my  prior  Patent  No.  20,873  dated  3rd  November  1893, 
"  and  also  in  that  of  my  prior  Patent  No.  5897,  dated  21st  March  1894,  I  have 
"  described  means  whereby  the  two  barrels  of  a  double  barreled  drop-down 
'*  gun  can  be  fired  in  succession  by  the  action  of  a  single  trigger,  this  effect  15 
"  being  produced  by  causing  the  first  pull  of  the  trigger  which  fires  one  barrel 
<*  to  shift  or  move  a  part  in  the  action  so  as  to  bring  it  into  the  necessary  position 
'^  for  acting  on  the  sear  of  the  other  barrel  when  the  trigger  is  again  pulled. 

^'  In  practice  I  find  that  in  the  act  of  making  the  first  pull  on  the  trigger  an 
"  involuntary  action  of  the  firing  finger  frequently  occurs  and  which  results  in  20 
"  relaxing  the  pressure  slightly  on  the  trigger  and  then  immediately  pulling 
"  the  trigger  hard  again.    The  effect  of  this  is  to  allow  the  trigger  to  descend 
^<  sufficiently  so  that  when  the  subsequent  hard  pull  comes  the  shifting  part 
'<  (which  has  already  moved  so  that  it  engages  the  second  sear)  will  act  on  the 
"  second  sear,  and  both  barrels  are  thus  discharged  practically  simultaneously,  25 
"  the  second  one  of  course  unintentionally.    The  object  of  the  present  invention 
"  is  to  prevent  this  occurring,  and  the  means  I  employ  while  capable  of  applica- 
"  tion  to  the  constructions  described  in  the  Specifications  of  my  prior  Patents 
"  above  referred  to,  can  also  be  applied  to  guns  of  any  other  construction,  and 
"  may  be  varied  to  suit  different  constructions.    The  means  I  employ  for  this  30 
'^  purpose  consist  essentially  in  the  use  of  an  interceptor  which  acts  in  conjunc- 
*'  tion  with  the  movable  part,  which  is  shifted  by  the  first  pull  of  the  trigger, 
"  so  that  the  latter  cannot  effect  its  complete  movement  which  is  requisite  to 
"  cause  it  to  engage  the  second  sear,  until  the  trigger  has  been  first  pulled  to 
"  effect  the  firing  of  the  first  barrel  and  after  the  involuntary  pull  has  occurred.  35 
"  As  above  stated  the  invention  is  capable  of  realization  in  various  ways,  but  in 
'*  all  cases  the  essential  feature  consists  in  the  use  of  suitably  shaped  pi-ojecting 
**  surfaces  formed  on  the  shifting  part  and   which  act  in  conjunction  with 
**  correspondingly  shaped  surfaces  formed  either  on  the  trigger  itself,  or  on 
^  one  of  the  sears,  or  on  a  fixed  part  of  the  action,  and  which  prevent  the  full  40 
<*  movement  of  the  shifting  part  until  after  the  trigger  has  been  once  raised  and 
"  the  involuntary  movement  (due  to  the  recoil)  has  occurred,  and  the  trigger 
*^  then  allowed  to  descend  again  to  its  full  extent,  that  is  to  say  that  if  both 
"  hammers  are  cocked  without  charging  the  barrels,  in  order  to  release  the 
^*  two  hanmiers  in  succession  three  distinct  pulls  of   the  trigger  would  be  45 
"  necessary,  the  first  pull  at  once  releasing  the  hammer  of  the  first  barrel,  the 
"  second  pull  (which  in  the  case  of  the  gun  being  loaded  would  be  effected  by 
"  the  recoil,  and  the  extent  of  which  pull  may  be  either  a  full  pull  or  any 
*/  portion  thereof)  would  have  no  effect  with  regard  to  the  releasing  of  the 
"  second  hammer,  but  simply  permit  the  shifting  part  to  move  to  the  requisite  50 
<'  position  for  enabling  same  to  release  such  second  hammer  when  the  third 
^  pull  on  the  trigger  is  effected.    The  return  movement  of  the  shifting  part  to 
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"  its  original  position  is  effected  by  the  action  of  opening  and  closing  the  gun 
"  for  charging,  and  may  be  produced  through  any  suitable  connection  eittier 
"  directly  with  the  locking  bolt  of  the  barrels  or  with  the  lever  actuating  same, 
"  or  through  the  intermediary  of  the  safety  bolt  when  same  is  employed,  or 
5  "  directly  from  the  safety  bolt. 

"  The  shifting  part  is  also  preferably  provided  with  a  projection  which  abso- 
"  lutely  blocks  the  sear  of  the  second  barrel,  by  being  situated  in  the  path  of 
**  travel  of  same  in  its  movement  which  is  necessary  to  release  the  hammer  it 
'*  locks  or  retains,  until  after  the  first  barrel  has  been  fired,  so  that  the  shock  of 

10  ^'  the  recoil  due  to  such  discharge  cannot  possibly  release  the  sear  of  the  second 
"  barrel.* 

"  But  in  order  that  my  invention  may  be  fully  unlerstood  I  will  now  proceed 
"  to  describe  same  by  the  aid  of  the  accompanying  sheets  of  drawings,  in  which 
**  ¥\g.  1  is  a  longitudinal  sectional  elevation  of  the  lock  of  a  gun  with  one 

1 5  "  arrangement  for  applying  my  invention  thereto.  Fig.  2  a  sectional  plan 
'^  view  of  same.  Fig.  3  a  transverse  section  through  the  lock.  Fig.  4  a  plan 
"  view  of  the  top  side  of  the  end  of  one  of  the  sears.  Fig.  5  a  side  elevation  of 
*^  same,  and  Fig.  6  a  plan  view  of  the  under  side  of  such  sear.  Figs.  7  to  14 
"  are  detail  views  showing  the  parts  in  the  different  positions  they  occupy 

20  ^'  during  the  complete  action  of  discharging  both  barrels  of  the  gun,  each 

"  position  being  shown  in  side  elevation  and  in  plan  respectively 

^'  In  the  arrangement  illustrated  in  Figs.  1  to  14  A  is  the  single  trigger,  over 
"  the  top  of  which  the  end  of  the  sear  B  for  firing  the  right  hand  barrel  is 
*'  situated,  so  that  the  pulling  of  the  trigger  will  effect  such  firing  of  this  barrel 

25  "  in  the  usual  manner.  The  shifting  part  or  tumbler  C  by  means  of  which  the 
"  second  barrel  is  discharged  is  mounted  so  that  it  can  turn  on  a  pivot  D  and  is 
"  acted  upon  by  any  suitable  spring  such  as  E  continuously  tending  to  throw 
"  it  to  the  position  shown  in  Figs.  13  and  14,  where  a  projection  or  arm  C*  on 
"  such  tumbler  is  situated  under  the  end  of  the  sear  B*  of  the  left  hand  barrel. 

30  **  A  projection  A*  on  the  rear  of  the  trigger  engages  a  recess  in  the  tumbler  C, 
"  and  as  the  latter  as  well  as  turning  on  its  pivot  D  can  also  rise  vertically 
"  thereon,  it  will  be  seen  that  when  the  parts  are  in  the  position  shown  in 
"  Figs.  13  and  14,  a  pull  on  the  trigger  will  by  raising  tumbler  C  cause  its 
**  arm  C^  to  raise  sear  B^  and  so  release  the  hammer  of  the  left  hand  barrel. 

35  **  The  tumbler  C  also  has  a  second  arm  or  projection  C,  which  when  both 
^^  hammers  are  cocked  bears  against  a  corresponding  projection  or  abutment  h 
*'  on  the  right  hand  sear  B  (as  shown  in  Fi<?s.  1,  2,  3,  7  and  8)  so  that  the  spring 
"  cannot  cause  the  tumbler  to  turn  on  its  pivot  D.  The  sear  B  is  also  provided 
"  with  an  intercepting  projection  on  abutment  F  (shown  In  detail  in  Figs.  4  to  6) 

40  ^*  which  is  pivoted  to  such  sear  and  is  acted  upon  by  a  spring /normally  acting 
"  to  force  it  outwards. 

*^  The  action  is  as  follows  : — The  gun  being  loaded  and  both  hammers  cocked, 
*^  when  the  parts  are  in  the  position  shown  in  Figs.  7  and  8,  the  first  pull  of 
"  trigger  A  by  raising  sear  B  fires  the  right  hand  barrel.    Upon  the  pull  on  the 

45  •*  trigger  being  relaxed  (owing  to  the  recoil),  as  sear  B  remains  raised,  while 
*'  the  trigger  and  with  it  the  tumbler  C  descend,  the  arm  C^  on  the  latter  will 
"  clear  the  abutment  b  on  sear  B,  and  tumbler  C  then  turns  slightly  on  its 
"  pivot  D  under  the  action  of  spring  E  to  the  position  shown  in  Figs,  y  and  10, 
"  until  its  arm  C*  comes  in  contact  with  and  is  arrested  by  the  interceptor  F  on 

50  **the  sear  B.  The  tumbler  C  cannot  consequently  turn  sufficiently  on  its 
"  pivot  D  to  enable  its  arm  C^  to  come  under  the  left  hand  sear  B*,  so  that  if 
"  an  involuntary  pull  of  the  trigger  A  occurs  the  left  hand  barrel  will  not  be 
**  discharged.    When  the  trigger  A  is  allowed  to  descend  further,  the  arm  C*  of 

*  The  Proyisional  Speoifloation  was  the  same  as  the  Complete  Speoifioatioxi  down  to  this  point. 
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''  tumbler  C  then  clears  the  interceptor  F,  and  the  tumbler  under  the  action  of 
*'  its  spring  E  then  turns  to  the  position  shown  in  Figs.  11  and  12.  In  this 
"  position  the  arm  C*  of  tumber  C  comes  in  contact  with  the  end  of  the  left 
"  hand  sear  B\  and  the  tumbler  consequently  still  cannot  turn  to  its  full  extent, 


"  and  it  is  only  when  the  trigger  A  and  with  it  tumbler  C  have  descended  right  5 
"  down  (by  the  pull  on  the  former  being  completely  removed)  and  whereby  the 
'^  arm  C^  clears  the  end  of  sear  B',  that  such  arm  can  pass  under  this  sear  to  the 
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^  position  shown  in  Figs.  13  and  14.  When  this  has  occurred,  the  next  time 
^'  the  trigger  A  is  pulled,  the  sear  B^  will  be  raised  by  the  arm  G^  and  the  left 
**  hand  barrel  then  be  discharged.  To  return  the  tumbler  C  to  its  original 
position  after  the  left  hand  barrel  has  been  discharged,  the  end  of  the  locking 
bolt  6  when  actuated  in  the  usual  way  by  the  lever  Q^  for  the  purpose  of 
opening  the  gxm,  will  in  its  backward  movement  force  back  a  sliding  rod  H 
*^  which  it  engages  (as  shown  in  Figs.  1  and  2),  the  movement  bringing  the 
^*  rear  end  of  such  rod  against  one  side  of  the  tumbler  C  and  causing  it  to  turn 
**  on  its  pivot  D  to  the  position  shown  in  Figs.  7  and  8,  and  as  the  action  of 

10  ^^  opening  the  gun  will  in  the  usual  way  have  cocked  the  hammers  and  con- 
"  sequently  depressed  the  rear  ends  of  tljje  sears  B,  B\  the  arm  C^  will  a^in 
^  abut  against  the  projection  h  on  sear  B,  and  hold  tumbler  C  in  the  position  to 

'*  which  it  has  been  shifted ''    The  Specification  then  proceeded  to 

describe  other  arrangements,  and  concluded  : — **  It  will  be  readily  understood 

W  "  that  the  various  arrangements  described  may  be  modified  indefinitoly,  the 
"  essential  feature  being  that  the  part  for  actuating  the  second  sear  be  provided 
"'  with  an  intercepting  surface  or  surfoces  acting  in  conjunction  with  a 
"  corresponding  surface  or  sur&ces  (carried  by  the  trigger  or  other  suitable 
"  part  of  the  action),  and  which  will  effectually  prevent  the  full  movement 

20  *^  of  such  part  to  the  position  necessary  for  enabling  the  second  barrel  to 

'*  be  dischai^ed,  until  after  the  involuntary  action  due  to  the    recoil  has 

*'  occurred,  and  also  preferably  at  same  time  locking  the  sear  for  effecting 

**  such  second  discharge  until  the  part  has  completed  its  full  movement." 

The  Claims  were : — "  In  single  tri^er  double  barrel  drop  down  guns — 1.  The 

25  ^'  combination  with  a  single  trigger,  two  sears  and  a  movable  part  which  by  the 
'*  action  of  firing  one  barrel  is  shifted  to  the  position  for  acting  on  the  sear 
"  which  retains  the  hammer  of  the  second  barrel,  of  an  interceptor  acting  in 
'*  conjunction  with  such  movable  part  which  prevents  the  latter  from  assuming 
**  the  position  necessary  to  act  on  the  second  sear,  until  after  the  involuntary 

30  "  pnll  on  the  trigger  has  occurred,  all  substantially  as  specified.  2.  The  com- 
<*  bination  with  a  single  trigger,  two  sears,  a  movable  part  which  by  the  act  of 
^'  firing  one  barrel  is  shifted  to  the  position  for  acting  on  the  sear  which  retains 
*'  the  hammer  of  the  second  barrel,  and  an  interceptor  acting  in  conjunction 
^'  with  such  movable  part  which  prevents  the  latter  from  assuming  the  position 

35  '*  necessary  to  act  on  the  second  sear,  until  after  the  involuntary  pull  on  the 
"  trigger  has  occurred,  of  a  locking  arm  or  projection  on  the  movable  part, 
^'  which  prevents  the  second  sear  from  being  actuated  until  such  movable  part 
*'  has  moved  to  the  position  requisite  for  effecting  this,  all  substantially  as 
*'  specified." 

40  Letters  Patent,  dated  6th  July  1894  (No.  13,130  of  1894)  were  granted  to 
William  Nohhs  for  "  Improvements  in  break-down  guns." 

The  Provisional  Specification  was  as  follows  : — "  The  object  of  this  invention 
*^  is  to  provide  a  safe  arrangement  for  firing  double-barrel  break-down  guns 
^  with  the  use  of  one  trigger. 

45  '^  To  this  end,  there  is  pivotted  on  the  top  of  the  trigger  blade,  a  horizontal 
^^  swinging  bar^  which  serves,  when  the  trigger  is  pulled,  to  disengage  the  sear 
<<  of  either  tumbler,  and  thus  discharge,  first  the  right,  and  then  the  left-hand 
**  barrel.  By  means  of  a  pressure  spring,  this  swinging  bar  receives  a  tendency 
<<  to  take  up  a  position  under  the  tail  of  the  sear,  which  locks  the  tumbler  of 

50  "  the  left-hand  hammer,  but  when  the  gun  is  charged  and  is  ready  for  firing, 
*'  it  is  the  sear  of  the  right-hand  tumbler  which  has  first  to  be  released,  and  it 
'<  after  the  discharge  of  the  right-hand  barrel,  that  the  swinging  bar  takes  the 
"  position  into  which  it  is  forced  by  the  before-mentioned  spring.  On  the 
^'  inner  face  of  the  right-hand  tumbler  is  formed  a  cam  or  inclined  surface, 

55  *^  which  bears  against  a  short  transverse  pin  mounted  in  a  sleeve  guide,  and 
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*'  held  between  the  incline  and  the  forward  end  of  the  swinging  bar.  When 
^'  the  break-down  gnn  is  opened  for  re-charging,  the  hammers  are  automatically 
"  cocked.  This  cocking  movement  causes  the  right-hand  tumbler,  through  its 
*^  cam,  to  press  the  transverse  pin  against  the  end  of  the  swinging  bar,  and 
^'  thereby  thrust  the  tail  end  of  the  bar  (against  the  pressure  of  its  spring)  5 
*^  under  the  tail  of  the  sear  of  the  right-hand  tumbler,  and  retain  it  in  that 
"  position.  When,  however,  the  trigger  is  pulled,  the  swinging  bar  tips  the 
**  sear  out  of  its  bent,  and  thus  releases  the  hammer  for  the  discharge  of  the 
"  right-hand  barrel.  The  forward  movement  of  the  hammer  relieves  the 
**  transverse  pin  from  the  pressure  of  the  incline  or  cam  face,  and  leaves  this  10 
^^  swinging  bar  free  to  take  up  a  position  under  the  tail  of  the  left-hand  sear. 
**  In  order,  however,  to  prevent  too  rapid  a  shifting  of  the  position  of  this 
"  swinging  bar,  which  would  occasion  the  discharge  of  both  barrels,  the 
**  swinging  motion  is  momentarily  arrested  by  an  interposing  device,  which 
**  admits  of  taking  various  forms  without  affecting  its  retarding  action.  A  15 
**  sim])le  contrivance  for  this  purpose  is  a  horizontal  rocking  plate  mounted 
"  loosely  on  a  pin  standing  up  from  the  centre  of  the  trigger  plate,  and  carrying 
"  a  small  bolt  pivotted  on  the  left-hand  side  of  the  plate,  and  projecting  forward 
^*  through  a  fixed  guide  into  the  plane  of  motion  of  the  tail  of  the  swinging  bar. 
"  As  the  sear  of  the  right-hand  tumbler  is  raised  by  the  swinging  bar,  to  20 
"  discharge  the  right-hand  barrel,  it  will  strike  the  plate,  turn  it  slightly  on  its 
*'  pivot  pin,  and  bring  its  projecting  bolt  into  contact  with  the  tail  of  the  bar. 
"  This  contact  will  serve  momentarily  to  arrest  the  movement  of  the  bar, — but 
"  on  the  withdrawal  of  the  sliding  blade,  caused  by  the  recoil  of  the  rocking- 
"  plate,  assisted  by  the  recoil  of  the  gun,  the  swinging  bar  will  then  resume  its  25 
*^  motion,  and  take  its  place  under  the  tail  of  the  left-hand  sear,  ready  for 
"  discharging  the  second  barrel  on  the  lifting  of  the  trigger.  The  recoil  of  the 
"  plate  on  its  pivot  pin,  and  the  consequent  withdrawal  of  the  sliding  bolt,  is 
"  mainly  due  to  the  elastic  pressure  of  a  finger  on  the  trigger  blade  bearing 
^'  upon  an  incline  on  the  front  of  the  pivotted  plate  in  its  advanced  position  30 
'*  and  pressing  it  backwards,  there  being  but  a  slight  motion  needed  to  withdraw 
"  the  bolt  from  the  tail  of  the  swinging  bar.  Instead  of  arresting  the  swinging 
'<  bar  by  the  arrangement  just  described,  the  rocking  plate  may  move  in  a 
"  vertical  plane,  it  being  actuated  by  a  sliding  rod  thrust  forward  by  the  grip 
"  of  the  hand  on  the  stock,  or  by  the  pressure  of  the  bu*t  against  the  shoulder  35 
"  of  the  sportsman. 

'^  I  may  remark  that  my  invention  applies  equally  to  what  are  known  as 
**  hammerless  and  hammer  guns." 

The  Complete  Specification  was  in  the  following  terms  : — "  The  object  of  this 
"  invention  is  to  provide  a  safe  arrangement  for  firing  double-barrel  break  down  40 
''  guns  with  the  use  of  one  trigger. 

''  To  this  end  there  is  pivotted,  on  the  top  of  the  trigger  blade,  a  horizontal 
"  swinging  bar,  which  serves,  when  the  trigger  is  pulled,  to  disengage  the  sear 
"  of  either  tumbler,  and  thus  discharge,  first  the  right,  and  then  ^e  left-hand 
"  barrel.  45 

"  In  the  accompanying  Drawings,  I  have  shewn  in  several  views  so  much  of 
"  a  double-barrelled  break-down  gun,  as  will  serve  to  explain  the  nature  of  my 
'*  invention,  and  the  means  employed  for  carrying  it  into  practical  use. 

*'  Fig.  1  shews  the  '  action '  in  side  elevation,  the  left-hand  lock  being  removed. 
"  Fig.  2  is  a  plan  view,  partly  in  section,  shewing  the  two  locks  and  the  swinging  50 
"  bar  (carried  by  the  trigger)  in  the  position  for  controlling  the  discharge  of  the 
"  right-hand  barrel.  Fig.  3  represents  the  inner  face  of  the  right-hand  lock 
'^  shewing  the  means  provided  for  forcing  the  swinging  bar  into  the  position 
"  shewn  in  Fig.  2,  against  the  pressure  of  a  spring,  which  gives  it  a  tendency  to 
«<  pxoye  in  the  opposite  direction.    Fig.  4  is  a  plan  view  shewing  the  position  of  $5 
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"  the  swinging  bar  after  the  right-hand  barrel  has  been  fired,  and  while  arrested 
**  in  its  movement  towards  the  left-hand  lock.  Fig.  5  is  a  similar  view,  shewing 
"  the  swinging  bar  as  having  completed  ite  movement,  and  reached  the  position 
'*  for  controlling  the  firing  of  the  left-hand  barrel.  Fig.  6  is  an  elevation  of  the 
5  "  trigger,  the  swinging  bar  mounted  thereon,  and  the  mechanism  for  arresting 
"  the  transverse  movement  of  the  swinging  bar,  when  the  trigger  has  been 
"  pulled  to  fire  the  right-hand  barrel. 

"  In  these  views,  A  is  the  right-hand  barrel,  and  A*  the  left-hand  barrel,  both  of 
"  which  are  discharged  by  the  pulling  of  a  central  trigger  B.     This  trigger  is 

10  "  mounted  in  a  bracket  piece  carried  by  the  tiigger  plate  B'.  C,  C*  are  the 
"  hammers  with  their  tumblers  mounted  as  usual  on  the  lock  plates  D,  D*. 
"  c,  c*  are  the  sears  for  locking  into  the  notches  of  the  tumblers  and/^  is  the 
"  safety  sear  for  acting  on  the  tumbler  0.  The  tails  of  these  sears,  which  are 
"  opposite  to  each  other,  are  alternately  acted  upon  by  the  swinging  bar  E, 

15  "  which  is  mounted  upon  the  central  trigger  B,  and  rises  and  falls  with  it. 
"  «  is  a  light  pressure  spring  made  fast  to  the  trigger  plate  B*,  and  bearing  upon 
"  the  swinging  bar  in  rear  of  its  fulcrum,  the  object  being  to  impart  to  the  bar  E 
"  a  tendency  to  take  up  the  position  shewn  in  Fig.  5,  that  is,  under  the  tail  of 
"  the  sear  c*,  which  locks  the  tumbler  of  the  left-hand  hammer  C^.     When  the 

20  "  gun  is  charged  and  is  ready  for  firing,  it  is  the  sear  c  of  the  right-hand  tumbler 
*'  which  has  first  to  be  released  by  the  uplifting  of  the  swinging  bar  E,  and  it 
'^  is  after  the  discharge  of  the  right-hand  barrel,  that  the  swinging  bar  takes  the 
"  position  into  which  it  is  forced  by  the  before-mentioned  spring.  Before, 
**  however,  the  bar  E  is  allowed  to  take  the  position  shown  in  Fig.  5,  it  has  been 

25  *<  found  desirable  to  arrest  its  lateral  motion,  and  thereby  to  avoid  the  possibility 
"  of  its  releasing  both  the  sears  c  and  c*  through  one  pull  of  the  trigger. 

"  The  means  employed  for  avoiding  this.difficulty  I  will  explain  after  having 
"  drawn  attention  to  the  means  by  which  the  bar  is  rocked  under  the  tail  of  the 
"  sear  c,  in  opposition  to  the  pressure  spring  e.    On  the  inner  face  of  the  right- 

30  *'  hand  tumbler  C  (see  Fig.  3)  is  formed  a  cam  or  inclined  surface  c\  which 
**  bears  against  a  short  transverse  pin  c'  mounted  in  a  sleeve  guide  carried  by  a 
"  fixed  plate  c*.  This  pin  c^  is  held  between  the  incline  c  and  the  forward  end 
"  of  the  swinging  bar.  When  the  break-down  gun  is  opened  for  re-charging, 
"  the  hammers  are  automatically  cocked.    This  cocking  movement  causes  the 

35  *<  right-hand  tumbler,  through  its  cam,  to  press  the  transverse  pin  c^  against  the 
**  swinging  bar,  and  thereby  thrust  the  tail  end  of  the  bar  (against  the  pressure 
"  of  its  spring)  under  the  tail  of  the  sear  c  of  the  right-hand  tumbler  C,  and 
**  retain  it  in  that  position.  When,  however,  the  trigger  is  pulled,  the  swinging 
**  bar  tips  the  sear  out  of  its  bent,  and  thus  releases  the  hammer  for  the  discharge 

40  "  of  the  right-hand  barrel.  This  forward  movement  of  the  hammer  C  relieves 
"  the  pin  c^  from  the  pressure  of  the  incline  or  cam  face  c\  and  leaves  this 
"  swinging  bar  free  to  take  up  a  position  under  the  tail  of  the  left-hand  sear. 
•*  In  order,  however,  to  prevent  too  rapid  a  shifting  of  the  position  of  this 
^\  swinging  bar,  which  would,  as  before  stated,  occasion  the  discharge  of  both 

45  '^  barrels,  the  swinging  motion  is  momentarily  arrested  by  an  interposing  device 
"  or  stop,  which  admits  of  taking  various  forms,  without  affecting  its  retarding 
"  action. 

"  I  will  now  describe  the  arrangement  illustrated  at  Rgs.  2,  4,  and  5,  for 
"  securing  this  object.    /  is  a  horizontal  rocking  block  mounted  loosely  on  the 

50  "  pin/\  standing  up  from  the  centre  of  the  trigger  plate.  This  block  carries  a 
''  small  bolt  /^  pivotted  on  the  left-hand  &ide  of  the  block,  and  projecting 
"  forward  through  a  fixed  guide  &,  carried  by  the  trigger  plate  B\  into  the 
"  plane  of  motion  of  the  tail  of  the  swinging  bar  E.  As  the  safety  sear/*  of 
'*  the  right-hand  tumbler  is  tripped  together  with  the  sear  c  by  the  swinging 

^5  ^'  bar,  to  discharge  the  right-hand  barrel,  a  side  projection  on  the  tail  of  the 


m 


REPORTS  OF  PATENT,  DESIGN,        [June  12, 1907. 


Rohertami  v.  Purdey. 


*'  safety  sear  will  strike  the  block,  turn  it  slightly  on  its  pivot  pin,  and  bring 
"  its  projecting  bolt/^  into  contact  with  the  turned-up  tail  of  the  bar  E.  This 
"  contact  will  serve  momentarily  to  arrest  the  movement  of  the  bar,  but  on  the 
"  withdrawal  of  the  sliding  bolt  /2,  caused  by  the  return  motion  of  ,the 
"  rocking  block/,  effected  by  the  means  to  be  presently  described,  the  swinging 


czr° 


bar  will  then  resume  its  motion,  and  take  its  place  under  the  tail  o^  the 
sear  c*,  ready  for  discharging  the  second  barrel  on  the  lifting  of  the  trigger: 
The  back  motion  of  the  block /on  its  pivot  pin,  and  the  consequent  with- 
drawal of  the  sliding  bolt  out  of  the  plane  of  motion  of  the  bar  E,  is  mainly 
due  to  the  elastic  pressure  of  a  finger  &*  (Fig.  6),  pivotted  on  the  tri<?ger  blade,  10 
bearing  upon  an  inclined  face  on  the  pivotted  block  in  its  advanced  position, 
and  pressing  it  backwards,  there  being  but  a  slight  motion  needed  to  withdraw 
the  bolt  /^  from  the  tail  of  the  swinging  bar.  This  motion  is  due  to  the  recoil 
of  the  gun,  and  the  consequent  involuntary  pull  of  the  trigger  by  the  finger 
still  holding  it.    The  movement  of  the  swinging  bar  E  having  now  been  15 
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"  traced  from  right  to  left,  where  it  underlies  the  tail  of  the  sear  c*y  it  only  now 
**  remains  to  say,  that  on  the  next  rise  of  the  bar,  by  the  pulling  of  the  trigger  B, 
"  the  sear  c*  will  be  tipped  clear  of  its  tumbler,  when  the  hammer  C*  will  fell, 
"  and  discharge  the  second  barrel  A*. 
5  "  On  breaking  the  gun,  to  recharge  the  barrels,  the  hammers  will  be  thrown 
"  back  to  full  cock,  the  result  of  which  will  be  to  bring  the  cam  or  incline  c* 
"  on  the  tumbler  C  again  into  action  on  the  sliding  pin  c^,  which  pin,  striking 
"  the  forward  part  of  the  bar  B,  will  rock  it  to  the  right,  under  the  sears  c  and 
"  /^,  or  into  the  position  (Fig.  2)  for  discharging  the  right-hand  barrel  at  the 

10  "  next  pull  of  the  trigger. 

"  Instead  of  arresting  the  swinging  bar  by  the  arrangement  just  described, 
*^  the  rocking  block  may  move  in  a  vertical  plane,  as  illustrated  at  Figs.  7,  8, 
"  and  9,  Fig.  7  being  an  elevation  of  the  left-hand  side  of  the  trigger,  swinging 
'^  bar,  and  controlling  mechanism. 

15  "  Fig.  8  is  a  right-hand  elevation  ;  and  Fig.  9  a  plan  view  of  the  same.  In 
"  these  figures, /is  the  block  mounted  on  a  horizontal  pin /^  carried  by  a 
"  standard  on  the  trigger  plate  B^  The  safety  sear/'  strikes  a  forward  projec- 
•'  tion  on  the  block,  and  thereby  rocks  it  on  its  fulcrum  pin.  This  block  carries 
"  also  a  pendant,  projection  /*,  which,  as  the  block  is  rocked,  moves  into  the 

20  "  plane  of  motion  of  the  swinging  bar  E,  and  arrests  its  motion  momentarily, 
"  as  in  the  last  described  arrangement.  The  release  of  the  swinging  bar  from 
"  the  block  will  in  this,  as  in  the  former  case,  be  due  either  to  the  recoil  of  the 
"  gun,  or  to  the  involuntary  pull  of  the  trigger.  The  return  of  the  block  after 
"  the  firing  of  the  second  barrel,  is  in  this  arrangement  effected  by  the  elastic 

25  **  finger  6*  (carried  by  the  trigger  B)  pressing  upon  a  shoulder  on  the  block  /. 

"  In  place  of  using  a  rocking  block  for  operating  the  sliding  bolt  or  stop /^,  this 

"  bolt  may  be  carried  by  a  sliding  bar  fitted  to  the  trigger  plate,  or  it  may  form 

"  the  extremity  of  a  sliding  rod  fitted  to  the  gun-stock. 

"  These  two  modifications  are  illustrated  at  Figs.  10  to  12  inclusive,  the  same 

30  "  letters  of  reference  indicating  like  parts  in  all  the  figures. 

**  Fig.  10  is  a  side  elevation  of  the  trigger  plate  and  its  fittings  ;  and  Fig.  11 
"  is  a  top  plan  view  of  the  same. 

'^  E  is  the  rocking  bar,  which  is  arrested  in  its  transverse  motion  by  the 
"  sliding  bolt  or  stop/*,  which  in  this  instance  is  affixed  to  a  bracket  piece 

35  ^  bolted  to  a  sliding  bar  F,  and  slides  in  a  fixed  guide  6,  as  in  Fig.  2.    This  bar 

"  underlies  the  extension  of  the  trigger  guard,  and  is  roughened  on  its  outer 

"  face,  to  give  the  sportsman  a  good  hold  upon  it,  when  the  gun  is  raised  for 

«  firing. 

'*  The  recoil  of  the  gun  (following  the  discharge  of  the  right-hand  barrel), 

40  **  while  the  grasp  of  the  sportsman^s  hand  is  upon  it,  causes  the  virtual  thrusting 

"  forward  of  the  bolt/*  in  anticipation  of  the  lateral  movement  of  the  swinging 

**  bar  E.    Thus,  the  movement  of  that  bar  is  momentarily  arrested,  and  it  is 

"  instantly  released  by  the  reverse  endway  movement  of  the  gun. 

**  In  Fig.  12,  the  bolt/*  represents  the  forward  extremity  of  a  sliding  rod  F, 

45  "  which  projects  through  the  end  of  the  butt,  and  carries  a  plug  that  is  free  to 
*^  slide  in  a  recess  formed  in  the  butt.  A  coiled  spring,  seated  in  the  recess, 
"  projects  the  plug  outwards  to  a  limited  extent,  and  holds  back  the  bolt/*  out 
"  of  the  plane  of  motion  of  the  swinging  bar  E.  When,  however,  the  gun  is 
"  raised  to  the  shoulder,  the  plug  will  be  pressed  inwards  against  its  spring, 

50  "  and  the  bolt/*  sliding  forward  in  its  guide  6,  will  take  up  the  position  for 
"  intercepting  the  lateral  movement  of  the  swinging  bar  E  on  the  discharge 
•*  of  the  right-hand  barrel.  So  soon  as  the  pressure  of  the  shoulder  on  the  plug 
**  of  the  sliding  rod  F  ceases  by  the  reverse  endway  movement  of  the  gun,  the 
"  bolt/*  will  retire,  and  leave  the  swinging  b«ir  E  free  to  take  up  a  position  for 

^  ^'  firing  the  left-hand  barre|. 
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"  I  may  here  remark  that  my  invention  applies  equally  to  what  are  known 
"  as  hammerless  and  hammer  gnns." 

The  Claim  was  : — "  The  means  above  described  for  preventing,  in  double- 
**  barrel  break -down  guns  fitted  with  a  single  trigger,  the  discharge  of  both 
"  barrels  by  one  pull  of  the  trigger,  such  means  consisting  in  the  use  of  a  5 
"  swinging  bar  carried  by  the  trigger  for  discharging  the  gun  when  operated, 
"  as  set  forth,  and  controlled  in  its  lateral  movement  by  a  stop  projected  into 
"  the  plane  of  motion  of  the  swinging  bar." 

On  the  25th  of  January  1906  an  action  was  brought  by  John  Robertson^ 
trading  as  Boss  &  Co.,  against  James  Purdejjy  carrying  on  business  as  James  10 
Purdey  A  Sons,  and  sued  as  Purdey  A  Sons,  for  infringement  of  Letters  Patent 
No.  22,894  of  1894,  claiming  the  usual  relief. 

The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  alleged — 
(1)  The  manufacture  and  sale  by  the  Defendant  in  the  course  of  his  business  of 
guns  fitted  with  single  trigger  mechanism  made  in  infringement  of  the  first  15 
claiming  clause  of  the  Plaintiff's  Specification  ;  (2)  The  manufacture  and  fitting 
to  double-barrel  drop-down  sporting  guns  of  mechanism  constructed  sub- 
stantially in  accordance  with  the  description  contained  in  the  Specification  of 
the  Patent  granted  to  William  Nohhs,  the  putting  in  practice  of  the  said  inven- 
tion constituting  an  infringement  of  the  first  Claim  of  the  Plaintiff's  Specifica-  20 
tion  ;  (3)  Manufacturing  and  fitting  on  or  about  the  12th  of  August  1903  to  two 
guns  (identified  by  numbers)  of  mechanism  infringing  the  same  Claim  ;  (4)  A 
similar  infringement  on  or  about  the  1st  of  September  1898  ;  and  (5)  That  the 
Plaintiff  conld  not  without  further  discovery  give  further  or  better  Particulars 
of  infringement.  25 

The  Defendant  denied  infringement,  and  alleged  that  the  Plaintiff's  Patent 
was  invalid  upon  the  following  grounds  set  forth  in  the  Particulars  of 
Objections  : — (1)  That  the  Plaintiff  was  not  the  first  and  true  inventor  of  the 
alleged  invention,  but  that  it  was  invented  by  William  Nobbs,  who  obtained  a 
grant  of  Letters  Patent  therefor  dated  the  6th  of  July  1894  (No.  13,130  of  1894)  30 
prior  to  the  grant  of  the  Plaintiff's  Patent,  which  was  therefore  invalid  ;  (2)  That 
the  alleged  invention  was  not  new,  but  was  anticipated  by  the  manufacture, 
sale,  and  use  of  three  pull  single  trigger  mechanism  as  follows  : — "  (a)  By  the 
"  manufacture  in  the  year  1883  by  W.  Baker  and  D.  Benthy,  both  of  87  Snow 
"  Hill,  Birmingham,  of  three-pull  single  trigger  mechanism  constructed  as  35 
"  aforesaid,  and  by  the  sale  thereof  to  "  P.  Webley  A  Son,  of  81  Weaman  Street, 
Birmingham,  now  Webley  A  Scott,  and  to  W.  P.  Jones,  of  25  Whittall  Street, 
Birmingham  ;  (Ji)  "  By  the  sale  in  the  month  of  June  1883  of  three  pull  single 
"  trigger  mechanism  constructed  as  aforesaid  by  the  said  W,  P.  Jones  to  Garr 
**  Bros.,  of  Huddersfield,  and  by  the  exhibition  of  the  same  by  the  said  W.  P.  40 
^^  Jones  to  numerous  customers  before  the  sale  thereof"  ;  {c)  By  the  user  at 
various  dates  from  February  1883  to  November  1894  of  guns  fitted  with  the 
mechanism  in  question  constructed  as  aforesaid  by  W,  R.  Leeson,  of  London, 
P.  Webley  A  Son,  William  Baker,  W.  P.  Jones,  David  Bentley,  Garr  Bros. 
aforesaid,  and  E.  M.  Reilly  A  Go.,  of  London  ;  and  {d)  By  the  manufacture,  45 
exhibition,  and  use  in  London  by  the  Defendant  during  the  months  July  to 
November  1894  of  guns  fitted  with  the  invention.  Also  it  was  pleaded  (3) 
That  the  invention  as  claimed  in  both  the  claiming  clauses  of  the  Plaintiff's 
Specification  was  not  subject-matter. 

By  his  Reply  the  Plaintiff  alleged  (1)  that  the  Patent  No.  13,130  of  18?4  50 
granted  to  Nobbs  was  invalid  since  the  alleged  invention  therein  described 
was  not  useful ;  (2)  That  if  the  Complete  Specification  claimed  and  described 
the  same  invention  as  was  described  in  the  Plaintiff's  Specification  the  Patent 
was  void  on  the  ground  of  variance  ;  (3)  That  as  regards  so  much  of  the  inven- 
tion as  was  foreshadowed  in  the  Provisional  Specification  there  wa3  no  subject-  55 
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matter  having  regard  to  the  general  knowledge  of  the  trade  at  the  date  of  the 
filing  thereof  (eight  prior  Specifications  were  referred  to  specifically)  ;  (4) 
'^  For  the  reasons  stated  in  the  foregoing  paragraphs  hereof  the  alleged  prior 
^  grant  of  Letters  Patent  was  invalid  and  cannot  in  any  case  affect  the  validity 
5  '^  of  the  grant  to  the  Plaintiff  of  the  Patent  sued  on  in  this  action  ;  (5)  the 
'*  Plaintiff  will  contend  further  that  the  objection  of  the  Defendant  to  the 
"  validity  of  the  Plaintiff's  Letters  Patent  on  the  ground  of  prior  grant  is  bad 
"  in  law  "  ;  and  (6)  Issue  was  joined  on  the  other  points  raised  by  the  Defence. 
The  action  came  on  for  trial  before  Mr.  Justice  Parkbr  on   the  15th  of 

10  December  1906. 

T.  Terrell  K.C.  and  Courtney  Terrell  (instructed  by  Oeorge  Oheeseman) 
appeared  for  the  Plaintiff ;  A,  J.  Walter  K.C.  and  J.  H,  Gray  (instructed  by 
Ellis  and  Ellis)  appeared  for  the  Defendant. 

Terrell  K.C.  opened  the  Plaintiff's  case. — ^The  first  issue  is  that  raised  by  the 

15  prior  grant  of  a  Patent  to  Nobbs  on  the  6th  of  July  1894  for  an  invention 
alleged  to  be  the  same  as  that  for  which  the  Plaintiff's  Patent  was  granted 
bearing  date  the  26th  of  November  1894.  Such  an  issue  has  been  often 
raised,  but  has  never  yet  been  fought  out  and  decided.  There  is  no  issue  of 
prior  publication  with  regard  to  the  Patent  granted  to  Nobbs  because  his 

20  Specification  had  not  been  published  at  the  date  of  the  Plaintiff's  application, 
but  it  is  said  that  the  Crown  had  already  granted  to  a  subject  Letters  Patent 
for  this  invention,  and  therefore  the  Crown  could  not  grant  afterwards  other 
Letters  Patent  for  the  same  invention.  But  the  real  struggle  in  this  case  will 
be  with  regard  to  the  guns  alleged  to  be  anticipations  and  made  about  the  year 

25  1883  and  subsequently  sold  to  Webley  &  Sons,  to  W.  P.  Jones,  and  a  third  to 
Garr  Bros,  As  regards  the  invention  ;  on  the  discharge  of  the  first  barrel  the 
recoil  of  the  gun  causes  an  involuntary  release  of  the  trigger  and  also  a  second 
pull  which  is  also  involuntary,  both  taking  place  without  the  person  firing 
being  conscious  of  it.    Therefore  it  was  found  that  with  single  trigger  guns 

30  this  second  involuntary  pull  discharged  the  second  barrel.  When  the  cause  of 
the  double  discharge  was  discovered  the  evil  was  remedied  by  the  Plaintiff's 
invention,  which  consisted  in  adding  to  the  known  single  trigger  mechanism  a 
device  by  which  the  involuntary  release  brought  a  stop  into  play  which  was 
removed  by  the  second  (i.tf.  the  involuntary)  pull  leaving  the  mechanism  free 

35  to  perform  its  original  function  of  dischai^ng  the  second  barrel  on  the  firer 
making  a  third  pull — that  is,  what  he  would  think  was  only  a  second  pull. 
[Counsel  then  described  the  invention  in  detail  with  reference  to  the  Specifi- 
cation and  certain  Models.]  The  first  Claim  is  the  one  alleged  to  have  been 
infringed.    The  combination  claimed  is  that  of  a  single  trigger,  two  sears,  a 

40  shifting  part,  and  an  interceptor.  [PARKER  J. — That  is  broad  enough  to  cover 
all  varieties  of  mechanism  by  which  the  interceptor  is  produced.]  It  is  a 
Claim  for  every  variety  of  single  trigger  gun,  where  there  is  a  movable  part 
shifting  from  one  sear  to  the  other,  in  which  an  interceptor  is  used  for  inter- 
fering with  the  movement  of  a  movable  part.    [  Walter  K.C. — I  agree.]   .  If 

45  the  Defendant  can  prove  the  publication  of  such  an  apparatus  in  the  year  1883 
there  is  an  end  of  this  case  ;  it  would  be  an  anticipation,  and,  on  the  other  hand, 
any  intercepting  apparatus  of  that  sort  is  an  infringement.  [Walter 'K.Xi. — 
Any  gun  which  operates  by  intercepting  the  movement  of  the  tumbler  between 
the  lifting  of  the  first  sear  and  the  lifting  of  the  second  sear  will  be  an  infringe- 

50  ment.]    Yes,  but  it  must  be  a  positive  movement. 

After  the  answers  to  certain  Interrogatories  dealing  with  the  sale  of  alleged 
infringements  had  been  read,  evidence  was  given  by  Charles  Bauer,  Professor 
O.  V.  Boyes  F.R.S.,  and  the  Plaintiff.  It  was  directed  to  an  explanation  of  the 
invention,  of  the  knowledge  of  the  trade,  and  of  the  terms  of  art  and  technical 

55  terms  in  both  Specifications.   Certain  models  were  produced  and  fully  explained. 

Z  2 
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The  witnesses  considered  that  the  Drawings  of  Nobbs'  Specification  did  not 
indicate  mechanism  that  would  work  as  a  three  pull  mechanism,  and  were  in 
many  respects  imperfect. 

Courtney  Terrell  summed  up  the  Plaintiffs  case. — Having  regard  to  the  wide 
scope  of  the  Specification,  infringement  is  admitted.    As  to  novelty,  the  principle  5 
has  been  frequently  laid  down  that,  if  the  public  once  become  possessed  of  an 
invention,  no  subsequent  Patent  can  be  granted  for  it,  either  to  the  true  and 
first  inventor  or  to  any  other  person  {Patterson  v.  Gas  Light  and  Goke  Company 
L.R.  3  App.  Cas.  239,  per  Lord  Blackburn  at  page  244).    On  the  other  hand,  the 
members  of  the  public  who  become  possessed  of  the  invention  must  be  persons  10 
who  are  under  no  obligation  to  secrecy  arising  from  confidence  or  good  faith 
towards  the  Patentee  (fiumpherson  v.  Syer  4  R.P.C.  407,  per  Fry  L.J.  at  page 
414).     It  is  pleaded  that  the  Plaintiff  is  not  the  fir^t  and  true  inventor. 
In  cases  of  novelty   we  deal  with  the  history  of  an  art  and  the  public 
knowledge  of  that  art,  but  in  dealing  with  the  question  of  first  and  true  inventor  15 
we  are  dealing  with  the  history  of  an  idea  in  the  mind  of  a  person  proposing  to 
take  out  a  Patent.    This  distinction  has  beeji  frequently  pointed  out,  particularly 
in  the  important  cases  of  Patent  law  contained  in  Webster's  Reports.    It  must  be 
remembered  here  because  of  the  attempt  of  the  other  side  to  put  in  a  letter  of 
instructions  to  a  Patent  Agent  as  evidence  on  the  issue  of  true  and  first  inventor.  20 
[Walter  K.C. — I  put  it  forward  as  a  record  of  a  gun  made  at  the  time,  and  in 
due  course  will  submit  evidence  upon  it.]     Where  there  is  evidence  of  prior 
publication  the  question  of  true  and  first  inventor  need  not  be  considered,  but 
in  the  absence  of  evidence  of  prior  publication  it  must  be  shown,  in  order  to 
invalidate  a  Patent,  that  the  Patentee  obtained  the  invention  from  someone  25 
else,  or  took  it  from  a  book  (per  Tindal  C.J.  in  Cornish  v.  Keens  1  Webs.  501 
at  page  507).    In  this  case  there  is  no  suggestion  that  the  Patentee  got  the  idea 
from  any  source  other  than  his  own  ingenuity.    The  letter  to  the  Patent  Agent 
can  only  be  made  evidence  on  this  issue  by  showing  that  it  was  communicated 
to  Mr.  Robertson,  who  took  his  idea  from  it,  or  else  that  it  was  a  publication  of  30 
the  invention.    In  the  latter  case  either  it  or  a  model  of  the  gun  given  to  the 
public  would  invalidate  the  Patent  by  "  prior  publication."    [Parkbr  J. — But 
if  it  is  suggested  by  you  that  Nobbs  included  in  his   Complete  Specification 
what  was  not  foreshadowed  in  the  Provisional,  and  that  during  the  interval  he 
obtained  the  idea  from  Robertson^s  exhibition,  cannot  this  letter  be  admitted  to  35 
rebut  it  ?]    No.    The  Agent  did  not  include  such  matter,  if  he  received  it,  in 
the  Provisional  at  all ;  but  he  may  have  come  to  understand  it  before  the 
filing  of  the  Complete  Specification.    In  any  case  the  Provisional  Specification 
was  not  then  published,  and  if  the  letter  were  a  publication  it  would  invali- 
date his  own  Patent.    The  letter  and  model  are  confidential  communications,  40 
and,  as  there  is  no  suggestion  that  Robertson  borrowed  the  idea  from  Nobbs^ 
they  are  not  relevant  to  any  issue.    It  is  no  objection  that  another  made  the 
same  invention  at  an  earlier  date  unless  it  has  become  public  (per  Bayley  J.  in 
Lewis  V.  Marling  1  Webs.  490  at  page  493).    The  distinction  between  the  plea 
that  the  Patentee  is  not  the  true  and  first  inventor  and  the  plea  of  want  of  45 
novelty  has  been  also  pointed  out  in  Oibson  v.  Brand  (1  Webs.  627,  per 
Tindal  C.J.  at  page  628)  and  in  Househill  Company  v.  Neilson  (1  Webs.  659), 
These  cases  show  that  secret  instructions  to  a  Patent  Agent  have  no  relevancy 
whatever  in  a  case  such  as  this.    The  next  plea  is  that  of  **  prior  grant."    That 
is  an  issue  quite  distinct  from  that  of  "  true  and  first  inventor."    A  like  plea  50 
was  raised  in  the  case  of  the  Mica  Insulator  Company  v.  Electrical  Company 
Ld.  (15  R.P.C.  489),  in  which  it  was  held  that  the  alleged  prior  grant  was 
invalid  and  therefore  no  objection  to  the  validity  of  the  plaintiff's  Patent ;  the 
issues  of  true  and  first  inventor  and  prior  user  were  also  raised  and  were  treated 
as  separate  issues,    In  that  case  could  secret  instructions  to  an  agent  be  admitted  ?  55 
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[Pabkbr  J. — Not  on  the  question  of  validity  of  the  Patent.]  Nor,  I  submit,  on 
the  question  whether  there  was  a  prior  grant  of  a  Patent  for  the  same  inyention. 
[Parkbr  J. — You  cannot  introduce  the  letter  to  construe  the  Specification,  and 
if  on  the  face  of  the  Specification  disconformity  is  found  you  cannot  say  that 
5  if  the  Provisional  be  interpreted  by  the  letter  there  is  no  disconformity.] 
[  Walter  K.C. — I  do  not  intend  to  argue  that.]  There  remains,  therefore,  no 
head  under  which  these  instructions  are  admissible  in  evidence.  [Counsel 
then  examined  the  evidence  in  detail  to  show  that  the  invention  described  in 
Nobbs*  Specification  was    not    the    three    pull  mechanism  invented  by  the 

10  Plaintiff.]  But  if  the  Complete  Specification  does  describe  a  three  pull 
mechanism  then  Nobbs  Patent  will  be  invalid  on  the  ground  of  variance 
between  it  and  the  Provisional  Specification. 

Walter  K.C.  opened  the  Defendant's  case. — There  are  four  distinct  issues  for 
decision.    The  fii*st  is  that  of  alleged  anticipation  by  the  manufacture,  sale,  and 

15  user  of  the  "  Baker  "  gun  in  1883  ;  the  second  is  that  of  the  prior  manufacture 
and  user  of  the  '^  Purdey "  gun  in  1894 ;  the  third  is  that  Nobba^  and  not 
Robertson^  was  the  first  and  true  inventor ;  and  the  fourth  is  that  a  prior  grant 
of  Letters  Patent  had  been  made  by  the  Crown  to  Nobba,  by  reason  whereof  it 
could  not  regrant  the  Patent  to  Robertson,    First,  there  were  two  "  Baker " 

20  guns,  the  history  of  which  will  be  told  by  the  witnesses.  As  to  the  second  issue — 
anticipation  by  prior  user  of  the  "  Purdey  "  gun^K)ur  case  is  that  the  Defen- 
dant made  and  used  it  before  the  date  of  the  Patent,  and  that  his  right  to  make 
and  use  similar  guns  cannot  be  taken  away  by  the  subsequent  grant  of  a  Patent 
to  anyone  else,  and  that  any  subsequent  Patent  granted  to  another  which  would 

25  include  such  guns  will  be  invalid  (Gomish  v.  Keen  1  Webs.  501 ;  Heath  v.  Smith 
3  E.  &  B.  256,  per  Earle  J.  at  page  273).  The  6th  section  of  the  Statute  of 
Monopolies  declares  the  law  to  be  so  by  enacting  that  monopolies  for  new 
manufactures  may  be  granted  to  the  true  inventors  of  ''such  manufactures 
**  which  others  at  the  time  of  making  such  Letters  Patent  and  grants  shall  not 

30  **  use."  Publication  has  nothing  whatever  to  do  with  the  iesue  of  prior  use 
by  the  Defendant.  In  Carpenter  v.  Smith  (1  Webs.  540)  a  single  lock  used 
for  some  years  on  a  gate  was  sufficient  prior  user  to  invalidate  a  Patent,  although 
it  was  not  proved  that  a  single  person  saw  it,  or  could  have  seen  how  it  was 
constructed.    If  a  man  describes  his  invention  in  his  own  diary  that  is  not 

35  publication,  but  if  he  show  it  to  another  then  publication  to  that  other  person 
is  enough.  The  consideration  for  the  grant  moving  from  the  Patentee  is  that 
he  has  taught  the  public  that  which  no  one  knew.  [Tenell  E.C. — In  DoUancTB 
case  (1  Webs.  43)  Bxiller  J.  saiil  that  as  Dr.  Hall  had  confined  his  discovery  to 
his  closet  and  the  public  were  not  acquainted  with  it  DoUand  was  to  be 

40  considered  the  inventor.  A  first  inventor  is  one  who  first  gives  infor- 
mation to  the  public]  Buller  J.  also  said  in  DollancPs  case  that  if  an 
account  of  an  invention  be  contained  in  any  published  work  of  general  circu- 
lation, the  presumption  is  that  the  patentee  got  it  from  that  source,  and  was 
not  therefore  the  first  and  true  inventor.     Dr.  Hall  confined  his  invention  to 

45  his  closet ;  it  was  therefore  a  mere  experiment.  It  has  nothing  to  do  with  prior 
user  in  the  ordinary  course  of  business.  [^Terrell  K.C. — Hills  v.  London  Gas 
Light  Gompany  (5  H.  &  N.  at  page  336)  is  against  you.]  The  cases  are  summed 
up  in  Frost's  Patent  Law  and  Practice  at  page  107  {Taxjlor's  Patent  13  R.P.C. 
482  ;  Jones  v.  Pearce  1  Webs.  122  ;  Househill  Gompany  v.  Neilson  1  Webs,  at 

50  page  673).  Once  the  thing  has  been  completed  and  used,  provided  the  Court 
is  satisfied  that  it  is  not  a]i  abandoned  experiment,  it  is  prior  user.  [Parkbr  J. — 
Provided  it  was  invented  and  publicly  used  at  the  time.]  "  Publicly  used  " 
does  not  mean  so  used  that  the  public  gain  a  knowledge  of  it,  but  used  by  the 
person  who  made  it  as  distinguished  from  a  mere  experiment,    [Parkbr  J. — 

55  In  Section  fi  of  the  Statute  of  Monopolies  there  are  two  conditions ;  the  first  Ib 
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expressed  by  the  word  "  new,"  which  raises  the  issue  of  novelty,  the  second  is 
**'  which  others  at  the  time  did  not  use,"  raising  a  second  issue.]  The  issue  of 
prior  user  is  totally  diflferent  from  the  issue  of  novelty  and  publication.  If  we 
were  under  the  old  strict  pleading  it  would  be  pleaded  that  the  Plaintiff  was 
not  the  first,  but  that  others  at  the  time  used  the  invention.  \ Terrell  K.C. —  5 
This  whole  subject  is  fully  discussed  in  Carpenter  v.  Smith  (1  Webs.  530).] 
The  cases  all  bear  out  the  proposition  I  have  stated — that  prior  user  which  is 
secret  and  an  abandoned  experiment  will  not  deprive  a  subsequent  inventor  of 
his  Patent — ^but  it  is  otherwise  where  the  prior  user  is  really  the  commence- 
ment of  a  course  of  business.  Our  guns  were  made  and  fired  prior  to  the  date  10 
of  the  Patent  and  subsequently  eold  in  the  ordinary  course  of  trade.  The 
particular  gun  in  question  is  not  now  in  existence,  therefore  the  letter  to  the 
Patent  Agent  describing  it  becomes  secondary  evidence  and  is  admissible  to 
show  what  was  the  mechanism  in  use  in  that  gun  at  a  certain  date.  As  to  the 
third  issue,  the  Plaintiff  must  establish  that  he  is  the  first  and  true  inventor  15 
and  not  a  second  inventor.  The  term  "  inventor  "  includes  an  importer  from 
abroad  of  the  new  manufacture  for  which  the  Patent  is  granted.  [Parker  J. — 
Must  you  in  every  case  in  order  to  prove  that  the  patentee  is  not  the  true  and 
first  inventor  prove  that  he  got  his  idea  from  somebody  else,  or  some  other 
source  7'\  That  would  be  so  if  it  was  contended  that  the  Patentee  was  not  a  20 
"  true  "  inventor.  But  he  may  have  made  the  invention  by  his  own  ingenuity 
alone  and  yet  not  be  the  '^  first "  to  have  so  done.  It  would  be  sufficient  in 
that  case  for  the  Defendant  to  show  that  someone  else  was  a  prior  inventor. 
In  this  case  the  evidence  in  this  issue  will  be  the  same  as  that  on  prior  user. 
As  to  the  fourth  issue  of  prior  grant,  the  whole  case  of  the  Plaintiff  as  regards  25 
the  nature  of  the  invention  described  in  Nohhs"  Specification  rests  on  the 
interpretation  of  a  single  line  of  letterpress  and  on  the  Drawings.  The  case  for 
the  Defendant  hinges  upon  this — that  the  withdrawal  of  the  sliding  bolt  is  due 
to  a  spring  operating  the  finger  on  the  trigger  blade  and  the  finger  pressing  back 
the  plate;  the  spring  drives  back  the  plate /on  the  involuntary  release.  Dis-  30 
conformity  does  not  arise  from  the  fact  that  the  way  in  which  the  invention  is 
to  be  carried  out  is  not  fully  described  in  the  Provisional  Specification.  Section 
5  of  the  Act  of  1883  enacts  (subsection  3)  that  a  '^  Provisional  Specification  must 
"  describe  the  nature  of  the  invention,  &c.,"  and  (subsection  4)  that  a  Complete 
Specification  ^'must  particularly  describe  and  ascertain  the  nature  of  the  inven-  35 
**  tion  and  in  what  manner  it  is  to  be  performed,  &c."  The  question  which 
always  arises  on  the  issue  of  disconformity  is — ^'  Is  the  invention,  the  nature  of 
**  which  is  described  in  the  Provisional  Specification,  the  same  invention  the 
"  nature  of  which  and  method  of  putting  it  into  practice  is  described  in  the 
"  Complete  "  ?  The  Provisional  Specification  must  be  read  in  conjunction  with  40 
the  Complete.  After  you  have  read  the  Complete  Specification  and  understood 
the  Drawings  you  go  back  and  read  the  Provisional  and  ascertain  whether  the 
Patentee  between  the  date  of  his  Provisional  and  Complete  has  made  a  new 
invention,  or  whether  he  has  merely  described  how  the  invention  the  nature 
ef  which  he  has  described  in  his  Provisional  is  carried  into  effect.  In  the  45 
"Pneumatic  Tyre"  case  the  Provisional  contained  no  reference  to  any  but 
solid  tyres,  pneumatic  being  only  invented  afterwards,  and  yet  it  was  held  by 
the  House  of  Lords  that  the  inclusion  of  the  latter  did  not  constitute  dis- 
conformity {Pneumatic  Tyre  Company  Ld.  v.  Leicester  Pneumatic  Tyre  Com- 
pany 16  R.P.C.  531).  Mr.  Roberts'  Book  sets  out  the  cases  on  this  subject  in  the  50 
notes  to  Newall  v.  Elliott  at  page  204.  He  states  *'  Thf  way  to  test  disconformity 
"  is  to  read  the  Complete  Specification  first  and  then  to  see  if  the  Provisional 
*•  covers  the  same  ground."  In  Siddell  v.  Vickers  (5  R.P.C.  81)  the  rule  is 
enunciated  thus  at  page  98  : — '*  The  real  question  is  not  whether  the  Provisional 
"  Specification  is  defective,  but  whether  the  Complete  Specification  is  excessive."  55 
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[Couusel  then  exaiuiued  the  Specification  in  detail.]  It  is  a  rule  of  Patent  law 
that  if  a  thing  is  sufficient  to  indicate  its  purpose  to  an  engineer  and  is  shown 
in  the  Drawings  it  is  not  necessary  that  it  should  also  be  described  in  the  text. 
[Terrell  K.C. — This  was  only  held  in  one  case  where  the  words  "  substantially 
5  "as  described  "  were  in  the  Claim.]  But  it  was  so  held  by  the  House  of  Lords 
in  Hattersley  v.  Hodgson  (23  R.P.C.  192).  The  leading  cases  and  examples  as 
to  what  constitutes  disconformity  and  what  does  not  are  Newall  v.  Elliott 
(27  L.J.  C.P.  337)  ;  Woodward  v.  Sanmm  (4  R.P.C.  166) ;  and  Qadd  v.  Mayor 
of  Manchester  (9  R.P.C.  516),  which  are  all  set  out  and  illustrated  in  Mr. 

10  Roberts'  Book  ;  and  also  Moseley  v.  Victoria  Rubber  Company  (4  R.P.C.  248). 

The  Defendant's  witnesses  were  then  examined.    James  Swinburne  F.R.S. 

gave  expert  evidence  as  to  the  terms  of  art  in  the  Specification  and  explained  the 

models.    Other  witnesses  were  then  called.    It  was  proved  that  about  June 

1894  a  trigger  action  was  made  and  fitted  into  a  gun  (the  model  of  which  was 

15  C.B.  8)  and  sent  to  the  Patent  Agent,  Mr.  Newton.  It  was  a  complete  gun,  and 
had  previously  been  fired  at  the  Defendant's  private  range  by  one  of  his  men. 
It  was  found  to  be  successful,  and  the  Defendant  prepared  to  put  it  on  the 
market.  On  the  4th  of  October  1894  it  was  sent  back  to  the  Defendant  by  the 
Patent  Agent,  and  a  trigger  plate  was  fitted  to  it.    It  was  the  practice  of  the 

20  Defendant  to  fire  guns  after  the  trigger  plates  were  fitted  to  them.  There 
was  no  evidence  as  to  what  became  of  this  gun  afterwards.  A  second  gun 
with  similar  mechanism  was  begun  to  be  made  early  in  October  1894.  The 
single  trigger  mechanism  was  put  in  in  November.  It  was  kept  for  the  purpose 
of  showing  customers,  but  was  never  sold.    After  having  been  kept  in  the  shop 

25  for  a  long  time  it  was  altered  to  a  later  system.  In  the  month  of  December  it 
was  a  gun  that  could  be  fired.  [The  evidence  with  regard  to  three  guns  made 
in  1883  is  summarised  in  the  judgment  below.] 

Walter  K.C.  reviewed  the  evidence  given  for  the  Defendant.  He  submitted 
that  insufficiency  of  the  Specification  of  Nobbs  could  not  be  alleged  as  a  ground 

30  of  invalidity  of  the  prior  grant  as  it  had  not  been  pleaded  {Grompton  v.  Afiglo- 
American  Brush  Corporation  Ld.  4  R.P.C.  197,  and  Section  29,  Subsection  2,  of 
the  Patents  &c.  Act,  1883).  Mistakes  or  omissions  in  a  Specification  will  not 
invalidate  the  Patent  if  persons  acquainted  with  the  art  are  not  misled  (Miller  Jk 
Co.  V.  Scarle,  Barker  A  Co.  10  R.P.C.  106).   The  Drawings  are  a  sufficient  descrip- 

35  tion  alone  {Hattersley  v.  Hodgson  21  R.P.C.  517  at  page  525).  The  authorities 
on  prior  user  are  set  out  in  Heath  v.  Unwin  (2  Webs,  at  page  236). 

I'errell  K.C.  in  reply. — First,  as  regards  the  guns  made  in  1883.  The  onus  of 
proof  lies  on  the  Defendant.  In  cases  of  prior  user  alleged  to  have  taken 
place  so  many  years  before,  it  is  not  sufficient  to  regard  merely  the  formal 

40  evidence  given  but  to  weigh  the  probability  of  the  happening  of  the  alleged 
events.  It  is  impossible  for  the  Patentee  to  call  any  evidence  to  disprove  the 
Defendant's  story,  and  therefore  the  Plaintifi!  can  say  to  the  tribunal :  "  You 
"  should  see  that  this  issue  is  proved  and  does  not  rest  on  some  sort  of  evidence 
"  on  one  side  and  no  contradiction  on  the  other."     It  is  not  enough  to  show 

45  that,  these  guns  worked  by  a  three  pull  mechanism,  but  by  such  a  mechanism 
by  means  of  an  interceptor.  These  guns  are  lost  sight  of  until  1894,  after 
a  stir  in  the  trade  arose  over  the  Plaintiff's  gun.  There  was  no  user  in  public 
of  any  of  these  guns  so  as  to  make  thom  the  property  of  the  public.  There 
was  no  commercial  user  and  not  even  the  capacity  for  commercial  success. 

50  These  points  are  distinct.  Was  Jones  a  member  of  the  public,  or  a  partner  of 
the  inventor  as  regards  the  fittings  inserted  in  the  Wcbley  and  Jones  guns  ? 
As  to  the  sale,  to  Garr.  A  sale,  to  be  evidence  of  publication,  must  be  a  sale 
in  the  course  of  business.  The  words  in  the  Statute  of  Monopolies  **  which 
'*  others     ....     shall   not  use "  are   only  an  amplification  of  the  word 

55  "  new."    At  the   date   of  that    Statute   "  inventor "    meant  the   person   who 
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"  introduced "  the  manufacture  into  the  realm.  The  "  first "  inventor  is  the 
person  who  first  gives  the  iuvention  to  the  public  ;  he  is  not  a  "  true  "  inventor 
unless  he  does  so  himself  bond  fide.  The  law  is  enunciated  in  many  cases  : — 
Dollond's  case  (1  Webs.  43)  ;  Gorniah  v.  Keene  (1  Webs.  501,  per  Tindal  C.J. 
at  page  508)  ;  Lewis  v.  Marling  (1  Webs.  493,  per  Lord  Tenterden  C.J.  at  page  5 
495)  ;  and  Bette  v.  Neihon  (L.R.  3  Ch.  430  at  pages  434-6).  [Parker  /.—In 
that  passage  does  '^  public  user "  mean  user  in  public  as  distinguished  from 
publication,  as  in  the  case  of  the  lock  on  the  gate  ?]  No.  The  lock  was  so 
placed  that  anyone  could  see  it ;  like  a  book  in  the  British  Museum.  Carpenter  v. 
Smith  (ubi  supra)  is  an  extreme  case.  The  law  is  summarised  by  Lord  BramweU  10 
in  Hills  V.  London  Qas  Light  Company  (5  H.  &  N.  312  at  page  336).  A  sale  to 
invalidate  a  Patent  must  be  a  sale  in  the  usual  course  of  commerce  or  business 
as  opposed  to  a  sale  to  somebody  in  private  {Wood  v.  Zimmer  1  Webs.  44; 
Germ  Milling  Company  v.  Robinson  3  B.P.C.  399,  per  Cotton  L.J.  at  page  405  ; 
Lister  v.  Norton  3  B.P.C.  199,  per  Chitty  J.  at  page  207  ;  Morgan  v.  Seaward  15 
2  M.  &  W.  544  ;  and  Gibson  v.  Brand  1  Webs.  627,  per  Tindal  C.J.  at  page  628). 
The  guns  made  by  Jones  and  Baker  were  not  so  perfect  as  to  constitute  antici- 
pations. They  were  laid  aside  till  1895.  That  goes  to  show  they  were  merely 
abandoned  experiments  (Morgan  v.  Windover   5  R.P.C.  295  at  page  302). 

S Parker  /. — If  I  take  your  view  I  must  disbelieve  the  whole  evidence  of  20 
ones  and  Baker.']    Not  necessarily  so.    The  Court  as  a  jury  may  say  on  the 
whole  of  the  circumstances — ^'  You  have  not  satisfied  me  beyond  a  doubt  so  as 
'^  to  entitle  you  to  succeed  upon  this  issue."    The  fact  of  abandonment  should 
have  great  weight  {Househill  Company  v.  Neilson  1  Webs.  676  at  pages  713, 
717  ;  Jones  v.  Pearce  1  Webs.  122  at  page  124).    Public  user  to  anticipate  must  be  25 
user  of  the  invention  in  a  completed  state.    The  issue  of  *'  prior  grant "  depends 
on  the  construction  of  Nobbs*  Specification.    Unlike  problems  arising  in  the 
construction  of  contracts  or  wills,  the  Court  has  not  to  decide  what  the  writer 
meant  but  what  the  reader  would  understand  the  Specification  to  mean.    For 
that  purpose  it  must  be  read  with  a  knowledge  of  the  state  of  the  art  at  the  30 
time.    The  evidence  shows  that  Nobbs  Specification  could  only  refer  to  a  two 
pull  mechanism  operating  by  means  of  delay  as  distinguished  from  a  three 
pull  device.    If  the  invention  be  a  three  pull  mechanism  it  should  have  been 
identified  as  such  in  the  Provisional  Specification  (Newall  v.  Elliott  10  Jur. 
N.S.  954  ;  Gadd  v.  Mayor  of  Manchester  9  R.P.C.  516  at  page  529 ;  CasseU  Gold  35 
Extracting  Company  lA.  v.  Cyanide  Gold  Recovery  Syndicate  12  R.P.C.  232  at 
page  257  ;  Bailey  v.  Robertson  L.R.  3  App.  Cas.  at  page  1074 ;  and  Dudgecm  v. 
Thomson  L.R.  3  App.  Cas.  34  at  page  44).    The  Complete  Specification  describes 
only  a  two  pull  mechanism ;  if  it  is  said  to  include  a  three-pull  then  that  is 
not  described,  and  the  Patent  fails  on  that  ground  (Edison  and  Swan  Electric  40 
Light  Company  v.  Holland  6  R.P.C.  243  at  page  279).    It  will  not  do  to  say  that 
it  is  in  the  Drawing  if  the  letterpress  be  vague  (Clay  v.  Allcock  23  R.P.C.  745  at 
page  751;    and  Hattersley  v.  Hodgson    23  R.P.C.  192.    ^Walter  K.C.— In 
Goddard  v.  Lyon  11  R.P.C.  354  the  only  thing  that  distinguished  the  real 
invention  was  the  Drawing.]    That  in  no  way  conflicts  with  Clay  v.  Allcock  45 
(ubi  supra), 

Parkbr  J. — In  this  action  the  Plaintiff,  as  the  registered  owner  of  Letters 
Patent  No.  22,894  ot  1894  for  improvements  in  drop-down  guns,  claims  an 
injunction  and  damages  in  respect  of  certain  alleged  infringements.  On  the 
construction  of  the  Letters  Patent,  accepted,  and,  so  far  as  I  can  see,  rightly  50 
accepted  by  both  parlies  to  the  action,  the  Plaintiff  is  undoubtedly  entitled  to 
the  relief  he  claims,  if  his  Letters  Patent  be  valid,  and  the  question  which  I 
have  to  decide  is  whether  they  are  valid. 

The  invention,  for  which  the  Letters  Patent  were  granted,  is  an  invention 
relating  to  the  mechanism  of  single-trigger  guns.    On  the  26th  of  November  55 
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1894,  when  the  Plaintiff  filed  his  Provieional  Specification,  single-trigger  gans 
had  long  been  in  the  market,  and  one  type  at  any  rate  was  operated  by  means 
of  two  sears  and  a  moyable  part  which,  on  firing  the  right-hand  ban'el,  was 
shifted  to  the  position  for  acting  on  the  sear  of  the  left-hand  barrel.    These 

5  guns  had  not,  however,  been  an  unqualified  success  because  it  was  found  in 
practice  that,  upon  firing  off  the  first  barrel,  the  second  barrel  was  frequently 
discharged  involuntarily  at  practically  the  same  time.  The  reason  of  this  does 
not  appear  to  have  been  generally  known  before,  but  it  is  clearly  indicated  in  the 
Plaintiff *s  Provisional  Specification.    On  firing  the  first  barrel  the  recoil  of  the 

10  gun  causes  an  involuntary  and  unconscious  release  of  the  trigger  followed  by 
an  involuntary  and  unconscious  pull  on  the  trigger.  Upon  the  involuntary 
release  the  movable  part  in  single- trigger  gans,  constructed  as  above  described, 
commences  to  pass  into  the  appropriate  position  for  acting  on  the  sear  of  the 
second  barrel,  and  if,  as  not  infrequently  occurs,  it  reaches  that  position  before 

15  the  involuntary  pull,  the  second  barrel  will  be  discharged  by  the  involuntary 
pull.  The  Plaintiff's  invention  consists  in  a  device  for  obviating  this  defect  by 
means  of  an  interceptor  acting  in  conjunction  with  the  movable  part  and 
preventing  the  latter  from  getting  into  the  position  appropriate  for  acting  on 
the  sear  of  the  second  barrel  until  after  the  involuntary  pull  has  occurred. 

20  The  Plaintiff  describes,  in  his  Complete  Specification  and  the  Drawings 
annexed  thereto,  a  uumber  of  ingenious  ways  in  which  this  interceptor  may  be 
introduced  and  operated.  I  need  not  examine  them  in  detail.  It  will  be 
enough  to  say  that  in  each  of  them  the  sequence  of  events,  when  the  gun  is  fired, 
is  as  follows  :  (1)  the  first  voluntary  pull  operating  the  sear  of  and  discharging 

25  the  right-hand  barrel ;  (2)  the  first  or  involuntary  release  ujwn  which  the 
movable  part  commences  the  movement  which,  but  for  the  interceptor,  would 
bring  it  into  connection  with  the  sear  of  the  left-hand  barrel,  and  is  brought  up 
against  the  interceptor  ;  (3)  the  second  or  involuntary  pull  by  which  the  inter- 
ceptor is  removed  and  the  movable  part  left  free  to  continue  its  movement 

30  towards  the  x)osltion  necessary  for  actuating  the  sear  of  the  left-hand  barrel ; 
(4)  the  second  or  voluntary  release ;  and  (5)  the  third,  or  second  voluntary, 
pull  by  which  the  left-hand  barrel  is  discharged.  If  the  gun  be  operated 
without  live  cartridges,  each  event  in  the  sequence  can  be  clearly  noted  and 
the  gun  will  be  obviously  a  three-pull  gun,  but  if  the  gun  be  fired  with  live 

35  cartridges,  the  first  release  and  second  pull  will  be  unconscious  and  the  gun 
will  appear  to  be  a  two-pull  gun. 

The  first  Claim  in  the  Plaintiff's  Specification  is  as  follows : — *'  In  single* 
"  trigger  double-barrel  drop-down  guns  the  combination  with  a  single  trigger 
'*  two  sears  and  a  movable  part  which  by  the  action  of  firing  one  barrel  is 

40  "  shifted  to  the  position  for  acting  on  the  sear  which  retains  the  hammer  of  the 
*'  second  barrel  of  an  interceptor  acting  in  conjunction  with  such  movable  part 
^^  which  prevents  the  latter  from  assuming  the  position  necessary  to  act  on  the 
^*  second  sear  until  after  the  involuntary  pull  on  the  trigger  has  occurred  all 
^  substantially  as  specified."     This  Claim   seems  to  me  to  cover  all  single- 

45  trigger  guns  operated  by  means  of  two  sears,  a  movable  part,  and  an  inter- 
cej^tor,  such  as  I  have  described,  and  all  guns  so  operated  must  be  three-pull 
guns.  It  has,  however,  nothing  to  do  with  single-trigger  guns  where  the  effect 
of  the  involuntary  release  and  involuntary  pull  are  obviated  by  what  is  described 
as  a  timing  mechanism,  retarding  the  motion  of  the  movable  part  as  opposed  to 

50  intercepting  it,  all  which  guns  are  two-pull  guns  ;  nor  does  it  cover  three-pull 
single  trigger  guns  where  there  is  no  intercepting  mechanism,  which  last 
mentioned  guns  involve  an  entirely  different  principle  of  action. 

The  validity  of  the  Plaintiff's  Letters  Patent  is  disputed  by  the  Defendant  on 
various  grounds.    Among  others  it  is  said  that  the  Plaintiff's  invention  had 

55  been  anticipated  by  the  manufacture,  exhibition,  and  use  in  London  by  the 
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Defendant  and  William  Nobbs,  in  July,  August,  September,  October,  and 
November  1894,  of  three-pull  single  trigger  mechanism  constructed  as  described 
in  the  Plaintiff's  Specification  and  of  a  gun  fitted  therewith.  In  reference  to 
this  allegation  I  find  the  following  facts — William  Nobbs  is  a  maker  of  parts 
of  guns  who  has  for  many  years  been  in  the  employment  of  the  Defendant's  5 
firm.  In  1883  he  made  a  pair  of  single  trigger  guns,  or  at  any  rate  the  action 
or  trigger  part  of  actions  for  such  guns.  On  being  tested  they  were  found  to 
be  unsatisfactory,  both  barrels  being  fired  almost  simultaneously  and  apparently 
by  one  pull  on  the  trigger  only.  Mr.  James  Purdey^  who  has  since  died,  would 
have  nothing  to  do  with  them,  and  Nobbs  accordingly  ceased  to  devote  his  10 
attention  to  single  trigger  mechanism.  In  1893  Mr.  Athol  Purdey  asked  Nobbs 
if  he  could  make  a  single  trigger  gun  and  Nobbs  accordingly  began  to  think  it 
over  and  make  experiments.  By  June  1894  he  had  made  an  action  for  a  single 
trigger  gun  which  he  thought  would  prove  successful.  The  action  was  fitted 
to  a  gun  and  tested  at  the  Defendant's  private  range.  Mr,  Atlwl  Purdey  thought  15 
well  of  it,  and  the  gun  with  the  action  fitted  to  it  was  forwarded  by  him,  on  the 
2nd  of  July  1894,  to  Messrs.  Newton  his  Patent  Agents  with  a  view  to  their 
drafting  a  Provisional  Specification.  It  remained  with  Messrs.  Newton  until 
the  4th  of  October  1894,  and  was  then  returned  to  the  Defendant's  firm  who 
proceeded  to  fit  a  new  trigger  plate  to  it,  but  there  is  no  satisfactory  evidence  20 
as  to  what  subsequently  became  of  the  gun,  nor  can  it  be  now  produced.  I  am 
satisfied,  however,  that  it  was  constructed  with  an  interrupting  mechanism 
substantially  in  accordance  with  the  model  which  is  Exhibit  C.B.  8.  In 
October  or  November  18j)4  the  action  for  a  second  single  trigger  gun  of  the 
same  pattern  was  commenced  by  Nobbs^  but  this  action  was  not  finished  or  25 
fitted  to  a  gun  until  some  time  in  the  month  of  December.  In  August  or 
October  according  to  Nobbs,  but  early  in  1895  according  to  Mr.  Pxwdeyy  Nobbs 
completed  the  action  which  is  Exhibit  "P.A.N.  3,"and  this  was  forwarded,  without 
being  fitted  in  a  gun,  to  Messrs.  Newton  in  or  about  March  1895  and  remained  in 
their  possession  until  shortly  before  the  commencement  of  this  action.  "  P.A.N.  3"  30 
is,  like  **  C.B.  8,"  an  action  appropriate  for  operating  a  single  trigger  gun  by 
means  of  two  sears,  a  movable  part,  and  an  interceptor  such  as  described  in  the 
Plaintiff's  Specification.  A  gun  fitted  with  either  action  would  be  a  three-pull 
gun,  and  though  neither  action  contains  an  interceptor  mechauiom  identical 
with  any  of  the  various  forms  specifically  described  in  the  Plaintiff's  Specifica-  35 
tion,  it  is  I  think  reasonably  clear  that  both  are  covered  by  the  first  claiming 
clause  of  the  Plaintiff's  Complete  Specification.  It  follows,  therefore,  that  on 
the  26th  of  November  1894,  when  the  Plaintiff  filed  the  Provisional  Specifi- 
cation, the  invention  covered  by  the  first  claiming  clause  of  his  Complete 
Specification  had  been  already  and  quite  independently  made  by  Nobbs,  40 

The  fact  that,  before  a  Provisional  Specification  is  filed  by  an  inventor,  another 
has  already  made  the  same  invention  will  not  by  itself  avoid  the  Letters  Patent 
subsequently  sealed  even  though  the  applicant  for  Letters  Patent  be  in  point  of 
time  the  later  inventor  of  the  two.  The  first  inventor  is  in  Patent  law  the 
person  who,  being  a  true  inventor — that  is,  not  having  borrowed  the  invention  45 
from  someone  else — either  first  publishes  the  invention  or  first  files  in  respect 
thereof  a  Provisional  Specification  on  which  Letters  Patent  are  subsequently 
granted.  It  is  not  suggested  in  this  case  that  Nobbs'  invention  was,  prior  to  the 
26th  of  November  1894,  published  otherwise  than  by  user,  and  I  do  not  think 
it  was  seriously  suggested  that  it  was  used  in  such  a  way  as  to  amount  to  50 
publication.  At  any  rate  I  hold  on  the  evidence  that  there  was  no  pablication 
by  user.  It  was,  however,  argued  that,  on  the  words  of  ithe  6th  Section  of  the 
Statute  of  Monopolies,  "  which  others  at  the  time  of  making  such  Letters  Patent 
"  shall  not  use,"  there  may  be  a  contemporaneous  user  not  amounting  to  publi- 
cation which  will  avoid  Letters  Patent.     In  my  opinion  this  argument  is  well  55 
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fonnded.  Suppose  A.  invents  a  process  for  the  manufacture  of  dyes,  keeps  the 
process  secret  and  continues  to  manufacture  and  publicly  sells  dyes  manu- 
factured according  to  the  process,  the  sale  of  the  dyes,  which  might  be  made  by 
any  process,  may  not  amount  to  a  publication  of  the  invention,  but  I  think  that 
5  A.  is  using  the  invention  in  such  a  way  as  to  preclude  B.  who .  subsequently 
makes  the  same  invention  from  obtaining  valid  Letters  Patent  in  respect 
thereof.  This  at  any  rate  would  appear  to  be  the  effect  of  the  judgments  of 
Mr.  Justice  Earle  and  Lord  Justice  CampheU  in  Heath  v.  Unwin  (2  Webs, 
at  pages  277,  278 ;  3  E.  &  B.  at  pages  272,  273)  ;  and  TennanVs  case  (1  Webs. 

10  125).  The  question  however  remains  whether  Nobbs^  invention  was  in 
fact  being  used  within  the  meaning  of  the  Statute  of  Monopolies  when  the 
Plaintiff  filed  his  Provisional  Specification.  1  cannot  find  that  the  single  gun 
which  was  completed  before  this  time  was  ever  sold  or  used  at  all  except  by 
being  tested  at  the  Defendant's  private  range.    It  was  when  tested  forwarded 

15  to  the  Patent  Agents  and  remained  with  them  until  the  4th  of  October.  It  was 
then  returned  to  the  Defendant's  firm,  who  fitted  it  with  a  new  trigger  plate, 
and  after  that  there  is  no  evidence  what  became  of  it.  There  was  a  second  gun 
of  the  same  type  commenced,  but  not  finished  until  after  the  Plaintiff's  Pro- 
visional Specification  was  filed.    The  evidence  of  user  therefore  reduces  itself 

20  to  the  work  done  on  these  two  guns  and  possibly  on  the  action  "P.A.N.  3"  prior 
to  the  26th  of  November  1894,  and  I  have  come  to  the  conclusion  that  this 
evidence  is  insufficient  to  justify  me  in  holding  the  Plaintiff's  Letters  Patent 
to  be  invalid  because  of  any  user  by  Nobbs  or  the  Defendant's  firm  of  the 
invention  which  Nobbs  undoubtedly  used  in  the  spring  of  1894. 

25  I  must  now  pass  to  another  objection  to  the  validity  of  the  Plaintiff's  Letters 
Patent.  As  already  appears,  Nobbs  having  made  an  invention  practically  the 
same  as  that  which  is  the  subject  of  the  Plaintiff's  Letters  Patent,  on  the  6th  of 
July  1894  filed  a  Provisional  Specification  in  respect  thereof.  His  Complete 
Specification  was  filed  on  the  5th  of  April  and  accepted  on  the  1st  of  June 

30  1895,  and  his  Letters  Patent  No.  13,130  of  1894  were  in  due  course  sealed,  being 
of  course  dated  as  of  the  day  of  application.  If  these  Letters  Patent  be  valid 
it  follows  in  my  opinion  that  the  Plaintiff's  Letters  Patent  dated  and  sealed  as 
of  the  26th  of  November  1894  are  void  on  the  ground  of  prior  grant.  The 
Plaintiff  however   alleges    that    Nobbs'    Letters  Patent  No.  13,130  of    1894 

35  are  invalid  on,  substantially,  two  grounds.  First,  he  says  that  if  you 
proceed  to  construct  a  gun  in  accordance  with  Nobbs*  Complete  Specifi- 
cation you  will  arrive  at  a  result  which  is  useless,  or,  if  not  absolutely 
'Useless,  at  any  rate,  having  regard  to  the  state  of  general  knowledge,  not 
proper  subject-matter  for  a  Patent.    Secondly,  he  says  that  if,  following  the 

40  directions  in  Nobbs'  Complete  Specification,  you  can  really  produce  a  three-pull 
gun  operating  by  means  of  a  single  trigger,  two  sears,  a  movable  part,  and  an 
interceptor,  the  Patent  is  void  by  reason  of  variance  inasmuch  as  no  indication 
of  any  such  mechanism  can  be  found  in  Nobbs'  Provisional  Specification.  I 
take  those  objections  to  mean,  first,  that  Nobbs'  Complete  Specification  does 

45  not,  on  its  true  construction,  point  to,  and  is  insufficient  to  lead  to  the  produc- 
tion of  a  three-pull  mechanism  such  as  the  Plaintiff's,  but  that  properly  con- 
structed it  points  to  a  two-pull  mechanism,  which,  if  you  follow  out  its  direc- 
tions, will  lead  to  the  production  of  an  article  which  will  be  useless  as  having 
all  the  vices  theretofore  known  to  exist  in  two-pull  mechanisms ;  and,  secondly, 

50  that  even  if  Nobbs'  Complete  Specification  points,  according  to  its  true  con- 
struction, to  a  three-pull  mechanism,  no  trace  of  such  a  mechanism  can  be  found 
in  his  Provisional  Specification,  so  that  there  is  a  variance  fatal  to  the  validity 
of  the  Patent.  It  was  at  one  time  suggested,  both  by  Counsel  for  the  Plaintiff  and 
by  the  Plaintiff  himself  while  in  the  witness  box,  that  both  Nobbs  and  the  Def  en- 

55  dant's  firm  were,  when  ^obbs'  Provisional  Specification  was  filed,  ignorant  of  the 
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reasons  why  two-pull  single  trigger  guns  were  so  often  found  defective — ^that 
is  to  say,  ignorant  of  the  involuntary  release  and  involuntary  pull  caused  by 
the  recoil  of  the  gun  upon  firing  the  first  barrel — and  that  they,  or  one  of  them, 
had  obtained  information  on  these  points  from  what  the  Plain  tiflf  had  disclosed 
at  an  exhibition  of  guns  made  in  accordance  with  his  inventions  held  by  him  in  5 
December  1894,  and  that,  having  obtained  such  information,  they  introduced  it 
into  Nohbs*  Complete  Specification  subsequently  filed.  Such  suggestion  was  in 
my  opinion  proved  to  be  without  foundation,  and  indeed  I  understood  Mr. 
Terrell  to  withdraw  it  on  proof  of  the  correspondence  which  passed  between 
Mr.  Athol  Purdey  and  Messrs.  Newton  with  reference  to  Nohhs^  Provisional  10 
Specification.    I  refer  to  it  only  to  put  on  record  my  view  of  the  evidence. 

The  proper  construction  of  Nohha'  Specification  appears  to  me  to  be  a  point 
of  considerable  difficulty,  and  not  the  less  so  because,  in  considering  it,  I  must 
put  myself  in  the  position  of  a  person  having  a  competent  knowledge  of  the 
state  of  the  art  as  it  was  at  the  time  and  not  as  it  now  is,  and  using  the  Specifi-  15 
cation  as  instrnctions  for  making  a  single  trigger  gun.  Indeed,  in  order  to 
construe  Nobbs"  Specification  correctly,  I  must,  I  think,  not  only  disregard  the 
evidence  as  to  what  it  was  Nohhs  actually  invented  and  the  draughtsman  had 
before  him,  but  also  eliminate  from  my  mind  all  the  knowledge  I  have  gained 
in  the  course  of  this  case  as  to  three-pull  guns  and  as  to  the  existence  of  the  20 
involuntary  release  and  involuntary  pull  on  which  the  action  of  these  guns 
depends.  I  must  bear  in  mind,  however,  that  timing  mechanisms,  whereby  the 
period  of  transit  of  the  movable  piece  from  its  position  under  the  right-hand 
sear  to  its  position  under  the  left-hand  sear,  was  prolonged,  were  not  unknown. 
The  question  is — Would  a  person  with  a  competent  knowledge  of  the  art  as  it  25 
was  then,  including  timing  mechanisms,  but  having  no  prior  knowledge  of 
three-pull  guns  or  of  the  existence  of  the  involuntary  release  or  involuntary 
pull — would  such  a  person  working  on  Nobhs*  Specification,  following  the 
directions  therein,  arrive  at  a  mechanism  such  as  is  contained  in  the  model 
**  C.B.  8,"  which  is  a  three-pull  mechanism,  or  would  he,  as  the  Plaintiff  contends,  30 
arrive  at  a  mechanism  such  as  is  contained  in  model  '^C.B.  9,"  which  is 
a  two-pull  mechanism,  with  all  the  defects  due  to  the  involuntary  release  and 
involuntary  pull. 

Looking  at  Nobbs'  Complete  Specification  we  find  that  the  object  of  the 
invention  is  to  provide  a  ssdPe  arrangement  for  firing  double  barrel  break-down  35 
guns  with  the  use  of  one  trigger.  The  common  defect  of  such  guns  is  not 
specifically  mentioned,  nor  is  the  cause  of  such  defect,  as  we  know  it  now, 
in  any  way  explained  ;  but  we  may  assume  that  the  object  of  the  invention 
was  to  remedy  such  defect.  The  Specification  proceeds  to  describe,  by 
reference  to  the  Drawings,  the  swinging  bar  or  movable  piece  by  which  first  40 
the  right-hand  barrel  and  secondly  the  left-hand  barrel  may  be  discharged,  and 
the  means  by  which  this  movable  piece,  after  operating  on  the  sear  of  the  right- 
hand  barrel,  is  made  to  swing  into  the  position  appropriate  to  operate  the  sear  of 
the  left-hand  barrel.  The  Specification  then  proceeds  as  follows  : — "  Before, 
"however,  the  bar  E" — that  is  the  swinging  bar  or  movable  piece — "is  45 
"  allowed  to  take  up  the  position  shown  in  Figure  5  " — i.«.,  the  position  for 
controlling  the  firing  of  the  left-hand  barrel — "  it  has  been  found  desirable  to 
"  arrest  its  lateral  motion,  and  thereby  avoid  the  possibility  of  releasing  both 
**  the  sears  through  one  pull  of  the  trigger."  We  now  know  that,  even  in  the 
old  defective  two-pull  guns,  the  two  sears  were  never  released  by  the  same  50 
pull,  and  one  would  have  expected  a  person  describing  a  newly  invented  three- 
pull  mechanism  to  have  here  distinguished  between  the  first  voluntary  or  con- 
scious pull  and  the  second  or  involuntary  pull.  A  person  at  the  time  of  Nobbs^ 
Specification  might,  by  the  expression  used,  have  been  confirmed  in  the 
common  error  that  both  barrels  were,  in  the  defective  single  trigger  guns  55 
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referred  to,  fired  by  the  same  pull  on  the  trigger.  Somewhat  later  there  is 
the  following  sentence  : — "  In  order,  however,  to  prevent  too  rapid  a  shifting 
"  of  the  position  of  the  swinging  bar,  which  would,  as  before  stated,  occasion 
'^  the  discharge  of  both  barrels,  the  swinging  motion  is  momentarily  arrested 
5  "  by  an  interposing  device  or  stop,  which  admits  of  taking  various  forms 
"  without  affecting  the  retarding  action."  No  doubt  this  language  is  con- 
sistent with  any  three-pull  mechanism  acting  by  means  of  an  interceptor, 
if  one  places  oneself  in  the  position  of  a  person  firing  the  gun  with  live 
cartridges,  just  as  such  a  person,  knowing  what  we  now  know,  might  say  that 

10  without  the  intercepting  device  both  sears  would  be  released  by  a  single  pull — 
meaning  a  single  conscious  or  voluntary  pull — so  he  might  also  describe  the 
arrest  by  the  interceptor  of  the  swinging  motion  of  the  movable  part  as  a 
momentary  arrest.  But  from  the  point  of  view  of  the  man  who  is  operating 
the  gun  without  cartridges  the  language  is  inappropriate.    When  so  operated  a 

15  gun  without  an  interceptor  would  require  two  conscious  pulls  to  get  off  both 
barrels,  and  the  introduction  of  the  interceptor  would  permanently  and  not 
momentarily  arrest  the  motion  of  the  swinging  bar  and  introduce  a  third  con- 
scious pull.  A  person  ignorant  of  the  involuntary  release  and  pull,  following 
the  firing  of  the  first  barrel,  and  setting  himself  to  introduce,  in  accordance  with 

20  the  Specification,  an  interceptor  which  would  momentarily  delay  the  motion  of 
the  movable  part  or  swinging  bar,  would  in  all  probability  look  to  the  motion 
being  momentarily  arrested  when  firing  the  gun  without  cartridges  and  not  to 
a  permanent  arrest  of  the  motion  when  the  gun  was  so  fired.  The  Specification 
then  proceeds  to  describe  the  arrangement  illustrated  in  Figures  2,  4,  and  5  for 

25  securing  the  momentary  arrest  of  the  motion  of  the  swinging  bar.  These  are 
as  follows  : — First,  there  is  a  horizontal  swinging  block /loosely  mounted  on  a 
vertical  pivot  pin.  What  does  "  loosely  "  mean  ?  The  Def  eiidant  suggests  that 
it  means  that  the  block  is  loose  or  capable  of  movement,  as  opposed  to  being  fast 
or  fixed.    The  Plaintiff  says  it  must  mean  loose,  as  opposed  to  tight,  and  this 

30  seems  to  me  the  natural  meaning,  for  a  fixed  swinging  block  would  not  swing, 
nor  could  it  be  well  described  as  mounted  on  a  pivot  pin.  It  will  appear  pre- 
sently that,  in  order  to  get  a  three-pull  action  out  of  the  Specification,  the 
block,  so  i2iT  from  being  allowed  to  swing  freely,  must  have  a  tightness  sufK- 
cient  to  overcome  the  spring-actuated  finger  hereinafter  described.    This  tight- 

35  ness  is  secured  in  C.B.  8  by  the  introduction  of  another  spring,  nowhere 
mentioned  in  the  Specification  or  shown,  at  any  rate  sufficiently  for  identifica- 
tion, in  the  Drawings.  The  swinging  block  has,  on  its  left-hand  side,  a  bolt 
which,  as  the  block  turns  on  its  pivot  pin,  is  projected  through  a  fixed  guide 
into  the  path  of  motion  of  the  tail  of  the  swinging  bar  or  movable  part  which 

40  operates  the  two  sears.  The  Specification  then  proceeds  to  describe  the  opera- 
tion of  the  swinging  block  and  bolt.  *^  When  the  trigger  is  pulled  the  swinging 
"  bar  which  underlies  the  sear  of  the  right-hand  barrel  is  raised,  together  with 
^'  the  accompanying  safety  sear,  and  a  projection  in  the  latter  strikes  the  swinging 
"  block  and  causes  it  to  revolve  on  its  pivot  pin  and  bring  the  bolt  into  contact 

45  "  with  the  tail  of  the  swinging  bar."  Pausing  there  I  may  remark  that  if,  on  the 
pulling  of  the  trigger  to  fire  the  right-hand  barrel,  the  bolt  is  to  be  brought  into 
contact  with  the  swinging  bar,  it  will  be  impossible  to  arrive  at  any  three-pull 
mechanism  such  as  C.B.  8,  and  for  this  reason,  when  the  trigger  is  so  pulled  the 
swinging  bar  is  underneath  and  pressed  up  against  the  right-hand  sear.    If  the 

50  swinging  bar  in  this  position  be  arrested  by  the  bolt  coming  into  contact  with 
it  and  remains  so  arrested  after  the  first  release,  then,  when  the  second  pull 
comes,  the  right-hand  sear  will  be  raised  and  the  projection  on  the  safety  sear 
will  again  come  into  contact  with  the  block  keeping  the  bolt  still  in  contact 
with  the  swinging  bar.    Meanwhile  the  spring  finger,  according  to  the  Defen- 

55  dant's  contention,  will  be  operating  in  direct  opposition  tp  the  projection  on  th^ 
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safety  sear  and  there  will  be  a  jamb.  Curionsly  enough  Figure  4,  which 
purports  to  show  the  swinging  bar  while  arrested  by  the  bolt,  shows  it  so 
aiTested  beneath  the  right-hand  sear  and  is  therefore  quite  consistent  with 
the  words  of  the  Specification,  but  inconsistent  with  C.B.  8.  The  Specifi- 
cation proceeds  : — "  This  contact  will  serve  momentarily  to  arrest  the  move-  5 
"  ment  of  the  bar,  but  on  the  withdrawal  of  the  bolt  caused  by  the  return 
'*  motion  of  the  block,  effected  by  means  to  be  presently  described,  the  swinging 
*'  bar  will  resume  its  motion  and  take  its  place  under  the  left-hand  sear  ready 
'*  for  discharging  the  second  barrel  on  the  lifting  of  the  trigger.  The  back 
"  motion  of  the  block  on  its  pivot  pin  and  the  consequent  withdrawal  of  10 
**  the  bolt  out  of  the  plane  of  motion  of  the  swinging  bar  is  mainly  due  to  the 
'*  elastic  pressure  of  the  finger  h  1.  Figure  6  pivoted  on  the  trigger  blade 
"  bearing  upon  an  inclined  face  on  the  pivoted  block  and  pressing  it  backwards, 
^'  there  being  but  a  slight  motion  needed  to  withdraw  the  bolt  from  the  tail  of 
"  the  swinging  bar."  Now  Figure  6  shows  the  mechanism,  when  the  trigger  has  15 
been  pulled,  for  firing  the  right-hand  barrel,  Le,^  when  the  projection  on  the 
safety  sear  has  already  struck  the  block  and  caused  the  bolt  to  be  projected  into 
the  path  of  motion  of  the  swinging  bar.  It  has  shown  upon  it  a  finger  h  1  pivoted 
on  the  trigger  plate  and  controlled  by  a  spring,  and  the  operation  of  pulling  the 
trigger  has  forced  it  against  the  action  of  this  spring  into  a  position  in  Avhich  20 
the  elastic  pressure  due  to  the  spring,  and  acting  on  the  face  of  the  block,  will, 
when  the  trigger  is  released  thus  removing  the  projection  on  the  safety  sear 
from  contact  with  the  block,  tend  to  cause  the  block  to  return  to  its  original 
position  and  thereby  remove  the  belt  from  the  plane  of  motion  of  the  swinging 
bar.  This  being  so,  as  soon  as  the  trigger  is  released— whether  it  be  a  voluntary  25 
release,  as  when  the  gun  is  tried  without  cartridges,  or  an  involuntary  release, 
as  when  the  gun  is  fired  with  live  cartridges— the  elastic  pressure  of  this  finger 
will  remove  the  bolt  unless  the  block  is  pivoted  with  a  sufficient  degree  of 
tightness  to  counteract  this  pressure.  The  Defendant  in  C.B.  8  has  introduced 
a  spring  which  gives  the  block  the  necessary  degree  of  tightness,  while  the  30 
Plaintiff  in  C.B.  9  has  left  the  block  loose,  the  effect  being  that  the  first  release, 
whether  voluntary  or  involuntary,  removes  the  bolt  and  allows  the  swinging 
bar  to  take  up  its  position  under  the  sear  of  the  left-hand  barrel.  This  makes 
the  mechanism  in  C.B.  9  a  two-pull  mechanism  in  which  the  arrest  due  to  the 
bolt  is  momentary  even  when  the  gun  is  tried  without  cartridges,  and  conse-  35 
quently  C.B.  9  has  all  the  defects  of  a  two-pull  mechanism.  The  chief 
objection  to  this  construction  is  that  the  pressure  of  the  finger  is  not  exercised 
on  anything  which  can  with  any  degree  of  appropriateness  be  described  as  an 
inclined  face. 

I  will  us  now  consider  C.B.  8  and  how  far,  in  order  to  get  a  three-pull  mechanism,  40 
it  is  necessary  to  depart  from  the  Specification  and  Drawings.  Now,  in  the 
first  place,  in  C.B.  8  the  bolt  is  not  brought  into  contact  with  the  swinging  bar 
upon  the  first  pull  of  the  trigger  but  is  shot  into  the  path  of  motion  of  the 
swinging  bar  at  some  distance  to  the  left,  so  as  to  give  the  swinging  bar  an 
opportunity  of  swinging  clear  of  the  right-hand  sear  before  the  second  pull  on  45 
the  trigger,  and,  in  order  that  the  swinging  bar  may  not  on  the  second  pull 
operate  on  either  sear,  the  two  sears  are  spaced  apart,  and  the  swinging  bar  is 
arrested  by  the  bolt  immediately  underneath  the  space  below  the  two  sears,  and 
thus,  on  the  second  pull,  rises  between  the  sears  without  operating  on  either. 
This  is  not  only  inconsistent  with  the  Drawings  but,  in  at  least  one  respect,  is  50 
contrary  to  the  Specification  itself,  and  the  Specification  contains  nothing  which 
points  to  this  mode  of  carrying  out  the  invention.  Further,  in  order  to  prevent 
the  bolt  being  withdrawn  upon  the  first  release  under  the  pressure  of  the  elastic 
finger,  it  is  necessary  to  introduce  a  spring  or  some  other  means  whereby  the 
block  may  have  sufficient  tightness  to  counteract  the  spring  pressure  of  the  55 
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finger.  There  are,  it  is  true,  certain  lines  on  the  Drawing  which  may  possibly 
indicate  such  a  spring,  but  Mr.  Swinburne  admitted  that  no  engineer  would 
recognise  that  they  indicated  this,  and,  except  for  these  lines,  there  is  nothing 
either  in  the  Specification  or  Drawings  to  show  that  the  block  is  to  be  pivoted  other 
5  than  loosely  on  the  pivot  pin.  In  C.B.  8,  under  the  influence  of  the  spring  so 
introduced,  the  block  remains  stationary  on  the  release  of  the  trigger  after  the 
first  pull.  The  finger  meantime  descends  with  the  trigger  blado,  and  under  the 
influence  of  its  own  spring  takes  up  a  position  under  an  inclined  face  where 
the  block  is  partially  cut  away  on  its  left-hand  side.     The  Defendant  says  this 

10  is  the  inclined  face  referred  to  in  the  Speciflcation,  but  unfortunately  it  is  not 
lettered  or  otherwise  certainly  identified  in  the  Specification.  Meantime  the 
bolt  remaining  stationary  during  the  first  release  has  arrested  the  motion  of  the 
swinging  bar  underneath  the  space  between  the  sears.  On  the  next  pull  of  the 
trigger,  which  in  firing  live  cartridges  will  be  the  involuntary  pull,  the  finger 

15  is  raised  together  with  the  trigger  plate  and  its  end  comes  into  contact  with  the 
inclined  face  and  thus  forces  the  block  to  return  towards  the  original  position 
removing  the  bolt  from  the  plane  of  motion  of  the  swinging  bar.  The  pressure, 
however,  of  the  finger  on  the  inclined  face  is  not  an  elastic  pressure.  It  is  a 
positive  pressure  in  no  way  due  to  the  spring  actuating  the  finger,  but  to  the 

20  pull  on  the  trigger  which  raises  the  trigger  blade,  and  consequently  the  finger 
pivoted  on  the  trigger  blade.  It  is  true  that  it  is  a  pressure  on  an  inclined  face, 
whereas  in  C.B.  9  we  get  no  pressure  on  a  face  which  can  with  any  great 
propriety  be  described  as  inclined,  but  on  the  other  hand  it  is  somewhat 
doubtful  whether  the  finger  shown  in  the  Drawings  could  ever  get  under  this 

25  face.  Further,  besides  the  fact  that  C.B.  9  can  only  work  if  the  position  of  the 
bolt  is  altered  and  the  sears  are  spaced  apart  as  above  described,  it  is  difficult  to 
see  how  the  pressure  of  the  finger  on  the  inclined  face  in  C.B.  9  could  ever  be 
described  as  an  elastic  pressure.  The  spring  actuating  the  finger  in  C.B.  8 
serves  only  to  help  the  finger  into  its  position  under  the  inclined  face  and  does 

30  not  fulfil  any  function  in  causing  the  return  of  the  block  and  the  withdrawal 
of  the  bolt,  C.B.  8  appears  to  me  therefore  to  depart  from  the  Specification  and 
Dramngs  far  more  widely  than  C.B.  9. 

Going  back  to  the  Specification,  it  will  be  remembered  that  the  last  words 
I  read  were  these — "  There  being  but  a  slight  motion  needed  to  withdraw  the 

35  "  bolt  from  the  tail  of  the  swinging  bar."  I  am  of  opinion  that  this  refers  to 
the  slight  backward  motion  of  the  swinging  block  already  stated  to  be  mainly 
due  to  the  elastic  pressure  of  the  finger  6  1  in  Figure  6.  The  Specification  then 
proceeds — "  This  motion  is  due  to  the  recoil  of  the  gun  and  the  consequent 
"  involuntary  pull  of  the  trigger  by  the  finger  holding  it."    This  is  the  first 

40  mention  of  the  recoil  of  the  gun  or  of  an  involuntary  pull  having  anything  to 
do  with  the  matter.  It  seems  to  me  that  the  justification,  if  there  be  a  justifi- 
cation, for  saying  that  C.B.  8  is  a  correct  model  according  to  the  Specification 
must  lie  in  these  words.  The  workman  constructing  the  mechanism  must  be 
conceived  as  arguing  to  the  effect  following — There  seems  to  be  an  involuntary 

45  pull  caused  by  the  recoil,  this  pull  is  to  move  the  block  backwards  towards  its 
original  position,  but  such  movement  must  be  due  to  the  pressure  of  the  finger 
on  an  inclined  face.  I  cannot  therefore  allow  ihe  block  to  be  pivotted  loosely, 
I  must  tighten  it  up  and  I  must  make  the  finger  long  enough  to  get  under  the 
inclined  face,  then  I  shall  get  the  pressure  of  the  finger,  though  it  will  not  be 

50  an  elastic  pressure,  removing  the  bolt,  and  caused  by  a  pull  on  the  trigger. 
The  effect  will  be  to  arrest  permanently  the  motion  of  the  swinging  bar  until 
a  second  pull,  but  I  must  assume  such  pull  will  occur  involuntarily  when  the 
gun  is  fired  with  live  cartridges  causing  a  recoil,  and  when  so  fired  the  arrest 
may  be  described  as  momentary.    Further,  I  must,  to  make  this  action  work, 

55  space  the  two  sears  apart,  and  alter  the  position  of  the  bolt  so  as  not  to  bring  it 
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into  contact  with  the  swinging  bar  when  the  trigger  is  first  raised.  T  very  mach. 
doubt  whether  the  trained  workman  would,  as  a  matter  of  course,  follow  this 
reasoning  or  arriTO  at  this  result  from  studying  Nohhs'  Complete  Specification. 
Though  a  workman,  who  knew  all  about  the  involuntary  pull  and  release  and 
had  some  knowledge  of  interceptor  mechanism,  would  probably  now  have  5 
little  difficulty  in  making  C.B.  8  from  Nobis'  Specification  and  Drawing,  I 
think  that  a  trained  workman  without  this  knowledge  could  only  arrive  at  the 
Same  result  by  exercising  a  considerable  degree  of  ingenuity  if  not  of  actual 
invention. 

On  the  other  hand,  there  are  no  doubt  objections  to  C.B.  9.   First,  it  apparently   10 
fails  to  secure  what  is  stated  to  be  the  object  of  the  invention.    I  am  not  sure, 
however,  that  the  workman  might  not  suppose,  before  actually  testing  C.B.  9, 
that  the  momentary  drop  of  the  swinging  bar  by  the  bolt  would  not  operate  as 
a  successful  timing  mechanism.    Secondly,  it  fails  to  utilise  any  part  of  the 
mechanism  which  can  be  appropriately  described  as  an  inclined  £bce.     Un-  15 
fortunately  that  which  the  Defendant  says  is  the  inclined  face  referred  to  is  not 
lettered  or  identified  on  the  Drawings,  and,  though  there  is  what  may   be 
described  as  an  inclined  face  on  the  left  side  of  the  swinging  block,  it  appears 
that  the  swinging  block  would  in  any  event  have  to  be  so  cut  away  to  allow  the 
free  operation  of  other  parts  of  the  mechanism.    Thirdly,  it  is  said  that  in  20 
Figure  4  of  the  Complete  Specification  the  mechanism  is  drawn  after  the  pro- 
jection on  the  safety  sear  has  ceased  to  be  in  contact  with  the  swinging  block,  that 
is  after  the  first  release  of  the  trigger  has  commenced  and  is  therefore  shown  in 
a  position  which  in  C.B.  9  could  be  momentary  only.     I  doubt,  however, 
whether  there  is  much  in  this,  for  Figure  4  is  said  in  the  Specification  to  show  25 
the  swinging  bar  while  arrested  and  such  arrest  is  described  in  the  Specification 
as  momentary. 

It  was  suggested  that  any  difficulties  in  the  interpretation  of  the  Specification 
up  to  this  point,  and  in  Figures  1  to  6  would,  to  any  ordinary  intelligence, 
be  removed  by  a  study  of  the  subsequent  parts  of  the  Specification,  and  30 
particularly  of  the  Figures  7,  8,  and  9.  It  is  necessary,  therefore,  to  pursue 
the  matter  somewhat  further.  Figures  7,  8,  and  9  are  apparently  intended  to 
show  a  mechanism  somewhat  similar  to  that  shown  in  Figures  1  to  6,  with  the 
exception  that  the  swinging  block,  instead  of  being  horizontal  and  pivotted  on  a 
vertical  pin,  is  vertical  and  pivotted  on  a  horizontal  pin.  Figure  8  shows  a  35 
spring  not  referred  to  in  the  Specification,  but  the  effect  of  which  would,  it  is 
said,  be  to  tighten  the  swinging  block,  and  it4s  suggested  that  this  would  lead 
a  trained  workman  to  recognise  a  tightening  spring  in  Figures  1  to  6.  In 
Figures  7,  8,  and  9  the  return  of  the  block  on  its  pivot  pin  is  again  said  to  be 
due  to  the  pressure  of  an  elastic  finger.  This  finger,  which  does  appear  to  operate  40 
elastically,  might  confirm  the  workman  in  the  erroneous  impression  that  the  block 
in  Figures  1  to  6  was  returned  by  means  of  elastic  spring  pressure.  The  release 
of  the  swinging  bar  from  its  arrest  by  the  block  is  said  to  be  due  either  to  the 
recoil  of  the  gun  or  to  the  involuntary  pull  on  the  trigger,  a  sufficiently  vague 
expression,  which,  to  anyone  acquainted  with  the  reason  for  the  defect  in  so  45 
many  two-pull  mechanisms,  would  appear  to  mean  either  the  involuntary 
release  or  the  involuntary  pull.  To  which  the  release  of  the  swinging  bar 
would  in  fact  be  due  would  depend  on  the  relative  strength  of  the  spring  con- 
trolling the  finger  b  1,  and  ttie  unlettered  spring,  to  which  I  have  alreHady 
referred.  If  the  former  were  the  stronger,  it  would  be  due  to  the  involuntary  50 
release,  and  we  should  get  a  two-pull  mechanism  with  all  its  vices  as  in  tiie  case 
of  C.B.  9.  If  the  former  were  the  stronger,  we  might  get  a  three-puU  mechanism, 
but  the  way  to  arrive  at  this  result  is  not  described  in  the  Specification  other* 
wise  than  by  reference  to  the  previous  parts  of  the  Specification  dealing  with 
Figures  1  to  6t    Further^  in  oMer  to  ^et  a  workable  three-pull  mechanism  th^re  {^5 
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-wonld  have  to  be  a  notch  not  mentioned  in  the  Specification  at  all,  though  it  is 
said  to  be  indicated  on  the  Drawings.  The  indication,  however,  is  so  slight  that 
I  personally  cannot  detect  it  even  with  a  magnifying  glass.  This  notch  would 
apparently  fulfil  the  same  function  in  Figures  7,  8,  and  9  as  the  inclined  face  in 

5  C.B.  8,  inasmuch  as  it  would  be  the  spring  finger  catching  in  this  notch  on 
the  involuntary  pull  which  would  return  the  block  to  its  initial  position, 
and  withdraw  the  interceptor  from  the  path  of  motion  of  the  swinging  bar.' 
The  result  is  that  I  do  not  think  the  Specification,  so  far  as  it  relates  to 
Figures  7,  8,  and  9,   can  be  relied   on  as   indicating  the   manner  in  which 

10  the  Specification  sa  far  as  it  relates  to  Figures  1  to  ti,  and  these  Figures 
themselves  must  be  modified  in  order  to  arrive  at  C.B.  8.  Further, 
reading  the  Specification  as  a  whole,  I  think  the  ordinary  skilled  workman 
woald  be  far  more  likely,  working  on  the  Specification  and  Drawings,  to  pro- 
duce C.B.  9  and  J.S.  2  than  C.B.  8  or  P.A.N.  3.     I  therefore  hold  that  Nohbs' 

15  Letters  Patent  are    invalid   for   insufficiency,    the  mechanism   they  describe 

being  a  two-pull  mechanism  which  does  not  fulfil  the  object  aimed  at,  and  is 

useless,  and  that  the  plea  of  prior  grant  fails  on  this  ground.     The  question  of 

variance  from  the  Provisional  Specification  does  not  therefore  arise. 

The  last  objection  to  the  validity  of  the  Plaintiff's  Letters  Patent  is  prior  user, 

20  founded  on  what  I  may  call  the  Baker  anticipation.  In  considering  this  part 
of  the  case  I  will  begin  by  stating  shortly  the  history  of  this  alleged  anticipa- 
tion as  described  in  the  evidence  of  Baker ^  Leeson^  JoneSy  and  Thorn.  William 
Baker  is,  like  NobbSy  a  maker  of  parts  of  guns,  which  he  sells  to  the  trade  or  fits 
to  guns  supplied  to  him  for  that  purpose  by  the  trade.    In  1882  he  invented  an 

25  action,  or  the  trigger  parts  of  an  action,  for  single  trigger  guns,  and  consulted 
one  BenUet/j  a  gun  maker,  who  has  since  died,  with  a  view  to  taking  out  a 
Patent.  Bentley  thought  well  of  Baker^s  device,  and  arranged  to  finance  him 
in  applying  for  Letters  Patent  which,  under  the  then  law,  involved  considerable 
expense.    Accordingly  on  the  6th  of  October  1882  Baker  and  Bentley  filed  a 

30  Provisional  Specification  in  respect  of  Baker^s  invention.  It  is  clear  from  such 
Specification  that  the  invention  consisted  of  a  mechanism  acting  by  means  of  a 
single  trigger,  two  sears,  and  a  sliding  movable  part,  which,  after  firing  the 
first  barrel,  proceeded  to  move  into  the  position  necessary  for  operating  the 
sear  of  the  second  barrel.    There  is  no  reference  to  an  interceptor  and  a  gun 

35  fitted  with  this  mechanism  would  be  a  two-pull  gun.  After  the  Specification 
was  filed  some  negotiations  took  place  between  Bentley  and  Baker  on  the  one 
hand  and  Webley^  a  gun  maker,  on  the  other  hand  with  a  view  to  the  sale  of 
the  invention  to  Webley.  Such  negotiations  fell  through,  though  Webley 
offered  a  substantial  price.    Meanwhile  Baker  proceeded  with  the  manufacture 

40  of  gun-actions,  or  the  trigger  parts  of  gun-actions,  according  to  the  invention  in 
respect  of  which  the  Provisional  Specification  had  been  filed.  When,  however, 
the  guns,  into  which  these  actions  or  parts  were  fitted,  came  to  be  tested,  it  was 
found  that  the  second  barrel  was  fired  almost  simultaneously  with  the  first,  and 
apparently,  after  a  single  pull  on  the  trigger  only.    Baker  was  told  that  the 

45  firing  of  the  first  barrel  caused  the  second  barrel  to  jar  off,  but  having  examined 
one  of  the  guns  at  Bentley^ s  and  satisfied  himself  that  it  was  impossible  that  the 
firing  of  the  first  barrel  could  cause  the  second  barrel  to  jar  off,  he  came  to  the 
conclusion  that  the  second  barrel  must  be  fired  by  an  involuntary  or  unconscious 
pull  on  the  trigger  following  an  unconscious  release,  both  due  to  the  recoil  of 

50  the  gun,  and  on  this  footing  he  set  himself  to  find  a  remedy.  He  says  he  did 
devise  a  remedy  in  the  nature  of  an  interceptor,  which,  on  the  involuntary 
release,  operated  to  intercept  the  movable  part  and  prevent  its  coming  into  the 
position  to  operate  the  sear  of  the  second  barrel  until  after  the  involuntary  pull 
had  taken  place.    On  Bentley^s  instructions  he  applied  it  to  two  actions  or 

55  trigger  parts  of  actions  mi^e  for  him   in    accordance  with  the  Provisional 
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Specification  and  found  to  be  defective.  One  of  these  actions  or  trigger  parts 
was  fitted  into  a  hammerless  gun  which  either  belonged  to  Webley  or  was  sold 
to  him  by  Bentley  and  passed  into  Webley's  possession.  Of  the  other  there  is 
no  trace.  It  appears  that  Webley  sent  the  gun,  which  came  into  his  possession 
so  fitted,  to  W.  B.  Leesofiy  a  gun  maker  of  Ashford.  Leeson  was  called  as  a  5 
witness  and  was  quite  clear  that  the  gun  so  sent  to  him  was  a  three-pull  gun, 
which  worked  by  the  involuntary  pull  releasing  the  intermediate  mechanism, 
but  he  could  not  remember  whether  he  examined  the  mechanism,  or,  if  he  did  so, 
what  its  action  was.  On  the  13th  of  February  1883  Leeson  reported  on  the  gun, 
but  not  favourably.  He  found  it  uncertain  in  its  action,  especially  with  light  10 
Charges  of  powder  and  with  operators,  who  held  the  gun  firmly  to  their  shoulders, 
the  recoil  in  such  cases  not  being  sufficient  to  produce  the  involuntary  release  and 
subsequent  pull  upon  the  action  of  which  the  success  of  the  mechanism  depended. 
This  report  appears  to  have  been  communicated  by  Webley  to  Bentley  and  by 
Bentley  to  Baker^  and  the  two  latter  determined  not  to  apply  for  Lictters  Patent  15 
in  respect  of  Baker* s  device  for  remedying  the  defects  in  the  mechanism, 
the  subject-matter  of  their  Provisional  Specification,  and  not  to  proceed 
with  their  application  for  Letters  Patent  in  respect  of  such  last  mentioned 
mechanism.  It  is  possible  and  not  improbable  that  they  were  influenced 
in  this  determination  by  Leeson'^  report,  but  Baker  says  that  their  real  reason  20 
was  that  Bentley  did  not  think  any  three-pull  single  trigger  gun  would  be  a 
commercial  success,  or  likely  to  find  favour  with  customers — possibly  for  the 
reasons  mentioned  by  Thorn  in  his  evidence.  We  hear  nothing  further  of  the 
gun  supplied  by  Webley.  Baker^  however,  appears  to  have  subsequently  sup- 
plied two  actions,  or  the  trigger  parts  of  two  actions,  made  under  the  Provisional  25 
Specification  of  1882,  and  altered  so  as  to  embody  Baker's  subsequently  invented 
interceptor  mechanism,  to  W,  P,  Jones^  a  gun  maker,  and  one  of  Baker* s  trade 
customers.  The  first  of  these  actions  or  trigger  parts  was  made  and  supplied  to 
Jones  in  the  month  of  May  1883,  and  was  fitted  by  Jones  into  a  gun  which  he 
was  making  to  the  order  of  Garr  Bros,,,  of  Huddersfield,  also  gun  makers.  30 
Gay*r  Bros,  had  ordered  this  gun  for  the  purpose  of  showing  it  at  an  exhibition. 
I  rather  infer  that  it  was  ordered  as  a  specimen  of  a  gun  made  in  accordance 
with  Bentley^ s  and  Baker^s  Provisional  Specification  of  1882,  its  defect  being 
cured  by  the  introduction  into  it  of  Baker^s  subsequently  invented  interceptor 
mechanism,  but  there  is  no  clear  evidence  on  the  point.  It  was  produced  at  the  35 
trial  and  is  referred  to  in  the  evidence  as  "  the  Carr  gun."  Its  history  is  as 
follows — Jones^  having  fitted  it  up  with  the  action  or  trigger  parts  supplied  by 
Baker  and  tested  it  and  found  it  satisfactory,  showed  it  to  Adamson  A  Go,^ 
gunmakers  of  Finsbury,  and  sent  it  to  E.  M,  Reilly  A  Go.  of  Oxford  Street  for 
inspection.  He  subsequently  delivered  it  to  Garr  Bros,  in  discharge  of  their  40 
order  to  which  I  have  already  referred.  There  is  no  evidence  as  to  whether  the 
latter  firm  did  or  did  not  exhibit  it  as  they  apparently  intended,  or  as  to  what 
other  use  they  made  of  it.  On  the  4th  of  January  1898  it  was  still  in  the 
possession  of  Garr  Bros,^  and  apart  from  the  possibility  that  Randall  saw  it  in 
1894  or  1895  the  next  we  hear  of  it  is  sometime  after  the  filing  of  the  PlaintiflE's  45 
Provisional  Specification,  when  it  was  sent  by  Garr  Bros,  to  Jones  to  be  over- 
hauled. Jones  says  that  when  it  came  back  it  was  in  the  same  condition,  so  far 
as  its  mechanism  was  concerned,  as  when  he  originally  sold  it.  Jones  sent  it  on 
to  Baker  and  requested  him  to  overhaul  it.  Baker  said  that  when  he  got  it 
from  Jones  the  action  and  trigger  work  were  in  the  same  condition  as  when  50 
supplied  by  him  to  JoneSy  but  were  clogged  with  oil.  Baker  cleaned  it  and  he 
thinks  renewed  a  spring,  but  he  said  he  did  not  alter  it  in  any  way  whatever. 
He  returned  it  to  Jones  who  apparently  sent  it  on  to  Garr  Bros,  Thorn  heard 
of  it  from  Jones  and,  appreciating  its  value  as  a  possible  anticipation  of  the 
PlaiutiflP's  Patent,  endeavoured  to  acquire  it.    Ultimately  Jones  reporchs^sed  it  $5 
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from  Carr  Bros,  and  sold  it  to  ThorUy  who  has  since  had  it  in  his  possession. 
Jones  says  that  when  he  sold  it  to  Tliom  the  mechanism  was  in  its  original 
condition.  Thorn  says  that  he  has  never  altered  such  mechanism  in  any  way 
and  has  frequently  used  the  gun  and  finds  it  a  success.  The  gun  produced  by 
5  TTiom  is  a  lliree-pull  gun  with  an  intercepting  mechanism  admittedly  such  that 
if  made  and  published  prior  to  the  Plaintiff's  Provisional  Specification,  it  would 
anticipate  the  Plaintiff's  invention. 

The  second  of  the  actions  or  trigger  parts  of  actions,  which  Baker  supplied  to 
Jones^  was  made  by  Baker  and  so  supplied  in  August  1883.    Jones  fitted  it  into 

10  one  of  his  guns,  which  is  in  the  evidence  referred  to  as  "the  Jon^.s  gun." 
Jones  said  that,  from  the  time  he  assembled  this  gun  to  some  date  in  1896,  he 
kept  it  in  his  warehouse,  showed  it  to  customers,  and  used  it  himself  both  in 
the  field  and  for  shooting  clay  pigeons,  finding  it  a  success.  At  some  date  in 
1896  he  sent  it  to  Baker  to  be  overhatded.    Baker  says  that,  when  it  was  so 

15  sent  to  him,  it  was  in  precisely  the  same  condition  as  to  mechanism  as  when  he 
supplied  it.  The  reason  J(mes  sent  it  to  be  overhauled  was,  that  on  one  occasion 
when  turning  round  to  shoot  to  the  left  he  had  to  give  three  conscious  pulls 
before  getting  off  the  second  barrel ;  in  other  words,  he  found  the  recoil 
insufficient  to  cause  the  involuntary  release  and  involuntary  pull  on  which  its 

20  success  depended,  a  defect  similar  to  that  mentioned  by  Leeson  in  the  case  of 
the  Webley  gun.  Baker  advised  that  the  trigger  plate  and  trigger  work  should 
be  replaced  by  a  new  and  stronger  mechanism,  the  original  plate  and  trigger 
work  having  been  weakened  by  the  alteration  necessary  to  introduce  Uie 
interceptor.    Accordingly  the  original  plate  and  trigger  work  were  removed 

25  and  replaced  by  a  new  and  stronger  plate  and  new  trigger  work.  The  parts 
removed  were  produced  at  the  trial  and  marked  W.B.  3,  the  gun  with  the 
new  plate  and  trigger  work  being  also  produced  and  marked  W.B.  2.  The  new 
plate  and  trigger  work  differ  in  certain  details  from  the  original  plate  and 
trigger  work,  but  are  the  same  in  principle.    The  original  plate  and  trigger 

30  work  are  the  same  as  the  plate  and  trigger  work  in  the  Carr  gun.    Except  that 

for  some  period  he  lent  it  to  Thorny  Jones  has  since  retained  the  gun  W.B.  2  in 

his  possession  and  used  the  same,  and  he  has  also  retained  and  he  produced  at 

the  trial  the  original  plate  and  trigger  work  W.B.  3. 

Up  to  this  point  I  have,  with  regard  to  the  alleged  Baiter  anticipation,  dealt 

35  only  with  the  evidence  of  Baker^  Jones,  Leeson,  and  Thorny  and  it  is  of  course 
entirely  on  the  credibility  of  these  witnesses  that  my  findings  of  fact  must  turn. 
I  agree  with  what  Mr.  Terrell  urged  that  when  a  patented  invention  such  as  the 
Plaintiff's  has  immediately  proved  a  commercial  success,  evidence  of  anticipation 
by  prior  user  must  be  examined  with  the  greatest  care  and  caution.    On  the  other 

40  hand,  if  I  am  satisfied  that  the  evidence  of  prior  user  is  trustworthy  evidence, 
I  am  not  at  liberty  to  disregard  it  merely  because  the  prior  user  was  not  attended 
with  any  commercial  success,  more  especially  if  the  want  of  such  success 
can  be  otherwise  explained.  With  regard  to  all  the  four  witnesses  in  question, 
not  being  obliged  to  devote  my  attention  to  taking  an  accurate  note  of  what  they 

45  actually  said,  I  had  ample  opportunity  of  observing  their  demeanour  in  the  box, 
and  I  am  quite  convinced  that  they  are  witnesses  of  truth,  a  belief  which  has 
since  been  confirmed  by  a  careful  examination  of  the  shorthand  notes  of  their 
evidence.  With  regard  to  Jones,  Baker,  and  Thorn,  I  cannot,  I  think,  disregard 
their  evidence  in  its  most  salient  features  without  accusing  them  of  something 

50  a  good  deal  worse  than  inaccuracy,  and,  with  regard  to  Leeson,  he  was  one 
of  the  Plaintiff's  own  witnesses.  Starting  with  Leeson,  we  have  it  that 
the  gun  submitted  to  him  by  Webley  was  a  three-pull  gun,  though  Leeson 
cannot  describe  the  precise  nature  of  the  mechanism.  Baker,  who  made 
this  mechanism,  gives  full  particulars  of  it,  and  two  other  mechanisms  are 

55  produced  which  Baker  identifies  as  having  been  made  by  him  and  sold  to 
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Jones,  and  as  having  been  made  after  the  same  pattern  as  the  mechanism  sub- 
mitted by  Wehley  to  Leeson.  It  was  suggested  that  these  two  mechanisms  may 
have  been  altered  since  they  were  originally  made  by  Baker  but  there  is  no 
evidence  whatever  of  such  alteration,  and  having  regard  to  the  evidence  of 
Jones,  Baiter  and  Thorn  I  can  only  conclude  that  in  the  trigs:er  parts  of  the  5 
Garr  gun  and  in  exhibit  W.B.  3  we  have  the  actual  things  made  by  Baker  in 
1883,  and  that  the  mechanism  in  the  gun  tested  by  Leeson  was  constructed  after 
the  same  pattern  and  on  the  same  principle,  and  that  the  history  of  the  Garr 
gun  and  the  Jones  gun  is  substantially  as  above  stated  from  the  evidence  of 
Baker  and  Jones.  Before  however  I  pass  from  the  evidence  of  those  witnesses  10 
I  ought  perhaps  to  deal  with  various  points  suggested  in  cross-examination  or 
put  forward  in  argument.  First  it  was  asked — why,  if  Baker  made  in  1883  so 
useful  an  invention,  did  he  not  at  once  patent  it  ?  Baker^s  answer  was  that  a 
Patent  then  was  too  expensive  for  him,  and  Bentley  did  not  think  it  would  be  a 
commercial  success,  and  the  criticism  on  Baker'* s  answer  was,  that  in  1883  he  15 
and  Bentley  did  take  out  another  Patent  in  which  they  might  have  included  the 
invention  in  question.  Whether  they  could  have  done  this  is,  I  think,  extremely 
doubtful,  but  even  apart  from  Leeson's  discouraging  report  it  seems  to  me  that 
doubts  as  to  the  commercial  success  of  a  three-pull  gun  might  be  reasonably 
entertained.  I  am  inclined  to  agree  with  Thorn  that  in  the  shop  there  might  20 
be  some  difficulty  in  explaining  to  a  customer  that  the  action  of  the  gun 
depended  entirely  on  an  involuntary  pull,  or  clutch  as  Thorn  described  it, 
caused  by  his  being  unable  to  resist  the  gun's  recoil  and  that  therefore  many 
would  prefer  two-pull  mechanisms.  Secondly,  it  was  pointed  out  that  in  1895, 
after  the  Plaintiff's  Provisional  Specification  was  filed,  Jones  and  Baker  applied  25 
for  a  Patent  in  respect  of  a  three-pull  gun  made  with  an  interceptor  and  of 
course  in  their  application  described  the  invention  as  new.  The  Provisional 
Specification  filed  on  this  application  is  undoubtedly  wide  enough  to  cover  all 
three-pull  guns  worked  with  an  interceptor  and  is  therefore,  it  was  argued,  quite 
inconsistent  with  any  intercepting  mechanism  having  been  made  and  published  30 
by  Baker  before  that  date.  This  criticism  is,  I  think,  to  some  extent  a  just  one, 
but  it  seems  to  me  to  err  in  ascribing  to  Jones  and  Baker  too  complete  a  know- 
ledge of  the  law.  Both  Jones  and  Baker  say  that  the  invention  which  they 
desired  to  protect  in  1895  was  not  any  three-pull  gun  with  an  interceptor 
mechanism  but  a  particular  sort  of  intercepting  mechanism  which  they  had  35 
then  invented  and  which  is  described  in  the  Complete  Specification  of  their 
1895  Patent.  The  particular  intercepting  mechanism  so  described  does,  as  a  fact, 
differ  materially  from  the  interceptor  mechanism  in  the  Garr  gun  and  W.B.  3. 
It  may  be  that  their  Patent  of  1895  could  be  objected  to  on  the  ground  of 
variance  or  disconformity,  but  what  I  am  really  asked  to  do  is  to  look  upon  40 
the  Provisional  Specification  of  such  Patent,  coupled  with  the  application  on 
which  it  was  filed,  as  an  admission  that  neither  Jones  nor  Baker  knew  of 
any  anterior  intercepting  mechanism  at  all,  and  therefore  that  their  story  as 
to  Baker^s  1«83  invention  is  untrue.  I  cannot  do  this  unless  I  ascribe 
to  them  a  somewhat  extensive  knowledge  of  the  law  as  to  variance  or  discon-  45 
fprmity,  more  especially  as  I  am  satisfied  that  they  knew  when  their  1895 
Provisional  Specification  was  filed  that  the  Plaintiff's  gun  was  a  three-pull  gun. 
Even  if  Jones  and  Baker  had  been  applying  for  a  Patent  in  respect  of  the 
identical  mechanism  made  by  Baker  in  1883,  the  strength  of  any  criticism 
based  on  that  fact  would  depend  on  their  knowledge  that  what  had  happened  50 
to  this  mechanism  since  1883  would  avoid  their  Patent,  though  according  to  the 
argument  of  the  Plaintiff's  Counsel  there  is  at  least  a  doubtful  point  of  law. 
I  cannot,  therefore,  give  much  weight  to  this  criticism.  Thirdly,  Jones  on 
cross  examination  said  that  in  1893  he  showed  the  gun,  we  have  called  "the 
^^  Jones  gun,"  to  Mr.  Dudley  TFzYson,  and  that  the  latter  fired  it  to  test  its  action,  55 
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and  apparently  found  it  satisfactory.  Mr.  Dudley  Wilson  was  called  on  behalf 
of  the  Plaintiff,  and  deposed  that  the  gun  shown  to  him  was  a  two-pull  gun. 
He  was  sure  of  this,  because  he  remembers  snapping  it  off  in  the  shop  before 
firing  it  at  the  range.    He  says  it  was  produced  to  him  as  a  novelty  of  Jones^ 

5  invention  and  as  containing  a  simple  mechanism,  which  prevented  the  tendency 

of  single  trigger  guns  to  fire  both  barrels  simultaneously,  a  mechanism  partly 

operated  by  the  jar  of  the  first  discharge.    After  seeing  and  testing  the  gun  he 

-wrote  a  paragraph  in  Land  and  Water  of  the  19th  of  August  1893,  which 

contains  nothing  pointing  specifically  to  a  three-pull  mechanism,  though  what 

10  is  Baid  is  not,  I  think,  absolutely  inconsistent  with  the  gun  he  saw  being  a 
three-ptdl  gun.  Subsequently,  in  1903,  when  Baker  had  claimed  to  have 
invented  a  three-pull  mechanism  in  1883,  Mr.  Dudley  Wilson  wrote  in  the 
Sporting  Goods  Review  of  1903  that  the  gun  shown  to  him  by  Jones  was  a 
two-pull  gun,  but  he  did  not  state  that  he  ascertained  this  by  snapping  it  off 

15  without  cartridges.  I  rather  gather  that  Mr.  Dudley  Wilson's  evidence  was 
relied  on  as  suggesting  that  the  Jones  gun  had  been  altered  after  1893.  Being 
unable  to  accept  this  suggestion,  I  think  the  discrepancy  between  Jones^  evidence 
and  that  of  Mr.  Dudley  Wilson  can  only  be  explained  on  the  hypothesis  rather  that 
Jones  is  mistaken  in  thinking  the  gun  he  submitted  to  Mr.  Dudley  Wilson  was 

20  the  three-pull  Jones  gun,  or  that  Mr.  Dudley  Wilson  is  mistaken  in  thinking 
that  he  ascertained  the  gun  shown  to  him  to  be  a  two-pull  gun  by  snapping  it 
off  in  the  shop.  On  the  whole  I  rather  incline  to  think  that  the  mistake  was 
on  the  i)ai't  of  Mr.  Dudley  Wilson.  If,  as  I  think  probable,  Jones  thought  that 
the  fact  of  the  gun  being  a  three-pull  gun  would  militate  against  its  commercial 

25  success,  he  would  not  be  likely  to  emphasise  this  feature.  On  the  other  hand 
as  Mr.  Dudley  Wilson  then  knew  nothing  of  three-pull  mechanisms  there  was 
no  particular  reason  why  he  should  test  the  action  of  the  gun  without  cartridges, 
and  of  course  on  firing  the  gun  with  cartridges  it  would  appear  to  be  a  two-pull 
gun.    Even  assuming  however,  that  the  mistake  was  on  the  ]^trt  of  Jones^  I  cannot 

30  on  that  account  alone  disregard  his  evidence  in  other  respects.  Some  stress  was 
laid  on  the  fact  that  Jones  intimated  that  the  mechanism  was  a  new  invention, 
but  this  may  well  be  accounted  for  by  the  fact  that  it  had  not  come  into  general 
use  and  Mr.  Dudley  Wilson  may  have  readily  inferred  that  the  invention  was 
Jones's  without  the  latter  having  intended  to  convey  this  inference.    Fourthly 

35  in  1893  Jones  appears  to  have  told  Mr.  Randall^  a  journalist,  that  he  had  a  single 
trigger  gun  which  did  not  jar  off  the  second  barrel  on  firing  the  first,  and  that 
this  was  secured  by  the  introduction  of  an  intermediate  release.  Mr.  Randall 
says  that  there  was  no  mention  of  a  three-pull  mechanism  nor  was  any  idea  of 
such  a  mechanism  conveyed  to  his  mind.    He  did  not  see  the  gun.    I  do  not 

40  think  much  importance  can  be  attached  to  Mr.  RanddlVs  evidence  in  this 
respect,  but  it  is  curious  that  in  Baker  and  Jones^  1895  Complete  Specification 
the  words  "  intermediate  release  mechanism  "  are  used  as  describing  a  three- 
pull  interceptor  mechanism  in  single  trigger  guns.  Lastly  great  stress  was  laid 
on  Leeson^s  report.    We  know  it  was  said  that  the  Webley  gun  was  faulty,  we 

45  know  that  the  Carr  and  Jones  guns  were  after  the  same  pattern.  These  must 
have  been  faulty  too  ;  therefore  the  Carr  and  Jofies  guns  as  produced  must  have, 
been  since  altered  or  modified  to  remove  the  defect.  It  must  be  remembered 
however  that  the  defect  in  the  Webley  gun  may  have  been  due  to  some 
mechanical  imperfection,  and  in  that  particular  gun,  and  not  to  any  fault  in 

50  principle.  Baker  in  making  the  mechanism  of  the  Carr  and  Jones  guns,  after 
hearing  of  Leeson's  report,  may  have  paid  greater  attention  to  the  perfection  of 
the  mechanism  and  thereby  secured  the  better  result.  I  have  come,  therefore, 
to  the  conclusion  that  I  must  accept  the  evidence  of  the  four  witnesses  Baker ^ 
JoneSj  Lesson  and  Thorn  and  accordingly  I  find  that  in  1883  Baker  invented 

55  apd  poade  the  mechanism  in  the  Carr  gun,  the  mechanism  ^<  W.B.  3 ''  which 
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was  formerly  in  the  Jones^  gun,  and  a  similar  mechanism  which  was  fitted  into 
the  Webley  gun  and  tested  by  Leesotij  and  that  the  history  of  each  of  these  three 
guns,  so  far  as  we  know  it,  is  substantially  as  related  above. 

I  have  now  therefore  to  consider  whether,  as  a  matter  of  law,  those  three 
guns  were  not  only  made  but  were  used  in  such  a  way  as  to  invalidate  a  Patent  5 
for  substantially  the  same  invention  granted  in  1891.    It  was  urged  on  behalf 
of  the  Plaintiff  thskt  Baker's  invention  was  abandoned  before  it  passed  out  of 
the  experimental  stage.    I  agree  that  prior  experimental  user  is  not  suf&cient  • 
to  invalidate  a  subsequent  Patent,  but  I  have  come  to  the  conclusion  that  I  can- 
not treat  all  that  was  done  in  this  case  as  part  of  an  abandoned  experiment.  10 
Baker  made  four  gun  actions,  or  the  trigger  parts  of  gun  actions,  embodying 
his  invention,  and  sold  two  to  Bentley  and  two  to  Jones.    I  think  both  Bentley 
and  Jones  ordered  them  in  order  to  submit  them  to  the  trade,  and  that  when 
they  were  so  ordered  and  supplied  the  stage  of  experiment  had  passed.    Bentley 
sold  one  specimen  to  Webley ;  Webley  submitted  it  to  Leeson.    Even  assuming  15 
that  there  existed  between  Baker  and  Bentley y  between  Bentley  and   Webley y 
and  between  Webley  and  Leeson  a  fiduciary  relationship,  such  as  would  pre- 
clude either  Bentley y  Webley y  or  Leeson  from  making  use  of  the  invention  for 
their  own  purposes,  still  we  have  the  two  sales  by  Baker  to  JoneSy  who  seems 
to  have  at  that  time  been  merely  one  of  Baker's  trade  customers.     Baker  had  20 
already  determined  not  to  patent  his  invention,  and,  so  far  as  I  can  see,  there 
was  nothing  to  preclude  Jones  from  using  the  invention  in  such  manner  as  he 
pleased  without  again  consulting  Baker.     Similarly  it  does  not  appear  to  me 
that  either  Adamson  <k  Go.  or  Beilly  A  Co.y  who  had  full  opportunity  of  ascer- 
taining the  nature  of  Baker's  invention,  could   have  been   prevented  from  25 
making  such  use  of  it  as  they  chose.     Similarly  with  Garr  Bros.y  who  bought 
the  Garr  gun  from  Jones.     When  Jones  got  the  actions,  or  trigger  parts  of 
actions  from  Baker  his  workmen  assembled  the  guns  in  the  usual  way.    There 
is  no  evidence  of  any  secrecy  or  confidence  in  the  matter.     It  was  apparently 
done  in  the  ordinary  course  of  trade.    The  Jones  gun  was  kept  in  Jones'  ware-  30 
house  ;  he  showed  it  to  anyone  who  desired  to  see  it ;  he  made  no  secret  of  it ; 
he  used  it  himself  both  in  the  field  and  for  shooting  clay  pigeons,  and  he  con- 
tinued to  do  so  without  secrecy  or  concealment  right  up  to  the  time  when  the 
Plaintiff's  Provisional  Specification  was  filed.     Under  these  circumstances  I 
come  to  the  conclusion  that  Baker's  invention  was  so  used  prior  to  the  Plaintiff's  35 
Provisional  Specification  as  to  amount  to  a  publication,  and  that  the  Plaintiff's 
Patent  is  void  on  this  ground. 

I  may  add  that  though  I  have  no  doubt  that  the  Plaintiff  and  Nobbs  indepen- 
dently invented  the  same  thing  at  or  about  the  same  time,  there  being  no 
satisfactory  evidence  as  to  which  of  them  was  really  the  prior  inventor,  I  am  40 
not  at  all  surprised  that  the  Plaintiff',  having  regard  to  Nobbs'  Specification, 
was  not  readily  convinced  of  this.  Indeed  the  only  way  to  explain  the  possi- 
bility of  any  cbraughtsman  drawing  those  Specifications  with  Nobbs'  invention 
before  him  is  on  the  hypothesis,  which  we  know  to  have  been  the  fact,  that 
such  person  was  blind  and  did  not  grasp  the  intricacies  of  the  gun  he  was  45 
describing,  and  could  not  verify  or  correct  the  Drawings,  which  are  exceedingly 
inaccurate,  by  reference  to  the  original.  This  would  have  been  very  unfortu- 
nate for  Nobis  if  the  Plaintiff's  Patent  were  not  void  on  other  grounds.  As  it 
is,  both  the  Plaintiff  and  Nobbs  suffer  the  like  misfortune  in  having  been  anti- 
cipated by  Baker^  50 

In  the  result  therefore  the  action  fails,  and  I  suppose,  although  I  am  willing 
to  hear  argument  on  the  point  if  either  party  desires  it,  with  the  usual  result ; 
but  I  think  that  my  Certificate  ought  to  be  confined  to  the  Baker  anticipation. 

TerrM  K.O. — ^As  to  the  costs,  I  ask  your  Lordship  to  follow  a  decision  of 
Mr.  Justice   Wills  in  Sunlight  Incandescent  Oas  Lamp   Company  Ld.  v.  55 
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Incandescent  Oaa  Light  Company  Ld.  (14  R.P.C.  at  page  776).  I  submit  that 
really  two  actionB  have  been  tried  here— one  the  validity  of  Nohha*  Patent 
and  the  other  the  validity  of  the  Plaintiff's  Patent.  The  Plaintiff  has  succeeded 
on  one,  and  lost  on  the  other.  I  submit  that  the  Plaintiff  ought  to  have  the  costs 
5  of  the  one  and  the  Defendant  ought  to  have  the  costs  of  the  other,  because  they 
are  perfectly  independent  of  each  other.  The  evidence  is  not  intermingled  in 
any  way,  and  I  submit  that  this  is  the  fair  way  of  dealing  with  it. 

Pabkbb  J. — I  am  not  sure  that  you  are  not  right.  I  think  that  at 
any  rate  I  ought  to  confine  my  Certificate  to  the  Baker  anticipation,  and 

10  I  am  not  at  all  sure  whether  I  ought  not  to  give  you  the  costs  of  the 
Nohhs  issue. 

Terrell  K.C. — In  the  Sunlight  Incandescent  Oa^  Light  case  there  were  two 
separate  and  distinct  issues.  I  had  been  contending  that  the  successful  party 
ought  not  to  be  made  to  pay  any  costs.    I  said  that  there  was  no  precedent  for 

15  it,  and  Mr.  Justice  Wills  said :  *'  I  think  we  will  try  and  make  a  precedent 
**  because  it  is  obviously  just ;  and  what  is  just  I  very  seldom  find  to  be 
"  otherwise  than  in  accordance  with  the  law.  It  seems  to  me  that  Mr.  Bousfield 
"  does  not  want  any  Certificate.  Particulars  have  been  launched  against  him, 
^'  as  to  which  he  has  succeeded.    Suppose,  as  sometimes  happens,  that  these 

20  "  Particulars  required  a  Commission  to  South  America  or  Timbuctoo,  or  what 
**  not,  and  a  very  expensive  inquiry — ^who  ought  to  pay  for  that  inquiry,  the 
•*  person  who  has  provoked  it  unnecessarily,  or  the  other  side  ?  " 

Parker  J. — I  suppose  that  really  the  costs  of  a  Patent  action,  where  there  is 
no  jury,  are  in  the  discretion  of  the  Judge  just  in  the  same  way  as  in  any  other 

25  action? 

Terrell  K.C. — There  is  no  question  about  that.  I  do  not  contend  that  your 
Lordship  cannot  make  any  Order  that  you  think  just.  The  only  thing  that  I 
am  saying  is  that  my  suggestion  is  just. 

Oray. — I  suggest,  my  Lord,  that  to  give  my  learned  friend  the  costs  of 

30  the  Nobhs  and  prior  grant  issues  would  be  most  unfair  to  the  Defendant. 
The  Specification,  as  your  Lordship  said  several  times,  was  one  which 
gave  a  great  deal  of  trouble  in  construing.  The  point  really  is — was  the 
Defendant  justified  in  raising  the  issue  of  prior  grant  ?  Your  Lordship 
has  held  that  he  was  justified  at  all  events  in  raising  it,  and  consequently 

35  of  course,  as  your  Lordship  says,  no  Certificate  should  be  given  as  regards 
Nobhs. 
Parker  J. — ^That  is  right.    I  mean  no  costs  of  that  issue  at  any  rate. 
Oray. — If  your  Lordship  gives  the  Defendant  a  Certificate  as  regards  Baker 
and  the  particular  items  with  regard  to  the  Baker  gun,  I  do  not  ask  for  a 

40  Certificate  in  respect  of  Nobhs ;  but  I  do  submit  that  the  Defendant  should  not 
be  punished  by  having  that  issue  decided  against  him,  and  the  costs  given 
against  him.    He  was  clearly  entitled  to  raise  it. 

Parker  J. — What  would  be  the  effect  of  my  only  certifying  with  regard  to 
the  Baker  anticipation  ? 

45  Terrell  K.C. — The  effect  would  be  that  the  Defendant  would  get  the  costs  of 
the  Baker  issue  and  the  general  costs  of  the  action  and  nothing  more  ;  but  the 
Plaintiff  would  get  nothing.  This  is  a  case  where  there  have  been  two  Patents 
fought.  The  Plaintiff  has  delivered  Particulars  of  Objections  and  the  Defendant 
has  delivered  Particulars  of  Objections.    I  think  that  I  might  reasonably  ask 

50  your  Lordship  to  certify  that  the  Plaintiff's  Particulars  of  Objections  upon 
which  he  has  succeeded  are  reasonable. 

Gray.— My  learned  friend  never  has  mentioned  a  single  one  of  his  Particu- 
lars. There  are  a  great  many  Specifications  and  not  one  of  them  has  been 
mentioned.    I  submit  that  my  learned  friend  is  asking  your  Lordship  to  give  a 

55  certificate  in  respect  of  objections  which  never  arose  at  all. 
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Parker  J. — I  think  that  on  the  whole  the  fair  thing,  in  the  exercise  of  my 
discretion,  would  be  this  :  The  Defendant  gets  the  general  costs  of  the  action, 
and  he  has  the  costs  also,  so  far  as  they  are  carried  by  my  Certificate,  with  regard 
to  Baker  ;  I  also  think  that  there  ought  to  be  a  set-off  so  far  as  the  Plaintiff's 
costs  have  been  increased  by  the  Nobbs  issue. 

Terrell  K.C. — ^Very  well,  my  Lord. 

Parkkr  J. — But  with  regard  to  that  issue  there  miist  be  no  attempt  to 
include  any  of  the  long  list  of  prior  Specifications  which  have  not  been 
mentioned. 
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In  the  Court  of  Appeal. 

Be/ore  The  Lord  Chief  Justice  and  Lords  Justices 
Fletcher  Moulton  and  Buckley. 

April    17th    and    18th,    1907. 

'i      Nbwbllitb  Glass  Tile  Company  Ld.  v.  Lawson's  Non-oonductinq 

Composition  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification. — Limita- 
tions on  claiming  clauses. — Prior  publication. — Judgtnent  for  Defendants.-^ 
Appeal  dismissed. 

10  .  The  Plaintiffs  were  tJie  owners  of  a  Patent  granted  in  1898  for  ^^  Improved 
"  treatment  of  glass  for  coating  purposes  as  a  backing  for  slabs,  iileSj 
^*  facing  plates,  and  the  like,^  which  consisted  in  painting  on  to  the  back  of  the 
glass  tiles  a  hot  mixture  of  British  pitch  and  gas  tar,  and  sprinkling  thereon 
coarse  granulated  clinker  or  coarse  coke  breeze  having  absorbent  qualities.     The 

15  Defendants  were  alleged  to  have  infringed  this  Patent  by  baching  glass  tiles 
with  a  mixture  of  pitch,  "  marine  glue  "  (a  kind  of  pitch),  and  shellac,  sprinkled 
with  broken  pottery  which  was  of  a  non-absorbent  character  as  regards  pitch. 
T!ie  Defendants  alleged  anticipation  by  certain  other  Specifications  as  part  of 
their  defence.    It  was  Held,  at  the  trial,  that  the  Plaintiffs*  Patent  was  for  the 

20  process  described  in  the  Specification  which  included  the  addition  of  gas  tar; 
and  that,  as  the  Defendants  did  not  introduce  gas  tar,  and  tlieir  backing  was 
sprinkled  with  a  material  which  was  non-absorbent  as  regards  pitch,  they  Jiad 
not  infringed.  Judgm^ent  was  given  for  the  Defendants  with  costs.  I'he 
Plaintiffs  appealed. 

85  The  appeal  was  dismissed  on  the  grounds  tliat  the  Plaintiffs*  Claims  only 
covered  the  use  of  material  with  absorbent  properties  of  the  type  of  those 
possessed  by  breeze  or  granulated  clinker,  and  that  the  Plaintiffs  had  not 
proved  that  the  broken  pottery  of  the  Defendants  was  within  the  fair  meaning 
of  these  Claims. 

30  OnTthe  11th  of  May  1898  Letters  Patent  (No.  10,807  of  1898)  were  granted  to 
James  Tyrrell  Newell  and  Arthur  Miller  for  an  invention  of  an  "  Improved 
"  treatment  of  glass  for  coating  purposes  as  a  backing  for  slabs,  tiles,  facing 
"  plates,  and  the  like,  and  for  light  reflection  and  other  purposes." 

2  B 
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The  Complete  Specification,  which  was  dated  the  11th  of  May  1898,  was  aB 
follows  : — "  This  invention  has  for  object,  the  preparation  of  a  plastic  compound 
"  or  body  as  a  base  for  the  back  of  sheet  glass,  and  subsequent  treatment  of 
^  same  by  a  coarse  granulated  material,  and  the  after  combination  by  heat  to 
••  constitute  a  rough  backing  on  to  which  Portland  or  other  like  cement  can  5 
"  be  placed  and  which  when  set  forms  a  key  for  attachment  to  walls,  the  articles 
^'  thus  prepared  serving  as  slabs,  tiles,  facing  plates  and  the  like,  and  are 
'*  available  for  reflecting  light  into  dark  places  such  as  in  basements  of  buildings, 
'*  areas,  as  wall  facings  in  lieu  of  glass  faced  or  enamelled  bricks  or  glazed  tiles. 
"  They  can  be  of  any  kind  of  glass  but  preferably  opal  with  a  clear  front,  and  10 
"  can  be  arranged  in  any  manner,  and  if  desired  in  frames  for  securing  to  a  wall, 
"  or  be  suspended  at  any  desired  angle  as  daylight  reflectors  for  producing  a 
"  soft  tone  of  light  pleasant  to  the  eye  instead  of  harsh  rays,  as  by  the  present 
'^  systems.    The  slabs  or  glass  sheets  prepared  as  above  are  available  for  the 
^  walls  of  bath  rooms  and  lavatories,  around  sinks,  the  sculleries,  and  other  15 
**  places  where  cleanliness  and  sanitation  are  desirable.      This  invention  is 
"  carried  out  as  follows  : — We  take  a  sufficient  quantity  of  British  pitch,  say, 
"  100  lbs.  and  after  boiling  it  to  a  consistency  of  thick  paste  we  add  a  small 
"  quantity,  say,  5  °/o  of  gas  tar  and  well  stir  this  in,  and,  if  the  boiling  be 
^*  continued,  we  add  another  5  ^/^  of  gas  tar,  and  so  on  until  the  mixture  is  of  20 
*'  about  the  consistency  of  ordinary  paint  and  capable  of  being  brushed,  while 
'*  hot,  on  to  the  back  of  the  glass,  the  coatings  being  laid  on  until  of  sufficient 
"  depth  as  to  receive  a  sprinkling  of  coarse  granulated  clinker  or  coarse  coke 
"  breeze  having  absorbent  properties.    The  sheets  or  pieces  of  glass  thus  far 
"  prepared  are  allowed  to  cool,  they  are  then  arranged  feice  downward  on  trays  25 
"  and  sprinkled  with  the  coke  breeze  or  clinker  and  pushed  into  an  oven  with 
"  top  heat  only  to  re-melt  the  tarry  pitch  into  which  the  clinker  or  coke  breeze 
"  by  its  absorbency  clings  and  sinks,  leaving  a  rough  uneven  coat  which  when 
^'  the  glass  is  removed  from  the  oven  becomes  quite  hard  by  exposure  and 
"  forms  a  key  to  which  Portland,  Roman,  Keenes,  or  other  known  cements  can  30 
"  be  spread  and  be  built  up,  or,  by  protecting  the  edges  of  the  glass  bya  lip 
*'  edging,  a  wash  of  cement  can   be  poured  into  the  pitch  backing  and  be 
"  impressed  with  any  device,  or  be  scored,  or  by  grating  like  mould  can  be 
"  chequered  or  roughened  up  ready  for  use  such  as  for  plastering  on  to  walls  oi 
'^  as  before  explained.    The  sheets  or  pieces  of  glass  previous  to  the  foregoing  35 
'*  treatment  can  be  ornamented  in  colour  or  otherwise  in  imitation  of  mosaic,  or 
"  may  be  prepared  after  the  style  described  in  a  previous  Patent  No.  14,852  ♦ 
"  dated  2nd  August  1894." 

The  Patentees  claimed  : — "  1.  The  hereinbefore  described  process  or  means 
''for  coating  slabs,  tiles,  and  the  like  from  glass  in  pieces  or  sheets  with  a  40 
"  compound  of  boiling  pitch  having  from  5  to  15  \  of  gas  tar  mixed  therein 
"  and  on  to  which  granulated  clinker  or  coke  breeze  is  sprinkled  as  an  absorbent, 
^  submitting  the  material  to  top  heat  in  a  furnace  for  the  thorough  association 
**  and  rendering  the  same  ready  for  receiving  a  floating  of  ordinary  cement,  as 
**  and  for  the  purpose  or  purposes  set  forth.  2.  Treating  the  back  of  opal  glass  45 
**  sheets  with  a  combined  pitch  and  gas  tar  mixture,  covering  the  same  with  a 
**  coarse  granular  absorbent  body,  and  subjecting  the  so  coated  sheets  to  top 
"  heat  for  complete  association  prior  to  backing  up  by  cement,  as  and  for  the 
*'  purpose  or  purposes  described." 

On  the  16th  of  March  1906  the  Newellite  Class  Tile  Company  Ld.y  as  the  50 
registered  legal  owners  of  the  Patent,  commenced  an  action  for  infringement 
against  Lawson^s  Non-conducting  Composition  Ld.y  claiming  the  usual  relief. 

By  Uieir  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
bad  on  divers  occasions  infringed  their  said  Patent  by  making,  selling  and 
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using  in  this  country  glass  slabs,  tiles  and  the  like  coated  and  treated  in  the 
manner  described  in  the  Specification,  in  infringement  of  the  claiming  clauses, 
and  they  in  particular  complained  of  '*  Victorite  "  tiles  so  coated  and  treated. 
The  Defendants  by  their  Defence  stated  as  follows  :— "  (1;  The  Defendants 
5  ^  have  not  infringed  the  Plaintiffs'  Patent,  No.  10,807  of  1898,  and  do  not 
"  threaten  or  intend  to  infringe  the  same  as  alleged  or  at  all.  (2)  The  said 
"  Letters  Patent  are  void  and  of  none  effect." 

'  By  their  Particulars  of  Objections  the  Defendants  stated  :— "  (1)  The  alleged 
'*  invention  was  not  new  at  the  date  of  the  said  Letters  Patent  having  regard  to 
10  '^  the  common  and  public  knowledge  at  the  date  thereof,  and  Olaims  1  and  2  of 
"  the  Specification  are  wanting  in  subject-matter.  (2)  The  alleged  invention 
"  was  published  within  the  realm  prior  to  the  date  of  the  said  Letters  Patent 
**  by  the  filing  at  the  Patent  Office  of  the  following  Specifications,  the  whole  of 
^*'  which  and  the  Drawings  attached  thereto  are  relied  upon  against  Olaims  1 
j5  **  and  2  of  the  Plaintiffs'  Specification  :— 

"  No.  and  date  of  Specification.  Patentee. 

«  No.  3157  of  1883       Thomas  Henry  Rm. 

«  No.  13,583  of  1892 Carl  Lewy. 

I  "  No.  12,472  of  1893 Anthony  Shelmerdine. 

20   *  "  No.  13,116  of  1894 John  Gordon. 

"  No.  25,208  of  1894 Emile  Masquelier, 

"  No.  20,414  of  1897 William  Thomson. 

"  No.  2825  of  1898       John  Gordon.'' 

!  The  action  came  on  for  trial  on  the  17th  of  January  1907,  before  Mr,  Justice 

25  Kbkbwioh,  who  held  that  the  Plaintiffs'  Patent  was  for.  the  process  described, 
in  the  Specification  which  included  the  addition  of  gas  tar ;  and  that,  as  the 
Defendants  did  not  introduce  gas  tar,  and  their  backing  was  sprinkled  with  a . 
I  material  which  was  non-absorbent  as  regards  pitch,  they  had  not  infringed.   The 

action  was  accordingly  dismissed  with  costs  (ante  101).  The  Plaintiffs  appealed, 
'  30  The  appeal  came  on  for  hearing  on  the  17th  of  April  1907. 

I  Walter  K.O.,  and  Colefax  (instructed  by  Templeton  and  Cox)  appeared  for  the . 

Appellants ;  P.  O.  Lawrence  K.O.,  and  Martelli  (instructed  by  Maples^  Teesdale 
j  A  Co.n  agents  for  Bevan,  Hancock  and  Boucher^  of  Bristol)  appeared  for  the 

I  Respondents. 

35  Waller  K.O.,  and  ColefaXy  for  the  Appellants. — The  Patentees  found  the 
three  things  which  were  wanted,  viz. :  (a)  a  plastic  cement  forming  the 
adherence  of  the  key  to  the  glass  ;  {h)  the  securing  of  the  key  to  the  glass  by 
re-heating,  and  locking  the  key  to  the  plaster ;  and  (c)  a  key  suitable  by 
absorbency  for  attachment  to  the  wall.  The  Defendants  admit  that  their  broken 
10  pottery  is  absorbent,  but  they  say  it  is  not  absorbent  for  pitch.  [The  LORD 
Ohibp  Justice.— What  is  the  limiting  knowledge  which  may  anticipate  your 
invention  ?]  No  prior  user  is  alleged ;  only  certain  prior  Specifications  as  part  of 
common  knowledge,  e.g.  fluxing,  as  in  Lewy's  Specification  No.  13,583  of  1892. 
Gordon's  Specification  No.  13,116  of  1891  had  nothing  but  a  sticking  material, 
45  and  Masqtielier's  No.  25,208  of  1894,  was  for  an  enamel  and  a  flux.  The  idea  of 
obtaining  a  backing  in  which  there  was  a  plastic  layer  with  a  key  and  a 
re-heating  was  a  new  one,  quite  apart  from  the  degree  of  the  absorbent  power  of 
the  key.  [The  Lord  Ohibp  Justice.— If  the  Defendants  can  do  it  bond  fide 
without  absorbing,  the  fact  that  there  is  absorption  does  not  make  them  infringe.] 
50  True,  if  he  has  no  intention.  [Flbtchbr  Moulton  L.J.— The  example  of  coke-, 
breeze  given  in  the  Olaims  fixes  the  type  of  porosity  required.  In  a  case  of  this 
kind,  where  the  Plaintiffs  are  relying  on  evidence  of  ocular  demonstration  and 
the  experts  differ,  actual  specimens  should  be  produced  for  the  guidance  of  the , 
Court,] 
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P.  O.  Lawrence  K.C.  for  the  Respondents.— The  Plaintiffs'  Specification 
mast  be  constrned  strictly.  As  Lord  Cairns  said  in  Dudgeon  v.  Thomson^ 
(L.R.  3  App.  Cas.  34,  44),  **  that  which  is  protected  is  that  which  is  specified." 
The  application  of  pitch  to  a  surface  for  sticking  purposes  is  common  knowledge. 
As  Dr.  Colman  said  in  evidence  in  this  case,  "to  melt  pitch  and  obtain  a  5 
"  cementing  action  is  as  well  known  as  possible/'  [He  was  stopped  by  the 
Court.] 

Lord  Alvbrstonb  L,CJ. — In  this  case  the  sole  question  that  the  learned 
Judge  has  decided  is  that  the  Plaintiffs  have  not  proved  that  the  Defendants 
have  infringed  this  Patent,  and  on  the  evidence  before  the  learned  Judge  he  10 
came  to  the  conclusion  that  there  was  no  infringement.  It  seems  to  me  that 
this  is  a  very  striking  illustration  of  the  law  not  as  laid  down,  not  perhaps  solely, 
in  Ouyot  v.  Thomson  (11  R.P.C.  541),  which,  if  I  remember  rightly,  was  a  case 
with  regard  to  a  combination  patent,  but  in  the  judgment  of  Lord  Cairns  in 
Bailey  v.  Roherton  (L.R.  3  App.  Cas.  1055) ;  that  is  to  say,  a  case  in  which  15 
there  being  a  Provisional  Specification  for  the  use  of  bisulphite  of  lime  and 
gelatine  in  order  to  secure  the  preservation  of  meat,  the  infringement  was  the 
use  of  bisulphite  without  the  gelatine,  and  it  was  strongly  urged  in  the  House 
of  Lords  inasmuch  as  the  pith  and  marrow  of  the  invention  had  been  taken, 
that  that  was  an  infringement,  and  Lord  Cairns  said  that  he  was  extremely  20 
anxious  not  to  give  a  judgment  which  would  absolutely  invalidate  the  Patent 
even  though  the  Claim  had  claimed  the  protection  without  the  gelatine,  and 
he  decided  that  there  was  no  infringement. 

Applying  that  well-established  principle  of  law  to  this  case,  it  seems  to  me 
you  have  first  to  read  the  Claim  which  the  patentee  has  made.  There  are  very  25 
many  good  reasons  why  a  patentee  who  is  supposed  to  know  as  much  about  it 
as  most  people,  and  possibly  more,  may  think  it  wise  to  limit  his  Claim.  We 
do  not  know  here  what  the  Patentees  feared.  We  do  not  know  whether  we 
have  all  the  information  that  they  had,  but  if  the  Patentees  have  thought  fit  to 
limit  their  Claim  the  Defendants  are  entitled  to  say  *'  If  we  can  show  that  we  30 
"  have  not  come  within  the  limited  claim  of  the  Specification,  then  there  is  no 
"  infringement." 

In  this  case,  a  great  deal  was  old.  I  am  not  suggesting  that  the  Patent  is  not 
perfectly  valid.  The  use  of  tar  for  the  purpose  of  sticking  glass,  or  something 
like  glass,  on  to  a  wall,  was  old  ;  re-heating  for  some  purposes  was  old  ;  and  it  35 
appears  to  me  that  there  was  some  ground  for  thinking  it  was  old  to  use  pitch 
to  fix  rough  particles  on  to  the  back  of  a  glass  tile.  At  the  beginning  of  the 
arguments  Mr.  Walter  admitted — ^possibly  knowing,  as  he  probably  does  know, 
as  much  as  the  Patentees  with  regard  to  this  matter — that  if  the  particles  put 
upon  the  back  of  the  pitch,  even  although  the  pitch  had  been  re-melted,  were  46' 
glass,  or  something  that  was  non-absorbent,  there  would  be  no  infringement. 
Under  those  circumstances  it  is  not  saying  too  much  that  the  Patentees  may  be 
very  well  advised  to  secure  a  good  Patent  by  narrowing  the  net  that  they  have 
spread  in  order  to  catch  infringers. 

Looking  at  this  Specification  from  that  point  of  view  and  endeavouring  to  the  45' 
best  of  my  ability  to  apply  these  well-known  principles,  I  should  like  to  point  out 
what  the  Patentees  have  said  in  their  Specification  leading  up  to  the  Claim,  and 
what  they  have  said  in  their  Claim.  They  have  said  the  object  is  "the  preparation 
"  of  aplastic  compound  or  body  as  a  base  for  the  back  of  sheet  glass  and  subsequent 
**  treatment  of  same  by  a  coarse  granulated  material."  Of  course  if  that  was  all,  50' 
granulated  materials  and  all  treatment  of  them  with  pitch,  the  Patent  would 
have  been  bad.  Then  they  say,  "This  invention  is  carried  out  as  follows 
"  .  .  .  .  the  coatings  being  laid  on  until  of  sufficient  depth  as  to  receive  a' 
"  sprinkling  of  coarse  granulated  clinker  or  coarse  coke  breeze  having  absorbetit 
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*^  properties '^  that  means  haying  the  property  of  being  an  absorbent  material. 
It  seems  to  me  to  be  made  plain  by  almost  the  next  succeeding  lines — lines  31 
and  32,*  where  they  say  it  is  heated  "  with  top  heat  only  to  re-melt  the  tarry  pitch 
'Vinto  which  the  clinker  or  coke  breeze  by  its  absorbency  clings  and  sinks.'* 
5  For  some  reason  or  other,  I  should  think  probably  for  yery  good  reasons,  the 
Patentees  thought  it  desirable  to  indicate  that  it  was  a  limited  inyention — 
limited  with  regard  to  the  material  which  was  going  to  be  used  for  the 
completion  of  the  tile.  The  Claim  is,  "  The  hereinbefore  described  process  or 
'*  means  for  coating  slabs,  tiles,  and  the  like  from  glass  in  pieces  or  sheets  with 

10  **  a  compound  of  boiling  pitch  haying  from  5  to  15  7o  ^^  &^  ^^  mixed  therein 
"  and  on  to  which  granular  clinker  or  coal  breeze  is  sprinkled  as  an  absorbent " — 
not  sprinkled  on  so  that  it  will  stick  somehow  ;  not  sprinkled  on  because  pitch 
is  such  a  material  that  it  will  give  a  certain  amount  of  holding  on  to  what  is 
sprinkled  on  to  it,  but  the  stuff  that  has  to  be  sprinkled  on  is  ^*  as  an  absorbent.'* 

15  Then  in  the  general  Claim  the  Patentees  say,  *'  coyering  same  with  a  coarse 
**  granular  absorbent  body." 

There  is  another  reason  why  it  may  haye  been  yery  wise  to  make  that 
limited  claim.  Mr.  Walter ^  in  his  clear  and  interesting  preliminary  statement, 
which  was  neither  too  long,  nor  in  any  way  irreleyant,  told  us  of  the  difficulty 

20  that  had  arisen — the  cracking  of  the  tiles,  the  splitting  of  the  tiles  off  from  the  ' 
wall,  and  the  defects  in  the  commercial  use  of  the  preyious  tiles.     It  may  yery 
likely  be  that  from  the  point  of  yiew  of  utility  and  success,  the  Patentees 
wanted  to  describe  a  tile  which  would  haye  much  greater  success  than  preyious 
tiles.    In  other  words,  the  essence  of  the  inyention  was  to  a  yery  considerable 

25  extent  the  use  of  an  absorbent  backing  to  ultimately  form  the  key,  when  it 
keyed  into  the  cement,  when  put  upon  the  wall,  as  distinguished  from  that 
which  would  haye  some  other  properties. 

I  therefore  come  to  the  conclusion  that  the  only  way  to  construe  this 
Specification  fairly,  for  the  purpose  of  saying  whether  there  was  infringement, 

30  is  to  read  it  in  this  way  ;  that  the  Patentees  haye  said — "  you  will  infringe  if  you 
'*  take  the  glass,  and  if  you  take  the  pitch,  and  if  you  re-heat  it,  and  if  you  use 
"  an  absorbent  material." 

In  this  case — I  am  not  at  all  criticising  the  practice,  nor  am  I  disposed  to  do 
so ;   on  the  contrary,  I  think  it  is  prudent  in  cases  of  this  sort — there  was  only 

35  one  witness  called  on  each  side.  I  think,  as  Lord  Justice  BuOKLBT  pointed  out, 
the  witnesses  are  almost  at  daggers  drawn  upon  this  particular  point.  I  do  not 
say  absolutely,  because  I  think  there  are  a  good  many  admissions  fairly  made 
by  Mr.  Salamon,  which  show  that  the  Specification  must  haye  the  construction 
I  haye  put  upon  it,  but  upon  this  particular  point  of  whether  or  not  what  the 

40  Defendants  used  was  absorbent  or  not,  the  witnesses  are  certainly  yery  contra- 
dictory. At  the  end  of  the  first  day,  Mr.  Salamon  said,  '*  I  made  a  section 
*'  under  the  microscope,  and  I  say  I  can  proye  it  does  absorb.  (Q.)  I  am  talking 
**  now  from  a  practical  point  of  view. — (A.)  So  am  I.  Mr.  Justice  Kekewich. — 
"  You  say  it  is  absorbent — absorbent  of  what  ?— (-4.)  Absorbent  of  the  heated 

45  **'  material  that  is  put  inside— the  pitch.  (Q).  It  might  absorb  one  thing  and 
**  not  another? — {A.)  Certainly.  I  mean  it  is  an  absorbing  substance  capable 
^  of  absorbing  pitch.  I  will  not  say  that  it  absorbs  it  as  much  or  less  than 
*'  breeze.  I  made  no  comparatiye  experiment,  but  I  say  it  does  completely 
'*  absorb  it."    That  is  pretty  distinct  on  the  one  side. 

50  Then  on  the  other  side,  strangely  enough  at  the  end  of  his  eyidence,  Mr* 
Colmany  the  witness  for  the  Defendants,  said,  ^^  I  did  not  actually  try  it  with 
^'  the  PlaintifEs^  cement.    I  tried  it  with  the  Defendants',  it  was  practically 

*  ^ji^tf,  page  306,  line  27. 
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'V  non-absorbent.    I  am  not  prepared  to  say  that  there  is  absolutely  no  absorbency.  - 
*'  Mr.  Justice  Kekewich, — Let  me  put  it  to  you  in  the  way  it  strikes  me.    The  . 
'^  Patentees  say  at  line  28  ^a  sprinkling  of  coarse  granulated  clinker  or  coarse 
"  '  coke  breeze  having  absorbent  properties.'    Do  you  mean  that  you  understand, 
"as  I  do,  that  it  means  absorbent  as  regards  the  fluid  intended  to  be  absorbed  ? —  5 
"  {A,)  Tes.''      I  perhaps  ought  to  have  noticed,  because  there  is  no  dispute 
about  it,  that  Mr.  Walter''  and   Mr.  Cole/ax  do  say  that  it  is  absorbent  -with 
reference  to  the  medium  against  which  it  ia  going  to  be  put    Then  Mr.  Justice 
Kekewich  said — "Then  further  on  line  33  they  speak  of  're- melting  the  tarry- 
"  '  pitch  into  which  the  clinker  or  coke  breeze  by  its  absorbeucy  clings  or  sinks.''  10 1 
"They  mean  there  to  attribute  great  importance  to  the  absorbency  of  the  parti- 
"  cular  article  which  they  are  using. — {AJ)  Exactly.    (Q.)  And  with  reference 
"  to  the  material  that  has  to  be  abBorbed.~-(A.)  Tes.  (Q.)  Having  that  in  view,  has 
"  broken  pottery  absorbent  properties  in  the  same  way,  or  could  you  say  of  it 
"  that  *'  by  its  absorbency  it  clings  and  sinks  ? ' — (A.)  It  sinks  into  the  pitch  by  15: 
"  its  own  weight  and  clings  to  it  because  of  the  roughened  surface.    Mr.  P.  O.  - 
"  Lawrence. — If  you  answered  my  Lord's  question  you  could  not  speak  of 
"  pottery  as  having  either  the  absorbent  properties  or  absorbency  within  the 
"  meaning  of  what  is  evidently  meant  here  ? — (A.)  Not  within  the  meaning  of 
"  the  Specification."  20. 

I  am  not  referring  to  the  witnesses'  evidence  for  the  purpose  of  construing 
the  Specification,  but  for  the  purpose  of  saying  that  there  was  affirmative 
evidence  before  the  learned  Judge,  who  saw  the  witnesses,  that  this  was  not  an  - 
absorbent  material.    I  think  that  in  order  to  prove  infringement  the  PlaintiSsr 
were  bound  ^to  give  satisfactory  evidence  upon  which  the  Court  could  come  25': 
to  the  conclusion  that  the  stuff  used  by  the  Defendants  would  fairly  come 
within  the  description  "  coarse  granulated  absorbent  body  "  to  chemists,  or  to 
workmen  skilled  in  this  art,  or  in  the  trade ;  and  it  is  not  sufficient  to  show 
that  in  a  particular  piece  there  may  be  absorption  to  a  greater  or  lesser  extent, 
but  it  was  necessary  to  show  that  the  stuff  used  had  substantially  the  same  cla|98  30  . 
of  properties  of  absorbency  as  those  that  are  indicated  as  being  necessary,  and  • 
material  for  the  purpose  of  carrying  out,  and  making  the  new  improved  tile,  - 
which  is  described  in  the  Specification  I  have  abeady  read,  as  clinging  and 
sinking,  by  virtue  of  its  absorbency  through  the  chemical  action,  if  it  be  ; 
chemical,  or  mechanical  action,  if  it  be  mechanical,  which  is  due  to  absorbency.  35:: 

I  therefore  come  to  the  conclusion  upon  this  part  of  the  case  that  the  Plaintiffs 
did  not  prove — and  I  am  unable  to  say  that  the  learned  Judge  was  wrong  in 
coming  to  the  conclusion  that  they  did  not  prove — ^that  the  stuff  which  wa& 
sprinkled  on  was  within  the  fair  meaning  of  the  first  Claim  or  second  Claim, 
fairly  interpreted.     In  my  judgment,  as  I  have  already  said,  the  Plaintiffs  have  40:- 
not  made  it  out,  and  I  cannot  think  the  learned  Judge  was  wrong  in  holding  that 
they  did  not  make  it  out  to  his  satis&ction. 
-  Now  upon  the  other  part  of  the  case,  the  other  ground  upon  which  the  learQed  * 
Judge  thought  there  was  no  infringement,  we  have  not  heard  Mr.  Lawrence^- - 
and,. therefore,  I  must  not  pass  an  opinion  upon  it,  but  all  I  desire  to  say  in  the  •451^ 
event  of  the  case  going  further  is  this,  that  I  am  not  satisfied — we  have  only-' 
heard  the  argument  of  Mr.  Walter — that  the  learned  Judge's  judgment  was  • 
ri{i;ht  with  regai'd  to  the  question  of  whether  or  not  the  tarry  material,  or  the* 
pitchy  material  which  is  used  by  the  Defendants  was  the  same  for  the  purpose* 
of  the  invention  as  the  pitchy  material  that  is  described  in  the  Plaintifb'  50  , 
Specification.    It  seems  to  me  that  the  question  was  not  how  it  was  mad^-^ 
wjl^pher  it  was  made  by  putting  back  into  pitch,  from  which  the  more  volatile  « 
tar  was -driven  off,  a. certain  proportion  x>f  tar ;  -but  the  question  is  whether  the. 
pitch,  which  is  used  when  painted  on,  was  from  the  point  of  view  of  the  art  to 
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which  the  Specification  is  speaking,  poesibly  from  the  point  of  view  of  a 
chemist,  or  from  the  point  of  view  of  its  properties  at  that  time,  substantially 
pitch  in  the  same  condition  as  that  which  was  directed  to  be  painted  on  by  the 
Patentees.    We  have  not  heard  any  argument  on  that  part  of  the  case,  and,  of 

'5  course,  I  will  not  express  any  opinion  upon  it.  I  only  thought  it  right  to  say 
that  I  am  not  satisfied  that  that  part  of  the  learned  Judge's  judgment  is  right. 

Having  as  I  have  a  very  strong  opinion  upon  the  other  part  of  the  case,  I  think 
the  appeal  must  be  dismissed. 

Flbtohbr  Moulton  L,J. — I  am  of  the  same  opinion,  and  I  wish  to  add 

10  only  a  very  few  words. 

I  am  satisfied  that  the  Claims  of  this  Patent  only  cover  the  use  of  material 
with  absorbent  properties  of  the  type  of  those  possessed  by  breeze  or  granulated 
clinker ;  in  other  words  that  the  use  of  the  word  '*  absorbent "  in  the  Claim  is 
not  merely  descriptive,  but  goes  to  the  root  of  the  invention.    This  may  be  seen 

15  by  referring  to  line  32  on  the  first  page  of  the  Specification  where  the  Patentees 
speak  of  the  clinker  or  breeze  clinging  by  its  absorbent  properties.  I  also  think 
that  in  view  of  previous  knowledge  there  were  very  good  reasons  for  the 
Patentees  so  confining  their  Claims,  and,  therefore,  I  do  not  look  upon  this 
interpretation,  in  spite  of  its  limited  character,  as  otherwise  than  an  interpreta- 
'  20  tion  which  carries  out  the  deliberate  intention  of  the  Patentees  in  framing  their 
Specification.  The  Defendants  use  material  which  may  be  described  as  crushed 
earthenware,  and  the  Plaintiffs  in  order  to  maintain  their  action  must  therefore 
show  that  this  material  possesses  absorbent  properties,  as  regards  the  hot  fluid  to 
be  absorbed,  which  are  of  the  type  of  those  possessed  by  breeze  or  granulated 

25  clinker. 

The  parties  have  confined  the  evidence  on  this  part  of  the  case  to  one 
witness  on  each  side,  and  they  have  put  before  the  Court  no  other  materials  than 
the  oral  testimony  of  those  two  witnesses  ;  on  the  critical  point  the  testimony  of 
those  witnesses  is  diametrically  contradictory.    They  are  both,  we  must  assume, 

30  honest  and  capable  ;  the  one  is  very  well  known  in  these  Courts  as  being  such  ; 
the  other,  though  his  name  is  less  familiar  to  us,  is  not  subjected  to  any  cross- 
examination  to  suggest  that  he  is  not  also  perfectly  capable,  and,  of  course, 
perfectly  honest.  Under  these  circumstances  We  must  first  look  at  the  testimony 
to  see  if  there  is  a  direct  contradiction,  and  if  there  is  I  decline  to  decide  between 

35  the  correctness  of  the  evidence  on  the  one  hand  and  the  evidence  on  the  other 
hand  merely  by  an  estimate  of  the  authority  of  the  witness  by  whom  it  is  given. 
If  the  person,  on  whom  the  onus  lies  to  convince  us,  was  content  with  giving  mere 
oral  testimony,  he  must  take  it  with  the  limitations  it  possesses,  and  one  of  those 
is  that  where  a  Judge  has  heard  the  witnesses  and  has  formed  his  opinion 

40  between  the  contradictory  opinions  held  by  them,  we  cannot,  and  ought  not 
to,  reverse  that  decision  unless  there  is  other  material  justifying  us  in  coming  to 
a  different  opinion. 

The  conclusion  I  come  to  in  this  case  is  that,  the  onus  resting  on  the 
Plaintiffs  to  show  that  this  material  is  within  the  class  of  material,  the  use  of 

45  which  is  claimed  in  this  Specification,  they  have  failed  to  discharge  that  onus. 
I  do  not  decide  that  the  material  used  by  the  Defendants  does  not  come  within 
description  claimed ;  but  I  do  decide  that  in  my  opinion  the  Plaintiffs  have 
not  proved  that  it  does  come  within  it.  That  being  so,  they  fail  to  sustain 
their  action,  and  this  appeal  must  be  dismissed. 

50  BUOKLBT  L,J. — I  agree  with  the  reasons  and  the  conclusions  of  the  members 
of  the  Court  who  have  preceded  me,  upon  the  construction  of  this  Specifica- 
tion. The  generality  of  the  expression,  the  '^coarse  granulated  material"  is 
qualified  by  what  follows  :  so  that  you  find  at  line  28  that  it  is  to  be  something 
which  has  absorbent  properties,  and  at  liue  33  its  absorbency  is  to  be  one  which 
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comes  into  action  and  causes  the  clinker  or  coke  breeze  to  cling  or  sink  when  it 
is  placed  in  re-melted  tarry  pitch  ;  and  when  yon  come  to  the  Claims  yon  find 
in  the  first  Claim  that  the  clinker  or  breeze  is  sprinkled  as  an  absorbent,  and  in 
the  second  Claim  that  the  mixture  is  to  be  covered  with  a  coarse  granular 
absorbent  body.  On  that,  according  to  the  framing  of  the  Specification,  I  arrive  5 
at  two  conclusions — that  this  material  is  to  be  absorbent,  and  that  its  absorbency 
is  to  be  one  when  it  is  placed  in  connection  with  re-melted  tarry  pitch.  To 
ascertain  whether  the  Defendants  have  infringed  or  not,  I  have  to  look  at  the 
evidence  to  see  whether  the  Plaintiffs  have  succeeded  in  showing  that  the 
broken  pottery  which  the  Defendants  used  is  a  body  having  absorbent  properties  10 
such  as  described  in  the  Specification.  Only  two  witnesses  have  given  evidence 
upon  this  point — one  for  the  Plaintiffs  and  one  for  the  Defendants.  They  go 
together,  as  I  read  their  evidence,  as  far  as  this,  that  they  both  agree  ihaX 
broken  pottery  is  porous  ;  they  both  agree  that  broken  pottery  is  absorbent  for 
some  purposes ;  I  do  not  understand  Mr.  Gobnan  to  deny  that  as  regards  15 
water  it  would  be,  or  might  be,  absorbent ;  but  it  appears  to  me  that  they 
are  in  direct  conflict  upon  what  is  the  material  question,  namely,  whether 
broken  pottery  is  absorbent  to  re-melted  tarry  pitch.  Mr.  Salamon^  as  I 
read  his  evidence,  is  unquestionably  satisfied  that  it  is.  ills  last  answer  on 
the  first  day  is,  ''It  does  completely  absorb  it.''  Mr.  Golnian  says  jnst  as  20 
plainly  that  for  all  practical  purposes,  for  any  matter  of  substance  it  is  not 
absorbent  to  re-melted  tarry  pitch. 

In  that  state  of  things  it  appears  to  me  that  there  are  two  considerations  to 
which  I  must  have  regard;  first,  what  is  the  conclusion  at  which  the  learned 
Judge,  who  saw  tlie  witnesses  and  heard  their  examination  arrived.     I  find  he  25 
said  this,  "  The  evidence  goes  to  show  that  it " — that  is  this  material — ^"  cannot 
"  be  properly  called  absorbent  as  regards  pitch  "  ;  and  a  little  further  on  he  said, 
"  The   Defendants  are  employing  really  a  different  material,  the  absorbent 
''  properties  of  which  do  not  enter  really  into  the  production  of  their  finished 
."  product."    Now  he,  having  the  scales  of  justice  before  him,  found  that  the  30 
balance  tended  in  that  direction,  and  he  arrived  at  that  conclusion.     I  am  asked 
to  say  that  that  is  wrong.    On  these  materials  I  do  not  think  I  ought  to  do  so. 
Then  the  other  consideration  is  this,  that  even  if  holding  up  those  scales  and 
putting  the  evidence  in  the  different  sides,  if  neither  side  weighs  down,  then  I 
must  say  that  the  Plaintiffs  have  failed  to  discharge  the  onus  which  rest«  upon  35 
them,  and  that  they  have  not  succeeded   in  proving  affirmatively  that   Mr. 
Salamon  is  right  and  that  Mr.  Colnian  is  wrong. 

Under  these  circumstances  it  appears  to  me  that  the  Plaintiffs  fail  and  the 
appeal  must  be  dismissed. 
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In  the  High  Court  of  Justice.— Chanobry  Division, 

Be/ore  Mr.  Justice  Neville. 

February  14th,  15th,  2lBt,  22nd,  23r(l,  25th,  26th,  27th,  28th,  and 

March  11th,  1907. 

5  In  the  Matter  of  Brown's  Patent  (No.  1434*  of  1899.) 

Patent. — Petition  for  revocation. — Alleged  want  of  novelty^  utility^  and 
Buhject-matter. — Patent  held  valid. — Costs  of  Licensees  made  Respondents  to  the 
Petition. — Evidence  of  admissions  and  common  knowledge. 

Letters  Patent  (No.  1434*  of  1899 J  were  granted  to  S.  Q.  Brown /or  "  Improve- 
10  "  ments  in  Telegraph  Apparatus.'*  The  invention  consisted  in  a  relay  for 
re-transmitting  messages  received  through  cables^  and  in  apparatus  used  therewith. 
In  May  1906  A.  Mnirhead  and  Mnirhead  &  Co.  Ld.^  presented  a  Petition  for 
Revocation  of  the  Patent.  The  Petition  was  served  on  tJie  owners  of  the  Patent 
and  their  Licensees^  the  Commercial  Cable  Co.,  who  appeared  by  Counsel.  The 
15  usual  grounds  of  invalidity  were  alleged^  and  a  number  of  prior  puhliccUions 
were  discussed.    Evidence  was  also  given  as  to  common  knowledge. 

Held,  that  the  Petitioners  had  failed  to  establish  any  of  their  Objections  to  the 
Patent ;  that  the  Petition  must  be  dismissed  with  costs ;  and  that  the  Licensees^ 
who  were  made  Respondents  to  the  Petition^  were  entitled  to  their  costs. 
20      Questions  as  to  reception  in  evidence  of  admissions  of  a  Petitioner^  and  of 
text  books  as  regards  common  knowledge^  discussed. 

Letters  Patent  (No.  1434*  of  1899)  were  granted  to  Sidney  George  Brown^  for 

"  Improvements  in  Electric  Telegraph  Apparatus." 

The  Provisional   Specification  was  as  follows : — "  This  invention    consists 

25  **  primarily  in  improvements  in  telegraphic  relays,  whereby  the  relay  is  capable 

"  of  working  by  minute  forces,  such  as  are  likely  to  be  encountered  at  the  ends 

^  of  long  submarine  cables,  and  also  of  working  with  an  absolute  assurance  of 

^'  contact,  this  not  always  being  obtainable  with  delicate   relays  when  fixed 

**  contacts  are  employed. 

30      "  The  following  is  a  description  of  a  relay  embodying  my  invention  : — "  The 

**  tongue  of  the  relay  is  fixed,  either  rigidly,  or  by  means  of  frictional  constraint, 

**  to  the  top  of  a  suspended  coil  of  wire,  of  any  convenient  shape  and  size,  the 

"  coil  as  usual  working  in  a  permanent  or  electro-magnetic  field,  as  in  the 

"  '  siphon  recorder.'    The  current  sent  to  move  the  relay,  passes  through  the 

*35  "  convolutions  of  the  suspended  coil  giving  it  the  necessary  motion,  which  it  in 

^  turn,  communicates  to  the  tongue  connected  to  it. 

**  The  end  of  the  relay  tongue  bears  slightly  upon  the  surface  of  a  rapidly 
^  rotating  metallic  drum  or  disc,  making  in  most  cases  continual  metallic  contact. 

2  C 
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"  The  metallic  drum  is  suitably  subdivided,  the  subdivisions  being  insulated, 
"  one  from  the  other,  by  convenient  insulating  material,  such  for  instance  as  thin 
"  mica. 

"  It  will  be  seen  that  if  contact  brushes  bear  upon  the  subdivisions,  a  current 
"  can  be  made  to  flow,  through  the  relay  tongue,  and  round  any  circuit  connected,  5 
'^  provided  the  end  of  the  relay  tongue  is  moved  so  as  to  make  contact  with  the 
**  division. 

^*  Adjustable  stops  may  be  fixed  in  any  convenient  position  so  as  to  limit  the 
"  motion  of  the  relay  tongue,  and  the  relay  tongue  can  be  fastened  in  any  way 
"  that  would  be  thought  convenient  to  the  moving  coil,  either  rigidly  or  by  10 
"  adjustable  frictional  constraint. 

"  If  the  relay  is  constructed  for  receiving  cable  signals  it  might  be  most 
^*  conveniently  fitted  with  two  contact  making  tongues,  one  fixed,  and  one 
"  frictionally  constrained,  the  exterior  motion  of  the  fixed  tongue,  either  to  right 
"  or  left,  changing  over  the  connections,  for  the  tongue  moved  through  frictional  15 
"  constraint. 

*^  The  contacts  in  this  case  as  before,  being  made  between  the  ends  of  the 
"  relay  tongue,  and  metallic  drums  or  discs  in  rotation,  these  drums  or  discs 
"  suitably  subdivided,  and  coupled  to  any  circuit  or  circuits,  as  is  thought 
"  necessary.  20 

"  If  the  zero  of  the  signals  received  from  the  cable,  was  found  not  to  be  con- 
"  stant  in  position,  the  relays  could  be  fitted  with  auxiliary  coils,  fixed  in  parallel 
"  with  the  working  coils,  and  receiving  current  from  the  secondary  circuit,  this 
"  current  being  previously  sent  through  suitable  contacts,  either  moving  or  fixed, 
*'  and  a  circuit  having,  resistance,  induction,  or  capacity,  or  any  combination  of  25 
^'  these,  reproducing  the  same  variable  effect  on  the  zero,  but  opposite  in 
"  direction,  and  therefore  eliminating  this  disturbing  factor  from  the  working  of 
"  the  relay. 

"  This  method  of  removing  the  effect  of  variable  zero  of  the  arrival  current, 
"  on  relay  working,  could  be  fitted  to  any  make  of  relay.  30 

"  It  has  been  found,  that  the  resistance  of  contact  between  the  end  of  the 
'*  relay  tongue  and  the  revolving  drum  is  not  quite  constant  in  amount,  especially 
"  when  the  end  of  the  tongue,  bears  lightly  on  the  drum,  but  any  variation  in 
"  strength  of  current  passing,  due  to  this,  can  be  enormously  reduced,  by  short- 
''  circuiting  the  sliding  contact,  by  a  condenser  of  suitable  capacity.  35 

"  It  is  also  reduced  by  placing  resistance  and  inductivity  in  the  circuit. 

"  In  some  cases  it  might  be  found  convenient,  to  construct  the  relay,  so  that 
*'  the  end  of  the  relay  tongue,  is  normally  clear,  of  the  rotating  drum,  contact 
'^  being  made  by  the  relay  coil  moving  the  end  of  the  tongue,  up  against  the 
"  moving  surface.  40 

'<  It  must  be  understood  that  I  do  not  limit  myself  to  a  suspended  coil  for 
"  moving  the  relay  tongues,  but  any  method  now  known  to  the  art  may  be  used, 
^<  but  if  extreme  sensitiveness  was  required  I  might  construct  the  tongue  of  fine 
"  wire,  fixed  at  one  end,  the  other  bearing  on  the  surface  of  a  revolving  drum, 
**  the  operating  current  flowing  along  the  wire,  the  wire  being  placed  in  a  strong  45 
"  magnetic  field. 

**  Any  method  of  spinning  the  contact  drum  or  disc,  could  be  employed  but 
"  in  many  cases  it  would  seem  most  convenient  to  fix  the  armature  of  a  small 
"  electromotor  directly  to  the  shaft. 

"  It  is  essential  in  long  land  lines,  and  cable  working,  especially  if  relays  are  50 
"  used  as  receivers,  that  the  instruments,  both  for  transmitting,  and  receiving 
*'  should  be  constructed  so  as  to  give  the  maximum  definition  to  the  signals,  and 
*'  anything  that  adds  to  the  definition  naturally  improves  the  efficiency,  and 
'^  increases  the  speed. 

"  The  inventor  has  found  that  to  get  the  maximum  definition  of  the  signals  55 
"  received,  through  any  line  the  transmitting  device  should  be  fitted  with  a  curbj 
"  and  that  the  receiving  instrument  should  be  short  circuited  by  a  coil  preferably 
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"  having  a  closed  magnetic  circuit,  and  possessing  high  self  induction  with  but 
"  moderate  resistance.  Under  these  conditions,  no  condensors  need  be  placed  in 
"  series  with  the  line,  as  although  they  act  somewhat  in  the  direction  of  a  curb, 
"  they  do  not  seein  to  improve  definition. 
5  "  If  the  cable  or  line  is  displaced  it  would  seem  better  to  allow  the  current  to 
"  enter  the  line  at  a  mid  joint  in  the  inductive  shunt,  flowing  equally  down  each 
"  division,  neutralizing  by  mutual  induction  the  self  induction  of  the  entering 
"  current. 
'^  The  bridge  balance  being  adjusted  by  a  moveable    contact   maker,  so 

10  "  connected  that  the  position  the  sending  currents  enter  the  inductive  shunt  can 
'*  be  suitably  altered,  a  small  adjustable  rheostat  being  also  placed  if  necessary 
"  at  ttie  apex  of  the  bridge. 

"  It  would  be  convenient  likewise  to  place  moving  contact  makers  at  each  end 
"  of  the  inductive  coil  so  as  to  alter  the  number  of  turns  that  act  for  the  shunt. 

15  '^  It  is  important  that  the  inductive  shunt  should  possess  little  resistance,  and 
^^  for  that  reason  it  should  be  of  the  closed  magnetic  type,  but  to  increase  the 
^  efficiency  still  moi*e  I  might  arrange  to  give  an  initial  excitation  to  the  iron 
**  bringing  it,  preferably  near  its  criti^  point. 

"  To  do  this  I  should  arrange  the  iron  core  with  three  arms,  round  one  of  these  I 

SO  '*  should  wind  the  exciting  coil  and  as  it  is  essential  that  no  inductive  effect  should 
"  act  on  this  part  of  the  circuit,  by  currents  moving  in  the  other  coils  I  should 
"  equally  wind  the  other  two  arms  of  the  iron  core  in  such  a  manner  that  the 
"  current  in  one  winding  would  tend  to  decrease  the  magnetism  in  the  same 
"  proportion  as  the  current  in  the  other  arm  tends  to  increase  it.    These  two 

25  "  coils  to  be  coupled  in  series  for  acting  self  inductively  or  else  the  winding  may 
**  be  coupled  and  disposed  so  as  to  act  as  a  transformer,  when  it  would  be  useful 
"  for  telegraph,  purposes,  for  which  transformers  are  now  used. 

'•  It  has  been  found,  when  working  duplexed  cable  lines  with  curb  transmitters, 
"  as  I  have  above  proposed  that  additional  difficulties  of  obtaining  and  main- 

30  "  taining  *  balance '  is  introduced  by  the  curb. 

"  I  propose  to  avoid  this  by  the  insertion  in  the  '  fork  '  of  the  bridge  and  in 
*^  series  with  the  receiving  instrument  a  coil  possessing  suitable  self  induction 
Y'  and  of  small  resistance.** 

The  Complete  Specification  (as  amended  on  the  13th  of  July  1906),  was  as 

85  follows: — "This  invention  relates  to  improvements  in  telegraph  apparatus 
"  whereby  the  relay  apparatus  is  capable  of  being  worked  efficiently  by  minute 
"  electrical  forces  such  as  are  likely  to  be  received  at  the  ends  of  long  submarine 
"cables,  and  is  also  capable  of  working  with  an  absolute  certainty  of  contact 
"  which  is  not  in  such  cases  obtainable  with  delicate  relays,  when  fixed  contacts 

40  "  are  employed. 

"  My  improvements  also  relate  to  means  for  eliminating  a  varying  zero  in  the 
"  recording  instruments  and  for  obtaining  a  better  definition  of  the  signals  than 
"  heretofore. 
"  An  important  feature  of  my  invention  is  the  employment  of  a  relay  apparatus 

45  **  with  a  tongue  or  tongues  connected  to  one  end  of  a  relay  circuit  and  adapted 
"  to  be  moved  by  the  arrival  signalling  current  so  as  to  make  or  break  circuit 
"  with  a  moving  surface  connected  to  the  other  end  of  the  relay  circuit. 

**  Another  feature  of  my  invention  consists  in  short  circuiting  the  receiving 
*'  instrument  by  an  inductive  coil  or  magnetic  shunt.    It  is  important  that  these 

50  "  coils  or  shunts  shall  possess  high  self  induction  with  but  moderate  resistance 
"  and  for  this  reason  I  construct  them  of  induction  coils  having  closed  magnetic 
"  circuits.  These  coils  or  shunts  prevent  a  varying  zero  in  the  receiving 
"  instrument  by  eliminating  slow  irregular  currents,  and  thereby  increase,  or 
*' obtain  the  maximum  definition  of  the  signals,  and  thus  improve  the  efficiency 

55  "  and  augment  the  speed  of  said  signals.  I  may  increase  the  efficiency  of  such 
"  self  inductive  coil  or  shunt,  by  employing  an  electric  current  to  initially  excite 
**  the  iron  of  said  coil  so  as  to  bring  it  to  a  critical  stage  and  thus  render  it  very 
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'*  sensitive.    When  using  such  self  inductive  coils  it  is  not  necessary  to  employ 
'^  the  condensers  usually  placed  in  series  with  the  line. 

<^  My  invention  also  comprises  the  use  of  the  closed  circuit  inductive  coil  or 
**  magnetic  shunt,  not  only  for  the  receiving  relay  or  other  receiving  instrument' 
*(  but  also  for  the  arms  of  the  *  bridge  *  used  in  duplex  transmission.  For  this  5 
^<  purpose  the  ingoing  current  enters  the  magnetic  shunt  at  its  mid-point  so  that 
f*  one  half  of  the  said  current  neutralizes  the  inductive  efipect  which  would  be 
^'  produced  by  the  other  half  of  said  current,  and  the  shunt  therefore  behaves  as* 
*'  a  plain  resistance.  An  adjustable  contact  maker  or  rheostat  may  be  placed  at 
'*  the  *  apex '  of  the  bridge  for  adjusting  the  *  bridge  balance,'  whereby  the  point  10 
^'  at  which  the  current  enters  the  inductive  shunt  can  be  suitably  altered  or 
*'  adjusted.  Adjustable  contacts  may  also  be  provided  at  each  end  of  the 
^^  inductive  coil  so  that  the  number  of  turns  of  said  coil  which  constitute  the 
*^  shunt  may  be  altered  as  required.  Also  adjustable  external  resistances  may 
^^  be  included  in  the  bridge  arms  for  facilitating  adjustment  and  balancing.  15 

^^  To  overcome  the  difficulties  of  obtaining  and  maintaining  ^balance*  introduced 
'^  when  working  duplex  lines  with  curb  transmitters- as  aforesaid,  I  may  insert 
'*  in  the  *  fork '  of  the  bridge  and  in  series  with  the  receiving  instrument  tf 
*'  closed  circuit  coil  possessing  suitable  self  induction  and  having  but  moderate 
^^  resistance,  in  order  to  avoid  ^  jars '  on  the  receiving  instrument.  30 

"  In  order  that  my  invention  may  be  clearly  understood  and  readily  carried 
*'  into  effect  I  will  proceed  to  describe  the  same  more  fully  with  reference  to 
^<  the  accompanying  Drawings   in  which  : — Figure  1    is   an   end    elevation. 
^^  Figure  2  is  a  plan  and  Figure  3  is  a  side  elevation  with  one  pole  of  the 
**  magnet  removed,  of  relay  apparatus  constructed  according  to  my  invention.  25 
**  Figure  1  shows  a  rotary  contact  surface  or  drum  divided  into  five  sections 
*'  insulated  from  one  another.    Figure  5  is  a  side  elevation  and  Figure  6  is  a 
<^  plan  of  a  modification  of  the  apparatus  shown  in  Figures  1,  2  and  3,  in 
'^  which  modification  both  a  fixed  tongue  and  a  frictionally  controlled  tongue 
^<  are  employed.    Figure  7  is  a  diagrammatic  view  of  a  modification  of  the  relay  30 
*'  apparatus.    Figures  8  and  9  are  diagrammatic  side  and  plan  views  respectively, 
*'  of  another  modification  of  the  relay  apparatus.    Figure  9*  is  a  diagrammatic 
*^  plan  view  of  a  modification  of  the  arrangement  shown  in  Figures  8  and  9*. 
(«  Figure  10  is  a  diagram  of  a  cable  circuit  in  which  the  receiving  instrument 
'^  is  short  circuited  by  a  closed  circuit  self  inductive  coil  or  magnetic  shunt.  35 
*^  Figure  II  is  a  diagram  of  one  end  of  a  duplex  cable  circuit  in  which  the 
^^  receiving  instrument  is  short  circuited  by  a  closed  circuit  self  inductive  coil  or 
"  magnetic  shunt.    Figure  12  is  a  diagram  of  one  end  of  a  duplex  cable  circuit 
'^  in  which  the  receiving  instrument  is  short  circuited  by  a  closed  circuit  self 
^*  inductive  coil  or  magnetic  shunt,  and  in  which  a  different  arrangement  of  40 
'^  bridge  to  that  shown  in   Figure  10,  is  employed.     Figure  13  is  a  similar 
'^  diagram  to  that  shown  in  Figure  10,  and  shows  movable  contacts  for  adjusting 
'^  both  the  bridge  balance  and  the  number  of  turns  of  the  coil  constituting  the 
''  inductive  coil  or  magnetic  shunt.    Figure  14  is  a  diagram  of  one  end  of  a 
"  duplex  cable  circuit  in  which  curb  transmitters  are  employed  and  in  which  45 . 
'^  closed  circuit  inductive  coils  are  placed  in  the  '  forks '  of  the  bridges  and 
**  in  series  with  the  receiving  instruments.    Figure  l6  shows  an  inductive  coil 
'^  having  a  closed  magnetic  circuit,  suitable  for  the  purpose  of  my  invention. 
**  Figure  16  is  a  cross  sectional  view  of  the  coil  shown  in  Figure  15.    Figure  17 
"  shows  another  form  of   inductive   coil    having  a  closed  magnetic  circuit  50 
^'  and  adapted  to  have  its  iron  core  initially  excited  so  as  to  bring  it  to 
'*  a  critical  state. 
**  Referring  to  Figures  1  to  3, 

"  A  is  a  light  wire  coil  delicately  suspended  in  the  field  of  a  permanent  or 
•'  electro  magnet  a.    B  is  a  relay  tongue  fixed  to  the  top  of  the  coil  A.    0  is  55 
*'  a  rotary  disc  or  drum  mounted  on  a  spindle  C*  supported  from  the  frame  of 
"  the  instrument  by  suitable  bearing.    This  drum  0  is  ms^de  iQ  s^tioQQ 
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'*  separated  by  insalating  material  c  which  may  be  a  metal  ring  of  suitable  width 
'*  having  its  sides  covered  with  insulating  material,  or  may  consist  of  thin  mica 
**  insulation.  The  free  end  of  the  tongue  B  bears  lightly  upon  the  rotary  drum 
^'  C  and  should  be  of  a  width  not  exceeding  the  width  of  the  insulating  strip  c. 
5  "  The  main  line  conductors  E,  E  are  connected  to  the  coil  A  by  very  fine  wire 
^*  coils.  One  end  of  the  relay  circuit  F  is  connected  to  the  sections  of  the  drum^ 
"  0  by  a  divided  battery  and  suitable  brushes, //,  and  the  other  end  of  the  said 
"  relay  circuit  is  connected  to  the  tongue  B.  G  is  a  recording  instrument  in  the 
**  relay  circuit,  c^  is  a  pulley  which  is  mounted  on  the  drum  spindle  C^  and 
10  **  which  is  connected  to  any  suitable  source  of  power  for  rotating  the  drum  C. 
^  (  ft  are  adjustable  screw-stops  carried  by  the  frame  of  the  instrument,  for 
^*  limiting  the  lateral  movements  of  the  tongue  B.  a^  is  a  lug  projecting  from 
"  the  bottom  of  the  coil  and  a'  a'  are  springs  having  their  ends  respectively 
^*  attached  to  the  lug  a^  and  to  the  frame  of  the  apparatus. 


15  ^  The  coil  A  is  normally  suspended  so  that  its  plane  is  parallel  to  the  north 
'^  and  south  line  of  the  magnet  a,  in  which  position  the  tongue  B  is  in  contact 
*^  with  the  insulating  strip  c,  that  is  to  say,  the  tongue  is  in  its  zero  position. 
'*  The  arrival  signalling  current  from  the  main  line  circulating  in  the  coil  A, 
**  turns  this  coil  out  of  the  north  and  south  line  of  the  magnet  a  (to  a  extent 

20  *^  which  depends  upon  the  strength  of  the  said  current)  and  moves  the  tongue  B 
"  laterally  into  contact  with  one  of  the  sections  of  the  rotary  drum  C,  thus 
<^  making  contact  and  enabling  a  current  to  pass  through  the  relay  circuit 

^*  The  object  of  rotating  the  drum  G  is  to  reduce  the  friction  between  it  and 
"  the  end  of  the  tongue  B  to  a  minimum,  so  that  very  minute  forces  may  be 

25  **'  enabled  to  move  the  said  tongue  as  above  described. 

*•  The  rotary  drum  C  may  consist  of  any  suitable  number  of  insulated  sections, 
'*  such  number  of  sections  depending  upon  the  required  properties  of  the  relay. 
**  For  instance,  (as  shown  in  Figure  1)  when  it  is  required  to  adapt  the  instru- 
'*  ment  for  receiving  signals  over  lines  where  the  signals  are  likely  to  possess 

30  "  what  is  known  as  *  a  varying  zero,'  st^A  as  would  he  caused  by  the  charging  up 
"  action  of  a  receiving  condenser^  tiie  drum  C  may  be  divided  into  five  sections, 
**  c,  c*,  c",  c*,  c",  insulated  from  one  another  by  suitable  material,  c  is  the  central 
'^  insulation  ring  or  piece  forming  the  mechanical  zero  of  the  instrument  as 
"  previously  described..    When  the  tongue  B  moves  into  contact  with  either  of 
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the  diviBioDs  or  sections  c^  or  c^,  a  signal  is  indicated  as  previously  described. 
If  the  tongue  B  is  caused  by  the  arrival  current  to  move  too  much  to  one  or 
other  side  oiving  to  the  said  varying  zero^  the  said  tongue  makes  contact  with 
one  or  other  of  the  sections  c*  or  c"  (which  may  be  termed  correcting  sectiona). 
These  sections  c*  and  c*  are  so  arranged  that  when  they  are  Uius  in  contact  5 
with  the  said  tongue,  not  only  does  the  signal  continue  to  be  indicated  in  the 
same  manner  as  if  the  tongue  were  resting  on  section  c'  or  c^  bat  an  auxiliary 
relay  is  also  worked  ;  this  auxiliary  relay  ivorks  in  cor^unction  with  the  main 
relay  and  causes  a  correcting  current  to  be  sent  through  a  few  auxiliary  turns 
of  wire  wound  on  the  coil  A,  in  such  a  direction  as  to  cause  the  tongue  B  to  10: 
move  back  towards  the  insulating  strip  or  piece  c  to  such  an  extent  as  to  make, 
the  electrical  zero  as  far  as  possible  coincide  with  the  mechanical  zero  of  the 
instrument. 


FIC.4 


"  If  the  relay  circuit  is  constructed  for  receiving  cable  signals,  it  may  in  order 
to  facilitate  the  reading  of  the  signals  (especially  with  hand  sending)  be  most  15 
conveniently  fitted  with  two  contact-making  tongues,  one  fixed  to  and  the 
other  frictionally  controlled  by  the  suspended  coil,  the  motion  of  the  fixed 
tongue  either  to  right  or  left  changing  over  the  connections  for  the  frictionally 
controlled  tongue. 

^^  Such  an  arrangement  is  shown  in  Figures  5  and  6,  in  which  A  is  the  20 
suspended  coil,  B  is  a  tongue  rigidly  fixed  to  the  said  coil  and  B*  is  a  tongue 
having  a  hole  in  it  through  which  passes  a  rod  a"  fixed  to  the  coil  A.  The 
rod  a^  is  screw  threaded  and  carries  a  screw  nut  a^  at  its  upper  end.  The 
tongue  B^  rests  upon  a  boss  of  insulating  material  a'  and  is  there  retained 
by  the  spring  a\  one  end  of  which  bears  on  the  under  side  of  the  nuta\  The  25 
tongue  B^  is  thus  frictionally  attached  to  the  coil  A. 

"  The  tongues  B  and  B^  at  one  extremity  bear  upon  the  rotary  drum  C  and  at 
the  opposite  extremity  are  connected  to  one  end  of  the  relay  circuit  P. 
G,  G^  are  the  recording  instruments,  h  h  are  stops  for  limiting  the  lateral 
movements  of  the  tongue  B  and  JA  h^  are  stops  for  limiting  the  lateral  30 
movements  of  the  tongue  B^  The  magnet  a  and  remaining  parts  of  the  . 
apparatus  are  omitted  from  these  figures  but  are  arranged  as  in  Figures  1, 
2  and  3. 

''  The  recording  instruments  are  so  arranged  that  in  order  to  produce  a  signal 
the  tongue  B,  B^  must  both  be  on  the  same  section  of  the  drum  C  at  the  same.  35 
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**  time,  the  current  passing  in  a  similar  manner  along  both.     Such  position 
*'  is  shown  in  Figure  6. 

"  When  the  arrival  current  causes  the  coil  A  to  turn  as  previously  described, 
"  both  the  tongues  B  and  B^  are  caused  to  slide  into  contact  with  one  section  of 
5  "  the  drum  0  and  give  a  signal  in  the  relay  circuit ;  after  a  very  slight 
"  movement  however  the  tongue  B^  is  arrested  by  the  stop  b\  the  tongue  B 
"  being  permitted  to  continue  its  movement  under  the  influence  of  the  coil  A, 
"  owing  to  the  fact  that  the  tongue  B^  is  only  frictionally  attached  to  the  said 
"  coil.    Upon  the  coil  A  returning  to  its  normal  position  the  tongue  B^  will 

10  "  immediately  be  carried  to  or  across  the  insulated  strip  c  thus  breaking  contact 
**  and  registering  the  signal.  If  the  next  signal  is  of  the  same  sign,  the  tongue 
^*  B^  will  be  again  carried  over  to  the  same  section  of  the  drum,  even  though  the 
'*  amplitude  of  oscillation  of  the  coil  A  may  not  have  been  sufficient  to  cause 
"  the  fixed  tongue  B  to  return  to  zero  between  the  signals.    For  an  opposite 

15  '^  signal  these  tongues  operate  in  a  similar  manner,  the  tongue  B  being  moved 

"  to  the  opposite  side  or  section  of  the  drum  and  the  connections  thus  reversed. 

"  In  this  manner  the  connections  for  the  frictionally  controlled  tongue  B^  are 

^^  changed  and  a  very  clear  definition  of  the  signals  may  be  obtained. 

"  These  two  tongues  may  be  arranged  on  two  separate  instruments,  the  fixed 

20  "  tongue  on  one,  and  the  frictionally  constrained  tongue  on  another.  Or  the 
**  tongues,  operated  by  a  single  coil,  may  make  contact  with  two  separate  rotary. 
"  drums. 


*'  Referring  to  Figure  7.    A  is  the  coil  suspended  in  a  plane  parallel  to  the 

*'  north  and  south  line  of  the  magnet  and  adapted  to  receive  the  arrival  currents 

25  ^'  froni  the^main  line  E.    0  is  the  rotary  drum  the  sections  of  which  are  divided 

^<  by  insulating  material  c  and  connected  to  one  end  of  the  relay  circuit  F,  and 
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''  G  is  a  recording  instrument  all  as  previously  described.  H  is  a  suspended  rod 
"  provided  with  a  cross  piece  h,  ¥  Ji}  are  silk  cords  or  their  equivalent 
*^  connecting  the  ends  of  the  cross  piece  h  with  the  top  of  the  coil  A.  B  is  the 
^^  tongue  which  is  fixed  or  frictionsdly  attached  to  the  suspended  rod  H,  and  has 
*^  one  of  its  ends  connected  to  one  end  of  the  relay  circuit  and  its  other  end  5 
"  bearing  on  the  rotary  drum  C.  When  no  arrival  signalling  current  is  received 
**  the  tongue  B  rests  upon  the  insulating  strip  c,  and  when  the  coil  A  is  turned 
'*  by  the  arrival  signalling  current  from  the  main  line,  as  previously  described, 
^*  such  movement  is  communicated  through  the  cords  h}  h\  cross  piece  hj  and 
"  rod  H  to  the  tongue  B,  which  latter  is  caused  to  slide  into  contact  with  one  or  10 
''  other  of  the  drum  sections  and  cause  a  current  to  pass  through  the  relay 
"  circuit.  By  placing  the  ends  of  the  cords  h^  h\  which  are  attached  to  the 
'^  coil  A,  as  far  apart  as  possible,  and  their  opposite  ends,  which  are  attached  to 
'^  the  cross  piece  7»,  closer  together,  the  end  of  the  tongue  B  may  be  caused  to 
*^  move  through  a  greater  angle  than  the  coil  A,  and  its  movement  thus  15 
''  exaggerated. 

'*  These  cords  do  not  however  form  part  of  my  invention. 

"  Referring  to  Figures  8  and  9,  the  suspended  coil  A  connected  to  the  main 
^^  line  E,  the  magnet  a,  the  tongue  B  connected  to  one  end  of  the  relay  circuit, 
"  and  recording  instrument  G,  are  arranged  as  in  Figure  1.  The  rotary  drum  0  20 
'*  is  made  in  a  single  piece,  revolves  in  a  horizontal  plane,  and  has  the  other  end 
"  of  the  relay  circuit  connected  to  it  by  a  suitable  brush  /.  When  no  arrival 
^'  current  is  being  received  from  the  main  line,  the  tongue  B  remains  out  of 
*'  contact  with  the  rotary  drum  as  shown  clearly  in  Figure  9.  When  the  arrival 
^^  current  from  the  main  line  passes  through  the  coil  A  and  causes  it  to  turn  as  25 
"  previously  described,  the  tongue  B  is  moved  into  contact  with  the  drum  C 
**  and  thus  causes  a  current  to  pass  through  the  relay  circuit. 

^*  It  is  obvious  that  instead  of  employing  only  one  drum  G  as  shown  in 
*<  Figures  8  and  9,  two  such  drums  may  be  employed.  Such  an  arrangement  is 
"  shown  in  Figure  9*  in  which  two  drums  C  C  connected  to  one  end  of  the  30 
^^  relay  circuit  by  a  divided  battery,  are  arranged  in  a  position  parallel  to  one 
"  another  and  having  a  space  between  them.  In  this  space  the  end  of  the 
'^  tongue  B  is  normally  situated  and  is  adapted  to  be  moved  by  the  arrival  sig- 
**  nailing  currents  so  as  to  make  circuit  with  one  or  other  of  said  drums. 

*'  Referring  to  all  the  foregoing  Figures,  it  has  been  found  that  the  contact  35 
^^  between  the  end  of  the  relay  tongue  or  tongues  and  the  rotary  drum  is  not 
''  quite  constant  in  amount,  especisdly  when  the  point  of  the  tongue  bears 
*'  lightly  on  the  said  drum.  Any  variation  in  the  strength  of  the  current 
**  passing,  due  to  this  cause,  may  be  greatly  reduced  by  short  circuiting  the 
"  sliding  contact  between  the  tongue  and  the  drum  by  a  condenser  E  of  suitable  40 
"  capacity. 

''  If  the  zero  of  the  signals  received  from  the  main  line  is  found  not  to  be 
"  constant  in  position,  owing  for  example  to  the  charging  up  auction  of  a  receiving 
"  condenser^  the  relay  can  be  fitted  with  auxiliary  coils  arranged  m  parallel 
"  with  the  working  coil  A  and  receiving  current  from  a  secondary  circuit ;  this  45 
•'  latter  current  is  before  passing  to  the  auxiliary  coil  proviouoly  sent  through 
*'  suitable  contacts  (either  moving  or  fixed)  and  a  circuit  having  resistance, 
^^  induction,  or  capacity,  or  any  combination  of  these  to  reproduce  the  same 
*'  variable  effects  i»  on  the  zero,  but  in  the  opposite  direction,  and  thereby 
^^  eliminate  this  disturbing  factor  or  variation  i&  of  the  zero,  from  the  working  50 
*'  of  the  relay. 

"  The  rotary  drum  may  be  'caused  to  spin  by  any  convenient  means,  for 
**  example  I  may  fix  the  armature  of  a  small  electro-magnet  directly  on  the 
"  drum  shaft.    Any  means,  (other  than  the  coil  described),  which  are  at  present 
'*  known  to  the  art  may  be  used  to  impart  the  necessary  motion  to  the  tongue  of  55 
"  the  relay  for  the  purpose  of  indicating  received  signals. 


Vol.  XXIV.,  No.  15.]     AND  TRADE  MARK  CASES. 


321 


In  the  Matter  of  Broum^s  PcUent, 


"  Referring  to  Figure  10.  E  is  the  telegraph  line  or  cable,  and  E*  E*  are  con- 
"  dnctors  to  earth.  I  is  the  transmitting  instrument.  R  is  the  receiving  instru- 
**  noient.  L  is  an  inductive  coil  or  magnetic  shunt  having  a  closed  magnetic 
"  circuit,  with  which  the  receiving  instrument  is  short-circuited. 

"  Referring  to  Figure  11,  E  is  the  telegraph  line  or  cable,  E'  E^  are  conductors 
''  to  earth,  and  E'  is  the  artificial  line  or  cable.  I  is  the  transmitting  instrument 
"  the  current  from  which  enters  the  magnetic  shunt  L  at  a  mid-point  therein. 
"  R  is  the  receiving  instrument  short-circuited  by  the  magnetic  shunt  or  in- 
'*  ductive  coil  L  having  a  closed  magnetic  circuit. 


FIG. 10. 


+IM|i|K    FIG. II.     ^ 


10  "  In  the  above  Figures  10  and  11,  the  condensers  usually  placed  in  series  with 
^^  the  line,  are  not  shown,  as  such  condensers  need  not  necessarily  be  employed 
*^  when  using  the  aforesaid  magnetic  shunt. 

^^  The  resistance  of  the  magnetic  shunt  L  is  much  less  than  that  of  the 
'^  receiving  instrument  R  ;  for  instance,  the  resistance  of  the  former  may  be  say 

15  *^  30  ohms  and  that  of  the  latter,  say  500  ohms.  The  result  of  the  arrangement  is 
^  that  all  slow  impulses  flow  through  the  magnetic  shunt  L  and  leaTe  the 
^  receiving  instrument  R  unaffected,  and  all  sudden  impulses,  such  as  the  line 
^<  signalling  currents,  are  resisted  by  the  magnetic  shunt  L  and  therefore  affect 
^*  the  receiving  instrument  R.    A  varying  zero  in  the  receiving  instrument  8tu:h 

20  ^  as  18  due  to  alow  irregular  currents  is  thus  prevented,  a  maximum  definition 
*^  of  the  signals  is  obtained,  and  the  efficiency  of  said  signals  is  consequently 
^'  enhanced  and  their  speed  increased. 

**  The  aforesaid  closed  circuit  magnetic  shunt  may  be  used  with  forms  of 
*^  bridge  other  than  that  shown  in  Figure  11.    Figure  12,  for  instance,  shows  an 

25  ^^  arrangement  in  which  the  ordinary  condensers  E,  E  are  placed  in  the  arms 
'*  of  the  bridge.  The  receiving  instrument  R  being  shunted  with  the  closed 
*^  circuit  inductive  coil  L,  I  being  the  transmitting  instrument,  E  the  line  or 
>*  cable,  E'  the  artificial  line,  and  E^  E^  the  conductors  to  earth. 

^^  Referring  to  Figure  13,  E  is  the  telegraph  line  or  cable,  E^  E^,  are  the  con- 

30  ''  ductors  to  earth,  E'  is  the  artificial  line,  I  is  the  transmitting  instrument,  and 
'^  R  is  the  receiving  instrument,  as  before.    L  is  the  magnetic  shunt  having  a 
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''  closed  magnetic  circuit,  j  is  the  apex  of  the  bridge  to  which  is  pivoted  a 
'^  rheostat  or  adjustable  contact  maker  J  adapted  to  be  moved  so  as  to  make 
"  contact  with  any  required  one  of  a  number  of  contacts  f  j\  each  of  which 
"  contacts  f  is  connected  to  a  different  turn  or  part  of  a  iwcn  of  the  coil  forming 
^'  the  magnetic  shunt  L.  The  movable  contact  J  is  thus  adapted  to  form  a  finely  5 
"  adjustable  rheostat,  by  the  arrangement  of  which  the  position  at  which  the 
"  sending  currents  enter  the  magnetic  shunt  L,  can  be  altered  to  suit  require- 
^'  ments,  and  the  bridge  balance  or  inductance  thus  adjusted. 

"  M,  M^  are  movable  contact  pieces  pivoted  respectively  at  m  m.  The  contact 
**  piece  M  is  adapted  to  make  contact  with  any  one  of  a  series  of  contact  pieces  10 
"  m\  and  the  contact  piece  M*  is  adapted  to  make  contact  with  any  required 
"  one  of  a  series  of  contact  pieces  m*.  Each  of  the  contact  pieces  m^  is  connected 
"  to  a  different  series  of  turns  at  one  end  of  the  coil  L,  and  each  of  the  contact 
^*  pieces  mr  is  connected  to  a  different  series  of  turns  at  the  opposite  end  of  the 
'^  coil  L.  The  contact  pieces  M  M^  are  thus  adapted  to  form  coarse  adjustable  15 
"  rheostats,  by  the  adjustment  of  which  the  number  of  turns  of  the  coil  L  that 
"  acts  as  the  magnetic  shunt,  may  be  regulated. 

*'  N  and  NS  are  resistances  in  the  arms  of  the  bridge,  and  n,  n*  are  movable 
"  contact  pieces  which  are  pivoted  respectively  at  n%  n\    By  moving  the  contact 
"  pieces  n,  n^  so  as  to  connect  them  at  any  required  point  to  their  respective  20 
''  resistances,  the  resistance  of  the  bridge  arms  may  be  adjusted. 

"  Referring  to  Figure  14,  E  is  the  line,  E'  the  artificial  line,  E*  E^  the  con- 
'*  ductors  to  earth,  I  a  curb  transmitting  instrument,  R  the  receiving  instrument, 
"  and  K  K  the  condensers  placed  in  the  arms  of  the  bridge.  L'  is  a  closed 
'^  circuit  self  inductive  coil  placed  in  the  fork  of  the  bridge  and  in  series  with  25 
"  the  receiving  instrument,  for  the  purpose  of  avoiding  *  jars '  on  the  receiving 
**  instrument  and  thus  overcoming  the  difficulties  of  obtaining  and  maintaining 
"  balance  introduced  by  the  use  of  the  curb  transmitter. 

"  Referring  to  Figures  15  and  16,  Hs  a  hollow  iron  core  of  a  self  inductive 
**  coil  of  the  closed  magnetic  circuit  type.    This  core  I  is  provided  with  a  central  30 
**  bar  or  web  P  round  which  the  wire  P,  forming  the  coil,  is  wound.    This  coil 
"  may  be  made  to  possess  but  little  resistance  with  fair  inductance  and  is  there- 
"  fore  particularly  adapted  for  the  purpose  of  my  invention. 

**  Referring  to  Figure  17,  the  iron  core  of  the  inductive  coil  comprises  three 
"  bars  Z",  l\  Z*,  which  are  connected  by  suitable  end  pieces.  Around  the  central  35 
'*  bar  P  a  coil  Z®  is  wound,  the  ends  of  which  coil  l^  are  connected  to  any  suitable 
"  source  of  electricity  for  exciting  said  coil,  preferably  by  an  alternating  electric 
"  current.  The  bars  l\  P  are  wound  respectively  with  coils  F,  ^,  which  coils 
^  are  wound  in  opposite  directions  and  in  series  with  each  other  so  as  to  act 
"  self  inductively.  40 

"  In  this  condition  currents  moving  in  the  two  coils  P  Z*  will  induce  no 
*•  magnetism  in  the  central  iron  bar  i^  and  will  therefore  have  no  effect  on  the 
"  central  coil  Z®,  while  on  the  other  hand  exciting  currents  moving  in  the 
"  central  coil  Z"  will  produce  equal  magnetic  effects  in  the  same  direction  in  the 
"  iron  bars  Z*  Z'  and  will  therefore  produce  no  inductive  effect  as  a  whole  on  the  45 
^^  two  said  outer  coils  P  P  which  are  as  before  stated  coupled  in  series  with  each 
"  other.  By  thus  initially  exciting  the  iron  core,  the  inductive  coil  is  rendered 
"  exceedingly  sensitive  and  its  efficiency  is  consequently  increased. 

"  I  find  that  when  the  moving  surfaces  are  arranged  as  in  Figures  8,  9  and  9*, 
"  tJiat  18  to  say  are  arranged  with  respect  to  the  finger  so  that  the  contact  there-  50 
•*  unth  is  made  and  broken  by  the  free  end  of  the  finger  moving  towards  or  away 
^^  from  said  surfaces  in  contradistinction  to  moving  across  the  said  surfaces^ 
'*  the  use  of  a  condenser  or  condensers,  as  there  shown,  is  essential  to  practical 
'*  success,  so  that  I  make  no  claim  to  such  arrangements  excepting  therewith. 
'   I*  /  ivish  it  to  be  understood  that  I  do  not  intend  my  claims  to  inclvde  an  55 
^^  inductive  coil  or  magnetic  shunt  unless  said  coil  or  shunt  possesses  the  charac^ 
**  terisUcs  respecting  its  high  self  induction  and  moderate  resistance  above,  stated^ 
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'*  and  tAfileas  said  coil  or  shunt  be  used  with  submarine  cables  to  shUnt  the 
"  receiving  instrument^  under  which  conditions  the  usual  receiving  condenser  or 
**  condensers  might  as  aforesaid  be  dispensed  with^ 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
**  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that, 
"  subject  to  the  above  disclaiming  notes,  what  I  claim  in  electric  telegraph 
"  apparatus  is ; — 

"  1.  A  tongue  connected  to  one  end  of  a  relay  circuit  and  adapted  to  be  moved 
"  by  the  arrival  signalling  currents  so  as  to  make  and  break  circuit  between 
"  itself  and  a  moving  surface  in  the  relay  circuit  for  the  purpose  specified.  2. 
"  A  moving  surface  connected  to  one  end  of  a  relay  circuit  and  divided  by 
"  insulating  partitions  into  sections  for  making  and  breaking  circuit  with  a 
"  tongue  or  tongues  connected  to  the  other  end  of  the  relay  circuit,  for  the 
"  purpose  specified.  3.  A  receiving  instrument  short  circuited  through  a  closed 
**  circuit  inductive  coil,  for  the  purpose  specified.  4.  An  inductive  coil  having 
"  a  closed  magnetic  circuit  and  provided  with  means  for  the  initial  excitation 
"  of  its  core  substantially  as  and  for  the  purpose  specified.  5.  'A  duplex  line  in 
"  which  the  sending  current  enters  a  closed  circuit  inductive  coil  in  the 
"  *  bridge,'  which  coil  is  adapted  to  short-circuit  the  receiving  instrument  and 
**  is  provided  with  means  for  adjusting  the  'bridge  balance*  for  the  purpose 
"  specified.  6.  A  closed  circuit  inductive  coil  placed  in  the  fork  of  the  *  bridge ' 
**  of  a  duplex  line  and  in  series  with  the  receiving  instrument,  for  the  purpose 
*^  specified.  7.  Apparatus  constructed  arranged  and  operating  substantially  as 
"  described  with  reference  to  any  of  the  examples  illustrated  by  the  accompanying 
"  drawings  for  the  purpose  specified. 


Y^ 


In  May  1906,  Alexander  Muirhead  and  Muirhead  A  Go.  Ld.  presented  a 
Petition  for  Revocation  of  the  Patent.  The  Petition  alleged  the  invalidity  of  the 
Patent  on  the  grounds  of  want  of  novelty  and  want  of  subject-matter.  The 
Petition  was  served  on  the  Patentee,  Herbert  Arnand  I'aylor  and  J.  A,  L. 
30  Dearlovcy  owners  of  the  Patent,  and  on  the  Oommercial  Gahle  Go.^  who  were 
Licensees  under  the  Patent. 


au 


BEiPdBtS  OF  PATENT,  DliSION,        [Jane  26, 1907. 


In  the  Matter  of  BrmotCi  Patent, 


Varley       

No.  3,059  of  1856 

Delany  U.S.A. 

»          

No.  3,453  of  1862 

Belfield    ... 

>»          ...       .  •  • 

No.  165  of  1866 

Woodkouse  Js 

>»          •••      ••• 

No.  1,867  of  1866 

Rawson 

Thomson 

No.  2,147  of  1867 

Muir/iead 

«i          ...      ... 

No.  252  of  1871 

Delany    ... 

JfMtrA(Sorf,U.S.A. 

No.  227.039  of  1880 

„      U.S.A. 

HopMnson 

No.  3,362  of  1881 

„ 

»»          

No.  14,233»of  1884 

„      U.S.A.  . 

Ferranti    

No.  14,917  of  1885 

Muirhead 

Zipemowski 

No.  395  of  1887 

Gallendar 

Dick  Js  Kennedy... 

No.  3,658  of  1887 

Lake 

Thompson 

No.  9,728  of  1837 

Lodge 

Delany      

No.  3,839  of  1890 

The  Particulars  of  Objections  (as  amended)  alleged  (inter  alia)  prior  publica- 
tion, prior  user,  and  want  of  subject-matter.  The  prior  publications  alleged 
included  the  following  British  and  United  States  Specifications : — 

...No.  425,597  of  1890 
..    No.  5,135  of  1890  5 

•  No.  10,832  of  1891 

.  No.  3,413  of  1893 
,.  No.  21,628  of  1893 
.No.  510,007  of  1893  10 
.  No.  21,629  of  1893 
.No.  510,005  of  1893 
.  No.  10,908  of  1897 
.  No  16,718  of  1897 
.  No.  19,445  of  1897  15 
.    No.  9,712  of  1898 

The  3rd,  4th  and  7th  Claims  were  alleged  to  have  been  anticipated  by  the 
following  publications : — 

Williams,  ^'Manual  of  Telegraphy,   1885,"  pp.  74-7  and  description  of  20 

Pig.  23. 
PrescoU,  "Electricity  and  the  Electric  Telegraph,  1878,"  p.  370,  Fig.  808 

and  description. 
ScMlm, ''  Der  Elektromagnetische  Telegraph,  1888,"  p.  699,  Figs.  466,  467 

and  description.  25 

Fleming^  **  The  Alternate  Current  Transformer,  1892,"  Vol.  2,  pp.  63-5, 

88-118. 
Oliver  Heaviside^  "  Electrical  Papers,  1892,"  Art.  XVII. 
A  number  of  instances  of  alleged  prior  user  were  also  given.  Further  grounds 
of  iuTalidity  alleged  were— prior  grant  to  A.  Muirhead  (No.  516  of  1899),  want  30 
of  subject-matter,  insufficiency  in  distinguishing  the  new  from  the  old,  discon- 
formity  as  to  all  the  Claims,  want  of  utility,  insufficiency  of  the  Complete 
Specification,  that  the  amendments  made  in  the  Specification  were  lUtra  vires  as 
they  were  not  merely  disclaimers  and  were  made  without  leave  of  the  Court 
when  the  Petition  was  pending.    The  amended  Specification  was  also  alleged  35 
to  be  ambiguous,  inaccurate  and  misleading,  because  "  (a)  the  condensers  usually 
^'  placed  in  series  with  the  line  cannot  be  dispensed  with  when  using  self 
"  induction  coils ;  and  (b)  the  apparatus  marked  I  in  Fig.  14,  and  which  is 
**  stated  to  be  a  curb  transmitting  instrument,  is  not  a  curb  key  at  all." 
The  following  are  the  most  important  portions  of  the  alleged  anticipations  :^  40 
C.  F.  Varley's  Specification,  No.  3,059  of  1856,  at  p.  16  :— **  Another  feature  of 
^  my  invention  consists  in  preventing  the  burning  at  the  relay  contacts  or  rather 
"  in  lessening  it.    The  burning  roughens  the  surface  of  the  platinum  and  the 
^^  relays  work  irregularly  in  consequence,  especially  when  the  line  current  is 
"  weak.    This  I  efiEect  by  attaching  induction  plates  to  the  relay  contact  pieces  45 
*'  similar  to  those  attached  to  the  contact  pieces  of  a  Ruhmhorffs  induction  coil, 
"  which  being  well  known  I  need  not  describe  them  further.    The  induction 
'^  plates  by  reducing  the  spark  reduce  the  destruction  of  the  smooth  surface  of 
^^  the  platinum,  and  the  machines  will  work  a  much  longer  time  without 
*'  attention  and  produce  neater  marks."    Claim  22  was — "  The  application  of  50 
"  Induction  plates  similar  to  those  used  in  Ruhmkorff*s  machines  to  relays, 
"  whereby  the  burning  is  reduced  and  the  action  of  the  apparatus  rendered  more 
"  certain."    This  Specification  dealt  only  with  land  lines. 

C.  F.  rar%*«  Provisional  Specification,  No.  3,453  of  1862  stated— "  When  the 
'*  rate  of  signalling  through  a  long  submarine  cable  is  too  rapid  the  electric  55 
**  impulses  arrive  at  the  distant  end  in  irregular  wavesand  do  not  always  pass  tiie 
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^^  zero  point,  that  is,  do  not  always  change  from  +  to  -  in  which  case  the  relay 
"  cannot  record  the  signals  which  '  run  together '  or  *  fall  out.'  The  electric  im- 
^^  pulses  can  be  made  to  appear  at  the  distant  end  in  much  more  rapid  succession 
**  if  the  change  of  sign  (+  to  -  )  be  not  necessary,  etc.  .  .  .  while  the  present 
5  ^  invention  effects  this  purpose  much  more  effectually  by  electrical  means  vizt. 
^  First  mode. —-At  the  receiving  end  of  the  cable  is  attached  a  series  of  induc- 
^  tion  plates  •  .  •  between  the  earth  and  the  cable  connecting  the  ^  odd '  plates 
**  to  the  one  and  the  *  even  '  plates  to  the  other.  A  relay  or  telegraphic  instru- 
**  ment  is  inserted  either  between  the  cable  and  the  induction  plates  or  between 

10  ^^  the  induction  plates  and  the  earth.  A  resistance  coil  (best  if  wound  on  a  large 
*^  iron  core)  is  also  inserted  between  the  cable  and  the  earth  without  which  no 
**  gain  in  speed  would  be  experienced.  Assume  a  galvanometer  relay  to  be  the 
^  one  used  on  applying  a  current  to  the  sending  end  the  electric  impulse  will 
*'  gradually  show  itself  at  the  receiving  end  splitting  part  into  the  induction 

15  '^  plates  and  through  the  galvanometer  part  through  the  resistance  coils  to  the 
^^  earth.  As  soon  as  the  current  assumes  its  maximum  force  and  the  induction 
**  plates  are  fully  charged  the  current  through  the  galvanometer  ceases.  On 
^*  reversing  the  current  at  the  sending  end  the  impulse  at  the  receiving  end 
"  gradually  decreases  preparatory  to  changing  its  sign  the  moment  however  that 

go  *^  its  tension  begins  to  decrease  and  long  before  it  changes  sign  the  induction 
*^  plates  by  discharging  themselves  produce  a  reversal  of  current  in  the 
^'  galvanometer  thus  the  impulse  or  change  of  tension  is  recorded.  Any  change 
"  of  the  cable  current  in  the  direction  of  plus  towards  zero  or  minus  or  of 
**  minus  to  more  minus  moves  the  galvanometer  needle  in  one  direction  while 

25  ^'  any  variation  of  the  current  from  minus  towards  less  minus  zero  or  plus 
'*  moves  the  needle  of  the  galvanometer  in  the  opposite  direction.  Fluid 
'^  induction  plates  in  consequence  of  their  great  capacity  may  be  used  sometimes 
^*  with  advantage  but  as  there  is  always  more  or  less  conduction  through  them 
*^  it  is  necessary  to  counteract  the  effect  of  it  in  some  cases.    This  can  be  done 

30  ''  by  winding  the  instrument  coils  with  two  wires  and  causing  a  part  of  the 
*<  current  from  the  induction  plates  to  pass  round  the  instrument  coils  in  an 
"  opposite  direction  to  the  first  current  when  this  is  over  done  or  over  corrected 
*^  a  relay  can  be  constructed  which  records  only  when  the  increment  of  tension 
"  is  increasing  in  rate."    **  Fourth  mode. — The  instrument  coils  are  wound  with 

35  "  two  wires  and  the  cable  current  is  made  to  circulate  in  opposite  directions 
^^  through  them  the  current  from  the  one  wire  goes  to  the  earth  through 
^'  resistance  coils  the  other  part  of  the  current  goes  to  the  earth  through  tiie 
**  coil  of  an  electro-magnet  of  large  dimensions.  When  the  resistances  are  so 
"  adjusted  that  no  action  is  produced  by  a  steady  current  through  the  two 

40  *'  wires  of  the  instrument  coils  the  instrument  records  only  the  electric 
^^  impulses  owing  to  the  magnetic  opposition  to  any  variation  of  current  round 
"  the  electro-magnet." 

The  Complete  Specification  showed  how  these  modes  were  put  into  practice : — 
**  First  mode  of  carrying  out  the  first  part  of  my  invention, — ^At  the  receiving 

45  *^  end  of  the  cable  is  attached  a  series  of  induction  plates  between  the  earth  and 
^  the  cable  connecting  the  ^  odd '  plates  to  the  one  and  the  ^  even '  plates  to  the 
^  other.  By  the  term  '  induction  plates '  is  meant  a  series  of  plates  of  metal 
^^  insulated  from  each  other  the  odd  plates  being  connected  together  in  one 
**  series  and  the  even  or  intermediates  plates  in  a  second  series.    A  relay  or 

50  ^*  telegraphic  instrument  is  inserted  either  between  the  cable  and  the  induction 
^  plates  or  between  the  induction  plates  and  the  earth." 


^^  My  fourth  mode  consists  in  winding  the  instrument  coils  with  two  wires  of 

"  different  lengths  and  of  different  number  of  convolutions.     For    ease  of 

55  "  explanation  let  it  be  assumed  that  the  first  wire  has  but  half  the  resistance 

*<  and  half  the  number  of  convolutions  of  the  second  wire  let  there  be  an  electro- 

^  magnet  or  iudnctiou  coil  with  9  resistance  equal  to  that  of  the  second  wire  and 
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'^  that  the  first  and  second  wires  are  joined  together  and  to  the  resistanoe 
"  coil.  Any  current  passing  through  the  first  wire  and  arriving  at  the 
*^  junction  of  the  resistance  coil  and  the' second  wire  splits.  As  IJieee  two 
^*  channels  offer  the  same  resistance  the  current  equally  divides  but  as  the  half 
"  that  traverses  the  relay  in  the  opposite  direction  to  the  first  current  passes  twice  5 
'^  as  often  round  it  the  magnetic  effect  of  the  first  wire  is  exactly  neutralized 
"  consequently  no  action  would  be  produced  in  the  relay  were  it  not  that  the 
>^  iron  of  the  induction  coil  during  the  period  of  its  magnetization  offers  an 
<<  obstruction  to  the  passage  of  the  current  and  during  this  interval  of  time 
**  more  than  one  half  of  the  current  flows  round  the  second  wire  of  the  relay  10 
<<  and  produces  a  signal  as  before.  The  induction  plates  might  be  applied  in 
"  place  of  the  electro-magnet 

'<  When  the  relay  is  constructed  to  make  contact  between  metal  stops  as  in  all 
<<  electric  relays  hitherto  used,  the  contact  piece  may  be  made  to  strike  against 
"  a  wheel  or  between  two  wheels  rotating  which  wheels  may  be  covered  with  a  15 
'^  porous  material  such  as  cloth  slightly  moistened  with  a  suitable  oonduoting 
*^  fluid  such  as  chloride  of  zinc  or  calcium.  By  these  arrangements  the  *  sticking ' 
"  of  the  relay  when  very  feeble  currents  are  used  may  be  wholly  or  partially 
"  prevented." 

Varley's  Specification,  No.  1,867  of    1866    stated— *<  The  sensitiveness  of  20 
'<  the  instrument  can  be  still  further  increased  by  fixing  a  mirror  on  the  axle 
^^  carrying  the  discs  and  reflecting  a  beam  of  light  on  a  screen.    In  some  cases 
<*  we  make  the  radiating  bars  of  magnetized  tempered  steel  and  do  away  with  the 
'^  inducing  magnets,  but  where  great  sensitiveness  is  required  we  prefer  using  soft 
^'  iron  radiating  bars  and  inducing  magnets,  and  when  we  desire  the  greatest  25 
"  possible  sensitiveness  we  replace  the  permanent  inducing  magnets  by  electro- 
"  magnets.    This  galvanometer  forms  a  very  good  relay  for  working  Morse 
•*  printing  instruments  or  for  relay  transmission ;   when  we  use  it  for  this 
"  purpose  we  mount  a  light  metallic  arm  on  the  axle  carrying  soft    iron 
'*  discs,  having  a  piece  of  platina  or  platina  alloy  fixed  to  it  where  it  touches  30 
**  the  contact  points.    This  relay  works  beween  two  contacts  in  a  similar  way  to 
"  what  are  known  by  the  name  of  polarised  relays,  but  instead  of  using  fixed 
*'  points  for  the  relay  arm  to  beat  against  we  mount  smaU  wheels  or  rollers 
**  made  of  gold  or  platina  alloy  (Fig.  11),  motion  is  communicated  to  these 
"  wheels  by  two  hard  rollers  made  of  bell  metal  or  other  hard  non-magnetic  ZH 
<<  metal  rolling  a^inst  them  ;  these  bell  metal  rollers  are  driven  by  preference 
"  by  means  of  a  simple  piece  of  clockwork,  which  we  prefer  being  made  entirely 
^^  of  brass  or  other  non-magnetic  metal. 


FlC.il 


^ 


^*  The  gold  rollers  revolve  in  the  same  plane  as  the  relay  lever,  and  when  the 
*^  contact  lever  beats  against  them  any  film  of  air  adhering  to  the  roller  is  wiped  40 
'^  away  and  better  contact  made,  the  lever  is  also  less  liable  to  stick  than  in 
"  other  relays  when  working  with  very  weak  currents.  The  object  of 
^'  communicating  the  motion  by  another  roller  is  that  it  burnishes  down  the 
^'  roughness  caused  by  the  electric  current  melting  the  metal  at  the  point  of 
<<  contact ;  tl^i^  method  of  making  contact  is  applicable  to  nearly  all  relays.*'         45 
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**  Fig.  11  represents  our  method  of  making  relay  contacts.    Y  is  the  relay 

"  contact  lever ;  Z,  Z,  are  the  two  contact  rollers;  Z^ZS  are  the  two  driving 

"  rollers." 

The  3rd  Claim  was  "  the  substitution  of  moving  in  place  of  fixed  contacts  for 

5  "  relay  contact  levers  to  beat  against,  and  the  method  of  doing  the  same,  as 

"  hereinbefore  described." 

Extract  from  Williams'  "  Manual  of  Telegraphy,"  (pp.  74-  7)  :— 
"  121.  Induction  is  the  main  cause  which  diminishes  the  speed  of  signalling ; 
"  first,  by  accumulating  on  the  surface  of  the  wire  a  portion  of  the  current 

10  <•  which  would  otherwise  pass  on  to  form  signals ;  the  quantity  accumulated 
"  depending  upon  the  length  and  surface  of  the  wire,  upon  its  proximity  to  the 
**  earth,  and  upon  the  insulating  medium  which  separates  it  from  the  earth. 
**  For  this  reason  the  electro-static  capacity  of  cables  is  much  greater  than  that 
"  of  land  lines— i.e.  they  hold  a  much  greater  charge.    The  greater  this  electro- 

U  **  static  capacity,  the  less  the  speed,  for  it  causes  the  first  portion  of  a  sent 
"  current  to  be  absorbed  or  accumulated  as  shown  above,  and  thus  it  retards  the 
"  first  appearance  of  the  signal  at  the  distant  end.  Again  at  the  cessation  of  the 
"  signal,  the  accumulated  charge  takes  an  appreciable  time  to  discharge,  and 
"  consequently  each  signal  is  prolonged.    Thus  *  charge '  produces  retardation^ 

20  "  and  *  discharge '  prolongation.  This  of  course  necessitates  slower  signalling 
"  to  prevent  dots  from  running  one  into  another.  Again,  an  electro-magnet 
"  cannot  be  magnetised  and  demagnetised  with  infinite  rapidity.  The  core  takes 
"  time  to  magnetise  and  to  lose  its  magnetism ;  and,  moreover,  the  currents 
**^  which  pass  through  the  coils  induce  other  currents  in  the  same  coils  which 

25  «  retard  their  demagnetisation.  These  extra  currents,  as  they  are  called, 
'*  and  which  are  created  in  the  line  as  well  as  in  the  coils  of  electro-magnets, 
**  influence  speed  by  retarding  the  commencement  of  a  signal  and  delaying  its 
"  determination,  and  their  strength  is  proportional  to  the  number  of  turns  of 
**  wire  in  the  electro-magnet,  as  well  as  to  the  mass  of  iron  in  the  core.    The 

30  "  sensitiveness  of  receiving  instruments  is  an  important  point  affecting  the  speed 
"  of  signalling,  and  the  play  of  the  armatures  of  electro-magnets  should  for  this 
"  reason  be  made  as  small  as  possible.  Further,  the  cores  of  the  electro-magnets 
**  should  be  made  of  the  purest  iron  possible,  in  order  to  allow  of  their 
"  becoming  demagnetised  immediately  on  the  cessation  of  the  current.    The  two 

35  "  last-mentioned  causes  affecting  speed,  viz.,  mechanical  inertia  and  residual 
"  magnetism,  do  not  present  the  obstacles  to  rapid  signalling  which  the  effects 
"  of  induction  do,  to  remedy  which  it  is  necessary  to  overcome  the  retarding 
"  and  prolonging  effects  of  charge  and  discharge  respectively,  and  to  counteract 
"  the  influence  of  extra  currents ;  in  the  first  case  by  discharging  the  line  as 

40  "  rapidly  as  possible,  and  in  the  second  by  annihilating  the  effects  of  extra 
**  currents  by  counter  extra  currents  more  powerful  than  those  from  the  line. 

^g       ^^       ^ fLine 

^        '         1  FIC.23. 


Relay  with  E.  M.  Shunt. 


*  <«  To  hiorease  the  indnotiye  effect  of  the  oore,  the  two  extiemitieB  pf  the  horseihpe  are  joined  by 
a  fixed  armature/* 
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*'  122.  The  latter  object  ie  fulfilled  by  the  eleotro-magnetio  Shunt,  which 
'<  consists  of  a  soft  iron  core  in  the  shape  of  a  horse-shoe,  woand  with  insulated 
"  wire,  the  ends  of  which  are  connected  to  the  two  terminals  of  the  receiying 
"  relay  JB,  as  represented  in  Fig.  23,  ante  p.  327. 

'^  From  what  has  been  said  of  extra  currents,  it  will  be  understood  that  a  5 
^^  momentary  extra  current  of  demagnetisation  will  be  formed  in  the  coils  of  the 
"  relay  and  shunt,  in  the  direction  shown  by  the  dotted  arrows  at  the  terminO' 
^^  tion  of  each  signal  receiyed.    It  has  also  been  shown  that  the  strength  of  the 
^*  extra  currents  formed  in  electro-magnets  depends  upon  the  number  of  turns 
^^  of  wire  and  the  mass  of  iron  in  the  core,  so  that  it  is  quite  possible  to  con-  10 
^'  struct  the  E.M.  shunt  S  so  that  its  extra  current  shall  be  equal  to  or  greater 
*'  than  that  passing  through  R.    It  will  be  observed,  by  reference  to  the  dotted 
^'  arrows  in  the  figure,  that  the  extra  current  of  S  opposes  that  of  R  at  the  point 
*'  E ;    and  if  the  two  currents  be  equal  in  strength,  that  of  8  will  exactly 
**  counteract  and  neutralise  that  of  R,    If,  then,  the  magneto-inductive  capacity  15 
**  of  the  shunt  be  greater  than  that  of  the  relay  (as  it  is  made  in  practice),  the 
"  stronger  extra  current  of  8  will  not  only  counteract  that  of  iJ,  but  overcome 
^  it,  and  will  tend  to  press  the  tongue  against  the  insulated  stud  Ay  as  represented 
"  in*  the  Figure  ;  preventing  its  being  attracted  to  if,  as  it  otherwise  would  be 
**  under  the  direct  influence  of  the  extra  current  produced  by  the  inductive  20 
"  action  of  the  working  current  on  itself.    Again,  looking  at  the  dotted  arrows 
"  in  the  Figure,  it  will  be  observed  that  the  resultant  extra  current  from  the 
*'  shunt — i.e.y  what  remains  after  neutralising  the  opposite  extm  current  of  the 
"  relay — flows  from  ^  to  L  in  the  opposite  direction  to  the  working  current, 
"  thus  supplying  the  relay  with  a  momentary  force  of  restitution,  which  tends  to  25 
**  draw  the  tongue  immediately  back  to   the   rest   stop  A.     Thus  the  E.M. 
''  shunt  performs  a  second  and  important  function  in  counteracting  the  pro- 
**  longing  effects  of  discharge,  by  exerting  a  contrary  force  on  the  tongue  and 
'^  drawing  it  back  to  its  rest  stop  A  at  the  termination  of  each  received  signal. 
'*  It  must  be  distinctly  remembered,  however,  that  the  E.M.  shunt  takes  no  part  SO 
**  in  discharging  the  line.    This  is  effected  on  a  different  principle  altogether — 
"  by  discharging  instruments^  which  are  explained  in  paras.  125-132.*    From 
'^  what  has  been  said  in  the  foregoing  paragraphs  with  regard  to  the  action  of 
'*  the  dhunt  at  the  termination  of  each  signal,  its  action  at  the  commencement  of 
*•  each  signal  will  be  readily  understood.    The  extra  currents  will  be  in  the  35 
**  opposite  direction  to  that  shown  in  the  Figure,  and  the  superior  extra  current 
"  of  the  shunt  will  tend  to  draw  the  tongue  over  to  its  working  contact  Jf, 
^^  aiding    the    working   force,    preventing    retardation,    thus    rendering    the 
<<  commencement  of  signals  sharp,  and  acting  in  the  contrary  direction  to  the 
"  *  charge  '  current  of  the  line.  40 

"  123.  The  shunt  thus  fulfils  the  following  important  objects :  (1)  At  the 
"  commencement  of  each  received  signal,  it  produces  an  extra  current  in  the  same 
"  direction  as,  and  adding  to  the  force  of  the  initial  working  current  through 
**  the  coils  of  the  relay.  (2)  At  the  termination  of  every  received  signal,  it 
"  produces  an  extra  current  in  the  opposite  direction  to  the  working  current,  the  45 
"  effect  of  which  is  to  hasten  the  return  of  the  tongue  to  -4,  thus  remedying  the 
*•  defect  of  Siemens  relay,  to  which  reference  has  been  made.  (3)  As  its  extra 
"  current  acts  in  the  reverse  direction  to  the  charge  and  discharge  of  the  line,  it 
"  sharpens  received  signals  by  checking  the  retarding  effects  of  *  charge '  at  the 
^^  commencement  and  the  prolonging  effects  of  ^  discharge '  at  the  end  of  each  50 
'^  signal. 

**  The  resistance  of  the  shunt  should  be  equal  to  that  of  the  relay  with  which 
"  it  is  joined.  On  the  principle  of  shunts  or  derived  circuits,  it  is  reasonable  to 
"  conclude  that  half  the  working  current  will  be  diverted  from  the  relay  through 

*  "  Obeerve  that  ahnntB  ore  applied  in  the  ReceiyinfiT  CirQuit  and  di^ohargixig  iostrmneats  in  the 
"  Sending  Oirouit," 
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*<  the  Bhtuit  circuit  of  equal  resistance ;  and  this  is  right  so  far  as  the  permanent 
**  current  is  concerned.  .  It  is  necessary,  however,  to  bear  in  mind  the  action  of 
**  the  extra  current  of  the  shunt  at  the  commencement  of  each  received  signal, 
-  ^  which  traversing  the  coils  of  the  relay  in  the  same  direction  as  the  working 
5  •*  current,  adds  to  its  strength  just  at  the  moment  when  its  force  is  required 
•*  to  draw  the  tongue  over  from  the  rest  stop  to  the  working  contact ;  this  done,  the 
"  strength  of  the  working  current  in  the  relay  coils,  although  reduced  by  the 
"  derived- circuit  of  the  shunt,  is  suflBcient  to  hold  the  tonsfue  over  against  the 
"  rest  stop,  when  it  is  once  there,  until  the  cessation  of  the  signal. 

^*  134.  As  the  object  of  the  shunt  is  to  produce  an  extra  current,  its  efQciency. 
**  is  tested  by  the  extra  current  produced  in  its  coils  by  the  minimum  working 
"  current.  The  E.M.  shunt,  when  joined  up  with  a  relay  of  the  same  resistance 
**  as  its  own,  should  give  a  flick  with  a  current  of  three  millioerstedts  "  (*>.,  milli- 
amperes). 

DeHany's  Specification  No.  3,839  of  1890  stated  :—...."  A  indicates 
^^  the  magnet,  and  B  the  oscillating  coil,  through  which  the  line  is  connected, 
**  as  ordinarily  used  in  a  Thomson  Recorder.  Attached  to  the  coil  or  bobbin 
"  is  a  light  arm  or  finger  C,  preferably  made  of  aluminium  on  account  of 
^^  its  lightness.  The  end  of  the  finger  is  bent,  so  that  its  point,  which 
*'  is  preferably  tipped  with  platinum,  will  strike  or  play  on  either  of  two 
*'  metallic  contact  plates  d,  (?,  preferably  faced  with  platinum,  as  it  swings  to 
^' either  side  of  a  neutral  or  central  position  as  the  coil  B  oscillates.  Between- 
'**  the  point  of  the  finger  and  the  coil  B  an  electro-magnet  E  is  located,  the 
"  circuit  of  which  is  interrupted  by  an  automatic  vibrator  V,  whose  rate  and 
*^  amplitude  of  vibration  may  be  changed  by  shifting  an  adjustable  weight  v 
**  thereon.    Directly  over  the  magnet  E  a  small  piece  of  soft  iron  is  attached  to. 


^^r.. L Sffij 
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^  the  finger,  and  is  attracted  by  the  magnet  at  each  closing  of  its  circuit.  With 
*<  propel^  afdjustment  the  light  finger  is  kept  in  continuous  vibration  at  right 
^  "  angles  to  its  plane  of  oscillation,  its  own  elasticfty  serving  to  draw  it  away 
30'^*  from  the  magnet  between  the  periods  of  magnetization.  The  object  of  keeping 
^Hhearm  in  constant  vibration  is  to  relieve  it  of  friction  against  the  contact 
**  plates  (^  cP;  when  the  coll  B  is  moved  by  the  electrical  impulses  received  over 

2  D 
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"  the  cable.  The  point  of  the  finger  normally — ».«.,  when  no  current  or  signal 
**  is  coming  over  the  line — occnpies  an  intermediate  or  neutral  position  on  the 
^  insolation  between  the  two  contacts.  The  contacts  are  connected  with  the 
"  poles  of  a  local  split  battery  S  B,  the  middle  of  which  is  connected  to  the 
**  vibrating  finger  through  a  polarized  relay  P  R,  that  controls  a  local  circuit,  5 
"  in  which  is  placed  a  receiver — an  ordinary  sounder,  for  instance— as  shown 
"  in  the  drawings.  The  contacts  of  the  polarized  relay  and  contacts  d^iP  are 
"  shown  shunted  by  condensers,  as  is  usual,  to  prevent  sparking. 

^^  If  now  all  the  connections  be  properly  made  for  sending  and  receiving,  the 
**  trailer  of  the  transmitter  at  the  sending  station  will  nonnally  rest  on  a  dis-  10 
**  connected  or  neutral  segment  or  space  when  the  key  is  up,  as  fully  set  forth 
"  in  my  prior  Patent  mentioned,  and  the  finger  C  of  the  receiver  will  vibrate 
^  on  the  neutral  space  between  the  conlacts  d^  d^.     The  tongue  of  the  polarized, 
**  relay  in  the  circuit  of  the  finger  will  be  against  its  disconnected  limit  post 
'*  or  stop,  and  the  sounder-circuit  will  be  open.    If  the  distant  transmitting  15 
**  operator  now  closes  "his  key,  a  current  of  positive  polarity  will  be  sent  into  the 
^*  cable  through  the  trailer  of  the  transmitter  and  the  segment  on  which  it  rests,. 
"  the  impulse  being  automatically  terminated  as  soon  as  the  key  reaches  its 
^^  down  limit.    The  effect  of  this  impulse  at  the  receiving  station  is  to  cause  the 
"  suspended  coil  B  to  turn  upon  its  axiS — say  to  the  right— and  the  point  of  the  20 
'^  vibrating  finger  leaves  the  neutral  space,  and  vibrates  on  the  segment  ci,  com- 
*'  pleting  the  local  of  the  polarized  relay,  reversing  the  position  of  its  armature, 
"  aud  closing  the  sounder-circuit." 

Delany'8  U.S.  Specification  No.  510,005  (1893)  stated—"  Another  important 
^'  feature  of  my  invention  is  comprised  in  an  arrangement  for  preventing  sticking  25 
*'  or  adherence  of  the  movable  contact  arm  of  the  main  receiver  or  relay  to  its 
"  contacts  from  any  cause  whatever.    I  have  discovered  that  by  communicating 
**  fine  vibrations  to  the  limiting  stops  or  contacts  of  a  sensitive  receiver  or  to  the 
^  mounting  of  the  movable  part  itself,  all  liability  to  stick  is  overcome.    The 
*'  vibrations  should  be  in  a  plane  lengthwise  of  the  contact  arm,  or  in  other  30 
'^  words,  parallel  with  the  face  of  the  contact,  so  that  there  will  be  no  tendency 
•*  to  jar  the  arm  laterally.    With  a  polarised  or  unbiassed  relay  in  the  circuit  of 
*'  these  local  contacts,  the  effect  of  fine  vibrations  is  to  ensure  prompt  action,  as 
<^  the  rubbing  effect  under  pressure  exerted  by  the  main  line  contact  causes 
"  quick  and  certain  actuation.    When  the  main  line  current  ceases,  the  vibration  35 
"  prevents  any  welding  or  other  bond  of  cohesion  between  the  contacts,  allowing 
**  the  movable  arm  to  respond  promptly  to  the  earliest  influence  of  a  reverse 
"  impulse  comiDg  over  the  line.    These  freeing  vibrations  may  be  created  in  any 
•*  suitable  way,  electrical,  mechanical,  or  otherwise,  and  of  course  may  be  applied 
**  to  a  receiver  in  a  main  line  circuit,  a  local  circuit,  or  to  the  contact  or  limits  of  40 
"  any  delicately  actuated  arm  for  measuring,  indicating  or  signalling  purposes. 
"  When  vibrations  are  applied  to  the  frame  or  bearings  of  the  movable  part  of  a 
"  receiver,  its  sensitiveness  is  greatly  increased  owing  to  a  decrease  of  friction." 
Two  modes  of  producing  this  effect  were  shown  in  the  illustrations.    In  one 
vibrations  were  set  up  by  a  coil  and  contact  breaker,  the  armature  of  which  45 
was  attached  by  a  wire  and  helical  spring  to  part  of  the  mechanism.     The 
vibrations  set  up  travelled  along  the  wire  and  bar  and  reached  the  tongue  of 
the  relay  causing  it  to  rab  lengthwise  against  its  stops  or  contacts  in  the  relay 
circnit.    In  the  other  case  the  spring  wire  attached  to  the  armature  of  the  contact 
breaker  was  attached  to  the  stops  or  points  of  contact  in  the  relay  circuit,  in  50 
such  manner  that  the  vibrations  caused  the  contacts  to  vibrate  in  the  direction 
of  the  length  of  the  tongue  of  the  relay.    **  This  particular  construction  is  that 
"  ordinarily  used  for  imparting  similar  vibrations  to  the  ink  siphon  of  the 
"  ordinary  cable  recorder."    Two  of  the  Claims  were  for :— **  (15)  The  combina- 
"  tion  with  the  contact  arm  of  an  electric  instrument  and  the  contact  or  stop  55 
"  against  which  it  works,  of  Tneans  for  imparting  to  one  of  the  said  parts  fine 
"  vibrations  parallel  with  the  face  of  the  CQutact  to  prevent  welding  or  sticking, 
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"  substantially  as  set  forth,"  and  «  (16)  The  combination  with  the  contact  arm  of 
*^  a  telegraphic  instrument  and  the  stops  or  contacts  against  or  upon  which  it 
"  works,  of  means  for  imparting  to  the  arm  or  contacts  fine  vibrations  parallel 
**  with  the  face  of  contact,  substantially  as  and  for  the  purpose  set  forth." 
5  H.  L.  Ckaiendar's  Specification  (No.  16,718  of  1897)  contained  the  following 
passage—-"  In  order  to  maintain  the  balance  automatically,  the  galvanometer, 
*•  which  is  preferably  one  of  the  movable  coil  type,  is  provided  with  an  arm,  called 
**  the  •relay-arm,*  which  actuates  one  or  other  of  two  electric  circuits  according 

*  as  the  galvanometer  deflects  to  one  side  or  the  other.    The  circuit  so  actuated 
10  "  starts  a  motor,  which  tends  to  restore  the  central  pieces  to  its  position  of 

"  balance.    To  prevent  sticking  of  the  relay  contacts,  and  to  secure  sufficient 

*  delicacy  of  action,  the  stop  or  stops  with  which  the  relay  arm  makes  contact 
"  are  kept  in  a  continual  sliding  motion,  the  contact  surfaces  are  also  continually 
"  cleaned  by  the  action  of  suitable  scrapers,  and  the  relay  arm  itself  is  kept  in 

15  **  a  state  of  gentle  oscillation  by  means  of  a  fan.  The  contact  stop  is  preferably 
"  made  in  the  form  of  a  slightly  eccentric  wheel,  revolving  by  clockwork,  and 
**  scraped  on  either  side  by  a  pair  of  light  metal  springs."  The  second  Claim 
was :— "  In  an  electrical  apparatus,  the  use  of  a  relay  in  which  the  contacts  are 
"  kept  in  a  state  of  sliding  motion  or  oscillation,  and  are  continually  scraped  by 

20  **  suitable  brushes."  ^        i         ^ 

The  Petition  came  on  for  hearing,  on  the  the  14th  of  February  1907,  before 

Mr.  JUSTIOB  NlBVILLB. 

Sir  RcbeH  Fintay  K.C.,  CHpps  KC,  A.  J.  Walter  E.C.,  and  F.  Sinclair 
(iMtructed  by  Alfred  Withers)  appeared  for  the  Petitioners ;  Bousfieid  K.C., 

25  Mid  J.  C.  Graham  K.C.  (Instructed  by  Trinder,  Capron  Jk  Co.)  appeared  for  the 
Respondents ;  and  E.  Russell  Clarke  (Instructed  by  Budd,  Johnson  and  Jecks) 
appeared  for  the  Commercial  Cable  Co. 

ISousfield  K.O.,  opened  the  case  for  the  Respondents. — ^The  Inventor  solved 
a  problem  of  the  greatest  difficulty  on  which  telegraph  engineers  had  been 

30  engaged.  It  has  been  a  success  ;  three-fourths  of  all  the  cable  companies  have 
^opted  It,  and  pay  altogether  about  7,000i.  a  year  In  royalties  for  Its  use. 
Relays  had  been  In  use  for  many  years  on  land  lines.  In  the  case  of  cable 
currents  there  were  two  main  difficulties  to  be  overcome.  The  first  arose  from 
the  fact  that  the  currents  used  are  comparatively  feeble.    The  strength  of 

35  a  current  through  a  cable  actuating  a  receiving  Instrument  Is  about  one- 
thousandth  that  of  a  current  on  a  land  line.  Cable  telegraphy  was  made  a 
practical  success  by  the  siphon  recorder  Invented  by  Lord  Kelvin  and  usually 
known  as  "  Thomson's  siphon  recorder."  That  receiving  Instrument  consisted  of 
a  siphon,  the  shorter  arm  of  which  was  Immersed  In  a  vessel  containing  ink, 

40  and  the  larger  limb  consisted  of  a  very  thin  glass  tube,  the  end  of  which 
touched  a  strip  of  paper  which  was  kept  moving  In  the  direction  of  the  longer 
limb  of  the  siphon.  The  dots  and  dashes  of  the  Morse  code  were  replaced  by 
right  and  left  movements  of  the  siphon  from  which  the  Ink  made  a  zigzag  line 
on  the  strip  of  paper.     If  each  signal  were  clear  and  distinct  the  corresponding 

45  lines  on  the  paper  would  be  clearly  defined,  but  that  was  not  the  case  owing  to 
another  cause.  The  second  difference  between  land  and  cable  lines  lies  In  the 
fact  that  the  cable  Is  a  large  condenser  and  may  be  compared  to  a  Leyden  jar — 
of  which  the  live  wire  Is  the  Inner  coating — the  gutter  percha  corresponds  to 
the  glass  of  the  jar,  and  the  sea  water  to  the  outer  coating.    The  making  of  a 

50  sharp  signal  by  the  sender  does  not  cause  an  equally  sharp  signal  on  the 
receiving  Instrument,  for  the  cable  becomes  charged  as  a  Leyden  jar.  Similarly 
it  happens  at  the  end  of  the  signal.  One  mode  of  lessening  this  result  was 
to  Interpose  at  each  end  a  condenser  between  the  Instrument  and  the  cable. 
The  signalling  current  then  charged  the  condenser,  the  other  plate  of  which  was 

55  connected  with  the  ca^ble,  through  which  fiowed  a  corresponding  amount  of 
electricity  from  the  other  plate  of  the  condenser.  A  similar  action  took  place 
^  the  r^celvin^  end,    Inste^id  of  a  charj^ng  and  discharging  of  the  whole  cable 
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by  the  operator,  the  work  consisted  in  charging  and  discharging  the  condenser. 
The  amount  of  this  was  therefore  mnch  reduced,  and  limited  by  the  capacity  of  '■ 
the  condenser.    The  efEect  on  the  recorder  was  of  the  same  natnre  bat  less  in 
extent.    Another  difficulty  arose  from  the  induction  currents  produced  on    ^ 
making  or  ending  a  signal.    When  contact  is  made  by  depressing  the  key,  5 
induction  is  set  up  in  the  circuit,  which  tends  to  produce  a  current  in  the 
opposite  direction  to  that  actually  transmitted.    Similarly  when  the  circuit  i& 
broken,  on  raising  the  key  the  induction  current  is  in  the  same  direction,  and, ' 
therefore,  added  to  the  main  current.    Any  increase  or  decrease  in  the  main    ,  [ 
current  produces  like  effects^the  more  sudden  and  frequent  the  changes  the  10 
greater  the  effects  of  the  induction  currents.    The  effect,  however,  on  the- 
siphon  recorder  was  that  the  deflection  of  the  glass  stylo  pen  depended  in  part 
on  the  nature  of  the  preceding  signal.    Messages  appeared  on  the  paper  aa 
wavy  and  irregular  lines  ;  these,  however,  could  easily  be  read  by  the  operators.    -  f 
Attempts  had  been  made  to  make  and  work  a  relay  on  the  same  principle  as  the  l5 ' 
siphon  pen,  but  by  passing  the  local  current  along  the  pen  and  substituting 
strips  of  metal  for  the  paper  in  the  circuit  of  the  local  battery.    These  strips 
would  be  insulated  from  each  other,  but  otherwise  physically  connected.    As 
the  pointer— actuated  in  the  same  manner  as  the  siphon  pen — moved  to  the  right       » 
or.  left  there  would  be  different  currents  transmitted  in  the  second  telegraph  SfCT 
line  from  the  local  battery.    But  if  there  had  been  succeeding  impulses,  say. 
three  to  the  right,  the  pen  or  conductor  would  be  well  over  the  right  strip,  and 
the  next  signal,  say  to  the  left,  would  bring  it  back  but  not  on  to  the  left  strip.  ^ 
In  the  case  of  the  recorder  this  presented  no  difficulty  to  the  skilled  operator  in 
reading  the  zigzag  line,  .but  in  a  relay  tiie  pointer  would  not  go  back  to  the  left  2!5 
strip  and  so  the  proper  signal  would  not  be  retransmitted.    Such  was  the  nature 
of  the  seQond  difficulty.    The  first  difficulty  due  to  the  weakness  of  the  motive 
power — that  is  the  current  conveying  the  original  signal — was  obviated  by  the 
device  of  diminishing  the  friction  of  the  pointer  of  the  receiving  instrument 
against  the  metal  strips.    This  was  effected  by  keeping  the  strips  continually  30* 
in   motion,  in  the    direction    of    the    length    of  the  pointer,  on  a   moving 
drum.    This  is  shown  in   Figs.   1   to  5  in   which  h  is  the  pointer  making 
contact   on    the    ihoving  drum  with  the    strips    of   metal  Cs,  C4,  insulated 
by    the    strip    c.  ,  The    line    signals    arrive   from    the   cables    through   the 
circuit    E  E   and    passing    through    the    coil   A  hung  in  a  magnetic  field,  ^5' 
deflect  it    as    desired    by   the    sender.     The    pointer   h   is   moved   thereby 
to  the  right  or  left,  as  the  case  may  be,  and  makes  contact  with  (7,  or  0^  the 
strips  on  either  side.    The  local  battery  then  operates  through  the  circuit  F  F, 
the  current  passing  through  the  pointer  and  the  right  or  left  strip  as  the  case 
may  be,  and  so  produces  positive  or  negative  currents  in  the  second  circuit.  By  40^ 
the  strips  being  kept  moving  there  is  very  little  friction,  at  the  contact  of  the 
strip  and  the  pointer,  to  hinder  the  movement  of   the  latter  right  and  left. 
[Counsel  read  and  explained  the  Specification  in  detail  in  this  respect.]      The 
Figures  6  to  9  are  diagrammatic,  and  show  other  improvements.    It  was  well 
known  that  friction  was  less  between  moving  surfaces  than  stationary.  Continuous  45 
vibration  had  been  tried  in  cable  relays,  but  Mr.  Brown  was  the  first  to  use  a 
continuously  rotating  drum  for   the    purpose  of   overcoming  this  particular 
difficulty.    The  second  difficulty,  of  the  zero  or  mean  position  being  displaced 
by  the  superposition   of  signals  when  succeeding  each  other  in  the  same 
direction,  was  overcome  by  another  part  of  the  invention.    This  is  shown  in  50 
Figs.  10  to  14.    It  consists  of  the  introduction  of  a  "  magnetic  shunt,"  denoted 
by  L.    This  device  consists  of  a  coil  of  wire,  of  many  turns,  through  which 
passes  an. iron  core.  .    This  iron  core  is  brought  round  so  as  to  form  one 
continuous  closed  ring,  as  indicated  by  the  line  in  the  Drawing.    The  induction 
produced  by '.this  device  . on  any  current  passing  through  its  coil  depends  on,  55" 
the  number  .of  turns  of  the  coil,  and  the  nature  of  the  core..     The  gr^test: 
effect  is  produced*  by  a  large  number  of  turns  in  the  coil,  and  a  core  of  soft 
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^ron  wires  formed  into  a  closed  ring.  In  this  invention  the  resistance  of  this 
coil  (L)must  be  small  compared  to  that  of  the  coil. of  the  receiver  R,  say  30  ohms 
to  500.  The  resistance  is  proportional  to  the  length  of  the  wire  of  the  coil  and 
inversely  proportional  to  the  cross-section  of  the  wire.  On  the  other  hand  its  induc- 
5  tive  power  or  "  inductance  "  must  be  as  high  as  possible.  The  signalling  currents 
are  frequently  changed,  the  speed  being  150  letters  a  minute  producing  say 
5  changes  per  second.  The  zero  is  displaced  by  the  cumulative  effect  of 
charging  up  the  condensers  by  succeeding  signals  as  described,  and  the 
production  of  slow  irregular  currents  in  their  discharging.     The  current  of  an 

10  arriving  signal  divides  itself  between  the  shunt  X^  and  the  receiver  R.  The 
signalling  impulses  being  comparatively  rapid,  5  per  second,  are  blocked  or 
choked  by  the  shunt  L  which  tends  to  reinforce  that  portion  of  the  currents 
actuating  R.  On  the  other  hand,  the  irregular  currents  causing  the  displace- 
ment of  the  zero  being  comparatively  slow,  pass  chiefly  through  L  and  eiOfect  R 

15  to  a  very  slight  degree.  The  properties  of  inductance  and  of  a  coil  Jike  L  were 
known,  but  the  application  for  this  purpose  is  entirely  new  [Counsel 
examfined  the  Specification  in  detail.] 

The  Patentee,  W.  Judd  M.I.E.E.,  F.  Jacob,  H.  Taylor   M.I.C.K,  M.I.E.E., 
Prof.  0.  V.  Boys  F.R.S.,  and  Prof.  John  Perry  F.B.S.>  were  called  on  behalf  of, 

20  the  Respondents.    Their  evidence  was  directed  to  the  history  of  the  difficulties 
attwading  cable  working  and  especially  to  the  points  mentioned  below. 
•  Before  the  invention  in  question  many  inventors  tried  to  make  a  successful 
cable  relay.    This  was  the  first  one  that  was  successful  in  practice,  it  saved, 
expense  as  to  the  staff,  and  reduced  the  errors  in  retransmission  of  messages. 

25  It  id  the  only  relay  in  practical  use,  and  royalties  are  paid  for  it  amounting  to 

•  --  7,000/.  per  annum.    It  retransmits  at  the  rate  of  30  words  a  minute,  one  that , 

worked  only  up  to  15  would  not  be  worth  using.    Many  experiments  were 
necessary  to  solve  the  problem.     [Evidence  was  given  of  the  nature  of  the 
difficulties   to   be  overcome »  and  of  the  working  of  cables.]     The  moving , 
30  contact  was  novel ;  Dr.  Muirhead  so  described  it  in  his  subsequent  Specification  . 

•  (No.  7,525  of  1889).  [Cripps,  K.O.— If  that  be  so,  it  has  nothing  to  do  with  any 
question  raised  here.  The  question  is  not  what  Dr.  Muirhead  msLj  have  thought 
he  had  invented  at  some  subsequent  date,  but  whether,  on  the  documents  before 
the  Court  and  the  knowledge  of  the  time,  what  Mr.  Broum  thought  to  be 

35  an   invention,  was  iaii  invention  at  the  date  he  claimed  to  have  made  it. 

•  Nbyillb,  /. — Prima  facie  it  must  be  evidence  against  Dr.  Muirhead,  I  think 
it  is  admissible,  not  on  any  question  of  patent  law,  but  w  an  admission  on  the 
part  of  one  of  the  opposite  parties. .  Cripps,  K.C. — I  object.]  In  the 
moving  contjau^ts  shown  in  Figs.  1  to  4  there  is  continuous   sliding  contact, 

40  and  no  condenser  was  necessary.      In  the  arrangement  shown  in  Figs.  8, 

^  .9  and  9a,  thel*e  is  a  contact  nornial  to  the  surface  of  a  rotating  drum,  and 

in  it  it  is  found  that  the  use  of  a  condenser  as  shown  in  the  diagram  is 

neceissary.    The  oondeAsers  mentioned  in  0.  F.  Varley's  Specification  (No.  3,059 

of  1856,  ante  p.  324)  were  used  to  prevent  fusion  and  sparking,  and  operate  at 

45  the  beginning  and  end  of  the  .contacts.    3nch  a  use  of  condensers  was  well 

•  known.  The  condensers  mentioned  in  Delany's  Specification  (No.  3,839  of  1890, 
ante  p.  329)  were  used  for  the  same  purpose  as  Varley^s.  It  was  a  coarse 
relay  and  required  a  condenser  to  prevent  sparks.  The  nature  of  the  contacts 
in  Delany^s  was  quite  different.    It  was  an  intermittent  or  •* pecking"  contact, 

50  the  frequency  of  which  depended  on  the  elasticity  and  inertia  of  the  tongue  C. 
Its  operation  was  quite  different  from  that  of  the  continuous  contact  of  Brown's 
rollers.  Cornelius  Varley^s  arrangement  of  contact  rollers  as  shown  in  his  Specifi- 
cation, No.  1^867  of  1866  {ante  p.  326),  was  devised  to  avoid  "  stiction  "  or  fusion 
at  the  points  of  contact,  whereas  in  the  arrangement  shown  in  Figs.  8,  9,  and  9a, 

55  {ante  p.  319)  of  Brou}n^s  invention,  electrical  contact  cannot  be  obtained  and 
maintained  without  the  use  .  of  condensers,  owing  to  the  feebleness  of  the 
current  from  tie  line  and  a  film  of  oxide  or  air  between  the  toi^gue  and  the 
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drum.  Varley^s  rotating  drum  {ante  p.  326)  was  never  used  in  combination 
with  a  condenser.  The  efficiency  of  the  condenser  in  Broum^s  Figs.  8,  9,  and 
9a,  depends  on  quite  different  considerations.  Their  functions  at  the  beginning 
and  end  of  a  contact  are  of  no  importance,  but  they  maintain  electrical 
connection  and  improve  the  local  current  passing  during  the  contact  Without  5 
a  condenser  Broum's  Figs.  8,  9,  and  9a.,  would  be  Varley's  arrangement,  but  a 
perfectly  useless  thing.  The  action  of  the  condenser  in  this  combination  was  a 
new  discovery.  During  the  rotation  of  the  drum  and  period  of  contact,  a  current 
of  high  frequency  passed  to  and  fro  to  the  condenser.  The  theory  of  this  action  is 
very  obscure.  In  practice  it  improves  the  electrical  contact  immensely.  This  10 
effect  and  new  function  of  the  condenser  is  not  hinted  at  in  any  of  the  previous 
publications.  As  soon  as  any  contact,  however  little,  is  made,  the  condenser 
comes  into  play  and  makes  it  better.  It  is  already  chai^ged  up  when  it  comee 
into  action,  which  is  not  the  case  in  Delany*8  device  {ante  p.  329).  The 
description  of  the  invention  as  given  in  the  Specification  is  quite  suffi-  15 
cient  to  enable  a  cable  electrical  engineer  to  carry  out  the  invention.  In  the 
arrangement  of  the  local  circuit  shown  in  Fig.  4  the  current  is  led  from  the 
centre  of  a  split  battery  to  the  tongue,  and  the  inner  sectors  0,  C4  are  joined  to 
the  outer  poles  and  all  are  in  circuit  with  a  Post  Office  relay.  The  outer  sections 
CgC,  are  connected  with  the  auxiliary  relays.  The  description  {ante  p.  317, 1.  26  20 
to  p.  318, 1. 7)  is  quite  simple.  The  two  relays  are  in  series.  All  is  commonplace. 
The  variable  effects  mentioned  {ante  p.  320, 1. 49)  are  time  effects,  which  would  be 
well  known  to  any  cable  engineer.  The  time  effect  is  the  delay  on  the  com- 
mencement of  the  signal  at  the  far  end  of  the  cable.  One  means  of  obviating  this 
is  to  send  a  short  current  immediately  after  the  signal ;  the  first  effect  is  the  25 
signal  and  the  second  tends  to  neutralise  the  effect  of  the  capacity  of  the  cable. 
The  receiving  condenser  {ante  p.  317, 1. 30)  is  gradually  chai^d  when  the  signals 
consist  of  a  succession  in  the  same  direction,  say  dots.  The  effect  is  lees  than  if 
the  cable  were  being  charged  because  its  capacity  is  less,  but  the  effect  remains 
in  a  smaller  degree  limited  by  the  capacity  of  the  condenser.  This  charging  up  30 
produces  the  *^  slow  and  irregular "  currents.  Earth  currents  are  slightly 
irregular  and  may  be  included  in  that  term.  They  are  very  nearly  cut  off  by 
the  line  condensers.  If  the  condensers  at  the  receiving  end  be  removed  the 
earth  currents  will  almost  entirely  flow  through  the  shunt,  as  it  is  of  low 
resistance.  In  such  a  case  the  coil  acts  merely  as  a  resistance.  The  indue-  35 
tion  shunt  is  quite  new.  Where  it  is  used,  the  line  receiving  condensers 
may  be  done  away  with.  The  shunt  being  of  low  resistance  gets  rid  of 
nearly  all  the  difficulty;  in  the  example  here  given  it  gets  rid  of  |f  ths  of  the 
effect  of  the  slow  and  irregular  currents,  including  earth  currents.  It  performs 
the  same  function  as  the  condenser  in  lessening  slow  and  irregular  currents.  It  40 
is  better,  in  so  far  as  it  allows  of  discharge  of  the  cable  at  the  receiving  end.  If 
both  are  used,  and  the  capacity  of  the  condenser  is  too  large,  then  the  coil 
operates,  for  a  condenser  much  too  large  is  useless  for  eliminating  these  currents. 
In  the  case  of  the  Commercial  Cable  there  is  a  relay  at  Oanso,  but  at  the  other 
end,  at  Waterville,  messages  are  received  on  a  siphon  recorder,  and  a  magnetic  45 
shunt  is  used  without  a  condenser.  The  condenser  was  not  supplied  for  work 
at  the  relay  on  the  suggestion  of  Mr.  Brown^  but  at  that  of  the  Company.  The 
invention  can  be  used  on  the  longest  cables  (say  2,000  miles)  without  a 
condenser,  but  the  latter  is  added  as  an  extra  precaution.  The  third  Claim  refers 
to  receivers  on  long  cables.  The  resistance  of  the  shunt  depends  on  that  of  the  50 
receiver,  but  its  inductance  depends  on  the  length  of  cable  and  other  conditions 
of  the  cable.  The  amount  of  inductance  is  indicated  by  the  function  it 
has  to  perform.  No  special  directions  would  be  required  by  any  electrician 
who  knew  the  conditions  of  any  particular  cable.  The  designer  of  the 
shunt  must  know  them  in  each  particular  case.  The  power  to  block  signals  55 
by  inductance  depends  on  their  frequency.  The  use  of  Brown^s  diunt 
completely  gets  over  the  difficulties  arising  from  the  variation  of  the  lero. 
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In  the  case  of  the  magnetic  shunt  described  by  Williama  (ante  p.  328)  the 
extra  current  produced  in  the  shunt  will  neutralise  the  extra  current  in  the 
receiver  ;  there  is  no  similar  action  in  Brown's  shunt.  In  Williama'  arrange- 
ment  the  line  is  discharged  at  the  sending  end  and  the  shunt  takes  no  part  in 
5  that  operation,  whereas  in  Brown's  the  main  object  of  the  shunt  is  to  aid  in 
discharging  the  line,  by  allowing  the  slow  and  irregular  currents  to  be  discharged 
through  it.  It  is  essential  in  Brown's  that  the  riasistance  of  the  shunt  should  be 
much  less  than  that  of  the  receiver,  but  in  Williams'  they  must  be  ^proximately 
equal.    The  "  extra  currents  "  mentioned  in  Williams'  paper  depend  on  the  action 

10  of  the  key  and  are  due  to  electro-magnetic  induction,  they  are  not  the  same  as  the 
currents  dealt  with  by  Brown's  shunt.  Williams'  shunt  acts  by  the  operation 
of  signalling  currents,  but  the  object  of  Brown's  is  to  block  the  signalliug 
currents  altogether.  The  latter  instrument  separates  the  slow  currents  from  the 
quick  and  does  not  require  the  signalling  current  in  the  shunt  at  all,  whereas 

15  Williams'  device  utilises  the  self-induction  of  one-half  of  the  signalling  current 
to  neutralise  the  other  in  the  instrument  and  so  render  the  signals  sharp. 
As  to  the  application  of  the  induction  coil  to  duplex  working,  the  devices 
shown  in  Figs.  11  and  14  are  new.  As  only  one  thousandth  part  of  the  current 
sent  aflPects  the  receiver,  the  bridge  must  be  balanced  perfectly.    The  use  of  an 

20  induction  coil  at  the  apex  to  effect  this  was  new,  Balanciug  to  yinnyth  is  not 
suflQcient.  A  choking  coil  was  well  known  but  was  never  before  used  in  the 
bridge  to  prevent  jar.  In  Fig.  14  the  difficulty  arising  from  the  jar  is  overcome 
in  a  new  way.  This  method  rendered  it  possible  to  use  a  curb  transmitter. 
There  is  no  difficulty  in  adjusting  the  resistance  and  inductance  experimentally.. 

25  The  bridge  must  be  balanced  also  as  to  capacity.  The  problems  presented  to 
the  engineer  for  adjustment  are  of  the  same  kind  as  in  the  other  case. 

Gripps  K.O.,  for  the  Petitioners.— The  first  Claim  is  for  a  combination 
identical  with  Varley's,  the  elements  thereof  are  the  same.  Varley  had  not 
only  the  moving  surface  but  a  rotating  drum.     It  concludes  with  the  words 

30  "  for  the  purpose  specified."  If  these  words  refer  merely  to  the  use  of  the 
appliance  with  the  feeble  currents  of  long  cables,  they  are  used  precisely  as  Varley 
uses  the  same  words  ;  if  they  are  to  be  taken  in  the  narrower  sense  they  can  only 
refer  to  p.  3, 11.  29-33  (ante  p.  315, 11.  44  to  47),  which  passage  is  the  claim  over 
again.    So  far  as  Claim  1  is  distinct  from  Claim  2,  there  is  nothing  specially 

35  referred  to  in  the  body  of  the  Specification,  only  in  the  Claim  itself.    The  only 
limitation,  therefore,  is  that  these  Claims  are  to  be  read  in  connection  with, 
feeble  currents  from  the  cables.     The  passage  on  p.  8, 11.  49-54,  (ante  p.  (523, 
IL  49  to  54),  means  that  the  inventor  only  claims  his  combination  in  a  system  m 
which  a  condenser  is  used ;  that  statement  is  made  to  avoid  an  objection  for 

40  insufficiency,  if  he  failed  to  point  out  that  a  condenser  would  be  necessary. 
It  is  merely  a  note  that  in  the  inventor's  opinion  the  combination  claimed  will 
not  work  unless  a  condenser  be  used.  [Nmvillb  J.— He  goes  further,  "  so.tl^a^; 
"  I  make  no  claim  to  such  arrangements  excepting  therewith."  Is  not  Claim  1 
necessary  to  that  claim  in  the  body  of  the  Specification?    Whether  Claim  1  can 

45  be  controlled  by  what  is  in  the  body  of  the  Specification  is  another  thing.] 
Claim  1  includes  more  than  the  use  of  the  arrangement  with  a  condenser. 
The  evidence  shows  that  the  condenser  cannot  in  any  way  assist  in  making  a 
contact  between  the  tongue  and  surface,  that  could  not  otherwise  have  been 
made.     The  condenser  produces  its  effect  after  the  contact  has  been  made, 

50  Any  one  can  use  a  condenser  in  connection  with  the  combination  in  Claim  1. 
It  is  using  a  condenser,  well  known,  with  the  Varley  combination.  Varley 
and  Ddany  said  the  effect  of  the  condenser  was  to  prevent  sparking.  The 
Patentee  here  says  its  effect  is  a  different  one.  No  one  can  prevent  the  public 
from  using  a  condenser  in  connection  with  the  Varley  tongue  and  the  Varley 

55  contact.  [Neville  J.— If  Varley  would  not  work  and  another  person  added 
a  condenser  and  made'the  device  successful,  the  latter  could  have  a  valid  Patent 
for  the  combination.]     Broum  gives  an  explanation  different  from  that  of 
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Varley  and  Delany  as  to  the  action  of  the  condenser,  bnt  that  does  not  entitle 
him  to  a  Patent.  Varley^s  instrument  works  as  BvowyC^  does.  The  condenser 
is  a  very  old  electrical  device.  Varley  in  Fig.  11  (anU  p.  326)  shows  a  tongne 
swinging  in  air  towards  Z  and  Z  which  are  actnally  rotating  dram  surfaces. 
It  is  precisely  the  same  in  Broum'B  Pig.  9a.  At  first  there  were  relays  with  a  5 
condenser  and  fixed  contact.  Varley  substituted  a  moving  contact.  The  public 
cannot  after  that  be  prevented  from  using  condensers  with  the  moving  contact. 
His  second  Specification  dealt  only  with  the  substitution  of  the  moving  for  a 
fixed  contact,  the  use  of  condensers  in  that  connection  being  well  kno^^. 
Whether  Varley^ 8  explanation  of  the  action  is  scientifically  correct  or  not  10 
does  not  matter.  Delany^  in  Specification  No.  3,839  of  1890,  shows  the 
same  thing  (ante  p.  330,  L  7)  and  refers  to  it  as  a  known  thing.  The 
only  difference  between  Brown  and  the  prior  inventors  is  in  their 
ideas  of  the  effects  produced  by  a  particular  arrangiBment — ^merely  a 
matter  of  theory.  Where  Claim  1  overlaps  Claim  2  there  is  a  different  15^ 
problem.  The  action  of  a  tongue  insulated  by  air  and  making  contact,  normally 
With  the  drum  as  required,  is  quite  different  from  that  of  continuous  contact 
with  a  moving  surface.  The  latter  is  one  of  merely  diminishing  the  friction 
that  interferes  with  the  lateral  motion  of  the  tongue  over  the  strips  and  insu- 
lating surface,  p.  5, 11.  23-24  (ante  p.  317, 11. 23  to  25).  It  is  simply  a  mechanical  ^ 
action.  He  described  it  in  his  paper  as  such,  and  pointed  out  that  when  the 
rotation  of  the  drum  was  stopped  the  line  current  was  too  feeble  to  move  the 
tongue  laterally.  Claim  2  differs  from  Claim  1  only  in  a  small  element — ^the 
insulating  strips.  They  were  not  new,  even  in  connection  witli  a  moving 
stirface.    Delany  (510,005  of  1893)  moved  the  tongue  over  the  surface  of  the  2jS 

Slate  in  the  direction  of  the  length  of  the  tongue.    All  that  is  in  Claim  2  is  in 
>elany'8  Specification  :  ^'  The  vibrations  should  be  in  a  plane  lengthwise  of  the 
'^  contact  arm,  or  in  other  words  parallel  with  the  face  of  the  contact,  so  that  there 
"  will  be    no  tendency  to  jar  the  arm  laterally."    In  that  ipvetitor's  British 
Specification  (No.  3,839  of  lo90)  there  is  shown  an  insulating  strip  between  the  3P 
pieces  on  which  the  tongue  moves.    Normally  it  rests  on  the  insulator.    The 
tapping  or  pecking  action  of  the  tongue  is  produced  by  the  electric  vibrating 
arrangement — %  well-known  device—there    described.    Delany   disclosed  the 
icisulating  strip  and  the  moving  of  the  surface  and  the  tongue  sliding  across  it 
from  one  conductor  to  the  other.    Then  we  come  to  the  third  Claim,  which  is  35 
for  <*  a  receiving  instrument  short  circuited  through  a  closed  circuit  inductive 
"  coil,  for  the  purpose  specified."    According  to  the  evidence  of  Prof.  Boye^  if  the 
condensers  act  properly  there  is  no  use  in  this  coil.    The  contention  is  that  there 
is  produced  better  definition  of  the  signals  by  reason  of  haying  got  rid  of  the 
irregular  currents  which    produce    the    varying    zero,  p.  5,  11.  33-40  (ante  40 
p.  317, 1. 34  to  p.  318, 1. 7).    The  varying  zero  is  ascribed,  p.  5, 11. 28-32  (antep.  317, 
1. 30),  to  the  charging-up  action  of  the  receiving  condenser.  It  is  f  urtlxer  mentioned 
at  p.  7, 11. 17-19  and  11.  31-52  (antejp.  320, 1.  42  to  p.  321, 1.  22).    The  functions 
discharged  by  Brown's  magnetic  shunt  are  precisely  the  same  as  those  discharged 
by  the  device  described  in  his  (  Williams^)  book.  [Counsel  compared  tlutt  descrip- .  0 
tion  in  detail  with  Brown's  Specification.]   The  statement  in  the  Specification  that 
the  charging  of  the  condenser  is  the  source  of  the  trouble  is  contradicted  by  the 
evidence.    There  is  no  invention  in  the  device  claimed  by  the  3rd  Claim.    The 
whole  thing  is  described  in  Varley'* s  Specification  (No.  3,453  of  1862).  There  is  no 
ihvention  implied  in  high  inductance  and  low  resistance.    There  was  no  difficulty'  50« 
about  that.    There  are  no  directions  in  the  Specification  how  to  get  low  resistance 
combined  with  high  inductance.    The  4th  Claim  is  for  "  an  inductive  coil  having. 
*<  a  closed  magnetic  circuit  and  provided  with  means  for  the  initial  excitation  of 
"its  core,  substantially  and  for  the  purpose  specified."  This  Claim  is  for  the 
device  shown  in  Fig.  17  and  described  at  p.  8,  11.  35-48  (ante  p.  322,  U.  34  55 
to  48).    The  ends  of  the  coil  are  connected  (ante  p.  322,  L 3o)  "to  any  suitable 
•*  source  of  electricity  for  exciting  said    coil,  preferably   by  an   alternating 
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"  electric  CTm-ent."  Now  ."  any  suitable  source  of  electricity  '*  would  give  either 
an  alternating  or  intermittent  current,  or  would  give  a  continuous  currents 
But  the  Patentee  goes  on  to  say  "  preferably  by  an  alternating  electric  current," 
implying,  of  course,  the  possibility  of  the  use  of  a  continuous  current.    "  Suitable 

5  **  source ''  of  electricity  does  not  mean  suitable  for  this  purpose.  The  true  con- 
struction is  that  the  current  may  be  either  continuous  or  alternating  ;  thfe  user 
may  choose  between  the  two,  but  the  inventor  prefers  the  alternating.  If  that 
be  so  the  Claim  is  bad.  Again  at  p.  8,  1.  46  (ante  p.  322,  1.  47)  the  words 
"  initially  exciting  "  and  the  words  "  initial  excitation  "  in  Claim  4  to  the  mind 

1.0  of  an  electrician  point  to  the  use  of  a  continuous  current.  Dick  and  Kennedy 
(No.  3,658  of  1887)  thought  they  could  apply  something  of  this  kind  by  a 
continuous  current.  The  Patentee  has  admitted  in  his  evidence  that  Claim  4 
could  not  be  used  with  a  continuous  current.  The  5th  Claim  relates  to  the 
duplex  working,  and  at  the  receiving  end  the  action  of  the  closed  circuit  is 

ISt  precisely  the  same  as  in  the  case  of  single  transmission,  therefore  the  objections 

'  to  Claim  5  are  the  same  as  those  to  Claim  3.  The  6th  Claim  is  for  the  closed 
inductive  coil  in  the  fork  of  the  bridge.  The  passages  in  the  Specification 
which  describe  this  in  detail  are  at  p.  4,  II.  10-14  (ante  p.  316, 11. 16  to  20)  and  p.  8, 
n.  22-28  (ante  p.  322, 11. 22  to  28).  Therelis  no  description  whatever  as  to  its  resistance 

90  or  inductance.  The  result  of  all  the" objections  to  this  Patent  amount  to  this, 
that  in  connection  with  the  feeble  currents  of  submarine  telegraphy  no  better 
contact  has  been  shown  or  invented  than  the  old  contact,  and  as  regards  this 
receiving  instrument  through  a  closed  circuit  conductive  coil,  Mr.  Brown  seems 
entirely  to  misapprehend  the  use  of  it  and  the  effect  of  it,  but,  both  as  regards 

25  the  use  and  effect,  it  is  in  Williams,  and  the  only  adjustment  in  the  two  being 
for  high  inductance  and  moderate  resistance,  that  is  a  matter  which  any 
electrician  can  carry  out  as  he  desires. 

Evidence  was  given  for  the  Petitioners  by  James  Swinburne  P.R.S.,  and  Prof. 
Silvanus  P.  Thompson  F.R.S.    Their  evidence  was  to  the  following  effect : — It 

30  was  an  old  idea  to  have  a  tongue  in  air  making  contact  with  a  moving  part.    A  mov- 
ing surface  prevents  sticking  owing  to  microscopic  fusion  at  the  point  of  contact* 
where  the  temperature  would  be  high.    Scraping  action  was  also  known ;  it  '^as 
d  much  better  contact.    Figs.  8,  9,  and  9a  merely  show  an  obvious  thing  to  do,' 
the  same  as  rubbing  one  wire  over  another  to  improve  the  contact.    When 

35  rotating  there  is  a  microscopic  trembling  going  on.  The  condenser — as  to  size  of 
which  no  directions  are  given — is  charged  and  discharged,  and  so  improves  the 
current  at  moments  of  making  contact.  If  it  be  too  large  the  action  is  sluggish, 
if  too  small  it  will  not  work.  It  prevents  sparking,  to  which  there  is  always  a 
tendency.    The  roller  contacts  in   Varley's  Specification,  No.  1,867  of  1866 

40  (ante  p.  326)  are  the  same  as  Brown^s.     In  Gallendar^s  Specification',  No.  16,718 

•  of  1897  (ante  p.  331)  there  is  shown  the  movement  of  a  tongue  against  the  side 

of  a  wheel  rotating,  but  in  the  direction  of  the  length  of  the  tongue  ;  that  is  the 

dame  thing,  there  is  no  tendency  to  deflect  the  needle.   In  Delany^s  Specification, 

No.  3,839  of  1890  (ante  p.  329)  in  Fig.  1,  there  is  a  needle  moving  in  the  plane  of 

45  the  paper,  and  buzzing  or  '*  dithering  **  up  and  down,  so  as  to  be  free  to  move 
sideways  when  not  in  contact.  It  differs  from  Brown's  in  degree  only.  On 
breaking  contact  the  functions  of  the  condensers  are  the  same.  Delany^s 
condenser  must  also  discharge  the  same  functions  as  Brown^s.  There  is  no 
invention  in  shunting  Varley^s  rotating  contacts  (Fig.  11,  ante  p.  326)  as  one 

$0  would  do  so  unless  directed  to  leave  out  condensers,  their  use  being  so  well 
known.  As  to  Figs.  1  to  7  of  Brown* s  Specification,  a  "moving  surface  "  is  not 
Confined  to  a  rotating  drum.  Delany^m  his  U.S.  Specification  (510,005)  showed 
relative  motion  of  tongue  and  stop,  which  was  always  in  the  direction  of  length 
of  the  tongue ;  Brown  has  only  continued  that  motion  by  revolving  the  surface. 

55  As  to  the  effect  of  the  line  condensers  at  the  receiving  end,  there  is  no  effect  at 
the  beginning  of  the  signal,  but  afterwards  it  increases  and  finally  stops  the 
signaL'    Its  discharge  reverses  the  receiver  or  relay  current,  and  gives  a  clear 
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end  to  the  signal  before  it  is  actually  ended  at  the  Bending  station.    The 
capacity  of    the    condenser   mast   suit   tiie   cable  and   signals.     A    sm^ler 
condenser   has   a   greater    curbing   effect.     If    suitably    arranged    for    the 
(»ble  it  will  neutralise  the  heaping  up  in  the  cable  and   send  a  counter 
E.M.F.     The    varying    zero    can    be    absolutely    corrected   by    a   condenser  5 
of  the  right  capacity.    It  is  adjusted  once  for  all  for  the  maximum  speed 
of   the  cable,  and    then  there  are   no    irregular   currents.     The   condenser 
neutralises  the  earth  currents  in  precisely  the  same  way.    But  they  are  very 
slow  and  negligible.    As  there  is  an  equal  flow  of  electricity  on  either  side 
of  the  condenser,  the  receiver  may  be  placed  on  either  side.    In   Varley^s  10 
Specification,  No.  3,453  of  1862  {ante  p.  324),  an  induction  coil  with  resistance 
is  inserted.     There   are    two  paths  for  the  current  to  earth — the   receiver 
with   condenser,   and    the    coil.     The   condenser  and  receiver  are   in   fact 
shunted,  the  shunt  producing  induction.    In  his  4th  mode  {ante  p.  325)  the 
steady  currents  will  split  according  to  the  resistances  met.    Magnetic  induction  15 
will  choke  one  and  work  the  relay.     Varley^a  performs  all  the  functions  of 
Broum^e  with  a  correcting  coil  as  well.    Brownie  shunt  is  in  Varley^s  arrange- 
ment, with  something  more.    An  induction  coil  sets  up  a  back  E.M.F.  on  a 
change  in  the  current.    It  acts  like  a  condenser  in  that  respect,  only  it  must  have 
resistance.    But  one  must  know  its  co-ef&cient  of  self  induction,  or  inductance,  20 
and  resistance.    The  time  constant  is  the  ratio  of  the  inductance  to  the  resistance. 
The  description  by  Williams  of  the  magnetic  shunt  is  easily  understood  by  an 
electrician,  though  the  language  is  sometimes  confused.    The  delay  in  magnet- 
isation and  demagnetisation  of  the  core  {ante  p.  327, 1. 21)  is  due  to  inductance  and 
not  hysteresis.    The  "extra  currents"  go    on    after  the  pressure  originally  25 
causing  the  signal  has  been  removed.    He  was  in  error  in  stating  that  their 
strength  is  proportional  to  the  number  of  turns  of  wire,  it  should  have  been  the 
square  of  the  number.    The  coil  is  a  closed  magnetic  one,  as  appears  from  the 
footnote  {ante  p.  327)  and  is  shunted  across  the  relay  coils.    It  will  counteract 
.and  reverse  the  tongue  before  the  signal  has  ceased  in  the  cable.    The  sharp  end  30 
of  a  signal  is  produced  by  reversal  of  the  tongue  caused  by  the  higher  inductance 
of  the  shunt  sending  a  reverse  current  though  the  receiver.    The  cable  is 
partly  discharged  at  the  receiving  end  through  the  relay  end,  is  not  entirely  dis- 
charged at  sending  end.    The  beginning  of  the  signals  would  be  better  without 
the  ^unt.    It  is  introduced  to  deal  with  the  evils  introduced  by  the  relay,  and  35 
self-induction  is  essential  in  the  coil  to  overcome  the  inductance  of  the  relay. 
The  resistances  must  be  approximately  equal.    Having  the  device  described  by 
Williama  for  dealing  with  single  signals,  there  is  no  difficulty  in  making  it  do 
for  a  series.    Paragraph  123  {ante  p.  328)  means  that  the  coil  acts  in  the  reverse 
direction   to  the  extra  currents  in   the  line.       It   helps   to   discharge   the  40 
line  and  while  carrying  errors  introduced  by  the  relay  it  has  an  additional 
effect  in  curing  errors  in  the  line.      It  differs   from  Broum^s  in    degree. 
Such  a  use  of  a  coil  was  common  knowledge.    It  is  mentioned  in  text  books. 
[Certain   text  books  were    produced.]      IBowfield   K.C.— I    object   to   any 
particular  book  being  put  in  to  prove  Common  Knowledge.]    [Nbvillb  J.-—  45 
If  these  can  go  in  there  is  no  object  in  having  to  give  Particulars.    Common 
Knowledge  is  what  most  people  conversant  with  the  art  knew.    [Sir  R,  Finlay 
K.C. — ^We  cannot  give  Particulars  of  these  instances,  HoUiday  v.  Heppenstallf 
6  R.P.C.  320,  326-7.]     [Nbvillb  J.— If  you  refer  to  a  text  book  to  show    . 
that  a  shunt  {e.g.  Williama')  has  been  used  for  a  particular  purpose,  you  must  50 
give  notice  of  it  as  an  anticipation.    But  it  is  different  if  you  find  therein  a 
statement  that  it  was  common  knowledge  that  shunts  were  used  for  draining  off 
irregular  currents.    I  shall  admit  it  de  bene  eaaeJ]    [The  witness  then  referred 
to  a  number  of  publications,  one  of  which  was  a  French  publication.    The 
learned  judge  held  that  it  was  not  admissible.]      In  Delany'a  device.  No.  3,839  55 
of  1890  {ante  p.  329),  it  is  necessary  to  have  either  large  condenser  or  very 
rapid  vibrations.    It  would  not  work  so  well  as  Brown^a^  but  could  be  made 
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to  work.  The  foBing  action  is  greater  than  in  BrowrCa^  but  the  sliding  contact 
of  the  kitter  is  much  better.  In  time  the  end  of  the  tongue  would  form  a 
groove  with  a  hole  at  the  zero  point.  Varley^  when  drawing  up  his  Specification, 
3,453  of  1862,  knew  about  self-induction.  A  condenser  and  self-induction  coil 
5  give  a  time  variation,  but  a  resistance  acts  at  once.  Shunting  the  receiver  with 
an  electro-magnetic  shunt  is  absolutely  the  same  as  placing  a  condenser  and 
resistance  in  series.  Self-induction  without  resistance  acts  the  same  as  a  con- 
denser. But  it  is  difficult  to  read  this  Specification  without  introducing  modem 
knowledge.     Varley  thought  that  both  self-induction  and  resistance  were  good, 

10  Brown  realised  that  self-induction  was  good  but  resistance  bad,  he  therefore 
made  the  coil  with  a  high  inductance  and  low  resistance.  In  his  coil  the  time 
constant  must  be  from  j^  to  ^  of  a  second,  but  he  does  not  give  that  information. 
When  the  time  constant  is  known  the  resistance  and  self-induction  can  be 
arranged.    The  time  constant  depends  also  on  the  condensers ;  if  there  are  none, 

15  then  on  the  rate  of  signalling.  With  a  periodicity  of  5  per  second  and  about  30 
henries'  inductance  and  a  resistance  of  30  ohms  the  time  constant  would  be  1. 
It  must  be  long  enough  to  deal  with  a  zero  wandering  over  a  long  time.  The 
self-induction  is  limited,  for  if  too  high  it  has  the  same  effect  as  too  large  a 
condenser ;  the  i*esistance  of  the  coil  therefore  must  be  much  lower  than  that  of 

20  the  receiver.  The  difference  between  Varley^ a  and  Brownie  inventions  is  one 
of  degree  and  not  of  kind.  They  did  not  realise  in  the  early  days  that  the  self- 
induction  must  be  right  so  as  to  drain  away  the  right  amount  of  current,  and 
that  the  time  constant  must  last  over  a  signal ;  the  result  of  compliance  with 
these  conditions  is  that  the  resistance  of  the  coil  must  be  low  compared  to  that 

25  of  the  receiver. 

As  to  public  knowledge.  Cable  engineers  know  all  about  condensers  and 
their  use,  but  are  not  so  familiar  with  coils ;  lighting  engineers  know  more  about 
coils,  and  have  little  experience  of  condensers.  The  former,  however,  do  not 
publish  the  results  of  their  work ;  others  have  much  to  learn  from  them.    A 

30  mathematical  electrician  would  be  familiar  with  both ;  a  well-informed  engineer 
would  know  that  they  were  interchangeable.  But  there  are  cases  in  which  they 
cannot  replace  each  other.  The  term  "  making  "  and  "  breaking "  contact  (in 
Claims  1  and  2)  is  a  well-known  general  expression  and  applies  to  both  kinds  of 
contacts.    Sliding  contacts  of  moving  surfaces  was  well  known,  e,g.^  in  clocks  ; 

35  but  the  use  of  condensers  with  them  was  new.  Induction  shunts  were  widely 
known,  and  were  used  to  interrupt  a  rapidly  varying  current  and  allow  a  slow 
one  to  pass.  They  were  called  *'  Yarley  "  shants  in  1893,  and  had  been  used  with 
cables.  The  ase  of  an  induction  coil  to  stop  a  telephone  current,  and  of  a  capacity 
(or  condenser)  to  stop  a  telegraph  current,  and  tiius  separate  one  from  the  other, 

40  was  well  known.  It  was  shown  in  Lodgers  Specification  (No.  9,712  of  1898)* 
Telephone  currents  go  through  the  capacity  but  not  the  induction  coil,  whereas 
the  telegraph  signals  go  through  the  induction  coil,  and  might  get  through  the 
capacity.  The  correction  of  the  varying  zero  was  not  previously  done  with  a 
magnetic  shunt. 

45  Brown's  statement  in  his  Specification  as  to  condensers  {ante  p.  320, 11. 42  to  51) 
is  not  accurate.  In  practice  he  must  have  had  them  too  Isurge.  If  the  condenser 
is  right  then  the  '^  charging  up  **  is  its  proper  function  required  to  improve 
signalling.  If  it  be  too  large  then  the  effect  of  reducing  it  is  obtained  by  this 
use  of  the  coil ;  it  is  an  ingenious  way  of  doing  it.    The  paragraph  (ante  p.  317, 

50  1.  26  to  p.  318, 1. 13)  is  not  clearly  expressed,  nor  worked  out  properly.    It  will 

depend  on  the  frequency  of  the  coil  whether  the  tongue  has  time  to  move 

backwards  and  forwards.    There  is  no  difficulty  in  making  the  arrangement  in 

Fig.  li  (ante  p.  321)  by  placing  the  coil  in  series  with  the  receiver  in  the  bridge. 

Sir  Aohert  Finlay  E.C.,  summed  up  the  evidence  for  the  Petitioners. — As 

55  regards  the  first  Claim  the  condenser  is  mentioned  only  in  connection  with  one 
kind  of  contact,  that  is  where  the  tongue  moves  to .  or  from  the  surface  and  not 
to  mere  sliding  contact.    It  cannot  be  an  element  in  the  combination  in  some 


340  REPORTS  OP  PATENT,  DESIGN,  ^     [June  26, 1907, 

In  the  McUter  of  BrounCs  Patent. 

cases  and  not  in  others. .  It  is  essential  where  there  are  two  contacts.    The  use 
of  the  condenser  was  well  known,  and  Broum  alludes  to  it  in  the  paper  he 
published  as  a  matter  of  common  knowledge,  the  only  difficulty  being  as  to  the 
theory  of  its  operation.   [Nbvillb  J. — ^Three  years  after  the  date  of  the  Patent.! 
But  if  the  Claim  included  a  condenser  it  is  not  new.    The  condenser  was  well  5 
known  since  Varley^a  Patent  in  1856,  and  it  is  not  a  patentable  invention  merely 
to  point  out  that  the  use  of  an  old  device  has  advantages  not  known  before.  The 
latter  part  of  Claim  1  refers  to  the  device  described  by  Varley  in  Specification 
No.  1,867  of  1866  {ante  p.  326).    Broum  has  not  disclaimed  by  reference  to 
previous  Specifications,  therefore  one  mast  put  a  plain  meaning  on  his  words.  10 
[Nbvillb  J. — The  difficulty  about   Specifications    is    that   the  authors  are 
perpetually  hedging.    If  they  would  only  state  what  they  mean  the  invention 
to  be,  and  then  leave  it  to  the  law  to  say  whether  anything  was  an  infringe- 
ment of  it  or  not  there  would  not  be  much  difficulty.]    Claims  1  and  2  are  too 
wide.    A  "  moving  surface  "  includes  every  form  of  motion  such  as  vibration.  15 
IBouafield  K.C. — I  admit   that  if  "moving  surface"  includes  vibration  we 
should  be  driven  to  amend  the  Specification.]     If  it  does  not  include  vibration 
it  is  anticipated  by  Varley^s  rotating  rollers  (ante  p.  326).    The  surfaces  with  an 
insulator  in  the  middle  across  which  the  tongue  moved  is  described  in  Delany^s 
Specification,  No.  3,839  of  1890.      [Nbvillb  J.— You  might  have  a  combina-  20. 
tion  of  old  parts  producing  a  new  result.]    Anyway  it  does  not  amount  to 
subject-matter.    With  regard  to  the  drum,  the  whole  thing,  except  the  insulator, 
is  disclosed  in  Varley's  Specifications,  No.  3,453  of  1862  (ante  p.  324, 1.  54)  and 
No.  1,867  of  1866  (ante  p.  326, 1. 31  to  p.  327,  1. 3).    Thadrum  with  the  insulator 
in  the  middle  is  merely  an  equivalent  for  the  insulating  table  of  Delany^  No.  3,839  25 
of  1890  (ante  p.  330,  1.  2).    It  describes  Brownie  invention  if  the  table  be 
converted  into  a  roller— a  known  equivalent.  The  sliding  contact  in  the  direction 
of  the  length  of  the  tongue,  as  distinguished  from  vibratory  contacts  across  air, 
were  disclosed  by  Delany^  No.  510,005,  U.S.   (ante  p.  330),  and   Callendar^ 
No.  16,718  of  1897  (ante  p.  331).    The  third  Claim  is  for  '*  a  receiving  instrument  30. 
"  short  circuited  through  a  closed  circuit  inductive  coil,  for  the  purpose  specified." 
The  purpose  specified  is  the  same  as  that  specified  by  Varley  in  No.  3,453  of  1862 
(ante  p.  324, 1.  54)  who  describes  the  variation  of  the  zero  point  and  the  "  running 
'^  together  *'  of  the  signals.   The  closed  inductive  coil  was  old  and  is  only  claimed 
tinder  the  conditions  noted  on  page  8  of  the  Specification  (ante  p.  322, 1. 55)  and  35 
unless  it  is  used  to  shunt  the  receiving  instrument.    Mr.  Swinburne  has  stated      '' 
very  fully  and  clearly  in  his  evidence  that  the  interchangeability  of  condensers 
and  inductive  coils  had  been  for  a  long  time  a  matter  of  common  knowledge. 
Also  Mr.  Broum  said  they  are  interchangeable  in  his  Provisional  Specification 
p.  2, 11. 9-14  (ante  p.  314, 11. 29  to  35).   [^Bouefield  K.C.— He  found  that  was  wrong  40, 
and  omitted  it  &om  the  Complete  Specification.]    It  is  an  admission,  however,  of 
what  VLt.  Swinburne  proved  was  well  known.    Prof,  Boys  gave  evididnce  to  the 
same  effect.   Then  there  is  the  Williams  coil.   If  Brown  had  specified  that  he  had 
achieved,  by  a  coil  of  a  particular  self-induction  and  low  resistance,  a  new  result 
not  achieved  by  Williams^  he  might  have  patented  that,  but  he  merely  says  you  45 
are  to  have  high  self-induction,  and  leaves  the  reader  to  invent.    The  same  thing . 
is  disclosed  in  Varley^s  Specification  (No.  3,453  of  1862)  in  the  first  mode  on  p.  6, 
11.  6-13  (ante  p.  325, 1.  44)  and  the  4th  mode  p.  8,  11. 1-17  (ante  pp.  325-6). 
Mr.  Swinbwme^s  evidence  is  that  what  was  really  wanted  was  a  large  *^  time- 
^^  constant,'^  and  Mr.  Brown  does  not  give  that ;  he  leaves  the  user  to  make  ex-  50 . 
periments  with  a  perfectly  old  device  so  as  to  arrive  at  the  form  which  is  said 
to  yield  satisfactory  results.    Then  as  to  Claim  4.    It  is  bad  because  the  directions 
include  the  use  of  what  is  useless  (p.  3, 1.  40,  ante  p.  315, 1.  56  and  p.  8,  1.  37, 
ante  p.  322,  L  34).    It  was  clearly  admitted  by  Mr.  Brown  that  this  will  only 
work  at  all  with  an  alternating  current.    The  case  is  precisely  analogous  to  that  55 
of  Badische  Anilin  und  Soda  Fabrik  v.  La  SocUte  Chimique  des  Usines  du 
Rhone  (15  R.P.O.,  359,  at  pp.  365-6),  in  which  the  reader  was  directed  in  the 
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Specification  to  heat  certain  substances  "  in  an  autoclave  "  and  the  Patent  was 

held  bad  because  only  one  made  of  iron  would  do,  and  that  fact  at  the  date  of 

the  Specification  was  unknown  to  the  Patentee.    The  6th  Claim  is  bad  for 

,".  want  of  subject-matter.      The  evidence  shows  that  it  is  simply  for  the  use  of  an 

5  inductlfe  coil  in  the  fork  of  the  bridge  in  a  well-known  manner.  . 

Bomfidd  K.C.,  in  reply.— In  the  first  two  Claims  the  words  "moving  surface  '• 
do  not  include  a  vibrating  contact.  They  have  a  more  limited  meaning  confined 
to  the  apparatus  described.    A  Claim  is  to  cut  down  and  not  to  extend  the 

,     description  in  the  body  of  the  Specification  {Plimpton  v.  Spiller  L.R.  6  Ch.  D. 

10  426,  per  James  L.J.).    Again,  if   a  Claim  be  ambiguous  and  capable  of  two 

constructions  and  one  would  make  the  Patent  void  by  including  what  was  old 

and  the  narrower  onie  would  not,  the  latter  is  to  be  preferred.  A  vibratory  contact, 

to  prevent   a  siphon  recorder  from  sticking,  was  well  known,  and  therefore 

^  '  presumably  excluded  from  the  Claim  by  the  person  who  drafted  it.    On  a  fair 

15  construction  the  Specification  includes  only  the  rotating  drum,  and  sliding, 
contact.  Claim  2  is  merely  for  the  particular  form  of  article  described. 
Claim  1  is  wider,  and  would  include  a  case  in  which  sighals  were  sent  by  a. 
drum  consisting  of  one  metallic  and  one  insulating  segment.    The  disclaimer  as 

^    to  the  condenser  Is  in  appropriate  language  for  showing  that  Claim  1  does  not 

20  include  Figs.  8, 9  and  9a  without  condensers  ;  it  was  there  originally  and  not  by 
amendment.  It  is  put  at  the  end  of  disclaiming  claase  to  be  read  with  the. 
Claim.  [Nbvillb  J.— What  does  the  Statute  say  about  the  Claim  ?]  That  the 
Specification  shall  give  a  distinct  statement  of  the  invention  claimed  ;  but  that 
has  been  rendered  nugatory  for  the  purposes  of  construction,  for  the  House  of 

25  Lords  held  in  Siddell  v.  Vtckers  (7  R.P.C.  292)  that  the  provision  in  question  is 
a  direction  to  the  Comptroller,  but  if  a  Specification  is  passed  without  a  Claim 
the  Patent  is  not  invalid.  Varley  introduces  condensers  for  the  particular 
object  of  doing  away  with  sparking.  Oallendar  does  not  use  condensers,  but 
he  prevents  sparking  and  sticking  by  keeping  the  relay  in  gentle  oscillation 

30  (ante  p.  331,  1. 15).  He  knew  that  a  condenser  would  partially  prevent 
burning.  Instead  of  using  a  condenser  he  scraped  the  contacts.  Delany^a 
condenser  (ante  p.  330, 1.  8)  was  used  only  with  vibratory  contacts  across  air 
and  not  with  sliding  contacts  at  all.  The  effect  of  the  use  of  a  condenser 
with    a    sliding    contact  was    discovered    by    Brown.     Professor    Boys   and 

35  Professor  Silvanus  Thompson  gave  evidence  to  that  effect.  Therefore,  with 
Figs.  8,  9  and  9a,  the  condenser  does  improve  the  combination,  which  is 
one  of  the  things  limited  to  a  sliding  contact.  It  was  a  new  phenomenon 
and  therefore  the  Claim  is  good.  The  earlier  inventions,  with  vibratory 
sliding  contacts,  failed  and    Brown^s    succeeded,  and    cable   companies  are 

40  willing  to  pay  royalties  up  to  7,000^.  per  annum.    As  to  Claim  3  and  the  magnetic. 

shunt ;  no  one  before  pointed  out  that  its  resistance  must  be  much  less  than 

that  of  the  receiving  instrument.    There  is  the  evidence  of  Mr.  Jacob  and 

Mr.  Swinburne  to  show  that  a  practical  cable  engineer  pould  make  the  instrument . 

;•»  firom  this  description.     It  is  quite  enough  to  direct  that  the  inductance  should 

45  be  high  enough   to  block  the    signalling    currents    and  that  the  resistance 

should  be  30  ohms.    There  is  no  need  to  give  the  '*  time  constant  *^  which  is 

merely  the  ratio  of  the  inductance  to  the  resistance.    There  is  no  disclosure  in 

any  of  the  previous  publications  that  the  inductance  is  to  be  high  enough  to 

^  block  all  the  signals  and  send  them  through  the  receiver.     In   Williams^ 

50  publication  the  resistance  of  shunt  and  instrument  must  be  the  CAme.     Varley^s . 

publication  is  vague,  still  the  resistances  when  mentioned  are  to  be  equal*    As 

to  Claim  4.    The  initial  excitation  would  be  understood  by  all  electricians  to 

be  either  by  an  alternating  current  or  by  an  interrupter  used  with  a  continuous' 

•  current.    No  electrician  would  dream  of  using  an  uninterrupted  continuous: 

55  current.  The  iron  has  to  be  brought  to  a  '^  critical  stage  "  and  rendered  very  sensi- , 
tive  (ante  p.  315, 1. 57),  and  this,was  to  be  done  **  preferably  "  (ante  p.  3??,  U  37)  by  ^ 
an  alternating  current,  i.e.j  an  alternating  current  was  preferred  to  a  discontinaouB 
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direct  current.  The  other  construction  -would  make  nonsense  of  the  passage 
relating  to  the  ^'  critical  stage."  As  to  Claim  6.  It  is  certainly  a  simple  invention. 
But  that  is  not  fatal  to  it.  In  Siddell  v.  Vickers  (t^ftt  8upra\  the  inyention  was 
a  very  simple  attachment  of  a  known  lever  to  an  appliance  for  turning  heavy 
forgings  which  was  in  a  slightly  different  form  in  use  before.  [Counsel  5 
examined  Mr.  Swinburne's  evidence  in  detail.]  On  the  evidence  there  is 
invention.  Although  a  coil  and  a  condenser  may  be  known  things — like  a 
screw  and  a  lever  in  mechanics — yet  invention  consists  in  finding  out  which 
is  the  best  thing  to  use,  and  in  finding  out  whether  one  can  in  &ct  use  it 
without  introducing  some  other  defects  which  would  make  the  second  condition  of  10 
the  devices  worse  than  the  first.  This  arrangement  was  never  used  before,  and 
got  rid  of  the  jars  arising  from  the  use  of  a  curb  transmitter. 

Nbvillb  J. — In  this  case  revocation  is  sought  of  Brown's  Patent  No.  1,434* 
of  1899,  for  improvements  in  Electric  Telegraph  apparatus.  The  invention 
claimed  relates  to  what  is  called  the  relay  at  the  end  of  long  submarine  oables,  15 
and  is  claimed  to  give  a  certainty  of  contact  in  the  case  of  feeble  electric 
currents,  and  also  to  eliminate  a  varying  zero  in  the  recording  instruments,  and 
to  give  a  better  definition  of  the  signals  than  had  previously  been  obtainable. 

A  ^^  relay"  consists  of  apparatus  whereby  a  message,  instead  of  being  read  and 
retransmitted  by  human  agency,  is  automatically  retransmitted,  the  instrument  20 
receiving  the  signals  being  so  contrived  as  to  forward  them  through  a  second  or 
relay  circuit  by  making  and  breaking  contact  therewith.    With  regard  to  land 
lines  this  has  long  ago  been  satisfactorily  accomplished,  but  in  the  case  of 
submarine  cables  no  satisfactory  apparatus  was,  previously  to  Brown's  Patent 
in  1899,  devised,  and  retransmission  had  to  be  performed  by  hand.     Much  25 
attention  had  been  directed  to  the  subject.    The  want  of  such  apparatus  being 
well  known  and  widely  felt  by  the  workers  of  cables.    It  is  not  disputed  that 
Brown  has  provided  an  apparatus  which  deals  satisfactorily  with  the  matter. 
His  system  is  used  in  connection  with  the  greater  part  of  the  cable  mileage  in 
the  world,  the  receipts  from  licenses  amounting  to  some  7,0002.  per  annum.  30 
The  diflftculty  with  regard  to  providing  a  satisfactory  relay  in  connection  with 
submarine  cables  arises  from  the  length  and  capacity  of  the  cables,  the  current 
at  the  receiving  end  being  extremely  attenuated,  and  the  signals  being  retarded 
at  their  reception  and  prolonged  at  their  conclusion  by  the  charging  up  and 
discharging  of  the  cable  and  by  the  presence  of  earth  currents.    These  currents  35 
have  been  collectively  described  with  sufficient  accuracy  for  the  present  purposes 
as  slow  irregular  currents.    Signals  transmitted  by  cable  may  be  recorded  at  the 
receiving  end  by  an  apparatus  invented  by  Lord  Kelvin^  known  as  the  siphon 
recorder.    It  is  with  an  instrument  of  this  character  that  Broum*s  relay  is  used. 
Roughly,  a  siphon  recorder  consists  of  a  coil,  air  insulated,  suspended  between  40 
the  poles  of  a  magnet,  the  signals  deflecting  the  coil  towards  one  or  the  other 
pole  according  to  their  polarity,  that  is,  according  to  whether  a  positive  or 
negative  current  is  transmitted.    To  the  coil  is  attached  an  arm  which  records 
its  movements  upon  a  tape.    One  of  the  effects  of  the  irregular  currents  is  to 
occasion  what  is  called  a  wandering  or  varying  zero,  that  is  to  say  the  mean  line  45 
between  the  extremity  of  the  deflections  in  opposite  directions,  caused  by 
positive  and  negative  signals,  instead  of  running  straight,  wanders  up  or  down 
in  cases  where  several  signals  of  the  same  polarity  succeed  one  another.    This 
result,  though  not  of  serious  importance  for  the  purpose  of  recording  a  message 
where  the  limits  of  the  tape  are  not  exceeded,  is  fatal  to  the  working  of  a  relay,  50 
some  of  the  signals  failing  to  make  the  contact  with  the  relay  circuit  necessary 
for  retransmission  or  in  some  cases  forwarding  the  wrong  signal.     For  the 
purpose  of  mitigating  the  effect  of  these  slow  irregular  currents  condensers  are 
used,  but  in  the  case  of  condensers  of  the  size  suitable  for  long  submarine  cables 
tiie  zero  is  still  found  to  vary  owing  to  what  Brown  calls  the  charging  up  action  55 
of  the  receiving  condenser.    The  description  of  what  takes  place  has  been  taken 
exception  to  by  the  Petitioners'  witnesses,  but,  after  heiM^in^  the  evidence,  it 
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Beems  to  me  sufficiently  accurate.  Broum*8  apparatus  is  designed  to  eliminate 
the  irregular  currents,  to  improve  the  contact  made  by  the  moving  tongue 
attached  to  the  siphon  recorder,  and  to  reduce  the  friction  so  as  to  facilitate  its 
movements.  Broadly  speaking  he  secures  these  results,  first  by  short-circuiting 
5  or  shunting  the  receiver  by  means  of  a  closed  coil  or  magnetic  shunt  so  devised 
and  adjusted  as  to  allow  the  passage  of  the  slow  irregular  currents  through 
the  shunt  to  earth,  while  the  signalling  current  is  stopped  and  passes  through 
the  receiving  instrument.  For  this  purpose  he  uses  a  magnetic  shunt  of  low 
resistance  and  high  self-induction.    For  the  purpose  of  improving  the  contact 

10  he  uses  condensers,  shunting  the  relay  as  shown  in  Figs.  7,  8, 9  and  9a.  And,  to 
reduce  friction  and  secure  an  improved  means  of  making  and  breaking  contact 
with  the  relay  circuit,  he  makes  the  tongue  bear  lightly  upon  the  surface  of  a 
rapidly  rotating  metallic  drum,  subdivided  by  an  insulated  strip  down  the 
middle,  upon  which  the  tongue  normally  rests,  but,  upon  being  moved  to  one 

15  side  or  the  other  by  the  swing  of  the  coil,  when  actuated  by  the  line  or  cable 
current,  it  slides  upon  one  or  other  of  the  metallic  subdivisions  and  thereby 
makes  contact  with  one  or  other  of  the  relay  circuits  according  to  the  polarity 
of  the  signal  actuating  the  coil.  He  also  shows  a  drum  divided  into  five  sections 
and  ingeniously  arranged  so  that  when  the  tongue  reaches  the  outer  sections 

20  it  reproduces  the  variable  effects  on  the  zero,  but  in  the  opposite  direction,  and 
thus  controls  the  wandering,  but  this  device  is  not  claimed  and  no  point  was 
ultimately  made  upon  it 

The  Petitioners  claim  that  the  Patent  is  bad  for  various  reasons  which  I  will 
deal  with  seriatim  presently.    The  evidence  of  Mr.  Swinlmme  and  Professor 

25  Thompson  taken  as  a  whole,  appears  to  me  to  amount  to  this,  that  the 
problem  which  Brown  pretends  to  have  solved  was,  in  truth,  no  problem  at  all, 
but  that  the  want  of  suitable  relays  endared  for  some  30  or  40  years  by  the 
Cabld  Companies  was  due  to  the  abyssmscl  ignorance  of  cable  electrical  engineers, 
who,  during  any  part  of  that  long  period,  had  only  to  apply  to  Professors  of 

30  Mathematical  Electricity  to  be  put  in  the  way  of  immediately  supplying 
themselves  with  that  for  which  they  have  so  long  been  groping ;  that  Brown 
has  invented  nothing  ;  but  has  merely,  out  of  the  stock  ot  knowledge  common 
to  all  properly  instructed  electricians,  applied  certain  known  devices  to  secure 
certain  results  which  were  known  to  follow  from  them  without  the  exercise  of 

35  any  ingenuity.  Against  this  I  have  to  set  the  evidence  of  men  engaged  in 
practical  cable  work,  who  knew  what  they  wanted  and  knew  they  were  unable 
to  get  it,  although  their  wants  were  widely  known  and  their  cables  apparently 
open  to  the  experiments  of  the  proposers  of  any  likely  device,  including  the 
Petitioner  Mtiirhead,  who  had  obtained  a  Patent  for  a  rival  device  a  few  days 

40  before  the  date  of   Broum^s   Patent.    It  seems  to  me  that  the  Petitioners* 

witnesses  have  confused  theoretical  knowledge  of  electrical  principles  with  the 

knowledge  necessary  for  the  practical  adaptation  of  electrical  apparatus  for  a 

definite  and  novel  purpose. 

In  my  opinion  Broum^s  Specification  discloses  an  invention  of  novelty  and 

4^  merit,  and  I  will  now  proceed  to  deal  in  detail  with  the  objections  which  have 
been  taken  to  the  validity  of  the  Patent.  In  the  first  place  I  may  dispose  of  the 
objection  that  Brown^s  alleged  disclosures  were  within  the  knowledge  of 
electricians  at  large  by  saying  that  the  text  books  referred  to  appear  to  me  to 
deal  either  with  particular  electrical  contrivances,  most  of  which  are  included 

50  in  Uie  Particulars  of  anticipations,  or  with  generalisations  based  upon  them, 
while  the  knowledge  professed  by  the  witnesses  themselves  was  something 
widely  different  from  the  practical  information  communicated  to  the  public  by 
Brown.  The  other  points  chiefly  relied  upon  for  the  Petitioners  were,  first, 
widi  regard  to  Claim  1,  that  the  Claim,  as  it  stands,  would  include  the  apparatus 

5^  Figs.  8, 9  and  9a,  without' the  condenser,  which  is  admittedly  old,  and  that  the 
disclaiming  note  cannot  be  read  into  the  Claim,  for  that  would  be  to  enlarge  the 
Chum  by  adding  a  condenser  to  the  parts  of  the  combination  claime4«    I  do  not 
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think  this  contention  sound.    The  disclaiming  note  reduces  the  generality  of 
the  Claim  by  limiting  it  to  those  combinations  of  the  kind  described  above  in 
which  a  condenser  is  used  as  shown.     I  think,  therefore,  that  upon  the  true 
construction  of  Claim  1,  taken  with  the  rest  of  the  Specification,  it  relates  to    . 
those  combinations  only  in  which  a  condenser  is  used  as  shown.  S 

The  next  point  was  that  both  Claims  1  and  2  had  been  anticipated,  Delany 
having  in  the  Specifications  of  his  Patents,  No.  3,839  of  1890  (British),  and 
No.  510,007  of  1893  (United  States)  shown  similar  combinations.    The  points 
here  are,  I  think,  whether  Brown*8  moving  surface  is  the  mere  equivalent  of 
Delany^s  vibrating  tongue  or  contact,  and,  secondly,  whether  Brown^s  condenser  10 
is  applied  for  the  same  purpose  as  the  condenser  used  by  Delany.    A  vibrating 
surface  is,  in  a  certain  sense,  a  moving  surface,  and  the  question  is  whether  it  is 
a  moving  surface  in  the  sense  intended  by  Brown.    I  think  not.    Vibration  as 
a  means  of  facilitating  the  motion  of  the  relay  arm  had  been  repeatedly  tried    .  , 
without  success,  and  I  think,  taking  the  whole  Specification  together,  Brown*8  12^ 
Claim  is  limited  to  a  moving  surface  of  the  kind  described,  ue.  to  a  sliding 
surface.    In  this  connection  I  may  say  that  I  think  Brown's  statement  in  his 
paper  that  friction  is  reduced  either  by  sliding  the  relay  arm  or  the  contact 
surface,  which  he  there  says  is  the  same  thing,  cannot  fairly  be  used  as  an 
admission  that  for  all  purposes  it  is  immaterial  to  which  of  the  two  the  sliding  80 
motion  is  given.  Though  both  alike  may  reduce  the  friction,  it  seems  to  me  that 
for  practical  purposes  the  use  of  a  sliding  relay  arm  might  well  prove  dis- 
advantageous.   This  point,  however,  is  immaterial  if,  as  I  hold,  Delany  did  not 
use  a  sliding  surface.     It  is  then  said  that,  inasmuch  as  Callendar  and  Varley' 
had  both  shown  a  relay  arm  brought  into  contact  with  a  rotating  wheel  or  disc  25' 
by  the  oscillation  of  the  coil  of  the  recorder,  there  was  no  invention  required  for 
Brown's  adoption  of  his  sliding  contact.    It  seems  to  me  that  this  is  not  so.    It' 
is  to  be  remembered  that  both  Varley  and  Delany  failed,  and  even  if  Brown 
had  merely  combined  some  of  the  parts  employed  by  Delany  with  some  of  the 
parts  employed  by  Varley  and  thus  produced  a  successful  apparatus,  he  would  30' 
have  been  entitled  to  a  Patent  for  it.    If  Delany  had  used  Brown's  rotating 
drum  instead  of  the  insulated  plate  and  abandoned  the  vibration  of  his  relay  arm 
he  might  have  succeeded,  but  he  did  not  do  so,  and  failed.    A  model  was 
produced  which  purported  to  be  in  accordance  with  Delany's  Specification, 
which  Mr.  Swinburne  thought  would  work,  though  not  so  well  as  Brown\  but  35  • 
I  think  that  this  was  due  to  a  modification  which  approximated  to  Brown  by 
substituting  a  more  or  less  sliding  contact  for  the  "  fine  vibrations  *'  disclosed  in 
the  Specification. 

The  next  point  is  with  regard  to  the  use  of  the  condenser  in  Figs.  8, 9,  and  9a. 
In  Varley  of  1856  the  use  of  induction  plates  or  condensers  for  the  purpose  of  40 
reducing  sparking  in  relays  of  electric  telegraphs  is  specified.     In  Delany 
No.  3,839  of  1890  contacts  of  a  relay  are  shown  shunted  by  condensers,  and  the 
Specification  proceeds,  as  **  is  usual  to  prevent  sparking.'^    There  is,  I  think,  a 
Qoncensus  of  opinion  that  Brown's  discovery  that  the  use  of  condensers  as 
shown  in  Figs.  7, 8, 9,  and  9a,  operates  to  reinforce  the  current  and  thus  improve  45 
the  contact,  is  new.    It  was  not  known  that  apparatus  such  as  that  shown  in 
Figs.  8,  9  and  9a,  hitherto  unreliable  aiid  useless  for  the  purposes  of  relays  to 
sulimarine  cables,  would  thereby  be  made  of  practical  utility.    It  is  said,  how- 
ever, that  although  this  was  unknown  the  property  must  have   existed  in 
condensers  before  Brown  discovered  it,  and,  consequently,  where  condensers  50  • 
were  used  in  such  instruments  as  that  shown  fn  Delany  of  1890,  they  must  have" 
operated  in  a  manner  differing  only  in  degree  from  that  in  which  they  operate 
in  Brown's  and   that,  therefore,  Broivn's  invention  was  anticipated.    There 
appear  to  me  to  be  several  answers  to  this  contention.    The  conditions  under 
which  they  were'  employed  in  Delany's  instrument  are  dissimiliar  to  those  55 ' 
under  which  they  are  employed  in  Broivn's^  notably  In  the  absence  of  a  sliding 
contact  in  Deldny\  aiid  it  seems  to  me,  on  the  evidence,  somewhat  rash  to  assert ' 
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that  they  do  in  any  practical  sense  operate  in  the  same  manner ;  moreover  a 
a  difPerence  in  degree  may  make,  and  in  the  present  case,  if  that  be  all,  does 
ms^e,  the  difference  between  success  and  failure,  and  finally  their  use  is  only 
indicated  for  the  purpose  of  reducing  sparking,  which  is  practically  non- 
5  existent  in  the  contacts  of  a  relay  at  the  end  of  a  long  submarine  cable. 
The  public  therefore  were  never  informed  that  condensers  could  be  usefully 
applied  for  purposes  to  which  Brown  applied  them ;  no  one  being  aware  of 
that  fact  until  Brown^s  discovery.  I  think,  therefore,  that  Claims  1  and  2 
are  good. 

10  Claim  3  is  for  BrowrCs  magnetic  shunt.  I  think  that  this  method  of  Brown^B 
is  both  novel  and  ingenious.  I  have  already  mentioned  that  according  to  the 
evidence  the  wandering  or  variable  zero  occurs  where  signals  of  the  same 
polarity  succeed  one  another  and  is  due  to  the  action  of  slow  irregular  currents, 
which  retard  the  signal  at  the  outset  and  prolong  it  at  its  conclusion.     The 

15  operation  of  the  magnetic  shunt,  devised  by  Brown^  is  to  allow  the  slow  irregular 
currents  to  pass  and  to  stop  the  signalling  curi'ents,  causing  them  to  pass 
through  the  receiver.  This  he  achieves  by  having  a  low  resistance  in  his 
shumt  and  a  much  higher  resistance  in  his  receiver.  The  example  given 
in    the    Specification    is    a    resistance   of    30   ohms   in    the    magnetic    coil 

20  and  500  ohms  in  the  receiver.  The  use  of  inductive  coils  was  old.  In  1862 
VarUy  took  out  a  Patent  (No.  3,453)  for  a  number  of  improvements  in  electric 
tel^raphs.  The  first  part  of  the  invention  is  stated  to  consist  in  employing  for 
electro -telegraphy  the  increment  and  decrement  of  electric  currents  instead  of 
the  flow  of  the  current  itself.     Several  modes  of  carrying  this  idea  into  effect  are 

25  specified.  The  fourth  mode,  on  page  3,  is  alleged  to  be  an  anticipation.  The 
description  includes  a  magnetic  or  induction  coil,  but  is  not  easy  to  follow  and 
two  interpretations  of  it  were  admitted  to  be  possible.  So  far  as  it  has  been 
made  clear  to  my  mind,  the  method  differs  essentially  from  Brown^s,  An 
induction  coil  has  also  been  used  in  telegraph  apparatus  as    described    in 

30  Williams.  Here,  again,  the  method  employed  seems  to  me  to  differ  from 
Broivn^s.  There  is,  however,  one  point  in  particular  which,  I  think,  is  fatal  to 
the  contention  that  either  of  the  two  methods  last  descibed  are  anticipations,  and 
it  is  this,  that  in  both  of  them  the  resistance  of  the  induction  coil  is  to  be  equal 
to  that  of  the  coil,  or  part  of  the  coil  shunted.    Now  the  essence  of  Brotvh*s 

35  method  is  the  difference  in  the  resistance  of  the  magnetic  shunt  and  the  receiver, 
and  it  has  been  shown  by  experiment,  that,  if  the  two  resistances  approximate, 
the  zero  is  variable.  If  therefore  the  induction  coil  suggested  by  Varley  and 
that  described  by  Williams  were  used  in  the  manner  specified  by  Brown^  they 
would  both  inevitably  fail  in  producing  the  results  achieved  by  him.    It  is  said 

40  that,  nevertheless,  having  regard  to  the  information  given  by  Varley  and 
Williams,  no  ingenuity  was  required  to  devise  and  use  the  magnetic  shunt  in 
Brown's  apparatus.  The  admitted  historical  facts  of  the  case  seem  to  me  to 
give  a  conclusive  answer  to  this  argument. 

The  next  objection  is  as  to  Claim  4.    The  employment  of  initial  excitation  for 

45  the  purpose  specified  is  admittedly  novel  and  ingenious,  but  it  is  said  that  the 
direction  to  connect  with  "any  suitable  source  of  electricity  for  exciting  the  said 
"  coil  preferably  by  an  alternating  electric  current "  is  misleading,  inasmuch  as  a 
source  of  electricity  might  give  a  continuous  current  which  would  not  excite  the 
coil.  It  is  suggested  that  a  continuous  current  used  with  an  interrupter  would  give 

50  an  intermittent  current  which  would  have  the  desired  effect,  though  to  a  less  extent 
than  an  alternating  current,  but,  apart  from  this,  I  do  not  think  that  an  inventor 
who  specifies  an  efficient  method  of  performing  the  desired  operation  but  says 
that  any  other  suitable  method  may  be  adopted,  invalidates  his  patent  if  it  should 
turn  out  that  the  method  specified  by  him  is  the  only  suitable  method.    There 

55  seems  to  me  a  distinction  between  this  case  and  the  case  of  a  patentee  saying 
that  any  known  method  of  producing  a  result  indicated  may  be  used  when  in 
fact  one  or  more  of  such  known  methods  would  fail.    Badische  Anilin  v.  Societe 

2  B 
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Chimique^  does  not  appear  to  me  to  be  in  point.    There  the  use  of  any  autoclave 
was  specified  where  only  one  particular  form  of  autoclave  would  avail. 

This  brings  me  to  the  last  objection  that  Claim  6  for  a  closed  circuit  inductive 
coil  placed  in  the  fork  of  the  bridge  of  a  duplex  line  and  in  series  with  the 
receiving  instrument  for  the  purpose  of  preventing  jar  to  the  receiving  instrument  5 
where  a  curb  transmitter  is  used,  is  bad  for  want  of  subject-matter,  tt  appears 
that  no  such  device  was  in  use  before,  and  that  the  jarring  in  question  was  a 
serious  evil — so  much  so,  that  it  is  said  to  have  resulted  in  some  cases  in  the 
abandoment  of  curb  transmitters.  I  have  here  to  determine  upon  a  conflict  of 
evidence.  Although  the  closed  circuit  inductive  coil  was  old,  it  had  never  been  lO" 
employed  for  the  purpose  specified  by  JBrotm,  and  having  regard  to  that  fact  that 
it  successfully  met  a  recognised  dif&culty  in  a  novel  manner,  I  find  that  there 
was  sufficient  ingenuity  in  its  adoption  to  support  the  Claim. 

Some  point  was  originally  made  with  regard  to  the  alleged  insufficiency  of 
Brown*8  Specification,  but  I  think,  after  the  evidence,  this  was  not  seriously  15- 
pressed,  or  at  all  events,  I  was  not  convinced  by  it.  In  one  particular,  however, 
it  was  insisted  on.  It  was  contended  that  Browh*s  description  of  his  magnetic 
shunt  was  too  vague  in  that  it  did  not  give  the  time  constant,  i.^.,  the  ratio 
between  the  self-induction  and  the  resistance.  In  my  opinion  the  evidence 
shows  that  there  is  no  difficulty  in  following  the  Specification  and  in  making  an  20 
induction  coil  on  BrounCs  instructions  suitable  for  any  given  conditions.  Upon 
this  particular  point  the  practical  men  called  by  the  Patentee  were  not  cross- 
examined. 

I  come  therefore  to  the  conclusion  that  the  Petitioners  have  failed  to  establish 
any  of  their  Objections  and  the  Petition  must  be  dismissed  with  costs.  25* 

Russell  Clarke  asked  his  Lordship  to  direct  that  his  costs  be  paid  by  the 
Petitioners,  as  he  appeared' for  the  Commercial  Cable  Company^  who  were  made 
Respondents  to  the  Petition. 

Walter  K.C. — My  friend  has  taken  no  part  in  this. 

Bousfield  K.C. — We  were  both  cited.     It  is  true  that  we,  on  behalf  of  the  30 
Patentee,  had  the  conduct  of  the  case,  but  the  Licensees  were  cited  and  my 
friend  appears  for  a  Licensee.    We  had  the  benefit  of  Mr.  Clarke^s  assistance 
throughout,  and,  therefore,  there  has  been  a  saving  of  costs. 

Walter  K.C. — The   Petitioners  have,  under  the   Act,  to  serve  all  persons 
whose  names  appear  on  the  Register  as  having  any  interest  in  the  Patent.  35. 
Mr.  Clarke  has  taken  no  part  in  the  actual  hearing  of  the  case,  I  ask  your 
Lordship  to  make  no  Order.     Mr.  Bousfield  does  not  appear  with  him  for  the 
Commercial  Cable  Company, 

Neville  J. — I  cannot  do  that.     You  have  served  the  Commercial  Cable 
Company  with  notice.    They  are  entitled  to  appear,  and  if  you  are  unsuccessful,  4(V 
you  should  pay  their  costs.    But  I  think  I  ought  to  have  heard  about  it  at  the  time. 

Bousfield  K.C. — I  did  tell  your  Lordship  at  the  beginning.  It  is  on  the 
Notes :  "  Mr.  Clarke  appears  on  behalf  of  the  Commercial  Gable  Company ^^'* 
but  Mr.  Clarke  did  not  desire  to  put  any  questions  in  cross-examination. 

Neville  J,  — Apparently  they  are  Respondents  to  the  Petition,  45. 

Walter  K.C. — The  Petitioners  are  bound  under  the  Act  to  give  notice  to 
all  persons  interested  and  unless  they  take  part,  or  ask  to  take  part,  I  know  of 
no  case  in  which  they  have  had  any  costs.  This  is  an  attempt  to  introduce 
an  entirely  new  practice.    Only  one  set  of  costs  is  given.  §|  li-i!^ 

Neville  J, — I  must  apply  the  general  rule.      Here  is  a  Petition  which  has  5O1 
been  served  on  certain  Respondents  and  they  appear.    I  do  not  think  that  there 
was  any  necessity  for  them  to  take  part.     The  matter  has  been  dealt  with 
efficiency  by  others.    You  must  pay  their  costs.  What  those  costs  will  be,  will  be 
a  matter  for  the  Taxing  Master. 

•  14  B.P.O.  875. 
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In  thb  High  Court  op  Justiob.*-Ohanobrt  Division. 

Before  Mr.  Justice  Warrington. 

May  10th,  1907. 

Wrightson  v.  Taylor,  Maddox  &  Co. 

5  Action  to  restrain  Threats  on  two  Patents. — Undertaking  by  Defendants  to 
commence  an  action  against  the  Plaintiff  for  infringement. — Stay  of  Threats 
action. — Form  of  Order. 

On  the  29th  of  April  1907  Norman  Wrightson  issued  a  writ  against  Taylor^ 
Maddox  &  Go.  in  an  action  for  an  injunction  to  restrain  the  Defendants,  their 

10  servants  and  agents,  from  threatening  by  means  of  letters,  circulars,  or  other- 
wise, the  Plaintiff  or  any  other  person  with  legal  proceedings  or  liability  for 
infringement  of  Letters  Patent  Nos.  18,890  of  1900  and  12,482  of  1901  by  the 
use  of  the  Plaintiff's  Patent  No.  27,142  of  1905.  On  the  30th  of  April  the 
Plaintiff  gave  notice  of  Motion  for  an  injunction  in  the  terms  of  the  writ  until 

15  judgment  in  the  action  or  further  Order. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Warrington  on  the 
10th  of  May  1907. 

Walter  K.C.  and  J.  H.  Gray  (instructed  by  Maxwell  and  Dampney)  appeared 
for  the  Plaintiff  ;  Martelli  (instructed  by  MapleSy  Teesdale  A  Go.)  appeared  for 

20  the  Defendants* 

Walter  E.C. — This  Motion  is  for  an  injunction  to  restrain  the  Defendants 
from  threatening  proceedings  for  infringement  of  two  Letters  Patent.  I 
understand  that  the  Defendants  are  desirous  of  commencing  an  action  for 
infringement,  in  order  to  bring  themselves  within  the  proviso  to  Section  32  of  the 

25  Act  of  1883.  So  there  should  be  an  Order  to  stay  the  threats  action,  the 
Defendants  undertaking  not  to  threaten  the  Plaintiff  or  his  customers  with 
proceedings,  and  also  undertaking  forthwith  to  issue  a  writ  against  the  Plaintiff 
for  infringement  of  the  two  Letters  Patent,  and  to  prosecute  the  same  with 
due  diligence.    I  am  quite  content  to  accept  the  usual  Order,  which  is  that  the 

30  costs  of  the  threats  action  shall  be  costs  in  the  infringement  action ;  but  Mr. 
MarteUiy  though  not  definitely,  has  intimated  that  his  action  may  include  other 
Patents  ;  therefore  the  costs  of  the  threats  action  ought  to  abide  the  result  of 
the  infringement  action  as  to  the  two  Patents. 
Warrington  J. — That  seems  reasonable. 

35  Martelli.— ily  client  is  in  Canada,  and  it  may  be  that  we  have  given  the 
wrong  references  to  Patents  in  our  threats  ;  audit  would  not  be  right  to  give  an 
undertaking  which,  if  there  has  been  a  mistake,  would  prevent  the  Defendants 
getting  the  costs.  I  am  quite  content  to  have  the  costs  of  the  threats  action 
reserved  to  be  dealt  with  at  the  trial  of  the  infringement  action. 
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Walter  K.C. — I  know  of  an  exactly  similar  case,  where  the  costs  were  reserved 
to  the  trial,  in  which  there  was  a  great  deal  of  tronble  eventually.  I  submit 
that  the  proper  course  is  lor  the  costs  to  abide  the  result  of  the  infringement 
action  on  those  two  Patents,  and  so  end  the  matter. 

Warrington  J. — Mr.  Martelli,  how  can  I  do  harm  by  saying  that  the  costs  5 
of  this  action  shall  abide  the  result  of  the  infringement  action  as  regards  these 
two  Patents  ? 

Martelli. — I  suggest  that  it  is  not  the  usual  form  to  put  in  the  last  few  words. 
The  usual  course  is  to  make  the  costs  of  the  threats  action  costs  in  the 
infringement  action.  10 

Warrington  J. — You  might  succeed  in  the  infringement  action,  but  not  in 
respect  of  these  two  Patents. 

Martelli. — That  is  why  I  suggested  that  the  costs  should  be  reserved. 

Warrington  J. — I  do  not  like  reserving  costs.    You  never  know  what 
expense  it  will  cause.     I  do  not  see  why  I  should  not  make  the  Order  sag-  15 
gested,  whether  it  is  in  the  usual  form  or  not.     It  seems  to  me  to  be  just. 

Walter  K.C. — The  Order  will  be  to  stay  the  threats  action,  the  Defendants 
undertaking  not  to  threaten  the  Plaintiff  or  hiB  customers  with  proceedings  for 
infringement,  and  undertaking  forthwith  to  issue  a  writ  against  the  PJaintiff 
for  infringement  of  Letters  Patent  No.  18,890  of  1900  and  No.  12,482  of  1901,  20 
and  to  prosecute  the  same  with  due  diligence,  the  costs  of  threats  action  to  be 
costs  in  above  action  for  infringement,  and  to  abide  the  result  of  the  action  on 
the  above  two  Patents.  Then  if  the  action  for  infringement  is  not  commenced,^ 
or,  if  commenced,  is  not  prosecuted  with  due  diligence,  the  stay  of  the  threats 
action  to  be  removed.  25 

Warrington  J.— That  is  right. 


^H 
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In  the  Court  of  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Farwbll  and  Buckley. 

February  8th,  11th,  18th,  19th,  20th,  22nd,  23rd  and  25th,  and  March  26th,  1907. 

In  the  Matter  of  Andrews'  Patent. 

ft  Patent. — Petition  foi^  revocation. — Gonstnu^tion  of  Specification. — Sufficiency 
of  Specification. — Disconformity.^— Prior  ptiblication. — Patent  ordered  to  be 
revoked  at  hearing. — Appeal  allowed. 

A  Patent  was  granted  in  1901  for  ^^Improvements  in  conditioning  or 
**  improving  the  quality  of  recently  ground  fiour^  semolina^  or  the  like.^^    A 

10  Petition  was  presented  for  the  revocation  of  the  Patent  on  the  grounds  of  dis^ 
conformity y  want  of  novelty^  want  of  subject-matter^  inutility j  and  insufficiency 
of  directions.  One  of  the  Claims  was  as  follows :  — "  In  the  process  of  con-' 
•'  ditioning  flour  and  the  like,  passing  the  same  with  full  exposure  through 
'*  an  atmospliere  containing  a  gaseous  oxide  of  nitrogen  or  chloHne  or  bromine 

15  "  oxidising  agent  in  the  gaseous  or  vapourised  state.^^  It  was  stated  in  the 
Complete  Specification  that^  preferably^  nitric  acid  or  nitrogen  peroxide  was 
caused  to  act  upon  tlie  flour  by  forcing  a  current  of  air  over  or  throxAgh  the 
oxidising  agent  employed^  and  into  contact  with  the  flour y  and  an  apparatus  foi* 
the  purpose  was  described  and  shown.    The  use  of  ozone  as  an  oxidising  agent 

20  ^^  excluded.  In  the  Provisional  Specification  it  was  stated  that  ^*  the  invention 
**  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent  oxygen  or  a 
"  gaseous  oxidising  agent  whereby  nascent  oxygen  is  produced  in  thefi^our,^*  and 
that  the  oxidising  agent  preferred  was  air  passed  through  nitric  acid.  The 
objection  of  disconformity  was  that  the  process  claimed  did  not  accord  with  the 

25  statement  of  the  invention  in  the  Provisional  Specification.  A  Specification  of 
F.  was  relied  on  as  an  anticipation.  This  Specification  described  a  process  of 
bleaching  grain  or  flour  by  subjecting  it "  to  the  action  of  nascent  oxygen  or 
•*  ozone  in  the  various  forms  of  oxygenated  water^  ozonised  water^  ozonated 
^^oxygeny  or  ozoncUed  air.'^     It  tvas  also  alleged  that,  except  as  to  nitrogen 

30  peroxide^  the  alleged  invention  was  not  Urseful  and  the  directions  given  in  the 
Specification  were  insu^icient,    fhe  Respondents  contended  tMt  "  nitric  acid  " 
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meant  ^^ fuming  nitric  acid''  of  specific  gravity  Vo2y  but  tha4,  even  if  (as  the 
Petitioners  contended)  the  expression  meant  the  acid  of  specific  gravity  1'42^  tJioU 
acid  would  (contrary  to  the  Petitioners'  contention)  have  the  desired  effect. 
Evidence  was  given  on  hehalf  of  the  Petitioners  to  show  that  the  bleaching  effect 
of  nitrogen  peroxide  and  of  chlorine  was  not  produced  by  oxidation.  It  was  5 
held  at  the  hearing  that  there  was  no  disconformity ;  that  "  nitric  acid  "  in  the 
Specification  had  the  meaning  which  the  Petitioners  contended  tha^  it  had^  btU 
that  the  objection  to  validity  based  on  this  failed ;  that^  whether  or  not  the 
bleaching  effect  was  due  to  oxidation^  it  was  attained  by  the  means  that  tlie 
PcUentees  described ;  but  that  the  Patent  was  invalid  by  reason  of  tJie  prior  10 
Specification  of  F.  An  Order  for  revocation  was  made.  The  Bespondents 
appealed. 

Held,  by  the  Court  of  Appeal  (Vaughan  Williams  L.J.,  dissenting),  that 
the  Petitioners  ought  not  to  be  allowed  to  amend  their  Particulars  of  Objections 
by  including  an  allegation  of  disconformity  on  the  ground  thai  the  t$se  of  nitrogen  15 
peroxide  was  mentioned  in  the  Complete  but  not  in  the  Provisional  Specification  ; 
also  (Vaughan  Williams  L.J.,  doubting)  that  disconformity  had  not  beeti 
established ;  further ,  that  the  Patent  was  not  anticipated  by  F.^s  Specification^ 
which  [per  Parwbll  and  Buoklby  L.J.J,)  was  confined  to  oxidation  by  ozone^ 
and  (per  Vaughan  Williams  L.J.)j  was  unintelligible ;  and  that  the  Patent  was  20 
not  invalid  for  want  of  subject-mattef\  The  appecU  was  allowed^  with  costs  on 
the  higher  scale. 

On  the  24th  of  January  1901  Letters  Patent  (No.  1661  of  1901)  were  granted 
to  John  Andrews  and  Sydney  Andrews  for  *'  Improvements  in  conditioning  or 
"  improving  the  quality  of  recently  ground  flour,  semolina,  or  the  like."    The  25 
Specification  was  amended  in  accordance  with  the  decision  of  the  Law  Officer 
dated  the  10th  of  December  1902. 

The  Provisional  Specification  was  as  follows : — "  It  has  long  been  known 
*'  that  flour,  semolina,  and  the  like,  hereafter  si)oken  of  under  the  generic  name 
*^  of  flour,  if  kept  for  two  or  three  months  after  grinding  is  greatly  improved  30 
"  in  quality,  but  this  improvement  does  not  increase  after  that  period,  but 
'^  deterioration  if  anything  then  begins. 

"  Now  our  invention  is  designed  to  bring  about  this  improvement  or  con- 
**  ditioning  immediately  after  grinding,  without  having  to  wait  two  or  three 
^'  months,  and  further  not  merely  to  bring  about  a  conditioning  equal  to  that  35 
"  caused  by  keeping  it  for  such  a  period,  but  a  much  greater  improvement,  and 
**  the  invention  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent 
\^  oxygen  or  a  gaseous  oxidising  agent  whereby  nascent  oxygen  is  produced  in 
"  the  flour.  A  very  minute  quantity  of  nascent  oxygen  is  sufficient,  so  little 
^'  indeed  that  the  actual  analysis  of  the  flour  is  l)ut  slightly  altered.  40 

^^  In  our  experiments  we  have  passed  the  flour  through  a  reel  having  a  screw 
•'  conveyor  to  remove  the  falling  flour  and  the  oxidising  agent  being  introduced 
^'  into  the  space  surrounding  the  reel.  The  oxidising  agent  we  prefer  is  air 
«*  passed  through  nitric  acid.  The  air  takes  up  a  sufficient  quantity  of  nitric. 
"  acid  at  even  ordinary  temperatures  to  effect  the  result.  We  have  found  how-  45 
**  ever  that  azone  (sic)  can  also  be  employed,  but  with  not  such  a  good  result, 
*'  and  it  is  much  more  expensive.  Also  that  chlorine  and  other  gases  producing 
^^  nascent  oxygen  can  be  used.    With  regard  to  the  quantity  as  before  stated,  a 
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'*  very  small  amount  of  nascent  oxygen  or  oxidising  agent  is  snflBcient.  The  air 
**  is  simply  passed  or  sprayed  through  a  small  volume  of  nitric  acid  or  liquid 
\*  chlorine,  or  gaseous  chlorine,  or  gaseous  nitric  acid  can  be  admitted  in  small 
**  regulated  quantities  into  the  chamber,  and  the  amount  required  can  be  regu-. 
5   "  lated  by  examining  or  testing  the  effluent  flour. 

"  We  have  mentioned  only  a  revolving  reel,  but  it  is  obvious  that  any  other 
"  form  of  mechanism  whereby  the  flour  can  be  evenly  and  uniformly  exposed 
'^  to  the  oxidising  agent  can  be  used  in  place  of  a  reel,  and  we  merely  mention. 
"  the  reel  as  a  mechanism  which  we  have  found  useful  in  our  experiments  and 

10  "A  as  being  readily  available  to  grain  millers." 

.  The  amended  Complete  Specification  was  as  follows : — *^  It  has  long  been 
^*  known  that  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the 
"  generic  name  of  flour,  if  kept  for  some  time  after  grinding  are  greatly 
^*  improved  in  quality.     This  improvement  does  not  increase  after  a  certain 

15  "  period,  a  deterioration  then  beginning.    . 

**  Now  our  present  invention  is  designed  to  bring  about  this  improvement  or 
^  conditioning  immediately  after  grinding  without  having  to  wait  as  above 
**  stated,  and  further  not  merely  to  bring  about  an  improvement  equal  to  that 
"  caused  by  keeping  it  for  a  long  period,  but  a  much  greater  improvement. 

20       "  The  invention  consists  essentially  in  subjecting  the  flour  to  the  action  of  a 
^*  suitable  gaseous  oxidising  agent,  whereby  nascent  oxygen  or  its  equivalent  is  ' 
"  produced  or  comes  in  contact  with  the  flour.    A  very  small  quantity  of  the 
'^  oxidising  agent  suffices,  so  little  indeed  that  the  actual  composition  of  the 
"  flour  as  shown  by  analysis  is  hardly  perceptibly  altered.    The  plan  we  prefer 

25  **  is  to  pass  the  flour  through  various  conveyors  whereby  it  is  brought  in  contact 
"  with  the  gaseous  oxidising  agent,  and  the  drawings  we  herewith  append 
*^  show  the  apparatus  which  from  long  experiments  we  have  found  to  act  best 
"  with  air  carrying  a  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen. 
**  We  do  not  however  limit  ourselves  to  the  use  of  nitric  acid  or  nitrogen  peroxide, 

30  ^*  as  we  have  found  that  chlorine,  bromine,  and  other  gaseous  compounds 
**  capable  of  liberating  oxygen  will  act  with  more  or  less  efficiency.  Besides  the 
"  above  re-agents,  ozone  might  be  suggested,  but  we  have  found  it  practically 
"  unworkable  and  its  results  unsatisfactory,  while  it  is  more  costly  than  the 
"  oxides  of  nitrogen  which  we  prefer  to  use.    The  difficulty,  too,  of  generating 

35  "  it  in  a  mill  where  electric  sparking  is  especially  dangerous,  puts  it  beyond  the 
"  range  of  ordinary  practice,  and,  therefore,  in  speaking  of  suitable  oxidising 
*'  agents  we  do  not  recommend  it,  but  exclude  its  use. 

^\  In  our  practice  any  of  the  other  oxidising  agents  mentioned,  but  preferably 
**  nitric  acid  or  peroxide  of  nitrogen  is  caus^  to  act  upon  the  flour  by  forcing 

40  '^  t^  current  of  air  over  or  through  the  oxidising  agent  employed,  which  current 
*^  of  air  becomes  impregnated  with  the  oxidising  agent,  and  is  then  brought  in 
"  contact  with  the  flour  to  be  improved.  With  regard  to  the  quantity,  a  very 
^^small  amount  of  the  oxodising  (sic)  agent  is  sufficient.  We  herewith  append 
"  drawings  of  an  apparatus  which  we  have  found  most  suitable  for  use  with 

45  ^^  nitric  acid  or  nitrogen  peroxide,  the  two  cheapest  and  most  preferable 
"  re-agents. 

''  Figure  1  is  a  front  elevation  of  the  apparatus ;  Figure  2  a  plan  of  part 
"thereof ;  Figure  3  a  cross  section  of  the  cylinder  on  the  dotted  line  Y  Z. 
".In  these,  A  is  an  inclined  hollow  cylinder  mounted  in  bearings  6  and 

50  "  rotated  by  means  of  a  pulley  C.  In  the  interior  of  this  cylinder  are  longi- 
"  tudinal  ribs  D  which  agitate  the  flour  inserted  at  £  while  assisting  its  passage 
"  down  the  cylinder.  Each  rib  in  succession  as  it  leaves  the  bottom  during 
"  the  rotation  of  the  cylinder,  carries  up  a  small  amount  of  flour,  which,  when 
"  it  has  risen  to  about  three-fourths  of  the  height,  drops  through  the  air  in  the 

55  ":  cylinder  to  the  bottom  again.  The  flour  is  conveyed  into  the  interior  of 
"  oylindec  A  through  feed  hopper  E  secured  to  the  fixed  worm  box  F  inside 

2  F  ;«{ 
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which  is  a  worm  conveyor  R  monnted  on  a  hollow  shaft  O  and  rotated  by  a 
pulley  H.  J  is  a  jar  or  receptacle  containing  nitric  acid  and  E  a  similar 
receptacle  containing  ferrous  sulphate  dissolved  in  water.  These  are  arranged 
to  deliver  a  regulated  supply  of  nitric  acid  and  ferrous  sulphate  respectively 
into  a  glass  or  other  vessel  L,  the  liquid  in  which  is  maintained  at  a  constant 
level  by  a  syphon  pipe  M.  An  air  current  generated  by  the  bellows  N  or  other 
suitable  device,  is  passed  by  pipe  0  through  the  liquid  contained  in  L,  and 
the  nitrogen  peroxide  generated  thereby  is  conveyed  thence  by  pipe  P  through 
the  hollow  shaft  G  into  the  interior  of  the  cylinder  A.  The  flour,  in  conse- 
quence of  the  scooping  up  by  the  ribs  D  comes  into  thorough  contact  with 
the  charged  air  current,  and  quits  the  cylinder  with  the  latter  at  the  lower 
end.  In  this  manner  uninterrupted  working  can  be  carried  on.  It  is  obvions, 
however,  that  any  other  mechanism  whereby  the  flour  can  be  caused  to 
descend  through  a  stream  of  air  impregnated  with  fumes  of  nitric  acid  or 
nitrogen  peroxide  will  achieve  the  same  result. 


10 
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"  By  the  above-mentioned  treatment  the  colour  of  the  flour  is  made  whiter, 
'^  its  baking  qualities  are  improved,  and  it  is  attacked  by  mites  and  other 
''  organisms  to  a  far  smaller  extent.  No  deleterious  action  on  the  flour  is  caused 
**  by  the  above-mentioned  treatment." 

The  Patentees  claimed  : — '^  1.  In  the  process  of  conditioning  flour  and  the  like,  20 
'^  passing  the  same  with  full  exposure  through  an  atmosphere  containing  a 
'^  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the 
'^  gaseous  or  vapourised  state.  3.  The  apparatus  for  the  purposes  described 
^'  consisting  of  a  device  for  impregnating  air  with  a  gaseous  oxidising  agent,  a 
*'  rotating  conveyor  receiving  the  oxidising  atmosphere  and  through  which  the  25 
'^  material  to  be  treated  is  passed  in  a  regulated  stream." 

On  the  13th  of  October  1905  a  Petition  was  presented  (under  the  authority  of 
the  Attorney-General)  by  the  Ahop  Flour  Process  Ld.  for  revocation  of  the 
Patent,  and  the  Petition  was  served  on  the  Flour  Oxidizing  Company  IaLj  the 
registered  owners  of  the  Patent.  30 

The  Petition  alleged  that  the  Patent  was  invalid  by  reason  of  the  matters 
alleged  in  the  Particulars  of  Objections. 

The    Particulars   of    Objections    (after   amendment)    alleged  that — (1)  the 
Patentees  were  not  the  true  and  first  inventors ;  (2)  the  alleged  invention  Was 
not  new.    In  support  of  this  allegation  the  Petitioners  relied  on  the  publication  35 
of  the  following  Specifications  prior  to  the  dat»  of  the  Patent: — Axel  Bay 
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(No.  2152  of  1893);  OcOdwell  and  Young  (No.  2403  of  1861);  Frichot  (No 
21,971  of  1898);  Beanes  (No.  2502  of  1879);  Hunt  (No.  2160  of  1874); 
Lawton  (No,  1878  of  1899)  ;  Stein  (No.  4917  of  1898) ;  D'Heureuse  (U.S.A., 
No.  179,700  of  1875) ;  Hands  (No.  2404  of  1855)  ;  TrevUhick  and  Jones  (No. 
5  1859  of  1860)  ;  Van  der  Weyde  (U.S.A.,  No.  62,094  A.D.  1867).  The  Petitioners 
relied  on  the  whole  of  each  of  the  Specifications.  (3)  The  alleged  invention 
was  not  the  Bubject-matter  for  valid  Lettors  Patent  inasmnch  as  the  action  of 
gaseous  oxidising  agents,  prepared  in  any  of  the  manners  described  in  the 
Specification,  on  flour  and  the  like  was  well  known  at  the  date  of  the  Patent. 

Ill  (4)  The  Patent  was  invalid  by  reason  of  the  disconformity  in  the  Provisional 
and  Complete  Specifications.  The  invention  described  in  the  Provisional 
Specification  consisted  in  exposing  flour  to  the  action  of  nascent  oxygen  or  to 
the  action  of  a  gaseous  oxidising  agent  whereby  nascent  oxygen  was  produced 
in  the  flour.    That  Invention  was  old  and  had  been  published  in  the  Specifica- 

IS  tions  mentioned  in  paragraph  2  above.  The  invention  claimed  in  Claim  1  of 
the  Complete  Specification  was  a  different  invention  from  that  described  in  the 
Provisional  Specification  inasmuch  as  the  process  claimed  in  the  first  Claim  was 
not  a  process  which  consisted  in  exposing  the  flour  to  the  action  of  nascent 
oxygen  or  whereby  nascent  oxygen  was  produced  in  the  flour.      (5)  The- 

2&  invention  in  so  far  as  the  use  of  gaseous  oxides  of  nitrogen  other  than  the 
peroxide  and  of  a  chlorine  or  bromine  oxidising  agent  was  claimed  was  of  no 
utility  for  the  purposes  for  which  they  were  claimed.  (6)  The  Patent  was 
invalid  for  insuj£ciency— that  was  to  say,  no  directions  were  given  whereby  the 
oxides  of  nitrogen  other  than  the  peroxide  and  of*  chlorine  and  bromine 

25  oxidising  agents  could  be  used  so  as  to  improve  or  condition  the  flour  in  the 
manner  described  in  the  Speciflcation. 

The  Provisional  Speciflcation  of  FrichoVs  Patent  (No.  21,971  of  1898)  for  "  An 
*^  improved  process  for  sterilising  and  blanching  cereals  and  alimentary  le.^u^ 
"  minous  substances  and  the  meal  produced  therefrom  "  was  as  follows  : — ^'*  This 

30  '^  invention  relates  to  a  process  of  treating  wheat  and  other  cereals  or  alimentary 
^'  leguminous  substances  and  of  the  meal  produced  therefrom  with  the  object- 
^*  of  destroying  the  ferment  which  they  contain,  and  blanching  or  bleaching  the 
*^  organic  and  inorganic  coloured  parts  of  the  same,  sterilising  all  their  elements 
**  and  especially  rendering  their  essential  oils  inalterable,  and,  when  these  are 

35  "  perfumed,  preventing  them  from  becoming  rancid  upon  being  subsequently 
*'  exposed  to  the  air.  In  carrying  out  the  process  according  to  this  invention, 
''  the  products  are  subjected  ei&er  in  the  open  air  or  preferably  in  a  closed 
**  chamber  or  again  in  vacuo  to  the  action  of  nascent  oxygen  or  of  ozone  in  the 
*•  form  of  oxygenated  water  or  ozonised  water — either  hot  or  cold — then  exposed 

40  "  to  the  air  to  dry,  ventilated,  then  aerated  with  cold  air,  and  afterwards  intro- 
'*  duced  into  a  heated  stove  and  finally  allowed  to  cool  in  the  open  air.  The 
"  oxygenated  water  may  be  replaced  by  ozonised  oxygen  or  by  ozonised  air," 

The  Complete  Specification  of  FrichoVs  Patent  was  as  follows  : — **  This  inven- 
**  tion  relates  to  the  treatment  of  wheat  and  other  cereals  or  alimentary  legami- 

45  ^'  nous  substances,  such  as  beans,  and  of  the  fiour  obtained  therefrom  used  in  the 
'<  making  of  bread.  The  process  is  intended  to  destroy  the  ferment  contained  in 
^*  these  substances  and  to  effect  the  blanching  or  bleaching  of  the  coloured  elements 
"  found  therein,  rendering  their  perfumed  essential  oils  unalterable  and  prevent- 
^*  ing  them  from  subsequently  becoming  rancid  by  sterilising  all  their  parts. 

50  ^*  This  chemical  treatment  of  the  grain  or  of  the  leguminous  substances,  after  the 
^  operation  of  cleaning,  or  of  the  meal  after  grinding  is  absolutely  harmless.' 
*•  It  ensures  the  production  of  fiour  that  is  suitable  for  bread-making,  is  abso-* 
"  lutely  white  and  capable  of  being  preserved  for  many  months,  containing  the 

*  It  was  agreed  that  the  words  "  and  of  *'  ought  to  be  either  '*  and  "  or  ^  or.'* 
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whole  of  the  mineral  salt  existing  in  the  ground  grain  or  legmninons  snbstanceB 
thus  ensuring,  with  100  parts  of  grain  or  leguminous  matter,  from  75  to  80 
parts  of  flour  capable  of  producing  fine  white  and  exceedingly  nutritious 
bread  containing  all  the  elements  of  the  grain  or  leguminous  substances 
capable  of  assimilation. 

*'  The  treatment  consists  in  subjecting  the  grain  or  leguminous  substances,  or 
the  Hour  obtained  therefrom,  to  the  action  of  nascent  oxygen  or  ozone  in  the 
various  forms  of  oxygenated  water,  ozonised  water,  ozonated  oxygen  or 
ozonated  air,  either  in  the  open  air,  or  preferably  in  a  closed  chamber,  or  sigain 
in  a  vacuum. 

**  For  this  purpose,  the  products  to  be  treated,  viz.  the  wheat  or  beans,  after 
undergoing  the  usual  operation  of  cleaning  and  being  steeped  or  washed  in  the 
ordinary  course,  or  the  flour  after  undergoing  tlie  usual  operations  of  grinding 
and  bolting  are  introduced  in  thin  layers  or,  preferably  stirred,  in  a  closed 
chamber,  where  they  are  in  contact  with  an  atmosphere  of  nascent  oxygen  or 
of  ozonated  oxygen  or  ozonated  air,  which  acts  immediately  on  their  particles. 
Sterilises  them,  bleaches  their  grey  farinaceous  parts,  and  prevents  the  essential 
oils  from  undergoing  any  change.  After  this  oxygenating  or  ozonising 
action,  the  grain,  leguminous  substance,  or  flour,  is  left  undisturbed,  care  only 
being  taken  to  *•  shovel  *  or  stir  it  from  time  to  time,  it  is  then  dried  in  the  open 
air,  or  subjected  to  heat  or  cold  for  the  purpose  of  removing  every  trace  of 
oxygen  or  ozone. 

^'  In  treating  the  flour,  I  can  either  treat  the  whole  quantity  of  the  same  pro- 
duced by  grinding  the  grain  or  the  beans,  or  only  the  grey  parts  of  the  flour 
considered  to  be  inferior  in  quality. 

*^  Some  of  the  arrangements  by  means  of  which  this  treatment  is  carried  out 
are  illustrated  in  the  accompanying  Drawing,  in  which  Fig.  1  is  a  closed 
vertical  chamber,  shown  in  section,  into  which  the  grain,  leguminous  niatter, 
or  flour,  is  introduced  in  the  form  of  a  spray  or  in  thin  layers.  Fig.  t  is 
another  form  of  the  same  vertical  chamber,  into  which  the  grain  or  flour  is 
injected  and  descends  therein  in  presence  of  the  nascent  oxygen  or  ozone. 
Fig.  3  is  a  horizontal  chamber  wiUi  a  series  of  superposed  movable  beurers 
which  bring  the  grain,  beans,  or  flour  in  thin  layers  into  contact  with  currents 
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**  of  nascent  oxygen,  ozonated  air  or  oxygenated  ozone.  Fig.  4  is  another  fonn 
^'.  of  horizontal  chamber  for  distributing  grain  or  flour  and  ozonated  fluid; 
^'  Figs.  5,  5*^  and  5^  represent  various  forms  of  the  fan  which  drives  tlie 
*^  oxygen  or  ozonated  air  into  the  closed  chamber  containing  the  grain,  beans, 
^  or  flour  to  be  treated.  In  these  Figures,  tiie  same  tetters  represent  the  same 
**  cr  corresponding  parts. 
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**  The  wheat,  beans,  or  the  flour  obtained  therefrom,  is  placed  in  the  hopper  e 
**  and  distributed  in  thin  layers  by  means  of  the  rotary  cylinder /and  falls  in 
^^  flakes  or  thin  layers  on  to  the  fixed  shelves  or  trays  g  (Fig.  1)  or  on  to  the 
•*  rotary  shelves  g^  (Fig.  2)  or,  again,  on  to  the  endless  movable  bearers  g^  (Fig.  3). 

5  ^^  Dnring  its  descent  from  the  top  to  the  bottom  of  the  chamber  a  the  material 
^*  is  subjected  to  continuous  action  and  exposed  to  the  ascending  current  of 
^^  nascent  oxygen  entering  through  the  pipe  c  and  flowing  along  the  trays  or 
^^  bearers  in  the  direction  of  the  arrows.  The  exhausted  oxygenated  fluid, 
*^  which  may  have  carried  particles  of  flour  with  it,  is  forced  to  pass  through  a 
10  ^^  depositing  chamber  h  (Figs.  1  and  3)  before  escaping  into  die  outside  air 
**  through  the  orifice  S* ;  whilst  the  treated  material  runs  away  through  the 
**  pipe  B.  Under  these  arrangements  the  currents  of  ozonated  fiuid  flows  in 
"  inverse  directions  to  the  grain  or  fiour,  but  it  might  pass  through  the 
*' chamber  a  in  the  same  direction  as  the  material  to  be  treated.  The 
15  ^^  o2onated  air  or  oxygen  which  is  driven  into  the  chamber  a  through  the 
"  pipes  c  may  proceed  from  the  chamber  Z  of  a  fan  provided  with  wings  v  (Figs. 
**  5,  and  5*)  and. containing  tubes  m  or  wires  n  arranged  concentrically  to  the  said 
^^  wings  and  to  their  rotary  shafts  q.  The  said  tubes  which  are  made  of  glass  con- 
^*  tain  filings,  particles,  or  fine  parings  of  metal,  intended  to  effect  a  more  regular 
20  **  and  complete  division  of  the  electric  current,  proceeding  for  instance  from  a  high 
**  tension  coil  energised  by  a  continuous  or  alternating  current  dynamo.  In  this 
"  way  a  regular  supply  of  ozone  is  obtained.  In  order  to  obtain  a  more  active 
'^  ozonated  fluid,  and  to  avoid  any  loss  of  ozone,  I  prefer  to  introduce  oxygen  or 
*^  pure  cold  air  freed  from  all  dust  or  germs  into  the  tubes  m  arranged  in  the 

25  ^'  centre  or  otherwise  of  the  chamber  a  near  the  points  where  the  grain  or 
**  flour  is  circulating  (see  Fig.  2  and  4).  These  tubes  contain  the  metallic 
"  particles  or  filings,  and  are  connected  with  the  selected  source  of  electricity. 
^  The  grain  which  has  been  subjected  to  the  action  of  the  ozonated  fluid  is 
*'  stirred  up  or  moved  about  in  the  air  and  then  undergoes  the  usual  milling ' 

30  '^  operations. 

**The  flour  is  slowly  stirred  in  pure  air  for  the  purpose  of  removing  all  traces 
"  of  ozone. 
-  *^  I  can  also  treat  the  grain  or  leguminous  substances  with  oxygenated  water. 
*'  In  this  case  I  moisten  them  slightly  in  an  ordinary  steeping  apparatus,  the 

35  *^  parts  of  which  are  made  of  wood,  or  in  a  steeping  vat,  or  again,  by  introducing 
***  oxygenated  water  in  the  form  of  a  spray  or  vapour  into  the  chamber  a  whilst 
'*  the  grain  is  falling  down  or  passing  through  the  s^me.  After  the  grain  or 
^  leguminous  substances  have  undergone  this  operation,  they  are  left  undisturbed 
^  for  some  hours  in  a  closed  chamber ;  they  are  then  dried,  or  fanned,  in  the  open 

40 :  **  air  or  in  a  heated  stove." 

The  Claims  were : — *^  1.  A.  process  of  treating  wheat  and  other  cereals,  beans 
^^  and  other  similar  leguminous  substances,  or  flour  obtained  from  such  grain  or 
**  leguminous  substances,  with  the  object  of  producing  white  flour  suitable  for 
^  bread-making,  representing  from  75  to  80  per  cent,  m  weight  of  the  ground 

45./^  grain,  consisting  in  exposing  this  grain,  or  the  flour  obtained  therefrom,  to  the 
'^  action  of  nascent  oxygen  or  ozone,  or  of  ozonised  air  or  ozonised  oxygen,  or 
^  oxygenated  water,  in  the  open  air  or,  preferably,  in  a  closed  chamber,  by 
'*  distributing  it  in  thin  layers  against  fixed  or  movable  partitions  in  presence  of  a 
*^  stream  of  ozonated  fiuid  or  a  current  of  pure,  dry,  cold  air  or  oxygen,  becoming 

50  '*  ozonised  by  contact  with  metal  filings  or  fine  wires  placed  in  glass  tubes  obn- 
**  nected  with  a  high-tension  electric  current,  as  described.  2.  The  special  type 
**  of  apparatus  for  ozonising  grain  or  fiour,  for  the  purpose  of  rendering  nearly 
'*  the  whole  of  the  same  suitable  for  bread-making,  consisting  of  a  closed  chamber 
^  provided  with  fixed  or  niovable  diaphragms,  and  tubes  containing  metal  filings, 

55  **  the  said  chamber  being  surmounted  by  a  hopper  with  a  cylinder  for  dis- 
*^  tributing  the  grain,  or  flour,  to  be  treated,  as  described  and  illustrated." 
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The  Petition  came  on  for  hearing  on  the  Ist  of  March  1906  before  Mr. 
Justice  Kekewichy  who  held  that  there  -was  no  disconf ormity  ;  that  *^  nitric 
'^  acid  "  in  the  Specification  hbd  the  meaning  which  the  Petitioners  contended 
that  it  had,  bat  that  the  objection  to  validity  based  on  this  failed  ;  that,  whether 
or  not  the  bleaching  effect  was  due  to  oxidation,  it  was  attained  by  the  means  5 
that  the  Patentees  described ;  but  that  the  Patent  was  invalid  by  reason  of  the 
prior  Specification  of  Frichot.  An  Order  for  revocation  was  made,  and  the 
Petitioners  were  given  the  general  costs  of  the  Petition  (23  R.P.C.  441).  The 
Respondents  to  the  Petition  appealed. 

The  appeal  came  on  for  hearing  on  the  8th  of  February,  1907.  10 

Asthury  K.C.,  Walter  K.C.,  and  Colefax  (instructed  by  Wilson^  Brietows 
and  Garpmael)  appeared  for  the  Appellants ;  Sir  B.  B.  Finlay  K.C.,  Bousfidd 
K.C.,  and  Graham  K.C.  (instructed  by  HollamSy  Sons,  Coward  A  Hawksley) 
appeared  for  the  Respondents  on  the  appeal. 

Asthury  K.C,  for  the  Appellants. — The  patented  process  is  the  first  artificial  15 
process  for  bleaching  and  conditioninj^f  flour.    It  is  necessary  to  treat  the 
bleaching  and  the  conditioning  as  two  separate  effects.    The  old  process  of 
bleaching  by  exposure  to  air  took  two  or  three  months,  and  that  involved 
expenses  of  various  kinds.    The  effect  of  the  process  is  that  the  flour  is  not  only 
whiter,  but  it  makes  a  larger  and  more  digestive  loaf.    The  only  publication  now  20 
cited  against  the  Patent  is  the  Specification  of  Frichot^  who  subjected  the  flour 
to  the  action  of  ozone,  which  splits  up,  giving  what  is  termed  ^^  nascent  oxygen.** 
It  is  impossible  to  predict  what  chemical  result  will  be  obtained  by  using 
different  re-agents  that  are  intended  to  have  the  same  action  ;  in  the  case  of  the 
aniline  dyes,  oxidation  of  a  particular  substance  by  different  re-agents  leads  to  25 
the  formation    of   very  different  products.    Flour  is  a  body  of   extremely 
complex  composition.    It  is  very  liable  to  become  tainted  by  any  substance 
having  a  strong  odour,  and  this  fact  was  a  difficulty  in  the  way  of  an  inventor 
who  sought  to  effect  the  oxidation  of  flour.    Ozone,  which  was  employed  for 
the  purpose  by  Frichot^  has  a  disagreeable  odour,  and  that  is  imparted  to  the  30 
flour.    Frichofs  Patent  was  unsuccessful  until  it  could  be  worked  with  the 
knowledge  derived  from  Andrews^  Specification.    The  failure  of  FricJiot  with  a 
comparatively  innocuous   gas   like    ozone   tended    to   prevent   people   from 
experimenting  with  more  evil-smelling  gases,  such  as  are  employed  in  Andrews* 
process.    That  process  immediately  became  a  great  commercial  success,  and  35 
resulted  in  an  increase  in  value  of  several  shillings  per  sack  of  the  treated  flour. 
Fleurent  said  that  ozone  would  not  bleach  flour,  and  the  Respondents  on  the 
appeal  have  applied  his  theory  and  said  that  the  bleaching  effect  of   the 
Patentees'  re-agents  is  due  to  nitration  or  elaidisation  of  the  oil  of  the  flour,  or  to 
chlorination  or  bromination.    The  Appellants  say  that  it  is  unknown  how  the  40 
effect  is  produced,  and  the  question  is  immaterial ;  even  if  the  theory  of  the 
inventor  is  wrong  that  does  not  affect  the  validity  of  the  Patent,  which  is  for 
the  use  of  the  particular  re-agents.     The    Provisional   Speciflcation  differs 
somewhat  from  the  Complete  in  its  language,  it  does  not  mention  nitrogen 
peroxide,  and  it  does  not  actually  exclude  ozone,  but  treats  it  as  a  less  preferable  45 
re-agent    The  objection  of  disconformity  relates  solely  to  the  question  of 
nitration.    It  is  said  that  in  the  Provisional  Speciflcation  the  process  is  described 
as  being  oxidation,  and  that  the  process  set  out  in  the  Complete  is  nitration.    It 
is  not  described  as  nitration.    If  the  Provisional  said  that,  for  success,  one  must 
oxidise,  while  the  Complete  said  one  must  nitrate,    there    would    be    dis-  50 
conformity.    But  the  Specifications  do  not  say  that.    There  may  be  nitration 
in  addition  to  oxidation.    Nitrogen,  chlorine  and  bromine  are  all  referred 
to  in  the  Provisional  as  well  as  in  the  Complete  Speciflcation.    There  is/ 
nothing  in  the  Claim  about  oxidation  or  nitration.     When  the    inventors 
speak  of  a  gaseous  oxidising  agent  they  can  only  mean  nitrogen  peroxide  55 
and  nitric  acid  in  the  nitrogen  group,  and  chlorine  and    bromine   in  the 
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other  groups.    The  nitrogen  oxides  themselves  carry  the  oxygen  ;  the  chlorine  . 
and  bromine  act  by  abstracting  the  hydrogen  from  the  water  that  is  present, 
and  liberating  the  oxygen.    In  order  to  make  FrichoVs  Specification  an  anticipa- 
tion the  Respondents  have  to  say  that  Andrews'  process  is  one  of  oxidation. 

5  But  when  Andrews'  Specification  has  language  which  they  suggest  is  similar  to 
FrichoCs  they  say  it  means  nitration.  They  also  say  that  "nitric  acid"  in 
Andrews'  Specification  does  not  mean  nitric  acid.  In  chemistry  there  is  nothing 
else  that  is  nitric  acid  but  the  body  with  the  formula  HNOg,  the  specific  gravity 
1'52  and  boiling  point  80°  C.    The  acid  containing  32  per  cent,  of  water  is  a 

10  'stable  hydrate,  boiling  at  120°,  and  having  the  specific  gravity  1*42.  The  pure 
acid  is  a  dangerous  substance  to  keep  ;  it  is  used  in  large  quantity  for  certain 
processes,  such  as  the  manufacture  of  explosives,  aniline  dyes  and  perfumery. 
The  1*42  acid  is  sold  in  small  quantities  for  analytical  and  other  purposes. 
"  Nitric  acid  "  in  the  British  Pharmacopoeia  is  stated  to  have  the  specific  gravity 

15  '•  1'12  because  the  acid  of  that  strength  is  used  in  medicine.    When  air  is  bubbled  ' 
through  nitric  acid,  as  in  the  -A  ndreif*  process,  the  fumes  given  off  by  the  1*42  » 
acid  are  of  the  same  composition  as  those  given  off  by  the  1*52  acid,  but  only 
one-tenth  of  the  quantity.    Andrews'  Specification  makes  it  clear  that  the  acid  , 
that  gives  off  the  greater  quantity  of  fumes  is  to  be  used.    The  Respondents  . 

20  have  not  made  a  single  experiment  with  the  1*52  acid  ;  they  say  that  the  fumes  ^ 
from  the  1*42  acid  bleach  flour,  but  bleach  it  insufficiently.    The  Appellants' 
witnesses  say  that  the  1*42  acid  works  perfectly.    Nitric  acid  fumes  are  easily 
reduced  to  nitrogen  peroxide  by  the  organic  matter  of  the  dust  always  present 
in  the  air  of  a  flour  mill,  or  by  the  oxidisable  matter  of  the  flour  itself;    The 

25  Respondents  have  carried  out  all  their  experiments  in  such  a  way  as  to  prevent- 
the  formation  of  nitrogen  peroxide,  namely,  by  adding  potassium  permanganate  to 
the  nitric  acid.   They  have  not  contradicted  the  Appellants'  evidence  that  I'52  acid 
bleaches  instantaneously  ;  they  say  that  if  the  Appellants  succeeded  in  bleaching 
with  the  1*42  acid  that  was  because  of.  the  nitrogen  peroxide  in  the  acid.    The 

30"  Appellants  offered  to  do  the  experiment  in  Court  with  the  1*42  acid  to  which 
potassium  permanganate  had  been  added,  but  the  Respondents  objected  that  the 
Appellants'  evidence  was  closed,  and  the  proposed  evidence  was  held  to  be  > 
inadmissible.    In  all  the  best  text-books  nitric  acid  is  stated  to  have  a  specific 
gravity  of  1*52,  and  the  hydrate  of  nitric  acid  is  explained  as  such,  having  a  ' 

35  specific  gravity  of  1*42.    It  is  admitted  that  flour  needs  ageing.    The  old  process  • 
of  keeping  it  exposed  to  air  was,  in  fact,  treating  it  with  nascent  oxygen — it  could 
not  be  nitration ;  it  is  difficult  to  see  how  it  can  be  said  that  other  things  that 
also  apply  nascent  oxygen  to  the  flour  do  not  whiten  it  by  the  same  means. 
Frichot  speaks  of  blowing  nascent  oxygen  through  a  pipe;  he  also  uses  the 

10  expression  *'  nascent  oxygen  and  ozone  "  ;  the  Appellants  say  that  he  is  using, 
as  some  of  the  old  text-books  do,  the  term  nascent  oxygen  as  synonymous  with 
ozone.  The  Respondents  liave  tried  to  introduce  into  chemical-  questions,  some- 
thing like  the  doctrine  of  mechanical  equivalents,  but  it  is  not  applicable. 
None  of  the  Respondents'  experiments  to  prove  nitration  are-  experiments  on 

45  flour ;  theyare  all  on  the  extract  obtained  from  flour  by  means  of  solvents.  The  ' 
amount  of  the  extract  is  only  0*7  per  cent,  of  the  flour.    The  effects  of  re-agents 
on  the  oil  are  not  the  same  as  they  would'  be  on  the  flour.   It  is  not  correct  eveii 
to  say  that  oxidising  agents  will  always  bleach  in  the  case  of  a  substance  capable 
of  being  bleached.    In  FVichoHs  process,  the  liquid  is  for  the  grain  and  the  gas 

50  for  the  flour.  .  The   expression  "  nascent  oxygen  or  ozone  in   the  form   of 
"  oxygenated  water  or  ozonised  water  "  has  been  treated  as  meaning  ozone  and; ' 
hydr<^en  peroxide,  .whieh  latter  in  French  is  "-reau  oxygene."     But  it  may  be  • 
that  oxygenated  water?  there-  is  the  same  as  ozonised  water.    The  ihventor  of" 
that  process  never  treated  flour  with  any  ga:8  but  ozone^  and  that  wa^  a  failure. 

55  There  was  no  knowledge  before  t^ndmc/s''  Patent  that  such  an  evil-snielling  g^s* 
as  chlorine  could^  be  u^ed  f or  bleaching  flour ;  there  ai*e  ^me  substanc€H»'t&il^^ 
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chlorine  would  not  bleach  at  alL  Nascent  oxygen  is  not  a  substance ;  the 
expression  is  a  theoretical  one  to  define  a  condition  that  chemists  believe  to  exist 
when  oxidation  takes  place.  Frichot  may  have  used  the  expression  nascent 
oxygen  in  the  wrong  sense;  it  is  immaterial  whether  he  did  or  not — the 
witnesses  agree  that  what  he  proposed  to  use  was  ozonated  air  or  oxygen.  5 
FricJwVs  French  Patent  was  not  put  in  ;  it  was  not  published  here 
until  after  the  date  of  Andrews^  Patent;  FrichoVs  English  Pfttent  is  a 
primary  Patent,  and  the  Specification  cannot  be  treated  as  a  trans- 
lation from  the  French  document.  Mr.  Leatham,  one  of  the  Respondents' 
witnesses,  bi^ught  FrichoVs  Patent  for  £50  and  found  that  if  a  sparking  10 
discbarge  was  used — and,  therefore,  nitrogen  peroxide  was  produced — 
flour  could  be  bleached  without  acquiring  the  taint  that  ozone  produces.  That 
was  after  he  knew  of  the  Appellants'  Patent  and  the  Respondents*  Patent, 
Alsop'8  (No.  14,006  of  1903).  His  evidence  is  very  helpful  to  the  Appellants. 
The  fact  that  FrichoVs  process  was  not  used  and  the  French  patent  dropped  15 
shows  that  the  process  injured  the  flour.  There  is  evidence  that  it  was  tried  in 
this  country  and  discarded.  FrichoVs  Specification  contains  no  suggestion  of  a 
sparking  discharge.  The  explanation  of  the  learned  judge  having  accepted 
Mr.  LedtharrCs  evidence  without  question  is  that  the  importance  of  the  sparking 
had  not  then  been  made  clear.  If  FrichoVs  process  had  been  effective  it  would  20 
not  have  been  sold  for  so  small  a  sum  as  £50  and  discarded.  The  onus  of  proof 
that  Andrews''  Patent  is  bad  lies  upon  the  Petitioners.  It  is  not  desirable, 
commercially,  to  bleach  the  flour  chalk- white ;  the  difference  in  the  appearance 
of  the  flour  before  and  after  bleaching  can  be  seen  with  difficulty,  but  the 
difference  in  the  appearance  of  the  bread  made  from  it  is  considerable,  and  of  25 
great  commercial  importance.  The  Respondents  say  that  nitric  acid  will  not 
bleach ;  the  Appellants  say  that  it  will  bleach,  and  even  to  some  extent  if  the  more 
dilute  acid  is  used.  Chlorination  and  nitration  are  additive  processes ;  oxidation 
may  be  additive,  or  it  may  involve  a  subtraction.  The  Respondents  say  that, 
because  they  have  dried  their  chlorine,  its  bleaching  effect  upon  tiie  oil  30 
extracted  from  flour  must  be  due  to  chlorination  ;  the  Appellants  say  that  the 
chlorine  was  not  dry  ;  that  the  oil  contains  oxygen  compounds  that  are  attacked 
by  chlorine  with  liberation  of  the  oxygen ;  and  that  the  fact  that  the  oil  may 
be  chlorinated  does  not  show  that  the  flour  is  not  oxidised.  The  Respondents 
say  they  found  that  nitric  oxide  discolourised  an  ethylic  ether  solution  of  35 
the  oil.  If  so,  it  is  not  within  Andrews'"  Patent,  because  nitric  oside  is  not  an 
oxidising  .gas;  but  really  the  nitric  oxide  became  converted,  by  mixing  with 
air,  into  nitrogen  peroxide.  The  Respondents  have  relied  on  Fleurenfs  theory 
that  the  bleaching  of  flour  was  due  to  nitration  only ;  but  they  have  given 
evidence  to  show  that  ozone  will  bleach.  Ozone  does  not  combine  with  40 
atmospheric  nitrogen,  which  is  directly  oxidisable  only  at  the  temperature  of 
the  electric  spark — ^about  3,000°  C. — though,  by  the  action  of  certain  living 
organisms,  nitrogen  could  be  extracted  from  the  air.  To  reconcile  the  nitration 
theory  with  the  view  that  FrichoVs  process  acted  by  oxidation,  the  Respon- 
dents have  set  up  the  theory  that  the  bleaching  effect  of  ozone  is  due  to  the  45 
presence  of  ionised  oxygen,  although  there  is  nothing  in  chemical  literature  to 
support  that  theory,  and  Sir  W.  Crookes  does  not  agree  with  Mr.  Salamoti  as  to 
it.  It  is  suggested  that  the  material  of  the  reel  had  the  effect  of  reducing  the 
nitric  acid ;  that  cannot  be,  as  the  Appellants  coated  all  the  metallic  parts  of 
iheir  reel  with  paraffin  and  they  repeated  the  experiments  in  the  laboratory  50 
with  a  glass  reel.  A  miller  who  wanted  to  use  the  patented  process  would  ask 
the  manufacturer  of  nitric  acid  for  acid  to  give  fumes,  and  would  be  supplied 
with  1*52  eM, ;  he  could  not  get  an  acid  that  would  over-bleach. 

Walter^^.0.y  followed. — It  was  unnecessary  for  the  inventors  to  give  any 
chemical  theory  as  to  the  mode  of  operation  of  the  re-agents  they  used  for  55 
bleaching  flour.    The  Appellants  have  taken  all  the  bodies  which  come  within 


Vol.  XXIV.,  No.  16.]     AND  TRADE  MARK  OASES.  359 

In  (he  Matter  of  Andrews^  Patent. 

the  classes  set  out  in  the  Claim,  and  have  foand  that  they  all  bleach  and 
condition  floor  and  improve  its  baking  qualities.  The  Respondents  do  not 
suggest  that  there  are  any  other  such  bodies,  and,  except  as  to  nitric  acid,  they 
do  not  suggest  that  the  bodies  taken  do  not  act  to  produce  the  results  upon  flour 
5  stated  by  the  inventors.  In  considering  the  effects  of  nascent  oxygen  it  is 
necessary  to  know  (1)  the  source  of  the  nascent  oxygen,  (2)  the  body  upon 
which  it  is  going  to  act,  and  (3)  the  physical  condition  of  that  body.  The 
learned  judge  in  the  Court  below,  assuming  that  Frichot  had  tanght  the  world 
that  the  nascent  oxygen  from  ozone  will  bleach  flour,  conclu<1ed  that  people 

10  were  debarred  from  bleaching  flour  by  means  of  other  substances:  that  operate 
by  nascent  oxygen.  FrichoVs  process  was  a  failure ;  yet  it  is  held  to  have 
taught  the  world  that  which  giv^  valuable  results.  It  must  have  been  intended 
to  use  the  hydrogen  peroxide  for  grain  and  the  ozone  for  flour,  which  would  be 
spoilt  by  the  liquid  peroxide.    These  two  innocuous  oxidising  bodies — the  only 

15  two  that  can  operate  by  merely  parting  with  an  atom  of  oxygen — fail,  and 
the  noxious  and  apparently  poisonous  gases  are  found  to  succeed.  There  is 
invention  in  flnding  out  that.  It  could  not  have  been  predicted  that  they  would 
oxidise  flour.  The  nitration  theory  is  an  attack,  not  upon  the  invention,  but 
upon  the  science  of  the  inventors  in  their  Speciflcation.    It  is  true  that  the 

20  inventors  say  that  the  substances  they  use  act  by  means  of  nascent  oxygen. 
But  it  is  impossible  to  oxidise  except  by  nascent  oxygen,  and  it  has  not  been 
shown  that  their  process  is  not  one  of  oxidation  Mr.  Salamon  said  he  had 
found  by  microscopic  examination  that  the  oil  in  flour  is  coloured,  but  it  is  not 
clear  how  the  colouring  matter  and  the  oil  are  associated.     The  ionisation 

25  theory  is  too  speculative  to  be  relied  upon,  and  is  irrelevant.  As  to  the 
meaning  of  "  nitric  acid,**  whether  the  1*52  or  the  1*42  acid  is  tak^n,  the  flour  is 
bleached  and  conditioned,  bnt  more  quickly  if  the  stronger  acid  is  used.  The 
Respondents*  witnesses  agree  that  the  most  probable  explanation  of  the  action 
of  nitric  acid  is  that  the  acid  is  reduced  by  organic  matter  with  the  formation 

30  of  nitrogen  peroxide — ^the  re-agent  selected  by  the  inventors  for  their  process, 
which  is  in  successful  operation. 

Bausfield  E.C.,  for  the  Respondents  on  the  appeal. — ^The  Respondents 
have  in  their  favour  a  flnding  of  fact,  as  to  the  nitric  acid  a  person  would 
get  if    he  ordered  some  with  the  intention  of  working  the    Specification. 

35  Fuming  nitric  acid  is  used  for  nitration,  the  weaker  acid  for  oxidation.  All  Uie 
liquid  acids  contain  water.  A  very  small  proportion  of  nitrogen  peroxide  is  all 
that  is  useful  for  carrying  out  the  bleaching  ;  a  greater  proportion  may  result 
in  the  operation  being  overdone.  A  person  who  went  to  buy  nitric  acid  in 
the  market,  unless  he  made  a  special  request  for  strong  acid,  would  get  the 

40  ordinary  acid  of  commerce,  which  is  the  weaker  acid.  The  real  distinction  is 
as  between  nitric  acid  that  contains  nitrogen  peroxide,  and  nitric  aeid  that  does 
not.  The  Speciflcation  says  that  either  nitric  acid  or  nitrogen  peroxide  will  be 
effective.  Now  it  is  said  that  the  function  of  nitric  acid  is  merely  that  of 
producing  the  peroxide.    The  practical  non-action  of  nitric  acid  is  hardly  a 

45  matter  of  controversy.  [Astbury  K.C.,  objected  to  reference  being  made  to  the 
Specification  of  Andrews*  United  States  Patent,  which  Specification  had  been 
admitted  by  Kekewich  J.  Counsel  stated  that  the  United  States  Pfttent 
belonged  to  the  Respondents,  and  submitted  that  a  statement,  contained  in 
it,  of  the  inventors'  opinion:  was  inadmissible.]    Sir  James  Dewar  disag^reed 

50  with  that  statement.  Fuming  nitric  acid  of  commerce  always  contains  nitrogen 
peroxide.  The  vapour  obtained  by  blowing  air  through  ordinary  nitric  acid 
contains  a  much  greater  quantity  of  nitric  acid  vapour  than  is  said  to  be 
necessary  for  the  process.  Nitrogen  peroxide  is  produced  if  air  containing  dust 
is  blown  through  liquid  fuming  nitric  acid,  but  not  if  the  air  is  bloiwn  through 

55  ordinary  nitric  acid.  When  air  was  blown  through  ordinary  nitric  acid  the  gas 
at  first  obtained  bleached  flour^  but  on  continuing  the  process  the  gas  did  not 
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bleach,  the  nitrogen  peroxide  originally  present  in  the  acid  having  gone.    Nitric 
acid  is  practically  useless.    A  miller  could  not  change  his  nitric  acid  every  20 
minutes.    If  flour  dust  is  blown  through  fuming  nitric  acid  nitrogen  peroxide 
will  be  produced,  but  nitric  acid  vapour,  whether  produced  from  the  fuming 
or  from  the  ordinary  acid,  will  not,  when  brought  into  contact  with  flour,  give  5 
the  peroxide.     Not  one  of  the  experiments  shows  that  when  air  is  blown 
through  ordinary  nitric  acid  nitrogen  peroxide  is  obtained.    The  Respondents' 
experiments  were  made  in  a  room  the  air  of  which  contained  flour  dust  and 
was  similar,  in  that  respect,  to  the  air  of  a  flour  mill.    If  potassium  per- 
manganate is  added  to  the  nitric  acid  so  that  the  formation  of  nitrogen  peroxide  10  * 
is  prevented,  there  is  practically  no  bleaching.     If  the  Patentees  said  that  nitric 
acid  was  to  be  used  in  a  particular  way,  of  which  the  result  would  be  that  there 
would  be  nitrogen  peroxide,  and  that  that  would  succeed,  it  might  be  that  the 
Patent  could  be  supported.     But  they  did  not  do  so.    The  Respondents  have 
a  finding  in  their  favour  as  to  tlie  meaning  of  "nitric  acid,'*  but  not  on  the  15 
point  of  the  inutility  of  nitric  acid  with  that  meaning.     The  Patent  makes  a 
claim  to  the  use  of  pure  gaseous  nitric  acid ;  the  1*52  acid  does  not  give  pore 
gaseous  nitric  acid  ;  it  always  contains  nitrogen  peroxide.     If  nitric  acid  is  used 
in  one  way  nitrogen  peroxide  is  produced  and  bleaching  obtained  ;  if  it  is  used 
in  another  way  the  result  is  failure.    The  Patent  includes  the  useless  as  well  as  20 
the  useful  way,  and  is  therefore  invalid.    As  to  subject-matter,  there  may  be  an 
invention  of  a  new  species  or  an  invention  of  a  new  variety.    Here,  in  the . 
Provisional  Specification,  the  alleged  invention  is  for  a  new  species — ^bleaching 
flour  by  means  of  nascent  oxygen ;  but  when  the  Complete  Specification  was 
written  it  had  become  evident  that  only  an  invention  for  a  new  variety  could  25  ' 
be  claimed  and  ozone  was  excluded.    The  Patentees  are  in  a  dilemma ;  either 
they  are  anticipated  by  Frichot,  or  the  Complete  Specification  describes  an 
invention  different  from  that  described  in  the  Provisional.    Mr.  Leatham  used 
FrichoVs  process,  not  only  with  the  sparking  discharge,  but  also  with  the  • 
apparatus  shown  in  Fig.  5"^  with  glass  tubes,  so  that  sparking  was  impossible,  30. ' 
and  obtained  some  bleaching  without  a  taint,  though  not  nearly  so  great  a 
bleaching  as  with  nitrogen  peroxide. 

Sir  R.  B,  Finlay  K.C.  followed. — There  is  some  looseness  of  expression  in 
FiHclwVs  Specification  ;  ho  speaks  of  a  current  of  nascent  oxygen  meaning  a 
current  of  a  substance  that  yields  nascent  oxygen.    He  does  not  treat  nadcent  35  « 
oxygen  as  being  synonymous  with  ozone.    His  process  was  commercially  useful. 
The  Patentees  have  not  invented  an  improvement,  but  have  swept  in  many 
equivalents,  and  if  their  Complete  Specification  is  to  be  read  as  being  confined 
to  the  improvement  there  is  disconformity,  because  the  Provisional  has  included 
every  equivalent.    A  Patent  that  will  not  work  commercially  may  be  perfectly  40^ 
good   for    the    purpose   of    utility.    Mr.    LeathmrCe    evidence    ought    to    be  • 
accepted.    After  the  Patents  of  Frichot  and  Beanes  there  remained  for  any 
inventor  only  the  selection  of  some  more  suitable  re-agent.    The  Patentees  had 
discovered  before  the  Complete  Specification  that  the  only  effective  agent  for 
their  purpose  was  nitrogen  peroxide,  and  the  whole  effort  in  the  Complete  45L 
Specification  is  to  get  in  nitrogen  peroxide  without  a  departure  from  the 
Provisional,  •  in  which  it  does  not  appear  at  all.    The  reaction  with  ferrous 
sulphate  is  introduced  merely  to  keep  in  nitric  acid  in  the  endeavour  to  prevent  * 
disconformity.    In  their  description  of  that  reaction,  nitric  acid  means  the  1'42 
acid,  and  there  is  nothing  to  show  that  they  mean  any  other  acid  when  they  50  • 
refer  tt)  the  fumes  of  nitric  acid.    The  evidence  is  that  if  one  uses  the  weaker 
acid  one  would  use  more  ;  a  very  small  quantity  of  the  vapour  is  Sufficient,  and 
the  fuming  acid  would  'be  dangerous  to  handle  in  a  mill,  and  it  will  not.  act; 
sufficiently    for   the    purpose    of  '  making    the    process   useful    in    practice* 
As  to  whether  the  Respondents  are  entitled  to  take  the  objection  of  discon-  55- 
formityvit  was  taken  in  the  Court  below  ;  any  right  to  object  to  its  having  been  > 
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taken  mnst  be  deemed  to  have  been  waived.  Leave  to  make  further  amendment 
of  the  Particulars  was  not  asked  for.  The  disconformity  is  in  that  nitrogen 
peroxide  is  not  mentioned,  nor  even  indicated,  in  the  Provisional  Specification. 
At  the  date  of  Andrews'  Specification  it  was  known  that  nitrogen  peroxide 
5  would  oxidise,  but  not  that  it  was  a  powerful  oxidiser.  The  objection  as  to  dis- 
conformity was  taken  in  the  summing  up.  It  is  a  remarkable  fact,  if  the  value 
of  Andrews'  Patent  consists  in  oxidation,  that  the  stronger  nitric  acid  should 
not  act  except  in  so  far  as  it  produces  the  weaker  oxidiser,  the  nitrogen  peroxide. 
,   If  the  question  of  nitration  is  established,  it  assists  with  regard  to  disconformity, 

10  because  the  Patent  is  undoubtedly  one  for  oxidation,  and  if  it  be  really  nitration 

there  is  a  complete  departure.    It  is  not  true  to  say  that  the  process  is  correctly 

described  with  an  erroneous  theory.    The  Respondents  do    not   rely  upon 

ionisation  as  a  substantive  point. 

Asthury  K.C.  replied. — ^The  utility  of  FrichoVs  process  is  not  material ;  the 

15  only  question  is  whether  or  not  FrichoVs  Specification  is  a  publication  that 
would  teach  the  world  Andrews^  process.  As  to  the  evidence  of  Mr.  Leatham^ 
he  knew  about  the  Andrews  process  and  the  Also/)  process  with  a  flaming 
discharge.  After  nine  months'  working  of  it  he  could  only  effect  an  improvement 
in  the  quality  of  the  flour  to  the  extent  of  3d.  a  sack,  and  then  he  changed  his 

20  process  and  worked  what  is  tantamount  to  the  Appellants'  process.  His  evidence 
is  not  satisfactory  when  he  says  he  got  ozone  and  only  ozone,  and  that  it  produced 
no  taint.  It  always  produced  a  taint  in  the  experiments  of  the  Appellants,  and 
the  taint  cannot  be  removed  by  exposure  or  by  trying  to  pump  out  the  gas  that 
may  be  occluded  by  the  flour.    Fig.  5  of  Frichot  was  not  intended  for  use 

25  with  a  spark,  and  is  not  a  publication  of  Andrews^  process.  As  to  Beanes^  his 
Specification  teaches  no  more  than  the  old  cotton  bleaching  process.  The 
Respondents  have  laid  little  stress  on  nitration,  and  the  ionisation  theory  was 
put  forward  simply  to  prove  that  ozone  nitrated  and  did  not  oxidise.  It  is  not 
correct  to  say  that  nitrogen  peroxide  is  the  only  gaseous  agent  that  is  usef  til ; 

30  a  list  of  eleven  agents  was  given.  The  Appellants,  in  their  experiments,  on  both 
a  laboratory  scale  and  a  large  scale,  found  that  1*52  acid  worked  as  quickly  and 
effectively  as  the  peroxide.  The  apparatus  shown  for  use  with  ferrous  sulphate 
is  also' intended  for  use  with  nitric  acid.  In  experimenting  with  the  1*42  acid, 
the  Respondents  put  into  the  acid,  through  which  they  sent  a  current  of  air,  an 

35  excess  of  potassium  permanganate,  which  would  prevent  the  formation  of  the 
peroxide  by  the  dust  in  the  air.  Mr.  Ballantyne  adopted  the  correct  method  ; 
he  blew  air  through  the  acid  until  a  portion  of  it  on  being  tested  was  found  to 
be  free  from  peroxide ;  on  further  blowing  air  through  it  he  obtained  a  bleach- 
ing effect.    The  1*42  acid,  when  bought,  contains  peroxide,  the  amount  of  which 

40  will  be  increased  as  air  is  blown  through  it,  further  increased  as  the  vapour 
issues  into  the  atmosphere  by  the  organic  matter  in  the  atmosphere,  and  still 
further  increased  by  contact  with  the  carbohydrates  in  the  fiour.  The  presence 
of  permanganate  prevents  the  air  doing  what  it  would  do  in  nitric  acid  without 
permanganate.    The  consumption  of  the  1*52  acid  is  much  greater  than  that  of 

45  the  1*42  acid,  although  the  use  of  the  latter  is  more  widespread.  The  difference 
is  immaterial  because  both  will  work.  There  is  no  evidence  that,  commercially, 
anything  but  nitrogen  peroxide  is  used.  As  to  disconformity,  the  Petitioners 
have  only  pleaded  nitration  as  disconformity.  The  Patentees  say  they  want  a 
gaseous  oxidising  agent  that  will  produce  nascent  oxygen,  and  the  evidence  is 

50  that  that  would  include  the  peroxide.  The  nitric  acid,  it  is  said,  is  to  be  used 
in  the  atmosphere  ;  it  cannot  be  so  used  without  the  creation  of  peroxide ;  thai 
is  included  in  the  Provisional — nitric  acid  is  mentioned,  and  by  that  the  bleaching 
is  effected,  wholly  or  partially,  through  the  agency  of  the  peroxide.  Ozone  is 
mentioned  in  the  Provisional — no  doubt  in  ignorance  of  Frichot ;  it  is  excluded 

55  in  the  Complete.  One  may  rightly  disclaim  in  the  Complete  Specification. 
Frichofs  Specification  did  not  anticipate  the  Claim.    Then*  Frichot  cannot  be 
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considered  in  the  light  of  disconformity  at  all.  (Bailey  v.  Roherton  (L.R.  3  App. 
Cas.  1055)  and  NuUall  v.  Hargreaves  (8  R.P.O.  450 ;  L.R.  (18S»2)  1  Ch.  23).   The 
Ooart«  are  not  inclined  to  find  disconformity.    [Frost  on  Patents,  3rd  edition^ 
vol.  I.,  page  194,  was  referred  to,  and  Ward  Bros.  v.  Hill  A  Son  (18  R.P.C. 
481 ;  20  R.P.C.  189)  was  cited  by  Vaughan  Williams  L.J.]    The  Appellants  5 
did  not  in  terms  waive  the  objection  to  the  absence  of  sufficient  Particulars  of 
disconformity.    The  Respondents  did  not  ask  for  leave  to  amend  ;  they  asked 
questions  that  made  it  useless,  and  the  point  was  never  raised.    [Oraham  E.C., 
said  that  at  the  hearing  the  issue  of  disconformity  was  raised  at  once,  and,  no 
objection  being  taken,  the  Petitioners  assumed  that  they  were  entitled  to  waive  10 
the  point,  and  that  an  application  to  amend  was  uniiecessary.]     If  alternative  re- 
agents are  mentioned  in  the  Provisional  Specification  the  omission  of  one  of  them 
in  the  Complete  does  not  constitute  disconformity.    FrichoPs  Patent  was  simply 
for  the  Dse  of  ozone  ;  it  was  a  worthless  Patent  and  so  cannot  be  an  anticipation 
(Hills  V.  Evans  31  L.J.,  N.S.,  Ch.  457).    [Pabwbll  L./.,  referred  to  Lyon  v.  U 
Ojddard  (10  R.P.C.  121,  134).]     [Vaughan  Williams  L.J.—X  Patent  for  a 
process,  such  as  that  for  the  extraction  of  aluminium  from  clay,  which  did  it 
perfectly  but  yielded  so  narrow  a  profit  as  not  to  attract  much  capital,  might 
well  be  an  anticipation,  but  it  need  not  be  a  commercial  success.]    Yes ;  but  the 
process  must  be  an  effective  one,  although  expensive.    It  is  said  that  Friclhot  90 
showed  that  oxidation  generally  ^as  required  for  bleaching  fiour,  and  therefore 
that  that  sufficiently  indicated  nitrogen  peroxide.     That  is  not  correct.    [The 
judgment  of  Lord  Halsbury  in  Badische  Jtc.  Fabrik  v.  Levinstein  4  R.P.C.  461 
was  referred  to.] 
Judgment  was  reserved,  and  was  delivered  on  the  26th  of  March  1907.  25 

Vaughan  Williams  L./.— This  is  a  Petition  for  revocation  of  Letters 
Patent  granted  to  John  Andrews  and  Sydney  Andrews  for  improvements  in 
conditioning  or  improving  the  quality  of  recently  ground  flour,  semolina,  or  the 
like.  The  Petitioners  are  the  AJsop  Flour  Process^  Limited^  and  the  Respondents 
the  Flour  Oxidising  Company j  Limited.  The  Petition  came  on  for  trial  before  30 
Mr.  Justice  Kekewich^  and  he  gave  judgment  for  the  Petitioners,  and  ordered 
the  Letters  Patent  to  be  revok^.  This  is  an  appeal  from  the  judgment  of  Mr« 
Justice  Keknvich.  The  Particulars  of  Objection  to  the  validity  of  the  Letters 
Patent  as  originally  delivered  by  the  Petitioners  were :  —(1)  That  John 
Andrews  and  Sydney  Andrews  were  not  the  true  and  first  inventors.  (2)  That  35 
the  alleged  invention  was  not  new.  The  anticipation  chiefly  relied  on  was 
Frichot  (No.  21,971  of  1898).  (3)  That  the  alleged  invention  is  not  subjects 
matter  for  valid  Letters  Patent,  inasmuch  as  the  action  of  gaseous  oxidising 
agents  on  floar  and  the  like  described  in  the  Andrews'  Patent  was  well  known 
at  the  date  of  the  grant  of  the  Patent.  (4)  Disconformity  on  the  ground  that  40 
the  invention  described  in  the  Provisional  Specification  consisted  in  exposing 
the  flour  to  the  action  of  nascent  oxygen  or  to  the  action  of  a  gaseous  oxidising 
agent  whereby  nascent  oxygen  is  pr<^uced  in  the  flour.  That  the  invention 
in  the  Complete  Specification  of  the  Andrews*  Patent  is  a  different  invention 
from  that  described  in  the  Provisional  Specification,  but  the  process  claimed  45 
in  the  first  Claim  is  not  a  process  which  consists  in  exposing  the  flour  to 
the  action  of  nascent  oxygen,  or  whereby  nascent  oxygen  is  produced  in  the 
flour.  (5)  That  the  invention,  in  so  far  as  the  use  of  gaseous  oxides  of 
nitrogen  other  than  the  peroxide  and  of  a  chlorine  or  bromine  oxidising 
agent  claimed,  was  of  no  utility  for  the  purposes  claimed.  (6)  That  the  in-  50 
vention  was  old  and  had  been  published  in  the  anticipations  mentioned 
including  Frichot.  (7)  That  the  Letters  Patent  were  invalid  for 
^insufficiency,"  that  is  to  say,  no  directions  were  given  whereby  oxides  of 
nitrogen  other  than  the  peroxide  or  of  chlorine  and  bromine  oxidising  agents 
can  be  used  so  as  to  improve  or  condition  the  flour  in  the  manner  described  55 
in  the  Specifioatioiu 
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,  Mr.  JuBtice  Kekewich  based  his  judgment  on  the  ground  that  the  P&tent  was 
bad  for  want  of  novelty.  He  regarded  what  the  Patentees  invented,  or  claimed  to 
have  invented,  as  being  the  application  of  oxidising  agents  capable  of  producing 
or  rather  liberating  nascent  oxygen  in  or  to  flour,  and  thought  that  they 
5  regarded  nascent  oxygen  as  either  emanating  directly  from  the  oxidising  agent 
which  they  used  or  generated  in  the  flour  by  means  of  that  oxidising  agent. 
There  is  no  evidence  whatever,  that  I  can  find,  that  artificial  oxidation  of  flour 
or  other  cereals  by  nascent  oxygen  applied  through  the  agency  of  oxidising 
agents  was    known    before    Frichot^    although   oxidation   by    air   and    long 

10  exposure  was  of  course  well  known.  The  words  of  the  Complete  Specifi- 
cation of  Andrews^  Patent  beginning  at  line  13  are  :  **  The  invention  consists 
''  essentially  in  subjecting  the  flour  to  the  action  of  a  suitable  gaseous  oxidising 
"  agent  whereby  nascent  oxygen  or  its  equivalent  is  pr(^uced  or  comes 
'*  in  contact  with  the  flour.     A  very  small  quantity  of  the  oxidising  agent 

15  '*  sufiSces,  so  little  indeed  that  the  actual  composition  of  the  flour  as  shown  by 
"  analysis  is  hardly  perceptibly  altered.  The  plan  we  refer  to  is  to  pass  the  flour 
"  through  various  conveyors  whereby  it  is  brought  in  contact  with  the  gaseous 
*'  oxidising  agent,  and  the  Drawings  we  herewith  append  show  the  apparatus 
"  which  from  long  experiments  we  have  found  to  act  best  with  air  carrying  a 

20  **  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen.  We  do  not, 
"  however,  limit  ourselves  to  the  use  of  nitric  acid  or  nitrogen  peroxide,  as  we 
*'  have  found  that  chlorine,  bromine,  and  other  gaseous  compounds  capable  of 
^^  liberating  oxygen  will  act  with  more  or  less  efficiency.'*  The  Patentees  go  on 
to  say  that  o2one  they  have  found  practically  unworkable,  and  its  results 

25  unsatisfactory,  and  says  that  they  do  not  recommend  it,  but  exclude  its  use. 
The  Specification  at  line  30  states:  "In  our  practice  any  of  the  other 
"  oxidising  agents  mentioned,  but  preferably  nitric  acid  or  peroxide  of  nitrogen  is 
"  caused  to  act  upon  the  flour  by  forcing  a  current  of  air  over  or  through  the 
"  oxidising  agent  employed,  which  current  of  air  becomes  impregnated  with  the 

30  *'  oxidising  agent,  and  is  then  brought  in  contact  with  the  flour  to  be  improved* 
'^  With  regard  to  the  quantity  a  very  small  amount  of  the  oxidising  agent  is 
**  sufficient.  We  herewith  append  Drawings  of  an  apparatus  which  we  have 
*^  found  most  suitable  for  use  with  nitric  acid  or  nitrogen  peroxide,  the  two 
^  cheapest  and  most  preferable  re-agents.'*    The  flrst  Claim  runs  thus :  "  In  the 

35  *•  process  of  conditioning  flour  and  the  like,  passing  the  same  with  full  exposure 
*^  through  an  atmosphere  containing  a  gaseous  oxide  of  nitrogen  or  chlorine  or 
"  bromine  oxidising  agent  in  the  gaseous  or  vapourised  state." 

As  to  the  construction  of  Andrews'  Specification,  one  possible  way — and 
indeed,  if  one  looks  only  at  the  body  of  the  Specification,  the  natural  way — in 

40  which  to  construe  the  Specification  is  to  r^  it  as  being  for  the  applica* 
tion  to  the  bleaching  and  conditioning  of  flour  of  any  gaseous  oxidising 
agent  except  ozone.  I  refer  especially  to  that  part  of  the  Speciflcation  on 
page  2,  between  lines  9  and  30.*  But  another  construction  is  suggested  by  the 
words  of  the  Claim,  for  looking  at  Claim  1  it  will  be  seen  that  that  merely 

45  claims  "  a  gaseous  oxide  of  nitrogen,  or  chlorine  or  bromine  oxidising  agent 
^'^  in  the  gaseous  or  vapourised  state,*'  and  as  there  are  mentioned  in  the  Speciflca- 
tion two  oxides  of  nitrogen,  and  two  only,  that  will  limit  the  Claim  to  four 
things,  giving  a  gaseous  oxidising  agent,  namely,  nitric  acid,  nitrogen  peroxide, 
chlorine  and  bromine. 

50  But  there  is  considerable  difficulty  about  the  construction  which  necessitates 
reading  the  Claim  without  reference  to  the  body  of  the  Specification.  The 
general  rule  is  that  the  Claim  and  the  Specification  must  be  rejtd  together,  and 
referring  to  the   Specification   I   find    on   page  2,   line  13:   "The  invention 

*  AnU,  pa^  351,  line  90  to  line  37, . 
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'<  consists  essentially  in  subjecting  the  flour  to  the  action  of  a  suitable  gaseous 
"  oxidising  agent,  whereby  nascent  oxygen  or  its  equivalent  is  produced  or 
**  comes    in    contact  with  the  flour."      I   flnd   also  an  express  exclusion  of 
the  use  of  ozone  as  an  oxidising  agent.    It  is  certainly  difficult  to  avoid  the 
view  that  the  Claim  read  with  the  Speciflcation  extends  not  only  to  nitric  acid  5 
or  peroxide  of  nitrogen,  which  the  Patentees  prefer  to  use,  but  to  the  oxidising 
agent  employed,  whatever  it  be  (see  line  33*) ;  and  again  that  it  extends  not 
only  to  chlorine  and   bromine,  but  to  other  gaseous  compounds  capable  of 
liberating  oxygen  which  act  with  more  or  less  efficiency.    (See  lines  21  to  24t).     , 
Prima  fade  a  Claim  is  in  the  nature  of  a  disclaimer  and  must  be  read  as  if  the  10 
Patentee  said, "  I  claim  only  the  particular  things  which  are  put  in  it."  But  can  this 
prima  facie  construction  prevail  where  a  Patentee  indicates  in  his  Specification 
that  equivalents  are  permissible,  and  when  he  has  got  the  express  language, 
"  We  do  not,  however,  limit  ourselves  to  certain  things  as  we  have  found  that 
"  other  gaseous  compounds  capable  of  liberating  oxygen  will  act,"  or  where  a  li 
Patentee  uses  such  words,  as  those  that  appear  in  lines  31  to  38J  with  reference  to 
nitric  acid  or  peroxide  of  nitrogen  ? 

Mr.  Aathury  attempted  to  get  rid  of  the  effect  of  these  wide  general  terms 
and  to  limit  the  Claim,  even  when  read  in  light  of  the  Speciflcation,  by  saying 
that  *^  when  the  invention  as  described  in  the  Speciflcation  says  '  Take  all  20 
'^  *  oxidising  agents  in  a  gaseous  state  except  ozone,*  it  means  all  that  fall  within 
''  those  two  classes,  all  gaseous  oxidising  agents  which  fall  within  the  classes  of 
"  oxide  of  nitrogen,  or  chlorine  or  bromine  oxidising  agents.  Take  them  all 
^*  except  ozone.    Ozone  is  not  in  &ct  one.    Ozone  is  not  an  oxide  of  nitrogen,  I 

"  nor  is  it  a  chlorine  or  bromine  oxidising  agent.    You  see  how  carefully  the  25  ! 

"  Patentees  have  claimed  it.    You  do  not  want  to  read  into  the  Claim  *  excluding  j 

** '  ozone,'  because  they  have  excluded  it  by  the  words  of  their  Claim.    They  1 

"  say  'a  gaseous  oxide  of  nitrogen i' — ozone  is  not  that — *or  chlorine  or  bromine 
"  '  oxidising  agent  '^zone  is  not  that.     So  that  they  have  claimed  that  in  the  .  | 

"  way  described  in  the  Specification  which  brings  in  the  full   exposure  of  30 
"  the  minute  amount,  and  the  way  to  drop  it  in,  and  get  the  gaseous  state,  and  j 

"  so  on."  I 

Having  said  this  with  reference  to  the  decision  of  Mr.  Justice  Kekeivich  as  to 
the  nature  of  A^ndreirs^  invention,  I  now  proceed  to  ask  myself  what  is  the 
nature  of  FrichoVs  invention,  which  Mr.  Justice  Kekeivich  held  to  be  an  35 
anticipation  of  Andrews'  invention.  Now,  FrichoVs  is  stated  at  the  beginning 
of  the  Complete  Specification  to  be  an  improved  process  for  sterilising  and 
blanching  cereals  and  alimentary  leguminous  substances,  and  the  meal  produced  , 

therefrom.    Frichot  says  : — "  This  invention  relates  to  the  treatment  of  wheat  | 

"  and  other  cereals  or  alimentary  leguminous  substances,  such  as  beans,  and  of  40 
"  the  flour  obtained  therefrom  used  in  the  making  of  bread.    The  process  is  ^ 

*•  intended  to  destroy  the  ferment  contained  in  these  substances,  and  to  effect 
"  the  blanching  or  bleaching  of  the  coloured  elements  found  therein,  rendering 
"  their  perfumed  essential  oils  unalterable,  and  preventing  them  from  subse- 
"  quently  becoming  rancid  by  sterilising  all  their  parts."  He  proceeds  with  45 
these  words  : — "  The  treatment  consists  in  subjecting  the  grain  or  leguminous 
"  substances,  or  the  flour  obtained  therefrom,  to  the  action  of  nascent  oxygen 
**  or  ozone  in  the  various  forms  of  oxygenated  water,  ozonised  water,  ozonated 
"  oxygen,  or  ozonated  air,  either  in  the  open  air,  or  preferably  in  a  closed 
**  chamber,  or  again  in  a  vacuum.  For  this  purpose  the  products  to  be  treated,  50 
*•  namely,  the  wheat  or  beans,  after  undergoing  the  usual  operation  of  cleaning 
"  and  being  steeped  or  washed  in  the  ordinary  course ;   or  the  flour  after 


*  Ante,  page  351,  line  40.  f  Anfe^  page  351,  line  29  to  line  31, 

I  Ante^  page  351,  line  38  to  line  46, 
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**  undergoing  the  usual  operations  of  grinding  and  bolting  are  introduced  in 
"  thin  layers  or,  preferably  stirred,  in  a  closed  chamber,  where  they  are  in 
"  contact  with  an  atmosphere  of  nascent  oxygen  or  of  ozonated  oxygen,  or 
^  ozonated  air,  which  acts  immediately  on  their  particles,  sterilises  them, 
5  "  bleaches  their  grey  farinaceous  parts,  and  prevents  the  essential  oils  from 
"undergoing  any  change.  After  this  oxygenating  or  ozonising  action,  the 
"  grain,  leguminous  substance,  or  flour,  is  left  undisturbed,  care  only  being 
"  taken  to  '  shovel '  or  stir  it  from  time  to  time,  it  is  then  dried  in  the  open  air^ 
"  or  subjected  to  heat  or  cold  for  the  purpose  of  removing  every  trace  of 

Id  **  oxygen  or  ozone." 

Frichot  described  Fig.  3  thus  : — ^"  Pig.  3  is  a  horizontal  chamber  with  a  series 
"  of  superposed  movable  bearers  which  bring  the  grain,  beans  or  flour  in.  thin 
"  layers  into  contact  with  currents  of  nascent  oxygen,  ozonated  air  or  oxygenated 
"  ozone."    At  line  50  he  says — "  During  its  descent  from  the  top  to  the  bottom 

15  **  of  the  chamber  a  the  material  is  subjected  to  continuous  action  and  exposed 
•*  to  the  ascending  current  of  nascent  oxygen  entering  through  the  pipe  c  and 
*'  flowing  along  the  trays  or  bearers  in  the  direction  of  the  arrows.  The 
**  exhausted  oxygenated  fluid,  which  may  have  carried  particles  of  flour  with  it, 
**  is  forced  to   pass  through  a  depositing  chamber  k  (Figs.  1  and  3),  before 

20  "  escaping  into  the  outside  air  through  the  orifice  S' ;  whilst  the  treated 
**  material  runs  away  through  the  pipe  S.  Under  these  arrangements  the 
««  current  of  ozonated  fluid  flows  in  inverse  directions  to  the  grain  or  flour,  but 
^^  it  might  pass  through  the  chamber  a  in  the  same  direction  as  the  material  to 
"  be  treated."    Claim  1  in  Fricfiofs  Speciflcation  runs  thus : — "  A  process  of 

25  *^  treating  wheat  and  other  cereals,  beans  and  other  similar  l^^uminous  substances, 
*^  or  flour  obtained  from  such  grain  or  leguminous  substances,  with  the  object 
^^  of  producing  white  flour,  suitable  for  bread  making,  representing  from  75  to 
**  80  per  cent,  in  weight  of  the  ground  grain,  consisting  in  exposing  thiB  grain,  or 
**  the  flour  obtained  therefrom,  to  the  action  of  nascent  oxygen  or  ozone,  or  of 

30  **  ozonised  air  or  ozonised  oxygen,  oxygenated  water  in  the  open  air,  or, 
"  preferably,  in  a  closed  chamber,  by  distributing  it  in  thin  layers  against  fixed 
«^  or  movable  partitions  in  presence  of  a  stream  of  ozonated  fluid  or  a  current 
**  of  pure,  dry,  cold  air  or  oxygen,  becoming  ozonised  by  contact  with  metal 
'^  filings  or  fine  wires  placed  in  glass  tubes  connected  with  a   high-tension 

35  "  electric  current  as  described."  It  was  urged  on  behalf  of  the  Petitioners  that 
FrichoPs  Patent  was  an  anticipation  of  Andrews^  invention,  because  all 
oxidising  agents  which  liberate  nascent  oxygen  are  chemical  equivalents, 
and  if  a  man  says,  '^I  propose  to  bleach  flour  by  nascent  oxygen  which 
^^  is  liberated  from  ozone,"  that  is  an  anticipation  of  a  subsequent  Patentee 

40  who  says,  "I  propose  to  bleach  flour  by  an  oxidising  agent  of  another 
**  character  which  only  operates,  and  can  only  operate,  by  the  liberation  of 
**  nascent  oxygen  or  itfl  equivalent."  The  answer  to  this  is  put  in  this 
way : — ^That  you  cannot  apply  the  doctrine  of  mechanical  equivalents 
to   a   chemical    Patent,   because    you    cannot   predicate    that   all    oxidising 

45  agents  will  act  in  the  same  v/ay,  and  cannot  therefore  predicate  that  in 
conditioning  flour  an  oxide  of  nitrogen,  or  an  oxidising  agent  of  the 
chlorine  or  bromine  type  will  act  in  the  same  way  as  ozone  or  any  other  oxidis- 
ing agent  mentioned  by  Frichot^  and  that,  therefore,  FrichoVa  Patent  must  be 
limited  to  the  user  of  the  agents  denoted  by  him,  and  he  cannot  extend  his  Patent 

50  to  all  suitable  gaseous  oxidising  agents  whereby  nascent  oxygen  or  its  equivalent 
(whatever  that  may  mean)  is  produced,  or  comes  in  contact  with  flour.  It  is  said 
further  that  FriehoCs  Specification  is  a  paper  anticipation.  Moreover,  on  the 
construction  of  the  Specification  it  is  argued  that  when  Frichot  uses  the  words, 
**  nascent  oxygen  "  he  means  "  ozone."    If  this  is  so,  and  FrichoVs  Specification  is 

55  limited  to  the  production  of  the  condition  of  nascent  oxygen  by  the  use  of  ozone, 
the  CMC  for  anticipation  seems  to  fail,  and  the  more  so  because  the  use  of  ozone 
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as  the  oxidising  agent  is  more  or  less  a  failure  commercially  because  of  the  taint 
which  is  left  in  the  flour  when  bleached  and  conditioned  by  the  use  of  ozone. 
Certainly  Frichot's  Specification  thus  construed  would  not  be  an  anticipation  of 
an  invention  consisting  of  the  discovery  that  all  those  oxidising  agents  which 
come  from  nitrogen,  the  nitrogen  group,  and  chlorine  and  bromine  as  a  clasB  5 
will  effect  the  bleaching  and  conditioning  of  fiour  and  the  like,  without  any 
accompanying  result  inconsistent  with  commercial  success.  But,  for  the  reasons 
given  in  the  earlier  part  of  my  judgment,  I  doubt  whether  we  can  properly 
treat  the  Patentees'  invention  as  limited  in  the  way  suggested,  that  is,  aa 
consisting  of  a  selection  of  the  best  oxidising  agents.  I  incline  to  the  10 
construction  that  the  Patentees  claim  all  oxidising  agents  except  ozone. 
This  raises  the  question  whether  the  Specification  and  the  Claim  thus  construed 
is  anticipated  by  FricTiotj  and  involves  the  question  of  what  was  the  invention 
of  FrichoU  s^nd  whether  FrichoCs  Specification,  if  it  claimed  as  the  invention  the 
bleaching  of  flour  by  oxidation,  effected  by  nascent  oxygen  conmiunicated  by  (5 
oxidation  to  flour,  would  be  good,  or  whether  such  an  invention,  if  it  was 
to  avoid  invalidity  by  reason  of  being  in  effect  a  Patent  for  a  principle,  would 
not  be  limited  to  the  method  described  in  the  Specification.  Assuming  the 
former  to  be  good.  Counsel  for  the  Respondents  met  the  difficulty  by  saying 
that  in  chemical  Patents  there  is  no  such  thing  as  the  application  of  the  doctrine  20 
applied'in  the  case  of  mechanical  equivalents,  and  Mr.  Aetbury  argued  very 
confidently  that  the  authorities,  from  the  House  of  Lords  downwards,  showed 
that  you  cannot  apply  the  doctrine  of  mechanical  equivalents  to  a  chemical 
Patent.  I  cannot  agree.  The  doctrine  does  apply  in  cases  where,  having  regard 
to  the  subject-matter,  it  can  be  truly  asserted  that  one  of  two  or  more  chemical  25 
substances  is  well  known  as  producing  the  same  effect  on  the  same  subject-  1 

matter.  (See  the  cases  collected  in  Frost  on  Patents,  3rd  Edition,  pages  369-d70.)  j 

The  question  always  is  whether  an  intelligent  man,  in  applying  a  patented 
process  to  a  particular  substance  for  the  purpose  of  producing  a  particular  result, 
say  an  oxidising  agent  for  the  purpose  of  bleaching  flour,  would,  when  he  sub-  30 
stituted  another  oxidising  agent,  be  using  in  fact  a  well-known  equivalent. 
In  the  present  case  I  think,  however,  that  Mr.  Astbury  was  right  when  he  said 
that  the  evidence  showed  that  you  cannot  predicate  even  now  the  action  of 
oxidising  agents  on  different  substances,  and  this  fact  would  go  far  to  show  that 
you  could  not  treat  the  selection  by  the  Patentees  of  an  oxidising  agent,  35 
different  from  that  mentioned  in  FrichoCs  Speciflcation,  as  the  user  of  a  well- 
known  equivalent. 

To  return  to  FrichoVs  invention,  I  hesitate  to  come  to  the  conclusion  that 
Frichot  by  his  Specification  means  to  limit  his  invention  to  nascent  oxygen 
resulting  from  ozone.    But  I  do  think  that  his  Speciflcation  is  so  ill-drawn  40 
as  to  make  it  impossible  to  say  with  any  certainty  what  he  does  mean,  and  I 
think  that  this  alone  is  sufficient  to  prevent  the  Petitioners  succeeding  on  the 
point   of   want  of  novelty   by  reason  of  the  anticipation  by  Frichot.     The 
fact  of  the   Patentee*s  chemistry  being  faulty   will  not   prevent  his  Letters 
Patent  being  an  anticipation  of  subsequent  Letters  Patent  which  may  correctly  4.*) 
state  the  chemistry  of  the  process  and  the  reason  for  the  result,  but  the  inaptness 
of  the  language  in  FHchoVs  Patent  does   more  than   exhibit  ignorance  of 
chemistry  and  chemical  action,  it  does  in  my  opinion  really  make  FfHchoVs 
Complete  Speciflcation  unintelligible.     Even  if  the  conclusion  be  come  to  that 
Andrews^  invention  is  not  bad  by  reason  of  Frichot's  anticipation,  a  question  50 
might  still  be  raised  on  the  objection  based  on  the  absence  of  subject-mattar 
on  the  ground  that  in  1901,  the  date  of  Andrews*  Patent,  the  action  of  gaseous 
oxidising  agents  on  flour  was  well  known.     The  efficacy  of  this  objection 
depends  really  upon  the  construction  of  Andrews^  Claim.    If  it  is  a  Claim  for 
the  use  of  particular  oxidising  methods  in  the  bleaching  and  conditioning  of  55 
flour,  then,  in  my  opinion,  the  selection  of  the  four  oxidising  agents  would 
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oonstitate  good  subject-matter.    Bat  if  the  Claim  onght  to  be  construed  as 
claiming  all  oxidising  agents  except  ozone,  I  think  there  would  be  no  proper 
subject-matter  of  invention.    My  brethren  think  that  the  former  construction 
is  the  right  one.    I  am  not  sure  about  this,  but  I  am  not  prepared  to  differ  from 
5  them  on  such  a  point.    This  only  leaves  the  question  of  disconformity.    This 
point  of  disconformity,  so  far  as  it  relates  to  nitrogen   peroxide  not  being 
mentioned  in  Afidrews^  Provisional  Specification  and  only  introduced  into  the 
Complete  under  cover  of  the  words  in  the  Provisional  "  The  oxidising  agent  we 
^*  prefer  is  air  passed  through  nitric  acid,"  is  not  open  to  the  Petitioners  unless  the 
10  Particulars  of  Objections  are  amended.    No  amendment  was  asked  for  at  the  trial. 
It  is  said  we  ought  to  amend  now  on  the  ground  that  the  point  was  dealt  with  by 
both  sides  at  the  trial.    This  to  a  limited  extent  is  true.    The  Respondents* 
witnesses  were  called  first.    I  do  not  find  during  their  cross-examination  that 
this  point  of  disconformity  was  raised,  although  that  which  I  will  call  the 
15  nitration  point  of  disconformity  introduced  by  amendment  into  the  Objections 
was  raised.    Sir  Robert  Finlay  in  his  speech  said,  "  Before  I  deal  with  the 
^  evidence  showing  that  the  nitric  acid  will  not  work,  I  think  it  would  be 
^  convenient  that  I  should  say  a  few  words  on  the  question  of  disconformity, 
**  Disconformity  will  arise  in  another  form  when  I  come  to  deal  with  the 
20  ^  question  of  nitration,  but  at  present  I  am  dealing  with  it  apart  from  that 
"  and  on  the  Patentees'  own  theory  of  oxidation."    Then  Sir  Robert  Finlay 
said,  **  Now   I   put  it  to   your  Lordship  that   the    process   through  which 
**  the  Patentees  went  here  is  very  much  like  that  referred  to  in  Nuttall  v. 
*•  Hargreavee  (8  R.P.C.  450)  where  it  was  said  that  the  truth  was  that  he  had 
25  ^^  taken  out  his  Provisional  before  he  had  really  worked  the  thing  out  and 
4«  arrived  at  what  was  the  meritorious  element  in  the  matter  to  which  he  was 
^^  addressing  his  mind.      One  has  assistance  here  in  ascertaining  what  the 
^  Patentees*  mental  process  was  by  looking  at  the  American  Specification, 
^'  though  of  course  I  cannot  rely  upon  that  as  a  substantive  fact  in  the  case.     I 
30  *^  can  only  use  it  in  cross-examination,  but  I  suggest  that  it  is  pretty  plain 
^*  that  the  applicants  here  started  with  a  great  broad  invention  which  was 
^  intended  to  cover  the  use  of  all  oxidising  agents  at  all  events  within  very 
*♦  considerable  limits.    When  they  came  to  work  it  out  they  found  in  practice 
^  and  in  effect  the  one  oxide  of  nitrogen  which  was  useful  was  peroxide  of 
35  ^^  nitrogen,  and  that  is  why  you  find  that  they  finally  describe  in  detail  the  process 
^^  for  making  peroxide  of  nitrogen  with  ferrous  sulphate  and  nitric  acid,  while 
^  they  give  no  details  as  to  anything  else.    The  nitric  acid  is  referred  to,  but 
*♦  referred  to  in  a  way  which  shows  that  it  is  referred  to  only  for  the  purpose 
^  of  making  the  curve  a  long  one.    They  had  mentioned  nitric  acid,  and 
40  "  nitric  acid  only,  in  the  Provisional  of  the  oxides  of  nitrogen.    I  submit 
^.  that  when  they  mention  nitric  acid  alone  of  the  oxides  of  nitrogen  it  is 
**  sufiSciently  clear."    Sir  Robert  Finlay  then  drew  attention  to  the  passage  in 
the  Complete  from  page  2,  line  42,  down  to  page  3,  line  12*  as  emphasizing  his 
argument,  and  speaking  of  the  words  from  line  12  down  to  the  end  of  the 
45  paragraph,  said ;  ^*  The  nitric  acid  is  to  be  deposed  from  the  place  of  honour 
^and  is  thrown  in  in  this  incidental  way,  as  I  suggest,  for  the  purpose 
**  of  trying  to  prevent  disconformity  between  the  Complete  Specification  and 
**  the  Provisional."    This  is  the  point  of  disconformity  which  was  not  open 
unless  the  Objections  were  amended,  but  although  it  was  not  open,  Sir  Robert 
50  Finlay^  without  objection,  made  the  point,  and  Mr.  BousfiM  in  his  speech, 
does  seem  to  me  in  substance  to  raise  tiie  point.     In   the   cross-examina- 
tion of  Sir  J.  Dewar  by  Sir  Robert  Finlay  he  put  to  him  the  American 
Patent  which  h^  had  mentioned  in  his  speech  on  the  point  of  disconformity 

•Ante  paflreiSSl,  line  49,  to  868,  line  13. 
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gronnded  on  there  being  no  mention  of  nitrogen  peroxide  :  and  Mr.  Astburyj 
in  Ills  speech  in  reply  refers  to  the  same  point  of  diaconformity,  and  in  his 
concluding  observations  seems  to  me  to  be  dealing  with  the  same  point.  Mr. 
Justice  Kekewich  also  seems  to  me  in  his  judgment  to  deal  with  this  question  of 
disconf ormity  by  the  non-mention  of  nitrogen  peroxide.  He  said,  *'  I  do  not  5 
'^  think  I  need  go  further  into  any  of  the  other  questions  arising  on  the 
^^  Specification,  nor  do  I  think  it  necessary  to  say  any  word  in  comparison 
'^  between  the  Complete  Specification  and  the  Provisional.  There  is  a  discrepancy, 
^^  no  doubt,  but  I  do  not  think  there  is  disconformity,  and  I  think  the  construe- 
"  tion  which  I  have  placed  upon  it  really  gets  rid  of  all  arguments  in  favour  of  Iff 
'^  disconformity.  There  is  nothing  to  lead  me  here  to  find  anything  like 
^*  disconformity.  In  one  v^ay  he  has  cut  out  ozone,  which  he  included  in  his 
**  Provisional,  and  in  other  respects  perhaps  he  has  expanded  his  Patent.  I  do 
^^  not  find  anything  that  would  lead  me  to  conclude  that  there  is  that 
^^  disconformity  which  is  destructive  of  the  Patent.'*  Mr .  Justice  Kekewich  15 
therefore  decided  this  point  of  disconformity  against  the  Petitioners,  and  the 
question  arises  whether  we  ought  now  in  the  Court  of  Appeal  to  allow  the 
Respondents  to  amend,  and  thus  for  the  purpose  of  the  appeal  make  a  point 
which  is  not  open  to  them  on  the  Objections  as  pleaded.  My  brethren  think  not, 
but  I  regret  to  say  I  differ  from  them  on  this  point.  I  think  we  ought,  having  20 
regard  to  what  took  place  at  the  trial,  to  make  the  necessary  amendment  to 
raise  this  iH)int  of  disconformity,    I  shall  therefore  proceed  to  discuss  it.  . 

Whether  Andrews*  Patent  is  bad  for  disconformity  seems  to  me  a  very  difficult 
question.    To  constitute  disconformity  it  is  not  necessary  that  the  Complete 
Specification  should  contradict  the  Provisional ;   modifications  or  additions  will  25 
constitute  disconformity,  if  such  modifications  or  additions  constitute  a  new 
invention  and  not  merely  an  improvement  or  a  different  mode  of  carrying  out  or 
developing  the  invention  mentioned  in  the  Provisional.    The  invention  as  stated 
in  the  Complete  must  in  substance  be  the  invention  described  in  the  Provisional. 
Wills  J.,  in  the  Pneumatic  Tyre  Company  Ld.  v.  Ixiofi  Patent  Pneumatic  30 
Tyre  Company  Ld.  (14  R.P.C.,  page  869),  said :   **  I  take  it  to  be  perfectly 
*^  settled  law  that,  so  far  as  the  objection  of  want  of  conformity   .   •   •   .   is  con- 
'^  cerned,  the  Patentee,  merely  by  condescending  to  particulars  in  respect  of  the 
^*  things  which  he  has  thought  out,  never  loses  the  benefit  of  general  expressions 
**  in  the  Provisional  Specification  as  to  matters  which  he  has  not  thought  out.   Of  35 
'*  course  he  may  use  words  which  may  tie  his  hands  afterwards  to  detail.     But 
^'  that  is  merely  saying  that  his  language  may  be  such  as  to  exclude  an  area 
**  whjich  might  otherwise  be  within  more  general  phraseology."    To  answer 
this  I  ask  myself,  "  What  is  the  nature  of  the  invention  for  which  the  Patentee 
"  has  obtained  provisional  protection — i.e.,  what  is  the  nature  of  the  invention  40 
^^  described  in  the  Provisional   Specification  ?     Is  what  is  described  in  the 
^^  Complete  Specification  an  invention  of  a  different  nature  from  that  described 
**  in  the  Provisional  ?  "    The  difference  between  the  Complete  Specification  and 
the  Provisional  relied  on  by  the  Petitioners  as  constituting  disconformity  is 
that  the  Complete  mentions  peroxide  of  nitrogen  and  couples  with  it,  in  the  45 
description  of  Figure  3,  particular  directions  for  the  treatment  of  nitric  acid 
with  ferrous  sulphate  dissolved  in  water ;  whereas  the  Provisional,  although  it 
mentions  nitric  acid  as  an  oxidising  agent,  does  not  mention  nitrogen  peroxide 
as  such.    I  ask  myself,  therefore — "Is  this,  which  is  stated  in  the  Complete 
"  Specification  a  mere  condescension  to  particulars  in  working  out  the  application  50 
^*  of  nitric  acid  as  an  oxidising  agent,  or  is  it  a  new  invention  by  the  selection  of 
"  nitrogen  peroxide  as  the  most  convenient  oxidising  agent  in  the  bleaching  and 
"  conditioning  of  fioar  ?  "     It  must  be  remembered  that,  according  to  the  Respon- 
dents, the  invention  of  Andrews  consisted  in  the  selection  of  four  oxidising 
agents  as  being  the  most  convenient-gaaeotisoxtdising^fcgents-for  the  process  of  55 
conditioning  and  bleaching  fiour  by  the  production  of  nascent  oxygen  in  the 
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flo^r  or  bringing  it  in  contact  therewith.  I  think  that  the  utmost  which  can  be 
said  in  favour  of  the  Respondents  is  that  the  case  is  on  the  border  line.  There 
is  nothing  in  the  Provisional  in  this  case  to  tie  the  hands  of  the  Patentees.  Their 
language  excludes  nothing.  The  question  is — Does  nitrogen  peroxide  come 
5  within  the  general  phraseology  of  the  ftovisional  ?  I  have  the  greatest  doubt, 
but  it  is  a  question  of  degree :  and  it  was  said  by  Lindley  L.J.  in  Oadd  v. 
Mayor  of  Manchester'  (9  R.P.O.,  527)—"  If  a  case  is  on  the  border  line  the 
"  Patent  ought  to  be  held  good  rather  than  bad/'  and  the  same  has  been  said  in 
other  cases.    This  being  so,  I,  though  with  considerable  doubt,  shall  not  differ 

lO  ffom  the  other  Lords  Justices  and  Mr.  Justice  Kekewich^  who  have  held  that 
disconformity  has  not  been  established. 
The  result  is  that  this  appeal  must  be  allowed. 

Farwbll  LJ^.  [whose  judgment  was  read  by  BaOKLBY  L.J.]. — This  is  an 
appeal  from  a  judgment  of  Mr.  Justice  Kekewich^  who  has  revoked  Andrews' 

16  Patent  No.  1661  of  1901.  The  object  of  this  Patent  w  stated  thus  i—'  It  has 
^*  long  been  known  that  flour,  semolina,  and  the  like,  hereafter  spoken  of  under 
"  the  generic  name  of  flour,  if  kept  for  some  time  after  grinding  are  greatly 
*'  improved  in  quality.  This  improvement  does  not  increase  after  a  certain 
**' period,   a    deterioration   then    beginning.    Now    our    present   invention  is 

20  **  designed  to  bring  about  this  improvement  or  conditioning  immediately  after 
'*  grinding  without  having  to  wait  as  above  stated,  and  further  not  merely  to 
*^' bring  about  an  improvement  equal  to  that  caused  by  keeping  it  for  a  long 
•*  period,  but  a  much  greater  improvement,"  and  the  mode  by  which  the  Patentees 
propose  to  carry  it  out  is  by  passing  the  flour  with  fall  exposure   through 

25  an  atmosphere  containing  a  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine 
oxidising  agent  in  the  gaseous  or  vapourised  state,  by  means  of  an  apparatus 
described  in  the  Specification.  On  the  construction  of  the  Specification,  I 
am  of  opinion  that  the  discovery  claimed  is  that  the  particular  atmosphere 
described  will  bleach  and  condition,  without  spoiling,  the  flour.    The  Patentees 

30  mention  all  the  known  classes  of  oxidising  agents,  nitric  acid,  bromine,  chlorine 
and  ozone,  and  in  their  Complete  Specification  exclude  ozone,  which  they  had 
mentioned  in  their  Provisional  as  possible  but  not  desirable  for  use.  They  do 
not  mention  nitrogen  peroxide  in  their  Provisional  although  they  do  in  their 
Complete,  nor  can  I  see  any  reason  why  they  should.  It  is  clear  on  the  evidence 

35  that  nitric  acid,  when  it  comes  into  combination  with  air  and  the  carbohydrates 
contained  in  flour,  necessarily  generates  nitrogen  peroxide,  and  it  has  the  same 
eiffect  if  combined  with  ferrous  sulphate,  which  they  do  mention  in  their 
Complete ;  but  it  is  no  part  of  the  duty  of  a  Patentee  to  state  the  chemical 
processes  by  which  the  agents  chosen  by  him  are  supposed  to  act,  nor  would  it 

40  vitiate  his  Patent  if  he  stated  them  wrongly.  The  evidence  shows  that  the 
bleaching  of  flour  by  exposure  to  air  is  a  process  of  oxidation,  and  it  might  be 
thought  that  there  was  not  much  discovery  in  applying  some  other  oxidising 
agent  in  lieu  of  air.  But  flour  is  a  very  complicated  substance  and  is  exceed- 
ingly sensitive  to  taint  by  smell,  and  different  oxidising  agents  acfc  differently 

45  on  different  bodies.  All  the  experts  agree  that  analogies  and  equivalents  are 
out  of  place  in  chemistry  as  applied  to  a  case  like  the  present  and  that  experi- 
ment is  the  only  safe  guide.  Now,  ozone  and  peroxide  of  hydrogen  are  the 
only  two  oxidising  agents  which  are  innocuous :  t.tf.,  which  part  with  0, 
without  ulterior  results.    Peroxide  of  hydrogen,  being  liquid,  is  out  of  the 

60  question  for  use  with  flour,  and  ozone  leaves  a  taint  which  renders  the  flour 
useless,  at  any  rate  if  treated  in  sufficient  quantities  to  be  commercially  useful. 
I  will  refer  to  the  evidence  on  this  point  later.  This  result  would  not  appear 
to  suggest  to  a  chemist  to  try  other  oxidising  gases  which  are  highly  poisonous 
and  malodorous,  but  this  is  what  the  Andrews  have  done  and  this,  to  my  mind, 

55  is  their  real  invention.  Undeterred  by  the  fact  that  the  most  innoxious 
oxidiser  has  tainted  the  flour,  and  that  flour  is  most  accessible  to  taint  from 
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smell,  they  have  diBCovered  that  the  most  noxious  and  eyilHsmelling  gases  will 
succeed  when  the  innoxious  fail.    Various  objections  have  been  taken  to  the 
Patent  by  the  Petitioners,  and  on  one,  and  one  only,  they  have  sucoeeded  in  the 
Court  below.    Mr.  Justice  Kekeunch  has  held  that  Frichot's  Patent  No.  21,971 
of  1898  is  an  anticipation.    FrichoVs  Specification  is  not  well  expressed,  and  the  5 
chief  difficulty  arises  from  his  use  of  the  words  "  nascent  oxygen,*'  a  phrase  used 
also  by  the  AndrewSy  but  as  meaning,  in  my  opinion,  an  agent  whereby  nascent 
oxygen  is  produced  in  fiour,  t.^.,  an  oxidising  agent.    I  think  that  it  is  clear 
from  the  scientific  evidence  that  nascent  oxygen  is  not  a  substance  or  entity  but  a 
condition  of  a  substance  or  an  expression.    Ozone  oxidises  by  giving  off,  on  meet-  10 
ing  with  an  appropriate  recipient,  an  atom  which  is  nominsdly  0,  but  which  has 
no  independent  existence  except  notionally  in  the  fraction  of  time  that  it  takes 
to  leave  the  one  entity  and  pass  into  the  other.    The  other  oxidising  agents, 
chlorine,  bromine  and  nitric  acid,  act  by  liberating  0,  not  from  themselves  but 
from  some  other  body.    In  no  case  is  there  anything  which  can  be  spoken  of  as  15 
a  gas  or  current  of  nascent  oxygen.    When,  then,  I  find  FricJiot  speaking  in  his 
Claim  of  exposing  grain  or  fiour  to  the  action  of  nascent  oxygen  or  ozone  or  of 
ozonised  air  or  ozonised  oxygen  or  oxygenated  water,  and  find  the  arrange- 
ment for  doing  this  described  thus — ^^In  treating  the  fiour,  I  can  either 
^*  treat  the  whole  quantity  of  the  same  produced  by  grinding  the  grain  or  20 
"  the  beans,  or  only  the  grey  parts  of  the  fiour,  considered  to  be  inferior  in 
^^  quality.    Some  of  the  arrangements  by  means  of  which  this  treatment  is 
^*  carried  out  are  illustrated  in  the  accompanying  Drawing,  in  which  Fig.  1 
^^  is  a  closed  vertical  chamber,  shown  in  section,  into  which  the  grain,  leguminous 
^^  matter,  or  fiour,  is  introduced  in  the  form  of  a  spray  or  in  thin  layers.    Fig.  2  25 
*^  is  another  form  of  the  same  vertical  chamber,  into  which  the  grain  or  flour 
'^  is  injected  and  descends  therein  in  presence  of  the  nascent  oxygen  or  ozone. 
^  Fig.  3  is  a  horizontal  chamber  with  a  series  of  superposed  movable  bearers 
'*  which  bring  the  grain  beans  or  fiour  in  thin  layers  into  contact  with  currents 
*^  of  nascent  oxygen,  ozonated  air  or  oxygenated  ozone.     Fig.  4  is  another  30 
'^  form  of  horizontal  chamber  for  distributing  grain  or  fiour  and  ozonated 
^'  fiuid,*'  and — ^'  During  its  descent  from  the  top  to  the  bottom  of  the  chamber  a 
'*  the  material  is  subjected  to  continuous  action  and  exposed  to  the  ascending 
'^  current  of  nascent  oxygen  entering,"  I  come  to  the  conclusion  that  he  was 
not  using  the  words    ^^ nascent  oxygen"   in  their  proper  signification,  and  35 
the  only  way  in  which  I  can  make  sense  of  his  Specification  is  to  read  the 
phrase  "  nascent  oxygen  or  ozone  "  as  the  Petitioners'  own  witness,  Sir  William 
Grooiea,  read  it,  tn>.,  as  '^  ozone  which  liberates  nascent  oxygen."    It  is  clearly 
so  used  in  the  passage,  ^^The  treatment  consists  in  subjecting  the  grain  or 
*^  leguminous  substances,  or  the  flour  obtained  therefrom,  to  the  action  of  40 
^'  nascent  oxygen  or  ozone  in  the  various  forms  ; "  and  I  think  it  is  intended 
to  be  so  read  throughout.     It  is  not  a  case  of  saying  that  nascent  oxygen  is 
synonymous  with  ozone,  which  would  be  nonsense,  as  Mr.  Justice  Keketmch 
justly  said,  but  it  is  using  the  phrase  ^'  nascent  oxygen  or  ozone  "  in  the  sense 
just  mentioned.     The  result  then  is  this— jFric^^,  knowing  that  flour  wais  45 
oxidised  by  long  exposure  to  the  air,  thought  that  he  could  use  a  stronger 
and  better  oxidising  agent  which  would  act  at  once  on  fiour  and  on  grain,  and 
specified  ozone  for  his  fiour  and  oxygenated  water  (i.0.,  peroxide  of  hydrogen) 
for  his  grain.    I  am  of  opinion  that  this  would  not  have  been  an  anticipation  of 
Andretus  if  FHchoVs  Patent  had  been  a  success :  on  the  true  construction  of  50 
FrichoVa  Patent  as  above  stated,  his  invention  was  restricted  to  ozone  as  the 
oxidising  agent  for  fiour ;  and  the  Andrewe  reject  ozone  as  inappropriate  by  reason 
of  its  tainting  quality,  and,  as  there  is  no  such  doctrine  of  equivalents  applicable 
in  chemistry  as  there  is  in  mechanics,  there  is  nothing  in  Frichot  which  antici- 
pates Andrews^  discovery  of  the  applicability  of  the  other  oxidising  agents  that  55 
they  specify. 
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But  further,  in  my  opinion,  FrichoVa  invention  was  a  failni*e,  and  served 
no  nscfnl  purpose.  There  is  a  conflict  of  evidence  on  the  point,  and  if 
Mr.  Justice  Keietvirh  had  found  the  facts  one  way  or  the  other  I  should  have 
been  very  slow  to  interfere  with  his  finding.  But  I  read  his  judgment  as 
5  equivalent  to  a  refusal  to  rely  on  Mr.  LecUhanCs  evidence.  He  said — **It 
**  may  be  that  he  (Frichot)  has  not  worked  it  out  in  a  way  in  which  it  can 
**  be  made  of  commercial  value.  It  may  be — I  will  assume  it  to  be  for  this 
**  purpose,  though,  I  think,  there  is  some  evidence  the  other  way — merely 
**  a  paper  anticipation.'*     Now  all  the  expert  evidence  was  that  bleaching  by 

H>  ozone  produced  an  ineradicable  taint,  and  spoilt  the  flour.  Sir  James 
Dewar^  speaking  from  literature,  and  Mr.  Ballantf/ne,  speaking  from  actual 
tests,  agree  as  to  this.  The  latter  said  :  '*  I  have  tested  FricJiot  in  many 
**  different  ways,  with  different  forms  of  apparatus  and  different  scales  and  it 
^^  has  always  had  the  same  result,  ruined  the  flour  owing  to  tainting,'*  and  Mr. 

IJr  Sdlamon  (the  Petitioners'  chief  witness  )  said — **  (Q.)  Of  course  you  admit,  do  you 
*^  not,  that  subjecting  flour  to  ozone  destroys  it  for  commercial  purposes  because 
**  of  taint  ?— (A.)  I  should  think  it  would.  I  know  that  experiments  are  being 
**  made  to  obviate  that,  but  as  far  as  they  have  gone  at  present,  I  should  say  that  it  is 
^*  distinctly  against  its  use.  It  does  communicate  a  peculiar  sort  of  garlicky  odour 

20  '^  to  it."  The  only  evidence  to  set  against  this  is  that  of  Mr.  Leatham^  which 
at  the  utmost  comes  to  this,  that  Frichoi  would  bleach  to  a  small  extent,  but 
not  enough  for  commercial  purposes.  Mr.  Justice  Kekewich  has  not  accepted 
his  evidence  by  finding  the  facts  in  accordance  therewith,  and  I  certainly 
cannot,  on  the  evidence  as  it  stands,  come  to  the  conclusion  which  the  lean^ed 

25  judge  refrained  from  finding,  the  more  so  as  he  has  based  his  judgment  on  the 
contrary  assumption.  But  an  invention  which  is  practically  useless  is  not  an 
anticipation  of  a  subsequent  invention  which  achieves  success,  even  although 
there  is  considerable  8imilai*itv  between  the  two.  I  agree  vrith  Mr.  Justice 
TTn^Ws  statement  in  Lyon  y.^ Goddard  (10  R.P.C.  134)— "There  is  no  doubt 

30  *^  in  law  that  there  may  have  been  anticipations  which  will  not  avoid  a  sub- 
**  sequent  Patent  if  the  anticipations  are  of  an  incomplete  kind,  even  though 
**  they  were  more  than  experimental."  There  may  be  enough  invention  and 
utility  to  support  a  Patent,  but  they  may  not  extend  far  enough  to  be  an  antici- 
pation of  a  later  and  more  useful  invention.    The  only  justification  for  granting 

35  a  nionopoly  is  the  public  benefit  by  the  encouragement  of  inventors  ;  it  is  not 
for  the  public  benefit  that  an  inventor  who  has  achieved  little  or  nothing  useful 
should  be  able  to  block  the  way  of  others  ;  and  this  is  eminently  so  in  a  case 
like  the  present,  when  the  first  Patentee  so  far  from  showing  the  way  to  success, 
left  his  wrecked  barque  as  a  warning  to  others  who  might  be  thinking  of 

40  pursuing  the  same  channel.  I  am  therefore  unable  to  agree  with  the  learned 
judge  on  the  only  ground  on  which  he  acted  in  revoking  Andrews'  Patent. 
But  on  all  the  other  objections  taken  I  agree  with  him  in  thinking  that  they  fail. 

The  first  of  these  objections  is  that  the  Patent  will  not  work.    The  argument 
turns  on  the  meaning  to  be  attached  to  the  words  "  nitric  acid."    Nitric  acid, 

45  N2O5,  is  undoubtedly  1*52,  but  there  is  another  nitric  acid  which  is  a  definite 
stable  compound,  a  nitric  acid  hydrate,  not  a  mere  dilute  acid,  1'42,  which 
consists  of  68  per  cent,  of  nitric  acid  and  32  per  cent,  of  water.  The  latter  is 
sold  in  small  quantities  to  a  large  number  of  people,  the  former  is  sold  in  very 
large  quantities  (far  in  excess  of  1*42)  to  a  small  number  of  people,  viz.j  those 

50  engaged  in  the  coal-tar  industry,  the  explosives  industry,  and  the  perfumery 
trade.  It  is  obvious,  therefore,  that  if  witnesses  are  called  who  supply  people 
in  the  former  and  not  in  the  latter  class,  they  will  understand  by  nitric  acid 
that  which  they  usually  supply,  and  this  is  what  the  Petitioners  have  done. 
But  it  is  not  an  abstract  question  of  what  the  words  mean  to  manufacturers  or 
55  retailers,  and  I  think  that  the  Patentees  were  well  advised  in  not  calling 
witnesses  from  the  other  class.    The  question  is — What  is  their  construction  in 
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this  Specification,  treating  the  reader  as  a  workman  with  sach  intelligence  and 
edacation  as  will  render  him  competent  to  deal  with  sach  a  subject-matter  ? 
(Bee  Frost  on  Patents,  3rd  edition,  vol.  I.,  page  217).  I  cannot  doubt  that  such 
a  reader  finding  that  the  nitric  acid  mentioned  on  page  3  line  4*  is  to  be  dropped 
into  a  receptacle,  would  understand  that  the  1*42  or  less  was  intended,  and  that,  5 
on  line  14,  a  stream  of  air  impregnated  with  fumes  of  nitric  acid  is  required, 
would  infer  that  the  1'52,  which  produces  ten  times  as  much  nitric  acid  fumes 
as  1*42,  was  intended.  It  would  be  an  extraordinary  result  if  the  Patentees 
destroyed  their  Patent  by  using  the  technically  accurate  term  for  a  gas,  but  in  my 
opinion  the  result  of  the  evidence  is  that  nitric  acid  in  this  Specification  means  10 
either  1-52  or  1*42  according  to  the  context  and  the  subject-matter.  Further,  I 
am  of  opinion  that  it  is  immaterial.  I  am  satisfied  on  the  evidence  that  the 
Patent  will  work  fairly  well  with  1-42,  although  not  so  efficiently  as  with  1-52. 
There  is  no  doubt  that  it  will  work  well  with  the  latter ;  the  Petitioners  did  not 
even  make  any  experiments  with  it,  and  the  Appellants'  experiments  stand  15 
unshaken.  The  Petitioners'  experiments  with  1*42  are  not  satisfactory  to  my 
mind.  A  Patentee  is  not  to  be  treated  as  a  scientific  theorist ;  he  tells  the  world 
that  nitric  acid  with  air  and  tiour  will  produce  oxidation.  It  is  no  answer 
to  say  that  if  permanganate  of  potash  be  added  to  nitric  acid  it  will  no  longer 
oxidise ;  his  answer  is  that  such  an  experiment  is  nihil  ad  rem;  the  effect  of  20 
the  permanganate  is  to  prevent  the  creation  by  the  nitric  acid  of  peroxide  by 
the  oxidation  of  organic  matter  in  the  air;  and  the  Respondents  very  fairly 
retort  that  the  destruction  of  this  quality  of  nitric  acid  makes  a  completely 
difiEerent  combination  from  that  recommended  by  them.  It  seems  to  me  that  a 
man  who  was  told  that  a  piece  of  steel  with  serrated  edges  would  saw  might  as  25 
well  attempt  to  prove  that  it  would  not  by  experimenting  with  a  piece  of  steel 
without  any  teeth.  Further,  I  do  not  myself  think  that  experiments  made  on  a 
small  extract  of  some  of  the  constituents  of  fiour  are  a  satisfactory  basis  on 
which  to  found  arguments  relating  to  the  effect  produced  on  flour,  when  it  is 
shown  that  fiour  is  so  complex  that  all  its  constituents  are  not  even  now  known.  30 

The  next  objection  was  disconf  ormity,  and  is  that  the  process  claimed  works  by 
nitration  and  not  by  oxidation.  This  was  not  seriously  pressed,  and  it  is  clear 
to  my  mind  that  a  Patentee  is  under  no  obligation  to  state  the  exact  chemical 
action  by  which  the  combination  of  gases  recommended  by  him  works ;  nor 
does  he  lay  his  Patent  open  to  objection  if  he  does  commit  himself  to  an  opinion  35 
thereon,  and  that  opinion  turns  out  to  be  wrong ;  and  not  the  less  so  because  the 
opinion  expressed  in  the  Patent  coincided  with  general  scientific  knowledge  at 
the  time  when  it  was  made,  and  is  only  attacked  on  the  ground  of  subsequent 
discoveries,  which  have  not  yet  received  complete  scientific  recognition.  As  I 
hold  this  opinion,  it  is  unnecessary  for  me  to  express  any  opinion  on  the  40 
scientific  question  whether  the  process  is  nitration  or  not. 

Sir  Robert  Finlay  took  another  objection  on  the  ground  of  disconformity 
before  us,  which  I  understand  to  be  that  nitrogen  peroxide  is  not  mentioned  in 
the  Provisional  Specification.  There  is  no  suggestion  of  this  in  the  Particulars  of 
Objections,  and  in  my  opinion  it  is  not  now  open  to  the  Petitioners  in  this  Court  45 
The  Act  46  and  47  Vict.,  c.  57,  s.  26  (5)  provides  that  the  PlaintiflP  must  deliver 
with  his  petition  Particulars  of  the  Objections  on  which  he  means  to  rely,  and 
no  evidence  shall,  except  by  leave  of  the  Court  or  a  Judge,  be  admitted  in 
proof  of  any  Objection  of  which  Particulars  are  not  so  delivered.  (6)  Parti- 
culars may  be  from  time  to  time  amended  by  leave  of  the  Court  or  a  Judge.  50 
In  the  present  case  the  Patentees  opened  the  case  in  accordance  with  the 
usual  practice  ;  their  witnesses  were  not,  of  course,  asked  any  questions-in-chief 
on  this  point,  as  it  had  never  been  suggested.    A  very  few  questions  w^ere 
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asked  in  cross-examination  which  bear  upon  it ;  but  no  leave  wais  obtained  to 
put  them,  and  they  ought  not  to  have  been  asl^ed  without  such  leave.  I  cannot 
see  how  the  Patentees'  counsel  could  be  expected  to  appreciate  that  the  questions 
were  aimed  at  a  disconformity  not  raised,  and  the  fact  that  he  jiid  not  object 
5  is,  in  my  opinion,  no  waiver.  The  Petitioners'  counsel  was  not  .entitled  to  ask 
them  without  leave.  This  ia  not  a  case  in  Which  new  facts  have  come  out  in 
the  trial,  in  which  case  it  is  quite  usual  to  amend  by  jnfiking  probata  into 
allegata  et  probata,  for  we  were  told  that  the  Petitioners  knew  of  the  Objections 
before  the  trial.    They  did  not,  however,  ei'ther  before  or  at  the  trial,  ask  f pi* 

10  leave  to  amend  ;  and  in  my  opinion  they /vyere  bound  to  do  so,  for  no  Court  ca^ 
be  expected  to  decide  a  question  of  diSconformity  without  evidence,  and  no 
leave  was  asked  or  obtained  to  put  in  such  evidence.  It  is  obviously  unfair  on 
the  Patentees  to  give  them  no  opportunity  of  asking  their  witnesses,  in  chief, 
questions  directed  to  such  an  issue,  and  the  Court  usually  imposes  somewhat 

15  stringent  terms  on  grantitig  leave  to  amend,  especially  at  the  trial.  In  my 
opinion  leave  was  neither  asked  for  nor  obtained,  nor  wa?  thQ  necessity  for  it 
waived,  and  I  aim  by  no  means  convinced  that  leave  ought  to  have  been  granted 
except  oh  very  stringent  terms.  I  am  f  tirther  of  opinion  tbat.th,e  point,  ifopen, 
fails  for  the  same  reason  that  the  plea  of  nitration  fails;  the  nitric  acid  js.  tl^.e 

20  caiisa  caiisans ;  it  is  quite  immaterial  that  in  the  course  of  its  application  it 
generates  nitrogen  peroxide,  or  it  may  be  considered  (as  Sir  James  Ufeivar 
thinks)  that  nitrogen  peroxide  is  in  faci  included  in  the  phrase  in  the  Provi- 
sional, "gaseous  oxidising"  agents  by  whicH  nascent ' oxygen  is  produced  in 
the  flour. 

25  In  my  judgment  the  appeal  succeeds,  and  the  Oriier  in  the '  Court  below 
should  be  reversed  and  the  Petition  for  revocatiop  dismissed  .with. costs  here 
and  below. 

Buckley  £./.— This  is  a  Petition  for  revocation  of  Patent  No.  1661  of  1901 
for  improvements  in  conditioning  and  improving  flour,  which  is  attacked  upon 

30  the  grounds  of  want  of  novelty  and  of  disconformity.  As  to  the  latter,  Mr.  Justice 
Kekewich  has  held  in  the  Patentees'  favour.  As  to  the  former,  he  has  held  that 
the  Patent  is  bad  for  want  of  novelty.    The  Patentees  appeal.  , 

I  will  deal  first  with  the  question  of  novelty.  .  For  m^nj  years  it  had  been 
known  that  newly-ground  flour  requires  to  be  bxposed  to  the  oxidising  influence 

35  of  the  air  for  some  time  before  it  becomes  of  a  proper  colour  and  fit. for  use. .  It 
was  known  that  this  was  effected  by  its  absorbing  oxygen  from  the  air.  In 
1898  Frichot  obtained  a  Patent,  No.  21,971  of  1898,  and  it  is  that  Patent  which 
is  relied  upon  here  as  having  anticipated  Andrews.  I  may  dismiss  in  a  word 
the  only  ottier  Specification  which  has  been  referred  to,  that  of  Beanes  of  1879. 

40  That  was  for  chlorination  by  a  wet  process,  which  is  altogether  inapplicable  to 

flour.    When  Frichot  took  out  his  Patent  of  1898  bleaching  by  oxidation  was 

well  known.    In  that  state  of  things  I  proceed  to  consider  what  is  tl^e  proper 

construction  of  FrichoVs  Specification.     He  speaks  of  •*  nascent  oxygen  or 

.  "  ozone."    The  words  •'nascent'  oxygen  "are  expressive  not  of  a  substance,  but 

45  of  a  state  of  things.  Nascent  oxygen  is  an  expression,  not  a  sirtetance.  .  It  is  an 
expression  which  conveys  that  such  a  state  of  things  exists  as  that  an  atom.of 
oxygen  is  desirous  of  leaving,  or  is  compelled  to  leave,  home  and  to  move  to  a 
new  dwelling,  and  to  form  part  of  a  new  combination.  It  may  be  that  the  atom 
of  oxygen  is  at  the  moment  a  constituent  of  an  unstable  combination,  and  is 

50  seeking  to  gei  away.  This  is  the  case  with  ozone  which  is  0, ;  or  it  may  be 
that  the  other  constituents  of  the  combination  of  which  the  :^tom  of  oxygen 
forms  part  are  absorbed  by  another  body  and  the  atom  of  oxygen  is  left  home- 
less. That  occurs  when  chlorine  or  bromine,  which  are  greedy  of  hydrogen, 
attack  HtO,  carry  off  the  H,,  and  leave  one  atom  of  oxygen  without «  home. 

55  Nascent  oxygen  has  no  existence  as  a  substance.  The  words  express  merely 
that  an  atom  of  oxygen  which  cannot  exist  alone  is  on  the  move  from  an 
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uncomfortable  or  an  impossible  home  and  is  in  search  of  a  new  home.  It 
follows  that  to  speak  of  an  atmosphere  of  nascent  oxygen  or  a  cnrrent  of 
nascent  oxygen  is  meaningless  if  the  words  *'  nascent  oxygen  **  are  used  in  their 
proper  sense.  With  this  premise  I  tnm  to  FrichoVs  Specification.  I  find  that 
he  uses  the  expression  " nascent  oxygen  or  ozone*'  in  two  places  (namely,  at  5^ 
ppge  1,  line  12*,  in  the  Provisional,  and  page  2,  line  18t,  in  the  Complete  Specifi- 
cation), with  the  repetition  of  the  preposition  "  of  "  in  the  connection  **  action  of 
"  nascent  oxygen  or  of  ozone "  or  *•  atmosphere  of  nascent  oxygen  or  of 
'^  ozonated  otygen  or  ozonated  air.**  In  three  other  places,  namely,  page  2, 
lines  10  ai^d  35,  and  page  3,  line  37,  he  does  not  repeat  the  preposition  '*  of.**  A  H) 
grammatical  argument  has  been  advanced,  based  apon  the  repetition  of  this 
prepositioi  in  the  former  of  these  casef,  that  the  Patentee  cannot  mean  '^  nascent 
*'  oxygen,  that  is  to  say,  ozone.**  The  argument,  in  the  facts  which  I  have 
stated,  as  to  his  language  elsewhere,  carries  no  conviction  whatever  to  my  mind. 
I  find  much  plainer  indications  of  what  he  means.  At  page  2,  line  J  8,  he  15 
speaks  of  an  ^^  atmosphere  of  nascent  oxygen**;  at  page  2,  lines  38  and  51,  he 
speaks  of  a  '*  current  of  nascent  oxygen,**  and  at  line  57  speaks  of  *^  the  currents 
*'  of  ozonated  fiuid.'*  It  is  obvious  that  by  '^  nascent  oxygen  **  he  here  means 
to  convey  something  which  can  be  spoken  of  as  forming  an  atmosphere  or  a 
current.  Further  at  page  2,  lines  30  to  45,  in  describing  his  apparatus  and  20 
tracing  the  course  of  what  he  calls  the  nascent  oxygen  through  them,  he  uses, 
at  line  42,  the  words  '^oxygen  or  ozonated  air**  as  including  what  he  had 
mentioned  above,  at  line  35,  under  the  words  *^  nascent  oxygen.**  I  will  not 
go  furthec.  into  verbal  criticism  of  the  language  of  the  Specification  for  the 
purpose  of  showing,  what  seems  to  me  upon  the  whole  document  to  be  clear,  25 
namely,  that  he  uses  the  words  ^'nascent  oxygen**  as  a  short  phrase  for  gas 
from  whtch  nascent  oxygen  can  be  obtained.  Next  I  find  that  he  uses  tiie 
phrase  *'  nascent  oxygen  "  (by  which,  as  I  say,  J  think  he  means  gas  from  which 
nascent  oxygen  can  be  obtained)  in  the  connection  **  nascent  oxygen  or  ozone.** 
In  this  connection  the  former  cannot  mean  any  and  every  gas  from  which  3Sy 
nascent  oxygen  can  be  obtained  discriminated  by  a  true  disjunctive  ^'  or  *'  from  the 
next  word  ^*  ozone,**  for  ozone  is  one  such  gas  and  would  therefore  be  comprised 
in  the  geberal  words  which  precede  it.  It  follows  that  **  nascent  oxygen,'*  that 
is,  gas  from  which  nascent  oxygen  can  be  obtained,  must  in  this  Specification 
mean  the  particular  gas  next  mentioned,  namely,  ozone.  FrichoCs  Specification  35 
cannot,  moreover,  have  been  for  exposing  to  nascent  oxygen  in  the  proper  sense 
of  the  terni,  in  other  words  for  oxidation,  for  that  was  old — it  must  have  been 
for  exposing  to  nascent  oxygen  obtained  in  a  particular  way,  and  that  was,  I 
think,  from  ozone.  I  hold  that  in  this  Specification  the  words  '^  nascent  oxygen  '* 
mean  either  nascent  oxygen  obtained  from  ozone,  or,  more  probably,  ozone  40 
which  will  yield  nascent  oxygen,  and  do  not  mean  any  gas  that  will  yield 
nascent  oxygen.  The  result,  therefore,  is  that  in  my  judgment  Frichot  \^  a 
Patent  for  oxidation  by  use  of  a  particular  agent,  namely,  ozone. 

Before  leaving  Frichofs  Patent  I  must  add  a  word  as  to  Mr.  LeatlianCs  evidence. 
If  the  decision  in  this  case  had  to  turn  upon  the  question  of  fact  whether  45>' 
FrichoVs  Patent  had  utility,  I  should  not  be  able  to  decide  it  in  the  Petitioners' 
favour,  in  reliance  upon  Mr.  LeatharrCs  evidence.  As  I  read  his  evidence  he 
i^lised  in  the  course  of  it  the  importance  of  the  difference  between  sparking 
and  non-sparking  in  the  process  as  he  worked  it,  and  when  he  realised  it  he 
^ught,  I  think,  to  go  back  upon  and  deny  his  own  previous  statement  upon  this  50 
crucial  point. 

Ozone  (chemically  0,),  is  an  unstable  substance,  which  oxidises  freely,  and  is 
of  all  oxidising  agents  the  most  free  from  secondary  action.    It  is  Uie  most 


*  Antey  pag6  358,  line  38.  t  ^^^^  WSP  3^^  lin«  1^* 
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innocnoaB  of  all  oxidising  gases.  Floar  is  very  sensitive  to  taint.  There  are 
other  oxidisers — namely,  thd  nitrogen  gronp,  and  chlorine  and  bromine,  which 
are  offensive  evil-smelling  gftses.  They  also  are  oxidisers.  Different  oxidising 
agents  produce  different  results  upon  the  same  subject-matter.     A  chemist 

5  cannot  predict  upon  the  subject — he  must  experiment.  The  next  statement  1 
have  to  make  is  startling.  The  innocuous  O3  (ozone)  bleaches  flour  as  FHchol 
says  it  will,  but  if  it  be  used  to  obtain  more  than  a  very  moderate  amount  of 
bleach  the  flour  is  tainted.  The  other  oxidising  agents  which  I  have  mentioned 
(foul  as  they  are)  when  used  as  oxidisers  for  flour  achieve  the  bleaching  but 
10  leave  no  taint.  There  was  at  the  date  of  Andrews*  Patent  no  knowledge  that 
these  other  evil-smelling  oxidising  agents  would  not  taint.  Tetthe  Petitioners* 
case  is  that  in  this  state  of  facts  there  was  no  invention  in  suggesting  that  by  the 
use  of  these  other  oxidisers '  the  desired  result  would  be  obtained.  FiHchot 
taught  the  world  that  by  using  ozone  you  could  bleach  flour,  and  so  you  can. 
15  But  in  bleaching  it  you  will  taint  it  unless  you  use  the  ozone  with  limitations 
which  F^Hchot  did  not  teach.  If  more  than  a  small  amount  of  bleach  be 
attempted  the  flour  will  be  tainted.  The  Patentees  claim  to  have  taught  the 
world  that  in  using  other  oxidising  agents  you  may  bleach  the  flour  to  an  extent 
which  is  greater  and  is  commercially  much  more  valuable,  and  that  you  will  not 

20  taint  it. 

Before  discussing  the  consliruction  of  Andrews^  Specification  I  must  state  the 
result  of  the  evidence,  as  I  find  it,  upon  the  meaning  of  the  words  "  nitric  acid." 
Nitric  acid,  chemically,  is  NIIOs,  and  has  a  specific  gravity  of  1*52.  Com- 
mercially, nitric  acid  may  mean  either  NHO3,  with  a  specific  gravity  of  1*52,  or 

25  may  mean  a  substance  which,  chemically  expressed,  is  NHO3  pllas  H^O  ;  that  is 
to  say,  nitric  acid  and  water,  in  the  proportion  of  about  two-&irds  and 
one-third,  and  whose  specific  gravity  is  1*42 ;  or  may  mean  nitric  acid  of  lower 
specific  gravity.  The  1-52  acid  is  sold  in  very  large  quantities  to  a  comparatively 
small  number  of  persons.    It  is  employed  principally  in  the  manufacture  of 

30  explosives,  aniline  dyes,  and  perfumery,  and  it  may  be  in  some  other  industries. 
The  1*42  acid  is  used  in  comparatively  small  quantities  by  a  comparatively 
large  number  of  persons.  Commercially,  the  words  *^ nitric  acid'*  may  mean 
either  the  one  or  the  other.  The  meaning  depends  upon  the  circumstances 
under  which  they  are  used.    In  the  mouth  of  the  manufacturer  of  explosives, 

35  nitric  acid  means  1*52  ;  in  the'  mouth  of  the  analyst,  or  for  use  in  the  laboratory, 
it  means  1*42.  These  being  the  facts,  the  question  is  what  meaning  the  words 
bear  in  Andrews^  Specification.  I  arrive  at  the  conclusion  tUjBit  they  do  not 
there  mean  necessarily  either  to  the  exclusion  of  the  other,  but  that  the  ordinary 
intelligent  person,  having  such  proper  knowledge  of  chemistry  aa  is  required  to 

40  understand  the  &ir  meaning  of  the  Specification,  would,  in  this  Specification, 
read  them,  according  to  their  context,  to  have  such  meaning  as  the  context 
requires.  Both  1*52  and  1*42  throw  off  fumes,  but  the  former  Id  times  as  much 
as  the  latter.  The  former  is  commonly  called  commercially  *' fuming  nitric 
''acid."    The  latter  fumes  also,  but  to  a  much  less  extent.    The  latter  is 

45  comparatively  a  stable  substance.    As  regards  cost,  it  would  seem  that  the 

former  costs  about  twice  as  much  as  the  latter ;  so  that  I  may  put  it  that  for 

twice  the  price  you  obtain  an  acid  which  gives  10  times  the  fume.    In  other 

words,  for  fuming  purposes  1*52  is  much  the  cheaper. 

The  Petitioners  have  raised,  upon  the  fact  that  the  Patentees  tell  you  (page  1, 

50  lines  14  and  24,  page  2,  lines  15  and  35)*  that  a  very  small  quantity  of  the 
oxodising  agent  suffices,  an  argument  to  the  effect  that  from  these  words  is  to  be 
drawn  the  deduction  that  that  acid  is  to  be  used  which  gives  the  lesser  amount 
of  fume.    To  my  mind  the  argument  does  not  justify  the  deduction.    You  may 

-»-»- — ■■'■  .    '  — - —        ■  I  I 

•Ante,  page  360,  line  39  and  page  861,  line  1 ;  page  361|  lines  ^  and  48  reepeotiTSly. 
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get  a  Bmaller  qaantity  of  fume  by  using  a  smaller  quantity  of  that  acid  which 
gives  the  relatively  larger  amount  of  fume.  In  their  Complete  Specification 
the  Patentees  describe  two  processes.  The  one  is  where  the  nitric  acid  is  to  be 
dropped  into  a  vessel  which  contains  ferrous  sulphate  dissolved  in  water. 
Where  the  nitric  acid  is  to  be, dropped  into  water,  the  fact  that  the  acid  used  5 
contains  already  one-third  water  is  naturally  of  no  moment.  In  this  case  the 
ordinarily  intelligent  person  might  well  use  1'42.  The  second  process  is  one 
in  which  there  is  to  be  obtained  a  **  stream  of  air  impregnated  with  fumes  of 
"  nitric  acid."  For  this  process  the  ordinarily  intelligent  person,  as  it  seems  to 
me,  would  use  1*52  unless,  as  is  not  the  fact,  1*42  were  so  much  cheaper  that  he  10 
could  get.fron^'it  at  a  less  cost  the  volume  of  fume  which  he  wanted.  In  my 
judgment  the  words  "nitric  acid"  in  the  Patentees'  Specification  must  be  taken 
as  meanijig  1*52  when  ^^  a  stream  of  air  impregnated  with  f um^  of  nitric  acid  " 
is  to  be  obtained.  Their  Provisional  Specification  describes  their  invention  as 
consisting  in  exposing  the  flour  to  the  action  of  nascent  oxygen  or  a  gaseous  15 
oxidising  agent  whereby  nascent  oxygen  is  produced  in  the  flour.  They  go  on 
to  say  that  the  oxidising  agent  they  prefer  is  air  passed  through  nitric  acid, 
l^jUt  that  ozone  can  be  used,  but  not  with  so  good  a  result,  and  that  chlorine  and 
other  gases  producing  nascent  oxygen  can  also  be  used.  The  process  they 
describe  is  to  spray  air  through  a  small  volume  .pf  nitric  acid  or  liquid  chlorine ;  20 
they  add  that  gaseous  chlorine  or  gaseous  nitric  acid  can  be  used.  They  were 
here  including  in  their  Provisional  Specification  ozone.  By  their  Complete 
Specification  they  e^cclude  ozone,  and  confine  themselves  to  the  other  oxidising 
agents  which  they  name,  namely,  nitric  acid,  chlorine  and  bromine.  By  their 
Cojnplete  Specification,  after  describing  a  similar  process  with  the  exclusion  of  25 
Qzone,  but  adding  that  which  is  not  in  the  Provisional  Specification,  namely, 
the  words  "  nitrogen  peroxide,"  they  claim  a  process  of  exposing  flom*  to  an 
atmosphere  containing  a  gaseous  oxide  of  nitrogen,  or  chlorine,  or  bromine 
oxidising  agent  in  the  gaseous  or  vapourised  state.  In  my  opinion,  this  is  a 
claim  for  treating. flour  by  a  process  which  exposes  it  to  the  action  of  defined  30 
^pbstanqes  which  Frichot  had  not  suggested. 

,/  The  attacks  which  have  been  made  upon  the  Patent  are  substantially  the 
fpllowingr— First,  that  it  will  not  work ;  that  if  acid  1*42  is  used,  the  result  is 
hot  acJtiieved.    I  have  answered  this  already,  and  I  will  only  add  that  with  acid 
r42  it  will  work,  but  not  so  well.    The  Petitioners  have  not  experimented  with  35 
agid  1*52,  and  I  have  no  doubt  at  all,  upon  the  evidence,  that  in  the  fuming 
process  ^the.  acid  1*52  does  work.    The  Petitioners  have  proved  a  number  of 
expenments  the  point  of  which  is  to  show  that  gaseous  nitric  acid  in  which 
care  has  been  taken  that  there  shall  be  no  nitrogen  peroxide  is  useless.    I  do 
not  jbhink  the^  experiments  have  proved  this.    It  Irnay  be,  and,  I  think,  probably  40 
ijB  th^  C9SQ,  (although  the  matter  is  very  obscure),  that  it  is  the  nitrogen  peroxide 
which  produced  the  desired  result.     The  fact  is,  however,  that  it  is  almost, 
indeed  I  think  it  is  quite,  impossible  to  use  nitric  acid,  even  1*42,  in  the  way 
which  yl^^^^te;^  directs  so  that  nitrogen  peroxide  shall  not  be  formed  in  the 
pourae!  of  the  operation.    It  is  exceedingly,  difficult,  in  the  first  place,  to  remove  45 
i)X  traces  of  nitrogen  peroxide  from  the  nitric  acid.    After  you  have  e£Eected 
its  removal,  it  readily  forms  again  in  the  courae  of  the  process,  first,  in  the 
course  of  driving  the  fumes  through  the  liquid  ;    secondly,  when  the  fumes 
emerge. into  the  air ;  and  lastly,  and  perhaps  principally,  when  the  fumes  come 
yn.  cont^t  with  the  dusty  atoms  of  the  flour.      But,  however  this  may  be,  50 
the  acid  1*52,  containing  as  it  does  nitrogen  peroxide,  is  certainly  efficient. 
Another  attack  made  upon  the  Patent  is  that  the  Petitioners  say  that,  the 
chemical  operation  is  not  oxidation,  but  nitration.    To  prove  this  they  point  to 
tho  foiDt  that  nitiwaeid^  whi«h-ig  -a ^ery  >pew«rfal-oxidi0er,  has  for-the  purpose 
in  view  a  relatively  small  effect,  and  nitrogen  peroxide,  which  is  a  mild  oxidiser,  55 
has  a  relatively  I^gb  effect.    For  the  present  purpose  it  must,  therefore,  they 
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say  be  nitration,  not  oxidation.  They  have  made  a  number  of  experiments, 
Qnder  this  head,  bat  they  haye  all  been  made  not  upon  the  flour,  but  upon  the. 
extractive  from  the  flour. 

The  Patentees  reply — "  How  can  it  be  nitration  when  ozone  O,,  which  contains 

5  ^*  no  nitrogen,  produces  the  bleaqhing  effect,  and  chlorine  and  bromine  produce^ 
^*  it  when  their  action  is  by  attacking  the  moisture'  H,0  (of  which  flour  contains] 
**  15  per  cent.)  taking  the  Hj  and  liberating  the  atom  of  oxygen  ?  "  To  this  Mr. 
Salamori  replied  with  a  theory  exceedingly  interesting  and  ingenious,  but  in^ 
i^hich  Sir  William  Crookea  did  not  appear  to  agree  with  hiuL  That  theory  iist' 
lOr  that  ionisation  is  responsible  for  this  singular  result ;  tlmt  a  certain  amount  of,. 
"  the  oxygen  in  the  ozone  becomes  ionised,  and  when  in  that  exceedingly  active 
condition  decomposes  the  air,  tlius  obtaining  nitrogen  from  the  air  and  thep 
acting  by  nitration.  This  is  a  beautiful  theory,  and  may  be  true,  but  certainly 
upon  this  evidence  it  is  not  proved  to  be  true  ;  and  if  it  is,  it  makes  to  my  mind 

15  no  difference.  Assuming  the  Patentees*  chemistry  to  be  altogether  wrong,  the 
validity  of  their  Patent  is  in  no  way  impeached  thereby.  The  question  is  not 
whether  they  are  right  in  saying  that  their  process  acts  by  oxidation,  but  whether 
the  process  which  they  describe  succeeds  by  means  which  perhaps  at  present 
even  the  very  eminent  chemists  who  have  given  evidence  in  this  case  very  little 

20   understand. 

A  further  attack  has  been  made  upon  the  Patent  upon  the  ground  that^ 
nitrogen  peroxide  is  mentioned  for  the  first  time  in  the  Complete  Specification.' 
This  is  a  ground  principally  relied  upon  on  the  question  of  disconformity. 
Upon  the  part  of  the  case  with  which  I  am  at  present  dealing  the  point  is  not 

25  I  think  of  much  weight.    Nitrogen  peroxide  is  a  gas  producing  nascent  oxygen, 

..  and  is  thus  included  in  the  group  of  substances  referred  to  in  the  Provisional 

'  Specification  in  the  words  ^  chlorine  and  other  gases  producing  nadcent  oxygen." 

Tlie  Patentees  have  not  in  their  Provisional  Specification  said — "  So  use  nitric 

**  acid  as  not  to  expose  your  flour  to  nitrogen  peroxide  and  you  will  succeed." 

30  They  have  said — '^  Use  nitric  acid  in  a  defined  way."  If,  as  the  result,  nitrogen 
peroxide  is  produced  and  success  achieved  it  is  not  material  that  the  words 
nitrogen  peroxide  are  not  used  in  the  Provisional  Specification.  I  arrive  at  the 
conclusion  that  there  was  plenty  of  room  for  ingenuity  and  invention  in 
pointing  out  that  the  nitrogen  group  was,  and  chlorine  and  bromine  wiere,  gases 

35  tvhich  would  bleach  and  would  not  taint.  In  my  opinion,  the  Patentees 
indicated  and  claimed  a  process  for  their  use.  I  think  that  there  was  novelty 
and  subject-matter. 

Passing  then  to  the  question  of  disconformity,  the  matter  stands  thus.  By 
their  P^ticulars  of  Objections  the  Petitioners  originally  alleged  disconformity 

40  in  general  terms.  By  amendment  they  limited  its  generality  by  stating  in 
substance  that  the  Patentees*  invention  in  the  Complete  Specification  is  different 
from  that  described  in  the  Provisional  Specification,  inasmuch  as  the  Complete 
claims  a  process  which  is  not  oxidation.  In  other  words,  their  point  was  that 
disconformity  existed  because  the  Provisional  was  for  oxidation  and  the  Complete 

45  for  nitration.  To  put  the  matter  shortly  they  have  asked  us  to  deal  with  the 
question  of  disconformity  as  if  their  Particulars  had  been  amended  by  alleging 
that  the  Complete  varies  from  the  Provisional,  because  it  introduces  and  claims 
a  particular  oxidising  agent,  namely,  nitrogen  peroxide,  which  is  not  mentioned 
in  the  Provisional  Specification.    Tbey  say  that   the   action   is   in  fact  by 

50  the  nitrogen  peroxide,  that  nitrogen  peroxide  is  not  found  in  the  Provisional, 
and  that  the  invention  in  the  Complete  is  therefore  not  that  in  the  Provisional 
Specification.  No  leave  was  asked  or  given  to  amond  the  Particulars.  The 
evidence  was  all  adduced  upon  the  Particulars  as  they  stand.  Some  questions 
were  asked  in  cross-examination  which  would  have  been  relevant  no  doubt  if 

55  the  Particulars  had  been  amended,  which  they  were  not,  but  it  was  not  until  the 
evidence  was  closed,  and  the  Petitioners  were  summing  up,  that  this  point  of 
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disconformity  .upon  another  ground  was  anbetantiTelv  pat  forward.  In  my 
opinion,  we  cannot  under  these  circumstances  treat  the  Particulars  as  if  they  had 
been  amended.  The  issues  in  a  Patent  action  are  complicated  enough  in  any 
case,  and  it  is,  in  my  judgment,  essential  that  they  should  be  defined  with 
accuracy  before  the  parties  are  put  to  the  expense  of  preparing,  and  to  the  task  of  5 
adducing  their  evidence  in  the  case.  It  would,  I  Uiink,  be  most  unfair  to  the 
Patentees  if  we  were  here  to  allow  disconformity  upon  any  ground  other  than 
that  stated  in  the  Particulars  to  be  advanced  as  a  reason  for  revoking  this  Patent, 
Itmay  well  be  that  the  Patentees*  evidence  would  have  been  influenced,  perlmps 
largely  influenced,  if  this  other  question  of  disconformity  had  been  put  f orwaid.  |.0 
At  the  same  time,  I  am  far  from  saying  that  if  it  were  open  I  should,  upon  this 
evidence,  be  of  opinion  that  disconformity  upon  (hat  ground  was  made  out, 
^owever,  the  only  disconformity  upon  which  the  Petitioners  can  rely  is,  in  my 
opinion,  that  stated  in  the  Particulars.  The  disconformity  thus  alleged,  in  my 
opinion,  comes  to  nothing.  If  the  process  described  in  the  Complete  is  no  19 
larger  than  the  process  described  in  the  Provisional,  it  is  no  objection  that  (even 
if  it  be  the  fax^)  its  action  is  not  to  expose  the  ftour  to  the  action  of  nascent 
oxygen,  but  to  act  by  a  different  chemical  operation,  namely,  nitration.  The 
attack  on  the  ground  of  disconformity,  I  think,  fails.  The  result  therefore  is 
that,  in  my  judgment,  the  Petitioners  have  failed  to  make  out  want  of  novelty,  20 
and  havQ  failed  to  show  disconformity.  The  Petition  then  fails,  and  must  be 
dismissed  with  costs  here  and  below. 

Costs  on  the  higher  scale  were  asked  for  and,  after  considerable  discussion, 
allowed.  The  costs  of  three  Counsel  were  not  asked  for,  it  being  stated  by  the 
Appellants*  Counsel  that  the  recent  practice  of  the  Taxing  Masters  was  to  use  SS  1 

their  discretion  in  allowing  the  costs  of  three  Counsel  without  an  Order  of  the  ' 

Courts 
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In  tub  Ooubt  of  Appbal. 


Before  Thb  Mastbb  of  thb  Rolls,  thb  Prbsidbnt  of  thb  Pbobatb  ko. 
Division,  and  Lord  Justiob  Ebnnbdt. 


April  11th,  12th,  and  15th,  1907. 


Daimlbb  Motor  Oompant  (1901)  Ld.  v.  London  Daimlbb 

Company  Ld. 


Trade  name  andpasaing  off. — Name  of  Defendant  Company  wlietlker  calcu- 
lated to  deceive.'-Meaning  of  ^  Daimler.-^ — Alleged  secondary  meaning  held 
not  to  be  esiabliahed. — Action  dismiesed. — Appeal  by  Plaintiffs  allowed. — Form 
10  ofi^function. 

The  Daimler  Motor  Company  (1904)  Ld.  commenced  an  action  to  restrain  a 
Company  which  had  been  recently  registered  under  the  name  of  the  London 
'Daimler  Motor  Company  Ld.  from  using  the  word  ^^  Daimler  ^^  either  in  its 
name  or  in  connection  tvith  motor  cars.    In  an  action,  brought  in  1901,  by  the 

15  predecessors  of  the  Plaintiff  Company  it  tvas  held  that  the  word  •*  Daimler  ^^ 
indicated  a  system,  and  that  a  ^*  Daimler  "  motor  indicated  a  certain  form  of 
motor ;  but  the  Plaintiffs  alleged  thai  that  word  had  since  acquired  a  secondary 
meaning  indicating  the  Plaintiff  Company  and  its  cars.  About  87  per  cent,  of 
the  Plaintiffs^  sales  were  effected  in  London,  where  ifiey  had  show  rooms.    It 

2U  ^id  not  appear  what  name  the  Defendants  were  going  to  give  to  their  cars,  brU 
in  a  letter  they  sxid  that  their  cars  would  be  known  a^  tiie  *^  London  Daimler,^^ 
whereas  the  Plaintiff^  wef*e  of  Coventry.  It  uku  held  at  the  trial,  that  the 
alleged  secondary  meaning  of  the  word  "  Daimler  "  was  not  established,  even 
only  in  connection  with  English  cars;  that  the  evidence  showed  that  the  name 

^b  of  the  Defendant  Company  could  be  honestly  %ised  without  suggeeiing  connection 
with  the  Plaintiff  Company ;  and  that  as  to  the  cars  there  was  no  evidence  as 
to  the  name  which  the  Defendants  intended  to  give  to  them.  The  action  \»as 
dismieeed  with  costs.    The  Plaintiffk  appealed. 
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Held,  tluit  the  word  "  Daimler "  no  longer  indicated  a  type  or  system  of 
motors^  that  the  name  LoDdon  Daimler  Company  Ld.  was  calculated  to 
deceive  and  to  cause  confiMion  between  the  two  Companies^  and  that  the 
Plaintiffs  were  entitled  to  an  iryunction  as  to  the  name  of  tJie  Defendant 
Company^  although  not  in  so  wide  a  form  as  thcU  claimed.  The  appeal  was  5 
fUlowei  with  costs  of  the  appeal  and  helow^  except  thai  the  Plaintiffs  were  only 
given  half  the  costs  of  the  evidence. 

On  the  14th  day  of  May  1906  the  Daimler  Motor  Company  (1904)  Ld. 
commenced  an  action  against  the  London  Daimler  Company  Ld.^  claiming  the 
followiiig  relief,  namely :  (1)  An  Id  junction  to  restrain  the -Defendants  from  10 
using  or  carrying  on  business  in  the  name,  style,  or  firm  of  the  London  Daimler 
Company  Ld.^  or  any  other  style  or  name  which  included  the  word  **  Daimler  " 
or  so  nearly  resembled  the  name  of  the  Plaintiffs  as  to  be  calculated  to  induce 
the  belief  that  the  business  carried  on  by  the  Defendants  was  the  same  as  the 
business  carried  on  by  the  Plaintiffs  or  was  in  any  way  connected  therewith.  15 

(2)  An  injunction  to  restrain  the  Defendants,  their  agents  and  seryants,  from 
using  the  name  **  London  Daimler ''  or  any  other  name  including  the  word 
*' Daimler*'  as  descriptive  of  or  in  connection  with  motors,  chsissis,  motor 
cars,  or  carriages  manufactured,  sold,  or  offered  for  sale  by  the  Defendants ;  and 

(3)  Damages.  aO 
The  action  was  tried  by  Mr.  Justice  Buckley  in  July  1906,  who  held  that  the 

alleged  secondary  meaning  of  the  word  ^'  Daimler  "  was  not  established,  even 
only  in  connection  with  English  cars ;  that  the  evidence  showed  that  the  name 
of  the  Defendant  Company  could  be  honestly  used  without  suggesting  con- 
neCtidh  with  the  Plaintiff  Company  ;  and  that,  as  to  the  cars,  there  was  no  25 
evidence  f.s  to  the  name  which  the  Defendant  Company  intended  to  give  to 
them;  .The  actton  was  dismissed  with  costs  (23  R.P.O.  718).  The  Plaintiffs 
appealed. 

The  following  statement  of  facts  is  taken  from  the  judgment  of  Buckley  J. : — 
''  Herr  Ooitlieh  Daimler,  in  the  years  1885  to  1889,  took  out  certain  Patents  30 
"  with  reference  to  parts  of  the  apparatus  used  in  motor  driven  vehicles  or  their 
*^  engines.    He  formed  a  Oerman  Comj>any  by  the  name  of  the  Daimler  Motorefh 
^<  Qesdlschaftj  and  assigned  his  Patents  to  that  Company.     He  became  its 
"  managing  director.  .  One  Wilheim  Maybach  was  in  the  employment  of  the 
"  Daimler  Motoren  Oesdlschaft.    Subsequent  Patents  were  from  time  to  time  35 
*<  taken  out,  some  in  the  name  of  Daimler y  some  in  that  of  Maybach,  and  some 
*^  in  other  names,  to  all  of  which  the  Daimler  Motoren  Qeeellschaft  vfSB  in  fact 
*<  entitled.     For  the  purposes  of  this  judgment  I  include  all  these  under  the 
"  expression  *  Ihe  Daimler  Patents.'    They  include  Patents  for  Germany  and 
'*  Patehts  for  this  country.   In  the  descriptive  publication  issued  by  the  Plaintiffs'  40 
*^  predecessors  in  titie  in  March  1900, 1  find  it  stated  that '  All  our  cars  are  built 
**  *  on  the  well  known  "  Daimler"  system,  and  are  fitted  with  "  Daimler"  motors'; 
"  and,  farther,  that '  The  "  Daimler"  motor  takes  its  name  from  its  inventor,  Herr 
**  •  Gottlieb  Daintier,  and  was  invented  by  him  some  15  years  ago.'    These  state- 
"  xnentB  I  think  &irly  represent  what  was,  in  1900  at  any  rate,  the  fact,  namely,  45 
"  that  at  that  date  a  *  Daimler '  system  and  a  *  Daimler '  motor  were  recognised, 
^*  and  meant  a  system  and  a  motor  originating  with  an  inventor  of  that  name, 
*^  Herr  Gottlieb  Daimler.  There  is  no  doubt  as  to  the  origin  of  the  connection  of 
"  the  word  '  Daimler '  with  motor  vehicles.    On  the  27th  of  March  1896  the 
^  British  Motor  Syndicate  Ld.,  who  had  by  that  time  become  the  owners  of  the  50 
*'  English  *l>aimler '  Patents,  granted  to  the  Plaintiffs'  predecessors  in  title,  the 
"  'J^i'niler  Motor  Cornpany  Li.,  incorporated  on  the  15th  of  January  1896,  in 
<*  oonpideration  of  a  sum  of  40,U()0/.,  a  liceii^e,  but  not  an  exclusive  licetice,  to  use 
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**  a  large  number  of  Patents  which  were  detailed  in  the  schedule,  and  which 
^^  included  the  English  '  Daimler '  Patents.  The  PlaintiiX  Company,  whose  name 
"  is  the  Daimler  Motor  Company  {1904)  Ld.,  were  incorporated  on  the  19th  ot 
^*  November  1904,  to  acquire  and  have  acquired  all  the  assets  of  the  previous 
5  **'  Daimler  Motor  Gompatiy  Ld.  They  have  not  actually  taken  an  assignment  of 
^^  the  licence  of  the  27th  of  March  1896,  but  as  the  assignees  of  all  the  assets  of  the 
^^  previous  Daimler  Motor  Company  Ld.  they  are  entitled  to  it.  The  outcome  of 
^*  this  is  that  the  Plaintiffs,  by  their  predecessors  in  title,  paid  40,0002.  for  a  licence 
'*  to  use,  amongst  other  things,  the  English  Daimler  Patents.    As  such  they  .were, 

10  ^'  no  doubt,  well  entitled  to  call  themselves  in  this  country  the  Daimler  Motor 
^*  Company^  but  they  had  no  exclusive  right  to  the  word  ^  Daimler,*  and  if  other 
'<  people  became  licensees  they  would  have  just  as  good  a  right  as  the  Plaintiffs  to 
*^  use  the  word  '  Daimler,'  but  so,  of  course,  as  not  to  hold  themselves  out  as  being 
'*  the  Plaintiffs,    On  the  15th  of  September  1899  the  then  owners  of  the  English 

15  *^  Patents,  after  referring  to  the  licence  held  by  the  Daimler  Motor  Company  Ld^ 
"  being  that  of  the  27th  of  March  1896,  granted  to  the  Motor  Traction  Company 
**  Ld.  in  consideration  of  the  sum  of  «^0,0002.  a  licence  to  use  a  lai^e  number  of 
*^  Patents,  including  again  the  English  Daimler  Patents.  Article  3  extended  to 
'^  improvements,  and  Article  6  to  new  patented  inventions  as  distinguished  from 

30  ^  improvements,  both  of  which  were  upon  the  terms  of  that  licence  to  be  included 
"  in  the  rights  of  the  licensees.  On  the  31st  of  March  1906,  by  virtue  of  a  certain 
"  Deed  of  compromise  made  between  the  Mercedes  Daimler  Motor  Company  Ld.^ 
'^  who  by  this  last  date  had  become  entitled  to  the  English  Daimler  Patents,  of 
"  the  first  part,  a  Mr.  Edge  of  the  second  part,  and  the  Motm*  Traction  Company 

25  ^'  Ld.  (being  in  fact  a  second  Company  of  that  name  which  had  succeeded  and 
^^  taken  over  the  assets  of  the  earlier  one)  of  the  third  part,  a  licence  was  granted 
"  to  the  Motor  Traction  Cotnpcmy  in  respect  of  the  Patents  referred  to  in  that 
"  Deed,  and,  so  far  as  the  Daimler  Patents  were  concerned,  it  was  an  exclusive 
"  licence.    These  included  Patents  taken  out  by  Daimler*  in  the  years  1898  and 

30  *'  1899,  and  Patents  taken  out  by  Mayhach  in  19(K)  and  1902.  By  Article  4  the 
**  licensees  had  the  right,  so  far  as  the  Mercedes  Gomjjany  could  grant  it,  to  use 
*'  the  title  *  Mercedes  Daimler,'  or  '  Daimler  Mercedes,'  in  connection  with  cars 
"  provided  they  distinguished  their  goods  from  those  of  the  Daiml&i'  Motoren 
**  Oesellschaft.    The  Defendants,  the  London  Daimler  Company  Ld.^vierQ  incor- 

35  **  porated  on  the  27th  of  April  1906,  and  the  purpose  of  their  existence  is  to  take 
"  over  from  the  Motor  Traction  Company  by  way  of  licence,  or  by  the  acquisition 
"  of  the  whole  undertaking,  the  rights  of  the  Motor  Traction  Company  under  the 
''  licenses  of  1899  and  1906.  The  Defendant  Company  is  in  its  earliest  infancy. 
"  The  writ  in  this  action  was  issued  on  the  14th  of  May,  a  little  less  than  three 

40  **  weeks  from  the  time  of  its  birth.  The  intended  arrangements  between  the 
"  newly  incorporated  Company  and  the  Motor  Traction  Company  exist  at  present 
"  only  in  a  draft  Agreement,  but,  in  fact,  the  Motor  Traction  Company  are  the 
*'  parties  defending  this  action,  and  for  all  material  purposes  I  treat  the  Defendant 
<<  Company  as  proposing  to  work  under  the  licences  of  1899  and  1906." 

45  Astbury  K.C.,  Buckmaster  K.C.,  and  A.  Dunham  (instructed  by  Qreenip^ 
Snell  ds  Co.)  appeared  for  the  Appellants  ;  H.  Terrell  K.C.  and  W.  J.  Distt^mal 
(instructed  by  W.  J.  Hunter)  appeared  for  the  Respondents. 

Astbury  K.C.  for  the  Appellants.— The  Appellants'  case  is  that  the  word 
**  Daimler  "  has  a  secondary  meaning  indicating  the  Appellants  and  their  oars. 

50  ''  Daimler "  now  and  for  years  has  meant  the  Appelkmts'  cars  and  no  other^ 
There  is  nothing  now  known  as  a  '^  Daimler  "  system.  The  things  that  formed 
its  features  are  now  quite  obsolete.  Primarily  Daimler  referred  to  the  man 
of  that  name  or  his  Patents.  The  name  was  used  in  various  ways  in  this 
country,  and  the  Defendants  rely  on  these  various  uses  to  show  that  the 

55  secondary  meaning,  which  the  Appellants  contend  the  word  *'  Daimler "  now 
|uui,  does  not  attach  to  it.    The  following  are  such  ufses  in  this  country  :«- 

2  9 
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"  Cannstadt  Daimler,"  referring  to  the  cars  of  the  Canmtadt  Company,  These 
ceased  to  be  so  called,  the  name  of  their  cars  being  now  "  Mercedes."  This 
change  took  place  about  the  time  at  which  we  say  that  the  secondary  meaning 
began  to  attach  to  the  name  "  Daimler."  It  is  true  that  the  name  "  Daimler" 
appears  on  a  certain  plate  of  the  "  Mercedes "  car,  but  it  is  out  of  sight,  and  5 
such  car  is  never  called  a  "  Daimler."  "  Mercedes  Daimler." — This  was  used 
for  a  short  time  only,  and  a  Company  was  registered  with  that  name  as  part  of 
its  name..  ''Milnes  Daimler"  is  applied  to  a  motor  omnibus  only.  *' German 
"Daimler." — There  is  very  slight  evidence  as  to  the  use  of  this  term.  There 
are  occasional  references  in  newspapers,  and  especially  in  the  earlier  days  of  10 
the  use  of  the  term  **  Mercedes,"  to  **  German  Daimlers."  This  is  in  the 
Appellants*  favour,  the  prefix  "  German  "  being  used  to  distinguish  the  cars 
from  ours.  The  Appellants*  works  are  at  Coventry,  and,  although  they  have 
done  all  that  they  can  to  get  their  car  known  as  the  "  Daimler,"  newspapers, 
especially  speaking  of  foreign  meetings,  have  spoken  of  their  cars  as  "  Coventry  15. 
'*  Daimlers."  This  is  not  inconsistent  with  their  case.  Buckley  J.  found  in 
the  Appellants'  favour  an  issue  as  to  the  use  by  them  of  "  Coventry  Daimler," 
As  to  "  Daimler  system,**  there  is  evidence  as  to  what  the  Daimler  Pfttents 
are ;  but  the  characteristics  are  all  obsolete.  They  may  be  classified  to  some 
extent — e.g.^  hot  tube  ignition,  which  is  quite  superseded  by  an  electric  spark^and,  20 
again,  an  exhaust  cut  off.  None  of  these  characteristics  exist  now  in  the  Appel- 
lants* cars  or  the  *' Mercedes*  **  cars.  The  ''gate**  is  also  relied  on.  It  is  the  only 
feature  which  could  possibly  be  called  part  of  a  "  Daimler  '*  system,  but  this  appears 
in  many  cars,  and  all  cars  have  this  or  a  particular  alternative.  The  Appelkints' 
claim  two  injunctions.  As  to  the  name  London  Daimler  Company ;  it  is  a  common  25 
practicd  of  motor  manufacturing  companies  to  have  a  London  branch.  London 
Daimler  Company  would  lead  the  public  to  believe  that  it  was  a  London  branch 
of  the  Appellants*  business  ;  and  ^  London  Daimler  '*  would  mean  a  car  from 
that  branch.  [North  Cheshire  and  Manchester  Brewery  Company  v.  Matichester 
Bretvery  Comjiany  (L.R.  (1899)  A.C.  83)  was  referred  to.]  There  is  no  con-  30 
ceivable  honest  reason  for  the  adoption  of  the  name  '*  London  Daimler." 
What  would  a  "  London  Mercedes  "  or  a  "  London  Napier  *'  mean  ?  Cuuld 
any  one  but  Bass  sell  beer  called  London  Bass  ?  [KENNEDY  L.i7.— Here 
'*' Daimler  **  is  used  by  others  ;  it  is  a  different  case.]  It  is  in  our  favour  that 
in  former  days  there  was  a  use  of  **  Daimler "  and  there  was  a  "  Daimler  "  35 
system,  and  that  everyone  has  dropped  it,  because  the  **  Daimler"  system  is 
obsolete,  except  the  Appellants.  '*  Milnes  Daimler"  is  quite  a  different  thing. 
^^  Daimler  **  does  not  now  mean  a  system,  but  means  the  Appellants.  [KENNEDY 
L.J. — You  have  to  show  also  that  "  London  Daimler  "  is  calculated  to  deceive.] 
The  Defendants  admit  that  they  are  not  going  to  work  under  the  Daimler  40 
Patents,  and  that  is  the  only  possible  excuse  for  the  use  of  the  name.  [The 
Master  op  the  Rolls. — When  did  a  "  Daimler  **  car  cease  to  be  one  made 
under  the  "  Daimler  **  system  ?]  From  about  1902  ;  there  must  always  be  a 
transition  period.  Here  the  use  made  by  the  Defendants  of  the  suggestion  that 
^*«Daimler'*  means  a  system  is  a  mere  trick;  the  Defendants  do  not  intend  to  45 
use  the  old  system  or  Patents.  One  has  to  take  the  name  of  the  Defendant 
Company  with  the  fact  that  it  means  to  sell  cars,  and,  the  Appellants  say,  to 
sell  them  as  "  London  Daimlers.*'  [A  letter  of  the  Defendant  Company  before 
aetion  was  read.]  In  the  Court  below  an  undertaking  was  offered  not  to  call 
the  cars  *'  I^oudon  Daimlers,**  but,  of  course,  the  public  might  come  to  call  them  50 
so.  [The  judgment  of  Biickley  J.  was  read.]  We  say  that  the  Agreement  of 
March  vilst  11HK>  was  a  mere  device.  The  Daimler  Moioren  Oesdlschafty  the 
MeiredeH  Daimler*  Company  Ld.^  and  the  Austricht*  Daimler  Motoren  Uesells* 
c/zre//,  all  mentioned  in  the  judgment,  have  never  traded  in  this  country.  Of 
the  cars  so  mentioned  "  Cannstadt  Daimler,"  "  Oe^man  Daimler,"  and  "  Mercedes  55. 
**"I>{\iinler'*  iifo  obsolete  ns^mea.    "Milnos  Daimler**  |s  used  fpr  an  omnibus^ 
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and  "Pariedan  Daimler"  was  used  by  the  Appellants.  [The  correspondence; 
"waa  referred  to  and  certain  newspaper  extracts.]  As  to  the  licences,  they  are 
sufficiently  stated  in  the  judgment ;  the  Patents  to  which  the  Appellants' 
licence  relate  are  all  now  expired  ;  the  Defendants'  licence  has  some  few 
5  additional  Patents  still  in  force.  [The  Master  of  the  Rolls,  during  the 
reading  of  the  evidence,  referred  to  what  Lord  Halsbury  said  in  the  North 
Cheshire  and  Manchester  Brewery  case  {uhi  supra)  as  to  allowing  a  question' 
such  as  whether  "  London  Daimler  "  would  deceive  to  be  put.]  If  that  is:  so^ 
then  the  evidence  shows  that  "  Daimler  "  means  the  Plaintiffs,  and  the    rest 

10  follows.  [Londcm  (hneral  Omnibus  Company  v.  Lavell  (18  R.P.C.  74 ;  L.R. 
(1901)  1  Ch,  135)  was  referred  to.]  With  one  or  two  exceptions,  motor  cars; 
are  called  by  the  name  of  the  manufacturing  companies.  I  agree  that  it  is 
possible  that  the  Defendants  might  so  christen  a  car  that  it  would  not  be* 
known  as  a  ^^  London  Daimler."    Even  if  the  Defendants  gave  an  undertaking 

15  as  to  the  name  of  the  car,  that  does  not  affect  ttie  first  injunction  claimed.) 
There  is  evidence  of  one  person  having  written  to  the  Plaintiffs  to  inquire, 
whether  the  Defendant  Company  was  connected  with  the  Plaintiffs.  W^s 
submit  that  there  is  no  probable  honest  motive  for  the  use  of  the  name. 
We  have  proved  that  "  Daimler  "  means  not  a  type,  but  the  Plaintiffs'  goods  ; 

20  that  the  type  is  obsolete,  and  that  the  Defendants  do  not  differentiate. 
[Singer  Manufacturing  Com2Hiny  v.  Tjoog  (L.R.  8  App.  Cas.  15)  was 
referred  to.] 

Buckmaster  K.C.  foUowed. — The  injunction  that  the  Appellants  seek   is 
narrower  than  that  claimed  by  the  writ.     This  was  made  clear  in  the  course  of. 

25  the  trial.  At  the  date  of  the  incorporation  of  the  Defendant  Company  the 
Appellants'  goods  were  known  as  "  Daimler  "  cars,  and  no  other  cars  were  sold- 
under  that  description,  and  no  other  cars  of  this  kind  were  sold  under  a  name: 
of  which  "  Daimler  "  formed  part.  The  Defendant  Company  knew  these  facts. 
If  the  result  will  be  unlawfully  to  interfere  with  the  Appellants'  trade,  it  itf 

30  not  material  that  their  conduct  is  innocent.  But  we  submit  that  the  namef 
'*  Daimler  '*  was  taken  by  the  Defendant  Company  with  the  deliberate  intention 
of  getting  the  benefit  of  our  reputation.  The  mere  licence  relied  on  by  the 
Defendants  gives  them  no  right  to  use  the  name  "  Daimler."  The  Defendant' 
Company  depend  on  the  licence  for  justification  to  use  the  name.    The  Patents 

35  have  now  become  obsolete,  however.  There  were  in  or  before  1899  certain 
*'  Daimler"  features,  but  between  then  and  1901  all  persons  who  had  used  th^' 
name  of  "  Daimler"  gradually  dropped  it,  except  the  Plaintiff  Company.  It 
has  associated  the  name  with  it,  and  it  is  the  only  distinctive  part  of  its  nauDe;* 
The  Defendant  Company  propose  only  to  add  the  name  **  London  "  ;  and  the* 

40  evidence  shows  that  37  per  cent,  of  our  trade  is  done  through  XiOndon.  In  allt 
oases  of  this  kind,  such  as  the  Olenfield  Starch  case,  it  is  difficult  to  say  at  whatj 
moment  of  time  the  secondary  meaning  is  acquired,  but  it  not  necessaar^  to  prove 
when  that  occurred.  Saunders  v.  Sun  Life  Assurance  Company  of  Canada  ^ 
(L,R.  (1894)  1  Ch.  537)  may  be  cited  against  us,  but  there  the  Defendant  Company r 

45  bad  long  been  trading  in  Canada.  The  reasoning  of  that  case  is  favourable  to.  us ; « 
the  injunction  would  have  been  granted  if  the  Company  had  just  been  incorpo* 
reted  to  start  trade  in  England.  [Kennedy  L.J. — Do  you  say  thata  "Daimler": 
Company  after  starting  in  a  foreign  country  for  a  year  or  two  could  conxe  here  ?]: 
No,  I  should  say  not.    It  must  distinguish.    But  the  defendant  Company  was,* 

50  in  the  case  cited,  honestly  trading  under  its  own  name.    [The  President. — . 
Would  not  the  defendant  Company  have  been  restrained  but  for  the  words. 
*'  of  Canada "  ?]     I  think  so,  but  it  is  not  necessary  for  me  to  so  contend. 
The  present  case  is  the  case  of  a  "fancy  name,"  and  the  name  haci  become: 
associated  with  the  goods  so  that  when  applied  to  them  the  Plaintiffs*  goods : 

55  are  meant.  The  case  is  different  therefore  from  the  Sun  Life  case,  which, 
was  decided  on  the  principle  thata  man  may  honestly  trade  under  his  own 
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name.    When  a  man  is  taking  a  new  name,  why  should  he  take  that  of.  a 
well-known  trader  ? 

Terrell  K.C.  for  the  Respondents. — The  real  qaestion  is  not  what  is  meant  by 
a  '^  Daimler  **  motor,  bat  whether  the  Court  can  stop  the  Defendant  Company 
in  limine  from  trading  as  the  London  Daimler  Gompany  in  motors  in  any  way,  5 
whatever.    [The  Master  op  the  Rolls. — Could  you  not  have  been  restrained 
before  registration  under  Section  20  of  the  Companies  Act  1862  ?]     1  submit 
not ;  the  title  is  not  calculated  to  deceive.    The  use  of  the  name  originated 
with  the  inventor,  and  the  Patents  taken  out  by  him  and  others  associated  with 
them  became  known  as  the  DainUer  Patents,  which  name  included  improve-   IQ 
ments.    In  the  action  by  the  Plaintiffs^  predecessors  against  the  British  Motor 
Traction  Gompany  Ld.  (18  R.P.C.  465)  they  failed,  because  it  was  shown  that 
"  Daimler "  meant  a  car  in  which  the  Patents  or  some  of  them  were  used.    It 
was  held  that  '^  Daimler  "  meant  a  system,  and  to  sell  a  car  as  ^*  Daimler/'  not 
containing  an  engine  made  under   some  of   the  Patents,  would   be  a  mis-  15 
description.    The  Appellants  now  say  that  by  perpetrating  from  1903  a  mis- 
description they  have  built  up  a  reputation  and  acquired  a  monopoly  in  the 
name.     In  this  country  "  Cannstadt  Daimler  "  and  "  Mercedes  Daimler  "  are 
known  names  of  cars  ;  the  "  Daimler  "  type  of  engine  is  spoken  of  ;  "  Daimler" 
in  a  car  might  refer  to  a  "  Milnes  Daimler  "  car  ;  it  would  depend  merely  on  20 
its  size.     Moreover,  the  Plaintiffs  use  the  term  '*"  Coventry  Daimler  "  ;  it  is  the 
term  generally  given  to  the  Plaintiffs^  cars  to  distinguish  them  from  German, 
Austrian,  and  other  **  Daimlers."    "  Daimler  "  in  connection  with  cars  has  not 
acquired  a  secondary  meaning.     It  does  not  necessarily  mean  the  Plaintiffs. 
Moreover,  the  use  of  the  word  ^'  Daimler  "  would  not  necessarily  be  calculated  *2fr 
to  deceive.    It  is  quite  possible  that  the  Defendant  Company  may  legitimately 
trade  under  that  name ;  and  the  Court  will  not  pre-suppose  fraudulent  user. 
The  word  "  Daimler "  is  taken  by  the  Defendant  Company  as  well  as  by  the 
Plaintiffs  to  indicate  that  they  intend  to  work  under  the  Daimler  Patents. 
Unless  the  mere  use  of  the  word  ''  Daimler  "  in  the  title  would  cause  deception,  30 
there  is  no  evidence  that  the  Defendant  Company  is  going  to  do  anything 
that  will  be  calculated  to  deceive.    The  Plaintiffs  must  show  that  the  word 
** Daimler"  has  acquired  a  secondary  meaning  necessarily  referring  to  the 
Plaintiffs.    The  Defendants  wish  to  associate  themselves  as  closely  as  possible 
with  the   Oerman   Daimler   company,   and  claim  to   be  entitled   so  to  do.  35 
The  evidence  is  that  a  car  with  an  engine  containing  as  a  subsidiary  part 
something  made  under  the  Daimler  Patents  is  a  car  with  an  engine  on  the 
**  Daimler  "  system.    If  the  Plaintiffs  have  been  selling  as  Daimler  cars  cars  not 
made  under  the  '*  Daimler  "  system,  they  have  been  making  misrepresentations 
to  the  purchasers.    Now  after  some  three  years  they  come  to  stop  persons  wishing  40 
to  make  cars  on  the  ^*  Daimler  "  system  from  saying  their  cars  are  made  on  that 
system.    The  whole  point  of  this  case  is  whetiier  the  name  of  the  Company  is 
calculated  to  deceive.    Much  of  the  evidence  as  to  this  is  not  admissible  evidence 
under  the  decision  in  the  North  Cheshire  and  Manchester  Brewery  Gompany^s 
case.    There  is  evidence,  however,  by  witnesses  called  by  the  Plaintiffs  that  pur-  45 
chasers  do  not  buy  cars  simply  by  the  name ;  it  is  not  like  packets  of  tobeu^co. 
[Kennedy  LJ. — ^Although  the  products  must  not  be  confused  the  businesses 
might  be,  and  you  might  get  trade  owing  to  the  confusion.]     I  submit  that  the 
Plaintiffs  must  show  that  what  the  Defendants  are  doing  would  lead  to  their 
goods  being  taken  for  the  Plaintiffs'.    The  question  now  is — Must  the  name,  how-  50 
ever  it  is  used,  deceive  ?    The  North  Cheshire  and  Manchester  Brewery  Gonu 
pany^s  case  is  different.    In  this  case  one  has  the  fact  that  up  to  1903  a  Daimler 
car  meant  one  made  under  the  ^^  Daimler  "  system  ;  and  the  Plaintiffs  by  taking 
the  name  of  the  product  cannot  get  a  monopoly.   For  instance,  could  a  Linoleum 
Manufacturing  Company  prevent  another  Company  from  calling  itself  the  5.S 
"Jjondon  Linoleum  Company."    The  Plaintiffs  are  objecting  to  the  use  by  the- 
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Defendant  Company  of  the  word  "  Daiml<^r  "  in  any  way  in  their  title.  No  doubt 
the  whole  title  must  be  conflidered,  but  it  must,  I  submit,  be  shown  that,  however 
the  Defendants^  trade  is  carried  on,  there  would  be  deception.  Suppose  they  sell 
**  Mercedes  "  cars,  can  there  be  any  deception  ?  Practically  the  case  put  forward 
5  for  the  Plaintiffs  is  that  the  Defendant  Company  cannot  use  '^  Daimler  ^'  as  part  of 
their  title.  It  would  be  a  strong  thing  to  overrule  the  finding  of  the  learned  Judge 
on  the  finding  of  fact,  that  the  Defendants'  name  is  not  calculated  to  deceive. 

Distumal  followed. — The  contest  below  was  as  to  the  Defendant  Company 
using  the  word  "  Daimler  "  at  all.    That  is  shown  by  the  writ  and  the  judgment 

10  of  Buckley  J.  Moreover,  the  evidence  that  there  is  nothing  now  known  as  a 
"  Daimler "  system  bears  this  out.  This  was  the  only  case  really  put  before 
Buckley  J.  But  it  is  now  obvious  that  the  Plaintiffs  cannot  secure  a  monopoly 
of  that  name.  The  Defendants  have  a  title  to  use  it.  There  is  still  a  "  Daimler  " 
system,  and   cars  are  described  as  being  made  under  that  system  or  under 

15  the  Daimler  Patents.  The  Defendants  have  as  much  right  to  use  the  word 
"  Daimler,"  so  long  as  they  do  not  use  it  unfairly,  as  the  Plaintiffs  have. 
It  is  now  said  that  the  title  London  Daimler  Company  Ld.  is  calculated  to 
deceive.  But  "London"  sufficiently  distinguishes,  just  as  "  Milnes  Daimler" 
and  "  Mercedes  Daimler  "  do. 

20  Astbury  K.C.,  in  reply. — At  the  trial  it  was  made  clear  what  the  relief  asked 
for  was ;  moreover,  the  writ  may  be  read  in  two  ways  ;  read  in  one  way  it  is 
not  too  wide.     But  this  only  goes  to  costs. 

Cozbns-Hardy  M.R. — In  my  opinion  this  appeal  can  be  disposed  of  and 
ought  to  be  disposed  of  on  grounds  which  are  reasonably  simple. 

25  The  Daimler  Motor  Company^  the  Plaintiff  Company,  is  an  established 
Company  whose  business  is  the  manufacture  and  sale  of  motors.  Its  works 
are  at  Coventry  and  its  show  rooms  are  in  London.  Its  business  is  very  large. 
It  is  commonly  spoken  of  as  the  Daimler  Company.  The  motors  it  turns  out 
are  advertised  as  "  Daimlers  "  and  are  currently  known  as  "  Daimlers."    That 

30  term  originally  indicated  a  special  type  of  motor  made  under  what  are  known 
as  the  Daimler  Patents.  Since  1901  or  1902  this  type  has  been  abandoned,  not 
only  by  the  Plaintiff  Company  but  by  all  other  English  makers,  and  the  term 
no  longer  indicates  a  particular  type  of  motor.  It  is  customary  in  the  motor 
trade  to  designate  motors  by  the  name  of  the  maker.    Under  these  circum- 

35  stances  the  Defendant  Company  was  formed  in  1906  to  carry  on  the  business 
of  manufacturers  and  vendors  of  motors.  The  name  chosen  tor  it  is  the 
London  Daimler  Company  Ld.  Its  authorised  capital  is  1000?,  It  has  not  yet 
commenced  business. 

In  approaching  this  question  I  think  it  is  well  to  have  regard  to  Section  20  of 

40  the  Companies  Act  1862,  which  enacts  that  "  No  Company  shall  be  registered 
^  under  a  name  identical  with  that  by  which  a  subsisting  Company  is  already 
•*  registered,  or  so  nearly  resembling  the  same  as  to  be  calculated  to  deceive." 
As  I  have  said,  no  business  has  yet  been  commenced  by  the  Defendant  Company, 
because  this  writ  was  issued  at  the  earliest  possible  moment  to  restrain  the 

45  anticipated  damage  to  the  Plaintiff  Company.  I  do  not  refer  to  Section  20  as 
being  directly  applicable,  because  we  are  not  now  considering  whether  the 
Motor  Traction  Company  could  have  been  restrained  from  registering  the 
Defendant  Company  under  its  suggested  name.  As  at  present  advised  I  think 
they  could  ;  but  I  regard  that  section  as  laying  down  the  principle  which  ought 

50  to  govern  the  Court  in  dealing  with  two  companies,  one  of  which  is  an  old- 
established  Company,  the  other  of  which  is  an  infant  Company. 

It  seems  to  me  impossible  to  doubt  that  the  use  of  this  name,  the  London 
Daimler  Company  Ld.,,  is  calculated  to  cause  confusion  and  deception,  the 
distinction  between  the  Daiml&i*  Company  whose  sale  rooms  are  in  London 

55  and  the  London  Daimler  Company  being  too  minute  to  be  regarded.  I  do  not 
forget  that  the  word  '^ Motor"  is  part  of  the  Plaintiff  Company's  title,  but 
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as  both  companies  are  motor  companies  the  presence  of  that  word  is  of  no 
importance. 

I  arrive  at  this  conclusion  from  a  mere  comparison  of  the  names ;  but 
if  evidence  on  this  point  is  proper  to  be  recnived  there  is  ample  evidence, 
and  I  may  say  almost  uncontradicted  evidence,  that  confusion  and  deception  5 
will  result.  It  is  not  necessary  for  the  purpose  of  this  appeal  to  say  that 
the  name  was  chosen  for  the  purpose  of  reaping  the  benefit  of  the 
Plaintiffs'  reputation,  though  Mr.  Edge's  evidence  certainly  lends  some  colour 
to  that  suggestion. 

I  cannot  avoid  for  myself  expressing  regret  that  this  simple  case  has  been  10 
overlaid  with  a  vast  amount  of  evidence  which,  if  not  irrelevant,  was  at  least 
unnecessary.  The  attention  of  the  learned  Jud^e  was,  as  it  seems  to  me, 
diverted  from  the  direct  road  into  narrow  and  difficult  by-paths  from  which  it 
was  not  easy  to  escape.  With  the  utmost  respect  for  the  learned  Judge, 
and  agreeing  as  I  do  with  a  great  part  of  his  judgment,  I  think  he  was  wrong  15 
in  dismissing  the  action  with  costs. 

I  think  that  the  Plaintiffs  are  entitled  to  an  injunction  to  restrain  the 
Defendants  from  carrying  on  business  as  makers  or  sellers  of  motors  under  the 
name,  style,  or  title  of  the  London  Daimler  Company  Ld.y  or  under  any  other 
style  or  name  in  which  the  word  "  Daimler  "  is  used,  in  such  a  manner  as  to  20 
be  calculated  to  induce  the  belief  that  the  business  carried  on  by  the  Defendants 
is  the  same  as  the  business  carried  on  by  the  Plaintiffs.  Beyond  this  I  am  not 
prepared  to  go.  I  do  not  assent  to  the  claim  put  forwai-d  by  the  Plaintiffs  that 
they  have  a  monopoly  in  the  use  of  the  word  "  Daimler."  I  am  by  no  means 
prepared  to  say  that  the  Defendants,  if  they  properly  change  their  name,  may  25 
not  apply  the  word  "  Daimler  "  to  motors  manufactured  by  them,  care  being 
taken  to  use  it  with  such  prefix  or  suffix  or  in  such  a  combination  as  to 
adequately  distinguish  their  goods  from  the  goods  of  the  Plaintiffs  ;  but  it  is 
premature  to  consider  this  question. 

That  being  so,  it  only  remains  to  deal  with  the  question  of  costs.    I  am  aware  30^ 
that  Mr.  Astbiiry  says  that  in  the  present  case  they  have  not  much  hope  of  getting, 
costs  from  the  Defendant  Company,  but  I  think  it  is  right  that  we  should 
indicate  what  in  our  view  is  the  proper  order  as  to  costs.    Of  course  the  coeta 
which  the  Plaintiffs  have  been  ordered  to  pay,  if  they  have  been  paid,  must  be 
refunded.  I  think  that  the  Plaintiffs  are  entitled  to  the  general  coats  of  the  action  35- 
and  to  the  costs  of  the  appeal,  but  I  think  they  are  not  entitled  to  all  the  costs, 
of  the  evidence  in  the  Court  below.    I  feel  bound  to  refer  to  two  passages  in  the 
proceedings  before  the  learned  Judge.    One  is  where  Mr.  Justice  Buckley  said 
with  perfect  truth  : — **  The  real  question  in  this  case  is  wheUxer  by  using  tJhe 
**  name  London  Daimler  Company  they  will  be  deceiving  the  public  and  string  40 
"  your  trade.    Mr.  Buckmaeter. — No  doubt  that  is  the  real  question.   Mr.  Justice 
**  Buckley. — The  evidence  that  I  have  been  listening  to  here  for  two  and  a  hidf 
"  days  does  not  go  anywhere  near  it " ;  and,  when  the  learned  Judge  wag 
threatened  with  fourteen  more  witnesses,  he  almost  begged  Counsel  to  curtail 
them,  and  to  some  extent  the  number  was  reduced.    Having  regard  to  the  way  in  45 
which  this  case  was  overlaid  with  evidence,  which  as  I  have  said  before  was 
found  irrelevant  and  unnecessary,  and  having  regard  to  the  fact  that  the 
Plaintiffs  in  this  action  obviously  claimed  far  more  than,  in  the  judgment  of 
this  Court,  they  are  entitled  to,  I  think  all  we  can  possibly  give  them  will  be 
one  half  the  costs  of  the  evidence  in  the  Court  below.    I  have  not  forgotten  50 
what  Mr.  Aetbury  said  about  the  letters  and  the  writ,  but  the  plain  meaning  of 
the  writ  is  this  : — ^"  We  contend  that  you  are  not  entitled  to  have  the  word 
'^  *•  Daimler '  in  any  part  of  your  name,  and  you  are  not  entitled  to  use  the 
"  word  *  Daimler '  on  any  of  your  goods."    In  my  view  both  these  contentions 
are  wrong,  and  the  utmost  we  can  give  the  Plaintiffs  is  the  relief  that  I  have  55 
indicated. 
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The  Prbsident  of  the  Probate  &c.  Division.— I  agree  with  the  judgment 
that  has  been  pronounced  by  the  Master  of  the  Rolls,  and,  if  this  Conrt  were 
not  interfering  with  the  judgment  of  the  learned  Judge  in  the  Court  below, 
I  might  simply  express  myself  by  saying  that  I  agree  in  the  judgment  of  the 

5    Master  of  the  Rolls  ;  but,  as  we  are  differing  from  the  learned  Judge,  I  desire 

to  state  very  shortly  why  I  have  also  come  to  the  conclusion  that  the  Plaintiffs 

are  entitled  to  the  relief  that  has  been  indicated  by  the  Master  of  the  Rolls. 

•  The  question  we  have  to  determine  in  this  case  appears  to  me  to  be  a  very  clear 

one.  It  is  substantially  the  same  kind  of  question  as  that  which  arose  in  the  North 

10  Cheshire  and  Manchester  Brewery  Company  Ld.  v.  Manchester  Brewery  Gompany 
Ld.  (L.R.  (1899)  A.C.  83),  and  the  question  in  that  case  is  thus  stated  by  Lord 
Hdlsbury.  He  said  : — ^**  But  the  truth  is,  that  when  one  comes  to  see  what  the 
*"  real  question  is,  it  is  in  a  single  sentence.  Is  this  name  so  nearly  resembling 
*^  the  liame  of  another  firm  as  to  be  likely  to  deceive  ?  "    And  Lord  Shand  stated 

15  (which  is  really  the  same  question  in  another  form)  the  matter  in  this  way  :  — 
**  Was  the  taking  of  the  name  of  the  ^Manchester  Brewery  Gompany  Ld.* 
'*  calotilated  to  induce  the  belief  amongst  the  public  or  the  trade  that  the  business 
•*  which  was  carried  on  by  the  respondents  is  now  the  business  carried  on  by 
**  the  new  firm"  ?    That  is  the  statement  in  that  case  of  the  question  which  had 

20  to  be  considered  there,  and  it  is  a  very  similar  question  it  appears  to  me  which 
has  to  be  considered  in  this  case.  The  Master  of  the  Rolls  has  stated  the 
position  occupied  by  the  Plaintiffs  and  the  position  occupied  by  the  Defendants. 
They  are  more  elaborately  and  fully  set  forth  in  the  judgment  of  Mr.  Justice 
BucMey^  now  Lord  Justice  Btickley. 

25  The  ^cts  are  reasonably  clear  with  regard  to  the  relative  position  of  the 
Plaintiffs  and  of  the  Defendants.  There  was  in  1901  a  case,  which  has  been 
referred  to  in  the  course  of  this  appeal,  heard  by  Mr.  Justice  Buckley^  as  he 
then  was,  in  which  the  facts  at  that  time  were  very  different  from  the  facts 
which  appear  at  the  present  date,*  and  one  is  not  surprised,  when  one  knows — 

30  it  is  a  matter  of  notoriety,  and  it  is  a  matter  also  which  is  demonstrated  by  the 
evidence  in  this  case — ^that  there  have  been  enormous  strides  and  enormous 
changes  in  the  modern  business  of  the  motor  car  manufacturer,  to  find  that 
facts  which  existed"  in  the  year  19W  or  1901  have  been  changed  by  time  to  a 
state  of  facts,  which  does  not  in  the  least,  at  the  present  day,  resemble  what 

35  occurred  at  that  time.  Between  that  time  and  the  time  when  this  writ  was 
issued  the  Plaintiffs,  who  have  succeeded,  as  I  believe  I  am  correct  in  stating, 
to  the  plaintiffs  in  the  action  of  1901,  have  undoubtedly  acquired  a  very  high 
reputation  for  the  manufacture  of  motor  cars,  and  the  evidence  which  has  been 
given  on  their  behalf  is  very  strong  in  connection  with  the  point  which  has 

40  been  so  fully  presented  in  this  case. 

I  take  one  passage  from  the  evidence  given  by  Mr.  William  Worby  Beaumont 
as  illustrating  the  class  of  evidence  which  has  been  relied  upon  by  the 
Plaintiffs.  This  question  was  put  to  him,  perhaps  in  rather  a  leading  form, 
but  still  apparently  without  any  objection.    "  (Q.)  Whether  the  book  is  rififht  or 

45  "  wrong,  never  mind  the  particular  expressions  in  it,  at  the  present  day,  in  this 
"  country,  amongst  people  who  are  talking  about  cars,  have  you  any  doubt  at 
"  all  what  *  Daimler'  means — ^when  you  are  talking  of  modern  motor  cars  ?  — 
"  (A.)  Absolutely  none.  During  the  last  three  years,  since  the  Daimler 
*^  Company  has  grown  from  a  very  small  business,  through  changes  of  design 

50  "  that  they  have  made,  and  by  changes  in  the  mode  of  construction,  they  hive 
"  made  cars  which  have  been  extremely  successful.  There  is  no  other  Company 
*'  and  no  other  maker  in  this  country  making  anything  which  has  the  name 
•♦'Daimler*  attached  to  it    Their  name,  or  the  name  of  the  Company,  is 

•  J^qi^ler  ffotor  Car  Campanf  U,  ▼.  Brm^  Hotpr  Traetion  dmpany  Ld.  (18  B.P.O.  4^6), 
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^'  *  Daimler,*  and  anyone  here  speaking  of  a  car,  intending  to  purchafle  it,  or  of 

**  the  car  having  made  a  certain  performance,  saying  it  was  a  '  Daimler '  car, 

"  means  a  car  made  by  the  Daimler  Company  of  Coventry."    There  is  a 

considerable  body  of  evidence  saying  substantially  the  sa-ne  thing  bat  in  a 

different  form  of  expression  no  doubt,  according  as  the   witness  stated  the  &. 

matter  ;  and  it  does  not  seem  to  me  on  a  careful  examination  of  the  evidence 

given  by  the   Defendants  that  they  were  substantially  able  to  dispute  that 

position.    I  will  take  two  or  three  passages  only  to  illustrate  this  point.    Mr. 

S.  F.  Edge^  answering  a  question  put  by  Mr.  Asthury^  gave  the  answer  which 

will  appear  if  I  read  the  question  and  answer.    '^  (Q.)  I  suppose  neither  you  IQ 

^^  nor  anybody  else,  who  knows  anything  about  these  shows  and  reads  news- 

'*  papers  and  so  on,  would  dream  of  denying  for  a  moment  that  our  cars  are 

**  commonly  spoken  of  as  '  Daimlers  ?— (A.)  Certainly  that  is  a  common  terat,** 

The  following  questions  were  also  put,  which  I  think  certainly  show  that 

position,  to  the  same  witness* : — ^^  (Q.)  Is  it  your  suggestion  that  if  the  Defen-  15^ 

*'  dant  Company  start  making  cars  and  call  them  *  Ix»ndon  Daimlers,'  they  will 

"  be  *  Daimlers '  ? — (A..)  If  they  have  the  right  from  the  Comrony  who  owns 

'*  the  rights  in  this  country,  they  certainly  will  be  '  London  mimlers.'    (Q.) 

"  Although  the  Plaintiffs'  cars  are  known  as  *  Daimlers '  ?— (A.)  Certainly  ; 

"  they  must  call  them  *  Coventry '  or  any  other  prefix  they  like  to  identify  20 

'*  them.    (Q.)  Your  view  is  the  Plaintiffs,  who  have  built  up  this  large  trade, 

^'  must  now  change  their  name  to  suit  this  new  Company,  who  are  going  to 

**  call    their   cars    *  Daimlers '  ? — (A.)   Certainly.     (Q.)  That  is  your  sugges* 

"  tion  ? — (A.)  Most  decidedly."     Of  course  the   object   of   this  action   is  to 

restrain    the    Defendants  from    using  a  name  by   which  that  object  can  be  25  , 

carried  out.     Another  witness,  Mr.  Stocks^  said  this  :— *'  (Q.)  Then  am  I  right 

^^  in  saying  that,  except  as  applied  to  a  'bus,  there  is  no  car  over  here  that 

**  is  sold  or  dealt  in  under  the  name  of  *  Daimler '  except  the  car  made  by  the 

"  Plaintiff  Company  ?— (A.)  Not  the  word   •  Daimler '  only.     (Q.)  And  that 

"  word   *  Daimler '  associated   with  a    pleasure    car    over    here    would    lead  30 

"  everybody  to  think  that  it  was  made  by  the  Plaintiff  Company? — (A.)  It  all 

^'  depends  in  what  connection  it  is  used.    (Q.)  I  said  in  connection  with  a 

"  pleasure  car  ? — (A.)  Yes,  I  should  say  so  as  a  rule."    Another  witness,  Mr. 

Harty  said  this  : — "  (Q.)  And  in  England,  you  do  not  dispute,  do  you,  that  the 

"  phrase  *  Daimler  Car,'  without  any  qualification,  one  way  or  the  other,  would  35 

"  mean  a  car  made  by  the  Plaintiff  Company  ?— (A.)  No,  but  you  frequently 

"  see  them  called  *  Coventry  Daimlers.' "    So  that  it  is  fairly  obvious  from  the 

evidence  given  by  the  Defendants,  that  the  body  of  evidence  given  by  the 

Plaintiffs  was  not  really  capable  of  serious  contradiction.    Then  the  position 

taken  up  by  the  two  parties  is  indicated  by  the  letters  of  the  9th  of  May  and  40* 

the  10th  of  May.    The  letter  of  the  9th  of  May  is  as  follows :— "  We  are 

"  instructed  by  the  Daimler  Motor  Company  (1904)  Ld.  to  apply  to  the  High 

"  Court  for  an  injunction  restraining  your  Company  from  using  the  name  the 

'^  London  Daimler  Company  Ld.  or  any  other  name  so  nearly  resembling  it  as 

'*  to  be  calculated  to  induce  the  belief  that  the  business  to  be  carried  on  by  it  is  45 

*'  the  same  or  is  in  any  way  connected  with  our  clients.    Be  so  good  as  to  let 

*^  us  have  the  name  of  the  solicitor  who  will  accept  service  on  behalf  of  your  ! 

"  Company."    To  that  there  is  a  reply  of  the  10th  of  May,  acknowledging  the 

'•  letter,  and  saying  this  :— "  We  are  taking  over  the  Motor  Traction  Company 

**  and  their  license,  which  was  issued  in  the  same  way  and  from  the  same  people  50 

**  as  your  clients'  license,  entitling  them  to  use  the  name  '  Daimler.'    (2)  The 

"  Moto7'  Traction  Company  paid  50,000Z.  in  cash  for  this  license  and  right. 

*'  (3)  In  case  there  should  be  any  confusion  between  your  Company  and  ours 

"  we  have  prefixed  the  word  ^  London '  and  our  cars  will  be  known  as  the 

"  *  London  Daimlers '  whereas  yours  are  of  Coventry."    After  that  there  is  55 

some  further  correspondence,  and  the  writ  was  issued. 
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In  the  course  of  the  trial  Mr.  Terrell  stated  that  the  Defendants  were  ready  to- 
give  an  undertaking  not  to  call  any  cars  they  might  make  '^  London  Daimlers.'^ 
He  said  : — ^**  We  have  no  intention  of  doing  this.  We  may  call  them  *  Eureka 
**  *  Daimlers.*  "    Counsel  for  the  Plaintiffs  were  not  satisfied  with  that.    They 

5  preferred  to  take  the  evidence  as  it  stood.  In  consequence  the  case  proceeded, 
and  the  injunction  now  sought  was  continued  to  be  asked  for.  That  leaves  us 
to  settle  the  question  which  I  stated  at  the  commencement,  and  it  is  a  material 
element,  I  think,  in  considering  that  question,  that  it  is  of  importance  to  the 
Plaintiffs,  if  their  position  is  right  that  they  have  in  fact  built  up  the  businesB 
10  in  the  way  they  contend  they  have.  When  one  deals  with  these  two 
names  as  a. mere  matter  of  comparison,  as.  was  done  in  the  case  of  the 
Manchester  Brewery  Company^  and  with  regard  to  the  facts  v/hich  have 
been  pointed  out  by  the  Master  of  the  Rolls,  that  the  Plaintiffs,  although  they 
have  their  works  at  Coventry,  have  a  large  show  room  in  London,  and  I  think 
15  I  am  correct  in  saying,  according  to  the  evidence,  35  per  cent,  or  37  per  cent, 
of  their  sales  are  effected  in  London,  and  when  knows  this,  that  nearly  every- 
body — certainly  a  large  number  of  people — who  wish  to  have  a  car,  and  are 
probably  in  London  from  time  to  time,  or  near  it,  will  undoubtedly  see,  or 
have  opportunities  of  seeing  show  rooms  such  as'  that,  and  may  very  likely 
20  regard  a  Company,  although  its  works  are  at  Coventry,  as  having  one  of  its 
principal  places  of  business  in  London,  and  when  one  approaches  the  case  from 
that  point  of  view  and  from  the  point  of  view  of  a  trade  which  is  of  a  large 
character,  one  asks  oneself  the  simple  question — Is  the  fact  of  another  Company 
starting  in  London  with  the  name  London  Daimler  Company  Ld.  likely  to 

25  deceive  ?  It  seems  to  me  that  question  can  only  have  one  answer.  I  should  have 
thought  it  was  a  reasonably  obvious  answer  to  give  at  once  :  that  confusion  must 
undoubtedly  arise,  or  may,  because  it  is  not  necessary  to  go  so  far  as  must;,  and 
if  that  required  any  real  fortification  I  think  those  answers  which  I  have 
read  from  Mr.  Edge's  evidence,  where  he  deals  with  the  suggestion  that,  if 

30  there  is  to  be  any  confusion,  the  Plaintiffs  had  better  change  their  name  and 
call  themselves  Coventry  Daimler  Company^  make  it  reasonably  plain.  That 
being  so,  I  agree  with  the  Master  of  the  Rolls  in  saying  that  it  is  not  necessary 
to  go  into  the  question  of  inner  motives.  When  the  persons  who  are  responsible 
for  founding  the  Company  of  the  Defendants  with  this  name,  are  not  called^ 

35  and  when  evidence  is  given,  such  as  is  given  by  Mr.  Edge^  there  is  a  possibility 
of  drawing  an  adverse  inference ;  but  as  it  is  only  necessary  to  find  as  I 
have  done  on  ihe  first  point,  I  do  not  desire  to  go  into  that,  or  to  express  any 
opinion  about  it.  I  do  not  wish  to  pass  from  the  case  without  noticing  that  there 
is  evidence  from  which  it  might  be  possible  to  draw  an  inference  such  as  is 

40  suggested  by  the  Plaintiffs  ought  to  be  drawn. 

Broadly  speaking,  I  agree  with  the  judgment  which  has  been  pronounced  by 
the  Master  of  the  Rolls,  and  think  that  the  name  of  the  Defendants  is  one  that 
is  likely,  and  not  only  likely,  but  very  likely,  to  mislead,  having  regard  to  the 
circumstances  of  this  case. 

45  Kennedy  L.J. — I  am  of  the  same  opinion,  and  I  should  certainly,  after  the 
two  judgments  that  have  been  pronounced,  say  little  or  nothing  but  that  we 
are  differing  from  the  judgment  given  after  a  long  trial  by  my  hrotheT  Buckley^ 
and  I  may  add  by  a  Judge  who,  as  we  know,  has  had  a  very  special  acquaintance 
with  the  law  relating  to  Companies.     In  the  few  words  which  I  wish  to  say  I  put 

50  niy  grounds,  as  far  as  I  can,  upon  principle.  I  think  it  is  clear  that,  without 
pretending  to  give  an  exhaustive  statement  of  the  various  points  of  law  that  have 
been  decided  upon  particular  circumstances  in  a  very  large  number  of  cases  of 
this  class,  three  things  do  seem  to  emerge  as  recognised  by  the  Courts ;  first,  that 
where,  as  here,  complaint  is  made  by  one  trader  of  another  trader  trading  under 

55  a  name  which  is  so  near  to  his  as  may  not  unreasonably  cause  injury  to  the 
complainant's  business,  if  the  name  of  the  trader  complained  of  is  his  own 

2  I 
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name,  there  is  prima  facie  no  ground  of  complaint  which  conld  be  maintained 
in  law — if  it  is  his  own  name,  either  in  the  case  of  an  indiyidnal  or  in  the 
case  of  an  association  of  persons,  whether  a  partnership  or  a  company.  The 
case  of  Turton  v.  Turton*  was  a  case  of  persons  trading  in  their  own  names ;  and 
there,  in  judgments  which  have  been  in  some  portion  referred  to,  as  they  f oioned  5 
part  of  the  judgment  of  Mr.  Justice  Stirling  in  the  case  to  which  Mr.  Buckmaster 
BO  lucidly  and  so  usefully  referred — in  the  judgments  particularly  of  Lord 
Justice  Cotton  and  Lord  Justice  Fry — the  grounds  of  that  principle  are  clearly 
stated.  And  so  in  the  case  of  the  name,  if  it  can  be  called  its  own  name,  of  a 
company.  That  is  the  case  to  which  Mr.  Buckmaster  referred  us  and  dealt  10 
with — Saunders  v.  Sun  Life  Assurance  Company  of  Canada,  It  is  upon  that 
ground  that,  as  Mr.  Justice  Stirling  points  out,  tiie  decision  proceeds.  There 
was  a  company  which  was  objected  to  on  account  of  its  likeness  to  an  earlier 
-existing  British  Company,  the  only  difference  practically  being  the  addition  of 
the  words  ^'  of  Canada  "  to  the  name  of  the  Company  that  was  objected  to  ;  but  15 
that  Company  was  carrying  on  business,  or  began  to  seek  to  carry  on  business, 
not  as  a  new  firm  in  a  fancy  name,  but  in  the  name  which  it  had  acquired  at 
its  birth  by  the  very  law  which  incorporated  it.  And  so  upon  the  same 
principle  which  was  applied  to  the  individual  in  Turton  v.  Turton^  it  was 
held  not  sufficient  in  itself  to  show  that  there  might  be,  and  probably  would  20 
be,  a  confusion  between  the  two,  which  might  operate  to  the  detriment  of 
the  complaining  person.  But  on  the  other  hand,  even  where  the  name  may 
be  an  own  name  or  a  name  of  that  class,  there  may  be  circumstances  in  which 
it  is  clear  that  that  which  the  law  will  not  allow  is  being  done  by  the  parties 
complained  of,  that  they  are  dishonestly  seekinc:  by  reason  of  their  similarity  25 
of  name  to  obtain  the  trade  of  another  or  to  pass  off  the  products  of  their 
manufactory  as  the  products  of  the  other  manufactory,  whose  business  they 
tire  impairing.  Such  a  case  is  the  Day  and  Martin  case.t  There  you  had 
names,  which  were  the  very  names  of  the  persons  setting  up  the  business, 
but  under  such  circumstances  and  with  such  surroundings  as  made  it  plain  30 
that  that  was  going  to  be  done  which  neither  law  nor  morality  could 
isanction,  namely,  a  trick  by  the  use  of  the  name  to  obtain  advantages  from 
another  by  passing  off  their  goods  and  their  business  as  if  it  were  the  business 
^nd  the  goods  of  another  trader  already  existing.  Then  you  come  to  the  case 
in  which  the  name  cannot  be  said,  whether  of  the  company  or  the  individual,  35 
to  be  the  true  name — the  case  which  is  that  of  what  one  may  call  a  fancy  name. 
Such  was  the  case,  as  I  understand  it,  of  Hendriks  v.  Montagu  (UR.  17  CD.  638), 
and  such  one  may  say  was  the  case  in  the  North  Cheshire  and  Manchester 
Brewery  Company^s  case,  where  there  were  already  existing  Companies  with 
<3ertain  titles,  themselves  fancy  in  their  origin,  not  representing  anything  that  40 
could  be  called  names  or  representing  a  title  which  had  existed ;  from  the  first 
there  had  been  trade  carried  on  under  the  names  ;  and  then  a  Company  comes 
and  takes  practically  the  same  fancy  name  and  seeks  to  do  business.  In  that 
class  of  case  the  question  of  fact  arises — Is  the  similarity  such  that  there  is  good 
ground  of  complaint  ?  Because  there  vnll  be,  either  in  relation  to  the  business  45 
a  possible  taking  away  of  business  from  the  first  Company  through  a  mistake, 
or  a  passing  off  of  products  as  the  products  of  the  one  Company  when  they  are 
really  the  products  of  the  other.  In  that  kind  of  case  the  Court  has  to  draw  an 
inference  from  the  facts,  and  it  may  be  that  there  is  a  difficulty  sometimes  in 
saying  exactly  what  evidence  is  relevant  or  what  evidence  is  admissible  to  prove  50 
that  that  which  is  quite  sufficient  to  give  a  good  cause  of  action  in  such  a  case 
has  in  fact  taken  place.  There  is  one  other  principle  which  seemed  at  one  time 
to  have  been  invoked  by  the  Defendants  in  this  case,  and  that  is  the  principle 


♦  L.R.  42  CD.  128.  t  Croft  v.  Day  7  Bea.  84. 
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\^hichy  as  I  read  the  jadgmenty  was  the  deciding  principle  in  the  case  of  Singer 
Manufacturing  Company  v.  Loog.  There  may  be  created  in  the  course  of 
time  a  system.  A  name  which  was  originally  the  property  of  a  particular 
person,  who  made  the  machinery  or  prefaced  the  article,  may  come  in  time 

5  to  signify  a  system  of  manni^cture  or  structure  either  externally  or  internally 
or  both,  and  in  that  case  it  was  held  there  was  no  wrong  done,  where  that 
was  proved,  in  a  person  referring  in  his  circulars  and  business  to  articles  as 
being  of  that  system  or  describing  them  by  the  word  ''  Singer,''  although 
there  was  a  "  Singer  "  and  a  "  Singer  Company"  who  were  still  carrying  on 
20  business  in  the  manufacture  of  similar  articles.  It  seems  to  me  that  that  may 
be  passed  over  in  this  case,  because  I  do  not  think  it  is  true  upon  the  evidence 
that  there  was  existing,  at  the  time  of  the  birth  of  the  Defendant  Company 
when  it  threatened  to  begin  its  business,  anything  which  could  be  treated 
as  being  a  "  Daimler  "  system.  Mr.  Asthiiry  very  f  uUy  and  very  clearly  showed 
15  by  his  argument  and  the  evidence  on  this  point — ^and  I  do  not  think  it  is 
really  contested — that  the  term  "  Daimler  System  "  was  one  which  could  not 
be  applied  to  that  which  had  got  the  success  for  his  Company,  nor  in  the 
sense  of  a  system  was  it  that  which  the  Defendants  themselves  could  be 
bringing  out ;   because  in  substance,  so  far  as  there  ever  had  been — and  there 

20  ^as  as  I  understand  at  the  time  of  the  earlier  action — such  a  system,  it  is  in 
all  essentials  obsolete. 

Those  being  the  principles,  what  are  the  facts  here  ?  I  am  not  going  through 
them,  but  in  substance  it  can  be  stated  in  two  sentences ;  that  the  Plaintiff 
Company,  having  no  doubt  once  manufactured  on  the  *^  Daimler "   system, 

25  which,  as  I  have  said,  existed  at  the  earlier  or  embryonic  stage  of  this  great 
business,  and  having  only  prospered  up  to  a  certain  extent  at  a  point  which 
I  think  is  put  as  1902,  practically  by  good  workmanship  and  by  using  in 
many  important  respects  new  forms  and  combinations  of  machinery,  had 
built  up  a  successful   business  in  a  motor  which  is  known  as  a  '^  Daimler 

30  "  motor  " — I  do  not  think  there  can  be  any  question  as  to  that — then,  in  the 
second  place,  that  the  Defendants  are  a  new  Company  using  a  fancy  name, 
London  Daimler  Company  Ld.^  and  the  Plaintiffs  come  here  to  say  that  that 
is  a  wrong  to  them.  I  do  not  think  they  are  bound  to  show  more  than  this  ; 
that  their  name,  as  producing  the  "  Daimler  "  car  and  as  connected  with  that 

35  car,  is  a  property,  the  value  of  which  will  in  all  probability  be  affected 
injuriously  by  this  fancy  name  being  assumed,  if  it  is  allowed  to  continue,  by 
the  new  Company  who  spring  into  existence  and  who  are  using  no  doubt  the 
prefix  "  London,"  but  who  as  using  that  prefix  will  none  the  less  in  all  proba- 
bility be  confused  with  them  and  the  cars  turned  out  by  the  new  Company 

40  confused  with  the  cars  well  known  as  "  Daimler  "  cars  made  by  the  Plaintiffs.  It 
seems  to  me  that,  as  the  President  of  the  Probate,  Divorce  and  Admiralty  Division 
has  already  said,  looked  at  as  a  matter  of  common  sense,  I  should  almost  say  such 
a  prefix  is  no  sort  of  protection  from  confusion.  The  Plaintiff  Company,  it  is  true, 
manufacture  in  Coventry.    It  is  true  that  some  of  their  parts  may  be  stamped 

45  with  "  Coventry  "  ;  but  they  are  a  Company  doing  business  in  London,  and  it 
seems  to  me  that  it  is  no  sort  of  real  distinction  to  come  to  London  and  call 
yourself  "  London  Daimler  Company y^  and  say  you  are  not  interfering  with  a 
firm  doing  a  large  trade  in  London  and  advertising  largely  in  London,  and 
showing  in  London  '* Daimler"  cars.    Then  there  is  certainly  evidence,  if 

50  evidence  is  relevant  or  right,  which  goes  to  show  that  that  result  would,  in  the 
opinion  of  competent  witnesses,  unquestionably  follow  and  therefore  that  the 
Plaintiffs,  it  seems  to  me,  would  be  entitled  to  recover.  But  I  do  wish  to  add 
this  in  justice  to  the  Defendants.  In  my  opinion  it  is  certainly  not  proved,  nor 
am  I  satisfied  if  it  were  necessary  to  decide  the  point,  that  there  was  any  dis- 

55  honesty  on  the  part  of  the  Defendants.  It  is  not  necessary  in  such  a  case  as 
this,  as  indeed  is  shown  by  the  North  Cheshire  and  Manchester  Brewery  case. 
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and,  according  to  my  recollection,  by  Hendrika  y.  Montagu^  where  one  of  the 
presiding  Judges  said  he  certainly  should  hold  there  was  no  dishonesty.  It  seems 
to  me  that,  having  regard  to  the  admitted  history  of  the  Defendants,  they  having 
by  their  predecessors  invested  50,000^.  in  the  nse,  not  merely  of  original  Patents, 
but  of  inventions  or  improvements  upon  certain  terms — nnqnestionably  articles  5 
forming  part  of  the  engine  and  engine  accessories  which  had  always  been  called 
**  Daimler  " — ^they  were  entitled  to  use  *'  Daimler,"  and  as  they  were  going  to 
trade  in  London  they  may  have  fancied  at  any  rate  that  Ooventry  was  essentially, 
though  not  in  name,  a  part  of  the  description  of  the  Plaintiff  Company,  who 
undoubtedly  are  so  &r  a  Coventry  Company-^their  works  are  there  and  ID 
that  they  use  the  name  upon  their  articles.  I  wish  also  to  add  this,  that  I  do 
not  think  it  necessary  to  find  it  upon  the  evidence,  although  I  agree  that 
there  is  evidence  which  might  fairly  and  properly  be  used  to  support  the  view ; 
but  I  also  say  this,  that  where  a  Judge  of  first  instance  of  the  High  Court, 
having  had  all  the  evidence  before  him,  has  found,  as  Lord  Justice  Buckley  15 
has  found,  that  the  Defendants  acted  honestly,  having  had  the  oral  evidence 
taken  before  him  and  having  seen  the  witnesses,  it  would  take  a  very  strong 
case  indeed,  in  my  opinion,  to  justify  me  in  reversing  that  conclusion  and  finding 
fraud  against  persons  when  the  Judge,  who  had  heard  the  witnesses,  thought  it 
ought  not  to  be  imputed  to  them.  I  agree  in  the  judgments  which  has  been  SO 
given  for  the  reasons  I  have  stated. 

Aeibury  E.C. — There  is  a  little  doubt  between  us  whether  the  Master  of  the 
Rolls  meant  that  we  were  to  have  the  general  costs  in  the  Court  below  and  half 
the  costs  of  the  evidence,  or  whether  it  would  not  be  simpler  to  give  us  half 
the  costs  in  the  Court  below.  2S 

The  Master  of  thb  Rolls. — I  meant  the  general  costs  and  half  the  costs 
of  the  evidence. 


Vol.  XXIV.,  No.  17.]    AND  TRADE  MARK  OASES.  393 


Mica  Inmlator  Company  Id.  v.  Bruce^  Peebles  <fe  Co.  Ld. 


In  thh  Court  op  Session  in  Scotland.— Outer  Housb. 

Be/ore  Lord  Johnston. 

November  3rd,  1905,  Jnly  6th  and  20th,  1906,  May  16th  and  22nd,  1907. 

Inner  House.— First  Division. 

5  Be/ore  The  Lord  President  and  Lords  McLaren,  Kinnear,  and  Pearson. 

May  29th  and  30th,  1907. 

Mica  Insulator  Company  Ld.  v.  Bruce,  Peebles  &  Co.  Ld. 

Patents. — Expenses,--' Abandonment  of  ck^ion.-'Patents  Act  1883,  Section  29 
((J). — Scotch  practice. — Precognitions* — Preliminary   investigations.^ Act  of 
10  Sederunt  of  the  15th  of  July  1876. 

Section  29  {6)  of  the  Patents  Ac.  Act  1883  provides  that:  ^^On  taxa- 
**  tion  of  costSy  regard  shall  be  had  to  the  Particulars  delivered  by  the 
"  Plaintiff  and  by  the  Defetidant ;  and  they  respectively  shall  not  be  allowed 
"  any  costs  in  respect  of  any  Particular  delivered  by  them  unless  the  same  is 

J5  ^'  certified  by  the  Court  or  a  Judge  to  have  been  proven  or  to  have  been  reasomible 
**  and  proper^  without  regard  to  the  general  costs  of  the  case.^^  Section  107  saves 
"  the  forms  of  process  of  the  Courts  in  Scotland.^^  The  Act  of  Sederunt  of  the 
15th  of  July  1876^  Regulation  3^  provides  that :  ^*  The  expenses  to  be  charged 
"  against  an  opposite  party  shall  be  limited  to  proper  ^Expenses  of  Process^ 

20  "  without  any  allowance  {beyond  that  indicated  in  the  table)  for  preliminary 
*^  investigations^  subject  to  this  proviso,  that  precognitions  (so  far  as  relevant 
"  and  necessary  for  proof  of  the  matters  in  the  record  between  the  partxes\ 
**  although  taken  before  the  raising  of  an  action  or  the  preparation  of  defences^ 
^<  and  although  the  case  may  not  proceed  to  trial  or  proof  may  be  allowed  where 

25  "  eventually  an  interlocutor  shall  be  pronounced  either  approving  of  issties  or 
"  allowing  a  proof  J*  In  an  action  for  infringement  of  Patents  the  Defenders 
pleaded  that  the  Pursuers'  averments  of  infringement  were  irrelevant  for  want 
of  specification  and  that  tite  Patents  were  invalid;  the  Lord  Ordinary  allowed 
a  Proof     The  Defenders  reclaimed.     The  First  Division  recalled  the  Lord 

30  Ordinary^s  interlocutor^  held  the  case  irrelevant  as  stated^  and  allowed  tlie 

*  FreooffnltioxiBsFroQfi.    J,  0, 
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Pursuers  to  amend.  Thereafter  they  of  new  dosed  the  Record  and  remitted 
to  the  Lord  Ordinary  to  proceed  as  accords.  Hie  Pursuers  abandoned  the 
action.  On  taxation  of  accounts  the  question  arose  whether  the  Defenders  slumld 
he  allowed  the  expense  of  precognitions  and  preliminary  investigations.  The 
Lord  Ordinary  reported  the  point  to  the  First  Division.  5 

Held,  that  while  Section  29  applied  to  Scotland^  it  had  not  the  effect  (when 
read  with  Section  107)  of  rendering  a  Certificate  of  expenses  under  the  Judge's 
hand  necessary  there;  that  Subsection  6  merely  declared  what  was  already  the 
ordinary pr^actice  in  Scotland;  that  the  Act  of  Sederunt  of  the  16th  of  July 
1876  applied  to  Patent  cc^esy  but  was  not  to  receive  a  narrow  interpretation;  10 
that  since  the  present  case  had  been  remitted  to  the  Lord  Oi*dinary  for  further 
procedure^  and  this  could  only  be  a  Proof  expenses  sh&idd  be  allowed  as  if  that 
interlocutor  had  contained  an  order  for  Proof;  and  that  such  expenses  included 
the  expense  of  precognitions  but  not  of  all  preliminary  investigations  ;  beyond 
this  no  distinction  could  be  made,  in  respect  that  it  was  a  Patent  caee,  between  15 
the  present  ccLse  and  any  other. 

On  the  3rd  of  NoYember  1904  the  Mica  InsulcUor  Company  Ld.^  of  London, 
raised  an  action  against  BrucCy  Peebles  A  Co.  Ld.y  of  Edinburgh,  (first)  for  500^ 
damages  for  breach  of  a  contract  wbereby  the  Defenders  were  said  to  have 
agreed  to  purchase  from  the  Pursuers  at  specified  prices  their  whole  supply  o^  20 
mica  segments,  micanite  segments,  cut  mica,  and  mica  for  the  year  1904; 
(second)    for   interdict   against   the    infringement    of    Patents    No.    10,430*,  '  f 
of   1892,   and   No.   6018*,   of   1895,   for  improvements   in   the   manufacture 
of  flexible  sheets  for  electrical  insulation  ;   and   (third)  for  an  account  of 
the  micanite  insulated  sheets  made  by  the  Defenders  during  the  dependence  25 
of  the  action,  and  for  500/.  damages  for  infringement.    The  Pursuers  averred 
that  the    Defenders    manufactured    "extra    flexible   micanite    cloth"    using 
the  patented  inventions  in  its  manufacture,  and  also  that^  since  the  beginning 
of  1^02,  the  Defenders  had  infringed  the  Patents  by  purchasing  from  other    f 
persons  than  the  Pursuers  micanite  and  extra  flexible  micanite  cloth  made  30 
in  contravention  thereof,  and  in   particular  that  at  various  dittos  they  had 
bought  of  one  Brandt  in  Hamburg,  and  used  in  their  machines  in  Scotland, 
micanite  made  in  contravention  of  the  Patents,  and  that  they  had  bought 
from  the  Bergman  ElectriQitats  Qeselischaft  in   Berlin  machines  insulaied 
in  infringement  of  the  Patents,  and  sold  them  to  persons  in  Scotland.    The  35 
Defenders  pleaded  that  the  averments  of  the  Pursuers  were  irrelevant  and 
lacking  in  specification,  and  should   not  be  admitted    to    probation.    They 
denied  breach  of  contract.    They  i^verred  that  the  Patents  sued  upon  wero 
invalid  by  reason  of — (a)  want  of  patentable  subject-matter  ;,  (J)  lack  of  inven- 
tion ;  ic)  anticipation ;  and  (d)  prior  user  ;  and  they  set  forth  Particulars  of  the  40 
Objections  so  made.    They  also  denied  infringement. 

.  After  a  discussion  on  the  relevancy,  when  it  was  argued  that  there  were  no 
suflBicient  Particulars  of  Breaches,  the  Lord  Ordinary  (Lord  Storm ONTH-Dar-  "^ 
LING)  held  the  action  relevant  and  allowed  a  Proof.*  The  Defenders  reclaimed. 
The  First  Division  of  the  Court  of  Session  reversed  the  Lord  Ordinary'^  45 
decision,t  holding  that  the  action  as  it  stood  was  irrelevant  (1)  bec^iuse  it 
was  not  clearly  specified  what  amount  was  claimed  for  breaches  before  amend- 
ment of  the  Specification  and  what,  for  breaches  after  amendnient ;' and  (2) 
because  there  were  no  sufBcient  averments  to  show  what  was  the  nature  of  thid 

♦  22  B.P.0,  359,  t  «2B.P.0.527. 
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breach  complained  of.  The  Pursuers  were  given  an  opportunity  to  amend  their 
Record,  which  they  did  (see  for  the  amendment  22  R.P.C.  532).  On  the  3rd  of 
November  1905,  the  Lords,  having  allowed  the  amendment,  of  new  closed  the 
Record  and  remitted  the  case  to  the  Lord  Ordinary  to  proceed  thereon  as  accords, 
5 '  finding  the  Defenders  entitled  to  expenses  from  the  27th  of  March  1 905  to  the 
15th' of  July  1905,  and  neither  party  entitled  to  expenses  from  the  15th  of  July 
1905  to  the  date  of  that  interlocutor.  These  expenses  were  taxed  and  paid. 
On  the  6th  of  July  1906  the  Defenders  moved  to  have  a  date  fixed  for  Proof.  This 
Motion  at  the  Pursuers'  request  was  allowed  to  drop  that  they  might  consider 
10  as  to  abandonment.  On  the  20th  of  July  1906  the  Pursuers  abandoned  the 
action,  and  the  Lord  Ordinary  appointed  the  Defenders  to  lodge  in  process  an 
account  of  the  expenses  incurred  by  them  as  far  as  not  already  decerned  for, 
and  when  lodged  remitted  the  same  to  the  Auditor  to  tax  and  report.  The 
Auditor  taxed  off  the  expenses  of  the  precognitions  of  witnesses,  both  skilled 
15  witnesses  and  witnesses  to  the  facts  from  whom  the  information  was  obtained 
which  was  placed  before  the  skilled  witnesses,  and  expenses  connected  with 
obtaining  these  precognitions,  and  for  preliminary  investigations  necessary  in 
order  to  state  Particulars  of  Objections  to  the  Pursuers'  Patents  on  the  grounds 
of  want  of  invention,  want  of  subject-matter,  prior  user  and  anticipation  as 
20  well  as  to  preliminary  investigations  as  to  infringement.  These  expenses  were 
incurred  before  the  27th  of  March  1905,  the  date  on  which  the  Lord  Ordinary 
(by  interlocutor  afterwards  recalled)  allowed  a  Proof.  The  Defenders  objected 
to  the  Auditor's  Report,  and  asked  for  these  expenses.  On  the  16th  of  May  1907 
Counsel  were  heard  on  the  Report  and  objections. 
25  Macphail  (instructed  by  Mackenzie  and  Kermack  W.S.)  appeared  as  Counsel 
for  the  Pursuers  ;  Sandeman  and  Christie  (instructed  by  E.  I.  Findlay  S.S.C.) 
appeared  as  Counsel  for  the  Defenders. 

The  arguments  of  Counsel  were  substantially  the  same  as  in  the  Inner  House 
debate  which  followed  and  is  reported  below.    On  the  22nd  of  May  the  Lord 
30  Ordinary  (Lord  JOHNBTON)  reported  the  case  to  the  First  Division  of  the  Inner 
House. 

His  Lordship  added  the  following  Note  : — This  case,  which  was  raised  before 
Lord  Stormonth-Darling  in  the  end  of  1904,  and  in  which,  after  hearing 
parties  in  the  Procedure  Roll,  his  Lordship  on  the  27th  of  March  1905  sustained 
35  the  relevancy  and  allowed  a  Proof,  was  further  discussed  in  the  Inner  House  in 
July  1905,  when  your  Lordships  of  the  First  Division  found  the  Pursuers'  ease 
materially  wanting  in  specification,  and  consequently  on  the  6th  of  July  1905 
recalled  the  Lord  Ordinary's  interlocutor  of  the  27th  of  March  1905,  with  a  view 
to  the  Pursueis  considering  whether  they  would  propose  to  amend  their  Record. 
40'  '^he  Record  was. thereafter  amended  to  the  satirfaction  of  your  Lordships,  and 
on  the  3rd  of  November  1905,  it  was  re-closed  in  the  Division  and  the  case 
remitted  to  me,  as  in  room  of  Lord  Stormonth  Darlikg,  to  proceed  as 
accords. 

No  movement  was  made  in  the  case  before  me  until  July  1906,  when  after 

45  some  fencing  between  the  parties,  the  Defenders  moving  for  a  Diet  of  Proof  to 

be  fixed  in  order  to  bring  matters  to  a  point — though  correctly  I  should  have 

had  first  to  pronounce  a  renewed  order  for  Proof— and  the  Pursuers  seeking 

further  delay,  the  Pursuers  on  the  20th  of  July  1906  lodged  a  Minute  of 

Abandonment  in  terms  of  the  Statute,  in  respect  whereof  I,  on  that  date,  in 

50  ordinary  form  appointed  the  Defenders  to  lodge  an  account  of  the  expenses 

incurred  by  them.    This  account,  amounting  to  286/.  \6s,  9d.  has  been  taxed 

by  the  Auditor  at  69/.  3^.,  the  sum  taxed  off  being  as  much  as  220/.  139.  M.    On 

Objections  for  the  Defenders  to  the  Auditor's  Report,  a  difficult  question  of 

process  in  relation  to  expenses  arises. 

55      Under  the  Judicature  Act,  1825,  the  power  to  abandon  is  given  to  a  Pursuer 

only  subject  to  the  condition  of  "  paying  full  expenses  or  costs  to  the  Defender.*' 

What  are  '*  full  costs  "  in  the  sense  of  the  Statute  in  the  present  case  ?    The 
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Auditor  has  taken  the  view  that  the  General  Regulations  appended  to  the  Act 
of  Sederunt,  15th  July  1876,  are  peremptory  and  admit  of  no  exception,  and 
that  applying  them  he  can  only  allow  the  amount  at  which  in  an  ordinary  case, 
where  no  order  for  Proof  had  been  pronounced,  the  account  would  have  been 
taxed,  and  cannot  allow  anything  for  prior  investigations  and  precognitions.  5 
While  I  think  from  his  Note  that  the  Auditor  felt  the  hardship  to  the  Defenders 
of  his  ruling  in  the  present  case,  he  had  in  my  opinion  no  altematiye  except  to 
do  what  he  did  or  to  report  the  case  for  instructions,  and  he  probably  took  the 
more  convenient  method  of  dealing  with  the  case,  inasmuch  as  the  result  of 
applying  the  strict  rule  is  made  more  apparent  from  his  detailed  taxation.  10 

I  have  given  full  consideration  to  the  question  and  shall  submit  the  coBolusion 
at  which  I  have  arrived,  though,  for  reasons  to  be  afterwards  stated,  I  think  it 
proper  to  report  the  case  to  your  Lordships. 

I  must  refer  first  in  greater  detail  to  the  course  of  procedure  in  the  case.  The 
action  inter  alia  was  for  breach  of  Patent,  and  sought  interdict  and  damages,  15 
The  Patents  founded  on  were  two  in  number,  dated  in  1892  and  1895  respec- 
tively, but  they  had  both  been  amended  in  August  1904,  very  shortly  before 
the  raising  of  the  action.  They  were  for  '^  Improvements  in  the  manu&cture 
*'  of  flexible  sheets  for  electrical  insulation,"  and  the  material  manufactured  by 
the  Pursuers  under  their  Patents  they  describe  as  '^micanito^  or  *' flexible  20 
*'  micanite  cloth."  To  the  action  the  Defenders  pleaded  (1)  want  of  specification. 
But  they  also,  besides  (2)  denying  infringement,  attacked  the  Patent  on  the 
grounds  of  (3)  want  of  patentable  matter,  (4)  anticipation,  and  (5)  prior  use. 
Before  lodging  their  defences,  or  at  least  before  closing  the  Record,  the  Defenders 
took  the  course,  first  of  all,  of  taking  certain  precognitions,  and  obtaining  certain  25 
information  as  to  the  Pursuers*  alleged  Patents,  and  particularly  as  to  a  previous 
action  in  England  at  their  instance  founded  on  one  of  their  Patents,  which 
action  they  had  abandoned,  and  secondly  of  consulting  two  Patent  experts  in 
England  on  the  subject  of  their  defences.  The  formal  precognitions  taken, 
apparently  of  employees  in  the  Defenders'  works,  were  matter  of  little  moment  30 
The  really  important  thing  was  the  gathering  of  information  in  England  by  the 
Defenders*  agents,  the  consultation  of  Patent  experts,  and  their  reports,  which 
latter  I  regard  both  as  advising  as  to  the  defence,  and  as  the  equivalent  of  the 
precognition  of  scientific  witnesses.  According  to  the  Defenders'  account,  all 
this  was  done  prior  to  the  27th  of  March  1905,  when  Lord  Storhonth  35 
Darling  allowed  a  Proof.  Had  that  interlocutor  stood  unrecalled,  the  Auditor 
would  have  been  technically  able  under  the  Act  of  Sederunt,  15th  July  1876, 
to  make  allowance  for  "  precognitions "  at  any  rate,  whatever  that  term  may 
cover.  But  thai  interlocutor  was  reclaimed  against  and  was  recalled,  by  reason 
of  the  original  insufBciency  and  irrelevancy  of  the  Pursuers*  statements,  and  40 
therefore  in  the  sense  of  the  Act  of  Sederunt,  no  interlocutor  has  been  pro* 
nounced  allowing  a  Proof,  which  is  the  condition  of  the  general  regulations, 
appended  to  the  Act  of  Sederunt,  precedent  to  the  Auditor  being  authorised  to 
allow  for  precognitions,  when  the  case  does  not  ultimately  go  to  trial. 

While  the  fact  that  an  Order  for  Proof  was  pronounced  by  the  Lord  Ordinary  45 
and  was  recalled,  and  particularly  was  recalled  by  reason  of  the  Pursuers'  failure 
to  make  a  specific  statement  in  support  of  the  Summons,  cannot  be  left  out  of 
sight,  I  should  not  be  inclined  to  found  upon  it  either  way,  but  to  take  the 
matter  on  broader  grounds. 

During  the  discussion  in  the  Inner  House  the  Pursuers  saw  fit  to  lodge  a  50 
Minute  of  Amendment,  which  was  considered  by  your  Lordships  and  found 
not  to  obviate  the  defective  specification  On  judgment  being  pronounced,  the 
Pursuers  apparently  craved  leave  to  lodge  a  supplementary  Minute,  and  this 
being  granted  them,  there  followed  the  withdrawal  of  the  Minute,  and  the 
lodging  of  a  new  Minute  of  Amendment  of  Record  for  the  Pursuers,  which  55 
called  forth  a  Minute  of  Amendment  for  the  Defenders,  and  thereafter  a 
practically  new  Record  was  made  up  on  these  Minutes  and  closed  by  your 
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Lordships  on  the  3rd  of  November  1905,  before  the  case  was  remitted  to  me. 
I  have  carefully  examined  the  papers,  and  so  &r  as  I  am  in  a  position  to  jndge, 
I  am  satisfied  that  the  amended  defences,  called  for  by  the  Pnrsners'  amended 
Condescendence,  could  not  have  been  stated  without  investigations  such  as  the 
5  Defenders  made  between  the  raising  of  the  Summons  and  the  27th  of  March 
1905.  The  same  might  possibly  be  said  of  the  original  defences,  but  it  is 
unnecessary  to  consider  them. 

Do  then,  the  regulations  of  the  Act  of  Sederunt  of  1876  preclude  the  Court, 
In  a  case  such  as  the  present,  from  giving  the  Defenders  an  allowance  for  the 

10  costs  of  such  preparation  for  these  defences,  because  technic^ly  there  has  been 
no  interlocutor  allowing  Proof  ?  I  think  not,  and  I  do  so  irrespective  of  the 
fact  that  the  Lord  Ordinary  did  actually  allow  Proof,  and  that  the  recall  of  his 
interlocutor  was  by  reason  of  the  insufficient  statements  of  the  Pursuers,  who 
are  now  in  the  position  of  having  to  abandon  their  case,  after  having  occasioned 

15  the  Defenders  considerable  trouble  and  expense.  I  should  have  bef^n  of  the 
same  opinion  had  the  Lord  Ordinary,  as  your  Lordships  have  found  he  should 
have  done,  held  the  case  irrelevant  and  refused  a  Proof. 

I  was  referred  to  the  c&se  of  Armitage  v.  Gaird  (1859,  21  D.  1176),  also  a 
Patent  case,  in  which  absolvitor  by  default  was  pronounced  before  the  Record  was 

20  finally  closed.  The  Act  of  Sederunt  regulating  audit  at  that  time  was  that  of  the 
19th  of  December  1835,  and  though  there  were  appended  General  Regulations, 
these  contained  nothing  analogous  to  No.  3  of  the  General  Regulations  of  1876. 
The  Court  in  that  case  allowed  the  Defenders  the  expense  of  investigations  prior 
to  closing  the  Record,  and  I  cannot  help  being  impressed  by  the  views  of  the 

25  Lord  President  and  Lord  Deas,  to  the  effect  that  a  Defender  in  such  a  case  must 
put  on  record  all  his  defences  at  the  outset ;  he  cannot  make  random  state- 
ments ;  it  is  his  duty  to  make  only  what  he  is  prepared  to  support  by  evidence ; 
the  necessary  inquiry  to  enable  him  to  do  so  is  one  which  the  Pursuer  has 
'*  forced  upon  the  Defender,  who  was  pursuing  in  good  faith  an  occupation, 

30  ^  which  we  have  no  reason  for  thinking  he,  at  least,  supposed  to  be  unlawful.*' 
Where  the  necessary  inquiry  is  of  the  highly  technical  kind  involved  in  a  case 
where  the  question  raised  is  of  infringement  of  patent,  it  appears  to  me  that  it 
would  work  grave  injustice,  if  the  Defender  by  reason  of  a  technicality,  founded 
on  the  terms  of  a  general  regulation  in  an  Act  of  Sederunt,  were  to  be  denied 

35  all  allowance  for  the  expense  into  which  he  has  been  forced  by  a  Pursuer,  who 
in  the  end  runs  away  from  his  action,  admitting,  as  in  this  case,  not  only  that 
it  was  originally  in  defective  form,  but  that,  amend  it  as  he  will,  he  cannot 
face  a  Proof. 

If  should  myself  have  been  prepared  to  hold  that  the  General  Regulations 

40  admitted  of  exception  in  the  application,  and  that,  without  making  such  exception 

here,  I  should  not  be  following  the  direction  of  the  Judicature  Act,  which  is  to 

see  that  the  Defender  gets  '^  full  '*  expenses.   But  I  cannot  ignore  the  strict  view  of 

the  Act  of  Sederunt  apparently  taken  by  the  Court  in  Ghurch  (1883, 11  R.  398), 

and  in  Shirer  v.  Dixon  (1885,  12  R.  1013).    In  the  first  of  these  cases  the 

45  circumstances  did  not  meet  the  letter  of  the  Regulations,  and  the  letter  prevailed. 

In  the  latter  of  these  cases,  I  think  I  must  read  the  judgment  as  indicating  that 

in  the  view  of  the  Court  the  particular  proceeding  was  one  to  which  the  Regu- 

lations  did  not  apply,  and  not  that  in  an  exceptional  case  the  Regulations  might 

be  relaxed.    The  Court  indicated  no  inclination  to  relax  the  general  rule.    The 

50  judgment  therefore  forms  no  support  to  me  in  the  present  case. 

But  although  I  accept  the  view  expressed  by  Lord  Shandy  that  in  order  to 
prevent  abuse  in  the  conduct  of  process,  the  rule  that  parties  should  be  required 
to  make  preliminary  inquiries  into  relevant  facts,  though  not  within  their  own 
knowledge,  at  their  own  expense,  unless  a  Proof  is  allowed,  is  a  salutary  though 
55  a  somewhat  empirical  one,  I  think  that  where  a  salutary  general  rule,  if  enforced 
to  the  letter  in  a  particular  case,  does  not  prevent  abuse,  but  occasions  it,  such 
general  rule  should  admit  of  exception.    And  I  am  supported  in  this  view  by 


398  RBPORTS  OF  PATENT,  DESIGN,        [July  17, 1907. 

Mica  InsiUcUar  Company  Ld.  y.  Brm>ej  Peebles  Jt  Co.  Ld. 

the  declared  object  of  the  Court  in  Regulation  4  beings  to  allow  such  expenseB 
as  are  necessary  to  conducting  litigation,  and  I  conclude  the  particular  litigation, 
in  a  proper  manner.  Expenses  of  the  class  here  claimed  for  were,  in  my  opinion, 
necessary  for  the  proper  conduct  of  the  litigation.  Were  the  question  not  one 
depending  on  the  technicalities  of  Scottish  procedure,  I  should  consider  the  case  5 
of  PiggoU  &  Go.  Ld.  v.  Corporation  of  Hanley  (23  R.P.C.  639)  as  an  analogous 
authority. 

While  therefore  I  should  personally  be  prepared  to  direct  the  Auditor  to  allow 
such  expenses  as  were  properly  incurred  in  preliminary  inqcrtries  to  enable  the 
defence  to  be  properly  stated,  and  for  that  purpose  to  examine  and  tax  the  items  10 ' 
charged — for  1  am  far  from  saying  that  the  charges  are  to  be  allowed  as  stated— 
I  think  it  proper  to  make  avizandum  with  the  case  to  your  Lordships  for  these 
reasons  : — Ist.  I  am  not  the  judge  before  whom  any  of  the  procedure  in  the 
case  has  been  conducted.  On  the  contrary  the  materially  important  part  of  the 
procedure,  even  to  the  making  up  of  the  present  Record,  has  been  conducted  15 
before  your  Lordships.  2nd.  I  am  prepared  to  allow  charges  which  may  not 
be  held  strictly  to  come  within  the  term  "  precognitions  "  used  in  the  Regu- 
lations, and  3rd.  The  Regulations  are  those  of  the  Court. 

There  has  been  no  case  in  which,  in  their  present  aspect,  these  Regulations 
have  been  considered  by  the  Court,  or  by  either  of  the  Divisions,  and  I  do  not  20 
think  that  it  is  within  the  province  of  a  Judge   in  the  Outer  House,  at  his 
own  hand,  and  particalarly  in  a  case  which  only  comes  incidentally  before  him, 
to  be  the  first  to  introduce  an  exception  to  such  General  Regulations. 

On  the  29th  and  30th  of  May  Counsel  were  heard  in  the  Inner  House  on  the 
Auditor's  Report  and  Objections.    Counsel  and  Agents  were  the  same  as  in  the  25 
Outer  House  with  the  exception  that  Bum    Murdoch  attended    as  junior 
Counsel  for  the  Pursuers. 

Counsel  for  the  Objectors  and  Defenders  said  : — Patent  cases  are  cases  of  a 
very  special  nature  as  regards  the  preparation  of  the  Record.    By  Section  29  of 
the  Patents  &c.  Act  1883  the  Defender,  if  he  disputes  the  validity  of  the  30 
Pursuer's  Patent,  is  put  under  the  obligation  of  giving  Particulars  of  his 
Objections,  with  the  time  and  place,  if  the  ground  of  objection  is  want  of 
novelty*  Section  29  applies  to  Scotland,  always  saving  our  forms  of  procedure  and 
only  these  {Mica  Insulator  Company  Ld.  v.  Bmce,  Peebles  A  Co.  Ld.  22  R.P.C. 
527  ;  7  F,  944).    In  Scotland  these  Particulars  must  be  given  in  the  Record.  35 
To  give  such   Particulars    it  is  necessary  to  take  precognitions  and  make 
inquiries.    They  are  not    matters  within    the  knowledge  of  the  Defender. 
Subsection  6  of  Section  29  provides  that  in  taxing  costs  regard  shall  be  had 
to  the  Particulars.      The  subsection  provides  machinery  for  doing  this  by 
certification  by  the  Court.    It  is  not  usual  in  Scotland  to  have  certification  of  40 
this  sort.    But  there  is  no  reason  why  it  should  not  be  given  in  Patent  cases, 
and  in  any  case  the  Section  must  substantially  be  applied  even  though  different 
machinery  is  used.    Thus  the  condition  that  these  expenses  must  be  paid  will, 
under  the  section,  be  made  by  the  Court  a  condition  of  abandonment  in  Patent 
cases,  provided  at  least  the  Court  has  information  before  it,  however  derived,  45 
which  enables  it  to  say  that  the  Particulars  of  Objections  are  reasonable.    This 
is  the  English  law  which  by  the  former  judgment  in  the  present  case  must  be 
applied  in  substance  in  Scotland  (WiMcox  and  Qibbs  y.  Janes  L.R.  (1897)  2 
Ch.  71 ;  14  R.P.C.  523 ;  Chamberlain  and  Hookham  Ld.  v.  Mayor  of  Huddersfidd 
18  R.P.C.  454 ;  Kerr  and  Hoegger  and  Others  v.  Crompton  and  Horrocks,  19  50 
R.P.C.  9 ;  Ashworth  v.  Horsfall  and  Bickham  21  R.P.C.  47).    The  expenses 
asked  for  here  are  proper  expenses  to  be  granted  to  the  Defender  under  Section 
29,  subsection  6  {Pigott  &  Co.  Ld.  v.  Corporation  of  Hanley  23  R.RC.  639).    The 
Pursuers  rely  solely  on  Regulation  3  in  the  Act  of  Sederunt  of  the  15th  of  July 
1876 — a  rule  to  which  exceptions  are  allowed  (Shirer  v.  Dixon  12  R.  1013).    The  55 
rule  introduced  by  the  Patents  &c.  Act  1883  is  such  an  exception  and  displaces 
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the  Act  of  Sederunt.  Separatim  the  Act  of  Sedernnt  does  not  apply  in  the  case 
of  abandonment,  which  is  ruled  by  the  Jndicature!Act  1825,  6  Geo.  IV.  cap.  120, 
section  10.  Full  expenses  there  means  something  more  than  expenses  between 
party  and  party.  Armitage  v.  Caird  (21  D.  1176)  is  an  exact  authority  for  the 
5  present  case,  and  shows  what  should  be  given.  Again,  in  any  case  a  I^of  has 
been  allowed  here,  though  the  interlocutor  was  recalled,  also  after  the  Record  had 
be^n  amended  a  Proof  was  necessarily  the  next  step  of  procedure,  though  not 
formally  allowed  in  that  interlocutor.  This  brings  our  case  under  the  excep- 
tion allowed  in  the  Act  of  Sederunt  and  entitles  us    to    the  expense    of 

10   precognitions,  Ac. 

Counsel  for  the  Pursuers  and  Objectors  contended  : — By  the  Judicature  Act, 
6  Geo.  IV.,  cap.  120,  section  10,  a  party  may  abandon  the  cause  on  paying  full 
expenpes.  There  is  no  ground  for  the  suggestion  that  full  expenses  here  means 
anything  else  than  expenses  taxed  in  the  ordii^ry  way  but  not  modified  (Ross  v. 

15  Mackemie  16  R.  871).  The  Act  of  Sederunt  of  the  15th  of  July  1876  is  absolute, 
and  the  expenses  are  to  be  determined  in  accordance  th^trewith  and  are  in  no  way 
at  the  discretion  of  the  Court  (Church  ▼.  Caledonian  Railway  Company  11  R. 
398 ;  Malcolm -v.  Moore  4  F.  369).  Shirer^s  case  was  a  very  special  one  between 
husband  and  wife,  where  the  rules  as  to  expenses  are  in  many  ways  exceptional. 

20  The  case  of  Armitage  was  prior  to  the  Act  of  Sederunt.  Patent  cases  are 
treated  like  other  actions.  They  have  never  been  excepted  from  the  operation 
of  the  Act  of  Sederunt.  [Counsel  for  the  Defenders. — The  point  has  not 
arisen.]  There  is  no  special  hardship  in  refusing  the  expense  of  preliminary 
investigations  in  Patent  cases.    It  was  the  duty  of  the  Defenders  to  have  studied 

25  the  Patents  of  the  Pursuers  with  a  view  to' avoiding  infringement,  and  it  gives 
them  no  additional  trouble  to  instruct  Counsel.  The  Patents  Ac.  Act  1883  recog-i 
nises  that  the  expenses  of  investigation  into  Particulars  shall  not  be  given  in 
every  case  by  making  special  regulations  that  they  shall  not  be  allowed  unless 
certified.    The  Courts  in  England  will  not  cei*tify  unless  they  have  evidence 

^  of  the  facts  before  them  (Mandleberg  v.  MorUy  12  R.P.C.  35 ;  Bethell  v.  &age 
14  R.P.C.  699).  PigotVs  case  (ubi  supra)  is  no  exception  tj)  that  rule.  There 
the  Court  refused  to  certify  for  Particulars  of  Objections  while  granting 
Instructions  for  Defence ;  what  the  latter  will  cover  is  of  course  purely  a 
question  of  English  practice.     Here  the  Court  has  no  facts  before  it  such  as  in 

35  England  would  justify  certification.  The  Patents  &c.  Act  does  not  displace 
the  Act  of  Sederunt,  but  is  superimposed  upon  that  Act.  It  does  not  state  thai 
any  costs  are  to  be  allowed  which  were  not  allowed  before,  but  merely  that  in 
certain  cases  costs  are  not  to  be  allowed.  As  to  the  argument  of  the  Defenders, 
that  in  this  case  an  Order  for  Proof  has  been  pronounced,  that  Order  never 

40  became  final,  and  therefore  did  not  satisfy  the  Act  of  Sederunt.  If  recalled  on 
reclaiming  note,  an  interlocutor  passes  out  of  existence  altoge&er  as  if'  it  had 
never  been  (Clippens'  Oil  Company  Ld.  ▼.  Edinburgh  Water  Trustees  8  P.  731 
at  p.  750).  At  most  the  Defenders  could  only  get  the  expense  of  precognitions, 
not  that  of  preliminary  investigations. 

45  The  Court  directed  that  the  Defenders'  account  of  expenses  should  be  taxed 
as  if  an  Order  for  Proof  had  been  issued  at  the  time  that  the  interlocutor  of  the 
3rd  of  November  1905  was  pronounced,  but  that,  beyond  that,  no  distinction: 
could  be  made,  in  respect  that  it  was  a  Patent  case,  between  the  present  case 
and  any  other. 

5C^  The  Lord  Prbsidbnt.— My  Lords,  Lord  JOHNSTON  has  reported  to  your 
Lordships  a  question  that  arises  upon  the  taxation  of  an  account.  The  cane  is 
the  sequel  of  the  Mica  Insulator  Company  v.  Bruce^  Peebles  &  Co.^  which  is 
reported  in  the  7th  volume  of  Eraser,  page  944.  But  it  is  as  well  to  state,  in 
order  to  make  no  confusion,  that  after  the  interlocutor  which  is  appended  to 

55  the  Report  in  that  case  the  parties  came  back,  and,  on  the  3rd  of  November  1905, 
your  Lordships,  having  considered  certain  Minutes  of  Amendment,  of  new 
closed  the  It^orcl  and  remitted  the  case  to  the  LoH  Ordinar;^  to  proceed  iher^iii 
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as  accords.  The  parties  then  went  back  to  the  Outer  House,  and  for  the  moment 
nothing  was  done ;  but,  when  the  case  was  enrolled  with  a  view  of  haying  a 
Diet  of  Proof  fixed,  a  Minute  of  Abandonment  was  handed  in  for  the  Pursuers* 
which,  of  course,  was  sustained  on  the  ordinary  terms — ^that  is  to  say,  on 
payment  of  full  expenses,  which  is  the  condition  imposed  by  the  Judicature  5 
Act  X  and  the  question  now  for  your  Lordships,  on  the  report  of  the  Lord 
Ordinary,  is  upon  the  taxation  of  these  expenses. 

The  Auditor,  conceiving  himself  bound  strictly  by  the  terms  of  the  third 
General  Regulation  of  the  Regulations  appended  to  the  Act  of  Sederunt  of  1876, 
and  finding  that  the  original  Order  for  Proof  had  been  recalled  by  the  Inner  10 
House  and  had  not  been  technically  replaced,  considered  that  he  was  disentitled 
from  allowing  any  expenses  connected  with  anything  that  might  be  called 
preliminary  investigation.    The  Auditor,  in  a  note  appended  to  his  taxation  of 
the  account,  pointed  out  that  he  consideivBd  that  somewhat  of  a  hardship  in  the 
present  case ;  and  the  Lord  Ordinary,  who,  in  his  written  report,  has  gone  fully  15 
into  the  subject,  comes  to  this  conclusion — that  he  should  personally  be  prepared 
to  direct  the  Auditor  to  allow  such  expenses  as  were  properly  incurred!  in 
preliminary  inquiries  to  enable  the  defence  to  be  properly  stated. 
.   Now,  my  Lords,  on  the  argument  we  have  had  addressed  to  us,  really  three 
different  questions  arise.      The  first   question  is   whether  the   expenses—  20 
^  full  expenses  '^ — ^which  are  imposed  statutorily  by  the  Judicature  Act  as  a 
condition  of  sustaining  a  Minute  of  Abandonment  mean  anything  different 
from  expenses.    My  Lords,  in  one  sense  I  do  not  think  they  do,  but  in  another 
sense  the  words  are  not  pleonastic.    I  think  the  meaning  of  ''  full  expenses,'*  as 
used  in  the  Judicature  Act,  is  this :  that  it  took  away  by  Statute  from  the  25 
judge  the  power  which  the  judge  would  otherwise  have  of  modifying  expenses. 
The  Minute  of  Abandonment  can  only  be  sustained  if  full  expenses  are  paid, 
and  not   modified  expenses.      But,  then,  ''full  expenses**  means,  I  think, 
expenses  as  between  party  and  party,  and  does  not  admit  of  any  other  plan 
of   taxation   such   as,   exempli  gratia^   between    agent    and    client.     And,  30 
accordingly,  for  practical  purposes,  "  full  **  expenses "  in  a  Minute  of  Aban« 
donment  means  precisely  the  same  thing  as  ^*  with  expenses  "  when  expenses 
without  any  qualification  are  awarded  in  an  ordinary  action.    In  other  words, 
you  are  remitted  to  the  ordinary  rule  of  taxation.    That  was  the  first  question. 

The  second   was  a  question  which  arose  upon  the  terms  of  the  Patent  35 
Act,  upon  which  Mr,  Sandeman  submitted  an  ingenious  argument.    It  raised 
an  important  point  which,  I  think,  must  be  decided  once  for  all.    The  29th 
Section  of  the  Patent  Act  sets  forth  certain  regulations  as  to  what  must  be  done 
in  legal  proceedings.    In  particular,  it  deals  with  the  delivery  of  what  it  calls 
Particulars,  and  then  comes  the  section  on  which  Mr.  Sandeman  founded—  40 
subsection  6,  which  I  shall  quote  in  a  moment.    Now,  your  Lordships  have 
already  determined,  inter  alia^  in  this  very  case,  that  that  29th  section  of  the 
Patent  Act  must  always  be  read  along  with  the  107th  section,  which  entirely 
saves  Scottish  procedure.    I  venture  to  say  that,  so  far  as  the  29th  section  is  con- 
cerned, although  I  quite  feel  that  it  is  a  direction  to  us  which  we  are  bound  to  45 
attend  to  just  as  much  as  English  judges  are  bound  to  attend  to  it,  yet  really 
the  29th  section  does  nothing  which  the  law  of  Scotland  would  not  have  done 
without  it.    First  of  all,  take  these  branches  of  it  which  deal  with  the  delivery  of 
Particulars  and  the  provision  that  unless  Particulars  are  delivered,  proof  shall 
not  be  allowed  upon  these  matters :  that  really  is  no  more  than  an  expression  50 
of  what  our  ordinary  practice  rules  are  with  regard  to  statements  on  record. 
We  should  not,  quite  apart  from  that,  have  ever  allowed,  in  a  Patent  case,  a 
person  to  go  in  for  instance,  to  a  proof  of  prior  user  or  prior  disclosure  unless 
he  had  g^ven  notice  of  it  on  record.    And  accordingly  we  have  held  already 
that  Section  29  does  not  make  it  necessary  in  Scotland  to  deliver  a  paper  headed  55 
with  the  name  of  Particulars,  but  that  the  object  of  it  is  perfectly  well  attained 
by  giving  notice  on  record  in  the  ordinary  way.    Well,  now,  I  come  to  th^ 
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Biibsection  which  we  have  to  deal  particularly  with  here,  and  that  Bays  this — 
[His  Lordship  read  subsection  6.]  My  Lords,  I  venture  to  think  that  that, 
again,  is  an  expression  of  what  our  ordinary  practice  would  have  done  without 
it.  In  our  views  of  audit,  we  should  never  have  allowed  the  costs  of  parts  of 
5  the  case  that  had  been  found  to  be  entirely  useless  and  did  not  contribute  to  the 
case  at  all  or  the  eventual  issue  of  the  case  at  alL  Of  course,  when  you  come  to 
apply  a  rule  of  that  sort  to  a  case  there  are  difficult  questions  of  degree  ;  but 
that  is  neither  here  nor  there,  the  general  rule  is  clear  enough.  Why  that 
particular  subsection  was  put  in  I  do  not  know  ;  but  I  do  not  think  it  would 

10  be  a  difficult  guess  to  suppose  that  it  was  put  in  to  meet  some  sort  of  abuse 
which  it  was  considered  had  arisen  in  the  English  practice.  And,  more  than 
that,  one  can  easily  see  that  the  phrase,  as  it  is,  had  this  effect  in  England,  that 
it  relegated  the  matter  to  the  determination  of  the  judge.  Now,  my  Lords, 
although  in  one  sense  I  have  no  right  to  know  anything  of  these  matters,  because 

15  it  is  not  my  system  of  law,  yet  it  is  common  knowledge,  and  I  do  know 
that  there  are  in  England  many  matters  regulated  by  the  Master  which,  in 
Scotland,  are  always  under  the  determination  of  the  judge.  The  effect  of  that 
Section  is,  in  England,  to  take  these  things  out  of  the  cognisance  of  the  Master 
and  bring  them  directly  before  the  judge.    And,  therefore,  again,  if  I  hazard 

20  another  guess,  I  think  that  that  had  very  likely  something  to  do  with  the  genesis 
of  the  Section.  That  sort  of  provision  is,  of  course,  of  no  use  in  Scotland,  where 
all  these  matters  are  directly  under  the  cognizance  of  the  judge.  And,  therefore,, 
my  Lords,  what  it  comes  to  is  this — are  your  Lordships  to  deal  with  this  sub- 
section as  putting  on  us  a  statutory  requirement  that  there  should  be  a  Certificate 

25  under  the  hand  of  the  judge  in  order  to  deal  with  what  is  an  auditor's  question  ? 
I  do  not  think  that  that  subsection  was  meant  to  operate  in  that  way  at  all  ;  and 
I  think,  taken  along  with  Section  107,  we  are  still  entitled  to  go  according  to 
our  own  procedure  in  which,  allowed  to  run  in  its  own  natural  channels,  wo 
shall  entirely  carry  out  the  whole  spirit  of  the  enactment  that  is  in  subsection 

30  6  of  Section  29. 

That  question  being  put  out  of  the  way,  we  come  to  the  next  and  only  other 
question — whether  the  particular  taxation  here  has  been  right.  My  Lords,  the 
case  in  this  matter  is  somewhat  peculiar.  It  is  not  a  thing  that  can  very  easily 
recur.    The  course  of  the  case  was  this  :  The  Pursuers  came  into  Court  alleging 

35  an  infringement  by  the  Defenders,  but  the  infringement  not  of  a  thing  but  of  a 
process.  Well,  they  had  a  discussion  in  the  Outer  House,  and, apparently,  there 
was  some  difficulty.  The  Lord  Ordinary  allowed  a  Proof.  The  Defenders 
reclaimed,  and  said  there  was  not  sufficient  specification  in  the  Pursuers' 
complaint  to  enable  them  to  meet  it,  and,  in  particular,  that  the  Pursuers  had 

40  not  told  them  the  way  in  which  the  Defenders  had  infringed  their  process.  It 
is  evident  that  there  is  all  the  difference  in  the  world  between  a  process  and  a 
thing  in  this  matter.  If  it  had  been  that  the  Defenders  had  made  a  certain 
machine  or  a  certain  thing  which  was  like  the  Pursuers',  they  would  need  no 
more  specification  ;  but  if  the  Defenders  have  infringed  a  process,  the  Pursuers 

45  must  tell  in  what  way  the  pai'ticular  process  has  been  infringed.  That  argument 
prevailed  in  the  Inner  House,  and  the  Inner  House  thought  that,  as  the  action 
stood,  it  really  was  not  relevant  for  want  of  specification  ;  but^  as  in  all  cases 
where  the  action  is  not  relevant  for  want  of  specification,  thoy  gave  the  Pursuers 
an  opportunity  of  amending.    In  order  to  let  them  amend,  it  was  necessary  to 

50  get  out  of  the  way  the  formal  Order  for  Proof  standing  in  the  interlocutor  of 
the  Lord  Ordinary.  Accordingly,  the  first  step  was  to  recall  the  Order  for 
Proof,  and  give  the  Pursuers  an  opportunity  of  amending.  Parties  did  amend, 
as  I  pointed  out,  and,  having  amended  and  having  made  what,  in  the  view  of 
the  Inner  House,  was  a  relevant  Record  as  being  not  wanting  in  specificsition, 

55  the  Record  was  of  new  closed  and  the  case  remitted  to  the  Lord  Ordinary.  Now, 
of  course,  a  formal  Order  for  Proof  was  not  renewed,  but  there  was  no  other 
possible  Order  which  the  Lord  Ordinary  could  pronounce.    Accordingly,  my 

2  L 
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Lords,  my  view  is  that,  when  the  case  went  back  from  the  Inner  House,  it  was 
truly  in  the  same  situation  as  if  an  Order  for  Proof  had  been  pronounced.  The 
General  Regulations  attached  to  the  Act  of  Sederunt  are,  of  course,  of  the 
highest  authority,  but  they  are  only  regulations.  They  are  merely  a  set  of 
rules  which  the  Court  gives  out  for  the  guidance  of  the  Auditor.  They  are  not  5 
rules  which  any  one  Division  sitting  by  itself  can  in  any  way  set  aside,  because 
they  liave  the  authority  of  the  whole  Court,  by  which  one  Division  is  bound. 
But,  on  the  other  hand,  they  are  not  a  Statute  where  one  must  necessarily  stick 
upon  the  mere  letter  of  what  has  been  enjoined  ;  they  are  merely  rules  for  our 
guidance,  of  which  we  are  fully  entitled  to  interpret  Uie  spirit.  10 

Therefore,  my  Lords,  I  am  of  opinion  that  we  are  entitled  to  say  to  the  Auditor 
that,  in  the  peculiar  circumstances  of  the  case,  the  spirit  of  the  third  rule  is 
carried  out  by  holding  that  here  it  is  in  the  same  position  as  if  an  Order  for 
Proof  had  been  pronounced.  But  then,  my  Lords,  I  am  bound  to  say  I  do  not 
think  that  leads  to  the  result  to  which  the  Lord  Ordinary  seems  to  have  come«  15 
because  he  says  that  he  would  allow  such  expenses  as  were  properly  incurred 
in  preliminary  enquiries  to  enable  the  defence  to  be  properly  stated.  Unless 
there  is  a  distinction  between  Patent  cases  and  other  cases — ^and  there  is  no 
•distinction  raised  by  the  terms  of  the  Act — I  see  no  ground  for  subjecting  the 
Pursuers  to  the  expenses  of  the  Defenders  in  making  their  case.  They  may  20 
have,  according  to  the  General  Regulations,  the  expense  of  precognition  even 
although  in  the  long  run  the  Proof,  with  a  view  to  which  those  precognitions 
were  taken,  never  is  held,  because  the  case  has  got  into  such  a  position  that  they 
were  in  good  faith  in  going  on  and  making  their  preparations  for  that  Proof 
which  was  necessarily  the  future  of  the  case — if  the  case  went  on.  It  is  a  25 
perfectly  di£Perent  thing  to  say  that  they  are  to  have  the  expense  of  finding  out 
what  their  defence  is  to  be.  It  may  be  that  there  is  a  little  hardship  in  it. 
There  is  always  a  certain  amount  of  hardship  in  defending  yourself  against  an 
unjust  claim.  But,  at  the  same  time,  any  opposite  rule  would  lead  to  inex- 
tricable confusion.  You  must  hold  that  Defenders,  when  they  are  called  into  30 
dourt  by  Pursuers,  know  their  own  defence.  In  most  cases  they  do.  Patent 
cases  are  so  far  peculiar  that,  though  they  may  know  their  own  defence  in  the 
infringement  proper,  they  may  not  know  the  whole  possibilities  of  their  defence 
in  the  way  of  attacking  the  Pursuers*  Patent,  and  as  prudent  people  they  may 
think  it  is  a  better  means  of  defending  themselves  rather  to  direct  a  counter-  35 
attack  against  the  Pursuers'  Patent  than  to  rely  exclusively  upon  the  fact  that 
they  had  not  infringed  the  Patent. 

On  the  whole  matter,  my  Lords,  I  am,  upon  the  Lord  Ordinary's  report,  in 
favour  of  issuing  an  order  to  the  Auditor  that  this  account  should  be  taxed  in 
this  case  in  the  same  way  as  if  in  this  case  an  Order  for  Proof  had  been  pro-  40 
tiounced  in  so  many  words  at  the  time  the  Interlocutor  of  the  3rd  of  November 
was  pronounced  ;  but  that  beyond  that  no  distinction  can  be  made  between  this 
case,  in  respect  that  it  is  a  Patent  case,  and  any  other. 

Lords  M'Larbn,  Einnbar  and  Pbarson  concurred. 

The  Court  found  no  expenses  due  to  or  by  either  party  in  connection  with  45 
the  proceedings  the  subject  of  this  report. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Neville. 

May  4th,  1907. 

In  the  Matter  op  Russell's  Patent  (No.  3268  of  1905). 

5       Patent. — Revocation. — Order  by  consent. 

In  1906  Letters  Patent  (No.  3268  of  1905)  were  granted  to  Joseph  Nelson 
Russell  for  an  *'  Improved  method  of  and  means  for  heating  buildings  by  the 
"  circulation  of  steam  or  vapour." 

The  invention  was  based  upon  the  employment,  on  the  steam  or  vapour  supply 

10  service  pipes  leading  to  the  radiators,  coils,  pipes  or  other  portions  of  the  heating 
system,  of  valves  adjustable  at  will  so  as  to  permit  the  passage  of  the  amount  of 
steam  required  by  the  sections  of  the  installation  controlled  by  the  valves; 
upon  the  maintenance  of  a  partial  vacuum  within  the  condensed  water  return 
portion  of  the  installation ;  and  upon  the  employment  of  a  back  pressure  or 

15  non-return  valve,  on  the  condensed  water  outlet  of  any  section,  normally  open 
and  adapted  to  close  only  on  the  occurrence  of  back-pressure. 

On  the  25th  of  April  1907  a  Petition  was  presented  by  the  Atmospheric  Steam 
Heating  Co,  Ld.  for  the  revocation  of  this  Patent,  the  Patentee  being  made 
Respondent.    The  Petition  came  on  for  hearing  on  the  4th  of  May  1907  before 

20  Mr.  Justice  Neville  who  made  an  Order  by  consent  for  the  revocation  of  the 
Patent  and  directed  that  notice  of  the  Order  be  given  to  the  Comptroller. 
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In  the  High  Court  op  Justice.— Chancbry  Division. 

Before  Mr.  Justice  Warrington. 

June  1st,  1907. 

In  the  Matter  of  Arthur  Brock's  Patent  (No.  871  of  1905). 

Patent. — Petitiofi  for  revocation. — Order  by  consefit,  5 

In  1906  Letters  Patent  (No.  871  of  1905)  were  granted  to  Arthur  Brock  for 
"  ImproYements  in  Pyrotechnic  Signal  Lights."  The  Complete  Specification 
**  claimed  '*  A  pyrotechnic  signal  light  composed  of  two  or  more  sections,  each 
"  provided  with  a  thick  plug  or  partition  which  separates  the  combustible 
^^  compound  therein  from  that  in  an  adjacent  section,  and  with  a  layer  of  an  10 
"  explosive  arranged  adjacent  to  the  said  plug  to  blow  it  off  and  light  the 
*f  comDustible  compound  of  the  next  section,  so  that  different  sections  cannot 
**  burn  simultaneously,  substantially  as  described." 

A  Petition  having  been  presented  on  the  15th  of  April  1907  by  James  Pain 
A  Sons  for  revocation  of  this  Patent,  it  came  on  for  hearing  before  Mr.  Justice  15 
Warrington  on  the  1st  of  June  1907,  when  an  Order  was  made,  by  consent,  for 
revocation  of  the  Patent  without  costs.    Notice  of  the  Order  was  directed  to  be 
given  to  the  Comptroller. 


Vol.  XXIV.,  No.  18.]     AND  TRADE  MARK  CASES.  405 


Star  Cycle  Company  Ld.  v.  Frankmhurgs, 


In  the  Court  op  Appeal. 

Before  The  Lord  Chief  Justice  and  Lords  Justices  Fletcher  Moulton 

and  Buckley. 

April  16th,  1907. 

5  Star  Cycle  Company  Ld.  v,  Frankenburgs. 

Passing-off  and  infringement  of  Trade  Mark.-^'^  Star  Cycles:'— Use  by 
Defendant  in  his  Price  List  of  name  ^'Midland  Star:'— Actual  fraud  held 
not  proved. — Concurrent  user  of  name  by  third  parties, — Probability  of 
deception  not  established. — Aclio7i  dismissed. — Appeal  dismissed. 

10  Tlie  Plaintiffs  and  their  predecessors  had  carried  on  business  for  many  years 
as  makers  of  cycles  at  the  Star  Cycle  Works,  Wolverhampton,  and  had  used  a 
Trade  Mark,  registered  in  1891,  and  consisting  of  the  device  of  a  Star,  in  con- 
nection with  the  sale  of  their  cycles,  which  tvere  well  known  as  "  Star  "  cycles. 
In  an  action  for  passing-off  and  infringement  of  the  Trade  Mark,  the  Plaintiffs 

15  complained  of  an  advertisement  of  "  Midland  Star  "  cycles  and  cycle  frames  in 
the  Defendants  Price  List ;  they  also  charged  the  Defendant  with  hainng  accepted 
an  order  for  a  ^^Star"  cycle,  but  on  a  Motion  for  an  interlocutory  injunction 
thai  charge  failed,  and  it  was  held  that  probability  of  deception  had  not  been 
established,  and  no  Order  was  made,  except  as  to  costs.     The  Plaintiffs  claimed 

20  to  be  entitled  to  the  e^cclusive  right  to  the  use  of  the  word  "  Star,^^  alone  or  in 
combination,  in  the  sale  of  cycles  and  cycle  parts  and  accessones^  but  at  the  trial 
they  limited  their  claim  to  cycles  and  frames.  The  Defendant  proved  that  a 
considerable  sale  of  cycles  under  various  names  of  which  "  Star  '^^  formed  apart 
had  been  going  on  openly  for  several  years  unchallenged  by  the  Plaintiffs.    The 

25  Defendant  alleged  that  the  name  '^  Midland  Star  "  was  innocently  adopted ;  thcU 
his  price  list  was  issued,  and  his  cycles  were  sold,  to  tlie  trade  only ;  that  the 
advertisement  could  not  deceive ;  that  his  device  containing  a  Star  had  never 
been  affixed  by  him  to  any  cycle ;  that  he  had  never  sold  a  cycle  or  frams  under 
the  name  "  Midland  Star  " ;  and  that  the  Plaintiffs  regularly  sold  cycles  tvithout 

30  any  name  on  them.    It  was  held  at  the  trial,  that  the  Defendant  had  adopted 

the  name  "  Midland  Star  "  without  any  fraudulent  intention ;  thai  the  Plaintiffs 

had  no  exclusive  right  to  the  use  of  the  word  "  Star  " ;  and  that  probability 

of  deception  had  not  been  established.    The  action  was  dismissed  with  costs.    The 

Plaintiffs  appealed. 

35       The  appeal  was  dismissed  tvith  costs. 

2  M 
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Star  Cycle  Gofnpany  Ld.  v.  Frankehburgs, 

On  the  8th  of  February  1906  the  Star  Cycle  Company  Ld.  commenced  an 
action  against  Hyman  Frankenhurg^  trading  under  the  name  of,  and  Bued  as, 
Frankenburgs  (a  firm),  claiming  an  injunction  to  restrain  the  Defendants,  their 
servants,  workmen,  and  agents,  from  in  any  manner  passing  off,  or  enabling  or 
assisting  others  to  pass  off,  any  cycles  or  parts  of  cycles  or  accessories  to  cycles  5 
not  of  the  Plaintiffs'  manufacture  or  merchandise  as  or  for  the  Plaintiffs^  goods ; 
and  from  selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to 
be  sold  any  such  goods  as  aforesaid  under  the  description  of  a  Star  or  the  name 
"Star,'*  with  or  without  additions,  or  under  any  other  name  which,  by  reason 
of  colourable  imitation  of  the  said  name  or  otherwise,  was  calculated  to  repre-   iO 
sent  or  lead  to  the  belief  that  such  goods  were  the  Plaintiffs'  goods,  and  from  in 
any  other  manner  using  any  such  description  or  name  as  aforesaid,  so  as  to  be 
calculated  to  represent  or  lead  to  such  belief  as  aforesaid,  and  from  in  any 
manner  infringing  the  Plaintiffs'  registered  Trade  Mark,  No.  155,130,  and 
claiming  consequential  relief.    The  Trade  Mark  referred  to  was  registered  for   15 
bicycles  and  certain  other  articles  in  Glass  22.    It  consisted  of  the  device  of  a 
Star.    It  was  originally  registered  in  March  1891,  and  was  transferred  to  the 
Plaintiff  Company  in  1897,  on  the  formation  of  the  Company.    The  Plaintiffs 
moved  for  an  interlocutory  injunction  in  the  terms  of  the  writ,  as  set  out  above. 
They  alleged  that  their  cycles  and  those  of  their  predecessors  had  been  long  20 
known  as  ^' Star "  cycles,  and  that  the  name  indicated  their  goods  only;   they 
complained  of  an  advertisement  by  the  Defendant  in  his  trade  circular  of  the 
"  Midland  Star  "  cycle,  and  they  alleged  that  the  Defendant  had  accepted  an 
order  for  a  ^'  Star  "  cycle,  but  this  was  denied.    The  Motion  came  on  for  hearing 
on  the  9th  of  March  1906  before  Mr.  Justice  Swinfen  Ecidy^  who,  on  the  23rd  25 
of  March  1906,  held  that  the  charge  of  actual  fraud  failed,  and  that  the  prob- 
ability of  deception   had  not  been  established.    No  order  was  made  on  the 
Motion,  except  that  the  costs  should  be  costs  in  the  action  {see  23   Li.  P.O. 
337). 
The  Plaintiffs  by  their  amended  Statement  of  Claim  alleged  as  follows  : —  30 
1)  The  Plaintiff  Company  was  incorporated  on  the  16th  day  of  December 
896,  for  the  purpose  of  acquiring,  and  they  in  fact  thereupon  acquired  as  a 
'Agoing  concern  and  have  ever  since  carried  on,  a  business  consisting  in  the 
"  manufacture  and  sale  of  cycles  and  parts  of  cycles  and  accessories  to  cycles 
"which  had  theretofore  been  carried  on  under  the  name  of  the  Star  Cycle  35 
"  Company  {SharrcUt  and  Lisle),  Limited.    (2)  The  said  business  carried  on 
'*  by  the  Plaintiff  Company,  and  by  their  predecessors  in  business  (all  of  whom 
"  are  hereinafter  described  as  the  Plaintiffs)  was  first  established  in  or  prior  to 
"  the  year  1884,  and  throughoat  the  whole  of  the  period  aforesaid  the  Plaintiffs' 
"  goods  have  been  distinguished  and  identified  by  the  distinctive  name  '  Star.'  40 
'*  Their  said  business  has  been  and  is  carried  on  at  their  works  in  Wolver- 
"  hampton,  known  as  the  '  Star  Cycle  Works,'  and  the  representation  of  a  Star 
has  been  and  is  their  Registered  Trade  Mark,  No.  155,130,  which  was  originally 
"  registered  as  of  the  25th  day  of  March  1891,  and  is  standing  on  the  register 
"  in  the  Plaintiffs'  name.    (3)  Throughout  the  whole  period  aforesaid  the  name  45 
" '  Star  Cycle '  has  been  the  distinctive  name  of  the  Plaintiffs'  cycles,  and  the 
'*  different  varieties  of  such  cycles  have  been  distinguished  from  one  another  by 
"  other  names  in  combination  with  the  name  '  Siar,'  such  as  *  Special  Star,' 
"  *  Model  Star,'  *La  Grande  Star,'  *  Surprise  Star,'  and  the  like,  the  name  *  Star ' 
"  indicating  the  Plaintiffs'  make,  and  the  name  prefixed  indicating  the  variety.  50 
*^  (4)  The  Plaintiffs  have  throughout  the  period  aforesaid  expended  considerable 
"sums  of  money  in  continuously  advertising  and  pushing  the  sale  of  their 
" '  Star '  cycles  and  parts  and  accessories,  and  the  said  name  *  Star,'  with  or 
^'  without  a  prefix,  indicates  exclasively  both  to  the  trade  and  the  public  that 
'^  cycles  or  parts  or  accessories  to  which  the  name  is  applied  are  the  Plaintiffs'  55 
*'  goods,  and  anyone  asking  for  or  ordering  cycles  or  other  goods  as  aforesaid 
'*  under  the  said  name  '  Star '  alone  or  in  combination  intends  and  expects  to 
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"  receive  the  goods  which  have  acquired  a  reputation  under  that  name,  or,  in 
"  other  words,  the  PiaintiflFs'  goods  and  no  others.  (5)  No  cycles  or  goods  as 
"  aforesaid  other  than  the  Plaintiffs'  cycles  and  goods  have  ever  been  sold  to 
'*  any  commercial  extent  under  the  said  name  *  Star,'  alone  or  in  combination. 
5  "  The  Plaintiffs  have  always  been  vigilant  to  protect  their  rights  in  the  said 
"  name,  and  whenever  it  has  been  brought  to  their  knowledge  that  cycles  or 
'^  goods  of  other  makes  were  beginning  to  be  introduced  under  any  such  name 
**  they  have  promptly  secured  the  discontinuance  of  the  use  of  such  name,  and 
*'  (except  as  hereinafter  appears)  there  are  on  the  market  under  the  name 

10  " '  Star,'  alone  or  in  combination,  no  cycles  or  parts  or  accessories  other  than 
"  those  of  the  Plaintiffs.  (6)  The  Defendants  carry  on  business  in  Birmingham, 
"  with  branches  in  London  and  Manchester,  under  the  trading  style  of  '  Fran- 
^'  ^  henhurgs^'  and  in  the  course  of  such  business  they  make,  make  up,  and  sell 
"  cycles,  and  cycle  parts  and  accessories.    (7)  On  or  about  the  1st  day  of  February 

15  "  1906  it  was  brought  to  the  Plaintiffs'  knowledge  by  members  of  the  trade  that 
**  a  Price  List  issued  by  the  Defendants,  and  dated  the  19th  day  of  January  1906, 
^^  contained,  in  addition  to  advertisements  of  cycles  under  the  names  such  as 
"  *  Minerva  Cycle,'  '  Empire  Cycle,'  *  Scorcher  Cycle,'  and  the  like,  advertise- 
"  mentQ  of  cycles  and  cycle  frames  under  the  names  of  *  Midland  Star  Cycle ' 

20  ^and  '  Midland  Star  Frame.'  The  Plaintiffs  represented  to  the  Defendants  that 
'^  the  use  by  them  of  the  word  '  Star '  in  manner  aforesaid  would  cause  decep- 
^Hion^  but  the  Defendants  paid  no  attention  to  such  representations,  and  they 
^*  are  publicly  offering  and  advertising  for  sale  and  selling  their  goods  aforesaid 
^'  under  the  names  aforesaid.    (8)  The  Defendants  adopted  and  used  in  respect 

25  *'  of  their  cycles  and  frames  as  aforesaid,  the  said  name  *  Midland  Star '  with  full 
"  knowledge  that  the  said  name  *  Star,'  alone  or  in  combination,  was  used  by  the 
"  Plaintiffs  to  distinguish  their  goods,  and  was  and  had  for  many  years  been,  in 
'^  fact,  distinctive  of  the  Plaintiffs'  goods,  and  the  use  by  them  of  the  said  name 
'^  ^  Midland  Star '  in  manner  aforesaid  is  calculated  to  lead  and  must  lead  to  the 

30  "  Defendants'  goods  described  thereby  being  believed  to  be  and  passed  off  and 
''  sold  as  being  the  Plaintiffs'  goods  and  as  and  for  such  goods.  (9)  The  Defen- 
^'  dants  are  selling  such  goods  at  prices  lower  than  Plaintiffs'  prices,  and  the  use 
^'  by  them  of  the  name  aforesaid  in  connection  with  their  cheap  goods  is  calcu- 
^^  lated  to  injure  the  Plaintiffs,  not  only  by  reason  of  the  loss  of  sales  of  the 

35  "  Plaintiffs'  goods,  but  also  by  reason  of  the  injury  occasioned  thereby  to  the 
"  reputation  of  the  Plaintiffs  and  their  goods." 
The  relief  claimed  was  as  stated  above,  except  that  the  words  *'  and  from 

^^  selling any  such  goods  as  aforesaid  under  the  name  '  Midland 

"  '  Star,'  or  under  the  name  *  Star,'  alone  or  in  combination,  or  under  any  other 

40  "  name,"  were  substituted  for  the  corresponding  words  in  the  writ.  The  con- 
sequential relief  claimed  was  delivery  up  or  destruction  of  infringing  articles, 
damages  or  an  account  of  profits,  and  costs. 

The  Defendant  by  his  amended  Defence  alleged  as  follows  : — '*  (1)  The  name 
^"^  Frankenburgs  is  the  name  under  which  the  sole  Defendant  to  this  action— 

45  "  viz.,  Hyman  Frankenburg — has  carried  on  and  carries  on  business.  (2)  The 
'^  Defendant  does  not  admit  any  of  the  allegations  contained  in  the  first  five 
^'  paragraphs  of  the  Statement  of  Claim  except  that  the  Plaintiffs'  business  has 
"been  and  is  carried  on  at  works  in  Wolverhampton  called  the  Star  Cycle 
"  Works,  and  that  a  design  or  device  representing  a  Star  without  any  accom- 

50  **  panying  word  or  words  has  been  and  is  the  Plaintiffs'  registered  Trade  Mark. 
"  (3)  Cycles  and  cycle  parts  and  accessories  other  than  the  Plaintiffs'  cycles  and 
"  goods  have  from  time  to  time  during  several  years  last  past  been  sold  to  a 
"  commercial  extent  by  manufacturers  and  dealers  under  the  name  *  Star '  in 
"combination  with  other  words.     (4)   The  Defendant's  business  consists  of 

55  "  purchasing  the  component  parts  of  cycles  and  cycle  accessories  from  various 
"  manufacturers  and  either  reselling  them  or  making  up  cycles  with  such 
"  component  parte  and  selling  the  cycles  so  made  up,  the  sales  in  all  cases  being 
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"  to  members  of  the  trade.    Save  as  aforesaid,  the  Defendant  does  not  make 
"  cycles,  and  he  does  not  make  cycle  parts  or  accessories.    The  Defendant  does 
"  not  sell  and  has  not  sold  to  the  public  generally,  but  only  to  members  of  the 
"  trade  and  at  wholesale  prices.    (5)  The  Price  List  referred  to  in  paragraph  7 
"  of  the  Statement  of  Claim  was,  like  other  Price  Lists  annually  issued  by  the  5 
"  Defendant,  intended  for  and  issued  to  the  trade  only.    The  adyertisementa  of 
"  the  cycles  and  other  goods  therein  advertised  under  various  names,  including 
^^  those  advertised  under  the  name  ^  Midland  Star,'  contained  specifications 
"  giving  particulars  in  detail  (with,  in  many  instances,  makers'  names)  of  the 
"  various  component  parts  with  which  the  cycles  and  goods  were  made  np,  10 
"  and  it  would  be  impossible  for  any  person  from  the  advertisements  relating 
"  to  the  '  Midland  Star  Cycle '  and  the  *  Midland  Star  Frame  •  to  suppose  that 
"  the  cycles  and  goods  so  advertised  were  made  by  the  Plaintiffs.    The  Defen- 
"  dant  does  not  admit  that  the  contents  of  his  Price  List  were  brought  to  the 
"  Plaintiffs'  knowledge  by  any  member  of  the  trade.     (6)  The  Plaintiffs  did  15 
"  not  represent  to  the  Defendant  that   the   use  by  him  of  the  word  *  Star ' 
*^  in  the  manner  alleged   in   paragraph   7  of   the   Statement  of  Claim  would 
"  cause  deception.    The  only  representation  made  by  or  on  behalf  of  the 
^*  Plaintiffs  before  the  commencement  of  this  action  was  contained  in  a  letter 
**  written  to  the  Defendant  by  a  firm  of  Patent  Agents  on  the  1st  February  20 
"  1906  in  which  they  complained  of  the  Plaintiffs'  registered  Trade  Mark  of  a 
'^  Star  being  infringed  and  demanded  various  undertakings  from  the  Defendant. 
*'  It  is  not  the  fact  that  the  Defendant  paid  no  attention  to  the  said  represen- 
*^  tation.    He  immediately  replied  to  the  said  letter  requesting  to  be  informed 
"  in  what  way  he  had  infringed  the  Plaintiffs'  Trade  Mark,  whereupon  the  25 
"  Plaintiffs,  without  further  communicating  with  the  Defendant,  commenced 
*'  this  action  and  unsuccessfully  moved  for  an  interim  injunction  upon  (amongst 
'^  other  grounds)  the  ground,  which  they  wholly  failed  to  establish,  that  the 
"  Defendant  had  accepted  an  order  for  a  *  Star '  cycle.    The  Defendant  does  not 
"  admit  that  he  has  offered  or  advertised  for  sale  or  is  offering  or  advertising  for  30 
^'  sale,  except  in  manner  aforesaid  in  his  ^aid  Price  List,  or  has  sold  or  is  selling 
"  any  goods  under  the  names  of  '  Midland  Star  Cycle '  and  '  Midland  Star 
**  *  Frame,'  or  either  of  them.    (7)  The  Defendant  has  never  used,  and  does  not 
'^  use,  any  design  or  device  representin.^  a  Star,  and  he  has  not  in  any  way 
"  infringed  any  Trade  Mark  of  the  Plaintiffs.    He  has  not  used  the  word  *  Star '  35 
'^  either  alone  or,  except  in  the  said  Price  List  referred  to  in  paragraph  7  of  the 
^'  Statement  of  Claim,  in  combination,  as  an  advertisement  of,  or  otherwise  in 
'^  connection  with,  any  cycle  or  goods  sold  by  him.    (8)  The  Defendant  does 
''  not  admit  any  allegation  in  paragraph  8  of  the  Statement  of  Claim.    The  said 
"  name  *  Midland  Star '  -  was  adopted  and  used  in  manner  aforesaid  by  the  40 
"  Defendant  in  perfect  good  faith  and  without  any  reference  to  any  Trade  Mark 
^'  or  name  of,  or  used  by,  the  Plaintiffs,  and  its  use  by  him  in  manner  aforesaid 
"  is  not  calculated  to  lead,  nor  must,  nor  can  it  lead,  to  the  Defendant's  goods 
'*  described  thereby  being  believed  to  be,  or  passed  off  or  sold  as  being,  the 
"  Plaintiffs'  goods,  or  as  or  for  such  goods.    The  Defendant  has  not  passed  off  45 
'*  or  sold  any  goods  as  being  or  as  or  for  the  Plaintiffs'  goods,  and  no  person  has 
"  been  led  to  believe  that  the  Defendant's  goods  described  by  the  said  name  ' 
*'  were  the  Plaintiffs'  goods  or  goods  made  by  them.    (9)  The  Defendant  does 
'^  not  admit  any  allegation  contained  in  paragraph  9  of  the  Statement  of  Claim. 
'*  The  prices  at  which  the  Defendant  sells  his  goods  are  wholesale  prices  for  50 
'^  members  of  the  trade  only,  and  the  use  by  the  Defendant  in  manner  aforesaid 
"  of  the  said  name  *  Midland  Star '  is  not  calculated  to  injure  the  Plaintiffs  or 
'^  their  reputation,  or  the  reputation  of  their  goods,  or  to  cause  any  loss  of  sales 
"  of  the  Plaintiffs'  goods.     (10)  The  Defendant  does  not  attach  any  great 
"  importance  to  the  name  '  Midland  Star,'  and  he  is  willing  to  discontinue  its  55 
"  use  in  the  price  lists  which  he  may  issue  after  the  Price  List  for  the  present 
"  year,  which  was  issued  in  January  last,  provided  the  Plaintiffs  will  pay  his 


i 


Vol.  XXnr.,  No.  18.]     AND  TRADE  MARK  OASfiS.  409 

Star  Cycle  Company  Ld.  v.  Franhenburgs, 

"  costs  of  this  action,  which,  as  the  Defendant  submits,  was  brought  without 
"  any  ground  to  justify  it." 

The  Defendant  gave  Particulars  in  which  he  stated  that  "  White  Star  "  cycles 
had  been  sold  during  the  last  7  years  by  F.  D,  Natvelly  of  Manchester,  a  factor 
5  of  cycles  and  cycle  accessories,  also  by  Harry  Brown  of  Altrinchain,  Cheshire, 
for  the  last  3  years,  and  for  at  least  8  to  10  years  by  J.  H.  Hiley,  of  Birmingham, 
bicycle  maker;  "Silver  Star"  cycles  by  the  Silver  Star  Cycle  Coynpany^  of 
Lower  Kennington  Lane,  London,  for  the  last  10  years,  and  by  the  Western 
Engineering  Company ^  of  Brighton,  Sussex,  for  about  3  years;  "North  Star" 

10  cycles  by  F.  Andrews  &  Co,y  of  Archway  Road,  London ;  "  Cycle  Star,"  by 
Joseph  Daems^  of  Denize,  France ;  "  Star "  motor  car  manufactured  by  the 
Star  Engineering  Company y  Ld,y  Wolverhampton ;  Cycle  accessories  :— "  Star  " 
hacksaws  by  Fairbanks  &  Co.,  of  London,  E.C. ;  "  Star "  lamps  by  Brown 
Brothers  Ld,,  of  London,  E.C. ;  "  Star  "  oil  cans  by  the  last-mentioned  maker,  by 

15  Seabrook  Brothers,  of  London,  and  by  Teal  A  Co.,  of  Birmingham ;  "  White 
"  Star  "  lamps  for  about  3  years  by  C.  B.  Harrison  Ld.,  of  Birmingham  ;  "  Star 
"  of  Devon  "  lamps  by  F.  Cluck  A  Co.,  of  Exeter :  "  Star "  balls,  inflators, 
spanners  and  trouser  clips  by  Teal  &  Co.,  of  Birmingham  ;  and  "  Star  "  tyres  by 
F.  Whittingham  A  Wilkin. 

20  The  Plaintiffs  gave  Particulars,  in  which  they  stated  that  the  Defendant's 
advertisements  for  sale  were  contained  in  the  "  Cycle  and  Motor  Trades  Review  " 
and  in  the  "  Cycle  and  Motor-Cycle  Trader." 

The  action  came  on  for  trial  on  the  13th  of  November  1906  before  Mr.  Justice 
Swinfen  Eady,  who  held  that  the  Defendant  had  adopted  th6  name  "  Midland 

25  "  Star  "  without  any  fraudulent  intention  ;  that  the  Plaintiffs  had  no  exclusive 
right  to  the  use  of  the  word  "  Star  "  ;  and  that  the  probability  of  deception  had 
not  been. established.     The  action  was  dismissed  with  costs  {ante,  page  46). 
The  Plaintiffs  appealed. 
The  appeal  came  on  for  hearing  on  the  16th  of  April  1907. 

30       Astbury  K.C.  and  Sebastian  (instructed  by  Pepper,  Tangye,  Young  A  Co., 

agents  for  Pepper,  Tangye  and  Winterton,  of  Birmingham)  appeared  for  the 

Appellants ;  Eve  K.C.  and  Christopher  James  (instructed  by  Ric/iard  Barnes) 

appeared  for  the  Respondents. 

Astbury  K.C.,  for  the  Appellants. — The  Appellants'  goods  have  been  known 

35  since  188  4  as  "  Star  "  cycles,  and  from  the  fact  that  their  place  of  business  is  in 
the  Midlands  the  name  chosen  by  the  Respondent  is  very  likely  to  deceive  ;  a 
more  deceptive  name  could  scarcely  have  been  found.  It  has  been  held  that 
the  name  was  innocent  in  its  origin.  But  the  Respondent  knew  of  the  "  Star  " 
works.    He  gave  Particulars  of  all  the  instances  known  to  him  of  the  use 

40  of  the  name  "  Star " ;  the  Appellants  have  obtained  undertakings  or  injunc- 
tions in  every  case.  The  Respondent  never  sent  out  any  machines  with  the 
word  "Star"  on  them,  but  he  described  his  machines  as  "Midland  Star" 
cycles.  There  is  no  question  as  to  accessories.  In  cross- examination  names  of 
users  of    the  word  "  Star "   were  given  from  Porter"* s   Directories.      These 

45  instances  ought  not  to  have  been  allowed  to  be  given,  as  the  Respondent  had 
not  included  them  in  his  Particulars.  [FLETCHER  MOULTON  LJ. — The  Par-* 
ticulars  were  of  machines  that  had  been  sold  to  a  commercial  extent,  not  of  the 
use  of  the  name.]  That  distinction  is  subtle,  and  Particulars  are  intended  to 
show   what  the  case  is ;    the  Respondent  knew  of  these  when  he  put  his 

50  machines  on  the  inarket.  The  machines,  of  which  the  names  were  given  from 
the  Directories,  had  only  a  small  and  local  sale.  The  reputation  of  the  "  Star  " 
cycles  is  the  Appellants'  reputation ;  small  local  traders  have  used  the  name, 
but  not  so  as  to  affect  that  reputation.  The  Respondent's  witnesses  admit  that 
the  Appellants  are  well  known,  and  the  only  evidence  against  the  Appellants  is 

55  that  of  the  four  small  dealers.  The  Appellants  do  not  say  they  could  restrain 
those  local  traders.  How  much  user  would  be  necessary  to  enable  the  Appellants 
to  restrain  the  local  traders  it  would  be  difficult  to  say  ;  if  one  of  the  local 
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traders  had  carried  on  the  trade  for  a  year  the  Appellants  would  be  entitled  to 
discuss  the  innocence  of  his  taking  the  name.  They  have  only  to  prove  that 
the  Respondent's  action  is  calculated  to  deceive  in  a  large  number  of  cases.  The 
Appellants  brought  their  action  at  once  on  finding  out  what  the  Respondent  was 
doing.  He  has  sold  sixty-five  **  Midland  Star  "  cycles  to  the  trade.  That  name  5 
is  calculated  to  deceive  even  people  who  trade  in  cycles,  and  the  Respondent  is 
clearly  putting  an  instrument  of  fraud  into  their  hands  to  enable  them  to  cheat. 
The  Appellants  do  not  put  the  name  "Star"  on  all  their  machines.  The 
Respondent  is  not  a  maker  and  that  is  known  to  be  so,  but  some  "assemblers  *' 
are  called  manufacturers.  The  Appellants  were  prejudiced  by  the  fact  that  10 
their  agent  who  had  been  sent  to  ask  for,  and  was  said  to  have  asked  for,  a 
"Star"  cycle,  had  actually  asked  for  a  "Midland  Star."  The  evidence  of 
Sutcliffe  and  Oay  is  worthy  of  credence,  but  the  Appellants  do  not  accept  the 
statement  of  the  Respondent  that  when  he  saw  the  star  on  the  design  he 
decided  to  call  his  machine  the  "  Midland  Star."  Stress  has  been  laid  on  the  15 
fact  that  in  the  Respondent's  Catalogue  the  specifications  of  the  machines  are 
given,  but  every  maker  uses  the  proprietary  parts.  After  the  Motion  the 
Respondent  altered  his  advertisement  and  put  in  a  statement  that  "  Midland 
"  Star  "  cycles  were  made  by  him.  The  Appellants  have  agents  in  all  the  large 
towns  of  England  and  Scotland  and  their  output  is  8,000.  They  have  spent  20 
large  sums  m  advertising.  The  Respondent  admits  that  before  he  used  the 
name  he  knew  of  the  Appellants'  works,  cycles,  and  reputation.  The 
Appellants  had  heard  of  Porter^ s  Directory,  but  their  witnesses  were  believed 
when  they  said  they  had  not  heard  of  the  users  of  the  word  "  Star"  named  therein. 
The  Respondent  never  used  his  transfer ;  he  said  he  cut  ofiE  the  "  Star."  Assum-  25 
ing  that  the  local  traders  are  entitled  to  go  on  using  the  name  "  Star,"  the  use 
of  the  name  "  Midland  Star  "  in  Birmingham  can  be  restrained.  [Fletchbb 
MOULTON  Zr.J. — The  fact  that  the  Appellants  did  not  know  of  the  local  user  of 
the  name  might  show  that  they  had  not  abandoned  the  exclusive  right  to  the 
name,  but  they  cannot  restrain  that  user.]  A  tritiing  local  user  would  not  30 
prevent  the  Appellants  from  restraining  a  large  user.  The  Respondent  sells  only  to 
the  trade.  He  puts  on  his  cycles  a  transfer  with  the  word  "  Midland  "  and 
initials.  The  comments  of  the  learned  Judge  as  to  the  way  in  which  the 
Respondent's  Catalogue  was  put  to  the  witnesses  were  erroneous  ;  every  witness 
was  shown  the  whole  Catalogue.  To  a  trader  reading  the  Catalogue  and  dis-  35 
secting  it,  the  meaning  of  it  would  be  that  the  articles  were  the  Respondent's, 
but  it  would  deceive  others.  [FLETCHER  MouLTON  L.J.—l  cannot  find  a 
cycle  in  the  Appellant's  Catalogue  at  less  than  double  the  Catalogue  price  of 
the  Respondent's  cycles.]  The  substantial  case  of  the  Appellants  is  that  the 
dealers  are  enabled  to  sell  the  cycles  as  "  Midland  Star  "  cycles.  The  Appel-  40 
lants'  object  is  not  to  stop  the  use  of  the  name  "  Star,"  but  that  of  the  name 
"Midland  Star."  [County  Chemical  Company  Ld,  v.  Frankenhurg  (21  R.P.C. 
722,  725)  was  referred  to.]  It  is  not  necessary  to  prove  intention  to  deceive, 
but  the  Court  is  entitled  to  consider  the  fact  that  the  Respondent  has  a  bad 
reputation  in  the  trade.  The  Respondent's  Catalogue,  though  issued  to  the  45 
trade,  would  reach  the  public  and  be  an  instrument  of  fraud.  The  middlemen, 
having  bought  the  cycles  as  "  Midland  Stars,"  would  be  entitled  to  re-sell  them 
under  that  name.  If  a  purchaser  asked  a  dealer  for  a  "  Midland  Star  "  cycle, 
believing  a  "  Midland  Star  "  cycle  to  be  the  Appellants',  the  dealer  might  sell 
one  to  him  without  asking  if  he  meant  the  Appellants'  or  the  Respondent's  50 
machine.  [FLETCHER  MoULTON  Z.J.— The  Respondent  only  deals  with 
the  trade ;  the  misrepresentation  would  be  the  dealer's.]  The  dealer  may 
put  the  machine  in  his  window  with  the  name  under  which  he  has 
bought  it.  IJReddaway  v.  Banham  (13  R.P.C.  218 ;  L.R.  (1896)  A.C.  199) 
was  referred  to.]  [BUCKLEY  LJ, — The  Appellants'  argument  goes  to  this,  55 
that  if  the  maker  gives  an  article  a  false  name  the  dealer  is  entitled  to  repeat 
the  lie.] 
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Sebastian  followed. — All  dealers  diBtingnish  the  species  of  their  machines  by 
prefixes.  The  Appellants  do  so,  and  one  of  the  prefixes  they  would  be  very 
likely  to  use  is  '^  Midland."  It  is  immaterial  that  the  name  is  not  put  on  the 
machine.  Dealers  re-sell  under  the  name  nnder  which  they  buy.  The  witnesses 
5  say  the  prefix  would  not  distinguish.  The  name  has  been  adopted  for  the^ 
purpose  of  being  used  again.  The  Appellants  have  been  put  in  a  difficulty  by 
the  Particulars,  on  which  they  relied  as  limiting  the  Respondent  to  the  names 
given.  Nothing  was  obtained  from  the  Appellants'  witnesses  about  the  user  of 
which  Particulars  were  not  given.    An  application  for  an  adjournment  was  not 

10  made,  but  the  evidence  was  objected  to  several  times. 
Counsel  for  the  Respondent  were  not  called  upon. 

Lord  Alverstonb  L.C.J. — This  case,  as  it  ultimately  was  decided  by  the 
learned  Judge,  was  essentially  a  question  of  fact.  The  claim  originally  made 
was  to  protect  the  word  "  Star,"  and,  of  course,  if  the  action  could  have  been 

15  conducted  upon  the  theory  that  the  Defendant  had  infringed  that  Trade  Mark 
by  taking  the  '^  Star  "  and  putting  it  upon  the  cycles  in  the  way  of  infringement 
as  a  dealer  then  very  different  questions  would  have  arisen,  but  from  the  point 
of  view  of  Trade  Mark  simpliciter  the  case  was  not  pressed,  and  could  not  have 
been  in  all  probability,  having  regard  to  what  the  Defendant  had  done.    Then 

20  it  became  a  question  of  whether  the  Defendant  had  passed  oft  his  goods  as  the 
goods  of  the  PlaintifEs,  or  was  selling  his  goods  in  such  a  way  as  that  they 
would  be  likely  to  mislead  the  purchasers,  whoever  they  were,  into  thinking 
they  were  the  goods  of  the  PlaintiflEs.  That,  practically  speaking,  turned  upon 
three  publicatiDus.    It  is  quite  true  that  Mr.  Liale  when  he  was  examined  said 

25  originally  that  he  claimed  the  exclusive  use  of  the  word  "  Star  "  in  whatever 
combination  it  might  be  found,  or  however  qualified,  but  it  must  be  taken,  after 
the  argument  we  have  heard  to-day,  that  the  learned  ('ounsel  in  the  Court 
below,  and  the  learned  Counsel  to-day,  had  not  pressed  the  case  as  far  as  that.. 
Mr.  Asthury  in  his  very  able  argument  has  asked  us  to  say  that  this  was  a  case 

30  in  which,  having  regard  to  the  position  of  the  Plaintiffs,  their  works  at  Wolver- 
hampton, and  the  long  established  reputation  of  the  *^  Star  "  cycles,  and  the  use 
of  the  word  "  Star"  in  connection  with  their  manufactures,  the  words  "  Midland 
"  Star  "  had  been  proved  in  fact  to  be  likely  to  deceive,  or  must  deceive,  having 
regard  to  the  position  of  the  Plaintiffs  and  the  Defendant. 

35  There  were  three  publications  on  which  reliance  was  mainly  placed.  First,  a 
publication  of  an  advertisement  which  appeared  in  the  Cycle  Trader,  of  which 
the  specimen  handed  up  to  us  is  that  of  the  9th  of  February.  There  is  a  page 
which  is  headed  at  the  top  ^^  Just  to  give  you  some  idea  what  Frankenhurg^a 
'*  are  doing.    For  further  particulars  see  1906  Catalogue."    Then  at  the  bottom 

40  **  Frankenhurg%  Snow  Hill,  Birmingham."  There  are,  judging  roughly,  some 
80  to  100  articles,  and  among  them  occurred  four  or  five  cycles  after  bells  and 
stays,  and  so  on ;  the  "  Scorcher  Cycles,"  for  full .  particulars  see  page  10 ; 
"  Empire  Cycles  "  for  full  particulars  see  pages  11  and  12  ;  "  Minerva  Cycles  " 
for  full  particulars  see  pages  13  and  14 ;    '^  Midland   Star  Cycles "  for  full 

45' particulars  see  pages  15  and  16;  '^Offspring  Cycles  "for  full  particulars  see 
page  17.  I  do  not  go  through  any  others  in  that  list ;  I  do  not  think  there  are 
any  ether  cycles.  It  is  said  that  would  be  understood,  by  the  people  to  whom 
that  advertisement  would  appeal  and  would  be  read,  to  mean  the  '^Star" 
cycles  of  the  Plaintiffs.      The  second  publication  was  the  1906    Catalogue 

50  of  Mr.  Frankenburg^  and  perhaps  I  ought  to  have  taken  that  first  as  it 
probably  comes  a  little  earlier  in  order  of  date,  where  there  is  a  detailed 
description  which  is  referred  to  in  the  Catalogue  or  Advertisement  which  I 
have  just  read,  and  upon  which,  on  page  10,  you  do  find  particulars  of  the 
"  Scorcher,"  at  pages  11  and  12  the  "  Empire,"  at  page  13  the  *•  Minerva,"  and 
55  at  pages  15  and  16  the  **  Midland  Star."  This  is  the  only  part  in  which  the 
word  "  Star "  occurs,  "  The  Midland  Star  Cycle,  Gent's  Roadster,"  and  then 
there  is  the  specification.     The  third  publication  was  a  publication  of  an 
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advertiBement  of  which  the  only  copy  handed  np  to  me  is  that  of  the  5th  of 
April  which  had  got  a  number  of  statements  of  a  leading  character  beginning 
with  "  Is  the  Moon  made  of  Green  Cheese  ?  No  1  Is  it  possible  for  anyone  to 
**  think  that  the  moon  is  after  all  made  of  green  cheese  ?  If  it  is  possible,  then  snch 
**  thinkers  are  to  be  pitied,  but  not  despised.  They  are  not  responsible  for  their  5 
"  actions.  Midland  Star  Cycles  and  Frames  are  only  made  by  Frankenburg's.'^' 
That  is  in  very  small  type.  Below  that  there  are  the  words  "  Midland  Star 
"  Cycles,"  and  lower  down  "  Midland  Star  Frames,  Frankenhurg^s  Manufac- 
"  turers."  If  there  had  been  anything  in  this  case  except  the  use  of  the  words 
"  Midland  Star  Cycles  "  and  it  stood  upon  that  alone  I  am  not  sure  that  there  10 
might  not  have  been  a  case  upon  which  the  learned  Judge  might  possibly  have 
come  to  the  conclusion  that  there  was  more  to  be  said  for  the  view  that  the 
name  had  simply  been  taken  in  order  to  appeal  to  the  Plaintiffs'  reputation. 
But  I  must  say  that  having  regard  to  the  fact  that  this  document,  although  it 
gave  the  prices  to  the  retail  dealer,  ought  not  to  be  divorced  from  the  15 
other  two  documents  to  which  it  particularly  refers ;  and  it  is  to  be  noted 
in  this  connection  that  the  learned  Judge  has  found  as  a  fact,  and  this  was  not 
seriously  disputed  by  Mr.  Astburyy  that  the  Defendant's  advertisements  are 
directed  only  to  the  trade  ;  he  only  supplies  the  trade  ;  he  only  deals  with  the 
trade  ;  he  does  not* deal  with  the  public  at  all ;  his  Catalogue  is  only  sent  to  the  20 
trade  and  his  advertisements  only  appear  in  the  trade  papers.  Whatever 
inferences  might  be,  ot  ought  to  have  been,  drawn  from  the  use  of  the  word 
"  Star  '*  by  itself,  or  the  use  of  the  word  *'  Midland  "  by  itself,  I  think  it  is  quite 
impossible  for  us  to  say  that  the  learned  Judge  has  come  to  a  wrong  conclusion 
of  fact  when,  having  heard  the  mass  of  evidence,  to  which  I  will  very  briefly  25 
refer,  he  has  considered  that  the  Plaintiffs  have  not  made  out  their  case,  that  these 
particular  publications,  speaking  to  the  people  by  whom  in  the  great  majority 
of  cases  they  would  be  read,  and  by  whom  they  were  intended  to  be  read, 
would  not  be  a  passing-off  of  the  goods  manufactured  by  the  Defendant  as 
being  goods  manufactured  by  the  Plaintiffs.  I  do  not  wish  to  go  into  any  of  the  30 
detailed  reasons  which  I  put  to  Mr.  Astbury  in  the  course  of  the  argument,  but 
I  do  desire  to  say  that,  looking  at  pages  15  and  16,  and  the  article  in  the  Cycle 
and  Motor  Review,  and  looking  at  the  rest  of  this  Catalogue  or  Price  List  with 
the  number  of  other  cycles,  and  the  statements  made  about  Frankenburgs  and 
what  he  makes,  and  what  he  does  not  make,  I  think  it  would  be  going  very  far  35 
indeed  to  say  that  anybody  reading  that  publication  would  come  to  the 
conclusion  that  they  were  things  that  were  either  assembled  or  made  by  the 
Plaintiffs  and  not  things  assembled  or  made  by  Frankenburg. 

Then  it  is  said  that  it  is  perfectly  well  known  that  in  many  of  these  instances 
in  the  cycle  trade  people,  although  they  do  advertise  the  machine  as  being  theire,  40 
yet  it  is  a  machine  which  has  been  made  for  them  and  the  name  put  upon  it  by 
other  people.  We  were  pressed  to  say  that  even  although  Frankenburg  sold 
them  as  his  and  even  although  people  might  think  that  Frankenburg  made 
them,  yet  the  use  of  the  words  '*  Midland  Star  "  would  be  sufficient  to  make 
people  believe  they  were  in  fact  made  by  the  Star  Cycle  Company  and  not  by  45 
Frankenburg,  I  think  that  is  going  a  great  deal  too  far  unless  there  is  over- 
whelming evidence  as  to  what  was  the  effect  of  the  use  of  such  a  word  as 
'^  Star  "  in  connection  with  the  manufacture  of  such  articles. 

I  come'to  the  conclusion,  therefore  that  I  cannot  possibly  hold  that  the  use 
of  the  words  "  Midland  Star "  in  these  three  publications  must  be  held,  or  50 
ought  to  have  been  held  by  the  learned  Judge,  to  be  such  a  user  of  the  word 
"  Star  "  as  entitled  the  Plaintiffs  to  recover. 

Thejre  is  another  part  of  the  case  upon  which  I  certainly  consider  the 
learned  Judge  was  perfectly  right.      Some  criticism  wag  addressed  to  his 
having  allowed  evidence  to  be  given  of  a  number  of  instances  in  which,  55 
in  connection  with  cycles,  the  word  *^Star'*  had   been   used   together   with 
other  words.    The  moment  you  get  the  fact  that  at  that  stage  of  the  case  the 
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Plaintiffs  were  claiming  "  Star "  in  any  combination  and  had  given  evidence- 
in-chief  as  to  that,  it  seems  to  me  plain  that  that  part  of  the  evidence  was 
clearly  admissible.  It  was  evidence  to  show  that  this  word  "  Star,"  not 
unnaturally  having  regard  to  its  grammatical  meaning,  had  been  taken  by  a 
5  number  of  people  and  had  been  used  in  connection  with  other  expressions 
and  words  which  would  indicate  something  in  connection  with  the  kind  of 
cycles  that  were  being  advertised,  the  "  Eastern  Star,"  the  "  Flying  Star,"  the 
"Northern  Star,"  the  "Red  Star,"  the  "  Silver  Star,"  the  "North  Star,"  the 
"White  Star,"  and  so  on.     There  are  some  15  or  16  other  instances.     It 

10  seems  to  me  it  is  quite  impossible  to  say  that  the  Plaintiffs  might  not  apart 
from  any  Particulars,  have  been  cross-examined  to  show  that  they  could, 
not  properly  and  fairly  claim,  in  a  passing  off  case,  what  I  may  call  the 
exclusive  use  of  the  word  "  Star."  In  my  judgment,  as  the  case  was  then 
being  fought,  the  fact  that  an  Order  had  been  made,  to  which  I  will  refer  in  a 

15  moment,  would  not  make  that  evidence  inadmissible  in  cross-examination  or 

in-chief.    Then  it  is  said,  and  truly,  that  an  Order  had  been  made  asking 

.  for  Particulars    of   that  which  the   Defendant   set    up  as    being    the   fact, 

namely,  that  cycles,  cycle  parts  and  accessories,  other  than  the  Plaintiffs*, 

had    from    time  to  time  during   several   years  been  sold  to  a  commercial 

20  extent  by  manufacturers  and  dealers  under  the  name  "  Star  "  in  combination 
with  other  words.  The  Defendant  was  ordered  to  give  Particulars,  and  those 
Particulars  did  not  include  the  names  of  the  four  specific  instances  as  to  which 
he  was  allowed  to  give  evidence.  I  am  not  criticising  anybody's  conduct, 
because  it  is  so  easy  to  criticise  when  we  are  sitting  here  and  have  not  got  the 

25  responsibility,  but  it  appears  that  objection  having  been  taken  to  the  cross- 
examination  on  Directories  and  the  use  of  the  Directories,  as  Mr.  Sebastian 
tells  us,  and  no  doubt  perfectly  rightly,  more  than  once  when  in  the  course  of 
the  Defendant's  case  when  these  four  witnesses  BingUy  Langham^  Edwards 
and  another,  were  tendered,  the  objection  was  again  not  taken.    It  must  have 

30  been  a  different  kind  of  objection  altogether.  If  it  had  been  taken  I  am  not  at 
all  sure  that  the  learned  Judge  might  not  have  been  asked  to  adjourn  the- 
case  and  give  the  Plaintiffs  an  opportunity  of  enquiring  into  that  matter,  but 
I  do  not  think  as  the  case  was  conducted  we  can  possibly  overrule  the  learned 
Judg€$*8  finding  on  a  question  of  fact  on  the  ground  that  these  four  witnesses 

35  were  allowed  to  prove  the  facts,  some  of  which,  I  suppose,  were  indirectly 
introduced  by  means  of  the  Directories.  Whether  that  wafl  so  or  not  this 
evidence  was  admitted.  It  clearly  was  admissible  evidence  subject  to  the 
question  of  it  not  being  in  the  Defendant's  Particulars.  That  is  not  a  point 
upon  which  we  can  overrule  the  finding  of  the  learned  Judge  or  say  that  there 

40  ought  to  be  judgment  entered  for  the  Plaintiffs,  because  really  the  only  point  is 
that  possibly  the  Plaintiffs  might  have  asked  for  an  adjournment,  which  they 
did  not,  and  might  have  had  some  other  relief  given  to  them,  but  it  would  be, 
as  far  as  I  know,  going  beyond  any  authority  to  say  that,  even  if  we  thought 
they  might  have  been  entitled  to  an  adjournment  or  the  right,  possibly,  of 

45  calling  evidence  in  reply,  we  can  treat  the  evidence  as  not  being  before  the 
learned  Judge,  and  therefore  say  that  there  has  been  any  case  made  out  for 
either  a  new  trial  or  for  judgment  to  be  entered  for  the  Plaintiffs. 

Now  I  wish  to  say  I  express  no  opinion  as  to  what  view  I  should  have  taken 
had  I  seen  the  witnesses,  and  had  I  heard  Mr.  Frankenburg's  cross-exsimination. 

50  I  think  that  a  very  powerful  argument,  upon  what  I  may  call  the  merits  of  the 
case,  has  been  made  by  Mr.  Astbury  and  Mr.  Sebastian  in  connection  with  the 
way  in  which  the  word  "  Star  "  came  to  be  used,  but  all  these  materials  were 
before  the  learned  Judge ;  they  are  matters  which  go  to  credit  and  to  credit  only, 
and  he  has  practically  believed,  and  said  that  he  believed,  the  evidence  for  the 

55  Defendant,  that  in  this  instance,  whatever  may  have  been  the  Defendant's 
conduct  in  other  cases,  the  use  of  the  word  "  Star  "  was  quite  innocent  and  was 
not  in  any  way  adopted  in  oMer  to  get  the  benefit  of  the  Plaintiffs'  reputation. 
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That  being  so  of  course  it  is  necessary  for  the  Plaintifib  to  show,  there  being- 
no  deceit  in  fact,  that  the  user  of  those  words  was  calculated  to  mislead  or  deceive 
other  people,  for  us  to  enter  judgment  for  the  Plaintiffs.  I  am  unable  to  over- 
rule the  learned  Judge  on  this  question  of  fact,  and  it  seems  to  me  it  is  a  case 
eminently  for  the  learned  Judge  who  heard  the  witnesses  in  the  Court  below,  5 
and  therefore  I  think  this  appeal  must  be  dismissed.  - 

Flbtghbr  Moulton  L.J. — I  am  of  the  same  opinion.  I  also  think  that 
this  is  substantially  a  question  of  fact.  The  right,  that  the  Plaintiff  in  this 
action  wish  to  assert  and  protect,  is  that  no  man  may  pass  off  his  goods 
as  being  the  goods  made  by  another.  It  is  settled  law  that  if  this  is  10. 
done  it  must  be  restrained,  whether  it  be  done  by  a  false  assertion  in  plain 
words,  or  by  the  use  of  a  Trade  Mark,  or  by  the  use  of  a  trade  name 
which  has,  in  the  market  in  which  the  transaction  takes  place,  become  so 
associated  with  the  complainant  firm  that  the  use  of  that  mark  or  that 
name  is,  in  that  market,  tantamount  to  a  statement  that  the  goods  are  made  15 
by  that  firm.  Here  the  Plaintiffs  have  undoubtedly,  on  the  eyidence,  established 
such  a  reputation  with  the  public  in  connection  with  their  use  of  their  Trade 
Mark,  and  still  more  by  the  use  of  the  word  ^'  Star  '*  which  describes  their  Trade 
Mark,  that  to  the  public  a  "  Star  "  cycle,  with  or  without  any  qualificatory 
appendage,  means  in  general  that  it  is  a  cycle  made  by  the  Plaintiffs.  The  20 
small  local  bond  fide  users,  which  have  been  proved,  do  not  affect  my  mind 
much  with  regard  to  this  issue.  I  think  that  a  person  who  sold  a  *'  Star  *'  cycle 
to  the  public  would  generally  speaking  be  representing  it  to  be  a  cycle  made 
by  the  Plaintiffs.  It  is  possible  that  in  localities  where  the  small  local  users 
survive,  the  representation  might  be  an  ambiguous  one,  and  the  word  ''  Star  "  25 
might  in  those  localities  be  honestly  used  as  representing  that  the  cycle  was 
made  by  one  of  the  small  local  users ;  but  broadly  speaking,  treating  it  as  a 
matter  for  the  general  public,  the  use  of  the  word  '^  Star  "  is  it  statement  that 
the  cycle  is  one  made  by  the  Plaintiffs,  and  if  the  acts  proved  against  the 
Defendant  amounted  to  the  use  to  the  public  of  the  word  *'  Star  "  in  connection  30 
with  his  cycles  I  consider  that  he  would  have  been  in  the  gravest  difficulty. 
But  the  only  use  of  the  word  "  Star"  in  connection  with  these  cycles,  which 
have  been  proved  against  him,  is  a  use  in  his  dealings  with  members  of  the 
trade.  It  is  not  put  on  the  goods,  or  on  any  article  or  document  which  reaches 
the  public.  That  this  is  so  is  a  matter  of  fact  as  to  which  I  am  satisfied  on  the  35 
evidence,  and  I  do  not  believe  that  any  person  in  the  trade  could  have  been 
misled  by  the  use  of  the  word  *'  Star  "  in  the  way  in  which  it  has  been  proved 
that  the  Defendant  has  used  it.  Therefore,  there  has  not  been  any  statement, 
in  the  market  in  which  he  has  dealt — ^nor  in  any  other  market — that  the  goods 
that  he  has  sold  were  goods  made  by  the  Plaintiffs.  40 

That  being  so,  the  action  must  fail,  because  the  Plaintiffs  have  failed  to  prove 
that  the  Defendant  represented  his  goods  as  being  made  by  them.  While  I 
say  this  I  must  add  that  I  think  he  has  been  sailing  very  near  the  line.  The 
evidence  leaves  in  my  mind  a  suspicion  that  he  may  well  have  hoped,  and 
perhaps  expected,  that  from  the  continuous  use  of  this  word  to  the  trade  45 
there  might  grow  up  a  user  of  the  word  by  the  trade  to  the  public,  and  I  should 
counsel  him  not  to  associate,  even  in  his  dealings  with  the  trade,  his  goods  with 
a  name  that  would  become  a  misrepresentation  if  that  name  were  used  by  the 
trade  in  their  sale  of  his  goods  to  the  public. 

BUOKLSY  L.J. — I  agree.  The  judgment  below  in  my  opinion  is  right  and  50 
this  appeal  fails.  I  need  not  travel  through  the  facts  again ;  the  Lord  Chief 
Justice  has  travelled  through  them.  Quite  shortly,  the  salient  facts  upon  which 
I  rest  my  judgment  are  these — First,  that  the  Defendant's  business  is  done  solely 
with  the  trade  ;  that  his  advertisements  are  addressed  solely  to  the  trade,  and 
that  the  trade  know  perfectly  well  the  truth.  Secondly,  that  he  does  not  attach  55 
to  the  articles  which  he  sells  to  the  trade  anything  by  way  of  description 
or  mark  which  in  any  way  assists  his  purchaser  to  mislead  the  public  as  to 
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the  articles  they  are  buying  from  the  person  who  has  bought  from  the 
Defendant.  I  agree  that  if  he  makes  misrepresentations  to  the  purchaser, 
or  if  he  puts  into  the  hands  of  his  purchaser  a  weapon  to  enable  him  to  mislead 
the  public  there  is  ground  for  an  injunction.  Neither  of  those  circumstances 
exists  here.    There  are  subordinate  facts,  but  I  need  not  go  into  them. 

Those  are  the  salient  facts  upon  which  I  rest  my  judgment.    I  think  that  this 
appeal  must  be  dismissed  with  costs. 


In  the  Court  op  Appbal. 

Before  THE  Lord  Chief  Justice  and  Lords  Justices  Fletcher 
10  Moulton  and  Buckley. 

April  18th,  1907. 

Hill  v.  Thomas  &  Sons. 

Patefit. — Action  for  infringement. — Subject-master.^  Pa  tent  held  invalid  on 
appeal.— Costs  of  Particulars  of  Objections. 

15  In  1900  Letters  Patent  for  "  Improvements  in  gaiters  or  coverings  for  the  legs  '* 
um^  granted  to  H.  The  novel  feature  of  the  painted  article  was  a  method  of 
lacing  up.  In  an  action  for  (inter  alia)  infringement  of  the  Patent^  the 
Defendants  alleged  anticipation  and  want  of  subject-matter  against  the  validity 
of  the  Patent.    It  was  held  at  the  trial  that  the  Patent  was  valid  and  that  the 

20  Defendants  had  infringed.    The  Defendants  appealed. 

Held  by  the  Court  of  Appeal  (Lord  Alverstone  L.C.J.  dissenting)  that 
there  was  no  invefition  and  that  the  Patent  was  invalid.  Jli/e  Appeal  was 
allowed  tvith  costs  in  both  Courts^  except  the  costs  of  one  of  tlie  Particulars  of 
Objections^  which  were  to  be  the  Plaintiff's  and  were  directed  to  be  set  off. 

25      On  the  19th  of  March  1900  Letters  Patent  (No.  5220  of  1900)  were  granted 
to  Thomas  Watson  Hill  for  "  Improvements  in  gaiters  and  coverings  for  the  legs." 
The  Complete  Specification  was  as  follows  : — 

"My  invention  relates  to  gaiters  or  coverings  for  the  legs  used  by  soldiers 

"  sportsmen  travellers  and  others — In  certain  classes  of  military  costumes  gaiters 

30  ^'  are  used,  covering  the  lower  part  of  the  legs,  such  gaiters  being  made  of  leather 

*<  cloth  or  other  suitable  material  fitted  round  the  leg  and  buttoned  down  the  front 

"  or  side— My  invention  consists  of  the  kind  of  covering  described  only  different 
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**  fastenings  to  keep  the  gaiter  in  position  when  in  use.  The  gaiter  being  first 
^'  fitted  round  the  leg  is  then  fastened  by  the  means  of  a  lace  on  one  side  and  hooks 
**'  studs  or  other  equivalent  fastenings  on  the  other  side— In  order  to  put  my 
"  invention  into  operation  I  make  a  gaiter  of  leather,  cloth  or  other  suitable 
'^  material  and  of  such  a  shape  that  it  can  be  fitted  round  the  leg  of  the  wearer  the  5 
"  two  edges  being  preferably  in  front  and  the  material  being  of  such  a  size  that 
"  one  of  such  edges  overlaps  the  other  of  a  sufficient  width  from  top  to  bottom — I 
"  provide  a  leather  lace  or  other  suitable  fiexible  material  and  of  the  desired  width 
"  and  length — Down  near  the  vertical  edge  of  the  aforesaid  gaiter  I  punch  a 
**  number  of  holes  A  arranged  in  two's  nearly  touching  each  other — ^making  in  10 
"  all  about  fourteen  holes  or  seven  two*s,  each  two  holes  being  about  1^"  apart  or 
^'  instead  of  the  former  holes,  oval  shaped  ones  with  a  division  in  the  centre  of 
**  each  could  be  used — These  holes  can  be  strengthened  by  means  of  eyelets — In 
"  the  aforesaid  holes  I  lace  or  thread  a  leather  lace  B  or  other  fiexible  material — 
"  The  aforesaid  lace  has  a  knot  tied  in  one  end  or  fastened  inside  preferably  the  15 
"  bottom  end,  leaving  the  rest  of  the  lace  free — The  aforesaid  lace  is  then  threaded 
"  backward  and  forward  through  each  of  the  aforesaid  holes  A  forming  a  number 
^^  of  loops  of  sufficient  length  C  to  hitch  onto  studs,  hooks,  or  buttons  onto  the 
"  aforesaid  overlap  vertical  edge  The  aforesaid  holes  being  in  pairs  leaves  the 
"  lace  in  loops  the  number  being  according  to  the  number  of  hooks  or  studs  en  20 
"  the  corresponding  overlapped  vertical  edge — I  rivet  sew  on  or  fix  a  number  of 
"  hooks,  studs  or  buttons  D  or  other  equivalent  fastenings  on  to  the  overlap 
**  down  near  edge  the  number  determined  according  to  the  number  of  loops 
**  formed  by  the  aforesaid  lace  on  the  aforesaid  underlap — Or  the  aforesaid  hooks 
*^  could  be  inserted  in  the  edge  E  or  under  the  overlap  On  the  aforesaid  under-  25 
"  lap  could  be  rivetted  hooks  or  studs  to  match  the  ones  on  the  overlap— These 
"  would  be  used  for  ornament— I  make  the  gaiter  or  covering  of  such  a  shape 
'*  that  it  can  be  fitted  round  the  leg  of  the  wearer  and  when  in  position  the 
"  aforesaid  loops  C  formed  by  the  lace  are  hitched  on  to  the  hooks  studs  buttons 
"  or  others  equivalent  fastenings  on  the  overlap  vertical  edge— The  lace  then  can  30 
**  be  drawn  to  any  degree  of  tightness  and  it  will  be  seen  that  it  tightens  the 
"  aforesaid  gaiter  and  holds  the  overlapping  edge  of  the  aforesaid  gaiter  securely 
"  and  firmly  down  upon  the  other  edge  F  The  each  aforesaid  loops  are  hitched 
^^  on  to  the  aforesaid  hooks  studs  or  buttons  nearest  same  C  in  a  horizontal  line 
"  or  the  loops  of  the  aforesaid  lace  can  cross  each  other  by  hitching  on  to  hook  35 
"  above — The  lace  can  be  fastened  by  tucking  it  down  inside  of  the  legging 
**  drawing  it  through  one  or  more  extra  holes  G  tieing  or  other  equivalent  means — 
"  The  aforesaid  lace  could  be  enclosed  on  the  inside  of  the  gaiter  so  as  to  keep  it 
"  from  the  leg  of  the  wearer — The  gaiter  can  be  made  up  with  part  buttons  and 
"  part  on  the  aforesaid  principle— in> ,- — lace  and  studs  &c — or  with  part  buttons  40 
'*■  or  spring  and  top  part  with  lace — The  same  fastening  can  also  be  applied  to 
"  other  articles  or  garments — The  lower  part  of  the  gaiter  or  the  whole  of  it  may 
"  be  lined  and  stiffened  according  to  the  manufacturers  judgment — The  gaiter 
"  or  covering  described  is  adjustable  to  several  sized  legs  the  amount  of  the 
"  underjap  of  the  edges  being  greater  or  less  accordingly —  45 

"  The  aforesaid  invention  is  a  gaiter  or  covering  for  the  legs  and  not  likely  to 
"  -shift  while  in  use — The  manufacturing  and  material  may  be  varied  or  modified 
'*  more  or  less  as  may  be  found  desirable — The  aforesaid  invention  consists  sub- 
"  stantially  of  a  gaiter,  one  vertical  edge  of  which  overlaps  the  other  &  is  kept 
"  in  position  by  means  of  a  lace  formed  into  loops  by  threading  backwards  and  50 
**  forwards  through  a  number  of  holes  down  one  side  only  near  underlap  edge 
"  and  when  in  position  the  af ore^id  loops  are  hitched  on  hooks  studs  or  buttons 
"  on  the  overlap  vertical  edge  in  a  horizontal  or  oblique  line.  The  lace  is  then 
"  tightened  &  fastened  thus  keeping  the  gaiter  In  position — The  hooks  and  lace 
"  could  be  reversed  by  putting  the  hooks  where  the  lace  is  (in  the  underlap)  and  55 
**  the  lace  where  the  hooks  are  viz : — overlaji  vertical  edge — But  the  former  way 
**  of  festeniUg  is  preferable — 
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'*  The  aforesaid  gaiter  or  covering  is  easy  to  pnt  on  &  take  ofiE  is  durable  com* 
*'  f  ortable  A  neat  &  makes  a  very  attractive  unique  covering  especially  if  boots 
"  and  breeches  are  laced  to  match  which  can  be  done — 

**  The  aforesaid  studs  or  hooks  could  be  fitted  with  rollers — If  desired  the 
5   ^'  aforesaid  hooks  studs  or  buttons  could  be  fixed  to  a  separate  piece  or  pieces  of 
**  leather  or  other  flexible  material  and  the  leather  sewn,  or  rivetted  on  to  the 
"  legging—" 

The  Patentee  claimed  : — "  Improvements  in  fastening  for  gaiters  or  coverings 
^'  for  the  legs  by  means  of  a  lace  on  the  underlap  about  1^"  from  edge,  the  lace 
10  "  continuing  from  bottom  to  top,  &  on  vertical  edge  (or  near  edge)  of  overlap 
^^  are  fixed  a  number  of  studs  hooks  or  other  equivalent  fastenings — The  aforesaid 
^'  lace  is  formed  into  loops  by  passing  through  a  number  of  holes  the  aforesaid 
'^  holes  being  arranged  in  two's  down  one  side  of  the  legging,  the  aforesaid  loops 
^*  being  hitched  on  to  hooks  or  studs  as  aforesaid  on  overlap.*' 
15  On  the  23rd  of  March  1905  the  Patentee  commenced  an  action  for  infringe- 
ment of  the  Patent  against  Thomas  A  SonSy  claiming  the  usual  relief.  There 
was  also  a  claim  for  passing  off,  but  that  part  of  the  claim  is  immaterial  for  the 
purpose  of  this  report  on  Appeal. 

The  Plaintiff  by  his  Statement  of  Claim  alleged — (1)  that  he  was  the  Patentee 
20  and  the  owner  of  the  Patent ;  (2)  that  the  Defendants  had  infringed  the  Patent ; 
and  (3)  that  the  Defendants  had  made  leggings  infringing  the  Patent. 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent. 

The  Particulars  of  Objections  alleged — (1)  that  the  Plaintiff  was  not  the  first 
25  and.true  inventor ;  (2)  that  the  alleged  invention  was  not  new  at  the  date  of  the 
Patent ;  (3)  that  the  alleged  invention  was  not  proper  subject-matter  for  a  Patent ; 
(4)  prior  publication  by  the  sale  of  a  pair  of  leggings  by  the  Plaintiff  to 
T.  Tayloi'  of  Port  Rossetta,  Alexandria ;  (5)  that  the  alleged  invention  had 
been  anticipated  by  the  Specifications  of  E.  Barnes  (No.  3801  of  1880),  of 
30  Maurice  Aron  (No.  14,449  of  1896),  and  of  A.  Schwai^  (No.  7188  of  1899> 

The  fourth  Objection  was  subsequently  abandoned  by  the  Defendants. 

The  action  was  tried,  on  the  1st  and  2nd   of  February  and  the  11th  of 
April  1906,  before  Mr.  Justice  Sutton^  who  held  that  there  was  sufilcient 
invention,  that  there  was  no  anticipation  and  that  the  Defendants  had  infringed, 
35  and  gave  judgment  accordingly  (23  R.P.C.  375). 

The  Defendants  appealed. 

T.  Terrell  K.C.  and  E,  Grimtvood  Mears  (instructed  by  F.   W.  Lang  ton) 

appeared  for  the  Appellants;    Bousfield  K.C,  and    W.  Neill  (instructed   by 

Ernest  Bemr)  appeared  for  the  Respondents. 

40       Terrell  K.C.  for  the  Appellants. — The  chief  advantages  now  claimed  for  the 

gaiter  are  not  mentioned  in  the  Specification.    In  fact  the  chief  advantage, 

namely^  that  it  will  fit  loosely  in  some  parts  and  tightly  in  others,  does  not 

obtain  if  it  is  made  with  rollers  as  suggested  in  one  part  of  the  Specification. 

The  advantage  derived  from  having  the  loops  horizontal  is  also  lost  if  the  loops 

45  are  crossed  as  the  Specification  contemplates  in  one  place.    Glay  v.  Alcock  and 

Go.  Ld.' (2i  R.P.C.  745),  clearly  shows  that  where  particular  properties  are 

relied  on  to  give  subject-matter  to  a  Patent  those  properties  must  be  clearly  set 

out  in  the  Specification.     [Plbtohbr  Moulton  L.J.  expressed  his  dissent ,  from 

this  interpretation  of  the  judgments  in  Glat/r.  Alcock  J]    There  is  no  subject- 

50  matter  sufficient  to  sustain  the  Patent. 

Bousfield  K.C.,  and  Neilly  for  the  Respondents. — This  is  a  legging  of  great 
utility.  It  is  the  only  practical  laced  legging.  In  previous  laced  leggings  the 
lace  was  loose  or  else  it  always  connected  both  sides  of  the  legging,  making  it 
very  awkward  to  put  on.  In  this  legging  the  lace  is  not  loose,  and  is  in  &ct  an 
55  integral  part  of  the  legging,  while  it  is  very  easy  to  put  on..  In  previous 
leggings  the  lace  had  to  be  fastened  at  the  top  and  if  the  knot  came  untied  the 
lace  became  unfastened  ^  the  whole  way  down  the  legging.    In  this  legging 
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there  is  no  such  disadvantage.  The  legging  can  be  made  tight  or  loose  at 
particular  places  at  will.  [Bucklby  L,J. — The  invention  amounts  to 
arranging  a  continuous  lace  so  as  to  form  a  series  of  adjustable  buttonholes.] 
The  great  utility  of  the  legging  and  its  novelty  are  sufficient  to  have  subject- 
matter.  There  is  as  much  invention  in  selecting  this  method  of  lacing  as  was  5 
shown  in  the  cases  of  the  American  Braided  Wire  Company  v.  TJiamson 
(6  R.P.C.  518)  and  Vi^kers  v.  Siddell  (7  R.P.C.,  292  ;  L.R.  15  App.  Gas.  496). 

Terrell  K.C.  replied. 

Lord  Alvbrstonb  L.G.J, — I  regret  to  say  that  the  Court  is  not  unanimous 
in  this  case.  In  my  judgment  the  decision  of  Mr.  Justice  Sutlon  was  right,  and  10 
there  was,  on  the  evidence  before  him,  ground  for  holding  that  there  was  good 
subject-matter.  I  quite  agree  that  the  case  is  very  near  the  line,  but  I  think 
that,  if  we  were  to  go  by  compai*ison,  there  are  many  cases  in  which  a  less 
degree  of  invention,  a  less  degree  of  ingenuity,  has  been  held  sufficient  to 
constitute  subject-matter,  and  from  memory  I  will  quote  the  Pavement  Light  15 
case*,  and  the  Braided  Wire  Casef.  Others  can  be  found,  but  I  do  not  consider 
it  is  desirable  to  deal  with  this  case  by  comparison.  We  must  deal  with  each  case 
on  the  evidence  before  us.  I  wish  it  to  be  distinctly  understood  that  in  giving  my 
judgment  I  am  relying  simply  and  solely  on  the  evidence  which  has  been  before 
us  and  not  upon  anything  else  that  may  be  known,  or  may  be  found,  which  20 
is  not  before  us  in  the  evidence.  It  does  appear  that  with  reference  to  the  very 
simple  and  common  thing  of  fastening  on  gaiters  nothing  of  this  kind  was  ever 
done  before.  From  the  point  of  view  of  novelty  it  is  not  really  seriously 
disputed  that  the  thing  was  new ;  but  I  quite  agree  with  Mr.  Terrell  that  in 
fact  subject-matter  cannot  be  discussed  unless  you  get  something  new.  I  only  25 
refer  to  that  from  the  point  of  view  of  considering  that  argument,  which  h]» 
often  been  used,  that,  when  you  find  common  articles  which  have  been  used  for 
generations,  and  nothing  of  the  kind  done,  and  certain  advantages  to  which  I 
will  refer  obtained  by  a  particular  arrangement,  it  is  at  any  rate  some  evidence 
upon  which  Judges  may  take  a  view  of  novelty  in  dealing  with  subject-matter.  30 
It  appears  that  the  Defendants  here  have  taken  the  thing  bodily  and  do  not 
allege  that  there  has  been  any  anticipation  in  the  shape  of  anything  which  could 
be  said  to  be  analogous,  although  they  say,  as  I  have  pointed  out,  that  there  was 
no  sufficient  subject-matter. 

The  first  thing  to  be  considered  is  what  the  Patentee  claims.    It  is  a  very  35 
badly  drawn  Specification, — obviously  a  Specification  drawn  by  the  Patentee 
himself,— containing  a  great  many  statements  with  regard  to  what  might  be 
done  which  are  now  used  against  him,  and  which  if  he  had  been  wise  he  would 
not  have  put  in  ;  but  I  think  you  have  to  consider  for  this  purpose  what  he  has 
claimed.    If  the  Defendants  were  taking  parts  of  his  combination,  and  using  40 
them  differently,  the  passages  in  his  Specification  might  be  of  great  service. 
He  claims  "  Improvements  in  fastening  for  gaiters  for  coverings  for  the  legs  by 
<^  means  of  a  lace  on  the  underlap  about  1^"  from  edge,  the  lace  continuing  from 
**  bottom  to  top,  and  on  vertical  edge  (or  near  edge)  of  overlap  are  fixed  a 
^^  number  of  studs,  hooks,  or  other  equivalent  fastenings.    The  aforesaid  lace  is  45 
^^  formed  into  loops  by  passing  through  a  number  of  holes,  the  aforesaid  holes 
^'  being  arranged  in  two's  down  one  side  of  the  legging,  the  aforesaid  loops  being 
'^  hitched  on  to  hooks  or  studs  as  aforesaid  on  overlap."    That  is  in  my  opinion 
an  exact  description  of  what  is  produced  before  us.    I  do  not  desire  to  say  that 
I  think  he  is  entitled  to  say  the  two  holes  must  be  so  close  together  as  that  the  50 
two  pieces  of  lace  will  be  parallel  when  they  go  across  the  stud.    I  think  it  is 
quite  plain  that  there  is  another  passage  in  the  Specification  which  shows  they 
might  be  sloped,  but  that  would,  in  my  judgment,  get  rid  of  the  advantages  to 
be  gained  by  what  he  has  done. 

♦  Hdytvard  v.  HamUUm  (Griffin  115). 

American  Braided  Wire  Company  v.  Thomeon  (uhi  iu^ra)^ 
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On  the  evidence  before  ns  to  have  holes  on  one  flap  of  a  gaiter  and  stads 
upon  the  other  was  new.  It  may  seem  a  very  small  thing,  but  that  cannot  be 
overlooked  in  dealing  with  the  question  which  we  are  now  considering.  I  was 
misunderstood  when  I  used  the  expression  opposite.  I  did  not  mean  opposite 
5  in  the  sense  of  opposite  in  a  horizontal  line.  I  meant  on  the  opposite  flap  of  the 
gaiter,  and  there  is,  as  I  understand,  no  evidence  whatever — and  it  has  been 
ftttnkly  admitted  by  Mr.  Terrell^  as  stated  by  Mr.  iViw'W— that  on  one  flap  of  a 
gaiter  or  on  one  flap  of  a  boot  there  had  been  holes  through  which  the  lace  went, 
which  lace  was  going  to  engage  with  hooks  upon  the  other  side.      In  my 

10  judgment,  on  the  point  of  view  of  subject-matter,  that  is  a  most  material  con- 
sideration. Further,  this  kind  of  arrangement  for  lacing  had  been  attempted  in 
two,  if  not  three  previous  instances^-one  by  Mr.  Aron  and  another  by  Mr. 
Schivarz.  In  both  cases  it  was  done  on  the  outside  by  having  hooks  or  studs  on 
either  side,  and  with  the  disadvantages  that  it  must  be  entirely  an  external 

15  lacing  so  that,  if  anything  got  loose  at  any  time,  the  whole  lacing  would  go.  It 
did  not  combine  what  this  does  combine— and  what  to  my  mind  is  a  feature 
which  again  must  not  be  overlooked — internal  lacing  with  external  fastening 
over  the  hooks.  In  my  judgment  that  is  the  result  of  ingenuity,  and  of  that 
amount  of  ingenuity  and  arrangement  which  may  fairly  be  said  to  be  sufficient 

20  to  support  a  Patent  where  there  is  a  new  article,  therefore  this  arrangement,  this 
novelty,  the  thing  patented  involved  firgt,  as  1  have  said,  the  putting  of  eyelet 
holes  on  one  flap  and  hooks  on  the  other,  which  was  new.  It  involved  partly 
internal  lacing  and  partly  external  fastening  of  great  use  with  reference  to  the 
putting  on  of  the  gaiter  easily,  and  of  the  taking  off  of  the  gaiter  easily.    It 

25  undoubtedly  allowed  a  buttonhole  adjustable  in  point  of  length.  Whether  it 
was  a  straight  buttonhole,  if  I  may  use  that  expression— a  buttonhole  with 
parallel  sides  or  a  buttonhole  with  diagonal  sides — ^makes  no  difference.  That  is 
only  possible  if  you  have  got  the  loop  made  by  a  lace  passing  through  the  two 
holes  and  engaging  over  a  stud,  and  it  is  in  evidence  that  the  result  is  that  you 

30  can  release  the  pressure  upon  parts  of  the  gaiter  by  having  a  loose  or  com- 
paratively long  loop  as  compared  with  the  other  loop  ;  and  further  it  is  the  fact, 
although  I  attach  very  little  importance  to  it,  but  I  mention  it  because  it  was 
referred  to  by  both  sides,  that  the  actual  fastening  at  the  top  is  not  necessary. 
The  importance  of  that  is  not,  in  my  opinion,  that  it  is  not  fastened  at  the  top, 

35  but  that  when  it  is  fastened,  as  it  is  intended  to  be,  by  these  loops  being  used,  the 
loops  do  not  come  loose  simply  because  the  top  of  ^e  lace  happens  to  be  loose. 
It  is  only  one  of  the  incidents  which  result  from  the  combination  which  the 
Patentee  has  made.  The  fact  that  it  remains  loose  in  parts  may  be  of  great  use 
when  you  are  dealing  with  any  man's  leg  on  which  it  is  not  desirable  to  have 

40  pressure  the  whole  way  down.  The  fact  that  it  remains  fastened,  although  the 
lace  is  loose  at  the  top,  is  due  entirely  to  the  combination  of  eyelet  holes  on  the 
one  side  and  hooks  on  the  other  involving  sufficient  friction — that  is  all  that  need 
be  said — upon  the  inside  between  the  leg  and  the  lace.  Whether  there  is  more 
or  less  friction  than  in  other  arrangements  makes  no  difference,  because  the 

45  friction  is  here  utilized  in  connection  with  the  stud  on  the  one  side  and  the  two 
holes  on  the  other.  The  fact  that  there  are  studs  on  the  one  side  and  eyelet 
holes  on  the  other  makes  the  gaiter  very  easy  of  being  put  on,  and  very  easy  of 
being  taken  off  ;  or  in  other  words,  as  Mr.  Bousfield  properly  described  it,  you 
can  have  the  gaiter  flat,  you  can  have  it  round  your  leg,  and  you  get  the 

50  advantage  of  external  lacing  from  the  point  of  view  of  facility  of  putting  it  on 
and  taking  it  off,  and  you  get  the  internal  lacing  from  the  point  of  view  of  the 
lace  remaining  tight  upon  the  studs  even  though  part  of  the  lace  may  be  broken. 
It  seems  to  me  that  this  new  combination,  and  these  new  results,  attained,  I 
agree,  in  a  simple  and  humble  article  in  daily  use,  never  done  before,  cannot  be 

55  said  not  to  involve  good  subject-matter  unless  it  be  shown  that  there  has  been 
before  it  what  I  may  call  an  analogous  use  for  a  similar  purpose.  That  has  not 
been  shown  by  any  evidence  to  which  our  attention  has  been  called.    All  that 
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has  been  said  is  this,  that  you  have  got  eyelet  holes  in  boots :  you  have 
got  hooks  in  boots  :  you  can  use  either  eyelet  holes  or  hooks,  and  therefore  this 
combination  cannot  be  subject-matter.  In  my  judgment  that  is  going  far 
beyond  any  decision  which  has  been  given.  I  have  expressed  my  opinion  with 
the  greatest  hesitation  because  I  understand  that  both  my  learned  Brothers  5 
differ  from  me.  I  have  no  doubt  in  my  own  mind  that  Mr.  Justice  Sutton  was 
right  when  he  took  the  view  that  he  could  not  say,  on  the  evidence  before  him, 
that  he  ought  to  hold  there  was  not  sufficient  subject-matter,  and  I  think  it  only 
fair  as  we  are  dealing  with  the  opinion  of  the  learned  Judge  to  call  attention 
to  the  very  short  way,  but  in  my  judgment  the  very  satisfactory  way  in  which  10 
he  has  dealt  with  the  question  of  subject-matter.  **  If  the  directions  given  in 
"  the  Specification  are  followed,  a  gaiter  is  constructed  closely  fitting  with  no 
"  tendency  to  buckle  or  turn  round " — ^and  nobody  has  suggested  it  has  a 
tendency  to  buckle  although  the  studs  or  holes  may  be  put  further  apart  so 
that  you  have  what  may  be  called  the  accordian  action  to  a  certain  extent  being  15 
set  up.  Then  the  learned  Judge  proceeded — '^  and  its  lace  requires  no  fastening 
"  at  the  top  end.  The  gaiter  is,  moreover,  adaptable  to  legs  of  different  sizes. 
^^  These  advantages  resulting  from  the  construction  are,  I  think,  indicated  in 
"  the  Specification  ;  but  there  is  another  advantage,  and  a  valuable  one,  resulting 
"  from  the  construction  though  not  alluded  to  in  the  Specification,  namely,  20 
"  that  from  point  to  point  you  can  vary  the  tightness,  and  if  at  any  point  the 
"  tightness  is  varied,  the  variation  remains ;  in  other  words  one  loop  can  be  made 
"  easy,  and  another  tight,  without  any  tendency  to  roll  into  one  another.  The 
**  last  mentioned  characteristic  is  produced  by  friction.  On  the  whole,  I  think 
"  the  Specification  shows  a  sufficient  exercise  of  the  inventive  faculty  to  25 
"  constitute  subject-matter."  I  could  not  put  my  judgment  more  concisely  or 
in  better  words  than  Mr.  Justice  Sutton  has  done,  and  I  only  read  that  passage 
in  order  to  show  that  he  has  briefly  and  clearly  stated  the  grounds  which  I  have 
thought  it  right  to  expand  at  greater  length  in  consequence  of  the  fact  that  my 
learned  Brothers  do  not  agree  with  me.  30 

In  my  opinion  this  appeal  should  be  dismissed. 

Fletcher  Moulton  L,J. — I  regret  that  I  cannot  come  to  the  same  con- 
clusion as  the  Lord  Chief  Justice.  In  my  opinion  there  is  no  subject-matter 
for  Letters  Patent  in  this  invention.  It  relates  to  a  method  of  fastening  up  a 
continuous  opening  such  as  there  is  at  the  back  of  a  pair  of  corsets,  or  in  the  35 
front  of  a  boot,  or  in  the  front  of  a  gaiter,  by  one  continuous  lace.  The  ordinary 
methods  of  doing  this  are  very  well  known.  In  some  cases  there  are  rows  of 
eyelets  and  the  continuous  lace  is  threaded  through  those  eyelets,  and  then  drawn 
tight ;  in  other  cases  there  are  studs  arranged  on  each  side,  and  a  lace  is  crossed 
from  the  studs  on  one  side  to  the  studs  on  the  other,  and  then  it  is  pulled  up  40 
and  the  two  are  drawn  tight.  It  will  be  seen  that  in  the  latter  case  if  you 
regard  the  side  which  has  been  drawn  towards  the  other  you  will  see  that  there 
are  a  series  of  loops  formed  in  the  lace,  the  base  of  the  loops  being  the  studs  on 
one  side,  and  the  apex  of  the  loops  being  the  studs  on  the  other  side,  and  by 
drawing  that  lace  tight  you  will  shorten  those  loops.  Now  from  an  early  45 
period  in  this  case  it  seemed  to  me  that  the  critical  question  was,  for  reasons 
which  I  will  presently  give,  whether  or  not  it  would  be  good  subject-matter  for 
Letters  Patent  to  have  eyelets  on  one  side  to  form  the  base  of  these  loops  and 
studs  on  the  other  to  form  the  apex.  For  some  reason  or  other  no  evidence  was 
called  to  show  that  that  had  been  actually  done  in  the  case  of  fastenings  of  this  50 
kind,  and  although  Mr.  Bous/ield  for  a  long  time  protested  against  the  suggestion 
that  that  would  be  invention  he  withdrew  his  admission,  and  Mr.  Neill  followed 
him  in  withdrawing  the  admission.  So  that  I  shall  take  it  as  a  matter  of  fact 
that  I  must  decide  whether  or  not  such  a  substitution  of  eyelets  for  hooks  on  one 
side  would  be  invention.  I  unhesitatingly  come  to  the  conclusion  that  it  would  55 
not  be  invention.  The  means  employed  are  so  familiar  to  mankind,  and  are 
used  so  much  in  their  ordinary  life  that  we  ought  not  to  interfere  with  the 
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jadicions  use  of  snch  means  for  pnrposes  closely  analogous  to,  or  identical  with, 
that  for  which  they  are  habitually  used  by  suggesting  that  there  is  scope  for 
invention  in  so  doing.  Therefore  I  consider  this  case  from  the  point  of  view 
that  the  mere  employment  of  eyelets  on  one  side,  and  hooks  on  the  other  side 
5  instead  of  hooks  on  both  sides  for  a  running  lace  was  a  matter  which  involved 
no  invention  at  the  date  of  this  Letters  Patent. 

That  being  so  I  ask  myself  what  is  the  invention  here  ?  I  have  great  difficulty 
in  finding  out  what  the  Patentee  intended  to  claim.  Did  he  intend  to  claim  the 
gaiter  or  did  he  intend  to  claim  the  mode  of  fastening  the  gaiter  ?    I  do  not 

10  however,  intend  to  be  severely  critical  on  this  point,  because  it  is  obvious 
to  me  that  the  Specification  was  drawn  by  the  Patentee  himself,  who  was, 
no  doubt,  unskilled  in  these  matters,  and  I  am  going  to  look  at  it  as  though  he 
had  claimed  the  gaiter  which  he  has  shown  in  his  Drawings.  Now  I  ask  myself 
what  is  the  differentia  of  that  gaiter.    So  far  as  I  can  see  it  only  consists  in 

15  the  number  of  holes  being  doable  as  many  as  the  number  of  studs,  and  the 
holes  being  put  at  somewhat  unequal  distances  apart,  namely,  in  pairs,  so  that 
two  are  really  close  together  and  those  opposite  the  position  of  the  hook.  Now, 
is  there  invention  in  that  ?  I  ask  myself  whether  it  accomplishes  any  new 
result,  and  I  am  bound  to  say  that,  in  spite  of  the  evidence,  1  cannot  come  to  the 

20  conclusion  that  it  accomplishes  any  result  other  than  that  which  you  could 
obtain  by  the  use  of  a  gaiter  with  eyelet  holes  on  one  side  and  hooks  on  the 
other  side. 

I  will  deal  seriatim  with  the  specific  contentions  of  Mr.  BousfieM  as  to  the 
results  thus  produced,  premising  this,  that  you  have  to  be  very  careful  in  actions 

25  of  this  kind  to  distinguish  between  consequences  which  flow  from  the  invention, 
and  consequences  which  flow  from  the  use  of  a  particular  article  to  which  the 
invention  has  been  applied.  So  far  as  I  can  see  all  the  consequences,  to  which 
Mr.  Bousfield  has  referred,  would  flow  from  the  use  of  an  article  which  did 
not  possess  the  peculiar  differentia  of  this  gaiter,  but  which  only  had  eyelet 

30  holes  on  one  side  and  hooks  on  the  other.  Let  me  take  Mr.  BousfieM's  conten- 
tions in  order.  In  the  first  place  he  suggests  that  a  gaiter  of  this  kind  does  not 
slip,  and  that  the  lace  does  not  slip,  and  because  it  does  not  slip  you  can  have 
varying  tensions  in  different  parts  of  the  gaiter.  Now  that  comes  entirely  from 
the  amount  of  friction  produced.     That  depends  on  the  size  of  your  holes 

35  and  the  structure  of  your  hooks  and  the  material  of  your  lace.  In  this  way 
you  can  reduce  the  friction  as  much  as  you  like,  for  example  by  using  mohair 
you  could  reduce  it  to  a  very  small  thing,  entirely  preventing  that  result 
occurring.  What  is  more,  I  cannot  find  any  suggestion  in  the  Specification  that 
this  property  of  non-slipping  is  what  the  Patentee  intends  to  arrive  at  by  the 

40  invention,  nor  does  he  show  by  what  modification  of  the  invention  it  is  to  be 
arrived  at.  It  is  solely  the  effect  of  the  gaiter  being  made  of  leather  with  holes  of 
a  certain  size,  and  hooks  of  a  certain  size,  and  a  lace  of  a  certain  material.  The 
next  thing  that  was  said  by  Mr.  BorMfield  was  that,  by  reason  of  this  property 
of  non-slipping,  there  is  no  need    to  have  a  fastening.     So  far  from  that 

45  being  a  necessary  consequence  of  the  invention  the  Plaintiff  himself  pro* 
vides  for  a  fastening,  and  the  question  whether  a  fastening  is  wanted 
or  not  wanted  entirely  depends  on  whether  you  use  the  invention  in  such  a 
way  as  to  create  great  friction  or  not.  Great  friction  is  not  a  necessary  con- 
sequence of  this  invention  at  all,  and  if  you  do  not  have  it  you  must  use  a 
50  fastening.  The  next  thing  said  was  that  the  lace  does  not  get  loose.  That  is  simply 
a  consequence  of  using  eyelets  on  one  side.  Another  peculiarity  is  said  to  be  that  it 
has  no  tendency  to  turn  round.  That  cannot  follow  from  the  supposed  invention 
to  any  greater  extent  than  it  would  follow  from  any  judicious  use  of  eyelets  ou 
one  side  and  hooks  on  the  other,  and,  therefore,  what  I  find  is  that  all  those 
55  advantages  with  the  exception  of  one,  with  which  I  am  about  to  deal,  do  not 
follow  from  the  true  differentia  of  the  invention,  that  is  to  say,  that  the 
holes  are  arranged  in  pairs,  the  members  of  each  pair  being  closer  together 

2  N 
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than  they  are  to  their  neighbonre.     The  particular  adyantage  which  I  have 
excepted  is  not  referred  to  in  any  -way  in  the   Specification,  and  is  -what 
has  been  called  the  ^^  avoidance  of  the  concertina  action/'    It  appears  to  nie 
that  it  is  a  point  which  has  grown  nnder  the  stimulos  of  litigation.      It   is 
snggested  that  if  you  make  a  gaiter  in  the  way  shown  in  the  Drawings  the  5 
loops  will  be  pulled  horizontally  and  they  will  have  very  little  tendency  to 
crumple  up  the  gaiter  by  pulling  the  two  parts  of  it  in  the  direction  of  the 
length ;  that  is  to  say,  there  is  no  tendency  to  shorten  the  gaiter.    Now  that 
would  be  a  consequence  of  the  arrangement  of  the  holes  in  the  way  that  they 
are  shown  in   the  Figure.       I  will  deal  directly  with   the  question   as   to  10 
whether  that  would  be  adequate  to  support  a  Patent,  but  I  will  take  it  for  the 
moment  that  it  would  be  so.    Then  we  have  an  advantage  which  can  be  fairly 
claimed  as  a  consequence  of  the  supposed  invention,  but  so  far  from  it  being  a  con- 
sequence  of  the  invention  as  described  in  the  Specification  we  find  that  in  his 
Complete  Specification  the  Patentee  pointis  out  that  the  loops  may  either  engage  15 
with  the  hook  that  is  opposite  to  them  or  the  hook  next  above.    If  they  engage 
with  the  hook  next  above,  it  would  produce  in  an  extremely  objectionable  foma 
that  which  is  called  the  concertina  action.     That  arrangement  is  just  as  mnch 
claimed  as  the  other.     The  consequence  is  that  this  particular  advantage  is 
really  no  consequence  of  the  invention,  and  the  invention  may  be  used  in  a  form,  20 
and  is  patented  in  a  form,  in  which  it  would  not  result  therefrom.    For  those 
reasons  the  evidence  with  regard  to  the  advantages  of  the  arrangement  does 
not  produce  much  impression  upon  me.    It  seems  to  me  that  the  advantages 
are  neither  more  nor  less  than  those  that  would  be  obtained  by  using  holes  on 
one  side  and  hooks  on  the  other,  and  in  fact  if  you  were  to  take  one  made  with  25 
equal  number  of  holes  on  one  side  and  hooks  on  the  other  and  to  lace  it  up 
missing  each  alternate  hook  you  would  get  exactly  what  the  Patentee  describes. 
I  have  already  said  that  it  would  not,  in  my  opinion,  be  invention  to  produce 
such  an  article,  and,  if  this  be  so,  you  cannot  restrain  the  public  from  lacing  it  in 
any  way  they  like.  30 

I  said  that  I  would  deal  with  the  question  of  whether  putting  the  holes 
in  pairs  in  the  special  way  that  the  Patentee  has  put  them  would  be  subject- 
matter  for  Letters  Patent.  In  my  opinion  this  spacing  is  entirely  a  ques- 
tion of  degree.  The  general  effect  would  be  the  same  whether  they  were 
put  very  close  together  or  less  close  together,  and  I  do  not  think  that  the  35 
arrangement  of  these  holes  at  unequal  distances  would  make  such  a  novelty 
as  could  be  fairly  considered  to  be  subject-matter  for  Letters  Patent.  I 
am,  therefore,  of  opinion  that  the  invention  is  a  particular  v^y  of  lacing 
a  gaiter  that  is  constructed  with  eyelet  holes  on  one  side  and  hooks  on  the 
other.  I  do  not  think  such  a  gaiter  would  be  novel,  and  I  do  not  think  that  we  40 
ought  to  consider  it  to  be  subject-matter  for  Letters  Patent  to  propose  a  particular 
way  of  arranging  your  lace  when  you  are  fastening  such  a  gaiter. 

Buckley  L,J. — When  two  such  masters  of  this  branch  of  the  law  as  the 
Lord  Chief  Justice  and  Lord  Justice  Moulton  differ  in  opinion  the  question 
cannot  be  as  easy  as  it  appears  to  be  to  me.   That  is  the  first  circumstance  which  45 
makes    me    distrust    my    own    judgment.     The    second    is    this— it  is  well 
established  that  a  very  small  amount  of  invention  is  sufficient  to  support  a 
patent,  but  I  am  conscious  that  that  is  a  rule  which  is  so  repugnant  to  me 
tiiat  probably  I  shall  lean  unduly  in  the  Respondents*  favour  lest  I  should  not 
give  sufficient  weight  to  that  which  unquestionably  is  a  principle  which  binds  50 
the  Court.   I  have  arrived  at  the  conclusion  that  there  is  no  subject-matter  here. 
1  wish  to  read  Lord  Westbury's  words  in  Harwood  v.  Oreat  Northern  Railway 
Company  (II  H.L.C.  at  page  682.)    By  way  of  illustration,  if  nothing  else,  they 
jsire  rather  pertinent  to  the  present  case.    He  said  this  : — *'  Upon  that  I  think  the 
<'  law  is  well  and  rightly  settled,  for  there  would  be  no  end  to  the  interference  55 
V  with  trade  and  with  the  liberty  of  adopting  any  mechanical  contrivance,  if 
t*  every  slight  difference  in  the  application  of  a  well  known  thing  should 
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'*  be  held  to  constitute  gronnd  for  a  Patent*  Tljere  is  the  familiar  con- 
**  trivance  of  the  button  to  the  buttonhole  taken  from  the  waistcoat 
**  or  the  coat  which  may  be  applied  in  some  particular  mechanical  com- 
**  bination  in  which  it  has  not  hitherto  been  applied;  but  it  would  be  an 
6  **  idle  thing,  if  it  were  possible,  to  take  a  well-known  mechanical  contrivance, 
**  and  by  applying  it  to  a  subject  to  which  it  has  not  hitherto  been  applied,  to 
"  constitute  that  application  the  subject  of  a  Patent  to  be  granted  as  for  a  new 
"  invention.  No  sounder  or  more  wholesome  doctrine,  I  think,  was  ever 
"  established  than  that  which  was  established  by  the  decisions,  which  are 

^0  "  referred  to  in  the  opinions  of  the  four  learned  judges  who  concur  in  the 
"  second  opinion  delivered  to  your  Lordships,  namely,  that  you  cannot  have  a 
"  Patent  for  a  well  known  mechanical  contrivance  merely  when  it  is  applied  in 
*'  a  manner  or  to  a  purpose,  which  is  not  quite  the  same,  but  is  analogous  to  the 
"  manner  or  the  purpose  in  or  to  which  it  has  been  hithierto  notoriously  used." 

lb  Looking  at  the  SpeciiScation  in  this  case  I  will  state  in  the  iirst  place  what  I 
find  in  the  Patentee's  favour.  I  think  that  the  language  is  such  as  that  he  is 
entitled  to  say  that  he  has  indicated  a  gaiter  through  one  side  of  which  there 
is  laced,  through  certain  holes,  a  lace  in  a  particular  manner,  and  that  its 
arrangement  is  such  as  that  the  loop,  which  is  produced  for  the  purpose  of 

.20  hooking  the  other  side  of  the  gaiter,  is  constituted  by  those  two  holes  which  are 
most  closely  approached  to  each  other,  and  I  think  that  he  has  also  indicated 
that  while  there  are  to  be  on  one  side  of  the  gaiter  eyelet  holes  in  pairs  or  twos, 
there  are  to  be  studs  on  the  other  side  of  the  gaiter  of  a  like  number  and 
arranged  so  as  to  be  opposite  to  each  pair  of  eyelet  holes.    That  being  so,  the 

^  way  in  which  the  case  can  be  most  strongly  stated  in  favour  of  the  Patentee 
seems  to  me  to  be  this,  that  he  has  endeavoured  to  describe  an  arrangement 
under  which  he  will  secure  by  the  use  of  a  lace  a  buttonhole  adjustable  in 
point  of  length  which  shall  be — Mr.  BousfieUd  wants  to  add — so  used  as  that 
its  sides  shall  be  parallel  or  approximately  parallel  and  shall  be  horizontal 

30  when  the  gaiter  is  worn  by  a  man  who  is  standing,  and  he  says  that  when  sq 
used  the  result  will  be  that  there  will  be  a  gaiter  which  has  particular  advan- 
tages  such  as  he  has  described,  such  as  for  instance  that  if  you  use  a  leather 
lace  the  lace  will  not  slip  but  that  your  adjustable  Y)uttonhole  may  be  made 
shorter  in  one  place  and  longer  in  another  so  as  to  facilitate  the  adjustment 

25  of  the  gaiter  to  any  enlargement  of  the  limb  if  there  be  one  below  it,  and  as  a 
result  of  that  he  says  if  you  liberate  the  lace  at  the  upper  end,  and  then  try 
and  loosen  it  that  the  thing  will  not  loosen ;  that  the  lace  will  not  loosen ; 
that  the  lace  does  not  require  fastening,  and  that  the  method  of  use  is  such 
as  that  you  acquire  particular  advantages  from  it.      I  do  not  think  that  the 

40  Specification  indicates  that  that  is  the  thing  which  he  has  sought  to 
•do  or  has  told  you  how  to  do.  If  you  look  at  the  Specification  you  will 
find  that  this,  what  I  call  the  horizontal  buttonhole  adjustable  in  point 
of  length,  is  not  that  which  he  tells  you  to  arrive  at.  The  Patentee  says 
that  the  loops   ''Are  hitched   on  to  the  aforesaid  hooks,  studs  or  buttons 

45  "  nearest  same  C  in  a  horizontal  line '' — which  would  give  you  the  horizontal 
buttonhole — ''  or  the  loops  of  the  aforesaid  lace  can  cross  each  other  by  hitching 
•*  on  to  hook  above."  Of  coui'se  they  could  not  cross  each  other  if  each  were 
hitched  to  the  hook  above  it.  There  would  be  no  crossing  at  all.  That  language 
must  be  inaccurate  there,  and  he  must  mean  that  you  are  to  carry  the  one 

iO  up  and  the  other  down,  and  then  you  would  get  a  cross  lacing.  He  also 
says  that  ''when  in  position  the  aforesaid  loops  are  hitched  on  hooks, 
•*  studs  or  buttons  on  the  overlap  vertical  edge  iij  a  horizontal  or  oblique 
'^  line."  So  that  what  he  has  described  is  a  thing  which  is  not  to  result 
in  a  buttonhole  adjustable  in  point  of  length  which  shall  be  so  used  as  to 

55  obtain  a  firm  clutch,  but  he  has  told  you  that  you  may  use  it  in  a  different  way  by 
cross  lacing,  which  will  result  in  what  has  been  called  the  concertina  action. 
Then,  further,  as  regards  this  frictional  use  of  a  leather  lace  so  that  the  thing 
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yryll  not  slip  in  use,  it  is  yery  ingenious  to  say  that  that  is  so.    It  is  so,  if  you 
use  a  leather  lace  and  use  a  particular  form  of  lacing,  but  the  answer  is  that  the 
Patentee  has  not  told  you  to  do  that.    His  lace  is  not  to  be  a  leather  lace.     It  is 
to  be  a  lace  of  either  leather  or  other  flexible  material.    If  you  use  a  slippery 
material  such  as  mohair  you  will  not  achieve  this  result.     Then  it  is  said  that  5 
you  will  not  want  to  fasten  it  at  the  end,  and  the  answer  to  that  is  that  the 
Patentee  thought  you  would  have  to  fasten  it  at  the  end,  because  he   tells 
you    that  you  can  fasten    it  by   ^Uucking  it  down  inside   of  the   legging, 
**  drawing    it    through    one    or   more    extra    holes    6,"    and    further     down 
he  says  ;  *'  The  lace  is  then  tightened  and  fastened  thus  keeping  the  gaiter  in  10 
*'  position."    It  appears  to  me,  therefore,  that  he  has  not  claimed  an  arrangement 
under  which  you  are  so  to  deal  with  eyelet  holes  on  one  side  and  studs  on  the 
other  as  to  obtain  these  advantages  by  the  means  which  he  describes.     If  that 
is  so,  all  that  he  has  done,  it  seems  to  me,  is  this,  that  he  has  said  you  are  to  so 
use  a  continuous  lace  as  to  produce  loops-  and  fasten  those  loops  over  studs  on   15 
the  other  side  of  the  gaiter.    Who  can  say  that  that  was  new  ?     It  was  a 
perfectly  well  known  mechanical  contrivance.    Every  time  you  lace,  whether 
you  do  it  by  passing  your  lace  through  an  eyelet  hole  or  whether  you  do  it  by 
putting  your  lace  round  a  hook  you  are  producing  that  which  is  or  is  equivalent 
to  a  buttonhole  passing  over  a  button  or  a  lacing  which  has  the  same  effect  as  80 
passing  a  buttonhole  over  a  button.    It  is  a  perfectly  familiar  mechanical 
contrivance.    When  this  case  was  opened  I  confess  I  failed  to  see  what  possibly 
could  be  said  as  to  there  being  any  invention  in  this.    It  seems  to  me  the  most 
one  can  say  is  that  the  Patentee  has  found  out  the  way  of  using  a  perfectly  well 
known  old  method  of  attachment  for  a  new  purpose.    That  is  a  discovery  and  25 
not  an  invention.    I  may  say  that  this  case  has  recalled  to  me  most  strongly  a 
case  which  I  had  to  decide  some  years  ago,  Gctse  v.  Greasy  (17  R.P.C.  255).     I 
only  refer  to  the  judgment  which  I  gave  in  that  case  as  a  further  reason  for  the 
conclusion  at  which  I  have  arrived  in  this  case.    I  think  there  is  no  subject- 
matter.  30 

Terrell  K.C. — Then,  my  Lords,  I  ask  for  a  certificate  as  to  the  Particulars  of 
Objections.  I  think  1  am  entitled  to  the  first,  second,  and  third.  I  am  not 
entitled  to  the  fourth,  but  I  am  entitled  to  the  fifth,  I  submit. 

Fletcher  Moulton  L.J, — True  and  first  inventor  means  that  he  got  it  from 
somebody  else.  35 

Terrell  K.C— Then  it  will  be  the  second,  third,  and  fifth. 

Fletcher  Moulton  L,J. — I  think  it  was  quite  reasonable  to  bring  those 
forward. 

Terrell  K.C. — The  fourth  we  abandoned  at  the  trial.  I  do  not  know  what 
will  happen  with  regard  to  that.  40 

Fletcher  Moulton  Z. J.— Two,  three  and  five  seem  to  be  right. 

Terrell  K.C. — With  regard  to  the  fourth,  my  friend  will  get  the  costs  of  that 
It  is  out  of  the  usual  course,  but  I  remember  what  I  said  in  the  Court  below. 
My  friend  said  :  "  Of  course  the  costs  of  the  abandoned  Particulars  of  Objection,     . 
"  even  if  the  judgment  were  reversed  on  appeal,  would  be  ours  in  any  event."  ii 
And  then  I  said  :  "  Yes,  they  will  be  yours  in  any  event "  ;  so  that  my  friend 
will  get  the  costs  of  that  issue,  and  there  will  be  a  set-off. 
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In  the  High  Court  op  Justtob.— Chancery  Division. 

Before  Mr.  Justice  Parker. 

May  7th,  8th,  9th  and  10th,  1907. 

lRON*Ox  Remedt  Company  Ld.  v.  Co-operative  Wholesale  Society  Ld. 

5  Trade  name.'-^Fancy  name. — "  Iron-Ox  Tableta^ — Action  to  restrain  passing- 
off  and  the  use  of  tJie  words  ^'  Iron  Oxide  *^ — Name  adopted  by  Defendants  because 
likely  to  cause  confusion. — No  actual  deception. — Probability  of  deception. — 
Unfair  competition. — Ir^unction  granted. 

The  Plaintiffs^  who  sold  **  Iron-Ox  Tablets^*  brought  an  action  to  restrain  the 

10  Defendants  from  selling  medicinal  tablets  under  the  description  *^  Iron  Oxide 
**  Tablets ",  and  from  passing-off  their  goods  as  the  Plaintiffs*  goods.  The 
Defendants^  being  unable  to  obtain  the  Plaintiffs*  goods  for  sale^  obtained  from 
a  manufacturer^  and  sold  to  retailers  for  re-sale^  ^^  Compound  Iron  Oxide 
^.'  Tablets  *'  which  contained  iron  oxide,  practically  useless  as  a  drug^  and  also 

15  other  and  useful  drugs,  with  the  avowed  intention  of  facilitating  competition 
tvith  ^^Iron-Qx  Tablets**  which  contained  no  iron  oxide.  There  were  other  tablets 
called  ^'  Iron  Oxide  Tablets  **  placed  upon  the  market  after  the  time  when  the 
Plaintiffs  commenced  advertising,  but  before  the  Defendants*  sales  began ;  the 
Plaintiffs  had  stopped  the  sale  of  some  of  these  tablets.    The  Defendants  contended 

20  that  iron  oxide  was  in  popular  demand  as  a  medicifie  and  that  they  were  entitled 
to  supply  this  demand  in  the  tcay  they  did,  there  being  no  complaint  of  get-up 
and  no  actual  deception,  b\U  only  cases  in  which  the  person  receiving  the  Defen- 
dants* goods  ordering  the  Plaintiffs  goods  from  the  retailers,  but  was  not  himself 
deceived. 

25  Held,  that  the  Defendants  had  not  put  ^^  Iron  Oxide  Tablets  **  upon  the  market 
to  satisfy  a  popular  demand,  but  in  order  to  supersede  **  Iron-Ox  Tablets,**  that 
under  the  circumstances  the  choice  of  this  name  was  not  legitimate  trading,  and 
tJuU  it  would  lead  to  confusion  and  was  chosen  for  that  reason,  and  not  because 
it  could  in  any  sense  be  said  to  correctly  describe  the  article.   An  injunction  was 

30  granted  to  restrain  the  use  of  the  term  ^^  Iron  Oxide**  by  the  Defendants  without 
better  distinguishing  their  goods  from  the  goods  of  the  Plaintiff^. 

This  was  an  action  brought  to  restrain  passing-off.  The  Plaintiffs  were  a 
Canadian  company,  which  luid  traded  in  this  country  since  1902,  selling  under 
the  name  of  ^*  Iron-Ox  Tablets  "  a  proprietary  medicine  which  was  of  the  nature 
35  of  a  laxative  pill.  The  word  '*  Iron-Ox  "  was  registered  in  Canada  as  a  Trade 
Mark,  but  not  in  England.  Over  8O,O00Z.  had  been  spent  in  advertising  this 
preparation,  which  was  sold  at  1/-  in  small  boxes  containing  an  aluminium 
package  of  chocolate-coate4  ta^letp,  T}^^  Pef  endants,  the  Co-operc^ive  Wholesale 
^       '  2  0 
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Society  Ld.,  were  a  limited  company  formed  by  various  retail  Co-operative 
Societies  whose  shops,  nambering  some  thousands,  were  chiefly  in  the  North  and 
the  Midlands  and  who  were  the  sole  shareholders  and  customers  of  the  Defendant 
Company.  The  profits  of  the  Defendant  Company  were  shared  among  the  indi- 
vidual Co-operative  Societies  and  by  them  among  their  customers.  The  Plaintiflb  5 
and  certain  other  makers  of  proprietary  medicines  insisted  upon  certain  terms  as 
to  price  of  sale,  and  ultimately,  as  a  result  of  the  dispute,  the  Plaintiffs  refused 
to  supply  their  goods  to  the  Defendants.  The  Defendants  thereupon  proceeded 
to  make  arrangements  to  ''  match  "  the  Plaintiffs*  goods  by  producing  an  article 
of  their  own  to  be  sold  in  competition  with  the  Plaintiffs'  goods  by  the  retail  10 
Co-operative  Societies.  They  wrote  to  Wyleys  Limited^  of  Coventry,  as  follows  :— 
"  We  enclose  some  pellets  for  which  we  are  experiencing  a  sale  and  we  should 
*'  like  to  take  a  similar  article  up  under  our  own  name.  Will  yoa  please  say 
**  what  is  the  nearest  you  can  do  for  us  and  give  us  your  lowest  price,  and  if 
^*  possible  send  us  samples  of  what  you  are  quoting."  The  Defendants  received  15 
in  reply  specimens  of  a  "Compound  Iron  Oxide  Tablet"  already  made  by 
Wyleys  for  another  customer.  Without  any  further  enquiry  the  Defendants 
inserted  ^'  Compound  Iron  Oxide  Tablets  "  in  their  published  Ust  of  proprietary 
articles  designed  to  "match"  patent  medicines  which  they  could  not  obtain 
from  the  makers,  and  supplied  them  to  the  retail  Co-operative  Societies  for  sale  20 
with  the  avowed  object  of  selling  them  at  the  price  of  6d.,  in  competition  with 
"  Iron-Ox  Tablets,"  which  they  could  no  longer  obtain.  The  Plaintiffs  thereupon 
in  five  instances  obtained  from  shops  belonging  to  retail  Co-operative  Sodetiee, 
which  were  shareholders  of  the  Defendant  Company,  packages  of  *'  Compound 
**  Iron  Oxide  Tablets  "  (in  two  instances  being  charged  Is.  instead  of  6d.),  in  25 
response  to  written  orders  for  "  Iron-Ox  Tablets,"  the  method  adopted  being  to 
send  in  a  written  list  of  four  or  five  articles  required  with  a  request  to  the  diop 
assistant  to  insert  the  price  against  each  article.  These  "  Compound  Iron  Oxide 
I*  Tablets  "  were  of  the  same  size  and  colour  as  "  Iron-Ox  Tablets,"  but  not  packed 
in  the  same  fashion  or  similar  in  get-up  in  any  way.  The  words  "  Iron  Oxide  "  30 
were  printed  upon  the  outside  in  larger  type  than  the  rest  of  the  name  and 
there  was  a  statement  that  they  contained  iron  oxide,  aloin,  casoara,  podophyllin 
and  capsicum. 

This  action  was  instituted  on  the  3rd  of  November  1906,  for  an  Injunction  to 
restrain  the  Defendants,  their  officers,  servants  and  agents  from  offering  for  35 
sale,  selling  or  otherwise  dealing  with,  any  medicinal  compounds  or  tablets  under 
the  description  of  "  Iron  Oxide  Tablets,"  or  under  any  title  or  description  of 
which  the  term  "  Iron  Oxide  "  formed  a  part,  or  from  in  any  manner  representing 
or  enabling  others  to  represent  that  the  goods  of  the  Defendants  were  the  goods 
of  the  Plaintiff  company.  The  action  came  on  upon  interlocutory  Motion  before  40 
Mr.  Justice  Warrington  on  December  the  14th  1906,  when  the  Defendants  under- 
took to  keep  an  account,  and  no  Order  was  made  except  that  costs  were  to  be 
costs  in  the  action.    A  similar  action  had  been  at  the  same  time  instituted  by 
the  Plaintiff  against  the  Leeds  Industrial  Go-Operative  Society  Ld.^  and  it  was 
arranged  that  the  two  actions  should  be  heard  in  saccession  when  they  came  45 
on  for  trial. 

The  Defendants  by  their  Defence  alleged  that  the  Plaintiffs  were  not  entitled 
to  the  exclusive  use  of  the  words  "  Iron  Oxide,"  which  were  in  common  use  by 
the  trade  and  the  public,  and  accurately  described  any  medicinal  tablets  of  which 
iron  oxide  was  an  ingredient.  It  was  denied  that  persons  asking  for  "  Iron-Ox  "  50 
expected  to  receive  tablets  of  the  Plaintiffs'  manufacture  and  no  other,  but  alleged 
that  many  persons  expected  to  receive  iron  oxide,  which  was  in  popular  repute 
as  a  medicine.  Further,  it  was  alleged  that  the  teim  "  Iron-Ox  "  applied  by  the 
Plaintiffs  to  tablets  containing  no  oxide  of  iron  was  misleading  and  tended  to 
deceive  the  public.  Passing-off  was  denied,  and  it  was  denied  that  the  55 
Defendants'  acts  enabled  others  to  pass  off  the  goods  supplied  by  them  as  the 
Plaintiffs'  goods. 
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The  action  came  on  for  trial  before  Mr.  Jastice  Parkhr  on  the  7th  of  May  1907. 
Walter  K.C.,  and  Oolefax  (instructed  by  McKenna  A  Go,)  appeared  for  the 
PlaintifPs  ;  Bousfield  E.G.,  Buckmaater  E.G.,  and  Ashton  Gross  (inatmcted  by 
Wynne^  Baxter  A  Keble)  appeared  for  the  Defendants. 
5  Walter  E.G.,  having  opened  the  Plaintiffs'  case,  the  following  witnesses  were 
called  on  behalf  of  Plaintiffs,  namely,  F,  W,  J,  Goodhue^  the  managing  director 
of  the  Plaintiff  Gompany  ;  G.  A.  Helstropy  S.  L  Powell^  Ada  Henderson^  Dora 
Lamb  and  8.  Mitten^  who  had  made  purchases  and  received  ^*  Gomponnd  Iron 
**  Oxide  Tablets  "  in  response  to  written  orders  for  "  Iron-Ox  "  ;  T.  G.  Hughes^  an 

10  accountant ;  Dr.  J.  O.  Thresh  and  Dr.  G.  J.  Tirard ;  J.  G.  Umney^  mannfac- 
tnring  chemist ;  E.  Pickering^  manager  of  a  firm  of  wholesale  druggists  ;  and 
W.  H.  Oraysoriy  G.  J.  Blore  and  J.  Wray^  retail  chemists.  The  evidence  of 
the  first  witness  went  to  show  that  there  was  no  iron  oxide  in  **  Iron-Ox  Tablets," 
and  that  the  name  was  a  fancy  word  designed  to  indicate  "  Strength  and  Vigour," 

15  and  that  undertakings  had  been  obtained  from  various  persons  selling  ^<  Oompound 
*^  Iron  Oxide  Tablets  "  in  and  since  1905,  which  had  led  to  a  discontinuance  of 
that  name  in  those  cases.  Evidence  was  also  given  by  the  other  witnesses  that  the 
Defendants'  preparation  contained /<?rrum  redactum  or  reduced  iron,  in  which 
from  50  to  25  per  cent,  of  iron  oxide  was  present  as  an  impurity,  the  iron  oxide 

20  having  little  or  no  effect  as  a  drug,  being  insoluble  in  the  human  system.    Iron 

oxide  as  a  drug  had  been  found  at  one  time  in  the  British  PharmACopoeia,  but 

had  been  omitted  in  recent  editions  except  for  certain  purposes  for  which  the 

hydrated  peroxide  of  iron  was  used. 

The  retailers'  evidence  was  to  the  effect  that  the  pnblic  in  no  way  connected 

25  ^  Iron-Ox  Tablets  "  with  iron  oxide.  It  was  admitted  that  Burroughs^  Welcome 
and  Go.  sold  a  pill  containing  ferrum  redactum  described  as  a  *'  Reduced  Iron 
«  Rhubarb  Gompound  Pill." 

Parkbr  J, — I  understand  that  prima  facie  the  Defendants  are  not  responsible 
for  what  has  been  done,  but  if  it  be  proved  not  only  that  the  retail  dealers  have 

30  been  able  to  misconduct  themselves  because  of  the  words  ^  Iron  Oxide  "  on  the 
article,  but  also  that  the  words  were  put  on  the  article  with  the  intention  of 
superseding  the  sale  of  '^  Iron-Ox,"  then  I  think  the  two  facts  taken  together  may 
be  relevant 

Walter  E.G.— That  is  supported  by  Sykes  v.  Sykes  (3  B.  &  G.  541),  and  also 

35  by  Powell  v.  Birmingham  Vinegar  Brewery  Oompany  Ld.  (13  R.P,G.  235 ; 
L.R.  (1896)  2  Gh.,  at  p.  79). 

Bousfield  E.G.,  for  the  Defendants. — ^The  whole  case  is  that  the  Defendants 
are  selling  an  article  which  can  be  used  for  the  purpose  of  deceit.  The 
Defendants  say  that  there  is  a  public  demand  for  iron  as  a  remedy  in  various 

40  forms,  and  particularly  in  the  form  of  iron  oxide.  This  legitimate  demand  the 
Defendants  are  entitled  to  supply.  There  is  no  chance  of  confusion  between 
the  goods  of  the  Plaintiffs  and  of  the  Defendants.  The  get-up  is  different,  and 
the  Defendants  sell  the  article  under  its  proper  name.  It  was  decided  in 
Reddaway  v.  Banham  (13  R.P.G.,  218 ;  L.R.  (1896)  lA.G.  198),  that  a  name 

45  descriptive  of  the  goods  may  be  used  by  competitors  provided  there  is  no  fraud. 
In  the  case  of  the  Cellular  Clothing  Oompany  v.  Maxton  A  Murray  (16  R.P.G., 
397  ;  L.R.  (1899)  A.G.  326)  it  was  held  to  be  incumbent  upon  persons  who  used 
an  ordinary  word  to  show  that  it  had  so  acquired  a  secondary  meaning  that  it 
conld  be  excluded  from  the  use  of  anyone  else.    The  case  must  be  put  on  that 

50  footing,  or  else  the  Plaintiffs  will  be  placed  in  a  better  position  than  if  they  had 
called  their  goods  "  Iron  Oxide  "  and  not  "  Iron-Ox  "  from  the  start.  The  sale  of 
"  Gompound  Iron  Oxide  Tablets  "  is  at  least  as  old  as  May  1905,  though  not  by 
the  Defendants,  and  the  demand  has  existed  ever  since.  The  Plaintiffs  have  never 
attacked  the  Standard  Pill  Company^  who  sell  three-quarters  of  a  million 

55  a  year.  The  public,  in  ^t,  have  got  faith  in  oxide  of  iron,  and  demand  it 
They  certainly,  whether  rightly  or  wrongly,  confuse  "  Iron-Ox  "  with  iron  oxide, 
{ind,  provided  there  was  no  passing-off,  when  the  Defe^dantfi  were  boycotted  by 

'  ^  2  0  2 
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the  Plaintiffs  they  were  entitled  to  sell  a  similar  medicine  to  take  the  place  of  the 
Plaintiffs*  preparation,  giving  it  a  name  to  show  that  it  contained  the  ingredient 
believed  to  be  valuable  in  "  Iron-Ox  Tablets,"  but  otherwise  distinguishing  it  to 
the  best  of  their  ability.  ' 

The  following  witnesses  were  called  on  behalf  of  the  Defendants. — R.  A.  5 
Wallie^  the  manager  of  the  drug  department  of  the  Defendant  Company,  stated 
that  there  were  many  iron  oxide  preparations  in  old  pharmacopoeias,  and  that 
the  public  had  faith  in  iron  oxide  as  a  remedy,  generally  given  to  them  in  the 
form  of  sesqui-oxide  of  iron.    When  the  Defendants  began  the  sale  of  the  goods 
complained  of  they  were  aware  that  "Compound  Iron  Oxide  Tablets"  were  being  10 
sold  by  others,  and  were  under  the  impression  that  "  Iron*Ox  "  was  an  abbrevia- 
tion of  "  Iron  Oxide."  H.  W,  O.  Pears^  carrying  on  business  as  the  Standard  Pill 
and  Tablet  CotTtpanj/, deposed  that  he  had  made  ^^ Compound  Iron  Oxide  Tablets" 
for  two  years,  and  luid  supplied  at  least  three-quarters  of  a  million  of  them  to  over 
2,000  chemists,  tfnd  that  the  sale  had  never  been  stopped  by  the  Plaintiffs  L5 
except  in  the  case  of  two  customers  who  had  actually  passed  them  off  as  the 
Plaintiffs'  goods.    These  tablets  were  made  of  sesqui-carbonate  of  iron  (contain- 
ing iron  oxide),  iron  phosphate,  haemoglobin,  aloin,  capsicum  and  gentian,  and 
were  intended  to  compete  honestly  with  "  Iron-Ox  "  by  supplying  the  public 
demand  for  iron  oxide,  the  witness  himself  having  taken  '^  Iron-Ox  "  to  be  an  2U 
abbreviation  of  **  Iron  Oxide."    F.  H.  Moore^  R.  A.  Latch/ord^  J.  Reeve^  T.  O. 
Milburn^  B.  C.  Greening  and  Q.  Squire  were  retail  chemists  who  sold  both 
"  Iron-Ox  "  and  iron  oxide  tablets  of  various  makes,  and  who  deposed  that  iron 
oxide  had  a  public  repute  as  a  remedy  and  was  much  asked  for,  at  any  rate 
since  ^'Iron-Ox  "  had  been  on  the  market.    R.  Crosland^  a  shop  assistant,  denied  25 
that  he  had  passed  off  "  Compound  Iron  Oxide  Tablets  "  as  "  Iron-Ox."    H.  W. 
Jones,  a  director  of  Wyleya  Ld.^  who  had  supplied  to  the  Defendants  the  goods 
complained  of,  stated  that  they  had  made  ^  Compound  Iron  Oxide  Tablets  "  in 
response  to  enquiries  by  persons  in  the  trade,  and  that  they  had  at  that  time 
known  of  others  in  the  market.    C.  H.  Crihb^  a  public  analyst,  gave  the  con-  30 
stituents  of  "  Compound  Iron  Oxide  Tablets  "  on  analysis  as  being  23  per  cent.    ' 
iron  oxide,  20  per  cent,  iron  (the  two  together  being  probably  due  to  the  use  of  a 
form  of  ferrum  redacttim\  together  with  aloin,  cascara,   podophyllin  and 
capsicum.    Dr,  F.  W.  Tunnidiffe  stated  that  iron  oxide  was  found  in  the 
British  Pharmacopceia  up  to  1885,  and  in  the  form  of  anhydrous  oxide  was  35 
still   in    the   French  Pharmacopoeia,  and  that  ferri    peroxidum  hydratum 
(Fe903+2H5,0)  was  found  in  Garrod's  Materia  Medica  up  to  1898.    Iron  oxide 
was  used  in  urinary-genital   diseases,  and  could  not  be  said  to  be  an  inert 
substance.      W.  Prior,  secretary  of  Cox  A  Co.  Ld.,  of   Brighton,  said   that 
there  were  of  recent  years  several  makers  of  compound  oxide  or  iron  oxide  40 
tablets.    They  themselves  made  one  with  ferric  sesqui-oxide,  but  had  at  the 
reqnest  of  the  Plaintiffs  altered  the  name  to  compound  haemoglobin  and  oxide 
of  iron  tablets. 

BtuikmaUer   K.C.    and    Aahton   Cross,   for   the   Defendants.— The  whole 
question  here  is  one  of  name  and  nothing  else.     The  Plaintiffs  say  that  45 
"  Iron-Ox "  does  not  mean  and  will  not  be  taken  to  mean  "  Iron  Oxide," 
but   in  order  to  establish  their  case  it  is   essential  for  them  to  show  that 
"  Iron-Ox "  must  be  taken  to  mean  "  Iron  Oxide "  otherwise  no  wrong  is 
done  by  the  acts  of  the  Defendants.    If  "  Iron-Ox "  does  not  mean  **  Iron 
** Oxide"  then  no    confusion  can  be    caused  by  selling   under  that  name,  50 
[Parker  J. — I  think  there  is  authority  for  saying  that  if  I  found  that  the  term 
**  Iron  Oxide  "  had  been  adopted  solely  with  the  view  of  creating  confusion  I 
should  be  satisfied  on  very  little  evidence  that  the  effect  intended  to  be  produced 
was  produced.]   On  the  Plaintiffs*  own  evidence  the  Defendants'  pills  cannot  be 
passed  off  as  theirs.    It  may  be  that  the  Defendants'  pill  will  satisfy  a  demand  55 
which  possibly  the  Plaintiffs'  pill  has  created,  but  that  is  not  enough.     If  as 
a  matter  of  fact  the  sale  of  ^^  Iron-Qi^ "  hs^  stimulated  a  demand  for  iron  oxide 
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pills  when  their  piUs  are  not  iron  oxide  pills,  the  Plaintitfs  are  not  at  liberty 
to  prevent  somebody  else  from  satisfying  that  demand.  As  to  the  evidence  of 
the  therapeutic  valae  of  iron  oxide,  the  only  real  question  is,  do  the  public 
want  it  ?  From  1905  you  have  the  sale  of  "  Iron-Ox  "  and  "Iron  Oxide  Tablets" 
5  in  large  quantities  side  by  side,  and  the  Plaintiffs  cannot  now  say  that  iron  oxide 
means  their  preparation  only.  Persons  now  asking  for  iron  oxide  want  a 
particular  drug,  not  the  preparation  of  a  particular  maker.  In  the  sales 
actually  proved  no  actual  deception  is  proved,  and  the  Defendants'  goods  are  so 
packed  that  deception  is  impossible.    Under  these  circumstances  the  Plaintiffs' 

10  claim  is  simply  one  for  a  monopoly  of  the  words  **  Iron  Oxide  "  in  connection 
with  drugs,  and  that  without  proving,  in  fact  while  denying,  that  "  Iron  Oxide  " 
means  the  Plaintiffs'  goods  at  all. 

Walter  K.C.,  replied. — ^When  "  Iron- Ox  "  was  put  on  the  market  it  is  admitted 
that "  Iron  Oxide  Tablets  "  were  unknown.  The  Plaintiffs'  advertisements  became 

15  large  in  1904  ;  and  in  1905  began  the  inevitable  group  of  poachers  seeking  to  live 
on  the  money  spent  by  others.  The  object  of  advertising  is  to  get  new  customers, 
not  old,  and  it  is  the  new  customers  who  would  be  liable  to  have  "Iron  Oxide" 
passed  off  on  them.  What  the  purchaser  really  wants  is  the  laxative  medicine 
he  has  seen  advertised  under  the  name  of  "  Iron-Ox."    The  name  ''  Iron  Oxide  " 

20  was  accordingly  adopted  simply  to  cause  confusion  and  not  to  satisfy  a  honest 
existing  demand.  The  difficulty  in  the  cases  of  Reddaway  v.  Banham  (ubi 
eupra^  and  CelltUar  Clothing  Company  v.  Maxton  &  Murray  {ubi  eupra) 
was  tnat  an  appropriately  descriptive  title  had  to  be  shown  to  have  acquired 
a  secondary  meaning,  which  was  successfully  done  in  one  case  but  not  in  the 

25  other.      In  this  case  the  Plaintiffs  start  with  an  arbitrary  name,  and  they 

do  not  lose  their  right  to  protect  this  name  because  there  are  words  in  the 

English  language  similar  to  the  name  they  have  chosen  but  never  used  in 

the  manner  now  sought  to  be  justified. 

Parker  J. — It  appears  that  about  four  or  five  years  ago  the  PlaintifEs,  the 

30  Iron-Ox  Remedy  Company^  Ld,,  who  are  a  Canadian  Company,  put  on  the 
market  in  this  country  what  is  called  a  laxative  pill  under  the  name  of 
"  Iron*Ox  Tablets."  The  Defendants,  the  Co-operative  Wholesale  Company  Ld.^ 
for  some  years  bought  from  the  Plaintiffs  large  quantities  of  these  pills,  and 
supplied  them  to  numerous  retail  Co-operative  Societies,  customers  of  their  own, 

35  ^ho  in  their  turn  supplied  them  to  the  public.  By  reason,  no  doubt,  of  the 
large  amount  spent  by  the  Plaintiffs  in  advertising,  there  grew  up  a  lai^e 
demand  on  the  part  of  the  public  for  "  Iron-Ox  Tablets."  In  1906,  for  reasons 
connected  with  the  prices  at  which  the  pills  were  sold  by  the  Defendants  to  their 
retail  customers,  and  by  these  latter  to  the  public,  iiie  Plaintiffs  refused  to 

40  supply  the  Defendants  with  the  article  at  all,  and  the  Defendants  caused  to  be 
made  and  supplied  to  their  retail  customers  a  substitute  under  the  designation 
of  ^'  Compound  Iron  02dde  Tablets."  The  Plaintiffs  thereupon  instituted  this 
action,  seeking  to  restrain  the  Defendants  from  selling  any  goods  under  the 
description  of  ^  Compound  Iron  02dde  Tablets,"  or  any  description  of  which 

45  ''  Iron  Oxide  "  forms  a  part,  on  the  ground  that  such  a  description  would  enable 
their  customers  to  pass  off  the  Defendants'  goods  as  and  for  the  goods  of  the 
Plaintiffs. 

It  is  to  be  observed  that  only  the  use  of  the  words  "  Iron  Oxide "  is  com- 
plained of.    Indeed,  I  think  it  is  clear  from  the  evidence  that  there  is  nothing 

50  in  the  get-up  of  the  Defendants'  goods  of  which  the  PUintiffs  could  have  any 
reasonable  ground  to  complain,  and  the  Plaintiffs  have  by  their  Counsel  stated 
that  they  raise  no  objection  to  a  pill  being  described  as  an  oxide  of  iron  pill. 

There  is  no  evidence  in  this  case  of  any  person  having  been  actually  deceived, 
but  there  is  evidence  that  some  of  the  people,  who  supplied  the  Defendants' 

55  tablets,  have  tried  to  pass  them  off  on  the  persons  asking  for  the  Plaintiffs' 
tablets.  I  do  not  think  that  such  evidence  is  irrelevant  to  the  issue  that  I  have 
to  try,  but,  having  regard  to  the  fiBM)t  that  the  persons  upon  whom  such  passing 
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off  was  effected  were  in  the  Plaintiffs*  employment,  and  were  not  actually 
deceived,  I  do  not  think  I  can  attach  very  much  weight  to  that  evidence. 

The  real  qnestion  I  have  to  ask  myself  is  whether  there  is  anything  in  the 
words  "  Iron  Oxide  Tablets  "  which  would  lead  persons  of  average  intelligence, 
in  that  class  of  the  public  likely  to  buy  proprietary  articles  of  that  sort,  into  5 
accepting  the  goods  of  the  Defendants  as  and  for  the  goods  of  the  Plaintiffs — 
that  is  to  say,  under  the  impression  that  they  were  getting  *'  Iron-Ox  Tablets." 
I  have  to  consider  not  only  the  case  of  a  person  who  has  been  accustomed  to 
buy  the  Plaintiffs'  goods  and  might,  therefore,  having  regard  to  the  difference 
of  get-up,  be  unlikely  to  be  deceived,  but  I  have  also  to  consider  the  case  10 
of  a  person  who  has,  for  example,  seen  an  advertisement  of,  or  has  otherwise 
been  told  of  *'  Iron-Ox  Tablets,"  and  who  goes  into  a  retail  shop  with  the  inten- 
tion of  buying  them.    In  considering  a  qnestion  of  this  sort  it  is  always  very 
material  to  know  the  precise  circumstances  under,  and  the  precise  reasons  for 
which  the  trade  description  to  which  objection  is  made,  has  been  adopted.  15 
If  the  conclusion  is  once  arrived  at  that  the  description  was  adopted  not  with 
the  object  of  fairly  describing  the  goods  to  which  it  is  applied,  but  with  the 
object  either  of  actually  misleading  the  public,  or  taking  an  undue  advantage 
of  the  business  connection,  or  the  expenditure,  of  a  rival  1a*ader,  it  does  not, 
I  think,  require  much  further  evidence  to  justify  the  conclusion  that  the  public  20 
is  likely  to  be  misled  ;  and,  on  the  assumption  that  the  goods  are  so  described 
as  to  be  likely  to  mislead  the  public^  it  is  not  necessary  to  prove  that  anyone 
has  been  actually  deceived  or  misled  ;  and,  therefore,  further,  the  person  who 
supplies  the  goods  with  the  misleading  description  may  be  liable  to  an  injunc- 
tion,  even  though  the  class  of  persons  to  whom  he  supplies  them  are  certain  to  25 
know  what  the  goods  are,  and  are  not  themselves  likely  to  be  in  any  way  misled. 
The  Plaintiffs  put  their  goods  upon  the  market  in  June  1902,  and  in  the  year 
commencing  February  1904  they  commenced  advertising  them  on  some  consider- 
able scale.    I  think  the  evidence  was  that  during  the  three  years  ending  in 
February  1907  a  sum  of  over  80,000/.  had  been  spent  in  advertisements.     In  30 
June  or  April  1905  we  find  what  I  think  is  the  first  trace  of  an  iron  oxide  pill. 
Mr.  Pearsy  who  carries  on  business  as  the  Standard  Pill  Company^  in  June  of 
that  year  advertised  a  "  Compound  Iron  Oxide  Pill "  in  his  Sale  List.  His  account 
of  the  genesis  of  this  pill  is  as  follows :  His  attention  had  apparently  been 
called  to  ^*  Iron-Ox  Tablets,"  and  it  was  suggested,  possibly  by  one  of  his  travellers,  35 
that  Iron  Oxide  Tablets  might  be  sold  profitably   in  competition,  and   he 
accordingly  put  up  a  tablet,  which  he  called  a  "  Compound  Iron  Oxide  Tablet " 
with  the  object  of  being  sold  in  competition  with  the  "  Iron-Ox  Tablet."  He  put 
into  the  tablet  which  he  prepared  for  that  purpose  iron  in  the  form  of  carbonate 
of  iron,  phosphate  of  iron  and  hssmoglobin,  but  I  do  not  think  his  evidence  is  40 
absolutely  clear  as  to  whether,  when  the  pill  was  compounded  and  ready  for  use, 
it  did  or  did  not  contain  oxide  of  iron.    But  I  will  assume  for  this  purpose 
that  it  did,  and  he  called  it,  I  will  assume  again  because  it  contained  oxide  of 
iron,  a  "  Compound  Iron  Oxide  Pill."    He  adopted  this  name,  as  he  said  himself, 
because  it  was  intended  to  sell  his  goods  in  competition  with  "  Iron-Ox  Tablets,"  45 
and  he  thought  that  the  name  would  facilitate  such  competition.    He  did  not 
describe  them  as  carbonate  of  iron  tablets  or  under  any  similar  description, 
precisely  for  the  same  reason,  because  a  description  of  that  sort  would  not  have 
facilitated  competition. 

It  appears  on  the  evidence  that  the  virtue  of  iron  as  a  drug  depends  entirely  50 
upon  its  solubility  in  the  juices  of  the  stomach  ;  and  different  iron  compounds 
have  in  this  respect  different  degrees  of  solubility.  Of  all  iron  compounds 
oxide  of  iron  appears  to  be  the  least  soluble  in  the  juices  of  the  stomach. 
Though,  therefore,  oxide  of  iron  used  at  one  time  in  years  gone  by  to  be 
prescribed  largely  as  a  drug,  it  has  long  since  ceased  to  be  so  prescribed  except  55 
under  very  exceptional  circumstances,  I  think  the  evidence  was,  in  connection 
with  oils  for  urinary  diseases.    In  consequence  of  it  failing  to  be  prescribed  as 
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a  drug  it  has  been  eliminated  from  the  list  of  drugs  contained  in  the  British 
PharmacopoBJa,  though  it  appears  to  be  still  mentionend  in  the  French  and  other 
Pharmacopoeias.  No  one,  however,  prescribing  iron  for  medicinal  purposes 
would  prescribe  it  now  in  the  form  of  oxide,  unless  indeed  he  found  himself  in 
5  circumstances  where  oxide  of  iron  was  the  only  iron  preparation  which  was 
readily  at  hand  for  the  purpose. 

I  come,  therefore,  to  the  conclusion  that  Pears  would  not  have  called  his 
tablets  *«  Iron  Oxide  Tablets  "  but  for  the  existence  of  '•  Iron  Ox  Tablets  ";  and,  a& 
he  put  it,  for  facility  of  competition  with  •'  Iron-Ox  TabletB."     I  may  observe,  in 

10  passing,  that  the  Plaintiffs,  though  they  objected  to  and  stopped  the  sale  of 
Pears*  tablets  in  two  cases,  do  not  appear  to  have  proceeded  against  Pears 
himself.  There  is  some  evidence  that  they  found  a  difficulty  in  purchasing. 
Pears'  tablets,  and  I  think  the  evidence  points  to  the  fact  that  the  sale  of  Pears' 
tablets  until  quite  recently,  within  the  last  two  years  or  so,  has  been  exceedingly 

15  small.  There  was  another  firm,  Gox  A  Co.,  at  Brighton,  who  also  put  on  the 
market  a  *' Compound  Iron  Oxide  Tablet^"  but  on  the  Plaintiffs  msJiing  a 
complaint  they  changed  the  description  from  "  Compound  Iron  Oxide  Tablet" 
to  "  Haemoglobin  &  Oxide  of  Iron  Tablet,"  and  under  that  designation  their 
wares  appear  to  be  still  on  the  market.    Lastly,  in  July  1905,  that  is  somewhat 

20  later  than  the  date  at  which  Pears  first  made  his  Compound  Iron  Oxide  Tablet, 
Henry  William  Jones^  who  is  the  Managing  Director  of  Wyleys  Limited,  of 
Coventry,  also  knowing  of  the  demand  for  "  Iron-Ox  Tablets,"  and,  acting  on  the 
suggestion  of  one  of  his  travellers,  made  up  tablets  which  he  also  called 
*•  Compound  Iron  Oxide  Tablets."    These  I  think  were  also  made  with  the 

25  intention  of  putting  them  on  the  market  in  competition  with  "  Iron-Ox  Tablets.?' 
Mr.  Jones  says  he  thought  that "  Iron-Ox  Tablets"  did  contain  either  oxide  of  iron 
or  oxalate  of  iron.  He  apparently  says  that  he  came  to  that  conclusion  because 
of  the  use  of  the  name  •'  Iron-Ox,"  treating  **  Ox "  as  an  abbreviation  for 
"  Oxide."    He  knew,  however,  that  if  he  wanted  to  use  iron  as  a  drug  the  least 

30  valuable  form  in  which  he  could  use  it  was  oxide  of  iron,  and  wishing  to  give 
the  public  what  he  thought  from  his  scientific  knowledge  would  be  a  valuable 
pill  he  took  care  that  his  tablets  should  contain  not  only  oxide  of  iron,  but 
a  certain  considerable  proportion  otferrum  redcu:tum,  which  I  understand  to  be 
the  pure  metallic  iron  which  is  more  easily  absorbable  in  the  juices  of  the 

35  stomach  than  the  oxide.  In  preparing  his  pill,  therefore,  he  took  the/errum 
redactum  of,  I  think,  the  1885  British  Pharmacopoeia,  which  was  a  ferrum 
redactum  containing  50%  of  oxide,  instead  of  the  purer /<?rruw  redactum  of  the 
later  editions  of  the  British  Pharmacopoeia  which  contains  only  25  °/o  ^^  oxide 
to  75  %  of  the  pure  metal.    From  the  point  of  view  of  the  British  Pharmacop^pia 

40  and  or  its  compilers,  if  ferrum  redactum  had  actually  had  been  prescribed  as  a 
drug  the  unreduced  oxide  50  ^/o  or  25%,  or  whatever  the  percentage  may  be 
therein,  is  not  part  of  the  drug,  but  is  an  impurity  in  the  drug.  I  conclude, 
therefore,  that  Mr.  Jones,  like  Mr.  PearSj  put  oxide  of  iron  in  his  tablets  and 
called  them  ^*  Compound  Iron  Oxide  Tablets "  in  order  that  they  might  th^ 

45  more  readily  compete  in  the  market  with  the  "  Iron-Ox  Tablets." 

When  the  Defendants  could  not  get  any  more  "  Iron-Ox  Tablets  "  from  the 
Plaintiffs  they  wrote  to  Wyleys  enclosing  some  *•  Iron-Ox  Tablets  "  which  they 
said  they  were  experiencing  a  sale  for,  and  they  enquired  what  was  the  nearest 
Wyleys  could  do  for  them  and  at  what  price.    They  received  in  reply  by 

50  return  of  post  a  specimen  of  the  "  Compound  Iron  Oxide  Tablet "  which  Mr. 
Jones  had  previously  made  up  to  put  in  competition  with  the  "  Iron-Ox  Tablets." 
It  is  to  be  noted  that  Wyleys  did  not  analyse  the  "  Iron-Ox  Tablets,"  nor  were  they 
aware  what  they  actually  contained.  Had  they  analysed  them  they  would  have 
found  they  contained  no  oxide  of  iron  at  all.    The  Defendants  again  never 

55  enquired  as  to  the  constituents  of  the  "  Iron-Ox  Tablets,"  nor  did  they  consider 
whether  the  "  Compound  Iron  Oxide  Tablets  "  offered  them  by  Wyleys  were,  from 
a  medicinal  point  of  view,  similar  in  any  respect  to  the  ^*  Iron-Ox  Tablets."  The; 
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apparently  wanted  not  a  similar  remedy,  bat  a  proprietary  article  which  eonld 
be  pnt  into  competition  easily  and  readily  with  the  "  Iron-Ox  Tablets*'  already  on 
the  market.  Thinking  they  had  got  this  in  the  Iron  Oxide  Tablets  offered  them 
by  Wyleys^  they  commenced  taldng  these  latter  tablets  and  supplying  them  to 
the  retailers  with  the  object  of  providing  a  substitute,  a  ^  match  "  as  it  is  called  in  5 
some  of  the  posters  and  advertisements,  for  the  Plaintiffs'  goods. 

The  Plaintiffs  say  that  under  these  circumstances  I  ought  to  infer  that  the 
description  "  Iron  Oxide  Tablets  "  has  been  adopted  in  order  to  mislead  or  cause 
confusion  in  the  minds  of  the  public  and  that  iron  oxide  is  put  in  the 
Defendants'  tablets  merely  to  justify  the  designation  "  Iron  Oxide  Tablets,"  and  10 
not  with  any  bend  fide  niedicinal  object :  and  that  by  supplying  goods  under  the 
designation  *^  Compound  Iron  Oxide  Tablets  "  to  their  customers  the  Defendants 
put  these  latter  in  a  position,  and  knowingly  put  them  in  a  position,  to  mislead 
the  public,  who  are  accustomed  to  buy  proprietary  articles. 

The  Defendants,  on  the  other  hand,  contend  that  '*  Iron-Ox  "  is  not  a  fancy  15 
word,  but  a  contraction  of  ^  Iron  Oxide,"  that  iron  oxide  is  in  popular  repute  as 
a  medicine,  and  that  the  public  when  they  ask  for  "  Iron-Ox  Tablets  "  are  not 
asking  for  the  goods  of  a  particular  manuf^turer  whether  or  not  they  be  aware 
of  the  name  of  the  manufacturer,  but  that  they  are  really  asking  for  nothing 
more  or  less  than  a  particular  well-known  drug.    It  may  be,  they  say,  that  the  20 
sale  or  the  demand  for  iron  oxide  has  been  of  recent  years  largely  increased  by 
the  advertisements  of  the  ^  Iron -Ox  Tablets,"  but  this  is  precisely  because  in  the 
minds  of  the  public  ^*  Iron  Oxide  Tablets  "  are  tablets  not  associated  with  a 
particular   manu&cturer,  but   are  associated  with  a  particular  drag.     They 
continue  their  argument  in  this   way — there  is,  they  say,  this   undoubted  25 
demand  for  iron  oxide,  and  the  Iron  Oxide  Tablets  which  we  are  putting  on  the 
market  is  a  legitimate  effort  to  meet  a  legitimate  demand,  and  that  being  the 
case  it  is  impossible  to  restrain  us  from  using  the  term  '*  Iron  Oxide." 

If  the  allegations  of  &ct  on  which  that  argument  of  the  Defendants  rest  are 
established,  I  am  rather  inclined  to  think  that  the  contention  would  be  a  sound  30 
one,  and,  therefore,  I  have  to  enquire  carefully--and  it  was  with  that  object 
I  postponed  Judgment   until  this  morning — ^into  what  the  evidence  is  upon 
which  that  contention  is  based.    In  my  opinion  after  carefully  considering  the 
evidence  I  think  there  is  no  real  evidence  pointing  to  ti^e  conclusion  that  when 
the  public  ask  for  **  Iron-Ox  Tablets  "  they  are  asking  for,  or  think  they  are  85 
getting,  the  drug  iron  oxide  in  tablet  form.    On  the  contrary,  I  think  the 
evidence  points  to  their  asking  for  and  expecting  to  receive  a  particular  pro- 
prietary article  known  as  ^'  Iron-Ox  Tablets."    In  this  connection  I  may  refer 
to  the  evidence  of  Pickering  and  Qrayson^  the  former  a  wholesale,  and  the 
latter  a  retail  Chemist  and  Druggist.    In  their  opinion  when  the  pablic  ask  for  40 
^  Iron-Ox  Tablets  "  they  mean  the  Plaintiffs'  remedy,  and  not  iron  oxide  as  a 
drug.     They  think  that  the  public  know  nothing  about  iron  oxide.     The 
evidence  of  Blore^  another  retail  Chemist,  called  on  behalf  of  the  Plaintiffs, 
is  to  the  same  or  similar  effect.    The  Defendants'  witnesses,  Moare^  Latchford^ 
and  Reeve^  all  think  that  when  ^^ Iron-Ox  Tablets"  are  asked  for  it  is  the  45 
Plaintiffs'  medicine  that  is  referred  to :   though  they  also  say  that  there  is  a 
demand  for  the  **  Iron  Oxide  Tablet "  more  recently  put  upon  the  market,  which 
they  deal  in  also,  Moore  ascribing  this  demand  to  the  success  of  the  **  lron*Ox 
^*  Tablet."    I  think  it  was  Squire^  another  of  the  Defendants'  witnesses,  who 
thought  it  was  possible  that  '^Iron  Oxide  Tablets"  were  being  sold  in  the  market  50 
under  the  wing  of  '*  Iron-Ox  Tablets."    There  is  a  general  concensus  of  opinion 
on  the  part  of  the  witnesses  that  until  '* Iron-Ox  Tablets'*  were  put  on  the  market, 
there  was  no  real  demand  for  iron  oxide  as  a  drug.    It  was  suggested  that  there 
was  a  recent  demand  for  iron  oxide  as  a  drug,  but  it  appears,  I  think,  that  that 
recent  demand  is  only  coincident  with  the  putting  on  the  market  of  the  *'  Iron  55 
"  Oxide  Tablet"  in  substitution  for  the  "  Iron-Ox  Tablet,"  and  this  demand,  there- 
fore, may  be  due  to  the  fact  that  the  public  think  they  are  getting  in  ^'  Iron  Oxide 
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"  Tablets "  something  really  similar  to  that  which  is  advertised  so  largely  as 
"  Iron-Ox  Tablets,"  and  not  to  any  real  independent  demand  for  iron  oxide 
as  a  drag. 
Under  these  circnmstances  I  come  to  the  conclusion  that  the  explanation 
5  suggested  by  the  Defendants  that  they  are  producing  "  Iron  Oxide  Tablets  "  to 
satisfy  a  popular  demand  for  iron  oxide  as  a  useful  medicine,  is  not  substan- 
tiated. I  do  not  think  that  the  public  would  be  likely  a  priori  to  know  of 
iron  oxide.  Of  course,  they  know  of  iron,  but  not  of  iron  in  its  oxide  form 
as  a  drug,  except  perhaps  for  certain  industrial  purposes ;    nor  do  I  think 

10  that  the  public  are  at  all  likely  to  know  of  the  expression  **  Iron-Ox  "  as  an 
abbreviation  for  "  Iron  Oxide  "  even  though  "  Ox  "  may  in  prescriptions  which 
are  usually  written  in  Latin  be  used  as  an  abbreviation  for  the  Latin  equivalent 
oxide.  Further,  I  do  not  think  that  there  is  any  satisfactory  evidence  that  the 
public  ever  associated  the  word  "  Iron-Ox  "  with  any  particular  drug  at  all,  at  any 

15  rate  until  the  '*  Iron  Oxide  Tablets ''  complained  of  were  placed  on  the  market. 

In  my  opinion,  under  these  circumstances,  the  true  inference  of  fact  is  that 

*^  Iron  Oxide  Tablets  "  have  been  put  on  the  market  to  compete  with  **  Iron-Ox 

*'  Tablets,"  iron  oxide  being  used  in  their  preparation  to  justify  the  name,  and 

the  name  being  chosen  to  facilitate  the  competition  without  regard  to  the 

20  question  of  whether  the  Plaintiffs'  tablets  did  contain,  or  did  not  contain,  iron 
oxide  at  all.  The  competition  contemplated  was  not  in  my  opinion  a  com- 
petition in  supplying  an  existing  demand  for  the  drug  known  as  iron  oxide,  but 
an  endeavour  to  supersede  one  proprietary  article  by  another,  the  name  chosen 
being  of  such  a  nature  as  to  make  it  more  likely  that  the  public  would  be  ready 

25  to  accept' the  latter  one  for  the  former..  It  was  suggested  that  it  would  be 
perfectly  l^itimate  for  a  chemist  if  asked  for  "Iron-Ox  Tablets"  to  say — 
"  I  have  not  got  them,  but  I  have  *  Iron  Oxide  Tablets,*  which  are  as  good."  But 
assuming  the  description  "  Iron  Oxide  Tablets  "  had  been  adopted  in  order  to 
induce  the  applicant  to  accept  the  latter  instead  of  the  former,  and  that  the 

30  statement,  as  to  the  article  being  as  good,  was  made  without  regard  to  the 
medicinal  characteristics  of  the  two  articles,  and  in  reliance  on  the  customers 
being  influenced  to  take  one  for  the  other  because  of  the  similarity  in  the  name, 
I  doubt  whether  this  would  really  be  legitimate  trading.  Again,  supposing 
a  person  having  read  or  heard  of  "  Iron-Ox  Tablets"  went  to  a  chemist  and 

35  enquired  for  them,  and  suppose  the  shopman  said  **  Are  these  what  you  want  ?  " 
pointing  to  **  Iron  Oxide  Tablets,"  I  think  it  not  at  all  unlikely  that  the  enquirer 
for  "Iron-Ox  Tablets"  might  answer  "Yes,"  and  take  the  goods  pointed  at 
under  the  supposition  that  they  were,  or  had  some  connection  with,  the  "  Iron- 
"  Ox  Tablets  *'  with  which  he  had  been  made  familiar,  either  by  being  told  of 

40  them,  or  by  having  seen  advertisements  of  them.  That  again  I  do  not  think 
would  really  be  legitimate  trading.  Again,  one  has  to  consider  the  case 
of  a  customer  who  has  read,  or  been  told,  of  "  Iron-Ox  Tablets "  going 
into  a  chemist's  shop,  seeing  "Iron  Oxide  Tablets"  on  the  counter  and 
taking    the    one    for   the   other.      The    choice    of   a   name    which    would 

45  lead  to  that  result  again  would  not  in  my  opinion  be  Intimate  trading. 
Further,  one  has  to  consider  that  the  organs  of  hearing  are  not  absolutely 
infallible,  and  it  is  perfectly  possible  for  a  person  to  inquire  for  "Iron-Ox 
"  Tablets  "  in  a  shop,  and  that  the  person  who  hears  the  inquiry  may  hondrfide 
believe  that  he  is  asking  for  the  other  article,  "  Iron  Oxide  Tablets,"  and  may 

50  supply  it  accordingly.  Again,  I  do  not  think  that  the  choice  of  a  name  leading  to  a 
result  of  that  sort  is  really  legitimate  trading.  My  conclusion,  therefore,  on  the 
whole  evidence  is  that  the  use  of  the  description  "  Iron  Oxide  Tablets  "  will  in 
all  probability  lead  to  some  confusion  in  the  minds  of  the  public  between  the 
two  proprietary  articles  in  question,  and  that  this  description  was  chosen  by  the 

55  people  responsible  for  its  choice  precisely  because  it  would  lead  to  that  con- 
fusion, and  not  because  it  could  in  any  sense  be  said  correctly  to  describe  the 
article  to  which  it  was  to  be  applied. 
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Under  these  circuiuBtances  it  seems  to  me  that  the  Plaintiffs  have  dischaiT^ed 
the  onus  which  was  upon  them,  and  are  entitled  to  an  Injunction,  but,  I  think, 
after  looking  at  the  authorities,  that,  having  regard  to  the  fact  that  "  Iron  Oxide  ** 
is  used  as  a  proper  scientific  name  for  the  particular  preparation  of  iron,  the 
Injunction  ought  to  be  somewhat  more  limited  than  is  asked  for,  and  there  5 
should  be  an  Injunction  to  restrain  the  use  of  the  term  **  Iron  Oxide  **  in 
the  description  of  this  drag  without  making  it  clear,  or  without  better 
distinguishing,  as  it  is  said  in  one  of  the  authorities,  the  article  to  which  it  is 
applied  from  the  goods  sold  by  the  Plaintiffs  under  the  t^rm  **  Iron-Ox."  The 
judgment  will,  of  course,  include  a  direction  to  deliver  up  or  destroy  the  labels  10 
which  are  applied  to  the  goods  in  their  present  form,  and  an  inquiry  as  to 
damages. 

The  Plaintiffs  by  their  Counsel  stated  that,  as  had  been  said  in  opening  their 
case,  they  had  no  objection  to  the  use  by  the  Defendants  of  the  term  ^*  Oxide  of 
"  Iron  Tablets."  15 

The  costs  of  the  action  were  given  to  the  Plaintiffs,  the  costs  of  the  inquiry 
being  reserved. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Parker. 

May  10th,  1907,  20 

Iron-Ox  Remedy  Company  Ld.  v.  Leeds  Industrial 
Co-operative  Society  Ld. 

Trade  name.— Fancy  name.— ^Iron-Ox  Tdblets^— Action  to  restrain  passing- 
off  and  the  use  of  the  words  "  Iron  Oxxde^ — Get  up. — Fraudulent  intention 
on  the  part  of  salesmen  alleged  but  not  insisted  on. — Injunction  granted.  25 

An  action  for  an  injunction  u/as  brought  against  certain  retailers  who 
had  bought  **  Compound  Iron  Oxide  Tablets  "  from  the  Co-operative  Wholesale 
Society  Ld.,  and  had  sold  tJiem  in  response  to  orders  for  "  Iron-Ox  Tablets^'' 
and  had  also  put  up  and  sold  Iron  Oxide  Tablets  of  their  own.  Fraudulent 
intention  was  alleged  on  the  part  of  the  salesmen  who  had  supplied  the  Defen-  30 
dants^  goods  in  response  to  written  orders  for  "  Iron-Ox  Tablets.'^  The  get-up  of 
the  Defendants'  goods  was  also  complained  of.  Upon  abandonment  of  the  charge 
of  fraudulent  intention^  the  evidence  in  Iron-Ox  Remedy  Company  Ld.  v. 
Co-operative  Wholesale  Society  Ld.  as  to  the  use  and  meaning  of  the  words 
**  Iron  Oxide "  was  admitted  in  this  case^  and  an  injunction  was  granted  to  35 
restrain  passing-off  by  the  use  of  the  words  "  Iron  Oxide  "  unthotU  distinguishing^ 
and  to  restrain  the  use  of  tlie  labels  complained  of. 

This  was  an  action  by  the  Iron- Ox  Remedy  Company  Ld.  against  the  Leais 
Industrial  Co-operative  Society  Ld.,,  for  an  injunction  to  restrain  passing-off. 
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The  main  facts  in  this  case  were  similar  to  those  in  the  case  of  Iron-Ox  Remedy 
Company  Ld,  v.  Co-operative  Wholesale  Society  Ld.  (ante,  p.  425).  The 
Defendants,  who  were  retail  dealers,  had  bought  from  the  Co-operative  Wholesale 
Society  Ld.  some  of  their  goods  labelled  "  Compound  Iron  Oxide  Tablets*'  and 
5  had  sold  the  same  in  their  various  branch  establishments  in  and  around  Leeds. 
They  had  also  obtained  from  manufacturers,  and  put  up  into  packets  bearing 
their  own  label,  similar  tablets  which  they  had  offered  for  sale  as  "  Iron  Oxide 
"Tablets."  Upon  this  label  the  Defendants'  own  name  appeared,  but  the 
colour  and  style  of  the  label  bore  considerable  resemblance  to  that  of  the 

10  Plaintiffs',  the  Plaintiffs'  goods  being  chocolate  coated  tablets  in  an  aluminium 
box  and  bearing  a  red  and  white  government  stamp  on  a  grey  cardboard  cover, 
while  the  Defendants'  goods,  similar  in  shape  and  size  as  to  the  tablets  and  the 
aluminium  case,  bore  a  red  and  white  label  on  a  white  cardboard  cover.  This 
was,  however,  a  label  in  common  use  in  the  business  of  the  Defendants,  and  had 

15  been  designed  at  a  date  before  Iron-Ox  Tablets  had  been  placed  on  the  market. 
No  dishonest  intention  was  alleged  in  the  use  of  this  label,  but  it  was  relied 
upon  as  one  of  the  elements  causing  confusion  between  the  goods  of  the 
Plaintiffs  and  the  Defendants.  Ten  cases  of  passing-off  the  Defendants'  goods 
as  those  of  the  Plaintiffs'  at  different  branch  businesses  of  the  Defendants  were 

20  alleged  in  the  case  of  the  Defendants'  Iron  Oxide  Tablets,  and  two  in  the  case  of 
the  Compound  Iron  Oxide  Tablets  supplied  by  the  Co-operative  Wholesale  Society 
Ld.y  all  being  instances  where  the  person,  upon  whom  the  goods  were  alleged  to 
be  passed  off,  was  sent  by  the  Plaintiffs  and  was  not  himself  deceived.  The 
relief  sought  was  similar  to  that  claimed  in  the  action  against  the  Co-operative 

25    Wholesale  Society  Ld. 

The  case  came  on  upon  a  Motion  for  an  interlocutory  injunction  before  Mr. 
Justice  Warrington^  on  December  the  14th  1906,  when,  upon  the  Defendants 
undertaking  to  keep  an  account,  no  Order  was  made  upon  the  Motion,  but  it  was 
arranged  that  this  case  should  be  heard  immediately  after  the  case  of  Iron-Ox 

30  Remedy  Co.  Ld.  v.  Co-operative  Wholesale  Society  Ld. 

This  action  came  on  for  trial  before  Mr.  Justice  Parker  on  May  the  10th  1907, 
at  the  conclusion  of  the  case  against  the  Co-operative  Wholesale  Society  Ld. 
{ante  p.  425). 

WcMer  K:.C.  and  CoUfax  (instructed  by  McKenna  Jk  Co.\  appeared  for  the 

35  Plaintiffs  ;  Biu^kmaster  E.C.  and  Martdli  (instructed  by  Gibson  and  Welldon, 
agents  for  Bointon^  Son  A  Malcolm^  of  Leeds),  appeared  for  the  Defendants. 

Walter  K.C.  in  opening  the  case  stated  that  he  considered  it  was  unnecessary 
for  the  Plaintiffs  to  allege  any  fraudulent  intention  of  passing-off  on  the  part  of 
various  salesmen. 

40  Buckmaster  E.C,  for  the  Defendants,  said  that  after  the  decision  in  the  case  of 
the  Co-op&ralive  Wholesale  Society ^  the  Defendants  were  no  longer  able  to  contest 
the  question  whether  they  could  sell  their  goods  under  the  title  of  *^  Iron  Oxide 
"  Tablets."  The  Defendants  were  therefore  prepared  to  admit  all  the  evidence, 
in  the  first  case  on  that  point,  and  to  treat  it  as  having  been  taken  in  this  case, 

45  and  to  submit  to  an  injunction  accordingly.  The  Defendants,  however,  could 
not  admit  deliberate  passing-off  by  their  shop  assistants,  but  as  the  Plaintiffs, 
accepting  the  view  that  there  was  no  deliberate  dishonest  intention,  contended 
that  confusion  had  arisen  from  the  use  of  the  name  without  sufficient  distinction, 
the  Defendants  would  submit  to  an  injunction.    As  complaint  was  made  ot 

50  their  label  the  Defendants  would  give  it  up^  although  it  was  not  used  dishonestly, 
and  was  the  Defendants'  label  before  the  Plaintiffs'  label  was  in  use. 

Parkeb,  J.y  granted  an  injunction  to  restrain  the  Defendants,  their  servants 
and  agents,  from  offering  for  sale,  selling  or  otherwise  dealing  with  any 
medicinal  compounds  or  tablets  under  the  description  of  "  Iron  Oxide,"  or  any 

55  description  of  which  the  words  "  Iron  Oxide  "  formed  part,  without  better  dis- 
tinguishing such  medicinal  compounds  or  tablets  from  the  ^  Iron-Ox  Tablets  **  of 
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the  Plaintiffs,  and  from  selling  or  otherwise  dealing  with  any  tablets  made  np 
with  the  labels  complained  of.  The  Defendants  offered  51.  by  way  of  damages, 
but  an  inquiry  as  to  damages  was  ordered.  The  costs  of  the  inquiry  were 
reserved,  and  the  offer  of  5^.  was  directed  to  be  recited  in  the  Order. 


In  thb  High  Court  of  Justicb.— Changbry  Division.  5 

Be/ore  Mb.  JcrsTiCB  Kbkbwigh. 
May  8th,  1907. 
In  thb  Mattbb  op  an  Application  to  Rbgistbb  a  Trade  Mark  by 

THB  AOTIBN   GESBLLSGHAFT    APOLLINARIS    BRUNNBN    YORMALS    GbOBG 

Erbuzbbrg.  10 

Trade  Mark.— Application  for  registration.— Special  application  for  regis- 
tration of  a  word  as  a  distinctive  mark. — Declaration  that  the  word  ought  to 
be  deemed  distinctive  within  the  meaning  of  Section  9  of  the  Trade  Marks  Act^ 
1906. — Special  undertaking  required  by  the  Court  to  be  given  by  tfie  Applicants. 

The  proprietors  of  the  well-known  Apollinaris  spring  applied  to  register  the  15 
tvord  "  Apollinaris  "  in  Class  44  in  respect  of  mineral  water.  The  application 
was  a  special  one  under  paragraph  6  of  Section  9  of  the  Trade  Marks  Act^ 
1906 J  the  Applicants  alleging  that  tlie  word  "  Apollinaris  "  was  a  distinctive 
mark.  The  word  "  Apollinaris "  had  formerly  been  registered  for  mineral 
water  in  the  fiame  of  the  Apollinaris  Company  Ld.,  but  it  liad  been  removed  20 
from  the  Register  by  an  Order  of  the  Courts  it  being  held  in  that  litigation  that 
the  word  "  Apollinaris  "  was  geographical^  and  did  not  come  unthin  any  class 
of  words  which  could  be  registered  under  the  Patents  Ac.  Act^  1888^  or  the 
Patents  Ac.  Act^  1888.  The  present  application  was  supported  by  evidence  to 
show  thai  the  word  was  in  fact  distifictive  of  the  Applicanis'  mineral  water.        25 

Held,  thai  the  word  "  Apollinaris  '•  distinguished  the  goods  of  the  proprietors^ 
and  a  declaration  was  made  that  it  ought  to  be  deemed  a  distinctive  mark 
unthin  the  meaning  of  Section  9  of  the  Trade  Marks  Act^  1905^  but  the 
Applicants  were  required  to  give  an  undertaking  not  to  use  the  mark  except 
in  respect  of  water  from  the  Applicants^  property  at  Neuenahr  or  in  the  30 
neighbourhood  thereof. 

On  the  16th  of  May  1906  the  Actien  Gesellschaft  Apollinaris  Brunnen 
vormals  Georg  Kreuzbergy  of  Neaenahr,  Bhenish  Prussia,  Germany,  applied  to 
register  as  a  Trade  Mark,  in  Class  44  in  respect  of  mineral  water,  the  word 
'^  Apollinaris."  This  application  was  a  special  application  under  paragraph  5  of  35 
Section  9  of  the  Trade  Marks  Act  1905.  The  Number  283,030  was  given  to  the 
application. 
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The  Oaae  sent  by  the  Applicants  to  the  Registrar  stated  (inter  alia)  as 
follows  : — ^^  1.  The  Applicants  are  the  proprietors  in  succession  to  one  Oeorg 
*^  Kreuzberg  of  a  natural  mineral  water  spring  situate  at  Neuenahr  in  Rhenish 
'^  Prussia  in  the  German  Empire.  2.  The  fanciful  name  '  Apollinaris '  was 
5  "  given  to  the  said  spring  and  the  water  thereof  by  the  said  Oeorg  Kretizberg  in 
*^  or  about  the  year  1852,  and  ever  since  that  time  the  water  of  the  said  spring 
^*  has  been  offered  for  sale  and  sold  under  the  said  name  and  Trade  Mark 
*'  *  Apollinaris '  all  over  the  world.  3.  The  Applicants  are  the  sole  owners  of  the 
"  said  spring,  and  no  one  else  has  access  thereto),  or  can  obtain  the  water  thereof 

10  "  except  from  the  Applicants,  i.  The  water  of  the  said  spring  always  has  been 
^'  and  is  produced  and  sold  by  the  proprietors  thereof  to  a  vast  and  increasing 
'^  extent  More  than  518,000,000  of  bottles  of  such  water  have  in  fact  been  sold 
^^  under  the  said  name  and  Trade  Mark,  of  which  many  millions  have  been 
*^  sold  in  the  United  Kingdom  ;  the  sale  of  such  water  is  at  the  present  time 

15  *^  at  the  rate  of  approximately  30,000,000  of  bottles  per  year.  5.  Throughout 
^^  the  whole  of  the  period  aforesaid  the  said  water  has  been  sold  under  the  said 
*^  name  and  Trade  Mark  *  Apollinaris,'  which  was  arbitrarily  adopted  and  used 
^'  for  the  purpose  of  distinguishing  the  Applicants'  said  spring  and  the  products 
*'  thereof  from  all  others,  and  has  no  reference  to  any  fact  relating  to  such 

20  **  products  except  to  indicate  that  they  are  produced  by  the  Applicants  at  their 
^^  said  spring.  6.  The  said  distinctive  name  and  Trade  Mark  *  Apollinaris  '  has 
*'  been  and  is  habitually  and  continuously  used  by  placing  the  same  on  the 
'*  bottles,  cases,  and  other  receptacles  in  which  the  said  water  is  sold  and  also 
^^  by  displaying  the  same  in  catalogues,  price  lists,  advertisements,  posters,  and 

25  "  in  fact  in  every  way  in  which  it  would  be  likely  to  attract  the  notice  of 
"  purchasers  of  such  water.  7.  The  said  water  has  been  and  is  being  habitually 
^'  and  continually  advertised  for  sale  under  the  said  name  and  Trade  Mark  at  a 
'^  very  great  expense,  and  the  sum  of  435,0002.  or  thereabouts  has  been  expended 
*'  on  such  advertisements.    8.  Throughout  the  whole  of  the  period  aforesaid 

30  ^^  the  said  distinctive  name  and  Traide  Mark  <  Apollinaris '  has  been  and  the 
*^  same  is  universally  recognised  by  the  trade  and  the  public  as  indicating 
'*  exclusively  that  the  goods  to  which  the  same  is  applied  or  in  respect  of  which 
*^  it  is  used  have  been  produced  by  the  Applicants  at  their  said  spring  and 
'*  supplied  by  them.    9.  Other  mineral  waters  are  habitually  product  at  other 

35  ^^  springs  and  sold  to  the  trade  and  the  public,  but  such  other  waters  have  never 
*'  been  called  or  described  by  the  said  name  and  Trade  Mark." 

The  Applicants  desired  an  Order  of  the  Board  of  Trade,  who  referred  the 
matter  to  the  Court.  The  Applicants  accordingly  applied  to  the  Court  by 
notice  of  Motion  asking  that  an  Order  might  be  made  authorising  and  directing 

40  tilie.  Registrar  of  Trade  Marks  to  treat  the  word  **  Apollinaris  "  as  a  distinctive 
mark  within  Section  9,  paragraph  5,  of  the  Trade  Marks  Act  1905,  and  to 
proceed  with  their  application  to  register. 

Affidavits  in  support  of  the  application  were  made  by  Julius  Charles  Prince^ 
chairman  of  the  Council  of  the  Applicants  and  vice-president  and  managing 

45  director  of  the  Apollinaris  Company  \  Thomas  Blackwell^  president  of  the 
London  Chamber  of  Commerce ;  Sir  Alfred  Lewis  Jones^  president  of  the 
Liverpool  Chamber  of  Commerce ;  John  William  StUherland^  managing 
director  of  Frazer  and  Green  Ld.^  dealers  in  mineral  waters ;  James  Robertson 
Coadey  managing  director  of  Cantrell  and  Cochrane  Ld.,  manufacturers  of 

50  mineral  waters ;  George  Stephen  Woolley^  director  of  James  Woolley  Jk  Sans^ 
dealers  in  mineral  waters ;  Henry  Wippell  Gaddy  director  of  Evans^  Gadder  A 
Co.  Ld.^  dealers  in  minerarl  waters ;  Frederic  William  Gamble^  manager  of 
Allen  and  Hanburys  Ld. ;  John  Henry  Becher  Wigginton^  chief  chemist  and 
buyer  for  Harrod  Stores  Ld. ;  William  Henry  Hughes^  managing  director  of 

55  Pitt  and  Norrish  Ld.,  manufacturers  of  mineral  waters  ;  and  WiUu^V}  Sqmuei 
Sdmufid  Davis^  importer  of  mineral  winters, 
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Astbury  K.O.  and  L.  B,  Sebastian  (instructed  by  Janson^  Oobb,  Pearson  A 
Go.)  appeared  for  the  Applicants ;  G.  Lawrence  (instructed  by  the  Solicitor  to 
the  Board  of  Trade)  appeared  for  the  Registrar. 

Astbury  K.O.  and  Sebastian^  for  the  Applicants,  referred  to  the  Patents  Ac. 
Acts,  1883  and  1888,  and  continued  :— Paragraph  5  of  Section  9  of  the  Trade  5 
Marks  Act,  1905,  enables  a  person  to  register  a  distinctive  mark  although  it 
does  not  comply  with  the  requirements  of  any  of  the  paragraphs  (I)  to  (4),  but, 
if  it  is  a  word,  the  leave  of  the  Board  of  Trade  or  the  Court  is  necessary— not 
to  register,  but  to  pay  whether  the  word  is  distinctive.  It  is  therefore  not 
against  a  word  under  paragraph  (5)  that  it  does  not  come  within  any  one  of  10 
paragraphs  (1)  to  (4).  This  case  has  been  referred  to  the  Court  by  the  Board 
of  Trade.  •*  Apollinaris  "  is  in  fact  distinctive.  A  "  Trade  Mark  '*  is  defined 
by  Section  3  of  the  Act ;  it  must  indicate  that  the  goods  are  those  of  the 
proprietor.  **  Distinctive "  is  defined  in  Section  9  for  the  purposes  of  that 
Section.  The  policy  of  the  Act  is  to  get  marks  which  in  fact  distinguish  on  15 
the  Register.  Moreover,  marks  which  would  not  be  distinctive  if  new,  may  be 
distinctive  within  the  meaning  of  the  Section,  having  become  so  by  actual  use. 
'^Apollinaris**  in  fact  means  the  water  sold  by  the  proprietors  of  the  spring. 
"  Apollinaris  **  might  come  within  (4),  as  having  no  direct  reference  to  the 
character  or  quality  of  the  goods.  It  was  a  fancy  name  given  to  the  spring.  It  is  20 
not  a  word  which  in  its  ordinary  signification  is  a  geographical  name.  To  make 
sure,  however,  the  Applicants  have  applied  under  paragraph  (5).  Section  11 
does  not  apply  here,  for  the  mark  is  not  calculated  to  deceive  or  otherwise 
disentitled  to  protection.  It  may  be  suggested  that  the  Appellants  might  sell 
the  spring,  bat  a  Trade  Mark  must  be  assigned  with  goodwill  (Section  22).  25 
The  Board  of  Trade  have  referred  the  matter,  first,  because  there  has  been 
litigation  on  this  mark  '^  Apollinaris  ** ;  secondly,  because  it  might  be  said  to 
be  a  description  of  the  water  from  the  spring  ;  but,  although  it  is,  it  indicates 
that  the  goods  are  those  of  the  proprietor  of  the  spring  ;  thirdly,  it  is  suggested 
that  the  spring  might  dry  up.  [The  Apollinaris  Oompany^s  Trade  Marks  30 
(8  R.P.C.  137  and  L.R.  (1891)  2  Ch.  186)  was  referred  to.]  In  that  case  it  was 
held  that  the  word  ^'  Apollinaris  **  was  not  a  fancy  word  and  was  geographical,  and 
had  reference  to  the  character  of  the  goods,  but  the  findings  in  that  case  are  in 
favour  of  the  Applicants  on  the  present  application.  If  it  is  said  that  the 
word  distinguishes  the  water  which  fiows  from  the  spring,  it  also  necessarily  35 
distinguishes  the  proprietor  of  the  spring.  Also  the  actual  user  has  rendered 
the  mark  distinctive  for  the  goods.  The  word  is  registered  in  Germany  by  the 
Applicants.  [The  evidence  was  referred  to.]  The  Act  was  intended  to  enlarge 
the  class  of  marks  that  can  be  registered.  Rules  35  to  41  of  the  Trade  Marks 
Rules  1906  govern  applications  under  paragraph  (5).  The  appeal  to  the  Board  40 
of  Trade  has  been  referred  to  the  Court  under  Section  59.  The  case  of  the 
Apollinaris  IVade  Marks  is  just  one  of  those  which  gave  rise  to  the  Act  of 
1905.  Here  the  mark  in  fact  distinguishes  the  goods  of  the  producer.  If  the 
spring  is  assigned,  the  Trade  Mark  will  go  with  the  goodwill. 

Lawrence  for  the  Registrar. — I  do  not  suggest  that  anything  here  is  concluded  45 
by  the  previous  litigation,  but  that  was  one  reason  why  the  Board  of  Trade 
referred  the  matter  to  the  Court.    If  the  meaning  of  the  word  is  that  given  in 
the  affidavits,  the  question  is  whether  it  distinguishes  the  goods  of  the  proprietor 
of  the  Trade  Mark^not  of  the  spring.    The  spring  might  be  sold  without  the 
goodwill  of  the  Applicants'  business.     In  that  case  the  owners  of  the  spring  50 
would  not  be  proprietors  of   the  mark.     Does  the  fact  that  the  Applicants 
are  the   owners  of    that    which   the    mark    describes  satisfy  the    Section  ? 
[Kbkbwioh  J, — Suppose  that  the  Applicants  sold  the  spring  only  ?]    llien 
there  would  be  on  the  Register  a  mark  not  describing  anything  then  belonging 
to  them,  but  something  belonging  to  some  one  else.    [Kbkbwioh  J.  referred  55 
to  Section  22.]    If  the  goodwill  of  the  business  is  not  sold,  there  is  no  refUK^r^ 
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why  it  flhould  determine.  The  Applicants  would  still  be  carrying  on  business 
in  mineral  waters.  The  goods  for  which  registration  is  asked  are  mineral 
waters  generally,  Glass  44.  I  snbmit  that  the  question  is  whether  the  mark 
distinguishes  the  goods  of  the  proprietor  or  the  water  from  the  spring  in 
5  whosever  hands  the  spring  may  be. 

Aatbury  K.O. — If  the  spring  were  sold,  the  goodwill  of  that  part  of  the 
business  must  pass.  We  are  willing  to  register  only  for  natural  mineral  water, 
or  we  would  give  an  undertaking  not  to  use  the  mark  otherwise  than  in 
connection  with  the  water  from  the  Applicants'  property  at  Neuenahr. 

10  Latvrence. — I  ask  that  the  Application  should  be  amended  rather  than  an 
undertaking  given.     [Ebkbwioh  J. — I  think  that  an  undertaking  is  better.] 

Ejbkbwioh  J. — It  was  necessary  in  order  to  explain  the  application  to  the 
Court  to  go  into  the  old  Acts.  It  is  not  necessary  for  me  in  expressing  my 
opinion,  to  go  back  to  those.    I  will  start  with  and  deal  only  with  the  terms  of 

15  the  new  Act,  Section  9.  The  first  question  is — Does  the  word  **  ApoUinaris  " 
come  within  any  of  the  essential  particulars  described  in  Section  9  ?  It  certainly 
does  not  come  within  paragraphs  (1),  (2)  or  (3)  of  that  Section.  It  might  be 
possible  to  hold  that  it  comes  within  (4),  but  I  do  not  think  it  does.  That 
paragraph  is  split  up  into  two  parts.    You  must  not  register  a  word  having  a 

20  direct  reference  to  the  character  or  the  quality  of  the  goods.  To  my  mind, 
^  ApoUinaris  '*  has  a  direct  reference  to  the  character  and  quality  of  the  water 
which  the  Trade  Mark  is  intended  to  protect,  namely,  the  water  which  is  derived 
from  the  particular  spring  known  as  the  '*  ApoUinaris  "  spring.  But  whether 
that  be  BO  or  not,  it  is  clear  to  my  mind,  that  according  to  its  ordinary  significa- 

25  tion,  it  is  a  geographical  name.  It  was  held  to  be  a  geographical  name  before 
this  Act  when  we  had  not  the  words  *'  according  to  its  ordinary  signification," 
and  I  think  it  is  still  a  geographical  name  ''  according  to  its  ordinary  significa- 
*'  tion."  The  selection  of  the  word  '^ApoUinaris  "  shows  that  the  spring  was  so 
called  because  of  the  hill  in  the  neighbourhood  known  by  that  name  and  the 

30  church  dedicated  to  the  saint ;  and  whatever  it  might  have  been  or^nally 
everyone  knows  it  now  in  that  connection.  I  cannot  think  that  it  is  not 
"  according  to  its  ordinary  signification  a  geographical  name."  Then  is  it  a 
distinctive  mark — ^is  it  '^  any  other  distinctive  mark  "?  It  may  be  a  distinctive 
mark  notwithstanding  that  it  is  not  within  (1),  (2),  (3)  or  (4),  but  if  it  is  not 

35  within  (1),  (2),  (3)  or  (4)  then  it  cannot  be  registered  except  by  an  Order  of  the 
Board  of  Trade  or  the  Court,  that  is  to  say,  it  is  not  to  be  deemed  a  distinctive 
mark  unless  the  Board  of  Trade  or  the  Court  think  so^  In  this  case  the  Board 
of  Trade  thought  it  right  to  refer  it  to  the  Court,  and  therefore  it  is  for  the 
Court  to  say  whether  it  is  a  distinctive  mark  or  not. 

40  Now  what  is  a  distinctive  mark  ?  There  can  be  no  doubt  on  the  evidence, 
that ''  ApoUinaris  "  standing  alone  distinguishes,  from  all  other  mineral  waters 
the  water  which  flows  from  the  spring  Imown  as  the  '*  ApoUinaris  "  spring.  Is 
that  distinctive  ?  The  Act  says  that  that  is  not  sufQcient  and  not  only  not 
sufficient  but  that  is  not  the  test.    One  of  the  later  paragraphs  of  the  same 

45  Section  says—''  for  the  purposes  of  this  Section,  distinctive  shall  mean  adapted 
"  to  distinguish  the  goods  of  the  proprietor  of  the  Trade  Mark  from  those  of 
"  other  persons."  You  are  not  to  distinguish  goods  from  goods,  but  you  are  to 
distinguish  the  goods  of  one  proprietor  from  the  goods  of  another  proprietor. 
"  ApoUinaris  "  in  this  case  does  distinguish  the  goods  ;  does  it  also  distinguish 

50  the  goods  of  the  proprietor  ?  It  is  suggested  that  if  it  distinguishes  the  goods, 
it  cannot  distinguish  the  goods  of  the  proprietor.  That  seems  to  me  to  be 
unsound.  If  you  can  ascertain  by  evidence  that  the  word  does  as  a  matter  of 
fact  distinguish  the  goods  of  the  proprietor,  it  matters  not  to  my  mind  that  it 
sJso  distinguishes  the  goods  apart  from  the  proprietor.     The  evidence  here 

55  goes  to  show  conclusively  that  what  is  known  by  "  ApoUinaris "  is  the  water 
belonging  to  the  Applicants,  who  i^re  the  sole  producers  and  vendors  of  tl^^ 
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Tvater.  It  distinguishes  the  goodB  of  the  proprietors^  and  I  repeat,  it  does  not 
seem  to  me  to  be  less  distinctive  of  the  goods  of  the  proprietors  becanse  it  also 
distins^nishes  the  goods  irrespective  of  the  proprietors.  Therefore  to  my  mind  it 
is  a  distinctive  mark  which  may  fairly  be  registered  under  this  Act  and  the 
mere  Ifact  that  it  could  not  be  registered  before  this  Act,  even  though  the  5 
question  was  litigated  and  decided  adversely  to  the  Applicants,  is  immaterial 
no  w  because  the  Act  is  an  amending  Act  intended  to  bring  within  the  area  of 
registration  many  Trade  Marks  which  otherwise  could  not  have  been  registered. 

The  only  other  difficulty  is  this.    The  Applicants  at  the  present  own  the 
spring,  that  is  to  say,  they  own  the  property  in  which  the  spring  is  situated.    I  10 
use  the  word  '*  spring  "  in  the  vulgar  sense  as  meaning  not  merely  the  spot  from 
which  the  water  emerges  from  the  earth  but  the  land  under  which  the  water 
lies  and  from  which  it  eventually  comes.    They  are  the  proprietors  of  the 
spring,  bat  they  might  cease  to  be  the  proprietors.    They  might  find  that  the 
production  of  the  water  was  no  longer  remunerative,  or  from  some  other  reason  15 
they  might  think  it  right  to  sell  this  property  which  might  be  converted  to 
other  uses.    They  would  still  be  the  proprietors  of  the  Trade  Mark,  and  if  it 
was  registered  simply  as  **  Apollinaris " — it  would  be  extraordinary  conduct 
on  their  part,  having  obtained  the  registration  of  the  mark  for  the  purposes 
of  this  spring— they  might  sell  other  mineral  waters   under  the  name  of   20 
'*  Apollinaris.''     There  would  be  a  severance  between  the  business  and  the 
proprietorship  not  by  assignment  or  transmission  of  the  business,  but  simply  by 
their  having  parted  with  the  property.    It  seems  to  me  necessary,  or  at  any  rate 
highly  convenient,  that  some  protection  should  be  given  to  the  Registrar  against 
that,  and  I  understand  that  the  Applicants  are  willing  to  give  an  undertaking  25 
that  this  Trade  Mark,  registered  under  Class  44  for  mineral  waters,  shall  not  be 
used  except  in  connection  with  the  water  produced,  I  do  not  say  at  a  particular 
spring  because  that  might  admit  of  a  narrow  construction  but  from  the  property 
which  they  now  possess  and  which  really  constitutes  the'*  Apollinaris**'  spring. 
The  exact  words  can  be  settled  between  Mr.  Astbury  and  Mr.  Lawrenoe,  but  on  30 
that  undertaking  being  given,  I  think  the  word  ought  to  be  registered. 

Sebastian. — May  I  read  to  your  Lordship  the  words  that  my  friend  Mr. 
Lawrence  and  I  have  arrived  at—"  Undertaking  not  to  use  the  mark  except  in 
•<  respect  of  the  water  from  the  Applicants'  property  at  Neuenahr  or  in  the 
'*  neighbourhood  thereof."     We  do  not  know  quite  where  the  district  ends  or  35 
begins,  so  we  put  in  '*  in  the  neighbourhood  thereof." 

Ebkbwigh  J.— Very  well. 

Aetbury  E.G. — The  Applicants  will  give  the  undertaking  of  course  to  the 
Court.  It  will  be  in  the  Registrar's  book  in  the  ordinary  way  *'  the  Applicants 
"  by  their  Counsel  undertaking  "  and  so  on.  40 

Lawrence, — I  should  like  it  to  appear  in  the  Trade  Mark  Journal.  That  is 
why  I  should  like  it  imposed  as  a  condition. 

Ebkbwioh  J. — I  do  not  think  that  is  reasonable.  The  Applicants  give  the 
undertaking  by  their  Counsel  to  the  Court  and  it  can  be  enforced  in  an 
easy  way.  45 

Latvrenc-e. — If  your  Lordship  pleases. 

Ebkbwioh  J,  made  a  declaration  that  on  the  undertaking  the  word  *'  Apol- 
'*  linaris "  ought  to  be  deemed  a  distinctive  mark  within  the  meaning  of 
Section  9  of  the  Act  of  1905. 

Lawrence  called  attention  to  Section  48  of  the  Act  of  1905  and  asked  that  the  50 
Applicants  should  pay  the  costs  of  the  Registrar. 

Ebkbwioh  J. — The  Registrar  comes  here  as  a  representative  of  the  public  to 
protect  the  public  and  I  think  he  is  entitled  to  his  costs. 
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In  the  High  Court  of  Jitstiob.— Chancery  Division. 

Be/ore  Mr.  Justice  Warrington. 

March  7th,  8th,  11th,  12th,  and  13th,  and  April  17th,  I8th,  19th,  and  27th,  1907. 

Thermit  Ld.  v.  Weldite  Ld. 

5  Patent. — Action  for  infringement  of  four  Patents. — Three  Patents  only  relied 
on  at  the  trial. — Construction  of  Sfecijications. — Subject-matter. — Prior  user. — 
Utility. — Infringement. --Particulars  of  Objections. — Evidence. — Patents  held 
valid. — Judgment  for  Plaintiffs. 

The  owners  of  four  Patents  commenced  an  cation  for  infringement  of  the 

10  same^  but  at  the  trial  only  three  of  them  were  relied  on.  The  first  Patent  {here- 
inafter called  the  Patent  of  1896)  was  for  an  improved  method  for  the  production 
of  metals  and  alloys.  It  related  to  the  reduction  of  metallic  compounds  con- 
taining oxygen^  sulphur^  or  chlorine^  or  two  or  all  of  them^  by  the  reducing 
action  of  aluminium.    Such  a  reduction  was  not  new,  and  had^  as  regards  oxides 

15  and  sulphides,  been  described  in  the  Specification  of  a  Patent  of  V.  of  1894.  The 
object  of  the  Patent  of  1896  was  to  remsdy  a  defect  or  loss  due  to  too  ene^etic 
action,  and  the  Patentee  by  his  method  caused  the  reaction  to  take  place  at  one 
point  of  the  mass  and  then  to  proceed  throughout  it,  instead  of  taking  plcLce 
simultaneously  throughout  the  whole  mass,  as  where  an  exterior  source  of  heat 

20  was  employed.  The  ninth  Claim  was  for  ^^The  described  method  of  producing 
"  metals  and  alloys  from  mstallic  compounds  containing  oxygen,  sulphur,  or 
"  chlorine  alone,  or  two  of  or  all;  such  method  consisting  in  finely  pulverising 
"  the  compound,  mixing  it  with  finely  pulverised  metallic  aluminium  or 
"  aluminium  and  magnesium,  heating  a  small  portion  of  the  mixture  to  start 

25  "  its  reaction  and  afterwards  adding  the  remaining  or  main  portion,  so  as  to 
"  heat  it  from  the  heat  of  rea^ction  of  the  first  portion,  whereby  the  reaction 
"  automatically  spreads  through  the  whole  mass,  substantially  as  set  forth.^^  In 
the  Specification,  after  giving  some  examples,  the  Patentee  stated : — *'  In  tlie  same 
"  manner  all  the  metals  or  their  alloys    ....    can  be  obtained.^^    TJie 

30  Defendants,  who  used  the  method  described  in  this  Specification  to  reduce 
oxide  of  iron,  except  that  they  replaced  a  small  portion  of  the  aluminium  by 
silicon,  denied  infringement  of  the  Patent,  and  alleged  that  it  was  invalid  on 
the  grounds  of  want  of  subject-matter,  prior  user,  and  want  of  utility.  Besides 
a  general  allegation  of  inulility  {paragraph  {2)  of  the  Particulars  of  Objections), 

35  they  alleged  (j>arag7*aph  6)  that  the  invention  was  claimed  generally  as  operating 
with  all  oxides,  and  that  it  was  wMly  useless  with  many  oxides  and  the  results 
could  not  be  obtained.  Further  Particulars  under  this  paragraph  being 
ordered,  certain  oxides,  sulphides,  and  chlorides  were  specified.  In  the  course 
of  the  trial  the  Defendants  sought  to  put  questions  to  show  that  the  invention 

2  P 


442  REPORTS  OP  PATENT,  DESIGN,  [Ang.  8, 1907. 

Thermit  Ld.  v.  Wddite  Ld. 

was  useless  with  certain  oxides  not  mentioned  in  the  Further  Particulars. 
The  second  Patent  relied  on  at  the  trial  (hereinafter  called  the  Patent  of  1901) 
was  for  "  A  new  and  improved  process  for  welding  metals^     The  process  u^as 
one  of  welding  by  the  aid  of  the  heat  produced  by  the  chemical  reaction  between 
aluminium  and  oxides  of  fnetals.    Sicch  a  method  of  welding  was  not  new,  hut   5 
t?ie  Patentee  stated  that  in  such  processes  the  reaction  mass  had  been  used  only 
as  a  calorifying  agents  and  the  metal  produced  by  the  reaction  served  only  as  a 
heat  conductor.    In  the  new  process  the  molten  fnetal  came  directly  in  contc^ct 
with  the  welding  pieces  or  part  of  the  samSy  so  that  the  metal  might  join  with 
the  pieces,  thereby  strengthening  the  joints  whereupon  tJie  whole  reaction  mass  10 
began  its  operation  as  calorifyitig  agent  for  the  tvelding  process.    The  process 
was  particularly  described  with  reference  to  the  joining  of  rails,  provision 
being  made  for  tJie  iron  formed  by  the  reduction  of  iron  oxide  flowing  first  out 
of  the  crucible  and  round  the  lower  portion  of  the  rails  to  be  joined  and  the 
alumina  following  round  the  upper  portion  of  them;  the  alumina  had  the   15 
purpose  to  heat  the  two  parts  to  be  welded  togetlher^  whilst  the  iron  formed  a 
covering  round  the  bottom  to  strengthen  the  joint.    The  second  Claim  was  for 
''  Process  of  joining  metal  pieces,  consisting  in  surrounding  the  ends  to  he 
^^  joined  with  a  mould,  int)  which  the  highly,  overheated  molten  metal  and 
*'  7nolten  alumina  slag  are  cast,  in  such  manner  that  the  parts  to  be  welded  20 
**  come  in  contact  with  the  molten  alumina,  while  the  other  parts  come  in  contact 
'*  with  the  mjlten  metal,  substantially  as  and  for  the  purpose  set  forth^'^    As  to 
this  Patent,  the  Defendants  relied  on  want  of  subject-matter  and  non-infringe- 
ment, contending  that  they  did  not  weld  and  therefore  did  not  infringe.    The 
third  Patent  relied  on  at  the  trial  (hereinafter  called  the  Patent  of  1902)  related  25 
to  an  improved  mould. 

Held  (m  the  course  of  the  trial),  that  the  Defendants  were  not  entitled,  either 
under  tfie  plea  of  general  inutility  or  under  paragraph  5  of  the  Particulars,  to 
put  the  proposed  questions  relating  to  oxides  not  mentioned  in  their  furtl^r 
Particulars,  and  that  they  ought  not  to  be  allowed  to  amend  their  Particulars.  30 
Held,  at  the  trial,  that  the  Specification  of  the  Patent  of  1896  referred  only  to 
metallic  compounds  capable  of  reduction  by  the  action  of  aluminium ,»  that  it 
subslitutedinternal  for  external  heating,  such  heating  to  beofyi  strictly  local 
character,  afid  that  Claim  9  did  not  comprehend  external  heating  of  the  small 
portion  of  tlie  mixture ;  that  there  was  ample  subject-matter  and  that  prior  35 
user  was  not  proved;  and  that,  although  experiments  might  be  necessary  in 
order  to  ascertain  what  compounds  were  within  the  descri2ftion  in  the  Specifica- 
tion as  being  reducible  under  the  conditions  described,  this  did  not  affect  the 
validity  of  the  Patent,  and  th%t  tJie  Defendants  had  infringed,  their  process 
being  substantially  a  reduction  by  aluminium.  Held  further,  that  the  40 
Specification  of  the  Patent  of  1901  described  an  effective  way  of  joining  pieces 
of  metal,  with  the  capability  of  welding  ths  whole  or  parts  of  the  ends,  but  that 
actual  welding  was  not  essential,  and  that  there  was  good  subject-matter;  and 
that,  although  the  Defendants  had  not  actually  effected  welding,  they  had 
infringed,  but  th%t,  even  if  actual  welding  was  essential,  they  had  threatened  45 
and  intended  to  effect  it.  Held  also^  that  the  Patent  of  1902  was  valid  and  had 
been  infringed. 
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Judgment  was  given  for  the  Plaintiffs  for  injunctions  against  infringe- 
tnent  of  all  the  three  Patents  relied  on  with  Certificates  of  validity  and  costs^ 
except  that  the  Defendants  were  given  the  costs  so  far  as  they  related  to  the 
Patent  not  relied  on  by  the  Plaintiffs  at  tlie  trial  with  a  set-off. 

5  This  was  an  action  for  infringement  of  four  Patents,  of  which  three  only 
were  relied  on  at  the  trial.  Prior  to  the  grant  of  the  Patents  sued  on  Letters 
Patent  (No.  8306  of  1894)  were  granted  to  Claude  T.  J,  VauHn^  the  Patentee  of 
the  earliest  in  date  of  the  Patents  sued  on,  for  "  An  Improved  Process  for  the 
"  Extraction  of  Metals  from  Oxides  and  Sulphides." 
10  The  Complete  Specification  was  as  follows : — "  My  invention  relates  to  an 
"  improved  process  for  the  extraction  of  certain  metals,  which  are  of  value  in 
"  their  pure  state,  from  their  oxides  or  sulphides ;  and  consists  in  utilizing, 
"  in  the  manner  as  hereinafter  more  fully  described,  the  great  affinity  of 
*'  aluminium,  when  in  a  finely  divided  and  metallic  condition,  for  oxygen  or 
15  ^^  sulphur,  thereby  reducing  other  metals,  as  hereinafter  mentioned,  to  a  metallic 
"  condition  free  from  carbon  and  aluminium,  and  at  the  same  time  utilizing  the 
*'  heat  developed  by  the  combination  of  the  aluminium  and  the  oxygen  or 
"  ^Iphur,  which  is  so  intense,  as  greatly  to  aid  the  reduction  of  refractory 
'*  inetals,  and  to  produce  the  resulting  reduced  metal  in  most  cases  in  a  compact 
20   "fuzed  state, 

"As  the  application  of  aluminium  for  this  purpose,  in  a  metallic  condition, 
"  can  be  of  commercial  utility  only,  where  the  metal  or  base,  to  be  reduced,  is 
"  rare  or  refractory,  and  of  commercial  value,  when  pure  and  free  from  carbon 
'^  and  aluminium,  I  specify  the  oxides  or  sulphides  of  the  following  ba&es,  as 
25  "  those  which  may  be  treated  with  advantage  by  my  improved  process ;  viz., — 
"  those  of  chromium,  iron,  tungsten,  titanium,  molybdenum,  nickel,  cobalt, 
"  uranium,  vanadium  and  glucium. 

'*  The  reduction  is  effected  in  a  vessel,  lined  with  fire  clay,  magnesia  &c. ; — 
"  and  the  salt  to  be  reduced  is  mixed  before  fuzing  with  metallic  aluminium, 
30  •<  most  finely  divided,  such  as  in  the  form  of  powder  &c.,  and  this  admixture  of 
"  the  aluminium  in  a  finely  powdered  condition  with  the  salt  to  be  reduced,  is 
"  most  essential  for  the  production  of  the  reduced  metal  in  a  pure  state  without 
**  alloy  with  the  aluminium. 

"  Where  an  oxide  is  the  salt  to  be  reduced,  the  slag  which  consists  of  the 

35  "  fuzed  oxide  of  aluminium,  may  be  rendered  more  easily  fuzible  by  the 

"  addition  of  fluxes,  such  as  fluor  spar  or  cryolite  ;  or  chloride  of  potassium  or 

"  sodium  may  be  added.    If  a  sulphide  is  used,  no  flux  may  be  necessary  for 

"  the  resultiog  aluminium  sulphide  is  fluid  at  the  temperature  of  the  operation. 

"  In  the  same  manner,  the  above  reduction  may  be  applied  to  sulphates  of  the 
40  "  before  'mentioned  bases  or  even  to  alums,  as  in  the  case  of  oxides,  but  in  such 
"  case  a  suitably  increased  quantity  of  aluminium  would  have  to  be  used  to 
"  produce  the  necessary  reactions. 

"  In  practice,  it  is  preferable,  at  first,  in  order  to  be  sure  of  obtaining  the 
"  reduced  base  free  from  aluminium  to  use  the  oxide  or  sulphide  in  excess. 
45  "  On  the  other  hand,  even  if  there  is  an  excess  of  aluminium,  it  is  possible 
"  that  the  base  required  yrill  be  reduced  free  from  aluminium,  by  reason  of  a 
"  portion  of  the  aluminium  being  burnt  or  volatilized,  and  thus  not  entering  into 
"  effective  reaction. 

"  Ab  an  example  of  the  reactions  in  the  above  process  I  submit  the  following 

50  **  Cr,03  +  Als  =  Cra  +  AI2O3 

"  The  temperature  of  reaction  during  the  formation  of  Al^Os  is  so  great,  that 

"  the  formation  of  the  metals,  such  as  chromium,  in  a  pure  condition,  is  greatly 

"  facilitated. 

"  It  will  be  found  that  metals  such  as  above  recited,  will  be  obtained  in  a  pure 

55  "  fuzed  condition,  and  without  carbon,  as  soon  as  the  temperature  is  reached  at 
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^^  which  the  aluminium  combines  with  the  oxygen,  or  sulphur  ;  such  a  metal  as 
"  chromium,  which  is  of  great  use  in  the  iron  and  steel  industries,  not  having 
"  been  hitherto  known  in  a  pure  fuzed  condition,  without  carbon. 

"  The  Patentee  claimed  :— Ist.  The  production  of  chromium,  iron,  tungsten, 
"  titanium  molybdenum,  nickel,  cobalt  uranium,  vanadium,  and  glucium  by  5 
"  treating  at  a  high  temperature  their  oxygen  or  sulphur  compounds  vrith 
*'  metallic  aluminium,  in  a  finely  divided  or  powdered  state,  substantially  as 
''  described.  2nd.  In  a  process  for  the  reduction  of  metals  herein  specified,  from 
"  their  oxides  or  sulphides,  the  employment  of  metallic  aluminiam  in  a  finely 
"  divided  or  powdered  state  as  a  reducing  agent,  substantially  as  described."  10 

The  four  Patents  sued  on  were  those  of  which  the  following  are  the  Particulars 
and  Specifications  :— 1.  On  the  28th  of  July  1896,  Letters  Patent  (No.  16,685  of 
1896)  were  granted  to  Glaude  Vautin  for  "An  improved  method  for  the 
"  production  of  metals  and  alloys." 

The  Complete  Specification  was  as  follows  : — "  If  metallic  compounds  con-  15 
"  taining  oxygen,  sulphur,  or  chlorine,  for  instance  oxides,  sulphides,  and 
"  chlorides,  are  heated  with  aluminium,  the  metal  of  the  compound  is  separated 
"  out.  When  the  aluminium  is  employed  in  excess  an  alloy  of  aluminium  and 
"  the  metal  of  the  compound  is  obtained.  If  different  metals  are  reduced  at  the 
"  same  time  an  alloy  of  these  metals  is  obtained.  This  method  may  also  be  20 
"  employed  for  the  production  of  an  alloy  of  a  metal  or  metals  with  a  metalloid 
"  or  with  metalloids,  as  silicium,  arsen  and  so  on. 

"  The  aluminium  should  be  employed  in  a  finely  pulverized  state  if  good 
"  results  are  to  be  obtained,  and  it  is  necessary  to  heat  only  a  little  portion  of  the 
"  whole  mixture  to  the  temperature  of  reaction.  After  having  brought  this  25 
"  little  portion  to  reaction  by  the  heat  of  a  flame  of  a  burning  piece  of  magnesium, 
**  or  by  electricity,  the  adjacent  parts  of  the  mixture  are  ignited  successively  and 
"  automatically  by  the  parts  being  already  in  reaction  ;  by  this  method  a  very 
"  soft  reaction  without  explosions  is  gained. 

"  When  the  whole  mixture  of  the  pulverized  aluminium  and  the  compound  30 
"  to  be  reduced  is  heated  to  the  point  of  fusion,  by  an  exterior  source  of  heat, 
*^  such  an  energetic  reaction  takes  place,  that  by  its  vehemence  a  certain  quantity 
^^  of  the  material  is  ejected  and  thrown  out  of  the  crucible  before  the  reduction 
**  of  the  compound  is  fully  effected  so  that  the  said  quantity  of  material  and  the 
*'  fuel  consumed  for  heating  the  same  are  wasted  as  far  as  the  operation  is  35 
"  concerned. 

"  Now  it  is  the  object  of  my  invention  to  remedy  this  defect  or  loss  and  to 
*^  this  end  I  cause,  as  already  mentioned,  the  reaction,  instead  of  taking  place 
"  simultaneously  throughout  the  whole  mass,  to  take  place  at  one  point  or  place 
"  only  of  the  mass  ;  in  other  words  I  initiate  the  reaction  at  a  certain  point  or  40 
'^  place  in  the  mass,  and  then  cause  it  to  proceed  or  spread  from  this  portion  of 
"  the  mass  to  the  remaining  portion  of  the  same. 

**  To  start  the  reaction  I  may,  for  instance,  ignite  the  mixture  of  pulverized 
^'  aluminium  and  of  one  or  the  other  of  the  compounds  above  mentioned  in  a 
"  finely  pulverized  state  (or,  more  precisely,  a  small  portion  of  that  mixture)  by  45 
"  means  of  a  blow  pipe-flame  directed  against  it,  or  by  means  of  a  piece  of  sheet- 
"  or  band-  magnesium  which  is  inserted  into  that  portion  of  the  mixture  and  is 
"  then  ignited.  I  prefer,  however,  to  make  use  of  a  special  igniting-mass  for 
'^  starting  the  reaction,  such  igniting  mass  being  composed  of  a  similar  mixture 
"  to  that  to  be  treate«i  but  which  generates  greater  heat  and  gives  rise  to  a  more  50 
"  intense  reaction  on  being  reduced.  The  combination  or  compound  forming 
"  the  mixture  must,  therefore,  be  easily  reducible,  and  I  may  mention  as 
^*  examples  of  such  a  mixture  oxide  of  lead  and  baric  peroxide  with  aluminium, 
"  but  other  similar  oxides  and  peroxides  may  be  used,  if  desired,  in  combination 
"  with  aluminium.  55 

"  The  igniting  mass  may  either  be  loosely  strewn  upon  the  material  or  mixture 
"  to  be  treated,  and  may  be  ignited  by  a  magnesium-band  or  by  a  match,  or  it 
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"  may  be  formed  into  balls  or  similar  bodies  by  pressure,  or  by  means  of  a 
*'  suitable  cement,  and  a  magnesinm-band  may  then  be  put  into  each  of  the  said 
**  balls  or  bodies.  The  latter  are  slightly  pressed  down  upon,  and  into,  the 
"  material  or  mixture  to  be  treated  and  when  ignited  they  start  the  reaction  of 
5  "  the  said  material  or  mixture.  The  reaction  may  be  continued  by  adding  fresh 
^'  material  to  that  contained  in  the  crucible,  and  I  prefer  to  press  the  said  fresh 
^'  material  into  the  shape  of  cubes,  prisms  and  the  like.  The  aluminium  may 
*'  be  replaced  by  a  mixture  or  an  alloy  of  aluminium  and  magnesium. 

'^  By  making  use  of  the  improved  method  above  described  I  am  enabled  to 
10  *^  produce  refractory  metals,  such  as  chromium,  manganese,  and  the  like,  in 
'^  large  quantities  and  on  a  commercial  scale  ;  and  I  can  also  produce  alloys  of 
*'  refractory  metals,  as  well  as  of  a  refractory  metal  with  aluminium,  and  also 
^'  of  a  refractory  metal  or  metals  with  an  alkali  metal  or  metals^  with  a  metal  or 
'^  metals  of  the  alkaline  earths,  with  the  metals  of  a  rare  earth  or  earths,  and  so 
15  "on.  The  metals  are  gained  perfectly  free  from  carbon,  silicium  and  other 
^^  impurities  and  that  is  a  great  advantage  of  this  method. 

'^  In  the  following  examples  I  give  all  the  necessary  details  in  executing  my 
"  method  : — 

"  To  gain  the  metal  of  chromium  I  mix  for  example  equivalent  parts  of  the 
20   **  oxide  of  chromium  {Gvfi^  with  aluminium  (Al,).    The  mixture  is  brought 
**  into  a  crucible  provided  at  the  inside  with  a  cover  of  magnesia  (MgO)  which 
^*  is  spread  in  a  moist  state  on  the  inside  of  the  crucible  and  afterwards  dried  in 
"  the  usual  manner. 
^'  Upon  the  mixture  in  the  crucible  is  then  laid  a  little  cartridge  consisting  of 
25  **  a  ball  of  half  an  inch  diameter.    The  cartridge  is  composed  of  equivalent  parts 
"  of  finely  powdered  peroxide  of  barium  and  aluminium,  intimately  mixed  and 
**  compressed  to  a  solid  body.    To  this  body  is  fixed  a  thin  piece  of  magnesium. 
**  The  whole  arrangement  of  the  apparatus  is  shown  in  cross-section  in  the 
"  accompanying  drawing. 
30       "I  ignite  the  piece  of  magnesium  in  the  well-known  manner  and  when 
"  burning  down  it  ignites  the  cartridge  and  by  the  aluminium  contained  in  it 
"  the  reduction  of  the  peroxide  of  barium  takes  place.    By  this  reaction  a 
*'  sufficient  heat  is  produced,  so  that  successively  the  igniting  of  the  whole  mass 
"  takes  place.    Of  course,  I  may  add  new  masses  to  the  burning  mixture  and 
35  **  the  transferring  of  the  reaction  will  take  place  in  the  same  manner  to  the 
"  added  masses. 
"  The  reaction  is  as  follows  : — 

'*  Al,  +  CrjOs  =  AlgOs  +  Crj. 
"  Second  example :  To  gain  an  alloy  of  aluminium  and  chromium  I  take 
40  "  aluminium  in  excess  and  mix  them  with  one  part  of  Cr208. 

**  Third  example  :  To  gain  manganese  I  mix  three  parts  of  MnO  with  AI2.    The 
"  reaction  takes  place  as  above  described. 

"  AI3  +  3  MnO  =  AlaOs  +  3  Mn. 
**  Instead  of  employing  the  oxides  I  may  take  the  sulphates,  the  sulphides,  and 
45  "  so  on. 

*'  In  the  same  manner  all  the  metals  or  their  alloys,  as  already  mentioned  in 
"  the  first  part  of  the  specification,  can  be  gained. 

**  As  an  example  I  may  gain  the  alloy  of  boron  and  copper  by  the  following 
'*  reaction  :    I  mix  the  oxide  of   boron  with  an  oxide  of  copper  and  with 
Kf\  "  aluminium. 
"  B03O3  +  3  CusO  +  2  AI2  =  2  AljOs  +  Boa  +  3  Cua- 

»*  The  importance  of  my  novel  method  and  the  particular  effect  of  the  same 

**  becomes  best  obvious  from  the  fact  that  the  metal  or  alloy  is  not  obtained  in 

'*  small  particles  that  are  distributed  through  the  mass  resulting  from  the 

55  "  reaction,  but  the  by  far  greatest  part  of  the  metal  or  alloy  is  gained  as  2^ 

"  distinct  or  separate  body,  i,e.  a  compact  regulus." 
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The  Specification  ended  with  ten  Claims  including  the  following  :— "  1.  The 
*^  method  of  producing  metals  from  metallic  compounds  containing  oxygen, 
"  sulphur  or  chlorine,  alone,  or  two  of,  or  all  these  substances,  by  the  reducing 
^^  action  of  aluminium,  such  method  consisting  in  heating  a  small  portion  of  a 
"  mixture  of  aluminium  with  the  metallic  compound  to  the  temperature  of  .5 
*^  reaction  and  transferring  this  temperature  and  reaction  successively  and 
'*  automatically  to  the  adjacent  parts  of  the  mixture  and  thus  igniting  the  whole 
"  mass  by  the  parts  being  already  in  reaction,  as  set  forth.    2.  The  method  of 
"  producing  alloys  from  metallic  compounds  containing  oxygen,  sulphur  or 
^*  chlorine,  alone  or  two  of  or  all  these  substances,  by  the  reducing  action  of  10 
*'  aluminium,  such  method  consisted  in  beating  a  small  portion  of  a  mixture  of 
'^  aluminium  with  the  metallic  compound  to  the  temperature  of  reaction  and 
'*  transferring  this  temperature  and  reaction  successively  and  automatically  to 
^'  the  adjacent  parts  of  the  mixture  and  thus  igniting  the  whole  mass  by  the  parts 
^'  being  already  in  reaction,  as  set  forth.    3.  The  method  of  producing  metals  15 
'^  from  metallic  compounds  containing  oxygen,  sulphur  or  chlorine  alone,  or 
^'  two  of  or  all  these  substances,  by  the  reducing  action  of  aluminium,  such 
^^  method  consisting  in  heating  a  small  portion  of  a  mixture  of  aluminium  and 
'*  magnesium  to  the  temperature  of  reaction  and  transferring  this  temperature 
*'  and  reaction  successively  and  automatically  to   the  adjacent  parts  of  the  20 
'*  mixture  and  thus  igniting  the  whole   mass  by  the  parts  being  already  in 
*'  reaction,  as  set  forth.    4.  The  method  of  producing  alloys  from  metallic 
"  compounds  containing  oxygen,  sulphur  or  chlorine  alone,  or  two  of  or  all 
"  these  substances,  by  the  reducing  action  of  aluminium,  such  method  con- 
*'  sisting  in  heating  a  small  portion  of  a  mixture  of  aluminium  and  magnesium  25 
*'  to  the  temperature  of  reaction  and  transferring  this  temperature  and  reaction 
"  successively  and  automatically  to  the  adjacent  parts  of  the  mixture  and 
*'  thus  igniting  the  whole  mass  by  the  parts  being  already  in  reaction,  as  set 

"  forth 9.  The  described  method  of  producing  metals  and  alloys 

^'  from  metallic  compounds  containing  oxygen,  sulphur  or  chlorine  alone,  or  30 
"  two  of  or  all ;  such  method  consisting  in  finely  pulverizing  the  compound, 
"  mixing  it  with  finely  pulverized  metallic  aluminium  or  aluminium  and 
<*  magnesium,  heating  a  small  portion  of  the  mixture  to  start  its  reaction  and 
"  afterwards  adding  the  remaining  or  main  portion,  so  as  to  heat  it  from  the 
**  heat  of  reaction  of  the  first  portion,  whereby  the  reaction  automatically  35 
"  spreads  throughout  the  whole  mass,  substantially  as  set  forth.  JO.  The 
^*  described  method  of  producing  metals  and  alloys  from  metallic  compounds 
"  containing  oxygen,  sulphur  or  chlorine  alone,  or  two  of  or  all ;  such  method 
*'  consisting  in  finely  pulverizing  the  compound,  mixing  it  with  finely  pulverized 
'•  metallic  aluminium  or  aluminium  and  magnesium,  covering  a  small  portion  40 
"  of  the  said  mixture  with  a  small  portion  of  a  mixture  similar  to  the  first 
"  mixture,  but  coming  more  easily  in  reaction  ;  and  heating  the  added  mixture 
**  so  as  to  start  its  reaction  which  then  spreads  to  the  main  portion  of  the  first 
'*  mixture,  being  maintained  by  the  heat  developed  by  the  initial  reaction,  as 
"  set  forth."  45 

2.  In  the  year  1899  Letters  Patent  (No.  18,328  of  1899)  were  granted  to 
Dr.  Hans  Ooldschmidt  tor  *'An  improved  process  for  welding  metals."  This 
Patent  was  not  relied  on  at  the  trial.  Its  essence  was  the  employment  of  the 
intensely  hot  fluid  resulting  from  the  chemical  process  described  in  VaxitMs 
Specification  of  1896  to  bring  two  metal  surfaces  to  be  joined  to  such  a  50 
temperature  that  under  pressure  welding  could  take  place.  It  will  be  found 
further  referred  to  in  the  judgment. 

3.  On  the  25th  of  May  1901  Letters  Patent  (No.  10,859  oE  1901)  were  granted 
to  Dr.  Hans  Ooldschmidt  for  *'  A  new  and  improved  process  for  welding  metals." 

The  Complete  Specification  was,  so  far  as  material  for  the  purpose  of  this  55 
report,  as  follows  : — **  My  invention  relates  to  a  new  and  improved  process  for 
**  wolding  metals. 
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^  In  the  processes  known  np  till  now  for  welding  metals  with  the  aid  of  the 
*^  heat  produced  by  the  chemical  reaction  between  alamininm  and  oxides  of 
"  metals  or  other  oxygen  containing  metal  compounds  (especially  oxide  of  iron) 
''  the  reaction  mass  is  used  only  as  calorifying  agent  and  the  metal  produced 
5  "  by  the  reaction  serves  only  as  a  heat  conductor.  Therefore  in  these  alumino- 
'^  thermo  processes  care  was  taken  that  the  molten  alumina- slag  at  first  came  in 
"  contact  with  the  pieces  to  be  welded  and  only  after  the  same  had  formed  a 
^'  protecting  cover  or  coating  around  the  pieces  the  molten  metal  wa9  cast 
^^  around  the  welding  pieces.    In  most  cases  this  succession  took  place  already 

10  '^  by  the  mere  casting  of  the  reaction  mass  out  of  the  crucible  or  melting  pot, 
'^  as  naturally  at  first  the  alumina  floating  above  flows  out  and  afterwards  the 
^*  metal.  Hereby  it  was  avoided,  that  the  molten  metal  could  come  in  direct 
'^  contact  with  the  metal-pieces  to  be  welded  and  that  this  metal  could  join 
'^  with  the  metal-pieces. 

15  ''  By  my  new  process  it  is  attained  that  the  molten  metal  comes  directly  in 
'^  contact  with  the  welding  pieces  or  with  part  of  the  same  so  that  the  metal 
"  may  partly  join  with  the  pieces  thereby  strengthening  the  joints  whereupon 
'<  the  whole  reaction  mass  begins  its  operation  as  calorifying  agent  for  the 
**  welding  process. 

20  ^'  The  process  shall  now  be  described  as  for  example  used  for  joining  rails  or 
"  the  like  and  with  reference  to  Figs.  7,  8  and  9  of  the  Drawings. 

^^  The  joining  faces  of  the  rails  are  at  first  surrounded  with  a  suitable  mould  1 
'^  manufactured  of  sheet  iron,  clay  or  the  like,  whereupon  a  crucible  2  provided 
"  with  a  tap-hole  3  is  placed  over  this  mould  in  such  manner  that  the  stream  of 

25  ^^  the  molten  mass  flowing  out  of  this  hole  shall  not  directly  flow  upon  the 
"  rails,  but  flow  into  the  space  5  betwee'n  the  rails  4  and  the  wall  of  the  mould. 
^'  This  crucible  after  closing  the  tap-hole  is  filled  with  the  reaction  mixture  6 
'^  for  instance  a  mixture  of  aluminium  and  iron-oxide,  whereupon  the  reaction  is 
''  introduced.    Once  the  reaction  is  in  progress  further  quantities  of  the  mixture 

30   "  may  be  added. 

"  When  the  whole  mass  is  in  reaction,  the  tap  hole  3  is  opened  so  that  at 
^'  first  the  molten  highly  overheated  iron  7  Fig.  8  and  afterwards  the  molten 
'^  alumina  8  floating  above  the  iron,  flows  into  the  mould.  The  iron  forms  a 
''  layer  9  Fig.  9  around  the  lower  flange  of  the  rails  and  effects  the  joining  of 

35  *^  the  touching  faces  on  this  lower  part. 

"  The  alumina  flowing  out  after  the  iron  has  a  double  effect  upon  the 
"  pieces  to  be  joined.  Firstly  the  heating  attained  by  the  same  may  effect 
^*  the  welding  of  the  joining  faces  assuming  of  course  that  a  sufficient 
"  pressure    is    applied    to    them,  secondly  the   heating    of    the    upper    part 

40  "  of  the  rails  prevents  the  bending  up  of  the  rails  near  the  joining  faces 
"  which  bending  up  was  tried  to  be  done  away  with  until  now  in  similar 
"  processes  by  holding  the  joining  faces  down  by  means  of  clamps  and 
"  the  like. 

"  The  tap-hole  of  the  crucible  may  be  closed  by  means  of  a  clay-plug  or  the 

45  "  like  or  the  hole  may  be  covered  with  a  metal-sheet  (sheet  iron  10  asbestos  or 
**  the  like  before  filling  the  crucible  with  the  mixture.  In  this  case  the  molten 
'*  iron  as  soon  as  the  reaction  has  come  to  the  bottom  of  the  crucible  will 
"  melt  this  tap-hole  covering  plate  whereby  the  tap-hole  will  be  opened 
"  automatically. 

50  "  It  will  be  understood  that  instead  of  arranging  a  crucible  above  the  mould 
**  this  mould  may  be  provided  with  a  funnel  on  its  top,  in  which  funnel  the 
"  mixture  can  be  filled. 

"  Figs.  1  to  6  illustrate  a  modified  mode  of  carrying  out  the  invention. 
"  Figure  1  shows  a  section  through  one  of  the  two  rails  to  be  joined.     Figure  2 

55  "  is  a  side-view  of  the  rails.  Figure  3  is  a  perspective  view  of  the  joint. 
'*  Figures  4,  5  and  6  are  modified  forms  of  arrangements  for  carrying  the 
*'*  process  into  effect 
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"  In  Figures  1  and  2  a  a  are  the  rails  to  be  joined,  h  W  are  sheet  iron  moulds, 
'^  the  upper  one  h  of  which  consists  of  two  parts  surrounding  the  rails  near  the 
**  joining  faces.  The  side-walls  c  c^  of  these  moulds  may  advantageously  be 
"  formed  of  sand  or  wet  clay.  Owing  to  the  form  of  the  moulds  three  hollow 
'*  spaces //A;  are  formed  in  which  the  molten  mass  is  cast.  5 

'*  The  process  is  carried  out  in  the  following  manner  : 

"  The  metal  pieces  a  a  are  pressed  against  each  other,  in  such  a  manner  that 
**  a  displacement  during  the  heating  of  the  pieces  by  means  of  the  reaction  mass 
*'^  is  rendered  impossible.  Then  a  crucible  is  filled  with  a  mixture  of  aluminium 
"  and  iron  oxide  both  in  pulverized  form,  whereupon  the  mixture  is  ignited.  It  10 
"  is  advantageous  to  fill  the  crucible  beforehand  with  a  small  quantity  of  the 
"  mixture,  then  to  ignite  the  same  and  gradually  add  further  quantities.  When 
*^  the  whole  mass  is  in  reaction,  the  molten  alumina  floating  above  the  iron  is 
"  cast  into  the  mould  compartments  /  /*.  This  alumina-slag  being  very  hot  aids 
"  in  effecting  the  welding  by  bringing  these  upper  portions  to  the  welding  heat  15 
"  and  then  congeals  upon  the  surfaces  of  the  mils  and  upon  the  bottom  as  well 
'^  as  the  side-walls  of  the  mould  &,  and  forms  coatings  d  t,  which  protect  the  top 
'^  part  of  the  rails  against  getting  deformed.  The  other  part  of  the  alumina-slag 
"  between  the  coatings  is  still  liquid  but  congeals  also  gradually.  Then  the  iron 
"  is  cast  into  the  lower  mould  h^  after  a  hole  o  has  been  punched  through  the  20 
"  bottom  of  the  mould  h  and  the  alumina-coating  i.  Evidently  the  bottom  of 
"  the  mould  h  will  not  offer  great  resistance  to  punching  the  hole  through, 
^'  because  the  metal  has  been  heated  by  the  alumina. 

''  As  already  mentioned  the  alumina  has  the  purpose  to  heat  the  two  parts  to 
**  be  welded  together,  while  the  iron  is  to  form  a  covering  around  the  bottom  25 
'*  parts  of  the  two  rails  in  order  to  strengthen  the  joint.  The  two  rails  are 
"  pressed  together  by  means  of  clamps  or  spanning  devices,  which  are  brought 
"  into  action  after  the  molten  mass  has  been  cast  into  the  moulds,  so  that  a 
"  sufi^cient  heat  has  been  conveyed  to  the  parts  to  be  welded.  According  to 
*'  tests  it  has  been  found  that  1^  minute  suffices  for  heating  the  rails  sufficiently  30 
**  for  welding  the  same. 

**  After  the  process  has  been  carried  out  in  the  above  described  way,  the 
''  moulds  are  taken  off  and  the  alumina-coating  is  knocked  off,  so  that  a  rail  is 
'*  obtained,  as  shown  in  Figure  3,  in  which  figure  a^  is  the  covering  and  ^  is  a 
'*  knob  formed  by  the  overflowing  metal  which  knob  is  afterwards  also  knocked  35 
"off."    .... 

"  It  will  be  seen  that  the  joints  produced  by  this  process  are  produced  partly 
"  by  welding  the  joining  faces  together  and  partly  by  surrounding  the  same 
**  with  metal.  Hereby  a  great  strength  and  elasticity  oi  extension  of  the  joints 
"  is  attained,  as  by  the  process  not  only  the  thermo-energy  of  the  reaction,  but  40 
"  at  the  same  time  the  physical  qualities  of  the  metals  are  used  in  that  way, 
"  that  these  physical  qualities  become  highly  advantageous  for  the  purpose 
"  produced  by  the  process  that  is  to  say  for  the  firm  joining  of  the  metal 
"  pieces. 

"  Contrary  to  the  known  process  consisting  in  casting  metals  around  the  lower  45 
"  part  of  the  rails  I  obtain  by  the  new  process  described  above  a  better  welding 
"  or  joining  of  the  metal  cast  around  the  rail-foot,  with  this  rail-foot  by  reason 
'*  of  the  high  superheat  of  the  metal,  whereby  the  joining  faces  are  so  joined 
"that  one  continuous  metal  piece  is  formed. 

"  A  special  strengthening  of  the  joints  may  further  be  attained  by  placing  an  50 
"  iron-bar  or  other  metal-piece  at  the  side  of  the  rails,  whereby  a  strengthening 
"  rib  is  formed  by  the  junction  of  this  bar  or  the  like  with  the  rails  to  be 
"  joined.  The  aluminium  used  may  be  partly  replaced  by  magnesium  or 
"  calcium-carbide.  A  mixture  of  two  parts  of  aluminium  and  one  part  of 
"  magnesium  or  calcium-carbide  may  suitably  be  employed.*'  55 

There  were  five  Claims,  of  which  the  three  first  were  as  follows  :— "  1.  Process 
"  of  joining  metals  by  means  of  the  heat  arising  by  the  reaction  taking  place 
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*^  between  alumininm  and  oxygen-containing  metal-compounds,  consisting  in 
**  bringing  one  part  of  the  metal-pieces  to  be  joined  directly  in  contact  with  the 
**  highly  overheated  molten  metal  arising  from  the  reaction,  while  the  other 
^^  part  of  the  metal-pieces  is  brought  in  contact  with  the  molten  alnmina-slag, 
"  substantially  as  and  for  the  purpose  set  forth.  2.  Process  of  joining  metal- 
**  pieces,  consisting  in  surrounding  the  ends  to  be  joined  with  a  mould,  into 
^'  which  the  highly  overheated  molten  metal  and  molten  alumina-slag  are  cast, 
**  in  such  manner,  that  the  parts  to  be  welded  come  in  contact  with  the  molten 
**  alumina,  while  the  other  parts  come  in  contact  with  the  molten  metal,  sub- 
^'  stantially  as  and  for  the  purpose  set  forth.  3.  Process  of  joining  metal-pieces, 
"  consisting  in  surrounding  the  ends  to  be  joined  with  a  mould,  over  which  a 
"  crucible  provided  with  a  tap-hole  in  the  bottom  is  situated,  bringing  into  the 
*'  crucible  a  mixture  fit  for  the  alumina-thermo-process  bringing  the  mixture  to 
*'  reaction  and  then  opening  the  tap-hole,  thus  causing  the  products  arising 
"  from  the  reaction  to  flow  around  the  ends  to  be  joined,  substantially  as  and 
"  for  the  purpose  set  forth." 


ric.i.  'b 
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4.  On  the  7th  of  November  1902  Letters  Patent  (No.  24,439  of  1902)  were 
granted  to  Dr.  Ham  Ooldschmidi  for  "  Improvements  in  and  connected  with 
**  moulds  for  joining  rails  or  the  like  by  the  alumino-thermal  process." 

It  is  suflficient  for  the  purpose  of  this  report  to  set  out  the  Claims,  which  were 
as  follows  : — "  1.  Process  of  joining  rails  or  the  like  according  to  the  alumino- 
'*  thermal  method,  consisting  in  surrounding  the  parts  to  be  joined  with  a 
"  mould  which  is  narrower  at  its  lower  part  than  at  its  upper  part,  and  casting 
"  the  molten  metal  into  the  lower  narrow  part  and  the  alumina  into  the  upper 
"  broader  part,  substantially  as  described  and  for  the  purpose  set  forth.  2.  A 
"  mould  for  joining  rails  or  the  like  by  the  alumino-thermal  process,  said 
"  mould  consisting  of  a  lower  smaller  part  for  receiving  the  highly  heated 
"  molten  metal,  and  an  upper  larger  part  for  receiving  the  molten  alumina, 
"  substantially  as  described  and  for  the  purpose  set  forth.  3.  The  construction 
"  of  mould  as  described  and  as  showi^  oi;  the  Drawings." 
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Figure  1  of  the  Drawings  to  this  Specification,  which  was  a  vertical  cross 
section  of  an  improved  mould,  is  shown  below. 


On  the  1st  of  March  1906  Thermit  Ld,^  in  whom  the  four  Patents  sued  on 
were  vested,  commenced  an  action  against  Weldite  Ld.  and  William  Howard 
Cole  claiming  an  injunction  to  restrain  the  Defendants  from  infringing  the  said  5 
Letters  Patent  and  the  usual  other  relief.    The  writ  was  amended  on  the  15th 
day  of  March  1906,  the  action  proceeding  against  Weldite  Ld.  only. 

The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  alleged 
infringement  of  Claims  1,  2,  5,  6,  and  10  of  the  Patent  of  1896,  Claims  1  and  2  of 
the  Patent  of  189'.^,  Claims  1,  2,  3,  and  4  of  the  Patent  of  1901,  and  all  the   10 
Claims  of  the  Patent  of  1902,  by  demonstrations  of  the  welding  of  metals  at 
six  different  places,  and  generally  by  advertisements. 

In  answer  to  Interrogatories  oYi  behalf  of  the  Plaintiffs  the  Defendants 
admitted  that  the  six  demonstrations  of  the  welding  of  metals  referred  to  in  the 
Particulars  of  Breaches  were  given  by  W.  H,  Cole.  15 

In  their  Defence  the  Defendants  denied  infringement  of  all  the  Patents,  and, 
while  answering  the  Plaintiffs'  Interrogatories  directed  to  infringement  of  the 
process  described  and  claimed  in  the  Patent  of  1896  in  the  negative,  they  added 
that  the  process  they  used  was  that  described  in  the  Specification  of  Letters 
Patent  No.  10,881  of  1905.  The  subject-matter  of  that  Patent  was  the  replace-  20 
ment  of  aluminium  by  silicide  or  boride  of  magnesium  or  aluminium  in  the 
production  of  fused  metals  and  alloys  from  oxides  and  other  compounds.  The 
remaining  Interrogatories  by  the  Plaintiffs,  directed  to  the  question  of  infringe- 
ment of  the  other  three  Patents  sued  on,  were  simply  answered  in  the  negative. 
The  Defendants  also  denied  the  validity  of  all  the  Patents,  and  the  following  25 
were  the  Particulars  of  Objections  relied  upon,  except  those  alleged  against  the 
Patent  of  1899  : — A.  As  to  all  the  Patents— (1)  That  the  alleged  inventions 
claimed  in  all  the  claiming  clauses  of  each  of  the  Specifications  of  the 
said  Patents  were  wholly  wanting  in  subject  matter  by  reason  whereof  no 
patentable  inventions  were  claimed  in  any  of  the  said  Claims.  Under  an  30 
Order  for  further  Particulars  the  Defendants  said  they  would  rely  on  common 
general  knowledge,  and  as  part  of  such  common  general  knowledge  would  refer 
to  the  well-known  exothermic  nature  of  aluminium  reactions  and  to  the 
description  of  such  reactions  in  the  Standard  Text  Book  on  Aluminium  by 
Richards,  third  edition,  pages  232  and  233,  published  in  February  1906.  35 
(2)  That  the  said  alleged  inventions  claimed  in  all  the  Claims  in  each  Specifica- 
tion were  not  useful.    B,  As  to  Uie  Pateut  No.  16,685  of  1896— (8)  That  the 
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alleged  inventions  claimed  in  all  the  Claims  were  not  new,  bat  had  been 
published  in  this  realm  in  the  following  Specifications  : — (a)  Vautin  (No.  8306 
of  1894)  ;  (b)  Bowman  (No.  14,280  of  1890)  ;  (c)  Greene  (No.  82  of  1893)  ; 
(d)  Vautin  (No.  751  of  1893)  ;  (e)  Benardos  (No.  372  of  1892)  ;  (f)  Langley 
5  (No.  18,508  of  1890)  ;  the  whole  of  each  of  which  was  relied  on  against  each  of 
the  Claims.  (4)  That  the  alleged  invention  claimed  in  all  the  claiming  clauses 
had  been  publicly  used  in  this  realm  for  the  past  50  years  in  the  firing  of  all 
explosive  mixtures  and  in  the  ignition  of  all  firework  and  self-burning  mixtures, 
and  was  publicly  practised  by  Clavds  Vautin  in  working  with  the  invention 

10  protected  by  Letters  Patent  No.  8306  of  1894  every  time  that  the  mixtures 
therein  referred  to  were  heated  in  a  crucible.  Further  Particulars  of  the  prior 
user  by  Claude  Vautin  stated  that  it  took  place  at  his  testing  works,  Wharf 
Road,  City  Road,  London,  between  the  years  1894  and  1896.  (5)  That  the  said 
alleged  invention  was  claimed  generally  as  operating  with  all  oxides  ;  that  the 

15  alleged  invention  was  wholly  useless  with  many  oxides  and  the  results  could 
not  be  obtained.  Further  Particular  stated  that  the  following  metallic 
compounds  were  amongst  others  useless  as  alleged  in  paragraph  5  of  the 
Particulars  of  Objections : — Magnesium  oxide,  thorium  oxide,  barium  oxide, 
Bodium  sulphide,  potassium  sulphide,  magnesium  sulphide,  sodium  chloride, 

20  potassium  chloride,  magnesium  chloride.  D.  As  to  the  Patent  No.  10,859 
of  1901 — (7)  Prior  publication  (a)  in  Specification  of  Benardos  (No.  372  of 
1892) ;  (ii)  by  the  common  general  use  of  all  metallurgical  and  casting 
operations  of  crucibles  with  holes  at  the  bottom  stopped  with  a  refractory 
plug.      E.  As  to  the  Patent   No.  24,439  of    1902--(8)    By    the  publication 

25  of  the  Specification  of  Qoldschmidt  (No.  10,859  of  1901),  being  one  of  the 
Specifications  sued  on. 

Asthury  K.C.,  Z/.  B,  Sehastiany  and  H.  A,  Colefax  (instructed  by  Sanderson, 
Adkin^  Lee,  and  Eddis)  appeared  for  the  Plaintiflls  ;  Bousfield  K.C.,  Walter 
K.C.,  and    W.  Ja^o    (instructed    by  Sharpe,  Parker,  Pritchards,  Barham, 

30  and  Lawford,  agents  for  William  Walker  of  Manchester)  appeared  for  the 
Defendants. 

Astbury  K.C.  opened  the  Plaintiffs'  case. — As  infringement  of  the  Patent 
No.  18,328  of  1899  cannot  be  proved,  that  part  of  our  case  will  be  dropped.  The 
Patent  of  1896  is  for  a  new  process  for  reducing  metals  from  their  compounds. 

35  Formerly  ores  were  melted  and  reduced  in  crucibles  at  a  temperature  of  about 
1500°  C,  which  was  not  high  enough  for  certain  ores  more  refractory  than  iron. 
Vautin' s  Specification  (No.  8306  of  1894)  described  how,  if  finely  divided  oxides 
and  sulphides  of  certain  metals,  including  iron,  were  mixed  with  aluminium  and 
heated  in  a  furnace  to  reaction  temperature,  reduction  of  ore  took  place,  but  often 

40  with  explosive  violence.  The  1896  Specification  avoids  the  resulting  loss  of  metal 
and  danger  by  making  the  reaction  take  place  quietly,  and  by  this  method  molten 
iron  and  alumina  slag  having  a  temperature  of  about  3000°  C.  can  be  safely 
produced.  The  reaction  is  started  locally  by  various  means  and  it  spreads 
slowly  through  the  mixture.  The  Patent  is  not  for  obtaining  all  metals  by  the 
45  reduction  of  the  oxides,  sulphides,  and  chlorides,  but  only  those  metals  whose 
ores  were  known  by  chemists  to  be  reducible  by  aluminium.  By  inspection 
of  tables  of  heats  of  combination  of  oxygen  with  aluminium,  and  with  other 
metals,  you  can  tell  if  it  is  possible  for  aluminium  to  reduce  these  oxides.  All 
metals  which  have  a  higher  heat  of  combination  with  oxygen,  sulphur,  or 
50  chlorine  than  aluminium  has  can  be  excluded  ;  those  that  have  a  lower  heat 
of  combination  may  be  reduced,  although  all  cannot  be.  [The  Specification  of 
1896  was  then  read.]  Magnesium  oxide  evidently  cannot  be  reduced  because 
it  is  used  for  the  crucible  lining  described  in  the  Specification.  Thorium  is 
one  of  the  rare  earths,  which  are  very  refractory,  and  where  we  have  no 
55  thermal  data.  Barium  like  magnesium  is  one  of  the  alkali  earths,  and  sodium 
ao^d  potassium,  alkali  metals,  would  not  be  expected  by  chemists  to  react,  for 
their  chlorides  wiBre  wiall-known  fiuxes.    The  Specification  is  addressed  to 
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chemists.  As  to  infringement,  commercial  alamininm  as  used  by  Vautin 
must  have  contained  some  silicon,  for  it  was  only  after  1896  that  aluminium 
could  be  obtained  pure.  The  Defendants'  addition  of  silicon  to  their  aluminium 
is  only  a  device  to  escape  infringement.  The  silicon  will  not  alone  reduce  the 
iron  oxide,  and  only  acts  as  an  inert  impurity  until  the  mixture  is  raised  to  the  5 
reaction  temperature  of  the  silicon  by  the  exothermic  reaction  of  the  aluminium, 
and  if  too  much  silicon  is  present  the  reaction  takes  place  very  slowly,  the 
resulting  iron  being  at  a  much  lower  temperature,  or  not  at  all.  The  Defen- 
dants claim  that  their  weldite  is  a  silicide  of  aluminium.  No  definite  compound 
is  formed  and  no  thermal  evolution  takes  place  when  silicon  and  aluminium  10 
are  fused  together.  The  greatest  proportion  of  silicon  which  the  Defendants 
have  used  is  one-third,  and  they  explain  by  their  letters  that  their  failure  to 
effect  a  weld  at  the  demonstrations  was  due  to  an  excess  of  silicon.  In  the 
1901  Specification  it  is  stated  that  a  mixture  of  two  parts  of  aluminium  and 
one  part  of  magnesium  or  calcium-carbide  may  suitably  be  employed  for  15 
reducing  iron  oxide  for  welding  purposes.  Previously  to  our  1899  Patent 
welding,  as  opposed  to  joining,  could  only  be  produced  by  the  electric  arc, 
which  required  clumsy  apparatus,  and  the  1901  Patent  enables  the  iron  itself, 
and  not  only,  as  in  the  1899  Patent,  its  heat  to  be  used  for  making  the 
rail  joint.  The  1902  Patent  is  for  an  improved  shape  of  mould  in  order  to  20 
economically  utilise  both  the  iron  and  slag  produced,  there  being  more  of  the 
latter  than  the  former. 

The  following  witnesses  were  called  for  the  Plaintiffs  : — Sir  James  Dewar^ 
Horatio  BaVantyne^  Dugald  Clerh^  and  Professor  Ctiarles  Vernon  Boys^  and 
also  Evan  Alfred  Evans,  civil  engineer,  who  described  the  demonstration  at  25 
Westminster  (A  in  Particulars  of  Breaches)  ;  John  Baillie  Hamiltan^  manager 
of  the  Leeds  Corporation  Tramways,  and  Robert  Bickerstaffe  Holt,  the  per- 
manent way  engineer,  who  proved  the  demonstration  at  Leeds  (C  in  Particulars 
of  Breaches)  ;  George  William  Hol/ord,  general  manager  of  the  Salford  Corpo- 
ration Tramways,  who  proved  the  demonstration  at  Salford  (D  of  Particulars  of  30 
Breaches)  ;  James  Dalrymple,  general  manager  of  the  Glasgow  Corporation 
Tramways,  who  proved  the  demonstration  at  Glasgow  (E  of  Particulars  of 
Breaches)  ;  and  John  Welling,  permanent  way  engineer  of  the  London  County 
Council,  who  proved  the  demonstration  at  Camberwell  in  January.  On  his 
proceeding  to  prove  a  second  demonstration,  at  which  a  much  better  joint  35 
was  obtained  in  February  at  the  same  place,  Walter  K.C.  objected  because  it  was 
stated  (F  of  the  Particulars  of  Breaches)  that  the  breach  had  taken  place  in 
January  or  February,  but,  on  Astbury  K.C.  abandoning  the  first  demonstration, 
he  was  allowed  to  prove  the  second. 

During  the  cross-examination  of  Sir  James  Dewar  he  was  asked  whether  40 
protoxide  of  lead  could  be  reduced  by  the  1 896  method,  when  Astbtiry  K.C. 
objected  that  this  substance  was  not  pleaded. 

Bonsfield  K.C. — We  have  pleaded  inutility  broadly  and  generally  in  Particular 
No.  2.     We  can  take  anything  under  that.    Particular  No.  5  is  quite  separate, 
and  we  have  therein  given  Particulars  of  the  substances  not  mentioned  in  the  45 
Specification  which  will  not  work. 

Astbury  K.C. — Under  a  plea  of  inutility  you  cannot  say  that  a  Specification  is 
bad  because  it  includes  things  that  will  not  work.  That  is  insufliciency  of 
Specification  and  is  pleaded  in  paragraph  5  ;  we  got  Particulars  of  that  and  by 
those  Particulars  lead  is  excluded.  Paragraph  2  means  that  the  invention  50 
claimed  in  all  the  Claims  is  useless.  Claim  1  claims  among  other  things  ferric 
oxide  and  all  the  metals  which  are  admittedly  workable. 

Walter  K.C. — We  are  entitled  under  paragraph  2  to  say  that  ferric  oxide  will 
not  work.    The  Specification  says,  in  the  same  manner,  that  all  the  metals  or 
their  alloys  can  be  gained.    In  paragraph  5  we  alleged  that  this  statement  was  55 
inaccurate,  and  the  Plaintiffs  applied  for  Particulars  under  paragraph  5  amd  did 
not  apply  for  Particulars  under  paragraph  2, 
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Aatbury  K.C. — I  know  of  no  case  deciding  that  Particulars  of  want  of  utility 
can  be  had.  One  can  set  up  that  a  Patent,  which  is  admittedly  useful  as  to 
other  substances,  is  useless  because  a^particular  substance  cannot  be  obtained. 
That  is  a  plea  of  insufficiency  of  Specification.  Inutility  is  a  legal  plea  and 
5  does  not  depend  on  the  specific  things  in  the  Specification  ;  it  depends  on 
this  that  the  whole  invention  is  of  no  use. 

Warrington  J. — There  are  two  pleas  in  this  case.  First,  the  common  plea 
that  the  alleged  inventions  claimed  in  each  Specification  are  not  useful,  and 
there  is  a  further  plea  that  "  The  said  alleged  invention  is  claimed  generally  as 

10  "  operating  with  all  oxides.  The  alleged  invention  is  wholly  useless  with  many 
"  oxides,  and  the  results  alleged  cannot  be  obtained."  Of  that  plea  (No.  5)  the 
Defendants  were  required  to  give  further  Particulars,  and  in  compliance  with 
the  Order  they  alleged  this — **  The  following  metallic  compounds  are,  amongst 
"  others,  useless  as  alleged  in  paragraph  5  of  the  Particulars  of  Objections  : — 

15  '*  Magnesium  oxide,  thorium  oxide,  bairium  oxide,  sodium  sulphide,  potassium 
'*  sulphide,  magnesium  sulphide,  sbdium  chloride,  potassium  chloride,  magnesium 
*'  chloride.**  To  take  one  example,  at  the  bottom  of  page  2  of  the  Specification 
the  Patentee  states  that  "  The  combination  or  compound  forming  the  mixture 
*•  must,  therefore,  be  easily  reducible,  and  I  may  mention  as  examples  of  such 

20  "  a  mixture  oxide  of  lead  and  baric  peroxide  with  aluminium  ;  but  other  similar 
"  oxides  and  peroxides  may  be  used,  if  desired,  in  combination  with  aluminium." 
Now  the  Defendants  sought,  in  the  course  of  the  cross-examination  of  Sir  James 
DewaVy  to  say  that  the  mixture  of  oxide  of  lead  with  aluminium  will  not  work. 
In  my  opinion  they  are  not  entitled  to  do  that.  TJiat  is  in  effect  alleging  that 
the  invention  is  wholly  useless  with  an  oxide  not  mentioned  in  the  Further 
Particulars.    It  seems  to  me  that  the  Defendants  are  not  entitled  to  go  into  that 

2i  question  on  the  plea  of  general  inutility ;  and  they  are  not  entitled  to  do  it 
under  Particular  No.  5  because  it  is  not  included  therein. 

During  the  cross-examination  of  Mr.  Ballantyne  he  was  asked  whether  in 

30  the  case  of  oxides,  the  exothermic  value  of  whose  reactions  with  aluminium 
was  near  the  border  line,  he  could  conceive  the  possibility  of  their  actinc: 
with  the  added  temperature  obtained  by  the  combination  of  the  oxygen  to 
the  temperature  given  by  the  furnace  according  to  Specification  No.  8306  of 
1894  and  their  declining  to  act   with   only  self-generated  heat,  whereupon 

35  Asthury  K.C.  objected  that  the  question  went  to  insufficiency  of  the  Specifica- 
tion of  1896,  which  was  not  pleaded. 

Bousfield  K.C. — Your  Lordship  has  ruled  against  me  on  one  point,  but  you 
have  confined  it  to  oxides.  We  have  a  general  plea  of  want  of  utility,  which 
we  should  be  able  to  put  broadly  side  by  side  with  fhe  plea  of  want  of  subject- 

40  matter.  The  1896  Specification  gives  a  direction  additional  to  that  given  in  the 
1894  Specification,  and  that  direction  may  be  good  in  the  case  of  iron  ;  but  we 
say  that  the  case  does  not  depend  on  a  particular  oxide  or  sulphide,  but  that,  if 
you  take  the  whole  gamut  of  20  or  30  substances  to  which  the  Specification  of 
1896  will  apply,  you  get  at  one  end  cases  near  the  border  line  where  additional 

45  heat  is  an  advantage,  and  at  the  other  end  cases  where  it  is  bad.  This  is  general 
inutility  and  does  not  rest  upon  particular  instances,  although  they  must  be 
given  in  illustration.  Our  case  is  that  there  is  no  subject-matter  for  the  1896 
Patent,  and  it  is  not  useful  because  it  deals  with  all  these  substances  wholesale, 
and  as  if  one  direction  was  good  for  all  of  them  ;  whereas  the  true  fact  is  that 

50  at  one  end  of  the  list  it  may  be  a  very  good  direction  and  at  the  other  it  may  be 
very  bad,  and  in  the  intermediate  class  of  cases  it  does  not  matter  whether  you 
supply  external  heat  or  not. 

Warrington  J.— This  is  very  much  the  same  question  as  I  had  before 
There  are  two  pleas  to  the  validity  of  this  Patent.     One  of  those  is  that  the 

55  alleged  inventions  claimed  in  all  Claims  in  each  Specification  are  not  useful. 
The  other  is  a  particular  allegation,  which  is  that  the  alleged  invention  is  claimed 
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generally  as  operating  with  all  oxides,  and  that  the  alleged  invention  is  wholly 
useless  with  many  oxides,  and  the  results  alleged  cannot  be  obtained.  I  will 
deal  first  with  oxides.  Under  paragraph  B  (5)  the  Defendants  have  given 
Further  Particulars,  in  which  they  state — "  The  following  metallic  compounds 
^*  are  amongst  others  useless  as  alleged  in  paragraph  5  of  the  Particulars  of  5 
"  Objections,"  and  they  mention  in  particular  magnesium  oxide,  thorium 
oxide,  and  barium  oxide.  I  pass  over  the  sulphides  and  chlorides  for  the 
moment  and  deal  with  oxides  only.  A  question  is  now  sought  to  be  put  with 
the  view  of  showing  that  the  alleafed  invention  is  wholly  useless  with  oxides 
other  than  those  mentioned  in  the  Particulars,  on  the  ground  that  in  order  to  work  10 
the  invention  with  such  oxides  it  is  necessary  to  apply  external  heat  to  aid  the 
reaction  which  in  the  Specification  is  contemplated  as  being  brought  about  by 
internal  heat— that  is  to  say,  by  what  has  been  called  in  the  cold.  It  seems  to 
me  that  if  they  were  intended  to  be  raised  as  an  objection  to  the  utility  of  the 
the  Patent  that  ought  to  have  been  pleaded  in  the  Further  Particulars  under  15 
paragraph  B  (5).  Now  with  regard  to  sulphides  and  chlorides.  B  (5),  as  I  have 
already  stated,  alleges  that  the  invention  is  useless  with  many  oxides,  and  Further 
Particulars  of  that,  as  regards  oxides,  were  given.  It  seems  to  me  that  questions 
directed  to  show  that  the  invention  was  useless  with  many  sulphides  and 
chlorides  are  excluded  by  paragraph  B  (5)  itself,  which  specifies  oxides  only.  It  20 
seems  to  me,  therefore,  that  on  this  particular  point  the  fact  that  the  Further 
Particulars  refer  to  some  sulphides  and  some  chlorides  is  really  immaterial.  I 
think  that  but  for  those  Particulars  it  would  not  have  been  open  to  the 
Defendants  to  show  that  the  alleged  invention  was  useless  with  any  sulphides 
or  any  chlorides.  They  have  given  those  Further  Particulars,  and  no  objection  25 
has  been  raised  as  to  that,  and  I  have  had  evidence  with  regard  to  the  sulphides 
and  the  chlorides  mentioned  therein.  In  my  judgment  I  cannot  on  these 
pleadings  allow  the  Defendants  to  show  that  the  alleged  invention  is  useless 
with  particular  oxides,  particular  sulphides,  or  particular  chlorides,  except  those 
that  are  mentioned  in  the  Further  Particulars  in  paragraph  B  (5).  30 

Bousjield  K.C. — I  now  ask  your  Lordship  for  leave  to  amend  our  Particulars. 
We  were  under  the  impression  that  the  Plaintiffs  did  not  ask  for  further 
Particulars  of  paragraph  2,  which  we  thought  was  a  broad  plea  of  non-utility. 

Warrington  J, — Under  a  plea  of  non-utility  it  is  not  usual  to  require  Par- 
ticulars, because  it  applies  to  the  whole  invention,  which  is  said  not  to  be  useful  35 
at  all.  When  the  plea  of  non-utility  is  based  on  the  fact  that  the  process  des- 
cribed in  the  Specification  will  not  work  in  certain  particular  ways,  that  is  not 
utility  at  all ;  that  is  attacking  the  Specification.  You  are  seeking  to  extend 
paragraph  5  and  make  it  run,  "  It  is  wholly  useless  with  many  sulphides  and 
"  many  oxides  without  the  Further  Particulars."  40 

Bousjield  K.C. — I  contend  that  the  invention  applies  to  a  large  number 
of  metals,  some  of  which  go  with  ease  and  some  of  which  go  with  difficulty, 
and  that  as  a  matter  of  fact  the  invention  is  only  useful  as  regards  the  metals 
which  go  with  ease,  and  not  as  regards  the  metals  which  go  with  difficulty. 
I  want  to  be  able  to  argue,  on  the  evidence  of  Sir  James  Dewar^  that  with  45 
regard  to  some  metals  the  1^594  Patent  was  a  better  process  than  that  of 
1896.  He  said  that  if  the  body  is,  inferentially,  on  the  border  line  of 
reducibility,  the  higher  the  temperature  at  which  you  can  get  the  reaction  the 
better,  consequently  it  would  be,  inferentially,  an  advantage  to  start  from  a  very 
high  temperature.  50 

Astbury  K.C. — A  plea  of  inutility  must  be  tested  by  the  thing  that  will  work 
best.  I  ask  your  Lordship  to  refuse  the  amendment.  Liberty  to  amend  has 
been  over  and  over  again  refused  in  the  middle  of  a  case,  and  even  when  the 
case  has  only  been  in  the  warned  list  approaching  trial,  and  if  made  at  an  early 
stage,  six  weeks  is  given  to  the  party  against  whom  the  application  is  made  to  55 
consider  the  position.  IBaird  v.  Moule's  Earth  Closet  Go,,  (L.R.  17  CD.  139  n.), 
was  referred  to.] 
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Warrington  J. — Application  is  now  made  for  leave  to  amend  the  Par- 
ticulars of  Objection  by  alleging  that  in  the  case  of  metals  on  the  border  line  of 
redacibility  the  application  of  extreme  heat,  in  addition  to  the  external  heat, 
is  an  advantage,  and  that  the  Patent  of  1896  on  that  ground  is  useless  in  con- 
5  nection  with  those  particular  metals.  Now  the  Farther  Particulars  to  which  I 
have  already  alluded  were  delivered  on  the  26th  of  July  1906 — that  is  to  say, 
more  than  six  months  ago.  The  PlaintiflEs  have  got  up  this  case  with  reference 
to  the  Particulars  that  were  then  given,  and  in  my  opinion,  as  I  have  already 
said,  I  think  they  were  justified  in  the  view  that  the  Defendants  only  alleged 

10  that  the  Patent  of  1896  was  useless  in  connection  with  the  particular  compounds 
which  are  mentioned  in  those  Further  Particulars  of  July.  I  am  now  asked  to 
amend  by  allowing  Particulars  which  would  include  a  number  of  other  com- 
pounds. In  my  opinion  1  ought  not  to  allow  that  amendment  in  this  case.  It 
seems  to  me  that  the  Defendants  have  been  in  a  position  ever  since  the  delivery 

15  of  their  original  Particulars  on  the  28th  of  June  1906  to  find  out  what  their  case 
really  was.  They  have  deliberately  put  their  case  as  expressed  in  those 
Particulars,  and  in  the  Further  Particulars  of  July,  and  I  am  not  at  all  satisfied 
that  I  can  at  this  late  stage,  if  I  allow  th&t  amendment,  do  justice  to  the 
Plaintiffs.    It  seems  to  me,  therefore,  that  this  is  a  case  in  which  I  ought  to 

20  refuse  to  allow  the  amendment,  though  I  confess  in  ordinary  cases  I  am  only 
anxious  that  the  real  case  should  be  brought  out,  and,  in  ordinary  cases,  my 
own  inclination  personally  would  be  to  allow  any  amendment  that  could  be 
allowed.  In  this  case  I  think  I  should  not  be  doing  justice  to  the  Plaintiffs  by 
allowing  it. 

25  During  the  prooeedings  Mr.  Justice  WA.RRINGTOX  and  the  representatives  of 
both  parties  were  present  at  a  demonstration,  when  the  following  experiments 
were  made  by  the  Plaintiffs  at  Willesden  : — (1)  A  pair  of  tram  rails  were 
placed  end  to  end  and  warmed  by  spirit  blow  pipes.  A  mould  about  5  inches 
at  the  top  and  about  2^  inches  circular  section  at  the  bottom,  where  the  iron 

30  went,  was  used.  20  lbs.  of  thermit  were  used.  A  little  clay  was  over  the  division 
between  the  rails  at  the  top.  The  mixture  was  fired  and  went  very  gently 
with  no  sparks  or  noise.  After  pouring  and  cooling,  the  screw  clamps  which 
pressed  the  ends  together  were  removed.  The  joint  due  to  the  iron  at  the  foot 
seemed  perfect.    (2)  About  200  grams  of  copper  oxide  and  aluminium  with 

35  20  grams  of  fluor  spar  were  heated  in  a  curious  wind  furnace.  It  went  off 
almost  explosively,  spreading  sparks  about  five  feet  round.  A  small  button  of 
copper  was  produced.  (3)  A  little  of  the  same  mixture  was  lighted  in  a  crucible 
by  means  of  a  barium  peroxide  primer.  Then  more  and  more  mixture  was 
added  gradually.     This  went  quietly.     (4)  A  crucible  had  a  little  thermit 

40  started,  and  more  was  added  until  the  crucible  was  nearly  full.  When  quiet  a 
spanner  was  poked  through  the  alumina,  and  when  withdrawn  it  left  a  hole 
down  to  the  melted  iron.  (5)  Thermit  was  lighted  in  a  crucible,  and  then  iron 
run  out  at  a  small  hole  in  the  bottom  on  to  an  iron  plate  one  inch  thick.  It 
made  a  hole.    The  iron  made  a  shower  of  sparks. 

45  Bouajield  K.C.  for  Defendants. — We  havls  not  worked  commercially,  but  have 
only  advertised  so  far.  The  Plaintiffs  have  not  proved  infringement  because  the 
Defendants'  joints  were  not  a  success.  We  intend  to  take  a  mixture  of  aluminium, 
iron  scale,  and  silicon,  put  it  in  a  crucible  with  a  hole  at  the  bottom,  fire  it  at  one 
point  say  by  a  blow  pipe,  and  then  use  the  hot  metal  so  obtained  to  join  two 

50  rails  by  running  it  around  the  junction  at  the  base  of  the  rails.  We  do  not 
clamp  rails  together  because  we  do  not  want  to  weld,  and  we  do  not  want  to  use 
the  slag  for  any  purpose  whatever,  and  so  do  not  infringe  the  Patent  of  1901  or 
that  of  1902.  Assuming  that,  under  the  1894  Patent  of  Vautin,  the  process  was 
started  by  external  heat,  the  whole  invention  of  the  1896  Patent  is  the  discovery 

55  that  the  mixture  can  be  started  at  one  point ;  that  is  not  subject-matter.  It  is 
not  a  new  manufacture,  but  a  mere  direction  to  light  at  one  spot,  or  to  start  a 
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BDiall  quantity  and  keep  adding  fresh  mixture  as  in  Claim  9.  It  is  natural  for 
a  chemist  to  only  heat  a  little  when  dealing  with  compounds  that  are  explo- 
sive. [Warrington  J.— It  is  rather  extraordinary  that  Sir  James  Dewar^ 
Mr.  BaUantyne^  Professor  Boys,  and  Mr.  Dugald  Clerk  say  that  they  never 
thought  of  such  a  thing.]  Mr.  Pickard  prepared  specimens,  amongst  them  iron,  5 
of  metals  which  were  produced  before  the  Royal  Society  before  1896.  A.gain, 
from  a  heat  table  you  can  tell  approximately  what  metals  will  go  explosively, 
but  the  inventor  does  not  pick  out  the  particular  metals  which  must  be  heated 
externally  and  those  which  started  at  a  point.  On  the  question  of  infringe- 
ment, I  refer  to  Heath  v.  Unwin  (2  Webster  223  and  Goodeve's  Patent  Cases,  10 
page  235).  A  mixture  of  aluminium  and  silicon  could  not  be  foreseen  to 
produce  the  same  result  as  aluminium,  and  it  does  not,  for  you  do  not  get 
a  pure  metal  as  you  would  with  magnesium.  The  inclusion  of  magnesium 
in  the  Specification  excludes  silicon.  There  is  no  subject-matter  in  the  1901 
Patent,  for  it  is  only  using  the  old  Falk  process  with  hotter  metal,  but  the  15 
Defendants'  case  on  that  Patent  is  non-infringement,  for  we  do  not  weld, 
and  the  1901  Patent  requires  welding  at  the  upper  as  well  as  at  the  lower 
portion  of  the  joint.  We  only  use  the  hot  metal  and  form  a  joint  by  burning 
it  on  to  the  two  rails.  The  1902  Patent  also  depends  on  the  use  of  slag  in  order 
to  get  a  better  weld.  We  only  used  the  moulds  made  according  to  this  Patent  at  20 
the  demonstrations  because  they  were  provided  for  us  by  users  of  the  Thermit 
process. 

For  the  Defendants  the  following  witnesses  were  called  : — James  Swinburne ; 
Hugh  Fitzalis  Kirkpatrick  Pickard^  a  metallurgical  chemist  and  assistant  to 
Clatuie  Vautin  in  1<S94,  who  described  the  process  used  at  that  date  and  gave  25 
evidence  as  to  the  prior  user  alleged  in  paragraph  4  of  the  Particulars  of  Objec- 
tions ;  and  Isaac  Everson  Winslow^  tramway  engineer,  who  compared  the  rail 
joints  produced  by  the  Falk  and  Thermit  processes. 

.  Walter  K.C.  summed  up  the  Defendants'  case.— What  is  the  advance  of  the 
1896  Patent  on  that  of  1894  ?    It  was  known  that  the  reaction  was  sometimes  30 
violent  as  with  iron,  and  sometimes  slow  as  with  chromium,  and  that  the  mix- 
ture was  self-burning.    With  external  heating  the  reaction  must  start  near  the 
walls  of  the  crucible  and  not  simultaneously  everywhere,  although  it  is  con- 
templated that  the  whole  is  raised  to  reaction  temperature,  which  is  the  only 
object  of  heating.    Fireworks  and  explosives  contain  elements  of  combustion,  35 
and,  if  lit  at  one  point,  combustion  will  proceed  through  the  mass  by  the  heat 
produced.    The  production  of  gas  does  not  differentiate  them,  because  when 
aluminium  and  copper  oxide  are  heated  copper  vapour  is  also  produced.    There 
is  no  new  chemistry  in  the  1896  Patent,  although  the  Claims  are  framed 
curiously,  considering  that  it  is  only  a  particular  method  of  putting  the  inven-  40 
tion  of  1894  into  operation.     The  heats  of  reaction  of  barium  and  strontium 
would  lead  one  to  consider  that  they  could  be  obtained  by  this  method.    The 
Patentee  should  have  made  experiments  and  excluded  them.     He  has  claimed 
a  wide  monopoly  and,  although  chemical  knowledge  would  rule  out  some  ores, 
he  should  have  pointed  oui  which  of  the  doubtful  ones  would  not  work.    There  45 
is  no  subject-matter  in  Claim  9,  for  if  you  get  a  seething  cauldron  according  to 
the  1894  Patent  you  infringe  the  1896  Patent  by  adding  fresh  material.    Under 
the  1894  Patent  I  can  heat  a  crucible  with  a  blow  pipe,  as  Pickard  did,  yet  I 
may  not  play  the  blow  pipe  direct  on  the  mixture.    If  the  1901  Patent  is  for  a 
new  method  of  producing  a  weld  by  means  of  the  heat  of  both  the  iron  and  the  50 
slag,  with  the  addition  of  an  iron  strengthening  piece — ^that  is  to  say  the  1899 
method  together  with  an  improved  Falk  joint — the  Defendants  do  not  infringe. 
They  did  not  succeed  and  you  cannot  draw  an  inference  as  to  what  their  intention 
was.    But  if  it  is  merely  a  uniting  of  metals  by  burning  on  at  a  higher  tempera- 
ture than  previously  used  there  is  no  subject-matter.    It  has  nothing  to  do  with  55 
the  process  for  producing  the  metal.     The  1902  Patent  requires  a  complete 
burying  of  the  rail  head  in  slag,  which  plays  no  part  if  you  only  wish  to  join 
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the  foot ;  we  therefore  do  not  infringe.    If  it  is  only  a  Patent  for  a  narrow  band 
of  iron  it  is  not  new. 

Aatburtf  K.O.^  in  reply. — ^The  problematical  case  of  adding  farther  oxide  to 
an  externally  heated  cmcible  has  not  yet  arisen.  Claim  9  of  the  1896  Specifi- 
5  cation  relates  to  an  application  of  the  method  of  internal  heating,  it  does  not 
include  external  heating  of  the  small  portion.  Picard  heated  large  crucibles 
externally  in  a  furnace,  small  ones  in  a  blow  pipe  flame,  but  he  did  not  play  on 
one  point  and  start  reaction  there.  His  were  laboratory  experiments  without 
any  publication.    The  1896  invention  only  refers  to  metals  which  can  be 

JO  reduced  by  aluminium  when  heated  externally,  and  therefore  it  was  not 
necessary  for  the  Patentee  to  give  a  full  list.  The  Courts  always  distinguish 
between  experiments  to  find  out  the  field  of  an  invention  and  those  to  see 
whether  an  invention  will  work  or  not.  Validity  cannot  depend  on  the  personal 
knowledge  of  a  particular  user.    The  1896  Patent  is  infringed  in  spite  of  the 

15  addition  of  silicon,  which,  according  to  Sir  James  Deivar^  would  suggest  itself  as 
a  substitute  for  magnesium.  Again,  if  a  mixture  of  silicon  and  aluminium  is 
used,  owing  to  the  reaction  temperature  of  the  former  being  higher,  the  alu- 
minium will  at  first  react  alone.  But  they  both  act  as  they  were  known  to  act 
before  the  date  of  the  Patent,  so  the  principle  of  HecUh  v.  Unwin  does  not  apply. 

20  The  Defendants'  Circulars  show  that  they  intended  to  weld,  and  they  have 
substantially  taken  the  inventions  claimed  in  the  1901  and  1902  Patents  {Clarke 
V.  Adie  L.R.  2  App.  Cas.  315).    Besides  demonstrations  of  welding  have  been 
admitted  in  answer  to  our  first  interrogatory. 
Judgment  was  reserved  and  delivered  on  the  27th  of  April  1907. 

25  Warrington  J. — ^The  PlaintiflEs  are  the  registered  owners  of  three  Letters 
Patent,  all  of  which  are  said  to  have  been  infringed  by  the  Defendants.  The 
first  of  them,  No.  16,685  of  1896,  is  for  an  improved  method  of  producing 
metals  from  their  oxides,  sulphides,  and  chlorides.  The  other  two  are  for  a 
method  of  employing  the  metal  so  produced,  and.  the  intense  heat  generated  in 

30  its  production,  for  the  joining  of  separate  pieces  of  metal.  The  principal  prac- 
tical application  of  the  three  inventions  is  in  the  joining  in  situ  of  tramway 
rails.  The  Defendants  deny  infringement,  and  attack  the  validity  of  the 
Patents  upon  a  number  of  grounds.  In  the  case  as  finally  presented  at  the 
bar  these  were  reduced,  as  to  the  Patent  of  1896,  to  the  following,  namely,  want 

35  of  subject-matter,  prior  user,  and  lack  of  utility  in  reference  to  certain  metallic 
compounds  specified  in  the  Defendants'  Further  Particulars.  As  to  the  Patents 
of  1901  and  1902,  the  attack  on  their  validity  was  not  pressed,  except  that  it 
was  contended  that,  unless  a  particular  construction  is  adopted,  which,  as  the 
Defendants  say,  would  entitle  them  to  succeed  on  the  issue  of  infringement,  the 

40  Patent  of  1901  is  lacking  in  subject-matter. 

Aluminium  has  a  strong  afi&nity  for  oxygen,  and  if  mixed  in  a  powdered  con- 
dition with  the  oxide  of  certain  metals,  and  brought  to  the  temperature  of  fusion, 
it  combines  with  the  oxygen  in  the  compound.  The  result  is  a  molten  mass 
consisting  of  (1)  alumina  slag,  or  oxide  of  aluminium,  and  (2)  the  pure  metal. 

45  The  heat  developed  in  the  process  of  combination  is  extremely  intense.     1  was 

told  that  in  the  case  of  iron  it  is  about  3,000  degrees  Centigrsule.     Aluminium 

has  a  similar  afBnity  for  sulphur  and  chlorine,  and  acts  in  a  similar  manner  on 

the  sulphides  and  chlorides  of  certain  metals. 

In  the  year  1894  Claude  Vautin  obtained  Letters  Patent  for  "  An  improved 

50  ^  process  for  the  extraction  of  metals  from  oxides  and  sulphides.*'  This  was  in 
effect  for  a  practical  means  of  utilising,  for  the  production  of  metals  in  a  pure 
state,  the  affinity  I  have  mentioned  and  the  high  temperature  developed  in  the 
combination  of  the  aluminium  with  the  oxygen  or  sulphur.  No  express  direc- 
tions are  given  in  the  Specification  of  1894  as  to  the  mode  in  which  the  tem- 

55  perature  necessary  to  start  the  reaction  is  to  be  obtained ;  but  it  is  common 
ground  that  it  was  to  be  by  external  means.  In  fact  this  invention  does  not 
0^m  to  have  been  put  into  praotiee  except  by  VafUin  himself  and  his  assistants. 
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The  means  employed  were,  in  the  ease  of  lai^er  cracibles,  heating  m  a  coke 
furnace,  and,  in  the  case  of  small  ones,  heating  by  means  of  a  blow-pipe  flame 
applied  externally  and  over  a  considerable  area.  It  was  fonnd  that  in  the  case 
of  some  metals,  and  notably  in  that  of  iron,  the  reaction,  when  brought  about 
by  external  heat,  was  of  so  energetic  a  character  as  to  partake  of  the  nature  of  an  5 
explosion,  and  to  occasion  the  loss  of  a  large  portion,  if  not  the  whole,  of  the 
material.  In  the  case  of  some  metals,  and  particularly  chromium,  the  reaction 
was  quieter.  The  invention  for  which  the  Letters  Patent  of  1896  were  granted 
was  intended  to  meet  the  difficulty  which  I  have  mentioned.  The  Specification 
of  this  Patent  requires  somewhat  careful  consideration.  I  need  say  nothing  about  10 
the  Provisional  Specification ;  I  go  at  once  to  the  Complete.  That  conmiences  with 
certain  statements  of  fact,  and  it  is  called  ^*  An  improved  method  for  the  produc- 
'^  tion  of  metals  and  alloys."  The  first  paragraph  is  as  follows : — *^  If  metallic 
**  compounds  containing  oxygen,  sulphur,  or  chlorine,  for  instance,  oxides, 
'^  sulphides,  and  chlorides,  are  heated  with  aluminium  '* — I  take  it  that  means  IS 
in  connection  with  aluminium  ;  in  contact  with  aluminium — **  the  metal  of  the 
*^  compound  is  separated  out.  When  the  aluminium  is  employed  in  excess,  an 
^*  alloy  of  aluminium  and  the  metal  of  the  compound  is  obtained.  If  different 
*'  metals  are  reduced  at  the  same  time  an  alloy  of  these  metals  is  obtained. 
*^  This  method  may  also  be  employed  for  the  production  of  an  alloy  of  a  metal  20 
"  or  metals  with  a  metalloid,  or  with  metalloids,  as  silicium  " — which  is  the 
same  thing  as  silicon — **  arsen,"  and  so  on.  "  The  aluminium  should  be  employed 
'^  in  a  finely  pulverised  state  if  good  results  are  to  be  obtained,and  it  is  necessary 
<'  to  heat  only  a  little  portion  of  the  whole  mixture  to  the  temperature  of  reaction. 
"  After  having  brought  this  little  portion  to  reaction  by  the  heat  of  a  fiame,  of  25 
*^  a  burning  piece  of  magnesium  or  by  electricity,  the  adjacent  parts  of  the 
"  mixture  are  ignited  successively  and  automatically  by  the  parts  being  already 
"  in  reaction  ;  by  this  method  a  very  soft  reaction  without  explosions  is  gained.*' 
I  pause  there  for  one  moment.  The  first  of  those  paragraphs  merely  states  in 
general  terms  the  effect  of  the  reaction  when  certain  metallic  compounds  are  30 
heated  with  aluminium;  and  I  think  that  statement  is  plainly  confined  to 
those  metallic  compounds  with  which  the  reaction  can  take  place  when  they  are 
heated  with  aluminium.  The  second  of  those  two  paragraphs,  as  will  be  seen 
hereafter,  is  a  statement  in  general  terms  of  the  nature  of  tiie  invention  which  the 
Patentee  is  afterwards  going  to  describe.  I  now  come  to  a  paragraph  which  is —  35 
'^  When  the  whole  of  the  mixture  of  the  pulverised  aluminium  and  the  com- 
^'  pound  to  be  reduced  is  heated  to  the  point  of  fusion,  by  an  exterior  source  of 
*<  heat,  such  an  energetic  reaction  takes  place,  that  by  its  vehemence  a  certain 
^'  quantity  of  the  material  is  ejected  and  thrown  out  of  the  crucible  before  the 
**  reduction  of  the  compound  is  fully  effected,  so  that  the  said  quantity  of  40 
^'  material  and  the  fuel  consumed  for  heating  the  same  are  wasted  as  far  as  the 
*'  operation  is  concerned."  In  that  pai*agraph  the  Patentee  is  obviously  refer- 
ring to  the  process  which  he  had  previously  described  in  the  Specification  of 
1894,  and  he  is  pointing  out  the  defect  and  difficulty  to  which  I  have  just 
alluded.  Then  comes  another  paragraph — ^**  Now  it  is  the  object  of  my  inven-  45 
''  tion  to  remedy  this  defect  or  loss  and  to  this  end  I  cause,  as  already  mentioned, 
"  the  reaction,  instead  of  taking  place  simultaneously  throughout  the  whole  mass, 
'*  to  take  place  at  one  point  or  place  only  of  the  mass  ;  in  other  words  I  initiate 
'^  the  reaction  at  a  certain  point  or  place  in  the  mass,  and  then  cause  it  to 
"  proceed  or  spread  from  this  portion  of  the  mass  to  the  remaining  portion  of  50 
**  the  same."  There  he  is  going  back  to  the  second  paragraph,  and  pointing  out 
how  that  which  he  has  mentioned  in  that  paragraph  will  meet  the  difficulty 
which  he  has  mentioned  in  the  third  paragraph.  Then  he  proceeds  to  show 
how  he  is  going  to  do  it — "  To  start  the  reaction  I  may,  for  instance,  ignite  the 
^'  mixture  of  pulverised  aluminium  and  of  one  or  the  other  of  the  compounds  55 
"  above  mentioned  in  a  finely  pulverised  state  "—now  the  next  words,  I  think, 
are  very  important—'^  (or,  more  precisely,  a  small  portion  of  that  mixture)  by 
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*«  means  of  a  blow  pipe  flame  directed  against  it,  or  by  means  of  a  piece  of  sheet 
**'  or  band  magnesiam  which  is  inserted  into  that  portion  of  the  mixture  and  is 
^*  then  Ignited.  I  prefer,  howeyer,  to  make  use  of  a  special  igniting  mass  for 
^'  starting  the  reaction,  such  igniting  mass  being  composed  of  a  similar  mixture 
5  ^'  to  that  to  be  treated  but  which  generates  greater  heat  and  gives  rise  to  a  more 
*'  intense  reaction  on  being  reduced.  The  combination  or  coznpound  forming 
"  the  mixture  must,  therefore,  be  easily  reducible,  and  I  may  mention  as 
^  examples  of  such  a  mixture  oxide  of  lead  and  baric  peroxide  with  aluminium, 
^'  but  other  similar  oxides  and  peroxides  may  be  used,  if  desired,  in  combination 

10  '^  with  aluminium/'  I  pause  there  for  one  moment.  1  think  it  is  quite  plain 
that  when  he  speaks  of  starting  the  reaction  and  gives  those  instances  of  the 
means  by  which  it  may  be  done  he  is  referring  entirely  and  exclusively  to  the 
employment  of  those  means  for  igniting  the  mixture  inside  the  crucible.  With 
regard  to  the  blow  pipe  flame  for  example,  the  blow  pipe  flame,  he  says,  has  to 

15  be  directed  against  it,  and  the  '^  it  '*  there  is  the  small  portion  of  the  mixture. 
Therefore  what  he  is  thinking  of  is  a  blow  pipe  flame  which  is  to  be  directed 
immediately  and  directly  on  the  mixture  to  be  ignited  and  not  on  the  outside 
of  the  crucible.  With  regard  to  the  other  means,  that  is  to  say,  the  piece  of 
sheet  or  band  magnesium,  or  the  ignition  powder,  that  heating  internally  is 

20  intended  there  can  be  no  doubt  whatever.  Now  I  go  on  to  read  the  further 
description-*  *•  The  igniting  mass  may  either  be  loosely  strewn  upon  the  material 
^  or  mixture  to  be  treated,  and  may  be  ignited  by  a  magnesium  band  or  by  a 
"  match,  or  it  may  be  formed  into  balls  or  similar  bodies  by  pressure,  or  by 
'^  means  of  a  suitable    cement,    and   a  magnesium  band  may  then  be  put 

25  ^^  into  each  of  the  said  balls  or  bodies.  The  latter  are  slightly  pressed  down 
^*  upon,  and  into,  the  material  or  mixture  to  be  treated  and  when  ignited 
'^  they  start  the  reaction  of  the  said  material  or  mixture.  The  reaction  may 
^'  be  continued  by  adding  fresh  material  to  that  contained  in  the  crucible,  and 
'*  I  prefer  to  press  the  said  fresh  material  into  the  shape  of  cubes,  prisms  and 

30  *^  the  like."  I  pause  there  for  one  moment.  As  I  understand,  the  method 
which  is  actually  in  practice  adopted  by  the  PlaintifiPs,  and  which  I  saw  when 
the  experiments  were  being  conducted  before  me  on  the  13th  of  March,  is  that 
of  ignition  powder.  A  little  ignition  powder  is  put  on  the  top  of  the  mixture 
in  a  crucible  and  lighted  with  a  match,  and  in  about  thirty  seconds  the  whole 

35  contents  of  the  crucible  are  in  a  molten  condition  of  the  intense  heat  which  I 
have  already  mentioned.  The  only  point,  which  is  mentioned  for  the  first  time 
in  that  paragraph  of  the  Specification,  is  the  continuation  of  the  process  by 
adding  fresh  material.  That  seems  to  me  to  be  a  point  of  considerable 
importance  in  this  Specification  because,  at  all  events  with  oxide  of  iron  and 

40  those  as  to  which  the  reaction  is  violent,  it  would  have  been  impossible  to  add 
the  fresh  material  under  the  process  involving  external  heating.  It  could  only 
be  done  where  the  reaction,  as  in  this  case,  is  quiet,  such  as  is  here  described. 
I  go  on  to  read  the  next  two  paragraphs.  The  Patentee  says — "  The  aluminium 
^*  may  be  replaced  by  a  mixture  of  an  alloy  of  aluminium  and  magnesium.    By 

45  **  making  use  of  the  improved  method  above  described  1  am  enabled  to  produce 
^  refractory  metals,  such  as  chromium,  manganese,  and  the  like,  in  large 
^  quantities  and  on  a  commercial  scale  ;  and  I  can  also  produce  alloys  of 
*^  refractory  metals,  as  well  as  of  a  refractory  metal,  with  aluminium,  and  also 
^  of  a  refractory  metal  or  metals  with  an  alkali  metal  or  metals,  with  a  metal 

50  *'  or  metals  of  the  alkaline  earths,  with  the  metals  of  a  rare  earth  or  earths,  and 
*^  so  on.  The  metals  are  gained  perfectly  free,  from  carbon,  silicium ''  (or  silicon) 
^  and  other  impurities,  and  that  is  a  great  advantage  of  this  method.*'  I  am 
satisfied  on  tiie  evidence  Uiat  the  statements  of  fact  contained  in  those  two 
paragraphs  are  true.    I  now  pass  over  a  part  of  the  Specification  in  which  the 

55  Patentee  gives  more  detailed  examples  of  how  he  carries  it  into  effect,  and,  so 
ftur  as  tiie  describing  part  of  the  Specification  is  concerned,  I  need  only  read  two 
lines  at  the  bottom  of  page  3,  beoiuse  some  stress  is  laid  upon  them  on  the  part 


460  RfiPOETS  OF  PATEKT,  DESIGN,         [Aug;  8, 1907. 

ThermH  Ld.  y.  W&ldUe  LcL 

of  the  Defendants.  After  giying  certain  examples  he  siiys — ^'^In  the  same 
'*  manner  all  the  metals  or  their  alloys,  as  already  mentioned  in  the  first  part  of 
'^  the  Specification,  can  be  gained.'*  It  was  su^ested  by  the  Defendants  that 
those  words  show  that  the  inventor,  M.  VatUitiy  had  deliberately  informed  the 
world  that  this  process  could  be  carried  out  in  such  a  manner  with  all  the  5 
metals— that  all  the  metals  could  be  gained.  In  my  opinion,  to  a  chemist,  as 
M.  Vautin  is,  and  to  those  to  whom  the  Specification  was  addressed,  that  would 
be  an  absurdity.  It  was  known  to  chemists,  as  I  shall  point  out  more  in  detail 
presently,  that  there  were  certain  metals  with  which  neither  aluminium  nor  a 
mixture  of  aluminium  and  magnesium  would  react  at  all.  IQ 

The  Patentee  then  claims  his  invention  in  nine  separate  Claims.  Nothing  turns 
upon  these  and  I  do  not  propose  to  read  them,  with  one  exception,  namely,  Claim  9{ 
because  a  point  was  made  about  Claim  9  by  the  Defendants.  Claim  9  is  as 
follows — **  The  described  method  of  producing  metals  and  alloys  from  metallic 
"  compounds  containing  oxygen,  sulphur  or  chlorine  alone,  or  two  of  or  all ;  15 
*^  such  method  consisting  in  finely  pulverising  Uie  compound,  mixing  it  with 
^*  finely  pulverised  Inetallic  aluminium  or  aluminium  and  magnesium,  heating 
*^  a  small  portion  of  the  mixture  to  start  its  reaction  and  afterwards  adding  the 
'*  remaining  or  main  portion,  so  as  to  heat  it  from  the  heat  of  reaction  of  the 
**  first  portion,  whereby  the  reaction  automatically  spreads  throughout  the  whole  20 
"  mass,  substantially  as  set  forth."  That  refers  to  the  two  or  three  lines  on 
page  3,  lines  9  to  11,*  about  continuing  the  process.  It  was  said  by  the  Defen- 
dants that  that  Claim  9  would  cover  the  heating  by  external  heat  of  the  small 
portion,  and  then  the  adding  of  the  further  portion,  and  that  therefore  it  was 
anticipated  by  the  Patent  of  1894,  or,  at  all  events,  the  claim  here  made  was  25 
without  Bufiicient  subject-matter.  In  my  opinion  that  is  not  the  construction 
of  the  Claim.  I  think  if  you  read  the  Claim  with  a  view  of  ascertaining  its  real 
meaning,  and  in  reference  to  the  description  which  is  contained  in  the  previous 
part  of  the  Specification,  the  Patentee  is  in  that  Claim,  as  in  all  others,  referring 
to  the  internal  heating,  the  heating  the  small  portion  of  the  mixture  internally  30 
and  then  afterwards  adding  the  mixture  in  the  way  in  which  he  has  described^ 
as  I  have  already  mentioned.  To  sum  up  what  I  have  said,  in  reading  the 
Specification  with  reference  to  the  true  construction  of  it,  in  the  first  place, 
bearing  in  mind,  as  I  have  already  stated,  that  it  is  intended  to  be  read  by 
chemists,  I  am  of  opinion  that  it  must  be  read  as  referring  only  to  those  metallic  35 
compounds  which  are  capable  of  reduction  by  the  action  of  the  aluminium  ;  in 
other  words  it  is  a  supplement  to  the  Specification  of  1894,  substituting  internal 
for  external  heating  as  the  means  of  producing  the  temperature  of  reaction. 
Secondly,  the  internal  heating  is  to  be  of  a  stricly  local  character  affecting  only 
a  small  portion  of  the  mixture,  leaving  the  rest  cold.  Thirdly,  Claim  9  is  4$ 
intended  to  be  confined  to  the  internal  heating  of  the  small  portion  and  does 
not  comprehend  external  heating  of  such  small  portion.  The  Defendants  con* 
tended  that  the  Claim  ought  to  be  construed  in  the  more  comprehensive  manner, 
and  that  if  so  construed  it  is  too  wide.  I  think  that  the  narrower  construction 
is  correct.  If  the  Specification  is  construed  as  I  think  it  ought  to  be,  then  in  45 
my  opinion  on  the  evidence  there  is  ample  subject-matter,  and  the  defence  of 
want  of  subject-matter,  therefore,  fails. 

With  regard  to  prior  user  there  is  no  evidence  of  internal  heating  having  been 
employed  to  produce  the  temperature  of  reaction,  and  this  defence,  therefore^ 
also  fails.  .50. 

There  remains  the  defence  founded  on  the  fact  that  the  process  will  not  work 
with  certain  metallic  compounds.  This  defence  is  expressed  in  paragraph  5  pi 
the  Particulars  of  Objections,  thus— "The  said  alleged  invention  is  claimed 
*'  generally  as  operating  with  all  oxides.  The  alleged  invention  is  wholly  use- 
"less  with  many  oxides  and  the  results  alleged  cannot  be  obtained."    The  ^. 

^'  ~    '         , "  ,        ' .'   ■  ■       .  _    ' ''.''"'.'''_    '.    '.  * 

...  *  ^fi^tf,.  page  445,  liiie^  5  to  7. 
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Defendants  were  required  to  ^ve  Further  Particulars  under  this  head,  and  those 
Further  Particulars  were  as  follows :— "  The  following  metallic  compounds  are, 
^  amongst  others,  useless,  as  alleged  in  paragraph  5  of  the  Particulars  of  Objec- 
^'tions,  magnesium  oxide,  thorium  oxide,  barium  oxide,  sodium  sulphide, 
5f  *'  potassium  sulphide,  magnesium  sulphide,  sodium  chloride,  potassium  chloride, 
<«  magnesium  chloride."  The  suggestion  of  fact  contained  in  paragraph  5  of  the 
original  Particulars  as  limited  by  the  Further  Particulars  is  true.  IThe  inven- 
tion is  useless  with  the  compounds  Uiere  mentioned,  and  the  results  cannot  be 
obtained.    But  the  answer,  in  my  opinion,  is  that  the  suggestion  in  the  Particu- 

le  lars  as  to  the  scope  of  the  Claim  is  unfounded ;  it  did  not  extend  to  all  oxides, 
sulphides,  or  chlorides,  but  only  to  those  which  are  capable  of  being  reduced 
by  aluminium  under  the  conditions  described  in  the  Specification.  There  are 
certain  compounds  in  reference  to  which  a  chemist  could  say,  from  thermal 
data  readily  accessible,  whether  they  would  or  would  not  come  within  the 

15  above  description.  There  are  others  which  are  on  the  border  line,  and  it 
might  be  necessary  as  to  those  to  try  by  experiment,  but  the  experiment  would 
be  merely  for  the  purpose  of  ascertaining  whether  a  particular  compound 
answers  a  certain  description  sufi&ciently  indicated  in  the  Specification  ;  and  the 
fact  that  in  certain  cases  an  experiment  of  that  kind  might  be  necessary  ought 

9ft  not,  in  my  opinion,  to  aflEect  the  validity  of  the  Patent. 

Now  with  regard  to  infringement.  The  Defendants  have  beyond  question 
carried  out  the  reduction  of  oxide  of  iron  in  the  manner  described  in  the  Speci- 
fication with  one  exception,  namely,  that  they  have  replaced  a  small  portion  of 
the  aluminium  by  silicon,  another  metal  capable  of  reducing  oxide  of  iron.     In 

2&  my  opinion  the  true  result  of  the  evidence  on  this  point  is  that  this  change  is  a' 
mere  colourable  variation,  and  that  the  reduction,  notwithstanding  the  varia- 
tion, continues  to  be  substantially  a  reduction  by  aluminium  such  as  is 
described.  I  find  this  most  clearly  stated  by  Mr.  BcUlantyne^  and  his  statement 
I  accept.    Viewing  the  question  in  this  light  I  have  not,  in  my  opinion,  to  con- 

30  sider,  and  do  not  determine,  whether  on  the  evidence  a  mixture  of  silicon  and 
aluminium  was  a  known  chemical  equivalent  for  aluminium. 

The  Patent  of  1901  is  described  by  the  Patentee  as  '^  A  new  and  improved 
*^  process  for  welding  metals."  The  Defendants'  case  in  reference  to  this  Patent 
is  that  they  have  not  infringed  because,  on  the  evidence,  it  is  not  proved  that 

35  the  pieces  of  metal,  on  which  they  have  operated,  were  actually  welded  together. 

Further,  they  say  that  if  the  Patent  covers  a  mode  of  joining  such  as  they  are 

proved  to  have  practised,  namely,  without  welding,  then  the  Patent  is  void  for 

lack  of  subject-matter. 

The  material  facts  are   as   follows — In  the    year   1899   Dr.   Ootdschmidty 

40  ^®  Patentee  of  1901,  obtained  Letters  Patent  for  an  improved  process  for 
welding  metals.  The  essence  of  his  invention  was  the  employment  of  the 
intensely  hot  fluid,  resulting  from  the  chemical  process  described  in  Vautin^B 
Specification  of  1896,  to  bring  the  two  metal  surfaces  to  be  joined  to  such  a 
temperature  that  under  pressure  welding  could  take  place.  This  was  effected 
45  by  pouring  the  hot  liquid  into  a  mould  surrounding  the  joint.  The  hot  liquid' 
in  tiie  crucible  consists  of  alumina  slag  and  pure  iron.  The  iron  is  the  heavier, 
and  in  the  application  of  this  process  it  was^  essential  to  keep  the  iron  from 
coming  in  contact  with  the  pieces  to  be  joined,  and  accordingly  provision  was 
made  for  ensuring  that  the  alumina  slag  should  first  make  a  protective  covering, 
50  the  iron  being  poured  into  the  mould  only  after  this  had  been  done.  The' 
function  of  the  iron  in  this  process  was  only  to  create  or  communicate  the 
necessary  ainount  of  heat.  Another  method  of  joining  metals  known  and 
practised  before  1901,  was  FcUVs  method,  which  consists  simply  in  casting  iron, 
at  the  ordinary  temperature  of  molten  cast  iron,  round  the  joint.  The  patented' 
S5  of  that  process  suggests  that  this  cast  iron  would  adhere  to  the  two  sides  of  the 
joint,  and  would  thus  hold  together.  On  the  evidence  before  me  I  doubt 
wfaetlier  it  would  so  adhere  >?ith  sufKcient  strength  to  make  a  firm  oonnectiMi;' 
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and  Fait  met  this  by  providing  holes  on  either  aide  of  the  joint  into  which 
Bome  of  the  cast  iron  would  run  so  that  the  pieces  to  be  joined  wonld  be  held 
together  by  a  link  of  cast  iron. 

I  now  come  to  the  Specification  of  1901.    The  Patentee  describes  his  inven- 
tion as  follows — ''  My  invention  relates  to  a  new  and  improved  process  for  i 
''  welding  metals.    In  the  processes  known  up  till  now  for  welding  metals  with 
'*  the  aid  of.  the  heat  produced  by  the  chemical  reaction  between  aluminium 
''  and  oxides  of  metals  or  other  oxygen  containing  metal  compounds  (especially 
'*  oxide  of  iron)  the  reaction  mass  is  used  only  as  calorifying  agent  and  the  mettil 
'•  produced  by  the  reaction  serves  only  as  a  heat  conductor.    Therefore  in  these  10 
'^  alumino-thermo  processes  care  was  taken  that  the  molten  alumina-slag  at  first 
^<  came  in  contact  with  the  pieces  to  be  welded  and  only  after  the  same  had 
**  formed  a  protecting  cover  or  coating  around  the  pieces  the  molten  lead  was 
^^  cast  around  the  welding  pieces.    In  most  cases  this  succession  took  place 
**  already  by  the  mere  casting  of  the  reaction  mass  out  of  the  crucible  or  melting  15 
^'  pot,  as  naturally  at  first  the  alumina  floating  above  flows  out  and  afterwards 
'' the  metal.    Hereby  it  was  avoided,  that  the  molten  metal  could  come  in 
^'  direct  with  the  metal  pieces  to  be  welded  and  that  this  metal  could  join  with 
"  the  metal  pieces."    So  far  he  is  describing  the  process  of  1899.    "  By  my  new 
'*  process  it  is  attained  that  the  molten  metal  comes  directly  in  contact  with  the  20 
**  welding  pieces  or  with  part  of  the  same  so  that  the  metal  may  partly  join  with 
"  the  pieces  thereby  strengthening  the  joints  whereupon  the  whole  reaction 
<^  mass  begins  its  operation  as  calorifying  agent  for  the  welding  process.    The 
"  process  shall  now  be  described  as  for  example  used  for  joining  rails  or  the 
**  like  and  with  reference  to  Figures  7,  8  and  9  of  the  Drawings.**    The  process  25 
there  described  is  shortly  this — ^that  a  crucible  containing  a  mixture  of  ferric 
oxide  and  aluminium  is  placed  in  a  tripod  over  the  faces  to  be  joined.    These 
are  surrounded  by  a  mould ;  the  crucible  is  provided  with  a  tap  hole  at  the 
bottom  ;  the  reaction  being  effected,  the  tap  hole  is  opened  and  the  iron  flows 
out  first  surrounding  the  lower  part  of  the  rails  to  be  joined,  the  aluminium  90 
filling  up  the  rest  of  the  mould,  and  covering  the  upper  part  of  the  rails.    The 
Patentee  then  proceeds  as  follows — ^^  The  alumina  fiowing  out  after  the  iron 
'^  has  a  double  effect  upon  the  pieces  to  be  joined.    Firstly  the  heating  attained 
**  by  the  same  may  effect  the  welding  of  the  joining  faces  assuming  of  course 
*'  that  a  sufficient  pressure  is  applied  to  them ;  secondly,  the  heating  of  the  35 
^'  upper  part  of  the  rails  prevents  the  bending  up  of  the  rails  near  the  joining 
^  faces  which  bending  up  was  tried  to  be  done  away  with  until  now  in  similar 
^^  processes  by  holding  the  joining  faces  down  by  means  of  clamps  and  the 
"  like."    He  then  describes  certain  modified  modes  of  carrying  out  his  inven- 
tion in  terms  which  I  may  pass  over.    He  sums  it  up  as  follows — *'  It  will  be  40 
"  seen  that  the  joints  produced  by  this  process  are  produced  partly  by  welding 
^' the  joining  faces  together  and  partly  by  surrounding  the  same  with  metal. 
^^  Hereby  a  great  strength  and  elasticity  of  extension  of  the  joints  is  attained, 
"  as  by  the  process  not  only  the  thermo-energy  of  the  reaction,  but  at  the  same 
^  time  the  physical  qualities  of  the  metals  are  used  in  that  way,  that  these  45 
**  physical  qualities  become  highly  advantageous  for  the  purpose  produced  by  the 
"  process  that  is  to  say  for  the  firm  joining  of  the  metal  pieces.    Contrary  to  the 
"  known  process  " — he  is  now  referring,  I  think,  to  J'aZft— **  consisting  in  casting 
''  metals  around  the  lower  part  of  the  rails  I  obtain  by  the  new  process  described 
"  above  a  better  welding  or  joining  of  the  metal  cast  around  the  rail-foot,  with  50 
"  this  rail-foot  by  reason  of  the  high  superheat  of  the  metal,  whereby  the  joining 
"  faces  are  so  joined  that  one  continuous  metal  piece  is  formed." 

In  this  case  I  think  that  I  must  read  the  Claims.    They  are  as  follows—"  (1) 
"  Process  of  joining  metals   by  means  of  the  heat  arising  by  the  reaction 
"  taking  place  between  aluminium  and  oxygen  containing  metal  compounds,  55 
"  consisting  in  bringing  one  part  of  the  metal  pieces  to  be  joined  together, 
^in  contact  with  the  highly  overheated   molten  metal  arising  from  the 
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'^  reaction,  while  the  other  part  of  the  metal  pieces  is  brought  in  contact 
'^  with  the  molten  alomina-slag,  substantially  as  and  for  the  purpose  set 
^*  forth.  (2)  Process  of  joining  metal  pieces,  consisting  in  surrounding  the 
^*  ends  to  be  joined  with  a  mould,  into  which  the  highly  overheated  molten 
5  ^  metal  and  molten  alumina-slag  are  cast  in  such  manner  that  the  parts  to  be 
'^  welded  come  in  contact  with  the  molten  alumina,  while  the  other  parts  come 
'*  in  contact  with  the  molten  metal,  substantially  as  and  for  the  purpose  set 
**  forth,"  I  pause  there  for  one  moment.  The  Patentee  points  out  there  that 
the  alumina-slag  is  managed  in  such  a  manner  that  it  comes  in  contact  with  the 

10  parts  to  be  welded,  that  is  to  say,  that  if  there  are  parts  to  be  welded  the 
alumina-slag  comes  in  contact  with  those  parts,  whereas  the  other  parts  come  in 
contact  with  the  molten  metals.  Then,  ^'  (3)  Process  of  joining  metal  pieces, 
**  consisting  in  surrounding  the  ends  to  be  joined  with  a  mould,  over  which  a 
*'  crucible  provided  with  a  tap-hole  in  the  bottom  is  situated,  bringing  into  the 

15  ''  crucible  a  mixture  fit  for  the  alumina-thermo  process,  bringing  the  mixture 
'*  to  reaction,  and  then  opening  the  tap-hole,  thus  causing  the  products  arising 
"  from  the  reaction  to  flow  around  the  ends  to  be  joined,  substantially  as  and 
^^  for  the  purpose  set  forth."  Then  Claim  4  I  need  not  read,  because  it  only 
refers  to  a  particular  form  of  tap-hole,  or  rather  to  the  mode  in  which  the 

20  tap-hole  is  to  be  stopped. 

Now  what  is  the  real  meaning  of  this  Specification  and  its  Claims  ?  In  my 
opinion  they  mean  no  more  than  this — ^'  I  show  you  a  means  whereby  you  can 
*'  effectually  join  two  rail  ends  or  other  pieces  of  metal  by  means  of  the 
"  alumino-thermal  process  in  such  a  way  that  you  can,  if  you  are  so  minded, 

25  ^  actually  weld  the  two  ends  together,  or  some  part  of  those  two  ends,  and  you 
^'  will  in  any  case  join  them  effectually  by  means  of  the  superheated  iron  cast 
"  round  the  lower  part,  which,  owing  to  its  heat,  will  become  united  with  the 
"  joining  pieces."  I  cannot  think  that  the  actual  welding  of  the  whole  of  the 
joining  faces  was  essential  to  the  Patentee's  claim.    He  no  doubt  contemplated 

30  a  welding,  but  I  think  he  would  be  within  the  Patent  in  carr3ring  out  the 
process  as  there  described,  but  so  arranging  the  materials  that  there  might  be 
no  actual  welding  or  only  a  partial  welding  of  the  joining  faces.  I  think  that 
is  shown  quite  plainly  by  Claim  2,  and  I  think  it  is  shown  also  by  the  passage 
on  page  3  beginning  at  line  17  and  ending  at  line  23.    Even  if  the  Specincation 

35  is  so  construed  I  find,  contrary  to  the  Defendants'  contention,  abundant  inven- 
tion in  the  application  of  the  superheated  iron  for  strengthening  the  joints,  and, 
therefore,  sufficient  subject-matter  for  a  Patent.  In  the  view  I  take  of  the 
ambit  of  this  invention  there  is  no  question  that  the  Defendants  have  infringed 
the  Letters  Patent.    They  have  done  the  very  thing  described  in  the  Specifi- 

40  cation,  except  that  an  actual  welding  of  the  faces  was  not  effected.  But  I  find 
further  on  the  facts  that,  even  if  actual  welding  is  an  essential  part  of  the 
Claims,  Uie  Defendants  threatened  and  intended  to  effect  this,  and  that  it  was 
by  accident  rather  than  by  design  that  in  the  cases  of  which  evidence  was  given 
this  was  not  done. 

45  The  Patent  of  1902  is  merely  for  an  improved  mould  for  use  in  the  1901 
process.  Taken  by  itself  there  is  really  no  dispute  either  as  to  infringement  or 
validity.  I  find  as  the  result  of  the  whole  case  that  the  Plaintiffs  are  entitled 
to  an  injunction  as  to  all  the  Patents. 

The  costs  of  the  action  were  given  to  the  Plaintiffs,  except  that  the  costs,  so 
50  &r  as  they  related  to  the  Patent  of  1899,  were  given  to  the  Defendants  with  a 
set-off. 
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In  the  Mattet  of  Friese-Ghreene^a  Patent. 


Be/ore  The  Judicial  Comhittbb  op  the  Privy  Counciu 

Present:  LORD  ROBERTSON,  Lord  Collins,  Sir  Arthur  Wilson,  and 

Sir  Alfred  Wills. 

July  3rd,  1907. 

In  the  Matter  of  Friese-Qreenb's  Patent.  5 

PcUent — Application  for  prolongation, — Advertisements. 

On  the  29th  of  November  1893  Letters  Patent  (No.  22,954  of  1893)  were  granted 
to  WiUiam  Friese-Oreene  for  "Improvements  in  apparatus  for  exhibiting 
"  panoramic,  dissolving  or  changing  views,  and  in  the  manufacture  of  slides 
"  for  use  therewith."  On  the  29th  of  May  1907,  being  the  last  day  for  lodging  j^q 
a  Petition  for  prolongation,  the  Registrar  of  the  Privy  Council  received  a  letter 
from  WiUiam  Friese-Greene  by  way  of  Petition  for  the  prolongation  of  this 
Patent,  and  was  informed  by  the  Registrar  that  it  was  necessary  for  him  to 
give  public  notice  by  advertisement  of  his  intention  to  apply  by  Petition  for 
prolongation.  William  Friese-Ghreene  thereupon  inserted  certain  advertise-  j^j 
ments,  but  such  advertisements  were  not  a  sufficient  compliance  with  Rule  1 
of  the  Privy  Council  Rules  1897.  On  his  again  communicating  with  the 
Registrar  he  was  informed  that  he  could,  if  he  liked,  apply  to  the  Judicial 
Committee  to  sanction  an  extension  of  time  for  advertising.  On  the  3rd  of 
July  the  matter  came  before  the  Judicial  Committee.  2q 

William  Friese-Oreene  appeared  in  person.  8.  A.G.  Rowlatt  appeared  for  the 
Crown.  William  Friese-Greene  asked  their  Lordships  under  Rule  7  to  excuse 
him  from  compliance  with  the  requirements  of  the  Privy  Council  Rules  1897, 
and  to  give  such  directions  as  they  might  consider  just  and  expedient. 

Lord  Robertson. — It  is  not  within  the  competency  of  this  Board  to  entertain  35 
a  Petition  for  extension  when  there  has  not  been  any  previous  advertisement. 
In  Section  25  (1)  of  the  Patents  Act  1883,  the  words  are  : — "  A  patentee  may 
after  advertising  in  manner  directed  by  any  Rules  made  under  this  section.*' 
The  Board  has  occasionally — as  in  the  case  of  Linden's  Patent  (14  R.P.C.  p.  643), 
where,  before  any  Rules  had  been  made  under  the  Act  of  1883,  their  Lordships  39 
allowed  tiie  advertisements  required  by  the  old  Rules  to  be  inserted  after  the 
petition  had  been  presented — ^made  relaxation,  in  very  special  circumstances,  of 
some  of  the  provisions  of  the  Rules,  but  if  their  Lordships  were  to  do  what  they 
are  now  asked  to  do,  they  would  be  dispensing,  not  with  Rules,  but  with  the 
Statute.    The  application  must  be  refused.  35 
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In  the  Matter  of  Max  Milller's  Patent. 


In  the  High  Court  of  Justice.— Chanchry  Division. 

Be/o7^e  Mr.  Justice  Parker. 

April  9fcli,  lOth,  11th,  12th,  13th,  15th,  and  16th,  and  May  17th,  1907. 

In  the  Matter  of  Max  MI^ller's  Patent. 

5  Patent — Petitioyifor  revocation. — Locus  standi  to  present  Petition.^Leave  to 
apply  for  the  fiat  of  the  Attorney -General  during  the  hearing  of  the  Petition. — 
First  and  true  inventor. — Anticipation, — Subject-matter. —  Utility. — Petition 
dismissed. — Costs  on  the  higher  scale. 

A  Patent  having  been  granted  to  M.  for  an  "  Improved  process  for  the 

10  "  manufacture  of  lustrous  threads^  bandSy  stHps  and  the  like  of  viscose^^ 
C.  it  Go.  presented  a  Petition  for  the  revocation  of  the  Patent^  alleging  that 
tJisy  were  largely  interested  in  the  manufacture  of  artificial  silk  from  viscose  ; 
that  they  were  tJie  registered  legal  owners  of  Letters  Patent  No.  8529  of  1902 
granted  to  8.  and  PT.,  and  that  they  were  entitled  to  present  the  Petition  as 

15  assignees  of  that  Patent.  The  Particulars  of  Objections  alleged  that  the  invention 
was  not  useful ;  that  the  Specification  disclosed  no  proper  subject-matter  for  valid 
Letters  Patent ;  tliat  the  invention  was  not  new ;  and  that  the  Respondent  was 
not  the  first  and  trite  inventor.  A  doubt  being  expressed  as  to  whether  the 
Petitioners  had  any  locus  standi  to  present  the  Petition^  Parker  J".,  without 

20  deciding  the  pointy  gave  leave  to  apply  for  the  fiat  of  the  Attorney-General^ 
which  if  granted  was  to  be  treated  as  if  granted  nunc  pro  tunc,  and  the  hearing 
of  the  Petition  was  continue.  The  fiat  of  the  Attorney-General  tvas  obtained. 
The  question  of  terms  as  to  costs  upon  which  leave  was  given  to  apply  for  the 
fiat  was  deferred  until  after  the  hearing  of  the  Petition. 

25  Held,  that  S.  and  W.  were  not  the  first  and  true  inventors  of  the  invention 
for  which  M.^s  Patent  was  granted;  that  the  Patent  was  useful;  that  there  had 
been  no  anticipation ;  and  that  there  was  proper  subject-matter  for  valid  Letters 
Patent.  The  Petition  was  dismissed  with  costs  on  the  higher  scale,  and  conse- 
quently there  was  no  necessity  on  that  occasion  to  go  into  the  question  of  terms 

30  (W  tojcosts  upon  which  leave  was  given  to  apply  for  the  fiat. 

On  the  Ist  of  May  1905  Letters  Patent  (No.  10,094  of  1906)  were  granted 
(under  International  Convention)  to  Dr.  Max  Muller  for  an  "  Improved  process 
«<  for  the  manufacture  of  lustrous  threads,  bands,  strips  and  the  like  of  viscose." 
The  date  of  application  in  the  United  Kingdom  was  the  30th  of  April  1906,  and 
35  under  Section  1  (2)  of  the  Patents  Act  1901  the  Specification  became  open  to 
public  inspection  at  the  expiration  of  twelve  months  from  the  1st  of  May  1905, 
the  date  of  the  application  in  Germany. 

2  R 
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In  the  Matter  of  Max  Muller's  Patent 

The  Complete  Specification  was  as  follows  : — "  It  is  known  that  it  is  possible 
"  to  produce  lustrous  threads,  films,  bands  or  the  like  from  viscose  (for  example 
"  as  obtained  by  treating  cellulose  with  caustic  alkali  and  with  bisulphide  of 
"  carbon)  if  its  solutions  are  caused  to  pass  through  openings  with  apprcxi- 
"  mately  formed  cross  sections  into  a  solution  of  ammonium  sulphate  or  into  5 
^^  acids. 

"  When  sulphuric  acid  is  employed  for  the  said  purpose,  it  is  found  that  dilute 
"  acid  acts  but  slowly,  and  the  water  present  imparts  to  the  thread  or  film  a 
"  sticky  property,  which  in  the  further  treatment  occasions  great  loss  of  material. 
"  If  the  action  of  dilute  acid  is  increased  by  heat,  it  is  true  that  the  threads  10 
^^  become  firmer  and  easier  to  treat,  but  the  gaseous  decomposition  products  of 
*'  the  viscose  solution  (for  example  sulphuretted  hydrogen  and  carbonic  acid)  are 
**  almost  insoluble  in  warm  liquid,  or  at  all  events  are  soluble  with  difficulty, 
^'  so  that  they  escape  as  gas,  and  in  some  cases  pass  as  bubbles  through  the  tube 
^  of  cellulose  hydrate  representing  the  first  stage  of  the  formation  of  thread*  A  15 
*'  large  number  of  experiments  in  which  sulphuric  acid  of  various  degrees  of 
"  concentration  (between  5  and  40  %  of  sulphuric  acid)  have  been  employed 
"  so 'that  all  the  threads  obtained  (regarded  microscopically)  no  longer  have  the 
'*  form  of  a  smooth  structure  provided  with  a  few  longitudinal  strips  but  present 
^  a  remote  resemblance  to  a  thread  which  is  closely  covered  with  fine  scales.        20 

"  In  quite  a  similar  way  concentrated  sulphuric  acid  acts  upon  tl-.e  viscose 
*'  solution.  Here  the  gaseous  products  escape  in  default  of  a  solvent,  and  the 
*'  formation  of  a  lustrous  thread  band  or  the  like  is  completely  spoilt.  If, 
^^  however,  the  sulphuric  acid  is  diluted  to  such  an  extent  as  to  prevent  the 
'^  prejudicial  formation  of  gas,  and  if  at  the  same  time  the  softening  action  of  the  25 
"  diluting  water  upon  the  thread  produced  is  counteracted  by  adding  an  appro- 
**  priate  quantity  of  salt,  a  product  of  high  quality  as  regards  strength,  lustre  and 
*'  elasticity  is  obtained.  For  this  purpose  all  soluble  sulphates  are  suitable,  and 
^'  also  all  such  of  the  heavy  metals,  and  all  those  of  salts  and  oxides,  or  in  short 
^  all  such  bodies  as  are  converted  into  sulphates  in  contact  with  sulphuric  acid.  30 

"  A  very  appropriate  precipitant  bath  may  be  obtained,  for  example,  by  dis- 
*'  solving  40  kilogrammes  of  sodium  bisulphate  in  60  kilogrammes  of  water,  and 
**  adding  thereto  7  kilogrammes  of  66  %  sulphuric  acid.  The  acid  concentration 
"  amounts  to  about  20  \: 

^'  The  sulphates  themselves,  without  the  addition  of  acids,  are  unsuited  for  the  35 
**  production  of  lustrous  structures  of  cellulose  hydrate  from  viscose  solution, 
"  excepting  only  ammonium  sulphate.  This  converts  the  viscose  into  cellulose 
^'  xanthic  ammonium  in  the  first  place,  which  is  then  at  once  decomposed  with 
^^  separation  of  cellulose  hydrate.  As  the  viscose  solutions  contain  a  high  per- 
"  centage  of  free  soda  it  is  unavoidable  that  almost  the  total  amount  of  ammonia  40 
*'  should  escape  in  the  form  of  gas,  especially  as  the  precipitant  solutions  must 
*'  be  employed  at  a  high  temperature.  The  process  is  therefore  rendered  costly 
"  in  view  of  the  high  price  of  ammonia  either  owing  to  its  loss  or  on  account  of 
*.*  the  costly  apparatus  for  its  recovery. 

*|  Other  sulphates  alone  are  unsuited  for  the  present  purpose,  as  some,  such  as  45 
*'  zinc  sulphate  or  magnesium  sulphate  for  example,  give  insoluble  salts  of 
"  cellulose  thio-carbonic  acid  with  viscose  solution  by  mutual  decomposition, 
"  and  cellulose  hydrate  can  only  be  separated  from  this  by  subjecting  it  to 
"  further  appropriate  treatment.  Others  such  for  example  as  potassium  or 
"  sodium  sulphate  precipitate  simple  viscose,  which  is  insoluble  in  salt  solution,  50 
"  and  only  by  the  further  treatment  of  the  *  unsalted '  viscose  by  chemical 
**  means  or  by  heat  can  the  formation  of  cellulose  hydrate  be  effected.  Again 
"  it  is  not  possible  with  concentrated  Glauber's  salt  solution  to  manufacture 
**  lustrous  threads  from  viscose  solution  ;  whilst  on  the  other  hand  the  precipi- 
"  tant  bath  just  described  and  composed  of  bi-sulphite*  solution  and  sulphuric  55 

*  Should  be  bi-sulpUte.— J.  0. 
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In  the  Matter  of  Max  Mailer's  Paient. 

**  acid  is  adapted  for  this  purpose  even  at  ordinary  temperature.  The  small 
"  commercial  value  of  the  materials  employed  and  the  possibility  of  readily 
"  utilising  the  entire  yield  in  bi-sulphate,  sulphuric  acid  and  caustic  soda  in  the 
**  form  of  Glauber's  salts  are  adapted  to  give  the  bi-sulphate  process  preeminence 
5  "  as  compared  with  the  employment  of  ammonium  sulphate. 

"  In  order  to  obtain  the  highly  lustrous  decomposition  product  of  viscose  in 
"  accordance  with  this  process  in  the  form  of  threads,  bands  and  the  like,  the 
"  viscose  solution  sufficiently  purified  and  concentrated,  and  of  appropriately 
**  formed  cross-section  is  caused  to  enter  the  decomposing  solution  described,  the 

10  "  cellulose  hydrate  separated  being  collected  by  spooling,  winding  or  in  any 
"  other  suitable  manner^  in  order  to  bring  it  into  a  convenient  form  for  further 
"  treatment" 

The  Patentee  claimed  : — "  Process  for  the  manufacture  of  lustrous  threads, 
"  bands,  films  and  plates  from  viscose,  characterised  by  the  fact  that  viscose 

15  "  solution  is  caused  to  pass  through  appropriately  formed  openings  into  sul- 
"  phuric  acid  in  which  a  salt,  preferably  a  sulphate,  is  dissolved,  substantially 
"  as  described." 

On  the  25th  of  August  1906  a  Petition  for  the  revocation  of  this  Patent  was 
presented  by  Samuel  Courtauld  &  Go.  Ld.,B,  Company  very  largely  interested 

20  in  the  manufacture  in  this  country  of  artificial  silk  from  viscose.  Notice  of 
presentation  of  the  Petition  was  given  to  the  Respondent,  Dr.  Maa  MiUler^  by 
registered  post,  and  copies  of  the  Petition  and  the  Particulars  of  Objections  were 
sent  to  him  therewith.  The  Petition,  which  was  presented  without  the  fiat  of 
His  Majesty's  Attorney-General,  alleged  that    the    Petitioners   were  largely 

25  interested  in  the  manufacture  of  artificial  silk  from  viscose,  an  invention 
patented  by  Messrs.  Gross^  Sevan  and  Beadle^  whose  Patent  therefor.  No.  8700 
of  1892,  had  been  prolonged  for  five  years  from  the  7th  of  May  1906  ;  that  the 
Petitioners  were  the  registered  legal  owners  of  Letters  Patent  No.  2529  of  1902, 
granted  to  Charles  Henry   Steam   and    Frank    Trist    Woodley;    that  the 

30  Petitioners  were  entitled  to  present  the  Petition  under  and  through  the  said 
Charles  Henry  Stearn  and  Frank  Trist  Woodley  as  assignees  from  them  and 
as  owners  of  the  said  Letters. Patent  No.  2529  of  1902. 

The  Particulars  of  Objections,  as  originally  delivered,  stated  that  (1)  the 
alleged  invention  of  the  Respondent,  as  set  forth  in  his  Specification  and  Claims, 

35  was  not  useful,  in  respect  that  it  disclosed  no  practically  useful  advance  upon 
the  invention  described  and  claimed  in  the  Specification  of  the  Petitioners' 
Patent  No.  2529  of  1902.  (2)  The  Respondents'  Specification  disclosed  no 
proper  subject-matter  for  valid  Letters  Patent,  having  regard  to  the  Petitioners' 
invention  and  to  the  state  of  common  knowledge.     (3)   The  alleged  invention 

40  of  the  Respondent  was  not  new  in  substance,  and  comprised  the  same  invention 
as  that  described  and  claimed  in  the  Specification  of  the  Petitioners'  Patent  No. 
2529  of  1902.  The  whole  of  the  Petitioners'  Specification  was  relied  on.  (4) 
The  Respondent  was  not  the  first  and  true  inventor  of  the  invention  purporting 
to  form  the  subject-matter  of  his  Patent.     (5)  The  Respondents'  Specification 

45  did  not  distinguish  what  therein  (if  anything)  was  new  from  what  was  old  and 
matter  of  public  knowledge  prior  to  the  date  thereof.  The  Respondent  gave 
notice  to  the  Petitioners  that  he  would  take  the  objection  that  the  Petitioners 
had  no  locus  standi  to  present  their  Petition  without  the  fiat  of  His  Majesty's 
Attorney-General.     The  Petitioners  accordingly  amended  paragraph  4  of  their 

60  Particulars  of  Objections  by  adding  the  words,  **The  true  inventors  were 
'*  Charles  Henry  Steam  and  Frank  Trist  Woodley,  the  original  Patentees 
«  under  Letters  Patent  No.  2529  of  1902." 

Cross,  Bevan  and  Beadle,  in  the  Specification  of  their  Patent,  No.  8700  of 
1892,  described  a  method  for  the  "  mercerisation  "  of  fibrous  forms  of  cellulose 

55  by  treatment  with  strong  solutions  of  caustic  alkalis,  and  for  the  conversion  of 
the  mercerised  product,  by  means  of  carbon  disulphide,  into  a  gelatinous^  sub- 
stance, which  dissolves  in  water  to  a  yellow  and  very  viscous  solution  consisting 

2  B  ^ 
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of  xanthate  of  cellulose,  to  which  the  name  viscose  has  been  given.  The  fol- 
lowing extracts  from  their  Specification  sufficiently  describe  the  means 
employed  by  the  Patentees  for  obtaining  a  viscose  solution,  and  for  precipitating 
therefrom  the  cellulose  derivative :— "  In  carrying  out  this  treatment  on  the 
"  manufacturing  scale  we  employ  as  our  raw  material  any  of  the  forms  of  cellu-  5 
**  lose  such  as  that  obtained  from  flax,  rhea,  hemp,  wood,  or  bleached  cotton  in 
**  any  of  its  forms.  We  impregnate  the  material  in  any  convenient  way  with  a 
"  solution  of  caustic  soda  of  fifteen  per  cent,  strength  i.e.  containing  about  12**/^ 
"  by  weight  of  the  oxide  Na20,  having  removed  the  excess  of  the  solution  by 
"  squeezing  or  by  means  of  a  centrifugal  machine  we  expose  the  material,  10 
'*  retaining  from  3  to  4  times  its  weight  of  the  solution  and  therefore  from  40 
"  to  50°/^  of  its  weight  of  the  alkali  NagO  to  the  action  of  the  carbon  disulphide 
**  in  a  closed  vessel  or  chamber  employing  from  30  to  40  per  cent,  (of  the  weight 
"  of  the  cellulose)  of  the  disulphide.  In  from  3  to  5  hours  at  the  ordinary 
"  temperature,  the  reaction  is  complete  and  the  product  ready  for  solution  in  15 
**  water.  Owing  to  the  great  viscosity  of  the  product  the  process  of  solution 
"  requires  to  be  aided  by  stirring.  This  solution  contains  in  addition  to  the 
**  derivative  of  cellulose,  thus  obtained  dissolved,  products  of  the  interaction  of 

**  the  alkali  and  the  disulphide The  soluble  derivative  of  cellulose 

**  has  the  property  of  becoming  reconverted  into  cellulose  (1)  spontaneously  i.e,  20 
**  on  long  standing  (2)  on  heating  the  solution  at  80—100^  C,  (3)  by  treatment 

"  of  the  solution  with  oxidising  agents The  crude  solution  may  be 

"  treated  in  various  ways  for  the  modification  or  elimination  of  the  by-products 
"  of  the  reaction  and  the  preparation  of  colourless  or  nearly  colourless  solutions, 
"  of  these  we  may  instance  the  following.  (1)  Acidification  with  certain '  weak '  25 
**  acids  such  as  carbonic,  acetic,  and  lactic  acids  ;  and  removal  of  the  hydrogen 
^^  sulphide  resulting  from  their  action  by  passing  a  stream  of  air  through  the 
*'  solution.  (2)  The  addition  of  sulphurous  acid,  in  the  proportion  of  one  half 
**  to  three  fourths  of  the  quantity  equivalent  to  the  caustic  soda  used  in  the  pre- 
**  paration  of  the  solution.  By  this  reaction  thiosulphate  (hyposulphite)  of  soda  30 
**  and  other  colourless  products  are  formed  and  a  practically  colourless  solution 
**  results  showing  none  of  the  re-actions  of  sulphides.  The  sulphurous  acid 
**  may  be  added  as  such  i.e.  in  aqueous  solution  or  a  concentrated  solution  of  an 
"  alkaline  bisulphite  may  be  employed  where  it  is  necessary  to  avoid  undue 
"  dilution  of  the  solution.  (3)  Lastly  the  cellulose  derivative  itself  may  be  35 
"  precipitated  by  the  addition  of  brine ;  the  precipitate  washed  with  brine  to 
*'  further  remove  the  alkaline  salts  the  washed  precipitate  then  freed  as  far  as 
••  possible  from  residual  brine  by  pressing  or  otherwise. 

"  The  purified  product  thus  obtained  has  a  greenish  white  colour  and  dissolves 
*'  in  water  to  a  nearly  colorless  solution  having  the  properties  of  the  original  40. 
**  solution." 

The  Complete  Specification  of  Steam  and  Woodley's  Patent  (No.  2529  of  1902) 
referred  to  in  the  Particulars  of  Objections  is  as  follows  : — "  In  the  Specifications 
"  of  Letters  Patent  granted  to  one  of  us  (Charles  Henry  Steam)  viz.  Nos.  1020, 
"  1021  and  1022  dated  the  13th  day  of  January  A.D.  1898  a  process  is  described  45 
"  in  which  viscose  is  caused  to  flow  into  setting  solutions,  such  as  a  solution  of 
**  certain  salts  of  ammonia  the  reaction  which  takes  place  causing  rapid  solidifi- 
**  cation  of  the  cellulose  compound  contained  in  the  viscose  in  such  form  as  to 
"  meet  all  the  requirements  for  its  continuous  conversion  into  a  filament,  sheet, 
**  or  film.  Subsequent  mechanical  and  chemical  treatment  brings  the  product  50 
"  to  its  final  form.  The  viscose  to  which  this  process  is  applicable  contains,  in 
"  addition  to  the  cellulose  compound  (xanthate  of  cellulose)  the  alkaline  by- 
"  products,  chiefly  sodium  carbonate,  and  sulpho-carbonates,  resulting  from  the 
*  interaction  of  the  caustic  soda,  and  carbon  bisulphide,  used  in  the  original 
**  process  of  preparation  of  the  viscose.  By  various  processes  which  have  been  55 
**  described  and  are  now  well  known  the  said  cellulose  compound  can  be 
"  separated,  in  an  insoluble  condition,  from  the  viscose  solution  and  thereby 
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"  freed  from  the  saline  by-products.  The  xanthate  of  cellulose  thus  precipitated 
"  and  purified  can  be  re-dissolved,  (according  to  its  composition),  in  water,  or 
^'  in  caustic  soda  solution.  The  purified  viscose  thus  obtained  preserves  the 
"  characteristic  features  of  the  original  solution,  but,  during  the  process  of 
5  "  purification,  the  xanthate  of  cellulose  changes  in  composition  and  properties 
"  in  such  a  way  that  it  is  precipitated  by  even  the  weakest  acids,  whereas  the 
"  original  viscose  may  be  treated  with  certain  weak  acids,  (for  instance  with 
"  acetic  acid)  in  excess  without  causing  the  separation  of  the  xanthate  of 
**•  cellulose.    We  have  now  found  that  the  precipitation,  or  solidification,  of  the 

10  "  cellulose  compound  from  this  modified  and  purified,  form,  of  viscose  by 
"  treatment  of  the  same  with  acid,  answers  all  the  requirements  of  the  process, 
"  for  the  preparation  of  artificial  cellulose  threads,  sheets,  or  fibres,  whereas,  in 
*'  the  case  of  crude  viscose  an  acid  bath  for  solidifying  the  cellulose  compound 
"  is  altogether  inapplicable  by  reason  of  the  effervescence  caused  by  the  escape 

15  "  of  gaseous  and  volatile  compounds  and  the  liberation  and  deposition  of  sulphur 
"  upon,  and  within,  the  product.    This  is  the  basis  of  our  present  invention. 

"  The  following  are  examples  of  treatment  by  which  it  can  be  performed  in 
"  practice.  The  crude  viscose  is  treated  by  one  of  the  several  methods  for 
**  isolating  the  dissolved  xanthate  of  cellulose  ;  for  example,  (1)  treatment  with 

20  "  saturated  brine,  or  a  solution  of  an  ammonium  compound,  and  washing  with 
"  diluted  brine  until  free  from  alkaline  by-products  (2)  treatment  with  a  weak 
"  acid,  such  as  acetic  acid,  followed,  if  necessary,  by  the  addition  of  brine  and 
"  washing.  The  xanthate  of  cellulose  is  redissolved  in  alkaline  lye,  or  in  water, 
"  at  ordinary  temperature  according  to  its  composition  and  properties  the  pro- 

25  "  portion  of  alkali  (say  caustic  soda),  when  it  is  necessary  to'  use  it,  being  such 
"  as  to  render  the  solution  homogeneous  and  of  the  requisite  degree  of  fiuidity. 
**  The  solution  is  preferably  used  in  such  a  condition  that  the  cellulose  is 
"  entirely  precipitated  by  a  weak  acid,  (such  as  acetic  acid), — To  secure  this 
"  condition,  after  the  compound  has  been  redissolved  in  alkali,  as  hereinbefore 

30  ''  described,  it  should  be  kept  for  some  time  at  a  constant  temperature  until  the 
"  condition  is  attained  as  the  result  of  spontaneous  change.  The  time  required 
*•  will  vary  with  the  conditions  but  usually  it  will  be  sufficient  to  keep  the 
"  solution  for  from  one  to  three  days  at  a  temperature  of  from  15°  to  20° 
"  Centigrade.    The  solution  may  be  manipulated  in  exactly  the  same  manner  as 

35  "  crude  viscose  up  to  the  point  of  reaching  the  orifices  through  which  it  is 
**  squirted. 

*«  In  the  precipitating  bath  we  employ  an  acid  of  a  kind,  or  composition,  and 
"  concentration,  in  accordance  with  the  composition  of  the  viscose  and  the  effect 
"  required  to  be  produced.    Thus  aqueous  sulphuric  acid  containing  about  nine 

40  "  per  cent.  H2SO4,  or  hydrochloric  acid,  containing  about  seven  per  cent.  HCL 
"  (that  is  of  about  twice  normal  strength),  or  acetic  acid  of  from  10  to  20  per 
"  cent,  real  acid,  (C2H4O2),  may  be  taken  at  the  outset  and  be  maintained  at  this 
"  acid  str'^ngth  by  further  additions  of  more  concentrated  acid  pari  passu  with 
"  the  neutralization  of  the  viscose  by  the  alkali — The  bath  is  preferably  used 

45  **  cold  that  is  at  ordinary  temperature,  say  about  10°  to  20°  Centigrade. 

"  Instead  of  using  an  acid,  as  such,  for  the  bath,  an  acid  compound  which,  by 
"  solution  in  water,  is  in  part  decomposed,  (hydrolised),  and  liberates  an  acid 
"  may  be  used  ;  such  for  instance,  as,  sulphate  of  alumina,  or  of  chromium,  or 
"  the  like." 

50  The  Patentees  claimed  :  "  (1)  In  the  formation  of  filaments,  sheets,  or  films 
"  of  cellulose  from  viscose  the  use  of  an  acid  (or  a  compound  which  will 
"  liberate  an  acid  as  aforesaid)  in  the  precipitating  bath.  (2)  In  the  formation 
"  of  filaments,  sheets,  or  films  from  purified  solutions  of  xanthate  of  cellulose 
"  the  use  of  an  acid  (or  a  compound  which  will  liberate  an  acid  as  aforesaid)  as 

55  "  the  precipitating  agent." 

The  Petition  came  on  for  hearing  before  Mr.  Justice  Pakkbr  on  the  9th  of 
April  1907. 
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Bousfield  K.C.  and  Fulton  (instructed  by  Pennington  A  Son)  appeared  for  the 
Petitioners ;  Walter  K,C.  and  Cole/ax  (instructed  by  Rawle,  Johnstone  A  Go.) 
appeared  for  the  Respondent. 

Walter  K.C,  for  the  .  Respondent.— The  artificial  silk  industry  owes  its 
existence  in  this  country  to  the  invention  of  Gross^  Bevan  and  Beadle^  disclosed  5 
in  their  Specification  No.  8700  of  1892.    The  precipitant  used  by  these  inventors 
was  brine,  or  in  some  cases  alcohol.     The  first  mention  of  an  acid  precipitating 
bath  is  contained  in  Steam  and   Woodley^s  Specification,  No.  2529  of  1902. 
The  bath  claimed  by  the  Respondent  is  not  included  in  the  Claims  of  this 
Patent-,  which  is  concerned  solely  with  a  chemically  purified  viscose  solution,   10 
and,  as  regards  the  precipitating  bath,  only  claims  the  use  of  sulphates  which  are 
hydrolysed  by  water,  that  is  those  which  in  solution  combine  with  the  elements 
of  water  to  form  an  acid  and  a  base.     The  examples  given  are  in  all  cases 
sulphates  which  are  hydrolysed,  in  the  true  chemical  sense,  when  dissolved  in 
water.    The  Respondent,  who  had  been  working  in  Germany  under  Steam  15 
and  Woodley^a  Patent,  found  that  when  a  crude  solution  of  viscose  was  used 
with  the  acid  precipitating  bath  the  resulting  threads  had  little  or  no  lustre, 
owing,  chiefly,  to  the  deleterious  efl^ect  of  the  gases  which  are  evolved  by  the 
action  of  the  acid  upon  the  salts  present  as  impurities  in  the  viscose,  and  that, 
with  an  acid  which  was  sufficiently  «iilute  to  prevent  the  prejudicial  formation  20 
of  gas  bubbles,  the  threads  produced  were  sticky  and  soft,  and  generally  unfit 
for  commercial  purposes.     The  Respondent's  invention  relates  to  a  process 
whereby  these  defects  are  obviated.    This  process  is  characterised  by  the  use  of 
a  precipitating  bath  consisting  of  sulphuric  acid,  into  which  a  sulphate,  or  a  salt 
which  by  solution  in  sulphuric  acid  is  converted  into  a  sulphate,  has  been  iutro-  25 
duced.    This  is  a  new  and  very  valuable  invention,  and  is  distinguishable  from 
previous  inventions  relating  to  viscose  by  the  fact  that  a  thread,  of  high  lustre 
and  general  commercial  utility,  can  be  produced  from  a  crude  solution  of 
viscose,  without  any  previous  purification  of  the  viscose  solution,  or  subsequent 
treatment  of  the  thread  produced  by  precipitation  by  the  Miiller  bath.     The  30 
words  "  sufficiently  purified,"  occurring  on  page  2,  line  36,  of  the  Respondent's 
Specification,  refer  to  the  usual  mechanical  purification  or  filtration,  to  which 
crude  viscose  solution  is  subjected,  for  the  purpose  of  eliminating  solid  particles 
or  the  like,  and  they  have  no  reference  to  chemical  purification  such  as  is 
described  in  the  Specification  of  the  Petitioners'  Letters  Patent  No.  2529  of  1902.  35 
This  Petition  has  been  presented  without  the  fiat  of  His  Majesty'p  Attorney- 
General.    The  Petitioners  have  no  locus  standi  unless  they  succeed  in  proving 
that  Steam  and  Woodley  were  the  true  and  first  inventors  of  the  invention 
claimed  by  the  Respondent.     The  mere  allegation,  that  Steam  and  Woodley 
were  the  true  and  first  inventors,  is  not  sufficient  to  give  the  Petitioners  a  loctAS  40 
standi  under  Section  26  of  the  Patents  &c.  Act  1883,  to  present  this  Petition. 

The  following  witnesses  gave  evidence  for  the  Respondent : — Dr.  F,   W. 
PassmorCy  Count  Hermann  Luxbourg,  and  Alfred  Gordon  Salaman. 

Bousfield  K.C.  for  the  Petitioners. — The  Respondent's  invention  is  not  new. 
Steam  and  Woodley^ s  invention  consists  in  the  use  generally  of  an  acid  bath  45 
for  precipitating  viscose,  and  it  is  not  confined  to  the  use  of  such  a  bath  with 
purified  viscose.    The  precipitating  bath,  claimed  by  the  Respondent,  is  a  bath 
of  the  nature  disclosed  and  claimed  in  the  Petitioners'  Patent.    The  words 
"sufficiently  purified,"  which  occur  in  the  Respondent's  Specification,  refer  to 
chemical  purification,  and  his  Claim  is  not  confined  to  the  use  of  crude  viscose.  50 
In  the  ordinary  working  of  the  Steam  and  Woodley  process  the  sodium  hydrate 
present  in  the  solution  of  purified  viscose  reacts,  when  a  sulphuric  acid  bath  is 
used,  with  the  sulphuric  acid  to  form  sodium  sulphate  in  the  solution,  and 
after  a  time  the  sulphate  will  attain  a  concentration  of  from  6  to  12  per 
cent,  in  the  precipitating  bath.    The  Respondent  does  not  claim  a  bath  of  any  55 
definite  composition ;  his  claim  is  a  wide  one,  and  if  the  validity  of  his  Patent 
is  upheld  the  Petitioners  will  be  prevented  from  working  in  accordance  with 
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the  directions  given  in  Steam  and  Woodley^a  Specification.  The  word 
**  hydrolysis  "  is  not  used  in  its  strict  technical  meaning  ;  it  is  capable  of  being 
used  and  is  used  in  reference  to  those  salts  which  have  an  acid  reaction  in 
solution,  and  the  Claims  were  framed  in  order  to  prevent  attempts  to  evade  the 
5  Patent  by  using  such  salts.  Bisulphate  of  soda  is  a  compound  contemplated  in 
Steam  and  Woodley^s  Specification.  On  solution  in  water  it  is  split  up  at  once 
into  sodium  sulphate  and  sulphuric  acid  according  to  the  equation  2  NaH  SO4  = 
Na2S04  +  HjSO^.  This  splitting  up  is  hydrolysis,  within  the  meaning  intended 
to  be  given  to  that  word  in  Steam  and   Woodley^s  Specification.    If  in  the 

10  Steam  and  Woodley  process  a  viscose  solution  of  sufficient  purity  is  used  to 
start  with,  there  is  no  necessity  for  any  further  chemical  purification.  The 
Respondent's  claim  is  sufficiently  wide  to  include  this  modification  of  Steam 
and  Woodley^e  process,  and  consequently  no  subject-matter  for  valid  Letters 
Patent  is  disclosed  in  the  Respondent's  Specification.  The  Petitioners  have  a  locus 

15  standi  to  present  this  Petition.  Firstly,  because  Steam  and  Woodley  were  the 
first  and  true  inventors  ;  and,  secondly,  in  the  event  of  this  point  being  decided 
adversely  to  the  Petitioners,  on  the  ground  that  the  allegation  that  they  were 
the  first  and  true  inventors  is  sufficient  to  bring  the  Petitioners  within  Section 
26,  subsection  4  (rf)  of  the  Patents  &c.  Act  1883. 

20      Parker  J".,  without  giving  a  definite  decision,  expressed  a  doubt  as  to 
whether  the  Petitioners,  in  the  event  of  his  deciding  against  them  on  the  first 
of  the  above  two  points,  had  any  locus  standi  to  present  their  Petition  without 
first  obtaining  the  fiat  of  His  Majesty's  Attorney-General. 
Bous/ield  K.C.  then  asked  for  leave  to  apply  for  the  fiat. 

25  Walter  K.O.  opposed  on  the  ground  that  the  Petitioners  had  been  given 
notice  that  this  objection  would  be  taken  at  the  hearing  of  the  Petition,  and  on 
the  further  ground  that  the  Respondent's  case  had  been  presented  to  meet  the 
points  raised  in  the  Particulars  of  Objections,  and  that  if  the  course  suggested  by 
the  Petitioners  was  adopted,  fresh  evidence  would  have  to  be  called  on  behalf 

30  of  the  Respondents,  and  that  would  be  a  matter  of  great  expense  as  the 
Respondent's  witnesses  were  resident  in  Germany.  In  any  case  leave  should 
only  be  given  upon  terms  as  to  costs. 

Parkbr  <7.  ultimately  gave  leave  to  the  Petitioners  to  apply  for  the  fiat, 
which,  if  granted,  was  to  be  treated  as  having  been  granted  nunc  pro  tunc^  and 

35  he  directed  that  the  Petition  should  be  treated  as  having  been  technically 
amended  by  inserting  an  allegation  that  the  fiat  had  been  obtained.  The 
question  of  terms  as  to  costs  was  reserved  until  arguments  had  been  heard  as  to 
the  question  of  the  Petitioners'  right  to  present  this  Petition  without  the  fiat  if 
on  the  other  issues  the  Petitioners  were  successful. 

40       The  hearing  of  the  Petition  was  then  continued. 

The  following  witnesses   gave    evidence  for  the  Petitioners : — Sir  Jamei 
Dewary  Dr.  Adolph  Liehmdnn^  and  Sidney  Scrivener  Napper, 

Walter  K.C.  in  reply. — ^^  Hydrolysis  "  means  hydrolysis  in  its  strict  technical 
meaning.    The  Petitioners  cannot  by  any  legitimate  working  of  the  Steam  and 

45  Woodley  process  produce  a  bath  having  any  of  the  properties  of  the  Respondent's 
bath.  The  modification  of  the  Steam  and  Woodley  process  in  which  crude 
viscose  solution  is  used  is  not  described  or  claimed  in  Steam  and  Woodley's 
Specification.  The  Petitioners  have  not  used  this  modified  process  before  the 
1st  of  May  1905,  the  date,  under  the  International  Convention,  of  the  Respon- 

50  dent's  Patent,  consequently  there  has  been  no  prior  user.    Stearn  and  Woodley 
were  not  the  first  and  true  inventors  of  the  invention  claimed  in  the  Respondent's 
Specification. 
Judgment  was  reserved  and  delivered  on  May  17th  1907. 
Parker  J. — The  point  at  issue  in  these  proceedings  is  the  validity  of  the 

55  Letters  Patent  No.  10,094  of  1906  granted  to  Dr.  MiUler  for  an  "  Improved 
*'  Process  for  the  Manufacture  of  Lustrous  Threads,  Bands,  Strips,  and  the  like 
"  of  Viscose,"  such  Letters  Patent,  by  virtue  of  the  Patents  Act  1901  and  the 
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International  Convention,  dating  as  from  the  Ist  of  May  1905.  "  Viscose  "  is 
the  name  now  generally  given  to  the  chemical  compound  produced  by  treating 
cellulose  in  the  manner  invented  by  Gross^  Bevan^  and  Beadh  in  1892,  and 
protected  by  their  Letters  Patent  No.  8700  of  that  year.  Prior  to  the  date  of 
the  last-mentioned  Letters  Patent  cellulose  had  been  attacked  and  dissolved  by  5 
certain  reagents,  the  best  known  of  which  was  an  ammoniacal  solution  of  oxide 
of  copper.  This  method  of  dissolution  was  commonly  called  the  "  cupro-ammonia 
"  process,"  and  the  solution  of  cellulose  resulting  therefrom  had  been  used  for 
industrial  purposes,  including  the  manufacture  of  filamentary  materials.  Its 
various  applications  had,  however,  been  limited,  both  by  the  peculiar  properties  10 
of  the  solution  itself,  and  by  the  cost  of  its  production.  The  merit  which  CrosSj 
Bevan^  and  Beadle  claimed  for  their  invention  consisted,  not  only  in  the  fact 
that  the  product  thereby  produced  could  be  obtained  at  a  low  cost,  but  that  its 
properties  were  such  that  it  could  be  applied  to  a  great  number  of  useful 
purposes.  I  understand  that  the  ground  upon  which  the  Patent  has  recently  15 
been  prolonged  by  the  Privy  Council  was  that  the  ordinary  life  of  a  Patent  had 
proved  too  short  for  the  proper  discovery  and  exploitation  of  those  purposes.* 

Stated  shortly,  the  essential  features  of  the  invention  of  Cross,  Bevan^  and 
Beadle  are,  to  expose  cellulose,  which  has  first  been  mercerised  by  treatment 
with  a  caustic  alkali,  to  the  action  of  carbon  bisulphide,  and,  when  the  reaction  20 
is  complete,  to  dissolve  the  product  in  water.    The  product  so  obtained,  or  the 
solution  of  this  product  in  water,  has,  from  its  viscosity,  now  become  known 
as  "  viscose."    The  inventors  point  out  two  peculiarities  of  viscose  which  it  is 
necessary  to  bear  in  mind.    First,  it  is  not  by  any  means  a  pure  cellulose 
derivative,  but  contains  many  by-products,  the  result  of  the  interaction  of  the  25 
alkali  used  for  mercerisation  with  the  carbon-bisulphide.     These  may  or  may 
not  be  objectionable,  according  to    the   purposes  for  which  the  viscose    is 
used.    If  objectionable  they  may  be  so  modified  as  to  become  harmless,  or  may 
be  eliminated  altogether  by  processes  which  the  inventors  describe.     After 
elimination  of  the  by-products  there  remains  what  the  inventors  call  the  pure   30 
cellulose  derivative.    Secondly,  viscose,  or  rather  the  cellulose  derivative  con- 
tained therein,  has  the  property  of  becoming  reconverted  into  cellulose  by  long 
standing,  or,  as  it  has  been  called  by  the  witnesses,  the  mere  process  of  ageing. 
This  process  of  ageing,  which  is  accelerated  by  a  high,  and  retarded  by  a  low, 
temperature,  affects  the  viscose — as  it  is  now  well  known — ^in  the  following  35 
manner : — First,  assuming  the  accuracy  of  the  now  accepted  theory,  that  the 
cellulose  derivative  contained  in  viscose  is  a  compound  of  cellulose  and  xanthic 
acid,  it  gradually  releases  the  xanthic  acid,  so  that  the  proportion  of  cellulose 
to  xanthic  acid  in  the  compound  is  continually  increasing  till  no  xanthic  acid 
remains  in  the  combination,  and  we  have  only  cellulose  left.    Secondly,  it  40 
increases  the  number  of  by-products  in  the  viscose.    Thirdly,  it  decreases  the 
solubility  in  water  of  the  cellulose  derivative  contained  in  the  viscose ;  and, 
fourthly,  the  cellulose  derivative,  which  at  first  can  be  treated  by  weak  acids, 
such  as  acetic  acid,  without  risk  of  decomposition,  becomes  gradually  suscep- 
tible of  precipitation  when  exposed  to  the  action  of  such  acids.    None  of  these  45 
effects  of  ageing  are,  however,  mentioned  by  the  original  inventors.    Their 
discovery  was  the  result  of  subsequent  investigation. 

In  order  to  understand  the  points  at  issue  in  the  present  case  it  is,  I  think, 
necessary  to  trace  the  history  of  viscose,  more  especially  in  relation  to  its  use  for 
the  manufacture  of  artificial  threads.  The  first  person,  who  devised  a  process  50 
whereby  viscose  could  be  used  for  producing  filamentary  material,  appears  to 
have  been  Charles  Henry  Steam,  His  device  is  the  subject  of  Letters  Patent 
No.  1020  of  1898,  and  consisted  in  projecting  the  viscose  through  small  orifices 
into  a  precipitating  or  setting  solution,  or  liquid.      In  his  Specification  he 

•  For  the  report  of  the  prolongation  proceedings,  eee  23  R.P.O.  485.— J.  C. 
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instances  solutions  of  alcohol,  brine,  and  sulphate  of  ammonium  as  appropriate 
precipitating,  or  setting  solutions,  but  prefers  a  solution  of  chloride  of  ammonium. 
As  a  matter  of  fact  sulphate  of  ammonium  has  proved  to  be  most  suitable,  and 
is  used  both  in  England  and  in  Germany  in  working  this  Patent,  or  its  German 
5  counterpart.  Stearn^  in  his  Complete  Specification,  emphasises  the  necessity  of 
using  a  viscose  prepared  from  the  purest  cellulose  obtainable,  so  as  to  secure  its 
being  homogeneous  throughout,  and  free  from  undissolved  fibres,  and  also  the 
necessity  of  the  viscose  being  filtered,  and  freed  from  air  bubbles.  He  does  not 
propose  to  first  eliminate  the  by-products  mentioned  by  the  inventors,  though 

10  his  threads,  when  drawn  from  the  precipitating  solution,  have  to  undergo  an 
elaborate  treatment,  both  for  the  removal  of  by-products  and  for  the  final 
regeneration  of  the  cellulose,  by  completing  the  decomposition  of  the  sulpho- 
carbonate  contained  in  the  compound.  The  cellulose  thread  thus  finally  pro- 
duced is  washed,  and  dried,  under  tension,  and  can  then  be  polished    or 

15  otherwise  treated,  as  may  be  desired.     Steam  does  not  refer  to  ageing  the 

viscose  hfe  uses,  but,  as  a  matter  of  fact,  the  viscose  now  used  in  working  his 

invention  is  always  viscose  which  has  been  kept  for  some  days.     The  various 

advantages  to  be  secured  by  ageing  were  unknown,  or  not  fully  known,  in  1898. 

In  February  1901  Cross^  Bevan,  and  Beadle  applied  for  a  Patent,  subsequently 

20  granted  to  them,  and  numbered  3592  of  1901,  for  a  treatment  of  viscose  for  the 
preparation  of  useful  products  therefrom.  In  their  Complete  Specification  they 
refer  to  viscose  made  under  their  Patent  of  1892  as  a  crude  compound,  con- 
taining, besides  the  alkali,  cellulose  xanthate,  or,  in  other  words,  the  cellulose 
derivative  mentioned  in  their  earlier  Patent,  various  by-products,  consisting,  in 

25  the  case  of  viscose  mercerised  with  caustic  soda,  of  sodium  carbonate,  and  of 
sulpho-carbonates.  They  point  out  that  these  by-products  are  not  only  formed 
by  the  original  reaction,  but  continue  to  be  formed  during  the  process  of  dis- 
solving the  product  of  the  reaction,  and  also,  progressively,  all  the  time  that  the 
viscose  is  stored.    They  claim  to  have  discovered  that  the  cellulose  derivative — 

30  alkali  cellulose  xanthate — ^resists  the  action  of  weak  acids,  such  as  acetic  acid, 
and  they  describe  a  process  based  on  this  discovery,  whereby,  by  treating  viscose 
with  acetic  or  other  weak  acids,  they  can  get  rid  of  the  carbonates  and  sulpho- 
carbonates,  and  can  further,  by  the  addition  of  brine,  alcohol,  or  other  neutral 
dehydrating  agent,  precipitate  the  cellulose  compound  contained  in  the  viscose 

35  as  an  alkali  salt,  which  can  be  readily  removed  from  the  solution,  washed,  and 
re-dissolved.  This  product  of  viscose  is  referred  to  as  purified  alkali  cellulose 
xanthate,  or  as  relatively  pure  viscose,  and  the  inventors  seem  to  have  found  it 
entirely  soluble  in  water,  which  points  to  their  treatment  of  the  crude  viscose 
having  been  carried  out  either  at  a  temperature  below  the  normal,  or  with  a  con- 

40  siderable  degree  of  rapidity.  Up  to  this  point  we  have  no  clear  reference  to  the 
importance  of  considering  the  chemical  changes  which  viscose  undergoes  by 
mere  process  of  ageing,  but  in  the  early  part  of  1901  Margosches'  work  on 
viscose  (which  is  quoted  in  Cross  atid  Bevan^s  "  Researches  on  Cellulose,  1895 
"  to  1900,"  published  in  1901)  was  deposited  in  the  Patent  Office  Library,  and 

45  on  page  24  there  is  the  following  passage : — '*  Whether  a  viscose  kept  for  a 
**  certain  period  is  still  in  a  utilizable  condition  is  readily  determined  by 
"  observing  its  liquid  condition,  and  its  capacity  for  being  mixed  with  cold 
"  water.  A  completely  decomposed  viscose  changes  into  an  elastic  mass  of 
"  hydrated  cellulose,  but  before  this  takes  place  it  passes  through  stages  of  jelly- 

50  "  like  or  semi-solid  condition  in  which  an  addition  of  water  produces  liquefai- 
"  tion.  Clearly,  the  process  of  gradual  decomposition  begins  immediately  after 
*•  the  preparation  of  the  substance,  and  it  is  necessary  to  determine  which  is  the 
"  most  favourable  condition  for  the  different  applications  of  the  viscose,  and  to 
"  fix  certain  limits  of  age  and  decomposition  within  which  the  material  is  still 

55  "  suitable  for  use."  There  is  no  reference,  however,  either  in  Margosches'  work, 
or  in  Cross  and  Sevan's  ''Researches  on  Cellulose,"  to  the  period  during  which 
viscose  should  be  kept  before  its  application  to  the  production  of  artificial  threads. 
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We  now  come  to  the  Letters  Patent  No.  2529  of  1902,  granted  to  Steam  and 
WoodUy  for  "Improvements  in  the  Manufacture  of  Filaments,  Sheets,  or 
"Films,  from  Cellulose."  This  Patent  requires  more  careful  consideration. 
Stearn  and  Woodley  begin  their  Complete  Specification  by  referring,  inter 
alia,  to  the  process  described  in  their  Patents  of  1898,*  and  to  the  fact  that  the  5 
viscose,  to  which  that  process  is  applicable,  contains  by-products,  chiefly  sodium 
carbonate  and  sulpho-carbonates,  which  can  be  eliminated  by  certain  well- 
known  processes  of  precipitation,  so  as  to  yield  a  purified  cellulose  xanthate 
soluble  in  water  or  caustic  soda.  They  add,  that  the  purified  viscose  thus 
obtained  preserves  the  characteristic  features  of  the  original  solution,  but,  10 
during  the  process  of  purification,  the  xanthate  of  cellulose  changes  in  compo- 
sition and  properties  in  such  a  way,  that  it  is  precipitated  by  even  the 
weakest  acids — for  instance,  acetic  acid — in  excess,  without  causing  the  separa- 
tion of  the  xanthate  of  cellulose.  This  reference  to  the  purified  xanthate  of 
cellulose  being  liable  to  precipitation  by  weak  acids,  and  to  the  possibility  of  15 
caustic  soda  being  required  for  its  re-solution,  point  to  chemical  changes  due  to 
the  process  of  ageing.  There  is  a  subsequent  passage  in  the  Specification,  which 
makes  it  probable  that  the  inventors  were  fully  aware  of  the  cause  of  these 
changes.  The  Specification  then  continues  as  follows  : — "  We  have  now  found 
"  that  the  precipitation,  or  solidification,  of  the  cellulose  compound  from  this  20 
"  modified  and  purified  form  of  viscose  by  treatment  of  the  same  with  acid, 
"  answers  all  the  requirements  of  the  process,  for  the  preparation  of  artificial 
"  cellulose  threads,  sheets,  or  fibres,  whereas,  in  the  case  of  crude  viscose  an  acid 
"  bath  for  solidifying  the  cellulose  compound  is  altogether  inapplicable  by  reason 
"  of  the  effervescence  caused  by  ihe  escape  of  gaseous  and  volatile  compounds  25 
"  and  the  liberation  and  deposition  of  sulphur  upon,  and  within,  the  product. 
"  This  is  the  basis  of  our  present  invention."  It  is,  in  my  opinion,  reasonably 
clear,  that  "  crude  viscose  "  is,  in  the  passage  I  have  read,  used  to  denote  the 
original  viscose,  as  opposed  to  the  modified,  and  purified,  form  of  viscose, 
obtained  from  the  original  viscose,  by  one  or  other  of  the  well-known  processes  30 
— involving  precipitation  and  re-solution  of  the  cellulose  compound — ^reference 
to  which  has  been  already  made.  We  are  informed,  therefore,  in  the  clearest 
way,  that  precipitation  of  the  cellulose  compound  in  an  acid  bath,  for  the 
purpose  of  producing  threads,  sheets,  and  fibres,  is  only  applicable  to  the 
modified  and  purified  form  of  viscose,  and  cannot  be  applied  to  the  original  35 
viscose  ;  first,  because  of  the  effervescence  due  to  the  action  of  the  acid  on  the 
by-products,  and,  secondly,  because  of  the  deposition  of  sulphur  in  the  product 
I  cannot,  therefore,  see  how  this  Specification  can  be  construed  as  disclosing 
any  method  of  treating  the  original  or  crude  viscose  with  acid  for  the  purpose 
of  producing  threads,  sheets,  or  films  of  cellulose.  If,  however,  it  be  possible  40 
to  make  a  viscose,  originally  so  free  from  by-products,  that  it  neither  bubbles 
in  an  acid  bath,  nor  deposits  sulphur  on  the  threads,  there  would  be  no  apparent 
reason  why  such  a  viscose  could  not  be  used  for  making  artificial  threads, 
according  to  this  process.  The  inventors  proceed  to  give  two  samples  of  pro- 
cesses, by  which  the  modified,  and  purified,  form  of  viscose  can  be  obtained  45 
from  the  original,  or  crude,  viscose.  The  first  example  is  identical  with  one  of 
the  processes  described  by  Cross,  Bevan,  and  Beadle  in  their  1892  Specification, 
except  that  a  solution  of  an  ammonium  compound  is  suggested  as  an  alternative 
for  brine.  The  second  example  is  identical  with  the  process  described  by 
Cross^  Bevan,  and  Beadle  in  the  1901  Specification,  except  that  the  xanthate  of  50 
cellulose  is  to  be  re-dissolved  in  alkaline  lye,  or  in  water,  the  proportion  of 
alkali,  where  it  is  necessary  to  use  it,  being  such  as  to  render  the  solution 
homogeneous,  and  of  the  requisite  degree  of  fluidity.  I  think  it  is  established 
by  the  evidence  that  the  use  of  caustic  soda,  for  re-dissolving  the  purified 
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cellulose  xanthate,  would  only  be  necessary  when  there  had  been  from  two  to 
three  days'  ageing  under  ordinary  conditions  of  temperature,  and  that  the 
purification  process  might  reasonably  be  expected  to  last  from  two  to  three 
days.  After  the  same  amount  of  ageing,  under  the  same  conditions  of  tempera- 
5  ture,  the  cellulose  compound,  in  viscose,  would  also  become  liable  to  precipitation 
by  weak  acid.  The  Specification  proceeds  to  state  that  the  solution  of  the 
purified  cellulose  xanthate  is  preferably  used  in  such  a  condition  that  the 
cellulose  is  entirely  precipitated  by  a  weak  acid,  and,  that  to  secure  this 
condition,  it  should  be  kept  for  from  one  to  three  days,  the  desired  condition 

10  being  attained,  as  the  result  of  spontaneous  change,  during  that  period. 
Evidently,  therefore,  Steam  and  Woodley  were  alive  to  the  importance  of  the 
ageing  process.  The  solution,  thus  aged,  is  to  be  manipulated  in  the  same 
way  as  the  crude  viscose,  under  their  Patents  of  1898,  up  to  the  point  of 
reaching  the  orifices,  through    which    it  is    squirted,    but  the  precipitating 

15  bath  is  to  be  an  acid,  of  a  kind  or  composition,  and  concentration,  in 
accordance  with  the  composition  of  the  viscose,  and  the  effect  required 
to  be  produced.  The  Specification  then  proceeds  to  give  three  instances 
of  the  kind  of  bath  which  has  been  found  appropriate,  namely — (1)  a  bath  of 
sulphuric  acid,  of  9  per  cent,  concentration,  (2)  a  bath  of  hydrochloric  acid,  of 

20  7  per  cent,  concentration,  and  (3)  a  bath  of  acetic  acid,  of  10  to  20  per  cent, 
concentration  ;  and  the  strength  of  the  bath  is,  in  each  case,  to  be  maintetined  by 
the  addition  of  more  concentrated  acid,  as  the  acid  in  the  bath  is  neutralised,  by 
the  alkali  introduced,  in  the  passage  of  the  viscose  solution  through  the  l^th. 
Of  the  three  examples  of  appropriate  acid  baths,  that  in  which  sulphuric  acid  is 

25  used  is,  as  will  presently  appear,  alone  of  any  importance  for  the  purposes  of 
this  case,  its  importance  depending  on  the  fact  that  the  neutralisation  of 
sulphuric  acid  by  the  alkali  in  the  viscose  solution  will  gradually  lead  to  the 
accumulation  in  the  bath  of  sodium  sulphate.  It  is  clear,  however,  that  Steam 
and  Woodley  attached  no  importance  to  this  fact,  for  in  baths  of  hydrochloric 

30  or  acetic  acid  no  such  accumulation  is  possible.  The  Specification  concludes 
with  a  statement  that  instead  of  using  an  acid,  as  such,  for  the  bath  an  acid 
compound,  which,  by  solution  in  water,  is  in  part  decomposed  (hydrolysed), 
and  liberates  an  acid,  may  be  used,  such,  for  instance,  as  sulphate  of  alumina, 
or  of  chromium,  or  the  like.    In  other  words,  the  object  being  to  get  a  bath  of 

35  a  certain  acid  concentration,  this  object  may  be  obtained,  either  directly,  by 
mixing  acid  and  water,  or,  indirectly,  by  exposing  certain  acid  compounds  to 
the  action  of  water.  The  only  question  which  arises  on  this  statement  is,  as  to 
the  acid  compounds  which  may  properly  be  so  used.  Do  the  inventors  mean 
to  limit  the  compounds  which  may  be  so  used,  to  those  which  by  solution  in 

40  water  are  in  part  "  hydrolysed  " — that  is,  parts  of  which  take  up  the  elements 
of  water,  which  is  the  strict  meaning  of  the  word  "  hydrolysed  " — or  do  they 
use  the  word  ''hydrolysed"  in  a  loose  and  general  sense,  as  meaning  simply, 
decomposed  in  water,  so  as  to  produce  an  acid  ?  The  instances  given  are  of 
compounds  capable  of  hydrolysis  in  its  technical  sense.    On  the  other  hand, 

45  the  witnesses  called  could  give  no  satisfactory  reason  why  the  inventors,  whose 
only  object  was  to  get  acid  in  the  bath,  should  have  limited  the  compounds  to 
be  used  for  that  purpose  to  those  capable  of  being  hydrolysed  in  the  true 
chemical  sense.  If  the  word  **  hydrolysed "  is  to  be  construed  strictly, 
sodium  salt,  usually  called  bisulphate  of  sodium,  is  not  such  a  compound  as 

50  indicated.    If,  however,  the  word  is  to  be  construed  loosely,  bisulphate  of 

sodium  would  at  once  occur  to  the  mind,  as  an  appropriate  compound  to 

produce  a  bath  of  sulphuric  acid,  of  9  per  cent,  concentration.    The  importance 

of  this  will  appear  later. 

The  Claims  at  the  end  of  the  Specification  are  capable  of  being  construed  as 

55  including  the  treatment  in  the  acid  bath  of  crude  viscose,  as  well  as  of  the 
purified  solution  of  cellulose  xanthate  thereinbefore  mentioned,  but,  as  we  have 
been  already  informed  that  crude  viscose  cannot  be  so  treated,  I  do  not  think  that 
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this  can  be  the  true  meaning  of  the  Claims.  Further,  a  suggestion  was  made  in  the 
course  of  the  evidence,  that  the  really  important  part  of  Steam  and  Woodley^s 
Specification  was  that  it  pointed  to  the  importance  of  using  aged  viscose,  and 
that  ageing  was  far  more  vital  to  the  success  of  the  process  than  purification.  I 
cannot,  however,  accept  this  suggestion,  more  especially  as  it  appears  quite  clear  5 
that  ageing  increases  the  very  by-products  against  the  effects  of  which  the 
inventors  claim  to  provide  by  purification.  I  may  add  that  Steam  and 
Woodley's  Patent  of  1902,  if  ever  worked  on  a  commercial  scale  at  all,  was 
never  so  worked  until  after  the  date  of  the  Patent  the  validity  of  which  is  now 
in  question,  probably  because  of  the  cost  involved  in  producing  the  purified  10 
cellulose  xanthate.  Steam  and  Woodletfs  Complete  Specification  was  not  left 
at  the  Patent  OfiBce  until  the  1st  of  December  1902,  and  in  the  meantime  William 
Phillips  Thompson  applied  for  the  Letters  Patent  No.  17,503  of  1902,  subsequently 
granted  to  him.  In  both  his  Specifications  he  refers  to  the  process  described  in 
Stearh*s  Specification  of  1898,  and  to  the  purified  solutions  of  viscose  used  in  that  15 
process.  The  process,  he  says,  has  two  disadvantages.  First,  the  decomposition 
of  the  cellulose  by  chloride  of  ammonium  proceeds  slowly ;  and,  secondly, 
unless  the  solution  of  ammonium  chloride  be  a  highly  concentrated  solution  the 
threads  are  liable  to  incessant  breakages.  He  tells  us  that  sulphuric  acid,  used 
instead  of  ammonium  chloride  as  a  precipitant,  will  rapidly  produce  a  strong  20 
thread  and  is  a  cheaper  process,  but  has  not  hitherto  been  practically  employed 
because  the  thread  produced  has  a  dull  white  colour  due  to  the  sulphur  and 
sulphur  compounds  deposited  by  the  decomposition  of  the  by-product  of 
viscose.  He  claims  to  have  invented  a  way  of  obviating  these  disadvantages  by 
subsequent  treatment  of  the  threads  produced.  In  my  opinion  this  Patent  25 
relates  to  the  treatment  with  sulphuric  acid  of  the  original  viscose,  without  its 
having  first  undergone  a  process  of  purification  by  precipitation  and  re-solution, 
and  the  subsequent  treatment  of  the  resulting  threads  so  as  to  remove  the 
sulphur.  It  will  be  remembered  that  one  of  the  reasons  why  Steam  and 
Woodley  say  that  a  bath  of  sulphuric  acid  cannot  be  applied  to  original  viscose  30 
is  the  deposition  of  sulphur  within  the  product.  Thompson's  bath  is  a  10  per 
cent,  sulphuric  acid  bath,  but  he  makes  no  claim  to  such  bath  alone,  but  only  in 
combination  with  the  further  process  for  removing  the  sulphur.  I  gather  that 
the  viscose  used  by  him  could  not  have  bubbled  in  the  batii  to  any  great  extent, 
for  he  does  not  in  any  way  deal  with  difficulties  connected  with  bubbling.  35 

In  1903  Steam  obtained  further  Letters  Patent,  No.  7023  of  that  year,  but 
these  are  only  material  as  containing  the  now  accepted  chemical  theory  as  to 
the  changes  which  are  brought  about  in  viscose  by  process  of  ageing. 

We  now  come  to  Miiller's  Patent,  No,  10,094  of  1906,  the  validity  of  which  is 
in  issue,  and  which  also  requires  detailed  consideration.    Miiller  commences  40 
his  Complete  Specification  by  stating  it  to  be  known,  *'that  it  is  possible 
"  to  produce  lustrous  threads,  films,  bands  or  the  like,  from  viscose,    .... 
"  if  its  solutions  are  caused  to  pass   through  openings  with  approximately 
"  formed  " — which  I  think  must  mean  appropriately  formed — "  cross  sections 
"  into  a  solution  of  ammonium  sulphate,  or  into  acids."    Obviously  the  inventor  45 
here  refers  to  the  solution  of  ammonium  sulphate  used  as  a  precipitant,  in 
working  the  process  patented  by  Steam's  Patents  of  1898,  or  their  German 
counterpart.     It  is  not,  however,  quite  so  clear  to  what  he  refers  when  he 
alludes  to  acids.    He  may  be  referring  to  Steam  and  Woodley's  Patent  of  1902, 
or  to  Thompson's  Patent  of  1902.   He  proceeds  to  state  that,  when  sulphuric  acid  50 
is  used  for  the  purpose,  it  is  found  that  dilute  acid  acts  but  slowly,  and  the 
water  present  imparts  to  the  thread  a  sticky  property,  occasioning  loss  in  the 
further  treatment.    "  If,"  he  continues,  "  the  action  of  dilute  acid  is  increased 
"  by  heat,  it  is  true  that  the  threads  become  firmer,  and  easier  to  treat,  but  the 
**  gaseous  decomposition  products  of  the  viscose  solution  (for  example  sulphuretted  55 
"  hydrogen  and  carbonic  acid)  are  almost  insoluble  in  warm  liquid,  or,  at  all 
**  events,  are  soluble  with  difficulty,  so  that  they  escape  as  gas,  and  in  some  cases 
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pass  as  bubbles  through  the  tube  of  cellulose  hydrate  representing  the  first 
stage  of  the  formation  of  thread."  I  think  this  means  that,  though  you  can 
get  over  the  slowness  of  action  of  dilute  acid,  and  the  stickiness  caused  by  the 
diluting  water  used,  if  you  heat  the  solution,  you  will  find  the  heating  produces 

5  bubbles,  and  that  bubbles  will  spoil  your  threads.  It  seems  reasonably  clear 
also  that  Muller  is  dealing  with  a  viscose,  which  does  not  bubble  if  a  dilute 
acid  is  used  at  ordinary  temperatures,  though  the  amount  of  dilution  necessary 
to  avoid  bubbling  is  undefined.  The  following  sentence  in  the  Specification  is 
incomplete,  and  some  words  have  to  be  supplied  to  make  it  read  at  all.     It 

10  apparently  states  the  effect  on  the  threads  of  a  large  number  of  experiments, 
in  which  sulphuric  acid  of  various  degrees  of  concentration  (between  5  and  40 
percent.)  has  been  either  "used,"  or  "heated" — it  is  difiBcult  to  say  which 
is  the  missing  word  ;  it  is,  I  think,  probably,  "  heated,"  for  the  inventor  next 
proceeds  to  state  that  concentrated  sulphuric  acid  has  a  similar  effect  on  the 

15  viscose  solution,  because,  when  concentrated  acid  is  used  the  gaseous  products 
escape  in  default  of  a  solvent,  that  is  in  default  of  water  to  dissolve  them ; 
and  he  has  not,  in  any  way,  alluded  to  bubbling  caused  by  dilute  acids  at 
ordinary  temperatures.  In  other  words,  so  far  as  bubbles  are  concerned, 
concentrated  acid  is,  he  says,  as  bad  as  heated  dilute  acid.    The  Specification 

20  then  proceeds  : — "  If,  however,  the  sulphuric  acid  is  diluted  to  such  an  extent 
"  as  to  prevent  the  prejudicial  formation  of  gas,  and  if  at  the  same  time 
"  the  softening  action  of  the  diluting  water  upon  the  thread  produced  is  coun- 
"  teracted  by  adding  an  appropriate  quantity  of  salt,  a  product  of  high  quality 
"  as  regards  strength,  lustre  and  elasticity  is  obtained."     I  think  this  amounts 

25  to  a  statement  of  the  means  by  which  he  proposes  to  overcome  the  difficulties 
he  has  mentioned,  and  to  secure  a  product  of  high  quality.  You  must,  he  says, 
make  your  precipitating  bath  of  dilute  sulphuric  acid  and  a  salt,  keeping  the 
acid  concentration  as  great  as  is  consistent  with  avoiding  the  bubbling  already 
referred  to,  and  the  salt  concentration  sufficient  to  counteract  the  softening 

30  effect  of  the  water.  With  regard  to  the  salt  which  is  to  be  used  the  inventor 
then  proceeds  to  state  that  all  soluble  sulphates  are  suitable.  He  then  describes 
what  he  calls  a  very  appropriate  precipitant  bath.  It  is  obtained  "  by  dissolving 
"  40  kilogrammes  of  sodium  bisulphate  in  60  kilogrammes  of  water,  and  adding 
"  7  kilogrammes  of  66°/^  sulphuric  acid."    This  gives  in  the  bath  an  acid  con- 

35  centration  of  20  per  cent,  and  a  sodium  sulphate  concentration  of  22  to  23  per 
cent.  The  evidence  is  that  this  is  a  saturated  solution  of  sodium  sulphate  in  20 
per  cent,  of  acid,  or,  in  other  words,  no  further  sodium  bisulphate  could  be  dis- 
solved in  such  a  bath.  The  inventor  next  proceeds  to  explain  why  sulphates, 
without  the  addition  of  acids,  are  unsuited  for  the  production  of  lustrous  threads 

40  from  viscose  except  ammonium  sulphate,  which  is  costly  because  of  the  loss  of 
ammonia  in  the  process.  He  claims  that  the  bath  which  he  has  invented  is  cheap 
and  involves  no  loss.  The  Specification  concludes  as  follows : — "  In  order  to  obtain 
"  the  highly  lustrous  decomposition  product  of  viscose  in  accordance  with  this 
"  process  in  the  form  of  threads,  bands  and  the  like,  the  viscose  solution  suffi- 

45  "  ciently  purified  and  concentrated,  and  of  appropriately  formed  cross  section, 
"  is  caused  to  enter  the  decomposing  solution  described,  the  cellulose  hydrate 
**  separated  being  collected  by  spooling,  winding,  or  in  any  other  suitable 
**  manner,  in  order  to  bring  it  into  a  convenient  form  for  further  treatment." 
The  Claim  is  for  a  "  Process  for  the  manufacture  of  lustrous  threads,  bands, 

50  "  films  and  plates  from  viscose,  characterised  by  the  fact  that  viscose  solution  is 
"  caused  to  pass  through  appropriately  formed  openings  into  sulphuric  acid  in 
"  which  a  salt,  preferably  a  sulphate,  is  dissolved,  substantially  as  described." 
It  was  strenuously  argued  at  the  trial  that  Muller  contemplated  a  purification  of 
the  original  viscose,  by  some  process  of  precipitation  and  re-solution,  before  it 

55  was  ready  for  treatment  in  his  bath,  such  argument  being  mainly  based  on  the 
words  "  sufficiently  purified  "  in  the  last  sentence  of  the  Claim.  I  think,  how- 
ever, that  "  purified  "  in  this  sentence  bears  the  same  meaning  as  it  evidently 
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does  in  Thompson's  Complete  Specification,  to  which  I  have  already  referred. 
In  other  words  it  means  purified  by  mechanical  filtration,  and  not  by  any 
chemical  process.  In  my  opinion  Miiller  contemplated  -his  process  being 
applicable  to  the  viscose  solutions  used  in  the  sulphate  of  ammonium  bath 
under  Steam's  1898  Patent,  and  not  to  the  purified  xanthate  of  cellulose  to  5 
which  Steam  and  Woodley's  1902  process  was  applicable.  At  the  same  time  it 
seems  equally  clear,  that  he  was  contemplating  the  use  of  a  viscose  which  does 
not  bubble  under  the  influence  of  sulphuric  acid  at  ordinary  temperature  if  such 
acid  be  sufficiently  dilute,  and  that  he  had  been  working  with  a  viscose  which 
did  not  bubble  in  such  a  bath  of  mixed  acid  and  salt  as  he  describes.  I  can  find  10 
no  trace  of  his  having  known,  if  it  be  the  fact,  that  the  addition  of  salt  to  the 
acid  enables  the  acid  concentration  to  be  increased  without  causing  bubbling. 

I  will  now  proceed  to  consider  the  Objections  raised  by  the  Petitioners  to  the 
validity  of  MuUer's  Patent.  The  Petition  was  originally  presented  without  the 
Attomey-6eneral*s  fiat,  and,  as  presented  was,  I  think,  demurrable,  inasmuch  15  i 

as  it  did  not  show  that  the  Petitioner  had  any  locus  standi  under  Section  26  of 
the  Patents  &c.  Act,  1883.  The  Objections  originally  delivered  with  the  Petition 
were  subsequently  amended,  and,  as  amended,  alleged  that  Steam  and  Woodley^ 
through  whom  the  Petitioners  claimed  title,  were  the  true  inventors  of  Muller's 
process,  which,  if  proved,  would  give  the  Petitioners  a  lociis  standi  under  20 
Section  26,  subsection  4  (rf)  of  the  Act  of  1883.  So  that,  reading  the  amended 
Objections  as  part  of  the  Petition,  the  latter  ceases  to  be  demurrable.  But,  as  it 
is  open  to  doubt  whether,  if  the  locus  standi  alleged  were  not  proved,  the 
Petitioners  could  obtain  revocation,  although  the  Patent  might  be  in  fact 
invalid,  and  as  their  objection  to  the  Patent  for  want  of  subject-matter  appeared  25 
to  be  inconsistent  with  the  locus  standi  alleged,  they,  with  my  concurrence, 
applied  for,  during  the  trial,  and  in  due  course  obtained  the  fiat  of  the  Altomey- 
Oeneral,  and  I  can  therefore  treat  the  Petition  as  presented  under  Section  26, 
subsection  4  (J)  of  the  Act  of  1883. 

The  Particulars  of  Objections  as  amended  are  as  follows  : — First,  it  is  said  30 
that  Mailer's  invention  as  set  out  in  his  Complete  Specification  is  not  useful, 
because  it  discloses  no  practically  useful  advance  on  Steam  and  Woodley's 
Patent  of  1902.    Secondly,  it  is  said  that,  having  regard  to  the  Patent  of  1902 
and  the  state  of  common  knowledge,  Miiller's  Patent  is  invalid  for  want  of 
subject-matter.    Thirdly,  it  is  said  that  MUller's  invention  is  not  new,  but  in  35 
substance  comprises  the  same  invention  as  that  protected  by  Steam  and 
Woodley's  Patent  of  1902.    Fourthly,  it  is  said  that  Miiller  was  not  the  first  and 
true  inventor  of  the  invention  protected  by  his  Patent,  but  that  Steam  and 
Woodley  were  the  first  and  true  inventors  thereof ;  and,  fifthly,  it  is  said  that 
Mailer's  Specification  does  not  distinguish  what  therein,  if  anything,  is  new  40 
from  what  was  old,  and  matter  of  common  knowledge,  prior  to  the  date  thereof.  i 

It  appears  to  me  that  all  these  Objections,  except  that  based  on  want  of  utility,  ' 

depend,  for  the  most  part,  on  the  proper  construction  to  be  placed  on  Mutter's 
Complete  Specification,  and  on  the  Complete  Specification  of  Steam  and  Woodley' s 
1902  Patent.    It  will  be  convenient,  therefore,  to  postpone  the  Objection  based  45 
on  the  want  of  utility,  and  deal  first  with  the  other  Objections. 

It  will,  perhaps,  be  well  to  state,  in  the  first  place,  what,  in  my  opinion. 
Mailer  really  claims.  I  think  that,  properly  construed,  his  Claim  is  confined 
to  the  use  of  a  particularly  constituted  precipitant  bath  in  the  known  process 
for  producing  artificial  threads,  or  the  like,  by  forcing  viscose  through  appro-  50 
priately  formed  openings,  with  precipitant  solutions,  and  that  the  essential 
feature  of  the  bath  he  claims  is  that  it  consists  of  sulphuric  acid  in  which  a 
salt,  preferably  a  sulphate,  is  dissolved,  substantially  as  described  in  his 
Specification.  I  do  not  think  he  claims  the  well-known  process  I  have  referred 
to,  or  a  bath  of  sulphuric  acid  alone,  or  a  bath  of  dissolved  salt  alone,  but  a  55 
combination  in  the  precipitant  bath  of  sulphuric  acid  with  a  dissolved  salt, 
such  as  he  has  described.    Of  course  if,  contrary  to  the  opinion  I  have  already 
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expressed,  Steam  and  Woodley^s  Patent  of  1902,  covers  the  use  of  an  acid  bath 
for  viscose,  which  has  not  been  put  through  any  process  of  chemical  purification, 
it  may  be  that  Muller^s  Patent  cannot  be  worked  in  this  country  without  a 
licence  from  the  Petitioners,  and  this  would  also  be  the  case  if,  contrary  to  the 
5  opinion  I  have  formed,  Muller*8  Patent  is  confined  to  the  use  of  viscose  which 
has  been  put  through  some  such  process.  Similarly,  it  may  well  be,  that 
Muller^s  Patent  could  not  be  worked  in  this  country  without  a  licence  from  the 
owner  of  Steam^s  1898  Patent.  But  the  possible  necessity  of  obtaining  a 
licence,  before  Milller's  Patent  can  be  worked  in  this  country,  cannot  affect  its 

10  validity.  Again  it  does  not  appear  to  me  that  Mullein's  Claim  extends  to  every 
bath  in  which  there  is  any  admixture  of  salt,  but  only  to  a  bath  in  which  acid 
and  salt  are  mixed  substantially  in  the  manner  described  in  his  Specification. 
It  is  not  necessary,  in  such  a  Specification  as  his,  to  state  precisely  the 
proportions  of  the  mixture.    It  is  enough  if  they  are  indicated  sufficiently  for 

15  practical  purposes.  Whether  they  are  so  indicated,  and,  if  so,  what  are  the 
proportions  covered  by  his  Claim,  is  one  of  the  most  important  questions  in  this 
case. 

Proceeding  to  the  Objection  based  on  want  of  subject  matter  I  think  this 
means  in  law  that,  what  Miille}'  claims  to  have  invented,  was,  having  regard  to 

20  Steam  and  Woodley^s  1902  Patent,  and  the  state  of  general  knowledge,  so  obvious, 
that  it  required  no  exercise  of  the  inventive  faculty  at  all.  Now  the  only  thing, 
either  in  the  Specification  of  the  1902  Patent,  or  in  the  state  of  general  knowledge 
which  it  was  suggested  could  lead  any  one  to  mix  salt  and  acid  in  the  precipitant 
bath  was  that,  as  will  be  remembered,  one  of  the  three  alternative  acid  baths 

25  suggested  in  the  1902  Specification,  was  a  sulphuric  acid  bath  of  9  per  cent,  concen- 
tration. Assuming,  as  is  now  generally  the  case,  that  in  making  viscose  the  alkali 
used  is  caustic  soda,  it  is  clear,  that,  when  the  viscose  solution  is  forced  into  a 
bath  of  sulphuric  acid,  the  acid  will  to  some  extent  be  neutralised  by  the  soda, 
and  the  neutral  salt,  sodium  sulphate,  will  be  produced.  As  soon,  therefore,  as  the 

30  bath  commences  to  be  used,  it  will  contain  some  admixture  of  this  salt,  and  the 
amount  of  salt  in  the  bath  will  gradually  increase  until  some  maximum  is 
reached  dependent  on  the  working  conditions.  Even  when  the  purified  solu- 
tions referred  to  by  Steam  and  Woodley  are  used  this  will  be  the  case,  more 
especially  if  the  ageing  during  the  purification  process  necessitates  the  use  of 

35  caustic  soda  in  the  re-solution  of  the  cellulose  xanthate,  and  it  will,  a  fortiori^ 
be  the  case  when  use  is  made  of  viscose  which  has  not  undergone  chemical 
purification.  The  Petitioners'  evidence  was,  that  under  ordinary  working 
conditions,  and  using  viscose  which  had  not  undergone  a  purification  process, 
the  bath  might  ultimately  contain  as  much  as  10  to  12  per  cent,  sodium  sulphate, 

40  and  such 'a  bath  is,- they  say,  nothing  more  nor  less  than  the  Miiller  bath. 
Further,  if,  notwithstanding  the  word  **  hydrolysed,"  bisulphate  of  sodium  is 
suggested,  by  the  1902  Specification  as  a  compound  suitable  for  the  production  of 
the  acid  to  be  used  in  the  bath,  an  even  greater  amount  of  sodium  sulphate  may  be 
formed  in  the  bath  described  in  the  1902  Specification.   Now,  if  the  only  advance 

45  made  by  Miiller  on  Stear^i  and  Woodley  consists  in  having  pointed  out  the 
special  advantages  of  one  of  the  various  baths,  suggested  by  the  latter,  over  the 
other  baths,  suggested  by  them,  I  do  not  think  there  would  be  subject  matter, 
but  it  is,  I  think,  clear,  that  any  admixture  of  salt  in  Steam  and  Woodley's 
sulphuric  acid  bath,  is,  so  far  as  their  invention  is  concerned,  purely  accidental, 

50  and  I  see  nothing  in  their  Specification,  which  could  even  remotely  suggest,  that 
the  addition  of  salt  to  sulphuric  acid  was  in  any  way  advantageous.  Unless, 
therefore,  MiUler^s  Claim  is  wide  enough  to  cover  one  of  Steam  and  Woodley^s 
baths — a  point  to  which  I  shall  have  to  return  when  I  consider  the  question  of 
want  of  novelty — I  do  not  think  the  objection  of  want  of  subject  matter  can  be 

55  sustained.  I  will,  therefore,  next  consider  the  Objection  based  on  want  of 
novelty.  This  Objection  is  again  based  on  the  fact,  that  Steam  and  Woodley's 
9  per  cent,  sulphuric  acid  bath  under  the  1902  Patent  cannot  be  worked  without 
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sodinm  sulphate  being  to  some  extent  formed  and  accumulated  therein.  If,  the 
Petitioners  argue,  Muller*8  claim  to  a  bath  of  sulphuric  acid  to  which  salt  has 
been  added,  be  upheld,  no  one  could  use  Steam  and  Woodley^a  9  per  cent 
sulphuric  acid  bath  without  infringing  Muller*8  Patent.  No  doubt,  if  this  be 
so,  it  might  very  well  be  held  to  invalidate  Miiller^s  Patent ;  but  is  it  really  so  ?  5 
As  I  have  already  said,  MilUer  does  not  actually  state  the  proportions  of  acid, 
and  sodium  sulphate,  respectively  in  his  bath.  The  question  is,  does  he 
sufficiently  indicate  them  ?  In  my  opinion  he  clearly  indicates  that  the  acid 
concentration  is  to  be  as  great  as  may  be,  without  causing  any  prejudicial 
bubbling.  The  acid  concentration  can  therefore  be  easily  ascertained,  by  10 
experimenting  with  the  particular  solution  of  viscose  which  it  is  intended  to 
use.  The  salt  is  said  to  be  added,  to  counteract  the  softening  influence  of  the 
diluting  water,  and  the  example  given  shows  a  saturated  solution  of  sodium 
sulphate.  If  the  action  of  the  diluting  water  with  20  per  cent,  sulphuric  acid 
can  only  be  counteracted  by  saturating  it  with  salt,  I  think  a  chemist  would  15 
infer,  that,  whether  the  acid  concentration  be  increased  or  decreased,  and  what- 
ever salt  be  used,  the  water  should  still  be  saturated  with  salt.  Of  course  if  the 
acid  concentration  be  increased,  the  actual  amount  in  kilogrammes  of  sodium  bi- 
sulphate  to  be  added  must  clearly  be  decreased,  for  the  diluting  water,  being  less, 
would  be  incapable  of  dissolving  so  much  acid  salt,  but  the  inventor  may  still  20 
contemplate  a  saturated  solution.  If,  on  the  other  hand,  the  acid  concentration  be 
decreased,  this  involves  an  increase  in  the  amount  of  diluting  water,  and  therefore 
an  increase  in  the  amount  in  kilogrammes  of  salt  to  be  added,  to  counteract  its 
softening  influence,  if  the  solution  is  still  to  be  a  saturated  solution.  I  have 
come  to  the  conclusion  that  Miiller  means,  that,  whatever  be  the  concentration  25 
of  sulphuric  acid,  there  should  always  be  a  ssiturated  solution  of  the  salt,  and 
the  proportion  of  salt  in  the  bath  is  thus  sufficiently  indicated.  Now  the 
evidence  shows,  that,  in  Steam  and  Woodley^s  9  per  cent,  sulphuric  acid  bath, 
the  maximum  amount  of  sodium  sulphate  could  not  exceed  10  or  12  per  cent., 
and  this  is  very  far  from  being  a  saturated  solution,  let  alone  the  fact  that  very  30 
large  quantities  of  viscose  solution  would  have  to  pass  through  the  bath  before 
this  condition  was  attained.  I  do  not  think  that  such  a  bath  would  be  within 
MilUer^s  Claim,  unless  indeed,  which  is  certainly  not  the  case,  it  were  shown 
that  a  10  or  12  per  cent,  salt  concentration  would  counteract  the  softening 
influence  of  the  diluting  water,  as  well  as  a  saturated  solution  of  salt.  Only  if  35 
sodium  bi-sulphate  is  pointed  out  by  Steam  and  Woodley  as  one  of  the  acid 
compounds  which  may  be  used  in  their  process  as  a  substitute  for  acid,  could 
you,  in  Steam  and  Woodley^s  bath,  get  anything  approaching  to  a  saturated 
solution  of  sodium  sulphate.  The  Petitioners'  case  on  this  point  appears  to  me, 
therefore,  to  turn  on  the  proper  meaning  to  be  attached  to  the  word  "  hydrolysed  "  40 
in  the  1902  Specification.  The  acid  compound  indicated  by  Steam  and  Woodley  is 
such  a  compound  "  as  by  solution  in  water  is  in  part  decomposed  and  liberates  an 
"  acid,"  and,  taking  these  words  alone,  it  is  clear  that  sodium  bi-sulphate  would 
be  such  a  compound.  But  inserted  in  brackets  after  the  word  "  decomposed  " 
is  the  word  "  hydrolysed."  The  word  "  decomposed  "  is  one  of  general  appli-  45 
cation,  and  includes  various  modes  of  decomposition  ;  the  word  "  hydrolysed," 
in  its  technical  chemical  sense,  points  to  a  particular  kind  of  decompo- 
sition, namely,  one  involving  the  fixation  of  the  elements  of  water.  It 
seems  to  me,  that,  on  ordinary  principles  of  construction,  I  ought,  under 
these  circumstances  to  conclude  that  the  draftsman  inserted  the  word  50 
"  hydrolysed  "  as  denoting,  that,  by  the  use  of  the  word  "  decomposition  "  in 
water  he  did  not  mean  every  kind  of  decomposition,  but  only  that  kind  of 
decomposition  which  is,  in  the  chemical  world,  known  as  hydrolysis,  and  the 
examples  given  confirm  this  view.  It  was  urged  that  Steam  was  not  a  chemist, 
and  might  very  well  have  understood  the  word  "hydrolysed"  as  meaning  55 
simply  deconiposed  by  water,  but  in  my  opinion  I  am  bound  to  consider  rather 
what  a  chemist  reading  it  would  understand,  than  what  a  person,  not  a  chemist, 
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might  possibly  mean  ;  nor  do  I  think  that  the  fact,  that  no  reason  having  been 
suggested  vrhj  the  acid  compounds  referred  to  should  be  limited  to  those 
capable  of  hydrolysis  in  its  technical  sense,  is  really  very  material.  Such  a 
limitation  may  have  been  based  on  the  fact  that  Steam  and  Woodley  had  only 
5  experimented  with  such  last-mentioned  compounds,  and  did  not  wish  to  throw 
their  net  too  wide,  or  possibly  on  the  fact  that  they  had  tried  sodium  bi-sulphate 
and  found,  like  the  Petitioners,  that  sodium  sulphate,  in  their  bath  of  10  per 
cent,  sulphuric  acid,  was  a  positive  disadvantage.  It  is  observable  also,  that, 
having    regard    to    the    solubility  of  sodium  bi-sulphate,  the  maximum  of 

10  sulphuric  acid,  which  can  even  potentially  be  obtained  by  dissolving  it  in 

water,  would  be  about  15  per  cent.,  whereas  according  to  the  Respondent's 

evidence,  they  are  unable  to  allow  their  acid  concentration  to  fall  below,  or 

much  below,  that  figure  without  entirely  spoiling  their  product. 

I  come  to  the  conclusion,  therefore,  that  Muller*s  Claim  does  not  cover  any 

15  such  bath  as  is  referred  to  in  Steam  and  Woodley^ s  Specification,  and  inasmuch 
as  this  is  the  only  want  of  novelty  suggested,  the  objection  of  want  of  novelty 
fails. 

The  next  Objection  is  that  Muller  was  not  the  true  and  first  inventor  of  the 
invention,  the  subject  matter  of  his  Letters  Patent,  but  that  S'^earn  and  Woodley 

20  are  the  first  inventors  thereof.  I  have,  in  effect,  already  overruled  this  objection 
which  again  is  based  entirely  on  the  suggestion  that  Muller*s  Claim  is  wide 
enough  to  cover  Steam  and  Woodley^a  9  per  cent,  sulphuric  acid  bath,  as  soon 
as  there  is  any  appreciable  deposit  therein  of  sodium  sulphate,  arising  from  the 
neutralisation  of  the  acid  by  the  caustic  soda  in  the  viscose  solution.    Having 

25  come  to  the  conclusion  that  Miiller's  Claim  is  not  wide  enough  to  cover  any 
bath  indicated  by  Steam  and  Woodley^s  Specification,  if  properly  construed, 
this  objection  also  fails, 

I  pass  now  to  the  Petitioners*  Objection  that  Muller's  Specification  does  not 
distinguish  what  therein,  if  anything,  is  new,  from  what  was  old,  and  matter 

30  of  public  knowledge,  prior  to  the  date  thereof.  I  think,  that,  probably,  this 
Objection  is  meant  to  be  an  amplification  of  the  assertion  in  the  Petition  that 
Muller*8  Specification  is  not  a  sufGlcient  Specification.  I  am  of  opinion  that, 
construing  Mutler^s  claim  as  I  have  construed  it,  there  is  no  substance  in  any 
such  objection.    The  invention  he  claims  is,  I  think,  the  use  of  a  particular 

35  kind  of  bath  in  a  well-known  process  of  producing  artificial  threads  from 
viscose.  I  do  not  think  that  he  claims  the  whole  process,  or  an  acid  bath  alone, 
or  a  salt  bath  alone,  but  the  use  of  a  bath  consisting  of  acid  and  dissolved  salt 
in  proportions  which  are,  I  think,  sufficiently  indicated.  His  Claim,  therefore, 
does  not  appear  to  me  to  cover  anything  which  is  old,  and  this  being  so  I  think 

40  this  Objection  also  fails. 

I  come  now  to  the  Objection  based  on  want  of  utility,  and  it  was  really  to  this 
issue  that  most  of  the  evidence  given  at  the  trial  was  directed.  It  is  said  that 
Muller*8  invention  was  not  useful,  in  that  it  disclosed  no  practically  useful 
advance  on  Steam  and  Woodley' s  1902  Patent.     I  have  already  indicated  that 

45  Muller y  in  my  opinion,  contemplates  applying  his  invention  to  viscose  which 
has  undergone  no  process  of  chemical  purification,  and  not  to  the  chemically 
purified  viscose  of  Steam  and  Woodley' s  1902  Patent.  He  contemplates  using, 
in  his  sulphuric  acid  and  salt  bath,  the  same  material  as  is  used  in  the  sulphate 
of  ammonia  process  under  Steam's  1898  Patent ;  and  no  one  has  suggested  that 

50  this  material  was  ever  put  through  any  preliminary  process  of  chemical  purifi- 
cation. Thompson's  acid  bath  was  intended,  I  think,  to  be  similarly  applicable 
to  unpurified  viscose.  But  it  seems  to  me  that  both  Tliompson  and  Muller 
must  have  been  working  with,  and  were  contemplating,  a  viscose  which  did  not 
bubble,  to  any  harmful  extent,  in  sufficiently  dilute  sulphuric  acid,  whereas 

55  Steam  and  Woodley  had  been  working  with  and  were  contemplating  a  viscose 
which  did  so  bubble.  The  Petitioners  say  they  have  now  discovered  that 
Steam  and   Woodley's  process  is  applicable  to  the  viscose  they  use  without  the 

2  S 
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eame  being  chemically  purified.  They  say  that  all  that  Steam  and  Woodley 
meant  was  that,  somehow  or  other,  the  viscose  should  be  free  from  by-products 
to  such  a  degree  as  not  to  bubble  in  a  10  per  cent,  bath,  and  not  to  deposit 
sulphur  on  the  threads,  and  that  their  viscose  has,  through  the  care  taken  in  its 
manufacture,  attained  that  condition,  and  need  not  be  further  purified  before  use.  5 
They  deny,  therefore,  that  Miiller  can  rely  upon  the  applicability  of  his  process 
to  original  viscose  as  an  advance  on  Steam  and  Woodley^ s  Patent,  more  especially 
as  Miiller  himself  contemplates  the  use  of  a  viscose  which  does  not  bubble 
under  the  influence  of  dilute  sulphuric  acid.  If  this  be  so  the  only  advance 
made  by  Miiller  on  Steam  and  Woodley  lies,  they  say,  in  the  addition  of  1© 
salt  to  acid,  this  they  maintain  is  useless.  The  utility  of  a  Patent  must 
primarily  be  considered  with  reference  to  the  advantages  claimed  by  the 
inventor,  and  Miiller  seems  to  me  to  claim  (1)  that,  in  his  bath,  the  softening 
influence  of  the  diluting  water  is  counteracted  by  the  salt ;  (2)  that  his  bath 
produces  a  thread  of  high  quality,  as  regards  lustre,  strength  and  elasticity,  and  15 
(3)  that  his  bath  is  cheaper  to  work,  than  the  sulphate  of  ammonia  bath  under 
Steam^s  1898  Patent.  Dr.  Passmore^  who  was  called  for  the  Respondent  and 
deposed  that  he  had  tested  Miiller's  statements  by  experiments,  and  found  them 
to  be  true,  was  not  cross-examined  on  the  first  or  third  of  the  advantages  so 
•claimed,  nor  did  the  Petitioners  themselves  call  any  evidence  disputing  those  20 
advantages,  nor  did  they  call  any  evidence  as  to  the  strength  and  elasticity  of 
the  threads  produced  by  the  Miiller  process.  The  Petitioners'  case  is  not,  that 
the  addition  of  salt  does  not  counteract  the  softening  influence  of  the  diluting 
water,  or  that  the  threads  produced  are  not  strong  and  elastic,  but  that  the 
addition  of  salt  spoils  the  lustre  of  the  threads.  They  put  their  case  in  the  25 
following  way — Stearn  and  Woodley^s  Patent  of  1902,  of  which  we  are  now  the 
owners,  shows  how  a  bath  of  sulphuric  acid  can  be  used,  in  manufacturing  silk 
from  viscose,  and  is  applicable  to  any  viscose,  which  is  suflBciently  free  from 
l)y-products  to  prevent  the  generation  of  gas  bubbles  or  the  deposit  of  sulphur, 
whether  this  freedom  be  secured  by  processes  of  chemical  purification,  or,  as  30 
V7e  secure  it,  by  care  in  the  manufacture  of  the  original  viscose.  Miiller*s 
Patent  cannot,  any  more  than  Steam  and  Woodley*8  Patent,  be  applied  to  viscose 
which  bubbles  in  the  precipitant  bath.  We  use  a  viscose  which,  as  manu- 
factured, does  not  bubble  in  a  9  per  cent,  sulphuric  acid  bath  as  described  by 
Stearn^  and  produces  a  result  which,  as  to  lustre,  is  better  than  that  produced  35 
by  Miiller's  bath.  In  fact,  in  Miiller*e  bath,  we  can  only  get  really  lustrous 
threads  by  first  putting  the  viscose  through  one  of  the  processes  of  chemical 
purification  described  by  Steam  and  Woodley^  and  we  find  that,  so  far  as 
lustre  is  concerned,  the  addition  of  salt  beyond  a  certain  minimum  is 
positively  harmful,  and  therefore  it  follows,  that  any  advance  made  by  Miiller  40 
on  Stearn  and  Woodley's  Patent  is  useless.  I  am  bound  to  say  that  the 
Petitioners'  evidence  bears  out  their  contention  as  above  summarized.  In  the 
case  of  all  the  Petitioners'  exhibits,  with  the  exception  of  K^,  K*,  and  K*  for 
which  old  chemically  purified  viscose  was  used,  there  is  a  noticeable  difference 
in  lustre  between  the  threads  produced  by  the  Petitioners  in  iStearn  and  45 
Woodley^s  1902  sulphuric  acid  bath,  and  those  produced  by  them  in  MiiUer*s 
bath,  the  difference  in  each  case  being  in  favour  of  Steam  and  Woodley^e  bath. 
Cuiiously  enough,  the  Petitioners  appear  to  have  made  no  experiment  with  a 
bath  of  20  per  cent,  sulphuric  acid,  without  salt.  Had  they  done  so,  and 
obtained  a  lustrous  thread,  there  would  have  been  stronger  ground  for  the  50 
inference  which  they  draw  that  it  is  the  salt  which  spoils  the  lustre,  and, 
further,  there  would  have  been  evidence  as  to  whether  the  viscose  they  use 
does,  or  does  not,  bubble  in  20  per  cent,  sulphuric  acid.  If  it  does  so  bubble  it 
would  have  corroborated  the  Respondents'  evidence  that  bubbling  is  stopped 
by  the  addition  of  salt,  for  they  experienced  no  bubbling  in  the  Miiller  bath.  55 
If  it  does  not,  they  are  evidently  working  with  a  viscose  in  which  there  is  a 
considerable  degree  of  freedom  from  by-products.    On  the  other  hand,  the 


Vol.  XXIV.,  No.  21.]     AND  TRADE  MARK  OASES.  483 

In  the  Matter  of  Max  Miiller^s  Patent. 

Respondent  says  that — MtUler^s  process  has,  not  only  the  advantages 
mentioned  by  him,  but  other  advantages  no  less  important.  In  the  first 
place,  the  addition  of  salt  to  the  acid,  for  some  reason  or  other  which  we 
cannot  as  yet  explain,  prevents  bubbling,  when  the  same  concentration  of 
5  acid  without  the  salt  would  give  rise  to  bubbles.  The  viscose  we  use 
bubbles,  to  some  extent,  in  a  10  per  cent,  sulphuric  acid  bath,  without  salt, 
and  does  not  bubble  at  all  in  MuUer^s  20  per  cent,  sulphuric  acid  bath  with 
the  salt  added.  Further  than  this,  we  find  that  Miiller^s  process  produces  a 
thread,  which  need  not  be  dried  under  tension  to  secure  a  lustre,  and  feels 

10  like  silk  before  it  undergoes  the  bleaching  process.  On  the  other  hand,  we 
cannot,  using  a  10  per  cent,  sulphuric  acid  bath,  get  with  our  viscose,  whether 
or  not  we  first  chemically  purify,  any  satisfactory  result  at  all,  not  only 
because  of  the  stickiness  of  the  threads  produced,  but  because  those  threads 
are   without    the   lustre   necessary   for   artificial   silk.      Again,   I  think  the 

15  Respondent's  evidence  bears  out  his  contention  as  above  summarized.  For 
example,  his  exhibit  F.W.P.  1,  which  is  a  sample  of  this  thread,  after 
washing,  but  before  bleaching,  and  wound  without  tension,  has  a  lustre  and 
silky  touch  superior  to  any  specimen,  which  the  Petitioners  have  produced,  of 
thread  made  under  the  Stearn  and  Woodley  process,  wound  under  tension,  and 

"20  not  yet  bleached. 

Under  these  circumstances,  as  was  not  unnatural,  each  party  cross-examined 
the  other's  witnesses  at  great  length  in  order  to  discover  the  reasons,  why 
experiments,  admittedly  carried  out  by  competent  persons,  whose  bona  fides 
could  not  possibly  be  impugned,  had  led  to  such  divergent  results.    I  do  not 

25  think  this  divergence  was  satisfactorily  accounted  for.  It  was  suggested  that 
the  evidence  points  to  some  difference  in  the  qualities  of  the  viscose  used  by 
the  Petitioners  and  Respondent  respectively,  as  possibly  accounting  for  it. 
It  is  not  clear  that,  in  preparing  their  viscose,  they  use  cellulose  obtained 
from  the  same  wood  pulp,  and  we  do  know  that  they  prepare  it  somewhat 

30  differently,  the  Respondent  exposing  the  mercerised  cellulose  to  the  action  of 
carbon  bisulphide  for  a  much  lotiger  time  than  the  Petitioners.  It  is  not  clear 
why  this  should  make  any  difference,  so  long  as  the  reaction  is  complete,  but 
viscose  has  always  been  somewhat  of  a  chemical  mystery,  and  a  slight  difference 
in  the  quality  of  the  cellulose  \;ised  in  its  preparation,  or  a  slight  difference  in 

35  the  manner  of  its  preparation,  may  materially  alter  its  characteristics.  It  was 
further  suggested  that  the  failure  of  the  Petitioners  to  obtain  a  really  lustrous 
thread  from  Miiller^s  bath  was  due,  either  to  the  length  of  time  the  thread 
remained  in  the  bath,  or  to  some  delay  in  subjecting  the  thread  to  the  subse- 
quent washing  process.    It  is  not  impossible  that  the  sulphur  deposited  on  the 

40  thread  may  vary  directly  with  the  length  of  time  the  thread  remains  in  the 
bath,  and  that  the  harmful  effect  of  this  sulphur  may  vary  directly  with  the 
length  of  the  interval  between  its  deposit  and  its  removal  by  washing,  and, 
further,  the  amount  of  sulphur  deposited  may  increase  with  the  concentration 
of  acid  in  the  bath.    In  this  connection  it  is  observable  that  the  Petitioners  did 

45  get  a  really  lustrous  thread  by  applying  Miiller^s  process  to  old  purified  viscose, 
that  is,  to  viscose  from  which  the  by-products,  leading  to  sulphur  being 
deposited,  had  been  eliminated.  It  is  impossible,  however,  upon  the  evidence 
to  come  to  any  confident  conclusion,  and  Mr.  Bousfield  therefore  suggested  that 
I  should  direct  further  experiments  with  a  view  to  elucidating  the  matter. 

50  Interested  though  I  should  be  in  such  experiments,  I  do  not  feel  justified  in 
accepting  the  suggestion  ;  for  I  am  satisfied,  on  the  evidence,  that,  whatever  be 
the  cause  of  the  Petitioners'  failure  to  get  a  satisfactory  result,  by  using  Miiller^s 
process  the  Respondent  does  obtain,  by  means  of  the  Miiller  bath,  a  product 
superior  to  that  which  he  can  obtain  from  an  acid  bath  to  which  no  salt  has 

55  been  added,  and  as  good  as,  and  possibly,  in  the  hardness  of  the  threads, 
superior  to,  the  product  obtained  by  the  Petitioners  in  Stearn  and  Woodley's 
1902  bath,  and  further,  that  this  product  gains  its  lustre  without  being  dried 
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under  tension  and  its  silky  feeling  before  being  bleached.  I  do  not 
think  that  the  merely  negative  evidence  of  the  Petitioners  that  they  have 
not  succeeded  in  producing  a  really  lustrous  thread  in  the  MUller  bath  is, 
under  the  circumstances,  enough  to  displace  the  positive  evidence  given  by  the 
Respondents.  It  must  be  remembered,  too,  that  a  very  small  amount  of  utility  5 
is  sufficient  to  support  a  Patent,  and  it  not  being  really  disputed  that  the 
addition  of  salt  to  dilute  acid  does  tend  to  counteract  the  softening  influence  of 
the  diluting  water,  I  incline  to  think  that  this  alone  might  be  a  suggestion  of 
sufficient  value  to  support  the  Patent.  At  any  rate  I  cannot  on  the  evidence 
decide  that  the  invention  is  without  utility.  10 

It  follows,  in  my  opinion,  that,  all  the  Petitioners'  Objections  having  failed, 
the  Petition  must  be  dismissed. 

Colpfax. — I  ask  for  costs  on  the  higher  scale  in  this  case  ;  there  have  been 
considerable  costs  incurred  in  experiments  both  here  by  the  Petitioners  and,  in 
Germany,  by  the  Respondent.  The  case  has  involved  very  difficult  questions  1!V 
of  chemical  fact,  and  scientific  evidence  was  absolutely  essential.  Costs  on  the 
higher  scale  were  granted  in  the  Dunlop  Pneumatic  Tyre  Company  v. 
Wapshare  Tube  Company  (17  R.P.C.  at  page  460). 

Bousfield  K.C. — It  is  very  rarely  now  that  costs  on  the  higher  scale  are  given ; 
there  has  been  no  special  difficulty  about  this  case.  20 

Parker  J. — I  think  on  the  whole  chat  I  shall  be  justified  in  giving  costs  on  the 
higher  scale.  It  is  a  case,  certainly,  where  the  expenses  of  the  scientific 
witnesses  ought  to  be  paid  in  full.  Before  the  Order  is  drawn  up  I  think  the 
Petition  ought  to  be  formally  amended  by  stating  the  fiat  of  the  Attorney- 
General.  25 

Fulton. — Your  Lordship  has  not  absolutely  ruled  that  we  ought  to,  and  must, 
apply  for  the  fiat.  Your  Lordship  expressed  an  opinion  that  caused  us,  in 
deference  to  that  opinion,  to  go  to  the  Attorney-General,  with  your  Lordship's 
permission. 

Parker  J, — If  I  had  decided  in  your  favour  I  should  have  had  to  have  gone  30 
into  the  question  to  see  whether  you  were  right  or  wrong  after  all. 

Fulton, — The  point  may  be  arguable  if  we  go  further  ? 

Parker  J. — Yes,  the  point  is  open  ;  you  can  make  that  quite  clear  on  the 
note. 

Bousfield  K.C. — The  Petition  is  to  be  amended  by  stating  that  it  is  presented  35 
with  the  fiat  of  the  Attorney-General  I  understand. 

Parker  J. — Yes.  That  leaves  the  matter  at  large,  and  gives  you  the 
opportunity  of  raising  every  ground. 
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In  the  High  Court  of  Justice  (Ireland).— Chancbry  Division. 

Be/ore  The  Master  op  the  Rolls. 

January  24th,  25th,  26th,  February  1st  and  6th,  and  May  18th,  1907. 

Hennessy  &  Co.  v.  Keating. 

5  Trade  Mark. — Action  for  infringement. — Degree  of  resemblance. — PrdbaMlity 
of  deception  a  question  to  be  decided  by  the  Court  upon  inspection  and  comparison. 
— Evidence  of  actual  passing  off^  or  that  the  infringing  mark  is  calculated  to 
deceive^  not  necessary. — Injunction  granted. 

H.  A  Co.,  distillers  of  brandy  at  Cognac,  had  registered  as  a  Trade  Mark  a 

10  label,  which  they  affixed  on  bottles  containing  brandy  of  their  manufacture, 
consisting  of  a  body  label  square  in  shape,  printed  in  gold  on  a  white  ground, 
in  the  centre  of  which  was  their  name,  unth  the  word  "  Cognac,^*  surrounded  by 
a  border  {also  printed  in  gold)  of  vine  leaves  and  grapes  in  the  form  of  a 
garland  tied  at  the  base  with  a  ribbon,  and  surmounted  by  a  mailed  arm  and 

15  hand  grasping  a  battle-axe.  The  Defendant  sold  brandy,  not  of  the  Plaintiffs^ 
manufacture,  in  bottles  bearing  a  label  of  tiie  same  size  and  shape,  also  printed 
in  gold  on  a  white  ground,  and  surrounded  by  a  garland  of  vine  leaves 
and  grapes,  closely  resembling  the  Plaintiffs^  label ;  but,  instead  of  tlie  name 
"  H.  A  Co."  and  the  word  "  Cognac,^^  the  Defendants  label  had  in  the  centre 

20  the  words  "  Celebrated  Old  Brandy,"  unthout  any  maker^s  name.  The  mailed 
arm  and  hand  grasping  a  battle-axe  were  not  reproduced  in  the  Defendant's 
label.  No  evidence  was  given  of  actual  deceit,  and  no  witnesses  were  produced 
by  the  Plaintiff^  to  prove  that  purchasers  would  be  likely  to  be  deceived.  The 
Defendant  called  a  number  of  witnesses,  who  stated  that  in  their  opinion  the 

25  label  was  not  calculated  to  mislead. 

Held*  that  evidence  of  eosperts  on  behalf  of  the  Plaintiffs  as  to  whether  the 
label  was  calculated  to  deceive  wets  unnecessary;  that  the  Plaintiffs  were 
entitled  to  rely  upon  the  similarity  of  the  labels,  and  the  action  and  conduct  of 
the  Defendant,  as  demonstrating  that  he  used  the  label  unth  the  intention  of 

30  palming  off  upon  unwary  customers  another  brandy  as  that  of  the  Plaintiffb  ; 

and  the  Judge  being  of  opinion,  upon  inspection  and  comparison  of  the  labels, 

that  the  one  used  by  the  Defendant  was  calculated  to  mislead  an  incautious  or 

unwary  purchaser,  an  injunction  was  granted. 
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London  General  Omnlbne  Company  v.  Lavell  (25  RJP.G.  74;  L.R.  {1901) 
1  Oh.  138)  distinguished,  Addley  Bourne  v.  Swan  and  Edgar  {20  R.P.G.  lOS) 
approved. 

This  waa  an  action  for  an  injunction,  brought  by  James  Hennessy  A  Co., 
manufacturers  and  shippers  of  brandy,  carrying  on  business  at  Cognac,  France,  5 
to  restrain  Matthew  Keating^  a  grocer  and  wine  and  spirit  merchant  of  70  Store 
Street,  Dublin,  from  selling  or  offering  for  sale  any  brandy,  not  being  brandy 
manufactured  by  the  Plaintiffs,  in  bottles  bearing  such  labels,  or  so  got  up  as  to 
be  calculated  to  lead  the  public  or  purchasers  to  believe  that  the  brandy  bottled 
for  or  sold  by  the  Defendant  was  in  fact  manufactured  by  the  Plaintiflfa,  10 
and  from  usin^  any  labels  so  contrived  or  expressed  as  to  be  (^culated  to  lead 
the  public  or  purchasers  to  such  belief. 

The  Statement  of  Claim  set  forth— (2)  That  the  Plaintiffs'  principal  business 
was,  and  had  been  for  several  years  past,  to  sell  brandy  manufactured  by  them 
to  the  trade  in  bottle,  and  a  very  large  quantity  of  bottled  brandy  was  annually  15 
exported  by  them  to  Great  Britain  and  Ireland,  and  sold  to  persons  carrying  on 
there  the  trade  of  wine  and  spirit  merchants.    (3)  The  brandy  so  manufactured 
and  bottled  by  the  Plaintiffs  was  of  a  peculiar  description  and  of  a  very  superior 
quality  ;  and  had  acquired  a  great  reputation,  especially  in  the  British  and  Irish 
rtiarkets,  where  it  commanded  a  very  high  price.    (4)  Every  bottle  of  brandy  20 
exported  by  the  Plaintiffs  bore  a  body  label  square  in  shape,  printed  in  gold  on 
a  white  ground,  in  the  centre  of  which  appeared  the  name  of  the  Plaintiffe*  firm, 
"  Jos.  Hennessy  A  Go.^  Cognac,"  surrounded  by  a  border  (also  printed  in  gold) 
of  yine  leayes  and  grapes  in  the  form  of  a  garland  tied  at  the  base  with  ribbon, 
and  surmounted  by  a  mailed  arm  and  hand  grasping  a  battle-axe.  This  body  label  25 
had  been  used  by  the  Plaintiffs  for  about  50  years  on  ail  brandy  exported  by 
them  in  bottle  to  the  United  Kingdom,  and  was  well  known  in  the  British  and 
lyi^h  markets  in  that  connection.    (5)  All  brandy  bottled  by  the  Plaintiffs  was 
bottled  by  them  at  Cognac,  and  not  elsewhere,  and  was  of  the  same  peculiar 
character  and  flavour,  though  varying  in  degrees  of  maturity.    Such  variation  30 
was  denoted  by  the  number  of  stars  on  a  small  crescent-shaped  label  attached  to 
the  neck  of  each  bottle  ;  but  the  Plaintiffs  did  not  claim  any  exclusive  rights  in 
the  said  neck  label.     (6)  The  body  label  was  registered  as  a  Trade  Mark  by  the 
Plaintiffs  in  January  1876,  aa  a  Trade  Mark  under  the  Trade  Marks  Registration 
Act,  1875,  and  had  also  been  duly  re-registered  under  the  Patents,  Designs,  and  35 
Trade  Marks  Acts,  1883  to  1888.    (7)  The  Plaintiffs  did  not  part  with  the  labels, 
save  such  as  are  affixed  to  bottles  filled  by  them  at  Cognac  with  their  brandy 
for  sale  purposes,  nor  have  the  Plaintiffs  ever  authorised  any  person  to  use  the 
said  labels  or  any  of  them  ;  but  on  the  contrary  they  have  from  time  to  time 
issued,  to  their  customers  and  others,  circulars  giving  notice  that  the  exclusive  40 
use  of  the  said  body  label  is  secured  to  them  by  law,  and  have  further  from 
time  to  time  inserted  in  the  daily  and  other  papers  notices  cautioning  traders 
against  infringing  their  said  Trade  Mark  label,  and  claiming  the  Plaintiffs' 
exclusive  right  thereto.    (8)  The  Plaintiffs  had  recently  ascertained  (as  the  fact 
was)  that  the  Defendant  was  selling  and  oflEering  for  sale  brandy  contained  in  45 
bottles  bearing  body  labels  which  were  (as  the  Plaintiffs  charged)  colourable 
imitations  of  the  Plaintiffs'  said  registered  Trade  Mark  label,  and  amounted 
also  to  an  infringement  thereof.    The  body  label  so  used  by  the  Defendant  was 
of  the  same  shape  as  the  Plaintiffs'  label,  and  (like  the  latter)  was  printed  in 
gold  on  a  white  ground.    Instead  of  the  words  ''Jos.  Hennessy  A  Go.^  Cognac,**  50 
the  words  "  Celebrated  Old  Brandy "  appeared  ;  and  the  said  label  was  sup- 
roQpded  by  a  garland  of  vine  leaves  and  grapes,  tied  at  its  base  with  a  ribbon, 
in  close  imitation  of  the  border  or  garland  on  the  Plaintiffs'  said  registered 
label.    The  mailed  arm  and  hand  grasping  a  battle-axe  were  not  reproduced  in 
the  Defendant's  label.    The  brandy  so  sold  and  offered  for  sale  by  the  Defen-  55 
dant  under  the  label  described  was  not  brandy  manufaotnred  or  WPort^d  Of 
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bottled  by  tlpie  Plaintiffs'  firm,  and  the  Plaintiffs  submitted  that  the  use  of  the 
Defendant's  said  label  was  calculated  to  mislead  purchasers  and  others  into  the 
belief  that  the  brandy  so  offered  for  sale  by  the  Defendant  was  manufactured 
or  imported  or  bottled  by  the  Plaintiffs'  firm.  The  Defendant  asserted  his  right 
5  to  use  the  said  label,  and  would,  the  Plaintiffs  apprehended,  continue  to  use  the 
same,  and  thereby  to  infringe  the  Plaintiffs'  said  registered  Trade  Mark,  unless 
restrained  by  Injunction. 

The  Plaintiffs  claimed : — (a)  An  injunction  to  restrain  the  Defendant,  his 
servants  and  agents,  from  the  wrongful  use,  and  from  infringing  the  Plaintiffs* 

10  registered  Trade  Mark,  and  from  selling  or  offering  or  advertising  for  sale  any 
brandy,  not  being  brandy  manufactured  by  the  Plaintiffs,  in  bottles  bearing 
labels  of  the  type  described,  or  labels  so  got  up  as  to  be  calculated  to  lead  the 
public  or  purchasers  to  believe  that  the  brandy  sold  or  offered  for  sale  by  the 
Defendant  thereunder  is  in  fact  manufactured  by  the  Plaintiffs,  and  from  using 

15  in  connection  with  the  sale  of  brandy  labels  which  are  colouralDle  imitations  of 
the  Plaintiffs'  said  Trade  M^rk  labels,  or  which  are  so  contrived  or  expressed  as 
to  be  calculated  to  lead  the  public  or  purchasers  to  the  belief  that  the  brandy 
sold  thereunder  was  manufactured  or  supplied  by  the  Plaintiffs.  (5)  Damages 
or  an  account  of  profits,    (c)  Delivery  up  on  oath,  or  (at  the  Plaintiffs'  option) 

20  destruction  of  all  labels,  documents,  articles  and  things  in  the  possession  or 
power  of  the  Defendant,  or  under  his  control,  which  are  within  the  relief 
prayed  for  in  paragraph  (a),    (d)  Costs. 
Subjoined  is  a  copy  of  the  Plaintiffs'  registered  Trade  Mark  label : — 


The  Defendant,  by  his  Statement  of  Defence,  (1)  did  not  admit  the  truth  of 
25  the  xnatters  averred  in  paragraphs  2  to  7  inclusive  of  the  Statement  of  Olaim, 
and  put  the  Plaintiffs  to  strict  proof  thereof.  (2)  The  Defendant  denied  that  he 
hi^  sol(3l  or  offered  for  sale  or  was  selling  or  offering  for  sale  brandies  contained 
in  fepttles  bearing  body  labels  which  were  colourable  imitations  of  the  Plaintiffs* 
aU^ge^  registered  Trade  Mark  label,  and  contended  that  the  labels  used  by  him 
30  were  npt?  a  colourable  imitation  of  the  Plaintiffs'  said  labels,  and  did  not  amount 
to  an  infringement  thereof.  (3)  The  Defendant  denied  that  the  label  used  by 
h\ip  -y^aa  of  the  same  sifle,  shape,  colour  or  appearance  as  the  labels  used  by  the. 
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PlaintiflPs.  Tlie  label  used  by  him  had  a  distinct  and  different  appearance  from 
the  label  used  by  the  Plaintiffs,  and  he  denied  that  it  was  calculated  to  mislead 
purchasers  or  others  into  the  belief  that  the  brandy  sold  by  him  was  brandy 
manufactured  or  sold  or  bottled  by  the  Plaintiffs. 

A  facsimile  of  the  label  complained  of  by  the  Plaintiffs,  referred  to  as  the 
"  Celebrated  Old  Brandy  "  label,  is  subjoined. 


The  Action  came  on  for  trial  before  Meredith  M.R.  on  the  24th  of  January 
1907. 

Campbell  K.C.,  Gordon  K.C.,  Blood  K.C.  and  Figgis  (instructed  by  Kennedy ^ 
Son  and  Figgis)  appeared  for  the  Plaintiffs ;  Ronan  K.C.,  Moriarty  K.C.,  and  10 
James  O^  Connor  (instructed  by  Cornelius  0*Rorke)  appeared  for  the  Defendant. 

Campbell  K.C.,  in  stating  the  case  for  the  Plaintiffs,  called  the  attention  of 
the  Court  to  the  resemblance  between  the  two  labels,  and  submitted  that  it 
was  manifest,  upon  comparison,  that  the  "  Celebrated  Old  Brandy "  label  was 
designed  and  got  up  in  imitation  of  the  Plaintiffs'  Trade  Mark  label.  The  15 
Defendant  would,  no  doubt,  rely  on  the  fact  that  the  name  "  Hennessy  A  Co^ 
did  not  appear  on  his  label,  and  that  it  contained  no  information  as  to  the  name 
of  the  manufacturer  or  shipper.  But,  so  far  from  that  being  a  circumstance  in 
favour  of  the  Defendant,  it  made  the  label  more  deceptive,  as,  if  a  name  had 
appeared  on  it,  the  purchaser  would  have  notice  that  it  was  not  the  Plaintiffs'  20 
brandy,  but  the  effect  of  the  omission  of  any  name  was  that  the  contents  of  the 
bottle  might,  consistently  with  the  label,  have  been  Hennessy^s  brandy.  The 
question  whether  the  label  was  calculated  to  mislead  was  one  for  the  Judge 
to  decide  upon  inspection  and  comparison;  and  evidence  of  experts  was 
unnecessary  and  irrelevant  {Payton  v.  Snelling  17  R.P.C.  634,  per  Lord  25 
Macnaghten).  Evidence  of  sictual  deceit,  or  passing  off,  was  also  unnecessary 
in  an  action  such  as  the  present ;  see  the  observations  of  Farwell  L. J.  in 
Addley  Bourne  v.  Swan  and  Edgar  (20  R.P.O.  119),  where  he  distinguished 
such  a  case  as  the  present  from  the  London  QenercU  Omnibus  Company  v. 
Lavell  (18  R.P.C.  743 ;  L.R.  (1901)  1  Ch.  138),  which  was  a  common  law  action  30 
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for  deceit.  Of  course,  in  the  ease  of  infringement  of  a  Trade  Mark  label,  the 
printer  was  liable  to  an  action  as  in  De  Kuyper  v.  Baird  (20  R.P.C.  581)  ;  and 
if  the  present  Defendant  had  informed  the  Plaintiffs  of  the  name  of  the  printer 
who  had  supplied  him  with  tihe  labels,  and  had  apologised  and  undertalcen  to 
5  discontinue  using  them,  the  Plaintiffs  would  have  accepted  that,  and  would 
have  proceeded  against  the  printer.  But  though  that  offer  had  been  made  to 
him,  he  had  refused  to  disclose  the  name  of  the  printer,  insisting  that  the  label 
was  not  an  infringement,  and  that  he  had  a  right  to  use  it,  so  that  the  Plaintiffs 
had  no  course  open  to  them  but  to  tsJce  the  present  proceedings.    In  De  Kuyper 

10  Y.Batrdy  which  was  an  action  against  a  printer,  the  late  Master  of  the  Rolls  held, 
as  the  result  of  his  own  inspection,  that  the  label  there  complained  of  was  an 
infringement,  and  granted  an  injunction.  The  present  is  a  stronger  case.  The 
Defendant  has  taken  an  essential  part  of  the  Plaintiffs*  Trade  Mark,  and  the 
onus  lies  upon  him  to  show  that  there  is  no  possibility  of  deception  (Singer  v. 

15  Wilson  L.R.  3  App.  Cas.  394,  per  Lord  Cairns).  It  is  not  necessary  that  the  resem- 
blance should  be  such  as  would  deceive  persons  who  saw  the  two  marks  placed 
side  by  side  (Seixo  v.  Provezende  L.R.  1  Ch.  192).  In  every  case  in  which  it  has 
come  to  the  Plaintiffs'  knowledge  that  their  label  has  been  infringed  they  have 
called  the  attention  of  the  parties  to  it,  with  the  result  that,  in  almost  every 

20  instance,  the  objectionable  label  has  been  withdrawn ;  but  in  the  present  case 
the  Defendant  haa  intimated  that  he  would  persist  in  using  the  infringing  label, 
and  contends  that  he  has  a  right  to  do  so  ;  and  it  would  appear  that  he  has 
some  parties  at  his  back  in  the  attitude  he  has  taken  up.  The  Plaintiffs  were 
therefore  compelled,  in  defence  of  their  legal  rights,  to  make  this  a  test  case,  as, 

25  if  labels  like  that  of  the  Defendant  could  be  used  with  impunity,  their  Trade 
Mark  would  be  of  no  value  to  them.  The  effort  of  a  honest  trader,  anxious  to 
commend  his  own  goods,  ought  to  be  to  brand  them  with  a  mark  as  unlike  as 
possible  to  other  brands,  instead  of  trying  to  go  as  close  as  he  can  in  the  way 
of  imitating  them  (per  Porter  M.R.  in  De  Kuyper  v.  Baird  20  R.P.C.  589). 

30  Walter  Albert  Sandeman^  managing  director  of  Sandeman,  Sons  A  Go.^  of 
St.  Swithin's  Lane,  London,  agents  for  Ireland  of  the  Plaintiffs,  deposed  that 
Messrs.  Hennessy  had  for  many  years  done  a  large  trade  in  exporting  brandy  to 
Ireland,  especially  bottled  brandy.  The  firm  stood  at  the  top  of  the  list  among 
shippers  of  brandy  ;  and  their  manufacture  was  well  known  in  the  trade  and 

35  by  the  public  by  their  Trade  Mark  label.  Cross-examined.— It  a  dishonest  man 
wanted  to  pass  off  other  brandy  as  Hennessy^ Sy  he  would  be  likely  to  put  on  the 
bottle  also  a  neck  label  like  the  Plaintiffs',  indicating  whether  it  was  one-star, 
two-star,  or  three-star  brandy.  That  distinguishing  feature  is  absent  in  the 
Defendant's  case.    Our  firm  has  issued  circulars,  and  advertised  extensively  in 

40  the  newspapers  cautionary  notices  calling  the  attention  of  the  trade  and  the 
public  to  the  distinguishing  features  of  Hennessy's  labels.  Those  notices  state 
that  every  genuine  bottle  has  afl&xed  to  it  a  label,  bearing  the  name  "  Jos. 
"  Hennessy  A  Co.^  Cognac "  printed  in  gold  letters  on  a  white  ground,  and 
encircled  by  a  wreath  of  vine  leaves  and  grapes,  in  the  upper  part  of  which  is 

45  also  shown  our  registered  Trade  Mark  of  an  arm  and  hand  grasping  a  battle-axe. 
Two  prominent  features  mentioned  in  the  advertisements,  namely,  the  name 
"  Jas.  Hennessy  A  Co.,  Cognac,"  and  the  arm  and  hand  grasping  a  battle-axe, 
are  absent  from  the  Defendant's  label.  To  the  Master  op  THE  Rolls.— What 
the  Plaintiffs  complain  of  is  the  general  similarity  of  the  Defendant's  label  to 

50  theirs.  In  my  opinion,  whoever  designed  it  must  have  had  the  Plaintiffs' 
before  him  for  a  pattern.  The  Plaintiffs  do  not  claim  any  exclusive  right  in 
the  stars.    They  are  in  common  use  in  the  trade. 

Christopher  McCarthy ^  an  inspector  employed  by  the  Plaintiffs,  deposed  that 
on  the  24th  of  February  1906  he  visited  the  Defendant's  shop,  and  purchased  a 

55  bottle  of  the  "  Celebrated  Old  Brandy,"  for  which  he  paid  five  shillings.  It  was 
the  Defendant  that  sold  it  to  him.  He  asked  him  for  a  receipt,  and  the  Defen- 
dant gave  him  a  receipt  for  five  shillings,    [The  bottle  and  the  receipt  Mere 
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pfrodnced.]  The  bottle  had  affixed  on  it  one  of  the  labels  complained  of.  He 
sa^  about  10  or  11  bottles  on  a  shelf  in  the  shop  bearing  similar  labels.  Vross- 
examined. — I  did  not  ask  for  Hennessy's  brandy,  nor  did  the  Defendant  say  that 
it  was  Hennessy' s,  I  asked  him  for  a  bottle  of  "  Celebrated  Old  Brandy."  The 
name  of  the  manufacturer  was  not  mentioned.  5 

Professor  W,  E,  Adenev,  Examiner  in  Chemistry  in  the  Royal  University  of 
Ireland,  deposed  that  he  had  analysed  the  brandy  contained  in  the  bottle  sold 
by  the  Defendant  to  the  last  witness,  and  compared  it  with  a  sample  of  Hen- 
nessy's  genuine  brandy.  The  analysis  showed  that  the  "  Celebrated  Old  Brandy" 
was  of  much  poorer  quality  even  than  Hennessy's  one-star  brandy.  Out  of  four  10 
bottles  of  Hennessy's  brandy,  he  could  make  five  bottles  equal  to  what  the 
Defendant  sold,  by  simply  adding  water,  silent  spirit,  and  a  little  colouring 
niatter.    It  was  a  weaker  and  inferior  brandy  to  Hennessy's  one-star  brandv. 

Thomas  Figgis^  solicitor  for  the   Plaintiffs,  produced  the  correspondence 
which  had  taken  place  between  his  firm  and  the  Defendant  on  the  subject  of  15 
tke  label. 

Ronan  K.C.  for  the  Defendant,  said  that  although  the  case  was  presented  to 
the  Court  as  one  in  which  the  Defendant  had  made  use  of  a  label  calculated  to 
deceive,  the  PlaintiflFs  had  closed  their  case  without  producing  a  single  witness 
to  depose  that  anyone  had  ever  been  deceived  or  misled.  The  witness  APGarthy^  2() 
who  bought  the  bottle  from  the  Defendant,  had  not  asked  for  Hennessy's 
brandy,  nor  did  the  Defendant  say  that  it  was  Hennessy's.  On  the  contrary, 
the  brandy  asked  fdr,  and  the  brandy  sold,  was  not  Hennessy*s^  but  the 
**  Celebrated  Old  Brandy."  Counsel  submitted  that  no  person  looking  at  the 
label  could  be  misled  into  supposing  that  the  brandy  was  Hennessy^Sy  especially  25 
the  class  of  purchasers  who  were  in  the  habit  of  asking  for  brandy,  who  werfe 
as  a  rule  superior  to  and  more  intelligent  than  whisky  drinkers.  How  wad  It 
that  the  Plaintiffs  were  unable  to  produce  a  single  witness,  either  to  prove  as  a 
matter  of  fact  that  any  person  had  been  deceived,  or  even  to  statfe,  as  a  matter  of 
opinion,  that  the  label  was  likely  to  deceive  ?  In  De  Kuyper  v.  Baird^  setet^l  3d 
witnesses  deposed  that  the  label  there  complained  of  was  calculated  to  mislead. 
Why  was  there  no  such  evidence  in  the  present  case  ?  Because,  in  point  of  fttct; 
no  one  had  ever  been  misled  by  the  Defendant's  label,  nor  was  it  calculated 
to  deceive  any  purchaser.  When  ajpferson  wanted  to  get  Hennessy*s  brandy,  he, 
as  a  rule,  asked  for  a  "a  bottle  of  Hennessy y'  and  always  looked  at  the  label  to  35 
see  that  the  name  "  Hennessy  "  was  on  it.  In  the  Defendant's  label,  the  ttame 
of  Hennessy  was  absent.  That  was  one  of  the  distinctive  features  of  thfe 
Plaintiffs'  label ;  and  so  also  was  the  hand  prasping  the  battle-axe.  Those  wfere 
the  Iwo  features  that  were  specially  relied  upon  in  the  Plaintiffs'  advertisements. 
The  public  were  expressly  told  to  '*  look  for  the  name  of  Hennessy^  and  for  the  40 
•'  hand  and  battle-axe."  Both  ot  those  distinguishing  features  wefe  absent  froth 
tjife  Defendant's  label.  As  to  the  shape  of  the  label,  the  printing  in  gold,  atiii 
the  gai*land  of  vine  leaves  and  grapes,  those  were  all  in  common  usis  in  ike 
trade  for  brandy  labels,  and  the  Plaintiffia  could  not  claim  any  excldsivfe  use  of 
thens.  This  case  was  not  like  De  Kuyper  v.  Bairdy  ih  which  stress  was  laid  otj  49 
the  peculiar  form  bf  the  labels,  both  being  heart-shaped,  and  witnesses  deposed 
that,  on  that  account,  purchasers  would  be  liable  to  be  misled.  The  Plaintiffs' 
Trdde  Mark  In  this  case  gives  the  name  to  the  goods,  as  in  Orr-Ewif^  v. 
Johnson ;  see  the  i-emarks  of  Fry  L.J.  in  that  case  (L.R.  4  App.  Cas.  fil). 
Moreover,  in  the  Defendant's  shop,  in  full  view  of  his  customers,  there  wili  50 
displayed  ^  large  framed  placard,  representing  Hennessy's  label,  condpicuoudly 
showing  the  name,  *'Jas.  Hennessy  &  Co.,  Cognac,"  and  the  hand  and  bittle- 
aife,  BO  that  the  attention  of  everyone  who  entered  the  establishment  was 
directed  to  those  predominant  features  of  the  Plaintiffs'  label ;  and  on  the  vferjr 
6helf  that  contained  the  bottles  of  "  Celebrated  Old  Brandy  "  there  also  stood  ^  55 
number  of  bottles  of  the  Hennessy  brandy,  bearing  the  Hennessy  label,  so  that 
it  was  impossible  that  any  person  could  fail  to  distinguish  them.    In  refel^hce  to 
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the  absence  of  evidence  of  deception,  I  refer  to  the  London  General  Omnibus 
Company  v.  Lavell  (18  R.P.C.  79  ;  L.tt.  (1901)  1  Ch.  138),  and  Payton  & 
(7(9.  Ld,  V.  Snelling,  Lampard  &  Go.  Ld.  (17  R.P.C.  635).  the  remarks  of 
Lord  Macnaghten  in  the  latter  case  were  applicable  in  the  bresent  case — (1) 
5  The  Defendant  did  not  pass  off,  or  attempt  to  pass  off,  his  gooas  as  the  goods  of 
the  Plaintiffs  ;  (2)  no  human  being  had  been  deceived  ;  there  was  not  a  single 
instance  of  any  person  wishing  to  buy  Eennessy^s  brandy  buying  "  Celebrated 
"  Old  Brandy "  instead,  through  any  mistake  of  any  sort ;  (3)  as  regards  the 
Plaintiffs'  goods,  the  title  and  denomination  they  had  acquired  was  that  of 

10  ^^Hennessy's  Cognac  Brandy,"  while,  as  regarded  the  Defendant's  goods,  if 
they  had  acquired,  or  should  acquire,  a  title  in  the  market,  it  was  the  title  of 
"  Celebrated  Old  Brandy."  The  Defendant  had  acted  with  honesty  and  good 
faith.  Asked  for  the  *'  Celebi-ated  Old  Brandy,"  he  sold  it,  believing  he  had  a 
right  to  do  so.    When  his  attention  was  called  to  the  label,  although  he  protested 

15  that  there  was  no  real  similarity,  and  that  it  was  not  calculated  to  mislead,  he 
offered  to  discontinue  using  it ;  and  with  regard  to  not  having  disclosed  the 
name  of  the  printer,  the  fact  was  he  was  unable  to  do  so.  He  had  found  a 
number  of  these  labels— about  twenty — in  a  draper,  where  they  had  been  left 
by  the  former  proprietor  of  his  establishment,  and  he  did  not  know  the  name 

SO  of  the  printer.  He  had  only  used  them  about  a  fortnight,  and  did  not  think 
there  was  anything  objectionable  in  them.  I  also  rely  on  Mitchell  v.  Henry 
(L.R.  15  CD.  151),  and  submit  that  the  Plaintiffs  have  not  discharged  the  burden 
of  proof  which  lay  upon  them.  A  number  of  witnesses  would  prove  that 
the  label  was  not  calculated  or  likely  to  deceive,  and  that  Although  in  some 

25  respects  it  bore  a  certain  resemblance  to  the  Plaintiffs'  label,  the  ditferehces 
were  such  that  even  a  child  could  not  be  misled  by  it. 

The  Defendant,  Matthew  Keating^  deposed  that  he  had  been  in  business  since 
1897.  A  person  named  M^Gahe  had  the  establishment  previously.  Witness 
was  in  the  habit  of  selling  a  good  deal  of  Hennessy^s  brandy,  and  always  sold 

30  it  in  Hefinessy's  bottles,  with  their  labels  attached.  Whenever  ieisked  for 
Hennessy^s  brandy,  he  always  supplied  the  genuine  Hennessyy  and  had  never 
passed  off,  or  attempted  to  pass  off,  any  other  brandy  on  a  purchaser.  He  had 
a  large  framed  show  placard,  depicting  the  Plaintiffs'  label,  hung  up  in  a 
prominent  part  of  his  shop,  where  everyone  could  see  it.    [This  placard  was 

35  produced.]  He  purchased  the  brandy,  called  "  Celebrated  Old  Brandy,"  from 
Delont  Freres^  of  Cognac,  who  were  well  known  shippers,  and  he  put  it  into 
bottles,  and  labelled  it  with  labels  similar  to  the  one  produced.  He  did  not 
know  where  the  labels  came  from  ;  they  were  in  the  house  when  he  took  it, 
and  were  found  by  his  assistant  lying  in  an  old  drawer  along  with  a  lot  of  other 

40  labels,  and  he  put  them  on  the  bottles  and  exposed  them  on  ia  shel{  iToi*  sale. 
He  did  so  without  any  intention  to  deceive.  Looking  at  the  labels,  tife  adniitted 
there  was  some  resemblance,  but  he  did  not  believe  any  persoii  could  be  misled. 
The  customers  who  asked  for  brandy  were  a  superior  and  more  ihtelligent  class 
of  t)ersons,  and  if  they  wanted  Hennessy^s  brandy  they  would  ask  for  it,  would 

45  look  at  the  label  for  the  name,  and  see  that  they  got  it.  There  were  a  number 
of  bottles  of  Hennessy^s  brandy  on  the  same  shelf,  and  also  MartelVs.  The 
name  on  the  label  was  the  chief  thing ;  it  was  what  customers  looked  to. 
Cross-examined. — He  first  began  to  deal  with  Delont  Freres  in  1905.  The 
impeached  labels  must  have  been  in  his  establishment  when  he  ffot  possession 

50  of  it  ten  years  ago.  He  did  not  get  them  printed.  His  assistant  lEound  them 
in  a  drawer  along  with  a  number  of  whisky  and  porter  labels,  and  he  used 
them  because  they  had  •'  Brandy  "  on  them.  It  was  not  till  January  1906  that 
he  used  them.  To  the  Master  of  the  Rohh^.— Delont  Freres  supply  labels 
free  to  their  customers  to  put  upon  their  brandy  sold  in  stock,  when  bottled. 

55  Notwithstanding  that,  I  gave  an  order  to  Messrs.  Rely  for  500  labels.  [Asked 
to  explain  this]  the  Defendant  stated  that  at  the  time  he  gave  the  order  to 
Messrs.  Hely  he  did  not  know  that  Delont  Freres  would  supply  labels  free. 
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He  did  not  supply  Messrs.  Hely  with  any  model  or  drawing,  or  label  of  any 
description,  to  give  them  an  idea  of  what  kind  of  label  he  wanted.  Their 
traveller  told  him  they  kept  them  in  stock.  [A  specimen  of  the  label  supplied 
by  DeUmt  Freres  was  produced.    It  was  unlike  the  Plaintiffs'  label.] 

Thomas  O  Reillyy  licensed  vintner,  Dorset  Street,  Dublin,  chairman  of  the  5 
Grocers  and  Vintners'  Association,  deposed  that  he  was  familiar  both  with 
Hennesay's  label  and  the  "  Celebrated  Old  Brandy  "  label.    They  were  both 
well  known,  and  had  been  in  common  use  in  the  trade  for  years.    He  did  not 
think  the  "  Celebrated  Old  Brandy  "  label  was  likely  to  mislead.    A  customer 
who  wanted  Hennessy^s  brandy  would  look  for  the  name  on  the  label.    He  found  10 
in  his  experience  that  brandy  is  not  usually  drunk,  as  whisky  and  porter  are, 
as  a  beverage.    It  is   called  for  by  a  superior  class  of  persons,  sometimes  ^ 
medicinally,  when  they  feel  they  want  it.   Ladies  sometimes  ask  for  it.  Customers 
are  keen  in  seeing  that  they  get  the  kind  of  brandy  they  order.   He  did  not  believe 
they  could  be  misled  by  the  label.     Gross-examined, — I  sell  Hennessy^s  brandy  15 
myself,  and  also  MartelVs.    I  was  in  the  habit  some  years  ago  of  keeping  in 
stock  cheaper  brandy,  in  bottles  bearing  the  '*  Celebrated  Old  Brandy     label, 
but  have  latterly  discontinued  doing  so.     I  sell  only  the  best  qualities  of  brandy 
now.    Hennessy^s  and  MartelVs  are  considered  the  best.    Hennesey^s  is  more 
sold  than  MartelTs.    There  are  several  establishments  in  Dublin  that  still  20 
continue  selling  brandy  in  bottles  with  the  ^'  Celebrated  Old  Brandy  "  labels. 
[The  witness  was  pressed  to  give  the  names  of  the  establishments,  but  refused 
to  do  so.]     In  my  opinion,  the  "  Celebrated  Old  Brandy  "  label  is  an  honest 
one.    There  is  some  resemblance  between  it  and  Hennesey^e  label,  but  it 
would  not  deceive  me,  and  I  do  not  think  it  would  mislead  any  member  of  25 
the  public. 

T%omas  Gethings,  licensed  vintner,  Dublin,  ex-chairman  of  the  Grocers  and 
Vintners  Association,  said  he  was  familar  with  both  the  Plaintiffs'  label  and  the 
*'  Celebrated  Old  Brandy"  label,  but  he  had  not  seen  the  latter  label  in  use  in 
Dublin  for  six  years  past.  Up  to  that  date  he  had  used  it  himself,  but  had  30 
ceased  doing  so,  as  he  heard  it  had  been  objected  to.  He  did  not  think  it  was 
calculated  to  deceive  a  purchaser.  There  were  marked  differences  between  it 
and  the  Plaintiffs'  label.  The  chief  distinction  between  them  was  the  absence 
of  the  name  of  Hennessy^  but  there  were  also  other  differences.  Hennessy^s 
label  was  a  work  of  art ;  the  other  was  clumsy.  Brandy  labels  were  usually  35 
printed  in  gold  on  a  white  ground.  Groee-examined. — In  his  opinion  the 
"  Celebrated  old  Brandy  "  was  a  fair  and  honest  label.  The  chief  characteristics 
"  of  the  Plaintiffs'  label  were  the  name  of  "  Henneseyy"  and  the  hand  and  battle- 
axe.  Their  absence  from  the  •*  Celebrated  Old  Brandy"  label  made  it  impossible 
that  customers  could  be  misled.  40 

Patrick  Joseph  Murphy ^  traveller  for  Messrs.  Gassidy,  distillers,  Monadterevan, 
deposed  that  he  did  not  think  the  "  Celebrated  Old  Brandy"  label  was  calculated 
to  mislead.  On  cross-examination^  he  admitted  there  were  points  of  resemblance 
between  the  two  labels,  but  the  chief  difference  between  them  was  the  absence 
of  the  name.  In  his  opinion  that  was  decisive.  What  purchasers  looked  to  45 
was  the  name  of  **  Hennessy^^  and  no  label  could  deceive  if  the  name  was 
omitted. 

James  Butler^  mineral  water  manufacturer,  Britain  Lane,  Dublin,  said  he  had 
24  years'  experience  of  the  licensed  trade ;  and  in  his  opinion  the  impeached 
label  could  not  deceive  any  purchaser.    The  chief  characteristic  of  the  Plaintiffs'  50 
label  was  the  name,  and  in  the  absence  of  the  name  it  was  impossible  that 
anyone  could  make  a  mistake. 

John  Davin,  alderman  of  Dublin,  and  proprietor  of  the  "  Ship  Hotel  and 
"  Tavern,"  Lower  Abbey  Street,  deposed  that  the  use  of  a  garland  of  vine  leaves, 
as  an  ornament,  on  brandy  labels  was  quite  common  in  the  trade,  and  had  been  55 
customary  for  many  years.    So  also  was  the  printing  in  gold  on  a  white  ground. 
In  his  opinion  the  "  Celebrated  Old  Brandy  "label  was  not  likely  to  n^islead. 
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He  attached  great  importance  to  the  name  of  "  Hennessy^^^  and  the  hand  and 
battle-axe,  on  the  Plaintiffs*  label,  both  of  which  were  absent  from  the  impeached 
label :  also  to  the  absence  of  the  neck  label  with  the  star  or  stars.  He  did  not 
think  the  **  Celebrated  Old  Brandy "  label  would  mislead  even  an  incautions 

/^5  and  mi  wary  purchaser.  Gross-examined, — The  points  he  had  mentioned  were 
the  most  decisive  ;  but  there  were  also  other  differences  between  the  labels. 
He  admitted  there  was  a  resemblance  between  them,  in  shape,  in  being  printed 
in  gold  on  a  white  ground,  in  having  a  garland  of  vine  leaves  and  grapes,  in  the 
ribbon  knot  at  the  base,  and  the  heraldic  bar.    He  admitted  those  five  features 

10  of  resemblance,  but  in  his  opinion  they  were  all  counteracted  by  the  fact  that 
the  name  of  Hennessyy  and  the  hand  and  battle-axe,  were  absent. 

Tl^omas  S.  Russell^  for  many  years  manager  of  the  '^  Phoenix  Brewery  Com- 
"  pany,"  deposed  that  he  had  from  fifteen  to  twenty  years'  experience  of  the 
licensed  vintner  trade.    White  and  gold  labels,  with  garlands  of  vine  leaves, 

15  and  grapes,  were  commonly  used  by  brandy  bottlers.  The  distinctive 
characteristics  of  the  Plaintiffs'  label  were  the  name  of  *^  Henneasy^^^  and  the 
hand  and  battle-axe.  Customers  who  wanted  Hennessy^s  brandy  usually  asked 
for  '^  a  bottle  of  Hennessy^^'  and  looked  for  the  name  on  the  label.  As  this  was 
absent,  he  did  not  believe  the  "  Celebrated  Old  Brandy  "  label  would  deceive 

20  any  purchaser.  Gross-examined. — If  I  am  standing  a  drink  of  brandy  to  a 
friend,  I  ask  for  Hennessy^s  Three-Star  Brandy,"  and  look  at  the  label  on  the 
bottle  to  see  that  it  has  the  name.  As  a  rule  I  think  ordinary  purchasers  are 
just  as  wary  and  careful  as  I  am  myself.  I  do  not  think  the  ^*  Celebrated  Old 
"  Brandy"  label  would  mislead  even  an  incautious  purchaser.    The  garland  of 

25  vine  leaves  and  grapes  is,  no  doubt,  roughly  speaJsing,  the  same  in  both ;  but 
the  foliage  in  the  "  Celebrated  Old  Brandy  "  label  is  coarser,  and  the  Hennessy 
label  is  more  artistic  It  is  true  that  the  heraldic  bar  appears  in  both,  and  so 
does  the  marginal  line  ;  but  I  don't  think  purchasers  pay  much  attention  to 
those  features.    I  do  not  think  ordinary  purchasers  usually  look  for  the  hand 

30  and  battle-axe,  but  they  would  certainly  look  for  the  name  of  Hennessy. 
MartelVs  label  is  blue,  and  the  capsule  is  blue.  I  think  the  majority  of  drinkers 
of  brandy  take  it  medicinally,  and  will  not  drink  anything  but  Hennessy^ s. 

Edward  Hacketty  licensed  publican,  sixteen  years  in  the  trade,  said  that  labels 
similar  to  the  **  Celebrated  Old  Brandy  "  had  been  in  common  use  for  years,  and 

35  he  did  not  believe  they  could  mislead.  The  chief  characteristic  in  the  Plaintiffs' 
label  was  the  name  ;  that  was  what  customers  looked  to.  He  regarded  the  other 
matters  as  inmiaterial.  The  ordinary  purchaser  does  not  look  to  the  vine  leaves, 
the  knot,  or  the  ribbon,  or  anything  of  that  sort.  He  is  guided  altogether  by 
the  name.    Gross-examined. — He  did  not  see  any  great  resemblance  between 

40  the  labels.    He  regarded  the  neck  label  as  immaterial. 

Thomas  O^Gonnor^  traveller  for  Messrs.  Gassony  William  Street,  Dublin, 
deposed  that  he  had  from  15  to  20  years'  experience  of  the  licensed  trade.  A 
vine  leaved  border,  such  as  appeared  on  the  "  Celebrated  Old  Brandy  "  label, 
was  in  common  use  in  the  trade  for  labelling  brandy,  and  brandy  labels  were  almost 

45  invariably  printed  in  gold  on  a  white  ground.  He  had  seen  the  '*  Celebrated 
*'  Old  Brandy  "  label  in  different  establishments  ;  it  was  in  fairly  common  use. 
He  did  not  believe  it  would  deceive  anybody.  No  ordinary  purchaser  would  be 
misled  by  it  into  supposing  that  it  indicated  Hennessy^ s  brandy.  Customers 
who  wanted  Hennessy^s  looked  for  the  name,  and  the  hand  and  battle-axe. 

50  Gross-examined. — There  is  a  slight  resemblance  between  the  two  labels,  but 
there  are  differences.  One  is  darker  in  colour  than  the  other.  Hennessy^ s  is 
more  artistic ;  the  other  is  coarser.  I  do  not  think  the  resemblance  would 
enable  a  dishonest  publican  to  pass  off  inferior  brandy  as  Hennessy^s.  Pur- 
chasers of  brandy  are  generally  an  intelligent  class  of  persons,  and  if  they  want 

55  Hennessy^ s  brandy  they  look  to  the  label,  and  insist  on  getting  it. 

Peter  Kelly ^  licensed  publican,  Dawson  Street,  also  traveller  for  several  firms 
in  the  tea,  wine,  brandy  and  whisky  trade,  admitted  there  was  a  resemblance 
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between  the  two  labels,  but  said  that  in  his  opinion  there  Was  no  probability  of 
deception.  On)^s-tfarttm?'n«rf.— He  had  not  used  the  "Celebrated  Old  Brandy'* 
label  himself.  There  are  some  points  of  resemblance,  but  there  are  striking 
dissimilarities. 

Pierce  Ryan,  licenced  grocer  and  publican,  Amiens  Street,  deposed  that  he  5 
had  been  17  years  in  the  trade.    A  garland  of  vine  leaves  and  grapes,  printed 
on  gold  on  a  white  ground,  was  in  common  use  on  brandy  bottles.    He  had 
himself  used  "  Celebrated  Old  Brandy  "  labels.     He  used  them  for  a  couple  of 
years.     Messrs.  Hennessy  objected  to  his  using  them,  and  threatened  pro- 
ceedings, but  he  refused'  to  pay  costs,  and  the  matter  dropped.     In  witness's  10 
opinion,  the  Defendant's  customers  could  not  be  deceived  by  the  label.    Gross- 
examined, — As  a  whole,  the  labels  have  no  resemblance,  in  my  opinion,  except 
in  colour.     When  the  Plaintiffs  threatened  proceedings  agaihst  me  for  using  the 
"  Celebrated  Old  Brandy  "  label.  I  told  them  the  name  of  the  printers  from 
whom  I  got  them,  and  undertook  to  discontinue  using  them.     I  had  only  11  15 
bottles  in  stock  at  the  time  bearing  the  label,  and  did  not  get  any  more  of 
them.    They  were  supplied  to  me  by  Messrs.  Mitchell^  of  Dublin.     [A  letter 
was  read  from  Mr.  Michael  Verdon,  solicitor,  who  had  acted  for  the  witness  in 
reference  to  the  threatened  proceedings,  stating :  "  Mr.  Ryan  regrets  having 
"  used  any  label  which  you  consider  an  unlawful  imitation  of  your  label,  and  20 
"  as  proof  of  his  regret  he  has  taken  down  from  his  shelf  the  remaining  bottles, 
"  and  undertakes  not  to  expose  them  for  sale  again."] 

Peter  Smith,  proprietor  of  the  *'  Tower  Bar,"  Henry  Street,  Dublin,  stated 
that  the  "  Celebrated  Old  Brandy  "  label,  or  one  practically  the  same,  had  been 
commonly  used  by  the  Dublin  traders  for  years,  even  at  a  lime  so  long  ago  as  25 
to  be  when  Messrs.  Hennessy's  were  practically  unknown  in  the  city.  In  the 
witness's  opinion  a  purchaser  would  not  be  liable  to  be  deceived.  The  label 
used  by  the  Defendant  was  altogether  different.  The  "  Celebrated  Old  Brandy" 
label  was  more  clumsy,  and  less  artistic.  A  customer  would  not  be  likely  to 
mistake  one  for  the  other  ;  purchasers  of  brandy  generally  asked  for  it  by  name,  30 
and  looked  at  the  label  for  the  name.  Gross-examined. — I  sold  brandy  in  bottle 
bearing  the  **  Celebrated  Old  Brandy  "  label  nearly  30  years  ago,  when  I  was 
assistant  at  Mooney's.  A  good  many  customers  ask  for  Hennessy^s  brandy, 
but  I  think  the  public  generally  prefer  MartelVs.  If  a  customer  asked  for 
Hennessy's  brandy,  I  do  not  think  a  publican  would  sell  him  brandy  that  was  35 
not  Hennessy^ s.  An  honest  trader  certainly  would  not ;  and  I  think  the  Dublin 
publi<^n8  are  the  honestest  class  of  men  in  the  three  kingdoms.  To  the  M  ASTBtt 
OF  THtfi  ROLL^. — I  think  it  would  be  better,  both  for  the  public  and  the  trade, 
if  the  use  of  the  "  Celebrated  Old  Brandy  "  label  was  abandoned  altogether,  and 
another  label,  of  a  totally  distinct  appearance,  was  used  on  the  cheaper  clasis  ot  40 
brandies.  But,  in  my  opinion,  Messrs.  Hennessy  ought  to  proceed  against  the 
big  shippers  abroad,  Ahd  the  printers,  and  not  against  the  retailers  ;  they  oughi 
to  go  for  the  big  then,  and  not  go  for  the  little  men. 

John  Mathews,  head  Artist  at  Messrs.  Hely's,  printers,  Dublin,  produced  a 
specimen  of  the  labels  they  had  supplied  to  the  Defendant.  In  his  ot)inion  it  49 
wab  totally  different  from  the  Plaintiffs'  label,  and  one  could  not  be  mistaken 
for  the  other.  The  label  complained  of  had  been  in  common  use  as  long  as  he 
knew,  at  least  26  years.  In  fact,  it  probably  was  in  use  before  Messrs.  Hennessy's. 
Messrs.  Hely  kept  the  labels  in  stock,  and  supplied  them  to  publicans  wheh 
ordered.  They  were  not  specially  designed  for  the  Defendant.  They  weJre  50 
miirked  trith  the  words  "  Finest  Old  French  Brandy."  Gross-examined.—!  do 
not  remember  the  date  when  the  Defendant  gave  us  the  order  for  500  of  thodl^ 
labels.  I  saw  the  "  Celebrated  Old  Brandy  "  label  long  aj^o,  15  or  16  yearfi  ago, 
at  Lyons  &  Sons,  printers,  Ormond  Quay,  Dublin,  where  I  Served  my  time. 

Robert  Kerr,  foreman  lithographer  at  Messrs.  Hely's,  said  he  did  not  believe  55 
the  '*  Celebrated  Old  Brandy  "  label  was  calculated  to  deceive.    Thfere  were 
several  differences  between  it  and  the  Plaintiffs'  label,  especially  the  absence  of 
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the  name,  and  the  hand  and  battle-axe.   In  his  opinion  the  points  of  resemblance 
would  not  mislead  any  one. 

George  Hennessy,  a  member  of  the  firm  of  Hennessy  A  Go.,  was,  by  special 
leave,  examined  for  the  Plaintiffs  at  this  stage  of  the  proceedings.  He  stated 
5  that  he  had  come  from  Cognac  for  the  purpose  of  proving  that  their  neck-label 
and  star  on  their  bottles  of  one-star  brandy  had  only  been  used  by  the  firm 
since  November  1903.  The  neck  labels  on  the  two-star  and  three-star  brandies 
had  been  in  use  for  close  on  fifty  years.  The  stars  denoted  the  quality  as 
regarded  maturity. 

10  James  Richard,  land  agent,  deposed  that  there  was  no  resemblance  between 
the  labels.  Their  appearance  and  general  get-up  were  dissimilar.  No  one  with 
eyes  in  his  head  would  be  taken  in. 

Joseph  Lyons,  printer,  who  had  for  many  years  conducted  the  business  of  the 
Ormond  Printing  Gompany,  Lower  Ormond  Quay,  Dublin,  deposed  that  from 

15  1S79  to  1898,  when  his  firm  was  dissolved,  they  had  kept  in  stock  the  "  Celebrated 

"  Old  Brandy  "  label,  or  one  similar  to  it,  printed  it  from  time  to  time,  and  sold 

it  in  large  numbers  to  the  trade.     Gross-examined. — It  was  recognised  and  used 

for  years  as  a  stock  brandy  label  by  nearly  the  whole  trade. 

Denis  Daly,  assistant  in  the  Defendant's  establishment,  stated  that  he  had 

20  found  the  labels  in  question  in  a  drawer  with  a  number  of  other  labels  some 
time  after  he  had  entered  the  employment.  He  utilised  them  to  put  on  the 
brandy  which  had  been  purchased  from  Delont  Freres  in  bulk  and  bottled. 
They  were  only  put  on  about  11  or  12  bottles.  He  never  sold  those  bottles  as 
Hennessy's  brandy;   and  he  did  not  believe  that  any  purchaser  would  be 

2fi  misled. 

O'Gonnor,  for  the  Defendant,  submitted  that,  although  Mr.  Keating  was 
apparently  a  somewhat  stupid  man,  and  might  be  called  a  "bad  witness," 
he  had  given  his  evidence  fairly  and  candidly,  that  he  had  acted  in  an  honest 
and  straightforward  manner,  and  that  the  Court  ought  to  believe  his  evidence. 

30  Counsel  relied  strongly  on  the  fact  that  the  Plaintiffs  were  unable  to  bring 
forward  a  single  witness  to  prove  either  that  the  Defendant  had  passed  off  the 
brandy  as  Hennessy's,  or  that  the  label  was  calculated  to  misle&d  any  purchaser. 
On  the  contrary,  the  evidence  was  all  the  other  way.  In  order  to  entitle  the 
Plaintiffs  to  succeed,  they  should  have  given  some  evidence  by  witnesses  that 

35  the  label  was  calculated  to  deceive  (per  Lord  Alverstone  C.J.,  London  General 
OmniJms  Gompany  v.  Lavell,  18  R.P.C.  79  ;  Schweppes  v.  Gibbons  22  R.P.C.  113). 
A  fraudulent  intention  on  the  part  of  the  Defendant  ought  not  to  be  presumed. 
Hennessy  v.  Domp6  (19  R.P.C.  333)  was  peculiarly  in  point,  as  in  it  the  Plaintiffis 
sought  an  injunction  to  restrain  the  use  of  a  label  almost  exactly  similar  to  the  one 

40  they  now  complained  of  ;  but  Keketvich  J.  refused  the  injunction.  Counsel  com* 
mented  strongly  on  the  fact  that  that  case  had  not  been  mentioned  in  the 
Plaintiffs'  opening  statement.  The  Plaintiffs'  advisers  must  have  known  of  it,  yet 
they  omitted  all  mention  of  it ;  and  the  Defendant's  coansel  had  only  discovered 
it  accidentally  since  Mr.  Eonan  had  opened  their  case  ;  as  owing  to  the  fact 

45  that  it  was  not  reported  in  the  Law  Reports,  it  had  escaped  their  notice. 
In  that  case  Kekewich  J.  said  that  to  entitle  the  Plaintiffs  to  an  injunction,  the 
label  must  be  a  colourable  imitation,  so  similar  as  regards  getting  up  as  to  be 
OBdculated  to  deceive.  He  added,  "  By  *  calculated  to  deceive  '  is  meant  this, 
^'  that  a  bottle  bearing  one  label  could  be  passed  off  easily,  without  fraud  other- 

50  *^  wise  than  by  the  label  itself,  as  a  bottle  of  the  other  character.  Could  it  be 
*'  easily  sold  to  an  ordinary  customer  as  being  cognac  manufactured  by  Hennessy 
^^  A  Go.  ?  That  is  the  question,  and  I  agree  that  you  must  look  at  the  label  as  a 
**  wholb ;  but  you  bannot  look  at  the  whole  without  the  parts,  and  not  only 
"  must  you  look  to  see  where  the  parts  are  similar,  but  you  must  also  see  where 

56  '^  they  are  different ;  and  according  to  common  sense,  and  also  according  to 
^^  all  the  authorities,  you  must  first  ask  yourself  what  part  of  this  is  peculiar 
''  to  the  Plaintiffs^  and  what  part  is  not  peculiar  to  the   Plaintiffs,  but  is 
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^'  common  to  the  trade/'  His  Lordship  then  proceeded  to  compare  the 
two  labels,  and  every  word  of  his  judgment  was  applicable  to  the  present 
case.  He  pointed  out  that  the  nse  of  a  garland  of  yine  leaves  and 
grapes,  and  also  printing  in  gold  upon  a  white  ground,  was  common  to  the 
trade.  But  although  he  thought  that  whoever  designed  the  label  must  have  5 
copied  the  Hennessy  label,  he  held  that  it  was  not  calculated  to  deceive,  and 
refused  the  injunction  with  costs.  The  Plaintiffs  appealed  from  that  judgment ; 
and  what  took  place  when  the  case  was  mentioned  in  the  Court  of  Appeal  was 
reported  in  20  R.P.C.,  at  page  175,  and  certainly  showed  a  curious  state  of  things, 
and  (Counsel  submitted)  that  there  must  have  been  a  compromise,  for,  without  10 
any  argument,  the  Defendant  said  that  he  was  ^^  willing  that  the  appeal  should  be 
^'  sdlowed  on  the  terms  agreed  upon,"  and  submitted  to  the  injunction.  What 
the  terms  were  did  not  appear  ;  but  it  was  plain  that  the  Defendant  must  have 
been  bought  off.  Counsel  submitted  that,  in  the  present  case,  his  Lordship 
should  do  as  Kekewich  J.  had  done  in  the  case  of  Hennessy  v.  Domp^,  and  refuse  15 
the  injunction. 

Blood  K.C.  replied. — This  was  an  action  for  the  infringement  of  a  registered 
Trade  Mark,  and  it  was  not  necessary  to  prove  actual  fraud.  Neither  was  it 
necessary  to  produce  witnesses  to  prove  that,  in  their  opinion,  the  label  was 
calculated  to  mislead.  That  was  a  question  for  the  Court  to  determine,  upon  20 
inspection  and  comparison  of  the  two  labels.  With  regard  to  the  case  of 
Hennessy  v.  Dompe,  it  was  only  fair  to  Messrs.  Kennedy,  Son  and  FiggiSy  the 
Plaintiffs'  solicitors,  to  state  that  they  had  informed  their  Counsel  of  Uiat  case, 
and  it  had  not  been  suppressed  ;  but  having  regard  to  what  had  taken  place  in 
the  Court  of  Appeal,  Counsel  considered  it  was  a  neutral  case,  and  that  they  25 
could  not  rely  upon  it.  As  to  whether  there  had  been  a  compromise,  they 
knew  nothing ;  neither  did  it  appear  from  the  report  that  there  had  been  any 
compromise.  On  the  contrary,  Mr.  Abra?iams,  the  defendant's  Counsel,  said, 
"  I  appear  for  the  defendant  Dompe,  who  was  simply  an  innocent  trader.  He 
**  got  the  brandy  from  the  Foreign  Wine  Growers'  Association.  He  feels  that  30 
^<  he  cannot  support  the  judgment,  and  he  is  willing  that  the  appeal  shall  be 
"  allowed."  Mr.  ^Drapery  for  the  other  defendant,  also  consented  that  the 
appeal  should  be  allowed,  and  the  injunction  granted;  and  Mr.  GartmeU 
said  that  the  infringement  was  unintentional,  and  it  was  so  stated  in  the 
Order.  35 

Judgment  was  reserved,  and  was  delivered  on  the  18th  of  May  1907. 

Mbredith  mm. — ^This  action  is  brought  by  the  old-established  firm  of 
Hennessy  A  Co.y  the  well-known  manufacturers  of  brandy,  against  MaitJi&w 
Keatingy  who  carries  on  business  as  a  family  grocer  and  tea,  wine,  and  spirit 
merchant  at  70  Store  Street,  in  the  city  of  Dublin.  The  Plaintiffs  allege  in  40 
their  Statement  of  Claim  that  their  principal  business  is,  and  has  been  for 
several  years  past,  to  sell  brandy  manufactured  by  them  to  the  trade  in  bottle, 
and  that  a  very  large  quantity  of  bottled  brandy  is  annually  exported  by  the 
Plaintiffs  to  Great  Britain  and  Ireland,  and  sold  to  persons  carrying  on  the  trade 
of  wine  and  spirit  merchants  in  those  countries.  They  allege  that  the  brandy,  45 
so  manufactured  and  bottled  by  the  Plaintiffs,  is  of  a  peculiar  description  and  of 
a  very  superior  quality,  and  has  acquired  a  great  reputation,  especially  in  the 
British  and  Irish  markets,  where  it  commands  a  very  high  price.  I  may  say 
at  once  that  the  evidence  in  this  case  has  satisfied  me  beyond  all  doubt  that,  so 
far  as  the  city  of  Dublin  is  concerned  at  all  events,  the  Plaintiffs'  brandy  has  50 
acquired  a  great  reputation,  commands  a  high  price,  and  is  regarded  as  of  a  very 
superior  quality  indeed. 

The  Statement  of  Claim  alJeges  that  every  bottle  of  brandy  exported  by  the 
Plaintiffs  bears  a  body  label  square  in  shape,  printed  in  gold  on  a  white  ground, 
in  the  centre  of  which  appears  the  name  of  the  Plaintiffs'  firm,  "  Jos.  Hennessy  55 
"  A  Go.y  Cognac,"  surrounded  by  a  border  (also  printed  in  gold)  of  vine  leaves 
and  grapes  in  the  form  of  a  garland  tied  at  the  base  with  ribbon  and  surmounted 
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by  a  mailed  arm  and  hand  grasping  a  battle-axe.  That  description,  which  I 
have  read  from  the  Statement  of  Claim,  is  accurate  and  correct  in  every 
particular ;  and  it  has  been  established  in  evidence  that  this  body  label  has 
been  used  by  the  PlaintiflEs  for  half  a  century  on  bottles  of  brandy  exported  to 
5  the  United  Kingdom.  This  body  label  was  registered  by  the  Plaintiffs  in 
January  1876,  as  a  Trade  Mark,  under  the  Trade  Marks  Registration  Act,  1875, 
and  has  been  duly  re-registered  under  the  Patents,  Designs  and  Trade  Marks 
Acts,  1883  to  1888 ;  and  Certificates  have  been  given  in  evidence,  three  in 
number,  each  dated  the  27th  of  July  1906,  and  each  being  a  Certificate  of  the 

10  registration  as  a  Trade  Mark  of  the  body  label,  accompanied  by  a  star  device  in 
the  case  of  two  of  the  Trade  Marks — (a)  a  two-star  mark,  and  (&)  a  three-star 
mark ;  but  in  the  case  of  the  three-star  mark  the  Certificate  of  registration 
contains  a  disclaimer  in  these  words—"  The  applicants  disclaim  any  right  to 
"  the  exclusive  use  of  the  star  devices,  the  said  devices  being  commonly  used 

15  "  in  the  trade  concerned  in  the  goods  to  which  the  mark  is  applied."  The 
user  claimed  for  the  Trade  Mark  with  three  stars  is  stated  in  the  Certificate 
of  registration  as  having  commenced  about  27  years  before  the  23rd  of  December 
1892.  In  the  case  of  the  body  label  accompanied  by  the  two  stars,  the  user 
claimed  is  about  10  years  before  the  24th  of  January  1876  ;  and  the  user 

20  claimed  for  the  body  label  without  any  star  is  about  20  years  before  the  24th  of 
January  1876. 

The  Plaintiffs  state,  as  the  fact  is,  that  they  have  circulated  in  the  daily  and 
other  newspapers  cautionary  notices  warning  traders  against  infringing  their 
Trade  Mark  label,  and  claiming  the  exclusive  right  thereto ;  and  they  allege 

25  that  they  have  recently  ascertained — shortly  before  the  institution  of  the  action 
— that  the  Defendant  is  selling  and  offering  for  sale  brandy  contained  in  bottles 
bearing  body  labels  which  are,  as  the  Plaintiffs  charge,  colourable  imitations  of 
the  Plaintiffs'  said  registered  Trade  Mark  label,  and  amount  to  an  infringement 
thereof.    They  allege  that  the  body  label  so  used  by  the  Defendant  is  of  the 

30  same  shape  as  the  Plaintiffs'  label,  and,  like  the  latter,  is  printed  in  gold  on  a 
white  ground.  Instead  of  the  words  "  Jos.  Hennessy  Jk  Go,y  Cognac,"  the  words 
"  Celebrated  Old  Brandy  "  appear,  and  the  label  is  surrounded  by  a  garland  of 
vine  leaves  and  grapes,  tied  at  its  base  with  a  ribbon,  in  close  imitation  of  the 
border  or  garland  on  the  Plaintiffs'  said  registered  label ;  but  the  mailed  arm 

35  and  hand  grasping  a  battle-axe  are  not  reproduced  in  the  Defendant's  label. 

That  statement  as  regards  the  label  alleged  to  be  used  by  the  Defendant  is 

accurate ;  and  the  fact  that  it  has  been  used  by  the  Defendant  on  bottles  which 

do  not  contain  the  Plaintiffs'  brandy  is  admitted. 

The  Plaintiffs  also  allege  that  the  brandy  offered  for  sale  by  the  Defendant  in 

40  bottles  bearing  the  label  described  in  the  Statement  of  Claim  is  inferior  to  any 
brandy  bottled  and  exported  to  this  country  by  the  Plaintiffs  ;  and  so  I  hold  as 
juror,  upon  the  evidence. 

The  Plaintiffs  allege  that  the  label  used  by  the  Defendant  is  a  colourable 
imitation  of  their  Trade  Mark,  and  amounts  to  an  infringement  of  it,  and  is 

45  calculated  to  mislead  purchasers  and  others  into  the  belief  that  the  brandy  so 
offered  for  sale  by  the  Defendant  is  manufactured,  or  exported  or  bottled,  by  the 
Plaintiffs'  firm.  The  Plaintiffs  also  allege  that  the  Defendant  asserts  his  right 
to  use  the  label  complained  of,  and  will  (as  the  Plaintiffs  apprehend)  continue 
to  use  the  same,  unless  enjoined  by  the  Order  of  this  Court.    The  Defendant, 

50  in  his  Defence,  puts  the  Plaintiffs  upon  proof  of  a  number  of  matters.  He 
denies  that  he  has  sold  or  offered  for  sale,  or  is  selling  or  offering  for  sale, 
brandies  contained  in  bottles  bearing  body  labels  which  are  colourable  imitations 
of  the  Plaintiffs'  alleged  registered  Trade  Mark  label.  He  contends  that  the 
labels  used  by  him  are  not  a  colourable  imitation  of  the  Plaintiffs'  labels,  and 

55  do  not  amount  to  an  infringement  thereof.  He  denies  that  the  label  used  by 
him  is  of  the  same  size,  shape,  colour  or  appearance  as  the  labels  used  by  the 
Plaintiffs  ;  and  he  says  that  the  label  used  by  him  has  a  distinct  and  different 
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a^ppearance  from  the  label  nsed  by  the  Plaintiffs,  and  denies  that  it  is  calculated 
to  mislead  purchasers  or  others  into  the  belief  that  the  brandy  sold  by  him  is 
brandy  manufactured  or  sold  or  bottled  by  the  Plaintiffs.  In  effect  the  defence 
asserts  the  right  of  the  Defendant  to  use  and  continue  to  use  the  body  label 
complained  of.  $ 

The  issues  thus  raised  by  the  pleadings  were  discussed  before  me  for  several 
days  ;  and  a  great  number  of  witnesses  were  examined.  No  witness  was 
examined  for  the  Plaintiffs  to  prove  that  any  member  of  the  public  had  been 
actually  deceived  ;  and  no  expert  evidence  was  offered  by  the  Plaintiffs  to  the 
effect  that,  in  the  opinion  of  the  expert,  a  purchaser  would  be  likely  to  be  10 
deceived  by  the  similarity  of  the  labels.  Strong  comments  were  made  upon 
that  fact  by  the  Counsel  for  the  Defendant ;  and  it  was  said  that  it  was  im- 
possible for  the  Plaintiffs  to  succeed,  having  regard  to  the  fact  that  the 
Court  must  act  upon  independent  evidence,  and  that  I  was  asked  to  decide, 
in  the  absence  of  any  independent  evidence  on  the  part  of  the  Plaintiffs,  ^5 
a  matter  which  was  really  a  matter  for  experts,  and  not  a  matter  for  the 
Court. 

Mr.  Campbell  K.C.,  in  opening  the  case  for  the  Plaintiffs,  designedly  and 
deliberately  elected  to  stand  upon  the  observations  of  Lord  Macriaghten  in 
Payton  A  Go.  Ld.  v.  SneUing^  Lampard  A  Co.  Ld.*  where  he  expressed  his  2P 
opinion  that  a  mass  of  irrelevant  evidence  had  been  produced  in  the  case.  It 
was  said,  however,  that  the  London  General  Omnibus  Company  v.  taveU  \  was 
conclusive  that  the  remarks  of  Lord  Ma^naghten  in  that  case  had  been  mis- 
understood. Lord  Alverstone  C.J.,  in  giving  judgment  in  the  Court  of 
Appeal  in  the  latter  case,  saidf  : — "  We  have  no  evidence  as  to  what  is  the  9^ 
''  custom  or  practice  or  habits  of  persons  who  are  riders  in  these  omnibuses,  nor 
*'  as  to  what  has  grown  up  to  be  regarded  as  the  leading  feature  of  omnibuses 
"  on  any  particular  route  ;  but  we  are  asked  to  say  that  the  learned  Ju^ge  was 
^'  right  in  coming  to  the  conclusion  that,  because  he  thought  the  two 
'^  omnibuses  so  resembled  one  another  that  they  might  be  mistaken,  that  SQ 
"  is  sufficient  evidence  to  support  an  injunction  in  an  action  for  deceit.  In 
**  the  first  place,  it  appears  to  me  that  if  any  such  view  were  to  prevail,  a  very 
"  undesirable  and  erroneous  practice  might  grow  up  with  reference  to  the 
**  viewing  or  seeing  by  the  Judge  of  the  subject-matter  of  the  action,  or 
"  anything  relating  to  the  subject-matter  of  the  action.  It  is  quite  true  that  by  $| 
"  Rule  4,  Order  L.  it  is  provided  that  the  Judge  may  inspect  any  property  or 
"  thing  concerning  which  any  question  may  arise  in  the  action.  But  I  have 
"  never  heard  it  said,  and,  speaking  for  myself,  I  should  be  very  sorry  to  endorse 
"  the  idea,  that  a  learned  Judge  is  entitled  to  put  a  view  in  the  place  of 
"  evidence.  A  view,  as  I  have  always  understood,  is  for  the  purpose  of  4fi 
"  enabling  the  tribunal  to  understand  the  questions  that  are  being  raised,  to 
"  follow  the  evidence,  and  to  apply  the  evidence.  Of  course,  it  is  quite  possible 
"  that  there  may  be  cases  in  which  all  the  circumstances  connected  with  the 
"  matter  in  dispute  are  of  such  common  knowledge,  and  are  so  well  known  to 
"  the  tribunal,  that  it  may  be  said  that  no  evidence  is  necessary  ;  as  for  instance  45 
"  the  common  case  of  the  make-up  of  an  article  which  is  going  to.be  sold  in 
"  shops,  though  in  that  case  I  think  that  if  the  Judge,  in  consequence  of  there 
"  being  differences  between  the  two  articles,  was  not  able  to  say  they  were 
"  identical,  he  ought  not  to  grant  an  injunction  without  evidence  before  him 
*'  that  the  article  in  dispute  was  so  made  up  as  to  be  calculated  to  deceive  people.  5Q 
"  Of  course  I  need  scarcely  say  it  is  not  necessary  to  show  actual  deception, 
*'  because  a  thing  may  be  calculated  to  deceive,  and  the  plaintiffs  may  be 
**  justified  in  coming  to  stop  the  practice  before  the  actual  deception  has  taken 
"place." 

•X7  B.P.a  G^;  l4.B.(1901)  A.Q.  ^09.    tX8  B.?.0.  76;  UiJ.  (1901)  1  Oh.  138.    ti^  ft-??ft  ??. 
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That  decision,  and  the  observations  of  the  Lord  Chief  Justice,  most  be  read 
in  reference  to  the  nature  and  facts  of  the  case  ;  and  Farwdl  L. J.  (then  Mr. 
Justice  farweU)^  in  Bourne  v.  Swan  atid  Edgar  Ld.y*  commented  upon  the 
decision  in  a  way  which,  if  I  may  respectfully  say  so,  entirely  commends  itself 
5  to  my  judgment.  He  said  : — "  I  have  carefully  considered  that  case,  and  I 
"  have  come  to  the  conclusion  that  it  really  has  no  bearing  whatever  on  passing- 
*'  off  cases.  It  is  not  for  me  to  say  whether  the  Court  of  Appeal  were  right  or 
'^  wrong  in  treating  the  action  as  a  common  law  action  for  deceit,  bi^t  that  is 
^  what  they  did,  and  their  judgment  is  based  on  the  footing  that  it  is  an  action 

^Q  "  for  deceit.  It  appears,  not  only  in  the  head  note,  but  at  the  very  beginning, 
"  the  Lord  Chief  Justice  interrupts  Counsel  by  saying,  *  What  right  has  the 
"  '  General  Omnibits  Company  to  bring  an  action  for  deceit  without  evidence  of 
"'deceit'?  ....  He  repeats  it  again  in  his  judgment.  He  says,  *The 
"  *  fact  that  the  two  omnibuses  so  resembled  one  another,  that  they  might  \>e 

\i  <«  <  mistaken  one  for  the  other,  was  not  sufficient  evidence  to  support  an 
*^  *  injunction  in  an  action  for  deceit.*  This  distinction  between  common  law 
^*  actions  for  deceit,  and  suits  in  equity  against  passing-off,  and  the  evidence 
**  required  therein  respectively,  is  well  settled.  It  is  sufficient  to  refer  to 
^^  the  judgment  of  Lord  Westbury  in  the  well-known  case  of  Edelsten  v. 

20  **  Edelsten^ll  a  passing-off  case,  where  he  says :  *  At  law  the  proper  remedy 
"  •  is  by  an  action  on  the  case  for  deceit,  and  proof  of  fraud  on  the  pwt 
'^  *'  of  the  defendant  is  of  the  essence  of  the  action ;  but  this  Court  will  act 
"  *  on  the  principle  of  protecting  property  alone,  and  it  is  not  necessary  for 
"  *  the  injunction  to  prove  fraud  in  the  defendant,  or  that  the  credit  of  the 

25  «  <  plaintiff  is  injured  by  the  sale  of  an  inferior  article.  The  injury  done  to 
"  *  the  plaintiff  in  his  trade  by  loss  of  custom  is  sufficient  to  support  his  title 
"  *  to  relief.  Neither  will  the  plaintiff  be  deprived  of  remedy  in  equity,  even 
«  *  if  it  be  shown  by  the  defendant  that  all  the  persons,  who  bought  from  him 
*<  <  goods  bearing  the  plaintiff's  Trade  Mark,  were  well  aware  that  they  were 

30  '<  *  not  of  the  plaintiff's  manufacture.  If  the  goods  were  so  supplied  by  the 
'  defendants  for  the  purpose  of  being  sold  again  in  the  market,  the  injury 
'to  the  plaintiff  is  siifficient.  Again,  it  is  not  necessary,  for  relief  in 
^equity,  that  proof  should  be  given  of  persons  having  been  actually 
^deceived,  and    having    bought  goods  with  the  defendant's    mark  under 

35  "  <  the  belief  that  they  were  of  the  manufacture  of  the  plaintiff,  provided 
"  *  the  Court  be  satisfied  that  the  resemblance  is  such  as  would  be  likely 
"  *  to  cause  the  one  mark  to  be  mistaken  for  the  other.'  Lord  Blackburn 
"  says  very  much  the  same  thing  in  the  case  of  the  Singer  Manufacturing 
"  Company  v.  Loog.X    It  is  perfectly  obvious,  therefore,  to  my  mind,  that 

40  **  when  the  Court  of  Appeal  were  dealing  with  the  case  of  the  London  General 
"  Omnibus  Company  v.  Lavdly  they  were  dealing  with  it  as  a  common 
'*  law  action  for  deceit.  If  it  were  not  so,  it  would  be  quite  impossible 
'*  that  they  could  have  excluded  the  consideration  of  the  ocular  comparison 
"  of    the  two   omnibuses,  having  regard  to  the  cases  I  have  referred  to  in 

♦5  <<  the   House  of   Lords.      They  could  not   have   overruled  the   three   Lord 

*'  Chancellors ;  and,  if  they  had  done  so,  they  would  themselves  have  been 

"  overruled  by  the  subsequent  decision  of  Payton  A  Co.  v.  Snelling^  Lampard 

"  <k  Co:' 

In  my  opinion,  the  evidence  of  experts  on  behalf  of  the  Plaintiffs  in  this  case 

50  was  wholly  unnecessary.  The  Plaintiffs  were  entitled,  in  my  judgment,  to 
rely  upon  the  similarity  of  the  two  labels,  and  upon  the  action  and  conduct  of 
the  Defendant,  as  demonstrating  that  the  label  was  used  by  him  with  the 
intention  of  palming  off  upon  his  customers,  as  Hennessy's  brandy,  inferior 
brandy  and  brandy  that  was  not  Hennessy's. 
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I  make  no  apology  for  refraining  from  a  minnte  discussion  of  the  nnnierons 
cases  cited  in  argument  before  me.  As  Lord  Waison  said  in  the  well-known 
case  of  Johnson  v.  Orr-Ewing^*  "  How  can  observations  of  Judges  upon  other 
'*  and  quite  different  facts  bear  upon  the  present  case,  in  which  the  only 
'<  question  is  what  is  the  result  of  the  evidence  ?"  As  Lord  Blackburn  said,  5 
"  The  question  to  be  determined  is  a  question  of  fact."  I  should  be  sorry  that 
the  learned  Counsel  who  discussed,  and  ably  discussed,  those  cases  before  me, 
should  suppose  that  I  had  not  considered  them  most  carefully.  I  have.  I  have 
read  them  all,  and  considered  them  all ;  but  the  facts  in  each  and  all  of  those 
cases  were  different  from  the  facts  in  the  present  case.  10 

It  appears  to  me  that  the  law  is  clear,  whether  this  action  be  treated  as  one  for 
infringement  of  the  Plaintiffs'  Trade  Mark,  or  for  an  injunction  to  restrain  the 
Defendant  from  passing  off  goods  calculated  to  deceive  a  purchaser,  that  the 
purchaser  who  is  the  subject-matter  of  consideration,  and  who  is  indirectly 
protected  in  this  Court,  is  not  necessarily  the  purchaser  who  buys  with  a  specisJ   15 
knowledge,  an  expert  in  brandy,  an  agent  or  traveller  for  other  manufacturers 
of  brandy,  or  the  superior  class  of  person  who,  feeling  unwell,  obtains  a  glass  of 
brandy  at  a  public-house.    The  purchaser  who  is  referred  to  in  the  passing-off 
cases,  or  infringement  of  Trade  Mark  cases,  is  the  unwary  or  incautious  pur- 
chaser ;  the  purchaser  who  has  some  knowledge  of  the  Trade  Mark  or  device,  20 
and  who,  having  that  knowledge,  is  liable  to  be  deceived — is  likely  to    be 
deceived — by  a  similarity  or  resemblance.    ^  I  think  we  should  be  cautious  in 
'*  holding  that  although  a  person  of  intelligence  and  observant  habits  might,  in 
^*  a  case  like  this,  by  exercising  reasonable  vigilance,  escape  misleading,  there 
'^  should  be  no  restricting  interference  to  prevent  others  from  being  misled.  25 
"  It  is  a  question  of  degree — of  more  or  less.    There  can  be  no  rigid  rule  ;  and 
^^  the  special  facts  must  be  considered  in  every  instance.    There  are  multitudes 
'*  who  are  ignorant  and  unwary,  and  they  should  be  regarded  in  considering  the 
'*  inten^st  of  traders  who  may  be  injured  by  their  mistakes.    If  one  man  will  use 
'^  a  name  the  use  of  which  has  been  validly  appropriated  by  another,  he  ought  30 
'<  to  use  it  under  such  circumstances,  and  with  such  sufficient  precautions,  that 
**  the  reasonable  probability  of  error  should  be  avoided,  notwithstanding  the 
^^  want  of  care  and  caution  which  is  so  commonly  exhibited  in  the  course  of 
'<  human  affairs.    I  do  not  say  that  the  mere  possibility  of  deception  should 
'^  suffice  to  make  appropriation  improper ;  but  the  chance  of  misleading  should  35 
"  be  jealously  estimated  with  a  view  to  this  consideration,  even  though  ordinary 
'*  attention  might  have  been  enough  to  protect  from  mistake.''    I  am  quoting 
the  words  of  Lord  O^Hagan^  in  the  Singer  Company  v.  Wilson.^    Now  I  say, 
in  this  case,  if  one  man  will  use  a  label  similar  to  the  label  of  another,  whose 
label  has  been  duly  registered,  or  will  use  a  label  resembling  it,  he  must  use  40 
it  under  such  circumstances,  and  with  such  sufficient  precautions,  that  the 
reasonable  probability  of  error  shall    be   avoided,  notwithstanding  the  want 
of  care  and  caution  which  is  so  commonly  exhibited  in  the  course  of  human 
affairs. 

Referring  again  to  the  decision  of  FarwM  J.,  in  the  case  of  Addley  Bourne  v.  45 
Swan  and  Edgar ^X  the  Lord  Justice,  after  stating  that  proof  of  actual  fraud  or 
deception  is  not  necessary,  said  :  "  What,  then,  have  you  to  prove  ?  It  has  been 
"  ruled  by  the  House  of  Lords,  in  the  case  of  the  North  Cheshire  and  Man- 
«  Chester  Brewery  Company  v.  Manchester  Brewery  Company,^  and  I  think  it 
**  must  now  be  taken  to  be  finally  settled,  that  it  is  not  a  proper  question  to  be  50 
**  put  to  the  witnesses,  *  Is  the  picture  or  mark  complained  of  calculated  to 
«  *  deceive  the  public '  ?  The  House  of  Lords  have  put  it  on  the  ground,  and 
"  the  Lord  Chancellor  especially  has  put  it  on  the  ground,  that  that  question  is 
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**  the  very  isBue  which  the  Court  has  to  determiDe It  appears  to  me 

**  that  there  is  also  another  reason  against  the  admissibility,  and  that  is  that  I 
^*  do  not  see  how  yon  can  call  any  individnal  to  give  what  is  in  trath  expert 
''  evidence  as  to  human  nature,  because  what  they  are  asked  in  this  form  of 
5  ''  question  is,  not  what  would  happen  to  them  individually,  but  what  they 
**  think  the  rest  of  the  world  would  be  likely  to  suppose  or  believe.  They  are 
*^  not  experts  in  human  nature,  nor  can  they  be  called  to  give  such  evidence  ; 
^  and,  apart  from  admissibility,  one  cannot  help  feeling  that  there  is  a  certain 
^  proneness  in  the  human  mind  to  think  that  other  people  are  perhaps  more 

10  ^*  foolish  than  they  really  are.  I  do  not  think  that  Garlyle  is  alone  in  his 
'^  estimate  of  the  intelligence  of  the  majority  of  the  inhabitants  of  these  islands. 
''  Therefore  that  is  ruled  out  as  a  matter  of  evidence.  It  only  remains,  then, 
'*  to  call  the  evidence  of  people  who  can  say  that  they  themselves  would  be 
**  deceived.    Now  it  is  obviously  extremely  difficult  to  get  any  such  evidence. 

15  ''  People  are  reluctant  to  admit  that  they  are  more  foolish  than  their  fellows. 
''  The  result  is  that,  unless  it  is  left  to  the  eyesight  of  the  Judge  to  judge  for 
^^  himself,  there  is  practically  no  evidence  open  to  the  Plaintiff  in  an  action  of 
^*  this  sort.*'  And  he  referred  to  one  or  two  of  the  cases  which  appeared  to  him 
to  settle  conclusively  that  it  is  the  eyesight  of  the  Judge  that  is  the  ultimate 

20  test 

From  the  moment  that  the  Plaintiffs'  registered  Trade  Mark  was  handed  up 
to  me,  and  compared  by  me  with  the  label  used  by  the  Defendant,  I  have  never 
entertained  a  doubt  that  the  man  who  designed  the  *^  Celebrated  Old  Brandy  " 
label  designed  it  for  the  purpose  of  imitating  the  Plaintiffs'  label.    Mere  acci* 

25  dental  coincidence  is,  to  my  mind,  out  of  the  question.  Common  origin  has 
certainly  not  been  proved.  A  deliberate  design  to  reproduce  the  general  features 
of  the  Plaintiffs'  label,  without  committing  palpable  fraud,  appears  to  me  to  be 
evident  from  what  I  may  call  the  ^^  hall  marks "  of  the  label  used  by  the 
Defendant.    The  name  of  ^  Henneasy  "  of  course,  does  not  appear.    If  it  did, 

30  the  case  would  not  have  lasted  five  minutes.  The  mailed  arm  and  hand 
grasping  the  battle-axe  do  not  appear.  If  they  did,  no  Counsel  would  be  bold 
enough,  in  my  opinion,  to  offer  a  defence  to  this  action.  But  in  the  place  of  the 
name  of  "  Jas.  Hennesay  A  Go.^  Cognac,"  appear  the  words "  Celebrated  Old 
^'  Brandy,"  in  the  precise  position  in  which  Uie  name  of  ^^  Jos.  Hennessy  A  Co.j 

35  '^  Cognac,"  appears  in  the  registered  Trade  Mark  of  the  Plaintiffs ;  and  the  place 
of  tiie  battle-axe  design  is  filled  by  an  arrangement  of  grapes  and  vine  leaves. 
In  size,  in  shape,  in  general  appearance,  in  colour,  gold  upon  a  white  ground, 
and  in  vine  leaf  border,  the  impeached  label  bears  (to  my  mind),  as  close  a 
resemblance  to  the  Plaintiffs'  label  as  an  inferior  artist,  anxious  to  avoid  gross 

40  and  palpable  fraud,  could  produce.  I  say  **  inferior  artist,"  because  I  agree  with 
some  of  the  witnesses  who  drew  a  distinction,  on  the  ground  of  art,  between  the 
Plaintiffs'  label  and  the  Defendant's  label ;  and  there  is  no  doubt  that  one  label 
was  executed  by  a  skilled  artist,  and  that  the  other  is  more  clumsy  in  design.  But 
in  both,  in  addition  to  the  resemblance  in  size,  shape,  colour  and  general  appear- 

45  ance,  you  have  the  vine  leaf  border,  you  have  the  bunches  of  grapes,  you  have 
the  double  stem  all  through,  you  have  what  has  been  called  the  heraldic  bar, 
and  you  have  the  ribbon  ^ot.  Of  course,  if  you  place  the  labels  side  by  side, 
you  can  detect  marked  differences  between  them ;  but  that  does  not  decide  the 
case.    It  is  not  a  question  of  whether,  taking  the  two,  and  comparing  them  aide 

50  by  side,  you  can  detect  differences  between  them.  The  question  is  whether, 
taking  the  labels  as  a  whole,  the  label  used  by  the  Defendant  so  nearly 
resembles  that  of  the  Plaintiffs  as  to  be  likely  to  deceive  an  incautious  pur- 
chaser. In  reference  to  this  point,  I  may  read  the  following  passage  from  the 
judgment  of  Lord  Gfunworth  in  Seixo  v.  ProvBzende^i — "  It  is  hardly  necessary 

*  L.B.  1  Oh.  at  page  196. 
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"  to  Bay  tMt,  in  order  to  entitle  a  party  to  relief,  it  is  by  no  means  necessary  that 
*♦  there  should  be  absolute  identity.  What  degree  of  resemblance  is  necessary  is, 
'*  from  the  nature  of  things,  a  matter  incapable  of  definition  a  priori.  All  that 
"  Courts  of  Justice  can  do  is  to  say  that  no  trader  can  adopt  a  Trade  Mark  so 
"  resembling  that  of  a  rival  as  that  ordinary  purchasers,  purchasing  with  ordinary  5 
"  caution,  are  likely  to  be  misled.  It  would  be  a  mistake,  however,  to  suppose 
**  that  the  resemblance  must  be  such  as  would  deceive  persons  who  should  see 
"  the  two  marks  placed  side  by  side.  The  rule,  so  restricted,  would  be  of  no 
*'  practical  use." 

But,  if  the  Plaintiffs  gave  no  evidence  in  this  case  as  to  the  likelihood  of  10 
deception,  the  Defendant  gave  a  large  body  of  testimony,  some  of  It  valuable, 
some  of  it  inconsistent  with  other  evidence  given  on  behalf  of  the  Defendant ; 
but  all  of  it  tending  mainly  to  this,  that  no  person  could  be  deceived,  unless  the 
name  of  Hennessy  appeared  upon  the  label,  that  no  matter  what  points  of 
resemblance  there  might  be  between  the  two  labels,  no  purchaser  of  brandy  in  15 
a  public-house  or  a  grocer's  establishment  in  Dublin  could  be  deceived,  unless 
the  name  of  Hennessy  was  upon  the  label,  because  Messrs.  Hennessy  had  so 
warned  the  public,  by  advertisements  in  the  London  "  Times,"  in  the  "  Irish 
"  Times,"  in  the  **  Monthly  Market  List,"  and  in  other  newspapers,  by  notices 
and  cautions  of  various  descriptions,  that  they  must  look  for  the  name  of  30 
Hennusy  if  they  wanted  Hennessy^s  brandy,  that  a  child  could  not  be  deceived 
into  purohafflng,  as  Hennessy^By  any  brandy  without  a  label  bearing  Hennessy^s 
name.    Well,  I  am  bound  to  say  that  those  advertisements  of  the   Plaintiffs 
have  given  me  more  reason  to  pause  than  any  other  circumstance  in  the  case.    The 
Plaintiffs  have  in  those  advertisements  called    attention    to  matters  which  85 
apparently  they  considered  the  absolutely  essential  characteristics  of  their  Trade 
Mark  label.    They  have  undoubtedly  warned  the  public  in  every  possible  way 
that  if  they  wanted  Hennessy^s  brandy  they  should  look  for  the  name  of 
Henneasyy  and  for  the  *^  sign  of  the  stars " ;  they  inform  the  public  that  the 
stars  are  used  to  designate  the  several  classes  of  their  brandy ;  one  star  desig-  30 
nating  six  years  old,  two  stars  nine  years  old,  and  three  stars  twelve  years  old 
brandy.    The  say  (in  the  "  Times  "  advertisement),  "  Do  not  merely  look  to  the 
^*  Stars  on  the  bottle  ;  look  for  the  guarantee  of  Hennessy^s  name  on  the  label, 
^*  and  do  not  buy  wiiJiout  seeing  Hennessy^s  name  on  it."    I  need  not  read  the 
other  advertisements,  the  references  to  the  battle-axe,  the  capsules  and  so  on.  35 
Messrs.  H&nn§say  have  undoubtedly  warned  the  public  in  every  possible  way 
that  if  they  want  Henneasy's  brandy  they  should  look  for  the  stars,  they  should 
look  lor  the  name  of  Henneasy^  and  they  should  look  for  the  label  containing 
the  name,  and  the  hand  grasping  the  battle-axe.    With  regard  to  this  last,  I  may 
say  that  it  received  scant  attention  from  most  of  the  witnesses.    These  adver-  40 
tiaements  no  doubt  strongly  support  a  great  deal  of  the  evidence  given  on 
behalf  of  the  Defendant ;  and  but  for  the  circumstances  that  I  have  mentioned, 
and  am  about  to  mention,  I  should   be  inclined  to  think  that  the  Plaintiffs 
had  really  no  great  need  for  seeking  the  intervention  of  this  Court.    But  it 
has  been  proved  in  evidence  that,  as  regards  the  one-star  brandy,  the  starring  45 
IB  only  a  matter  of  recent  occurrence,  that  up  to  a  period  estimated  as  from 
three  to  five  years  ago  there  was  no  star  upon  what  is  now  known  as  the  One-Star 
Brandy  ;  and  it  was  also  proved  that  there  are  at  present  being  sold  in  grocers' 
shops  in  Dublin,  bottles  of  genuine  Hennessy^a  one-star  quality  brandy  with 
the  body  label,  but  without  the  star.    I  do  not  think  that  the  Defendant  can  90 
rely  upon  the  fact  that  he  did  not  complete  the  case  against  himself,  by  putting 
a  alar  upon  the  label.    If  he  had  done  so,  I  think  the  case  would  be  clearer  than 
it  is  against  him,  even  though  the  star  is  no  part  of  the  Plaintiffs'  registered 
label.   He  did  not  do  so  ;  but  I  do  not  think  that,  under  the  circumstances,  he  can 
rely  upon  the  absence  of  the  star  as  a  defence  to  the  action,  especially  as  the  55 
Plaintiffs  disclaimed  any  right  to  the  exclusive  use  of  the  star  devices.    Nor, 
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in  mj  opinion,  can  he  rely  npon  the  omlseion  of  the  name  of  Hennessyy  or  tho 
omission  of  the  hand  grasping  the  battle-axe ;  because,  in  my  judgment,  his 
conduct  and  action  demonstrate  that  he,  as  a  grocer  and  publican  in  the  city  of 
Dublin,  notwithstanding  those  omissions,  believed  that  the  affixing  of  this 
5  "  Celebrated  Old  Brandy  "  label  to  the  bottles  that  he  placed  upon  the  shelf 
in  his  pablic-house  would  be  calculated  to  deceive  and  mislead  an  unwary 
purchaser. 

I  decide  this  case  upon  its  own  particular  facts.  Mr.  0*G(mnor  made  an 
eloquent  appeal  to  me  on  behalf  of  the  Defendant,  to  say  that  he  came  into  and 

10  left  this  Court  an  upright,  honourable  man,  that  though  his  evidence  as  given  in 
the  box  was  unsatisfactory,  his  conduct  was  that  of  a  truly  honourable  and 
right-minded  man.  I  regret  to  say  that  I  cannot  take  that  view  of  the  Defendant's 
conduct  and  evidence.  I  do  not  believe  one  word  of  the  story  of  the  discovery  of 
those  labels  after  a  period  of  several  years — ».«.,  their  accidental  discovery. 

15  Upon  the  Defendant's  own  evidence,  and  the  evidence  of  his  assistant,  I  draw 
the  inference  of  fact  that  those  labels  were  procured  by  the  Defendiant,  and 
placed  in  the  drawer  in  which  labels  of  various  descriptions  were  kept,  lor  the 
purpose  of  being  put  on  bottles  which  were  got  up  in  imitation  of  the  H^nnesty 
bottles,  and  which  were  placed  on  the  shelf  beside  the  Hennessy  bottles.    That 

20  I  regard  as  one  of  the  strongest  features  in  the  case  against  the  Defendant.  His 
own  testimony  is  that  on  that  shelf  there  were  some  bottles  of  Hennes%y^9 
brandy,  there  was  at  least  one  bottle  of  MarteWs  brandy,  and  that,  between  the 
two,  there  were  bottles  of  this  **  Celebrated  Old  Brandy."  Now.  no  one  on  the 
face  of  the  earth  could  mistake  MartelVs  label  for  Hennessy^s  lat>el.    Mar(elP% 

25  label  is  coloured  blue,  and  the  capsule  is  blue  ;  but,  in  the  case  of  this 
"  Celebrated  Old  Brandy,"  the  colouring  and  the  whole  get-up  of  the  label  was, 
in  my  opinion,  such  as  to  present  to  any  customer  in  the  shop,  except  a  very 
expert  customer,  the  impression  that  the  bottles  which  were  ranged  alongside 
the  real  Hennessy  were  also  Hennsssy^s  manufacture.    I  cannot  lose  sight  of 

30  the  fact  that  the  bottles  were  capsuled  in  a  way  similar  to  the  way  in  which 
the  real  Hennessy  bottles  were  capsuled.  The  act  of  the  Defendant,  in  nlacing 
those  bottles  side  by  side  with  the  genuine  Hennessy  bottles,  on  the  shelf  behind 
the  counter,  and  having,  by  way  of  comparison  with  them,  AfarieiTs  brandy, 
satisfies  my  mind  that  the  view  I  have  ti^en  of  the  case  is  the  true  and  correct 

35  one;  and  that  whatever  may  be  said  for  other  traders  in  the  city  of  Dublin, 
this  particular  Defendant  obtained  those  labels,  used  those  labels,  and  exposed 
the  brandy  for  sale  in  bottles  on  which  those  labels  were,  with  the  idea  that 
there  were  some  fools  left  in  the  world,  some  incautious,  some  unwary  persons, 
who  could  be  deceived,  and  who  would  be  deceived,  by  the  way  in  which  this 

40  inferior  brandy  was  got  up. 

One  of  the  other  circumstances  personal  to  the  Defendant  in  this  case,  is  the 
fact  that,  after  he  had  intimated  that  he  was  willing  to  cease  the  use  of  the 
labels,  and  though  he  had  stated  under  his  hand  that  he  did  not  want  to  use 
them,  and  that  the  shippers  from  whom  he  bought  the  brandy  were  willing  to 

45  supply  him  with  labels  free,  he  bought,  or  ordered  from,  an  eminent  firm  in 
this  city  a  number  of  vine  leaved  bordered  labels,  as  to  which  I  shall  only  say 
that  they  bear  a  singular  resemblance  to  the  "  Celebrated  Old  Brandy  "  label. 
The  explanation  that  ^e  Defendant  gave  of  his  letter  of  the  5th  of  March  1906 
was  not  satisfactory  to  my  mind.    This  was  his  letter  : — **  In  reference  to  your 

50  **  letter,  I  have  shown  my  label  to  several  parties,  and  in  each  case  I  wa«  told 
*<  that  they  could  not  possibly  see  how  anyone  could  think  that  same  was 
« like  Messrs.  Hennessy^s,  However,  if  it  would  please  you  in  any  way, 
«« I  have  no  objection  to  giving  up  the  label,  as  I  have  only  a  few  in  stocky 
**  and  the  Cognac  firm  I  buy  from  is  only  too  glad  to  supply  me  with  their 

55  '*  labels  free.^^ 

Now,  the  labels  which  the  Cognac  firm  were  willing  to  supply  free  were  such 
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as  would  prevent  the  possibility  of  mistake  or  deception  ;  and  in  my  opinion, 
if  the  Defendant  had  been  the  honest  trader  his  Counsel  sought  to  represent 
him,  he  would  have  taken  those  labels  from  the  Cognac  firm— he  could  have 
got  them  free — and  no  one  could  have  said  he  wanted  to  palm  off  inferior 
brandy  as  Herifiessy's  brandy.  But,  instead  of  doing  that,  he  sent  an  order  for  5 
500  gold  labels,  and  the  circumstance  that  he  at  first  denied  that,  when  he  gave 
that  order,  he  knew  that  the  shippers  would  give  the  labels  free,  is  not  to  be 
reconciled  with  the  ascertained  ^ts  of  the  case,  to  say  the  least  of  it ;  as  that 
letter  of  the  5th  of  March  1906  was,  in  point  of  time,  considerably  prior  to  the 
30th  of  August  1906,  or  some  time  in  August  1906,  when  the  500  brandy  labels  10 
were  supplied  by  the  Dublin  firm.  He  says,  "  I  did  not  know,  at  the  time  I 
"  ordered  from  &«Zy,  that  I  could  get  the  labels  free  from  my  shippers."  That 
was  his  original  evidence,  and  no  satisfactory  explanation  of  it  was  given.  Ail 
I  can  say  is  that  if  I  have  done  the  Defendant  any  wrong  in  the  observations 
I  have  made  with  regard  to  him,  he  has  himself  to  blame,  for  indeed,  as  his  15 
Counsel  said,  I  never  saw  a  worse  witness  in  the  box,  though  I  regard  the 
matter  in  a  different  point  of  view. 

It  would  not  be  right  to  conclude  my  judgment  without  referring  to  the 
testimony,  as  to  the  user  of  this  "  Celebrated  Old  Brandy  '*  label,  given  by  a 
great  many  of  the  respectable  grocers  and  publicans,  and  persons  interested  in  20 
the  licensed  trade  in  this  city.  This  case  seems  to  be  regarded  by  them  as  a 
case  of  interest  to  the  trade  generally.  In  my  opinion  it  is  not  of  any  impor- 
tance to  the  trade  generally,  and  why  ?  Because  the  trade,  as  a  body,  require 
no  certificate  of  character  from  me.  The  witnesses  who  were  examined,  one 
after  another,  impressed  me  with  their  intelligence  and  honesty.  But  when  25 
all  is  said  and  done,  what  did  they  prove  ?  I  do  not  intend  to  go  into  details, 
nor  do  I  profess  to  give  the  evidence  of  each  of  the  witnesses ;  but  the  result  of 
the  evidence  of  the  trade,  in  my  opinion,  was  that  this  "Celebrated  Old  Brandy" 
label  had  been  in  use  largely  in  former  years,  but  that  one  respectable  trader 
after  another  had  discontinued  the  use  of  it.  I  was  greatly  struck  with  the  30 
evidence  of  one  witness,  whose  evidence  was  otherwise  distinctly  favourable  to 
the  Defendant.  Mr.  Smithy  a  publican,  stated  that  he  knew  the  two  labels ; 
that  he  did  not  think  a  customer  would  be  likely  to  be  deceived  ;  that  the  label 
used  by  the  Defendant  was  different  altogether  from  the  Plaintiffs'  label.  He 
was,  I  think,  the  one  witness  who  stated  that  he  preferred  MartelVs  brandy  to  35 
Hennessy^s ;  all,  or  at  all  events  most,  of  the  other  witnesses  united  in  praising 
Hennessy^s;  but  he  said  he  did  not  think  a  public-house  keeper  in  Dublin 
would  sell  a  customer  brandy  that  was  not  Hennessy's  if  Hennessy^s  was  asked 
for.  Well,  I  almost  agree  with  him  in  that ;  but  I  cannot  reconcile  the  conduct 
of  this  Defendant  with  that  high  standard  of  honour  and  integrity  attributed  40 
by  Mr.  Smith  to  the  general  body  of  licensed  traders.  I  asked  Mr.  Smith 
would  it  be  for  the  interest  of  the  public  and  of  the  publicans  if  this 
'*  Celebrated  Old  Brandy  "  label  was  done  away  with,  and  an  entirely  distinct 
label  adopted  by  those  who  sold  brandy,  that  was  not  Hennes9y%  either  in  bottles 
or  retailed  in  glasses  in  public-houses ;  and  he  made  me  a  very  remarkable  45 
answer.  He  said  it  would  be  (he  thought)  for  the  interest  of  the  public  and 
publicans  if  the  label  was  entirely  extinguished,  but  Messrs.  Hennessy^  he  said, 
should  go  for  the  big  shippers  abroad,  for  the  big  men  and  not  for  the  little 
men.  Well,  that  may  be  so.  It  may  be  a  haixl  case  to  punish  a  man  so 
severely  as  the  Defendant  in  this  case  must  be  punished,  perhaps  for  one  50 
single  departure  from  the  path  of  truth  and  right.  But  be  the  Defendant  a 
small  man  in  the  way  of  trade  or  a  big  man,  be  he  a  publican  in  the  city  of 
Dublin,  or  a  French  manufocturer  and  shipper,  the  law  administered  by  this 
Court  must  be  the  same. 

Another  witness  who  was  examined  gave  some  remarkable  testimony.    BLis  55 
name  was  Pierce  Byan.    He  stated  that  he  had  been  in  trade  for  several  years, 
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and  had  a  good  deal  of  experience  in  the  trade,  that  he  had  used  the  *'  Celebrated 
*^  Old  Brandy  "  label  for  a  couple  of  years,  and  that  Messrs.  Hennesay  threatened 
proceedings,  but  that  he  refused  to  pay  costs,  and  the  matter  dropped.  He 
added  that  he  thought  Keating^ 8  customers  would  not  be  deceived  by  the  label, 
5  and  that  the  only  resemblance  he  saw  between  the  two  labels  was  the  colour. 
He  said  he  had  only  eleven  bottles  of  the  *'  Celebrated  Old  Brandy "  in  stock 
when  he  was  challenged.  The  statement  that  this  trader  had  used  the 
**  Celebrated  Old  Brandy  "  label  in  the  teeth  of  the  warning  of  Messrs.  Hennessy^ 
seemed  certainly  a  startling  circumstance  ;  but  what  was  the  fact  ?    A  letter 

10  was  produced  from  Mr.  Byah*8  solicitor,  Mr.  Michael  Verdon^  dated  January 
1905,  written  to  the  solicitors  for  the  Plaintiffs  in  which  he  said  :  "  Mr.  Ryan 
^Mnstructs  me  that  the  purchaser  was  informed  by  Mr.  iZyan's  assistant  that 
^^  the  brandy  was  not  the  manufacture  of  your  clients,  and  that  he  recommended 
^^  the  purchaser  to  take  brandy  of  your  clients*  manufacture.    Mr.  Ryan  sells 

15  "  a  great  deal  of  your  clients'  brandy.    He  regrets  having  used  any  label  which 

^*  you  consider  an  unlawful  imitation  of  your  label ;  and  as  proof  of  his  regret 

*'  he  has  taken  down  from  his  shelf  the  remaining  bottles,  and  undertakes  not 

"  to  expose  them  for  sale  again.** 

The  evidence  produced  on  the  part  of  the  Defendant  has  convinced  me,  as  a 

20  juror,  that  respectable  grocers  and  publicans  in  Dublin,  when  challenged,  have 
withdrawn  this  "  Celebrated  Old  Brandy "  label ;  that  not  only  grocers  and 
publicans,  but  wine  merchants,  have  withdrawn  it  when  their  attention  was 
called  to  the  fact  that  it  so  closely  resembled  the  Plaintiffs'  Trade  Mark  as  to 
be  calculated  to  mislead  purchasers. 

25  In  my  opinion,  the  Plaintiffs  have  succeeded  in  this  action,  and  are  entitled 
to  judgment.  The  number  of  these  "  Celebrated  Old  Brandy  "  labels  now  in 
the  possession  of  the  Defendant  may  be  small  or  large — I  am  not  prepared  to 
accept  the  Defendant's  statement  as  to  the  number  at  all  ;  but,  whether  the 
number  be  small  or  large,  they  must  be  delivered  up,  and  delivered  up  on 

30   oath.    The  Defendant,  of  course,  must  pay  the  costs. 

There  was  one  matter  that  I  intended  to  allude  to.  It  was  this.  A  large 
label,  or  framed  show  placard,  was  produced  ;  and  it  was  suggested — indeed  it 
was  argued  strenuously — that  the  fact  that  the  label  was  exposed  to  public  view 
in  the  Defendant's  shop,  showing  the  mailed  hand  grasping  the  battle-axe,  with 

35  the  name  "  Jias.  Eennessy  A  Co.^^'  and  the  genuine  Trade  Mark,  negatived  the 
idea  that  the  Defendant  could  have  intended  to  pass  off  the  brandy  of  other 
firms  as  Hennessy^s  manufacture.  I  took,  and  take  as  a  juror,  exactly  the 
opposite  view.  I  consider  that  that  label,  so  exposed  to  the  view  of  every 
customer  in  the  shop^  coupled  with  the  position  on  the  shelf  of  the  bottles 

40  containing  inferior  brandy,  and  labelled  with  the  **  Celebrated  Old  Brandy  " 
label,  so  far  from  negativing  any  intention  on  the  part  of  the  Defendant  to 
deceive,  was  calculated  to  suggest  to  any  purchaser  that  what  he  was  going  to 
get  in  that  establishment  was  James  Bennessy  A  Oo.'s  brandy.  I  merely 
mention  that,  because  It  might  be  thought  that  I  had  overlooked  the  matter 

45  altogether,  which  I  had  not. 

The  judgment  as  entered  was  as  follows : — '*  This  Court  doth  Order  and 
**  adjudge  that  the  Defendant,  his  servants  and  agents,  be,  and  they  are 
"  hereby,  restrained  from  infringing  any  of  the  Plaintiffs'  registered  Marks 
"  or  Trade  Mark  labels,  and  from  selling  or  offering  or  advertising  for  sale  any 
"  brandy,  not  being  brandy  manufactured  by  the  Plaintiffs,  in  bottles  bearing 
**  the  Plaintiffs'  labels,  or  labels  so  got  up  as  to  be  calculated  to  lead  the  public 
"  or  purchasers  to  believe  that  the  brandy  sold  or  offered  for  sale  by  the 
'*  Defendant  thereunder  is  in  fact  manufactured  by  the  Plaintiffs,  and  from 
**  using  in  connection  with  the  sale  of  brandy  labels  which  are  colourable 
«<  imitations  of  the  Plaintiffs'  said  Trade  Mark  labels,  or  whigh  arQ  ao  contrived 


50 


55 


506  REPORTS  OF  PATENT,  DESIGN,        [Sept.  11, 1907. 

Hennessy  A  Co.  t.  Keating. 

**  or  expressed  as  to  be  calculated  to  lead  the  public  or  pnrohaserfl  to  the  belief 
**  that  the  brandy  sold  thereunder  was  manafactoi^dd  or  supplied  by  tha 
**  Plaintiffs.  And  it  is  Ordered  that  the  following  Inquiry  be  made  at 
"  Chambers,  that  is  to  say — An  Inquiry  what  damages,  if  any,  have  been  sns- 
**  tained  by  the  Plaintiffs  by  reason  of  the  infringement  by  the  Defendant  of  5 
^  their  Trade  Marks,  and  wrongful  sales  by  him  of  brandy  not  manufactured  by 
^  the  Plaintiffs  in  bottles  bearing  labels  got  up  as  aforesaid  in  colourable  imita- 
<*  tion  of  the  Plaintiffs'  registered  Trade  Mark  labels.  And  it  is  Ordered  that 
"  the  Defendant  do  deliver  up  to  the  Plaintiffs,  on  oath,  all  labels,  documents, 
<*  articles,  and  things  in  his  possession  or  power,  or  under  his  control,  which.  10 
^  infringe  the  Plaintiffs'  Trade  Marks,  or  are  a  colourable  imitation  as  aforesaid 
**  of  their  Trade  Mark  labels.  And  it  is  Ordered  that  the  Defendant  do  pay  to 
^  the  Plaintiffs  their  costs  of  this  action,  including  tiie  costs  of  Discovery,  when 
^  taxed  and  ascertained." 


In  the  High  Court  op  Justice. —Chanobrt  Division.  15 

Before  Mb.  Justice  Joyce. 

May  9th  and  13th,  1907. 

Meters  Ld.  v.  Metropolitan  Gas  Meters  Ld. 

Patent— Actiofi  f&r  infringement. — Order  for  injunction  by  coneenL — Motion 
for  sequestration  for  breach  of  injunction.— Procedure.— Motion  dismissed.  20 

In  an  action  for  infringement  of  a  Patent  an  Order  was  made  by  conemt 
for  an  (nfunction  restraining  the  Defendant  Company  from  infHnging  the 
Pfaintiff  Company's  Patents  r^ating  to  the  construction  of  prepayment  gas 
meters.  The  Defendant  Company  subsequently  sold  certain  prepayment  gas 
metersy  the  construction  of  which  had  been  altered  in  certain  particulars  in  25 
order  to  avoid  the  infHngement  complained  of  A  certain  mechanical  device, 
however,  which  was  a  feature  cf  one  of  the  Plaintiffs'  Patents  was  retained 
in  these  meters.  This  mechanical  device  was  no  longer  directly  used  by  the 
Defendants  in  their  meters,  but  it  uhis  admitted  that  it  would  come  into 
use  if  the  alternative  device  which  the  Defendants  had  installed  broke  dawn.  30 
Notice  of  Motion  for  sequestration  for  breach  of  the  injunction  was  served  on 
the  D^endants^  who  subsequently  altered  the  construction  of  their  prepaid  gas 
fheters  80  a*  to  preclude  the  possibility  of  infHngement.  The  Motion  i»me  on 
/or  hearing. 
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Held,  that  no  wilful  disobedience  by  the  Defendants  of  the  Order  of  the  (hurt 
had  been  proved  by  the  Plaintiffs,  and  therefore  the  Motion  was  refused^  but,  as 
there  was  some  slight  ground  for  it^  vnthout  costs. 

Meters  Ld.  were  the  registered  legal  owners  of  Letters  Patent,  No.  9771  o£ 
5  1893,  granted  to  John  Hawkyard  and  Joseph  Braddock  for  an  invention  of 
"  Improvements  in  apparatus  for  supplying  gas  or  other  fluid  on  prepayment," 
and  of  Letters  Patent,  No.  15,740»  of  1893,  granted  to  Daniel  Orme  for  an 
invention  of  "Improvements  in  and  applicable  to  prepayment  gas  meters." 
The  Specification  of  these  latter  Letters  Patent  was  duly  amended  on  the  29iih 

10  of  July  1905. 

The  Complete  Specification  (as  amended)  of  Orme's  Patent  No.  15,740*  of 
1893,  so  far  as  material  for  this  Report,  was  as  follows  : — "  My  invention  has 
"  reference  to  pre-payment  wet  and  dry  gas  meters  arranged  to  supply  a  pre- 
"  determined  quantity  of  gas  to  the  consumer  upon  the  insertion  of  a  coin  or 

15  "  coins,  as  is  the  case  for  example  in  a  former  invention  for  which  I  have 
"  obtained  Letters  Patent  No.  18,490  of  1890.  In  the  said  former  invention  the 
"  supply  of  gas  was  interrupted  by  arresting  the  motion  of  the  bellows  or  drum. 
"  In  the  present  case  I  cause  the  supply  of  gas  to  be  shut  off  by  the  closing  of  a 
"  valve,  which  is  acted  upon  by  parts  receiving  motion  through  suitable  gearing 

20  "  from  the  drum  or  bellows 

"  Fig.  1  is  a  plan  view  partly  in  section  of  a  practicable  arrangement  for 
"  carrying  into  effect  that  part  of  my  invention  which  relates  to  the  closing  of 
**  the  valve  which  shuts  off  the  supply  of  gas,  when  the  quantity  paid  for  has 
"  been  consumed.    In  the  drawing  the  valve  is  marked  a  and  when  closed  it 

25  **  rests  upon  the  valve  seating  a^  and  thus  stops  the  gas  from  passing  through  the 
"  meter.  The  valve  a  is  mounted  loosely  on  the  end  of  a  spindle  b  and  this 
"  spindle  is  capable  of  being  slid  to  and  fro  by  means  of  a  cam  d  also  carried  by 
"  the  spindle.  The  cam  d  is  formed  with  a  cam  groove  as  clearly  shown  in  the 
"  drawing,  and  the  said  cam  groove  is  adapted  to  confine  an  anti&iction  bowl  or 

30  "  pin  e  which  is  carried  by  a  projection  /  from  the  spur  wheel  g.  The  spur 
"  wheel  g  is  part  of  the  ordinary  and  existing  mechanism  of  my  pre-payment 
"  meter,  and  is  connected  to  the  usual  train  of  gearing  from  the  bellows  or  other 
"  measuring  parts  of  the  meter,  so  as  to  rotate  and  move  the  index  finger  h 
"  which  revolves  in  front  of  the  dial  i.    The  portion  of  the  mechanism  marked 

35  "  A  is  the  money  box  mechanism  but  this  need  not  be  described  as  it  is  practi- 
"  cally  identical  with  the  coin  receiving  or  money  box  mechanism  described 
**  and  illustrated  in  the  Specification  of  my  former  Patent  No.  18,490  of  1890, 
"  to  which  I  refer  the  reader.  It  will  be  seen  that  as  in  the  aforesaid  former 
<<  patent,  the  spindle  b  is  geared  to  the  central  spindle  k  of  the  coin  receiver  A 

40  **  by  a  worm  I  and  worm  wheel  P  so  that  when  the  coin  receiver  is  operated  by 
"  the  handle  n,  upon  the  insertion  of  a  coin,  the  spindle  b  is  rotated  to  a  certain 
"  extent,  and  as  the  worm  wheel  l^  is  a  fixture  on  the  sleeved*  of  the  cam  d,  the 
**  cam  is  turned  in  the  direction  of  the  aiTow.  When  the  cam  is  so  turned  as  to  be 
"  in  advance  of  the  bowl  ^  as  shown  in  the  drawing  for  example,  the  valve  a  is 

45  "  away  from  its  seat,  allowing  gas  to  pass  into  the  meter  from  the  supply  pipe  o, 
<<  through  the  pipe  p  which  conducts  the  gas  to  the  measuring  mechanism. 
'*  The  passage  of  the  gas  through  the  meter  drives  the  gearing  which  operates 
"  the  spur  wheel,  the  said  spur  wheel  carrying  round  with  it  the  bowl  e.  So 
'*  long  as  the  bowl  6  is  in  that  part  of  the  cam  groove  which  is  parallel  to  the 

50  "  face  of  the  wheel  g  the  position  of  the  spindle  b  is  not  altered  and  the  valve  a 
"  remains  open.  But  when  the  bowl  e  comes  up  with  and  enters  the  inclinj^d 
"  part  of  the  groove  which  appears  in  Fig.  1,  the  cam  and  the  spindle  b  are  ilid 
"  longitudinally  and  the  valve  a  is  shut  down  upon  its  seat  a*  thus  stopping  the 
"  supply  of  gas.    The  gradual  closing  of  the  valve  lowers  the  light  and  warns 
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the  consumer  that  his  supply  is  about  to  be  cut  off,  so  that  he  may  if  he 
chooses,  purchase  a  continued  supply  by  inserting  another  coin  and  operating 
the  coin  receiving  mechanism  so  as  to  advance  the  cam  d  again.  It  will  be 
seen  that  by  the  use  of  a  cam  of  the  indicated  nature,  I  obtain  a  positive  to 
and  fro  movement  of  the  valve  which  never  varies.  I  might  however  use  a  5 
spring  in  conjunction  with  an  inclined  or  cam  face  to  open  and  close  the 
valve  a  but  in  all  cases  I  would  use  the  spring  to  open  the  valve  and  never  to 
close  it.  This  use  of  the  spring  to  open  but  not  to  close  the  valve  is  for  the 
purpose  of  avoiding  certain  disadvantages  which  will  be  hereinafter  made 
apparent.  If  preferred  the  valve  a  may  be  placed  at  the  outlet  from  the  metee  10 
instead  of  at  the  inlet  as  set  forth. 

"  I  do  not  however  restrict  myself  to  using  a  cam  closing  and  spring  opening 
arrangement  in  those  cases  only  where  a  valve  or  seating  of  soft  material  is 
used.  Even  where  a  valve  and  seating  of  hard  metal  or  material  is  used  I 
find  that  the  use  of  the  said  cam  closing  and  spring  opening  arrangement  is  15 
advantageous.  The  reason  is  this.  Suppose  that  both  valve  and  seating  ai^ 
of  hard  material,  if  a  spring  is  used  to  close  the  valve,  the  spring  can  attain 
only  a  certain  force  of  pressure  and  if  any  grit  or  dirt  should  come  between 
the  valve  and  face  the  spring  is  not  sufficiently  powerful  to  crush  the  obstruc- 
tion and  close  the  valve.  But  if  the  closing  is  effected  by  the  cam,  then  the  20 
power  of  the  cam  is  so  great  that  it  can  crush  the  interposing  grit  and  close 
the  valve,  the  closing  motion  of  the  valve  continuing  so  long  as  the  gas 
continues  to  pass  the  valve  and  thus  actuate  the  mechanism  which  operates 

the  valve 

There  were  four  Claims,  of  which  the  first  was  :— (1)  In  a  coin-freed  or  pre-  25 
payment  gas  meter  of  the  indicated  nature,  closing  and  opening  the  valve 
which  governs  the  supply  of  gas  by  means  of  a  two-way  cam  which  acts 
directly  on  the  valve  spindle  and  both  closes  and  opens  the  valve,  in  the 
manner  and  substantially  as  hereinbefore  described  and  shown." 


O 


fICX 


C3 


r 


I    k 


[J^~^j    Via 

1  ^^      y 

— "■  "^^^ 


In  the  year  1905  Meters  Ld.  commenced  an  action  against  the  ife^ropoWton  oa 
Qas  Meters  Ld.  to  restrain  them  from  infringing  the  two  Patents.     This 
action  was  settled  on  the  25th  of  October  1906  on  the  following  terms  :— 
"  By  consent  an  Injunction  to  be  granted  restraining  the  Defendants,  their 
"  servants  and  agents,  from  infringing  the  Plaintiffs'  Letters  Patent  No.  9771 
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«*  of  the  year  1893  and  No.  15,740*  of  the  year  1893  in  the  pleadings  in  this 
*^  action  mentioned,  and  that  the  Defendants  pay  to  the  Plaintiffs  their  costs  of 
•*  this  action  np  to  and  including  this  Order,  and  that  an  Inquiry  be  had  to 
**'  ascertain  what  damage  (if  any)  the  Plaintiffs  have  sustained  by  the  infringe- 
5    ^*  ment  complained  of  by  the  Plaintiffs."    Subsequently  to  this  consent  Order, 
and  while  the  inquiry  as  to  damages  was  still  proceeding,  the  Defendants 
admittedly  sold  a  prepayment  gas  meter  numbered  201,666  of  1906,  which  the 
Plaintiffs  alleged  was  an  infringement  of  the  Patent  No.  15,740*  of  1893.    The 
Defendants'  meters  which  were  the  subject  of  the  settled  action  were  closed  by 
10  a  cam  like  that  of  the  Plaintiffs.    After  that  action  was  settled  the  Defendants 
added  a  spring,  but  continued  to  retain  the  cam.    A  considerable  number  of 
meters  of  this  kind  were  sold  by  the  Defendants,  and  it  was  in  respect  of  these 
that  the  present  proceedings  were  taken.    After  the  notice  of  Motion  hereinafter 
mentioned  the  Defendants  altered  the  cam.    On  the  14th  of  February  1907  the 
15  Plaintiffs  served  notice  of  a  Motion  for  leave  to  issue  a  writ  of  sequestration 
against  the  Defendants.     On  the  8th  of  March  1907  the  Court  ordered  the 
Motion  to  be  put  into  the  witness  list,  with  liberty  to  both  parties  to  give 
notice  to  cross-examine  the  deponents  on  their  affidavits  and  to  adduce  such 
further  oral  evidence  as  they  might  be  advised. 
20      The  Motion  came  on  for  hearing  before  Mr.  Justice  JOYOB  on  the  9th  of  May. 
Walter  K.C.  and  H.  A.  Colefax  (instructed  by  Jacques  A  Co.j  agents  for 
J.  B.  Knott  of  Oldham)  appeared  for  the  Plaintiffs  ;  Bousfield  E.C.  and  J.  H. 
Oray  (instructed  by  FaithfuU  and  Owen)  appeared  for  the  Defendants. 
Colefax  in  opening  the  Motion,  after  stating  ^e  facts  set  out  above,  continued : — 
25  Claim  1  of  the  amended  Specification  is  the  only  Claim  material  to  the  present  pro- 
ceedings.   That  Claim  relates  solely  to  the  way  in  which  the  valve  (marked  a 
on  Figure  1  of  the  Drawing)  that  regulates  the  supply  of  the  gas  is  opened  and 
closed.    In  our  meters  it  is  opened  and  closed  by  means  of  a  two-way  cam,  and 
this  it  is  that  we  allege  the  Defendants  have  infringed.    In  their  meters  they 
30  have  a  similar  two-way  cam  and  also  a  spring.    It  is  common  ground  that  they 
open  the  valve  by  means  of  the  cam,  and  of  that  we  cannot  complain.    But  for 
the  purposes  of  closing  the  valve  they  have  two  mechanisms — (1)  the  cam, 
(2)  a  spring.    They  say  that  they  use  the  spring  to  close  the  valve,  and  that  the 
cam  only  comes  into  operation  if  and  when  the  spring  fails  in  its  duty. 
35  Whether  that  be  so  or  no  the  Defendants  have  the  advantage  of  the  patented 
invention,  and  if  they  could  rely  upon  their  spring  to  work  properly  there  would 
be  no  need  to  have  the  cam. 

Dugatd  Clerk  M.I.C.E.  was  then  called  in  support  of  Plaintiffs'  case.    He 
explained  the  working  of  both  the  Plaintiffs'  and  the  Defendants'  meters.    He 
40  admitted  in  cross-examination  that  in  the  ordinary  way  the  spring  would  close 
Ae  valve  in  the  Defendants'  meters  ;  but  he  added  that  if  grit  or  dirt— of  which 
gas  itself  carries  a  good  deal — got  into  the  valve  the  spring  would  not  be  strong 
enough  to  close  it,  and  then  the  cam  would  have  to  be  used. 
JOYGB  J. — It  comes  to  this — that  as  sold  the  meters  of  the  Defendants  do  not 
45  infringe,  but  that  they  may  infringe  in  course  of  time  ?    Dugald  Clerk. — ^Yes. 
Bousfield  E.C.  for  the  Defendants. — The  Defendants'  meter  is  not  intended 
to  operate  as  the  Plaintiffs'  does.    The  Plaintiffs  say  it  may  so  operate  in  the 
future.    But  the  question  is  how  does  it  in  fact  operate  ;  and  the  answer  to 
that  is  that  it  operates  by  the  spring.    Of  that  there  can  be  no  doubt.    I  admit 
50  that  if  the  spring  breaks  then  there  is  infringement.    BtH)  it  does  not  break ; 
there  is  no  strain  upon  it.    It  is  made  of  phosphor  bronze  and  is  therefore 
unaffected  by  any  damp.    It  lasts  for  years.    Moreover,  the  Plaintiffs'  P&tent 
expires  in  August  next,  and  the  springs  will  most  certainly  last  till  then. 
Sydney  Bichard  Lowcock  MJ.C.E.  Sien  gave  evidence  for  the  defence. 
During  the  course  of  the  proceedings  JOYOB  J,  expressed  the  opinion  that  a 
question  of  infringement  was  not  a  proper  one  to  be  decided  on  a  Motion  for 
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seque^ration.  He  said  the  Plaintiffs  were  simply  asking  for  sequestration, 
which  was  equiyalent  to  committal,  and  no  other  question  ought  to  be  raised 
on  sequestration  proceedings. 

Cole/ax^  dealing  with  this  point,  in  reply  \ — ^Your  Lordship  cannot  decide 
whether    sequestration    shall  take    place  without    deciding   the  question  of  5 
infringement.    No  doubt  sequestration  procedure  in  this  case  is  rather  extreme, 
but  it  is  the  only  meihod  we  have  of  bringing  before  the  Court  the  question 
whether  what  has  been  done  is  infringement.     [JOYCB  J. — I  do  not  agree.] 
There  has  been  a  deliberate  breach  of  the  injunction,  and  in  the  case  of  a 
company  a  Motion  for  sequestration  is  the  proper  procedure  for  relief.    As  to  10 
the  infringement,  I  submit  that  there  has  been  infringement,  because  the 
Defendants  have  incorporated  in  their  meter  the  means    of    infringement. 
[JOYCB  J. — You  admit  that  in  the  Defendants*  meter  in  Court  the  spring 
closes  the  valve  ?]     Yes.     [JOYCE  J. — Is  that  infringement  at  the  present 
time  ?]    I  submit  that  it  is.    If  a  person  makes  an  infringing  machine,  and  15 
does  not  sell  it,  I  can  still  get  an  injunction.    I  ask  for  sequestration.     [JOYOS 
J. — Not  seriously  I]     In  the  alternative,  I  ask  that  the  Defendants  may  pay  the 
costs ;  thafc  is  the  only  other  relief  I  can  get. 

Judgment  was  reserved  and  delivered  on  the  13th  of  May. 

JOYOE  J. — This  is  an  application  by  the  Plaintiffs  for  a  sequestration  against  20 
the  Defendant  Company  for  disobedience  to  an  injunction.    The  Injunction 
was  granted  in  the  usual  form  by  a  consent  Order,  restraining  the  Defendants 
during  the  continuance  of  a  certain  Patent  from  infringing  it.    That  consent 
Order  was  made  on  the  25th  of  October  1906.    Whatever  the  Defendants  have 
been  doing  that  was  complained  of  was  stopped  shortly  after  the  notice  of  25 
Motion.    Of  course  this  is  not  technically  an  answer  to  the  application,  but  it 
was  admitted,  and   very  fairly  admitted,  by  Mr.  Oolefdx  that  he  could  not 
seriously  ask  me  to  issue  sequestration,  but  only  that  the  Defendants  should 
pay  the  costs,  and  it  was  sought  to  excuse  the  application — I  think  I  may  use 
the  word  ^*  excuse  '*— on  the  ground  that  the  Plaintiffs  desired  or  required  a  30 
decision  for  other  purposes  as  to  whether  what  was  complained  of  was  an 
infringement  or  not,  and  that  the  proper,  if  not  the  only,  mode  of  determining 
that  question  was  by  this  application.    From  that  proposition  I  entirely  and 
absolutely  dissent.    The  only  justification  for  an  application  for  sequestration 
is  that  contempt  has  been  committed  and  that  the  sequestration  ought  to  issue.  35 
The  practice  in  reference  to  all  mattera  of  contempt  is  strict.    If  a  determina- 
tion of  this  question  were  necessary  for  the  assessment  of  damages,  there 
is  a  pending  inquiry,  and  there  is  a  perfectly  legitimate  and  proper  mode 
to  obtain  the  requisite  determination  on  the  point.    The  only  jurisdiction  I 
have  in  this  matter  is  conferred  upon  the  Coart  by  Order  XLII.,  Rule  31  x  40 
^^  Any  judgment    or    order    against   a   corporation  wilfully  disobeyed  may, 
'^  by  leave  of  the  court  or  a  judge,  be  enforced  by  sequestration.''    The  Order 
for  the  Injunction  was  on  the  25th  of  October  1906  and  the  Patent  expires 
on  the  19th  of  August  in  the  present  year.    The  infringement  is  by  taking 
and  using,  as  admitted,  the  invention  described  in  Claim  1  in  the  Specification,  45 
which  claim  is,  in  a  certain  gas  meter — it  does  not  matter  in  the  least  what  that 
is— closing  and  opening  a  certain  valve  by  means  of  a  two-way  cam  which  acts 
directly  on  the  valve  spindle  and  both  closes  and  opens  the  valve  as  described. 
It  is  admitted  that  it  was  and  is,  open  to  the  world  to  make  and  use,  for  the 
purpose  of  opening  the  valve,  a  cam  which  acts  directly  on  the  valve  spindle,  50 
and  so  on  :  but  the  point  of  the  Plaintiffs'  case  is  that  what  the  Defendants 
have  done  is  to  make  a  cam  which  also  closes  the  valve.     In  the  meten 
complained  of,  the  Defendants  have,  for  the  purpose  of   closing  the  valve, 
inserted  a  spiral' spring  which,  in  the  working  of  the  meter,  undoubtedly  is 
intended  to  have,  and  has,  that  effect,  as  it  was  intended  l^at  it  should  always.  55 
do.    But  a  certain  notch  or  slot  in  the  cam — I  hope  that  is  a  correct  phrase — 
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which  is  necessary  to  make  the  cam  or  spindle  open  the  ralve  was^  for  a  time, 
so  shaped  by  the  Defendants,  that  if  their  spring  broke  or,  in  the  conrse  of 
years,  wore  out  or  ceased  to  act,  their  cam,  it  is  alleged,  wonld,  or  might 
operate  to  close  the  valve  as  well  as  open  it  in  the  manner  mentioned  in  the 
5  Claim  and  described  by  the  witnesses.  This,  however,  if  it  be  so,  was  not,  and 
is  not,  the  normal  working  of  the  Defendants*  machine,  nor,  in  my  opinion, 
after  considering  the  evidence,  was  it  intended  to  be  the  working  of  the 
Defendants'  machine.  In  a  certain  sense  it  is  an  accident  that  the  Defendants' 
notch  or  slot  is  so  shaped  as  to  make  the  cam,  in  certain  circumstances,  dose 

1^  the  valve,  if,  in  fact,  it  wonld  do  so  ;  and  it  is  not,  in  my  opinion,  the  result  of 
any  intention  or  design  that  the  Defendants*  cam  should,  or  might  have  the 
effect  of  its  closing  the  valve  without  the  action  of  the  spring.  It  is  denied  on 
the  part  of  the  Defendants  that  the  spring  ever  would,  in  practice  wear  out  or 
cease  to  act  during  the  life  of  the  gas  meter  taken  as  a  whole,  and,  as  I  have 

15  said  before,  the  Plaintiffs'  Patent  expires  in  the  month  of  August  of  this  year. 
The  result  is  that,  having  regard  to  all  the  circumstances  of  this  case,  I  come  to 
the  conclusion  that  there  has  not  been  any  wilful  disobedience  of  any  Judgment 
or  Order  of  the  Court.  Wilful  disobedience  is  necessary  to  enable  me  to  make 
the  Order  which  is  asked  for.    At  all  events  I  say  this,  that  it  has  not  been 

20  proved  by  the  Plaintiffs — and,  of  course,  the  onus  is  on  the  Plaintiffs — ^that 
there  has  been  such  wilful  disobedience ;  and  that  being  so,  I  refuse  this 
application  ;  but  I  cannot  help  thinking  that  there  was  some  slight  ground  for 
it  and  therefore  I  must  make  the  Order  without  costs. 

Oray. — I  suppose  it  is  no  use  asking  your  Lordship  to  give  me  the  costs  ? 

2a        JOYOB  J.— No. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  JUSTICE  Kekewich. 

June  19th  and  20th,  1907. 

Clement  Talbot  Ld.  v.  Wilson  and  Another. 

30  Patent— Action  for  in/Hngmient.— Judgment  for  Plaintiffs.— Inquiry  a^  to 
damages,— OertificcLte.— Summons  to  vary. — Measure  of  damages,— Certificate 
discharged  and  inquiry  referred  back  to  the  Master. 

Judgment  wa>s  given  in  an  action  for  infringement  of  Letters  Patent  for  an 
injunction  and  an  inquiry  oa  to  dam^ages.  The  Patents  related  to  a  carburetter 
35  and  to  a  control  mechanism  of  motor  oars.  The  Defendants  had  imported  into 
tMs  country  one  oar  containing  the  patented  parts.  On  the  inquiry  the 
Plaintiff^  fUed  evidence  that  they  did  not  sell  or  licence  the  sale  of  the^  parti 
separaMy^  h%U  only  sold  cars,  and  they  claimed  the  amount  of  the  profit  on  a 
sate  by  them  o/  a  oa/^.    The  Defendants  filed  evidence  that  the  price  of  a  simiiar 
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carburetter  and  control  mechanism  would  not  exceed  the  sum  of  lOL^  and  had 
paid  201.  into  Court.  The  Master  certified  101  as  the  amount  of  the  Plaintiffs* 
damages.    The  Plaintiffs  applied  to  vary  the  Certificate. 

Held,  that  the  Plaintiffs  were  not  entitled  to  the  amount  of  profit  which  they 
would  have  made  on  a  sale  of  a  car^  but  only  to  the  amount  which  they  liave  lost  ^ 
CM  Patentees  of  the  accessories^  namely ^  the  difference  in  the  value  of  a  car  with 
the  accessories  and  the  value  of  one  without  tJie  accessories.  jThe  Certificate  was 
discharged  and  the  mutter  sent  back  for  inquiry  to  the  Master^  reserving  the 
costs. 

Penn  v.  Jack  {L.R.  5  Eq.  81)  and  United  Horse  Shoe  and  Nail  Company  v.  10 
Stewart  (5  B.P.C.  260 ;  L.R.  IS  App.  Cas.  401)  followed. 

In  an  action  brought  by  Clement  Talbot  Ld.j  as  owners  of  Letters  Patent 
No.  24,813  of  1903  and  No.  10,311  of  1905,  both  granted  to  Adolphe  Clement, 
against  Frank  H.  Wilson  and  Eli  Sutcliffe^  judgment  was  given  in  default  of 
Defence  for  an  injunction  against  infringing  the  Patents  and  for  an  inquiry  15 
what  damages  had  been  sustained  by  the  Plaintiffs  by  reason  of  the  infringe-  . 
ments  of  the  Patents  or  either  of  them  by  the  Defendants,  and  the  Defendants 
were  ordered  to  deliver  up  to  the  Plaintiffs  all  machines  or  parts  of  machines 
infringing  the  said  or  either  of  the  said  Patents. 

The  Patent  of  1903  was  for  "  Improvements  in  and  relating  to  regulating  20 
**  mechanism  for  motor  vehicles  "    and  the  Claims  were  as  follows  : — '*  (1) 
"  Mechanism  for  controlling  or  regulating  the  speed  or  working  of  motor 
^  vehicles  arranged  in  such  a  manner  as  to  be  capable  of  operation  indepen- 
"  dently  of  the  movements  of  the  steering  or  guiding  wheel,  for  the  purposes 
**  specified.    (2)  Mechanism  for  controlling  or  regulating  the  speed  or  working  25 
'^  of  motor  vehicles  from  the  steering  or  guiding  wheel  comprising  a  tube 
"  whereby  the  steering  wheel  is  carried  and  within  which  are  arranged  tubes 
**  or  rods  adapted  to  operate  members  controlling  the  engine  or  motor,  the  said 
'*  inner  tubes  carrying  handles  which  work  over  fixed  sectors  or  quadrants 
"  carried  by  one  of  the  inner  tubes  or  rods,  for  the  purposes  specified.    (3)  The  30 
'*  mechanism  for  controlling  or  regulating  the  speed  or  working  of  motor 
"  vehicles  having  its  parts  constructed  arranged  and  adapted  to  operate  sub- 
^^  stantially  as  hereinbefore  described  with  reference    to  the  accompanying 
**  Drawings  for  the  purposes  specified." 

The  Patent  of  1905  was  for  '^Improvements  relating  to  carburetters  for  35 
^*  internal  combastion  engines,*' and  the  Patentee  claimed : — '^  (1)  In  a  carburetter, 
'*  an  additional  or  supplementary  air  inlet  governed  by  valves  adapted  to  be 
^'  maintained  in  partial  equilibrium  and  upon  starting  or  acceleration  to 
^^  temporarily  delay  the  air  admission  and  to  admit  the  air  through  the  said 
^'  inlet  immediately  after  starting  or  acceleration  ;  the  passage  of  the  air  tending  40 
^^  to  open  such  valves  during  the  working  of  the  engine,  substantially  as  herem 
"  described  for  the  purposes  specified.  (2)  A  carburetter  having  its  parts 
'<  constructed,  arranged  and  adapted  to  operate  substantially  as  hereinbefore 
^  described  with  reference  to  the  accompanying  Drawings  for  the  purposes 
"  specified."  45 

The  Master  certified  as  the  result  of  the  inquiry  that  damages  to  the  amount 
of  101.  had  been  sustained  by  the  Plaintiffs  by  reason  of  the  infringements  of 
the  Patents. 

The  Plaintiffs  applied  by  Summons  to  vary  the  Master's  Certificate  and  this 
Sunmions  was  adjourned  into  Court  to  come  on  with  the  further  consideration  50 
of  the  action.    The  Defendants  had  before  Judgment  on  the  17th  of  October 
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1906  paid  20Z.  into  Court,  and  said  that  that  sum  was  sufficient  to  satisfy  the 
Plaintiffs*  claim  for  damages  or  account  of  profits  and  delivery  up  of  infringing 
articles. 
The  evidence  on  the  inquiry  consisted  of  affidavits  by  Arthur  Montgomery 
5  Biscombey  the  sales  manager  of  the  Plaintiff  Company,  and  by  the  Defendant 
Frank  Herbert  Wilson. 

A.  M.  Biscombe  in  his  affidavit  stated  (inter  alia)  : — "  (2)  The  said  Letters 
"  Patent  relate  respectively  to  the  control  mechanism  by  which  the  speed  of 
**  motor  cars  is  governed  and  to  the  carburetter  by  which  the  proper  explosive 

10  "  mixture  of  petrol  and  air  is  supplied  to  the  cylinders  of  the  cars.  (3)  Both 
"  the  said  inventions  are  of  great  value,  and  the  cars  in  which  the  said  control 
^'  mechanism  and  the  said  carburetter  are  used  are  in  great  demand  by  reason 
"  of  the  advantages  flowing  from  the  use  of  the  patented  devices.  (4)  The 
"  Plaintiffs  do  not  sell  either  of  such  patented  devices  separately  but  only  in 

15  **  connection  with  a  complete  car,  and  no  persons  other  than  the  Plaintiffs  are 
'^  able  to  sell  cars  fitted  with  such  patented  devices  in  the  United  Kingdom 
"  without  infringing  the  Plaintiffs'  said  Patents.  (5)  The  Plaintiffs  themselves 
"  manufacture  some  cars  to  which  they  apply  the  said  patented  devices.  The 
^*  Plaintiffs  also  purchase  in  France    from   the  owner  of  the  corresponding 

20  '^  French  Patents  some  motor  cars  to  which  cars  the  said  patented  appliances 
"  are  applied  by  the  French  manufacturer.  (6)  The  net  price  which  the 
"  Plaintiffs  pay  for  the  purchase  in  France  of  a  car  of  the  size  and  horse  power 
"  set  out  in  the  Particulars  of  Breaches  in  this  action  would  be  348^.,  and 
^'  the  cost  of  carriage  of  the  same  to  London  5^.  14^.,  making  a  total  cost  of 

25  '*  353Z.  149.  (7)  The  Defendants  could  not  without  infringing  the  said  Letters 
'*  Patent  have  purchased  the  said  car  for  use  in  the  United  Kingdom  from  any 
"  person  other  than  the  Plaintiffs  or  persons  authorised  by  them.  (8)  The  net 
'*  price  which  the  Defendants  or  either  of  them  would  have  had  to  pay  in  this 
'^  country  to  the  Plaintiffs  for  the  said  car  would  have  been  the  sum  of  495^. 

30  *'  (9)  By  reason  of  the  infringement  of  the  said  Letters  Patent  by  the  Defendants 
"  the  Plaintiffs  have  lost  495t  less  353^.  14s.— viz.,  141/.  6«.— which  would  be 
*^  the  Plaintiffs'  profit  if  they  had  sold  the  said  car,  and,  as  already  stated,  the 
^^  Defendants  could  only  purchase  the  said  patented  carburetter  and  controlling 
'*  devices  in  connection  with  a  complete  car  of  which  the  said  devices  are 

35  ^*  important  and  vital  parts."  The  affidavit  also  alleged  that  the  sum  of  201. 
paid  into  Court  was  inadequate  and  did  not  represent  the  loss  that  the 
Plaintiffs  had  sustained  by  the  infringement,  which  was  the  sum  of  141/.  6«. 

In  answer  to  this  affidavit  the  Defendant  Wilson^s  affidavit  stated  (inter 
alia)  :— "  (2)  I  deny  that  the  inventions  the  subject  of  the  Letters  Patent 

40  "  therein  mentioned  are  of  great  value  as  stated  in  the  third  paragraph  of  the 
"  said  affidavit,  and  if  the  cars  on  which  the  devices  the  subject  of  the  said 
'^  Patents  are  fitted  are  in  great  demand  it  is  not  by  reason  of  the  advantages 
"  flowing  from  the  use  of  such  patented  devices,  which  in  fact  are  mere  acces- 
**  sories,  but  from  the  fact  that  the  car  is  a  good  one.    (3)  The  controlling 

45  "  device  consists  of  a  particular  arrangement  of  the  hand  throttle  and  advance 
**  spark  lever  in  the  steering  wheel,  and  only  differs  from  the  an^mgement 
"  fitted  in  modern  ears  in  that  the  said  levers,  instead  of  being  carried  round 
"  with  the  steering  wheel  when  the  latter  is  revolved  (which  is  the  usual  and 
"  most  convenient  practice),  are  not  carried  round  witib  the  wheel  and  conse- 

50  "  quently  the  hand  has  to  be  removed  from  the  wheel  every  time  it  is  desired 
"  to  alter  the  speed  of  the  car.  The  carburetter  is  no  better  and  no  worse  than 
"  a  large  number  of  other  types  of  carburetter  on  the  market  and  obtainable 
*^  from  any  accessory  dealer.  (4)  The  said  control  and  the  said  carburetter 
^  have  been  delivered  up  to  the  Plaintiffs,  and  1  have  caused  another  carburetter 

55  "  and  control  to  be  fitted  to  the  said  car.  Such  alterations  were  effected  at  a 
"  C06t  of  7Z.,  and  have  not  affected  the  running  of  the  car  in  any  way.    (7) 
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" Reference  to  these  Specifications  [those  of  the  Patents]  wUl 

^*  show  that  the  Claims  in  the  said  Patents  are  not  for  a  car,  but  for  the  small 
"  and  unimportant  accessories  mentioned  above.  I  did  not  purchase  the  said 
*'  car  because  it  contained  the  said  accessories  but  because  the  car  appeared  to 
*^  me  to  run  smoothly  and  well.  The  suggestion  that  anyone  would  purchase  a  5 
"  particular  car  because  it  contained  a  particular  carburetter  or  hand  control  is 
"  absurd.  (8)  The  approximate  price  of  a  similar  carburetter  and  control  from 
"  a  dealer  in  such  articles  would  not  exceed  the  sum  of  10^."  The  affidavit 
alleged  that  the  damages  the  PlaintijQPs  had  suffered,  if  any,  were  the  difference 
between  the  cost  price  and  the  selling  price  of  the  said  accessories,  and  that  the  lO 
sum  of  20^.  paid  into  Oourt  was  more  than  sufficient  to  satisfy  any  claim. 

Further  affidavits  were  made  by  both  deponents,  to  which  it  is  not  necessary  to 
refer,  except  that  A.  M.  Biscombe  stated  that  the  parts  were  not  sold  separately 
in  this  country. 

Walter  K.C.  (instructed  by  J.  Hands)  appeared  for  the  Plaintiffs  ;  E.  BusaeU  15 
Clarke  (instructed  by  Scott^  Lawson^  and  Palmer^  agents  for  Arthur  Willey  of 
Leeds)  appeared  for  the  Defendants. 

Walter  K.O. — ^The  Plaintiffs  never  sell  the  patented  parts  separately,  but 
only  in  connection  with  cars.    They  either  make  the  cars  themselves  and 
add  these  parte,  or  purchase  cars  with  such  parts  from  France  and  sell  them  20 
here.    The  latter  course  gives  a  lower  profit,  and  so  the  Plaintiffs  have  taken 
that  as  the  basis.    The  Defendants  have  bought  a  car  having  these  parts  in  France 
and  brought  it  to  this  country.    The  Plaintiffs  would  have  made  a  profit  of 
141^.  on  a  car  with  the  parts  added.    The  Defendants  could  only  have  bought  in 
England  from  the  Plaintiffs,  and  they  do  not  sell  the  parts  separately.    Where   25 
a  Patentee  does  not  sell  the  articles  separately,  but  only  in  a  larger  article,  he 
loses  the  profit  on  the  sale  of  the  whole  article.    The  Defendants  wanted  the 
particular  car,  and  could  only  have  got  it  rightfully  from  the  Plaintiffs.    The 
principle  is  stated  in  Penn  v.  Jack  (L.R.  5  Eq.  8L).    The  measure  of  damage  is 
the  loss  which  the  Plaintiffs  have  actually  sustained  by  the  conduct  of  the  30 
Defendants.    One  has  to  see  what  profit  the  Plaintiffs  would  have  made  if  the 
Defendants  had  acted  properly.    In  Boyd  v.  Tootal^  Broadhurst,  Lee  A  Co, 
(11  R.P.C.  175,  at  page  182)  this  point  was  decided.    There  the  stopping 
machinery  was  an  integral  part  of  the  machine  just  as  the  carburetter  and  other 
patented  device  are  here.    The  Defendants  are  liable  for  the  injury  done  to  95 
the  Plaintiffs*  trade  {United  Horse  Shoe  and  Nail  Company  v.  Stewart  L.R. 
13  App.  Gas.  401  at  page  413  ;  5  R.P.O.  360).    It  is  useless  for  the  Defendants  to 
say  that  other  parts  could  as  usefully  be  employed.    They  cannot  impeaeh  the 
utility  of  the  parts  {Brown  v.  Hastie  A  Co,  Ld.  21  R.P.O.  445,  at  page  462  ;  and 
22  R.P.O.  85).    There  the  Patent  was  for  a  valve  in  a  sleering  engine,  but  it  40 
was  held  in  the  Inner  House  in  Scotland- that  the  loss  of  orders  for  the  engine 
was  a  matter  to  be  taken  into  consideration.    {^Britxsh  Motor  Syndica^  v. 
Taylor  (17  R.P.C.  723)  was  also  referred  to.]    The  true  principle  is  to  ascerixdn 
what  a  defendant  would  have  to  pay  for  rightfully  doing  what  he  wrongfully  did. 
[Khkbwioh  /.—What  did  they  wrongfully  do  here  ?]    They  brought  into  this  45 
country  a  car  embodying  the  patented  articles.    The  question  is  one  of  fact,  and 
all  the  circumstances  must  be  considered. 

Russell  Clarke  for  the  Defendants.— The  Plaintiffis'  contention  is  wrong.  It 
can  be  tested  by  illustration,  e.g,y  the  case  of  a  patented  tyre  on  a  oar.  The 
carburetter  and  the  other  device  are  accessories  and  can  generally  be  bou^t  50 
separately.  If  they  are  essential  parts,  they  are  only  so  of  the  engine.  Another 
case  might  be  put  of  a  patented  castor  for  arm-chairs.  As  to  the  cases  eited, 
Penn  v.  Jcufk  is  in  the  Defendants'  favour  (see  page  88  of  the  report),  where  it 
was  said  that  a  claim  for  not  having  the  whole  job  was  extravagant.  UnH>ed 
Horse  Shoe  and  Nail  Company  v.  Stewart  is  not  exactly  in  point,  because  the  5S 
machine  was  patented,  and  the  infringing  article  was  a  nail  made  by  ttiiBtt 
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machine.  As  to  Boyd  v.  Tootally  Broadkurst,  Lee  <t  Co.  the  Patent  was  for  a 
loom,  and  the  invention  was  an  improvement  in  the  spindle  (page  182).  The 
quantum  of  damages  was  founded  on  the  special  part,  the  profits  being 
assessed  at  so  much  per  spindle.  Brown  v.  Hastie  is  not  analogous,  I  submit. 
5  Here  the  patented  part  is  part  of  a  carburetter,  the  carburetter  here  corresponds 
to  the  engine  in  that  case,  the  car  to  the  whole  ship.  The  Defendants  were  not 
aware  that  they  were  infringing  and  paid  30^.  into  Court,  and  I  submit  that  that 
amount  is  more  than  they  are  liable  to  pay. 

Walter  K.C.  in  reply,— Bach  case  must  be  taken  on  its  own  facts.    Here  the 

10  parts  are  not  sold  separately.  In  Penn  v.  Ja^h  the  Patentee  was  in  the  habit  of 
granting  licences  at  so  much  per  horse  power.  Here  the  Plaintiffs  never  sell 
the  parts  separately  or  license  the  use  of  them.  The  passage  in  United  Horse 
Shoe  and  Nail  Company  v.  Stewart  (5  R.P.C.  page  267,  lines  1  to  9)  applies  here 
exactly.    As  to  Boyd  v.  Tootall,  Broadhurst^  Lee  A  Co.^  looms  are  sold  at  so 

15  much  per  spindle  ;  and  the  contention  (11  R.P.C.  p.  183,  line  29)  was  that  the 
Plaintiffs  had  taken  from  others  damages  on  the  basis  of  a  lower  price  per 
spindle  than  they  were  claiming.  The  Plaintiffs  were  given  the  profits  on 
the  whole  loom.  Brown  v.  Hastie  is  directly  analogous.  The  principle  is  laid 
down  in  Penn  v.  Jack. 

20  Kbkbwich  J.— The  Plaintiffs  are  Patentees  of  certain  accessories  to  motor 
oars.  The  Defendant  has  in&inged  their  Patent  by  using  those  particular 
accessories  without  licence,  and  he  has  submitted  to  a  judgment  for  damages. 
He  has  only  done  it  in  one  case,  but,  of  course,  the  damages  are  assessed  on  the 
same  principle  whether  he  has  applied  the  patented  article  in  one  case  or  in 

35  many.  The  Plaintiffs  say — "  We  are  entitled  to  the  amount  which  we  should 
"  have  received  by  way  of  profit  on  the  sale  of  the  car  containing  these 
"  particular  accessories."  They  are  not  the  Patentees  of  the  car ;  they  are 
Patentees  only  of  the  accessories,  and  if  I  were  to  accede  to  their  argument  I 
should  be  giving  them,  by  way  of  damages,  profit,  which  it  seems  to  me  they 

30  have  not  earned  by  reason  of  the  sale  of  the  accessories,  but  by  reason  of  the 
sale  of  the  car.  For  that  I  can  see  no  foundation.  I  am  referred  to  several 
cases  as  supporting  the  Plaintiffs'  view,  and  particularly  to  the  judgment  of 
Vice-Chancellor  Wood  in  Penn  v.  Jack.  He  lays  down  this  principle  on  page 
84  of  5  Equity  Cases  :  "  With  reference  to  this  *' — that  is  to  say,  to  the  damages— 

35  "  I  have  to  ask  myself,  what  would  have  been  the  condition  of  the  plaintiff 
"  if  the  defendants  had  acted  properly,  instead  of  acting  improperly.  That 
"  condition,  if  it  can  be  ascertained,  will,  I  apprehend,  be  the  proper  measure  of 
"  the  plaintiff's  loss."  Now  if  the  Cef endants  had  acted  properly,  they  might 
have  done  one  of  two  things.    They  might  have  bought  a  car  without  these 

40  accessories,  in  which  case  they  would  not  have  infringed  at  all,  or  they  might 
have  bought  a  car  with  these  accessories  by  licence,  in  which  case  they  would 
have  paid  the  Plaintiffs  or  their  licensees  something  more  for  the  use  of  the 
patented  article.  It  by  no  means  follows  that  they  are  entitled  to  the  profits  on 
the  sale  of  the  car.    What  the  Vice-Chancellor  did  seems  to  me  to  be  found  in 

45  the  passage  on  page  86,  where  he  says,  ^^  I  should  have  said  that  the  plaintiff's 
"  claim  for  compensation  for  not  having  had  the  whole  job  to  do  " — translating 
that  here  it  is  for  not  having  the  whole  car  to  supply — "  appears  to  me  to  be 
"  quite  extravagant.  It  is  clear  he  would  have  been  entitled  only  to  the  profit 
"  of  putting  in  the  particular  article  patented."    And  I  read  Lord    Watson^s 

50  Judgment  in  the  United  Horse  Shoe  and  Nail  Company  v.  Stewart  in  the  same 
sense.  I  will  not  read  here  all  he  said,  but  what  he  said,  in  the  passage 
which  has  been  quoted,  is — **  The  object  of  inquiry  in  a  case  like  the  present  is 
**  the  quantum  of  injury  done  to  the  trade  of  the  Patentee  by  the  illegal  sales  " 
—that  is  to  say,  the  illegal   use—"  of  the  infringer."    The  Plaintiffs,  as  I 

55  have  said,  are  the  Patentees  of  accessories  and  no  injury  has  been  done 
to  them  in  their  trade  of    the  vendors  of    the  car.     The    injury  has  been 
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done  to  them  because  they  are  Patentees  of  the  accessories.  That  is  their 
trade  which  is  injured.  The  other  passages  which  have  been  referred  to  in  the 
same  judgment  seem  to  me  to  support  that  view,  and  I  do  not  think  I  need 
refer  to  the  other  cases  which  have  been  cited.  It  is  difficult,  no  doubt,  to  lay 
down  any  rule  in  a  case  of  this  kind,  and  it  is  still  more  difficult  to  apply  it ;  5 
but  what  it  seems  to  me  to  be  is  this.  The  measure  of  the  plaintiflTs  loss  must 
be,  to  some  extent  at  any  rate,  commensurate  with  the  defendant's  gain ;  and 
what  is  the  Defendants*  gain  here  ?  They  have  purchased  a  car  with  these 
accessories  for  a  price  less  than  they  would  have  paid  for  a  car  without  these 
accessories,  because  I  must  take  it  on  the  evidence  that  the  accessories  are  10 
valuable.  The  Patents  attach  to  them,  and  they  command  a  ready  sale  in  the 
market.  The  Patentees  have  lost  that.  It  is  to  that  extent  that  he  has  been 
injured.  If  they  had  sold  a  car  with  the  accessories,  I  cannot  say  that  they  would, 
because  the  evidence  does  not  prove  it  but  I  infer  that  they  would  have  sold  a 
car  for  more  than  they  would  have  sold  one  without  the  accessories.  That  is  the  15 
loss  which  they  have  presumably  incurred ;  at  least,  that  is  the  only  way  in  which 
I  can  see  my  way  to  getting  at  the  desired  result ;  that  is  to  say,  what  have  they 
lost  as  the  Patentees  of  these  accessories  ?  I  think  I  must  ascertain,  in  order  to 
determine  the  damages,  what  is  the  difference  between  the  value  of  such  a  car 
as  the  Defendants  have  bought  with  the  accessories  and  the  value  of  such  a  car  20 
without  the  accessories.  What  it  is  I  do  not  know.  The  Defendants  have 
attempted  to  meet  that  by  proving  that  by  the  expenditure  of  71.  they  have 
converted  the  car  into  one  vnthout  the  accessories,  and  it  is  now  as  good  as  it 
was  before.  Well  it  is  their  business  now,  of  course,  to  run  down  these 
accessories  and  say  they  are  worth  little  or  nothing.  That  evidence  does  not  go  25 
&ir  with  me  to  show,  if  they  had  acted  properly,  when  they  wanted,  as  they  did 
want,  a  car  with  these  accessories,  what  they  would  have  had  to  pay  for  a  car 
with  them  instead  of  buying,  as  they  now  have  by  the  expenditure  of  7^.  extra, 
a  car  without  them.  Therefore  his  evidence  does  not  help  me.  The  result  is 
that  all  I  can  do  is  to  discharge  the  Certificate  and  send  the  matter  back  for  30 
inquiry  to  the  Master  and  reserve  the  costs. 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Buckley. 

April  4th,  6th,  7th,  8th,  10th  and  11th,  1905.» 

Evans  and  J.  and  J.  Taunton  Ld.  v.  Hoskins  and  Sewell  Ld, 

5       Patent. — Infringement. —  Anticipation.-^  Patent  upheld. —  Appeal  dismissed. 
— Certificate  as  Jo  validity  granted. 

Letters  Patent  were  granted  to  E.  for  **  Improvements  in  wire  mattresses  or 
^^ fabrics  for  bedsteads,  cots^  and  like  articles  of  furniture,^'*  the  invention 
consisting  in  the  use  of  spiral  8pri7igs  set  at  an  angle  to  the  sides  of  the  bed  in 

IT)  st^h  a  manner  that  tJie  tension  of  the  central  part  of  the  mattress  was  greater 
than  that  of  the  sides.  In  an  action  for  infringement^  the  Defendants  set  up  the 
invalidity  of  the  Patent  on  the  grounds  (inter  alia)  of  want  of  utility  and 
novelty,  and  alleged  prior  publication  by  several  Specifications  inclining  the 
UJS.A.  Specification  of  K.    It  was  contended  that  the  Patentee's  Claim  covered 

15  square  mesh  netting  which  would  not  produce  Jh>e  Patentee's  result.  It  was  held 
at  the  trial  that  there  had  not  been  prior  publication  of  the  invention  which  was 
novel  and  substantial;  dlso  that  the  PcUentee  had  not  claimed  square  mesh 
netting.  An  injunction  with  costs  was  awarded,  and  a  Certificate  of  validity 
given.    The  Defendants  appealed. 

20  Held,  that  the  Patentee's  Claim  was  for  diagonally  directed  springs  and  a  bed 
with  netting,  so  that  the  springs  may  cause  diagonally  directed  tension  across 
the  centre  of  the  bed;  that  the  Patentee  did  not  mean  to  include  any  pattern  or 
construction  of  link  work  which  did  not  admit  of  a  diagonally  directed  strain 
being  applied  across  the  centre,  and  did  not  claim  square  mesh  netting ;  and  that 

25  the  invention  had  not  been  anticipated.    The  appeal  was  dismissed  tvith  costs. 

In  1899  Letters  Patent  (No.  23,859  of  1899)  were  granted  to  Robert  Evan 
Llewellyn  Evans  for  "  Improvements  in  wire  mattresses  or  fabrics  for  bedsteads, 
"  cots,  and  like  articles  of  furniture."  John  and  Joseph  Taunton  Ld.  were 
the  exclusive  Licensees  under  this  Patent. 

30  The  Specification  of  the  Patent  was  as  follows :— "  This  invention  relates  to 
**  wire  mattresses  or  fabrics  for  bedsteads,  cots,  and  other  articles  of  furniture, 
**  and  particularly  to  those  composed  of  links,  or  diamond  shaped  connections 
"  with  coiled  springs  arranged  at  each  or  only  one  end  of  the  fabric.  According  to 
"  my  invention,  I  direct  (looking  from  the  end  frame-work  towards  the  centre 

35  *•  of  the  fabric)  the  coiled  or  other  tension  springs  which  are  connected  to  the 
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«  end  framing  by  any  suitable  means,  inwardly  towards  the  centre  of  the 
«  frame  ;  or,  looking  at  the  surface  from  the  centre  of  wire  netting  or  li"*^f* 
«  towards  the  end  framework,  the  springs  are  arranged  diagonally  ^^^  0PP?»^«® 
«  directions  from  the  centre  of  each  end,  thus  a  greater  pressure  is  e»i^^  . 
«  the  centre  of  the  mattress  surface  or  fabric  than  on  the  other  portion,  wnere  o 
»  a  mattress  is  required  with  tension  springs  at  one  end  only,  this  arrangemenc 
«  will  of  course  apply  to  that  end  alone.  „„^™.-+anf  a 

«  Figure  1  of  the  accompanying  Drawing,  represents  the  two  end  i»rt8  oi  a 
«  spring  surface  or  fabric  with  springs  arranged  according  to  my  ^"^J.^J^^^^^^   -„ 
«  fitted  to  the  frame-work  of  a  bottom  of  a  bedstead,  cot,  or  like  article.    From  10 
"  this  it  will  be  seen  that,  according  to  my  invention,  instead  of  t^e  tensi^ 
"  springs  being  arranged  parallel  with  the  longitudinal  members  f  J^  /"l?" 
«  tj^rting  frame-work  they  are  (looking  from  the  end  frame-work  towards  the 
"centre  of   the  fabric)  directed  inwardly  towards  the  middle    thereof.    Ur, 
«  looking  at  the  surface  from  the  centre  of  the  netting  or  linkwork  t?^8  *^«  1* 
"  end  frame-work,  the  said  tension  springs  are  arranged  diagonally  in  OPPO»?» 
«  directions  from  the  centre  of  each  end.    The  effect  of  this  arrangement,  is  to 
«  direct  the  tension  from  all  the  springs  on  the  middle  portion  of  tne  wrre 
«  netting  or  link  work,  thus  making  tiie  said  middle  portion,  which  receives  too 
«  most  strain  in  use,  considerably  lighter  and  stronger,  and,  inasmuch  tnat  M 
"when  a  person  is  reclining  on  the  surfece,  the  weight  or  stoin  is  evenly 
«  distributed  on,  and  borne  by  aU  the  tension  8P">8»v*,W^fKi  ^^15^^ 
«  comfortable  surface  is  produced,  and  moreover  the  durability  of  the  fabnc  is 
"  greatiy  increased. 


"  I  wish  it  to  be  understood  that  the  tension  springs  may  be  of  any  pattern  or 
«  strength  desired,  also  the  supporting  frame-work,  so  long  that  these  parts 
"  respectively  permit  of  the  springs  being  so  arranged  that  a  diagonally  directed 
«  strain  is  applied  on  the  middle  portion  of  the  wire  netting  or  link  work.  I  do 
"  not  confine  myself  to  any  particular  pattern  or  construction  of  link  work  or 
"  netting,  also  I  may,  if  desired,  use  springs  of  various  lengths  and  strengths. 
"  The  supporting  framework  may  be  of  metal,  wood,  or  other  material. 

"  The  several  letters  of  reference  indicate  corresponding  parts  in  the  drawing. 
"  A  are  the  side  members  of    the    supporting  framework,  and  A',  the  end 
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10 


"  members  thereof.  B  the  tension  springs,  0  the  wire  netting  or  link  work, 
"  and  D  the  side  wires  thereof,  which  may  be  connected  to  the  frame- work  by 
"  any  suitable  means,  such  as  hooks  (E). 

"  Figure  2,  shows  an  arrangement  which  may  be  utilised  when  a  large  size 
"  surface  or  mattress  is  required.  It  will  be  seen  that  in  this  form  the  tension 
"  springs  are  arranged  diagonally  in  series,  and  each  of  these  series  are  directed 
"  diagonally  towards,  and  exert  a  tension  upon  any  portion  of  the  link  work. 

**  I  find  in  practice  that  with  spring  surfaces  constructed  according  to  my 
"  invention,  the  middle  portion  is  so  very  strong  and  unsagging,  that  there  is  no 
"  necessity  whatever  to  raise  the  centre  of  the  fabric  by  artificial  means,  such 
**  as  arching  upwardly  and  outwardly  the  end  supporting  members  of  the  frame- 
"  work.  As  before  observed,  my  invention  applies  equally  to  fabrics  with 
"  tension  springs  at  one  end  only  as  to  fabrics  with  springs  at  both  ends." 


riC.2. 


The  Patentee  claimed  :— "  1.  The  combination  with  the  link  work  or  netting 

15  **  of  a  mattress  or  fabric  for  bedsteads,  cots,  and  like  articles  of  furniture,  of 
'*  tension  springs  arranged  (looking  from  the  centre  of  the  surface  towards  the 
**  end  thereof)  diagonally  and  in  opposite  directions  from  the  centre  of  each  end, 
"  whereby  a  diagonally  directed  tension  is  exerted  on  the  middle  portion  of  the 
**  surface,  substantially  as  described  and  set  forth  in  Figure  1.  2.  The  combination 

20  "  with  one  end  of  the  link  work  or  netting  of  a  mattress  or  fabric,  for  bedsteads, 
^'  cots,  and  like  articles  of  furniture,  of  tension  springs  arranged  (looking  from 
"  the  centre  of  the  surface  towards  the  end  thereof)  diagonally  in  opposite 
"  directions  from  the  middle  portion  of  the  said  end,  as  described.  3.  The 
<«  combination  with  the  link  work  or  netting  of  a  mattress  or  fabric  for  bedsteads, 

25  "  cots,  and  like  articles  of  furniture,  of  one  or  more  series  of  tension  springs 

*'  arranged  at  either  one  or  both  ends  of  the  fabric,  and  directed  in  such  a 

**  manner  as  to  exert  a  diagonal  tension  on  one  or  more  portions  of  the  said 

"  mattress  or  fabric,  as  described  and  set  forth  in  Fig.  2." 

On  the  1st  of  December  1903  the  Patentee  and  the  Licensees  commenced  an 

30  action  against  Hoskins  and  Sewell  Ld.  for  infringement  of  the  Patent,  claiming 
the  usual  relief. 
Particulars  of  Breaches  were  delivered,  for  which  see  21  R.P.C.  677. 
The  Defendants  by  their  Defence  denied  infringement,  and  also  pleaded,  that 
the  Plaintiffs'  Patent  was  invalid  for  the  reasons  set  forth  in  the  following 

35  Particulars  of  Objections : — "  1.  The  said  Robert  Evan  Llewellyn  Evans  was 
*'  not  the  first  and  true  inventor  of  the  said  alleged  invention.  The  first  and 
**  true  inventor  was  one  John  Oriffin^  and  the  said  alleged  invention  was  made 
"  by  him  at  the  Plaintiff  Company's  works  in  or  about  the  month  of  September 
<^  1899.     2.   The  said  alleged  invention  is  not  useful.     3.  The  said  alleged 

40  '*  invention  was  not  new.  The  said  invention  was  published  in  this  realm 
"  prior  to  the  date  of  the  said  Letters  Patent — (A)  By  the  publication  at  the 
<<  Patent  Office  Library  of  the  final  Specifications  of  the  following  British  and 
><  United  States  Patents.  The  whole  of  each  is  relied  upon  as  against  all  the 
«'  claiming  clauses  of  the  Plaintiffs*  Specification  i—Lake  (No.  3926  of  1882) ; 

45  «  Newtm  (No.  2199  of  1855) ;  Hughes  (No.  2307  of  1872) ;  Welch  (No.  2714  of 
«*  1874) ;  Hunt  (No.  252,772  of  1882,  U.S.A.) ;  Bowdiffe  (No.  58'.»5  of  1883) ; 
•*  Fielding  (No.  323,572  of  1885,  U.S.A.) ;  Brown  (No.  357,697  of  1887,  U.S.A.) ; 
'*  Borton  and  Siefkin  (No,  369,791  of  1887,  U.S.A.) ;  King  (No.  371,591  of  1887, 
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U.S.A.)  ;  Qoodunn  (No.  19,064  of  1890) ;  MiUer  (No.  506,246  of  1893,  U.S. A.)  ? 
Oale  (No.  22,738  of  1894)  ;  GaZ(3.(No.  18490  of  1895)  ;  NichoU  (No.  5613  of 
1897) ;  Ackermann  (No.  8149  of  1897)  ;  Billington  (No.  8455  of  1897)  ; 
Nichols  (No.  20,338  of  1897)  ;  Ryan  (No.  5043  of  1898) ;  BiUingUm  (No. 
14,928  of  1898)  ;  Wesner  (No.  607,102  of  1898,  U.S.A.).  (B)  By  the  manu- 
facture by  the  Plaintiff  Company  at  their  -works  in  Sherboume  Road,  Bir* 
mingham,  in  or  about  the  month  of  September  1899  of  a  wire  mattrees 
constructed  according  to  the  invention  as  claimed  in  all  the  claiming  claufies 
of  the  Plaintiffs*  Specification.  4.  The  Complete  Specification  in  Claims  2 
and  3  claims  an  invention  larger  than  and  different  to  the  invention  the 
nature  of  which  is  described  in  the  Provisional  Specification.  5.  The  said 
alleged  invention  as  claimed  in  all  the  claiming  clauses  of  the  Plaintiffs' 
Specification  is  not  the  proper  subject-matter  of  valid  Letters  Patent.  The 
Defendants  will  rely  hereunder  upon  the  matters  set  out  in  paragraph  3 
hereof  and  tipon  the  common  knowledge  of  the  trade  as  to  the  construction 
of  wire  mattresses  and  spring  supported  mattresses.  6.  That  the  said  alleged 
Letters  Patent  are  void  by  reason  that  the  invention  in  respect  of  which  they 
purport  to  be  granted  formed  the  subject  of  a  grant  to  Henry  Clay  Fletcher 
and  Sidney  Herbert  Gomish^  dated  19th  of  June  1899,  and  No.  12,776  of 
A.D.  1899,  which  said  grant  was  prior  to  the  alleged  grant  to  the  Plaintiff. 
The  whole  of  the  Specification  and  all  the  claiming  clauses  are  relied  on.*' 
Fig.  1  of  King^s  Specification  is  subjoined. 
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The  action  came  on  for  trial  in  July  1904,  before  Mr.  Justice  Sunnfefi  Eady^ 
who  gave  judgment  for  the  Plaintiffs  with  costs  (21  B.P.C.  675).  The 
Defendants  appealed. 

Walter  and  J.  H.  Oray  (instructed  by  Sharpe,  Parker,  Pritchards,  Barham 
and  Lawfordy  as  agents  for  E.  C.  Newey  &  Son  of  Birmingham),  appeared  for 
the  Appellants :  Astbury  K.C.,  and  J.  C.  Oraham  (instructed  by  Sayle,  Carter 
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and  Co.  as  agents  for  Sidney  G.  Taunton  of  Birmingham)  appeared  for  the 
Respondents. 

The  following  cases  were  cited  in  the  course  of  the  arcrnments  : — Oandy  v. 
Beddaway  (2  R.P.C.  49),  Hattersley  v.  Hodgson  (21  R.P.C.  517),  and  Badische 
5  Anilin  und  Soda  Fahrik  v.  La  SociitS  Chimique  (14  R.P  C.  875). 

Vaughan  Williams    LJ,— In  my  opinion  the  judgment  of  Mr.  Justice 
Swinfen  Eady  in  this  case  ought  to  be  affirmed. 

I  do  not  propose  to  go  at  any  very  great  length  into  the  arguments  that  have 
been  addressed  to  us.    I  will  first  d^  with  a  point  that  Mr.  Justice  Swinfen 

10  Eady  deals  with  last,  that  is  the  point  of  anticipation.  In  my  judgment,  neither 
King^s  nor  Billington^  nor  Ooodunn's  Specifications  can  fairly  be  said  to  be 
anticipations  of  the  Plaintiff  Evans^  invention.  It  seems  to  me  quite  plain  that 
the  essence  of  the  Plaintiff  Evans^  invention  is  this,  that  you  should  by  his 
arrangement  get  diagonal  strains  passing  from  each  end  of  the  frame  through  a 

15  central  region  so  that  you  may  have  an  inextensible  medium  of  communication 
from  spring  to  spring.  The  object,  as  appears  from  the  very  words  of  the 
Specification,  was  that  in  this  way  you  should  get  the  greatest  strength  at 
the  point  where  there  was  the  greatest  work,  and  that  you  should  arrive 
at  and  attain  that  object  by  means  of  diagonally  directed  strains  pointing 

20  towards  the  centre  to  a  point  where  the  work  had  to  be  done  according  as  the 
body  shifted  from  place  to  place  in  the  centre  of  the  bed.  When  the  Specifica- 
tions of  King,  Billingtony  and  Ooodwin  are  looked  at,  although  you  may  find 
some  feature  like  the  features  that  one  finds  in  a  bed  made  according  to  the 
Plaintiffs'  Specification,  they  are  not  features  which  are  introduced  into  King^s 

25  Specification,  or  Billington's  Specification,  or  OoodwMs  Specification  with  the 
object  and  for  the  purpose  with  which  the  diagonal  strains  are  introduced  into 
the  Plaintiffs'.  It  is  quite  true  that  Mr.  Justice  Swinfen  Eady  in  his  judgment 
only  deals  with  King^s  Specification  which,  according  to  his  view,  was  the  one 
in  respect  of  which  the  principal  argument  was  directed  by  Mr.  Walter  when 

30  the  case  was  before  Mr.  Justice  Swinfen  Eady,  but  I  think  that  the  reason  I 
have  given  for  differentiating  those  Specifications,  and  not  recognising  them  as 
anticipations  includes  in  kind  the  reason  which  Mr.  Justice  Swinfen  Eadi/  gave 
when  he  refused  to  recognise  King's  as  an  anticipation.  That  being  so  I  shall 
say  no  more  upon  the  point  as  to  anticipation. 

35  I  shall  deal  now  with  the  point  of  construction.  I  say,  as  I  put  it  to  Mr. 
Walter  in  the  course  of  the  argument,  that  the  point  of  construction  is  a 
very  much  more  difficult  point  to  deal  with  than  the  point  of  anticipation. 
I  confess  that  one  has  got  in  this  case  a  Specification  so  expressed  that  it  does 
require  some  careful  consideration  of  it,  as  a  whole,  before  one  can  arrive  at  the 

40  conclusion  that  it  is  not  open  to  the  attack  which  is  made  upon  it  by  Mr.  Walter. 
The  substance  of  Mr.  Walter's  attack  is  really  based  upon  a  clause  which 
appears  in  the  Complete  Specification — "  I  wish  it  to  be  understood  that  the 
'*  tension  springs  may  be  of  any  pattern  or  strength  desired,  also  the  supporting 
•*  frame-work,  so  long  that  these  parts  respectively  permit  of  the  springs  being 

45  "  so  arranged  that  a  diagonally  directed  strain  is  applied  on  the  middle  portion 
**  of  the  wire  netting  or  link  work.  I  do  not  confine  myself  to  any  particular 
'*  pattern  or  construction  of  link  work  or  netting,  also  I  may,  if  desired,  use 
*'  springs  of  various  lengths  and  strengths.  The  supporting  fiame-work  may  be 
"  of  metal,  wood,  or  other  material."    Mr.  Walter  said  that  claim  is  so  worded 

50  that  it  includes,  as  something  covered  by  the  Patentee's  claim,  a  pattern  of  the 
construction  of  link  work  which  admittedly  will  not  achieve  the  result  which 
is  described  in  Claim  1  of  the  Patentee,  which  runs— **  The  combination  with 
"  the  link  work  or  netting  of  a  mattress  or  fabric  for  bedsteads,  cots,  and  like 
"  articles  of  furniture,  of  tension  springs  arranged  (looking  from  the  centre  of 

55  "  the  surface  towards  the  end  thereof)  diagonally  and  in  opposite  directions 
"  from  the  centre  of  each  end,  whereby  a  diagonally  directed  tension  is  exerted 
'*  on  the  middle  portion  of  the  surface,  substantially  as  described  and  set  forth 
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"  in  Figure  1."    Mr.  Walter  said  that  it  is  admitted  that,  if  yon  have  link  work 
which  conBists  of  squares,  the  sides  of  which  are  parallel  to  the  outside  ends  of  the 
frame,  you  cannot  achieve  those  diagonal  strains  pointing  towards  the  central 
region  of  the  mattress,  which  is  the  avowed  object  of  the  Patentee,    He  said  that 
the  result  is  that  the  Specification  is  bad  because  it  misleads  the  public,  and  would   5 
mislead  the  intelligent  workman,  and  would  lead  him  to  suppose  that  the  result 
would  be  achieved  by  the  user  of  this  suggested  square  meshed  mattress  and 
that  he  could  only  find  out  that  that  is  not  so  by  experiments,  and  that  the 
Patentee  has  no  right  to  throw  upon  the  public,  or  upon  the  workman,  the 
obligation  of  experiment.    My  answer  to  that  argument  of  Mr.  Walter^s  is  this —  10 
I  think  that,  if  you  take  the  Specification  as  a  whole,  it  is  plain  that  the  Patentee 
did  intend,  and  shows  by  the  words  which  he  uses  that  he  did  intend,  to  work 
out  the  result  in  respect  of  which  he  makes  this  claim  by  an  arrangement  which 
involved  diagonal  strains  passing  the  centre  with  springs  attached  to  either  end 
of  the  frame.    I  agree  that  it  is  true  that  you  cannot  attain  that  result  with  the  15 
square  meshed  links  arranged  horizontally  in  the  same  line  as  the  ends  of  the 
outside  frame,  but  I  do  not  agree  that  you  can  only  discover  that  these  square 
meshed  links  will  not  do  by  making  a  series  of  experiments.    It  seems  to  me 
that  if  you  take  the  Specification  as  a  whole  you  find  at  once  that  the  square 
meshed  mattress,  with  the  squares  arranged  in  the  way  that  I  have  said,  will  20 
not  work  because  it  is  manifestly  incompatible  with  the  arrangement  pointed 
at  by  the  Patentee.    In  the  very  portion  of  the  Specification  which  is  relied 
upon  as  claiming  successful  results  where  successful  results  cannot  be  attained, 
the  Patentee  says — "  I  wish  it  to  be  understood  that  the  tension  springs  may  be 
'*  of  any  pattern  or  strength  desired,  also  the  supporting  frame-work,  so  long  as  25 
*'  these  parts  respectively  permit  of  the  springs  being  so  arranged  that  a  dia- 
"  gonally  directed  strain  is  applied  on  the  middle  portion  of  the  wire  netting  or 
"  link  work."    The  arrangement  which,  it  is  said,  is  covered  by  these  wide 
general  words — that  is  the  arrangement  of  a  mattress  with  this  square  pattern 
with  the  links  of  the  square  lying  parallel  to  the  ends  of  the  frame — does  not  30 
in  my  opinion  permit  of  the  springs  being  so  arranged  that  a  diagonally  directed 
strain  is  applied  on  the  middle  portion  of  the  wire  netting  or  link  work. 
Such  a  pattern  of  netting,  so  placed,  is  not  suitable  for  the  arrangement  that  is 
indicated  by  the  Patentee,  involving  the  diagonal  strains  pointing  towards  the 
middle,  and  with  a  force  operating  from  springs  attached  to  either  end  of  the  35 
frame,    I  think  such  wire  netting  is  unsuitable,  and  it  seems  to  me  that  one 
ought  to  reject  such  wire  netting  as  being  unsuitable  in  the  same  way  in  which 
I  suggested  that  when  you  come  to  deal  with  the  supporting  framework,  and 
you  find  the  words  '*  The  supporting  framework  may  be  of  metal,  wood  or 
"  other  material,"  you  would  reject  materials  which  were  inconsistent  with  the  40 
claim  of  the  Patentee  as  developed  in  his  Specification  read  as  a  whole.    In  my 
judgment,  although  I  do  not  know  that  it  is  at  sdl  essential  to  the  result  that  I 
have  to  arrive  at,  I  do  not  think  that  in  reading  a  Specification  you  are  entitled 
to  wholly  exclude  from  consideration  the  Claim,  or  any  other  part  of  it.    If  the 
Claim  clears  up  something  which  in  the  other  part  of  the  text  might  be  doubtful,  45 
it  seems  to  me  that  the  Court  may,  and  is  bound,  in  a  Specification,  to  take  into 
consideration  in  construing  it  everything  you  find  in  the  Specification  justas  much 
as  you  would  in  any  other  document.    It  is  quite  true  that  you  will  not  allow 
the  Claim  to  supplement  the  description  in  the  Specification  so  as  to  introduce 
features  which  are  not  there,  but  when  you  are  asked  to  put  a  particular  con-  50 
struction  upon  particular  words  in  the   Specification,  which  are  capable  of 
two  meanings,  I  think  you  may  assist  your  conclusion  by  looking  to  see  how 
those  words,  as  to  which  it  is  said  the  meaning  is  doubtful,  are  embodied  in 
the  Claim  itself. 

I  have  come  to  the  conclusion  that  on  the  whole,  not  dealing  with  the  55 
Specification  in  any  benevolent  spirit,  but  simply  asking  myself  does  the 
Specification  sufficiently  disclose  the  method  which  is  asserted  by  those  who 
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appear  for  the  PlaintifEs  to  be  the  method  of  the  Specification  to  enable  the 
Court,  reading  the  Specification  as  best  they  may,  fairly  to  say  '  Tea,  ^?  ?^ 
"  find  that  in  the  Specification  which  it  is  alleged  on  the  part  of  the  Plaintitts  it 
"  contains."    Mr.  Walter,  at  the  beginning  of  his  argument,  said  that  when  you 

5  look  at  the  Specification  the  only  matter  in^-espect  of  which  the  word    diagonally 
was  U8ed  was  the  springs,  and  the  direction  of  the  springs,  and  he  said  tnat 
that  did  not  cover  the  wires.     I  think  he  said  that  if  it  was  intended  by 
the  words  to  cover  the  wires  it  ought  not  to  have  been  said  of  the  springs  tnai 
they  were  diagonally  directed,  but  that  they  were  diagonally  conducted,    i  ao 

10  not  myself  assent  to  that  construction,  and  I  think  that  if  you  look  at  tne 
passage  on  page  2  from  line  5  to  line  20»,  there  can  be  no  doubt  that  the 
Patentee  means  the  word  "  diagonally  "  to  apply  not  only  to  the  springs,  but  to 
the  wire  pathway  along  which  the  strain  is  directed  or  conducted.  ine 
«  eflEect,"  it  is  said  at  line  15,  "  of  this  arrangement,  is  to  direct  the  tension  from 

15  «  all  the  springs  on  the  middle  portion  of  the  wire  netting  or  link  work,  tnus 
"  making  the  said  middle  portion,  which  receives  the  most  strain  in  use,  con- 
"  siderably  lighter  and  stronger,  and,  inasmuch  that  wheiji  a  person  is  reclining 
"  on  the  surface,  the  weight  or  strain  is  evenly  distributed  on,  and  Dome  oy  aii 
«  the  tension  springs,  a  highly  elastic  and  comfortable  surface  is  Produced,  ^tt 

20  "  moreover  the  durability  of  the  fabric  is  greatly  increased.  In  my  Judgment 
the  word  "diagonaUy"  is  clearly  intended  to  be  applied  not  only  to  tne 
springs,  but  to  the  pathway  along  which  the  strain  is  to  go.  I  think  also  tnat 
another  argument  of  Mr.  Walter's  fails,  but  I  was  hesitating  for  a  moment 
whether  I  should  say  anything  about  it,  because  I  do  not  thmk  that  Mr. JVa«er 

25  insisted  upon  it  very  much.  I  think  he  said  that  strictly  speaking  the  pathways 
were  not  diagonal,  that  they  did  not  constitute  a  straight  line  running  trom 
angle  to  angle.  If  such  argument  was  insisted  upon  all  I  can  say  w  mat  in  my 
judgment  the  word  "diagonal"  according  to  the  ordinary  user  of  the^nglisn 
lanlnage,  is  not  only  used  in  its  strict  sense,  but  is  a^so  used  to  describe  those 

30  Unes  which  lie  parallel  to  a  true  diagonal  line.    I  will  not  say  anything  more 

*  ??ith  regard  to  two  cases  that  were  cited,  the  Badische  ^*>'i^^J^^  ^^ 
R.P.C.  875),  and  Gandy  v.  Beddaway  (2  R.P.O.  49).  I  '^^^yj'f'l  *^^  "1^' 
as  I    think  Mr.   Walter\^ry   frankly  admitted,   that   those  cases   have    no 

35  application  whatever  if  we  reject  his  construction  of  the  Specification  .  1  have 
rejected  his  construction  of  the  Specification,  and,  therefore,  I  do  not  think 
I  ought  to  take  up  time  by  saying  anything  at  all  about  those  two  cases. 

On  the  whole  I  think  the  construction  put  by  Mr.  Justice  Smnfen  Eady  on 
the  Specification  must  be  supported.  .  ,         . 

40  As  to  the  anticipation  point,  I  entertain  a  ^ery  strong  opinion  that  th^e  is 
little  or  no  case  5  bat  I  am  not  prepared  to  overrule  *he  decision  of  Mr.  J^tice 
Swin/en  Eady  upon  the  question  of  construction.  I  think,  fairly  construed, 
the  Plaintiffs'  Specification  means  what  I  have  said. 

ROMBB  I,./.-The    Appellants'  case  has  had  the  advantage  <>«  heing  very 

45  clearly  and  powerfully  argued  by  the  Counsel  '^ho  app^ed  on  their  behalf . 
The  argument  of  Mr.  WaUer  was  made  all  the  more  effective  hy  his  evident 
sincerity.  I  do  not  think  that  the  case  of  the  Appellante  could  have  bee^  p«^ 
better  than  it  has  been  by  him.  I  can  only  say  that  I  'hmk  J  hav«  foUowed 
his   arguments  and  appreciated  them,   but  nevertheless  though  I  tiink  the 

50  points  give  rise,  certoi^y  one  of  them,  to  some  d  fficulty,  I  have  come  to  the 

conclusion  on  the  whole  that  the  Appeal  should  fail.  .  Pi.tnnt 

I  propose  to  state  my  reasons  comparatively  shortly.   ,^«^y"  °i^«ri;^f*J?] 

oase^so  in  this,  many  subsidiary  points-I  do  not  mean  to  say  P<">^t8  *^*  **^J 

not  require  consideration-have  been  argued  or  touched  °P«f  J^y  f^Xwiie 

55  both  sides.    It  must  not  be  supposed  that  I  have  not  followed  them  because 


*  Ante  poge  S18,  line  10  to  31. 
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I  do  not  deal  with  them  when  I  try  to  state  my  reasons  for  my  opinion 
shortly.  It  has  to  be  borne  in  mind  that  the  ntility  of  the  Patentee's  inven- 
tion is  not  disputed,  and  that  mast  be  borne  strictly  in  mind,  because  I 
noticed  a  tendency  now  and  then,  perhaps  onintentionsdly  on  the  part  of  the 
Appellants'  Counsel,  to  try  and  obtain  arguments  for  the  side  they  were  5 
advocating,  which,  when  you  carefully  considered  them,  were  only  relevant  on 
the  question  of  utility.  It  is  also  not  denied  on  behalf  of  the  Appellants  but 
that  the  Specification  shows  a  clear  and  proper  method  of  carrying  out  the 
invention  as  shown  in  Figure  1  and  Figure  2.  The  objections  taken  to  the 
Patent  are,  in  substance,  two.  The  first  is  a  point  arising  upon,  and  depending  10 
upon  the  true  construction  of  the  Specification.  The  second  point  is  a  question 
of  anticipation. 

I  will  deal  first  with  the  question  of  the  construction  of  the  Specification.  I 
agree  that  the  point  of  construction,  which  we  have  to  consider,  raises  a  question 
of  some  difficulty.  I  disclaim  any  intention  of  reading  the  Specification  15 
benevolently,  so  far  as  concerns  the  Patentee,  if  by  benevolently  is  meant  that 
in  his  favour  I  try  to  unduly  strain  his  intention  as  shown  by  what  he  has 
written.  But  when  I  read  the  Specification — and  I  have  read  it  more  than  once, 
and  have  considered  it,  and  I  trust  considered  it  fairly — I  come  to  the  conclusion 
upon  the  Specification  as  a  whole  that,  fairly  construed,  it  has  not  the  wide  claim  20 
that  the  Appellants  insist  upon.  I  think  that  the  Patentee  has  shown  that  his 
object  and  his  claim  is  that  his  diagonally  placed  springs  are  so  placed  for  the 
purpose,  and  are  limited  to  the  purpose,  of  producing  diagonal  tension  on  the 
central  portion  of  the  bed  by  a  diagonally  directed  strain  across  that  central 
portion— putting  it  shortly,  by  what  I  may  describe  in  a  homely  manner  as  a  pull  25 
across  the  central  portion  of  the  bed.  I  think  that  appears,  as  I  have  said,  &om 
a  fair  construction  of  the  Specification  as  a  whole,  and  in  particular  from  a 
consideration  of  what  he  says — ^^  I  wish  it  to  be  understood  that  the  tension 
"  springs  may  be  of  any  pattern  or  strength  desired,  also  the  supporting  frame- 
^^  work,  so  long  that  these  parts  respectively  permit  of  the  springs  being  so  30 
'*  arranged  that  a  diagonally  directed  strain  is  applied  on  the  middle  portion  of 
"  the  wire  netting  or  link  work."  Now  the  springs  are,  obviously  from  the 
Specification,  placed  in  the  diagonal  position  not  from  any  motives  of  prettiness, 
not  from  any  other  motive  except  the  motive  and  the  object  specified  and  stated 
by  the  Patentee  with  the  object  of  getting  this  diagonally  directed  tension  in  35 
the  central  position  of  the  bed,  and  when  in  the  Specification  he  proceeds  to  say, 
following  the  lines  I  have  just  read,  "  I  do  not  confine  myself  to  any  particular 
'^  pattern  or  construction  of  link  work  or  netting,"  I  think  the  reasonable  and 
true  construction  is  that  he  means  there  any  particular  pattern  or  construction 
always  provided  that  his  main  object  is  attained — ^that  he  gets  a  diagonally  40 
directed  strain  applied  to  the  middle  portion  of  the  wire  netting  or  link  work. 
I  also  think  that  is  supported  by  what  he  says  where  he  is  dealing  with 
Figure  1,  though  I  agree  the  wording  is  open  to  criticism  "  The  effect  of  this 
'^  arrangement,  is  to  direct  the  tension  from  all  the  springs  on  the  middle  portion 
"  of  the  wire  netting  or  link  work,  thus  making  the  said  middle  portion,  which  45 
**  receives  the  most  strain  in  use,  considerably  lighter  and  stronger."  I  come 
then  to  his  main  claim.  Claim  1.  There  he  claims — "  The  combination  with  the 
*'  link  work  or  netting  of  a  mattress  or  fabric  for  bedsteads,  cots,  and  like 
"  articles  of  furniture,  of  tension  springs  arranged  (looking  from  the  centre  of 
"  the  surface  towards  the  end  thereof)  diagonally  and  in  opposite  directions  from  50 
"  the  centre  of  each  end,  whereby  a  diagonally  directed  tension  is  exerted  on 
"  the  middle  portion  of  the  surface,  substantially  as  described  and  set  forth  in 
"  Figure  1." 

After  making  every  allowance  for  criticisms  on  the  words  used  in  that  Claim 
1  still  say  that  reading  that  Specification  as  a  whole  the  Patentee's  invention,  as  55 
thereby  shown  and  claimed,  is  not  a  claim  for  springs  at  large  but  for  diagonally 
directed  springs  and  a  bed  with  netting,  so  that  the  springs  may  cause  and 
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exert  diagonally  directed  tension  across  the  central  portion  of  the  bed.  Not- 
withstanding the  criticisms  that  were  made  on  certain  words  that  are  used, 
I  think  that,  fairly  considered,  is  the  true  meaning  and  limit  of  this  Specifi- 
cation. Claims  2  and  3,  I  may  point  out,  although  they  do  not  repeat  the 
5  words  to  which  I  have  called  attention  in  Claim  1, "  whereby  a  diagonally  directed 
"  tension  is  exerted,"  are,  to  my  mind,  intended  to  embody  them.  I  say  that 
for  this  reason — If  you  look  for  example  at  Claim  2,  to  my  mind  the  object  of 
that  Claim  was  to  take  care  that  claims  covered  the  case  where  the  Patentee  had 
the  springs  only  at  one  end  of  the  bed,  and  I  do  not  think  he  was  intending  to  do 
10  away  with  the  rest  of  Claim  1.  In  Claim  3  I  think  he  was  intending  to  deal 
with  only  the  double  bed  instead  of  the  single  bed. 

That  being  the  construction  that  I  put  upon  this  Specification,  the  Patentee 
has  shown  how  to  carry  out  his  invention — there  is  no  question  of  that  or  of 
utility.  Now  what  is  it  that  the  Appellants  really  say  against  this  Patent  ?  They 
15  have  put  in  evidence  one  kind  of  mesh.  It  is  possible  if  they  had  exerted  them- 
selves they  might  have  found  another,  but  at  any  rate  they  have  put  in  evidence 
a  kind  of  mesh  which,  if  used,  as  the  meshing  of  the  bed  with  diagonal  springs, 
will  not  exert,  and  cannot  be  made  to  exert,  any  diagonal  tension  upon  the 
central  portion  of  the  bed  at  all,  and  they  say,  '*  You,  the  Patentee,  have  not 
20  "  shown  that  your  Specification  excludes  that  except  by  the  words  about  the 
**  tension  to  be  exerted  across  the  central  portioji  of  the  bed,''  and  they  say, 
*'  You  ought  to  have  pointed  out  on  the  fece  of  your  Specification  that  such  a 
''  mesh  as  that  will  not  answer  and  does  not  come  within  your  Claim.''  It  does 
not  come  within  the  Claim  clearly,  but  the  question  is  simply — Ought  the 
25  Patentee  to  have  said,  '*  I  have  pointed  out  to  you  what  the  limit  of  my  Claim 
"  is  5  I  have  pointed  out  to  you  what  I  desired  to  do  ?  "  Was  he  bound  to  say, 
what  I  should  have  thought  was  obvious,  '^that  you  may  find,  if  you  are 
*'  ingenious,  a  mesh  or  net  which  will  not  exert  any  tension,  and  therefore 
"  cannot  be  applied  according  to  my  invention  "  ?  I  think  not.  I  do  not  agree, 
30  looking  at  the  evidence  as  a  whole,  that  with  regard  to  this  square  mesh  it 
required  experiment  or  anything  of  that  sort  to  find  out  that  the  square  mesh 
would  not  exert  the  tension  across  the  centre,  and  therefore  did  not  come 
within  the  Plaintiffs'  Specification  and  Claim. 

Much  was  made,  and  rightly  made,  on  behalf  of  the  Appellants  of  Mr.  GlerVs 
35  evidence  in  regard  to  the  experiments  he  made  and  his  first  disbelief  in  the 
Patent,  but  he  did  not  say,  ^'  I  had  to  start  with  the  assumption  that  the  Patent 
<<  was  good,  and  then  found  out  by  experiment  that  it  could  not  apply  to  square 
^^  meshes  where  the  top  side  of  the  square  is  parallel  to  the  ends  of  the  frame." 
What  he  said  in  his  evidence  was  this — <4  thought  that  the  Plaintiff's  invention  as 
40  *^  set  forth  in  his  Specification  would  not  work ;  it  was  founded  on  a  wrong  idea." 
That  was  what  he  had  to  experiment  upon  and  he  found  out  he  was  wrong — that 
the  Patentee  bad  made  a  proper  claim  ;  that  the  Patentee  was  right  as  a  practical* 
man ;  and  that  the  theory  was  wrong.    Then  he  had  to  readjust  his  theory ;  but, 
as  I  read  the  evidence  as  a  whole,  when  once  Mr.  Clerk  had  found  out  that  he 
45  was  wrong  and  that  the  Patentee  was  right  he  had  no  hesitation,  and  nobody  else 
would  have,  in  saying  that  it  was  only  too  obvious  that  the  kind  of  square  mesh, 
which  the  Appellants  have  relied  upon,  would  not  work  and  could  not  be  applied, 
and  as  I  read  it  there  was  no  evidence  that  would  justify  this  Court  in  supposing 
that  any  ordinary  person  trying  to  use  this  invention  would  think,  unless  he 
50  were  absolutely  wanting  in  conmion  sense,  of  trying  to  use,  for  the  purpose  of 
carrying  out  the  invention,  a  square  mesh  such  as  that  relied  upon  by  the 
Appellants.    While  I  am  upon  this  I  may  also  make  a  remark  upon  the  answer 
of  Mr.  Olerkj  which  was  so  much  relied  upon  on  behalf  of  the  Appellants. 
He  was  asked  :  "  (Q.)  When  did  you  arrive  at  the  conclusion  that  the  square 
55  *^  link  would  fail  with  this  ?— (^.)  I  arrived  at  that  conclusion  after  my  first 
**  investigation  which  was  some  years  ago.    I  mdde  a  preliminary  investigation 
*^  of  some  bedsteads  they  sent  me  some  years  ago,  I  thiiJc  three  or  four  years  ago, 
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"  and  I  then  thought  of  a  square  link  and  all  the  rest  of  it.  My  recent  report  on 
"  this  was  a  few  weeks  ago."  Fairly  read,  bearing  in  mind  his  previous  evidence 
-^s  to  bow  he  discovered  that  he  was  wrong  in  his  theory  and  that  the  Patentee 
/was  right,  that  answer  has  the  meaning  that  I  have  pointed  out.  It  was  not  that 
when  he  found  he  was  wrong  and  that  the  Patentee  was  right  that  he  ever  5 
-  thought  the  square  mesh  could  be  applied  according  to  the  patented  invention 
and  had  to  experiment  about  it  to  find  that  out,  but  that  he  was  wrong  in  his 
original  theory.  So  far  as  the  square  mesh  is  concerned,  it  followed  immediately 
he  settled  he  was  wrong  in  theory  that  that  could  not  be  applied.  Nor  do  I 
find  on  the  evidence  that  Mr.  Swinburne  really  differs  in  sulirtance  from  that,  10 
or  that  there  is  any  evidence  on  which  this  Court  would  be  justified  in  finding 
either  that  the  square  mesh  is  claimed  or  that  the  Patentee's  claim  is  so  vague  that 
an  ordinary  person  desirous  of  carrying  out  the  invention  according  to  the  Specifi- 
cation would  have  to  experiment  before  he  discarded  the  square  mesh  at  all. 
Really  the  argument  of  the  Appellants  might  have  been  pushed  to  the  case  of  the  15 
Patentee's  claim  for  any  kind  of  frame,  or  any  pattern  or  strength  of  tension 
springs.  He  says  "  the  tension  springs  may  be  of  any  pattern  or  strength  desired, 
*'  also  the  supporting  frame- work."  Would  it  be  a  fair  argument  to  say  that  he 
has  claimed  any  frame-work  which  any  person  may  desire  to  use,  and  that 
therefore  if  a  person  ingeniously  found  out  a  frame- work  which  would  not  answer  go 
the  Patent  was  bad  ?  I  think  not,  I  take  an  extreme  case  like  that  really  to 
illustrate  what  to  my  mind  is  the  fallacy  of  the  argument  of  the  Appellants 
on  their  main  point.  I  think,  therefore,  this  main  point  of  the  Appellants  fails. 
I  would  only  add  a  few  words  on  the  second  point  about  the  alleged 
anticipations.  The  only  two  I  need  consider  are  King^s  and  Billington^s  25 
Specifications.  King^s  is  only  a  paper  anticipation.  I  quite  agree  that,  as 
Mr.  Walter  said,  a  paper  anticipation  may  be  a  very  serious  anticipation, 
and,  although  there  may  have  been  no  practical  carrying  out  of  the  prior 
Specification,  yet  if  that  Specification  was  reasonably  clear,  and  reasonably 
would  enable  a  person  to  work  or  to  make  the  patented  article,  it  practically  30 
would  have  the  same  effect  as  if  the  article  had  been  made  in  many  cases.  But 
where  the  article  has  not  been  made,  where  the  Specification  alleged  as  a  prior 
publication,  fairly  read,  does  not  show  the  subsequent  invention  that  is  patented, 
and  would  not,  fairly  construed,  lead  any  person  to  make  such  an  article,  then 
I  think  you  cannot  say  that  the  prior  publication  invalidates  the  invention  when  35 
all  that  can  be  said  is  that  if  you  look  at  some  Figure  there  you  will  see 
something  which  approximates  to  the  invention  patented.  When  I  look  at 
King^B  Specification  there  is  nothing  in  it  which  would  lead  any  person  either 
to  the  patented  invention  or  to  make  any  article  which  could  reasonably  be  said 
to  anticipate  the  patented  article.  There  is  not  a  word  in  the  Specification  as  40 
to  the  springs,  that  are  placed  diagonally  in  the  Figure  in  King^s  Specification, 
being  placed  there  with  any  such  object  as  tlutt  which  forms  the  basis  of  the 
patented  invention — being  placed  there  for  the  purpose  of  producing  tension 
across  the  central  portion  of  the  bed.  On  the  contrary  if  you  look  at  King^s 
Specification  these  words  point  away  from  it.  He  said  "  My  improved  bed  45 
*'  possesses  an  advantage  over  similar  articles  now  in  general  use,  in  that  the 
"  flexible  central  band  gives  strength  to  that  part  of  the  bed  on  which  the 
^'  greatest  strain  comes."  He  does  not  put  his  diagonal  springs,  so  far  as  there 
are  diagonal  springs,  for  the  purpose  of  producing  tension  across  the  central 
portion  of  the  bed  ;  he  considers  that  is  done  by  his  central  flexible  centi-al  band  ;  50 
and,  moreover,  if  you  look  with  more  care  into  King^s  it  is  clear  to  my  mind 
that  it  does  not  anticipate  the  patented  invention,  and  that  nobody  reading 
it  for  a  moment  would  be  led  to  the  patented  invention.  There  are  seven 
springs  shown  in  King^  three  vertical,  two  really  diagonal,  and  two  about 
which  there  may  be  a  doubt,  but  I  will  give  the  benefit  of  the  doubt  to  55 
the  Appellants  and  say  that  on  the  Figure  there  appear  to  be  two  springs 
slightly  diagonal.     Looking  at  them,  as    I    pointed   out  in   the   course  of 
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the  argument,  it  must  be  a  blunder  of  the  draughtsman.    There  is  nothing  in 
the  Specification  to  show  that  those  springs  were  not  intended  to  be  Vertical,         ; . .., 
and  if  you  look  at  the  Figure,  which  is  the  only  thi»g  whiqh  helps  y^u,  ypJi^i/.^'^^-^v- 
will  gather  with  regard  to  these  springs  that  it  was  simply  from  bad  drawinjj  ' 
5  that  they  were  not  placed  vertically.    If  you  look  at  them  they  are  holding  up 
a  V-shaped  continuous  wire,  and  there  is  no  earthly  reason  why  on  the  Figure 
it  should  be  anything  but  vertical.    It  ought  to  be  vertical  unless  indeed  it  has 
become  non-vertical,  not  with  the  view  of  producing  a  strain  but  simply  because 
the  points  of  attachment  of  the  ends  of  the  V-shaped  wire  are  not  symmetrically 

10  placed  with  reference  to  the  position  of  the  springs.  Then  dealing  with 
the  only  springs  which  are  really  diagonal,  why  are  they  diagonal  in  King's  ? 
Simply  because  they,  being  placed  at  the  sides  of  the  bed,  have  no  V-shaped 
wire  to  utilise.  They  again  only  bear  one  wire,  and  that  is  why  they  are 
made  to  slope.     If  you  enlarge  King's  you  will  still   have  only  two  really 

ir>  diagonal  springs  which  would  again  be    at    the  sides    of   the   bed,  and  if 

you  had  a  large  bed,  therefore,  those  diagonal  springs  would  not  touch  the 

centre  of  the  bed  at  all.    As  I  have  said,  there  is  nothing  to  my  mind  in  King's 

Specification  fairly  construed  which  can  be  said  to  cause  it  to  be  an  anticipation 

.    of  the  patented  invention. 

20  As  to  Billington'Sy  again  to  my  mind  there  is  nothing  there  which  would 
fairly  le^ad  to  the  patented  invention,  or  can  be  said  to  anticipate  it.  There  you 
have  continuous  springs.  I  agree  with  Mr.  Dugald  Glerk  in  thinking  that, 
for  the  purpose  of  the  bed,  those  springs  are  substantially  the  same  as  if  they 
were  vertical,  though,  I  agree,   there  is  something  to  be  said  for  what  Mr. 

25  Swinburne  said  in  point  of  theory,  but  in  substance,  and  for  the  particular 
purpose  of  the  bed,  I  think  they  are  to  be  regarded  as  if  they  were  vertical 
springs.  Certainly  if  you  only  regard  the  springs  that  slope  as  separately 
cut  up  springs,  those  that  slope  in  one  direction  are  neutralised  by  those  that 
slope  in  the  other.    The  advantage  that  the  Patentee  gets  by  his  invention 

30  is  not  obtained.  With  the  same  power  of  spring  in  Billington's  you  would 
not  obtain  the  special  advantage  of  the  Patentee's  at  all.  In  Billington's 
you  would  have  the  same  strength  over  the  whole  bed,  and  you  would  not 
get  that  special  strength  in  the  central  portion  of  the  bed  which  you  have  got  in 
the  patented  invention.    Fairly  considered,  as  I  have  said,  Billington  is  not  an 

35  anticipation.  That  being  so,  the  point  as  to  anticipation  also  fails,  and  I  think 
therefore  that  the  appeal  should  be  dismissed  with  costs. 

Stirling  LJ,i — I  have  come  to  the  same  conclusion  on  both  points,  but  I 
must  admit,  as  regards  the  question  of  construction  of  the  Specification,  with 
considerable  hesitation. 

40  It  has  to  be  borne  in  mind,  in  the  first  place,  that  the  utility  of  this  Patent  is 
not  in  question ;  secondly,  it  has  also  to  be  borne  in  mind  that  there  is  no  question 
as  to  what  the  nature  of  the  invention  is.  Mr.  Dugald  Gierke  being  asked  to 
state  what  the  invention  was,  described  it  thus  : — ''  This  is  an  invention  whereby 
''  the  tension,  which  is  usually  uselessly  distributed   all  over  the  mesh,  is 

45  *'  concentrated  at  a  centre  part  and  thereby  a  less  tension  is  brought  to  bear  at 
<^  some  parts  and  a  greater  tension  where  it  is  required.*'  And  Mr.  Stmnbume^ 
who  was  the  only  witness  called  for  the  Defendants,  said : — "  It  is  obvious 
^'  to  me  now,  after  studying  it,  that  the  Patentee  wants  tension  diagonally 
'*  exerted  to  the  middle  of  the  bed."    It  is  also  to  be  observed  that  there  is 

50  no  question  that  the  Patentee  has  clearly  described  the  mode  by  which  that 
invention  may  be  practically  carried  into  effect,  and  the  sole  objection  upon 
the  construction  of  the  Specification  is  this— after  describing  the  mode  or  one  of 
the  modes  in  which  he  desires  to  carry  his  invention  into  effect  the  Patentee 
says, ''  I  wish  it  to  be  understood  that  the  tension  springs  may  be  of  any  pattern 

55  '^  or  strength  desired,  also  the  supporting  frame-work,  so  long  that  these  parts 
<^  respectively  permit  of  the  springs  being  so  arranged  that  a  diagonally  directed 
"  strain  is  applied  on  the  middle  portion  of  the  wire  netting  or  link  work.    T  do 
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"  not  confine  myself  to  any  particular  pattern  or  conBtrnction  of  link  work  or 
^^  netting,  also  I  may  if  desired,  use  springs  of  varions  lengths  and  strengths.    The 
"  supporting  frame-work  may  be  of  metal,  wood,  or  other  material.''     The 
contention  on  behalf  of  the  Appellants  is  that  this  brings  within  the  ambit  of  the 
Patent  every  form,  pattern  or  contraction  of  link  work  or  netting,  whether  or   5 
not  that  pattern  or  construction  admits  of  a  diagonally  directed  strain  being 
applied  on  the  middle  portion  of  the  wire  netting  or  link  work.    It  turns  out 
that  one  form  of  netting  or  link  work,  namely,  that  with  a  square  mesh  not  made 
absolutely  rigid  at  the  corners,  will  not  be  effectual  for  the  Patentee's  purpose. 
It  is  therefore  contended  that  the  Patent  is  bad.    It  seems  a  very  strong  thing   10 
to  suppose  that  the  Patentee  really  meant  to  include  patterns  or  constructions 
of    link  work    which    would    not   effect  the   purpose,  which  he  desired,  of 
getting  a  diagonally  directed  strain  applied  to  the  middle  portion  of  the  wire 
netting  or  link  work,  and  I  admit  that  the  language  of  the  Patentee  is  not  happy. 
If  he  had  only  put  the  words,  **  So  long  as  these  parts  respectively  permit  of  the  15 
*'  springs  being  so  arranged  that  a  diagonally  directed  strain  -is  applied  in  the 
"  middle  portion  of  the  wire  netting  or  link  work,"  at  the  end  of  the  clause  in 
question,  instead  of  in  the  middle,  no  question  could  have  arisen,  but  the 
draughtsman  who  framed  that  clause,  obviously  having  the  idea  in  his  mind,    • 
put  it  in  the  middle  and  did  not,  when    he  passed  on  to  the  pattern  or  20 
combination  of  link  work,  think  it  necessary  to  repeat  it.    I  think  on  the 
whole,  though  I  say  I  have  hesitated  much,  that  the  true  view  is  that  the 
Patentee  did  not  mean  to  include  any  pattern  or  construction  of  link  work 
which  would  not  admit  of  a  diagonally  directed  strain  being  applied  in  the 
middle  portion  of  the  wire  netting  or  link  work.    If  indeed  it  was  necessary  to  25 
make  experiments  to  discover  that  this  square  mesh  would  not  be  applicable  for 
this  purpose,  I  should  have  felt  still  farther  difficulty,  but  I  have  come  to  the 
conclusion,  looking  at  the  evidence  as  a  whole,  that  that  is  not  the  case.    I 
think,  looking  at  the  admissions  which  were  made  by  Mr.  Swinburne  in  cross- 
examination,  it  seems  tolerably  obvious  that  this  mesh  might  be  recognised  by  30 
any  person  who  was  desirous  of  putting  the  Patent  in  operation  as  one  which  it 
would  not  be  possible  to  use.    This  was  put  to  Mr.  Sunnhume^  "  {Q.)  Does  not 
"  this  Specification  now  convey  to  you,  having  read  it  as  I  have  done,  that  the 
**  object  of  the  inventor  is  to  have  a  bed  which,  before  anybody  gets  on  to  it, 
'^  will  have  a  diagonally  directed  tension  applied  in  fact  to  the  centre  area  of  the  35 
"  bed  ?— (^.)  I  think  so ;  yes."  Then  later  his  attention  is  directed  to  the  question 
of  the  square  mesh,  and  the  question  is  put :  '*  But  when  the  bed  is  at  rest  it  would 
"  not  have,  as  the  Plaintiff's  does,  pressure  exerted  upon  the  centre  before  any- 
"  body  is  put  on  the  bed  ? — (A.)  No,  that  is  so.    (Q,)  That  is  absolutely  perfectly 
"  common  engineering  knowledge,  and  any  etigineer  would  know  that  ? — (A.)  40 
"  Yes.  (Q.)  Anybody  with  any  common  sense  would  know  it  probably  ? — {A.)  I 
^^  should  think  so.    It  is  pretty  clear."    I  take  that  as  an  admission  by  Mr. 
Swinburne  that  any  person  with  the  common  knowledge  of  a  workman,  who  could  | 

be  called  upon  to  put  this  Patent  into  operation,  would  recognise  that  a  square 
mesh  of  this  construction  would  not  be  such  as  could  be  used  in  this  bed.  45 

As  regards  the  other  question,  namely,  that  of  anticipation,  1  have  very  little 
to  add  to  what  has  already  been  said.  It  seems  to  me  that  the  Specifications  of 
King  and  of  Billington  when  they  are  fairly  read  are  not  really  anticipations. 
So  far  as  appears,  neither  of  them  has  ever  been  put  into  operation.  They  are 
both  Patents  for  combinations,  some  parts  of  which  seem  to  resemble  some  parts  50 
of  the  Patentee's,  but  they  seem  to  include  other  elements  besides  those  relied 
upon  by  the  Patentee,  and  I  do  not  think  anyone  would  gather  from  either  the 
arrangement  of  springs  which  is  described  and  relied  upon  in  the  Patentee's 
Specification. 

For  these  reasons  I  think  that  the  decision  of  the  learned  judge  below  ought  55 
to  be  affirmed. 
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Rapid  Steel  Company  v.  David  Blankstone  (trading  as  Israel  Blankstone). 


In  the  Ohancbry  of  the  County  Palatine  op  Lancaster. 

Manchester  District. 

Be/ore  Vice-Chancbllor  Lbigh-Clarb. 

June  10th,  1907. 

5  Rapid  Steel  Company  v.  David  Blankstone  (trading  as 

Israel  Blankstone). 

Patent. — Action  by  licensee  against  Patentee  to  restrain  him  from  either 

directly  or  indirectly  tMing^  exercising^  or  putting  in  practice  the  Patent^ 

and  from  manufacturing  or  causing  to  he  manufactured^  otherwise  than  by 

10  t?ie  Plaintiffs^  thepatented  articles, —Motion  for  interim  injunction.— Injunction 

granted. — Costs. 

At  the  date  next  hereinafter  mentioned  David  Blankstone  was  the  proprietor 
of  two  Patents,  No.  17,831  of  1906  for  "  Improvements  in  mirror  hinge  move- 
"  ments,"  and  No.  23,593  of  1906  for  "  Improvements  in  castors."     By  an 

15  Agreement  dated  the  18th  of  February  19u7,  and  made  between  the  Rapid 
Steel  Company  of  the  one  part  and  David  Blankstone  of  the  other  part  the 
Company  undertook  to  manufacture  under  the  said  Patents,  and,  in  consideration 
of  their  buying  the  stock  and  machinery  then  belonging  to  the  Defendant  at  a 
fair  market  price  and  giving  the  Defendant  a  half  share  of  the  profits  from  the 

20  Patents,  the  Defendant  undertook  to  give  the  Company  a  sole  licence  for 
manufacturing  under  the  said  Patents,  and  the  Defendant  further  undertook 
that  he  would  at  no  time  transact  any  business  on  behalf  of  the  Rapid  Steel 
Company  unless  sanctioned  by  them,  and  at  no  time  to  transfer  any  licenses  for 
the  Patents  to  any  firm  outside  the  Rapid  Steel  Company^  and  it  was  agreed 

25  that  should  the  business,  during  any  12  months,  show  any  loss  the  Rapid  Steel 
Company  should  have  the  right  to  terminate  the  Agreement  in  which  case 
the  Patents  should  revert  back  to  the  Defendant. 

On  the  10th  of  May  1907  the  Rapid  Steel  Company  commenced  an  action 
against  David  Blankstone  claiming  an  injunction  to  restrain  him  from  either 

30  directly  or  indirectly  using,  exercising,  or  putting  in  practice  the  said  Patents, 
and  from  manufacturing  or  selling,  or  causing  or  permitting  the  manufacture  or 
sale  of  any  articles,  goods,  or  things  constructed  or  made  otherwise  than  by  the 
Plaintiff  firm  according  to  the  said  inventions,  or  either  of  them,  or  any  part 
thereof  respectively,  and  from  offering  for  sale  or  advertising  articles,  goods,  or 

35  things  made,  or  purported  to  be  made,  in  accordance  with  the  said  inventions 

or  either  of  them,  or  any  part  thereof  respectively,  otherwise  than  by  the  Plaintiff 

firm,  and  from  in  any  way  interfering  with  the  sole  right  of  the  Plaintiff  firm 

under  the  said  license.    The  Plaintiffs  also  claimed  damages  and  costs. 

On  the  10th  of  June  1907  a  Motion  by  the  Plaintiffs  for  an  interim  injunction 

40  came  on  for  hearing  before  Vice-Chancellor  Lbigh-Clare. 
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Rapid  Steel  Company  v.  David  Blankstone  (trading  as  Israel  Blankstans). 

From  the  evidence  of  Benjamin  Samuel  Bernstein^  a  partner  in  the  Plaintiff 
firm,  ^t  appeared  that  the  Defendant  had  given  orders  to  the  firm  of  H.  and  J, 
Hilly  of  the  Etna  Foundry  Willenhall,  in  the  County  of  Stafford,  for  the  manu- 
facture of  certain  articles  covered  by  the  said  Patents.  The  Plaintiffs'  case  was 
further  supported  by  an  affidavit  of  John  HiU^  which  proved  the  receipt  of  a  5 
letter  from  the  Defendant  in  which  the  Defendant  asked  him  not  to  disclose 
to  the  Plaintiffs  the  orders  given  to  H.  and  J.  Hill.  The  Defendant  in  his 
evidence  denied  that  the  orders  he  had  given  to  JET.  and  J.  Hill  were  for  articles 
the  subject  matter  of  the  said  Patents,  and  upon  the  hearing  of  the  motion  he 
refused  to  give  any  undertaking  not  to  repeat  such  orders.  10 

Grant  (instructed  by  B.  Barrow  Sicree  of  Manchester)  appeared  for  the 
Plaintiffs,  and  McGonkey  (instructed  by  W.  Rvdd  of  Liverpool)  appeared  for 
the  Defendant. 

Lbioh-Clarb  V.G. — In  this  case  I  am  satisfied  at  present,  so  far  as  I  can  be 
on  a  Motion,  that  this  is  an  exclusive  licence,  and  that  either  manufacturing  or  15 
getting  things  manufactured  for  him  by  the  Defendant  would  be  a  breach  of  it. 

I  am  not  at  all  satisfied  with  the  Defendant's  evidence,  and  I  am  satisfied 
with  the  Plaintiff's  evidence — particularly  with  that  of  Mr.  Hill,  Again  I  say 
I  am  deciding  this  on  an  interlocutory  Motion  because  I  am  forced  to  do  it.  I 
am  satisfied,  as  far  as  I  can  be  satisfied  on  affidavit  evidence,  that  there  has  been  20 
a  breach,  and  unless  I  either  grant  an  injunction  or  exact  an  undertaking  there 
will  be  a  further  breach  of  the  license. 

The  thing  that  weighs  with  me  most  is  this—apparently  some  time  at  the 
beginning  of  last  month  a  question  arose  between  the  Defendant  and  the 
Plaintiffs,  and  the  Defendant  employed  a  Mr.  Hill  to  make  some  things  for  him.  25 
The  Defendant  had  obviously  some  sort  of  anxiety  about  what  Mr.  Hill  might 
tell  the  Plaintiffs,  and  he  wrote  this  letter — ^'  Your  letter  to  hand.  I  must  adc 
'*  you  to  be  kind  enough  not  to  let  on  to  Mr.  Bernstein  all  that  I  have  ordered 
"  from  you,  as  I  have  reason  for  it,  and  there  are  certain  differences  between  us 
''  which  1  may  explain  to  you  in  a  couple  of  days.  I  shall  be  prepared  however  30 
'*  to  see  you  in  a  short  time,  but  you  must  go  on  with  the  Patent  as  soon  as 
**  possible." 

Mr.  Hill  in  view  of  that  letter  wrote  a  letter  to  Mr.  Bernstein  enclosing  the 
Defendant's  letter  to  him  ;  and  I  have  very  little  doubt — of  course  I  may  be 
wrong — ^that  at  the  trial  the  whole  thing  may  be  cleared  up  ;  but  having  regard  35 
to  the  state  of  the  evidence  at  the  present  time,  and  having  regard  to  this  fact, 
that  if  the  Defendant  were  not  infringing  his  license  he  ought  not  to  have  had 
any  difficulty  whatever  in  giving  an  undertaking  in  the  first  instance,  or  when 
it  was  askeil  for  to  day,  I  grant  an  injunction  in  the  terms  of  the  writ  to  restrain 
the  Defendant  until  the  trial  from  either  directly  or  indirectly  using  40 
exercising  or  putting  in  practice  these  Patents  or  either  of  them,  and  I  make 
the  Plaintiffs'  costs  costs  in  the  action.  I  do  not  give  the  Defendant  any  costs 
at  all  or  reserve  his  costs  or  make  them  costs  in  the  action.  If  an  undertaking 
had  been  given  I  should  have  made  the  costs  of  both  parties  costs  in  the  action. 
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Turner's  Motor  Manufacturing  Company  Ld.  v.  Miesse  Petrol  Gar 

Syndicate  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Warrington. 

May  10th,  1907. 

Turner's  Motor  Manufacturing  Company  Ld.  v.  Mibssb  Petrol  Car 
5  Syndicate  Ld. 


Passing-off, — Motion  for  interlocutory  injunction. — Difference  in  the  nature 
of  the  goods. — Injunction  refused. 

The  Plaintiffs^  who  were  manufacturers  of  steam  motor  cars^  and  who 

alleged  that  their  cars  had  become  known  as  ^^  Miesse  Garlj'  brought  an  action 

10  against  the  Miesse  Petrol  Car  Syndicate  Ld.  to  restrain  them  from  using  the 

name  "  Miesse "  in  connection  with  cars  sold  by  them.    The  Defendants  were 

the  agents  in  this  country  of  a  Mr.  Miesse,  and  were  selling  motor  cars  as 

"  Miesse  Petrol  Cars,''    The  Plaintiffs  moved  for  an  interlocutory  injunction. 

Hold,  that  having  regard  to  the  difference  in  the  goods,  no  passing-off  had 

15  been  established,  and  the  Motion  was  refused  with  costs. 

The  Turner  Motor  Manufacturing  Company  Ld.  commenced  an  action 
against  the  Miesse  Petrol  Car  Syndicate  Ld,  claiming  an  in  junction  to  restrain 
the  Defendants,  their  servants  and  agents,  from  passing  off  motor  cars,  which 
were  not  of  the  Plaintiffs'  manufacture,  as  and  for  motor  cars  of  the  Plaintiffs' 

20  manufacture,  and  to  restrain  the  Defendants,  their  servants  and  agents,  from 

using  in  connection  with  motor  cars  sold  or  offered  for  sale  by  them  the  word 

"  Miesse."    The  Plaintiffs  gave  notice  of  motidn  for  an  interlocutory  injunction. 

The  facts  were  shortly  stated  by  Warrington  J.  in  his  judgment  as  follows : — 

'*  The  Plaintiffs,  under  arrangement  with  a  Belgian  gentleman  named  Miesse, 

25  '*  are,  and  have  for  some  time  been,  manufacturers  and  vendors  of  steam  cars 
**  which  are  called  either  *  Miesse  Steam  Cars,'  or  *  Tumer-Miesse  Steam  Cars.' 
*•  They  have  been  largely  advertised  under  the  name  of  *  Tumer-Miesse'  or 
'^  *  Miesse  Steam  Cars.'  The  Plaintiffs  sell  nothing  but  steam  cars ;  that  Is  to 
'*  say  they  sell  no  petrol  cars.    It  is  said  that  these  cars  have  become  known  as 

30  "  *  Miesse  Cars.'  At  the  trial  that  may  or  may  not  be  proved  ;  I  will  assume 
^*  for  the  moment  that  the  Plaintiffs  may  be  able  to  establish  that  case.  The 
*'  Defendants  are  the  agents  in  this  country  of  Mr.  Miesse,  the  Belgian  manu- 
*^  facturer.  Mr.  Miesse,  besides  having  patented  certain  portions  of  mechanism 
'*  connected  with  steam  cars,  is  a  manufacturer  of  petrol  cars.    The  Defendants 

85  '*  are  selling  as  his  agents  in  London,  under  agreement  with  him, '  Miesse  Petrol 
**  *  Cars,'  and  advertising  them  as  *  Miesse  Petrol  Cars.'  "  ' 
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Tumer*8  Motor  Mamifacturing  Company  Ld.  v.  Miesse  Petrol  Car 

Syndicate  Ld. 

Affidavits  in  support  of  the  Motion  were  made  by  James  Bums  DumbeUj  the 
managing  director  of  the  Plaintiff  Company,  and  by  certain  persons  acquainted 
with  the  trade,  who  stated  that  they  had  always  aiwociated  the  name  ^  Miesse  " 
with  the  Plaintiff  Company,  and  by  Albert  Watson.  An  affidavit  in  opposition 
to  the  Motion  was  made  by  Samuel  Richard  Bailey^  the  managing  director  of  5 
the  Defendant  Company,  and  an  affidavit  in  reply  was  made  by  J.  B.  DumheU. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  WARRINGTON  on  the 
10th  of  May  1907. 

Distumal  (instructed  by  Sharpe^  Parker^  Pritchards,  Barham^  and  Law/ord^ 
agents  for  Hunt  and  Skidmore^  of  Wolverhampton)  appeared  for  the  Plaintiffs  ;  10 
Le  Riche  (instructed  by  Sims  and  Syms)  appeared  for  the  Defendants. 

Warrington  J, — This  is  an  interlocutory  application  for  an  injunction 
restraining  the  Defendants  until  trial  or  further  Order  from  passing  off  motor 
cars  which  are  not  of  the  Plaintiffs*  manufacture,  as  and  for  motor  cars  of  the 
Plaintiffs'  manufacture,  and  from  using  in  connection  with  motor  cars  sold,  or  15 
offered  for  sale,  by  them  the  word  **  Miesse."  [After  stating  the  facts  as 
above  the  learned  Judge  continued.] — Bearing  in  mind  that  the  Plaintiffs  are 
manufacturers  of  steam  cars  only,  how  can  it  be  said  that  a  man  who  is 
selling  a  petrol  car  under  the  name  of  '^Miesse*' is  passing  that  petrol  car  off  as 
a  car  made  by  the  Plaintiffs  who  make  only  steam  cars  ;  and  how  can  I  possibly  20 
prevent  the  agents  of  Mr.  Miesse  of  Belgium  from  using  the  word  "  Miesse," 
which  is  a  proper  description  of  the  cars  which  he  manufactures,  and  which 
the  agents  sell  here  in  London  ?  It  seems  to  me  that  the  Motion  fails  and  I 
must  refuse  it ;  the  costs  to  be  the  Defendants  in  any  event. 
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Fine  Cotton  Spinners  and  Doublers'  Associatioti  Ld.  and  John  Gash 
A  Sons  Ld.  v.  Harwood  Cash  &  Co.  Ld. 


In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  JUSTICE  JOYCE. 

August  3rd,  1906,  and  May  10th,  11th,  and  13th,  1907. 

Fine  Cotton  Spinners  and  Doublers'  Association  Ld.  and  John  Cash 
5  &  Sons  Ld.  v.  Harwood  Cash  &  Co.  Ld. 

Trade  name.— Company.— Similarity  of  names.— Right  of  individual  to  use 
oum  name. — Transfer  of  name  by  individual  to  Company. — No  antecedent 
business  transferred. — No  goodwill  transferred. — Possibility  of  confusion. — No 
fraud. — Injunction. 

10  A  business  o/ John  Cash  &  Sons  was  in  1898  sold  to  a  Limited  Company ^  and 
thenceforth  carried  on  under  the  style  of  John  Cash  &  Sons  Ld.  John  Harwood 
Oiish,  tJie  manager  of  the  business  be/ore  1898y  remained  manager  of  John  Cash 
&  Sons  Ld.  ufitil  April  1906^  when  lie  left  the  employment  of  the  Company.  In 
June  1906  John  Harwood  Cash  joined  with  other  persons  in  promoting  and 

15  became  an  original  director  of  a  Company  having  the  same  objects  as  John 
Cash  &  Sons  Ld.,  and  carrying  on  business  in  the  same  neighbourhood^  which 
was  registered  under  the  nam^e  of  Harwood  Cash  &  Co.  Ld.  In  an  action  to 
restrain  the  use  of  this  name  by  the  new  Company^  it  was  held  on  Motion  for  an 
interlocutory  injunction  that  the  Court  was  not  then  in  a  position  to  try  the 

20  9^^^^ons  raised^  and^  there  being  no  grecU  urgency  in  the  fnaiter^  the  Motion 
was  refused. 
The  action  cams  on  for  trial  with  witnesses. 

Held,  that  an  injunction  should  be  granted  to  restrain  the  use  of  its  corporate 
name  by  the  new  Company  on  the  ground  that  its  use  would  probably  lead . 

25  customers  of  the  old  Company  into  confusion  between  the  Companies^  and 
mislead  them  into  going  to  the  new  Company  when  they  intended  to  go  to 
the  old. 

A  new  Company  unth  a  title  of  which  the  name  "  A  "  forms  part  has  none  of 
the  natural  rights  that  an  individiMil  born  with  tlie  name  "  A  "  wotUd  have. 

»Q  An  individual  named  ^'  A,"  not  transferring  to  a  Company  a  business  and 
goodwill^  cannot  confer  upon  the  Company  a  title  to  use  his  name  as  against 
persons  who  would  be  danuiged  thereby. 

Tqflsaud  v.  Tussaud  {L.R.  44  C.D.  678)  followed. 

2  y 
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Fine  Cotton  Spinners  and  Douhlera*  Association  Ld.  and  John  Cash 
(t  Sons  Ld.  Y.  Harwood  Gash  Jk  Co,  Ld. 

This  was  an  action  by  the  Fine  Cotton  Spinners  and  Doubters'  Association 
Ld.  and  John  Cash  &  Sons  Ld.  against  Harwood  Cash  A  Co.  Ld.^  claiming  an 
injunction  to  restrain  the  Defendants  from  carrying  on  any  business  carried  on 
by,  or  similar  to  that  carried  on  by,  the  Plaintiffs  under  the  name  or  style  of 
Harwood  Cash  A  Co.  Ld.^  or  any  other  name  or  style  so  nearly  resembling  the  5 
name  or  style  of  the  Plaintiff  Company,  John  Cash  A  Sons  Ld.^  as  to  be 
calculated  to  mislead  or  deceive  the  public  into  the  belief  that  the  Defendant 
Company  was  the  same  as  the  Plaintiff  Company,  John  Cash  A  Sons  Ld.^  and 
to  restrain  the  Defendant  Company  from  carrying  on  business  under  any  name 
of  which  the  word  "  Cash "  formed  part  without  clearly  distinguishing  their  10 
business  and  goods  from  those  of  the  Plaintiffs,  John  Cash  A  Sons  Ld.  The 
Fine  Cotton  Spinners  and  Doubters^  Association  Ld.  were  a  Company  formed 
in  1898  for  the  purpose  of  amalgamating  and  taking  over  a  number  of  com- 
panies and  firms  engaged  in  spinning  fine  cotton  or  in  doubling  yarns*  Among 
these  was  the  business  of  John  Harrison  Cash^  trading  as  John  Cash  A  Sons,  15 
who  had  for  some  40  years  carried  on  the  business  of  cotton  doublers  and 
spinners  of  fine  yam  at  Mansfield,  in  the  county  of  Nottingham,  and  had 
acquired  a  large  connection  and  high  reputation  in  business,  both  at  home  and 
abroad,  more  particularly  in  the  Calais  market.  For  the  purpose  of  preserving 
the  name  and  goodwill  of  the  firm  of  John  Cash  A  Sons  the  Plaintiffs  caused  a  20 
subsidiary  Company  of  John  Cash  A  Sons  Ld.  to  be  formed  on  the  2nd  of 
November  1898.  By  deed,  dated  the  23rd  of  December  1898,  to  which  John 
Harrison  Cash  and  the  Plaintiffs,  both  the  parent  and  the  subsidiary  Company, 
were  parties,  John  Harrison  Cashy  by  the  direction  of  the  parent  Company, 
assigned  and  conveyed  to  the  subsidiary  Company  all  the  goodwill  and  Trade  25 
Marks  of  the  business  carried  on  by  him  under  the  style  of  John  Ca^h  A  Sons. 
John  Harrison  Cash  also  agreed  that  he  would  not,  for  a  period  of  21  years, 
engage  in,  or  permit  or  suffer  his  name  to  be  used  in  connection  with,  any  com* 
peting  business.  The  business  of  John  Cash  A  Sons  was,  from  1898,  carried  on 
by  the  subsidiary  Company  for  the  benefit  and  under  the  control  of  the  parent  30 
Company.  At  that  time  John  Harwood  Cashy  the  only  son  of  John  Harrison 
Cashy  was  the  manager  of  John  Cash  A  Sons,  and  was  retained  as  manager  by 
the  Plaintiffs  on  taking  over  that  business  at  Mansfield,  and  subsequently 
became  manager  of  another  branch  of  the  parent  Company  as  well.  On  the 
30th  of  April  1906,  John  Harwood  Cash  gave  notice  to  the  Plaintiffs  of  his  35 
resignation  of  his  position  as  manager.  His  contract  of  employment  contained 
no  restrictions  as  to  carrying  on  business  in  his  own  or  any  other  name  upon 
leaving  the  employment  of  the  Plaintiffs.  Shortly  after  leaving  the  employ- 
ment of  the  Plaintiffs,  John  Harwood  Cash,  in  conjunction  with  Ernest 
Jardine,  lace  machine  manufacturer,  and  J.  K.  Fletcher^  a  large  buyer  of  fine  40 
yarns,  formed,  and  on  the  6th  of  June  1906  registered,  the  Defendant  Company, 
Harwood  Cash  A  Co.  Ld.,  with  a  capital  of  20,000/.,  the  wording  of  the  clause 
declaring  the  objects  of  the  Company  being  almost  identical  with  the  corres- 
ponding clauses  in  the  Memorandum  of  Association  of  the  two  Plaintiff  Com* 
panics.  John  Harwood  Cash  and  Ernest  Jardine  were  registered  as  the  two  45 
first  directors  of  the  Defendant  Company. 

The  action  came  on,  upon  Motion  for  interlocutory  injunction,  before  Mr. 
Justice  Joyce  on  the  3rd  of  August  1906,  when  affidavits  were  filed  on  behalf 
of  the  Plaintiffs  by  A.  H.  Dixon  and  F.  Whitworth,  the  chairman  and  secretary 
of  the  Plaintiffs ;  Henry  StuhbSy  the  Calais  agent  of  the  Plaintiffs ;  W.  Butler^  50 
B.  Smithy  C.  E.  Youngy  E.  J.  Oza7iney  W.  Tophaniy  and  L.  J.  Seligmanny  lace 
manufacturers  of  Calais ;  and,  on  behalf  of  the  Defendants,  by  John  Hanuood 
Cashy  and  by  E.  Wallis  and  R.  W.  Fletchery  lace  manufacturers. 

The  Plaintiffs'  evidence  was  chiefly  to  the  effect  that  the  goods  of  John 
Cash  A  Sons  Ld.  were  known  as  "  Cashes  Yarns  "  by  the  custom  of  the  trade,  55 
just  as  those  of  Hectory  Christie  A  Co.  Ld,  and  of  Shaw^  Jardine  A  Co.  Ld. 
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were  known  as  "  Ghristie's  Yams  "  and  "  Jardine's  Yarns  "  respectively.  This 
evidence  was  especially  strong  as  regards  the  Calais  market.  For  the 
Defendants  it  was  asserted  that  this  state  of  things,  if  it  existed,  was  due  merely 
to  the  fact  that  there  had  only  been  one  firm  using  the  name  Gash. 
6  Joyce  J.  gave  judgment  on  the  Motion  as  follows  : — Many  of  the  cases  in 
which  injunctions  have  been  granted  to  restrain  the  use  by  the  defendant  of  a 
name  similar  to  that  used  by  the  plaintiff  have  gone  very  far,  farther,  I  think, 
than  I  personally  should  be  disposed  to  go  if  I  were  not  bound  by  authorities, 
so  far  as  authority  has  anything  to  do  with  the  case,  because  each  case  must 

10  depend  upon  its  own  particular  facts.  Of  course  in  dealing  with  this  case  I 
ought  to  consider  it,  and  must  consider  it,  as  if  the  Plaintiffs  v/ere  merely  John 
Gash  (k  Sons  or  John  Gash  A  Sons  Ld.  So  much  I  say  in  favour  of  the 
Plaintiffs.  Now,  in  considering  only  the  names,  and  comparing  the  names  of 
the  two  firms  or  companies,  John  Gash  A  Sons  and  Harwood  Gash  A  Go.^  as  at 

1.*)  present  advised  my  prima  facie  impression  is  that  there  is  no  ground  for  saying 
that  there  ought  to  be  any  confusion  between  those  two  names.  I  am  disposed 
to  think  at  present  that  they  are  sufficiently  distinguished,  and  in  particular 
having  regard  to  the  trade  in  which  one  of  the  two  firms  is  engaged  and  the 
other  proposes  to  engage  and  the  kind  of  persons  with  whom  they  will  deal. 

20  John  Harwood  Ga^h  is  the  proper  name  of  the  Gash  who  is  one  of  the  persons 
concerned  in  the  formation  of  the  Defendant  Company,  and  the  business  which 
is  proposed  to  be  carried  on  appears  to  me  to  be  a  proper  business — that  is  to 
say,  the  business  in  which  he  would  be  naturally  expected  to  engage.  It 
appears  to  me  that  he  might  take  to  himself  partners  and  carry  on  that  business, 

25  subject  to  what  I  am  going  to  say  later,  as  Harwood  Gash  A  Go.  It  is  very 
important  to  observe  that,  as  the  case  at  present  stands,  no  fraudulent  intent  is 
imputed  to  John  Harwood  Gash^  and  really  the  question  comes  to  the  possible 
indirect  and  ultimate  effect  of  the  Defendants  carrying  on  business  in  the  name 
they  have  chosen,  and  incidentally  whether  the  Plaintiffs  are  entitled  to  a 

30  monopoly  of  the  name  of  Gc^h  in  connection  with  yarns.  What  is  apprehended 
is  not  that  there  will  be  direct  deception  in  the  first  instance,  but  it  is  appre- 
hended that  the  ultimate  result  will  be  that  the  yarns  sold  by  Harwood  Gash  A 
Go.  may  be  called  "  Gash's  yarns,"  or  that  the  yarns  they  may  sell  may  be 
confused  with  "  Gash's  yams,"  and  in  that  way  there  may  be  a  loss  to  the 

35  Plaintiffs.  It  is  not  suggested — ^at  least  I  do  not  think  it  is  suggested  and  I  do 
not  believe  it — ^that  there  will  be  any  confusion  between  the  names  of  the  two 
firms.  Upon  this  nice  question  about  the  monopoly  of  the  name  of  Gash  and 
what  the  ultimate  result  will  be,  which  is  not  the  result  at  present  and  will  not  be 
for  months  yet  to  come,  the  case  appears  to  me  not  to  be  of  any  urgency.    Upon 

40  those  questions  there  is  a  conflict  of  evidence,  and  I  have  no  doubt  than  when 
this  case  comes  to  be  tried  there  will  still  be  a  conflict  of  evidence.  The 
questions  in  this  case  are  not  such  as  I  feel,  as  at  present  advised,  I  am  now  in 
a  position  to  try.  It  may  be  that  at  the  trial  the  Court  may  hold  that  the 
Plaintiffs  are  entitled  to  that  which  they  ask.    But  I  do  not  feel  myself  at 

45  liberty  to  grant  an  interlocutory  injunction,  particularly  as  I  do  not  think 
there  is  any  great  urgency  in  the  matter.  It  appears  to  me  that  the  Plaintiffs 
may  very  well  defend  themselves,  by  means  well  known,  against  any  possible 
loss  or  damage  from  what  is  proposed  to  be  done,  and  I  must  refuse  the  Motion. 
The  costs  to  be  costs  in  the  action. 

50  The  action  came  on  for  trial  before  Mr.  Justice  JoYOK  on  the  10th  of  May 
1907. 

Astbury  K.C.,  Hughes  K.C.,  and  Martelli  (instructed  by  O.  Trenam,  agent 
for  Addleshaw^  Sons  A  Go.y  of  Manchester)  appeared  for  the  Plaintiffs ;  Upjohn 
K.C.,  George  Lawrence^  and  H.  A.  Hind  (instructed  by  Hind  and  Bobinson^ 

55  agents  for  Wells  and  Hind^  of  Nottingham)  appeared  for  the  Defendants. 
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Asthury  K.C.  opened  the  Plaintiffs'  case.— The  Plaintiffs  do  not  seek  to  stop 
John  Harwood  Cash  from  honestly  carrying  on  business  in  his  own  name,  or 
even  as  John  Harwood  Cash  A  Co.    But  this  personal  right  does  not  extend  to 
a  Limited  Liability  Company.    The  question  here  is  whether  there  is  sucU  a 
similarity  between  the  names  of  the  two  Companies  as  to  be  likely  U>  cause    5 
confusion  or  lead  to  deception  {North  Cheshire  and  ;Manc^esfer  ^r^e^tf/^ 
Company  v.  Manchester  Brewery  Company  L.R.  (1899)  A.C.  84).    The  Court 
will  intervene  even  where  there  is  no  fraudulent  i^^tention  (GeWutor  G^^^^ 
Company  v.  Maxton  and  Murray  15  R.P.C.  581 ;  L.R.  (1899)  AC.  326),  and 
will  infer  that  confusion  will  occur  where  the  names  are  similar  (//«ndrt/t«  v.    lO 
Montagu  L.R.  17  CD.  638).    If  the  result  of  a  man  lending  his  name  to  a 
Company  is  to  create  a  probable  confusion  with  another  Comj^ny  the  Oourt 
will  restrain  him  from  doing  so  (RendU  v.  J.  Edgcumbe  ReruiU  A  Go.  W  L.  1 .  y4  ; 
Thompson  v.  Montgomery  6  R.P.C.  404;  L.R.  41  CD.  35  ;  and  Tussaud  v. 
TVssaud  L.R.  44  CD.  678).  ...  a     ti    ^ 

Evidence  for  the  Plaintiffs  was  given  by  the  following  witnesses:— 4.  i/. 
Dickson,  managing  director  of  the  Plaintiff  Company  ;  Sir  W.  HoUand,  cotton 
spinner;  Mr.  Christie,  vice-chairman  of  the  Plaintiff  Company;  Mr.  Webb, 
merchant;   H.  Boden,  lace  manufacturer;   S.  Weston,  merchant;  and  A.  K. 

Bertrand.  ^  .    ^     .        r  ^       * 

The  following  witnesses  were  called  on  behalf  of  the  Defendants  :^J.  (Jaunty 
lace  manufacturer's  manager ;  W.  James,  hosiery  manufacturer  s  manager ;  and 
•7.  Harwood  Cash.  ^    ^  ^    .x.  ^  .i.  x    r  r 

Ujfffohn  K.C,  for  the  Defendants.— The  Plaintiffs  have  admitted  that  John 
Harwood  Cash  might  have  carried  on  business  in  his  own  name,  but  they  ^y  25 
that  he  cannot  do  it  through  the  agency  of  a  Company.  There  is  not  the 
slightest  difference  in  law  between  the  case  of  a  Company  and  of  an  individual. 
The  principle  which  applies  is  simply  that  nobody  is  entitled  to  represent  that 
their  goods  are  the  goods  of  someone  else,  and  that  the  I^efendant  Company  are 
not  doing  {Reddaway  v.  Banham,  13  R.P.C  218  ;  L.R.  (1896)  A.C  199,  at  page  30 
201).  Fraud  or  false  representation  alone  cause  the  Court  to  interfere  to  pre- 
vent a  man  selling  his  goods  in  his  own  name  {Burgess  v.  Burgess,  3  De 
G.  M.  &  G.  896 ;  and  Turton  v.  Turton,  L.R.  42  CD.  128).  The  Plaintiffs 
really  vrant  a  monopoly  of  the  name  "  Cash:'  Even  if  the  evidence  shows  that 
"  Cash's  Yam  "  has  been  understood  to  mean  the  Plaintiffs',  that  is  not  enough.  35 
In  S.  Chivers  A  Sons  v.  S.  Chivers  A  Co.  Ld.  (17  R.P.C  420,  at  page  ^8), 
^Farwell  3.  said  that  it  was  not  enough  that  the  word  had  acquired  a  secondary 
meaning ;  there  was  a  further  question— do  the  Defendants  so  describe  their 
goods  as  to  be  likely  to  mislead  purchasers  into  believing  that  their  goods  are 
the  Plaintiffs'  goods  ?  That  case  shows  that  in  the  use  of  a  personal  name  the  40 
same  considerations  apply  as  in  the  case  of  a  descriptive  term  such  as  "Camel- 
**  hair  Belting."  In  the  present  case  there  is  no  evidence  of  passing-off  or  of 
any  likelihood  of  it.  John  Harwood  Cash  has  dropped  the  name  John  in  order 
to  avoid  confusion,  and  the  Defendant  Company  have  offered  to  state  on  their 
invoices  and  curculars  that  they  have  no  connection  with  John  Cash  A  Sons  Ld.  45 
The  cases  of  RencOe  v.  J.  Edgcumbe  Rendle  A  Co.  Ld.  {ubi  supra),  North 
Cheshire  and  Manchester  Brewery  Company  Ld.  v.  Manchester  Brewery  Com- 
pany {ubi  supra),  and  Tussaud  v.  Tussaud  (ubi  supra),  are  not  applicable  to 
this  case,  since  they  turned  upon  the  question  of  fraud  in  the  adoption  of  the 
names  there  complained  of,  whereas  fraud  is  entirely  absent  in  the  present  case.  50 

Joyce  J.— Some  years  ago  John  Harrison  Cash  carried  on  a  particular 
business  under  the  style  of  John  Cash  A  Sons.  John  Harwood  Cash,  his 
son,  was  engaged  in  the  business,  not  as  a  partner  or  principal,  but  he  was 
merely  employed  by  his  father.  In  that  state  of  things  it  is  perfectly  clear  to 
me  that  he  might  at  any  time  sever  the  connection  with  his  father,  and  set  up  55 
at  any  place,  and  carry  on  a  similar  business  under  his  name  of  John  Harwood 
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Cash.  I  think  also,  that  he  might  have  taken  partners  and  the  firm  so  con- 
stituted might  have  carried  on  snch  business  as  Harwood  Cash  A  Co,  or  John 
Harwood  Cash  A  Co.  I  will  not  say  as  Ca^h  A  Co.^  but  certainly  as  Jo?in 
Harwood  Cash  A  Co.  or  Harwood  Cash  A  Co.  In  the  year  18D8  the  PlaintiflE 
5  Association  purchased  the  business  of  John  Harrison  Cash,  and  they  had  an 
ingenious  scheme  for  transferring  it  to  a  subsidiary  Joint  Stock  Company  with 
the  title  of  John  Cash  A  Sons  Ld.  which  is  still  maintained.  Jo?m  Harwood 
Cash  continued  to  be  employed  in  the  same  business,  but  he  was  not  placed 
ilnder  any  restrictions  as  to  himself  not  carrying  on  a  similar  business  if  and 

10  when  he  pleased.  Therefore  he  was  entitled,  as  it  seems  to  me,  if  he  left  the 
Plaintiffs,  who  were  carrying  on  the  business  as  John  Cash  A  Sons,  to  do  exactly 
what  I  have  said  he  was  entitled  to  do  as  against  his  father  before  the  Plaintiff 
Association  ever  came  on  the  scene.  As  at  present  advised,  I  do  not  see  how 
the  Plaintiff  Association  or  anyone  else  could  have  prevented  him  from  carrying 

15  on  business  in  his  own  name. 

What  has  happened  is  this.  He  has  left  the  Plaintiff  Association,  and,  without 
ever  setting  up  business  for  himself,  he,  in  conjunction  with  a  number  of  other 
persons,  has  promoted,  formed  and  registered  a  Joint  Stock  Company  with  the 
object  and  for  the  purpose  of  carrying  on,  and  such  Company  proposes  to  carry 

20  on,  in  the  same  neighbourhood,  a  precisely  similar  business  to  that  formerly 
carried  on  by  John  Harwood  Cashes  father,  and  since  by  the  Plaintiff  Asso- 
ciation under  the  name  of  John  Cash  A  Sons.  The  present  action  has  been 
instituted  to  prevent  that  being  done,  because  the  Plaintiffs  contend  that  if  any 
other  Company,  bearing  a  title  of  which  the  name  Casli^  in  any  way  whatever, 

25  forms  part,  be  allowed  to  carry  on  this  particular  business,  it  will,  under  the 
circumstances,  not  only  lead  to  conf  usion«  but  will  either  be  calculated  to  deceive 
and  mislead  the  public  into  the  belief  that  there  is  some  connection  or  other 
between  the  two  concerns,  or  will  mislead  customers  into  going  to  the  new 
concern  when  they  intended  to  go  to  the  old  concern.    It  has  been  shown, 

30  I  think,  that  although  John  Harwood  Cash  and  his  associates  have  not  yet 
iH^^n  to  carry  on  business  under  the  name  of  the  Defendant  Company,  the 
fact  of  his  connection  with  another  business  of  the  same  character  as  the 
Plaintiffs  in  the  same  neighbourhood,  as  it  appears  to  me,  has  led  to  some 
confusion  already  in  the  minds  of  careless  and  uninformed  persons;    but 

35  I  do  not  see  that  John  Harwood  Cash  is  in  any  way  to  blame  for  that.  But 
there  is  one  question  of  fact,  as  Mr.  Upjohn  says,  in  this  case,  and  that  is 
whether  if  the  Defendant  Company  is  allowed  to  carry  on  business  in  its  corporate 
name,  this  is  calculated  to  lead  persons  who  are,  or  may  be,  customers  of  the 
Plaintiff  Association,  through  this  subsidiary  Company,  into  confusion  between 

40  the  Companies,  and  mislead  them  into  going  to  the  new  Company  when  they 
intended  to  go  to  the  old.  Now  without  saying  that  it  is  absolutely  clear  to  my 
mind  that  it  would,  it  certainly  is  not  clear  lo  my  mind  that  it  would  not,  and, 
on  the  whole  I  think  it  is  possible,  and  I  think  it  probable,  that  it  would  lead 
to  that  result.    It  must  be  borne  in  mind  that  John  Harwood  Cash  has  not 

45  carried  on  any  business  as  Harwood  Cash  A  Co.  and  then  transferred  such 
business  with  the  goodwill  to  the  Defendant  Company.  In  fact  he  has  never 
carried  on  any  business  at  all.  In  this  action  John  Harwood  Cash  is  not  the 
Defendant,  but  a  new  Association,  the  designation  of  which  is  chosen  so  that 
the  name  Cash  forms  part  of  it.    Of  course,  no  doubt,  the  name  Cash  is  very 

50  valuable  in  connection  with  a  trade  of  this  kind.  I  do  not  doubt  that  John 
Harwood  Cash  considers  that  he  is  entitled  to  do  that  I  think  the  law  is 
clearly  laid  down,  and,  if  I  may  say  so,  rightly  laid  down,  in  Lindley  on 
Companies,  6th  Edition  at  page  153—"  Any  Company  trading  in  this  country 
"  can  restrain  other  persons  from  registering  another  Company  to  carry  on  a 

55  "  rival  business  under  a  name  identical  with  or  so  like  its  own  as  to  be  calculated 
"  to  deceive,  and  also  a  Company  which  has  been  already  registered  under  such 
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"  name  can  be  restrained  from  carrying  on  a  rival  business  under  it."  The 
Defendant  Company,  it  seems  to  me,  has  no  legal  right  to  the  name  Cash^  or 
any  other  name  which  previously  belonged  to  someone  else,  the  use  of  which. 
might  lead  to  deception. 

I  consider  as  the  law  stands  at  present— of  course  I  may  be  wrong  and,  no  ^ 
doubt,  I  shall  be  set  right  if  I  am  wrong — that  a  new  Company  with  a  title  of 
which  the  name  "  A  "  for  instance,  forms  part,  has  none  of  the  natural  rights 
that  an  individual  born  with  the  name  of  "  A  "  would  have ;  I  think  also  that 
such  a  Company  does  not,  merely  by  registration,  collect  and  incorporate  the 
individual  rights  which  its  promoters  have  respectively  had  to  carry  on  business  ^^ 
in  their  own  names  ;  and  further  I  think  that  a  person  of  the  name  of  "A,"  not 
transferring  a  business  and  goodwill,  cannot,  by  merely  authorising  the  promoters 
of  a  Company  to  use  his  name  as  part  of  their  title,  confer  upon  such  Company 
a  right  to  do  so  as  against  other  people  who  would  be  damaged  thereby. 

The  result  is  that  I  think  that  the  fact  that  John  Harwood  Cash  is  a  promoter,  ^^ 
or  one  of  the  signatories  of  the  Memorandum  of  Association,  of  this  Company 
is,  under  the  circumstances,  immaterial,  or  I  am  not  sure  whether  it  does  not 
rather  strengthen  the  position  of  the  Plaintiffs  in  claiming  what  they  do  claim 
in  this  action,  which,  as  I  have  already  pointed  out,  is  not  against  John  Harwood 
Cash,  who  has  rights  and  undoubted  rights  with  reference  to  the  use  of  his  own  ^ 
name,  but  it  is  against  a  new  creation  which  had  no  existence  before  the  regis- 
tration of  the  Company,  which  had  no  previous  right,  and  has  not  since 
acquired  any  right  or  title  with  reference  to  the  name  Cash  at  all  from  any 
person.  The  result  is  that  I  think  the  Plaintiffs  are  entitled  to  an  Onler.  It  is 
a  mere  question  of  law.  I  impute  fraud  to  no  one  and,  as  I  say,  if  I  am  wrong  ^5 
in  coming  to  this  conclusion,  which  I  think  follows  really  from  the  judgment 
of  Lord  Justice  Stirling  in  TussaiuiY.  Tussavd  (L.R.  44  CD.  678)  I  shall  be  set 
right.  I  am  rather  disposed  to  think  that  the  mai^inal  note  in  T'ussaud  v. 
Tussatui  is,  I  will  not  say  wrong,  but  it  is  rather  curious  ;  if  it  is  looked  at,  it 
is  only  a  semhle  with  a  qucere  really,  but  I  think  the  T«ord  Justice  decided  that. 
If  you  compare  it  with  the  Law  Times— certainly  the  Law  Times,  if  not  with  the 
Law  Journal — I  understand  the  propositions  which  are  there  introduced,  one  as 
a  semhle  and  the  other  as  a  qtusre^  to  have  been  decided  by  Lord  Justice  Stirling^ 
and  I  consider  that  the  decision  to  which  I  am  now  coming  is  in  accordance 
with  the  judgment  of  Lord  Justice  Stirling  in  Tussatui  v.  Tnssaud.  Therefore,  35 
I  think  the  Plaintiffs  are  entitled  to  the  Order  as  a  matter  of  law. 

An  injunction  was  awarded  in  the  form  adopted  in   North  Cheshire  and 
Manchester  Brewery  Co.  v.  Manchester  Brewery  Co,  (uhi  supra)  with  costs. 
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In  the  House  op  Lords. 

Present:  The  Lord  Chancellor,  the  Earl  op  Halsbury,  Lord  Jambs 
OP  Hbrbpord,  and  Lord  Atkinson. 

May  14th,  1907. 

5  Sirdar  Rubber  Company  Ld.  and  Maclulich  v.  Wallington, 

Weston  &  Co. 

Patent — Action/or  infringement. — Construction  of  Specification. — ^^Approxi- 
"  mately*^ — No  sufficient  description  of  nature  of  invention  and  manner  of 
performance. — Judgment  for  Defendants. — Appeal  to  Court  of  Appeal  dismissed. 
10  — Appeal  to  House  of  Lords  dismissed. 

In  1900  a  Patent  was  granted  to  Af.  for  "  Improvements  relating  to  Bims 
"  and  Tyres  for  Vehicle  Wheels J*^  M.  and  a  Company ^  for  whom  he  was  trustee 
of  the  Patent^  brought  an  action  for  infringement  against  W.  W.  A  Co.  The 
alleged  invention^  as  described  in  the  Specification^  consisted  substantially  of  a  new 

15  rim  unth  a  rubber  tyre  made  to  "  approximately^^  fit  it;  but  the  evidence  showed 
thatf  the  base  of  the  rim  being  fiat^  it  was  necessary  that  the  tyre  should  have  a 
convex  base^  and  should  be  one-eighth  larger  than  the  corresponding  area  of  the 
rim^  and  that  then  it  would  require  machinery  to  force  it  into  the  rim.  The  Defen- 
dants denied  infrifigementy  and  put  in  issue  the  validity  of  the  Patent^  alleging 

20  (among  other  things)  that  tlie  alleged  invention  and  manner  of  performing  the 
same  were  not  sufficiently  described  in  the  Specification.  The  alleged  infringe- 
ment consisted  in  the  Defendants  applying  a  rubber  tyre  to  a  wheel  sent  to  tliem 
to  repair  by  the  PlaititiffiSj  which  wheel  had  the  rim  described  in  the  Specifica- 
tion.   It  was  held  at  the  trial — (i)  that  the  Specification  did  not  particu- 

25  Ic^rly  describe  and  ascertain  the  nature  of  the  invention^  and  the  manner 
in  which  it  was  to  be  performed;  {2)  thai  there  was  no  subject-matter; 
(8)  that  there  was  want  of  novelty ;  (4)  thaty  even  if  valid^  the  Patent  had  not 
been  infringed^  as  what  the  Defendants  had  done  was  a  fair  repair  and  not  a 
reconstruction ;  and  (6)  that  M.  was  the  true  and  first  inventor •    The  action  was 

30  dismissed  unth  costs^  except  that  the  Plaintiffs  were  given  the  costs  of  the  issue 
of  true  and  first  inventor.  The  Plaintiffs  appealed.  It  was  held  by  the  Court 
of  Appeal^  that  the  Specification  did  not  particularly  describe  and  ascertain 
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the  ncUure  of  the  invention^  and  the  manner  in  which  it  was  to  be  performed^ 
and  the  appeal  was  dismissed  tvith  costs.  On  the  question  whether  what  the 
Defendants  had  done  infringed  the  Patent^  if  validy  the  Court  of  Appeal  stated 
that  they  expressed  no  opinion.    The  Plaintiffs  appealed  to  the  House  of  Lords. 

Held,  tliat  the  Specification  contained  an  inadequate (andy per  Lord  Halsburt,  5 
an  iiuiccurate)  description  of  the  invention.    The  appeal  was  dismissed  with 
costs. 

On  the  27th  of  June  1900  Letters  Patent  (No.  11,686  of  1900)  were  granted 
to  Jamss  Mecredy  Maclulich  for  "  Improvementa  relating  to  Rims  and  Tyroa 
"  for  Vehicle  Wheels."  10 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  rims 
'^  and  tyres  for  vehicle  wheels,  particularly  those  of  the  kind  in  which  the  tyres 
"  employed  are  of  solid  india-rubber  or  similar  substance  ;  the  chief  objects  of 
"  my  invention  being  to  obtain  a  tyre  that  shall  be  as  wide  as,  or  approximately 
**  as  wide  as,  the  base  of  the  rim  and  that  shall  be  held  in  place  in  the  rim,  15 
"  with  additional  security,  under  pressure.  These  objects  are  attained  by  my 
"  inyention  without  interfering  with  what  may  be  termed  the  *  free  access '  of 
'^  the  rubber  into  the  rim  when  the  tyre  is  subjected  to  ordinary  pressure  and 
^*  without  depending  upon  said  tyre  being  pinched  by  the  edges  of  the  flanges 
"  of  the  rim,  which  not  only  cut  the  rubber  but  prevent  all  the  rubber  within  20 
'^  the  rim  acting  as  a  cushion  to  support  the  wearing  surface  and  which,  under 
'*  side  pressure,  have  a  lever-like  action  that  frequently  causes  tyres  of  the  kind 
^*  at  present  in  use  to  roll  out  of  the  rim.  1  am  also  able  to  dispense  with  wires 
"  or  bands  for  securing  the  tyre  to  the  rim,  thereby  avoiding  the  destruction  of 
**  the  rubber  which  frequently  occurs  when  such  wires  or  bands  are  employed.  25 

"  According  to  my  invention  I  construct  the  rim  preferably  of  metal  and  of 
"  such  a  shape  that  the  width  of  the  mouth,  or  space  between  the  inner  edges  of 
^'  the  flanges,  is  approximately -as  wide  as  that  of  the  base.  I  make  the  flanges 
*'  of  the  rim  with  interior  angles,  the  sides  of  which  are  flat  and  so  arranged  l£at 
^'  when  an  ordinary  side  pressure  is  exerted  on  the  tyre,  the  lines  of  force  that  30 
''  arise  from  the  downward  vertical  pressure  of  the  vehicle  and  the  lateral 
"  pressure  to  which  the  tyre  is  subjected  when  in  use,  and  that  act  through  the 
*^  tyre,  enter  the  mouth  of  the  rim  and  meet  the  said  flat  angular  sides  in  such  a 
'^  manner  that  the  force  by  which  the  tyre  is  wedged  or  retained  in  the  rim  is 
*^  increased  in  proportion  to  the  vertical  and  lateral  stresses  or  pressures  acting  35 
^  upon  it.  If  this  is  done  in  the  manner  herein  described  I  find  that  the  tyre 
"  does  not  *  roll '  in  the  rim  as  it  would  do  in  a  rim  having  curved  interior 
"  surfaces. 

*'  I  construct  the  rubber  tyre  of  such  a  shape  in  cross-seciion  that  under 
"  ordinary  pressures  it  will  not  be  caused  to  overhang,  or  spread  laterally  beyond,  40 
^*  the  flanges  of  the  rim  and  will  not  therefore  retard  the  aforesaid  ^  free 
"  *  access '  of  the  rubber  through  the  mouth  or  space  between  the  flanges  of 
"  tho  rim  but  permit  the  rubber,  under  ordinary  pressures,  to  be  wedged  into 
"  the  rim. 

"  The  aforesaid  results  are  obtained  by  making  each  of  the  flanges  of  the  rim  45 
"  in  such  a  manner  that  the  middle  portion  projects  outward  laterally  beyond 
*'  the  bed  of  the  rim,  thereby  causing  each  of  the  said  flanges  to  resemble  in 
<^  cross-section  the  sides  of  an  equilateral  or  isosceles  triangle,  with  the  base 
"  thereof  removed  and  the  apex  directed  outwardly.  The  portion  at  the  base  of 
"  the  tyre  is  formed  of  a  shape  substantially  corresponding  with  that  of  the  50 
^'  interior  of  the  rim,  so  as  to  approximately  fit  the  latter  ;  and  the  portion  of  the 
^  tyre  that  projects  beyond  the  rim  is  made  of  such  a  shape  that  when  sufficiently 
**  large  to  support  the  weight  of  a  carriage  under  ordinary  pressure,  it  will  not 
"  overhang  or  project  laterally  beyond  the  flanges  of  the  rim. 
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"  In  order  that  my  said  invention  may  be  clearly  understood  and  readily 
*•  carried  into  effect  I  will  proceed  to  describe  the  same  more  fully  with  reference 
"  to  the  accompanying  drawings,  which  illustrate  cross-sections  of  my  improved 
"  rim  and  tyre  ;  A  being  the  rim,  B  the  tyre  and  C  the  felloe  of  the  wheel. 
6  "  As  before  stated  the  said  rim  is  by  preference  made  of  metal  and  the  width  of 
"  its  mouth,  that  is  to  say  the  distance  between  the  points  a  a,  is  approximately 
**  equal  to  the  width  of  the  base  between  the  points  a*  a^  a^  a^  are  the  inclined 
^'  interior  surfaces  of  the  angular  walls  of  the  rim,  said  surfaces  meeting  together 
**  at  a  point  a*  approximately  midway  between  the  inner  surface  of  the  base  and 

10  <'  the  outer  edge  of  the  flange  of  the  rim.  The  inner  surface  of  the  said  base  is 
**  flat  and  the  edges  a*  of  the  flanges  are  preferably  curved  so  as  not  to  present 
"  a  sharp  surface  to  the  tyre. 

"  The  base  of  the  tyre  or  that  portion  which  lies  within  the  rim  is  made 
"  approximately  of  the  same  shape  in  cross-section  aa  that  of  the  interior  of  the 

15  "  said  rim,  so  that  the  base  of  the  tyre  is  supported  by  the  bottom  of  the  rim. 

'*  The  portion  of  the  tyre  which  projects  beyond  the  mouth  of  the  rim  is  so 

'^  shaped  that  it  does  not  overhang  or  project  laterally  beyond  the  flanges  of  the 

"  rim  under  ordinary  pressures,  as  aforesaid." 

The  Patentee  claimed  : — "1.  A  wheel-rim  having  angular  flanges  so  formed 

20  "  that  the  lateral  stresses,  to  which  its  tyre  is  subjected  while  in  ordinary  use, 
*'  are  utilized  to  retain  the  said  tyre  in  the  rim  substantially  as  described. 
'^  2.  A  wheel-rim  and  solid  rubber  tyre  constructed  substantially  as  described 
"  with  reference  to  the  accompanying  Drawings  for  the  purpose  specified." 


On  the  24th  of  December  1903  the  Sirdar  Rubber  Company  Ld.  as  owners 
2&  in  equity  of  the  Patent,  and  the  Patentee,  as  the  registered  legal  owner,  com- 
menced an  action  against  Wallingtony  Weston  is  Co.  (manufacturers  of  rubber 
tyres)  for  infringement  thereof,  and  to  restrain  them  from  selling  under  the 
term  «  Buffer  "  any  rubber  tyre  not  of  the  Plaintiffs'  manufacture  or  merchan- 
dise,  and  from  passing  off  any  goods  not  of  the  Plaintiffs'  manufacture  or 
30  merchandise  as  and  for  the  Plaintiffs'  goods.  They  claimed  the  usual  relief. 
At  the  trial  the  Defendants  stated  that  they  did  not  claim  any  right  to  sell 
tyres  as  "  Buffer"  tyres,  and  accordingly  that  part  of  the  case  was  not  proceeded 
with  by  the  Plaintiffs.  ,,  ^  ^^.     ,_ 

By  their  Statement  of  Claim,  delivered  the  24th  of  February  1904,  the 
35  Plaintiffs  stated  {inter  alia)  in  reference  to  the  Patent  that  the  Plaintiff 
Company  were  the  owners  in  equity  and  the  Plaintiff  James  Mecredy  Maclulich 
the  registered  legal  owner  of  the  Patent,  and  that  the  Defendants  had  infringed. 
The  usual  relief  was  claimed.  -  ^,  .        „ 

The  Particulars  of  Breaches,  delivered  with  the  Statement  of  Claim,  alleged 
40  that  the  Defendants  had  manufactured,  sold,  offered  for  sale,  and  used  rims 
and  tyres  for  vehicle  wheels  constructed  in  accordance  with  the  invention 
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described  in  the  Specification  and  claimed  in  both  the  claiming  clanses  thereof , 
and  that  in  particular  the  Defendants  had,  to  the  order  of  one  H.  Thompson^  of 
Guildford,  shortly  before  the  date  of  the  writ,  applied  to  a  motor  wheel  the 
combination  of  the  metal  rim  and  rubber  tyre  constructed  as  aforesaid,  and  that 
the  Defendants  threatened  and  intended  to  continue  to  infringe.  5 

By  their  Defence,  delivered  on  the  25th  of  April  1904,  the  Defendants  alleged 
(inter  alia)  (1)  that  they  had  not  infringed  the  Letters  Patent  by  making  or 
selling  any  metal  rims  for  vehicle  wheels  constructed  in  the  manner  described 
in  the  Specification  ;  (2)  that  if  they  had  sold  or  supplied  any  rubber  tyres  for 
use  with  or  applied  to  rims  of  the  section  described  and  claimed  in  the  Specific  10 
cation  of  the  alleged  invention  in  the  manner  therein  described,  which  they 
denied,  all  such  tyres  were  applied  to  such  rims  or  sold  or  supplied  for  use 
therewith  as  repairs  to  wheels  duly  licensed  under  the  Patent,  the  rims  and 

tyres  of  all  such  wheels  having  been  made  *^   sold  by  the  Plaintiffs  or  their 

licensees;   (3)  that  the  Patent  was  invalid  for  the  reasons  set  forth  in  the   15 
Particulars  of  Objections. 

The  Particulars  of  Objections  (which  will  be  found  set  out  in  22  R.P.O.  260) 
alleged  various  Objections  to  the  validity  of  the  Patent.  The  ninth  Objection 
being  that  the  Complete  Specification  of  the  invention  did  not  particularly 
describe  and  ascertain  the  nature  thereof,  and  in  what  manner  the  same  was  to  20 
be  performed,  inasmuch  as  if  the  base  of  the  rubber  tyre  was  of  the  same 
dimensions  in  cross-section  as  the  rim  it  was  liable  to  come  off,  and  no  sufficient 
directions  were  given  as  to  how  to  construct  the  tyre  so  as  to  permit  the  free 
access  of  the  rubber  through  the  mouth  of  the  rim  and  at  the  same  time  ensure 
the  retention  of  the  tyre  in  the  rim,  25 

The  action  came  on  for  trial  on  the  23rd  of  February  1905  before  Mr.  Justice 
Stvinfen-Eady^  who  held— (1)  that  the  Specification  did  not  particularly  describe 
and  ascertain  the  nature  of  the  invention  and  the  manner  in  which  it  was  to  be 
performed  ;  (2)  that  there  was  no  subject-matter  ;  (3)  that  there  was  want  of 
novelty  ;  (4)  that,  even  if  valid,  the  Patent  had  not  been  infringed,  as  what  the  30 
Defendants  had  done  was  a  fair  repair  and  not  a  reconstruction ;  (5)  that  the 
Patentee  was  the  true  and  first  inventor  ;  and  he  dismissed  the  action  with 
costs,  except  that  he  gave  the  Plaintiffs  the  costs  of  the  issue  of  true  and  first 
inventor  (22  R.P.C.  257). 

From  this  decision  the  Plaintiffs  appealed.    The  Court  of  Appeal  dismissed  35 
the  appeal  on  the  ground  that  the  Specification  did  not  particularly  describe 
and  ascertain  the  invention  and  the  manner  in  which  it  was  to  be  performed 
(23  R.P.C.  132). 

The  Plaintiffs  appealed  to  the  House  of  Lords. 

Walter  K.C.  and  H.  A.  Cole/ax  (instructed  by  Shaen^  Roecoe^  Massey  Jk  Co.)  40 
appeared  for  the  Plaintiffs ;  Bousfield  K.C.  and  W.  NeiU  (instructed  by  CoUyer- 
BristoWy  Hilly  Curtis^  Booth  A  Go.)  appeared  for  the  Defendants. 

Walter  K.C.  and  Golefax  for  the  Appellants. — ^The  nature  of  the  invention  is 
based  on  the  properties  of  rubber  which,  though  incompressible,  is  resilient 
and  therefore  able  to  flow  under  pressure,  but  which,  owing  to  vulcanisation  and  45: 
the  use  of  fillers,  powders  under  repeated  knocks.    In  a  vehicle  tyre  centri- 
fugal force,  especially  with  high  speeds  and  heavy  weights,  would  cause  a  flat- 
bottomed  tyre  to  leave  the  supporting  base  of  the  rim  at  all  points  except  where 
it  touched  the  ground,  causing  a  knocking  there.    Also  the  rim  tended  to  rotate 
separately  from  or  *'  creep  "  inside  the  tyre.    It  was  common  knowledge  at  the  50 . 
date  of  the  Patent  that  arching  the  base  of  the  tyre  was  the  proper  method  of 
overcoming  the  action  of  centrifugal  force  and  making  the  tyre  a  tight  fit  in  the 
rim  to  prevent  creeping.    The  Specification  therefore  does  not  deal  with  these 
points,  but  only  with  an  improved  method  of  overcoming  the  tendency  of 
lateral  road  strains  to  roll  the  tyre  out  of  the  rim.    Previously  this  had  been  55.'; 
prevented  by  clamping  down  the  rubber,  by  the  edges  of  the  rim.  which, 
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however,  prevented  the  inside  portion  from  flowing,  and  the  outside  of  the 
tyre,  being  free,  was  cut  to  ribbons.  In  an  open  section  rim,  the  tyre  was  held 
on  by  wires  which  also  cut  through  the  base  of  the  rubber.  The  novelty  of  the 
patented  invention  consists  in  the  shape  of  the  tyre,  which  is  such  that  the 
5  inner  part  is  held  in  the  rim  like  a  nut  in  a  spanner,  and  the  outer  part  does 
not  overhang  the  edges  of  the  rim  when  in  use.  [The  Specification  was  read.]' 
The  words  **with  additional  security"  show  that  previous  common  knowledge 
must  not  be  discarded,  and  the  evidence  shows  that  almost  all  solid  tyres  were, 
previously  slightly  crowned.    When  a  tyre  is  crowned,  unless  it  is  made  wider 

10  than  the  rim  the  edges  will  be  drawn  away  and  the  tyre  will  not  fill  the  rim 
when  it  is  inserted.  "  Approximately  fit "  the  rim  means  substantially  fill  the 
rim,  and  does  not  refer  to  the  shape  of  the  tyre  before  it  is  put  into  the  rim. 
The  direction  that  the  base  of  the  tyre  is  to  be  supported  by  the  bottom  of  the 
rim  leads  to  the  application  of  the  common  practice  of  arching  and  consequential 

15  widening.  The  Drawings  too  show  a  snug  fit,  and  the  words  '*  lateral  stresses  " 
in  the  first  Claim  show  that  it  was  only  these  that  the  Patentee  was  trying  'to 
overcome  by  his  directions.  The  Patent  is  for  a  combination  of  rim  and  tyre, 
and,  although  we  cannot  stop  the  Defendants  from  making  tyres,  they  infringe 
when  -they  fit  new  ones  into  our  rims.    [Dunlop  Pneumatic  Tyre  Company  v. 

20  Neal  (16  R.P.C.  247 ;  L.R.  (1899)  1  Ch.  807)  and  Dunlop  Pneumatic  Tyre 
Company  v.  David  MoseUy  &  Sons  Ld.  (21  R.P.C.  274  ;  L.R.  (1904)  1  Ch.  621) 
were  referred  to.]  [Lord  Halsbury.— The  principle  is  quite  clear  although 
its  application  is  sometimes  difficult;  you  may  prolong  the  life  of  a  licensed 
article  but  you  must  not  make  a  new  one  under  the  cover  of  repair.]     [The 

25  judgments  of  Swinfen  Eady  J.  and  the  Court  of  Appeal  were  read.]  The 
Court  of  Appeal  have  wrongly  construed  the  word  "  approximately " — (I) 
by  assuming  that  "  free  access  "  of  the  rubber  into  the  rim  necessitates  a  loose 
fit  instead  of  merely  avoiding  the  obstruction  to  the  flow  of  the  rubber  caused 
by  the  nipping  method  of  securing  the  tyre  ;  (2)  by  assuming  that  the  Patentee 

30  was  going  to  dispense  with  the  universal  practice  of  putting  the  tyre  on  by 
mechanical  pressure  ;  and  (3)  by  misapprehending  the  reason  of  ithejexperiments 
made  oh  the  section  of  the  rubber  between  the  date  of  the  Provisional  and 
Complete  Specifications,  for  the  letters  clearly  show  that  the  Patentee  was  in' 
possession  of  all  the  common  knowledge  as  to  arching  and  widening,  and  he 

35  is  entitled  to  have  it  read  into  his  Specification  in  the  absence  of  a  contrary 
direction. 
Counsel  for  the  Respondents  were  not  called  on. 

Lord  LORBBUBN  L.C. — My  Lords,  as  this,  after  all,  is  only  a  question  of  the 
construction  of  the  Specification,  as  has  been  very  &irly  and  candidly  stated  by 

40  the  learned  Counsel  for  the  Appellants  so  far  as  the  argument  has  hitherto 
proceeded,  it  is  not  necessary  to  take  any  time  for  a  more  deliberate  judgment. 
In  my  opinion  the  real  invention  has  not  been  adequately  described  in  this 
Specification.  Indeed,  I  think  that  what  appears  in  the  Specification  amounts 
to  a  mis-description,  if  the  intention  was  to  describe  what,  in  the  result,  was 

45  ascertained  by  experience  to  be  the  real  merit  of  the  invention  itself.  I  suppose 
that  it  was  well  known  that  tyres  should  have  a  convex  base,  and  also  that  a 
tyre  should  be  wider  at  the  sides  than  the  rim  into  which  it  was  to  be  forced. 
It  seems  to  me  that,  in  these  circumstances,  if  a  skilled  person  were  to  read  this 
Specification  stating  that  the  shape  ought  to  be  approximately  identical  so 

50  that  there  should  bd  a  fit,  he  would  say,  ^*  Hitherto  it  has  been  believed  that 
**  there  must  be  a  convex  base ;  hitherto  it  has  been  believed  that  you  ought  to 
'*  have  a  tyre  somewhat  wider  at  the  sides,  and  now  this  Specification  indicates, 
'^  to  me  at  all  events,  if  it  does  not  affirm,  that  those  conditions  may  be  dispensed 
^^  with."    At  least,  as  I  think,  the  Specification  is  consistent  with  that    There- 

55  fore,  I  am  of  opinion  that  it  is  not  an  adequate  description,  and  I  agree  with  the 
conclusions  at  which  the  Court  below  arrived.  I  therefore  move  your 
liordships  that  the  appeal  be  dismissed  with  costs. 
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Sirdar  Bubber  Company  Ld.  and  MadtUich  v,  WaUingtoriy  Weston  £  Co. 

Lord  Halsbury.— I  am  of  the  same  opinion.    It  appears  to  me  that  two 
points  haTe  been  made  which  are  fatal  to  this  Patent.    In  the  first  place,  I 
think  what  is  pointed  oat  as  a  necessity  of  the  article  when  it  is  made,  in  order 
to  be  snccessfnly  is,  that  there  should  be  what  has  been  described  by  the 
witnesses  as  a  crown,  that  is  to  say,  a  convex  sar&ee.    Both  in  the  Drawings  <^ 
and  in  the  description,  the  base  is  said  to  be  flat.    If  that  means  actnally  flat, 
how  they  are  to  fit  together  when  one  is  convex  and  the  other  is  flat  I  do  not 
understand.    In  the  next  place,  the  familiar  mode  by  which  a  thing  can  be 
listened  to  another  thing,  when  it  consists  of  an  elastic  substance  like  india- 
rabber,  would  be  by  making  it  a  little  larger  than  the  thing  into  which  it  is  to  10 
be  fitted,  and  the  mechanical  pressure  by  which  it  was  forced  in  would  be  such 
that  when  once  it  was  forced  in  it  could  not  get  out  again.    There  is  nothing 
very  meritorious,  nothing  very  scientific,  and  nothing  in  the  smallest  degree 
involving  any  invention  in  that.    It  appears  to  me  that  the  only  mode  by  which 
the  one  thing  is  attached  to  the  other  here  is  by  the  forcing  it  into  the  space  by  15 
considerable  mechanical  pressure,  and  that  itself  is  the  only  mode  of  attachment. 
Neither  the  convex  surface — which  is  to  be  applied  to  the  flat  surface,  so  that 
when  they  are  forced  in  they  both  become  flat  in  some  mysterious  way,  which 
I.  do  not  at  present  understand — neither  the  one  thing  nor  the  other   is 
mentioned   in  the    Speciflcation.     I  cannot    hesitate    for  a  moment  to  say  ^ 
that  there  is  here,  not  only  an  inadequate  description,  but,  to  my  mind, 
an  inaccurate  description  which  so  far  from  guiding  a  skilled  workman  to 
perform  the  work  that  he  has  to  do  when  the  Specification  is  put  into  his 
hands,  misleads  him  into  supposing  that  he  must  do  something  which  he  must 
not  do  if  this  thing  is  to  succeed.    Under  these  circumstances  it  appears  to  me  ^ 
that  the  Patent  is  fatally  bad,  and  therefore  it  is  not  necessary  to  enter  into  the 
other  parts  of  the  case,  into  which  indeed  the  Court  below  did  not  itself  enter. 
I  only  wish  to  add  that  so  far  as  I  have  read  Mr.  Justice  Swinfen  Eady^s  judg- 
ment I  concur  with  the  view  that  he  has  entertained. 

Lord  James  of  Hbrbfobd. — My  Lords,  I  concur  in  thinking  that  the  30 
judgment  of  the  Court  below  should  be  affirmed. 

.  Ix>rd  Atkinson. — I  concur.  I  think  the  two  essentials  which  were  necessary 
to  make  this  patented  article  a  success  have,  not  only  not  been  referred  to  in  the 
Specification,  but  on  the  fair  reading  of  the  Specification  I  think  they  are 
excluded.  35 

The  appeal  was  dismissed  with  costs. 
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Ik  the  High  Court  op  Justioh.— Chanobbt  Diyibion. 

Be/of^  Mb.  Justiob  Nbvillb. 

Jnly  10th  and  lltn,  1907. 

In  bb  Qbstbtnbb's  Tbadb  Mabk. 

6  Trade  Mark. — Motion  to  rectify. — **  Cydostyle.^^ -^Invented  word. — Descrip- 
tive uford. — Name  of  a  patented  article. — Trade  Marks  registered  under 
previous  Acts.-^Trade  Marks  Acty  1906^  Sections  8^  9,  85^  and  86, 

The  word  "  Cyclostyle  "  u««  registered  for  stationery  in  1882  by  F.^  Oo.^ 
the  predecessors  in  title  to  the  Trade  Mark  of  G.j  who  in  1881  and  1888  took  out 

10  Letters  Patent  fbr  a  wheel-pointed  pen  which  in  his  SpecificcUions  wasfrequently 
spoken  of  as  a  ^^  Cyclostyle.^'  From  1882  onwards  the  word  was  frequency 
used  by  F.  A  Co.  for  the  pen^  inkj  paper  and  other  accessories  of  duplicating 
apparatus.  K.^  a  manufacturer  of  dupliccUing  apparatus^  applied^  as  a  person 
aggrieved  by  the  registration^  to  have  the  Trade  Mark  removed  from  the 

15  Register. 

Held,  tliat  the  u)ord  ''  Cyclostyle^^'  being  the  natne  of  a  patented  article  and 
dm  being  composed  of  two  known^  though  foreign,  words,  was  not  a  fancy  word 
at  the  date  of  its  registration  in  1884  within  the  meaning  of  Section  64  of  the 
Patents  Jkc.  Act  of  1883,  but  wets  descriptive;  and  that^  inasmuch  as  Section  86 

20  of  the  Trade  Marks  Act,  1906,  uses  language  of  the  present  tense  and  points  to 
the  question  whether,  if  a  mark  were  removed  from  the  Register,  it  would 
be  such  a  mark  as  could  be  registered  again  under  that  Act,  it  must  be 
considered  whether  the  word  ^'  Cyclostyle  "  was  at  the  present  time  an  invented 
word  capable  of  registration  under  the  new  Act,  and  that  it  was  not  an  invented 

25  word  unthin  Section  9,  and  did  not  satisfy  the  definition  of  a  Trade  Mark 
given  in  Section  8.  The  Register  was  accordingly  ordered  to  be  rectified  by 
the  removal  of  the  mark. 

This  was  a  Motion  by  the  Neostyle  Manufacturing  Company  Ld.,  of  London, 
manufacturers  and  vendors  of  stationery,  of  which  Augustus  David  Klaher 
30  was  the  managing  director,  for  the  rectification  of  the  Register  of  Trade 
Marks  by  removing  therefrom  the  Trade  Mark  No.  37.760,  consisting  of  the 
word  ^'  Cyclostyle,"  registered  on  the  27th  of  May  1884  in  Class  39  for  Stationery 
and  Apparatus  for  Producing  Facsimile  Copies  of  Writings  and  Designs,  by 
Fairholme  A  Co.,  the  predecessors  in  business  of  the  Respondent  David 
35  Oestetner. 
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Fairholme  A  Oo,^  the  Respondent's  predecessors,  had  registered  on  the  25tli 
of  February  1882  a  Trade  Mark  No.  27,726,  consisting  of  the  device  of  a  coggred- 
wheel  over  the  word  "  Cyclostyle "  for  Stationery  and  Printing  in  Class  39, 
and  sold  a  large  number  of  goods  nnder  that  mark  as  selling  agents  for  the 
Respondent  Gestetner^  who  had  invented  the  duplicating  apparatus  for  which,  it  5 
was  used,  although  the  actual  word  **  Cyclostyle ''  was  first  suggested  by  Walter 
Binns^  then  in  the  service  of  Fairholme  A  Go,  The  essential  part  of  the 
apparatus  was  a  wheel-pointed  pen,  used  to  perforate  waxed  stencil  paper,*  and 
it  was  to  this  pen  that  the  name  **  Cyclostyle  "  was  primarily  applied,  although 
it  was  subsequently  used  to  denote  the  ink,  paper,  and  other  apparatus.  10 

The  wheel-pointed  pen  was  manufactured  by  the  Respondent  under  t'wo 
Letters  Patent,  viz..  No.  2450  of  1881  and  No.  11,832  of  1888,  and  the  word 
"  Cyclostyle  "  was  used  by  him  with  the  words  **  pens  "  and  "  wheel "  in  at 
least  nine  places  in  the  title  and  Complete  Specification  of  the  second  Letters 
Patent.  15 

In  an  affidavit  sworn  by  the  Respondent  on  the  18th  of  March  1904,  in  an 
action  of  **  Geatetner  v,  GyclostyU  Company  and  0^^«rs— 1904,  G.  No.  579,'*  he 
himself  stated  that  the  pen  the  subject-matter  of  the  Letters  Patent  No.  2450  . 
of  1881  he  determined  to  call  the  *•  Cyclostyle,"  adding  that  **  Walter  Binns 
*•  suggested  to  me  that  the  word  '  Cyclostyle '  would  be  a  very  suitable  word  by  20 
"  which  to  describe  my  new  invention,  the  word  being  derived  from  the  Greek 
"  *  kuklos,'  a  wheel,  and  *  stylus '  or  style,  otherwise  a  wheel  pen,  and  the  pens 
^  the  subject-matter  of  my  last  named  invention  have  always  since  been  known 
^(  as  '  Cyclostyles.' "  The  affidavit  contained  numerous  other  references  to 
"  Cyclostyle  pens."  25 

It  appeared  that'  on  the  26th  of  September  1881  the  Respondent  had  entered 
into  an  Agreement  with  Fairholme  A  Co.  whereby  he  made  over  his  invention 
for  the  ^'  Cyclostyle  "  pen,  retaining  in  certain  circumstances  the  right  to  have 
the  Letters  Patent  restored  to  him. 

From  about  1882  onwards  Fairholme  &  Co.  used  the  word  *•  Cyclostyle  "  not  30 
\  only  in  connection  with  the  pen  itself  but  in  connection  with  everything  which 
they  sold  relating  to  it — ink,  paper,  and  boxes    of    duplicating  apparatus, 
including  a  device  for  recording  writing  by  a  type-writer  and  producing 
duplicates  in  which  the  pen  was  not  included. 

The  Motion  was  heard  by  Mr.  Justice  Nbville  on  the  10th  and  11th  of  35 
July  1907. 

Jenkins  K.C.  and  L.  B.  Sebastian  (instructed  by  C.  UrquJuirt  Fisher) 
appeared  for  the  Applicants ;  T.  Terrell  K.C.  and  Walter  K.C.  (instructed  by 
Fritchardj  Englefield  A  Co.)  appeared  for  the  Respondent. 

Jenkins  K.C.  for  the  Applicants. — The  word  "  Cyclostyle  "  is  part  of  the  40 
English  language.    It  is  the  name  applied  to  an  article  by  the  inventor  of  it, 
whom  the  law  does  not  allow  to  monopolise  the  name  either  before  or  after  the 
expiry  of  his  Letters  Patent.    This  is  an  entry  **  wrongly  remaining  on  the 
*<  Register"  within  the  meaning  of  Section  35  of  the  Trade  Marks  Act  1905. 
The  word  is  descriptive  of   the  goods  (In    re   Magnolia  Metal  Company  45 
14  R.P.C.  621 ;  L.EL  (1897)  2  Ch.  385  ;  Linoleum  Manufacturing  Company  v. 
Nairn  L.R.  7  Ch.  D.  834 ;  and  Braham  v.  Bustard  1  H.  A  M.  447).    The 
Respondent  has  himself  described  the  article  by  the  name,  which  is  abu  used 
descriptively  in  dictionaries— 6.^.,  EncyclopsBdia  Britannica,  10th  edit.,  vol.  24, 
page  88 ;  Century  Dictionary,  1899  edit.,  vol.  2,  sub  nom.    The  word  should  Sj 
never  have  been  registered  as  a  Trade  Mark  at  all ;  in  any  case  it  is  liable  to  be 
struck  off  now.    It  is  not  an  invented  word  within  the  9th  Section  of  the  Act 
of  1905.    Section  36  of  the  Act  speaks  of  a  Trade  Mark  ''  which  under  this 
'<  Act  is  a  registrable  Trade  Mark"  and  uses  the  present  tense,  thus  meaning 

f  Of.  In  re  NwttyU  MannfactuHng  Company  Li: 9  Trade  Mark  (20  B,P.G.  8^3). 
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what  is  registrable  to-day.  In  Kodak  Ld.  v.  London  Stereoscopic  and  Photo- 
graphic Company  Ld.  (20  R.P.C.  337)  it  was  decided  that  the  word  "  Kodak  " 
was  the  name  of  the  origin  of  the  article  and  not  of  the  article  itself. 
Sebastian  followed  for  the  Applicants. — "  Cyclostyle  "  is  a  word  not  now  and 
5  never  previously  registrable  as  a  Trade  Mark.  It  has  been  descriptive  for 
nearly  a  quarter  of  a  century  of  the  goods  to  which  it  has  been  attached.  The 
name  has  been  given  to  a  patented  article  by  the  inventor  of  it ;  if  used  for 
anything  else  than  the  pen,  it  has  been  a  cheating  of  the  public. 

T.  Terrell  K.C.  for  the  Respondent. — ^A  Trade  Mark  depends  upon  dedication 

10  by  identification  of  the  article  and  not  upon  registration.  If  a  man  has  said 
"  This  is  my  Trade  Mark,"  he  is  entitled  to  it  as  from  that  time,  whether  he 
registers  it  then  or  at  a  subsequent  date.  In  Be  Batt  A  Co,  (L.R.  (1898) 
2  Ch.  432 ;  15  R.P.O.  534)  and  Be  Apollinaris  Company's  Trade  Marks 
(8  R.P.0. 137, 154  ;  L.R.  (1891)  2  Ch.  186,  213),  the  Trade  Marks  were  taken  oflE 

15  the  Register  on  the  ground  that  they  were  put  on  for  the  purpose  of  stopping 
trade.  The  registration  in  1882  of  the  word  "Cyclostyle"  with  a  cogged- 
wheel  device  above  it  is  evidence  that  it  is  a  Trade  Mark  dedicated  to  the 
trade,  and  not  a  name  given  to  the  article.  Section  36  of  the  Act  of  1905 
deals  with  the  question  as  to  the  registrability  of  the  word  and  is  wide  in  its 

20  language. 

Walter  K.C.  followed  for  the  Respondent. — ^The  word  was  registered  not  by 
an  inventor  but  by  a  trader,  so  that  the  "  Magnolia  "  and  "  Linoleum  "  cases  do 
not  apply.  When  registered  it  was  at  once  applied  to  paper,  ink,  and  pens,  so 
there  can  be  no  question  of  it  having  been  used  descriptively.    The  fact  that 

25  registration  does  not  take  place  till  s^ter  the  invention  does  not  the  less  make 
it  a  fancy  or  invented  word  for  the  purposes  of  the  Act  (Leonard  and  EUis  v. 
WeUs  &  Co.  L.R.  26  CD.  288).  Section  36  of  the  new  Act  dates  back  to  the 
original  registration.  The  word  "  Tabloid  "  was  only  applied  originally  to  the 
small  tablet  but  later  on  to  other  things  {Burr&aghSy  Wellcome  A  Co.^s  Trade 

30  Marks  21  R.P.C.  69,  217  ;  L.R.  (190^  1  Ch.  736  ;  see  also  Be  BovHl  13  R.P.O. 
382  ;  L.R.  (1896)  2  Ch.  600,  and  Be  Linotype  Company's  Application  17  R.P.O. 
380 :  L.R.  (1900)  2  Ch.  238).  The  Applicants  are  not  aggrieved ;  they  only 
want  to  sell  paper  for  the  Rotary  Cyclostyle,  and  not  pens  or  paper  for  the 
pens.    Section  41  of  the  Act  of  1905  makes  a  Trade  Mark  unassailable  after 

35  seven  years. 

Jenkins  K.C.  in  reply. — The  saving  words  of  Section  36  were  intended  to 
meet  the  point  raised  in  the  "  Apollinaris  "  case ;  it  means  that  marks  which  could 
be  registered  now  are  saved,  not  that  this  Act  is  to  be  supposed  to  have  been 
in  force  in  1884.    The  date  of  registration  is  the  date  when  the  mark  must  be 

40  valid  {Bourne  v.  Swan  and  Edgar  Ld.  (20  R.P.C.  105 ;  L.R.  (1903)  1  Ch.  211). 
"  Cyclostyle  "  is  no  more  a  fancy  word  than  "  Triticumina  "  in  Meahy  v.  Triticine 
Ld.  (15  R.P.C.  1).  It  is  of  the  essence  of  a  Trade  Mark  that  it  should  distinguish 
the  goods  from  those  of  others ;  with  a  patented  article  there  are  no  other 
goods  to  be  distinguished.    "  Cyclostyle  "  does  not  satisfy  the  requirements  of 

45  the  definition  of  Trade  Mark  given  in  Section  3  of  the  Act  of  1905.  The 
Trade  Mark  of  1882  was  registered  under  Section  10  of  the  old  Trade  Marks 
Act  of  1875.     [He  was  stopped  by  the  Court.] 

Nbvillb  J.— In  this  case  the  question  is  whether  the  mark  "  Cyclostyle," 
registered  on  27th  of  May  1884,  ought  to  remain  upon  the  Register. 

50  I  have,  in  the  first  instance,  to  consider  whether  it  was  properly  registered 
at  the  date  of  registration.  Of  course  one  has  to  see  what  were  the  facts  connected 
with  the  word  '^  Cyclostyle,"  at  the  time  of  registration  ;  and  I  think  it  is  quite 
clear  that  at  that  date,  and  for  several  years  before,  ^'  Cyclostyle"  was  the  name 
of  an  invention  patented  in  1881  by  Mr.  Gestetnery  the  present  Respondent. 

55  On  the  evidence  of  the  witnesses  I  should  have  been  compelled  to  come 
to  that  conclusion,  although,  inasmuch  as  this  is  a  case  in  which  the  mark  has 
remained  on  the  Register  from  1884  until  the  present  time,  I  think  that  where 
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any  matter  is  left  for  the  inference  of  the  Court,  that  inference  ought  to  be 
drawn  in  favour  of  the  owner  of  the  mark ;  and  I  think  it  is  not  going  too  fiir 
to  saj  that  the  Courts  have  laid  down  that  a  mark  which  has  been  used  for  20 
years  and  upwards  should,  at  all  events,  be  benevolently  considered  in  con- 
sidering whether  it  is  a  good  mark  or  a  iMtd  one.  But  on  the  evidence  of  the  5 
witnesses  itself,  I  think  I  should  have  been  compelled  to  come  to  the  conclusion 
that  "  Cyclostyle  "  was  the  name  of  an  invention.  Mr.  Binns  is  the  person  who 
originally  suggested  the  name.  He  says  he  created  the  name,  or  invented^  it, 
and  he  speaks  of  the  pen  as  the  actual  cyclostyle.  He  made,  later  on,  the  ink 
and  the  paper,  but  at  one  time  he  only  made  the  pen  ;  and  I  think  it  is  quite  10 
clear  that  in  his  mind  "  Cyclostyle  "  had  reference  to  the  invention  of  Mr. 
Oeetetner.  You  find  the  same  thing  in  Mr.  Kldber^a  evidence,  for  he  says  that 
he  was  the  first  person  to  sell  the  invention  in  this  country.  He  was  asked — 
^'  What  was  the  paper  and  ink  described  as  ?  "  and  he  said,  *^  *  Cyclostyle  paper* 
"  and  •  Cyclostyle  ink '  and  sometimes  *  ink  for  the  Cyclostyle.' "  So  that  clearly  15 
in  his  mind  the  Cyclostyle  was  an  article  which  he  knew  by  that  name.  All 
doubt  is  removed  upon  that  point,  I  think,  by  reference  to  the  affidavit  which 
Mr.  Oestetner  made  in  the  year  1904,  for  there  he  says,  in  paragraph  7 — ^**  The 
^^  pen  the  subject-matter  of  such  last  named  invention  I  determined  to  call  the 
"  *  Cyclostyle,' "  and  on  the  26th  September  1881,  he  entered  into  an  Agreement  20 
with  Messrs.  Fairholme  A  Oo.^  under  which  he  agreed  to  make  over  to  Messrs. 
Fairholme  A  Go.  his  invention  for  a  cog-wheel  pen  to  be  called  the  "  Cyclostyle." 
Under  the  terms  of  that  Agreement,  in  certain  circumstances  he  had  the  right 
to  have  the  Letters  Patent  restored  to  him ;  so  that  he  had  not  entirely  divested 
himself  of  interest  in  the  invention  by  virtue  of  that  Agreement,  It  appears  by  25 ' 
his  affidavit  that  that  Agreement  was  subsequently  carried  into  effect  by  the 
execution  of  an  assignment  by  him ;  but  I  think  that  that  evidence  is  quite 
conclusive  on  the  question  whether  "  Cyclostyle  "  was  or  was  not  the  name  of 
Mr.  Oestetner^s  patented  invention.  I  may  mention  in  passing  that  in  1888  he 
invented  improvements  upon  what  in  his  Specification  he  refers  to  as  *'  Cycle-  30 
"style  Pens"  or  the  "  The  Cyclostyle  Pen." 

There  is,  I  think,  no  doubt  that  from  1884  onwards,  and  possibly  from  1882 
onwards,  Messrs.  Fairholme  A  Co.  had  used  the  word  *'  Cyclostyle  "  not  only  in 
connection  with  the  pen  itself,  but  in  connection  with  everything  which  they 
sold  which  related  to  it — ^the  ink,  the  paper,  the  box  in  which  it  was  sold,  and  35 
so  forth.  Ultimately  a  device  for  recording  writing  by  a  typewriter  and  pro- 
ducing duplicates  by  a  similar  process  to  that  which  was  used  in  connection 
with  the  Cyclostyle  pen  was  invented,  and  after  that  date  several  kinds  of 
apparatus,  which  were  sold  by  Messrs.  Fairholme  A  Oo.y  were  marked  with 
the  mark  "  Cyclostyle,"  although  with  regard  to  one  of  them,  at  all  events,  the  40 
cyclostyle  pen,  it  did  not,  or,  at  all  events,  did  not  necessarily,  come  into 
operation  at  all. 

The  first  question,  therefore,  which  ifc  seems  to  me  I  have  to  consider, 
inasmuch  as  the  mark  was  registered  under  the  Act  of  1883,  is  whether,  under 
Section  64  of  that  Act,  it  was  a  good  registration.    I  need  not  refer  to  the  45 
Section  beyond  saying  that  the  question  there  is  whether  it  was  a  fancy  word 
not  in  common  use.     In  my  opinion  a  word,  although  invented,  which  has 
already  been  applied  as  a  name  to  a  patented  invention,  cannot  be  a  fancy  word 
within  the  meaning  of  the  Statute.    I  think  in  the  present  case  the  word  was 
descriptive  ;  and  for  two  reasons.    In  order  to  satirfy  the  words  of  the  Act  of  50 
1883  it  has  long  been  held  that  a  fancy  word  must  be  non-descriptive.    Here,  I 
think  it  was  both  descriptive  inasmuch  as  it  was  the  name  of  a  particular  article, 
and  descriptive  inasmuch  as  it  did  g^ve,  although  in  languages  other  than 
English,  a  combined  word  which  does  describe  the  article  in  question.    I  think 
that  from  the  name  you  would  expect  the  article  in  question  to  exhibit  the  55 
attributes  of  a  circle  and  to  exhibit  the  attributes  of  a  pen ;  and  I  think  that  the 
article  does  so.    I  do  not  think  it  proves  that  a  word  is  not  descriptive  because 
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from  the  description  alone  yon  conld  not  possibly  either  make  the  article  or 
form  an  absolute  and  definite  conclusion  as  to  what  shape  or  character  the  article 
would  take.  I  come,  therefore,  to  the  conclusion  that  in  1884,  at  the  date  of 
registration,  the  word  was  not  a  fancy  word.  I  think  that  what  I  have  said  with 
5  regard  to  1884  applies  with  equal  force  to  1882  when  Messrs.  Fairholme  &  Go. 
registered  "  Cyclostyle  "  as  a  word  added  to  a  distinctive  device  which  was  a 
representation  of  the  small  wheel  used  at  the  tip  of  the  pen.  I  may  also  say 
that  I  do  not  think  that  the  use  of  that  word,  as  an  added  word  to  the  Trade 
Mark  in  1882,  in  any  way  made  the  word  distinctive  of  Messrs.  Fairholme  A 

10  Co.^8  trade  so  as  to  put  them  in  a  better  position  in  1884  than  if  that  re^s- 
tration  had  not  been  effected. 

That  being  so,  it  seems  to  me  that  the  next  question  I  have  to  consider  is, 
whether,  under  the  Act  of  1905,  the  word  in  question  was  an  invented  word, 
because  if  the  word  was  an  invented  word  then  I  have  to  apply  Section  36  of 

15  the  Act,  which  provides  that— "No  Trade  Mark  which  is  upon  the  Register  at 
"  the  commencement  of  this  Act,  and  which  under  the  Act  is  a  registrable  Trade 
*'  Mark  shall  be  removed  from  the  Register  on  the  ground  that  it  was  not  regis- 
'^  trable  under  the  Acts  in  force  at  the  date  of  its  registration."  Before  I  can 
properly  consider  that  question,  I  have  to  arrive  at  a  conclusion  as  to  the 

20  meaning  of  Section  36,  that  is  whether  it  means  that  a  mark  which  at  the  date 
of  its  registration  would  have  been  properly  registered  had  the  Act  of  1905 
applied,  or  whether  it  means  that  a  mark  which  would  be  at  the  time  of  the 
decision  registrable  under  the  Act  of  1905,  is  to  be  left  upon  the  Register,  and  not, 
as  was  done  in  the  Apollinaris  cage,  removed,  although  the  result  might  be  that 

25  upon  taking  the  necessary  steps  the  mark  might  be  restored  to  the  Register. 

I  do  not  think  that  so  wide  a  construction  as  was  contended  for  on  behalf  of 
the  Respondent  can  be  put  upon  Section  36.  I  think  that  the  Legislature  would 
have  used  words  of  another  character  had  it  intended  to  validate  the  regis- 
tration under  former  Acts  of  all  marks  which  fulfilled  the  conditions  provided 

30  by  the  Act  of  1905,  and  I  think  that  what  appears  to  me  to  be  the  strictly 
grammatical  construction  of  the  Section  is  the  true  one,  and  that  the  present 
tense,  "  which  under  this  Act  is  a  registrable  Trade  Mark,"  was  advisedly  used, 
the  question  to  be  solved  being,  not  whether  the  mark  would  have  been  regis- 
trable under  the  provisions  of  the  Act  of  1905,  had  it  been  in  operation  at  the 

35  date  of  registration,  but  whether,  supposing  the  mark  were  removed  from  the 
Register,  it  would  be  such  a  mark  as  could  be  registered  again  under  the  Act  of 
1905.  If  that  is  so,  what  I  have  to  consider  is  whether  the  word  "  Cyclostyle  " 
is  at  the  present  time  an  invented  word  capable  of  registration  under  the  Act« 
It  seems  to  me  that,  under  the  Act  of  1905  itself,  a  word  which  has  been  created 

40  and  applied  as  the  name  of  a  patented  article  is  not  within  the  purview  of  the 
Act.  I  think  that  that  is  so  upon  one  or  both  of  two  grounds.  First  of  all,  that 
in  such  a  case  it  is  not  '^  invented "  within  the  meaning  of  Section  9  ;  and, 
secondly,  that  it  does  not  come  within  the  definition  of  "Trade  Mark"  in 
Section  3  of  the  Act,  inasmuch  as  it  appears  to  me  impossible  that  the  name  of  a 

45  patented  article  can  be  distinctive  of  the  trade  of  a  particular  individual,  and  I 
think  it  would  not  be  used  or  be  proposed  to  be  used  in  connection  with  goods 
for  the  purpose  of  indicating  that  they  are  the  goods  of  the  proprietor  of  such 
Trade  Mark,  for  I  think  it  would  be  impossible  that  such  a  word  could  fulfil 
any  such  purpose. 

50  I  come,  therefore,  to  the  conclusion  that  the  mark  must  be  removed  from  the 
Register,  and  that  the  Applicants  must  have  the  costs. 
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In  the  High  Court  op  Justice.— Chancbry  Division. 

Before  Mr.  Justice  Warrington. 

May  10th  and  June  12th,  1907. 

In  the  Matter  of  Knapton's  Trade  Mark. 

Trade  Mark. — Motion  to  rectify  the  Register. — Order  to  strike  off  Mark. —  5 
Costs. — Trade  Marks  Act  1905^  Section  35. 

In  1889  the  words  "  Sugar  Soap  "  were  registered  under  No.  92,692  as  a  Trade 
Mark  for  "A  detergent  powder  or  substance  included  in  Class  47  *'  by  Frank 
Lyon.  The  user  claimed  was  for  ten  years  before  the  30th  of  August  1875. 
The  Mark  was  transferred  to  Ahel  Knapton,  who  became  the  registered  pro-  20 
prietor  thereof.  Knapton  sold  his  business  to  the  London  and  Hull  Soap 
Works  Ld.y  who  thereby  became  the  beneficial  owners  of  the  Mark.  In  1907 
notice  of  Motion  was  given  by  Edward  Cook  &  Co.  Ld.  to  rectify  the  Register 
of  Trade  Marks  by  expunging  the  Mark.  The  Respondents  to  the  Motion  were 
the  London  and  Hull  Soap  Works  Ld.  and  Knapton.  15 

The  Motion  came  before  Mr.  Justice  WARRINGTON  on  the  lOth  of  May  1907. 

Sebastian  (instructed  by  Claphaniy  Fitch  &  Co.)  appeared  for  Edward  Cook 
A  Co. ;  Ward  Coldridge  (instructed  by  Corbould^  Ellis  and  MitcheU)  appeared 
for  the  London  and  Hull  Soap  Works  Ld. ;  and  Ashton  Crosis  (instructed  by 
E.  C.  Barrett)  appeared  for  Knapton.  20 

Ward  Coldridge  stated  that  the  London  and  Hull  Soap  Works  Ld.  did  not 
resist  the  Motion. 

Ashton  Cross^  for  Knapton^  asked  that  it  might  go  into  the  witness  list. 

Warrington  J.  adjourned  the  Motion  till  the  12th  of  June,  to  be  heard 
with  witnesses ;  but  as  regards  the  London  and  Hull  Soap  Works  Ld.j  as  they  25 
submitted  to  have  the  Mark  struck  off  the  Register,  he  ordered  them  to  pay  the 
costs  of  the  Motion  up  to  and  including  tjie  10th  of  May,  and  stayed  further 
proceedings  against  them. 

On  the  12th  of  July  the  Motion  came  on  again. 

Sebastian  (instructed  as  above)  appeared  for  Edward  Cook  A  Co.  Ld.y  but  30 
Knapton  did  not  appear. 

Sebastian  stated  thdit  Knapton  had  intimated  that  he  did  not  intend  now  to 
be  represented  or  to  oppose.    He  called  the  attention  of  the  Court  to  the 
affidavits  which  had  been  filed,  which  went  to  prove  that  the  term  '*  Sugar 
"  Soap  "  was  common  to  the  trade,  and  he  asked  for  an  Order  for  rectification  35 
and  for  costs. 

Warrington  /.  made  the  Order  asked. 
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In  the  Court  of  Sbssion  in  Scotland, 

Outer  House.— JB^/ore  Lord  Mackenzie  L.O. 

September  14th,  20th,  and  27th,  October  23rd,  November  6th  and  28th,  and  . 
December  20th  and  21st,  1906  ;  March  12th,  13th,  and  14th,  and  June  5th, 
6th,  and  22nd,  1907. 

Plotzker  v.  Lucas. 

Trade  name, — Descriptive  name. — Secondary  sense. — Passing  off. — Retailers : 
in  different  districts. — Tendency  to  deceive.  ^Circumstances  where  proof  of  fraud 
held  to  be  insufficient. — Tarpis  causa. — False  statements  in  the  Gomplainers^ 
10  advertisements  heldy  even  if  false^  not  to  amount  to  such  misrepresentations  as 
would  make  the  Complainers*  a  fraudulent  trade. 

M.  P.  and  his  four  brothers  {who  were  the  Oomplainers  in  the  action)  were  . 
proprietors  (in partnership)  of  17  shops  in  England  and  one  in  Glasgow ^  at. 
which  they  carried  on  a  large  business  as  retail  dealers  in  shirts  and  collars. 

15  under  the  trade  name  ofOie  Irish  Linen  Company.  The  first  of  these  shops  was 
opened  in  March  1902.  Previous  to  that  date  the  name  Irish  Linen. Company: 
had  been  used  by  three  different  shopkeepers  at  Hove^  Belfast^  and  the  Isle  of 
Manj  in  invoices,  advertisementSy  ike,  but  not  on  the  wrappers  round  the  goods* 
The  Oomplainers  stated  that  tJiey  were  manufacturers  of  shirts  and  collars, . 

20  About  May  1906  H.  L.  opened  a  shop  in  Edinburgh^  where  he  did  a  retail . 
business  in  shirts  and  collars  under  the  name  of  the  Irish  Linen  Company. 
Tliis  shop  had  a  green  signboard  with  gilt  lettering^  green  window  tickets^  and 
a  peculiar  style  of  window  dressing^  aU  of  which  were  common  to  all  the  shops 
of  the  Complaints,  and,  as  they  alleged^  distinctive  of  them.    It  was  proved 

25  tJiat  in  two  cases  H.  L.^s  shop  was  mistaken  for  one  of  the  Complainers\    The 

Oomplainers  alleged  thai  H.  L.  had  acted  fraudulently,  but  the  Lord  Ordinary 

held  the  proof  of  this  to  be  insufficient.    TJie  Oomplainers  having  brought  an 

auction  of  interdict  against  H.  L., 

Held,  that,  in  the  Scotch  market  at  least,  the  descriptive  name  Irish  Linen 

30  Company  had  not  acquired  any  secondary  signification  confining  it  to  the 
business  of  the  Oomplainers;  that  the  use  by  a  retailer  in  Edinburgh  of 
signboards,  dressings,  Ac,  in  a  certain  style  would  not,  in  such  a  branch  of 
trade  as  the  present,  be  likely  to  mislead  the  public  into  thinking  that  his  shop 

35  was  a  branch  of  another  retailer's  whose  nearest  shop  was  in  Glasgow;  and- 
that  tlie  proof  of  fraud  was  insufficient.    Interdict  was  refused. 
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GbBerved  by  the  Lord  Ordinary.—"  Even  if  the  Respondent  believed  that]cu8tam 
"  coiUd  be  attracted  by  a  shop  of  the  particular  design  which  had  attracted 
"  custom  in  Glasgow^  I  do  not  think  he  would  be  doing  anything  illegitimate  in 
"  employing  the  same  means,  provided  it  was  only  to  attract  custom  and  not  to 
"  divert  customers  from  the  Complainers.*^  * 

The  Respondent  having  argued  that  the  Complainers  were  barred  by  alleged 
false  statements  in  their  advertisements  from  insisting  in  the  present  action, 
held  tJiat  this  was  not  a  case  where  the  reputation  of  ths  trade  name  was 
founded  on  false  and  fraudulent  statements. 

Newman  v.  Pinto  {4  R.P.O.  508%  and  Bile  BeanB  Mann&ctaring  Company  10 
V.  Davideon  (^5  R.P.O.  726;  8  F.  1181)  distinguished.    . 

This  was  an  action  for  Buspension  and  interdict  at  the  instance  of  Marcus 
Plotzher,  residing  at  67  Exeter  Road,  Cricklewood,  London ;  William  Plotzker^ 
residing    at   4  Acomb   Street,  Greenhays,    Manchester ;    Herman  Plotzker, 
residing  at  26  Row  Lane,  Sonthport ;  David  Plotzker,  residing  at  311  Eoclefall  15 
Road,  Sheffield ;   and  Bernard  Plotzker,  residing  at  5  University  Avenue, 
Glasgow,  proprietors  of  the  business,  Irish  Linen  Company,  against  Hessd 
LtuxM,  carrying  on  business  at  23  Nicolson  Street,  Edinburgh,  under  the  name 
of  Irish  Linen  Company.     The  Note  prayed  the  Court  to  suspend  the  pro- 
ceedings complained  of,  and  to  interdict  the  Respondent    and  his  agents,  20 
servants,  and  all  others  acting  for  him,  (1)  from  carrying  on  business  under 
the  style  or  title  of  Irish  Linen  Company  and  (2)  from  passing  off  or  attempting 
to  pass  off  his  goods  as  and  for  the  goods  of  the  Complainers,  and  also  from 
issuing  or  publishing  any  catalogues,  labels,  circulars,  show  cards,  advertise- 
ments  or  bill  heads  in  the  name  of  Irish  Linen  Company,  and  to  grant  interim  25 
interdict. 

The  Complainers  stated  that  their  head  office  had  been  for  some  time  at 
10  Acomb  Street,  Manchester,  and  was  now  at  167  and  168  Fleet  Street,  London, 
and  that  they  had  for  ten  years  carried  on  business  under  the  style  or  title  of 
Irish  Linen  Company.  Their  business  consisted  in  dealing  in  all  kinds  of  30 
linen  goods  such  as  collars  and  shirts.  They  had  gradually  built  up  a  large 
business  in  Great  Britain,  and  had,  under  their  said  name  of  Irish  Linen 
Company,  spent  large  sums  in  advertising  their  goods.  They  had  seventeen 
branches  in  London,  Glasgow,  Manchester,  Birmingham,  Sheffield,  Bradford, 
Leeds,  Cardiff,  Southport  and  Leicester,  and  their  business  was  steadily  increasing.  35 
The  object  of  the  Complainers  was  to  establish  a  large  business,  with  its  centre 
in  Great  Britain,  in  linen  goods  of  a  high  class.  The  fabrics  were  to  be  supplied, 
and  they  had,  in  point  of  fact,  been  mainly  supplied,  by  Irish  manufacturers. 
With  the  view  of  establishing  a  large  business  the  Complainers  selected  Irish 
Linen  Company  as  a  distinctive  name  for  their  businesses,  and  headed  their  40 
advertisements,  catalogues,  show-cards,  bill  tops,  business  stationery,  invoioesi 
letters,  accounts,  &c.,  with  that  name.  They  also,  at  considerable  trouble  and 
expense,  designed  and  fixed  on  their  different  establishments  signboards  of  a 
uniform  design,  bearing  that  name  in  gilt  letters  on  a  green  ground.  The 
Complainers  had  achieved  the  end  with  which  they  started  their  business,  and  45 
adopted  the  said  steps  for  that  purpose,  and  they  had  now  a  large  business 
throughout  Great  Britain.  In  Scotland  they  had  only  one  shop  which  was  in 
Glasgow,  but  they  were  about,  they  stated,  to  establish  shops  at  the  North  Bridge, 
Edinburgh,  and  elsewhere.  The  name  Irish  Linen  Company  had  come  to  be 
recognised  as  the  Complainers*  trade  name.  50 

In  answer  the  Respondent  denied  that  the  Complainers  had  a  head  office  at 
10  Acomb  Street  aforesaid  and  that  they  had  carried  on  business  for  ten  years  under 
the  style  or  title  of  Irish  Linen  Company.    He  averred  that  the  Complainers 
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were  not  in  partnership  with  each  other  bat  carried  on  separate  businesses  at 
Manchester,  at  London,  at  Glasgow,  Birmingham,  Sheffield,  Bradford,  Leeds, 
Cardiff,  Sonthport,  and  Leicester,  and  had  not  traded  for  more  than  four 
years  under  the  name  of  Irish  Linen  Company.  He  explained  that  in  Scotland 
5  there  was  only  one  shop,  situated  in  Glasgow,  belonging  to  one  or  other  of  the 
Complainers  where  he  carried  on  a  small  retail  business  under  the  name  of 
Irish  Linen  Company^  and  that  in  it  other  than  Irish  goods  were  sold.  He 
continued : — "  In  fact  other  firms,  the  Irish  Linen  Company y  2  Beulah  Street, 
^'  Harrogate,  and  the  Irish  Linen  Company  35  Clumber  Street,  Nottingham, 

10  '^  carry  on  businesses  under  said  name  and  have  no  connection  with  the  Com- 
'^  plainers.  The  Complainers  were  well  aware  that  other  firms  of  similar  name 
^^  carry  on  similar  businesses.  The  alleged  central  offices  at  167  and  168  Fleet 
^^  Street  consisted  only  of  a  retail  business  such  as  was  carried  on  by  each  of 
'*  the  Complainers  separately,  and  no  books  showing  the  purchases  and  sales  of 

15  '*  their  separate  businesses  are  kept  at  said  alleged  offices.  Moreover,  the 
*'  Complainers  held  themselves  out  as  manufacturers  of  Irish  linen ;  and,  in 
*^  particular,  in  an  advertisement  in  the  '  Strand  Magazine  *  of  October  1906, 
^'  declared  that  they  were  the  largest  retail  manufacturers  of  Irish  linen  goods 
^*  in  the  world,  and  that  by  dealing  with  them  the  public  would  save  the 

20  "  middleman's  profits.  They  were  not  manufecturers,  and  they  deliberately 
«<  made  these  statements,  although  they  knew  them  to  be  false,  in  order  that 
"  they  might  deceive  the  public  and  induce  them  to  buy  the  goods  they  sell. 
*'  Moreover  the  Complainer  who  owns  the  said  shop  at  115  Sauchiehall  Street, 
*^  Glasgow,  has  published  a  booklet  which  the  Complainers  are  called  upon  to 

j;5  *'  produce.  On  page  three  thereof  he  declares '  We  have  no  connection  with 
*^ '  any  other  firm  of  a  similar  name,'  and  that  customers  should  see  that  every 
^  article  bears  their  registered  Trade  Mark.  On  pages  six  and  seven  thereof, 
^  they  state  that  they  are  manufacturers,  and  that  ^  until  the  finished  article  is 
^<  *  presented  for  sale,  no  detail,  however  insignificant,  escapes  our  careful 

30  "  *  scrutiny.'  On  their  receipt  forms  and  other  printed  matter,  the  Complainws 
^^  falsely  state  that  they  are  manufacturers,  and  have  a  shirt  and  collar  factory 
**  in  Londonderry,  and  a  handkerchief  factory  in  Belfast.  In  the  above  men- 
^  tioned  booklet  the  Complainers  state  that  ^  the  handkerchiefs  are  turned  out 
^  *  on  our  own  looms,'  and  this  is  followed  by  pictorial  representations  of  a 

35  ^^  weaving  loom,  a  cutting-room,  a  machine-room,  a  laundry  and  a  dressing* 
^'  room.  The  Complainers  do  not  possess  a  single  loom,  and  have  no  sudi 
^^  property  as  they  falsely  state  in  regard  to  said  alleged  factories."  With 
r^ard  to  the  alleged  infringement  of  their  rights  the  Complainers  averred  that 
the  Respondent,  who  had  no  connection  with  the  Complainers,  had  recently 

40  started  business  at  23  Nicolson  Street,  Edinburgh,  a3  Irish  Linen  Company^ 
carrying  on  a  similar  business  to  that  of  the  Complainers.  They  explained  that 
except  a  shopkeeper  in  England  who  desisted  as  soon  as  remonstrated  with,  no 
one  had  attempted  to  appropriate  the  said  trade  name  until  the  Respondent  did 
BO.    They  continued — "  The  Respondent  is  related  by  npiarriage  to  the  Com- 

45  '^  plainers,  and  was  and  is  well  aware  that  they  have  traded  under  the  said 
«<  name  for  many  years  in  England  and  Scotland,  and  been  successful  in  their 
<*  businesses.  About  two  years  ago  they  arranged  for  the  opening  of  a  shop  in 
^^  Glasgow,  and  secured  premises  in  Sauchiehall  Street  at  a  rent  of  400J.  for  that 
**  purpose.  They  put  up  a  signboard  of  the  design  and  colouring  above  mentioned 

50  ^*  which  is  well  known,  in  the  linen  trade  and  to  the  public,  as  indicating  the 
^  business  of  the  Irish  Linen  Company.  They  have  done  a  large  business  there 
**  with  Edinburgh,  Glasgow,  and  other  Scotch  customers  who  frequ^it  said 
^  premises  to  buy  goods  and  occasionally  to  exchange  them  for  goods  purchased 
^  in  their  English  shops.    Shortly  after  the  said  premises  at  Sauchiehall  Street 

55  ^^  were  opened  the  Respondent,  who,  through  his  said  relationship  to  the 
**  Complainers  had  acquired  knowledge  of  the  extent  and  profits  of  the  Com« 
^  plainers'  said  businesses,  on  several  occasions  visited  the  said  premises,  and 
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^'  employed  a  painter  to  imitate  above  the  Respondent's  premises  the  signboard 
^'  above  their  premises.  When  the  Respondent  started  his  business,  or  at  all 
^'  events  when  he  began  to  nse  the  Complainers*  said  name,  he  had  a  signboard 
^*  pnt  above  his  door  which  was  identical  with  the  Oomplainers'  signboards. 
''  The  Respondent  also  imitated  the  window  tickets  used  by  the  Complainers,  5 
'*  and  also  the  dressing  of  the  said  windows.  These  things  the  Respondent  did 
^^  with  the  intention  and  with  the  effect  of  representing  his  shop  as  one  of  the 
**  Oomplainer's  branches  and  thus  deceiving  the  public  into  purchasing  his  goods 
^^  as  goods  supplied  by  the  Complainers.  He  also  finished  his  catalogues  and 
"  stationery  in  green  coloured  ink,  which  is  the  colour  used  on  the  Complainers*  10 
"  stationery,  &c,,  and  he  dressed  his  windows  like  the  Complainers'  windows 
^^  and  imitated  their  Window  tickets  aJl  with  the  said  intention  and  effect. 
*^  Explained  further  that  the  Complainers  have  a  large  trade  in  Scotland. 
^*  Further  explained  that  when  the  Respondent  had  put  up  an  imitation  of  the 
'*  Complainers'  signboard,  as  above  condescended  on,  he  advertised  in  various  15 
**  publications  his  business  in  these  words : — *  The  Irish  Linen  Company  have 
"  *  now  opened  at  No.  23,  Nicolson  Street  (at  theatre  door).  Please  while 
^  *  passing  look  in  at  our  window.'  By  this  statement  he  meant  to  represent, 
'*  and  did  falsely  represent,  that  the  Complainers  had  now  started  business  at 
^<  No.  23,  Nicolson  Street."  They  also  complained  that  the  Respondent  in  price  20 
lists,  invoices,  placards,  &c.,  and  in  advertisements  designated  himself  the 
Irish  Li'nen  Company  and  that  this  designation  was  used  by  him  fraudulently, 
or  at  least  was  calculated  to  deceive  the  public. 

The  Complainers  put   forward  the  following  pleas : — 1.  The  Complainers 
having  acquired  right  to  the  trade  or  trading  name  Irish  Linen  Company^  they  25 
are  entitled  to  exclude  others  from  the  use  thereof,  and  interdict  ought  to  be 
granted  as  craved.    2.  The  adoption  by  the  Respondent  in  his  business  of  the 
style  or  title  of  Irish  Linen  Company  being  an  infringement  of  the  Complainers' 
rights,  interdict  should  be  granted  as  craved.    3.  The  adoption  of  said  style  or 
title  being  calculated  to  deceive  the  public  into  purchasing  the  Respondent's  30 
goods  in  the  belief  that  such  goods  are  the  goods  of  the  Complainers,  interdict 
ought  to  be  granted  as  craved.    4.  The  Respondent  having  adopted  said  style  or 
title  for  the  purpose  of  taking  advantage  of  the  reputation  which  the  goods 
dealt  in  and  sold  by  the  Complainers  have  acquired,  and  for  the  purpose  of 
associating  his  business  with  the  business  of  the  Complainers,  interdict  ought  35 
to  be  granted  as  craved.    5.  Separatim  the  Respondent's  adoption  of  said  name 
being  fraudulent,  the  Complainers  are  entitled  to  interdict.    6.  In  the  whole 
circumstances  interim  interdict  ought  to  be  granted. 

The  most  important  pleas  for  the   Respondent  were  as  follows : — 1.  The 
instance  in  this  Note  is  defective,  and  the  Note  should  be  dismissed  with  40 
expenses.    2.  Ante  omnia^  the  Complainers  ought  to  be  ordained  to  find  caution 
for  expenses  and  loss  that  would  accrue  to  the  Respondent  before  (first)  the  Note 
is  passed  or  (two)  interim  interdict  granted.    3.  The  averments  of  the  Com- 
plainers are  irrevalent  and  insufficient  to  support  the  conclusions  in  the  prayer 
of  the  Note.    4.  In  respect  that  the  Respondent  sells  Irish  goods  and  that  he  is  45 
entitled  to  make  use-  of  the  name  he  trades  under,  absolvitor  with  expenses 
should  be  granted  in  his  favour.    5.  The  words  '*  Irish  Linen  Company"  not  being 
(a)  Registered  under  any  Act  or  (Jb)  capable  of  registration  under  any  Act,  the 
Respondent  should  be  assoilzied  with  expenses.    6.  In  respect  that  the  words 
**  Irish  linen  '*  denote  (1)  the  place  of  manufacture,  (2)  the  quality  of  the  goods,  56 
and  (3)  the  character  of  the  goods,  the  Complainers  have  not  acquired  and 
cannot  acquire  the  exclusive  right  to  their  use,  and  the  Respondent  is  entitled 
to  absolvitor  with  expenses.    7.  In  respect  that  the  Respondent  has  never  passed 
off  the  goods  he  sells  as  goods  of  the  Complainers,  he  should  be  assoilzied  with* 
expenses.    8.  The  Complainers  are  not  manufacturers  of  linen  or  of  shirts  and  55 
collars,  and  therefore  are  not  entitled  to  decree  as  craved.    9.  The  adoption  by 
the  Respondent  of    the  style  or  name  of  Irish  Linen  Company   being  no 
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infringement  of  the  Complainers'  rights,  no  interdict  as  craved  should  be 
granted.  10.  The  adoption  of  said  style  or  title  not  being  calculated  to  deceive 
the  public  into  purchasing  the  Respondent's  goods  in  the  belief  that  such  goods 
are  the  goods  of  the  Complainers,  interdict  should  not  be  granted  as  craved. 
5  11.  In  respect  that  the  Complainers  are  not  entitled  to  the  sole  use  of  the  words 
"  Irish  Linen  Company  "  which  is  generic  the  Respondent  should  be  assoilzied 
with  expenses.  12.  In  respect  that  the  Complainers  sell  other  than  Irish  goods 
under  the  style  or  title  of  Irish  Linen  Company  they  are  not  entitled  to 
interdict  as  craved.    13.   In  respect  that  the  Complainers  have  made  false 

10  statements  to  the  public  to  induce  trade,  as  condescended  on,  they  are  barred 
from  insisting  in  the  present  proceedings. 

In  reply  the  Respondent  averred  that  both  the  Complainers*  shop  in  Glasgow 
(which  had  only  been  established  about  a  year)  and  his  own  in  Edinburgh  did 
a  passing  trade  only,  and  no  trade  in  orders  from  a  distance  were  done  by  either. 

15  The  Respondent  could  not  take  advantage  of  the  Complainers'  reputation  in 
Edinburgh  as  the  latter  were  unknown  there.  The  Complainers  were  not 
manufacturers  but  retailers  only,  and  the  linen  they  sold  differed  in  no  way 
from  the  linen  which  other  persons,  the  Respondent  among  them,  could  and 
did  obtain  from  the  same  manufacturers.    The  Respondent  had  never  sold  any 

20  goods  as  *'  Irish  Linen  "  which  were  not  Irish  linen.  Ho  denied  any  attempt 
to  pass  off  his  goods  as  those  of  the  Complainers. 

The  case  was  first  moved  on  the  27th  of  September  1906,  when  the  Lord 
Ordinary  on  the  Bills  passed  the  Note  from  the  Bill  Chamber  t6  the  Court  of 
Session  and  refused  interim  interdict.     On  the  6th  of  November"  the  Lord 

25  Ordinary  (Lord  Maokenzib)  closed  the  Record  and  sent  the  case  to  the 
Procedure  Roll.  On  the  28th  of  November  Counsel  were  heard  in  the  Pro- 
cedure Roll  on  the  question  of  title  to  sue. 

T,  B.  Morison  K.C.  and  A,  A.  Fraser  (instructed  by  Robertson  and 
Wallace  S.S.C.)  contended  that  as  the  Complainers  had  not  averred  partnership 

30  the  instance  was  defective.  The  Lord  Ordinary  repelled  the  objection  and 
allowed  a  proof  before  answer.  The  Respondent  reclaimed.  On  the  20th  and 
21st  of  December  the  First  Division  of  the  Inner  House  heard  Counsel  on  the 
point,  and  on  the  last  date  they  adhered  to  the  Lord  Ordinary's  interlocutor 
holding  that  the  Complainers  had  sufficiently  described  themselves  as  "  carrying 

35  "  on  business  under  the  style  of  the  Irish  Linen  Company.'^  [This  debate  and 
the  opinions  of  their  Lordships  are  reported  in  14  Scots  Law  Times  678.] 
The  case  having  been  sent  back  to  the  Outer  House,  proof  before  answer  was  led 
on  the  12th,  13th,  and  14th  of  March  1907.  Further  proof  was  led  on  the  5th 
of  June. 

40  Counsel  for  the  Complainers — Crabb  Watt  K.C.  and  Orr  Deas  (instructed  by 
Robert  M.  Scott,  solicitor)  ;  Counsel  for  the  Respondent — A.  M.  Anderson  and 
A.  A,  Fraser  (instructed  by  Robertson  and  Wallace  S.S.C.). 

The  principal  witnesses  for  the  Complainers  were : — The  Complainers,  the 
Plotzkers;  Arthur  John  Taylor,  manufacturer's  agent,  Hope  Street,  Glasgow; 

45  James  Ayer,  a  partner  of  James  Ayer  &  Son,  tailors,  hosiers  and  outfitters,  114 
Leith  Street,  Edinburgh ;  H,  Baum,  commercial  traveller  in  fancy  goods,  8 
Studley  Road,  London  ;  John  Peters,  traveller  for  /.  McLean,  ticket  writer,  74 
Argyle  Street,  Glasgow;  John  Leinster,  a  partner  of  Leinster  Bros,  and 
Staveacre,  linen  manufacturers,  Bellvue  Factory,  Londonderry ;  James  Shiells, 

50  shirt  and  collar  manufacturer,  21  Bishop  Street,  Londonderry  ;  Carshed  Khory, 

student,  73  George  Street,  Edinburgh ;  and  William  M.  Oreenhom,  65  Nile 

Grove,  Edinburgh.    The  two  last  spoke  to  having  mistaken  the  Respondent's 

shop  for  one  of  the  Complainers',  though  they  had  not  made  any  purchase. 

The  principal  witnesses  for  the  Respondent  were  : — The  Respondent ;  Harris 

55  Levy  Lucas,  his  brother,  horsedealer,  25  East  Preston  Street,  Edinburgh; 
Chamberlain,  his  shopman ;  Edmund  Mohun,  retail  linen  dealer,  1  Marine 
Road,    Douglas;     John    Mohun,    retail    linen     dealer,    102    Western    Road, 
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Hove,  Brighton;   Philip    Oardon,  formerly  bootdealer,  7   Huxley   Avenue, 
Manchester. 

The  evidence  is  very  f  ally  examined  in  his  Lordship^s  judgment.     On  the 
.5th  and  6th  of  June  Connsel  were  heard. 

Counsel  for  the  Complainers  (ut  supra)  argued. — ^The  Oomplainers  here  are    5 
carrying  on  business  in  common  with  a  view  to  profit;   they  are  therefore 
a  partnership  (Partnership  Act,  1890)  and  entitled  to  sue.     Here  the  Com- 
plainers had  established  their  trade  name ;  it  is  a  question  of  circumstances  how 
long  it  takes  to  do  this  {Cutter  on  Passing  Off,  52).    [Lord  Maokbnzib.— Does 
not  the  question  of  area  also  enter  into  it  ?     The  influence  of  these  shops  was  10 
limited  to  the  vicinity.]    The  right  to  a  name  may  sometimes  be  confined  to 
a  single  market  {Gowie  v.  Herbert  14  R.P.C.  436).     Probably  the  British  Isles 
are  too  compact  to  be  broken  up  into  distinct  markets.     At  any  rate  the  Com- 
plainers have  shops  all  over  the  country.    They  have  Scotch  customers  and  a 
shop  in  Olasgow.    The  fact  that  the  name  here  can  have  a  descriptive  meaning  15 
attributed  to  it  may  make  it  more  difficult  for  the  Complainers  to  establish  their 
right  to  it,  but  does  not  bar  them  from  doing  so,  and  they  will  be  protected  if 
they  can  prove  that  selling  under  this  name  would  be  likely  to  deceive  par- 
chasers  into  the  belief  that  they  were  buying  the  Complainers*  goods,  even 
though  there  is  no  proof  of  fraud  {Beddau?ay  v.  Banham  13  R.P.C.  218  ;  L.R.  29 
(1896)  A.C.  199  ;  and  Wotherspoon  v.  Ourrie  L.R.  5  H.L.  508).    Injunction  has 
been  granted  where  the  name  was  a  geographical  one  {Montgomery  v.  T?u)mp9on 
8  R.P.C.  361 ;  L.R.  (1891)  A.C.  217).     The  Respondent  here  does  not  pretend 
that  he  or  his  business  have  any  connection  with  Ireland,  so  he  is  really  in  no 
better  position  than  one  using  a  fancy  name.     No  stronger  case  for  the  defence  25 
.can  be  figured  than  where  a  man  uses  his  own  name  (Burgess  v.  Burgess  3  De 
O.  M.  &  G.  896),  yet  if  that  name  is  likely  to  mislead  the  public  he  will  be  pre- 
vented from  doing  so  (Cash  v.  Cash  18  R.P.C.  213;  Rodgers  v.  Simpson  23 
R.P.C.  297).    The  question  whether  misleading  is  probable  is  always  a  question 
to  be  considered  by  the  Court  (^Dewar  v.  Dewar  17  R.P.C.  341 ;  7  8.L.T.  462  ;  30 
Jamieson  A  Go.  v.  Jamieson  15  R.P.C.  169).    In  the  present  case  there  has  been 
proof  of  mistake  between  the  two  businesses  though  not  of  sale  in  error.     This 
is  the  best  proof  of  liability  to  deceive.    The  Respondent  must  at  least  distin- 
guish his  goods  so  clearly  from  those  of  the  Complainers  that  there  can  be  no 
mistake.     Here,  on  the  other  hand,  we  have  him  usii^  labels  and  signboards  35 
which  are  colourable  imitations  of  those  used  by  the  Complainers.     This  they 
are  entitled  to  prevent  (De  Kuyper  A  Son  v.  W.  and  Q.  Baird  Ld.  20  R.P.O. 
581).    It  is  a  clear  case  of  passing-off.    The  get-up  of  the  Respondent's  shop  is 
the  same  as  that  of  the  Complainers*.    He  is  trading  on  the  reputation  we  have 
acquired.     There  is  also  proof  of  fraud.    It  has  been  shown  that  the  Respon-  40 
dent  asked  a  ticket-writiBr  to  supply  him  with  labels,  Ac,  resembling  those 
used  by  the  Complainers,  and,  though  this  transaction  fell  through,  the  labels 
ultimately  used  by  the  Respondent  were  of  that  character.    [Lord  Mackbhzib. 
—Do  you  object  to  the  words  "  Irish  Linen  "  without  the  word  "  Company  '*  ?] 
Not  unless  there  is  passing-off.     Apart  from  that  we  only  wish  to  protect  our  45 
trade  name,  Irish  Linen  Company, 

Counsel  for  the  Respondent  {ut  supra)  argued. — ^To  give  the  Complainers  a 
title  to  sue  partnership  must  be  established ;  the  onus  of  proving  this  is  on  the 
Complainers  ;  we  submit  that  it  has  not  been  discharged.  Even  if  the  Com- 
plainers have  a  good  title  to  sue  they  are  barred  from  insisting  on  their  present  50 
proceedings  by  the  fact  that  they  have  made  false  statements  to  induce  trade 
(plea  13).  Their  signboards  bear  *^The  Irish  Linen  Company.  Factories, 
^*  Londonderry  and  Belfast.'*  In  advertisements,  in  papers  and  magazines,  in 
their  cash  sale  slip  and  in  a  booklet  published  by  them  they  represent  themselves 
to  be  "Manufacturers  of  linen  goods,"  adding,  "Shirt  and  collar  factory,  55 
"  Londonderry ;  handkerchief  factory,  Belfast ;  linen  spinning  factory,  Belfast 
"  Collars  executed  at  our  own  factory  in    a  few  days ;    original  designs ; 
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"  embroidery  1  ...  at  oup  own  Belfast  factory ;  every  article  at  wholesale 
"  prices  direct  from  maker  to  wearer  at  a  saving  of  50  per  cent,  .... 
"  Great  care  has  been  devoted  to  the  selection  of  competent  workmen  and 
"  foremen."  The  booklet  referred  to  contains  pictures  of  looms  and  other 
5  machinery.  Here  we  have  circumstantial  representations  that  the  Complainera 
were  manufacturers,  and  that  those  who  dealt  with  them  would  save  a  middle- 
man's profit,  all  of  which  was  false.  It  was  by  these  false  representations  that 
the  Complainers  built  up  their  trade.  The  Oomplainers  cannot  demand  pro- 
tection from  a  court  of  equity  for  a  trade  founded  on  fraudulent  misrepresenta- 

10  tions.  They  must  come  into  Court  with  clean  hands  {Ford  v.  Foster  L.R.  7 
Ch.  App.  611 ;  Newman  v.  Pinto  4  R.P.O.  508 ;  Leather  Gloth  Company  v. 
American  Leather  Cloth  Company  11  H.L.  Cas.  523 ;  In  re  Fumte's  Trade 
Marks  8  R.P.O.  214 ;  L.R.  (1891)  2  Ch.  166 ;  and  BiU  Beans  Manufacturing 
Company  v.  Davidson  (8  P.  1181 ;    23  R.P.C.  725).    The  first  crave  of  the 

15  Complainers  amounts  to  a  claim  for  the  exclusive  use  of  the  name  Irish  Linen 

Company.    This  claim  they  have  not  substantiated.      The  name  is  not  an 

invented  one.    It  is  a  common  name  descriptive  of  the  Complainers*  business. 

•  They  can  only  succeed  in  preventing  the  Respondent  from  using  these  words 

if  they  show  that  the  name  Irish  Linen  Company  has  acquired  a  second 

20  connotation  solely  applicable  to  the  business  of  the  Complainers  and  to  the 
goods  they  sell.  Inhere  is  no  proof  of  this.  Counsel  for  the  Complainers  were 
compelled  to  admit  that  they  could  not  protect  the  words  *^ Irish  Linen" 
without  *•  Company."  The  Complainers  are  not  even  inventors  of  this  trade 
pmie.    It  was  used  before  they  started  in  business.    The  Complainers  are  not 

^5  iii  BO  favourable  a  position  as  a  firm  of  manu&cturers  who  are  known  to 
all  persons  in  the  trade.  They  are  only  retailers,  and  such  reputation  as  they 
have  is  local,  being  limited  to  the  area  round  their  shops.  There  is  no  proof 
that  the  name  Irish  Linen  Company  has  any  special  reputation  or  value  in 
connection  with  the  sale  of  the  articles  they  trade  in;   these  are  common 

30  articles  procured  from  a  common  source  ;  and  the  Complainers  have  only  been 
four  years  in  the  market  {Parsons  v.  Oille^  15  R.P.C.  57  ;  L.R.  (1898)  A.C. 
239 ;  CMular  Clothing  Company  v.  Maxton  and  Murray  25  R.  1098  ;  15  R.P.C. 
581 ;  1  P.H.L.  29 ;  16  R.P.C.  397 ;  Dewar  v.  Dewar  7  S.L.T.  462  ;  17  R.P.C. 
341 ;  Stuart  &  Co.  v.  Scottish  Vol  de  Travers  Paving  Company  Ld.  13  R.  1 ; 

35  Dunlop  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Motor  Company  Ld.  8  P. 
1146;  23  R.P.C.  761).  Nor  are  the  Complainers  entitled  to  a  general 
interdict  against  passing  ofS^.  They  have  entirely  failed  to  prove  any  attempt 
by  the  Respondent  to  represent  his  goods  to  be  theirs.  In  fact  his  business  is 
in  Edinburgh,  where  the  goods  of  the  Complainers  are  quite  unknown.    The 

40  similarities  in  get-up  pointed  out  by  the  Complainers  are  not  confined  to  them 
and  the  Respondent,  but  are  common,  and  necessarily  so,  to  all  persons  carrying 
on  the  same  business.  If  the  goods  were  similar  it  was  because  they  were 
supplied  by  the  same  manufacturers.  There  was  nothing  distinctive  about  the 
goods  of  the  Complainers  or  their  get-up,  and  there  is  no  room  for  any  striking 

45  originality  in  goods  and  get-up  in  this  business.  The  name  was  a  natural  one 
to  take.  There  has  been  no  proof  of  such  similarity  as  to  mislead,  no  proof  of 
fraud,  and  no  proof  of  actual  damage  suffered  by  the  Complainers. 

Counsel  for  Complainers  in  reply. — ^There  has  been  here  no  misrepresentation 
since  the  Complainers  are  manufacturers  in  the  sense  in  which  that  term  is 

50  used  in  the  trade,  or  at  all  events  no  such  misrepresentation  b;y  the  Complainers 
as  to  disentitle  them  to  the  protection  of  the  Court.  At  one  time  they  had  a 
small  factory  in  Londonderry,  and  rooms  in  the  mills  have  always  been  set 
aside  by  the  manufacturers  they  employ  for  their  special  use,  and  it  has  been 
proved  that  they  employ  hundreds  of  cottage  workers  in  making  their  goods. 

55  They  were  therefore  not  without  justification  in  speaking  of  their  own  factories  \ 
the  extracts  from  their  booklet,  dbc,  did  dot  come  to  more  than  statements  which 
are  allowed  to  pass  in  advertisements.    The  present  case  differed  entirely  from 
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Bile  Beans  Company  v.  Davidson  (ubi  supra)  and  others  like  it,  for  there  the 
Gomplainers'  whole  trade  was  bnilt  ap  on  fraudulent  statements.  It  would  be 
absurd  to  say  that  in  the  present  case.  In  Netvman  v.  Pinto  (ubi  supra)  there 
l¥as  a  material  misrepresentation  on  the  label  on  the  goods.  Here  the  mis- 
representation was  not  material  but  trifling,  and  it  was  not  on  the  .goods  but  5 
merely  collateral  (Ford  v.  Foster  L.R.  7  Ch.  App.  611  at  632).  The  Complainers 
rely  on  this  case  as  an  authority  for  them. 

.-  Lord  Maokhnzib  made  avizandum,  and  on  the  22nd  of  June  gave  judgment 
refusing  interdict.  He  said— This  is  an  application  for  interdict  at  the  instance 
of  five  brothers  of  the  name  of  Plotzker^  who  are  described  as  carrying  on  10 
business  under  the  style  of  Irish  Linen  Company ^  against  Hessel  LucaSy  who 
is  described  as  carrying  on  business  at  23  Nicolson  Street,  Edinburgh,  under  the 
name  Irish  Linen  Company.  The  prayer  is  to  prohibit  the  Respondent  (1) 
from  carrying  on  business  under  the  style  or  title  of  "  Irish  Linen  Company ^^ 
and  (2)  from  passing-off  or  attempting  to  pass  off  his  goods  as  and  for  the  goods  15 
of  the  Complainers. 

•  The  first  plea  for  the  Respondent  is  that  the  instance  in  the  Note  is  defective. 
This  plea  was  repelled,  as  reported  in  S.C.  1907,  page  315.  The  judgment  then  ■ 
pronounced  was  to  the  effect  that  what  the  Complainers  require  to  prove  first  of 
all  is  that  the  persons  designated  in  the  instance  are  carrying  on  business  in  20 
common  with  a  view  to  profit,  and  that  that  business  is  carried  on  under  the 
style  and  title  of  Irish  Linen  Company ;  that  is  to  say  the  Complainers  must 
prove  that  they  are  suing  in  respect  of  a  partnership  right. 

The  Complainers  are  Marcus  Plotzker^  living  in  London  ;  William  Plotzker^ 
living  in  Manchester ;  Herman  Plotzker^  living  in  Southport ;  David  Plotzker^  25 
living  in  Sheffield ;  and  Bernard  Plotzker j  living  in  Glasgow. 

The  first  time  when  the  style  Irish  Linen  Company  appears  to  have  been 
used  by  the  Complainers  was  in  March  1902,  when  a  shop  was  opened  in 
Birmingham  by  Marcus^  his  partner  in  this  venture  being  his  brother  William. 
Previous  to  that  William  had  been  carrying  on  a  drapery  business  at  10  Acomb  30 
Street,  Manchester,  under  the  name  of  W.   Williams  &  Co.     The  name  Irish 
Linen  Company  did   not  appear  upon  these  premises,  although,  after  the 
business  of  the  Irish  Linen  Company  was  developed,  Acomb  Street  was  treated 
as  the  head  office  down  to  November  1906,  when  the  head  office  was  removed 
to  Fleet  Street,  London.     The  business  increased  rapidly.      William  Plotzker  35 
was  undoubtedly  the  master  mind  in  the  undertaking,  and  I  have  no  doubt  that 
it  was  mainly  to  his  energy  and  ability  that  the  growth  of  the  business  was  due. 
He  gives  in  hid  evidence  a  list  of  18  shops  which  have  been  opened  since  1902. 
Seven  of  these  are  in  London.    There  are  also  shops  at  Birmingham,  Bradford, 
Manchester,  Leeds,  Leicester,  Sheffield,  Nottingham,  Cardiff,  Southport,  and  40 
two  in  Glasgow.    The  rents  paid  range  from  150/.  to  10792.  per  annum. 

The  case  for  the  Complainers  is  that  William  and  Marcus  assumed  as 
partners  the  other  brothers,  as  and  when  the  shops  were  opened,  and  that  since 
the  action  was  commenced  a  sixth  brother  (Lessor)  had  also  been  made  a 
partner.  There  is  no  written  contract  of  co-partnery.  WiUiam  Plotzker  states,  45 
and  his  evidence  is  corroborated  by  Marcus^  Herman  and  Bernard^  who  were 
examined  as  witnesses^  that  the  brothers  are  in  partnership,  that  the  manage- 
ment of  the  shops  is  distributed  among  the  brothers,  and  that  they  are  all 
entitled  to  share  in  the  profits  according  to  the  turnover  in  the  respective  shops 
for  which  they  are  responsible.  The  goods  which  they  sell  are  mainly  shirts  50 
and  collars,  which  come  from  Ireland  and  are  sent  direct  to  the  branches.  In 
the  case  of  large  orders  to  premises  newly  opened  it  is  usual  for  tJie  Irish 
manufacturer  to  write  to  the  head  office  for  confirmation  before  forwarding  the 
goods.  A  certain  stock  of  goods  was  kept  at  Acomb  Street,  and  is  kept  at  Fleet 
Street,  from  which  a  branch  may  be  supplied  if  necessary.  The  appearance  of  55 
the  shops  is  more  or  less  uniform,  greeH  being  the  prevailing  colour  of  the  sign- 
boards^ except  in  the  case  of  Union  Street,  Glasgow,  which,  on  account  of  a 
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restriction  by  the  landlords,  is  brown.  Each  shop  has  a  signboard  which  bears 
**  Irish  lAnen  Company y  In  some  cases  there  is  added  "  Factories,  Belfast  and 
"  Londonderry,"  and  this  is  the  case  with  regard  to  the  shop  in  Saachiehall 
Street^  Glasgow.  The  windows  are  dressed  to  a  uniform  pattern,  and  the  goods 
5  exhijDited  have  attached  to  them  tickets  with  a  green  edge  and  white  centre. 
Stationery  of  a  uniform  pattern,  with  green  heading  and  "  Irish  Linen  Corn- 
"  pany^'*  is  issued  from  the  head  office  to  the  branches.  A  small  book  is  circu- 
lated which  bears  on  the  front  page  the  name  "Irish  Linen  Company,"  a 
statement  that  they  are  manufacturers  of  shirts,  collars,  &c.,  the  name  of  the 

10  branch,  and  the  statement  that  they  have  factories  at  Belfast  and  Londonderry. 
Advertisements  containing  these  particulars  are  inserted  in  newspapers, 
apparently  not  in  daily  papers  (at  least  none  such  have  been  produced),  but  in 
magazines  such  as  "  The  Strand,"  and  weekly  papers  such  as  *'  Country  Life." 
The  cost  of  advertising  is  borne  by  the  branches  proportionately.     The  Com- 

15  plainers  have  a  registered  Trade  Mark  which  bears  ^^  Irish  Linen  Company 
"  Manufacturers,  Trade  Mark.  None  genuine  without  this  Trade  Mark,"  and 
it  is  in  evidence  that  the  goods  which  they  sell  are  stamped  with  this  Trade 
Mark,  It  does  not  appear  when  this  Trade  Maik  was  registered.  A  system  of 
exchange  prevails  among  the  branches,  by  which  a  customer  who  has  bought 

20  goods  at  one  of  the  shops  may  get  them  exchanged  at  another.  The  business 
appears  to  have  been  very  successful.  It  is  said  the  Company  have  an  annual 
turnover  of  140,000^.  Mr.  Leinster^  a  Londonderry  manufacturer,  states  that 
their  payments  to  him  come  to  about  15,000^.  a  year.  Mr.  Sheills^  another  Lon- 
donderry manufacturer,  states  that  they  pay  him  about  16,000^.  or  17,000^.  a 

25  year.  There  have  apparently  been  as  yet  no  losses  on  any  of  the  branches. 
The  profits  upon  the  branches  were  remitted  first  to  the  head  ofBce  at  Acomb 
Street,  Manchester,  and  latterly  to  the  head  office  in  Fleet  Street,  London,  and 
have  been  applied  in  opening  new  branches  and  extending  the  business.  A 
book  is  kept  for  each  branch  in  the  branch  itself,  which  shows  the  business 

30  done  there,  and  a  duplicate  is  kept  at  the  head  office.  Stationery  and  circulars 
are  issued  from  the  head  office  to  the  branches. 

The  Respondent  says  that  these  facts  are  insufficient  to  instruct  partnership. 
The  criticism  that  he  makes  is  that  no  balance  sheet  has  been  produced,  and 
that  none  has  ever  been  prepared  ;  that  there  is  no  statement  of  the  amount  of 

35  capital  contributed  by  each  partner ;  that  none  of  the  books  kept  at  the  head 
office  have  been  produced,  and  that  the  state  of  the  bank  account  there  has  not 
been  disclosed ;  that  the  shop  at  10  Acomb  Street,  Manchester,  bears  the  name 
of  W.  Williams  A  Co.  and  not  Irish  Linen  Company;  that  at  the  various 
branches  the  leases  have  been  granted  to  the  respective  brothers  as  individuals  ; 

40  and  that  the  branch  bank  accounts  are  also  kept  in  their  names  and  not  in  the 
name  of  the  firm.  The  Complainers  explain  that  the  pressure  of  work  in 
extending  their  business  has  been  such  that  it  is  only  now  that  accountants 
have  been  set  to  work  to  make  up  a  balance  sheet.  There  is  no  doubt  that  the 
Complainers  were  regarded  by  such  persons  as  Leinster  and  Sheills  as  well  as 

45  by  Griffiths^  their  salesman,  as  carrying  on  business  in  partnership.  The 
alternatives  would  be  that  William  was  the  sole  owner,  the  other  brothers 
working  as  his  servants ;  or  that  each  brother  had  his  own  shop  or  shops ;  or 
that  there  was  a  combination  to  use  the  name  Irish  Linen  Company^  each 
brother  being  solely  liable  for  the  debts  of  the  branch  for  which  he  was 

50  responsible.  I  see  no  reason  to  doubt  the  evidence  given  by  the  Plotzkers. 
I  think  the  probable  inference  from  the  facts  proved  is  that  they  were  in 
partnership,  and  I  think  sufficient  facts  have  been  proved  to  warrant  this 
inference.  I  am  accordingly  of  opinion  that  they  have  proved  sufficient  to 
entitle  them  to  insist  in  the  present  application  for  interdict. 

55  The  next  question  is  whether  they  are  entitled  to  prevent  the  Respondent 
from  carrying  on  business  under  the  style  or  title  of  Irish  Linen  Company. 
This  means  that  they  have  the  sole  and  exclusive  right  to  use  this  trade  name. 
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No  question  of  Trade  Mark  has  been  raised  in  the  case.    The  name  Irish  Linen 
Company  is  one  which  primarily  is  just  descriptive  of  a  Company  which  sells 
Irish  linen.    Accordingly  the  Complainers  mast  establish  that  their  name  has 
acquired  in  the  market  a  secondary  sense — ^that  is  to  say,  that  goods  sold  under 
that  name  no  longer  mean  simply  goods  sold  by  a  Company  dealing  in  Irish  5 
linen,  but  mean  and  are  understood  to  mean  goods  sold  solely  by  the  Com- 
plainers ;  and  that  the  mere  use  by  the  Riespondent  of  that  name  is  per  se 
deceptive.    The  first  difficulty  in  the  way  of  the  Complainers  is  that  they  do 
not  appear  to  have  been  the  first  inventors  of  the  name.    The  evidence  is  I      . 
think  clear  that  the  name  was  in  use  in  Hove,  the  Isle  of  Man,  and  Belfast  10 
before  the  Complainers  adopted  it.    The  evidence  is  not  so  clear  in  regard  to 
its  use  at  Torquay,  but  it  seems  to  have  been  used  at  Harrogate.    It  also  appears 
to  have  been  used  at  Scarborough  so  far  back  as  the  year  1893.    In  the  Isle  of 
Man  it  was  fi^t  used  in  1894.    It  was  suggested  on  behalf  of  the  Complainers 
that  the  Mohuns^  business  was  household  linen  and  not  shirts  and  collars.    I  15 
do  not  think  this  is  of  much  importance  when  the  question  is  one  of  exclusive 
right  to  the  name.    On  this  branch  of  the  case  the  Complainers  carried  their 
argument  so  far  as  to  say  that  they  would  be  entitled  to  stop  the  use  of  the 
name  Irish  Linen  Company  not  only  in  every  town  in  England  but  also  every 
town  in  Scotland,  and,  crossing  to  Ireland,  to  prohibit  it  even  in  Dublin.  20 
Taking  the  case  of  Scotland,  which  is  what  we  are  immediately  concerned 
with,  the  evidence  shows  that  down  to  June  1905  the  Complainers  had  no  shop 
in  Scotland  at  all.    They  then  opened  the  Sauchiehall  Street  shop  in  Glasgow. 
The  Respondent  opened  his  shop  in  Nicolson  Street,  Edinburgh,  on  the  31st 
of  August  1906.    I  think  it  is  impogsible  on  the  evidence  to  hold  that  the  25 
Complainers  have  captured  the  Scotch  market  so  as  to  entitle  them  to  a  monopoly 
of  the  name  Irish  Linen  Company^  and  I  am  accordingly  of  opinion  that  they 
are  not  entitled  to  interdict  in  terms  of  the  first  branch  of  the  prayer  of  the 
Note.    The  question  then  arises  whether  the  Complainers  have  succeeded  in 
proving  that  the  Respondent  has  passed  off  or  attempted  to  pass  off  his  goods  30 
as  theirs.    The  principle  to  be  applied  to  this  part  of  the  case  is  laid  down  in 
Reddaway  v.  Banham  by  Lord  Herschell  thus : — "  The  principle  which  is 
**  applicable  to  this  class  of  case  was,  in  my  judgment,  well  laid  down  by  Lord 
'*  Kingsdoum  in  Leather  Cloth  Company  v.  American  Leather  Cloth  Company.^ 
**  It  had  been  previously  enunciated  in  much  the  same  way  by  Lord  Langdale  in  35 
•*  the  case  of  Croft  v.  Day.^  Lord  Kingsdown*s  words  were  as  follows : — *  The  f  un- 
**  ^  damental  rule  is,  that  one  man  has  no  right  to  put  off  his  goods  for  sale  as  the 
"  *  goods  of  a  rival  trader,  and  he  cannot,  therefore  (in  the  language  of  Lord 
**  *  LangdalCj  in  the  case  of  Perry  v.  TruefitjX)  be  allowed  to  use  names,  marks, 
**  *  letters  or  other  indicia^  by  which  he  may  induce  purchasers  to  believe  that  40 
"  *  the  goods  which  he  is  selling  are  the  manufacture  of  another  person.' "    It 
is  not  necessary  in  order  to  get  interdict  to  prove  a  fraudulent  intention  on  the 
part  of  the  Respondent  {Cellular  Clothing  Company  v.  Maxton  and  Murray 
1  F.H.L.  29,  per  Halsbury  L.C.  at  page  31). 

In  the  present  case  what  the  Complainers  allege  is  that  not  only  does  the  45 
Respondent  use  the  same  name  as  they  do,  but  that  his  window  dressing  and 
window  tickets  so  resemble  theirs  that  they  are  calculated  to  mislead,  and  have 
misled,  customers  into  thinking  that  the  shop  at  Nicolson  Street  is  a  branch  of 
their  business.  The  peculiarity  of  the  present  case  which  makes  it  unlike  any 
of  Uiose  cited  at  the  hearing  is  that  we  are  here  dealing  with  retailers,  not  manu-  50 
facturers.  What  the  Complainers  are  trying  to  do  is  to  prevent  the  Respondent 
retailing  goods  irrespective  of  any  question  as  to  their  manufacture.  No  doubt 
the  Complainers  do  represent  in  their  advertisements  and  circulars  that  they  are 
manufacturerSr  but  the  case  made  for  them  was  not  that  the  Respondent  was 

♦  ll.H.L.CaB.  638.  f  7  B«kv.  84.  t  6;B€aT.  86. 
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passing  off  goods  as  mannfactnred  by  the  Oomplainers  which  were  in  truth 
manufactured  by  some  one  else.  Their  case  is  that  the  Respondent  as  a  retailer 
was  adopting  means  which  would  have  the  effect. of  diverting  their  customers. 
As  regards  the  Oomplainers'  claim  to  be  manufacturers  it  appears  that  William 
5"  Plotzker  had  in  the  year  1902  a  factory  at  Londonderry  the  rent  of  .which  was 
.  11,  lis.  6d,  He  admits  that  he  could  not  give  it  personal  supervision  and  had 
to  give  it  up.  It  is  maintained,  however,  that  although  the  goods  they  sell  are  made 
by  such  manufacturers  as  Leinster  and  Shiells,  there  is  on  the  part  of  William 
Plotzker  a  certain  selection  of  raw  material  and  designing  of  shapes.    It  is  in 

10  evidence  that  certain  machinery  at  Lmister^s  manufactory  is  set  apart  for 
Oomplainers'  business  and  that  they  have  a  special  stock  room  there.  Special 
plant  is  also  reserved  for  them  in  James  Shiells^  manufactory  in  Londonderry. 
In  reality,  however,  both  the  Oomplainers  and  the  Respondent  are  selling  goods 
which  are  made  by  third  parties.    The  Respondent  gets  goods  which  he  sells 

15  from  John  A.  Shiells  in  Belfast.  The  Oomplainers  get  goods  which  they  sell 
from  James  Shiells  in  Londonderry.  The  case  is,  therefore,  not  one  in  which 
any  representation  is  made  in  regard  to  a  manufactured  article.  The  Oom- 
plainers' case  is  that  the  Respondent  has  used  means  in  exposing  his  goods  for 
sale,  which  induce  customers  to  believe  that  his  shop  is  a  branch  of  theirs. 

20       It  is  not  clear  what  prompted  the  Respondent  to  go  into  the  shirt  and  collar 

trade.    He  seems  to  have  been  a  commercial  traveller  in  furniture,  jewellery, 

'  &c.,  before  1902,  when  he  went  to  South  Africa  for  about  three  years.    His 

brother,  Harris  Lucas,  who  is  a  horse-dealer,  seems  to  have  been  acting  along 

with  him  in  the  establishment  of  the  Nicolson  Street  shop,  although  he '  says 

25  he  had  no  general  authority  to  act  for  him.  The  shop  was  taken  in  the  month 
of  May  1906.  The  first  thing  that  was  done  was  to  employ  the  witness  Ghrant^ 
who  is  a  shopfitter  in  Edinburgh.  According  to  his  evidence,  and  he  seemed  a 
reliable  witness,  it  was  he  who  suggested  that  the  signboard  should  bear  the 
name  Jrw/i  Linen  Company,    The  evidence  of  the  Respondent  is  that  at  this 

30  time  he  had  never  heard  of  ih^^  Plotzkers  in  connection  with  this  or  any  other 
business!  A  suggestion  was  made  by  some  of  the  Oomplainers'  witnesses  that 
the  Respondent  knew  of  the  Irish  Linen  Company  because  the  Plotzkers  and 
the  Lucases  were  connected  by  marriage.  The  Respondent,  on  the  other  hand, 
says  that  it  was  on  the  occasion  of  a  visit  to  the  Isle  of  Man  that  he  got  the  idea 

35  of  the  name  Irish  Linen  Company.  Against  this  is  the  fact  that  there  is  no 
mention  of  the  Isle  of  Man  on  Record,  although  there  is  mention  of  an  Irish  Linen 
Company  at  Harrogate.  The  evidence  of  Leinster  rather  confirms  the  idea  that 
lEfarris  LucaSy  at  least,  knew  something  of  the  Oomplainers'  business.  The 
next  step  was  that  Harris  Lucas  went  to  Ireland,  early  in  July  1906,  to  inter- 

40  view  Leinster,  He  says  that  he  got  his  name  out  of  a  directory.  Nothing 
passefl  between  them  on  the  occasion  of  this  meeting  in  regard  to  the  Plotzkers. 
It  was  on  the  occasion  of  a  second  visit  that  Harris  Lucas  paid  to  Ireland, 
about  the  23rd  of  July,  that  Leinster  said  Harris  Lucas  mentioned  that  he  was 
thinking  of  trading  as  the  Irish  Linen  Company,  when  he  (Leinster)  warned 

45  him  against  doing  so  0)i  account  of  the  Oomplainers'  business  under  that  name. 
By  this  time  the  signboard  had  been  put  on  the  Respondent's  shop.  The  Res- 
pondent was  told  by  Harris  Ltuxxs  of  his  conversation  with  Leinster,  but 
considered  that  he  was  within  his  rights  in  using  the  name  Irish  Linen  Com- 
pany.    The  Respondent  then  gave  an  order  to  the  witness.  Wood,  a  ticket- 

50  writer  in  Edinburgh,  to  prepare  tickets  for  his  shop.  The  designs  of  the  tickets 
were  left  to  Wood,  who  used  for  them  dies  which  he  had  had  for  more  than  20 
years.  They  are  lighter  in  colour  than  the  Oomplainers'  and  I  do  not  think 
can  be  said  to  be  an  imitation.  The  window  dressing  was  left  to  Chamberlain, 
who  carried  it  out  according  to  his  own  ideas  without  any  suggestion  from 

55  Harris  or  Hessel  Lucas.    The  shop  was  opened  on  the  31st  of  August. 

One  difiBculty  about  this  part  of  the  case  is  in  connection  with  Harris  Lucas, 
whom  I  did  not  consider  a  satisfactory  witness.     I  think  it  is  proved  by  the 

3  B 
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evidence  of  Qriffiths  and  McGall,  that  he  visited  the  Complainers'  shop  in 
Sauchiehall  Street— they  say  about  the  month  of  August--and  took  stock  of  its 
contents.     I  also  think  it  proved  by  the  evidence  of  Peters^  a  ticket- writer  in 
Glasgow,  that  Harris  Lucas  instructed  him  to  copy  the  tickets  in  the  Sauchiehall 
Street  shop.  Whether  this  visit  to  Peters  was  before  or  after  the  visit  to  the  Sauchie-   5 
hall  Street  shop  spoken  to  by  Qriffitlis  and  McCall  is  not  clear.   The  commisaon 
given  by  HariHs  Lucas  to  Peters  came  to  nothing,  and  the  tickets  were  in  point  of 
fact  supplied  by  Wood,    Whatever  was  the  motive  that  induced  Harris  Luccts 
to  act  as  he  did  in  Glasgow,  I  do  not  think  the  Respondent  is  necessarily 
affected  by  what  he  did,  and  I  think  it  is  proved  that  Grant,  Wood^  aad    10 
Chamberlain  did  their  work  on  HesseVs  instructions,  without  any  intention  of 
copying  the  Complainers'  Sauchiehall  Street  shop.    I  think  that  the  result  of 
the  evidence  is  to  show  that,  from  whatever  cause,  the  Respondent  came  to 
believe  that  there  would  be  a  demand  for  Irish  linen  shirts  and  collars  in 
Edinburgh.     Even  if  he  believed  that  custom  could  be  attracted  by  a  shop  of    15 
the  particular  design  which  had  attracted  custom  in  Glasgow,  I  do  not  think  he 
would  be  doing  anything  illegitimate  in  employing  the  same  means,  provided 
it  was  only  to  attract  custom,  and  not  to  divert  customers  from  the  Complainers. 
I  think  the  evidence  as  to  the  existence  of  customers  of  the  Complainers  in 
Edinburgh  is  inconclusive.    In  the  first  place  Bernard  Plotzker^  who  is  in   20 
charge  of  the  Sauchiehall  Street  shop,  and  the  shop  in  Union  Street,  Glasgow, 
subsequently  opened,  cannot  name  a  single  Edinburgh  customer.    The  Com- 
plainers' agent  who  examined  the  list  of  customers  in  the  Fleet  Street  books 
states  that  he  made  up  a  list  which  contained  thirty  Edinburgh  customers. 
This  list  was,  however,  not  produced,  and  there  has  been  no  opportunity  of   25 
finding  out  who  these  customers  are.    Griffiths^  the  salesman  in  Sauchiehall 
Street,  says  there  are  a  number  of  customers  in  Edinburgh.     Here  again  there 
is  a  total  absence  of  names,  and  no  information  is  given  as  to  the  dates  on  which 
they  were  supplied.    Two  witnesses  were  adduced  who  were  said  to  have  been 
actually  misled — the  first  an  Indian  of  the  name  of  Khory,    He,  however,  only  30 
came  to  know  of  the  Irish  Linen  Company  in  Sauchiehall  Street  in  September 
1906.    This  was  after  the  Respondent's  shop  was  opened  and  he  .only  saw 
No.  75  of  process,  which  is  the  Respondent's  advertisement,  in  a  theatre 
programme,  on  which  the  Complainers  founded  a  strong  argument,  in  October 
1906.    The  other  witness.  Greenhorn,  states  that  he  has  got  goods  from  the  35 
Complainers  for  two  years.    This  was  from  Acomb  Street,  Manchester,  a  shop 
which,  according  to  the  evidence,  never  had  Irish  Linen  Company  on  it  but 
only  bore  the  name   William  Williams  A  Co.    It  does  not  appear  that  the 
Complainers  advertised  in  any  distinctively  Edinburgh    or  indeed  in  any 
distinctively  Scotch   newspaper.    I    am  inclined  to    lake  the  view  of    the  40 
Respondent's  business  which  is  put  by  Chamberlain,  his  shopman.    He  says  that 
it  is  a  retail  business  which  depends  on  customers  passing  the  shop  and  being 
attracted  by  the  goods,  and  going  in  and  buying,  and  that  the  business  stands  on 
\i%  own  legs  and  depends  on  its  own  attractions.    As  Lord  Macnaghten  puts  it  in 
the  case  of  Montgomery  v.  Thomson  (L.R.  (1891)  A.C.,  page  223),  the  question  45 
is  whether  the  Respondent  went  to  Nicolson  Street  simply  with  the  object  of 
stealing  the  Complainers'  trade,  and  in  the  hope  of  reaping  where  he  had  not 
sown.    I  am  unable  to  take  this  view  of  the  Respondent's  conduct,  and  therefore 
think  the  Complainers  have  failed  to  make  out  a  case  of  passing  off. 

There  only  remains  the  point,  which  is  stated  in  the  13th  plea  in  law  for  the  50 
Respondent.  The  argument  in  suport  of  it  is  founded  on  such  cases  as  Newman 
V.  Pinto,  and  Bile  Beans  Manufacturing  Company  v.  Davidson,  I  do  not  think 
these  cases  have  any  bearing  on  the  present.  There  is  no  suggestion  that  the  shirts 
and  collars  supplied  by  the  Complainers  did  not  come  from  Ireland,  and  whatever 
view  may  be  taken  of  the  accuracy  of  their  representation  that  they  are  manu-  55 
facturers,  there  is  nothing  to  bring  the  case  nearly  up  to  what  is  required  by  the 
authorities  referred  to.    If  the  Complainers  had  been  able  to  make  out  a  case 
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for  interdict  I  should  not  have  held  that  they  were  barred  from  getting  it  by 
any  representatione  they  made. 

For  the  reasons  above  mentioned  I  am  of  opinion  that  they  have  failed  to 
make  out  their  case  and  that  accordingly  the  Note  should  be  refused  with 
expenses. 


In  the  High  Court  of  Justice.— Chancery  Division, 

Be/ore  Mr.  Justice  Kbkbwich. 

June  25th,  1907. 

In  the  Matter  of  the  Birmingham  Small  Arms  Company's 
10  Application  for  a  Trade  Mark. 

Trade  Mark, — Begistration. — Identical  mark  for  different  goods. — Same 
proprietors.  —  "  Closely  resembling.^'  —  Associated  marks,  —  Assignability. — 
Costs.— Trade  Marks  Act,  1905,  Sections  12  {2\  22,  24,  27,  and  48. 

The  Applicants,   who  were  the  registered  proprietors  of  the  Trade  Mark 
15  "  B.  S.  A.'^  for  small  arms  in  Class  19,  applied  for  the  registration  of  the  same 
Trade  Mark  for  cycles  and  automobiles  in  Class  22. 

Held,  reversing  the  decision  of  the  Begistrar,  who  had  required  the  marks 
to  be  ^^ associated''''  under  the  provisions  of  the  Trade  Marks  Act,  1905,  that 
Section  24  of  the  Act  applied,  not  to  cases  of  an  identical  mark  of  the  same 
20  proprietor,  but  only  to  cases  where  registration  was  sought  for  a  mark  "  so 
"  closely  resembling  a  Trade  Mark  of  the  Applicant  already  on  the  Begislerfor 
"  tJie  sa^ne  goods  or  description  of  goods  '*  as  to  be  calculated  to  deceive  or  cause 
confusion,  and  that  as  registration  was  here  sought  in  respect  of  entirely 
different  goods,  it  should  be  granted  without  *'  association'^ 
25  The  discretion  vested  in  the  Begistrar  under  Subsection  2  of  Section  12  of  the 
Trade  Marks  Act,  1905,  must  be  exercised  subject  to  the  provisions  of  Section  24. 

This  waff  an  application  by  the  Birmingham  Small  Arms  Company  Ld.  that 
the  Registrar  of  Trade  Marks  might  be  directed  to  proceed  with  their  application 
for  the  registration  of  a  Trade  Mark  No.  281,539,  consisting  of  the  letters 

30  **B.  S.  A.,"  in  respect  of  cycles,  motor-cycles,  and  automobiles  included  in 
Class  22,  which  he  had  refused  to  register  unless  the  Applicants  agreed  that  the 
Trade  Mark  should  be  ^*  associated  *'  with  the  same  mark  registered  in  respect 
of  small  arms,  ammunition,  and  stores  in  Class  19,  under  Section  24  of  the 
Trade  Marks  Act,  1905. 

35  The  uncontradicted  evidence  of  the  Applicants  was  that  they  carried  on  in 
the  neighbourhood  of  Birmingham  several  separate  and  distinct  businesses 
divided  into  four  main  groups — (a)  small  arms,  such  as  military  and  sporting 
rifles  ;  (&)  component  parts  and  fittings  for  bicycles  ;  (c)  automobiles ;  and  (d) 
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engineers'  small  tools  and  gauges*  These  businesses  were  quite  separate,  carried 
on  in  different  factory  buildings  and  under  separate  managers.  The  letters 
'*  B.  S.  A."  were  the  initials  of  the  Company's  name,  and  had  for  many 
years  been  universally  recognised  as  indicating  goods  manufactured  by  the 
Applicants  in  one  or  other  of  the  businesses  according  to  the  nature  of  the  5 
article,  and  they  were  used  and  referred  to  by  everyone  interested  in  goods  of 
one  or  other  of  the  varieties  which  the  Applicants  manufactured  for  the 
purpose  of  indicating  such  goods  of  the  Applicants'  manufacture. 

The  Applicants  on  the  2nd  of  April  1906  applied  under  the  Trade  Marks  Act, 
1905,  for  the  registration  of  the  letters  "  B.  S.  A."  as  their  Trade  Mark  in  various   10 
classes,  including  Class  19  for  arms,  ammunition,  and  stores^  and  Clasd  22  for 
cycles,  motor-cycles,    and  automobiles.     The   Registrar  proceeded  with  the 
former  application,  and  in  March  1907  the  mark  was  registered  as  distinctive 
for  goods  in  Class  19.    But  the  Registrar  required  the  Applicants  as  a  condition 
of  registration  of  the  mark  for  the  goods  in  Class  22  to  agree  that  the  marks  15 
should  be  ^^  associated."    The  Applicants  objected  on  the  grounds  that  cycles, 
motors,  and  automobiles  were  not  the  same  goods  or  description  of  goods  as 
arms,  ammunition,  and  stores  ;  that  the  Registrar  was  therefore  not  authorised 
by  Section  24  of  the  Act  to  require  "  association,"  and  that  difficulties  would 
arise  under  Section  27  of  the  Act  if  it  were  desired  to  assign  one  of  the  separate  20 
businesses  to  some  new  Company  to  be  formed  to  take  it  over. 

The  Registrar  finally  refused  to  make  the  registration,  and,  on  application 
under  Section  12  (3)  of  the  Act  for  a  written  statement  of  the  grounds  of  his 
decision,  gave  it  in  the  following  terms  : — 

"  This  is  an  application  to  register  a  mark  consisting  of  the  letters  '  B.  S.  A.,'  25 
**  and  the  application  was  lodged  here  on  the  2nd  of  April  1906.     It  requests 
"  the  registration  of  these  letters  in  respect  of  cycles,  motor  cycles,  and  auto- 
*^  mobiles  included  in  this  class.    The  application  is  made  by  the  Birmingham 
^^  Small  Arms  Company  Ld.,  vrho  have  already  on  the  Register  a  mark  con- 
"  sisting  of  the  letters  *  B.  S.  A.'  under  a  number  281,536  registered  as  of  the  30 
"  2nd  of  April  1906.    Now,  under  Section  24  of  the  Act,  where  an  application 
**  is  made  for  identical  marks  they  are  to  be  'associated"  unless  if  used  by 
"  different  firms  they  would  not  cause  confusion.     If  used  by  different  persons 
'*  the  same  mark  is  not  to  be  registered  for  the  same  goods  or  description  of 
'^  goods.    That  introduces  two  elements  for  consideration.    First,  what  are  the  35 
".  same  goods  or  description  of  goods  ;  and,  second,  would  the  use  by  different 
"  persons  cause  confusion  ?     I  start  here  with  a  Company  which  had  been 
**  carrying  on  business  for    many  years  as  the  Birmingham  Small  Arms 
''^Company  Ld.    It  might  be  supposed  at  first  sight,  on  reading  its  name,  that 
'^  that  Company's  business  was  limited  to  small  arms,  which  are  registered  in  40 
'*  Class  1,9,  but,  as  all  the  world  knows,  that  is  not  so.    All  the  world  knows 
"  that  their  business  is  also  the  supply  of  cycle  parts,  which  have  secured  a 
*^very  great  reputation  indeed.    The  Applicants  have  used  a  mark  consisting  of 
**  a  stand  of  arms  with  their  name  in  full,  but,  as  a  matter  of  convenience, 
"  people  talk  of  the  Applicants  as  '  the  B.  8.  A.,'  and  the  Applicants  have  in  45 
*'  fact  used  as  a  mark  the  stand  of  arms  and  the  letters  '  B.  S.  A.'    I -therefore 
"  have  to  deal  with  the  case  of  a  Company  who  have  been  carrying  on  a  businees 
'^  in  arms  and  also  in  cycles  and  parts  thereof.    It  seems  to  me  not  unreasonable  - 
^  to  say  that  the  public  would  regard,  and  I  ought  to  regard,  arms  and  cycles  for 
"  this  purpose  and  in  this  particular  case  as  the  same  description  of  goods,  but,  50 
'*  whether  that  be  so  or  not,  there  is  always  a  discretion  as  I  understand  it 
"  which  I  have  to  exercise  to  prevent  deception  and  confusion.    Now  if  I  see 
"  a  quantity  of  goods  stamped  with  the  name  the  *  BirmingJiam  Small  Arms 
*♦  '  Company  Ld,^^  I  should  immediately  assume  that,  however  various  their 
"  kind  or  however  various  their  description,  they  were  all  made  by  one  and  the  55 
"  same  Company,  the  Company  that  I  know  well  by  reputation  already4    As. 
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''  I  have  Baid,  the  letters  *  B.  S.  A.*  are  short  for  the  Birmingham  Small  Arms 
*'^  Company  Ld.^  and  it  follows  that  if  I  see  *  B.  S.  A*"  stamped  on  goods  however 
"  different  I  at  once  assume  that  they  come  from  the  Birmingham  Small  Arms 
'^  Company  Ld,    It  follows  from  this  that  if  they  do  not,  confusion  and  decep- 

5  *'  tion  immediately  arise,  and  the  case  falls  exactly  within  the  decision  of  a 
"  distinguished  Judge  about  the  word  '  Kodak.'  The  case  may  be  stated  (and  I 
'^  need  only  shortly  point  it  out)  in  another  way  by  assuming  an  application  by 
^'  some  person  not  the  Applicants  to  register  the  letters  ^  B.  S.  A.'  Can.  it  be 
'^  doubted  that,  whatever  the  goods  are,  I  should  refuse  to  proceed  on  such  an 

10  ^^  application  ?  An  application  in  this  particular  case  has  been  lodged  to  alter 
^'  the  specification  of  goods.  I  do  not  think  it  makes  the  slightest  difference  to 
*'  the  point  I  have  raised,  but  it  must  not  be  taken  that  it  has  been  assented  to 
^^  because  the  mark  has  already  been  advertised  and  it  is  already  more  than  a 
'*  year  sinqe  the  application  has  been  made.     In  the  circumstances,  as  the 

15  '*  Applicants  refuse  to  associate  this  mark  with  the  mark  already  registered,  as 
**  a  matter  of  discretion  I  refuse  to  register  it." 
The  Applicants  appealed  to  the  Court. 

The  Motion  came  on  for  hearing  on  the  25th  of  June  1907  before  Mr.  Justice 
Kbkbwich. 

20  P.  O.  Lawrence  K.C.,  Walter  K.C.,  and  L,  B.  Sebastian  (instructed  by 
Sharp^  Parker^  Pritchards^  Barham^  and  Lawford^  agents  for  Ryland^ 
Martineau  A  Co.^  Birmingham)  appeared  for  the  Applicants;  O.  Lawrence 
(the  AttomeyrOeneral  with  him)  (instructed  by  the  Treasury  Solicitor) 
appeared  for  the  Registrar. 

25  P.  O,  Lawrence  K.C.  for  the  Applicants. — Section  24  does  not  apply  to  this 
Application.  It  does  not  deal  with  identical  marks  for  the  same  goods,  but 
with  a  mark  '*80  closely  resembling"  another  mark  of  an  applicant  as  would 
lead  to  confusion  if  used  by  a  person  other  than  the  applicaiit  The  aim  of  the 
Act  is  to  prevent  a  proprietor  from  registering  a  group  of  similar  marks  for  the 

30  same  goods  or  goods  of  the  same  description,  and  then  disposing  of  them  so  as 
to  lead  to  confusion  or  fraud.  The  Registrar  is  wrong  in  finding  that  small 
arms  and  cycles  sire  the  same  kind  of  goods;  they  are  quite  different. 
Eastman  Photographic  Materials  Company  Ld.  v.  John  Griffiths  Cycle 
Corporation  Ld.  (15  R.P.C.  105)  dealt  with  quite  different  circumstances, 

35  where  there  was  an  attempt  to  steal  the  word  **  Kodak."  [Kbkbwioh  t7.— The 
case  turned  on  the  fact  found  by  the  Judge  that  there  was  a  close  connection 
between  Kodaks  and  cycles.]    That  element  is  absent  here. 

Walter  K.C.  followed,  for  the  Applicants. — It  is  to  be  remembered  that  the 
Act  was  meant  to  encourage  the  registration  of  Trade  Marks.     Sections  24 

40  and  27  taken  together  say  that  an  owner  is  not  to  sever  two  Trade  Marks 
where  the  severance  would  mean  that  there  would  be  a  confusion — e.g.^  with 
one  mark  for  hammers  and  another  for  chisels.  The  sole  ground  given  by  tibe 
Registrar  for  his  decision  is  that  small  arms  and  cycles  have  hitherto  been  sold 
by  one  firm.    Section  22  of  the  Act  says  that  a  Trade  Mark  when  registered 

45  shall  be  assigned  and  transmitted  only  in  connection  with  the  goodwill  of  the 

business  concerned  in  the  goods  for  which  it  has  been  registered  and  shall  be 

determinable  with  that  goodwill.    If  the  Registrar's  view  is  right,  the  Ti*ade 

Mark  would  determine  ipso  facto  with  the  goodwill. 

G.  Lawrence  for  the  Registrar. — The  general  discretion  vested  by  Subsection  2 

50  of  Section  12  in  the  Registrar  to  impose  conditions  applies  to  cases  where  there 
may  be  deceit,  and  that  discretion  is  not  in  any  way  cut  down  or  fettered  by.; 
Section  24.    The  word  "  identical "  is  not  in  Section  24,  but  occurs  in  Section  19 
of  the  Act  under  which  identical  marks  can  be  dealt  with.    The  contention  of 
the  Applicants  means  that  where  there  is  a  chance  of  deceit  you  can  stop  it,  but 

55  where  there  is  a  certainty  of  deceit  you  cannot.  The  goods  are  all  <^  B.  S.  A.'* 
goods,  00  that  anyone  seeing  metal  goods  stamped  '|  B.  S.A.''  would  say  at. once 


66  REPORTS  OF  PATENT,  DESIGN,         [Oct.  16, 190T. 

In  the  Matter  of  the  Birmingham  Small  Arms  Gompany^s  Application 

Jar  a  Trade  Mark. 

that  they  come  from  the  Birmingham  Small  Arms  Company.  [Kbkbwich  J. — 
But  as  it  is,  the  Applicants  could  not  obtain  injunctions  in  respect  of  auto- 
mobiles fop  infringement  of  Trade  Mark  as  well  as  for  passing-off.]  The 
Registrar  does  not  refuse  to  register  the.  mark,  but  only  seeks  to  associate  it 
with  the  mark  already  registered  for  goods  in  Glass  19.  5 

Kbkbwich  J. — Questions  of  this  character  are  always  approached  by  me  with 
a  leaning  in  favour  of  the  decision  of  the  Registrar  which  I  am  called  upon  to 
review.  In  the  first  place,  there  is  a  discretion  vested  in  the  Registrar  which, 
although  open  to  review,  is  nevertheless  intended  to  be  exercised  by  him,  and  is 
exercised  by  him,  in  a  judicial  manner,  and  which  therefore  ought  not  to  be  10 
readily  upset.  But  besides  that,  when  you  come  to  questions,  such  as  this, 
touching  confusion,  the  Registrar  has  necessarily  a  very  much  larger  experience 
of  what  is  confusion  and  what  is  not,  and  is  continually  hearing  objections  and 
answers  to  objections  of  that  character,  and  one  ought  not  to  depart  readily  from 
his  conclusion.  Still  it  is  my  duty  to  consider  the  question  as  it  is  submitted  15 
to  the  Court ;  and  I  have  less  hesitation  in  differing  from  the  Registrar  on  the 
present  occasion,  because  I  am  dealing  with  a  point  arising  on  a  new  Section 
in  a  new  and  amending  Act. 

Let  me  first  deal  with  Subsection  2  of  Section  12  and  with  the  point  which 
was  made  on  behalf  of  the  Registrar  respecting  his  discretion  given  by  that  20 
Section.  It  is  said  and  said,  I  think  rightly,  that  Section  24  does  not  cut  down 
that  discretion,  but  Section  24  must  in  some  way  or  other  interfere  with  the 
discretion,  and  to  my  mind  it  is  sufficiently  obvious  to  what  extent  it  interferes 
with  it.  The  Subsection  says — "  Subject  to  the  provisions  of  this  Act  the 
"  Registrar  may  refuse  such  application  or  may  accept  it  absolutely  or  subject  to  25 
'^  conditions,  amendments  or  modifications.''  It  is  not  an  absolute  discretion 
vested  in  him  to  do  as  he  pleases.  Of  course  he  does  not  wish  or  intend  to 
exercise  it  arbitrarily.  He  is  not  left  to  conclude  from  authority  or  practice 
what  ought  to  be  done,  but  he  is  to  exercise  his  discretion  "subject  to  the 
'^  provisions  of  this  Act."  Section  24  deals  with  the  question  of  refusing  30 
registration  or  admitting  to  registration  on  terms,  and  that  must  be  regarded  as 
a  provision  subject  to  which  the  discretion  is  to  be  exercised.  Though  I  agree, 
as  I  have  already  said,  that  Section  24  does  not  cut  down  Subsection  2,  the  two 
are  to  be  read  together,  and  the  discretion  vested  in  the  Registrar  under  Sub- 
section 2  must  be  exercised  subject  to  the  provisions  of  Section  24.  35 

Before  I  pass  to  Section  24  let  me  deal  with  another  point  which,  of  course, 
is  of  very  great  practical  importance  in  this  case  ;  that  is,  the  effect  of  a  Trade 
Mark  being  registered  as  associated  with  another.  It  has  been  pointed  out  to 
me  that  it  is  of  the  greatest  importance  to  the  Applicants  that  their  Trade  Marks^ 
should  not  be  associated,  because  according  to  the  provisions  of  Section  27,  they  40 
may  be  unable  to  assign  in  the  future  the  goodwill  of  some  part  of  their  business, 
because  the  Trade  Mark  of  that  part  of  their  business  is  associated  with  the 
Trade  Mark  of  some  other  part  of  their  business.  If  I  thought  there  was  any 
ambiguity  about  the  provisions  of  Section  24,  then  I  should  have  to  go  into  the 
scheme  of  the  Act  so  far  as  it  bears  on  the  point,  and  certainly  into  those  45 
Sections  which  deal  with  associated  Trade  Marks  r  because  the  result  of  the 
application  of  Section  24  may  be  to  provide  that  the  Trade  Marks  shall  be 
associated  ;  but  I  do  not  think  I  ought  to  regard  the  consequences,  large  as  they 
may  be,  of  a  condition  imposed  by  the  Registrar  in  order  to  construe  Section  24, 
under  which  restriction  may  be  imposed,  unless  there  is  such  ambiguity  that  I  50 
ain  driven  to  this  conclusion,  that  one  particular  construction  can  hardly  be 
maintained  because  of  the  disastrous  or  large  consequences  which  would  follow. 
Therefore  I  dismiss  from  my  mind  the  inconvenience  to  the  Applicants  which 
would  arise  from  associated  Trade  Marks,  because,  for  reasons  which  I  will 
mention  presently,  I  do  not  think  there  is  any  ambiguity  as  regards  the  con-  55 
struction  of  Section  24;  and  therefore  1  am  not  at  liberty  to  look  into  the 
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eohseqnences.  I  have  had  no  argument  here  respecting  the  resemblance  of  one 
class  of  goods  to  the  other,  and  it  is  not  even  suggested  that  there  is  a  close 
resemblance  between  the  classes  of  goods  in  respect  of  which  the  identical  Trade 
Mark  is  proposed  to  bo  registered.  It  is  asserted  by  the  Applicants  that  there  is 
5  no  cloie  similarity  between  arms,  munitions  and  stores,  in  respect  of  which  this 
Trade  Mark  is  on  the  Register  in  Class  19,  and  cycles,  motor-cycles  and  auto- 
mobiles, in  respect  of  which  it  is  desired  to  place  the  same  Trade  Mark  on  the 
Register  in  Class  22.  Simply  applying  my  own  knowledge  of  such  things,  I  do 
not  hesitate  to  say  that  there  is  no  close  resemblance  ;  that  these  two  classes  of 

10  goods  are  goods  of  a  different  description,  and  that  there  is  no  resemblance  of 
one  to  the  other« 

With  these  preliminary  observations,  I  go  straight  to  Section  24  ;  and  to  my 
mind  the  Section  is  one  which  it  is  not  dif&cult  to  construe.  It  deals  only 
with  those  cases,  as   I   understand  it,  where  the  application  is  made  **for 

15  "the  registration  of  a  Trade  Mark  so  closely  resembling  another" — that 
certain  consequences  are  likely  to  arise.  It  does  not  deal  with  an  application 
for  the  registration  of  identical  Trade  Marks.  It  is  impossible  to  my  mind 
to  conceive  that  the  Legislature  can  have  intended  anything  of  that  kind  or 
contemplated  such  an  effect,  but  at  any  rate  the  words  of  the  Section  are 

20  perfectly  plain—"  If  application  be  made  for  the  registration  of  a  Trade  Mark 
"  so  closely  resembling  a  Trade  Mark  of  the  Applicant."  .  .  *  .  That 
is  the  only  application  which  is  within  the  purview  of  the  Legislature  under 
that  Section.  It  has  nothing  to  do  with  the  registration  of  an  identical  Trade 
Mark.    Then  when  that  particular  application  is  made  the  Registrar  has  to 

25  consider  whether  this  is  such  a  Trade  Mark  as  that,  if  applied  for  by  a  strangeir, 
confusion  would  be  likely  to  occur  ?  The  reference  to  "  calculated  to  deceive  or 
"  cause  confusion  "  does  not  refer  to  any  application  for  a  Trade  Mark,  but  an 
application  by  a  stranger ;  and  the  application  by  a  stranger  is  only  introduced 
hypothetically  as  an  example  by  which  the  Registrar  is  to  be  guided  in  con- 

30  eluding  whether  the  registration  is  to  be  refused  or  not.  The  application 
which  he  is  to  consider  is  one  for  a  Trade  Mark  "so  closely  resembling  a 
"  Trade  Mark  of  the  applicant  already  on  the  Register  for  the  same  goods  or 
"  description  of  goods."  So  that,  again,  his  search  is  limited.  He  is  not  only 
to  look  for  a  Trade  Mark  of  the  applicant's  already  on  the  Register,  but  he  is  to 

35  look  for  one  which  is  already  on  the  Register  "  for  the  same  goods  or  description 
"  of  goods."  If  I  am  right  (and  having  regard  to  the  way  in  which  the  case  is 
brought  before  the  Court,  it  seems  to  me  inconceivable  that  I  am  wrong  in 
saying  that  the  two  classes  of  goods  with  which  we  are  here  dealing  are  not  the 
same  goods  or  description  of  goods)  then  really  the  Section  does  not  apply. 

10  Application  is  made  for  the  registration  of,  no  doubt,  an  identical  Trade  Mark 
of  the  Applicants,  but  it  does  not  "  closely  resemble"  it.  A  distinction  is  drawn 
between  identical  with,  and  one  which  ^*  closely  resembles  "  some  other  Trade 
Mark  already  on  the  Register.  But  besides ^at,  it  is  not  on  the  Register  "  for 
"  the  same  goods  or  description  of  goods,*^hd  to  my  mind  it  is  impossible 

45  really  to  read  this  Section  carefully  and  a^ply  it  to  the  case  which  I  have 

in  hand.    This  is  an  application  of  an  entirely  different  character — an  appli- 

.  cation  by  a  person  who  has  a  Trade  Mark  oii  the  Register  as  regards  goods  in 

.  Class  19  and-  who  wishes  to  have  that  same  Trade  Mark  registered  as  regards 

goods  in  Class  22.    Why  should  he  not  be  at  Wberty  to  do  that  ?    Where  is  the 

50  possibility  of  confusion  ?  As  I  understand,  the^Registrar  seems  to  have  thought 
that  because  this  particular  Trade  Mark  "  B.  S.  A."  has  been  already  used  as 
regards  these  goods,  which  apparently  it  has,  therefore  some  confusion  may  here- 
after arise.  I  am  unable  to  follow  his  reasoning  in  that  respect.  I  cannot  see  that 
any  confusion  can  arise,  but  if  it  does  it  will  not  be  that  sort  of  confusion  which 

55  is  contemplated  by  Section  24.  If  I  am  righ*  in  my  construction  of  that 
Section,  it  does  not  come  into  this  case  at  all.    Section  24  is  no  answer  to  the 
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application.  All  that  the  Applicants  say  is,  "  Register  the  same  Trade  Mark  ais 
"  regards  one  class  of  goods,  which  we  have  already  registered  for  another  claas 
*'  of  goods."  There  is  not  the  slightest  reason  as  far  as  I  know,  and  the 
Registrar  has  not  adduced  any  reason,  why  that  should  not  be  done.  It  seems 
to  me  therefoi*e,  that  the  Trade  Mark  ought  to  be  registered.  '5 

Lawrence  K.C. — Then  your  Lordship  will  direct  the  Registrar  to  proceed  with 
the  registration  of  this  mark  without  imposing  the  condition  of  association  ? 

Kbkbwioh  /.—Yes. 

P.  0.  Lawrence  K.C. — With  regard  to  the  costs,  in  these  cases  it  certainly  was 
the  practice  that  the  Registrar's  costs  were  paid  by  the  Applicant    I  do  not  know    lO 
whether  your  Lordship  sees  any  reason,  because  of  the  48th  Section  of  the  Act 
of  1905,  to  alter  the  practice  on  that  point  ? 

Kbkbwich  J.— -No,  I  do  not. 

P.  O.  Lawrence  K.C. — I  submit  that  this  Section  enables  the  Court  to  get  over 
the  practice  which  had  prevailed,  and  leaves  it  absolutely  in  the  discretion  of  the  15 
Court  to  say  whether  the  Registrar  shall  receive  costs  or  not.  I  suggest  that  in 
.  this  case  the  right  course  would  be,  not  to  make  any  Order  as  to  the  costs  of 
either  party.  We  cannot  get  costs.  Formerly  there  was  nothing  as  to  its  being 
in  the  discretion  of  the  Court. 

Kbkbwioh  J. — It  was  usual  to  pay  the  Registrar  his  costs.  20 

.      P.O,  Lawrence  K.C. — Yes.    This  Section,  I  venture  to  suggest,  is  a  departure 
on  purpose  to  enable  the  injustice  to  be  got  over. 

Kbkbwioh  t/.-r-I  agree.  I  have  a  note  on  the  Act  before  me.  which  I  can 
read  more  freely,  because  the  learned  author  is  no  longer  present  here  :  >'  Now, 
"  the  Registrar  will  still  be  free  from  any  liability  to  pay  costs,  but  the  Court  25 
'*  will  be  at  liberty  to  refrain  from  giving  him  costs  without  it  being  possible  to 
"  allege  that  any  rale  of  law  or  practice  is  being  infringed  by  its  so  doing".*' 
That  seems  to  me  to  exactly  state  the  position.     It  leaves  it  to  my  discretion. 

P,  O,  Lawrence  K.C. — Yes.  If  your  Lordship  gives  the  Registrar  costs  in  these 
cases  it  will  be  a  guide  for  every  other  Judge  to  do  go,  and  this  Section  might  30 
just  as  well  have  been  left  out.  I  suggest  that  the  Court  ought  not  to  make  the 
successful  litigants  pay  these  costs.  We  cannot  get  costs.  Of  course  if  we  were 
litigating  with  ordinary  persons,  then  we  shoald  have  asked  for  costs,  but  we 
cannot  do  that.  We  have  that  penalty  to  bear,  that  we  must  pay  our  own  costs, 
but  I  ask  your  Lordship  not  to  affirm  the  old  rule,  which  was  intended,  as  I  35 
submit,  to  be  got  over  by  this  Section  ;  and  to  show  that  you  do  not  affirm  the 
old  rule  I  ask  your  Lordship  to  leave  the  Registrar  to  pay  his  own  costs.  I  do 
not  see  why,  when  the  Registrar  has  taken  a  wrong  view%  the  successful  party 
should  pay  his  costs.  [The  case  of  the  Actien  Qesellschaft  ApoUinaris 
Brunnen^e  Trade  Mark  (ante,  page  440)  was  referred  to.]  40 

Kbkbwioh  J. — It  seems  to  me  that,  although  the  Registrar  is  not  a  trustee, 
he  is  a  public  official,  and  he  is  to  be  regarded  in  quite  a  different  manner  from 
any  person  other  than  a  truste^  He  is  a  person,  so  to  speak,  occupyincr  a 
fiduciary  position.  The  general  fflle  of  the  Court  with  regard  to  persons  in  that 
position  is,  that  they  are  entitledf  to  their  costs  so  long  as  they  do  nothing  to  45 
disentitle  them  to  costs,  and  I  think  I  ought  to  adopt  that  rule  generally.  In 
cases  raising  some  question  of  tllat  kind,  ttiough  I  could  not  make  the  Registrar 
pay  the  costs,  I  certainly  should^not  give  bim  any.  But  here  is  a-new  question, 
under  a  new  Act,  and,  althougtf  in  my  view  the  Registrar  has  misunderstood, 
or  at  any  rate  misconstrued,  Action  24,  it  is  iooipossible  to  aay  that  the  point  50 
is  not  one  of  great  importance,  and  one  fully  deserving  judicial  consideration. 
I  think  that  in  this  case  the  Applicants  ought  to  pay  the  Registrar's  costs. 
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In  the  High  Court  of  Justice.— Ch a nobry  Division, 

Before  MR.  JUSTICE  Neville. 

July  17th,  1907. 

In  the  Matter  of  Shamrock  v&  Co.'s  Application. 

5  Trade  Mark.— Registration. — Firm's  name  represetited  in  a  special  manner. 
— Resemblance  to  a  compound  mark. — Calculated  to  deceive, — Discretion.— 
Registration  allowed. — Costs. — Trade  Marks  Act  1905^  Sections  9  (i),  19 
and  48. 

The  Applicant^  trading  as  "  Shamrock  &  Co.,"  sought  to  register  in  Class  39 
10  for  picture  post-cards  a  Trade  Mark  consisting  of  a  shamrock  leaf  with  the 
stalk  continued  so  as  to  form  "  A  Co.''*  The  Registrar  required  the  consent  of 
the !  proprietors  of  an  old  mark,  registered  for  stationery ^  consisting  of  an 
inverted  shamrock-leaf  hearing  the  letters  "if.  W.  A  Co.''  and  surmounted  J)y 
a  Royal  Crown.  The  Applicant  having  failed  to  obtain  this  consent  appealed. 
15  The  proprietors  of  the  registered  mark  did  not  appear  to  contest  the  application 
and  no  evidence  was  filed. 

Held,  that  there  would  not  be  any  misleading  results  from  the  two  marks 
being  on  the  Register  at  the  same  time^  and  the  appeal  was  allotved^  but  the 
Applicant  was  ordered  to  pay  the  costs  of  the  Registrar. 

20  This  was  an  application  by  way  of  appeal  from  the  Registrar  of  Trade  Marks 
for  the  registration  of  the  Trade  Mark  No.  283,688,  consisting  of  an  outlined 
shamrock  leaf  with  the  stalk  twisted  to  represent  "&  Co.,*'  as  represented 
below. 


The  Applicant  was  Felix  McOlennon^  trading  as  Shamrock  A  Co.  publishers 
25   of  music  and  picture  post-cards,  and  he  sought  to  register  the  mark  for  picture 
post-cards  in  Class  39, 

•  3  0 
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It  appeared  that  the  Applicant  was  of  Irish  parentage,  but  his  place  of 
business  was  in  Bouverie  Street,  London.  It  was  stated  that  his  picture  post- 
cards bearing  the  proposed  Trade  Mark  were  all  produced  in  England,  with  a 
statement  on  each  card  to  that  effect,  and  he  had  traded  in  them  for  some 
months.  5 

The  Registrar  had  required  the  Applicant  to  obtain  the  consent  of  McCaw^ 
Stevenson  and  Orr  Ld,^  of  Belfast,  the  present  proprietors  of  the  Trade  Mark 
No.  6430,  registered  for  stationery  in  Class  39  by  Marcus^  Ward  A  Co.  as  an 
^*  old  mark  **  in  1876,  and  consisting  of  an  inverted  shamrock  leaf  underneath 
a  Royal  Crown.    A  representation  of  this  mark  is  subjoined.  10 


The  Applicant  having  failed  to  obtain  such  consent,  the  Registrar  refused 
registration  on  the  grounds  that  it  might  well  be  that  people  would  suppoae, 
from  seeing  a  shamrock  on  the  post-cards,  that  they  were  made  in  Ireland,  and 
that  the  mark  applied  for  resembled  the  Trade  Mark  No.  6430  so  nearly  as  to 
be  calculated  to  deceive.  15 

The  Applicant  appealed  to  the  Board  of  Trade,  by  whom  the  appeal  was 
referred  to  the  Court  under  Section  59  of  the  Trade  Marks  Act,  1905,  the 
Applicant  being  at  the  same  time  directed  to  give  notice  of  the  appeal  to 
McOaWj  Stevenson  and  Orr  Ld.  This  was  done,  but  the  last  named  firm 
subsequently  wrote  that,  having  had  an  opportunity  of  considering  the  matter,  20 
they  did  not  propose  to  attend  the  hearing  of  the  appeal. 

There  was  no  evidence  as  to  any  user  of  the  Trade  Mark  No.  6430. 

The  appeal  came  on  before  Mr.  Justice  Neville  on  the  17th  of  July  1907. 

Draper  (instructed  by  Philip  J.  Rutland)  appeared  for  the   Applicant; 
George  Lawrence  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  25 
for  the  Registrar. 

Draper,  for  the  Applicant.— The  post-cards  on  which  the  proposed  Trade  Mark 
is  used  are  all  expressed  to  be  produced  in  England,  so  there  can  be  no  suggestion 
that  the  goods  come  from  Ireland.  ILawrence.—l  concede  that.  The  only 
question  is  whether  the  mark  is  so  like  No.  6430  as  to  be  calculated  to  deceive.]  30 
No.  6430  is  really  a  "  Crown  and  Shamrock  "  mark,  and  there  is  no  resemblance 
calculated  to  confuse.  The  owners  of  that  mark  are  not  the  original  proprietors 
of  it,  whose  initials  *' M.  W."  it  now  inappropriately  bears,  and  there  is  no 
evidence  of  its  user  before  the  Court.  The  proprietors  of  it  have,  moreover, 
now  deliberacely  decided  not  to  appear  before  the  Court  on  these  proceedings.  35 
The  Applicant's  mark  is,  within  Section  9  (1)  of  the  Trade  Marks  Act,  1905, 
"  the  name  of  a  firm  represented  in  a  special  or  particular  manner,"  and  it  is 
not  calculated  to  deceive  within  the  meaning  of  Section  19.    The  Applicant 
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limits  his  application  to  post-cards  only  in  the  large  class  in  which  he  seeks  to 
register.  The  Trade  Marks  Act,  1905,  was,  as  is  well  known,  passed  to 
enconrage  the  registration  of  Trade  Marks,  and  even  in  Section  19  the 
language  shows  that  the  Legislature  intended  to  give  the  Court  a  wider 
5  discretion  than  heretofore. 

George  Lawrencey  for  the  Registrar. — The  Applicant  is  in  petitorio^  and 
where,  as  here,  the  question  whether  the  mark  is  likely  to  deceive  is  in  dubio^ 
registration  is  properly  refused  {Eno  v.  Dunn  7  R.P.C.  311 ;  L.R.  15  App. 
Cas.  252).  Tiie  Trade  Mark  No.  6430  is  also  a  "shamrock"  mark,  and  is 
10  equally  striking  to  the  eye  as  such.  The  crown  above  it  is  a  mere  accessory. 
It  is  the  configuration  of  the  shamrock  leaf  which  is  the  material  part  of  the 
Trade  Mark. 

Nbyillb  J. — There  is  no  evidence  filed  in  this  case,  and  there  is  no  opposi- 
tion by  the  Registrar  to  the  exercise  of  any  discretion  by  me.    He  thought  the 
15  two  marks  were  too  nearly  alike,  and*  refused  to  register  the  Applicant's  mark. 
I  have  nothing  to  go  by  except  the  appearance  of  the  marks  themselves.    To 
my  mind  the  mark,  which  it  is  suggested    the  proposed  mark  too  nearly 
resembles,  is  distinctly  a  compound  mark.    It  is  a  mark  compounded  of  a 
shamrock  branch  and  a  crown,  and  the  shamrock  is  distinctive  by  having  the 
20  words  "  M.W.  &  Co."  upon  the  leaves  of  the  shamrock.    It  seems  to  me  that 
that  is  a  totally  different  mark  from  the  mark  proposed  to  be  registered,  which 
is  an  upright  shamrock  with  a  twist  round  the  stem  of  it,  and  letters  which  I 
read  to  be  **  &  Co,"  and  which  I  am  told  are  intended  to  be  "  &  Co.,"  so  that 
you  get  the  whole  name  ^^  Shamrock  Jk  CoJ^^    Why  the  person  applying  adopted 
25  the  firm  name  of  Shamrock  Jk  Co.  I  do  not  think  I  have  a  right  to  consider, 
because  there  is  no  evidence  before  me  imputing  in  the  least  that  it  was  adopted 
with  an  improper  motive.    As  I  said  before,  I  think  I  must  confine  myself  to 
the  consideration  of  the  two  marks  as  they  stand,  one  upon  the  Register,  and 
one  upon  the  application  form,  and  I  myself  am  satisfied  that  there  would  not 
30  be  any  misleading  results  from  the  two  being  on  the  Register  at  the  same  time, 
notwithstanding  &e  fact  that  the  new  mark  is  to  be  used  on  post-cards  in  the 
same  class  as  that  in  which  the  old  mark  was  registered. 

Draper. — Then  your  Lordship  will  direct  the  Registrar  to  proceed  with  the 
application. 
85      Nbvillb  J.— Yes. 

Draper. — Upon  the  question  of  costs,  Section  48  of  the  Act  is — "  In  all  pro- 
"  ceedings  before  the  Court  under  this  Act  the  costs  of  the  Registrar  shall  be 
*^  in  the  discretion  of  the  Court,  but  the  Registrar  shall  not  be  ordered  to  pay 
**  the  costs  of  any  other  of  the  parties."  The  Applicant  cannot  get  his  costs, 
40  but  in  this  case  he  should  not  be  ordered  to  pay  the  costs  of  the  Registrar  when 
his  decision  is  reversed. 

Lau/rence. — ^The  invariable  practice  before  the  new  Act  was  to  give  the 

Registrar  his  costs,  whether  he  was  successful  or  unsuccessful,  unless  the  Court 

came  to  the  conclusion  that  he  had  done  something  wrong.  In  the  Apollinaris 

45  case  (ante^  page  410)  which  was  under  the  new  Act,  I  asked  that  the  Applicants 

although  successful  should  pay  the  costs  of  the  Registrar.    Mr.  Justice  Kekewich 

said — ''  The  Registrar  comes  here  as  a  representative  of  the  public  to  protect 

**  the  public,  and  I  think  he  is  entitled  to  his  costs,"  and  that  was  the  Order 

made.    Then  there  was  the  case  of  the  Birmingham  Small  Arms  Company 

50  {antCj  page  563)  under  exactly  similar  circumstances.    The  learned  Judge  put 

it  on  this  ground,  that  the  Registrar  is  in  a  sense  a  trustee  to  look  after  the 

interests  of  the  public,  and  it  is  proper  when  he  is  brought  here,  whether  the 

particular  discretion  he  has  exercised  is  supported  by  the  Court  or  not,  that  he 

should  have  his  costs.    That,  I  think,  has  been  the  practice.    There  are  numbers 

55  of  cases  in  the  Court  of  Appeal  and  elsewhere.    There  is  no  doubt  whatever  as 

to  the  practice  before  the  Act,  and  I  submit  there  is  no  suggestion  at  all  in  the 

3  C  2 
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Act  that  tbere  is  to  be  any  alteration  in  the  practice.  In  fact  the  Act  simply 
says  in  so  many  words  what  was  always  in  fact  the  law  before,  that  is  to  say, 
that  the  Registrar  was  never  ordered  to  pay  costs,  but  the  Registrar's  costs  were 
always  in  the  discretion  of  the  Court. 

Draper. — With  regard  to  the  two  cases  cited,  the  Apollinaria  case  was  a  very  5 
special  case  where  the  word  '*  Apollinaris "  was  taken  off  the  Roister  many 
years  ago,  under  the  then  Act,  but  was  pufc  on  again  because  of  certain  pro- 
visions in  the  new  Act.  That  being  such  a  very  important  matter,  the  Registrar 
gave  a  decision  which  necessitated  an  application  to  the  Court.  Then  in  the 
Birmingham  Small  Arms  Company's  case  Mr.  Justice  KekewicK  did  not  lay  10 
down  any  general  rule  on  the  construction,  and  limited  his  decision  to  the 
particular  case. 

Neville  J. — I  do  not  think  there  is  any  ground  for  depriving  the  Registrar 
of  his  costs  in  the  present  case.  The  real  question  is  whether  it  can  be 
treated  like  ordinary  litigation  so  ihsii  prima  facie  the  unsuccessful  party  bears  15 
his  own  costs.  I  think  I  must  follow  what  Mr.  Justice  Kekewich  hais  said,  and 
in  the  absence  of  special  circumstances  I  must  direct  that  the  Registrar's  costs 
be  paid  by  the  Applicant. 


In  the  House  op  Lords. 

Present :  The  Lord  Chancellor  and  Lords  Jambs  op  Hereford,        20 
Robertson,  and  Collins. 

June  nth  and  12th  and  July  24th,  1907. 

DuNLOP  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Motor  Company  Ld. 

Trade  name.— Action  to  restrain  the  use  of  the  name  "  Dunlop."— JVam^  of 
members  of  Respondent  Company  "  Dunlop."— i?^«  to  use  own  name.^AUeged  25 
misleading^  deception,  or  confusion  arising  from  the  use  of  the  name  *•  Dunlop." 
—Interdict  granted  by  the  Lord  Ordinary  hut  refused  by  the  Second  Division. 
—Appeal  to  the  House  of  Lords  dismissed. 

From  1888  the  Complainers,  the  D.  P.T.  Co.  Ld.  and  their  predecessors  in  title 
med  the  name  "  Dunlop  "  in  connection  with  their  goods— tyres  for  cydeSy  and  30 
other  accessories  for  cycles  and  motors,  such  as  pumps,  inflators,  Ac.    The  name 
"  Dunlop  "  had  become  identified  in  the  trade  and  amongst  tJie  public  with  the 
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Complainers'  tyres.    From  1898  R.  D.  and  J.  F.  D.  carried  on  a  retail  business 
under,  the  style  of  R.  and  J.  F.  Danlop.    They  sold  and  repaired  cycles  and 
motors,  hut  had  no  plant  for  making  motors.    In  1904  the  Danlop  Motor 
Company  Ld.  was  incorporated;  R.  D.  and  J.  F.  D.  being  the  directors.    It  was 
5  incorporated  to  purchase  an^  did  purchase  for  a  smull  sum  the  motor  branch 
of  the  business  of  the  firm.    The  business  carried  on  by  the  Company  was^  as 
found  by  the  Lord  Ordinary,  scarcely  if  at  all  different  from  that  carried  on  by 
theflrmy  and  the  Company  was  not  in  a  position  to  manufacture  and  had  not 
attempted  to  manufacture  one  inotor  car^  but  they  did  deal  in  certain  classes  of 
10  goods  and  carry  on  certain  lines  of  business  in  common  with  tfie  Complainers. 
It  was  held,  by  the  Lord  Ordinary,  in  an  action  of  sus2)ension  and'intefdtcty 
that  the  name  "  Danlop  '*  having  acquired  a  secondary  meaning  as  descriptive 
of  the  Complainers^  goods^  and  the  Respondents'  business^  such  as  it  was^  being 
of  the  same  or  of  a  similar  nature^  the  resemblance  of  the  trade  names  was 
15  too  close  not  to  lead  to  confusion  and  possible  deception;  that  while  neither 
mala  fides  nor  actual  deception  was  proved^  yet  the  purchase  of  R.  D.  and 
J.  F.  D.'s  business  and  the  floating  of  it  as  the  D.  M.  Co.  Ld.  suggested  other 
objects  than  those  stated  in  their  Memorandum  of  Association :  and  that  in  any 
case  good  faith  J  the  absence  of  proof  of  deception^  and  the  use  by  the  Respondents 
20  of  their  own  name  formed  no  answer  to  the  Complainers"  case  based  on 
probable  or  possible  confusion^  misleading^  or  deception.    Interdict  was  granted 
substantially  as  craved^  with  expenses.    The  Respondents  reclaimed.    Held,  by 
the  Second  Division  of  the  Inner  House,   that  there  was  no  proof  of 
probable  confusion  or  deception  of  persons  acting  with  reasonable  care  and 
25  observcUiony  the  businesses  being  mainly  in  different  goods;   that  the  term 
•* Dunlop   tyres'*^   was  the  proper  and  usual   name  of  certain  {formerly 
pcUented)    articles   which    might    be   sold   by   all   under   such   name;  and 
that  as  regards  articles  other  than  tyres^  the  Complainers  had  acquired  no 
exclusive  right  to  tlie  name  **  Danlop  " ;  also  that  there  was  no  proof  of  mala 
30  fides.    Observed  thatj  in  the  absence  of  some  overt  act  or  course  of  conduct 
plainly  indicative  of  a  dishonest  effort  to  pass  off  his  goods  as  the  goods  of 
another^  a  merchant  or  mxinufaciurer  could  not  be  debarred  from  selling  his 
own  goods  under  his  oum  name.    Valentine  Meat  Juice  Company  v.  Valentine 
Extract  Company  ill  R.P.C.  67 8\  if  affirming  or  implying  any  broader 
35  proposition^  doubted.     Hie  Lord    Ordinary's  interlocutor   was   recalled  and 
interdict  was  refused^  with  expenses.    The  Complainers  appealed  to  the  House 
of  Lords. 
The  appeal  was  dismissed  with  costs. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  the  Dunlop 

40  Pneumatic  Tyre  Coynpany  Ld.^  having  their  registered  office  at  14  Regent  Street, 

London,  as  Complainers,  against  the  Dunlop  Motor  Company  Ld.,  having  their 

registered  office  at  39  John  Finnie  Street,  Kilmarnock,  as  Respondents,  to 

restrain  the  latter  from  carrying  on  business  under  the  above  name  or  under 
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any  title  calculated  to  mislead  the  public  into  Bnpposing  that  the  latter  Company 
was  connected  with  the  former.    The  Complainers  were  a  Limited  Company, 
incorporated  on  the  6th  of  May  1896.    The  objecta  for  which  the  Company 
was  established  were  in  Statement  1  of  their  Condescendence  set  forth  to  be, 
inter  cUia^  as  follows  : — *'  (a)  To  acquire  and  take  over  as  a  going  concern  the   5 
"undertaking  of  the  Pneumatic  Tyre  Company  Ld.  (incorporated  in  1894), 
"  and  all  or  any  of  the  assets  and  liabilities  of  that  Company,  and  also  certain 
"  Patents,  and  with  a  view  thereto  to  enter  into  and  carry  into  effect,  with  or 
"  without  modification,  the  three  several  Agreements  in  the  terms  of  the  drafts 
"  referred  to  in  clause  3  of  the  Articles  of  Association  of  this  Company.   10 
"  (6)  To  carry  on  the  business  of  manufacturers  of,  and  dealers  in,  and  letters 
**  to  hire  of  pneumatic  and  all  other  tyres  and  wheels  of  cycles,  bicycles, 
**  velocipedes,  and  carriages  and  vehicles  of  all  kinds,  and  all  machinery, 
^'  fiUplUiuentfl,  utensils,    appliances,    apparatus  and    things  capable  of  beings 
"  used  therewith,  or  in  the  manufacture,  maintenance,  and  working  thereof   15 
**  respectively,  or  in  the  construction  of  any  track  or  surface  adapted  for 
**  the  use  of  any  such  tyres  and  wheels,    (c)  To  carry  on  the  business  of 
**  manufacturers  of,  dealers  in,  and  letters  to  hire  of  cycles,  bicycles,  tricycles, 
"  velocipedes,  perambulators,  bath-chairs,  horse-carriages,  motor  or  horseless 
"  carriages,  and  carriages  and  vehicles  of  every  description,  and  all  component   20 
'*  parts  thereof  respectively,  and  also  all  apparatus  and  implements  and  things  for 
"  use  in  sports  or  games."  Certain  Patents  owned  and  worked  by  the  Complainers 
and  their  predecessors  had  caused  a  great  development  in  the  cycle,  motor,  and 
carriage  industry,  in  which  the  Complainers  and  their  predecessors  had  taken  a 
leading  part.    As  to  the  business  actually  carried  on  by  the  Complainers  and  the  25 
appropriation  of  the  name  **  JDunlop'^  to  their  goods,  they  made  the  following  aver- 
ment (Statement  3)—"  In  1888  the  word  '  Dunlop '  was  first  used  by  the  predeces- 
**  sors  in  title  of  the  Complainers'  Company  to  designate  the  goods  manufectured 
**  by  them.    Since  that  time  the  word  has  been  in  continuous  commercial  use  as 
**  designating  generally  the  goods  manufactured  by  them.    The  Complainers  do  30 
"  a  large  business  not  only  in  the  manufacture  and  sale  of  tyres  but  also  in  the 
^^  manufacture  of  all  accessories  used  in  relation  to  motor  cars  and  bicycles,  and 
"  in  numerous  other  goods,  rubber  and  otherwise,  used  in  and  about  motoring 
"  and  cycling.    These  include  tyres  of  all  kinds,  wheels  for  motor  cars,  valves, 
"  pumps  or  inflators  for  motors,  repairing  outfits  for  motor  car  tyres,  India-  35 
**  rubber  matting,  water-proof  clothing  and  india-rubber  goods  of  all  kinds. 
*•  All  these  goods  are  associated  with  the  name  *  Dunlop.^    The  word  *  Dunlop  * 
"  is  stamped  on  all  or  most  of  them.    In  the  case  of  tyres  there  is  also  impressed 
"  a  bust  of  the  inventor  J.  B.  Dunlop^  which  forms  the  Trade  Mark.    The  name 
**  is  associated  by  the  public,  and  in  the  cycle  and  motor  industry,  with  the  40 
**  Complainers'  Company  and  their  goods.    It  is  of  great  value  to  the  Com- 
**  plainers,  many  prizes  having  been  awarded  for  *  Dunlop '  motor  tyres,  and 
**  they  have  repeatedly  restrained  its  use  by  other  companies  and  firms  in  the 
**  cycle  and  motor  trade."     (Statement  4)— The  Respondents  are  a  Limited 
Company,  incorporated  on  the  1st  of  July  1904..    Their  purposes  as  defined  by  45 
their  Memorandum  of  Association,  are  inter  alia  as  follows  :— "  (1.)  To  acquire 
"  the  motor  branch  of  the  business  of  R,  and  J.  F,  Dunlop,  cycle  and  motor 
**  merchants  and  manufacturers,  Kilmarnock,  and  with  that  object  to  execute 
"  and  carry  into  effect  a  minute  of  agreement  between  B,  and  J.  F.  Dunlop^ 
**  cycle  and  motor  merchants  and    manufacturers,  Kilmarnock,  and  Robert  50 
"  Dunlop  and  John  Fisher  Dunlop^  the  individual  partners  of  the  firm,  of  the 
*'  first  part,  and  this  Company,  of  the  second  part,  a  draft  whereof  has  been 
**  approved  by  the  subscribers  hereto.    (2.)  To  carry  on  the  business  of  motor 
*'  manufacturers  agents  and  dealers,  and  all  or  any  other  trades  or  businesses  of 
"  any  kind  which  can  be  conveniently  carried  on  by  the  Company  in  connection  55 
"  with  such  business  or  any  part  thereof,  or  the  carrying  on  of  which  may,  in 
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*•  the  opinion  of  the  directors,  be  likely  to  be  beneficial  to  the  Company. 
"  (3.)  To  manufacture,  buy,  sell,  repair,  conTort,  let  on  hire,  or  otherwise  deal 
"  in  motors,  cycles,  cars,  carriages,  carts,  waggons,  vans  and  vehicles,  and  their 
**  component  parts  and  accessories,  and  fittings  and  conveniences  of  all  kinds 
5  "  which  can  be  conveniently  dealt  in  by  the  Company,  and  to  carry  on  any 
**  other  businesses,  whether  manufacturing  or  otherwise,  which  can  be  conve- 
"  niently  carried  on  in  connection  with  any  of  the  Company's  objects."  The 
Respondents  carried  on  business  in  terms  of  these  purposes,  and  dealt  inter 
alia  in  tyres,  pumps,  inflators,  wheels,  rugs,  and  other  parts  and  accessories  of 

10  motors.  They  were  registered  and  carried  on  business  under  the  style  and  title 
of  the  "  Dunlop  Motor  Company,  Ld^ 

In  the  beginning  of  1905  the  Complainers  commenced  the  present  action. 
They  alleged  (in  Statement  5)  that  the  adoption  by  the  Respondents  of  the  style 
or  title  Dunlop  Motor  Company  was  calculated  to  deceive  the  public  into  pur- 

15  chasing  the  goods  of  the  Respondents  in  the  belief  that  such  goods  were  the 
goods  of  the  Complainers'  manufacture,  or  that  the  Respondents  and  their  goods 
were  associated  with  the  Complainers'  Company,  and  (in  Statement  6)  that  the 
Respondents  had  adopted  the  said  style  and  title  for  the  purpose  of  passing  off 
their  goods  as  and  for  the  goods  of  the  Complainers,  and  for  the  purpose  of 

20  taking  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 
the  Complainera  had  acquired,  and  for  the  purpose  of  associating  their  business 
with  the  business  of  the  Complainers,  and  that  they  were  so  passing  off  their 
goods  as  goods  of  the  Complainers'  manufacture.  Therefore  they  asked  that  the 
Respondents  should  be  interdicted  "  (1)  from  carrying  on  business  under  the 

25  *'  style  or  title  of  the  'Dunlop  Motor  Company  Ld:  or  under  any  other  or 
"  similar  style  or  title  comprising  the  word  '  Dunlop,'  or  any  style  or  title 
"calculated  to  deceive  or  mislead  the  public  into  the  belief  that  the  Respon- 
"  dents'  Company  is  the  same  Company  as  the  Complainers'  Company,  or  is  in 
'*  connection  therewith,  or  that  the  business  of  the  Respondents'  Company  is 

30  "  the  same  or  in  any  way  connected  with  the  business  of  the  Complainers 
"  Company,  and  (2)  from  passing  off  or  attempting  to  pass  off  the  Respondent 
"  Company's  goods  as  and  for  the  goods  of  the  Complainers'  Company. 

The  Respondents  denied  that  their  use  of  the  name  "  Dunlop  "  was  calculated 
to  deceive  the  public.    They  alleged  that  it  was  their  own  name,  four  of 

35  the  seven  members  of  the  Company,  holding  four-fifths  of  the  shares  and 
including  the  managing  members,  being  Dunlops,  The  firm  who  were  the 
Respondents'  authors  had  been  in  business  seven  years  under  the  name  of 
R.  and  J.  F.  Dunlop,  and  had  become  identified  with  the  sale  and  repwr  of 
motors  under  that  name.    The  retention  of  the  name  "  Dunlop''  in  the  designa- 

40  tion  of  the  Company  was  necessary  in  order  to  retain  the  goodwill  of  the 
business  built  up  by  the  Dunlops.  The  Respondents,  as  a  matter  of  fact,  had 
never  used  any  trade  name  comprising  the  word  *'  Dunlop"  in  connection  with 
any  goods  manufactured  or  sold  by  them  where  that  name  had  been  applied 
to  any  like  goods  advertised  as  manufactured  or  sold  by  the  Complainers. 

45  The  Complainers  pleaded  :— "  1.  The  adoption  by  the  Respondents  m  their 
«  business  of  the  style  or  title  of  *  The  Dunlop  Motor  Company  Ld.  being  mi 
**  infringement  of  the  Complainers'  rights,  interdict  should  be  granted  as  craved. 
**  2.  The  adoption  of  said  style  or  title  being  calculated  to  deceive  the  public 
**  into  purchasing  the  Respondents'  goods,  in  the  belief  that  such  goods  w^J^® 

50  "  goods  of  the  Complainers,  interdict  ought  to  be  granted  as  craved.  3*  The 
'*  Respondents  having  adopted  said  style  or  title  for  the  purpose  of  twajjg 
"  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 
**  the  Complainers  have  acquired,  and  for  the  purpose  of  associating  their 
"  business  with  the  business  of  the  Complainers,  interdict  ought  to  be  granted 

55  "  as  craved.  4.  In  the  whole  circumstances,  interim  interdict  ought  to  be 
«  granted." 
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The  Respondents'  pleas  were  : — "  1.  The  Complainers'  averments  are  neither 
"  relevant  nor  sufRcient  to  support  the  prayer  of  the  Note.  2.  The  Complainers* 
"  averments,  so  far  as  material,  being  unfounded  in  fact,  the  prayer  of  the  Note 
*'  should  be  refused,  with  expenses." 

The  case  was  first  moved  on  the  6th  of  February  1905.  On  the  17th  of  5 
February  the  Lord  Ordinary  allowed  the  answers  to  be  seen,  and  on  the  24th 
of  February  he  passed  the  Note  from  the  Bill  Chamber  to  the  Court  of  Session, 
where  it  was  sent  to  the  Adjustment  Roll  on  the  4th  of  March,  and  continued 
on  the  7th  of  March  in  order  to  allow  the  Complainers  to  answer  the 
Respondents*  Statement  of  Facts.  On  the  14th  of  March  the  Record  was  closed  10 
and  the  case  sent  to  the  Procedure  Roll  where  it  was  called  on  the  25th  of  June, 
but.  Counsel  agreeing  that  a  Proof  would  be  necessary.  Proof  was  fixed  for  18th 
of  July.  On  the  18th  and  19th  of  July  Proof  was  taken,  and  on  the  19th  and 
29th  of  July  Counsel  were  heard. 

The  expert  witnesses  examined  were : — For  the  Complainers  F.  0.  Baisley^  15 
one  of  their  managers  ;  A,  K.  Detnpsey,  dealer  in  cycles  and  motors,  Edinburgh  ; 
and  W,  A.  Vincent,  manager  to  A.  W.  Oamage  Ld.^  dealers  in  cycles  and  motors, 
Holborn.  For  the  Respondents  N.  D.  Ma^cdonald,  Advocate,  Edinburgh, 
member  of  the  General  Council  of  the  AtUomobile  Club  of  Oreat  Britain  and 
Ireland;  W.  E.  Toivnsend,  engineer,  and  partner  of  Jdiddletoti  and  Toumsend^  20 
Edinburgh  and  London,  dealers  in  motor  cars;  and  T.M.  Cairns,  engineer, 
London. 

At  the  Proof  it  was  shown  by  the  evidence  of  the  experts  in  the  cycle  trade 
that  the  name  ^^ Dunlop''  was  identified  by  the  public  with  the  Complainer 
Company  and  certain  Companies  ancillary  to  it.    These  Companies  were  com-  25 
monly  spoken  of  simply  as  the  "  Dunlttp  Companies  "  or  "  Dunlop^.''    The  goods 
with  regard  to  which  this  identification  took  place  were  principally  tyres  for 
motors  and  bicycles,  and,  to  a  smaller  extent,  some  other  cycle  or  motor  accessories 
in  the  manufacture  of  which  rubber  formed  a  part.    The  Complainers  did  not 
manufacture  or  sell  complete  cycles  or  motor  cars.    The  tyres  were  manufactured  30 
in  accordance  with  a  Patent  which  had  recently  expired.    Tyres  were  regarded 
in  the  cycle  trade  as  proprietary  articles.    All  the  expert  witnesses  admitted 
that  by  a  ^^  Dunlop''  tyre  they  would  understand  one  manufactured  by  the 
Complainers,  but    they  differed    as    to  what    they  would  understand  by  a 
"  Dunlop "  cycle  or  car.    The  Respondents'  witnesses  said  they  would  not  35 
connect  the  name  so  applied  with  the  Complainer  Company.    Those  called  by 
the  Complainers  said  if  a  "  Dunlop  "  motor  was  spoken  of  they  would  suppose 
the  Complainers  had  taken  up  this  branch  of  tho  business  as  they  were  entitled 
to  by  their  Memorandum  and  Articles  of  Association,  and  that  they  would 
tuppose  a  "  Dimlop  Motor  Company  "  to  be  a  subsidiary  Company  formed  by  the  40 
Complainers  with  this  object.    It  was  not  suggested  by  the  Complainers  that 
the  Respondents  had  made  any  attempt  actively  to  pass  off  their  goods  as  those 
of  the  Complainers,  and  it  was  not  proved  that  the  public  had  been  actually 
misled  by  the  iieepondents*  use  of  the  name  "  Dunlop  "  except  in  one  case, 
where  a  shareholder  in  the  Complainer  Company,  who  had  seen  the  name  45 
on    the    Respondents'    eignboard    while    passing    through    Kilmarnock,   was 
proved  to  have  supposed  and  said  at  the  time  that  the  Complainers  had  started 
a  branch  there.     He  did  not,  however,  make  any  purchase  from  the  Respon- 
dents.   With  regard  to  the  Respondent  Company  the  following  facts  were 
proved  r—Since   1898  Robert  Dunlop  und  John  Fisher  Dunlop  carried  on  50 
business  in  Kilmarnock  under  the  firm  name  of  "  R.  andJ,F.  Dunlop."    It  was 
a  retail  business  in  the  sale  and  repair  of  cycles  and  motors,  small,  at  least  as 
compared  with  the  Complainers',  and  confined  to  a  country  town  and  its  neigh- 
bourhood.    Besides  their  shop  they  had  premises,  used  for  the  repair  of  motors, 
on  a  lease  expiring  in  1908.    They  had  no  plant  suitable  for  making  motors.  55 
In  1904  they  decided  to  separate  the  motor  busine?s  from  that  in  cycles.    While 
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the  firm  R.  and  J.  F.  Dunlop  continued  the  latter  bnainess,  the  Respondent 
Company  was  formed  to  take  up  the  former.  Its  directors  and  managing 
members  were  Robert  and  John  Fisher  Dunlop,  and  the  other  members  were 
their  relations  and  friends.  Its  registered  office  was  at  the  shop  of  R.  and 
5  J.  F.  Dunlop.  The  formation  of  this  Company  made  no  material  difference  in 
the  actual  conduct  of  the  business,  though  the  Dunlops  professed  that  they  had 
intended  to  develop  and  separate  the  motor  trade  if  they  had  had  time,  but 
were  prevented  from  doing  so  by  the  present  Action.  Neither  the  Company 
nor  the  firm,  their  author,  ever  made  a  motor.    They  repaired  motors,  and 

10  dealt  in  them  and  their  parts  and  accessories.  Tyres  were  among  the  most 
important  of  these.  The  history  of  the  formation  of  the  Respondent  Company 
was  gone  into  in  detail  at  the  Proof.  The  Respondents  contended  that  it  was 
formed  for  the  bond  fide  purpose  of  developing  the  motor  trade  in  Kilmarnock, 
and  without  any  intention  of  appropriating  the  reputation  of  the  Complainers. 

15  They  wished,  they  said,  to  increase  their  capital,  and  to  work  a  Patent  for 
which  they  were  then  applying.  The  Complainers  suggested  that  an  intention 
that  the  Dunlop  Motor  Company  should  be  bought  up  by  the  Complainers  was 
present  from  the  beginning.  The  evidence  on  this  point  was  summarised  by  the 
Lord  Ordinary  in  his  Opinion  (22  R.P.C.  539).    It  was  of  a  conflicting  character 

20  and  was  disregarded  by  the  Inner  House. 

The  Lord  Ordinary  made  avizandum,,  and,  on  the  Ist  of  August, 
pronounced  the  following  Interlocutor : — **  The  Lord  Ordinary,  having 
**  considered  the  debate,  proof  and  whole  process,  finds  that  the  adoption . 
"  by  the  Respondents  in  their  business  of   the  style  or   title  of  the  Dunlop 

25  **  Motor  Company  Ld.  is  an  infringement  of  the  Complainers'  rights,  and 
^^  that  such  adoption  is  calculated  to  deceive  the  public  into  purchasing  the 
^*  Respondents*  goods  in  the  belief  that  such  goods  are  the  goods  of  the 
**  Complainers,  and  into  confounding  the  Respondents'  business  with  that  of 
**  the  Complainers ;  therefore  interdicts,  prohibits  and  discharges  the  Respon- 

30  "  dents,  their  servants  and  agents,  from  carrying  on  business  under  the  style 
"  or  title  of  the  Dunlop  Motor  Company  Ld.^  or  under  any  style  or  title 
**  calculated  to  deceive  or  mislead  the  public  into  the  belief  that  the  Respon- 
^  dents'  Company  is  the  same  Company  as  the  Complainers'  Company,  or 
'^  is  in  connection  therewith,  or  that  the  business  of  the  Respondents'  Company 

35.  **  is  the  same  as,  or  in  any  way  connected  with,  the  business  of  the  Com- 
*^  plalners'  Company,  and  for  passing  off,  or  attempting  to  pass  off,  the 
"  Respondents'  Company's  goods  as  and  for  the  goods  of  the  Complainers' 
"  Company.  Quoad  ultra^  refuses  the  prayer  of  the  Note ;  finds  the  Com- 
'^  plainers  entitled  to  expenses ;  allows  an  account  thereof  to  be  given  in, 

40  ^'  and  remits  the  same,  when  lodged,  to  the  Auditor  to  tax  and  report,  and 
"  Decerns."* 

The  Respondents  reclaimed.  On  the  17th  of  October  1905  the  case  was  sent 
to  the  short  roll,  and  Counsel  were  heard  by  the  SECOND  DIVISION  of  the  INNBR 
House  on  the  3rd  and  4th  of  July  1906. 

45      The  Court  made  avizandum,  and  on  the  20th  of  July  judgment  was  dellvei'ed. 

It  was  held  that  there  was  no  proof  of  probable  confusion  or  deception  of 

persons  acting  with  reasonable  care  and  observation  ;  that  the  term  '^  Dunlop 

"  tyres  "  was  the  proper  and  usual  name  of  certain  (formerly  patented)  articles 

which  might  be  sold  by  all  under  that  name  ;  and  that,  as  regards  articles  other 

50  than  tyres,  the  Complainers  had  acquired  no  exclusive  right  to  the  name 
"  Dunlop  "  ;  also  that  there  was  no  proof  of  mala  fides.  It  was  observed  that, 
in  the  absence  of  some  overt  act  or  course  of  conduct  plainly  indicative  of  a 
dishonest  effort  to  pass  off  his  goods  as  the  goods  of  another,  a  merchant  or 


•  23  R.P.O.  633. 
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mannfactnrer  could  not  be  debarred  from  selling  his  own  goods  tinder  his 
own  name.  Valentine  Meat  Juice  Company  v.  Valentine  Extract  Company 
(17  R.P.C.  673),  if  affirming  or  implying  any  broader  proposition,  was  doubted. 
The  Lord  Ordinary's  interlocutor  was  recalled  and  interdict  was  refused,  with 
expenses  (23  R.P.C.  761).  5 

The  Complainers  appealed  to  the  House  of  Lords  ;  and  the  appeal  came  on 
for  hearing  on  the  11th  of  June  1907. 

Sir  R.  B.  Finlay  K.C.  and  J.  A,  Clyde  K.C.,  of  the  Scottish  Bar  (instructed  by 
John  B,  and  F,  Purchase)  appeared  for  the  Appellants  ;  Dpjohn  K.C.  and  th.e 
Hon.  William  Watson^  of  the  Scottish  B?r  (instructed  by  John  Bartletty  agent  10 
for  Campbell  and  Smith  of  Edinburgh)  appeared  for  the  Respondents. 

Sir  E.  B,  Finlay  K.C.  for  the  Appellants.— The  Appellants  are  generally 
known  as  "the  Dunlop  Company"  and  have  a  varied  business.    The  brothers 
Dunlop  commenced  business  in  1898,  and   in   1904  resolved  to  divide  the 
business.    The  objects  for  which  the  Respondent  Company  Was  formed  cover  16 
the  same  ground  as  the  objects  of  the  Appellants  and  as  their  actual  business. 
The  Respondents  had    practically  no    working  capital.     The  object  of  the 
Respondents  in  forming  a  new  branch  of  their  business  was  to  bring  in  the 
name  of  the  Dimfop  Company.    It  is  not  a  case  of  actual  fraud,  which  need 
not  be  proved.    The  question  is  not  whether  an  expert  would  be  deceived,  but  20 
whether  a  member  of  the  general  public  with  ordinary  common  sense — ^the 
unwary  purchaser — ^would  be  deceived.    The  inevitable  tendency  would  be  to 
deceive.    It  is  not  ax^ase  of  a  man  carrying  on  business  in  his  own  name  ;  the 
Appellants   would  not   have  objected  to  the  Respondents    using    the  name 
i2.  and  J,  F.  Dunlop.    The  Respondents  are  dealing  in  the  same  articles  as  the  25 
Appellants  and  using  the  same  name.    There  is  no  evidence  that  the  Respon- 
dents ever  made  a  motor  car.    [Upfohn  K.C. — The  Respondents  do  not  say  they 
have  made  a  motor  car ;  they  sell  motor  cars  on  commission  and  have  machinery 
for  making  repairs.]    The  Respondents  gave  three  reasons  for  their  having 
formed  the  Company,  namely,  that  they  wished  to  separate  their  cycle  business  30 
and  their  motor  business,  that  their  motor  business  was  increasing,  and  that 
J,  F,  Dunlop  had  an  invention,  said  to  be  valuable,  in  connection  with  trans- 
mission gear.    There  is  nothing  in  these  alleged  reasons.    Mistakes  have  arisen 
in  three  cases.    Anyone  motoring  in  Kilmarnock  would  be  liable  to  be  deceived. 
The  Appellants  do  not  complain  of  the  Dunlop  Maritime  Motor  Company  Ld.  35 
recently  formed  by  Messrs.  Dunlop  and  others,  but  its  existence  goes  to  show  the 
widespread  character  of  the  Appellants'  reputation.    The  Respondents  say  that 
they  formed  their  Company  with  a  view  to  getting  further  capital,  but  how  could 
the  formation  bring  in  new  capital  unless  it  were  by  taking  advantage  of  the 
Appellants'  name.    [The  LOBD  Chancellor.— If  you  have  a  reputation  with  40 
regard  to  a  class  of  goods  you  can  protect  that  reputation  with  regard  to  that 
class,  but  if  you  extend  your  class  of  goods  can  you  extend  your  reputation  to 
that  class  ?]    The  name  "Z^wwfejo,"  although  assumed  in  connection  with  tyres 
and  accessories,  would  be  valuable  in  connection  with  other  goods.    When  a 
Company  is  formed  to  carry  on  a  going  business  the  object  is  to  keep  as  closely  45 
as  possible  to  the  old  business,  but  here  they  ignored  the  initials.    [Counsel 
referred  to  Singer  v.  Wilson  (L.R.  3  App.  Cas.  391,  392,  per  Lord  Cairns  L.C.)  ; 
Wotherspoon  v.  Currie  (L.R.  5  H.L.   508)  ;   and  Dunlop   Pneumatic  Tyre 
Company  Ld.  v.  Dunlop  Lubricant  Company  (16  R.P.C.  12).J 

Clyde  K.C.  followed. — Lord  Kyllachy  said  that  the  Appellants  sold  Dunlop  50 
tyres,  but  the  tyres  were  made,  not  under  the  Dunlop  Patent,  but  under  the 
We^h  Patent,  and  what  took  the  market  in  motor  tyres  was  the  Bartlett  tyre, 
[Counsel  referred  to  Tussaud  v.  Tussaud  (L.R.  44  CD.  678).] 

Upjohn  K.C.  for  the  Respondents. — It  is  undesirable  to  lay  down  a  rule  that 
will  give  a  man  a  monopoly  in  his  surname.    It  is  alleged  that  the  Respondent  55 
Company  is  a  sham  Company.    The  importance  of  the  question  is  far-reachmg. 
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The  Respondents  really  were  two  young  men  starting  in  business ;  they  may 
have  been  unwise  in  taking  the  course  they  did,  but  they  were  not  fraudulent. 
They  wished  to  keep  the  firm  of  R.  and  J.  F.  Dunlop  for  the  cycle  branch  of 
their  business  and  the  Dunlop  Motor  Company  for  the  motor  branch.    There 

5  was  no  fraud  in  dropping  the  initials.  The  word  *•  Motor  "  was  a  more  effective 
means  of  distinction  than  the  initials  would  have  been.  The  Appellants  made 
their  reputation  in  the  manufacture  of  bicycle  tyres ;  motor  cars  are  of  com- 
paratively recent  introduction,  and  the  tyres  which  were  used  on  them  were 
not  Dunlop  tyres.    [Counsel    referred  to  Lucas  Ld.  v.  Fabry  Automobile 

10  Company  Ld.  (23  R.P.C.  33)  and  Turton  v.  Turton  (L.R.  42  CD.  128,  per 
Fry  L.J.).]  [The  Lord  Chancellor. — No  man  is  to  be  allowed  to  personate 
another  in  trade.]  There  is  no  evidence  that  this  is  a  sham  Company. 
IBeddaway  v.  Banham  (13  R.P.C.  218,  at  pages  224  and  227-8 ;  L.R.  (1896) 
App.  Cas.  199,  at  pages  204  and  209)  was  referred  to.]    The  only  relief  that 

15  could  be  claimed  would  be  limited  to  dealing  in  tyres.  The  Respondents  have 
a  small  local  business  in  Kilmarnock.  It  is  suggested  that  someone  seeing  the 
name  might  rush  in  and  buy  a  tyre,  thinking  he  was  getting  a  Dunlop  tyre. 
But  motor  tyres  are  expensive  ;  and  purchasers  ask  for  them  by  name.  [The 
Lord  Chancellor. — Take  the  case  of  a  man  living  in  Glasgow  and  in  the 

20  habit  of  getting  tyres  from  London.  He  hears  of  the  Respondent  Company, 
and,  thinking  it  is  a  branch  of  the  Appellants'  business,  writes  for  a  tyre.]  If 
he  wanted  a  Dunlop  tyre  he  would  know  what  it  was  that  he  got,  and  if  that 
was  in  fact  a  Dunlop  tyre  the  Appellants  would  not  be  injured,  except  that 
they  would  lose  the  retsdler's  profit.    The  Appellants .  only  sell  Dunlop  tyres, 

25  but  it  is  competent  to  them  to  sell  other  tyres ;  they  are  not  manufacturing 
under  the  Dunlop  Patent.  There  is  no  evidence  that  the  Dunlop  tyre  is  the 
only  one  sold  by  the  Respondent  Company.  [Sir  R.  B,  Finlay  K.C. — The 
Dunlop  Company  do  not  sell  tyres  made  by  others ;  they  make  their  own  and 
stamp  the  name  "  Dunlop  "  on  them.]     People  do  not  buy  tyres  for  their  motor 

30  cars  without  knowing  something  about  the  tyres.  It  is  quite  unlike  buying  a 
packet  of  starch  or  a  sewing-machine.  This  case  stretches  passing-off  almost  to 
the  breaking  point.  The  Appellants  are  a  large  Company  in  London  with  a 
reputation  only  for  cycle  tyres ;  the  Respondents  are  a  small  Company  in 
Kilmarnock  to  supply  passing  motorists  on  a  small  scale.    Another  allegation 

35  against  the  Respondents  is  that  people  will  buy  carburettors  and  other  parts 
from  them  thinking  they  are  a  branch  of  the  Appellant  Company.  The 
evidence  on  this  point  is  limited  to  that  of  Dr.  Neill  and  Mr.  Kingsbury.  This 
is  no  case  of  the  unwary  purchaser.  When  a  man  thinks  of  the  Dunlop 
Pneumatic  Tyre  Company ^  and,  passing  along  a  street,  sees  a  name  the  ^*  Dunhw 

40  "  Motor  Company  Ld."  he  has  no  right  to  think  it  is  a  branch — there  is  no  "  Tyre^* 
in  the  name.  It  would  be  purely  an  act  of  self-deception.  There  is  no  case 
that  says  that  a  person  is  to  be  stopped  because  the  name  he  uses  may  raise  a 
doubt  in  the  mind  of  a  man  who  sees  it.  If  a  man  took  the  name  of  ''  Dunlop  *' 
and  gave  no  explanation  the  Court  would  infer  fraud.    The  difficulty  of  the 

45  case  is  to  apply  the  law  to  the  facts.  No  case  has  been  made  out  on  the  ordinary 
passing-off  part  of  the  action.  No  Judge  before  whom  the  case  has  come  has 
said  that  these  young  men,  the  Respondents,  have  been  guilty  of  conspiring  to 
defraud. 

Watson  followed. — ^There  is  no  evidence  of  fraud,  but  merely  a  deduction 

50  that  certain  things  show  fraud,  and  before  one  makes  that  inference  one  has  to 
be  satisfied  that  it  is  a  necessary  inference.  The  case  is  to  be  looked  at  from 
the  point  of  view  of  the  small  Company,  not  of  the  large  Company  coming 
down  from  London.  The  Respondents  wanted  to  develop  the  motor  branch  of 
their  business,  and  their  law  agent  said  he  suggested  the  means  they  adopted. 

55  Finlay  K,C.  replied. — The  question  is  not  whether  some  further'  inquiry 
might  set  the  matter  right,  but  whether  the  name  is  calculated  to  mislead.    The 
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Respondents'  Counsel  said  that  the  name,  the  **  Ihinlop  Motor  Company^**  could 
not  deceive,  but  that  the  use  of  it,  say,  by  John  Smith  could  be  restrained.  If 
if  it  was  not  calculated  to  deceive,  on  -what  ground  could  it  be  restrained  ? 
[The  LOBD  Chancellor. — Counsel  said  it  would  show  an  intention  to  defraud, 
and  that  the  Defendant  could  not  be  heard  to  say  he  was  an  unsuccessful  rogue.]  5 
The  question  is  whether  the  form  of  words  used  would  deceive  an  incautious 
purchaser.  Many  observations  made  by  the  brothers  Dunlop  themselves  point 
to  someone  being  behind  them. 

Judgment  was  reserved,  and  was  delivered  on  the  24th  of  July,  1907. 

Lord  LORBBURN  L,C. — My  Lords,  the  question  here  is—Ought  the  Respon-  10 
dents  to  be  restrained,  in  substance,  from  using  the  style  and  name  of  the 
^'  Dunlop  Motor  Coinpany  Ld^  on  the  ground  that  it  is  misleading  and  enables 
them  to  acquire  part  of  the  goodwill  of  the  Appellants  ? 

I  think  the  Pursuers  in  this  case  fail  upon  the  facts.  It  is  not  necessary  to 
enter  into  the  evidence  in  detail.  In  every  case  the  question  is  nearly  always  one  15 
of  fact,  as  it  is  here.  The  real  complaint  in  this  case  was  as  to  the  use  of  the  name 
**Z)wn/o^."  That  name  is  the  true  name  of  the  two  brothers  who  got  up  the 
Respondent  Company.  I  can  see  very  little  proof  that  any  one  was  misled  by 
its  use,  and  I  can  see  no  proof  that  any  article  was  bought  by  any  one  from  the 
Respondents  in  the  belief  that  they  were  a  branch  of  the  Appellant  Company.  20 
Tke  two  Companies  do  not  to  any  considerable  extent  in  fact  deal  in  the  same 
articles,  and  I  see  no  ground  for  thinking  that  the  little  repairing  business  in 
Kilmarnock  does  or  can  do  any  unlawful  harm  to  the  Appellant  Company. 

I  am  therefore  of  opinion  that  this  appeal  ought  to  be  dismissed  with  costs. 

Lord  James  of  Hbrbford. — My  Lords^  the  Complainers  in  this  case,  the  25 
Appellants,  have,  by  themselves  or  their  predecessors  in  title,  carried  on 
business  using  the  name  of  **  Dunlop  "  to  designate  the  goods  manufactured  and 
.sold  by  them,  and  such  name  was  stamped  on  most  of  the  goods  so  manu&ctured. 
Those  goods  were  principally  tyres — and  the  name  of  the  Appellant  Company, 
the  Dunlop  Pneumatic  Tyre  Company^  so  represents.  Other  goods,  accessories  30 
used  in  relation  to  and  on  or  about  motor  cars  and  bicycles,  were  also  manu- 
factured and  sold  by  the  Appellants. 

Previously  to  the  year  1904  two  brothers,  Robert  and  John  Fisher  Dunlop^ 
had  carried  on  a  small  business  at  Kilmarnock  under  the  style  of  R,  and  J.  F. 
Dunlop.  The  principal  business  of  this  firm  was  that  of  selling  and  repairing  35 
bicycles  and  tricycles.  In  1904  a  small  Company  with  very  limited  capital  was 
formed  under  the  name  of  the  Dunlop  Motor  Company  for  the  purpose  of 
selling  (on  commission)  and  repairing  motors  and  motor  cycles  and  parts  thereof . 
The  business  carried  on  by  the  Respondent  Company  was  a  small  local  trade  in 
Kilmarnock,  and  consisted  principally  in  the  repair  of  motor  cars  and  the  sale  40 
of  petrol. 

The  Appellants  seek  to  prevent  the   Respondent  Company  from  carrying 
on  its  business  under  the   name  of    the  Dunlop  Motor  Company,  on  the 
ground  that  the  use  of  such  name  is  calculated  to  deceive  the  public  into 
purchasing  the  Respondents'  goods  in  the  belief  that  such  goods  are  those  of  45 
the  Appellants. 

In  my  judgment  the  Appellants  have  failed  in  making  out  this  contention. 
They  do  not  allege  that  they  sell  motors  or  any  other  vehicles,  but  they  deal 
in  parts  or  accessories  of  such  vehicles,  viz.,  tyres,  pumps,  and  other  adjuncts, 
and  they  allege  that  confusion  may  be  caused,  and  a  belief  created  that  the  50 
Respondent  Company  were  selling  these  same  portions  as  being  those  of  the 
Appellants. 

Now,  in  what  does  the  deception  consist,  and  who  were  the  persons  deceived  ? 
The  Complainers  have  no  claim  to  the  exclusive  use  of  the  name  Dunlop,    It  is 
a  common  name  in  Scotland.    The  Respondents  had  traded  as  R.  a^id  J.  F.  55 
Dunlop.    The  Appellants  have  chosen  to  announce  themselves  as  the  Pneumatic 
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Tyre  Company  preceded  by  the  name  "  Dunlopy^  and  their  case  seems  to  be  that, 
having  done  so,  they  shut  out  persons  named  ^^  Dunlop*^  from  employing  that  name 
in  connection  with  a  company  at  all  similar  in  object  to  the  tyre  company.  I 
agree  that  the  objects  of  the  two  companies  need  not  be  absolutely  identical  in 
5  order  to  entitle  the  Complainers  to  relief,  but  there  must  be  great  similarity. 
In  this  case  I  do  not  think  that  the  measure  of  similarity  established  is  suffi- 
cient, either  in  the  name  employed,  or  in  the  objects  of  the  trade  sought  to  be 
carried  on. 
The  Complainers  say  they  are  a  pneumatic  tyre  company.    The  Respondents 

10  represent  themselves  to  be  a  motor  company.  Then,  as  I  have  said,  the  tyre 
company  does  not  sell  motors.  The  motor  company  appears  to  do  so.  If  in 
respect  of  some  minor  articles  there  might  be  a  common  production,  yet  the 
main  object  of  the  two  businesses  are  difPerent.  As  to  these  minor  articles,  I 
agree  with  the  view  expressed  by  Lord  Kyllachy,  that  the  Complainers  have 

15  not  proved  that  they  have  any  exclusive  right,  in  connection  with  the  sale  of 

those  articles,  to  the  use  of  the  name  " Dunlop"  nor  have  they  proved  that  the 

name  in  question  has  any  special  reputation  or  value  in  connection  with  such 

minor  articles. 

Then,  secondly,  who  will  be  deceived  by  the  name  used  by  the  Respondents  ? 

20  It  appears  to  be  admitted  that  an  ordinary  business  person  would  not  be 
misled,  but  it  is  alleged  that  the  unwary  would.  Well,  of  course,  there  are 
unwary  people  in  this  world,  but  I  think  that  a  man  who  employs  his  own 
name  in  carrying  on  his  business  has  the  right  to  regard  the  people  whom 
he  may  attract  as  being  capable  of  exercising  and  being  in  the  habit   of 

25  exercising  thought ;  and  I  cannot  differ  from  the  judgment  of  Lord  Low^ 
in  which  he  says  :-^^^  Any  one  who  took  the  trouble  to  think  upon  the  subject 
"  would  see  that  the  Respondents'  Company  was  a  motor  company  and  the 

''  Complainers'  a  tyre  company I  do  not  think  that  the  Respon- 

^^  dents  are  liable  to  have  their   business    practically  stopped  (unless  they 

30  «  change  their  name^  simply  because  a  thoughtless  person  might  unwarrantably 
"  jump  to  the  conclusion  that  they  were  connected  with  the  Complainers." 
Under  the  circumstances  of  the  case  before  your  Lordships  I  do  not  think 
that  the  average  citizen  of  Kilmarnock  would  be  deceived,  and  I  cannot  specu- 
late upon  the  degree  of  unwariness  that  would  induce  the  confusion  necessary 

35  to  support  the  Appellants'  claim. 

It  is  not  without  full  consideration  of  the  very  lucid  judgment  of  the  Lord 
Ordinary  that  I  have  come  to  the  conclusion  that  the  decision  appealed  from  is 
correct,  and  that  therefore  this  appeal  should  be  dismissed. 
Lord  ROBBBTSON  and  Lord  COLLINS  concurred. 
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In  the  High  Court  op  Justicb.— Chanobry  Division. 

Before  Mr.  Justice   Jotcb. 

May  30th  and  3l0t,  1907. 

In  thb  Mattbr  of  Hudson's  Application  for  a  Tradb  Mark. 

Application  for  registratiofi  of  Trade  Mark. — Rival  claims  for  registration  5 
of  same  mark, — Reference  to  Court  to  decide  rights. — Marhfiommon  to  the  trade. 
—Costs.— Trade  Marks  Act,  1905,  Section  20. 

J.  n.j  who  hadused  the  words  "  The  Thunderer'*'  upon  a  certain  type  of  whistles^ 
of  his  own  manufacture^  for  a  considerable  number  of  years,  applied  to  register 
these  words  as  a  Trade  Mark.  A.  De  (7.,  who  had  also  used  these  unnds  upon  10 
similar  g(X)ds,  applied  shortly  after  for  registration  of  the  same  to  he  granted  to 
him.  Upon  reference  to  the  Court  under  Section  20  of  the  Trade  Marks  Act^ 
1905,  it  was 

Held,  thai  the  mark  was  publici  jaris,  and  that  neither  party  had  any  right 
in  connection  with  it^  and  that  each  party  should  pay  its  own  costs;  J.  H.,  15 
the  applicant  in  the  Motion,  paying  the  costs  of  the  Registrar. 

Joseph  Hudson,  carrying  on  business  as  J.  Hudson  &  Co.,  at  Nob.  11  and  13 
Ban*  Street,  Birmingham,  as  a  whistle  manufacturer,  applied  on  the  12th  of 
April  1906  for  registration  of  the  words  "  The  Thunderer  "  as  a  Trade  Mark  in 
Class  9  in  respect  of  whistles.  After  such  application  had  been  made,  Alfred  20 
De  Courcy,  trading  as  De  Coxiicy  A  Co.,  of  Frankfort  Street,  Birmingham, 
whistle  maker,  applied  for  the  registration  of  the  same  mark  in  respect  of 
whistles.  The  Registrar  thereupon  intimated  that  it  would  be  necessary  for  the 
rights  of  the  respective  Applicants  to  be  determined  by  the  Court  in  accordance 
with  Section  20  of  the  Trade  Marks  Act,  1905.  Notice  of  Motion  was  accordingly  25 
given,  for  the  9th  of  August  1906,  by  Joseph  Hudson  asking  that  the  Registrar 
might  be  directed  to  proceed  with  the  Applicant's  application  notwithstanding 
the  application  by  De  Courcy,  and  af&davits  were  filed  in  support  of  and  in 
answer  to  the  Motion.  The  Motion  was,  on  the  14th  of  December  1906,  ordered 
to  be  set  down  in  the  witness  list,  and  leave  was  given  to  both  sides  to  cross-  30 
examine  the  deponents  upon  their  affidavits,  and  that  the  parties  might  supple- 
ment the  affidavits  filed  by  further  oral  evidence.  Particulars  of  the  use  of 
the  word  '^  Thunderer  "  and  affidavits  of  documents  were  also  ordered. 

The  Motion  came  on  for  hearing  on  the  30th  of  May  before  Mr.  Justice  JOTCB, 
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Walter  K.C.  and  L.  B.  Sebastian  (instructed  by  Ward^  Bowie  <k  Oo,^  agents 
for  T.  W,  Walthall  and  Pritchard^  of  Birmingham)  appeared  for  the  Appli- 
cant ;  Younger  K.C.  and  Owen  Thompson  (instructed  by  Helder^  Roberts  A  Co,^ 
agents  for  Tunbridge  A  Co.,  of  Birmingham)  appeared  for  the  Respondent ; 
5  Hartree  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  on  behalf 
of  the  Registrar. 

Walter  K.C.  opened  the  Applicant's  case  and  read  the  affidavits  filed  in  the 
case. 
The  following  witnesses  were  then  examined  on  behalf  of  the  Applicant  :^- 

10  Joseph  HvdsoHj  the  Applicant ;  J.  G.  Hudson^  a  son  of  the  Applicant ;  R.  A. 
Waltony  a  workman  in  the  employ  of  the  Applicant ;  G,  ThonuiSy  retailer's 
manager  ;  O.  E.  Wyllie^  retailer's  manager  and  buyer ;  H.  Ushery  retailer's 
manager  and  salesman  ;  Q.  Williams^  retail  ironmonger ;  A.  «7.  Markham, 
wholesale  hardware  dealer ;  A.  E,  Lamberton^  fancy  goods  dealer's  manager  ; 

15  and  T.  Keane  and  H.  S.  Nazer^  retail  dealers.  Of  these  witnesses  Joseph  Hudson^ 
T.  KeanSy  and  H.  S.  Na^er  had  made  affidavits. 

The  evidence  on  behalf  of  the  Applicant  went  to  prove  that  the  Applicant 
had  used  the  title  ^^  The  Thunderer  "  on  a  whistle  of  his  make  since  about  1884, 
at  a  date  when  the  Respondent  was  in  his  employ,  and  had  used  this  name  from 

20  1892  on  a  whistle  the  manufacture  of  which  was  protected  by  a  Patent,  though 
the  form  was  substantially  that  of  the  original  '^  Thunderer  "  whistle.  Sales  of 
this  whistle  had  been  lai^e  for  tramway  and  railway  purposes,  some  339,000  in 
all  having  been  sold.  The  Applicant  and  his  witnesses  had  never  heard  of  any 
whistle  manufactured  by  any  other  maker  upon  the  market  under  the  name 

25  **  Thunderer."  He  admitted,  however,  that  it  was  his  custom  to  make  whistles 
to  order  for  customers,  placing  the  words  "  The  Thunderer,"  with  or  without 
'^  Hudson's  Patent,"  upon  the  whistles  in  conjunction  with  the  name  of  the  cus- 
tomer. The  persons  conversant  with  the  retail  trade  called  on  behalf  of  the 
Applicant  stated  that  any  whistle  seen  by  them  bearing  the  words  '^The 

30  "  Thunderer,"  with  or  without  the  name  of  any  maker  upon  it,  would  be  taken 
by  them  to  have  been  made  by  the  Applicant  for  some  customer.  It  was 
alleged  that  there  were  no  open  sales  of  '^  Thunderers  "  by  any  person  other 
than  the  Applicant  or  buyers  from  him.  In  the  course  of  the  evidence  it 
appeared  that  the  Applicant  had  lately  described  the  words  ^'  The  Thunderer  " 

35  as  a  registered  mark,  which  he  explained  by  saying  that  when  this  was  done  he 
anticipated  that  he  would  be  able  to  obtain  registration  on  applying  for  it. 

JOYGB  J. — This  being  an  application  under  Section  20  of  the  Trade  Marks 
Act,  1905,  where  two  persons  claim  the  same  thing,  I  have  merely  to  decide 
between  the  claimants,  leaving  the  unsuccessful  claimant  to  oppose  when  the 

40  mark  has  been  advertised.  I  shall  not  lay  down  a  general  rule  that  the  proce- 
dure adopted  in  this  case  is  right,  but  I  shall  decide  this  case  if  neither  party 
raises  any  objection. 

L.  B.  Sebastian, — This  is  the  first  case  of  the  kind  since  1887.  Section  20  of 
the  Act  of  1905  supersedes  Section  71  of  the  Act  of  1883. 

45  The  following  witnesses  were  called  on  behalf  of  the  Respondent : — W.  J. 
Webber  J  confidential  clerk  to  the  managing  director  of  Growden  and  Garrod  Ld., 
wholesale,  dealers ;  C  E.  Reeve^  wholesale  dealer's  manager,  and  A.  Ward^ 
whistle  maker.  Affidavits  were  put  in  which  were  filed  by  the  Respondent,  and 
by  F.  G,  Barrall,  ironmonger,  W.  McPherson,  cutler  and  hardware  merchant, 

50  and  W.  F.  GurriCj  hardware  manufacturer's  agent,  who  were  tendered  as 
witnesses  for  cross-examination. 

The  affidavits  filed  on  behalf  of  the  Respondent  set  up  a  case  of  prior,  or  at 
least  independent  contemporary  user,  by  the  Respondent  of  the  words  "  The 
"  Thunderer "  as  a  Trade  Mark  on  whistles.     The  case  set  up  at  the  hearing, 

55  however,  was  that  neither  the  Applicant  nor  the  Respondent  were  entitled  to 
the  exclusive  use  of  the  words  in  question,  but  that  "  The  Thunderer  "  was  a 
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term  in  ccmmon  use  by  the  trade,  and  described  a  particular  shape  or  species  of 
whistle,  just  as  the  words  " Midget,"  "Owl,"  "Hound,"  "Officer,"  ♦* Express," 
and  other  names,  admittedly  common  to  the  trade,  were  used  to  describe  other 
shapes  of  whistle. 

Evidence  was  given  that  the  words  "  The  Thunderer,"  as  applied  to  whistles  5 
not  manufactured  by  the  Applicant,  appeared  in  catalogues  issued  by  Crowden 
and  Garrod  Ld.  in  1895  and  1898,  by  F.  Dyke  A  Go.  in  1900  and  1905,  and  by 
the  Respondent,  and  that  there  had  been  sales  of  "  Thunderer  "  whistles,  not  of 
the  Applicant's  manufacture,  under  that  name  since  1889  by  four  or  five 
different  firms,  together  with  occasional  advertisements  in  trade  papers  of  10 
"  Thunderer "  whistles  admitted  by  the  Applicant  not  to  be  whistles  of  his 
manufacture. 

In  the  course  of  the  cross-examination  ot  Ward^  one  of  the  Respondent's 
witnesses,  Counsel  for  the  Applicant  intimated  that  after  the  evidence  which 
had  been  given  he  should  not  claim  an  exclusive  right  in  the  word  for  the  15 
Applicant,  and  he  did  not  intend  to  contest  the  case  further. 

Younger  K.C.  asked  that  the  Applicant  should  pay  the  Respondent's  costs. 
The  issue  to  be  tried  was  clearly  defined  by  the  affidavits  which  were  before  the 
Court  on  the  14th  of  December.  The  affidavit  of  the  Applicant  stated  that  he 
was  the  only  person  to  make "  Thunderers,"  and  upon  that  issue  was  joined.  20 
On  that  issue  the  Respondent  has  succeeded  and  has  displaced  the  case  of  the 
Applicant  for  an  Order  on  the  Motion  ;  the  onus  being  upon  the  Applicant  and 
he  having  failed  the  Respondent  ought  to  have  his  costs. 

Joyce  J.  asked  whether  the  Respondent  intended  to  proceed  with  his  appli- 
cation to  register.  25 

Younger  K.C. — He  will  not  further  proceed  with  it 

Walter  K.C. — ^The  whole  of  the  proceedings  have  been  caused  by  the 
Respondent  applying  for  the  registration  of  a  Trade  Mark  as  to  which  he  is 
absolutely  wrong. 

Joyce  J. — I  think  you  must  each  pay  your  own  costs.  This  is  not  a  case  of  30 
opposition  to  a  claim  which  might  have  raised  what  is  said  to  be  the  real  issue. 
This  has  arisen  through  an  application  being  made  by  the  Respondent  himself 
in  circumstances  in  which  he  is  not  entitled  to  succeed,  and  the  proceedings 
have  been  stopped  under  the  20th  Section  of  the  Act  of  1905  by  reason  of  the 
Registrar  declining  to  proceed  until  the  rights  of  these  parties  were  determined.  35 

It  turns  out  that  the  Applicant  is  not  entitled  as  against  the  Respondent  to  the 
use  of  this  mark,  and  it  turns  out  equally  that  the  Respondent  is  not  entitled  to 
the  use  of  this  mark.  The  result  of  this  is  really  that  the  mark  is  puhlicijuriSj 
and  that  neither  of  the  parties  has  any  right  whatever  in  connection  with  it 
For  these  reasons  each  party  must  pay  its  own  costs.  40 

Hartree  asked  for  the  costs  of  the  Registrar. 

Joyce  J.  held  that  they  must  be  paid  by  the  Applicant. 
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In  thb  High  Court  of  Justiob.— Ohanobby  Division. 
Be/ore  Mr.  Justiob  Wabrinoton. 
July  3rd  and  4th,  1907. 


In  thb  MATTBR  of  thb  APPLIOATION  of  thb  GOMPAGNIB  INOUSTRIBLIiB 

5  DBS  Pbtrolbs  to  Rbgistbr  a  Tradb  Mark. 


Trade  Mark. — Registration. — *^  Motridne.^^— -Resemblance  to  Trade  Mark 
"  Motorine  "  previously  registered. — Calculated  to  deceive. — Direct  reference  to 
character  of  goods.— Onus  of  proof.— Trade  Marks  Act^  1906y  Sections  9  (^),  ii, 
19,  and  81. 

10  In  1901  the  P.  P.  O.  Company  registered  **  Motorine  "  in  Class  47  as  a  Trade 
Mark  for  lubricating  oils,  and  sold  large  quantities  of  lubricating  oil  under 
that  name,  which  became  identified  with  their  goods.  In  1907  a  French  Company, 
which  had  dealt  largely  in  petrol  spirit  under  the  name  "  Motricine ''  on  the 
Continent  and  had  registered  that  name  as  a  Trade  Mark  for  petrol  spirit  in 

15  various  European  countries,  applied  in  this  country  for  the  registration  qf 
^ Motricine^^  as  a  Trade  Mark  for  spirit  for  motive  power  purposes  in 
Classes  47  and  60.  This  was  opposed  by  the  P.  P.  C.  Company.  The 
products  of  the  Applicants  and  the  Opponents  were  both  manufactured 
from  petroleum,  but  the  former  uhms  a  thin,  odorous  and  highly  explosive 

20  fluid,  the  latter  thick,  viscous,  non-odorous  and  non-explosive.  Both  were 
sold  in  cans  and  in  the  ordinary  course  of  trade  in  the  same 
shops  and  to  the  same  doss  of  customers.  The  Opponents  opposed  the 
registration  of  ^*  Motricine  ^^  cm  being  calculated  to  deceive  within  Section  11  of 
the  Trade  Marks  Act,  1905,  and  as  being  likely  to  cause  danger  to  the  public 

25  and  ityury  to  the  Opponents'  trade  by  an  explosive  fluid  being  used  as  a  non* 
explosive  fluid.  The  Registrar  refused  to  register  ^  Motricine,^^  whereupon  the 
Applicants  appealed,  and  also  moved  the  Court  to  expunge  the  Opponents  Trade 
^ari  '*  Motorine  "  from  the  Begister. 

.    3  D 
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Held,  tJuit  there  was  a  possibility  of  confusion  between  the  two  words  as 
names  for  the  respective  goods^  and  that  the  word  ^*  Motridne^^  could  not  be 
registered  as  the  Applicants  had  not  discharged  the  onus  of  proving  that  the 
use  of  it  would  not  be  calculated  to  deceive;  thaty  oa  the  word  was  cuxordingly 
not  registrable  under  Section  llj  4he  Court  could  not  allow  registration  5 
subject  to  conditions  under  Section  21  of  the  Act;  and  that  the  UH>rd  "  Motorine  " 
Jiod  no  direct  reference  to  the  character  or  qtuUity  of  the  goods  which  it 
designated  and  was  therefore  a  good  Trade  Mark  under  Section  P,  subsection  4^ 
of  the  Trade  Marks  Act  1905.  The  appeal  and  the  motion  therefore  failed  and 
were  dismissed  unth  costs.  10 

This  waa  an  application  by  the  Oompagnie  Industrielle  des  Petroles  that  a 
decision  of  the  Registrar  of  Trade  Marks  whereby  he  refused  registration  of  the 
Applicants'  Trade  Marks,  Nos.  278,707  and  278,708,  consisting  of  the  word 
"  Motricine  "  for  spirit  for  motive  power  purposes,  derived  from  petroleum,  in 
Class  47,  a*hd  spirit  for  motive  power  purposes,  in  Class  50,  respectively,  15 
might  be  reversed,  and  that  the  Registrar  might  be  directed  to  proceed  with 
their  applications  notwithstanding  the  opposition  thereto  of  Price^s  Patent 
Candle  Company  Ld.,  and  also  that  the  Register  might  be  rectified  by  expunging 
therefrom  the  Trade  Mark,  No.  236,542,  of  Price's  Patent  Candle  Company  Ld., 
consisting  of  the  word  ''  Motorine,"  registered  as  from  the  4th  of  March  1901,  20 
for  lubricating  oil,  in  Class  45,  with  a  disclaimer  as  to  the  exclusive  use  of  the 
word  "  Motor." 

The  Applicants  were  a  French  Company  doing  a  large  business  in  spirit  for 
driving  motors,  and  had  for  several  years  past  sold  motor  spirit  under  the  name 
'^  Motricine,"  which  they  had  registered  as  a  Trade  Mark  in  France,  Germany,  25 
and  several  other  countries. 

In  support  of  their  application  to  register  the  Applicants  filed  a  declaration  by 
their  manager,  Victor  narbaudy^  stating  that  their  sales  for  the  last  three  years 
had  averaged,  approximately,  10,000,000  litres  per  annum  ;  that  the  motor  trade 
was  an  international  trade,  and  that  the  Applicants  desired  to  supply  their  spirit  30 
to  continental  users  brought  by  business  or  pleasure  into  this  country,  and  to 
introduce  it  to  British  and  Irish  motorists ;  that  no  confusion  such  as  was  sug- 
gested by  the  Opponents  had  arisen  between  "  Motricine  "  and  "  Motorine  " ; 
that  motor  spirit  canisters  were  fastened  in  a  distinctive  and  characteristic 
fashion,  obviating  confusion,  and  motor  spirit  was  fluid,  colourless,  and  35 
odorous,  whereas  "Motorine"  lubricant  oil  was  thick,  viscous,  and  dark  in 
colour,  without  any  distinctive  odour. 

Declarations  in  support  of  the  Applicants*  case  were  also  made  by  Alfred 
Bawlinson^  managing  director  of  A,  Darracq  A  Co.  Ld,y  London ;  Seaton  Edge^ 
of  S.  F.  Edge  Ld.^  London ;  Julian  W.  OrdCy  secretary  of  the  Automobile  Club,  40 
London  ;  and  F.  W.  Pctssmore^  consulting  chemist,  London. 
'   Declarations  in  support  of  the  Opponents'  case  were  made  by  (among  others) 
John  Veitch  Wilson^  superintendent  of  the  Opponent  Company's  oil  depart- 
ment, who  stated  that  in  1899  he  invented  the  word  '*  Motorine  "  as  a  distinc- 
tive name,  and  that  the  word  "  Motricine  "  was  calculated  to  deceive  and  to  be  45 
a  source,  of  positive  danger ;  Seluryn  Francis  Edge^  managing  director  of  S.  F. 
Edge  Ld.y  Ix)ndon  ;  Walter  James  Meager j  dealer  in  motor  accessories,  London ; 
Sir  Boverton  Redwood^  petroleum  expert  and  vice-chairman  of  the  Automobile 
Club,  London ;  and  W,  A.  Vincent^  a  director  of  A.  W.  Oamage  Ld. 

It  appeared  that  the  Applicants  had  previously  applied  in  1904  for  the  regis-  50 
tration  of  the  word  "  Motricine,"  but  unsuccessfully,  as  the  Opponents'  consent 
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'Was  required  and  they  had  refused  to  give  it.  It  was  proved  by  the  Opponents 
that  they  had  sold  large  quantities  of  lubricating  oil,  suitable  for  but  not  con- 
fined to  motors,  under  the  registered  Trade  Mark  *'  Motorine,"  and  that  that 
word  was  known  to  persons  familiar  with  such  things  as  being  tho  particular 
5  lubricating  oil  bearing  that  name,  being  the  product  of  the  Opponents.      * 

The  Registrar  having  refused  to  register  the  word  "  Motricine  "  the  Applicants 
appealed,  and  also  moved  for  the  rectification  of  the  Register  by  striking  out 
**  Motorine  "  as  above  mentioned. 
The  appeal    and    the    motion    came   on   for  hearing   before   Mr.   Justice 

10  Warrington  on  the  .3rd  of  July  1907. 

Walter   K.C.    and    Byrne    (instructed  by   O.  B.  Ellis)  appeared  for  the 
Applicants;    Upjohn  K.O.,  Gave  K.C.  and  Sebastian  (instructed  by  Wilson^ 
Bristowe  and  Garpmael)  appeared  for  the  Opponents. 
Most   of   the   witnesses    mentioned    above  were  cross-examined  on  their 

15  declarations. 

Walter  K.C.  for  the  Applicants. — The  Opponents  cannot  say  that  any  danger 
to  the  public  can  arise,  from  registering  the  word  "  Motricine,"  for  every  can  of 
it  has  to  be  and  is  indelibly  stamped  or  marked  "petroleum  spirit — highly 
"  inflammable,"  in  accordance  with  the  provisions  of  the  Petroleum  Acts,  1871 

20  and  1879,  and  the  Locomotive  Petroleum  Statutory  Rules  and  Orders,  1903. 
There  cannot  be  confusion  between  a  petroleum  spirit  and  a  lubricant,  as  the 
former,  if  used  as  a  lubricant,  would  dissolve  out  every  trace  of  a  true  lubricant. 
There  can  here  be  no  liability  to  deceive  by  reason  of  the  Opponents'  disclaimer 
of  the  word  «  Motor  "  (Lo/tus'  Trade  Mark  11  R.P.C.  29 ;  L.R.  (1894)  1  Ch.  193). 

25  Apart  from  that,  the  word  "  Motricine  "  does  not  so  resemble  "  Motorine  "  as  to 
be  liable  to  deceive,  being  used  for  different  goods.  "  Motorine  "  itself  is  not 
an  invented  word,  but  by  its  termination  "  ine  "  suggests  the  quality  of  an  oil 
suitable  for  use  on  motors— compare  the  "Uneeda"  case  National  Biscuit 
Gompany's  Application  18  R.P.C.  170 ;  L.R.  (1901),  1  Ch.  553 ;  Meyerstein's 

30  Trade  Mark  7  R.P,C.  114 ;  L.R.  43  Ch.  D.  604 ;  and  Ghristy  v.  Tipper  21 
R.P.C.  755  ;  L.R.  (1905)  1  Ch.  1.  The  ratio  decidendi  as  to  the  class  of  goods 
being  different  is  discussed  in  Re  Australian  Wine  Importers  Gompany  6 
R.P.C.  314 ;  L.R.  41  Ch.  D.  283,  at  page  292 ;  and  in  Leiner's  Application  20 
R.P.C.253.  >        r-8  » 

35      At  the  close  of  the  cross-examination  of  the  witnesses,  the  Court  did  not  call 

on  Counsel  for  the  Opponents  to  sum  up  the  evidence,  but  called  on  Counsel  for 

the  ApplicantB  for  further  argument. 

Walter  K.C. — It  is  quite  clear  that  every  deponent  on  behalf  of  the  Opponents 

was  thinking  only  of  tins  of  a  particular  size.    The  Applicants  are  prepared  to 
40  give  an  undertaking  to  use  the  Trade  Mark  only  on  their  formal  and  distinctive 

motor-tin,  if  the  Court  will  impose  that  condition  under  Section  21  of  the 

Act  of  1905,  which  is  a  section  qualifying  Section  19. 
Warrington  J. — I  am  satisfied  that  there  is  no  direct  reference  to  the 

character  or  quality  of  the  goods  in  the  word  "  Motorine,"  but  should  like  to 
45  hear  what  the  Opponents  have  to  say  on  the  Application  to  register  the  word 

"Motricine."  j  tft^ 

Upjohn  K.C.  for  the  Opponents.—"  Motricine  "  is  the  feminine  form  of  the 
word  "  Motorine  "  according  to  French  derivation.  The  goods  are  of  the  same 
class  and  handled  by  the  same  people.    According  to  Eno  v.  Dunn  (7  R.P.C. 

50  311 ;  L.R.  15  App.  Cas.  252),  the  Applicants,  being  in  petitorio^  must  show 
affirmatively  that  their  application  ought  to  be  successful.  This  onus  is  not 
discharged.  "  Motorine  "  is  the  only  word  in  the  English  trade,  and  it  is  largely 
dealt  in  and  well  known  by  the  public.  The  accidents  of  explosion' which 
might  well  happen  to  a  dangerous  article  like  "  Motricine  "  would  seriously 

55  damagetheOpponents'  trade.    In  the  Australian  Wine  Importers'  Gompany'scBBe 
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the  goods  were  distinct  Section  11  of  the  Act  of  1895  is  independent  of  whether 
the  mark  is  on  the  Register  or  not,  and  is  imperative.  Section  21  is  for  the 
protection  of  an  applicant  where  the  only  objection  is  that  there  is  a  mark  on 
the  Register.  Examples  of  cases  where  apparently  different  goods  have  been 
held  to  come  within  the  same  description  are  Tumey^s  Trade  Mark  5 
(11  R.P.C.  37),  and  BSastman  Photographic  MateriaU  Company  Ld.  t,  John 
Griffiths  Oyde  Corporation  Ld.  (15  R.P.0. 105).  Here  the  words  will  obvioasly 
lead  to  confusion  as  in  Dunlop  Pneumatic  Tyre  Company  Ld.  y.  Duhtop- 
Truffault  Cycle  Mannfacluring  Company  Ld.  (12  T.L.R.  434) ;  and  Valentine 
Meat  Juice  Company  v.  Valentine  Extract  Cofnpany  Ld  (17  R.P.C.  1,  673).  10 
The  goods  in  each  case  are  finids  to  be  emptied  into  tanks,  and  in  each  case  are 
kept  in  cans  which  conceal  any  difference  of  colour,  smell,  or  degree  of  fiaidity. 
Any  condition  imposed  by  the  Court  would  not  prevent  the  liability  to  error 
when,  as  here,  the  human  agent  comes  in. 

Walter  K.O.  in  reply. — ^This  case  does  not  come  within  Section  11,  which  15 
is  concerned  with  the  purity  of  the  Register,  and  is  aimed  at  fraudulent  marks. 
In  Eno  V.  Dunn  Lords  Macnag?iten  and  WeUeon  were  dealing  with  the  same 
considerations  under  Section  73  of  the  Act  of  1883,  so  that  their  judgments  do 
not  apply  here.  HorehurgWs  Application  (53  L.J.  Gh.  237)  was  a  case  of 
inherent  deceptiveness  in  the  words  themselves.  80 

Wabbinoton  J.— This  is  an  application  by  way  of  appeal  from  the  Registrar, 
who  has  refused  to  register  a  Trade  Mark  of  the  Applicants,  and  there  is  also  an 
application  by  the  Applicants  for  the  rectification  of  the  Register  of  Trade 
Marks  by  expunging  therefrom  a  certain  Trade  Mark  of  Price's  Patent  Candle 
Company  Ld.^  who  are  the  Opponents  to  the  application  to  register.  25 

The  Appellants  are  a  French  Company  who  carry  on  a  large  trade  in  petrol 
spirit  on  the  Continent  of  Europe.  They  sell  petrol  spirit  in  large  quantities  under 
the  name  of  '^  Motricine  "  ;  and  they  have  in  most  countries  on  the  Continent 
a  registered  Trade  Mark  consisting  of  that  name.  In  the  year  1904  they  applied 
in  England  to  register  the  Trade  Mark  *'  Motricine "  as  a  mark  in  respect  of  30 
light  mineral  oils  for  driving  motor  cars  and  oil  engines.  The  Opponents* 
consent,  rendered  necessary  or  desirable  for  reasons  which  I  will  mention 
directly,  was  asked  for  by  the  Registrar  on  that  occasion,  and  as  the  result  he 
refused  to  register  the  mark.  There  things  remained  till  last  year,  1906,  when 
the  Applicants  applied  again  to  register  their  mark  *'  Motricine  "  in  Class  47  and  35 
In  Class  50  for  spirit  for  motive  power  purposes  derived  from  petroleum.  That 
application  was  opposed  by  Price's  Patent  Candle  Company ;  the  Registrar 
refused  to  register  the  mark,  and  the  matter  now  comes  before  me  on  appeal 
from  his  decision. 

T^e  Opponents  are  the  well-known  firm  of  Price's  Patent  Candle  Company^  40 
and  they  registered  in  the  year  1901  the  word  *'  Motorine "  as  a  Trade  Mark 
for  lubricating  oil  in  Class  47,  with  a  disclaimer  of  any  claim  to  the  exclu- 
sive use  of  the  word  ^*  Motor."  Since  the  registration  of  that  Trade  Mark 
the  Opponents  have  sold  lai^ge  quantities  of  a  lubricating  oil  suitable  for,  but 
not  confined  to,  motors  under  their  registered  name  of  '*  Motorine,'*  and  it  is  in  45 
evidence  that  the  word  '^  Motorine  '*  is  known  to  persons  familiar  with  such 
things  as  being  the  lubricating  oil  which  bears  that  name,  and  which  is  in  teust 
manufactured  by  Price's  Portent  Candle  Company  Ld.  For  the  purposes  of  this 
case  I  think  it  is  enough  to  emphasise  what  I  have  already  mentioned,  that  the 
word  '^  Motorine  **  has  come  to  be  the  term  applied  to  a  particular  lubricating  50 
oil.  On  the  other  hand,  that  which  the  Applicants  manufacture,  and  that  in 
respect  of  which  they  desire  to  register  their  Trade  Mark  ^'Motricine,*'  is  a 
petrol  spirit.  Both  the  two  substances  are  manufactured  from  petroleum,  but 
the  one  is  the  petrol  spirit,  and  is  highly  explosive,  the  other  is  the  lubricating 
oil  from  which  the  explosive  properties  have  in  some  way  been  eliminated,  and  55 


VoL  XllY^  1^0.  26.]    AND  TRADtS  MABlf  OASIlS.  58d 

In  the  McUt&r  of  the  Application  of  the  Campagnie  Induatriette  dee  Petroles 
to  Register  a  Trade  Mark. 

^hioh  is  not  explosive.  Both  these  substances,  that  is  the  petrol  spirit  and  the 
lubricating  oil,  are  according  to  the  nsoal  practise  of  the  trade  sold  by  the  same 
people.  They  are  both  required  by  the  same  people,  and  the  trade  in  them  is 
in  many  respects  the  same.    They  are  both  enclosed  in  tins-,  so  that  the  nature 

5  of  the  substance  is  not  ascertainable  by  the  person  who  buys  it,  or  who  desires 
to  use  it,  until  he  comes  actually  to  use  it.  The  two  substances  themselves  are 
different  in  appearance,  because  one  is  liquid  like  water,  and  of  the  colour  of 
water  and  the  other  is  a  thick  viscous  semi-fluid  substance.  But  those 
differences  are  not  visible  or  ascertainable  until  the  actual  use.  I  have  evidence 
10  of  the  mode  in  which  the  two  things  are  sold  and  used,  and  on  that  evidence, 
which  I  need  not  repeat  in  detail,  I  have  come  to  the  conclusion  that  it  is,  to 
say  the  least  of  it,  quite  possible  that  an  unskilled  person  going  to  a  shop  in 
which  these  lubricating  oils  and  petrol  spirit  are  dealt  in,  and  asking  for 
'^  Motorine  '*  might  have  handed  to  him,  instead  of  a  tin  of  '^  Motorine,*'  a  tin  of 
15  ^'  Motricine,*'  assuming  that  the  ^'  Motricine  "  was  being  sold.  I  think  that  is 
quite  possible  on  the  evidence ;  not,  I  desire  to  say  this  plainly,  because  the 
witnesses  have  said  that  in  their  opinion  there  is  a  possibility  of  that  deception. 
That  is  a  matter  for  the  Court  on  &e  facts  of  which  the  Court  has  cognisance, 
and  I  say,  forming  my  own  opinion  of  facts  which  I  have  heard  in  evidence,  I 

20  think  it  is,  to  say  the  least  of  it,  as  I  have  already  daid,  quite  possible  that  there 
might  be  deception  between  the  two  tins ;  and,  what  is  more,  I  think  it  is  quite 
possible  that  the  result  of  such  a  mistake,  if  there  were  that  mistake,  might  be 
extremely  serious,  because  if  an  unskilled  person  were  to  open  one  of  these  tins 
of  '^  Motricine "  thinking  that  it  was  ^'  Motorine  " — as  I  have  already  said  I 

25  think  he  might  very  well  do— it  is  again,  to  say  the  least  of  it,  quite  possible 
that  the  result  might  be  a  very  serious  disaster,  whether  he  actually  attempted 
to  use  the  '*  Motricine  "  for  lubricating  purposes,  or  whether,  thinking  it  was 
lubricating  oil,  he  opened  it  in  the  presence  of  an  exposed  light,  or  under  some 
other  circumstances  rendering  risk  of  explosion  imminent.    I  ttiink,  therefore, 

30  there  is  a  possibility  of  confusion  between  these  names  if  the  petrol  is  sold  under 

the  name  **  Motricine,"  and  I  think  that  .possibility  of  deception  might  be  of 

serious  consequences  to  the  public,  and  not  merely  as  affecting  the  trade  of 

Price^s  Candle  Company. 

In  those  circumstances  what  is  the  duty  of  the  Court?    There  are  three 

35  Sections  of  the  recent  Trade  Marks  Act  of  1905  which  come  into  consideration. 
[His  Lordship  here  read  Sections  11, 19  and  21  of  the  Act.] 

The  first  question  is — is  this  a  case  to  which  Section  11  applies  ?  Section  11 
takes  the  place  of  Section  73  of  the  Act  of  1883,  which  is  as  follows  i—^  It  shall 
"  not  be  lawful  to  register  as  part  of  or  in  combination  with  a  Trade  Mark  any 

40  **  words  the  exclusive  use  of  which" — ^the  word  "  exclusive  "  which  was  in  the 
Act  of  1883  was  struck  out  in  1888 — ^'  would  by  reason  of  their  being  calculated 
**  to  deceive  or  otherwise,  be  deemed  disentitled  to  protection  in  a  Court  of 
'^  Justice,  or  any  scandalous  design."  It  will  be  observed  that  Section  73  is 
practically  the  same  as  Section  11  of  the  present  Act,  except  that  in  Section  73 

45  the  restriction  is  confined  to  words  calculated  to  deceive,  whereas  in  the  present 
Act  it  extends  to  any  matter  calculated  to  deceive,  and  which  by  reason  of  it 
being  so  would  be  disentitled  to  protection  in  a  Court  of  Justice.  Section  73 
came  under  the  consideration  of  Sie  House  of  Lords  in  Eno  v.  Dunn  (7  B.P.C. 
311 ;  L.R.  15  App.  Cas.  252)  and  in  that  case  the  principles  on  which  the  Court 

50  is  to  deal  with  the  cases  under  that  Section  seem  to  me  to  have  been  carefully 
expounded,  especially  by  two  learned  Lords  who  addressed  the  House  in 
that  case,  namely.  Lord  Watson  and  Lord  Herschdlj  in  terms  which  are  binding 
on  me,  and,  what  is  more,  in  terms  which,  I  thi^,  leave  no  doubt  as  to  what  the 
principle  really  is.    Lord  Watson^  after  reading  Section  73,  says  this :— '*  These 

55  ^  prohibitory   clauses   oast  upon  the  applicant   the  duty  of   satisfying   the 
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"  Comptroller  or  the  Court  that  the  Trade  Mark  which  he  proposes  to  register  does 
**  not  come  within  their  scope.    In  an  inquiry  like  the  present,  he  does  not  hold 
^*  the  same  position  which  he  would  have  occupied  if  he  had  been  defending 
'^  himself  against  an  action  for  infringement.    There  the  onus  of  showing  that  his 
"  Trade  Mark  was  calculated  to  mislead  rests  not  on  him,  but  upon  the  party    5 
"  alleging  infringement ;  here  he  is  in  petitorio,  and  must  justify  registration  of 
"  his  Trade  Mark  by  showing  affirmatively  that  it  is  not  calculated  to  deceive. 
'^  It  appears  to  me  to  be  a  necessary  consequence  that,  in  dubiOy  his  application 
**  ought  to  be  disallowed."    He  then  examined  the  facts,  and  came  to  the  con- 
clusion on  the  facts  that  the  Trade  Mark  in  that  case,  which  it  was  proposed  to   10 
register,  would  be  calculated  to  deceive,  and,  having  come  to  that  conclusion, 
he  held  that  it  could   not  be  registered.      The  Trade  Mark  which  it  was 
sought  to  register  was  a  label  representing  a  woman  holding  up  a  dish  of  cakes 
with  the  words  **  Dunnes  Fruit  Salt  Baking  Powder."    The  opposition  was  by 
the  proprietor  of  Eno'e  Fruit  Salt.    The  label  on  Eno^s  Fruit  Salt  was  the  well-   15 
known  oblong  label  with  the  representation  of  a  vine  round  the  edge  of  it,  with 
^^  Eno^a  Fruit  Salt "  in  the  middle.    In  the  course  of  the  case  the  opponent  was 
compelled  to  give  up  his  claim  to  the  use  of  the  words  "  Fruit  Salt"  as  a  Trade- 
Mark,  and  the  matter  was  dealt  with  by  the  House  of  Lords  on  the  same  footing 
as  if  End*8  mark  had  not  been  on  the  Register  at  all,  but  merely  on  this  footing,  20 
that  the  words  "  Fruit  Salt "  had,  from  their  use  by  Eno^  come  to  denominate 
the  powder,  which  when  in  contact  with  water  effervesces,  sold  by  Eno. 

In  this  case  I  have  the  fact  as  I  have  already  mentioned,  namely,  that 
"  Motorine  "  has  come  to  denominate  a  particular  manufacture  of  lubricating 
oil.  The  article  in  respect  of  which  Dunn  sought  to  register  his  Trade  Mark  25 
was  a  baking  powder.  Notwithstanding  the  distinct  character  of  the  goods, 
Lords  Watson^  HerscJiell  and  Macnaghten  came  to  the  conclusion  that,  as  a 
matter  of  fact,  the  registration  was  calculated  to  deceive.  I  have  read  the  mode 
in  which  Lord  Watson  expressed  the  principle  on  which  he  acted.  Lord  Her- 
schell  expressed  it  in  the  same  way,  though  not  in  the  same  words.  He  said —  30 
"  The  only  point  insisted  on  was  that  it  ought  not  to  be  registered  because  it 
"  was  calculated  to  deceive."  He  then  came  to  the  conclusion  that  the  proposed 
use  of  the  words  "  Fruit  Salt "  would  be  calculated  to  deceive,  but  he  went  on 
to  say,  ^*  I  do  not  think  it  is  necessary  to  go  so  far  as  this.  I  think  it  is  enough 
'*  to  say  that  I  am  not  satisfied  that  there  would  be  no  reasonable  danger  of  the  35 
'^  public  being  so  deceived."  In  those  words  he  stated  the  same  principle  as  that 
which  is  expressed,  perhaps  more  directly,  by  Lord  Watson  in  the  passage  I 
have  already  read.  He  came  to  the  same  conclusion  as  Lord  Watson  did.  Lord 
Macnaghten  came  to  a  similar  conclusion,  and  he  pointed  out  in  the  only 
passage,  which  I  think  it  is  material  to  refer  to,  of  his  speech  that  it  is  40 
the  interests  of  the  public  which  have  to  be  considered  under  Section  73,  and 
it  is  immaterial  whether  the  proposed  registration  is  or  is  not  likely  to 
injure  the  opponent  in  his  trade.  It  has  been  said  very  forcibly  on  the  part  of 
the  Applicants  in  the  present  case  that  Eno  v.  Dunn  depended  on  the  fact  that 
Dunn  was,  in  the  opinion  of  the  House,  seeking  by  the  registration  of  his  Trade  45 
Mark  to  get  an  unfair  advantage  for  his  trade  by  reason  of  the  reputation  of  the 
proprietor  of  Eno^s  Fruit  Salt.  In  the  two  speeches  of  Lord  Watson  and  Lord 
Macnaghten  that  fact  is  referred  to  ;  but  I  have  carefully  considered  both  those 
speeches  and  the  principles  enunciated  in  them,  and  I  have  come  to  the  con- 
clusion that  the  decision  at  which  they  arrived  under  Section  73  was  indepen-  50 
dent  of  that  fact ;  and  in  Lord  HerschelVs  judgment  it  is  quite  plain  that  that  is 
so,  for  Lord  Herschell  makes  no  reference  from  beginning  to  end  in  his  address 
to  the  House  of  any  case  of  fraudulent  intent,  or  any  case  of  purposed  adoption 
of  the  name  of  "  Fruit  Salt "  with  the  object  of  acquiring  an  unfair  advantage 
by  reason  of  Eno'e  reputation.     Lord  Herschell  in  plain  terms  put  the  case  55 
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simply  on  the  qnestion — ^has  the  applicant  made  out,  or  has  he  not  made  out, 
that  his  mark  is  not  calcalated  to  deceive  ? 

After  stating,  as  I  have  done,  the  conclnsion  of  fact  at  which  I  have  arrived, 
I  can  only  apply  the  principles  laid  down  in  Eno  y.  Dunn  by  coming  to  the 
5  conclusion  that  in  this  case  also  the  Applicants  have  not  made  oat  that  the 
Trade  Mark  which  they  seek  to  register  is  not  one  the  use  of  which  would  be 
calculated  to  deceive.  If  they  do  not  make  out  that,  then  it  seems  to  me  that 
the  mark  is  not  one  which  is  entitled  to  protection,  and  consequently  is  not  one 
which  ought  to  be  registered  under  Section  11.     I  think  that  they  have  not 

10  made  it  out,  and  I  think,  therefore,  that  under  Section  11  the  mark  is  one  which 
ought  not  to  be  registered. 

But  it  has  been  argued  that  the  Court  has  a  wider  discretion,  and  that  that 
discretion  may  be  exercised  under  Sections  19  and  21  by  allowing  this  mark  to 
be  registered  with  some  conditions  and  limitations  intended  to  meet  the  special 

15  circumstances  which  are  referred  to  in  Section  21,  and  to  prevent  the  possibility 
of  deception.  In  coming,  as  I  do,  to  the  conclusion  that  Section  11  is  in  the 
Applicants*  way,  I  do  not  think  that  I  am  entitled  to  resort  to  Section  21,  and 
allow  the  mark  to  be  registered  subject  to  conditions  and  limitations.  It 
appears  to  me  that  Section  21  is  intended  to  apply  to  cases  falling  under 

20  Section  19  where  the  objection  to  the  mark  is  simply  the  existence  on  the 
Register  of  another  mark  of  another  trader.  If  I  had  to  deal  with  the  case 
under  Section  19  I  think  there  would  be  some  difficulty,  not  a  difficulty  arisiixg 
out  of  the  similarity  of  names,  because  I  am  satisfied  that  the  names  are  so 
similar  that  if  the  description  of  goods  in  respect  of  which  the  Applicants'  Trade 

25  Mark  is  sought  to  be  registered  is  a  description  of  the  goods  in  respect  of  which 
the  Opponents*  mark  is  registered  the  case  is  one  which  would  fall  within  Section 
19,  and  the  Applicants*  mark  ought  not  to  be  registei-ed.  Although  my  decision 
is  under  Section  11, 1  have  naturally  considered  Section  19,  and  under  Section  19, 
if  it  were  necessary  to  decide  it,  I  should  come  to  the  conclusion  that,  for  the 

30  purposes  of  that  Section,  the  goods  here  are  of  the  description  of  goods  in 
respect  of  which  the  mark  is  registered.  They  are  not  the  same  goods,  but  I  think 
that,  within  the  meaning  of  this  Act,  the  description  of  goods  is  the  same  ;  they 
are  sold  to  the  same  persons,  they  are  used  by  the  same  persons ;  they  are  used 
it  is  true  for  different  purposes ;  but  I  think,  having  r^fard  to  such  a  case  as  the 

35  Australian  Wine  Importers'csse  (6  R.P.O.  314 ;  L.R.  41  CD.  283),  and  similar 
cases,  one  ought  to  come  to  the  conclusion  that  the  goods  in  respect  of  which  the 
Trade  Mark  is  proposed  to  be  registered  are  such  goods  or  such  description  of 
goods  as  those  in  respect  of  which  there  is  already  a  mark  on  the  Register.  If 
I  came  to  that  conclusion  that  would  leave  me  then  to  consider  whether 

40  it  is  possible  in  this  case  to  impose  conditions  or  limitations  which  would 
prevent  the  possibility  of  deception  between  the  two  marks,  and  I  have  tried  to 
devise  some  form  of  undertaking  which  would  be  sufficient  for  the  purpose. 
But  I  do  not  think  I  have  been  successful.  It  seems  to  me  that,  without 
imposing  upon  Price's  Patent  Candle  Company  a  restriction  of  the  mode  in 

45  which  they  should  use  their  mark,  which  I  cannot  do,  I  do  not  think  that  an 
undertaking  as  to  the  shape  or  size  of  the  tin,  or  anything  of  that  sort,  would 
obviate  the  possibility  of  deception  of  unskilled  persons  such  as  have  been 
referred  to  in  the  evidence  in  the  present  case.  On  the  whole  it  seems  to  me 
that  the  Registrar  has  come  to  the  right  decision  in  this  case,  and  that  I  must 

50  dismiss  the  appeal  from  his  decision. 

There  is  a  second  application  which  has  to  be  mentioned,  and  that  is  the 
application  by  the  Applicants  that  the  Opponents*  mark  ^  Motorine  *'  may  be 
struck  off  the  Register  as  not  being  properly  registerable  under  Section  9  of  the 
Act  of  1905.    Now  the  Act  of  1905  defines  a  registerable  mark  as  follows ;  it  says 

55  it  *^  must  contain  or  consist  of  at  least  one  of  the  following  essential  partioulars,'' 


592  REPORTS  OP  PATENT,  DESIGN,        [Oct  23, 1907. 

In  the  Matter  of  the  Application  of  the  Oampagnie  InduetriMe  dee  Petrotea 
to  Begister  a  Trade  Mark. 

and  the  particulars  which    I    think  are  material  for  the  present  caae  are 
'^  a  word  or  words  having  no  direct  reference  to  the  quality  or  character  of  the 
^*  goods."    The  word  *' direct"  is  inserted  in  this  Act  for  the  first  time.    In 
the  previous  Acts  it  was  "  A  word  or  word  having  no  reference  to  the  character 
"  or  quality  of  the  goods."    The  word  "  direct "  is  now  inserted.    Now  is  the  5 
word  ^  Motorine  "  a  word  which  has  direct  reference  to  the  character  or  quality 
of  the  goods  ?    The  goods  in  question  consist  of  lubricating  oil.    I  cannot  see 
how  the  word  "  Motorine  "  has  any  direct  reference  to  the  character  or  quality 
of  those  goods.    No  doubt  it  suggests  that  in  some  way  they  are  oils  which  are 
to  be  used  in  connection  with  a  motor,  but  beyond  that  it  has  no  reference  '^^ 
either  to  their  character  or  their  quality,  and  such  reference  as  the  use  of  the 
two  syllables  of  the  word  ^'  motor  "  in  the  word  *'  Motorine  "  as  to  the  chiuacter 
or  quality  seems  to  me  not  to  be  that  direct  reference  which  the  present  Act 
contemplates. 

I  think,  therefore,  that*  the  word  ^*  Motorine"  is  a  word  which  has  no  direct  ^ 
reference  to  the  character  or  quality  of  the  goods.  It  comes,  therefore,  under 
subsection  4  of  Section  9,  and  is  one  which  is  capable  of  being  registered.  If  I 
had  come  to  the  opposite  conclusion  I  think  the  Applicants  would  have  been  in 
a  difficulty,  because  if  '*  Motorine "  has  direct  reference  to  the  character  or 
quality  of  the  goods,  for  precisely  the  same  reason  it  seems  to  me  that  the  word  ^ 
^  Motricine "  would  have  direct  reference  to  the  character  or  quality  of  the 
Applicants'  goods.  I  come  to  the  conclusion  that  the  word  ''  Motorine "  is 
properly  registered,  and  cannot  be  struck  off  the  Raster.  Both  Applications 
fail  and  must  be  refused  with  costs. 

Cave  K.C. — I  have  to  ask  your  Lordship  for  a  Certificate  under  Section  46  of  ^'^ 
the  Act  that  the  validity  of  the  regisiaration  of  Trade  Mark  236,542  came  in 
question  in  these  proceedings. 

Wabrington  J.— Yes. 
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In  thb  Court  of  Appbal. 

Before  The  Master  op  the  Rolls,  the  President  op  the  Probate  &c. 
Division,  and  Lord  Justice  Kennedy. 

April  29th  and  30th ;  May  1st,  2nd,  3rd,  6th,  7th,  and  17th,  1907. 

5  Consolidated  Pneumatic  Tool  Company  Ld.  i\  Clark. 

Same  v.  Sir  W.  G.  Armstrong,  Whitworth  &  Co.  Ld. 
Same  v.  Ingbrsoll  Sergeant  Drill  Company. 

Patent, — Actions/or  infringement  of  two  Patents. — Construction. — Novelty. — 

Subject-matter. — One  Patent  held  invalid;  the  other  Patent  held  not  infringed. — 

10  Actions  dismissed. — Costs  on  higher  scale  and  of  three  Counsel. — Appeal  as  to 

one  Patent  allowed  and  Patent  held  valid  and  infringed. — Appeal  a^  to  the 

other  Patent  dismissed. — Costs  on  higher  scale  and  of  three  Counsel. 

In  1895  a  Patent  was  granted  to  B.  for  "  Improvements  in  pneumatic  and 
^*  similar  hand  tools.^^  .  Claims  42  and  43,  which  were  alleged  to  have  been 

15  infringed,  related  to  the  handle  of  the  hammer  and  means  for  controlling  the 
admission  of  pressure  to  the  tool  through  the  handle.  Claim  15  related  partly 
to  a  constantly  open  port  or  passage  forming  a  communication  between  the 
valve  chamber  and  the  rear  end  of  the  piston  chamber.  In  1896  another  Patent 
was  granted  to  B.  for   ^^Improvements  in  pneumatic  hammers  and  valve 

20  "  mecTianism  therefor  ^  The  alleged  improvements  consisted  partly  in  employing 
a  cylindrical  shell  valve,  with  differential  areas,  placed  near  the  rear  end  of 
the  piston  chamber  so  thai  the  piston  passed  through  the  valve.  Claims  18  and 
14  were  alleged  to  have  been  infringed.  Claim  13  relaled  partly  to  a  live  air 
passage  leading  directly  from  the  source  of  supply  to  the  piston  chamber  through 

25  the  wall  of  the  latter  and  independently  of  the  piston,  and  Claim  14  related 
partly  to  the  provision  in  the  piston  of  a  circumferential  groove,  by  means  of 
which  the  live  air  passage  was  placed  in  communication  unth  a  passage  leading 
from  the  piston  chamber  to  the  larger  area  of  the  valve.  Claim  7  related  partly 
to  an  aiuciliary  passage,  opened  by  the  movement  of  the  valve,  to  admit  an 

30  additional  supply  of  motive  fluid  to  the  larger  area  of  the  valve.    Three  actions 

were  brought  for  infringement^in  the  first  two  ctctions,  of  both  Patents,  and, 

in  the  third  action,  of  the  second  Patent  only.     The  hammers  alleged  in  the  first 

3  B 
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two  actions  to  infringe  the  1895  Patent  were  substantially  the  same.  Held,  at 
the  trial,  as  to  the  1896  Patent,  tliat  it  was  not  limited  to  a  hand  pneumatic 
hammer,  hut  extended  to  any  pneumatic  hammer  to  which  the  combination 
therein  described  was  applicable;  that  the  Claims  were  for  subordincUe 
integers;  that  Claims  IS  and  14  failed  for  want  of  subject-mcUter  and  becattse  5 
t?iey  had  been  anticipated ;  and  that  Claim  7  also  had  been  anticipated :  and^ 
as  to  the  1895  Patent,  that  Claims  42  and  43  had  not  been  infringed  and  tvere 
bad  by  reason  of  anticipation  and  want  of  siibject-matter ;  and  that  it  was 
doubtful  if  Claim  15  had  been  anticipated.  All  the  actions  were  dismissed^ 
with  costs  on  the  higher  scale,  and  the  costs  of  three  Counsel  were  allowed.  10 
The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appeal,  that,  as  to  tlie  1895  Patent,  the  appeal  shotUd 
be  dismissed;  and  as  to  tlie  1896  Patent  (Cozbns-Habdy  M.R,  dissenting)  that 
the  Patent  was  valid  and  had  been  infringed,  and  that  the  appeal  in  respect  of 
it  should  be  allowed.  An  injunction  and  an  inquiry  as  to  damages  were  15 
granted.  The  Respondents  were  ordered  to  pay  three-fourths  of  the  Appellants^ 
costs  of  the  appeal,  and  costs  on  the  higher  scale  and  of  three  Couns^  were 
allowed. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7672»  of  1895)  were  granted  to 
Joseph  Boyer  for  *'  Improvements  in  pneumatic  and  similar  hand  tools."  20 

The  Complete  Specification,  as  amended  in  1898  and  so  far  as  material  for 
this  Report,  was  as  follows  : — "  My  invention  relates  to  that  class  of  tools  in 
**  which  compressed  air  or  other  pressure  medium  acts  upon  a  reciprocating 
"  piston  to  cause  it  to  deliver  rapid  blows  to  the  cutting  tool  movably  held 
"  within  one  end  of  the  casing  or  holder.  It  has  for  its  object  the  production  25 
"  of  a  tool  of  this  character  which  shall  be  of  simple,  compact  and  economical 
*^  construction,  of  high  efficiency  in  operation,  of  the  greatest  possible  strength 
"  and  durability  proportional  to  the  size  and  weight  of  its  constituent  parts, 
**  and  in  which  the  shocks  and  jars  occasioned  by  the  reciprocation  of  the 
'*  piston  and  its  action  upon  the  tool  shall  be  reduced  to  the  minimum.  Its  30 
"  novelty  consists  in  certain  new  constructions  and  arrangements,  and  com- 
"  binations  and  modes  of  operation,  which  will  be  hereinafter  more  fully 
"  explained  and  particularly  pointed  out  in  the  claims.  My  new  tool  embodies 
"  as  constituent  elements  a  casing  or  holder  containing  a  chamber  in  which  the 
'^  piston  is  confined  and  moves ;  a  tool  having  its  shank  or  stock  fitted  in  a  35 
"  bore  in  one  end  of  the  casing  and  projecting  into  position  therein  to  directly 
"  or  indirectly  receive  a  blow  from  the  piston  at  one  end  of  the  stroke  of  the 
"  latter,  and  an  automatic  valve  mechanism  controlling  the  admission  and 
"  exhaust  of  pressure  to  and  from  the  cylinder  or  piston-chamber.  In  these 
"  general  features  my  new  tool  resembles  that  heretofore  patented  to  me  by  4P 
"  Letters  Patent  of  the  United  States  No.  277,448,  dated  May  15th,  1883,  and 
"  in  some  respects  my  present  invention  consists  in  improvements  upon  and 
'*  modifications  of  said  prior  device,  while  in  others  it  is  a  departure  therefrom 
"  and  embodies  entirely  new  constructions,  arrangements  and  modes  of 
*'  operation.  Like  my  prior  tool  my  present  one  has  a  grasping  handle  45 
"  secured  to  the  end  of  the  casing  at  which  the  valve  mechanism  is  located 
'^  and  provided  with  means  within  the  grasp  of  the  operator  for  controlling 
"  the  admission  of  pressure  to  the  tool ;  while  at  the  opposite  end  of  tb,e 
"  casing  the  tool  stock  is  fitted  to  reciprocate  in  the  bore  of  the  casing  and  is 
**  adapted  to  be  held  and  directed  in  its  work  by  one  hand  of  the  operator  while  50 


-^ 
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*^  with  the  other  he  grasps  the  handle  of  the  tool  and  admits  and  cuts  off  the 
**  pressure  as  necessary.  The  means  for  controlling  the  pressure  supply  in  my 
**  present  tool  differs,  however/  from  that  of  my  prior  one  and  embodies 
*'  elements  of  novelty  which  constitute  certain  features  of  my  present  invention, 
5  ^'  as  hereinafter  set  forth  ;  as  likewise  does  the  means  for  securing  the  handle 
"  to  the  casing  of  the  tool.  In  my  prior  device  the  piston,  which  operates 
'*  as  a  hammer  or  striker  for  actuating  the  tool,  was  moved  in  both  directions 
"  in  its  chamber  or  cylinder  by  the  action  of  the  compressed  air,  the  latter 
^'  being  alternately  admitted  to  and  exhausted  from  the  opposite  ends  of  the 

iO  **  cylinder.  In  my  present  tool  the  pressure  supply  is  intermittently  admitted 
*^  to  and  exhausted  from  but  one  end  of  the  piston-chamber,  to  drive  the  piston 
''  forward  to  deliver  its  blow,  whilst  a  constant  pressure  at  the  other  end  of  the 
*'  piston — preferably  the  mechanical  pressure  of  a  coiled  spring  confined  with  in 
^'  the  front  end  of  the  piston-chamber — ^is  employed  to  return  the  piston  to 

15  '^  initial  position.  The  automatic  valve  mechanism  operates  to  first  admit 
'*  pressure  to  the  rear  end  of  the  cylinder,  behind  the  piston,  to  drive  it 
*'  forward  and  deliver  a  blow  to  the  tool,  and  to  then  cut  off  the  pressure 
'*  supply  and  open  the  exhaust  from  said  end  of  the  cylinder,  to  permit  the 
"  spring  to  throw  the  piston  back  to  initial  position.     In  my  prior  tool  the 

20  ''  automatic  valve  was  operated  by  a  mechanical  connection  with  the  piston. 
^^  In  my  present  one  it  is  operated  by  pressure  admitted  to  its  opposite  sides. 
^^  I  am  aware  that  it  is  common  in  this  art  to  operate  the  valve  by  such  means 
"  but  heretofore  in  tools  with  which  I  have  been  familar  the  pressure  has  been 
^  alternately  admitted  to  the  opposite  sides  of  the  valve  and  exhausted  therefrom. 

25  ^^  In  the  valve  mechanism  which  I  employ  the  pressure  medium  is  constantly 
^'  admitted  at  full  pressure  to  one  side  of  the  valve,  acting  upon  a  given  area 
^'  of  the  valve  to  constantly  press  it  in  one  direction,  and  is  intermittently 
^^  admitted  to  the  opposite  side  of  the  valve  and  permitted  to  act  upon  a  greater 
^  area  thereof,  to  overcome  the  opposing  pressure  and  move  the  valve  in  the 

30  ^^  opposite  direction,  this  intermittent  admission  of  pressure  to  the  valve  and 
*'  its  exhaust  therefrom  being  controlled  by  the  movement  of  the  piston  in  the 
^^  cylindei'.  In  my  prior  tool  the  valve-chamber  and  valve  are  arranged  parallel 
"  with  the  cylinder  and  piston,  while  in  my  present  one  they  are  arranged 
'*  transversely  across  the  rear  end  of  the  cylinder,  between  it  and  the  grasping 

35  '' handle  of  the  tool. 

**  Having  now  described  the  general  character  of  my  new  tool  I  will  proceed 
'^  to  exphdn  and  set  forth  my  invention  in  connection  with  a  detailed 
''  description  of  the  mechanical  embodiment  of  it  shown  in  the  accompanying 
"  drawings,  in  which 

40  "  Figure  1  is  a  vertical  longitudinal  section  of  the  complete  tool ;  Figure  2 
'*  a  horizontal  section  through  the  handle  of  the  same,  upon  the  line  2—2  of 
•*  Figure  1 ;  Figure  3  a  sectional  detail  on  the  line  3—3  of  Figure  1 ;  Figure  4 
"  a  rear  elevation  of  the  block  containing  the  valve-chamber  and  valve,  and 
^'  Figure  5  a  front  elevation  of  the  same  ;  Figure  6  an  enlarged  vertical  section 

45  ^^  of  the  valve-chamber  and  valve,  showing  the  latter  in  position  to  admit 
"  pressure  to  the  rear  end  of  the  cylinder ;  Figure  7  a  corresponding  view 
"  with  the  valve  moved  to  position  to  cut-off  the  pressure  supply  from  the 
"  cylinder  ....  The  same  letters  of  reference  are  used  to  indicate 
'^  identical  parts  in  all  the  figures. 

50  *'  The  casing  or  holder  of  the  tool,  containing  the  piston-chamber  and  piston, 
"  consists  of  the  cylinder  16  having  an  open  rear  end  and  a  tapering  front  end, 
**  into  a  bore  in  which  latter  is  fitted  a  bushing  19  within  which  snugly  fits  and 
"  reciprocates  the  stock  of  the  tool  18.  The  tool  is  free  to  be  withdrawn  from 
**  the  holder,  and  when  in  use  will  be  held  by  the  hand  of  the  operator  at  the 

55  "  front  end  of  the  casing  16.  Fitted  within  the  cylindrical  chamber  in  the 
"  casing  16  is  the  piston  17  having  in  this  instance  a  tapered  front  end,  forming 
**'  a  ahouldier  at  the  base  of  the  tapered  portion,  against  which  shoulder  rests  the 
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two  actions  to  infringe  the  1895  Patent  were  substantially  the  same.  Held,  at 
the  trials  as  to  the  1896  Patent,  that  it  was  not  limited  to  a  hand  pneumatic 
hammer,  hut  extended  to  any  pneumatic  hammer  to  which  the  combination 
therein  described  was  applicable;  that  the  Claims  were  for  subordinate 
integers;  that  Claims  13  and  14  failed  for  want  of  subject-matter  and  because  5 
they  had  been  anticipated ;  and  tliat  Claim  7  also  had  been  anticipated :  and, 
as  to  the  1895  Patent,  that  Claifns  42  and  43  had  not  been  infringed  and  were 
bad  by  reason  of  anticipation  and  want  of  suhject-matter ;  and  that  it  wa^ 
doubtful  if  Claim  15  had  been  anticipated.  All  the  actions  were  dismissed, 
with  costs  on  the  higher  scale,  and  the  costs  of  three  Counsel  were  allowed,  10 
The  Plaintiffs  appealed. 

Held,  by  tlie  Court  of  Appeal,  tJiat,  as  to  tlie  1895  Patent,  tlie  appeal  should 
be  dismissed ;  and  as  to  the  1896  Patent  (Cozbns-Habdy  M.R.  dissenting)  that 
the  Patent  was  valid  and  had  been  infringed,  and  tliat  the  appeal  in  respect  of 
it  should  be  allowed.  An  injunction  and  an  inquiry  as  to  damages  were  15 
granted.  The  Respondents  were  ordered  to  pay  three-fourths  of  the  Appellants* 
costs  of  the  appeal,  and  costs  on  the  higher  scale  and  of  three  Couns9  were 
allowed. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7672»  of  1895)  were  granted  to 
Joseph  Boyer  for  "  Improvements  in  pneumatic  and  similar  hand  tools."  20 

The  Complete  Specification,  as  amended  in  1898  and  so  far  as  material  for 
this  Report,  was  as  follows  : — "  My  invention  relates  to  that  class  of  tools  in 
"  which  compressed  air  or  other  pressure  medium  acts  upon  a  reciprocating 
**  piston  to  cause  it  to  deliver  rapid  blows  to  the  cutting  tool  movably  held 
"  within  one  end  of  the  casing  or  holder.  It  has  for  its  object  the  production  25 
^^  of  a  tool  of  this  character  which  shall  be  of  simple,  compact  and  economical 
'^  construction,  of  high  efficiency  in  operation,  of  the  greatest  possible  strength 
''  and  durability  proportional  to  the  size  and  weight  of  its  constituent  parts, 
"  and  in  which  the  shocks  and  jars  occasioned  by  the  reciprocation  of  the 
^'  piston  and  its  action  upon  the  tool  shall  be  reduced  to  the  minimum.  Its  30 
''  novelty  consists  in  certain  new  constructions  and  arrangements,  and  com- 
"  binations  and  modes  of  operation,  which  will  be  hereinafter  more  fully 
"  explained  and  particularly  pointed  out  in  the  claims.  My  new  tool  embodies 
'^  as  constituent  elements  a  casing  or  holder  containing  a  chamber  in  which  the 
'^  piston  is  confined  and  moves ;  a  tool  having  its  shank  or  stock  fitted  in  a  35 
**  bore  in  one  end  of  the  casing  and  projec^ng  into  position  therein  to  directly  | 

"  or  indirectly  receive  a  blow  from  the  piston  at  one  end  of  the  stroke  of  the 
'*  latter,  and  an  automatic  valve  mechanism  controlling  the  admission  and 
''  exhaust  of  pressure  to  and  from  the  cylinder  or  piston-chamber.  In  these 
"  general  features  my  new  tool  resembles  that  heretofore  patented  to  me  by  4p 
"  Letters  Patent  of  the  United  States  No.  277,448,  dated  May  15th,  1883,  and 
"  in  some  respects  my  present  invention  consists  in  improvements  upK)n  and 
"  modifications  of  said  prior  device,  while  in  others  it  is  a  departure  therefrom 
'*  and  embodies  entirely  new  constructions,  arrangements  and  modes  of 
*'  operation.  Like  my  prior  tool  my  present  one  has  a  grasping  handle  45 
"  secured  to  the  end  of  the  casing  at  which  the  valve  mechanism  is  located 
'^  and  provided  with  means  within  the  grasp  of  the  operator  for  contn^ling 
"  the  admission  of  pressure  to  the  tool ;  while  at  the  opposite  end  of  the 
"  casing  the  tool  stock  is  fitted  to  reciprocate  in  the  bore  of  the  casing  and  is 
*'  adapted  to  be  held  and  directed  in  its  work  by  one  hand  of  the  operator  w^e  50 
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*^  with  the  other  he  grasps  the  handle  of  the  tool  and  admits  and  cuts  off  the 
"  pressure  as  necessary.  The  means  for  controlling  the  pressure  supply  in  my 
*'  present  tool  differs,  however,*  from  that  of  my  prior  one  and  embodies 
*'  elements  of  novelty  which  constitute  certain  features  of  my  present  invention, 
5  '*  as  hereinafter  set  forth  ;  as  likewise  does  the  means  for  securing  the  handle 
*'  to  the  casing  of  the  tool.  In  my  prior  device  the  piston,  which  operates 
"  as  a  hammer  or  striker  for  actuating  the  tool,  was  moved  in  both  directions 
^^  in  its  chamber  or  cylinder  by  the  action  of  the  compressed  air,  the  latter 
^^  being  alternately  admitted  to  and  exhausted  from  the  opposite  ends  of  the 

iO  "  cylinder.  In  my  present  tool  the  pressure  supply  is  intermittently  admitted 
**  to  and  exhausted  from  but  one  end  of  the  piston-Kshamber,  to  drive  the  piston 
"  forward  to  deliver  its  blow,  whilst  a  constant  pressure  at  the  other  end  of  the 
*'  piston — ^preferably  the  mechanical  pressure  of  a  coiled  spring  confined  within 
"  the  front  end  of  the  piston-chamber — is  employed  to  return  the  piston  to 

15  •*  initial  position.  The  automatic  valve  mechanism  operates  to  first  admit 
•'pressure  to  the  rear  end  of  the  cylinder,  behind  the  piston,  to  drive  it 
"  forward  and  deliver  a  blow  to  the  tool,  and  to  then  cut  off  the  pressure 
'*  supply  and  open  the  exhaust  from  said  end  of  the  cylinder,  to  permit  the 
"  spring  to  throw  the  piston  back  to  initial  position.    In  my  prior  tool  the 

20  '^  automatic  valve  was  operated  by  a  mechanical  connection  with  the  piston. 
"  In  my  present  one  it  is  operated  by  pressure  admitted  to  its  opposite  sides. 
*'  I  am  aware  that  it  is  common  in  this  art  to  operate  the  valve  by  such  means 
"  but  heretofore  in  tools  with  which  I  have  been  familar  the  pressure  has  been 
*^  alternately  admitted  to  the  opposite  sides  of  the  valve  and  exhausted  therefrom. 

25  '^  In  the  valve  mechanism  which  I  employ  the  pressure  medium  is  constantly 
*'  admitted  at  full  pressure  to  one  side  of  the  valve,  acting  upon  a  given  area 
"  of  the  valve  to  constantly  press  it  in  one  direction,  and  is  intermittently 
**  admitted  to  the  opposite  side  of  the  valve  and  permitted  to  act  upon  a  greater 
"  area  thereof,  to  overcome  the  opposing  pressure  and  move  the  valve  in  the 

30  '*  opposite  direction,  this  intermittent  admission  of  pressure  to  the  valve  and 
"  its  exhaust  therefrom  being  controlled  by  the  movement  of  the  piston  in  the 
'^  cylinder.  In  my  prior  tool  the  valve-chamber  and  valve  are  arranged  parallel 
"  with  the  cylinder  and  piston,  while  in  my  present  one  they  are  arranged 
"  transversely  across  the  rear  end  of  the  cylinder,  between  it  and  the  grasping 

35  '^  handle  of  the  tool. 

•*  Having  now  described  the  general  character  of  my  new  tool  I  will  proceed 
'^  to  explain  and  set  forth  my  invention  in  connection  with  a  detailed 
*'  description  of  the  mechanical  embodiment  of  it  shown  in  the  accompanying 
"  drawings,  in  which 

40  "  Figure  1  is  a  vertical  longitudinal  section  of  the  complete  tool ;  Figure  2 
"  a  horizontal  section  through  the  handle  of  the  same,  upon  the  line  2 — 2  of 
•*  Figure  1 ;  Figure  3  a  sectional  detail  on  the  line  3 — ^3  of  Figure  1 ;  Figure  4 
"  a  rear  elevation  of  the  block  containing  the  valve-chamber  and  valve,  and 
'*  Figure  5  a  front  elevation  of  the  same  ;  Figure  6  an  enlarged  vertical  section 

45  '^  of  the  valve-chamber  and  valve,  showing  the  latter  in  position  to  admit 
"  pressure  to  the  rear  end  of  the  cylinder ;  Figure  7  a  corresponding  view 
"  with  the  valve  moved  to  position  to  cut-off  the  pressure  supply  from  the 
"  cylinder  ....  The  same  letters  of  reference  are  used  to  indicate 
'^  identical  parts  in  all  the  figures. 

50  '*  The  casing  or  holder  of  the  tool,  containing  the  piston-chamber  and  piston, 
"  consists  of  the  cylinder  16  having  an  open  rear  end  and  a  tapering  front  end, 
*'  into  a  bore  in  which  latter  is  fitted  a  bushing  19  within  which  snugly  fits  and 
"  reciprocates  the  stock  of  the  tool  18.  The  tool  is  free  to  be  withdrawn  from 
"  the  holder,  and  when  in  use  will  be  held  by  the  hand  of  the  operator  at  the 

55  "  front  end  of  the  casing  16.  Fitted  within  the  cylindrical  chamber  in  the 
"  casing  16  is  the  piston  17  having  in  this  instance  a  tapered  front  end,  forming 
*'  a  shoulder  at  the  base  of  the  tapered  portion,  against  which  shoulder  rests  the 
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"  rear  end  of  a  coiled  spring  21  fitting  within  the  chamber  and  Bnrrounding 
'*  the  tapered  front  end  of  the  piston,  and  also  surrounding  at  its  front  end 
"  the  portion  of  the  bushing  19  which  projects  into  the  chamber,  and  haying' 
"  its  bearing  against  the  front  end  of  the  said  chamber.  When  the  piston 
"  is  given  a  full  forward  stroke  its  tapered  front  end  will  contact  with  the  5 
"  inner  end  of  the  tool  stock  and  give  the  latter  a  sharp  blow  and  when  the 
"  pressure  which  has  driven  the  piston  forward  is  released  the  spring  21  will 
"  throw  the  piston  back  to  its  initial  or  rearward  position.  A  hole  22  in  the 
''  casing  16  in  front  of  the  piston  affords  egress  and  ingress  for  the  air  in  the 
^'  front  end  of  the  chamber  at  such  movements  of  the  piston.  10 

"  In  assembling  the  parts  the  bushing  19  is  inserted  through  the  piston- 
"  chamber,  from  the  rear  end  of  the  latter,  and  its  reduced  front  end  is  driven 
'^  tightly  into  the  bore  20  in  the  front  end  of  the  casing  16,  with  its  shoulder 
'^  abutting  against  the  front  end  of  the  piston-chamber.  The  tool  stock  18  in 
**  this  instance  is  shown  as  polygonal  in  cross-section,  and  the  opening  in  the  15 
'^  bushing  of  corresponding  shape,  to  prevent  the  tool  from  turning,  but  this  is 
**  not  essential  and  the  tool-stock  and  bore  may  be  round  and  the  tool  be  left 
"  free  to  turn.  The  provision  of  the  bushing  19  furnishes  a  longer  guide- 
"  way  and  support  for  the  tool  stock  than  could  be  conveniently  done  if  the 
'^  latter  were  simply  fitted  in  the  bore  in  the  front  end  of  the  casing  16,  and  20 
"  enables  the  inner  end  of  the  tool  to  be  extended  into  the  piston-chamber 
^'  within  reach  of  Ihe  piston  while  affording  a  support  and  guide  for  it  within 
*^  said  chamber. 

^^  Secured  upon  the  rear  end  of  the  casing  16  by  means  hereafter  described, 
^*  is  a  valve  block  2-^  in  this  instance  of  the  shape  in  cross-section  shown  in  25 
'*  Figure  3,  and  having  a  cylindrical  valve-chamber  34  extending  vertically 
"  through  it  and  closed  at  its  upper  and  lower  ends  by  plugs  35  and  36,  Figures 
''  6  and  7.     Fitted  within  the  valve-chamber  is  a  reciprocating  piston  valve  39 
*'  composed  of  a  middle  waist  portion  closed  at  its  upper  end  by  a  diaphragm 
'*  and  forming  a  cylindrical  chamber  57  in  the  middle  of  the  valve,  and  two  30 
''  opposite  flanged  portions  snugly  fitting  the  sides  of  the  chamber.     The  rear 
**  wall  of  the  chamber  is  provided  with  an  inlet  port  37  communicating  with 
^*  the  pressure  supply,  in  this  instance  with  a  duct  53  in  the  handle  of  the  tool, 
*'  heretofore  described,  and  with  an  exhaust  port  40  opening  into  a  duct  41  com- 
"  municating  with  the  atmosphere.    The  front  wall  of  the  chamber  is  provided  35 
^'  with  a  port  38  opening  into  the  rear  end  of  the  cylinder  behind  the  piston. 
"  These  ports  open  at  their  inner  ends  in  circumferential  grooves  in  the  wall  of 
^<  the  valve-chamber,  to  equalize  the  pressure  around  the  valve  as  usual.    The 
^'  port  38  remains  open  under  all  conditions  of  the  valve  39.     When  the  valve 
*'  is  in  the  position  shown  in  Figure  6  the  inlet  port  37  is  open  and  the  exhaust  40 
'^  port  40  closed,  so  that  pressure  will  be  admitted  to  the  cylinder  through  the 
**  ports  37  and  38  and  the  piston  be  driven  forward  to  deliver  a  blow  to  the  tool. 
**  When  the  valve  is  then  moved  forward  to  the  position  shown  in  Figure  7,  by 
''  the  means  hereafter  described,  the  inlet  port  37  will  be  closed  and  the  exhaust 
*'  port  40  opened,  so  that  the  pressure  within  the  cylinder  will  escape  through  45 
^*  the  ports  38  and  40  and  permit  the  spring  21  to  throw  the  piston  backward  to 
"  initial  position. 

^'  The  novel  means  for  operating  the  valve  39,  to  first  admit  pressure  to  the 
^^  cylinder  through  the  ports  37  and  '^S  and  then  exhaust  it  therefrom  through 
*'  the  ports  38  and  40,  may  be  next  explained.  The  plug  36  which  closes  the  50 
'<  lower  end  of  the  valve-chamber  is  provided  with  a  central  vertical  extension 
**  56  whose  cylindrical  upper  end  fits  snugly  within  the  waist  of  the  VTBdve,  the 
''  latter  sliding  upon  this  extension  56  as  the  valve  is  moved  in  opposite  direc- 
^^  tions.  The  extension  56  of  the  plug  36  is  provided  with  a  vertical  duct  58 
"  opening  at  its  upper  end  into  the  chamber  57  within  the  waist  of  the  valve  55 
*^  and  at  its  lower  end  into  a  transverse  duct  in  the  plug  communicating  at  its 
"  rear  end  with  a  port  51  in  the  rear  wall  of  the  valve-chamber,  which  port  51 
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^  communicates  through  a  horizontal  and  vertical  duct  52  with  the  pressure 
"  supply,  to  wit,  with  the  duct  53  in  the  handle  before  referred  to.  This 
"  passage  from  the  chamber  57  within  the  valve  to  the  pressure  supply  is  always 
'^  open,  so  that  pressure  is  constantly  admitted  to  the  underside  of  the  diaphragm 
5  ''  forming  the  top  of  the  chamber  57,  and  tends  to  hold  the  valve  in  and  return 
"  it  to  its  upper  position  shown  in  Figure  6.  The  pressure  tending  to  hold  the 
"  valve  in  such  position  is  intermittently  overcome  and  the  valve  moved  to  the 
"  position  shown  in  Figure  7  by  admitting  pressure  to  the  upper  side  of  the 
''  valve  and  permitting  it  to  act  upon  a  larger  area  of  the  valve  than  the  dia- 

10  "  phragm  referred  to  upon  which  the  pressure  beneath  the  valve  acts.  To  this 
*'  end  the  plug  35  which  closes  the  upper  end  of  the  valve-chamber  is  provided 
**  with  a  duct  45  opening  at  its  lower  end  into  the  space  above  the  valve  39  and 
'^  communicating  at  its  upper  end  through  the  port  44  in  the  front  wall  of  the 
"  valve-K5hamber  with  a  duct  42  extending  longitudinally  through  the  wall  of 

15  "  the  casing  16  and  opening  at  the  point  43  into  the  chamber  containing  the 
**  piston.  When  the  piston  is  in  initial  position,  at  the  rear  end  of  the  cylinder, 
"  it  closes  the  end  43  of  the  duct  42,  so  that  no  pressure  is  admitted  to  the 
'*  upper  side  of  the  valve,  but  when  the  piston  is  thrown  forward  by  the  admis- 
**  sion  of  pressure  to  the  rear  end  of  the  cylinder  the  end  of  the  duct  at  43  will 

20  "  be  uncovered  as  the  piston  reaches  the  forward  end  of  its  stroke,  and  the 

"  pressure  within  the  cylinder  will  be  admitted  through  the  duct  42,  port  44 

»"  and  duct  45  to  the  upper  side  of  the  valve,  and  there  acting  not  only  upon  the 

**  upper  side  of  the  diaphragm  in  the  waist  of  the  valve  but  also  upon  the 

*'  annular  portion  of  the  valve  surrounding  the  diaphragm  it  overcomes  the 

25  "  pressure  beneath  the  valve  and  forces  the  latter  downward  to  the  position 

'*  shown  in  Figure  7,  thereby  closing  the  inlet  port  37  and  opening  the  exhaust 

"  port  40  and  permitting  the  pressure  to  escape  from  the  cylinder  and  the  spring 

"  21  to  throw  the  piston  back  to  initial  position. 

"  For  the  purpose  of  preventing  the  pressure  from  escaping  from  the  upper 

30  **  side  of  the  valve,  when  the  exhaust  port  40  is  opened  and  the  pressure  per- 
"  mitted  to  escape  from  the  cylinder,  there  is  provided  a  check -valve  at  some 
"  point  in  the  passage  between  the  upper  side  of  the  valve  39  and  the  cylinder  ; 
"  in  the  present  instance  the  check-valve  is  located  at  the  lower  end  of  the  duct 
"  45  in  the  plug  35.     The  valve  shown  in  the  drawings  consists  of  a  thin 

35  "  circular  plate  or  disc  46  fitting  loosely  over  a  depending  central  stem  47  of  the 
"  plug  35  and  yieldingly  held  in  place,  to  close  the  lower  end  of  the  duct  45,  by 
"  a  spring  or  springs  48  secured  to  the  stem  47  beneath  the  disc.  When  the 
"  passage  42  communicating  with  the  cylinder  is  opened  by  the  piston  at  the 
"  end  of  its  forward  stroke  and  the  pressure  from  the  cylinder  admitted  through 

40  '*  said  passage  and  the  duct  45  the  disc  46  will  readily  yield  thereto  and  permit 
"  the  pressure  to  pass  into  the  space  beneath  it  and  act  upon  the  upper  side  of 
"  the  valve  39.  When  the  pressure  is  exhausted  from  the  cylinder  by  the 
"  opening  of  the  exhaust  port  40  the  pressure  within  the  valve-chamber, 
"  beneath,  the  check- valve,  will  force  the  disc  46  tightly  against  its  seat  and 

45  "  close  the  lower  end  of  the  duct  45  and  prevent  escape  of  such  pressure.  For 
"  the  purpose  of  releasing  this  pressure  when  the  piston  has  been  returned  to 
"  initial  position,  and  thereby  permitting  the  constant  pressure  upon  the  under 
"  side  of  the  valve  to  lift  it  and  again  admit  pressure  to  the  cylinder  to  throw 
"  the  piston  forward,  the  wall  of  the  casing  16  is  provided  with  a  second  longi- 

50  "  tudinal  duct  49  opening  at  its  front  end  into  the  cylinder  at  a  point  in  front 
"  of  the  piston  when  the  latter  is  in  initial  position,  and  communicating  at  its 
'*  rear  end  through  a  port  50  with  the  space  at  the  upper  side  of  the  valve  3'J 
"  beneath  the  check-valve.  As  the  spring  throws  the  piston  rearward  to  initial 
"  position  the  front  end  of  the  duct  49  will  be  uncovered  and  the  pressure  at 

55  *'  the  upper  side  of  the  valve  will  escape  through  the  port  50  and  iho  duct  49 
"  into  the  cylinder,  whereupon  the  pressure  at  the  under  side  of  the  valve  will 
*«  immediately  lift  the  valve  and  close  the  port  40  and  open  the  port  37,  causing 
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"  the  piston  to  be  thrown  forward  to  deliver  another  blow  and  the  operation 
"  above  described  to  be  repeated. 

"  I  am  aware  that  reciprocating  valves  have  been  operated  by  constant 
'*  pressure  at  one  side  of  them  and  intermittent  pressure  at  the  opposite  side, 
^^  and  that  the  admission  and  exhanst  of  such  intermittent  pressure  have  been  5 
"  controlled  by  the  piston,  but  so  far  as  I  am  aware  I  am  the  first  in  the  art  to 
"  employ  a  check-valve  of  any  sort  arranged  in  any  manner  in  the  passage  con- 
"  trolled  by  the  piston  for  intermittently  admitting  pressure  to  the  valve,  and 
•*  my  invention  in  this  respect  is  of  corresponding  scope. 

"  A  duct  59  connects  the  space  at  the  inner  side  of  the  valve,  around  th.e    10 
"  central  vertical  extension  56  of  the  plug  36,  with  the  exhaust  duct  41.    This 
"  duct  59  is  always  open  and  furnishes  a  means  of  ingress  and  egress  for  the  air 
"  as  the  valve  39  moves  up  and  down   upon  the  central  extension  of  the 
"  plug  36. 

"  The  inner  ends  of  the  plugs  or  blocks  35,  36,  which  form  the  opposite  ends  15 
"  of  the  valve  chamber,  are  cut  away  or  made  of  reduced  diameter  to  form 
**  annular  seats  for  the  flanged  ends  of  the  valve,  the  exhaust  ports  5()  and  59 
^'  opening  into  these  seats.  As  the  valve  approaches  the  end  of  its  stroke  in 
^^  either  direction  its  flanged  end  cuts  off  the  escape  of  air  in  front  of  it  as  soon 
^*  as  such  flanged  end  enters  the  annular  seat  above  referred  to,  so  that  there  is  20 
"  a  body  of  air  then  confined  in  front  of  the  valve  to  cushion  it  and  relieve  it  of 
"  any  shock  or  jar.  • 

"  From  the  foregoing  description   the    following  operation    of    the  valve 
"  mechanism  and  piston  will  be  understood,  starting  with  the  parts  in  the 
"  position  shown  in  Figures  1  and   6.     When  the   throttle  valve,  hereafter   25 
**  described,  controlling  the  pressure  supply  in  the  duct  53,   is   opened  the 
"  pressure  passes  through  the  ports  37  and  38  into  the  rear  end  of  the  cylinder 
"  and  drives  the  piston  forward  and  causes  it  to  deliver  a  blow  to  the  tool,  the 
*'  coiled  spring  21  being  compressed  by  such  forward  movement  of  the  piston 
^'  and  the  air  in  front  of  the  piston  escaping  through  the  opening  23.    As  the  30 
"  piston  reaches  the  forward  limit  of  its  stroke  its  rear  end  passes  in  front  of 
"  the  open  end  43  of  the  duct  42  and  uncovers  the  same,  whereupon  pressure 
"  passes  from  the  cylinder  through  said  duct  and  the  passages  44  and  45  and 
"  check- valve  46  into  the  space  above  the   valve  39  and  forces  the  latter 
"  downward  against  the  pressure  upon  its  under  side,  to  the  position  shown  in  35 
"  Figure  7,  thereby  closing  the  port  37  and  jopening  the  exhaust  port  40,  where- 
"  upon  the  pressure  within  the  cylinder  escapes  through  the  ports  38  and  40 
"  and  permits  the  spring  to  reset  the  piston.    As  the  latter  reaches  initial 
"  position  it  uncovers  the  end  of  the  duct  49  and  permits  the  escape  of  the 
"  pressure  in  the  space  above   the  valve  through  the  exhaust  port  50  and   40 
"  passage  49,  whereupon  the  constant  pressure  upon  the  under  side  of  the  valve 
"  lifts  the  latter  again  to  the  position   shown  in  Figure   6  and  again  admits 
"  pressure  to  the  cylinder.     In  this  manner  the  pressure  supply,  automatically 
"  controlled  by  the  valve  mechanism,  in  co-operation  with  the  spring  21  will 
"  cause  an  exceedingly  rapid  reciprocation  of  the  piston  17  and  consequent  45 
"  actuation  of  the  tool  18. 

"  It  will  be  noticed  that  when  the  piston  is  moved  forward  to  its  limit  of 
"  stroke  its  rear  end  will  have  passed  some  little  distance  to  the  front  of  the 
"  open  end  43  of  the  duct  42,  and  likewise  that  when  the  piston  is  in  its 
"  rearward  or  initial  position  the  front  end  of  its  full  cylindrical  portion  is  50 
"  some  little  distance  in  rear  of  the  open  end  of  the  duct  49.  The  result  of 
"  this  arrangement  is  that  in  its  forward  movement  to  deliver  a  blow  to  the 
"  tool,  the  rear  end  of  the  piston  will  clear  and  uncover  the  end  43  of  the 
*•  duct  42  before  the  piston  reaches  its  limit  of  movement  and  contacts  with 
**  the  tool,  and  as  the  opening  of  the  duct  42  immediately  shifts  the  valve  39  55 
"  and  opens  the  exhaust  from  the  cylinder  it  will  be  seen  that  the  actual 
"  impact  of  the  piston   with  the  tool   is  caused   by  the  momentum   of  the 
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^  piston,  rather  than  by  the  direct  action  of  presanre,  and  that  at  the  moment 
^*  of  contact  the  piston  is  cushioned  against  the  compressed  spring  21,  the 
"  resnlt  being  that  the  blow  given  the  tool  is  an  exceedingly  sharp,  quick 
"  and  elastic  one,  instead  of  a  dead  blow  such  as  would  be  produced  by  the 
5  "  direct  action  of  pressure.  The  return  movement  of  the  piston  is  begun 
"  with  the  elastic  rebound  and  the  tool  is  relieved  of  the  severe  shock  and 
"  jar  incident  to  many  of  this  class.  Furthermore,  it  will  be  seen  that  in 
"  the  return  movement  of  the  piston  the  duct  49  will  be  uncovered  before 
'^  the  piston  reaches  initial  position,  and  inasmuch  as  the  valve  is  shifted  to 
10  "  admit  pressure  to  the  rear  end  of  the  cylinder  the  instant  the  duct  49  is 
**  uncovered  it  will  be  seen  that  as  the  piston  reaches  initial  position  it  is 
"  cushioned  against  the  newly  admitted  pressure  and  rebounds  therefrom  to 
*'  its  next  forward  stroke.  In  this  manner  the  shock  at  each  end  of  the 
"  stroke  of  the  piston  is  reduced  to  the  minimum,  with  a  consequent  saving 
15  "  of    wear    and    tear    upon    the    tool    and    injury    to    the    nerves    of    the 

"  operator 

"  My  novel  valve  mechanism  will  operate  in  the  manner  described  to  admit 
^^  pressure  to  and  exhaust  it  from  the  piston  chamber  behind  the  piston,  no 
^'  matter  by  what  means  the  constant  pressure  at  the  front  end  of  the  chamber, 
20  "  for  resetting  the  piston,  is  produced. 

**  As  before  stated,  I  prefer  to  employ  a  coiled  spring  confined  in  the  front 
'*  end  of  the  piston-chamber,  for  that  purpose,  and  the  particular  construction 
"  and  arrangement  of  the  parts  illustrated  in  the  drawings  and  heretofore 
"  described  are  highly  advantageous  and  have  proved  exceedingly  satisfactory, 
25  "  as  regards  easy  and  economical  construction,  efficiency  in  operation,  durability 
**  and  strength,  and  general  adaptability  to  the  requirements  of  the  art ;  yet 
"  such  particular  construction  and  arrangements  of  the  parts  may  be  consider- 
**  ably  varied  without  departing  from  my  invention,  and  so  far  as  the  employ- 
'*  ment  of  the  coiled  spring  in  the  front  end  of  the  piston  chamber  is  concerned, 
30  '*  the  resetting  spring  may  be  otherwise  applied  to  the  piston ;  or,  without 
*'  departing  from  the  broader  scope  of  my  invention  other  means  for  producing 
'^  a  constant  resetting  pressure  upon  the  front  end  of  the  piston  may  be 
"  substituted  for  the  spring.  Thus,  the  piston  and  its  chamber  may  be  so 
^*'  shaped  that  a  constantly  admitted  supply  of  the  compressed  air  or  othet* 
35  "  operating  medium,  acting  upon  a  small  area  of  the  front  end  of  the  piston,  will 
"  serve  the  purpose  of  the  spring  in  resetting  the  piston  after  it  has  delivered 
*^  its  blow  to  the  tool.  Such  a  substitution  of  the  pressure  medium  for  the 
"  spring,  as  a  resetting  means  for  the  piston,  may  be  understood  without 
"  illustration  or  description  here  by  reference  to  my  aforesaid  prior  patent, 
40  "  where  it  will  be  seen  that  the  pressure  admitted  to  and  exhausted  from 
"  the  front  end  of  the  cylinder  acts  only  upon  an  annular  shoulder  upon  the 
"  piston,  thus  serving  to  reset  it  with  much  less  force  that  it  is  driven 
"  forward.  By  admitting  a  constant  supply  of  the  pressure  to  the  front  end 
"  of  the  cylinder,  instead  of  intermittently  admitting  and  exhausting  it,  the 
45  "  piston  would  be  constantly  pressed  rearward  and  reset  whenever  the 
"  exhaust  from  the  rear  end  of  the  cylinder  permitted,  as  will  be  readily 
"  understood. 

"  I  am  aware  that  it  has  heretofore  been  proposed  to  move  the  piston  of  a 

^^  pneumatic  tool  in  one  direction  by  pneumatic  pressure  and  in  the  opposite 

50  "  direction  by  a  coiled  spring,  and  I  do  not  broadly  claim  the  use  of  a  spring  in 

"  my  tool  for  such  purpose,  as  will  be  seen  from  the  terriis  of  the  respective 

"  claims  directed  to  this  feature  of  my  invention. 

"  The  parts  so  far  described  (assuming  the  part  26  containing  the  pressure 

'*  supply  duct  53,  the  exhaust  duct  41,  and  the  ducts  51,  52,  and  59  to  be 

55  *'  simply  a  head-block  or  cap  piece  secured  against  the  rear  face  of  the  valve 

**  block  23),  would  coustitute  an  operative  and  useful   tool  and  embody  all  the 

"  notel  features  of  my  invention  which  relate  to  the  automatic  valve  mechanism 
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"  and  tool  proper.  Further  features  of  my  invention,  however,  relate  to  the 
*'*'  handle,  of  which  the  block  26  above  referred  to  forms  an  integral  part ;  to 
^'  novel  means  for  coupling  said  handle  to  the  tool  proper ;  and  to  a  novel 
'^  hand-operated  valve  mechanism  or  throttle  for  admitting  and  cutting  ofiE  the 
**  pressure  supply  at  will.  These  features  of  my  invention  may  be  now  5 
'^  described.  The  handle  proper  consists  preferably  of  a  portion  60  of  approxi- 
^'  mately  the  shape  shown  in  Figures  1  and  2  of  the  drawings,  which  is  adapted 
*'  to  be  grasped  in  one  hand  of  the  operator  in  the  manner  of  the  ordinary 
"  hand-saw  or  other  like  tool,  and  a  reduced  reversely  curved  neck  portion 
^^  connecting  the  part  60  with  the  circular  block  26     ....  10 

"  The  novel  valve  mechanism  contained  within  the  grasping  portion  60  of 
'^  the  handle  may  be  next  described.  The  duct  53,  which  communicates  with 
^'  the  source  of  pressure  supply,  as  heretofore  referred  to,  extends  upward  from 
"  the  block  26  through  the  curved  neck  of  the  handle  and  thence  downward 
'^  through  the  grasping  portion  60  and  opens  through  the  lower  end  of  the  same.  15 
"  Its  lower  portion  within  the  handle  is  enlarged  to  form  a  cylindrical  chamber  61 
"  into  whose  lower  end  is  screwed  the  nipple  62  upon  the  end  of  the  usual 
"  tlexible  tube  leading  to  the  pressure  supply.  The  internally  threaded  lower 
^'  end  of  the  chamber  61  is  preferably  slightly  larger  in  diameter  than  the  body 
^^  of  the  chamber,  forming  an  annular  shoulder  66  at  the  lower  end  of  the  latter.  20 
**  Snugly  fitting  within  the  chamber  61  is  a  section  of  rubber  or  other  flexible 
^^  tubing  63  preferably  provided  around  its  lower  end  with  a  flange  which 
^^  fits  against  the  shoulder  at  66.  A  tubular  locking  plug  64  is  screwed  into 
^^  the  threaded  lower  end  of  the  chamber,  above  the  nipple  62,  and  abuts 
^*'  against  the  shoulder  66  and  confines  the  flange  of  the  tube  63  against  said  25 
*^  shoulder,  while  its  vertical  projecting  tubular  section  extends  upward  a 
*'  short  distance  within  the  tubing  63.  The  tubing  may,  however,  be  secured 
''  within  its  chamber  in  any  other  suitable  or  convenient  manner  which  will 
"  compel  the  pressure  supply  to  pass  through  the  tube  and  prevent  it  passing 
"  around  it.  ^  30 

"It  will  be  seen  from  this  construction  that  the  pressure  supply  may  be 
"  admitted  to  the  tool  or  cut  off  at  will  by  collapsing  the  tube  63,  Figure  1,  and 
"  the  means  which  have  been  illustrated  for  effecting  this  may  be  next  described. 
"  Mounted  in  a  cylindrical  guide-way  74  opening  at  its  front  end  into  tlie  valve 
**  chamber  61  is  a  sliding  plunger  73  having  a  rounded  front  end  adapted  to  35 
"  bear  against  the  rear  side  of  the  flexible  tube  63.  By  pressing  this  plunger 
"  forward  to  the  position  shown  in  Figures  I  and  2  the  rear  wall  of  the  flexible 
*^  tube  will  be  pressed  tightly  against  its  front  ^all  and  the  passage  through  the 
*'  valve  be  closed  to  cut  oft'  the  pressure  supply.  As  a  convenient  means  for 
"  operating  the  plunger  73  there  is  provided  a  lever  72  fltting  within  a  narrow  40 
^^  recess  68  within  the  rear  half  of  the  handle  60  and  hung  by  its  hook  69  upon 
*'  a  fixed  pivot  pin  70.  The  body  of  this  lever  is  enclosed  within  the  recess  68, 
"  but  its  upper  end  projects  therefrom  and  is  provided  with  a  thumb-piece  71, 
"  in  position  for  the  thumb  of  the  operator  to  rest  upon  it.  The  lower  end  of 
*'  the  lever  extends  through  an  opening  75  in  the  sliding  plunger  73.  A  coiled  45 
"  expansive  spring  76  confined  in  a  diagonal  bore  82  in  the  handle  and  bearing 
**  against  the  lever  above  its  fulcrum  presses  the  lower  end  of  the  lever  forward 
"  and  yieldingly  holds  it  and  the  plunger  73  in  the  position  shown  in  Figures  1 
"  and  2,  with  the  valve  closed.  When  the  operator  desires  to  set  the  tool  in 
"  motion  he  has  simply  to  press  upon  the  thumb-piece  71  at  the  upper  end  of  50 
"  the  lever  and  rock  it  slightly  upon  its  fulcrum  to  permit  the  plunger  73  to 
*'  move  rearward  and  the  valve  to  open.  This  valve  is  efiicient  in  operation, 
"  cheap  in  construction,  and  when  worn  may  be  easily  and  quickly  replaced 
"  with  a  new  one. 

'*  Other  means  than  the  lever  72  may  be  employed  for  operating  the  sliding  55 
"  plunger  73,  and  when  a  lever  such  as  7:2  is  used  the  spring  may  be  applied 
"  to  such  lever  in  any  suitable  manner.    The  particular  arrangement  of  the 
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^*  spring  76  and  its  mode  of  application  to  the  lever  in  the  present  instance, 
"  however,  constitute  a  novel  feature  of  my  invention,  which  may  now  be 

"  explained  more  in  detail  by  reference  to  Figures  1  and  12 

'^  It  is  a  desideratum  in  this  art  to  produce  a  tool  of  the  smallest  size  and 
5  ^'  most  compact  construction,  and  of  the  least  weight,  consistent  with  the 
"  requisite  strength  and  durability,  and  power  and  efficiency  in  operation  ;  and 
'^  particularly  is  it  desirable  to  decrease  the  length  of  the  tool  to  the  minimum. 
"  At  the  same  time  it  is  important  that  the  piston  shall  have  a  considerable 
**'  length  of  stroke,   in  order  that  the   pressure  may  have  time  to  properly 

10  "  act  upon  it,  in  order  that  it  may  be  properly  cushioned  at  each  end  of 
**  its  stroke,  and  in  order  that  it  may  strike  the  tool  with  a  sharp  elastic 
^'momentum  blow  and  rebound  without  shocki  In  many  tools  heretofore 
^^  devised  decreased  length  of  the  tool  has  been  attained  at  sacrifice  of  the 
"  length  of  the  stroke  of  the  piston,  so  that  the   latter  cannot  be  properly 

15  ^<  cushioned,  has  to  be  started  at  each  end  of  its  stroke  by  the  sudden  dead 
"  action  of  the  full  pressure,  and  strikes  the  tool  a  solid,  dead  and  unyielding 
"  blow,  with  a  consequent  jarring  of  the  whole  tool  and  discomfort  and  injury 
*•  to  the  operator.  In  my  tool  the  novel  construction  and  arrangement  of  the 
'^  parts  which  have  been  shown  and  described  enable  me  to  give  the  piston  full 

20  ^*  length  of  stroke,  with  all  its  attendant  advantages,  without  increasing  the 
"  length  of  the  tool  as  a  whole.  The  comparatively  short  piston,  and  the 
**  arrangement  of  the  spring  with  one  end  surrounding  the  front  end  of  the 
."  piston  and  the  other  surrounding  the  inner  end  of  the  bushing  and  tool  stock, 
^^  afford  room  for  the  long  spring  and  accommodate  the  long  stroke  of  the  piston 

25  <'  without  unduly  increasing  t^e  length  of  the  casing  containing  the  piston 
**  chamber ;  while  the  arrangement  of  the  valve  chamber  transversely  across  the 
*'  rear  end  of  the  piston  chamber  and  its  attachment  thereto  by  the  head  block 
*'  fitting  over  and  embracing  the  valve  block,  and  the  coupling  sleeve  surrounding 
*^  the  valve  block  and  screwed  upon  the  head  block  and  binding  the  parts 

30  '^  together,  cause  the  valve  mechanism  to  add  but  very  little  to  the  length  of 
^*  the  piston  chamber,  so  that  the  whole  of  the  tool  proper  is  but  little  longer 

"  than    the  casing  containing  said  chamber So,  if   the  flexible 

"  throttle  valve  becomes  worn  the  tube  may  be  readily  removed  from  the 
^'  valve  chamber  by  unscrewing  the  nipple  62  and  plug  64,  and  a  new  tube  be 

35  "  put  in  its  place.  The  fulcrum  pin  70  of  the  lever  72  may  be  riveted  in  the 
*'  handle  so  that  it  cannot  become  loosened,  and  the  lever  be  put  in  place 
"  afterward,  and  be  removed  and  replaced  at  will  by  removing  the  spring  76. 

"  While  the  foregoing  and  other  advantages  are  derived  from  the  particular 
"  construction  and  arrangement  of  the  parts,  yet  other  features  of  my  invention 

40  '^  are  quite  independent  thereof  and  in  no  wise  restricted  thereto,  and  I  do  not 
"  wish  to  be  understood,  by  describing  such  construction  and  arrangement  in 
'^  detail  and  setting  forth  their  advantages,  as  intending  to  limit  my  invention 
**  beyond  the  terms  of  my  respective  claims  or  the  requirements  of  the  prior 
"  art." 

45  There  were  73  Claims,  but  only  the  following  are  material  for  this  Report : — 
*'*'  15.  In  a  pneumatic  tool,  the  combination  of  a  piston-chamber,  a  piston 
"  therein,  a  resetting  spring  for  the  piston,  a  valve-Kshamber  having  an  inlet  and 
"  an  exhaust  port  and  communicating  with  the  rear  end  of  the  piston  chamber 
"  by  a  constantly  open  port  or  passage,  and  a  valve  in  said  valve-chamber, 

50  ^'  operating  to  intermittently  admit  pressure  to  and  exhaust  it  from  said 
"  chamber,  substantially  as  described.  42.  In  a  pneumatic  tool,  the  combina- 
^^  tion,  with  the  tool  proper,  of  a  grasping  handle  secured  thereto  and  having 
*^  the  pressure  supply  duct  extending  through  it,  a  throttle  valve  in  the  handle 
"  for  controlling  said  duct,  and  a  lever  confined  in  a  recess  in  the  handle  for 

55  ^^  operating  said  valve  and  projecting  outside  the  recess  at  one  end  into  position 
"  to  be  pressed  by  the  hand  of  the  operator,  substantially  as  described.  43.  In 
^'  a  pneumatic  tool,  the  combination,  with  the  tool  proper,  of  a  grasping  handle 
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secured  thereto  and  having  the  pressure  supply  duct  extending  through  it» 
a  throttle  valve  in  the  handle  for  controlling  said  duct,  and  a  spring-pressed 
lever  pivoted  in  a  recess  in  the  handle  for  operating  said  valve  and  normally 
acting  to  close  it,  the  lever  projecting  outside  the  recess  at  one  end  into 
position  to  be  pressed  by  the  hand  of  the  operator,  substantially  as  described. 
44.  In  a  pneumatic  tool,  the  combination,  with  the  pressure  supply  passage, 
of  a  valve  chamber  formed  therein,  a  flexible  tube  fitted  in  said  chamber,  a 
tubular  locking  plug  or  collar  screwed  into  the  valve-chamber  at  one  end  and 
entering  the  flexible  tube,  to  hold  the  latter  in  position,  a  sliding  plunger 
moving  transversely  of  the  chamber  and  adapted  to  collapse  the  tube  to  close 
the  passage  and  a  spring  pressed  lever  for  engaging  said  plunger  for  operating 
the  same  and  normally  holding  the  plunger  in  position  to  close  the  valve, 
substantially  as  described.  45.  In  a  pneumatic  tool,  the  combination,  with 
the  pressure  supply  passage,  of  a  valve  chamber  formed  therein,  a  flexible 
tube  fitted  in  said  chamber  and  provided  with  a  peripheral  flange  abutting 
against  an  annular  shoulder,  a  screw  collar  for  clamping  the  flange  against 
said  shoulder,  and  means  for  collapsing  the  tube  in  the  chamber  to  close  the 
valve,  substantially  as  described." 


lO 


15 


On  the  29th  of  October  1896  Letters  Patent  (No.  24,165**  of  1896)  were 
granted  to  Josejjh  Boyer  for  "  Improvements  in  pneumatic  hammers  and  valve 
*'  mechanism  therefor." 

The  Complete  Specification,  as  further  amended  in  1898  and  so  far  as  material 
for  this  Report,  was  as  follows  : — "  My  present  invention  relates  to  machines  of 
**  the  general  nature  of  that  heretofore  patented  to  me  by  Letters  Patent  No. 
"  7,672,  of  April  16, 1?S95.  The  first  and  principal  feature  of  my  present  inven- 
"  tion  relates  to  the  valve  mechanism,  by  which  the  movements  of  the  piston 


20 


25 


Vol.  XXIV.,  No.  27.]     AND  TRADE  MARK  CASES.  603 

Gansolidated  Pneumatic  Tool  Company  Ld.  v.  Clark. 

"  are  controlled.  It  is  highly  desirable,  for  purposes  of  convenience  in  handling 
"  the  tool  when  at  work,  that  the  bodies  of  tools  of  this  character  shall  be  made 
**  as  short  as  can  be  done'  consistently  with  the  length  of  stroke  which  it  is 
"  necessary  to  give  the  piston  in  order  that  the  latter  may  act  with  sufficient 
6  "  power  upon  the  chisel  or  other  working  tool  employed  with  the  hammer. 
'*  Inasmuch  as  the  force  of  the  blows  delivered  by  the  piston  at  any  given 
**  pressure  of  motive  fluid  depends  mainly  upon  its  weight  and  length  of  stroke, 
^^  it  is  desirable  that  it  shall  be  heavy  and  that  it  shall  have  as  long  a  stroke 
*'  as  possible.    But  it  is  also  desirable  that  the  body  of  the  tool  shall  not  be  of 

10  "  excessive  diameter,  and  weight  must  •therefore  be  added  to  the  piston  by 
"  increasing  its  length,  rather  than  its  diameter.  Under  these  conditions,  there- 
"  fore,  it  follows  that  increased  power  in  the  tool  is  to  be  attained  chiefly  by 
"  increasing  the  length  of  the  piston  chamber,  to  accommodate  long  strokes  of 
^'  a  long  piston,  and  a  piston  chamber  of  maximum  length  consistent  with 

15  "  the  length  of  the  tool  as  a  whole  is  therefore  essential  to  improvement  along 
"  these  lines.  It  is  the  principal  object  of  the  novel  valve  mechanism  consti- 
"  tuting  the  first  feature  of  my  present  invention  to  accommodate  a  piston 
^^  chamber  of  increased  length  without  increasing  the  length  of  the  tool  as  a 
**  whole,  and  to  thereby  permit  a  greater  length  of  stroke  of  the  piston  in  a  tool 

20  "  of  given  length,  and  consequently  increase  the  power  of  action  of  tools  of  this 
**  character.  In  the  tool  shown  and  described  in  my  aforesaid  patent,  and  in 
"  many  other  tools  of  this  character  which  have  been  patented  and  some  of 
"  which  are  in  practical  use,  the  valve  has  been  arranged  in  a  separate  chamber 
^'  immediately  in  rear  of  the  piston  chamber,  between  the  latter  and  the  handle 

25  "  or  head  of  the  tool,  with  the  result  that  this  interposition  of  the  valve  in  a 
^'  separate  chamber  at  the  rear  end  of  the  piston  chamber  and  in  line  with  the 
"  latter  has  necessarily  diminished  the  possible  length  of  the  piston  chamber  by 
"  the  amount  of  space  occupied  by  the  valve  chamber  and  valve,  and  has  conse- 
"  quently  diminished  to  that  extent  the  possible  length  to  be  given  the  stroke 

30  "  of  the  piston  in  any  tool  of  given  length.  In  the  novel  valve  mechanism  of 
"  my  present  tool  the  valve  consists  of  a  cylindrical  shell  arranged  within  the 
"  piston  chamber  itself  and  of  a  sufficient  internal  diameter  to  surround  the 
"  piston  and  permit  it  to  pass  entirely  through  the  valve.  This  valve  is  pre- 
"  ferably  located  in  the  rear  end  of  the  piston  chamber,  so  that  the  piston  passes 

35  '*  through  and  is  surrounded  by  the  valve  at  the  end  of  its  rearward  stroke,  as 
"  illustrated  in  the  drawing  and  hereafter  described,  but  this  particular  location 
"  of  the  valve  is  not  essential  to  the  broader  scope  of  my  invention,  as  will 
**  be  apparent  from  the  description  thereof  hereinafter  given,  and  from  the 
*'  terms  of  my  respective  claims.     It  results  from  this  construction  and  arrange- 

40  '^  ment  of  the  valve  that  the  space  occupied  by  it  does  not  diminish  the  length 
"  of  the  piston  chamber  at  all,  since  the  piston  chamber  extends  entirely  through 
*'  the  valve,  and  it  therefore  follows  that  a  tool  of  given  length  will  accommo- 
"  date  a  piston  chamber  as  much  longer  than  the  piston  chambers  of  the  prior 
"  tools  above  referred  to  as  the  length  of  the  space  occupied   by  the   valve 

45  "  chamber  and  valve  in  such  prior  tools,  thereby  permitting  greater  length  of 
'*  stroke  for  the  piston  and  correspondingly  increasing  the  force  of  its  blows  and 
"  the  power  of  action  of  the  tool. 

"  Another  feature  of  my  present  invention  consists  in  a  construction  whereby 
"  the  inner  end  of  the  shank  of  the  chisel  or  other  working  tool  itself  forms  the 

50  ^^  means  for  closing  the  front  end  of  the  piston  chamber  and  constitutes  a  part  of 
"  the  cylinder  head  or  abutment  against  which  the  motive  fluid  admitted  to  the 
**  front  end  of  the  piston  chamber  acts  in  driving  the  piston  rearward. 

"  Another  feature  of  the  invention  relates  to  a  novel  locking  device  for  the 
"  coupling  sleeve  which  holds  the  parts  of  the  tool  together ;    all   of   which 

55  "  features  will  be  hereinafter  more  fully  explained  by  reference  to  the  accom- 
"  panying  drawings,  in  which  Figure  1  is  a  longitudinal  section  of  my  new  tool, 
"  with  part  of  the  handle  left  in  elevation,  and  with  the  piston  at  the  forward 
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^*  end  of  its  stroke  and  the  valve  in  corresponding  position  ;  Figure  2  a  view 
"  corresponding  to  Figure  1,  with  the  handle  of  the  tool  broken  off,  and  with 
*^  the  piston  near  the  rear  end  of  its  stroke,  and  with  the  valve  in  corresponding 
"  position  ;  Figure  3  a  perspective  view  of  the  valve  itself  ;  Figure  4  a  vertical 
"  section  of  the  valve  block  and  valve,  with  the  valve  in  the  position  shown  in  5 
"  Figure  1  ;  Figure  5  a  correspond!  n^j  view  with  the  valve  in  tiie  position  shown 
"  in  Figure  2  ;  Figure  6  an  elevation  of  the  rear  face  of  the  valve  block  (the 
"  right  hand  face  of  the  block  shown  in  Figures  4  and  5)  .  .  .  .  and 
'*  Figure  10  a  sectional  detail  of  %  modification.  Of  the  sevenJ  views 
'*  Figures  3  to  8  correspond  in  size  to  the  tool  from  which  the  drawing  was  lO 
"  made,  while  Figures  1  and  2  are  approximately  two-third  such  size.  The 
"  same  letters  of  reference  are  employed  to  represent  corresponding  parts  in 
"  all  the  views. 

"  The  cylinder  or  barrel  A  of  the  tooth  is  provided  at  its  rear  end  with  an 
*'  annular  flange  B  over  which  fits  a  coupling  sleeve  C  provided  at  its  front  end   15 
'*  with  an  internal  flange  abatting  against  the  flange  B  on  the  cylinder,  and 
/'  externally  threaded  upon  its  rear  portion  to  screw  into  the  interiorly  threaded 
^^  cap  D  projecting  from  the  cylinder  head  or  handle  base  E,  such  head  or  base 
**  having  the  grasping  handle  F  of  the  tool  formed  integral  with  it.    The  supply 
''  duct  O  for  the  motive  fluid  extends  through  the  handle  F  and  is  controlled  by  20 
"  a  throttle  valve  operated  by  a  thumb  lever  H,  as  in  my  aforesaid  patent 
'^  Located  within  the  cap  D  and  rear  end  of  the  coupling  sleeve  C,  and  clamped 
"  by  them  between  the  rear  end  of  the  cylinder  A  and  the  head  E,  is  the  cylin- 
"  drical  valve  block  I  hereinafter  more  particularly  described.    Saitable  dowel 
"  pins  interposed  between  the  rear  end  of  the  cylinder  A  and  forward  side  of  25 
''  the  valve  block  I,  and  between  the  rear  side  of  the  valve  block  and  the 
*'  cylinder  head  or  handle  base  E,  hold  the  cylinder,  valve  block,  and  head  E  in 
"  position  and  prevent  turning  of  them  relatively  to  each  other.    The  novel 
"  lock  which  co-operates  with  the  coupling  sleeve  to  prevent  unscrewing  of  the 
"  latter  will   be    hereafter    described.      The  portion  of  the  piston  chamber  30 
'^  within  the  cylinder  A  consists  of  a  straight  cylindrical  bore  whose  rear  end 
*'  opens  at  its  full  diameter  through  the  rear  end  of  the  cylinder  A,  and  whose 
^^  front  end  is  partially  closed  by  the  annular  shoulder  or  ring  J  let  within  the 
"  cylinder  A.     The  extreme  forward  end  of  the  cylinder  A  is  in  the  present 
<^  instance  bored  out  to  the  same  diameter  as  the  piston  chamber,  and  has  driven  35 
'*  into  it,  so  as  to  be  held  in  fixed  position  therein,  a  chisel  sleeve  or  bushing  K. 
^'  The  rounded  rear  end  of  the  shank  of  the  chisel  or  other  working  tool  L 
^^  extends  through  the  sleeve  or  bushing  K,  and  in  the  present  instance  through 
''  the  ring  J  to  a  point  about  flush  with  the  rear  face  of  the  latter. 

*^  The  piston  M  consists  of  a  solid  cylindrical  piece  of  steel  fitting  the  bore  40 
"  within  the  cylinder  A,  and  in  the  present  instance  provided  with  a  circum- 
"  forential  groove  M*  near  its  rear  end,  and  also  having  formed  upon  its  front 
*'  end  (for  a  purpose  hereafter  explained)  a  short  projecting  stem  N  which 
"  contacts  witli  the  rear  end  of  the  shank  of  the  tool  L  when  the  piston 
"  reaches  the  forward  end  of  its  stroke.  45 

**  The  valve  0,  Figure  5,  consists  of  a  very  thin  steel  shell,  which  is  circular 
"  in  cross-section  at  all  points  in  its  length,  but  of  irregular  shape  in  longitudinal 
"  section,  and  the  passage  through  which  is  at  its  smallest  diameter  somewhat 
"  larger  than  the  piston  M.  Near  its  left  hand  or  forward  end  the  valve  0  is 
*'  provided  upon  its  exterior  with  a  circumferential  groove  a,  while  immediately  50 
^^  at  the  right  or  rear  of  its  middle  line  it  is  formed  into  an  outwardly  projecting 
"  hollow  flange  or  ring  b  whose  left  hand  or  forward  face  forms  an  annular 
*'  pressure  area  c  against  which  the  motive  fluid  acts  to  move  the  valve  rearward 
"  or  to  the  right  in  the  manner  hereinafter  explained.  Near  its  right  hand  or 
"  rear  end  the  valve  is  formed  with  an  annular  shoulder  or  pressure  area  d,  55 
'^  against  which  the  motive  fluid  acts  to  force  the  valve  forwar<l,  as  hereafter 
"  explained. 
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'*  The  valve  0  fits  within  the  valve  block  T,  which  latter  is  composed  of  two 

parte,  a  main  portion  or  body  I,  and  a  flanged  ring  or  disk  I^  fittinfir  against 

the  rear  face  of  the  block  I.    The  left  hand  or  forward  half  of  the  block  I  is 

"  bored  out  to  a  given  diameter  corresponding  to  the  external  diameter  of  the 

5  **  left  hand  or  forward  half  of  the  valve  0,  while  the  right  hand  rear  half  of 

"  the  block  I  is  bored  out  to  a  larger  diameter  corresponding  to  the  external 

"  diameter  of  the  projectiiig  ring  b  of  the  valve.    A  circular  flange  or  ring  I" 

"  projecting  from  the  left  hand  forward  face  of  the  ring  P  enters  and  snugly 

*'  fits  within  the  rear  end  of  this  larger  bore  of  the  block  I,  leaving  a  space 

10  ^*  between  the  forward  side  of  said  flange  and  the  annular  shoulder  at  the 

"  forward  end  of  the  larger  bore  of  the  block  I,  within  which  space  the  pro- 

"  jecting  ring  b  of  the  valve  fits  and  travels  back  and  forth  as  the  valve  is 

"  moved  in  one  direction  or  the  other.    The  surface /of  the  valve,  between  the 

"  ring  b  and  the  pressure  area  d,  Figure  .S,  snugly  fits  within  the  flange  I"  of 

15  "  the  ring  I\  Figures  3  and  4,  while  the  surface  G  ac  the  rear  end  of  the  valve 

"  snugly  fits  within  the  circular  opening  in  the  ring  I*  when  the  valve  is  in 

"  right  hand  rearward  position,  as  in  Figures  1  and  4. 

"  When  the  valve  is  in  rearward  position,  Figures  1  and  4  there  is  an  annular 
**  space  or  chamber  e  between  the  pressure  area  c  of  the  valve  and  the  front 
20  '*  side  of  the  inner  edge  of  the  ring  I*.  The  former  may  be  called,  for  con- 
"  venience  of  description,  the  space  or  chamber  in  front  of  the  valve,  and  the 
^'  latter  the  space  in  rear  of  the  same.  When  the  motive  fluid  is  admitted  to 
"  the  space  e^  it  will  act  upon  the  area  d  of  the  valve  and  will  force  the  latter 
'^  forward  if  there  is  no  motive  fluid  in  the  space  e  acting  upon  the  larger  area  d 
25  *'  of  the  valve.  When  the  motive  fluid  is  admitted  to  the  space  e  the  pressure 
*'  against  the  front  of  the  valve  will  overcome  that  against  the  rear,  and  force 
**  the  valve  rearward. 

"  The  larger  bore  of  the  block  1  is  provided  about  midway  of  its  length  with 

"  an  internal  circumferential  groove  h  which  communicates  by  a  series  of 

30  ^'  radial  ports  i  with  an  annular  open  spaced  around  the  valve  block  immediately 

"  in  rear  of  the  right  hand  rear  end  of  the  coupling  sleeve  0,  Figures  1  and  2, 

^'  and  this  space  y  opens  to  the  outer  atmosphere  tlurough  a  series  of  holes  k  in 

"  the  lower  side  of  the  threaded  cap  D  which  screws  over  the  coupling 

"  sleeve  C.    The  groove  h  is  therefore  an  exhaust  passage  constantly  open  to 

35  "  the  atmosphere.    The  ring  b  is  provided  with  a  series  of  slots  I  which  when 

"  the  valve  is  in  right  hand  rear  position  register  with  the  groove  h  and  thereby 

"  place  the  interior  of  the  valve  in  communication  with  the  exhaust.    When 

"  the  valve  is  moved  forward  (to  the  left)  the  slots  I  are  carried  away  from  the 

"  groove  h  and  the  communication  between  the  interior  of  the  valve  and  the 

40  *'  exhaust  cut  off. 

**  The  smaller  bore  of  the  valve  block  I  is  provided  with  two  internal  circum- 
"  ferential  grooves  m,  n,  for  a  purpose  hereafter  explained,  the  groove  m  being 
"  considerably  deeper  than  the  groove  n.  When  the  valve  is  in  forward  left 
^'  hand  position  these  two  grooves  are  put  into  communication  with  each  other 
45  **  by  the  circumferential  groove  a  upon  the  exterior  of  the  valve.  The  rear 
*'  groove  n  communicates  by  a  passage  o  with  the  exhaust  port  i,  so  that  said 
*^  groove  n  is  always  open  to  the  exhaust,  and  when  it  is  placed  in  communica- 
**  tion  with  the  groove  m  by  the  groove  a  of  the  valve  the  groove  m  will  then 
"  likewise  be  open  to  the  exhaust.  For  the  purpose  of  furnishing  freer  com- 
50  **  municatioik  between  the  groove  n  and  the  exhaust  there  are  preferably  several 
"  passages  o  connecting  said  grooves  with  different  ports  t. 

**  A  passage  opening  into  the  piston  chamber  at  P,  Figures  1  and  2,  leads  rear- 
"  ward  through  the  wall  of  the  cylinder  and  through  the  wall  of  the  valve 
'*  block  I  and  opens  into  the  annular  space  e  in  front  of  the  pressure  area  c  of 
55  *'  the  valve,  Figures  4  and  5.  A  second  passage  opening  into  the  piston  chamber 
•*  at  Q  leads  rearward  through  the  wall  of  the  cylinder  and  wall  of  the  valve 
**  block  I  and  opens  by  a  radial  port  into  the  groove  n  in  the  valve  block,  as 
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"  indicated  by  the  dotted  lines  in  Figures  4  and  5.  Inasmuch  as  the  groove  n 
"  is  constantly  open  to  the  exhaust  it  will  be  seen  that  the  passage  Q  constantly 
"  communicates  with  the  exhaust  and  will  open  the  front  end  of  the  piston 
"  chamber  to  the  exhaust  whenever  the  front  end  of  said  passage  is  uncovered 
"  by  the  piston,  ai  in  Figure  2.  The  provision  of  a  separate  passage  Q  leading  5 
*/  back  to  the  exhaust  at  the  rear  end  of  the  tool  is  not  essential,  since  there 
'*  might  be  instead  simply  a  radial  exhaust  port  extending  through  the  wall 
"  of  the  cylinder  at  the  point  now  occupied  by  the  front  end  of  either  the 
"  passage  Q  or  the  passage  P,  and  the  passage  Q  be  thus  dispensed  with.  It  js 
"  preferable,  however,  to  carry  the  exhaust  back  to  the  rear  of  the  tool,  and  10 
"  hence  the  provision  of  the  passage  Q  in  the  present  instance. 

"  A.  third  passage  R  opens  into  the  piston  chamber  near  the  front  end  of  the 
"  latter,  and  leads  thence  rearward  through  the  wall  of  the  cylinder  and  into 
"  the  wall  of  the  valve  block  I  and  communicates  with  the  groove  m  in  the 
"  valve  block.  The  rear  end  of  this  passage  R  also  communicates  by  a  small  1& 
"  passage  S  with  the  space  e  in  front  of  the  pressure  area  c  of  the  valve,  as 
"  indicated  by  the  dotted  lines  in  Figures  1,  2,  3,  and  4. 

"  A  passage  T  opening  into  the  piston  chamber  at  a  point  in  front  of  the  rear 
"  end   of   the   piston   when  the  latter  is  in  forward  position,  Figure  1,  leads 
•*  thence  rearward  through  the  wall  of  the  cylinder  and  communicates  with  a  30 
"  small  passage  U  extending  through  the  wall  of  the  valve  block  I  and  also 
"  opening  into  the  space  e  in  front  of  the  valve. 

•'  The  supply  inlet  G  which  extends  through  the  handle  P  of  the  tool  opens 
**  at  its  forward  end  into  a  circular  groove  V  formed  in  the  forward  face  of  the 
**  head  E.  Communicating  at  its  rear  end  with  this  groove  V  is  a  passage  T^  25 
"  extending  forward  through  the  valve  block  I  V  and  the  wall  of  the  cylinder  A, 
"  and  opening  into  the  piston  chamber  at  about  the  same  point  in  its  length  as 
*•  the  passage  T,  (see  dotted  lines  in  Figures  1,  4,  and  5,  and  full  lines  in 
**  Figure  6,  in  which  latter  the  front  end  of  the  passage  is  shown).  Inasmuch 
**  as  the  groove  V  in  the  head  E  is  constantly  filled  with  the  motive  fluid  from  30 
"  the  inlet  G,  the  passage  T^  will  likewise  be  constantly  filled  with  it,  and  when 
**  the  piston  M  is  in  forward  position  its  grooves  M^  will  put  the  forward  end 
"  of  the  passage  T^  into  communication  with  the  passage  T,  as  in  Figure  I,  and 
"  the  motive  fluid  be  thereby  admitted  through  the  passages  T  U  to  the  space  e 
"  in  front  of  the  valve,  as  hereafter  explained.  ^ 

"  Registering  with  the  groove  V  in  the  head  E  is  a  circular  row  of  holes  W  bored 
"  into  the  flanged  ring  P  of  the  valve  block.  Figure  6,  in  such  position  that  their 
"  inner  sides  cut  through  the  inner  surface  of  the  flange  I"  of  the  said  ring, 
"  Figures  1,  2,  4,  and  5,  and  thereby  furnish  communication  between  the 
"  groove  V  in  the  circular  head  E  and  the  space  e^  at  the  rear  of  the  annular  40 
"  shoulder  or  pressure  area  d  of  the  valve,  with  the  result  that  the  motive 
"  fluid  admitted  through  the  inlet  G  in  the  handle  to  the  annular  groove  V 
"  in  the  head  E  may  pass  through  the  holes  W  and  constantly  act  upon  the 
"  pressure  area  d  of  the  valve  and  tend  to  force  the  latter  forward. 

"  One  or  more  of  the  holes  W  communicates  by  a  passage  X  with  the  larger  45 
"  bore  of  the  valve  block  I,  said  passage  opening  into  the  space  e  in  front  of 
"  the  valve  when  the  latter  is  in  rearward  position,  as  in  Figures  1  and  4,  and 
"  being  closed  by  the  ring  h  of  the  valve  when  the  latter  is  in  forward  position, 
"  as  in  Figures  2  and  5.  The  capacity  of  the  passage  X  is  greater  than  that  of 
"  the  passage  S,  (or  preferably,  to  the  same  end,  there  are  Beveral  small  50 
II  passages  X  connecting  the  space  e  in  front  of  the  valve  with  different  ones  of 
'*  the  holes  W,  instead  of  a  single  large  passage,)  so  that  motive  fluid  may  be 
I*  admitted  to  the  space  c  by  the  passage  or  passages  X  faster  than  it  can  escape 
*'  through  the  passage,  for  a  purpose  hereafter  explained. 

Under  the  construction  and  arrangement  above  described  the  operation  of  55 
"  the  tool  is  as  follows ;  starting  with  the  piston  and  valve  in  the  position  shown 
"  in  Figures  1  and  4  :  In  such  position  of  the  parts  the  motive  fluid  admitted 
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**  through  the  inlet  O  to  the  annular  groove  V  in  the  cylinder  head  E  will  pass 
**  through  the  holes  W  into  the  space  e^  and  act  upon  the  pressure  area  d  of  the 
'*  valve  and  tend  to  force  the  latter  forward,  but  the  motive  fluid  in  the  space  e 
*'  in  front  of  the  pressure  area  c  of  the  valve,  (admitted  thereto  in  the  manner 

5  ^*  hereafter  explained  (acting  upon  such  larger  area,  will  serve  to  hold  the  valve 
^*  in  rearward  position  against  the  pressure  exerted  on  the  area  d.  From  the 
*'  annular  space  e  in  front  of  the  valve  the  motive  fluid  will  pass  through  the 
'^  passage  S  into  the  passage  R,  and  through  the  latter  to  the  front  end  of  the 
^^  piston  chamber,  where  it  will  act  upon  the  front  end  of  the  piston  and  drive 
10  ^^  the  latter  rearward,  the  rear  end  of  the  piston  chamber  being  at  such  time  open 
*'  to  the  exhaust  through  the  slots  I  in  the  valve  and  the  exhaust  groove  h  in  the 
^^  valve  block  I,  the  groove  h  as  before  explained  being  constantly  open  to  the 
'^  outer  air  through  the  holes  i,  annular  space  j  and  holes  k.  When  the  piston 
'« has  moved  rearward  far  enough  to  uncover  the  front  end  of  the  exhaust 
15  **  passage  Q  the  motive  fluid  in  the  front  end  of  the  piston  chamber  will  escape 
^^  through  such  passage  and  the  groove  n  and  its  connections,  heretofore 
^'  explained,  to  the  outer  air.  The  front  end  of  the  passage  P  will  be  uncovered 
*<  at  the  same  time  as  the  passage  Q  and  the  motive  fluid  in  the  space  e  in  front 
*^  of  the  valve  will  escape  through  the  passage  P  into  the  piston  chamber  and 

30  '*  thence  through  the  exhaust  passage  Q  and  its  connections  to  the  outer  air. 
^'  The  exhaust  passage  P  leading  from  the  space  in  front  of  the  valve  being 
''  much  larger  than  the  passage  (or  passages)  K  by  which  the  motive  fluid  is 
^*  supplied  to  such  space  the  pressure  upon  the  area  c  of  the  valve  will  be  greatly 
^  diminished  when  the  front  end  of  the  exhaust  passage  P  is  uncovered  by  the 

35  '*  piston,  so  that  the  pressure  of  the  motive  fluid  in  rear  of  the  valve,  which  is 
'*  acting  constantly  upon  its  smaller  pressure  area  d^  will  force  the  valve  forward 
^*  to  the  position  shown  in  Figures  2  and  5,  whereupon  the  projecting  ring  b  of 
"  the  valve  will  close  the  front  end  of  the  passage  X  and  cut  oflE  the  supply  of 
**•  motive  fluid  from  the  space  in  front  of  the  valve,  thereby  permitting  the 

30  "  pressure  upon  the  smaller  area  d  of  the  valve  to  hold  the  latter  in  forward 
<*  position.  When  the  valve  is  thus  moved  to  forward  position  its  extreme  rear 
"  end  will  have  been  carried  forward  beyond  the  circular  inner  edge  of  the 
'*  ring  I'  of  the  valve  block,  leaving  an  annular  opening  p  entirely  around  the 
<*  rear  end  of  the  valve,  between  the  latter  and  the  inner  edge  of  the  ring  I\ 

35  "  (Figures  2  and  5,  through  which  opening  the  motive  fluid  may  pass  from  the 
"  holes  W  and  annular  space  c^*  to  the  interior  of  the  valve,  and  there  acting 
^  upon  the  rear  end  of  the  piston  drive  the  latter  forward  again.  As  the  piston 
^<  moves  forward  the  air  in  front  of  it  can  escape  through  the  exhaust  passage  Q 
^'  until  the  latter  is  closed  by  the  front  end  of  the  piston,  and  thereieiter  can 

40  ^*  escape  through  the  passage  R  into  the  groove  m  in  the  valve  chamber,  which 
^'  groove,  when  the  valve  is  in  the  position  it  occupies  while  the  piston  is 
^^  moving  forward,  is  in  communication  with  the  exhaust  groove  n  through  the 
*^  medium  of  the  groove  a  in  the  exterior  surface  of  the  valve,  so  that  the  air 
^*  driven  backward  through  the  passage  R  may  escape  to  the  outer  air.     When 

45  ^'  Uie  piston  has  moved  forward  far  enough  for  its  groove  M^  to  place  the  front 
*^  end  of  the  live  air  passage  T^  in  communication  with  the  passage  T  the  motive 
**  fluid  from  the  passage  'F  will  pass  through  the  passages  T  and  U  to  the  space 
^  in  front  of  the  pressure  area  c  of  the  valve,  Figures  2  and  3,  and  there  acting 
'*  upon  said  area  of  the  valve  will  overcome  the  constant  pressure  which  is  acting 

50  ^^  upon  the  smaller  area  d  of  the  valve  and  force  the  valve  rearward  again.  This 
«'  rearward  movement  of  the  valve  will  open  the  front  end  of  the  passage  X  and 
^'  again  admit  motive  fluid  through  the  latter  to  the  space  e  in  front  of  the  valve, 
^  and  will  also  open  the  passage  S  leading  from  such  space  to  the  passage  R  and 
*'  front  end  of  the  piston  chamber.    It  will  also  open  the  interior  of  the  valve  to 
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'<  the  exhaust,  through  the  slots  I  and  exhanst  groove  A,  so  that  the  pressure 
*'  behind  the  piston  may  escape,  and  will  cut  off  the  exhaust  from  the  passage  R 
*^  and  front  end  of  the  piston  chamber  by  disconnecting  the  grooves  m  and  n,  so 
^*  that  the  motive  fluid  admitted  to  the  front  end  of  said  chamber  through  the 
'^  passages  S  and  R  will  drive  the  piston  rearward  again.  The  rearward  move-  5 
"  ment  of  the  piston  will  carry  its  groove  M*  away  from  the  front  ends  of  the 
*'  passages  T  and  T^  and  close  the  communication  between  them,  and  the 
^'  admission  of  motive  fluid  from  the  live  air  passage  T^  to  the  space  e  in  front 
"  of  the  valve  be  thereby  cut  off  ;  but  the  motive  fluid  admitted  to  such  space 
"  through  the  .passage  (or  passages)  X  will  serve  to  hold  the  valve  in  rearward  10 
'^  position,  notwithstanding  the  escape  of  motive  fluid  through  the  passage  S, 
'^  since  the  latter  is  of  sufficiently  less  capacity  than  the  passage  or  passages  X 
*'  for  that  purpose. 

''  It  will  be  understood  that  while  the  passage  T^  is  put  into  communication 
^<  with  the  passage  T  by  the  groove  M^  to  shift  the  valve,  before  the  front  end  15 
^*  of  the  piston  strikes  the  shank  of  the  tool  L,  the  momentum  of  the  piston  and 
'*  the  expanding  pressure  behind  it  carries  it  on  forward  into  contact  with  the 
*'  tool ;  and  that,  likewise,  while  the  exhaust  passage  Q  is  uncovered  by  the 
^^  front  end  of  the  piston  before  the  latter  has  reached  its  rearward  limit  of 
*'  stroke,  the  momentum  of  the  piston  and  the  expanding  pressure  behind  it  20 
'^  will  carry  it  on  rearward,  the  motive  fluid  admitted  in  rear  of  it  by  the 
<*  shifting  of  the  valve  before  it  completes  its  rearward  stroke  serving  to 
''  cushion  it  at  the  end  of  such  stroke.  The  desideratum  is  to  so  adjust  and 
^'  time  the  operation  of  the  parts  that  the  piston  shall  be  moved  rearward  as 
*^  far  as  may  be  possibly  done  without  danger  of  its  rear  end  hammering  against  25 
*'  the  cylinder  head,  in  order  that  as  long  a  forward  stroke  as  possible  may  be 
*'  obtained.  The  parts  may  be  so  adjusted  that  the  piston  will  move  at  its 
'*  rearward  stroke  to  or  beyond  the  position  shown  in  Figure  2,  and  there  be 
*'  cushioned  by  the  newly  admitted  motive  fluid  and  not  allowed  to  strike  the 
"  cylinder  head  E.  30 

*^  The  live  air  passage  T^  and  the  groove  M^  in  the  piston  may  be  dispensed 
*^  with  by  opening  the  front  end  of  the  passage  T  into  the  piston  chamb(Br  at  a 
*^  point  slightly  in  rear  of  the  rear  end  of  the  piston  when  the  latter  is  in  its 
^'  forward  position,  as  shown  in  Figure  10,  instead  of  having  it  open  into  the 
*^  piston  chamber  at  the  point  shown  in  Figures  1  and  2.  Under  such  arrange-  35 
<'  ment  of  the  passage  T  (and  dispensing  with  the  passage  T^  and  groove  M'  in 
''  the  piston),  when  the  piston  approached  its  forward  limit  of  stroke  and  its 
^  rear  end  uncovered  the  front  end  of  the  passage  T  the  live  air  in  rear  of 
^^  the  piston  chamber  would  pass  through  the  passages  T  and  U,  to  the  space  e 
"  at  the  front  of  the  valve,  and  there  acting  upon  its  pressure  area  c  force  40 
^*  it  rearward,  just  as  does  the  live  air  admitted  from  the  passage  T'  through 
*'  the  passages  TU  in  the  construction  illustrated  in  Figures  1  and  2.  The 
'<  passage  U  is  of  such  limited  size  that  its  capacity  combined  with  that  of 
^^  the  passage  S  is  less  than  the  capacity  of  the  passage  or  passages  X,  so  that 
'<  the  motive  fluid  would  be  admitted  by  the  latter  to  the  front  side  of  the  45 
*'  valve  faster  than  it  could  escape  through  the  passages  U  and  S,  (after 
"  the  rearward  movement  of  the  valve  opened  the  rear  end  of  the  piston 
"  chamber  to  the  exhaust)  and  serve  to  hold  the  valve  in  rearward  position 
^*  notwithstanding  the  escape  of  motive  fluid  through  the  passages  U  and  S. 
*'  As  soon  as  the  piston  began  to  move  rearward  the  front  end  of  the  passage  T  50 
*'  (Figure  10)  would  be  closed  by  the  piston,  so  that  there  could  then  be  no 
*^  furUier  escape  of  motive  fluid  through  the  passage  U.  In  tools  of  some 
"  sizes,  and  under  some  conditions,  however,  I  have  found  the  valve  to  operate 
"  better  when  moved  rearward  by  live  air  admitted  to  its  front  side  directly 
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'^  from  the  source  of  supply,  as  distinguished  from  that  admitted  to  it  from 
^'  the  piston  chamber  under  the  modification  shown  in  Figure  10,  and  I  have 
'^  therefore  illustrated  and  described  my  preferred  construction  as  embodying 
^'  the  live  air  passage  T*  and  groove  M^  in  the  piston,  as  in  Figures  1  and  2, 
5  '^  although  the  arrangement  explained  in  connection  with  Figure  10  is  entirely 
"  satisfactory  in  many  tools,  and  is  clearly  within  the  broader  scope  of  my 
"  invention. 

"  Under  the  preferred  construction  shown  in  Figures  1  and  2  it  is  not 
^^  essential  that  the  passage  U  shall  be  made  of  such  limited  capacity  as  has 
10  '^  been  described,  but  under  the  construction  in  Figure  10  it  is  necessary  that  it 
"  shall  have  such  limited  capacity,  or  else  that  a  check-valve  be  interposed  in  it 
^^  to  prevent  the  escape  of  motive  fluid  from  the  space  e  in  front  of  the  valve 
^^  when  the  rear  end  of  the  piston  chamber  is  opened  to  the  exhaust. 

^'  From  the  foregoing  description  of  my  new  tool  it  will  be  seen  that  inasmuch 

15  '^  as  the  rear  end  of  the  piston  chamber  extends  entirely  through  the  valve 

^^  block  and  valve  the  space  occupied  by  the  latter  is  not  provided  at  the  expense 

^'  of  the  piston  chamber,  and  that  said  chamber  is  as  long  as  it  could  be  made 

^^  even  if  the  valve  were  arranged  in  a  chamber  at  one  side  of  and  parallel  to 

'^  the  piston  chamber,  instead  of  in  line  and  concentric  therewith.    In  the  tool 

20  '^  from  which  the  drawings  were  made  the  longitudinal  thickness  of  the  valve 

'^  block  is  about  an  inch  and  a  quarter,  (as  will  appear  from  the  full-sized  views 

^*  of  said  blocks  in  Figures  4  and  5,)  and  in  tools  of  the  same  size  made  in 

^'  accordance  with  my  previously  mentioned  patent  the  valve  blocks  were  of 

'*  approximately  the  same   longitudinal    thickness.    In   such  prior  tools  the 

25  "  piston  chamber  necessarily  terminated  at  the  forward  side  of  the  valve  block, 

^'  while  in  my  present  tool  it  extends  entirely  through  the  valve  block,  so  that 

*'  iQ  a  tool  of  given  length  as  a  whole  the  piston  chamber  under  the  construction 

'^  of  my  present  tool  may  be  made  more  than  an  inch  longer  than  under  the 

''  construction  employed  in  my  prior  tool,  with  the  consequent  possibility  of 

30  "  correspondingly  increasing  the  length  of  the  piston  and  the  power  of  action 

"  of  the  tool. 

"  Inasmuch  as  the  valve  in  my  new  tool  consists  of  an  exceedingly  thin  steel 

"  shell,  and  is  consequently  very  light,  and  inasmuch  as  its  limit  of  movement 

^'  is  very  short,  not  exceeding  an  eighth  of  an  inch  in  a  tool  of  the  size  from 

35  *'  which  the  drawings  were  made   (Figures  4  and  5),  it   follows  that  the 

**  momentum  acquired  by  the  valve  in  its  rapid  reciprocations  is  very  slight, 

^'  and  is  not  su£&cient  to  so  hammer  the  valve  against  the  abutments  at  the 

^'  opposite  ends  of  its  strokes  as  to  cause  damage  and  rapid  wear  of  the  valve. 

^^  tinder  the  construction  shown  in  Figures  1  and  2  (which  includes  the  live 

40  ^'  air  passage  T^  and  the  groove  M^  in  the  piston)  the  auxiliary  passage  X  is 

"  necessary  only  for  the  purpose  of  supplying  motive  fluid  to  the  front  end  of 

^'  the  piston  chamber,  through  the  passage  S,  and  in  event  (sic)  some  other 

*'  passage  controlled  by  the  valve  for  supplying  the  motive  fluid  to  the  fi-ont 

^^  end  of  the  piston  chamber  were  substituted  for  the  passage  S,  as  might  be 

45  ^^  done,  the  auxiliary  passage  would  be  unnecessary.    Under  the  construction 

**  shown  in  Figure  10,  however,  the  auxiliary  passage  X  is  necessary  for  the 

*^  further  purpose  of  supplying  motive  fluid  to  the  larger  area  of  the  valve,  to 

<*  hold  the  latter  in  rearward  position  after  it  has  been  moved  thereto  by  the 

**  motive  fluid  admitted  to  it  from  the  piston  chamber  through  the  passage  TU. 

50  "  As  will  be  understood,  the  rearward  movement  of  the  valve  opens  the  rear 

*<  ends  of  the  piston  chamber  to  the  exhaust  and  the  motive  fluid  which  had 

*^  been  admitted  to  the  larger  area  of  the  valve  through  the  passage  TU  in 

"  Figure  10  would   escape  backward  through  said  passage  and  permit  the 

"  pressure  behind  the  valve  to  force  it  forward  again  if  it  were  not  for  the 

55  "  provision  of  the  auxiliary  passage  X  for  supplying  motive  fluid  to  the  larger 

'^  area  of  the  valve  faster  than  it  can  escape  therefrom.    Under  the  construction 

*^  shown  in  Fignre  10,  therefore,  the  provision  of  the  auxiliary  passage  X,  and 

3  F 
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*'  the  reduction  in  size  of  the  portion  U  of  the  paasage  leading  to  the  piston 
*^  chamber,  enable  me  to  dispense  with  the  check  Talve  which  in  the  miiehine 
^  of  my  prior  patent  was  employed  in  the  passage  leading  from  the  piston 
^'  chamber  to  the  larger  area  of  the  Talve,  and  the  anxiliary  passage  X  thus 
"  serves  a  useful  purpose  in  the  construction  shown  in  Figure  10  quite  5 
^  independently  of  its  function  of  supplying  motive  fluid  to  the  passage  S 
"  leading  to  the  front  end  of  the  piston  chamber. 

''  From  the  foregoing  it  will  be  understood  that  while  the  auxiliary  passage 
'^  serves  the  purpose  in  the  construction  of  Figures  1  and  2  of  supplying  motive 
^*  fluid  to  the  front  end  or  the  piston  chamber,  and  while  in  the  construction  of  10 
'<  Figure  10  it  serves  that  purpose  and  also  the  further  purpose  of  rendering 
''  unnecessary  any  check  valve  in  the  passage  leading  from  the  piston  chamber 
"  to  the  larger  area  of  the  valve,  it  nevertheless  is  not  absolutely  essential 
^^  to  either  construction,  and  may  be  dispensed  with  in  the  former  by  sub- 
'*  stituting  some  other  passage  for  the  passage  S,  as  heretofore  explained,  and  in  15 
'*  the  latter  by  making  the  same  substitution  and  by  placing  a  check  valve  in  the 
*^  passage  between  the  piston  chamber  and  larger  area  of  the  valve,  as  in  my 
^^  prior  machine.  So  far  as  I  am  aware,  however,  the  valve  mechanism  of  my 
^  new  tool  is  the  flrst  instance  in  which  an  auxiliary  passage  such  as  the 
^'  passage  X,  co-operating  with  the  valve  in  the  manner  described,  has  been  20 
^*  employed  for  either  of  the  purposes  mentioned.  It  therefore  forms  a  novel 
''  and  useful,  even  though  not  absolutely  essential,  feature  of  my  new  valve 
«<  mechanism,  and  may  also  be  employed  in  connection  with  valves  of  other 
''  form  than  that  herein  shown  and  described,  such,  for  instance,  as  the  valve  of 
**  my  prior  patent.  25 

"  The  purpose  of  the  stem  N  projecting  from  the  front  end  of  the  piston  M  is 
^  to  provide  a  cushion  for  the  piston  at  the  end  of  its  forward  stroke,  and  preyent 
"  its  striking  the  shoulder  J  at  the  front  end  of  the  piston  chamber,  whenever  the 
"  chisel  or  other  working  tool  L  is  not  in  position  to  receive  the  blows  of  the 
*'  piston  and  arrest  the  latter.  At  such  time  the  stem  N  will  enter  and  snugly  30 
*'  fit  the  opening  within  the  annular  shoulder  or  ring  J,  and  as  the  front  end  of 
"  the  passage  R  will  be  closed  by  the  front  end  of  the  piston  proper  at  about  the 
'<  same  time  the  air  between  the  end  of  the  passage  R  and  the  shoulder  J  will 
'^  be  trapped  and  serve  to  arrest  and  cushion  the  piston,  and  prevent  its  striking 
"  the  shoulder  J.  So  long  as  the  chisel  L  is  in  working  position,  however,  the  35 
*'  stem  N  is  not  necessary  for  this  purpose,  since  the  contact  of  tiie  piston  with 
'*  the  end  of  the  shank  of  the  chisel  will  serve  to  arrest  the  piston.  If,  therefore, 
**  means  were  provided  for  holding  the  working  tool  in  position  (as  is  frequently 
*^  done  in  tools  of  this  character)  the  piston  need  not  be  provided  with  the  stem 
''  N,  but  its  front'  end  be  left  the  same  as  its  rear  end,  the  shank  of  the  tool  L  in  40 
"  such  case  being  arranged  to  project  slightly  into  the  front  end  of  the  piston 
"  chamber,  to  receive  the  blows  of  the  piston,  and  the  passage  R  being  made  to 
'*  open  into  the  piston  chamber  nearer  the  front  end  of  the  latter.  In  such  event 
*'  the  piston  would  be  permitted  a  still  longer  stroke  than  in  the  present  instance. 

^*  It  will  be  noticed  that  the  shank  of  the  chisel  L,  by  closing  the  opening  45 
'^  which  leads  into  the  front  end  of  the  piston  chamber,  itself  forms  a  part  of 
'*  the  end  wall  of  said  chamber  or  the  abutment  against  which  the  motive  fluid 
'^  admitted  by  the  passage  R  acts  in  driving  the  piston  rearward.    So  far  as  I 
'^  am  aware  I  am  the  first  in  the  art  to  employ  the  shank  of.  the  chisel  or 
^*'  working  tool  for  this  purpose,  or  to  so  construct  and  arrange  the  parts  that  it  50 
^^  could  be  employed  for  this  purpose.    By  so  employing  it  the  variety  of  means 
^'  heretofore  used  for  closing  the  front  end  of  the  piston  chamber  are  entirely 
*'  dispensed  with,  &nd  the  construction  of  the  tool  simplified  and  cheapened.    I 
**  have  found  from  experiments  and  practical  use  of  tools  of  this  character  that 
•'  the  rebound  of  the  piston  from  contact  with  ttie  working  tool  is  of  itself  55 
'^  nearly  sufScient  to  return  the  piston  to  the  rear  end  of  the  piston  chamber,  so 
'^  that  but  a  small  quantity  of  motive  fluid  need  be  admitted  to  the  front  end  of 
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'^  the  piston  chamber  for  this  purpose,  and  that  the  front  end  of  the  piston 
'^  chamber  need  not  be  air-tight  in  order  that  the  motive  fluid  may  act  with 
^'  sufficient  force.  To  such  an  extent  is  this  true  that  no  great  care  need  be 
*'  exercised  in  having  the  shank  of  the  chisel  snugly  fit  the  chisel  sleeve  E  or 
5.  "  the  opening  within  the  ring  J,  and  I  have  found  the  tool  to  work  satisfactorily 
'*  in  some  instances  with  a  chisel  whose  shank  was  not  round,  but  hexagonal  in 
'^  shape,  the  round  shoulder  of  the  shank,  which  fits  against  the  outer  end  of 
"  the  chisel  sleeve,  serving  to  suflficiently  confine  the  motive  fluid  in  the  front 
"  end  of  the  piston  chamber. 

10  ^'  One  of  the  chief  objections  to  the  use  of  tools  of  this  character  has 
''  heretofore  been  the  shock  and  jar  incident  to  their  use,  which  caused  a  severe 
'*  strain  upon  the  workman  using  them.  These  shocks  and  jars  were  caused  to 
*^  an  equal  or  greater  extent  by  the  rearward  strokes  of  the  piston,  than  by  the 
"  forward  strokes  thereof.    As  before  stated,  I  have  discovered  that  the  rebound 

15  **  of  the  piston  from  contact  with  the  working  tool  is  of  itself  nearly  sufficient 
**  to  return  the  piston,  so  that  in  my  new  tool  I  have  arranged  to  admit  motive 
**  fluid  to  the  front  end  of  the  piston  chamber  through  a  very  small  passage  (S), 
''  and  to  cut  off  its  admission  thereto  and  open  the  exhaust  before  the  piston  has 
"  nearly  reached  its  rearward  limit  of  stroke,  with  the  result  that  the  rebound 

20  "  of  the  piston  from  contact  with  the  working  tool  is  aided  by  a  very  small 
^*  quantity  of  motive  fluid  admitted  in  front  of  the  piston  during  only  a  portion 
"  of  its  rearward  stroke,  so  that  while  the  piston  is  thrown  rearward  quickly 
'*  enough,  it  is  not  moved  with  sufficient  force  to  cause  the  objectionable  jarring 
"  of  the  tool  heretofore  referred  to    .    .    .    ." 

25      There  were  56  Claims,  but  only  the  following  are  material  for  this  Report : — 

''  1.  In  a  pneumatic  hammer,  a  valve  for  controlling  the  movements  of  the 

*'  piston,  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber  and 

'^  adapted  to  have  the  piston  pass  through  it,  and  provided  with  opposing 

**  pressure  surfaces  of  different  areas,  against  the  smaller  of  which  the  motive 

30  "  fluid  constantly  acts,  to  press  the  valve  in  one  direction,  and  to  the  larger  of 
^'  which  the  motive  fluid  is  intermittently  admitted,  to  move  the  valve  in  the 
•*  opposite  direction.  2,  In  a  pneumatic  hammer,  the  combination,  with  the 
'*  piston  chamber  and  piston,  of  a  valve  located  in  the  piston  chamber  and  con- 
'*  sisting  of  a  cylindrical  shell  through  which  the  piston  passes,  and  provided 

35  *^  with  differential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
'^  constantly  acts  to  press  the  valve  in  one  direction,  and  a  passage  controlled  by 
''  the  piston  for  intermittently  admitting  the  motive  fluid  to  the  larger  pressure 
'^  area  to  move  the  valve  in  the  opposite  direction.  3.  In  a  pneumatic  hammer, 
'*  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve  located  in 

40  '^  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical  shell 
^'  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its  rearward 
'^  stroke,  and  provided  with  differential  pressure  areas  against  the  smaller  of 
"  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction,  and 
'^  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward 

45  *^  stroke  to  admit  motive  flaid  to  the  larger  area  of  the  valve.  4.  In  a  pneumatic 
'^  hammer,  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve 
^*  located  in  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical 
*'  shell  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its 
''  rearward  stroke,  and  provided  with  differential  pressure  areas  against  the 

50  *^  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the  valve  forward, 
*'  and  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward 
'^  stroke  to  admit  motive  fluid  to  the  larger  area  of  the  valve,  to  move  the  valve 
^^  rearward.  5.  In  a  pneumatic  hammer,  the  combination,  with  the  piston 
^'  chamber  and  piston,  of  a  valve  located  in  the  rear  end  of  the  piston  chamber 

55  *^  and  consisting  of  a  cylindrical  shell  through  which  the  rear  end  of  the  piston 
*'  passes  at  the  end  of  its  rearward  stroke,  and  provided  with  differential 
*'  pressure  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to 

8  F  8 
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press  the  valve  forward,  and  a  passage  controlled  by  the  piston  and  opened  by 
the  latter  at  its  forward  stroke  to  admit  motive  fluid  to  the  larger  area  of  the 
valve,  to  move  the  valve  rearward,  said  valve  when  moved  forward  by  the 
constantly  acting  pressure  against  the  smaller  area  opening  an  annular  port 
around  its  rear  end  to  admit  the  motive  flnid  to  the  rear  end  of  the  piston 
chamber,  and  when  moved  in  the  opposite  direction  by  the  intermittent 
pressure  admitted  to  its  larger  area  opening  a  passage  leading  to  the  front  end 
of  the  piston  chamber.  6.  In  a  pneumatic  hammer,  the  combination,  with 
the  piston  chamber  and  piston,  of  a  valve  for  controlling  the  movements 
of  the  piston,  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber 
and    adapted    to    have    the   piston    pass    through    it,    and    provided    with 
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diiferential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 
by  the  piston  and  opened  by  the  latter  at  its  forward  stroke  to  admit 
motive  fluid  to  the  larger  area  of  the  valve,  and  an  exhaust  passage  15 
leading  from  said  larger  area  of  the  valve  and  opened  by  the  piston  at  its  rear- 
ward stroke.  7.  In  a  pneumatic  hammer,  the  combinauon,  with  the  piston 
chamber  and  piston,  of  a  valve  provided  with  differential  pressure  areas 
against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press 
the  valve  in  one  direction,  a  passage  controlled  by  the  piston  for  inter-  20 
mittently  admitting  the  motive  fluid  to  the  larger  area  of  the  valve, 
to  move  the  valve  in  the  opposite  direction,  and  an  auxiliary  passage 
opened  by  the  last  mentioned  movement  of  the  valve  to  admit  an  additioi^ 
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"  snpply  of  motive  fluid  to  the  larger  area  of  the  valve.  8.  In  a  pneumatic 
'^  hammer,  the  combination,  with  the  piston  chamber  and  piston  of  a  valve 
*^  having  differential  pressure  areas  against  the  smaller  of  which  the  motive 
**  fluid  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 
5  **  by  the  piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive 
**  fluid  to  the  larger  area  of  the  valve  and  move  the  latter  in  the  opposite 
"  direction,  an  auxiliary  passage  opened  by  the  last  mentioned  movement 
**  of  the  valve  to  admit  motive  fluid  to  the  larger  area  of  the  valve  directly  from 
^^the  source  of  supply,  and  an  exhaust  passage  leading  from  said  larger  area  of 

10  t*  the  valve  and  opened  by  the  piston  at  its  rearward  stroke,  said  exhaust 
"  passage  being  of  larger  area  than  the  auxiliary  passage  by  which  the  motive 
*:*  fluid  is  admitted  to  the  larger  area  of  the  valve.  9.  In  a  pneumatic  hammer, 
"  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve  having 
**  differential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 

15  **  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled  by  the 
**  piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive  fluid  t6 
^*  said  larger  area  of  the  valve  and  move  the  latter  in  the  opposite  direction, 
^  and  an  auxiliary  passage  opened  by  the  last  mentioned  movement  of  the  valve 
"  to  admit  motive  fluid  to  the  larger  area  of  the  valve  directly  from  the  source 

20  **  of  supply,  said  auxiliary  passage  exceeding  in  capacity  the  said  passage 
**  controlled  by  the  piston.  13.  In  a  pneumatic  hammer,  the  combination  with 
**  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure  areas 
^'  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
"  valve  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 

25  "  supply  to  the  piston  chamber  through  the  wall  of  the  latter  and  independently 
"  of  the  piston  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area 
'^  of  the  valve,  the  piston  operating  to  close  commanication  between  said 
**  passages  except  when  it  approaches  one  end  of  its  stroke,  and  then  place  said 
"  passages  in  communication  with  each  other  to  thereby  admit  the  motive  fluid 

30  **  to  the  larger  area  of  the  valve.  14.  In  a  pneumatic  hammer,  the  combination, 
•*  with  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure 
^  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
"  valve  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 
**  supply  to  the  piston  chamber,  and  a  passage  leading  from  the  piston  chamber 

35  **  to  the  larger  area  of  the  valve,  the  piston  being  provided  with  a  circum- 
**  ferential  groove  which  places  said  passages  in  communication  with  each  other 
**  as  the  piston  approaches  its  forward  limit  of  stroke,  to  thereby  admit  the 
"  motive  fluid  to  the  larger  area  of  the  valve,  and  the  piston  operating  at  its 
**  rearward  stroke  to  cut  off  such  communication  and   to  open  an  exhaust 

40  "  passage  from  the  larger  area  of  the  valve.  50.  A  pneumatic  hammer  having 
•*  a  piston  chamber  whose  front  end  is  partially  closed  by  an  annular  shoulder 
■"  surrounding  an  opening  adapted  to  receive  the  shank  of  the  working  tool,  so 
^*  that  said  tool  forms  part  of  the  end  wall  of  the  piston  chamber  against  which 
*^  the  motive  fluid  acts  to  force  the  piston  rearward,  in  combination  with  a 

45  "  piston  provided  upon  its  front  end  with  a  projecting  stem  adapted  to  enter 
"  and  fit  said  tool-receiving  opening  when  the  absence  of  the  working  tool  from 
•*  position  to  receive  the  blows  of  the  piston  permits  the  latter  to  make  an 
''  abnormal  forward  stroke,  whereby  the  piston  is  cushioned  at  the  ends  of  such 
^*  irtrokes  and  not  permitted  to  stroke  the  end  of  the  piston  chamber.     51.  A 

50  "  pneumatic  hammer  having  a  piston  chamber  whose  front  end  is  partially 
**  closed  by  the  integral  annular  shoulder  J  surrounding  the  opening  adapted  to 
"  receive  the  shank  of  an  unconnected  and  removable  working  tool  L,  and 
"  having  the  passage  R  for  admitting  the  motive  fluid  to  the  front  end  of  the 
*'  piston  chamber  where  it  may  act  upon  the  shoulder  J   and   shank  of  the 

55  "  tool  L  to  force  the  piston  rearward." 

JOn  the  21flt  of  September  1905  the  Consolidated  Pneumatic  I'ool  Co)npany  Ld. 
commenced  an  action  (hereinafter  called  the  first  action)  Vi^inBt Robert  Ingham 
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Clark,  John  Wilbur  Tiemey,  and  the  Philadelphia  Pneumatic  Tool  Company 
of  London  for  infringement  of  theae  two  Patents 

On  the  31st  of  Jaly  1905  the  same  PlaintifiEs  commenced  an  action  (hereinafter 
called  the  second  action)  against  Sir  W.  O.  Armstrong,  Whitworth  <fc  Co.   LdL, 
and  the  Olohe  Pneumatic  Engineering  Company  Ld.,  for  infringement  of  the  5 
1896  Patent.    On  the  6th  of  November  1905  the  writ  was  amended  bo  as  to 
include  the  1895  Patent. 

On  the  18th  of  July  1905  the  same  Plaintiffs  commenced  an  action  (hereinafter 
called  the  third  action)  against  the  Ingersoll  Sergeant  Drill  Company  and 
John  Macdonald  A  Son  for  infringement  of  the  1896  Patent.  10 

In  all  the  actions  the  nsaal  relief  was  sought,  except  that  costs,  were  claimed 
as  between  solicitor  and  client. 

The  Plaintiffs  by  their  Statements  of  Claim  (as  amended,  in  the  second  and 
third  actions)  alleged  that  they  were  the  owners  of  the  Patents,  that  the  Specifi- 
cation of  the  1895  Patent  was  duly  amended  on  the  27th  of  October  1898  and  the  15 
Specification  of  the  1896  Patent  on  the  25th  of  October  1898,  that  the  Claims  in 
the  original  Specifications  were  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge,  that  the  respective  Defendants  had  infringed,  and  that  in  an 
action  brought  by  the  Plaintiffs  in  these  actions  against  Charles  Churchill  &  Co. 
Ld.  on  the  Patents  (or,  in  the  third  action,  the  1896  Patent)  the  Plaintiffs  had  20 
recovered  judgmenl^  and  that,  a  Certificate  that  the  validity  of  the  Patents  (or 
Patent,  respectively)  had  come  in  question  had  been  granted  by  Mr.  Justice 
Buckley. 

By  their  Particulars  of  Breaches  (as  amended,  in  the  second  and  third  actioos) 
the  Plaintiffs  alleged  that  the  respective  Defendants  had  manufactured,  used,  25 
offered  for  sale  and  sold  (and,  in  the  first  and  third  actions,  impoited)  pneumatic 
hammers  constructed  in  accordance  with  (in  the  first  and  second  actions)  the 
inventions  described  in  the  Specifications  of  both  Patents  and  claimed  in 
Claims  42  and  43  of  the  1895  Patent  Specification  and  Claims  13, 14,  50,  and  51 
of  the  1896  Patent  Specification,  and  (in  the  third  action)  the  invention  described  30 
in  the  said  Claims  of  the  1896  Patent  Specification.  In  the  first  action  they 
also  alleged  that  in  or  about  the  months  of  February,  May,  June  and  August 
1904  the  Defendants  ordered  from  the  Philadelphia  Pneumatic  Tool  Company 
of  Philadelphia,  n.S.A.,  several  parcels  of  rivetting  and  chipping  hammers 
constructed  as  aforesaid  and  received  the  said  articles  in  this  realm  and  sold  some  35 
of  the  same  to  Sir  W.  O.  Armstrong,  Whitworth  A  Co.  Ld.,  and  others  to  persons 
then  unknown  to  the  Plaintiffs.  In  the  second  action  they  alleged  that  the 
pneumatic  chipping  hammer  No.  3256  (handle  No.  7462),  size  No.  3,  constructed 
as  aforesaid  and  manufactured  by  Sir  W.  O.  Armstrong,  Whitworth  A  Co.  Ld^ 
was,  on  the  7th  of  June  1905,  sold  by  the  Defendants  the  Olohe  Pneumatic  40 
Engifuering  Company  Ld.,  of  150  Queen  Victoria  Street,  London,  to  Mr. 
Alexander  Marshall,  Motherwell  Boiler  Works,  Coursington  Road,  Mother- 
well, near  Glasgow.  In  the  third  action  they  alleged  that  a  pneumatic 
chipping  hammer  described  as  a  4-H  Haeseler  Chipping  Hammer  No.  4522, 
was,  on  the  28th  of  June  1905  sold  by  the  Defendants  John  Macdonald  A  Son  45 
from  their  Leeds  branch  to  the  Deighion  Patent  Flue  and  Tube  Company  Ld.y 
of  Vulcan  Works,  Pepper  Road,  Leeds.  The  said  chipping  hammer  was  alleged 
to  have  been  constructed  in  iuMngement  of  the  1896  Patent  as  aforesaid,  and  to 
have  been  manufactured  and  imported  into  this  realm  and  supplied  by  the 
Defendants,  the  Ingersoll  Sergeant  Drill  Company,  to  their  co-Defendants.         50 

The  Drawing  given  on  p.  615  is  taken  from  a  Drawing  used  at  the  trial  by  the 
parties  in  the  first  two  actions,  and  shows  the  handle  of  the  hammer  (herein- 
after referred  to  as  the  Keller  hammer)  alleged  to  be  an  infringement  of 
the  1895  Patent  The  question  of  the  infringement  of  the  1896  Patent  was  not 
dealt  with  in  detail,  in  either  the  argument  or  the  judgments ;  it  has,  therefore,  55 
been  considered  unnecessary  to  give  descriptions  or  Drawings  of  the  alleged 
infringements. 
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By  their  respectiTe  Defences  (after  amendment,  in  the  third  action)  the 
reBpective  Defendants  denied  that  they  had  infringed,  and  alleged  that  the 
original  Olaims  were  not  framed  in  good  faith  or  with  reasonable  skill  or 
knowledge,  but  were  on  the  contrary  framed  without  reference  to  the  state  of 
knowledge  at  and  before  the  date  of  the  Patents  respectively  within  this  realm, 
and  that  ihe  Patents  were  contrary  to  law,  void,  and  of  none  effect.  They  also 
raised  a  Defence  as  to  the  claim  for  solicitor  and  client  costs. 


By  their  amended  Particnlars  of  Objections  the  respective  Defendants  in  all 
three  actions  alleged  that  the  alleged  inventions,  as  described  and  claimed  in  the 

10  Specification  of  the  1896  Patent,  were  not  useful,  and  that  the  cushioning  therein 
claimed  to  be  effected  was  not  so  effected,  and  the  contrivance  was  wholly 
useless  for  the  purpose  of  preventing  the  piston  striking  and  damaging  the 
shoulder  of  the  piston  chamber.  The  Defendants  in  the  third  action  also  alleged 
that  the  contrivance,  if  constructed  in  accordance  with  the  Specification,  would 

15  not  work.  The  respective  Defendants  also  alleged  that  the  alleged  inventions 
were  not  the  subject-matter  for  valid  Letters  Patent  and  were  not  matters 
requiring  any  invention  having  regard  to  the  state  of  common  public  knowledge 
at  the  date  of  the  Patent  and  to  the  prior  publications  mentioned  in  the  Par- 
ticulars of  Objections ;  and  that  they  were  not  new  but  had  previously  been 

20  published  within  this  realm  by  the  publication  at  the  Patent  OfiBce  of  the 
Specifications  therein  mentioned  and  specified  below. 

Pursuant  to  Order,  the  Defendants  in  the  first  and  second  actions  gave  (inter 
alia)  the  following  Particulars  : — (3)  They  alleged  that  the  following  Claims  in 
the  Specification  of  1895  were  wanting  in  subject-matter,  viz.,  the  general  Claim 

25  made  in  respect  of  a  check  valve  in  the  passage  printed  on  page  4,  lines  47  to  53 
of  the  Specification*  and  Claims  15,  16,  17,  20,  21,  and  42  to  46.  (4)  The 
Defendants  stated  that  the  Claims  in  the  Specification  of  1895  mentioned  in  the 
fourth  column  below  were  not  new,  and  the  parts  set  out  in  column  3  of  the 
Specifications  mentioned  in  column  1  were  relied  on  against  such  Claims. 


No.  and  date  of 
Specification. 

Name  of 

the 
Patentee. 

Parts  of  the  Specification 
relied  upon. 

Subject-matter 

in  question. 

Claims. 

30  1778,  A.D.  1865      ... 

Low 

Sheet  3  of  the  Drawings 
and  the  descriptions  com- 
mencing at  page  13,  lines 
10  to  18  relating  thereto. 

42  to  46. 

AjiUf  page  698,  line  8  to  line  9. 
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No.  and  date  of 
Specification. 


12,012,  A.D.  1848 


195,102,  U.S.A.  (pnb- 
liflhed  during  1877). 

11,427,  A.D.  1884   ... 


8267,  A.D.  1888 


14,547,  A.D.  1890   .. 


3586,  A.D.  1894 


4947,  A.D.  1894  (pub- 
liflhed  in  February, 
1895). 


531,834,  U.S.A.  (pub- 
lished during  1895). 

433,150,  U.S.A.  (pub- 
lished during  1890). 

48,421,  U.S.A.  (pub- 
lished during  1865). 

384,186,  U.S.A.  (pub- 
lished during  1888). 

185,805,  U.S.A.  (pub- 
lished during  1877). 


Name  of 

the 
Patentee. 


Jennings 


Dennis 


Carricaburu 


Barth 


Ross 


Crossley  and 
Atkinson. 

Nelson 


Chouteaud^Txd 
Cornwall. 

Schmidt 


Matthews 


Barth 


Waring 


Paris  of  the  Specification 
relied  upon. 


The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

Figure  9  of  the  Drawings 
and  the  descriptive  matter 
relating  thereto  on  page  6, 
line  41  to  the  end  of  the 
page,  page  7,  lines  1  to  9, 
and  page  8,  lines  43  to  50. 

Page  2,  lines  27  to  41,  and 
page  4,  lines  5  to  9,  and 
the  Drawings. 

Figures  1,  5,  and  6  of  the 
Drawings  and  descriptive 
matter  on  page  2,  lines  21 
to  27. 

Page  2,  lines  43  to  47  and 
the  Drawings. 

Page  1  of  the  Provisional 
Specification,  lines  39  to 
end,  and  Complete  Speci- 
fication, page  3,  lines  12 
to  20,  and  the  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 


Subject-naatter 

in  question. 

(jlaima. 


42  to  46  and 
63  and  64. 

15. 


The    Claim  5 
made     on 
page  4,  lines 
47  to  53. 


10 


42  to  44. 


42  to  44. 


15 


42to44 

42  to  44.  20 


32,  42,  43,  47,  25 

and  48. 


42  to  44. 


42  to  16,  63 
and  64.         30 

6,  IS,  42,  43, 
63  and  64. 

69  to  73. 


As  to  the  Specification  of  1896,  the  Defendants  alleged  as  follows  :— (5)  The  35 
i^^^"^Po     /  ^  ^®^  wanting  in  subject-matter-:  Noe.  1  to  5,  7  to  16^3^40^, 
and  50  to  53  ;  (6)  The  following  Claims  were  not  new ;  the  whole  of  each  of  the 
f  oUowmg  Specifications  was  relied  on  as  against  the  Claims  specified  in  bracketa : 
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Boyer  (No.  7672*  of  1895)  (as  against  Claim  13) ;  Doering  (No.  1704  of  1867,  and 
U.S.A.  Patent,  No.  72,465— an  abridgment  published  in  England  during  1869) ; 
Bailey  (U.S.A.,  No.  136,806— published  in  England  during  1873)  ?  Waring 
(U.S.A.,  No.  185,805— published  in  England  during  1877);  Hunt  (No;  358 
b  of  1877)  ;  BrazelleCa.^,K.,  No.  245,777— published  in  England  during  1881), 
and  OgU  (No.  15^668  of  1891)  (all  as  against  Claims  13  and  14)  j  Thompson 
(No.  14,982  of  1886)  (as  against  Claims  13  and  50) ;  Beits  Broum  (No.  220 
of  1868)  (as  against  Claims  7  to  9, 15,  32,  and  34) ;  Barth  (U.S.A.,  No.  38i,186— 
published  in  England  during  1888)  (as  against  Claims  7  to  16,  and  32  to  34)  ; 
10  Schmidt  (U.S.A.,  No.  538,433— published  in  England,  14th  May,  1896)  (as 
against  Claims  51  and  52) ;  Oray  (No.  1095  of  1863);  ^tny  (U.S.A., 
Nob.  513,941  and  550,324— published  in  England  during  1894  and  1899 
respectively) ;  and  Beckwith  (U.S.A.,  No.  559,660— published  in  England, 
14th  May,  1896)  (all  as  against  Claims  50  to  53)  ;  Thorp  (JSo.  15,123  of  1889) 
15  (as  against  Claims  28  and  50  to  53) ;  Wolstencroft  (No.  17,709  of  1894,  and" 
No.  460  of  1895)  (as  against  Claims  1  to  5,  35,  50,  and  51) ;  Ross  (No.  14,547 
of  1890)  (as  against  the  Claim  made  at  p.  8,  line  51  to  the  end  of  the  page, 
and  Claims  50  to  53) ;  and  Nelson  (No.  4947  of  1894)  (as  against  the  last- 
mentioned  Claims,  except  jClaim  50). 
20  In  the  third  action,  the  amended  Pari-iculars  of  Objections  under  the  head 
of  want  of  novelty  were  the  same  as  those  as  to  the  Patent  of  1896  in  the 
first  and  second  actions,  except  that  the  Specifications  of  Boyer^  Doering^  and 
Belts  Broum  were  omitted,  and  that  the  Specification  of  Gray  (No.  1095 
of  1863)  was  relied  on  as  against  the  Claim  made  at  page  8,  line  50  and  the 
25  following  lines  and  Claims  50  to  52,  and  the  Specification  of  Ross  (No,  14,547 
of  1890)  was  relied  on  against  the  Claim  made  at  page  8,  line  51  and  the 
following  lines,  and  Claims  50  to  53. 

The  Plaintiffs  delivered  replies  in  all  three  actions,  joining  issue,    and 

replying  to  the  defence  raised  as  to  solicitor  and  client  costs. 

30      The  Specification  of  Brazelle  (U.S.A.,  No.  245,777,  A.D.  1881)  for  a  "  Steam 

"  pumping-engine  "  contained  the  following  passages  and  Drawing  : — "  The 

*'  objact   of    my   invention  is   to  provide  a    •    .    .    •    direct-acting  engine 

"  adapted  for   application    to  pumping  water,  feeding  boilers,  compressing 

^*  air,  operating  steam  hammers  or  stamps,  rock-drills,  and  analogous  uses, 

35  '^  and    specially    suited    for    operation    under    high    pressures   and  at  high 

"  speeds    .    •    .    .    In  the  operation  of    my  improvements,  the    piston  B 

"  being   at   the    upper    and    the    valve    C*  at  the  lower    extremity  of    its 

"  stroke,  as  in  Fig.  1,  the  steam  from  the  boiler,  which  is  admitted  to  the 

''  steam-chest  by  the  steam-pipe  C^,  passes  therefrom  through  the  port  c^  into 

40  '*  the  cylinder  above  the  larger  head,  6,  of  the  piston  B,  and  also  passes  through 

**  the  port  c*  to  *the  space  between  the  heads  b  and  b\  acting  thereby  upon  both 

^^  sides  of  the  head,  &,  but  with  an  excess  of  downward  pressure -due  to  the 

^'  difference  in  area  between  its  upper  and  lower  surfaces,  such  preponderance 

".  of.  pressure  effecting  the  downward  stroke.    At  tjie  termination  thereof,  the 

45  '^snialler  head,  b\  of  the  piston  having  passed  the  lower  port,  c^,  the  steam 

*^  supplied  through  the  port  c*  to  the  space  between-  the  beads  passes  therefrom 

"  through  the  port  c'  to  the  steam-chest  and  raises  the  valve  C*  by  its  pressure 

"  upon  the  larger  head  c',  simultaneously  opening  the  upper  port  c*  to  the 

^'  exhaust,  for  the  discharge  of  the  steam  which  has  effected  the  downward 

50  "  stroke,  and  effecting  the  upward  stroke  by  its  pressure  upon  the  lower 

"  surface  of  the  larger  head,  b.    At  the  termination  of  the  upward  stroke; 

"  communication  being  established  between  the  lower  port,  c®,  and  the  supple- 

"  mental  exhaust  pipe,  c^,  the  steam  which  has  raised  the  valve  C*  escapes 

"  through  the  pipe  c*,  and  the  pressure  upon  the  upper  head,  c,  throws  down 

55  **  the  valve,  thereby  opening  the  port  c*  to  the  steam-pipe  and  effecting  the 

**  succeeding  downward  stroke,  as  above  described,^'    A  drawing  of  Pig.- 1  ft 

"shownr-on  p.  61&  . .  *-. 
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The  iSrst  action  came  on  for  trial  on  the  16th  of  May  1906  before  Mr.  Justice 
Warrington^  and  it  was  arranged  that  the  three  actions  should  not  be  tried 
together,  bat  that,  in  the  first  instance,  the  evidence  in  chief  should  be  taken  in 
all  three  actions,  except  upon  the  question  of  infringement,  with  liberty  to 
Counsel  for  the  Defendants  in  the  second  and  third  actions  to  recall  any  of  the 
Plaintiffs'  witnesses  for  cross-examination  in  those  actions.  The  learned  Judge 
held,  as  to  the  1896  Patent,  that  it  was  not  limited  to  a  hand  pneumatic  hammer, 
but  extended  to  any  pneumatic  hammer  to  which  the  combination  therein  described 
was  applicable ;  that  the  Claims  were  for  subordinate  int^^rs  ;  that  Ckdnois  13 
and  14  failed  for  want  of  subject-matter  and  because  they  had  been  anticipated ; 
and  that  Claim  7  also  had  been  anticipated  :  and,  as  to  the  1895  Patent,  that 
Claims  42  and  43  had  not  been  infringed  and  were  bad  by  reason  of  anticipa- 
tion and  want  of  subject-matter ;  and  that  it  was  doubtful  if  Claim  15 
had  been  anticipated.  AH  the  actions  were  dismissed,  with  costs  on  the  higher 
scale,  and  the  costs  of  three  Counsel  were  allowed  ;  (See  23  R.P.C.  666). 

The  Plaintiffs  appealed. 


10 


15 


\c^    flQ.U 


The  appeals  came  on  for  hearing  on  the  29th  of  April  1907.  BousfiM  E.O. 
and  Walter  K.C.  (instructed  by  Linklater,  Addison,  Brown^  and  Jones) 
appeared  for  the  Appellants  in  all  three  actions,  and  T.  Terrell  E.C.  (instructed 
as  above)  appeared  with  them  for  the  Appellants  in  the  second  and  third  80 
actions ;  Cripps  K.C.,  Upjohn  K,C.,  and  Martelli  (instructed  by  Rollit  and 
Sons  and  Burroughs)  appeared  for  the  Respondents  in  the  first  and  second 
actions ;  and  Cripps  K.C.,  Asthury  K.C.,  and  E.  F.  Lever  (instructed  by  RawlSy 
Johnstone  and  Co.)  appeared  for  the  Respondents  in  the  third  action. 

Bousfieid  K.O.  for  the  Appellants. — The  utility  of  the  invention  is  not  25 
questioned,  but  subject-matter  is  challenged,  and  it  is  necessary  to  say  that  the 
invention  is  extremely  effective  and  has  introduced  a  new  manufacture.    More- 
over, the  Respondents  have  copied  the  Appellants'  hammer.    Boyer  began  his 
manufacture  with  a  United  States  Patent  of  1883.    A  chipping  tool  is  not  like 
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a  drill  or  punch  ;  it  has  to  be  brought  to  the  work,  the  maximum  of  power  has 
to  be  obtained  in  a  small  space,  and  the  tool  needs  to  be  light  enough  to  be 
held  in  the  hand.  The  piston  receives  from  1500  to  2000  blows  a  minute.  It 
is  necessary  to  avoid  vibration.  The  earlier  tool  of  Ross  was  too  large,  but  in 
5  addition  it  had  too  much  vibration.  Brazelle^s  hammer,  in  the  Respondents* 
model,  which  was  made  of  the  same  size  as  the  Appellants'  hammer,  was  only 
one-'fif th  as  eff^tive  and  it  had  an  intolerable  jar.  In  the  1896  Patent  Boyer 
shows  a  development  of  the  1895  Patent  with  a  view  to  getting  great  power  in 
a  small  space.    A  long  stroke  of  a  long  piston  in  a  short  tool  of  small  diameter 

10  IB  desired.  The  Appellants  do  not  claim  all  shell  valves,  but  only  the  combi- 
nation. In  both  directions  the  piston  overruns  the  point  at  which  the  exhaust 
takes  place;  this  overrunning  is  very  important  and  is  absent  in  Brazelley 
which  has  been  held  to  be  an  anticipation.  It  is  also  said  that  the  difference 
between  the  Appellants'  device  and  Brazelle  is  not  subject-matter.    Claim  14 

15  is  a  little  more  specific  than  13,  bringing  in  the  passages  P  and  Q.  [Counsel 
put  in  a  document  entitled  ^'  Some  characteristic  features  of  Plaintiffs'  hammer." 
It  was  as  follows  : — "  (1)  The  piston  is  a  solid  cylinder  of  steel,  working  in  a 
^*  piston  chamber,  having  a  straight  cylindrical  bore,  the  working  surfaces  being 
"  of  uniform  diameter  throughout.    (2)  The  diameter  of  the  piston  is  kept  as 

20  *'  small  as  possible,  the  necessary  weifi:ht  being  obtained  by  increasing  its 
"  length.  (3)  The  valve  is  operated  by  live  air  coming  through  a  passage  (T*) 
^^  leading  directly  from  the  source  of  supply,  which  is  put  into  communication 
^*  with  another  passage  (T)  leading  to  larger  area  of  valve.  (4)  The  passages  T 
^<  and  T'  open  into  the  piston  chamber  at  about  the  same  point  in  its  length. 

25  **  (5)  The  communication  between  T  and  T*  is  made  by  means  of  a  groove  near 
'*  the  rear  end  of  the  piston,  which  serves  only  as  a  means  of  a  communication 
**  and  not  as  a  live  air  reservoir.  (6)  The  groove  is  such  that  during  the  greater 
*^  part  of  stroke  T  and  T^  are  both  closed  by  the  solid  piston.  (7)  The  move- 
**  ment  of  valve  due  to  live  air  passing  through  T^  and  T  opens  exhaust  at  rear 

80  "  of  piston,  before  blow  is  struck.  (8)  The  backward  rebound  of  piston  when 
<^  blow  is  struck  causes  its  return.  (9)  The  return  of  piston  is  completed  by  a 
'<  small  quantity  of  '  wire-drawn '  air  admitted  through  passage  R  in  front  of 
**  piston.  (10)  During  return  of  piston,  openings  P  and  Q  are  uncovered  at 
*^  about  the  same  time.    (11)  The  uncovering  of  Q  exhausts  the  pressure  which 

35  '*  is  effecting  the  return  of  the  piston,  and  the  piston  completes  its  return 
"  only  by  its  momentum.  (12)  The  uncovering  of  P  opens  the  large  area  of 
^^  valve  to  exhaust  through  Q,  and  thus  allows  the  constant  pressure  on  the 
^*  small  area  to  throw  valve  over  and  admits  full  live  air  pressure  to  cushion 
^<  piston  and  drive  it  forward  again.    (13)  The  passage  R  is  opened  to  exhaust 

40  '^  by  the  movement  of  valve,  so  that  as  piston  comes  forward  and  closes  Q,  air 
^'  pressure  in  front  of  piston  is  prevented."]  As  to  these  features,  (1)  they 
cover  the  complete  cycle  of  the  piston ;  (2)  they  include  all  the  elements  of 
Claims  13  and  14 ;  (3)  they  are  all  to  be  found  in  the  infringing  hanmxers ; 
(4)  all  of  them  are  independent  of  the  shell  valve  ;  and  (5)  none  are  to  be  found 

45  in  the  Brazelle  hammer.  As  to  the  construction  of  the  1896  Patent,  the  opening 
words  show  that  the  Claims  ought  to  receive  a  narrow  construction,  on  the 
principle  laid  down  in  Curtis  v.  Piatt  ;*  the  Claims  are  specific,  as  required  by 
that  authority.  The  piston  chamber  and  the  piston  are  more  specifically  claimed 
than  the  valve,  which  may  be  of  any  variety  of  the  kind  described.    It  is  said 

50  that  the  feature  No.  8  is  not  in  the  Claim,  but  the  reboxmd  of  the  piston  is  fully 
described  in  the  Specification.  The  combination  is  not  a  mere  stringing  together 
of  parts,  but  involves  the  relation  of  each  of  the  parts  to  the  other.  The  Respon- 
dents have  the  valve  at  the  back  and  so  make  the  tool  so  much  longer  ;  they 
have  not  taken  the  Appellants'  shell  valve.  They  have  made  one  little  difference ; 
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fhey  have  taken  T  into  P,  but  that  makes  no  real  difference,  becanse  T  and  P 
are  never  open  together,  and  it  does  not  matter  if  they  are  in  one  tube — it  serves 
two  purposes  at  different  times.    A  hammer  like  BrazelWe  wonld  be  useless  as 
i  hand  tool ;  the  arrangement  is  totally  inapplicable  to  a  pneumatic  hammer. 
rCounsel    put    in    a  document  entitled   "Points  on  BrazeUe.^^     It  was  as   5 
follows  :— *"  (1)   A  differential  piston  is  incompatible  with  having  maximitm 
**  power  with  minimum  dimensions  of  tools.     (A)  With  different  workingr 
^  diameters  you  necessarily  get  either  leakage,  or  friction,  or  diminished  length 
**  of  stroke.      Either  of  these  incidents  involves  loss  of  power.     (B)  With 
**  differential  piston  you  cannot  utilise  the  whole  pressure  area  of  piston,  bat   10 
*^  have  a  constant  force  operating  against  the  piston.    (C)  With  cavity  constantly 
**  open  to  live  air  you  necessarily  get  either  leakage,  or  friction,  or  diminished 
**  length  of  stroke.    (D)  The  two  sides  of  Brazelle*3  piston  b  are  the  pressure 
"  areas  for  working  the  piston  ;  b  must  therefore  be  of  considerable  length  or 
^*  else  a  tight  fit.    In  Plaintiffs'  the  pressure  areas  are  far  apart,  so  that  a  loose   15 
"  fit  is  possible.    (2)  The  Brazelle  arrangement  of  ports  necessarily  increases 
**  length  of  piston  and  therefore  decreases  length  of  stroke  for  the  following 
"  reasons  : — (A)  The  cavity  in  the  piston  necessarily  occupies  a  length  equal  to 
"  the  length  of  the  stroke,  owing  to  the  position  of  the  ports  c*  and  ^  (supposed 
"  to  correspond  to  T  and  T*).    In  Plaintiffs',  since  T  and  T^  are  at  same  point   20 
**  in  length  of  cylinder,  the  groove  may  be  as  short  as  you  please.    (B)  The  air 
^  passage  c'  (said  to  correspond  to  T)  is  designedly  placed  so  that  it  may  serve 
**  for  the  exhaust  as  well  as  the  live  air.    This  necessarily  involves  a  swelling  b 
*^  of  length  equal  to  the  stroke,  and  causes  c^  tohe  necessarily  in  a  different 
"  position  from  the  Plaintiffs'  T.     (C)  You  cannot  bring  c*  and  c*  to  the  same   25 
^*  point  in  Brazelle^  since  the  swelling  b  would  then  open  c*  to  exhaust  at  the 
^'  same  time  as  c*.    (3)   Oreat  jar  is  involved  in  the  Brazelle  arrangement. 
"  There  is  little  or  no  rebound  of  piston  in  Bfxizelle  because  :  (A)  The  arrange- 
"  ments  involve  friction  ;  (B)  The  valve  is  only  shifted  at  end  of  out  stroke, 
**  and  therefore  there  is  a  dead  blow  ;  (0)  At  end  of  return  stroke  there  is  full   30 
"  steam  pressure  which  is  never  exhausted.    Compare  with  Plaintiffs'  arrange- 
*•  ment,  page  9,  lines  3  to  27.     (4)  BrazeWs  passage  c^  serves  two  purposes, 
*•  viz. : — (1)  The  purpose  of  Plaintiffs'  T^,  to  supply  live  air  to  valve  ;   (2)  the 
**  purpose  of  Plaintiffs'  R,  to  supply  live  air  to  return  piston.    Brazelle's  passage 
"  c*  serves  two  purposes,  viz. : — (I)  The  purpose  of  Plaintiffs'  T,  to  conduct  live  35 
**  air  to  the  valve ;   (2)   the  purpose  of  Plaintiffs'  P,  to  exhaust  air  from  th* 
"  valve.     This  mixture  of  the  pairs  of  functions  necessitates  c*  and  c*  being 
"  separated  by  a  length  equal  to  the  length  of  stroke,  with  a  cavity  equal  to  thd 
"  length  of  the  stroke.    It  is  by  bringing  T  and  T>  to  one  point  that  Plaintiffs 
**  are  enabled  to  relegate  P  and  R  to  the  front  end  of  the  piston  chamber  and  40 
**  therefore  to  shorten  his  piston  and  to  lengthen  his  stroke."]    Where  there  is 
a  long  unbroken  piston  there  can  be  a  looser  fit  than  if  the  piston  is  broken  up ; 
if  there  are  different  diameters  there  is  either  friction,  leakage,  or  a  reduced 
stroke  through  having  to  provide  an  enlargement,  as  in  Brazelle.    It  is  said  that 
in  the  Appellants'  hammer  there  is  a  short  groove,  but  that  is  not  claimed.     It  45 
is  true,  in  a  sense,  that  the  short  groove  sums  up  the  whole  matter.    Starting 
from  BrazelUj  great  modification  would  be  required  to  arrive  at  the  Appellants' 
hammer;   the  whole  mechanism  would  require  to  be  re-designed;   c^and<?* 
cannot  be  brought  together,  because  in  BrazeWs  mechanism  the  functions  are 
confused.     If,  as  the  Respondents  wish,  Claim  13  is  read  so  as  to  include  50 
Brazelle^  it  will  include  the  1895  Patent,  on  which  the  1896  Patent  is  stated  to 
be  an  improvement.     The  question  as  to  the  infringement  of  a  combination 
always  is  as  to  whether  or  not  the  defendant  has  substantially  the  same  com- 
bination.    Brazelle  is    not   substantially   the    Appellants'    combination,     A 
--EatfintfieJfl..always„  entitled  to  have  a  narroAV  construction  put  upon  his  claim  if  55 
he  requires  it,  on  the  principle  of  ut  res  magxs  valeat     What  Mr.  Justice 
Warrington  said  about  combination Olaims  is  contrary  to  Harrison  v.  Anderston 
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Foundry  Company.*  The  fact  that  the  passages  T  and  T^  are  close  together 
inyolves  a  short  groove.  On  the  Appellants*  constraction  undoubtedly  there  is 
infringement.  Belts  Brown's  mechanism  will  not  work  ;  the  combination  in  it 
is  entirely  different  from  that  in  Claim  7^  and  to  pass  from  that  to  the  Appellants- 
5  would  require  great  ingenuity.  In  the  Appellants'  hammer  the  passage  X  is 
connected  directly  with  the  live  air  passage,  and  is  so  proportioned  that  a  stream 
of  live  air  flows  through  X  after  it  is  opened,  and  during  the  whole  time  the 
exhaust  is  open.  There  is  no  proportioning  in  Beits  Brown,  If  one  knew  that 
Belts  Broum  did  for  ^th  of  a  second  provide  a  leak,  to  take  that  idea  and  adapt 

10  it  to  a  pneumatic  hammer  would  be  invention.  Claims  13  and  14  are  not  for 
the  Boyer  hammer,  but  for  a  very  important  part  of  it.  They  are  not  merely  a 
claim  to  a  valve  mechanism,  but  to  a  portion  of  the  Appellants*  hammer.  The 
Appellants  are  not  bound  to  distinguish  their  hammer  from  Brazelle^  Doering, 
and  others  that  have  gone  before  ;   their  duty  is  discharged  when  they  have 

15  made  a  claim  to  a  specific  mechanism  (Harrison  v.  Anderston  Foundry  Com- 
pany^  L.R.  1  App.  Cas.  574,  577,  579,  591).  The  substance  of  Claim  13  is  not  in 
Brazelle.  As  to  the  1895  Patent,  none  of  the  separate  features  were  new,  but 
the  combination  was.  Claim  43  is  the  same  as  42  except  that  the  spring  is 
added.    In  Claim  42  the  expression  used  is  "  a  throttle  valve  " — the  choice  of 

20  the  article  is  significant  here  as  in  the  1896  Patent.  Ross^  alleged  as  an  antici- 
pation, and  the  only  pneumatic  hammer  that  was  tried,  had  to  be  given  up 
because  of  its  intolerable  jar.  In  it  the  air  goes  in  at  the  middle  of  the  tool 
with  the  result  that  there  is  a  lack  of  balance,  and  the  up-and-down  thumb 
action  is  inconvenient.    The  valve  opens  the  exhaust  and  enables  the  hammer 

25  to  work.  It  is  not  the  Appellants*  arrangement.  Chouteau  has  a  kind  of  tap  to 
be  turned  by  the  hand  ;  the  point  relied  upon  by  the  Respondents  is  that  the 
air  goes  through  the  handle.  Neither  Ross  nor  Chouteau  anticipates  Boyer^s 
device.  He  has  a  definite  claim  for  the  elements  mentioned  in  Claim  42 ;  some 
of  those  are  in  Ross  and  Chouteau.    He  uses  a  different  form  of  throttle  valve, 

30  which  is  dealt  with  in  Claims  44  to  46.  As  to  subject-matter,  many  attempts  to 
devise  a  practicable  arrangement  have  been  made.  The  nearest  are  Ross  and 
Chouteau.  The  objection  of  want  of  subject-matter  meaus  that  the  alleged 
invention  was  an  obvious  thing.  As  to  infringement,  the  Keller  and  the 
Tierney  hammers  have  the  same  handle.     The  only  difference  is  that  the 

85  Respondents  take  the  air  in  through  the  lower  part  instead  of  round.  It  is  a 
merely  colourable  difference.  The  judgment  appealed  from  was  wrong  in 
treating  the  question  as  one  of  verbal  distinctions  not  of  substance,  both  as  to 
infringement  and  anticipation.  It  is  said  that  the  Respondents  have  improved 
the  handle  by  taking  the  pressure  supply  more  to  the  rear ;  but  an  improved 

40  form  may  be  an  infringement.  Their  form  is  like  the  1896  Patent  rather  than 
the  1895. 

Walter  K.C.  followed. — It  is  necessary,  in  the  first  place,  to  ascertain  from 
the  Specification  what  is  the  ambit  of  the  monopoly  that  is  claimed.  In  188^ 
Boyer  made  a  pneumatic  hammer  that,  as  a  mechanical  structure,  was  out  of 

45  the  question  ;  the  1895  hammer  was  a  great  advance,  but  the  1896  hammer  was 
the  first  practicable  hammer.  The  invention  relates  only  to  hand  hammers. 
The  desiderata  are  (1)  increase  of  weight  without  increase  of  diameter — ad 
much  jar  has  been  caused  by  the  coming  back  of  the  piston  as  by  its  going 
forward  ;  (2)  not  a  dead  blow,  but  a  sharp  one.     In  the  Appellants*  hammer  a 

50  long  stroke  of  the  piston  is  attained,  and  all  difficulties  as  to  the  registration  of 
the  ports  are  obviated.  Provision  is  made  for  sending  the  piston  back  by  means 
of  a  wire-drawn  supply  of  air  through  a  constricted  passage.  There  is  no  gain 
in  length  by  using  a  shell  valve,  and  the  exact  position  of  the  valve  is  not 
essential.    In  Claim  13,  the  words  "  independently  of  the  piston  '*  mean  that 
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one  must  not  depend  for  the  air  supply  upon  a  constant  supply  in  the  piston. 
That  is  a  matter  of  substance  ;  the  passage  round  the  piston  must  be  merely  a 
passage.  In  Brazelle  the  live  air  passage  is  not  independent  of  the  piston.  Neither 
Brazelle  nor  Doering  would  be  an  infringement,  even  though  the  cycle   of 
operations  is  the  same  as  in  the  Appellants'  hammer ;  a  portion  of  the  cycle  is  5 
so  used  in  the  Appellants*  mechanism  as  to  get  a  long  stroke.  It  is  difficult  to  knoiv' 
what  is  the  attitude  of  the  Respondents  as  to  infringement.    The  words  **sub- 
''  stantially  as  described  "  are  implied  by  law  in  the  Claim  {Young v.  Rosenthal 
1  R.P.C.  33 ;  Weatinghouse  v.  Lancashire  and  Yorkshire  Railway  Company 
1  R.P.C.  240-1).  The  length  of  the  forward  stroke  is  rendered  possible  by  having*  10 
no  part  of  the  live  air  passage  in  the  piston.   In  Brazelle  there  is  a  dead  blow  right 
up  to  the  end  of  the  piston  stroke.   The  Appellants'  arrangement  gives  the  maxi- 
mum length  of  eti-oke  in  a  given  length  of  cylinder.    The  words  **  independently 
"  of  the  piston  "  cut  out  anything  that,  as  in  Brazelle,  is  dependent  on  the  piston. 
The  live  air  passage  must  end  at  the  wall  of  the  cylinder.    The  question  is  15 
whether  Brazelle's  device  is  independent  of  the  piston  ;  if  it  is  not  it  is 
immaterial  whether  or  not  the  cycle  is  the  same  as  in  the  Appellants'  device. 
In  Brazelle  there  is  a  differential  piston.    The  reduction  of  the  functions  of  the 
live  air  passage  from  two  to  one  constitutes  invention  if  a  very  different  result 
is  obtained.    The  position  of  the  ports  is  of  vital  importance.    The  auxiliary  20 
passage  is  not  essential.    Beits  Brown's  apparatus  is  a  iSxed  steam  engine  ;  it 
is  unworkable,  and  so  cannot  be  an  anticipation.    As  to  the  1895  Patent,  there 
is  no  substance  in  the  alterations  made  in  the  Keller  hammer,  in  taking  the  air 
by  a  different  course,  although  it  is  said  that  it  is  not  taken  through  the  grasping 
portion.    Ross  and  Chouteau  have  nothing  to  do  with  anticipation.  25 

Cripps  K.C.  for  the  Respondents  in  all  three  actions. — The  construction  put 
by  the  Respondents  on  Claim  13  excludes  most  of  the  contentions  raised  by  the 
Appellants.    The  Claim  is  for  any  hammer,  not  for  the  Boyer  hammer.    The 
novelty  is  a  live  air  passage  leading  directly  from  the  source  of  supply.    It  is 
said  that  in  Brazelle  the  live  air  is  always  connected  to  the  circumferential  30 
groove  and  that  it  is  not  so  in  the  Appellants*  hammer,  but  exactly  the  same 
thing  is  found  in  the  two  forms  of  mechanism.    The  words  "  independently  of 
"the  piston"  mean  that  there  is  no  hole  through  the  piston.    There  is  the 
difference  in  the  nature  of  the  blow,  but  that  is  not  found  in  Claim  13.    The 
claim  for  the  valve  mechanism  has  a  specific  meaning,  and  a  much  narrower  35 
one  than  the  Appellants  say.    In  none  of  the  alleged  infringements  does  the 
piston  go  through  the  valve.    The  cushioning  action  at  the  end  of  the  forward 
stroke  does  not  exist  in  the  Respondents'  hammers,  because  their  R  comes  in  at 
the  end.    They  do  not  use  the  cylindrical  shell  valve.    If  the  piston  was  out 
altogether  one  would  still  have  the  live  air  passage.    In  Beits  Brown  there  is  40 
an  auxiliary  puff  or  leak  obtained  by  means  of  a  passage,  as  in  the  Appellants' 
mechanism.    "Independently  of  the  piston"  merely  means  that  the  live  air 
passage  is  brought  through  the  wall   of  the  cylinder — that  it  is  outside  the 
piston.    The  reason  why  Boyer  did  not  put  in  a  claim  for  the  whole  hammer  is 
that  it  is  not  allowed  by  American  law,  under  which  the  parts  have  to  be  45 
claimed  specifically.    The  cycle  of  operations  in  Boyer  and  Brazelle  is  the 
same  ;  the  fact  that  Brazelle  is  for  steam  makes  no  difference.    The  Appellants 
hAve  admitted  that  if  Brazelle  would  work  as  a  hammer  they  would  be  in  a 
difficult  position ;  the  Respondents  have  shown  that  it  will  so  work.    If  in     ^ 
Claim  13  one  has  to  read  in  the  Boyer  hammer  one  would  have  repetition.  50 
That  would  not  be  a  case  of  a  subordinate  integer,  which  must  be  patentable 
per  se.    The  "characteristic  features"  have  to  he  put  on  one  side;  infringe- 
ment is  admittedly  out  of  the  question,  if  the  Boyer  hammer  is  brought  in. 
But,  if  the  Boyer  hammer  is  eliminated,  it  is  quite  clear.    It  is  necessary  to 
avoid  introducing,  under  cover  of  the  expression  "  substantially  as  described,"  55 
any  other  elements  of  .the  Boyer  hammer.    Then  one  finds  three  very  simple 
elements,  in  substance  the  same  as  Brazelle,    In  one  sense,  if  the  holes  T  and 
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T^  were  cloBe  together  one  could  not  get  a  long  stroke.  [^Clark  v.  Adis 
(KR.  2  App.  Cas.  324)  was  cited.]  If  one  put  the  holes  close  in  Brazdle  one 
would  get  an  effective  mechanism^  apart  from  the  secondary  purpose,  the 
shifting  of  the  valve.  In  Doering  the  holes  may  be  close  together.  If  the 
5  other  of  the  two  objects  is  not  claimed  it  is  disclaimed.  If  a  person  placed  the 
holes  together  it  would  be  said  that  he  did  it  to  move  the  valve ;  he  could  not 
be  taken  to  have  done  it  to  obtain  a  short  stroke.  The  breadth  of  Boyer^s 
Claim  is  such  that  Betla  Brown  comes  within  it.  As  to  the  1895  Patent,  it  is 
covered  by  Ross.  It  is  not  material  which  way  round  the  air  passes  thivough 
10  the  handle.  There  is  no  mention  of  the  thumb  action  in  the  Claim  or  the 
Specification.  The  difference  between  Rosses  mechanism  and  the  Respondents* 
is  that  the  latter  introduce  the  lever  action.  The  Claim  only  covers,  the  specific 
mechanical  contrivance ;  the  Respondents  have  not  taken  that,  although,  after 
the  disclosure  by  Ross^  they  would  be  entitled  to  take  it.  There  may  be  dis- 
ir»  covery,  without  invention  {Lane  Fox  v.  Kensington^  Ac,  Electric  Lighting 
Company  9  R.P.C.  413,  at  page  416).  There  is  no  subject-matter,  or  if  there  is 
the  Respondents  have  not  infringed. 

Upjohn  E.C.  followed  for  the  Respondents  in  the  first  and  second  actions. — 
As  to  the  1896  Patent,  the  questions  of  construction  are  very  important    To 
20  construe  the  Claims  as  proposed  by  the  Appellants  would  be  contrary  to  the 
principle  laid  down  by  Lord  Cairns  in  Clark  v.  Adie  (L.R.  2  App.  Cas.  315) 
and  followed  by  Mr.  Justice  Sunnfen  Eady  in  Dunlop  Ac,  Company  Ld.  v. 
Moseley  (21  R.P.C.  60).   To  construe  Claim  13  one  has  to  look  at  the  Specification 
and  the  other  Claims,  but  when  one  has  all  the  light  one  can  have  from  those, 
25  one  has  to  treat. Claim  13  as  a  separate  Claim  for  what  is  specified  in  it.     The 
Respondents  say  it  is  not  a  subordinate  integer,  but,  if  it  is,  the  Appellants  have 
not  given  a  definite  description  of  the  piston  and  piston  chamber  having  the 
specified  characteristics  of  the  Appellants*  hammer.    One  has  to  find  that  parta 
that  may  be  either  new  or  old  are  brought  together  for  the  first  time  in  the 
30  particular  combination.    The  Claim  is  for  any  piston  and  piston  chamber  that 
can  be  found  in  any  pneumatic  hammer.    The  other  construction,  which  would 
be  sufSciently  definite,  is  that  the  Claim  is  for  the  parts  shown  in  a  pneumatic 
hammer,  such  as  that  described  and  shown.    The  Claims  are  very  complex. 
This  is  an  attempt  to  evade  the  law  that  there  must  be  a  plain  statement  of 
3&  what  the  combination  is.    If  the  piston  chamber  and  piston  in  Claim  13  do 
not  mean  the  particular  piston  chamber  and  piston,  why  are  they  to  have  a 
different  meaning  from  that  which  they  have  in  the  other  Claims?    Why, 
unless  the  Respondents*  construction  is  correct,  is  the  piston  chamber  in  13 
different  from  that  mentioned  in  the  first  six  Claims — ^which  has  a  cylindrical 
40  shell  valve  located  in  it.    Mr.  D.  Clerk  says  that  if  ^^  a  pneumatic  hammer '' 
means  the  hammer  described — the  Boyer  hammer — the  Respondents  do  not 
infringe.    Possibly  the  expression  means  a  hand  pneumatic  hammer.    It  is  im- 
material whether  '* a  *'  or  ''  the  **  is  used.    If  it  means  any  hand  pneumatic  hammer 
as  to  which  any  question  of  infringement  arises,  there  is  no  subject-matter. 
45  The  introduction  of  the  length  of  stroke  into  Claim  13  is  not  supported  by 
evidence.    The  utility  of  the  Boyer  hammer  is  irrelevant,  unless  the  expression 
^*in  a  pneumatic  hammer**  in  Claim  13  means  in  a  Boyer  hammer.    It  is 
difQcult  to  formulate  in  terms  the  elements  of  the  combination  claimed  in  13. 
H  has  more  to  do  with  it  than  T  and  T^    The  Appellants  apparently  say  that 
50  they  have  a  kaleidoscopic  series  of  combinations  of  the  Claims,  but  they  ought 
to  be  held  to  the  combination  they  have  specified — a  combination  that  effects 
the  sending  over  of  the  valve  and  preparing  for  the  return ;  it  is  the  piston 
chamber  and  piston  referred  to  in  Claim  13.    As  the  Respondents  have  not  the 
valve  surrounding  the  piston,  there  is  no  infringement.    If  the  Claim  is  for 
55  the  Boyer  hammer,  the  Appellants  fail  on  the  issue  of  infringement ;  if  it  is 
for  any  pneumatic  hammer,  they  fail  on  validity.    They  give  a  list,  not  of 
the  features  characteristic  of  the  combination  in  Claim  13,  but  of  the  Appellants* 
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hammer ;  only  four  of  the  features  have  anything  to  do  with  Claim  13.  If  the 
Appellants  are  right,  the  same  thing  is  claimed  in  38  Claims  out  of  56.  Claim  13 
.  is  not  limited  to  a  groove  in  the  piston,  and  no  statement  is  made  as  to  the  sixe 
of  the  groove  or  as  to  how  far  apart  the  ports  may  be.  The  contrivance  has 
been  used  before  in  Brazelle  and  Doenng^  subject  to  the  observation  that  in  5 
those  the  position  of  the  ports  was  more  or  less  fixed  by  the  second  purpose. 
If  Brazelle  had  been  later  than  Bayer,  he  would  have  been  an  infrin^r. 
Doerivg^a  mechanism  is  even  nearer  than  Brazelle^s  to  Boyer^s  ;  if  it  had  been 
a  pneumatic  hammer  it  would  have  been  a  clear  anticipation.  The  Appellants 
have  limited  themselves  to  a  form  in  which  the  ports  ore  close  together  ;  and  10 
they  can  safely  do  so  in  this  case,  because  the  Respondents  have  the  ports  close ; 
but  if  anyone  made  them  a  little  apart  they  would  still  say  it  was  an  infringe- 
ment. If  the  grantee  of  the  Patent,  in  mentioning  the  piston  chambt^r,  refers 
to  Boyer'a  he  brings  in  the  valve.  He  points  out  that  one  gets  the  advantage  of 
a  valve  chamber  without  the  inconvenience  of  having  the  chamber  added  on  to  15 
the  length  of  the  hammer.  On  the  true  construction  of  the  Claim  Doering 
would  infringe.  One  cannot  get  away  from  the  construction  that  there  is  a 
piston  with  a  cylindrical  shell  valve.  In  the  1895  Patent  there  is  neither  a 
cylindrical  shell  valve  nor  a  live  air  passage  through  the  wall.  In  Claim  14 
there  is  the  groove  ;  in  13  there  is  a  general  expression  that  covers  the  groove  ;  20 
the  object  is  to  make  the  Claim  as  wide  as  possible  in  13.  The  Appellants 
cannot  say  that  a  piston  chamber  means  a  piston  chamber  having  the  live  air 
passage  T^  The  words  '^  independently  of  the  piston  '\  cannot  mean  that  the 
air  is  sent  to  the  larger  area  of  the  valve  independently  of  the  piston.  The 
Patent  is  bad  for  want  of  compliance  with  section  5,  sub-section  5,  of  the  Patents  25 
Act  of  1883.  As  to  the  1895  Patent,  the  Respondents'  defence  is  want  of 
subject-matter  and  non-infringement. 

Astbury  K.C.  followed  for  the  Respondents  in  the  third  action. — ^There  is  no 
dispute  as  to  the  law  relating  to  the  way  in  which  combination  claims  are  to  be  read, 
but  there  are  many  kinds  of  combination  claims.    The  words  '^  substantially  as  30 
**  described  *'  are  to  be  read  in  if  possible,  but  in  some  cases  it  may  be  necessary 
for  them  to  be  expressed  ;  they  are  useful  in  limiting  a  Claim  to  a  particuliur 
part  of  the  matter  with  which  the  Specification  deals.    The  grantee  here  has 
chosen  to  draw  his  Specification  limiting  his  combinations  by  the  most  minute 
steps.    In  some,  he  limits  them  by  the  purpose  ;  in  others,  by  the  description  35 
of  the  component  parts ;  and  in  others  by  reference  to  the  Drawings.    Claims 
1  to  6  are  all  combination  Claims  in  which  a  particular  class  of  valve  is 
described— a  cylindrical  shell  with  the  piston  passing  through  it— not  merely  a 
valve  of  the  shape  shown.    In  7  the  grantee  leaves  that  form,  to  show  that  he 
does  not  wish  to  have  such  a  limitation.    In  39  onwards  they  are  not  merely  as  40 
described  but  as  pictured.    T  and  T^  are  not  claimed  anywhere.    Claim  13  is 
for  a  particular  combination  which  will  do  one  act,  namely  throw  over  the 
valve.    It  is  said  that  the  grantee  has  described  and  claimed  a  live  air  passage 
leading  to  the  chamber  and  a  live  air  passage  leading  to  the  valve  ;  those  two 
passages  are  placed  opposite  to  each  other.    Their  being  opposite  has  nothing  45 
to  do  with  the  throwing  over  of  the  valve ;  that  is  effected  the  moment  the  air 
rushes  up  T.    It  is  the  same  in  Brazelle,  but  in  that  there  is  another  purpose. 
Substantially,  the  passages  are  similarly  situated  in  Doering  and  BrcueUe. 
The  list  of  *^ features'*  includes  all  the  points  of  the  Appellants'  and  the 
Respondents'  hammers ;  but  the  Specification  must  be  read  by  itself^    The  50 
position  of  the  passages  is  important  for  the  purpose,  but  the  grantee  has 
treated  the  two  purposes  separately.    None  of  the  Appellants'  objections  to 
Brazelle  apply  to  Doering.    As  to  Claim  7,  the  additional  leak  action  through 
X  is  only  done  in  connection  with  Fig.  10.    The  length  of  time  interval  in 
Bette  Broum  could  be  obtained  by  constriction  or  lengthening  of  the  passage.  56 
la  Belts  Brown  it  is  obtained  by  lengthening.    As  to  Claim  8,  it  cannot  be  said 
tp  be  limitedi, 
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Bousfldd  K.O.  in  reply. — ^When  a  new  combination  is  claimed  all  that  one 
has  to  do  is  to  describe  the  relations  of  the  parts.  As  to  infringement,  the 
(^[nestion  is  if  the  alleged  infringement  has  sabstantially  the  same  parts 
arranged  in  substantially  the  same  way  {Harrison  v.  Anderaton  Foundry 
6  Company  L.R.  1  App.  Cas.  584).  The  burden  on  the  Patentee  is  simply  to 
describe  the  combination.  The  Appellants  do  not  rely  upon  the  fact  that  the 
blow  is  a  live  one,  as  opposed  to  a  dead  blow  ;  that  is  a  necessary  quality  in  any 
pneumatic  hammer  and  is  absent  in  Brazelle.  Not  one  of  the  anticipations  is 
a  pneumatic  hammer ;  there  are  many  hammers  in  the  alleged  anticipations, 

10  but  not  a  pneumatic  hammer.  It  is  necessary  to  begin  with  the  1898  Patent 
and  read  Claim  13  with  the  knowledge  that  in  the  1895  Patent  there  is  a  very 
similar  mechanism.  The  Respondents  in  the  first  and  second  actions  rely  on 
the  Act  of  1883  as  to  a  sufiBcent  Claim.  That  is  not  pleaded.  Sub-section  5  of 
section  5  was  held  in  Vickers  v.  Siddell  (7  R.P.C.  292  ;  L.R.  15  App.  Cas.  496) 

16  to  be  merely  directory.  If  every  Claim  that  is  difficult  to  construe  were  to  be 
held  bad,  many  Patents  that  have  been  held  valid  would  be  invalid.  [Glarh 
V.  Adie  L.R.  2  App.  Cas.  321,  323,  was  cited].  In  that  case  there  was  no  Claim 
for  the  subordinate  integer.  [Kennedy  27. J.  referred  to  Kynoch  A  Co.  Ld.  v. 
Webb  g?  R.P.C.'  100).]    lUpfohn  K.C.  referred  to  Nordenfelt  v.  Gardner 

20  (1  R-P.v).  74).]  The  last  case  is  in  the  Appellants'  favour ;  every  Claim  was 
there  held  good.  The  combination  is  properly  described  in  Boyer^a  Specifica- 
tion. In  Kynoch  A  Co.  Ld.  v.  Webb  {uU  supra)  Chance's  apparatus  was 
constructed  in  substantially  the  same  way  as  the  Patentee's ;  there  w^re 
differences   in    details   only.     Here    one   is    not    entitled  to  leave  out  the 

25  purpose ;  the  admission  of  motive  fluid,  so  as  to  move  the  valve  at  the  right 
time,  is  part  of  the  purpose.  The  shell  valve  has  nothing  to  do  with  the 
length  of  the  stroke  ;  it  gives  one  as  long  a  chamber  as  possible  for  a  hammer 
of  a  given  length  ;  it  enables  one  to  have  a  long  piston.  In  Kynoch  A  Co.  Ld. 
V.  Webb  (ubi  supra)  the  portion  on  page  115,  line  9  to  the  end,  confirms  the 

80  Appellants'  view  as  to  the  ratio  decidendi  in  that  case.  [Kennedy  i. J.— It 
seems  to  me  that  that  case  is  authority  for  the  language  of  Mr.  Justice 
Warrington.  As  an  abstract  statement  it  seems  right.]  The  statement  of  the 
learned  Judge  is  directly  contrary  to  Harrison  v.  Anderston  Foundry  Com- 
pany (L.R.  1  App.  Cas.  574)  which,  in  Kynoch  A  Co.  Ld.  v.  Webb  was  said  to 

35  be  inapplicable.  It  is  not  just  to  say  that  the  Appellants  wish  to  read  in 
all  the  rest  of  the  Specification ;  they  wish  to  treat  the  Claim  as  one  for  a 
subordinate  integer.  Mr.  D,  Clerk  said  that  the  two  points  were  the  shell 
valve  and  the  cushioning.  Claims  13  and  14  refer  to  sub-combinations 
that   are   essential    to    success.     Every    practical    pneumatic   hammer   owes 

40  its  success  to  the  use  of  a  differential  valve ;  it  is  significant  that 
all  three  Respondents  have  that  one  part — ^they  do  not  take  Brazelle. 
The  Respondents  do  not  say  that  Brazelle  and  DomHng,  as  they  stand,  anticipate 
Boyer ;  they  say  that  those  mechanisms  could  be  altered  by  moving  the  ports 
so  that  they  should  be  opposite  one  another,  but  the  evidence  is  that  one  gets 

45  into  great  difficulties  when  one  begins  to  make  alterations.  The  words 
"  independently  of  the  piston  "  are  not  used  in  Claim  14 ;  the  wording  of  that 
Claim  makes  them  unnecessary.  The  placing  of  T  and  T^  at  about  the  same 
point  is  vital  to  the  object  of  the  inventor.  [Counsel  referred  to  Otto  v.  Lin/ordj 
46  L.T.,  N.S.  35,  at  page  46.]     BrazeUe  and  Doering  are  paper  anticipations. 

50  Can  it  be  said  that  they  contain  the  idea  of  getting  the  rebound  ?  A  steam 
hammer  strikes  a  dead  blow,  and  Brazelle  does  that.  A  rock  drill  also  uses  a 
dead  blow.  There  is  not  in  Doering  or  Brazelle  a  piston  operating  to  close 
eommunication  between  the  passages  when  it  approaches  the  end  of  the  stroke. 
The  substance  of  a  combination  lies  in  the  relation  of  the  parts  to  one  another. 

55  The  Specification  defines  the  relation  of  the  partp,  .  It  ift  necessary  (I)  to  rewl 
the  claim  which  defines  the  elements  of  the  combination ;  (2)  to  refer  back  to 
the  description  and  Drawings  of  the  parts  that  constitute  the  combination  ;   (3) 
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to  consider  what  are  the  objecte  the  Patentee  set  before  him,  and  in  what  respect 
the  combination  snbBerves  the  objects  of  the  Patentee ;  (4)  what  possibilities  of 
variation  are  indicated  by  the  Patentee,  and  (5)  the  mechanical  effects  of 
variations  of  the  combination.    There  are  ten  places  in  which  the  grantee  said 
one  may  vary  the  combination.    The  inference  is  that  in  other  places  the  parts  5 
are  matters  of  substance.    A  mere  verbal  correspondence  has  never  been  held 
to  be  an  anticipation  where  the  substance  is  different    In  Ooddard  v.  Lyon 
(11  R.P.C.  354)  the  Specification  alleged  to  be  an  anticipation  corresponded 
with  the  claim,  not  merely  generally,  but  word  for  word ;  yet  it  was  held  not 
to  be  an  anticipation  ;  there  was  a  difference  that  was  vital,  and  so  it  is  in  this  10 
case.    If  it  is  a  merely  verbal  correspondence  there  is  no  anticipation  if  there  is 
a  difference  of  substance.     If  the  learned  Judge's  statement  as  to  the  law  as  to 
combinations*  were  correct  it  would  reverse  the  practice  as  to  Patents,  and 
render  half  of  them  invalid.     If  the  Patentee  had  to  search  through  all  th.e 
apparatus  that  employed  valves  and  cylinders  it  would  put  upon  him  a  duty  15 
that  he  could  not  discharge.    As  to  Kynoch  &  Co,  v.  Webb  (uW  supra)  there  is 
not  in  the  Specification  a  word  about  Cluincs^a  Specification.    The  difference 
is  the  only  thing  that  could    be    the    subject   of   a    Patent.     The   Patent 
was   held  bad  for   want  of  subject-matter,  and  for  not  distinguishing  the 
combination  claimed.    That  is  consistent  with  Harrison  v  AndersUm  Foundry  20 
Company  (ubi  supra).     If   the    Patentee   had   mentioned  Chance's  Speci- 
fication his  Patent  would  have  been  held  good,  because   he   would   have 
given    it    a   force    it    would    not    otherwise    have.      ^FoxweU   v.   Bostock 
(4  De  G.  J.  &  S.  311)  was  referred  to.]     The  claim  has  been  dealt  with 
on    a   minute    comparison  of    Brazelle  and   Doering   and   the   Appellants*  25 
hammer,  and  the  broad  case  has  been  overlaid.     Harwood  v.  Gfreat  Northern 
Railway  Company  (11  H.L.C.  G82)  appears  to  be  against  the  Appellants,  but 
the  true  proposition  as  developed  in  a  long  series  of  cases  is  in  their  favour. 
Here  there  is  ample  invention.    The  invention  may  be  the  application  of  an 
old  contrivance  to  an  analogous  use,  but  one  has  to  change  from  such  a  cycle  as  30 
gives  a  dead  blow  to  one  that  gives  a  live  blow.    A  steam  hammer  gives  a 
dead  blow — it  could  not  have  a  rebound.    If  one  looks  on  the  Appellants' 
mechanism  as  a  Brazelle  valye,  cycle  modifications  are  required  and  those 
constitute  invention.    The  question  of  subject-matter  cannot  be  left  out    Boyer 
was  the  first  to  solve  the  problem  practically.    The  Respondents  do  not  rely  35 
upon  any  of  the  American  Specifications  they  have  put  forward  as  anticipations. 
Boss  and  all  the  others  had  such  a  jar  that  they  had  to  be  given  up.    All  the 
three  competitors,  although  they  have  made  very  different  arrangements  as 
regards  the  whole,  have  had  to  use  Claim  13.    A  Claim  for  a  subordinate  part 
has  to  be  defended  as  if  it  were  the  whole ;  there  must  be  some  invention,  but  40 
a  small  amount  is  sufficient  {Vickers  v.  Siddellj  ubi  supra).    It  has  not  been 
suggested  that  the  Claim  cannot  be  infringed  unless  one  uses  a  shell  valve.    To 
adapt  the  additional  air  supply  of  Betts  Brown  to  a  pneumatic  hammer  would 
require  very  great  invention.    As  to  Claim  7,  the  relation  of  the  piston  in 
Betts  Brown  to  the  rest  of  the  mechanism  is  quite  different  from  that  of  the  45 
piston  in  the  Appellants'  hammer ;  even  if  the  cycle  were  the  same,  to  adapt  it 
to  a  pneumatic  hammer  would  be  the  subject  of  invention.    As  to  the  1895 
Patent,  the  only  argument  was  that  the  part  through  which  the  air  goes  is  not 
part  of  the  grasping  handle — that  does  not  include  the  valve.    The  difference  of 
the  slit  in  the  two  forms  is  immaterial.  50 

Judgment  was  reserved  and  was  delivered  on  the  17th  of  May,  1907. 
Cozbns*Habdy  M.R. — This   appeal  relates  to  two  Patents  taken  out'  by 
Mr.  Boyer  in  1895  and  1896  and  now  vested  in  the  Plaintiffs.    The  1896  Patent 
is  by  far  the  more  important,  and  I   shall  postpone   any  observations  on 
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the  1895  Patent  until  I  have  dealt  with  the  main  question  arising  under  the 
1896  Patent. 

The  Boyer  patent  of  1896  is  for  '*  Improvements  in  pneumatic  hammers  and 
**  valve  mechanism  therefor."  The  general  nature  and  scope  of  the  invention 
5  cannot  be  better  or  more  briefly  explained  than  was  done  by  Mr.  Justice 
Warrington.*  This  was  in  no  way  challenged  by  Counsel  on  either  side.  I 
am  satisfied  that  the  Boyer  pneumatic  hammer  is  a  most  ingenious  and  valuable 
machine,  and  there  has  not  been  a  suggestion  that,  as  a  whole,  it  was  anticipated. 
But,  on  the  other  hand,  it  is  not  suggested  that  the  Defendants  have  taken  the 

10  Boyer  hammer  as  a  whole.  The  fight  has  raged  around  the  Specification,  which 
is  in  the  American  form,  and  has  no  less  than  56  separate  Claims,  not  one  of 
which  claims  protection  for  the  hammer  as  a  whole.  A  Patentee  under  such  a 
Patent  is  exposed  to  great  danger,  according  to  our  law,  because  if  any  one 
Claim  is  bad  the  whole  Patent  is  bad. 

15  The  Plaintiffs  allege  that  the  Defendants  infringe  Claim  13.  The  Defendants 
reply  that  according  to  the  true  construction  of  that  Claim,  it  was  anticipated, 
and,  alternatively,  that  if  a  narrow  construction  of  the  Claim  is  adopted,  they 
have  not  infringed.  And  they  also  reply  that  the  Patent  is  bad  by  reason  of 
Claim  7, 

20  It  cannot  be  too  often  repeated,  or  too  strongly  asserted,  that,  in  the  con- 
struction of  a  Specification,  precisely  the  same  principles  ought  to  be  followed 
as  are  applied  to  the  interpretation  of  contracts  or  deeds.  It  is  generally 
necessary  to  be  assisted  by  the  evidence  of  experts  as  to  the  meaning  of  technicsd 
terms,  and  as  to  the  operation  and  effect  of  mechanical  arrangements,  but  subject 

25  to.this  qualification,  if  indeed  it  be  a  qualification,  a  Specification  should  be 
treated  like  any  other  document.  It  must  be  fairly  construed,  without  re^rd 
to  the  consequences  which  may  follow  when  subsequently  considering  thedssue 
of  validity,  or  the  issue  of  infringement.  In  approaching  the  construction  there 
should  be  no  bias  either  for  or  against  the  patentee.    What,  then,  is  the  true 

30  construction  of  Claim  13  ?  *'  In  a  pneumatic  hammer  *'  must  mean  **  in  any 
**  pneumatic  hammer,"  and  not  **  in  a  Boyer  hammer."  It  may  perhaps  be 
fairly  limited  to  a  hand  hammer.  Every  pneumatic  hammer  must  have  a 
piston  chamber  and  a  piston.  This  is  involved  in  the  very  idea.  I  therefore 
read  Claim  13  as  follows :  **  In  any  pneumatic  hand  hammer,  the  combination 

35  "with  its  piston  chamber  and  piston  of" — not  the  peculiar  Boyer  valve 
described  in  Claims  1  to  6,  but — "  (1)  any  valve  having  differential  pressure 
"  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press 
"  the  valve  in  one  direction,  (2)  a  live  air  passage  leading  directly  from  the 
^  source  of  supply  to  the  piston  chamber  through  Uie  wall  of  the  piston  chamber 

40  ^'  and  independently  of  the  piston  " — ^by  which  last  words  I  understand  only 
that  the  passage  is  not  to  be  through  or  in  a  groove  of  the  piston — and  *<  (3)  a 
*'  passage  leading  from  the.  piston  chamber  to  the  larger  area  of  the  valve." 
The  combination  is  to  be  so  arranged  that  the  piston  operates  to  close 
communication  between  passages  (2)  and  (3)  except  when  it  approaches  one  end 

45  of  its  stroke  and  then  places  the  passages  in  communication  with  each  other  so 
as  thereby  to  admit  the  motive  fluid  to  the  larger  area  of  the  valve.  The 
members  of  the  combination  are  stated,  and  the  motive  or  end  of  the  combination 
is  also  stated.  The  language  used  is  perfectly  general,  and  I  cannot  limit  it  to  a 
combination  in  which  the  members  or  parts  operate  in  the  same   way  as 

50  corresponding  parts  in  the  Boyer  hammer  operate,  to  attain  not  only  the 
declared  end  of  the  combination,  but  also  a  wholly  independent  end,  namely, 
a  long  stroke  of  the  piston  secured  by  having  the  two  ports  opening  into  the 
piston  chamber  at  about  the  same  point  in  its  length.  I  am  not  able  to  imply 
any  such  limitation,  after  reading,  as  I  am  bound  to  read,  the  body  of  the 

*  28  BP.O.  pages  702  to  704. 
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Specification  in  connection  with  the  Claim.  The  Patentee,  no  donbt,  felt  tihe 
importance  of  a  long  stroke,  and  he  has  indicated,  as  the  first  and  most  prominent 
feature  of  his  invention,  his  method  of  securing  it,  namely,  by  using  a  valve 
consisting  of  ''  a  cylindrical  shell  arranged  within  the  piston  chamber  itself  and 
*^  of  a  sufficient  internal  diameter  to  surround  the  piston  and  permit  it  to  pass  & 
"  entirely  through  the  valve."  This  is  quite  outside  Claim  13.  I  can  find  no 
trace  in  the  Specification  of  any  peculiar  significance  being  attached  to  the 
relative  position  of  the  two  ports,  or  to  the  importance  of  the  circumferential 
groove  being  narrow.  For  purposes  of  construction  I  think  there  is  no  halting* 
place  between  the  narrow  view  which  would  confine  its  claim  to  the  Boyer  10 
hammer,  and  the  wide  view  which  treats  the  words  as  perfectly  general. 

If  I  am  right  in  my  construction  of  Claim  13,  I  think  it  follows  that  BrazeUe^s 
Specification  of  1881  is  an  anticipation.  Every  word  of  Claim  13  is  satisfied  by 
Brazelle.  I  do  not  think  it  necessary  to  call  attention  to  the  passages  in  the 
evidence  of  Mr.  Dugald  Clerk  in  which  this  is  frankly  admitted.  It  was  argued  15 
that  Brazelle^s  Patent  dealt  with  such  a  different  subject-matter  that  Boyer  was 
entitled  to  assert  that  there  was  invention  in  applying  it  to  a  pneumatic  hand 
hammer.  But  I  cannot  assent  to  this  view.  Brctzelle'a  invention  was  ^  adapted 
"  for  application  to  pumping  water,  feeding  boilers,  compressing  air,  operating^ 
*'  steam  hammers  or  stamps,  rock  drills,  and  analogous  uses.'*  For  some  of  these  20 
purposes  a  dead  blow,  as  distinguished  from  an  elastic  blow,  was  desirable. 
But  this  does  not  seem  to  me  to  suffice.  It  is  proved  that  Brazelle^s  machine 
will  act  as  a  pneumatic  hammer,  though  it  cannot  be  considered  a  commercial 
success,  and  is  obviously  inferior  to  the  Boyer  instrument.  In  my  view  Boyer 
has  not  claimed  those  different  features  which  have  undoubtedly  made  the  25 
Boyer  a  great  and  patentable  improvement  upon  the  Brazelle.  It  follows  that, 
in  my  opinion,  the  Patent  of  1896  cannot  be  supported. 

This  being  so,  it  is  perhaps  needless  to  say  anything  about  Claim  7.  But  I 
am  not  prepared  to  hold  that  Belts  Brown^s  Specification  of  1868  can  fairly  be 
regarded  as  an  anticipation.  I  have  felt  great  doubt  in  dealing  with  this  30 
difficult  case,  and  I  have  the  misfortune  to  differ  from  the  President  and  Lord 
Justice  Kennedy  on  this  point.  But  I  ought  not  to  shrink  &om  saying  that 
I  consider  Mr.  Justice  Warrington  was  right  in  the  view  which  he  expressed 
upon  the  1896  Patent. 

Boyer's  Patent  of  1895  may  be  shortly  dealt  with,  although  it  contains  73  35 
separate  Claims.    The  Plaintiffs  allege  that  the  Defendants  have  infringed  Claim 
42,  which  is  as  follows  :  **  In  a  pneumatic  tool,  the  combination,  with  the  tool 
"  proper,  of  a  grasping  handle  secured  thereto  and  having  the  pressure  supply 
"  duct  extending  through  it,  a  throttle  valve  in  the  handle  for  controlling  said 
"  duct,  and  a  lever  confined  in  a  recess  in  the  handle  for  operating  said  valve  and  40 
<<  projecting  outside  the  recess  at  one  end  into  position  to  be  pressed  by  the  hand 
**  of  the  operator,  substantially  as  described."    The  Defendants  deny  infringe- 
ment, and  allege  anticipation,  and  want  of  subject-matter.    The  tool  is  clearly 
and  accurately  described  by  Mr.  Justice    Warrington,^     The  invention  is 
admitted  by  Mr.  Dugald  Clerk  to  be  very  "  thin."    A  combination  of  which  that  45 
can  be  said  must  be  strictly  dealt  with.    The  doctrine  of  mechanical  equivalents 
must  not  be  applied  in  favour  of  the  Patentee,  and  slight  differences  in 
construction  may  suffice  to  distinguish.    In  the  present  case,  there  are  differences 
so  comparatively  important  that  I  think  the  Defendants  must  succeed  on  the 
issue  of  infringement.    But  I  desire  to  add  that  I  greatly  doubt  whether  there  is  50 
sufficient  subject-matter  to  support  Claim  42,  the  only  novelty  in  which  is  the 
thumb  piece  working  a  lever.    This  was  an  obvious  means  of  attaining  a  simple 
end,  namely,  the  opening  and  shutting  of  a  valve. 

In  my  opinion  this  appeal  should  be  dismissed. 
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Sir  OOBBLL  Barnes. — These  are  appeals  in  three  actions  for  infringement  of 
Patent  which  were  brought  by  the  same  Plaintiffs  against  the  different 
Defendants  and  heard  together  before  Mr.  Justice  Warrington^  who,  on  the  28th 
of  May  1906  gave  judgments  for  the  Defendants  in  all  three  actions  with  costs. 
5  The  Plaintiffs  are  the  registered  legal  owners  of  two  Patents  granted  to  one 
Joseph  Boyer,  the  first  of  which  is  No.  7672*  of  1895,  amended  on  the  27th  of 
October  1898,  and  the  other  is  24,165**  of  the  year  1896,  amended  on  the  25th  of 
October  1898. 
The  claims  in  respect  of  the  alleged  infringement  by  the  Defendants  of  the 

10  second  of  the  two  Patents  were  inade  in  all  three  actions,  and  the  claims  in 
respect  of  the  first  Patent  were  made  against  the  first  two  Defendants.  The 
breaches  alleged  in  the  first  action  were  infringements  by  importing  into  the 
realm,  and  selling  and  offering  for  sale  in  the  realm,  pneumatic  rivetting  and 
chipping  hammers  constructed  in  accordance  with  the  inventions  described  in 

15  the  Specifications  of  both  the  said  Letters  Patent,  and  claimed  in  Claims  42  and 
43  of  the  1895  Patent  and  Claims  13,  14,  50  and  51  of  the  1896  Patent.  Those 
alleged  in  the  second  action  wore  that  the  Defendants  had  manufactured,  used, 
offered  for  Bale  and  sold  pneumatic  hammers  for  chipping,  constructed  in 
accordance  with  the  said  inventions  described  in  the  said  Specification  and 

20  claimed  in  the  Claims  aforesaid,  and  the  breaches  alleged  in  the  third  action 
were  that  the  Defendants  had  manufactured,  used,  offered  for  sale  and  sold 
pneumatic  hammers  for  chipping  constructed  in  accordance  with  the  inventions 
described  in  the  Specification  of  1896  as  claimed  in  the  13th,  14th,  50th  and  51st 
Claims  in  the  said  Specification. 

25  It  may  be  here  stated  that  nothing  now  turns  upon  the  50th  and  51st  Claims 
of  the  Specification  of  the  1896  Patent,  and  those  Claims  were  treated  before 
us  as  entirely  out  of  the  case. 

The  defences  raised  in  each  of  the  actions  traverse  the  charges  of  infringe- 
ment and  raise  the  points  that  the  alleged  invention  were  not  subject-matter  for 

30  yslid  Letters  Patent  and  had  been  anticipated.  Both  Patents  relate  to  an 
instrument  called  a  **  pneumatic  hammer,*'  and  in  each  of  them  the  Patentee 
claimed  in  respect  of  a  large  number  of  separate  combinations ;  but  the  points 
raised  have  been  narrowed  down  by  the  pleadings  and  statements  of  Counsel, 
and  on  the  argument  before  us  it  appeared  that  the  result  of  the  actions 

35  depended  upon  three  or  four  points  which  were  very  fully  discussed  before  us. 
There  was  no  question  raised  as  to  the  utility  of  the  alleged  invention.  In  the 
case  of  the  first  Patent,  the  Claims  related  to  the  arrangement  of  the  handle  of 
the  pneumatic  hammer,  and  in  the  case  of  the  second  Patent,  the  alleged 
infringements  were  confined  to  certain  portions  of  the  arrangement  connected 

40  with  the  operation  of  the  motive  fluid  on  the  piston  or  hammer  and  the  valve,  and 
the  substantial  questions  raised  were,  that  the  Claims  were  either  not  subject* 
matter  for  a  valid  Patent,  or  had  been  slnticipated.  The  Claims  were  what 
may  be  termed  combination  Claims,  or,  to  use  a  phrase  which  is  frequently 
used  in  these  cases,  they  were  Claims  in  respect  of  inventions  which  were 

45  subordinate  integers  in  larger  inventions.  The  most  important  question  in  the 
case  was  raised  with  regard  to  the  second  Patent,  and  in  order  to  appreciate  the 
points  raised,  it  is  necessary  to  state  shortly  the  facts  which  give  rise  to  them. 

It  would  seem  that  prior  to  the  year  1896  a  successful  commercial  pneumatic 
hammer  had  not  been  constructed.    Mr.  Boyer  of  St.  Louis,  n.S.A.  had,  in  the 

50  year  1883,  obtained  a  Patent  for  what  he  termed  therein  a  chipping  machine, 
and  in  1895  he  obtained  a  further  Patent  for  improvements  in  pneumatic  and 
similar  hand  tools ;  that  is  the  Patent  No.  7672*,  already  mentioned ;  and  in 
1896  he  obtained  the  second  Patent  in  question  in  this  case,  for  improvements 
in  pneumatic  hammers  and  valve  mechanism  therefor.    The  hammer  produced 

55  in  accordance  with  this  latter  Patent  appears^  ^  .^  ?.  n^^st  successful  and 
beautiful  invention.  It  was  stated  to  be,  though  small,  a  most  powerful  tool 
capable  of  striking  1,500  blows  per  minute,  and  of  causing  a  cutting  tool  to  cut 
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or  shear  off  a  large  shaving  of,  iron  plate  without  jarring  or  inconveniencing 
the  workman  using  the  tool.  A  sample  of  the  work  performed  by  the  tool  iwras 
produced  in  Court  showing  a  spiral  shaving  of  nearly  half  an  inch  thick  and  of 
considerable  length.  A  description  of  a  pneumatic  hammer  and  of  its  operation^ 
and  of  some  of  the  particular  features  of  Mr.  Boyer^s  invention,  is  to  be  found  5 
in  the  carefully  expressed  judgment  of  Mr.  Justice  Warrington  at  pages  465 
and  466*  of  the  transcript  of  the  proceedings  before  him. 

The  principal  objects  of  the  new  invention  to  be  gathered  from  the  Specifi- 
cation of  1896  appear  to  be,  that  the  body  of  the  tool  should  be  made  as  short 
as  can  be  done  consistently  with  the  length  of  stroke  which  it  is  necessary  to  10 
give  to  the  piston  in  order  that  the  latter  may  act  with  sufficient  power  upon 
the  chisel  or  other  working  tool  employed  with  the  hammer,  and  that  the  piston 
should  be  as  heavy  ancl  have  as  long  a  stroke  as  possible,  that  the  body  of  the 
tool  should  not  be  of  excessive  diameter,  and  that  weight  should  be  added  to 
the  piston  by  increasing  its  length  rather  than  adding  to  its  diameter,  and,   15 
further,  to  produce  a  tool  in  which  the  shock  and  jar  incident  to  its  use  G^onld 
be  reduced  to  a  minimum  so  aB  to  avoid  causing  a  severe  strain  upon  the 
workman  using  it,  and  in  which  the  blow  struck  should  be  a  sharp  live  blow 
and  not  a  dead  blow.    One  special  feature  by  which  these  objects  appear  to  be 
attained  by  the  Specification  is  in  the  novel  valve  mechanism  which  constitutes  20 
the  first,  and  probably  the  most  important,  feature  of  the  invention,  the  valve 
being  an  ingenious  cylindrical  shell  valve,  through  which  the  piston  passes, 
and  having  differential  pressure  areas,  against  the  smaller  of  which  the  motive 
fluid  constantly  acts  to  press  the  valve  in  one  direction.    Another  feature  is  the 
construction  whereby  the  inner  end  of  the  shank  of  the  chisel,  or  other  working  25 
tool,  itself  forms  the  means  for  closing  the  front  end  of  the  piston  chamber. 
Another  feature  relates  to  a  novel  locking  device  for  the  coupling- sleeve  which 
holds  the  parts  of  the  tool  together.    Another  feature  with  which  this  case  is 
specially  concerned  is  a  live  air  passage  extending  from  the  source  of  supply 
through  the  valve  block  or  wall  of  the  cylinder  and  opening  into  the  piston  30 
chamber  at  about  the  same  point  in  its  length  as  a  certain  other  passage  lesEtding 
from  the  piston  chamber  to  the  larger  area  of  the  valve,  and  the  construction 
of  the  piston  is  such  that,  as  it  approaches  its  forward  position,  a  groove  in  it  will 
put  these  two  passages  into  communication,  and  cause  the  vsdve  to  shift  before 
the  front  end  of  the  piston  strikes  the  tool,  the  momentum  of  the  piston  with  35 
the  expanding  pressure  behind  carrying  it  on  forward  into  contact  with  the 
tool.    It  is  not  necessary  to  go  through  in  detail  all  the  other  points  which  are 
to  be  gathered  from  the  Specification,  but  the  successful  result  appears  to  have 
been  largely  contributed  to  by  the  novel  valve  mechanism  and  other  features, 
and — ^what  is  most  important  in  this  case — by  the  arrangement  for  the  con-  40 
nection  of  the  two  passages  above  referred  to,  which  had  the  result  of  enabling 
the  piston  to  strike  a  live  blow  instead  of  a  dead  blow  upon  the  tool,  and  of 
permitting  a  long  stroke  with  a  short  piston. 

Now  the  Defendants^  tools  which  are  complained  of  as  infringing  the 
the  Plaintiffs'  Patent  have  a  different  valve  mechanism  from  that  ref eired  to  in  45 
the  Specification,  but  it  seems  clear  from  the  evidence  and  admissions  made 
in  this  case,  that  in  the  Defendants'  tools  are  used  a  combination  of  the  features 
which  are  described  in  the  13th  and  14tJi  Claims  of  the  Specification,  and  it  is 
in  respect  of  the  use  of  these  features  that  the  Plaintiffs  claim  that  there  has 
been  an  infringement  of  their  Patent.  The  Defendants  do  not  dispute  that,  on  50 
the  Plaintiffs'  construction  of  these  Claims,  the  Plaintiffs  would  be  entitled  to 
claim  for  infringement,  but  they  differ  from  the  Plaintiffs  as  to  the  construction 
of  the  said  two  Claims,  and  contend  that,  as  properly  construed,  these  Claims 
are  not  limited  to  the  combination  contained  in  the  Plaintiffs'  tools  and  described 

•  23  E.P.C.,  pages  702  to  70i. 
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in  Claims  13  and  14,  but  are  wide  enough  to  embrace  combinations  which  are  to  be 
foimd  in  tools  which  had  been  previously  invented,  and  that  the  Plaintiflfe*  inven- 
tion  in  respect  of  the  combination  referred  to  in  these  Claims  had  been  anticipated. 
It  is  clear,  therefore,  that  the  main  question  in  this  case  is  as  to  the  construction 
5  of  the  13th  and  14th  Claims.  There  are  56  Claims  at  the  end  of  the  Specification 
which  appear  to  have  been  drafted  and  settled  in  the  United  States  of  America, 
where,  as  I  understand,  the  law  permits  some  Claims  in  a  Specification  to  stand 
though  others  may  fail.  The  Specification  thus  settled  appears  to  have  been 
filed  in  this  country  when  the  Patent  was  applied  for  here,  and  there  can  be  no 

10  doubt  that  the  Patentee  in  taking  such  a  course  here  runs  considerable  risk 
by  not  confining  his  Claims  within  very  close  limits,  for  the  result  may  be  that 
one  bad  Claim  may  invalidate  the  Patent. 

•  With  regard  to  the  law  applicable  to  the  question  of  construction,  there  was 
no  substantial  dispute  between  Counsel.    The  law  on  this  subject  was  clearly 

15  stated  by  Mr.  Justice  Warrington.*  There  is  no  mystery  about  the  question 
of  construction  of  a  Specification.  It  must  be  fairly  construed  without  bias 
either  for  or  against  the  Patentee.  Lord  Chelms/ord  in  the  case  of  Harrison 
V.  Anderston  Foundry  Company  (L.R.  1  Appeal  Cases,  at  page  581),  put  the 
matter  shortly  thus — "  In  the  construction  of  a  Specification  it  appears  to  me 

20  "  that  it  ought  not  to  be  subjected  to  what  has  been  called  a  benign  interpre- 
"  tation  or  to  a  strict  one.  The  language  should  be  construed  according  to  its 
'  ordinary  meaning— the  understanding  of  technical  words  of  course  being 
"  confined  to  those  who  are  conversant  with  the  subject-matter  of  the  invention 
**  —and  if  the  Specification  is  thus  sufficiently  intelligible  it  performs  aU  that 

25  "  is  required  of  it."  ^  e  f 

^^  Claims  13  and  14  of  the  Specification  are  as  follows—"  13.  In  a  pneumatic 
"  hammer,  the  combination  with  the  piston  chamber  and  piston,  of  a  valve 
.**.  haying  differential  pressure  areas,  against  the  smaller  of  which  the  motive 

OA  u  ?^^^.  ^^^^**^*^^y  ^^  *o  press  the  valve  in  one  direction,  a  live  air  passage 

30  leading  directly  from  the  source  of  supply  to  the  piston  chamber  through  the 
**  wall  of  the  latter  and  independently  of  the  piston,  and  a  passage  leading  from 
"the  piston  chamber  to  the  larger  area  of  the  valve,  the  piston  operating  to 
**•  close  communication  between  said  passages,  except  when  it  approaches  one 
"  end  of  its  stroke,  and  then  place  said  passages  in  communication  with  each 

85  "other  to  thereby  admit  the  motive  fluid  to  the  larger  area  of  the  valve. 
"  14.  In  a  pneumatic  hammer  the  combination,  with  the  piston  chamber  and 
"  piston,  of  a  valve  having  dijfferential  pressure  areas,  'against  the  smaller  of 
*^  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction, 
"  a  live  air  passage  leading  directly  from  the  source  of  supply  to  the  piston 

40  I*  chamber,  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area 
"  of  the  valve,  the  piston  being  provided  with  a  circumferential  groove  which 
"places  said  passages   in    communication  with    each    other   as   the    piston 
approaches  its  forward  limit  of  stroke  to  thereby  admit  the  motive  fluid  to 
^,  *^®  larger  area  of  the  valve  and  the  piston  operating  at  its  rearward  stroke  to 

45  "  cut  off  such  communication  and  to  open  an  exhaust  passafire  from  the  lanrer 
"area  of  the  valve."  ^^^ 

The  arguments  turned  principally  upon  Claim  13,  as  the  difference  between 
the  two  Claims  is  slight,  the  latter  referring  expressly  to  the  circumferential 
groove  in  the  piston  and  the  operation  of  the  piston  on  its  rearward  stroke, 

50  which  are  not  mentioned  in  the  former.  The  observations  which  I  have  to 
make  will  be  principally  upon  Claim  13,  and  in  making  them  it  will  be  seen 
that  they  substantially  cover  also  Claim  14. 

The  Defendants'  construction  of  Claim  13  is  that  it  relates  to  any  pneumatic 
hammer,  and  that  upon  the  true  construction  of  the  Claim,  the  combination 


w. 
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therein  referred  to  is  a  combination  in  any  pneumatic  hammer  with  the  piston 
chamber  and  piston,  whatever  form  the  piston  chamber  and  piston  take  in  bulcIi 
hammer,  of  any  valye  having  differentisd  pressure  areas,  against  the  smaller  of 
which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction ;  any 
live  air  passage  which  leads  directly  from  the  source  of  supply  to  the  piston   5 
chamber  through  the  wall  of  the  latter;  and  any  passage  leading  from  tha 
piston  chamber  to  the  larger  area  of  the  valve,  the  piston  operating  to  cloee 
communication  between  the  said  passages  except  when  it  approaches  one  end 
of  its  stroke  (which  words  they  read  as  including  at  the  end  of  its  stroke)  and 
then  place  the  passages  in  conmiunication  with  each  other  to  thereby  admit  the  10 
motive  fluid  to  the  larger  area  of  the  vsJve,    In  order  to  support  this  construc- 
tion, they  appear  to  have  produced  a  large  number  of  Specifications  of  prior 
date  to  the  Specification  in  question,  from  which  they  selected  two,  one  by 
Benjamin  Brazelle  of  St.  Louis  in  1881,  and  another  by  Frederick  Doering 
of  London  in  1867,  which  two  Specifications,  they  contend,  described  and  15 
claimed  combinations  which  fulfilled  the  claims  found  in  OlaimB  13  and  14  and 
show  that  those  Claims  had  been  anticipated. 

So  far  as  I  can  gather  from  the  evidence  and  the  statements  of  Counsel,  it 
was  not  suggested  that  any  successful  working  tool  of  the  kind  in  question  in 
this  case  had  been  produced  prior  to  the  invention  claimed  by  the  Plaintiffik,  SO 
and  the  anticipations  relied  upon  by  the  Defendants  appear  to  be  anticipations 
by  Specifications  of  machines  which,  whatever  may  have  been  the  resolts 
produced  therefrom  in  respect  of  machines  designed  in  accordance  with,  and 
for  the  purposes  referred  to  in,  such  Specifications,  had  not,  so  for  as  I  gathered 
from  the  evidence,  resulted  in  the  production  of  an3rthing  in  the  nakire  of  a  25 
sxiccessful  pneumatic  hammer  such  as  that  of  the  Plaintiffs.  Indeed  it  does 
not  appear  to  be  going  too  far  to  say  that  so  far  as  the  Claims  in  question  are 
concerned,  the  Defendants  would  seem  to  have  no  merits  in  their  defence. 
There  appears  to  be  no  doubt  that  while,  on  the  one  hand,  all  the  elements 
referred  to  in  the  combinations  described  in  13  and  14  are  to  be  found  in  the  30 
hammer  made  by  the  Plaintiffs,  all  those  elements  are  also  to  be  found  in  the 
Defendants'  hammers  by  which  the  Plaintiffs  allege  the  Patent  has  been 
infringed,  and  that  those  elements  conduce  to  the  successful  operation  of  the 
hammers  both  of  the  Plaintiffs  and  the  Defendants. 

As  I  understand,  the  first  point  made  for  the  Plaintiffs  with  regard  to  the  35 
construction  which  they  seek  to  place  upon  the  Claims,  is  that  the  words 
^*  pneumatic  hammer"  are  confined  to  a  hand  pneumatic  hammer.  This  argument 
is  based  upon  the  fact  that  Mr.  Boyer  in  his  Specification  of  1895  described  the 
Specification  as  being  for  '^  improvements  in  pneumatic  and  similar  hand  tools," 
and  it  is  clear  that  in  that  Specification  the  tool  contemplated  is  a  hand  tool,  for  40 
at  page  1  of  the  Specification  the  tool  is  described  as  having  ''a  grasping  handle 
**  secured  to  the  end  of  the  casing  at  which  the  valve  mechanism  is  located, 
'^  and  provided  with  means  within  the  grasp  of  the  operator  for  controlling  the 
'*  admission  of  pressure  to  the  tool,  while  at  the  opposite  end  of  the  casing  the 
'^  tool  stock  is  fitted  to  reciprocate  in  the  bore  of  the  casing,  and  is  adapted  to  45 
"  to  be  held  and  directed  in  its  work  by  one  hand  of  the  operator  while  with 
'*  the  other  he  grasps  the  handle  of  the  tool  and  admits  and  cuts  off  the  pressure 
*^  as  necessary  "  ;  and  the  argument  is  further  based  upon  the  fact  that  in  the 
1896  Specification  it  appears  that  the  Patent  is  for  ^'  Improvements  in  pneumatic 
**  hammers  and  valve  mechanism  therefor,"  and  that  on  page  1  of  the  Specifics-  50 
tion  the  inventor  states  that  ^*  my  present  invention  relates  to  machines  of  the 
"  general  nature  of  that  heretofore  patented  by  me  by  Letters  Patent  No.  7672 
'Vof  the  16th  April  1895,"  and  the  Plaintiffs  contend  that  the  1896  Specification 
should  be  construed  accordingly. 

In  my  opinion  this  contention  ought  to  prevail,  for  when  the  whole  terms  of  55 
the  Speeification  of  1896  are  considered,  bearing  in  mind  the  featured  6f  the 
invention  therein  mentioned,  the  objects  which  the  inventor  had  in  view,  and 
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the  purpose  of  the  tool  as  indicated  throughout  the  Specification,  it  appears  to 
me  reasonable,  in  construing  the  Claims  by  the  light  of  the  Specification,  to 
construe  the  term  *'  pneumatic  hammer  *'  to  hq  a  pneumatic  hammer  of  the 
nature  of  that  described  in  the  Specification,  and  by  the  reference  in  the 
5  Specification  to  the  Specification  of  1895,  which  distinctly  refers  to  a  hand 
pneumatic  hammer. 

But,  further,  the  PlaintifiEs  contend  that  upon  the  true  construction  of 
Claim  13,  the  description  therein  to  be  found  of  the  combination  is,  having 
regard  to  the  Specification  and  the  grouping  of  the  56  Claims  therein  into 

10  classes  which  deal  either,  for  instance,  with  specific  features  in  some  cases  ando 
with  combinations  in  other  cases,  to  support  a  Claim  in  respect  of  features 
which,  while  not  necessarily  restricting  the  precise  form  of  the  piston  chamber 
and  piston  or  the  precise  nature  of  the  valve,  except  that  it  must  have 
differential  pressure  areas  against  the  smaller  of   which   the   motive   fluid 

1^  constantly  acts  to  press  the  valve  in  one  direction,  are  features  which  will 
enable  the  piston  to  operate  by  closing  communication  between  the  passages,, 
which  are  indicated  in  the  Claim,  except  at  a  certain  point  in  its  progress, 
namely,  when  it  approaches  one  end  of  its  stroke,  and  will  then  place  the 
passages  in  communication,  and  thereby  admit  the  motive  fluid  to  t^e  larger 

20  area  of  the  valve.  They  therefore  contend  that,  when  the  substance  of  this 
combination  is  looked  to,  it  describes  that  which  is  to  be  found  in  the  Plaintiffs* 
hammers  and  also  in  the  Defendants\  but  is  not  to  be  found  in  any  previous 
tools,  whether  specified  or  manufactured.  The  objection  to  this  construction 
raised  by  the  Defendants  was  that  such  a  construction  necessarily  brought  into 

2$  the  combination  the  valve  mechanism  which  Mr.  Boyer  stated  to  be  the  first 
feature  of  his  invention,  but  it  seems  to  me  that  that  is  not  in  accordance  with 
the  generality  of  the  reference  to  a  valve  having  differential  pressure  areas, 
and  is  not  a  reasonable  construction  to  place  upon  Claim  1 3.  Moreover,  I  think 
that  when  the  Claim  is  closely  and  carefully  examined  in  its  language,  it  will 

80  permit  of  the  description  of  a  combination  such  as  is  to  be  found  in  the 
Plaintiffs*  hammer,  and  will  not  permit  of  a  description  of  a  combination  which 
is  fairly  and  reasonably  to  be  found  in  either  of  the  two  Specifications  which 
were  so  much  relied  upon  by  the  Defendants.  It  is  important  upon  this  point 
to  observe  that  in  Claim  13  it  is  necessary  that  the  piston  should  operate  to 

3|^  close  communication  between  the  said  passages,  except  when  it  approaches  one 
end  of  its  stroke.  That  is  accomplished  in  the  Plaintiffs'  hammer  by  a  groove 
near  the  rearward  end  of  the  piston,  which  in  its  progress  forwards  and  while 
it  is  still  approaching  one  end  of  the  stroke,  permits  of  the  opening  of 
communication  between  the  two  passages,  and  when  the   description   and 

40  Drawings  of  the  Brazelle  engine  are  examined  with  care,  it  will  be  found  that 
such  a  description  will  not  reasonably  fit  such  engine,  for  the  communication 
between  the  two  passages,  which  are  indicated  in  that  Specification  and  in  those 
Drawings,  is  only  open  at  the  conclusion  of  the  stroke,  and  not  in  any  reason- 
able sense  at  a  time  when  the  piston  is  approaching  one  end  of  its  stroke ;  in 

45  fact,  in  the  Brazelle  engine,  in  which  a  dead  blow  is  struck,  the  communication 

is,  as  was  frequently  pointed  out  in  the  course  of  the  argument,  restricted  by 

the  length  of  the  stroke  of  the  piston.    So,  again,  in  the  case  of  the  Doering 

engine  the  same  observations  appear  to  be  applicable. 

Again,  the  words  in  Claim  13,  '*  and  independently  of  the  piston,**  require 

50  careful  consideration.  A  good  deal  of  argument  was  expended  upon  them,  the 
Plaintiffs  contending  that  effect  could  not  be  given  to  these  words  if  the  descrip- 
tion of  the  combination  were  allowed  to  include  a  machine  in  which  the  length 
of  stroke  of  the  piston  was  controlled  by  itself,  as  is  clearly  shown  in  the 
Brazelle  design,  whereas  the  contention  of  the  Defendants  was  that  these  words 
55  did  not  add  anything  to  the  words  which  preceded  them,  and  may  have  been 
inserted  to  exclude  a  combination  in  which  the  live  air  passage  passed  through 
the  piston.    In  support  of  these  contentions  the  Defendants  referred  to  a 
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Specification  of  a  hammer  by  one  Beckwithy  in  May  1896,  in  which  it  was  said 
that  the  design  showed  a  passage  for  air  passing  through  the  piston.    Bat  so  far 
I  as  can  appreciate  the  Drawingand  description  of  the  BeckimthhAmmery  the  3it 
does  not  pass  through  thje  piston  but  along  grooves  cut  in  the  side  of  it,  and  no 
other  case  was  drawn  to  our  attention.    At  first  I  was  disposed  to  consider  the  5 
Defendants'  contentions  correct,  bnt  on  reflection  I  do  not  feel  that  their  conten- 
tion as  to  these  words  gives  adequate  effect  to  them,  and  when  I  find  that  they 
are  inserted  in  Clause  13  and  not  in  Clanse  14,  where  there  is  a  distinct  state- 
ment that  the  piston  is  to  have  a  circnmferential  groove  to  place  the  passage  in 
communication  at  a  particular  point  in  the  piston's  stroke,  but  allowing  the  10 
piston  to  travel  beyond  that  point,  it  seems  to  me  more  reasonable  to  read  them 
as  referring  to  that  part  of  the  Boyer  design  which  shows  that  the  live  air 
passage  is  not  in  constant  communication  with  some  grooves  or  holes  in  the 
piston,  as  in  the  Braaelle  and  Doering  machines,  and  that  although  the  piston 
will,  at  one  point,  operate  to  open  communication  between  the  two  passages  by  15 
a   groove    or   otherwise,    as  indicated    by  the  witness,  Dugald  Clerkj  and 
as  explained  by  the  Plaintiffs*  Counsel  in  the  argument,  it  will  not  be  confined 
in  its  stroke  by  the  distance  between  the  openings  of  the  two  passages.    In 
other  words,  it  seems  more  reasonable  to  give  to  these  words  some  such 
meaning  as  the  Plaintiffs  contend  for  in  a  Specification  in  which,  no  doubt,  20 
every  word  was  carefully  considered  on  drafting  it,  than  to  treat  them  according 
to  the  argument  of  the  Defendants  as  practically  amounting  to  surplusage. 

But  there  is  another  ground  upon  which  these  two  so-called  anticipations  do 
not  appear  to  me  to  defeat  the  Plaintiffs*  claim,  because  it  is  obvious  that  a 
reasonable  intierpretation  of  Claim  13,  having  regard  to  the  Specification,  leads  25 
to  the  conclusion  that  the  combination  will  produce  in  a  pneumatic  hammer  a 
blow  which  was  described  as  a  "  live  blow,"  whereas  in  the  other  two  engines 
the  whole  of  the  arrangement  appears  to  be  to  produce  a  dead  blow,  and  to  be 
onewhich  would  be  utterly  unsuitable  for,  and  unadaptable  to,  an  instrument 
stich  as  that  claimed  to  have  been  invented  by  Mr.  Boyer.     It  is  true  the  30 
Defendants  appear  to  have  had  small  models,  of  about  tiie  same  size  as  the 
Plaintiffs*  hammer,  made  for  the  purposes  of  this  case,  of  the  other  two  engines, 
and  some  little  chips  of  metal  cut  by  the  Brazelle  model  were  produced,  but  the 
evidence  shows,  to  my  mind,  quite  clearly  that  these  models  could  not  really  be 
said  to  work,  at  any  rate  for  the  purposes  for  which  the  Plaintiffs*  hammer  is  35 
designed,  or  to  be  suitable  for  a  workman  to  work  with.     Still  further,  it  is  to 
be  observed  upon  these  two  Specifications  (the  Brazelle  and  the  Doering)  that 
the  former  is  described  as  a  Specification  for  a  steam  pumping  engine,  and  the 
object  of  the  invention  is  described  to  be  to  provide  a  simple,  compact  and 
inexpensive  engine  adapted  for  application  to  pumping  water,  feeding  boilers,  40 
compressing  air,  operating  steam  hammers  or  s^mps,  rock  drills,  and  analogous 
uses.     No  point  was  made  as  to  the  motive  fluid  being  steam  in  that  case, 
whereas  it  is  air  in  the  hammers  in  question,  though,  of  course,  in  the  practical 
use  of  the  tool  to  be  worked  in  the  hands  the  difference  between  the  two  fluids 
is  obvious.    The  Doering  Specification  was  for  "  Improved  machine  for  boring  45 
<^  rocks,"  and  both  these  machines,  the  Braaelle  and  the  Doering^  appear  to  h^ 
heavy  machines  Very  far  remote  from  the  tool  in  question  in  this  case ;  and  that 
is  material,  because  the  claim  which  is  put  forward  by  the  Plaintiffs  is  for  an 
arrangement  which  has  the  effect  of  making  a  pneumatic  hanmier  which  is  to 
be  used  by  a  workman,  and  from  its  whole  description  must,  whatever  the  50 
precise  form  of  it,  be  of  a  light  and  workable  character,  and  the  invention  is  in 
substance  one  which  it  is  claimed  will  effectuate  this  purpose,  and  in  which  the 
particular  combination  which  I  am  at  present  considering  is  to  form  a  useful 
and  important  part. 

It  does  not  appear  to  me  necessary  to  review  the  authorities  which  were  55 
referred  to  in  the  course  of  the  argument  in  this  case,  for  it  seems  to  be  clear 
that  if  the  construction  of  the  Claim  is  that  for  which  the  Plaintifb-  contend, 
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there  has  been  infringement  by  the  Defendants  and  no  anticipation,  and  that 
the  Plaintiffs  have  a  valid  Claim  in  respect  of  the  combinations  referred  to  in 
Claims  13  and  14  in  accordance  with  principles  which  are  well  established  and 
considered  in  the  case  of  Clark  y.  Adie  (L.R.  2  App.  Cas.  315),  and  the  case  I 
5  have  already  mentioned. 

Mr.  Justice  Warrington^  in  his  judgment  on  this  part  of  the  case,  came  to 
the  conclusion  that  the  Claims  in  question  failed  for  want  of  subject-matter^ 
and  further  that  they  had  been  anticipated  by  the  invention  of  Bra^elle^  and 
possibly  by  that  of  Doering^  but  for  the  reasons  which  I  have  given,  I  have 

10  come  to  a  different  conclusion  from  that  of  the  learned  Judge,  and  I  am  of 
opinion  that  there  was  most  distinct  Invention  and  no  anticipation  in  respect  of 
the  combinations  referred  to  in  Claims  13  and  14. 

A  subsidiary  point  was  made  by  the  Defendants  with  regard  to  Claim  7  in 
the  1896  Specification.    That  Claim  relates  to  a  combination  which  includes  an 

15  auxiliary  passage  opened  by  the  movement  of  the  valve  to  admit  an  additional 
supply  of  motive  fluid  to  the  larger  area  of  the  valve,  and  the  point  made  by 
the  Defendants  was  that  that  claim  had  been  substantially  anticipated  by  a 
Patent  taken  out  by  Betts  Brown  in  1868,  in  respect  of  "  Improvements  in 
*^  actuating  the  valves  of  engines  worked  by  steam  or  other  fluid."    Mr.  Jutsice 

20   War^ngton  did  not  go  at  length  into  this  point,  but  stated  that  if  he  had  to 

decide  the  point  on  Claim  7  he  should  be  prepared  to  find  that  ^*  the  auxiliary 

*'  passage — the  passage  itself,  the  purpose  of  it,  and  the  means  whereby  the 

**  purpose  is  carried  into  effect — is  substantially  anticipated  by  Betta  Broum" 

I  do  not  agree  with  the  conclusion  at  which  the  learned  Judge  arrived  with 

Z&  regard  to  this  matter.  Some  of  the  observations  which  I  have  already  made 
upon  the  other  Claims  have  a  bearing  upon  Claim  7.  The  Betts  Brown  Speci- 
fication does  not  appear  to  me  to  relate  to  a  pneumatic  hammer,  and  what  the 
Plaintiffs  are  claiming  is  the  combination  in  a  pneumatic  hammer,  which  must 
serve  the  purpose  of  a  pneumatic  hammer.    I  do  not  think  it  necessary  to  examine 

30  in  detail  the  differences  which  exist  in  point  of  structure  between  the  com- 
bination referred  to  in  the  Plaintiffs'  Claim  and  the  structure  referred  to  in  the 
Betts  Brown  Specification.  There  are  several  important  differences  which  were 
pointed  out  by  Counsel  in  the  course  of  the  argument,  and  the  point  made  by 
the  Plaintiffs  is  that  the  combination  for  which  they  claim,  will  work,  and 

35  work  satisfactorily,  in  a  pneumatic  hammer,  that  there  is  invention  in  the 
arrangement  which  enabled  that  combination  so  to  work,  and  that  the  Betts 
Brown  is  for  a  different  class  of  engine  altogether,  and  that  the  additional 
passage  in  Betts  Brown  would  not  work  in  a  pneumatic  hammer.  In  the 
course  of  the  evidence  of  Mr.  Swinburne^  the  witness  said  (speaking  of  the  Betts 

40  Brown  arrangement),  ^^  So  that  he  has  got  some  sort  of  idea  in  his  head,  but  he 
"  has  not  caried  it  out  in  a  way  that  would  possibly  work.  The  result  is  he  has 
*^  not  only  not  got  what  the  Plaintiffs  have  but  he  has  not  got  a  practical  pump," 
and,  further  on  in  his  evidence,  he  pointed  out  that  the  two  machines  were 
different,  the  nature  of  the  difference  appearing  to  be  that  the  machines  and 

45  their  purposes  are  entirely  different,  and  the  arrangements  in  them  also 
different.  The  result  seems  to  be  that  the  combination  in  the  Betts  Brown 
machine  would  not  work  in  a  pneumatic  hammer,  and  even  if  it  could  be  said 
that  there  is  some  underlying  similarity  of  idea  in  the  two  arrangements,  the 
ingenious  and  successful  application  of  the  combination  by  the  Plaintiffs  to  a 

50  pneumatic  hammer  appears  to  be  an  invention  in  relation  to  a  pneumatic 
hammer.  My  conclusion  on  this  point  is  that,  when  this  matter  is  fully  and 
&irly  considered  having  regard  to  the  nature  of  the  combination  of  the  Plaintiffs 
described  in  the  7th  Claim,  there  has  not  been  anticipation  as  contended  for  by 
the  Defendants. 

55  With  regard  to  the  1895  Patent,  I  have  very  carefully  considered  the  evidence 
and  arguments  on  the  42nd  and  43rd  Claims,  and,  although  I  have  felt  some 
doubt  on  the  matter,  I  find  myself  unable  to  differ  from  the  conclusion  arrived 
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at  by  Mr.  Justice  WarringtoHj  and  I  may  observe  that  the  principal  w^itness 
for  the  Plaintiffs  agreed  that  what  is  claimed  as  invention  in  these  Claims  i0 
"  very  thin." 

In  my  opinion,  the  PlaintiflFs  are  entitled  to  succeed  on  the  appeals  in  these 
actions  in  respect  of  the  1896  Patent,  and  to  have  judgment  accordingly  for  the  5 
necessary  relief  in  that  respect,  but  fail  as  to  the  1895  Patent.  With  regard  to 
the  costs  below,  I  think  that  the  Defendants  respectively  should  pay  the  costs 
ot  the  respective  actions,  except  so  far  as  they  relate  only  to  the  1895  Patent, 
and  should  have  their  costs  so  far  as  they  relate  only  to  that  Patent.  In  my 
opinion  the  Plaintiffs,  having  succeeded  on  the  main  controversy,  should  have  10 
the  costs  of  the  appeals. 

I  desire  to  add  that  I  feel  some  diffidence  in  expressing  an  opinion  upon  the 
Claims  under  the  1896  Patent  different  from  that  of  the  Master  of  the  Rolls, 
who  takes  the  same  view  as  that  entertained  by  Mr.  Justice  Warrington,  bnt 
the  result  of  giving  this  matter  the  most  careful  consideration  that  lies  in  my  15 
power  has  been  that  I  have  arrived  at  conclusions  in  favour  of  the  Plaintiffs  for 
the  reasons  which  I  have  stated. 

Ebnnbdt  L.J. — In  this  case  I  agree  with  the  President  of  the  Probate, 
Divorce  and  Admiralty  Division  in  allowing  the  Plaintiffs*  appeal,  so  far  as  it 
relates  to  Boyer's  1896  Patent.    The  fulness  of  the  President's  judgment,  which  30 
I  have  had  the  opportunity  of  reading,  enables  me  to  bring  within  a  small 
compass  the  remarks  which,  as  I  am  differing  from  the  Court  below,  I  deem  it 
to  be  my  duty  to  make,  in  order  to  explain,  or,  at  all  events,  sufficiently  indicate ' 
to  the  parties,  the  grounds  of  my  difference.    In  regard  to  the  Boyer  Patent  of 
1895, 1  do  not,  in  regard  to  these  Claims,  feel  that  I  can  usefully  suid  anything  25 
to  the  judgment  of  Mr.  Justice  Warrington^  in  which  I  as  well  as  the  other 
members  of  this  Court  altogether  concur.    In  regard  to  the  Boyer  Patent  of 
1896,  as  to  which  the  substantial  issue  is  tiie  validity  or  invalidity  of  Claims  7, 
13  and  14  of  the  1896  Specification,  I  think  that  it  is  my  duty,  as,  with  most 
sincere  respect  to  my  brother  Warrington^  I  have  come  to  a  different  conclusion  30 
as  to  the  merits  of  the  case,  to  explain  concisely  the  reasons. 

The  law  of  the  case,  as  the  learned  Judge  below  has  said  in  his  judgment,  is 
not  really  open  to  serious  dispute.  I  do  not  think  that  the  statement  of  the 
law  by  Mr.  Justice  Warrington  •  is  open  to  criticism,  except  that  I  should 
qualify  the  sentence  at  the  top  of  page  465 1  by  the  insertion,  after  the  words  35 
"  point  out,"  of  some  such  further  words  as  "  either  expressly  or  by  just  and 
'*  reasonable  inference."  In  regard  to  the  mechanism,  it  would  be  impossible 
in  point  of  either  completeness,  lucidity  or  accuracy  to  better,  and  it  is  quite 
needless  for  my  present  purpose  to  repeat,  the  description,  which  Mr.  Justice 
Warrington  has  given  in  his  judgment,  of  the  contrivance  of  the  Boyer  40 
hammer  as  set  forth  in  the  1896  Specification  ;  and  I  adopt  that  description  as 
it  stands.  Of  the  admirable  ingenuity  and  the  practical  efficacy  of  that 
hammer  there  is  no  question.  But  it  is  nevertheless,  of  course,  quite  consistent 
with  this,  that  the  Plaintiffs  should  fail  in  these  actions,  becauBe  the  Patentee 
has  chosen  in  his  Specification  to  claim,  not  merely  in  respect  of  the  invention  45 
of  the  hammer  as  a  whole,  but  to  make  56  distinct  Claims  for  combinations, 
each  of  which  is  treated  as  a  subordinate  integer,  and  the  Plaintiffis'  present 
actions  fail  if  any  one  of  those  Claims  is  successfully  impeached  by  the 
Defendants. 

The  Claims  which  form  the  subjects  of  dispute,  as  the  case  has  been  fought^  50 
are,  as  I  have  already  said,  Nos.  7, 13  and  14.    Of  these,  Nos.  13  and  14  are  so 
closely  akin  that  they  may  be  taken  together ;  and,  if  the  Plaintiffs  succeed  in 
their  contention  as  to  the  validity  of  No.  13,  it  is  not  denied  that  they  are 
entitled  to  succeed  in  regard  to  No.  14  also.    No.  7  is  so  far  different,  in  regard 

•  23  E.P.C.  702.  t  23  R.P.C.  j»age  702,  line  42.- 
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to  the  dominant  element  of  the  combination  there  put  forward,  that  it  has  been 

Sroperly  treated  in  argument  by  itself  and  apart  from  Nos.  13  and  14. 
[r«  Justice  Warrington  has  held  that  Claims  13  and  14  fail  for  want  of  subject^ 
matter,  and  that  the  combination  as  it  is  stated  in  each  of  these  Claims  has 
5  been  anticipated.  In  regard  to  Claim  7,  the  esaential  or  characteristic  feature 
of  which  is  an  auxiliary  passage  whereby  the  pressure  of  the  motive  fluid 
against  the  larger  area  of  the  valve  is  maintained  to  prevent  it  from  prematurely 
shifting  backwards,  the  learned  Judge  has  held  that  what  is  there  described 
has  also  been  anticipated. 

10  As  to  this  last  mentioned  Claim,  Claim  7,  Mr.  Justice  Warrington  has 
decided  in  the  Defendants*  favour  without  any  particular  descriptive  statement 
of  the  Betta  Brown  Patent  of  1868,  in  which  the  anticipation  is  asserted  by  the 
Defendants  to  exist ;  and  I  content  myself  with  saying  that,  having  carefully 
considered  the  two  Specifications,  as  explained  and  commented  upon  by  th^ 

15  Counsel,  who,  on  both  sides,  have  given  us  so  much  assistance,  it  appears  to  me 
that  there  is  sufficient  novelty  in  regard  to  the  auxiliary  passage  which  forms 
part  of  the  combination  in  Boyer^s  Claim  7,  in  regard  alike  to  its  position,  its 
usefulness,  and  the  relation  to  adjoining  mechanism  of  his  auxiliary  valve,  to 
prevent  its  being  fairly  treated  as  something  which  the  earlier  Patentee  had 

3Q   anticipated. 

In  regard  to  Claims  13  and  14,  the  argument  of  which  formed  the  chief  part 
of  the  discussion  on  the  appeal,  the  gist  of  the  Defendants'  case,  if  I  correctly 
understood  the  arguments  of  their  Counsel,  is  that  the  Plaintiffs  have  been 
anticipated  by  Brazelle  in  his  Patent  of  1881.     Doering's  Patent  of  1867  was 

85  also  referred  to,  but  it  was  upon  Brazelle^s  alleged  anticipation  that  they 
mainly  relied,  and  it  is  upon  a  comparison  with  Brazelle's  Specification  that  the 
learned  Judge  below,  whilst  also  mentioning  Doering^  based  his  judgment  in 
the  Defendants*  favour  upon  these  two  Claims.  I  hope  I  do  the  Defendants' 
case  no  unintentional  injustice  if  I  say  that  unless  in  regard  to  these  two 

30  Claims  Nos.  13  and  14,  they  can  successfully  rely  upon  the  Brazelle  as  an 
anticipation,  they  must  fail  altogether. 

I  have  come  to  the  conclusion  that  the  Brazetle  invention,  as  it  appears  in 
his  Specification,  ought  not  to  be  treated  as  an  anticipation  of  Boyer's  Claims  13 
and  14.    In  the  first  place,  I  am  satisfied  that  Brazelle's  combination  was  never 

35  intended  for  use  in  a  hand  hammer  at  all,  and  could  not  be  effectively  so  used. 
The  ^*  operation  of  his  improvements  "  as  he  describes  them,  involves,  as  I  under* 
stand  the  mechanism,  first,  a  dead  blow  which  would  necessarily  produce  such  a 
jar  as  would  be  intolerable  in  an  instrument  worked  in  the  hand,  and  secondly, 
a  shortness  of  stroke  which  is  incompatible  with'  sufficiency  of  power  to  act 

40  effectively  upon  the  chisel  or  other  working  tool  employed  with  the  hammer. 
Therefore,  whilst  as  a  mere  matter  of  words,  his  statement  of  objects  in  the 
opening  words  of  the  Brazelle  Specification  might  be  wide  enough  to  include  a 
hand  hammer,  the  nature  of  the  operation  of  the  mechanism,  as  he  describes  it, 
excludes  such  a  hammer  from  the  category  of  uses  for  which  it  is  the  object  of 
45  his  invention  to  provide. 

In  the  next  place,  when  we  turn  to  his  description  of  the  operation  of  his 
improvements,  we  find  that  the  communication  between  the  ports  c^  and  <? 
wMch  are  said,  and,  as  it  appears  to  me,  correctly  said,  to  correspond  with  T^  and 
T  in  Boyer^s  mechanism  and  are  included  in  his  Claims  13  and  14,  is  effected,  as 
50  BrazelWs  Specification  expressly  tells  us,  at  the  termination  of  the  downward 
stroke  of  the  piston.  And,  when  we  examine  his  text  with  the  accompanying 
illustrations,  we  see,  firstly,  that  at  no  earlier  point  in  his  design  could  this  be 
done,  because  if  such  communication  was  effected  earlier,  as  tiie  cavity  of  his 
differential  piston  is  always  full  of  live  steam,  and  directly  communication 
55  between  c^  and  c^  is  opened  the  steam  supply  through  c^  passes  through  c?  and 
raises  the  valve  Q}  by  its  pressure  upon  the  larger  head  c^  and  the  discharge  of 
the  steam  which  has  effected  the  downward  stroke  takes  place,  the  piston  will 
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commence  its  rearward  motion,  if  I  follow  the  working,  by  its  pressnre  iii>on 
the  lower  snrface  of  the  larger  head  h  of  the  differential  piston.  If  this  preesul^ 
was  exerted  at  any  time  earlier  than  the  termination  of  the  downward  stroke, 
the  result  would  be  that  the  Brcizelle  piston  would  be  forced  backward  before 
it  had  made  any  impact,  or,  at  any  rate,  any  effective  stroke  at  all,  upon  the  5 
surface  upon  which  it  is  intended  to  operate.  We  find  then  as  essential  points 
of  the  Brazelle  combination,  a  communication  between  the  ports  (^  and  c*  which 
takes  effect  at  the  termination  of  the  downward  stroke  of  the  piston,  as  he 
himself  asserts  ;  an  arrangement  of  parts  in  the  relatiye  position  of  the  ports 
c*  and  c*  in  the  length  of  the  cylinder  which  imposes  a  length  in  the  cavity  of  10 
the  piston  which  is  equal  to  the  length  of  the  stroke,  and  as  necessary  conae- 
quences  of  this  combination,  a  shortness  and  deadness  of  stroke  which  both- 
constitute  disqualifications  for  the  effectiveness  of  the  combination  for  the 
effective  working  of  a  hand  hammer. 

Now  I  turn  to  the  Boyer  Claims  13  and  14.    We  may  properly  take  13,  and  15 
leave,  as  I  have  said,  14  out  of  particular  consideration,  for  the  Claim  in  14  in 
substance  is  the  Claim  in  13,  with  the  addition  of  the  circumferential  groove 
and  a  statement  of  the  operation  of  the  piston  at  its  rearwa^  stroke.     Claim  13 
runs   thus : — "  In  a   pneumatic  hammer,  the  combination  with    the    piston 
^  chamber  and  piston,  of  a  valve  having  differential  pressure  areas  against  the  30 
^'  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one 
"  direction,  a  live  air  passage  leading  directly  from  the  source  of  supply  to  the 
^  piston  chamber  through  the  wall  of  the  latter  and  independently  of  the  piston 
**  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area  of  the  valve, 
*'  the  piston  operating  to  close  communication  between  the  said  passages  except  2S 
**  when  it  approaches  one  end  of  its  stroke,  and  then  place  said  passages  in  com- 
^  munication  with  each  other  to  thereby  admit  the  motive  fluid  to  the  larger 
"  area  of  the  valve."    With  great  respect  I  differ  from  Mr.  Justice  WarHngtan 
and  agree  with  Sir  GOBBLL  Babnbs  as  to  the  meaning  to  be  given  to  the  initial 
words  of  this  Claim  13.     I  feel  myself  obliged  to  hold  that  the  words  ^*  in  a  30 
'*  pneumatic  hammer "  ought  to  be  read  as  meaning  *^  in  a  pneumatic  hand 
^*  hammer  "  for  the  reasons  which  Sir  OOBBLL  Babnbs  has  so  clearly  stated, 
and  which  therefore  I  shall  not  repeat. 

As  to  the  other  statements  of  this  Claim,  I  quite  agree  with  the  Defendants* 
Counsel  that  in  construing  them  we  must  be  careful  not  to  treat  this  Claim  as  35^ 
including  any  characteristics  of  the  Boyer  hammer,  however  valuable,  which 
are  not  either  expressly  included  in  this  Claim  or  must,  as  a  matter  of  fair  and 
natural  inference  from  the  language  of  this  Claim,  be  treated  as  included  within  its 
ambit.  We  cannot,  for  example,  properly  read  into  it  either  the  cylindrical  shell 
valve,  or  the  position  of  that  valve  through  which,  \\a  he  has  specifled  it,  the  40 
piston  passes,  or  the  novel  locking-device  for  his  coupling-sleeve,  or  the  auxiliary 
valve  referred  to  in  Claim  7.    Approaching  this  Claim  with  this  purpose,  and 
reading  it  by  the  light  of  the  evidence,  what  do  we  fairly  find  ?    The  combi- 
nation of  a  piston  and  piston  chamber,  a  valve  having  differential  pressure 
areas,  against  the  smaller  of  which  the  motive  fluid  constantly  acts  ;  a  live  air  45 
passages-described  in  the  Drawing  as  T* — and  a  passage  leading  from  the  piston 
chamber  to  the  larger  area  of  the  valve— described  in  the  Drawing  as'  T — and 
the  establishment  of  communication  between  these  passages  by  the  action  of  the 
piston  at  some  point  in  its  downward  stroke.    It  is  true,  as  it  seems  to  me,  that 
all  these  things  are  found  also  in  BrazeWs  Speciflcation ;  that  is  to  say,  50 
corresponding  parts  are  there.    The  ports  T*  and  T  in  this  Claim  do  correspond 
to  c^  and  c^  respectively.    It  is  a  result  of  the  communication  of  the  two  parts 
in  each  case  that  the  motive  fluid  is  admitted  to  the  larger  area  of  the  valve,  as 
is  set  forth  in  the  closing  words  of  Claim  13.    Now,  as  I  understand  the  case, 
can  a  distinction  between  Brazelle^a  Specification  and  this  Claim  of  Boyer  55 
properly  be  based  on  the  words,  relating  to  T*,  **  leading  directly  from  the 
<*  source  of  supply  to  the  piston  chamber  through  the  wall  of  the  latter  and 
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**  independently  of  the  piston,"  which  may  be,  I  think,  intended  by  Boyer  to 
differentiate  his  arrangement  from  arrangements  to  be  found  in  Beckivith^  or 
other  Patents  in  which  a  hole  through,  or  a  groove  in,  the  piston  itself  forms 
part  of  the  air  passage  or  method  of  communication  between  ports  of  a  similar 
5  kind  to  T'  and  T  ?  I  do  not  think  so.  It  is  true  therefore  in  a  sense,  that  you 
find  the  same  cycle  of  operations  in  Claim  13  of  Boyer y  and  in  Brazelle^s  Specifi- 
cation. But,  nevertheless,  I  feel  compelled,  after  a  very  careful  consideration,  of 
the  evidence  and  the  arguments  which  have  been  placed  before  us,  to  hold  that, 
fairly  construed,  the  combination  in  Claim  13  is  essentially  novel  as  well  as 

10  useful,  and  has  not  been  anticipated  by  BrazelU.  The  piston  operates  according 
to  the  very  words  of  the  Claim  to  close  communication  between  the  said  passages, 
that  is,  T^  and  T,  except  when  it  approaches  one  end  of  its  stroke,  and 
then  (I  think  stress  should  be  put  on  that  word)  places  the  said  passages 
in  communication  with  each  other.    What  does  this  mean,  and  what  does  it 

15  as  a  skilled  and  intelligent  workman  would  understand  the  words,  naturally 
involve  ?  It  appears  to  me  that  it  both  expressly  and  impliedly  means  an 
arrangement  which  does  something  substantially  different  from  the  Braedh 
arrangement,  and,  for  the  use  of  a  pneumatic  hand  hammer,  different  with 
important  practiosd  consequences.    Whereas  the  communication  in  Brazelle 

20  was  to  be,  and  must,  as  his  differential    piston  is  constructed  be,  at  the 

termination  of  the  downward  stroke  of  the  piston — involving  the  "  deadness  of 

^  stroke  "  and,  as  you  cannot  bring  c^  and  c^  together,  the  *'  shortness  *'  of  stroke, 

inasmuch  as  the  cavity  of  the  piston  necessarily  occupies  a  length  equal  to  the 

.    length  of  the  stroke — ^the  invention  in  Claim  13  creates  a  communication  betweea 

25  the  ports,  which  I  call,  as  marked  on  the  Drawings  T^  and  T,  when  the  piston 
approaches  the  end  of  the  downward  stroke.  The  object  is  clear,  namely,  to 
allow  the  piston  from  that  point  to  complete  its  stroke  practically  by  its 
momentum  only,  and  so  prevent  the  shock  and  jar  which  the  ^  dead '  stroke 
causes  and  which  is  so  prejudicial  to  the  use  of  a  hand  hammer,  the  return  of 

30  the  piston,  under  Claim  13,  being  due  chiefly  to  the  backward  rebound  of  the 
piston  when  the  blow  is  struck.  Further  in  making  the  communication  when 
the  piston  is  approaching  the  termination  of  its  stroke,  and  not  at  its  termina« 
tion,  the  inventor,  if  I  appreciate  the  technical  evidence,  can  and  naturally 
would,  put, 'and  as  Boyer 8  Drawings  show  and  as  his  Specification  in  its  text 

35  expressly  states,  he  intends  to  put  the  ports,  which  are  T^  and  T  in  his  nomenr 
clature  (c^  and  c^  in  Brazelle)  in  about  the  same  sectionaUline,  whereas  in 
Brctzelle  they  are  at  a  considerable  distance,  and,  as  I  understand,  must  be  at  a 
considerable  distance  from  each  other  in  the  length  of  the  cylinder.  This 
means  a  valuable  practical  gain  in  the  length  of  the  stroke  ;  and  it  seems  to  me 

40  that  it  would  mean  in  regard  to  the  construction  of  the  piston  itself,  as  you  have 
the  ports  T^  and  T  in  about  the  same  sectional  line,  the  necessity  of  having  in 
your  piston,  in  order  to  bring  these  ports  into  communication  by  the  working  of 
the  piston  in  its  downward  stroke,  only  a  narrow  space  of  diminished  circum- 
ference in  the  piston,  whether  you  call  it,  as  Boyer  does,  a  circumferential 

45  groove,  or  by  any  other  name,  and  you  do  not  need  the  length  of  cavity  which 
is  an  integral  part  of  Brazelle^ a  scheme. 

I  come  to  my  conclusion  in  favour  of  the  Plaintiffs  upon  this  part  of  the  case, 
I  need  scarcely  say,  with  great  diffidence,  not  only  on  account  of  the  highly 
technical  and  very  complex  character  of  the  subject-matter,  in  regard  to  which 

50  one  who  is  not  a  trained  expert  may  easily  be  misled,  but  on  account  of  the 
different  opinion,  not  only  of  the  Master  of  the  Rolls,  but  of  my  brother 
Warrington^  from  both  of  whom  I  should  always  be  slow  to  differ.  But  if  the 
conclusion  at  which  I  have  arrived  as  to  the  true  meaning  of  the  Brazelle 
Specification  and  the  true  meaning  of,  and  proper  inferences  to  be  drawn  from, 

55  the  language  of  Boyer* 8  Claim  13  is  correct,  it  appears  to  me  that  the  Claims  of 
the  inventor  in  Nos.  13  and  14  are  not  bad  either  by  reason  of  anticipation  or 
for  want  of  subject-matter.     It  appears  to  me  that  in  these  two  subordinate 
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combinations,  treated  as  subordinate  integers,  there  is  not  only  gpreat  nsefnlnesB, 
but  there  is  to  be  fonnd  the  essential  novelty  of  invention. 

Oozbns-Habdt  M.R,—li  will  be  allowed  as  to  the  1896  Patent  and  disnuflBed 
as  to  the  1895  Patent. 

Walter  K.C. — If  your  Lordships  please  the  appeal  will  be  allowed 

Sir  OORBLL  Barnes.— I  will  read  you  exactly  what  I  said.  [His  Lordship 
then  read  the  passage  from  his  judgment,  antey  page  (>36,  line  4  to  line  11.]  I 
only  stated  that  in  my  judgment  as  a  question  which  had  not  been  discQBsed, 
but  which  could  be  considered  if  there  was  anything  to  say  about  it. 

Walter  K.O. — ^As  to  the  1896  Patent,  your  Lordships  grant  an  injunction  and 
we  will  take  an  inquiry  as  to  damages.  I  ask  for  a  certificate  of  validity,  and  a 
certificate  as  to  the  Particulars  of  Breaches.  Then  the  Order  in  the  Court  below 
provided  thai  the  Defendants  were  to  have  their  costs  on  the  higher  scale.  I 
fthall  not  raise  any  objection  to  their  having,  on  the  1895  Patent,  the  costs  of  the  . . 
appeal  on  the  higher  scale,  or  to  their  having  three  Counsel  also.  ^ 

Cozbns-Hardy  M,R. — Mr.  Walter^  with  reference  to  the  costs,  we  qnite 
recognise  that  the  important  matter  was  the  1896  Patent,  on  which  you  have 
succeeded,  but,  at  the  same  time,  you  have  failed  as  to  the  1895  Patent,  and 
there  was  a  certain  amount  of  time  and  expense  incurred  as  to  that.  If  the  ^^ 
strictest  Order  were  to  be  made,  there  ought  to  be  taxation  of  the  separate  ^ 
costs  of  the  Defendants  so  far  as  they  relate  to  that.  They  ought  to  get  that, 
and  the  Plaintiffs  ought  to  get  the  rest,  but  we  think  that  substiLntial  justice 
will  be  done  if  we  direct  the  Respondents  to  pay  three-fourths  of  the  Plaintiffs' 
costs  of  the  appeal.  05 

Walter  K.C. — As  regards  the  costs  in  the  Court  below,  the  matter  will  stand  ^ 
in  the  way  your  Lordships  have  indicated.    The  Plaintiffs  will  have  all  the 
costs  of  the  action  so  far  as  they  relate  to  the  1896  Patent,  and  the  Defendants 
will  have  all  the  costs  of  the  action  so  far  as  they  relate  to  the  1895  Patent. 

Upjohn  K.C. — Mr.  Walter  is  asking  for  the  costs  of  the  action  below  so  fiir  as  ^ 
they  relate  to  the  1896  Patent.  That  is  wrong,  because  the  Plaintiffs  delivered  ^ 
Particulars  of  Breaches  relating  to  four  Claims,  two  of  which  they  abandoned* 

WalUr  E.C. — I  do  not  ask  for  a  Certificate  except  as  to  Claims  13  and  14. 

Cozbns-Hardt  M.R. — ^We  must  be  careful  to  avoid  giving  you,  under  the 
general  language  which  has  been  used,  your  costs  so  far  as  they  relate  to  »* 
'Uie  Particulars  of  Breaches  of  Claims  50  and  51.  - 

Waitter  K.C. — I  ask  for  a  Certificate  for  my  Particulars  of  Breaches  limited  to 
Claims  13  and  14. 

Upjohn  K.C. — We  ask  for  the  costs  of  the  Particulars  as  respects  Claims  50 
and  51.  ^ 

Cozbns-Hardy  M.R. — Mr.  Upjohn^  we  are  not  disposed  to  do-anything  more.  ^ 
Mr.  Walter  will  only  have  the  Certificate  he  asks  for  on  Claims  13  and  14. 
The  rest  must  take  the  usual  course.    Of  course  the  costs  below  will  be  set  off. 

A  stay  of  the  injunction  was  asked  for,  and  granted  (the  Defendants  under- 
taking to  keep  an  account)  on  the  ground  of  the  difference  of  opinion  in  the  ^ 
Court,  coupled  with  the  fact  there  was  no  possible  doubt  as  to  ttie  Plaintifb  ^ 
getting  their  damages  if  an  appeal  failed. 
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In  the  High  Court  of  Justicb.— Chancbry  Division. 

Before  Mr.  Justice  Parker. 

June  5th  and  6th,  1907. 

British  Vacuum  Cleaner  Company  Ld.  v.  New  Vacuum  Cleaner 
5  Company  Ld. 


Trade  name. — Action  to  restrain  use  of  "  Vacuum  Cleaner  "  as  part  of  name, 
— *1  Vacuum  Cleaner  "  name  ofda^s  of  machine  used  by  Plaintiffs  and  Defen- 
dants.— Secondary  meaning  not  established. — Probability  of  deception  not 
established. — Action  dismissed. 

10  In  1902  a  Company y  the  Vacuum  Cleaner  Company  Ld.,  was  formed  to  work, 
under  a  Patent  granted  in  1901  and  purchased  by  the  Company,  a  process  of 
cleaning  carpets  and  other  articles  by  means  of  a  vacuum.  The  British  Vacuum 
Cleaner  Company  Ld.,  which  was  formed  in  1903,  took  over  the  undertaking  of 
the  first^named  Company,  and  advertised  widely  and  acquired  a  large  business. 

15  They  were  interested  in  numerous  subsidiary  Companies  working  the  process 
under  licences.  The  business  of  each  subsidiary  Company  was  restricted  to  a 
particular  area,  and  the  name  of  each  subsidiary  Company  contained  the  words 
"  Vacuum  Cleaner "  with  a  territorial  qualificaiion.  In  Octob&r  1906  the 
New  Vacuum  Cleaner  Company  Ld.  uhj^  formed  to  work,  under  a  Patent 

20  granted  in  1904,  a  process  of  cleaning  by  vacuum.  They  took  business  premises 
close  to  premises  of  the  British  Vacuum  Cleaner  Company  Ld.,  who  brought  an 
action  to  restrain  them  from  using  the  words  "  Vacuum  Cleaner '^^  as  part  of 
their  name.  The  Plaintiffs  alleged  that  they,  the  Plaintiffs,  had  become  known 
to  the  public  as  the  ^^  Vacuum  Cleaner  Company.''    The  Defendants  alleged  that 

25  the  words  objected  to  were  descriptive  of  the  class  of  machine  and  process  used 
by  both  tJtemselves  and  the  Plaintiffs,  that  the  words  had  not  acquired  any 
secondary  meaning  of  the  Plaintiffs^  machine,  process,  or  business,  and  that, 
used  in  ooryunction  uHth  the  word  ^*  New,^^  they  were  not  calculated  U)  deceive. 
At  the  trial  the  Plaintiffs  proved  that  confusion  of  the  two  Companies  had 

30  arisen  in  three  instances;  they  alleged  that  the  Defendants  had  induced  two  of 

the  Plaintiffs^  employees  to  enter  the  Defendants^  employment. 

3  H 
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Held,  that  a  scheme  or  design  by  the  Defendant  Gompany  to  take  unfair 
advantage  of  the  Plaintiff  Gompany  by  the  adoption  of  the  name  New  Vacaum 
Cleaner  Company  was  not  proved ;  and  that  no  deception  would  occur.  The 
action  was  dismissed  with  co9ts. 

Cellular  Clothing  Company  v.  Maxton  (16  R.P.G.  897;  L,R,  (1899)  A.G.  SB6)  5 
followed.    Aerators  Ld.  v.   ToUitt  {19   E.RG.   418 ;   L.R.  (1902)  2\Gh.  819) 
discussed. 

On  the  4th  of  December  1906  the  British  Vacuum  Gleaner  Gompany  Ld, 
commenced  an  action  against  the  New  Vacuum  Gleaner  Gomjmny  Ld. 
claiming — ^'*  (1)  An  injunction  to  restrain  the  Defendant  Company,  its  servants,  10 
'^  agents  and  work-people  from  using,  or  carrying  on  business  under,  its  present 
"  name,  style  or  title,  or  any  name,  style  or  title  which  includes  the  words 
**  *  Vacuum'  and  '  Cleaner'  in  juxtaposition,  or  which  so  nearly  resembles  the 
^^  Plaintiff  Company's  name  as  to  be  calculated  to  deceive  the  public,  or  to 
"  induce  the  belief  that  the  business  carried  on  by  the  Defendant  Company  15 
^^  is  the  same  as  the  business  carried  on  by  the  Plaintiff  Company  or  in 
"  any  way  connected  therewith  ;  (2)  Damages ;  (3)  Further  or  other  relief ; 
*  (4)  Costs." 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  as  follows: — ^*(1)  The 
^  Plaintiffs  are  a  limited  Company  registered  under  the   Companies  Aots  in  20 
'^  this  country  on  the  11th  of  May  1903.    l^Vom  time  to  time  since  the  said  date 
"  of  registration  the  Plaintiffs  have  caused  to  be  formed  in  this  country  and  else- 
"  where  subsidiary  Companies,  and  these  latter  Companies  have  caused  to  be 
'*  formed  certain  other  Companies  hereinafter  referred  to  as  local  subsidiary 
^^  Companies.    The  Plaintiffs  have  a  substantial  interest  in  all  the  aforesaid  85 
*  subsidiary  Companies,  and  these  latter  Companies  are  largely  interested  ia 
^<  the  local  subsidiary  Companies  which  they  have  respectively  caused  to  be 
"  formed  as  aforesaid.     (2)   The  words  *  Vacuum  Cleaner '  form  part  of  the 
**  name  of  every  British  subsidiary  and  local  subsidiary  Company  registered  as 
'^  aforesaid,  and  of  the  name  of  most  of  the  foreign  and  colonial  sabeidierjr  and  30 
^^  foreign  local  subsidiary  Companies  registered  as  aforesaid,  and  until  the  r^gis- 
"  tration  hereinafter  referred  to,  no  Company  (save  and  except  such  of  the  aforesaid 
"  subsidiary  and  local  subsidiary  Companies  as  were  registered  in  this  country) 
"  registered  in  this  country  -with  the  words  '  Vacuum  Cleaner '  as  part  of  kp 
^  name  was  in  existence.    (3)  The  Defendants  are  a  Company  regist^ed  under  35 
^^  the  Companies  Acts  in  this  country  on  the  18th  of  October  1906  with  a  capital 
"  of  10,OOOZ.  in  shares  of  the  nominal  amount  of  1/.  each,  but  little,  if  any,  of 
^^  the  said  capital  has  been  subscribed  or  issued.    They  are  proposing  to  onrry 
^^  on  a  business  in  cleaning  carpets,  &c.    (4)  The  Plaintiffs  have  since  tbeir 
'<  iuoorporation  continuously  and  profitably  carried  on  an  increasing  business  in  40 
*'  cleaning  carpets,  upholstery,  Ac,  by  a  method  which  is  protected  by  Letters 
«  Patent,  No.  17,438  of  1901  granted  to  H.  G.  Booth  (of  whleh  the  Ptoinltfb 
^  «*e  the  registered  legal  owners)  in  which  the  carpets,  &e.,  we  ct<iikno4  by 
**  passing  over  them  the  nozzle  of  a  pipe  in  which  there  is  a  substantisJ 
"  vacuum.    The  Plaintiffs  have  come  to  be  generally  known  as  the  Vacuum  45 
**  Cleaner  Company,  and  the  said  process  has  come  to  be  generally  known  as 
'*  the  Vacuum  Cleaner  process.    (5)  The  use  in  their  business  by^#  DefmclilA^ 
«<  of  their  name,  or  any  name  containing  the  words  ^Vf^cuum  Cleaner'  as  part 
'*  thereof,  is  calculated  to  lead  to  the  public  being  deceived  and  induced  to 
'^  believe  that  the  Defendants'  business  is  the  same  as  the  Plaintiffs\  or  ^lat  ttie  50 
**  Plaintiflfe  are  in  some  way  connected  with  the  D^endants  a&d  tbe  DofoBilanito' 
*'  business."    The  relief  claimed  is  stated  above. 
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The  Plaintiffs  delivered  Partionlars  ot  the  naQiQ0  of  the  subBidiary  Companies 
mentioned  in  paragraph  1  of  the  St^temem  of  Claim,  the  dates  of  their 
incorporation,  and  the  amomit  of  the  Plaintiffg'  interest  therein. 
•  The  Defendants,  by  their  Defence,  said  that : — '*  (1)  Save  as  hereinafter 
5  *^  admitted,  they  deny  each  and  every  allegation  in  the  Statement  of  Claim  as 
"  if  the  same  were  specifically  denied.  (2)  The  said  words  *  Vacuum  Cleaner ' 
^^  are  ordinary  words  in  the  English  language  properly  applicable  to  the  new 
"  and  improved  process  owned  by  the  Defendants,  and  are  merely  descriptive 
*'  of  the  method  of  cleaning,  and  are  in  no  way  distinctive  of  the  Plaintiff 

iO  "  Company  or  any  other  Company.  (3)  The  said  words  'Vacuum  Cleaner' 
"  have  not  acquired  any  technical  or  secondary  meaning  differing  from  their 
''  natural  and  descriptive  meaning,  and  do  not  indicate  to  the  trade  or  public 
"  any  connection  with  the  Plaintiff  Company  or  any  other  Company,  nor  is 
''  the  use  by  the  Defendants  of  their  name,  or  any  name  containing  the  said 

15  *'  words  *  Vacuum  Cleaner,'  alone  or  as  part  thereof,  calculated  to  lead  to 
"  the  public  being  deceived  or  induced  to  believe  that  the  Defendants'  business 
^'  is  the  same  as  the  Plaintiffs',  or  that  the  Plaintiffs  are  in  any  way  connected 
"  with  the  Defendante'  business.  (4)  If  the  said  words  *  Vacuum  Cleaner,* 
'*  when  used  alone,  are  in  any  other  way  distinctive  of  the  Plaintiff  Company's 

20  **  business  or  that  of  any  alleged  subsidiary  Company,  which  is  denied,  the 
"  use  by  the  Defendants  of  the  word  *  New '  in  connection  with  the  said  words 
'^  sufficiently  distinguishes  the  Defendants  from  the  Plaintiffs.  The  Defendants, 
"  in  fact,  own  a  new  and  improved  system  of  vacuum  cleaning,  and  they  are 
**  entitled  to  so  describe  the  said  system.    The  said  words  *  The  New  Vacuum 

ft6  "  *  Cleaner'  correctly  desciibe  the  said  system." 

The  action  came  on  for  trial  on  the  5th  of  June  1907  before  Mr.  Justice 
Parkbb. 

Buckmaater  K.C.  and  Cole/ax  (instructed  by  Sasties)  appeared  for  the 
Plaintiffs ;  Walter  K.C.  and  J.  H.  Gray  (instructed  by  John  B.  and  F.  Purchase) 

30  appeared  for  the  Defendants. 

Buckmaster  K.C.  opened  the  PlaintiQEs'  case.— Before  1901  no  effectual  means 
had  been  devised  for  cleaning  by  suction.  Booth's  Patent,  under  which  the 
Plaintiffs  have  worked,  was  taken  out  in  August,  1901,  and  was  held  valid  by 
Mr.  Justice  FariveU.^    In  February,  1902,  a  Company,  called  the  Vacuum 

36  Gleaner  Company  Ld^  was  formed  to  work  the  Patent.  The  process  was  a 
remarkable  success.  The  Plaintiff  Company  in  1903  acquired  the  undertaking 
of  the  Vacuum  Cleaner  Company.  Their  business  is  an  increasing  one  ;  they 
have  advertised  extensively,  and  have  always  given  prominence  to  the  name. 
They  do  not  seek  to  restrain  every  use  of  the  words  "  Vacuum  Cleaner,"  but 

40  only  such  a  use  as  is  liable  to  deceive  ;  they  do  not  object  to  people  saying  thev 
clean  by  vacuum.  No  other  system  works  so  effectively  as  the  Plaintiffs . 
A  picture  referring  to  vacuum  cleaners  appeared  in  the  '^  Sketch  "  newspaper 
for  the  27th  of  June  1906.  At  that  time  the  Plaintiff  Company  was  sub- 
stantially the  only  company  working  vacuum  cleaners  in  London.    In  December 

45  1904  the  Atlas  Vacuum  deeming  Company  Ld.^  was  formed.  It  granted  a 
licence  to  the  Defendants  to  work  under  BirtwieUe's  Patent  (No.  11,201  of  1904). 
The  Defendants  subsequently  advertised  by  means  of  post-q^rds  reproducing 
the  picture,  which  was  made  when  they  were  not  in  existence,  and  which 
could  not  have  referred  to  them.    They  took  an  office  at  Highgate,  next  door 

AO  but  one  to  the  Plaintiffs'  office,  and  they  took  into  their  service  one  of  the 
Plaintiffs'  employees.  There  is  evidence  of  actual  mistake.  In  such  a  name 
as  the  Plaintiffs'  the  public  disregard  the  qualification  of  the  central  feature 


2iB^X)  aos. 
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of  the  name.    The  Plaintiffs  are  frequently  written  to,  by  practical  bosinesB 
people,  as  the  "Vacuum  Cleaner  Company,"  without  the  addition  of    the 
word  "  British "  and  their  company  is  commonly  known  as  the  **  Vacuum 
"  Company."    They  have  a  right  to  restrain  the  I  defendants  from  trading  under" 
a  name  having  the  essential  constituents  of  the  Plaintiffs'  name.    The  public   5 
would  think  that  the  Defendants  were  the  same  as  the  Plaintiffs,  or  that  their 
process  was  the  same.     In  the  names  of  all  the  Plaintiffs*  subsidiary  companies 
there  are  territorial  qualifications.    There  are  many  ways  of  getting  a  vacuum  ; 
the  idea  of  BootKs  Patent  was  merely  the  application  of  a  vacuum  to  cleaning. 
The  fact  that  others  are  going  to  use  the  same  sort  of  machines  as  the  Plaintiffs*  10 
makes  it  more  necessary  for  them  to  exercise  care  in  the  choice  of  a  name. 
The  Plaintiffs  would  probably  object  to  the  Defendants  using  the  name  the 
"  New  Vacuum  Cleaning  Company,"  at  all  events  if  they  set  up  business  next 
door.    There  is  the  Aspirator  Company  ;  that  is  free  from  objection.    So,  if  the 
Defendants    called    themselves   the  "New  Suction   Cleaner  Company,"   the    15 
Plaintiffs  would  not  object.    The  strongest  of  the  authorities  on  the  subject  is  the 
Manchester  Brewery  Company  v.  North  Cheshire  Ac.  Company  (L.R.  (1898) 
1  Ch.  539 ;  (1899)  A.C.  83, 84).    It  is  difficult  to  find  an  innocent  reason  for  coming 
and  trading  almost  next  door.     \^Daimler  Motor  Company  v.  London  Daimler 
Company  (24  R.P.C.  379)  was  referred  lo.]     [Parker  J.— It  is  more  analogous  20 
to  the  secondary  use  of  the  name,  as  in  the  Camel  Hair  Belting  case*  or  the 
Smokeless  Powder  case.Jt    There  is  nothing  to  prevent  the  Defendants  using  a 
descriptive  name  unless  it  leads  to  deception  of  the  public. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case. 

P.  O.  Harger^  who  had  been  Secretary  of  the  Company  since  three  months  25 
after  its  formation,  said  that  the  Vacuum  Cleaner  Company ^  which  was  formed 
on  the  25th  of  February  1902,  acquired  Booth's  Patent  on  the  17th  of  March  1902, 
and  on  the  14th  of  May  1903  entered  into  an  agreement  for  the  sale  of  their  under- 
taking and  goodwill  to  the  Plaintiff  Company.    The  Plaintiffs  retained  a  sub- 
stantial interest  in  the   subsidiary  and   colonial  companies  which  had  been  30 
formed  by  them,  and  all  of  which  had  the  words  "  Vacuum  Cleaner  '•  (or  a 
translation  of  those  words)  as  part  of  their  names.    The  area  within  which  the 
Plaintiffs  carried  on  the  work  of  cleaning  was  limited  to  a  circle  of  15  miles 
radius  from  Charing  Cross.    They  had  fixed  plant  in  various  public  buildings. 
The  Plaintiffs  had  advertised  widely  by  means  of  posters  and  otherwise.  35 
.  Harrods  Ld.  had  written  on  the  24th  of  January  1907  to  the  Plaintiffs  as  the 
*'  Vacuum  Cleaner  Company "  a  letter  intended  for  the  Defendants.    On  the 
5th  of  January  and  the  13th  of  April  1907  the  Plaintiffs  had  received  from 
business  firms  two  telephone  messages  intended  for  the  Defendants.    The 
Defendants  had  taken  into  their  employment  the  Plaintiffs*  former  traveller  40 
■and  their  former  joint  manager  of  the  operating  department,  named  Potter  and 
Dunn  respectively.      Potter  had  been   at  the  Plaintiffs*  Highgate    premises 
and  in  1905  went  to  the  Defendants'  Highgate  premises.    The  '^  Household 
"Vacuum  Cleaner"  advertised  by  (7.  J.  Harvey^  of  Kidderminster,  was  a 
machine  for  cleaning  by  means  of  -a  vacuum,  and  the  dealer  in  it  was  inde-  45 
pendent  of  the  Plaintiffs.    The  Defendants'  machine  cleaned  by  means  of  a 
vacuum  ;  the  words  **  Vacuum  Cleaner  "  described  their  system — any  machine 
that  cleaned  by  a  vacuum  would  be  a  vacuum  cleaner.    The  Plaintiffs  would 
object  to  the  Defendanta'  trading  outside  the  15  miles  radius  from  London, 
because  the  int.erests  of  the  subsidiary  Companies  would  be  affected,  and  the  50 
Plaintiffs  had  extended  their  area  owing  to  the  liquidation  of  one  of  their 

•  Reddaway  v.  Bankam  (13  B.P.O.  218  ;  L.R.  (1896)  A.C.  199). 

t  In  re  SmokelsM  Powder  Otmpany's  Trade  Mark  (9  B.P.0. 109  ;  L.R.  (1892)  1  Oh.  590). 
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subsidiary  Companies.  There  had  not  been  any  change  in  the  name  of  the 
Plaintiff  Company  or  their  machines  since  the  witness  had  been  connected 
with  the  Company. 
C.  F.  HitchinSy  managing  director  of  the  Plaintiff  Company,  and,  before  that, 
5  of  the  Vacuum  Cleaner  Company,  said  that  he  had  been  a  partner  with 
Booth,  the  grantee  of  the  Plaintiffs'  Patent,  and  that  he  and  his  partner  gave 
the  old  Company  its  name,  and  that  the  machines  they  nsed  had  from  the  first 
been  called  "  Vacuum  Cleaners,"  and  that  the  name  '*  Vacuum  Cleaner  "  had,  at 
the  time  of  the  formation  of  the  Plaintiff  Company,  become  associated  with  the 

10  old  Company  and  its  work.  The  Plaintiffs  had  spent  some  thousands  of  pounds 
in  advertising.  Before  the  Defendant  Company  was  formed,  there  was  no 
company,  except  the  Plaintiff  Company  and  their  subsidiary  companies,  trading 
with  the  words  "  Vacuum  Cleaner"  as  part  of  their  title.  Potter  and  Dunn 
were  not  dismissed  by  the  Plaintiffs;   they  left  voluntarily.    The  Midland 

15  Vacuum  Cleaner  Company,  the  Scottish  Vacuum  Cleaner  Company  and 
the  Southern  Vacuum  Cleaner  Company  were  formed  by  the  Plaintiffs'  pre- 
decessors. The  apparatus  used  by  the  Defendants  was  a  vacuum  cleaner. 
Neither  the  Plaintiffs  nor  any  of  their  subsidiary  companies  had  taken  pro- 
ceedings  against  the  Atlas  Vacuum  Cleaning  Company  as  regards  its  name. 

20  In  letters  received  in  respect  of  the  Plaintiffs'  cleaning  department  the  Plaintiffs 
were  addressed  by  ladies  90  times  out  of  a  100  as  the  "  Vacuum  Cleaner 
**  Company y  The  expression  "Vacuum  Cleaner"  conveyed  to  the  public  the 
idea  of  the  Plaintiff  Company  alone,  and  had  done  so  since  the  introduction  of 
their  system.    The  Defendants'  machine  was  old  ;  as  made  by  Tail  and  Howard 

25  it  was  in  use  in  1899  in  the  London  and  North  Western  Railway  Company's 
cleaning  shed .  at  Willesden ;  that  machine  cleaned  by  suction,  but  was  not 
called  a  vacuum  cleaner.  All  of  the  Plaintiffs' machines  were  painted  red  ;  the 
paint  work  on  .the  Defendants'  machine  was  blue,  but  the  Defendants  might  be 
mistaken  for  the  Plaintiffs'  because  the  people  had  an  idea  that  there  was  only 

30  one  vacuum  cleaner.  In  the  Plaintiffs'  apparatus  more  than  one  nozzle  could 
be  used  on  one  fitter ;  the  Plaintiffs  never  sent  out  a  machine  without  two 
operators  and  two  nozzles.  All  their  machines  had  the  words  "  BootVs  Patent " 
painted  on  them,  and  the  Plaintiffs  stipulated  with  their  licensees  that  those 
words  should  be  used  in  connection  with  their  machines.    The  Plaintiffs  never 

35  sold  their  machines,  except  to  Government  offices  and  large  railway  companies ; 
they  leased  the  machines.    The  main  part  of  their  business  was  house-cleaning. « 

R,  A.  Oram,  managing  director  of  the  British  Window  Cleaning  Ac.  Com- 
pany Ld,  said  that  the  Plaintiffs  were  commonly  known  as  the  "  Vacuum 
**  Cleaner  Company,'^  and  that  if  he  had  no  special  knowledge,  the  name  of  the 

40  Defendant  Company  would  be  likely  to  deceive  him.  If  he  heard  a  private 
lady  or  gentleman  say  the  '^ New  Vacuum  Gleaner  Company''  he  would 
imagine  it  was  the  Plaintiff  Company  that  was  meant. 

F,  Suter,  a  member  of  the  firm  of  F.  Suter  A  Co.,  electrical  engineers,  said 
that  when  he  saw  the  premises  of  the  Defendants  at  Highgate  he  thought  that 

45  the  Plaintiffs  had  taken  other  premises.  He  would  not  have  thought  so  if  the 
name  on  the  premises  had  been  the  **  Atlas  Vacuum  Company.'' 

Walter  K.C.  opened  the  Defendants'  case. — This  is  an  attempt  by  the 
Plaintiffs  to  make  ordinary  descriptive  English  words  part  of  the  name  of  their 
company,  and  such  attempts  have  always  failed.    The  only  objection  is  to  the 

M  presence  of  the  words  as  forming  part  of  the  title  of  the  company.  The 
Plaintiffs  take  credit  for  the  fact  that  they  are  shareholders  in  the  subsidiary 
companies,  but  that  does  not  give  them  a  right  to  the  exclusive  use  of  the  name. 
Each  of  the  subsidiary  companies  is  restricted  to  a  particular  area.  With  which 
do  the  Defendants  conflict  ?    They .  only  trade  near  Manchester.    The  case  of 

55  Aerators  Ld.  v.  ToUitt  (19  R.P,C,  4X8 ;    I,.R.  (1902)  2  Ch.  319)  is  in  the 
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Defendants*  faTonr.    The  Defendant  Company^s  business  is  Taeaum  Aeunngf 
and  they  nse  a  Tacuam  cleaner ;  it  is  admitted  that  **  Vacnum  Gleaner "  is  a 
right  term  for  the  instrument  nsed.    Does  the  expression  "  Yaennm  Cleaner  '* 
mean  the  goods  of  the  Plaintiff  Company  alone  ?     If  that  is  not  {uroyed  by 
overwhelming  eridence  the  Plaintiffs  fail.    Machines   cleaning   by  yacanm   S 
were  known  before  the  Plaintiffs  were  established.    The  Plaintiffs  do  not  rely 
npon  actual  passing-off,  but  only  upon  the  probability  of  deception.    In  the 
Manchester  Brewery  case  *  it  looked  as  if  there  had  been  an  amalgamation  of 
the  two  businesses.    [Counsel  referred  to  Cellular  Clothing  Company  y.  Maxtor^ 
(16  R.P.C.  397;  L.R.  (1899)  A.C.  326),]    If  the  Plaintiffs  adopt  a  descriptive   10 
name  that  is  their  misfortune.    They  put  a  reference  to  Booth's  Patent  on  most, 
if  not  all,  of  their  advertisements.     [Counsel  referred  to  Rugby  Jtc.  Cement 
Company  v.  Rugby  and  Newbold  Ac.  Company  (9  R.P.C.  46)  ;   Colonial  Lif0 
Assurance  Company  v.  Home  and  Colonial  Ac.  Company  (33  LJ.,  N.S.  Ch.  741), 
and  Pels  v.  Hedley  A  Co.  (20  R.P.C.  437),  and  stated  that  the  cases  in  point  were   IS 
summed  up  in  Kerly  on  Trade  Marks,  2nd  ed.,  page  469.]     In  many  of  the 
cases,  although  there  had  been  a  close  resemblance  and  it  had  been  proved 
that  confusion   would  arise,  yet  an   injunction  was    refused.     There  is  no 
allegation  that  the  Defendants  have  attempted  to  deceive;  it  is  only  to  the  use 
of  the  name  that  objection  is  taken.    The  Defendants'  instrument  has  replaced   20 
the  Plaintiffs'  instrument  in  many  cases ;  it  is  a  powerful  rival.    The  Plaintiffs 
do  not  call  themselves  the  **  Factmwi  Cleaner  Company  ^^  but  the  ^^  British 
^  Vacuum  Cleaner  Company'^;  and  if  the  Defendants  had  been  attacked  by  any 
of  the  Plaintiffs'  subsidiary  Companies  it  would  have  been  said  that  each  was 
a  *'  Vacuum  Cleaner  Company."  The  Defendants  have  acted  openly  ;  they  have  25 
not  made  the  word  '*  New  "  less  conspicuous  than  the  rest  of  theix  name. 

A.  E.  Cosgrove,  called  by  the  Plaintiffs,  said  that  he  was  the  operating 
manager  of  the  Plaintiff  Company,  and  gave  the  dates  on  which  the  Plaintiffs* 
employees,  named  Potter  and  7>unn,  left  the  Plaintiffs.  He  did  not  know  if 
they  applied  to  the  Defendants  for  employment.  30 

Evidence  was  then  given  in  support  of  the  Defendants'  case* 
W.  H.  White^  chairman  of  directors  of  the  Defendant  Company,  said  that  in 
BirtwistWs  apparatus,  which  the  Defendants  used,  high  pressure  steam  was 
used  with  an  ejector  to  cause  a  vacuum  in  a  system  of  rubber  piping*    There 
was- a  separate  ejector  in  connection  with  each  working  tool.    The  Defendants  35 
^  worked  under  a  licence  from  the  Atlas  Company.    He  formed  the  Defendant 
Company  and,  before  taking  up  vacuum  cleaning,  he  saw  various  machines 
for  the  purpose,  including  the  "  Household  "  vacuum  cleaner,  the  **  Atom,"  a 
French  machine  worked  electrically,  and  the  "Witch."    They  were  smaller  than 
the  Defendants'  form  and  unsuitable  for  permanent  installation  in  a  house.  40 
The  Defendants  were  installing  their  machines  in  large  buildings.    They  also 
had  portable  machines,  of  which  four  were  in  operation  and  many  others 
were  being  made.    The  Defendants  had  about  140  customers.    He  had  never 
asked  the  two  employees  of  the  Plaintiffs  to   enter  the  Defendants'  service. 
The  Defendants'  circulars  referred  to  the  fact  that  the  Defendants  worked  45 
without  pump  and  machinery,  and  some  showed  their  portable  machines.    The 
copyright  of  the  "  Sketch  "  post-card  belonged  to  the  Atlc^  Company.    He 
chose  the  prefix  •*  New  "  because  it  was  correctly  descriptive.    He  could  not 
use  the  licensors'  name  '^  Atlas."    The  AtUis  Company  had  a  share  in  his 
Company,   whose  licence  was   only  for  a  limited  area.      The  principal  part  50 
of  their  business  was  the  cleaning  of  carpets,  Ac.;  in  houses,  but  they  had 
also  sold  two  machines,  sent  out  one   on   trial,  and    let  one    for   five  years. 

•  L.B.  (18W)  A.C.  83. 
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When  );h6  Defendants  took  their  Highgate  premisee  the  witness  knew  that 
they  were  elose  to  the  Plaintiffs'  premises^  He  chose  those  premises  becanse 
Mr.  P&tter  had  to  remove  his  furniture  from  the  Plaintiffs'  premises  and  the 
others  were  vacant  and  were  convenient  and  in  a  good  position  for  business. 
5  Before  his  Company  was  formed,  he  knew  of  the  Plaintiffs'  machines.  He  had 
probably  often  heard  the  Plaintiffs  referred  to  as  the  "  Vctcuum  Gleaner  Cam- 
^  pany^^^  bat  that  fact  was  not  present  to  his  mind  when  he  chose  the  name 
of  the  Defendant  Company  ;  the  name  of  the  Plaintiff  Company  was,  with 
the  names  of  others,  in  his  mind  when  he  selected  the  name  of  his  company 

10  and  he  wished  to  avoid  confusion  with  any  other  names.  "  Vacuum  Cleaner  " 
deeeribed  the  work ;  "  Suction  cleaning  "  would  also  be  descriptive,  but  would 
not  be  BO  appropriate — ^the  process  employed  had  come  to  be  known  as 
the  vacuum  process.  He  negotiated  the  terms  of  employment  of  Messrs. 
Potter  and  Dunn  and  gave  them  the  same  wages  as  the  Plaintiffs  had  given, 

15  with  a  commission  in  addition. 

Gray  summed  up  the  Defendants'  case. — There  is  no  case  that  has  been  put 
forward  as  this  has  been  ;  in  all  other  cases  of  this  class  the  plaintiffs  have 
endeavoured  to  show  that  the  words  objected  to  have  acquired  a  secondary 
meaning — that  they  have  come  to  mean  the  plaintiffs'  machine.    Here  the  Plain- 

20  tiffs'  machine  was  the  first  to  be  used  on  a  large  scale,  but  the  name  ^'  Vacuum 
^  Cleaner  "  is  generic  and  the  Plaintiffs  cannot  complain  of  its  use.  They  have 
not  made  out  a  substantial  case  of  a  secondary  meaning  having  been  acquired 
in  the  three  or  four  years  of  their  existence.  There  are  various  Companies, 
such  as  the  Atlas    Vacuum   Gleaning   Gompany,     [Counsel  referred  to  the 

25  Gohnial  Life  Assurance  Gompany  v.  Home  and  Golonial  Ac.  Gompany 
(33  L.J.,  N.8.,  Ch.  741)  and  Aerators  Ld,  v.  Tollitt  (19  R.P.C.  418 ;  L.R.  (1902) 
2  Ch.  319).]  Four  mistakes  are  alleged  to  have  arisen — two  telephone  messages, 
a  letter,  and  the  instance  of  Mr.  Stiter  ;  these  are  due  to  the  fault  of  the  Plaintiffs 
in  choosing  a  title  that  is  descriptive  of  the  article  in  which  they  deal.     Their 

30  real  name  is  the  British  Vacuum  Gleaner  Gompany,  It  was  thought  that  there 
was  only  one  vacuum  cleaner,  but  the  real  reason  for  their  being  called  the 
•*  Vacuum  Gleaner  Gompany "  was  that  they  were  the  one  Company  in  the 
field.  It  was  inevitable  that  they  should  be  so  called,  but  that  is  no  evidence 
in  favour  of  their  contention.    The  Defendants  used  the  expression  **  Vacuum 

35  "  Cleaner  "  because  it  was  the  best  description  that  could  be  given  of  a  machine 
of  the  type  employed.     [Counsel  referred  to  Gellular  Glothing  Gompany  v.^ 
Maxton  (16  R.P.C.  397;    L.R.  (1899)   A.C.    320).]      [Parker    J.— If   the 
Plaintiffs'  Patent  lapses  the  subsidiary  Companies  will  be  free  to  work  the 
process  anywhere.]     There  is  no  evidence  that  the  words    "New  Vacuum 

40  *' Cleaner"  are  such  that  their  adoption  by  the  Defendants  will  unfairly 
interfere  with  the  Plaintiffs'  business. 

Buckmaster  iV.C.  replied.— The  Defendants  have  attempted  to  divert  attention 
from  the  real  question,  which  is  in  the  pleadings  and  which  is,  not  whether  the 
Plaintiffs  are  entitled  to  restrain  the  Defendants  from  selling  a  material  by  a 

45  particular  name,  but  whether  the  Defendants  are  entitled  to  call  themselves  by 
a  name  calculated  to  lead  to  their  being  taken  for  the  Plaintiffs.  What  has  to 
be  considered  is  whether  there  is  a  trade  name  so  well  established  that  orders 
intended  for  the  first  comer  would  be  sent  to  the  second,  not  because  the 
public  think  the  machines  used  are  the  same,   but  because  the   names  are 

50  similar.  [Parkbr  J. — When  people  use  the  words  "  Vacuum  Gleaner  Gom- 
^^pemy^^  are  they  doing  more  than  connoting  that  they  want  their  houses 
cleaned  by  a  particular  process  ?]  They  mean  that  they  want  them  cleaned  by 
the  Plaintiffs.  The  process  of  vacuum  cleaning  was  not  known  until  the 
Plaintiffs  invented  it ;  in  that  respect  this  case  differs  from  the  case  dealing. 

55  with  the  name  **  Smokeless  Powder/'  which  had  been  known  for  a  long  time 
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[Pabkbr  /. — In  the  case  of  a  Patent,  when  the  Patent  expires  one  cannot 
prevent  other  people  using  the  name.]  This  is  a  case  of  performing  work  and 
services,  and  people  think  they  are  going  to  the  Plaintiffs  when  they  go  to  the 
Defendants.  The  Defendants  have  no  right  when  the  name  they  use  is  not  the 
only  one  they  can  use.  The  Defendants  have  chosen  a  deceptive  name  for  the  5 
purpose  of  getting  the  goodwill  of  the  Plaintiffs*  business.  [Parkbr  «7. — It  ifi 
an  advantage  to  put  in  a  reference  to  the  article  used  as  part  of  the  name.]  In 
the  Smokeless  Powder  case  no  other  name  could  be  used  ;  here  the  Defendants 
might  have  used  the  name  "  Suction  Gleaner."  They  have  no  right  to  show  that 
they  have  a  new  species  of  an  old  genus  if  they  deceive.  Is  deliberate  piracy  10 
not  to  be  restrainable  when  the  Plaintiffs  happen  to  have  a  descriptive  name  ? 
All  the  Plaintiffs'  expenditure  of  time  and  money  are  to  be  used  for  the  benefit 
of  the  Defendants.  [Pabkbr  J. — It  all  comes  back  to  this — Is  the  name  calcu- 
lated to  deceive  ?  If  it  is,  I  must  decide  in  the  Plaintiffs*  favour,  whether  their 
name  is  generic  or  not.  But  where  the  name  is  descriptive  the  onus  on  the  Plaintifb  15 
is  much  greater.]  Has  the  name  been  deliberately  select.ed  to  avoid  confusion  ? 
The  subsidiary  Companies  could  not  be  confused  with  the  Plaintiffs.  During 
the  life  of  the  Patent  each  was  limited  to  a  particular  area.  Any  reference  by 
the  Plaintiffs  to  BooWs  Patent  would  not  be  sufficient  to  make  a  distinction  in 
the  minds  of  customers.  The  term  "  New  Vacuum  Cleaner  "  is  applicable  to  the  20 
Plaintiffs.  A  letter  addressed  to  the  ^^  Vacuum  Cleaner  Company,  Highgate 
^'  Hill,**  would  be  as  likely  to  go  to  the  Defendants  as  to  the  Plaintiffs.  The 
Companies  Acts  may  be  disregarded  in  considering  the  question  in  this  case. 
The  Plaintiffs  are  almost  invariably  known  as  the  "  Vacuum  Cleaner  Company  ** 
and  their  process  is  new.  Can  there  be  any  reasonable  doubt  that  there  will  be  25 
confusion  ;  and,  if  there  is,  will  not  the  Court  ask  why  the  name  was  chosen  ? 
If  the  business  connisted  in  the  sale  of  machines  the  case  would  be  more 
difficult.  The  mistakes  by  telephone  could  not  arise  through  any  slurring  of 
the  name,  because  only  numbers  would  be  used.  The  fraud  begins  with  the 
omission  of  the  word  "Atlas."  The  Plaintiffs  have  no  objection  to  the  30 
Defendants  saying  they  are  using  a  vacuum  process  for  cleaning  carpets ;  the 
Plaintiffs  do  not  want  to  have  a  monopoly  of  a  description  of  vacuum  cleaning. 
If  the  Defendants  had  called  themselves  the  "  London  Atlas  Company  '*  that 
would  have  been  free  from  objection.  [Parkbr  J.  referred  to  Cellular  Clothing 
Company  v.  Maxton  (16  R.P.C.  397;  L.R.  (1899)  A.C.  326).]  The  question  35 
is  whether  the  name  will  deceive.  The  business  in  the  two  cases  is  the  same. 
The  name  consists  of  two  well-known  words  making  up  a  phrase  that  is  not 
well  known,  and  that  had  never  been  used  before  in  connection  with  this  work, 
and  that  is  not  obvious.  "  Suction  "  wouli  have  been  an  appropriate  name  of  the 
machine  ;  the  chief  function  of  the  machine  is  to  suck.  And  there  are  other  40 
descriptive  names  the  Defendants  could  have  used.  There  are  the  "  Aspirator," 
"Atom,**  and  "Witch**  companies.  The  method  by  which  the  vacuum  is 
produced  is  not  part  of  the  Plaintiffs'  Patent,  but  the  vacuum  is  part  of  the 
process.  Customers  do  not  care  what  the  process  is.  Until  Aerators  Ld.*  there 
was  no  case  in  which  it  was  stated  that  the  same  principles  were  applicable  15 
to  names  of  dealers  as  to  names  of  goods.  There  is  a  great  difference.  The 
question  depends  on  whether  the  descriptive  name  has  been  associated  with  the 
vendor.  The  Plaintiffs  do  not  say  that  if  a  description  of  the  article  became  part 
of  the  name  no  one  else  could  use  the  description  of  the  article,  but  it  would  be 
necessary  to  use  great  care  to  distinguish.  There  is  no  question  of  a  monopoly  of  50 
the  name  of  an  article.  The  case  of  Aerators  Ld,*  is  not  of  general  application,  but 
only  in  special  circumstances.     [Counsel  referred  to  Daimler  Motor  Company  v, 

*  1^  ^.P.O,  418  J  L.R.  (1902)  2  Ch.  319. 
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London  Daimler  Company  (24  R.P.C.  379)  and  Accident  Insurance  Company  v. 
Accident  Ac.  Corporation  (54  L,3.y  N.S.,  Ch.  104).]  The  mind  of  the  public  has 
omitted  the  qualification  "  British ";•  eo  "New"*'  will  go  nnnoticed  and  the 
Defendants  will  become  known  simply  as  the  **  Vacuum  Cleaner  Company^ 
&  Pabkbb  J. — In  this  case  it  appears  that  in  the  year  1901  a  gentleman  of 
the  name  of  Booth  obtained  Letters  Patent  for  certain  machinery,  I  think  for 
the  most  part  consisting  of  a  peculiar  kind  of  pump«  but  at  any  rate  of  certain 
machinery  which  he  intended  to  use  for  the  purpose  of  cleaning  carpets  and 
other  articles.     The  method   of   user   depended   upon  suction  caused   by  a 

id  vacuum,  the  suction  operating  through  pipes  the  nozzles  of  which  were 
moved  over  the  carpets  or  other  articles  required  to  be  cleansed,  the  dust 
collected  by  means  of  the  suction  being  carried  back  outside  the  building 
into  some  receptacle  in  the  machine.  After  consultation,  apparently,  with 
his  partners  he  determined  to  call   his  machine  a  vacuum  cleaner,  and  the 

IS  process  by  which  the  articles  cleansed  were  so  cleansed  the  process  of  vacuum 
cleaning.  The  Patent  was  not  a  master  Patent  in  the  sense  that  it  covered 
all  processes  of  cleaning  by  means  of  pipes  operating  by  suction  by  the 
creation  of  a  vacuum,  but  it  really  protected  only  a  specific  part  of  the 
machinery  used.    The  name  which  he  chose,  however,  for  his  machinery  and 

20  for  the  process  of  cleansing  by  means  of  this  machinery  was  not  a  specific 
name  denoting  in  any  way  any  particular  part  of  his  Patent,  but  was  a  generic 
name  applicable  to  all  processes  of  cleaning  by  means  of  the  creation  of  a 
vacuum  and  of  a  suction  caused  by  that  vacuum  through  pipes,  and  he  must 
have  known  when  he  applied  this  generic  description  to  his  machinery  and 

25  his  process  that  other  people  might  devise,  and  bring  upon  the  market,  other 
means  of  vacuum  cleaning  not  protected  by  his  Patent,  in  fact  different  species 
of  the  same  genus.  In  the  year  1902  Booth  sold  his  Patents  to  a  company 
promoted  for  the  purpose  of  working  them,  which  was  incorporated  in 
February  1902  under  the  name  of  the  Vacuum  Cleaner  Company  Ld.    This 

30  Company  had  only  a  small  capital,  and  though  it  started  to  work  the  Patent 
did  not,  so  far  as  I  gather,  carry  on  a  very  extensive  business.  In  May 
1903  the  Plaintiff  Company  was  formed,  under  the  title  of  the  British  Vacutmi 
Cleaner  Company  Ld.^  with  a  much  larger  capital,  and  the  purpose  for  which 
it  was  formed  was  to  take   over  the  undertaking   of  the  Vacuum  Cleaner 

35  Company  Ld.  and  to  acquire  all  Booth's  Patents  relating  to  his  invention, 
whether  British,  Colonial  or  foreign.  This  Company  has  since  been  in 
operation  and  has  a  considerable  reputation  and  a  large  business.  It  has 
been  advertised  Extensively,  and  all  the  advertisements  ti^t  I  have  seen  refer 
prominently  to  the  machine  as  the  vacuum  cleaner,  and  to  the  process  as  the 

40  vacuum  cleaning  process.    It  appears  that  the   Plaintiff  Company  desired  to 
be  incorporated  under  the  same  name  as  its  predecessor  in  title,  namely,  the  - 
Vacuum  Cleaner  Company  Ld.y  but   that  some  difficulty  arose  at  Somerset 
House,  and  that  ultimately  the  name  British  Vacuum  Cleaner  Company  Ld. 
was  adopted.    In  October  of  last  year  the  Defendant  Company  was  incorpo- 

45  rated.  It  has  a  small  capital  and  has  only  just,  of  course,  commenced  business. 
Its  object  was,  apparently,  to  take  a  licence  for  a  process  of  vacuum  cleaning 
which  was  the  subject  of  a  Patent  taken  out  by  one  Birtwistle  in  1904,  and 
to  work  under  that  licence,  the  licence  being  limited  to  a  certain  district  in 
the  metropolis.    Birtwistle's  invention,  so  far  as  it  acts  by  means  of  suction 

50  created  by  a  vacuum,  and  through  pipes  operating  by  a  nozzle  applied  to  the 
articles  to  be  cleansed,  is  the  same  as  the  invention  of  Booths  but  in  its 
material  parts  it  differs,  and  it  is  admitted  on  all  sides,  for  the  purposes  at 
any  rate  of  this  trial,  that  Birtwistle' s  process  is  not  an  infringement  in  any 
way  of  the  Patent  granted  to   Booth,     Certain   advantages  are  claimed  by 

55  Birtwistle  over  Booth  ;  for  the  Defendants  who  are  working  that  process  say. 
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and  I  have  no  reason  to  doubt  the  truth  of  what  thoy  flay*  that  they  can 
apply  it  (without  haying  an  apparatus  operating  from  outside  tho  tmUdin^ 
entirely)  by  means  of  the  Tacuam  created  by  tiie  ordinary  ateam  which  ia 
in  the  ordinary  boilers  in  houses,  so  that  by  arranging  on  oTery  floor  aodceta 
in  the  wallsi  to  which  the  pipes  can  be  affixed,  the  procesi  can  be  made  really  5 
part  of  tbe  aoceeeoriea  of  every  domestic  eetablishment« 

The  Defendant  Oompany  was  incorporated  under  the  name  of  the  ^^Nwf 
^  ViUiwam  OUomer  Oompany  Ld.^^'  and  this  is,  in  effect,  an  action  by  the 
Plaintiff  Oompany  for  an  injunction  to  restrain  the  Defendant  Company  froaft 
using  the  words  '^  Vacuum  Gleaner  "  in  conjunction,  either  as  part  of  the  name  10 
under  whidbi'they  hare  been  registered,  or  as  part  of  any  other  name,  subject, 
not  in  terms  according  to  the  Statement  of  Claim,  but  subject,  as  Mr.  Buck* 
fna$ter  has  suggested,  to  this  qualification,  namely,  in  such  a  way  as  to  lead 
to  the  Defendant  Oompany  being  taken  for  the  Plaintiff  Company,  or  to  lead 
to  the  publio  supposing  that  the  Plaintiff  Company  has  any  connection  at  all  U 
with  the  Defendant  Company. 

The  action  is  founded  to  some  extent,  at  any  rate,  upon  the  2(kh  Section 
of  the  Oompanies  Act,  1862,  the  effect  of  that  Section  being  to  prohibit 
the  registration  of  a  Company  with  a  name  identical  with  the  name  of  say 
Company  already  on  the  Register,  or  so  similar  to  the  name  of  any  Company  tt 
already  on  the  Register  as  to  be  likely  to  deceive,  and  the  point  I  have  to  decide 
in  this  action  is,  whether  the  use  by  the  Defendant  Company  of  the  title  ^'  N$w 
**  Vacuum  Cleaner  Company  Ld.^'^  having  regard  to  there  being  a  Company  on 
the  Register  known  as  the  ^'  British  VcLcuum  Cleaner  Company  Ld,^''  might  be 
likely  to  deceive.  In  order  to  find  out  whether  a  name  of  this  sort  is  likely  to  SS 
deceive  of  course  it  is  necessary  to  consider  all  the  surrounding  circumstances 
of  the  case,  and  I  tiiink  it  is  also  necessary  to  consider  the  general  principles  of 
the  law  which  are  applicable  to  the  subject-matter  of  the  dispute.  In  considering 
the  question  of  whether  a  name  is  likely  to  deceive,  having  regard  to  the 
existence  or  use  of  another  name,  the  first  question  which  arises  is — ^Are  the  30 
same  principles  applicable  as  those  which  are  applicable  in  the  ordinary  cases 
of  passing-off,  where  one  has  to  consider  whether  a  trade  name,  or  a  trade 
description,  or  a  description  of  a  particular  class  of  goods,  or  the  ^'get*up  **  of  a 
particular  class  of  goods,  is  or  is  not  likely  to  deceive.  It  has  been  contMided 
that  the  principles  do,  in  material  respects,  differ,  and  that  I  cannot  take  a  3§ 
decision  on  the  question  of  simple  passing-off  as  as  authority  on  the  question  as  to 
whether  the  Defendant  Company,  in  this  case,  ought  to  be  allowed  to  use  the  name 
under  which  it  has  been  registered.  Now  whether  or  not  there  be  any  distinction 
between  the  principles  which  ought  to  govern  the  Court  in  these  somewhat 
different  matters,  it  is,  at  any  rate,  I  think  clear  from  the  deoisi<m  of  Mr.  Justice  40 
Farwell  in  Aeratore  Ld.  v.  ToUiU  (L.R.  (1902)  2  Oh.  319, 324)*  that  the  principles 
which  govern  each  class  of  case  are  extremely  analogous.  What  he  said  in  that  case 
is  this  t — ^'The  principles  applied  by  the  House  of  Lords  in  Heddaway  T.Banham^ 
/*  explained  as  they  were  in  Celluiar  Clothing  Company  v.  Maxtan^  to  which  I 
'^  had  oocasion  to  refer  in  Chivers  and  Sons  v.  Uhivers  i  Co.  Ld.^\  i^pply  as  muoh  45 
^^  to  the  name  of  a  Company  under  section  20  as  to  tbe  *  Camel*s-hair  Belting;' 
<<  the  *  Cellular  Clothing,'  and  the  name  of  ^  Ohivere '  in  those  cases  *'  \  and 
although  it  is  possible  that  for  certain  purposes  certain  applications  of  those 
principles  may  vary,  yet  I  think  that  substantially  is  a  correct  statement 
of  the  law  upon  that  question.    Now  with  regard  to  questions  which  arose  in  &0 

•  IS  RJ».C.  418,  420. 

t  13  n.P.0.  218,  9S7  ;  LJL.  (ISSS)  ▲.O.  199,  SO0. 
{  16  R.P.O.  S97  }  L.K.  ri899)  1.0.  896. 
I  17  EJ?.0.  420. 
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Beddaway  ▼.  Banham^  and  Cellular  Clothing  Compa/ny  v.  Jfoor^onf  and 
Chivers  A  Sons  ▼.  Chivera  A  Go.  Ld.^%  I  think  a  dietinotion  mnst  in 
every  ease  be  drawn  between  oases  where  the  word  in  question— tiie  word 
whioh  it  is  proposed  to  restrain  the  Defendant  from  using,  is  a  word  of  eommon 
5  ordinary  use,  descriptive  of  an  article,  and  where  it,  more  or  less^  partakes  of 
the  character  of  a  fancy  word,  or,  primarily,  does  not  relate  to  the  artiole  but  to 
the  person  who  makes  the  article.  In  Beddaway  v.  Banham*  it  was  decided 
that  a  person  might  be  restrained  from  using  a  word  or  a  conjunction  of  words, 
descriptive  of  an  article  if  that  word,  or  conjunction  of  words,  had  acquired 

10  among  the  public,  or  that  class  of  the  public  likely  to  deal  in  the  goods  in 
question,  a  subsidiary  or  secondary  meaning  connoting  not  only  the  quality 
of  the  article  but  its  origin  of  manufacture.  The  fact  that  Camers-hair  belting 
in  that  case  had  acquired  such  a  subsidiary  or  secondary  meaning  was  held  to 
have  been  established,  and  an  injunction  was  granted  accordingly.    One  of  the 

15  main  items  in  the  evidence  pointing  to  the  conclusion,  that  was  ultimately 
established,  was  a  certain  letter  which  showed  on  the  &oe  of  it  not  only  a 
dishonest  intent  on  the  part  of  the  party  proposing  to  use  the  word,  or  colloca- 
tion of  words,  but  showed  an  admission  on  his  part  that  such  a  secondary  or 
subsidiary  meaning  did  exist ;  and,  therefore,  it  became  very  much  easier  to 

80  prove  the  facts  required  in  order  to  obtain  an  injunction,  than  it  would 
otherwise  have  been.  In  the  case  of  the  CeUuiar  Clothing  Company  v.  Maxton^t 
on  the  other  hand,  where  the  question  was  with  regard  to  the  use  of  the  word 
^'Cellular"  as  applied  to  clothing,  it  was  held  that  the  Plaintiffs  had  not 
sufficiently  established  that  there  was  a  secondary   or  subsidiary  meaning 

25  denoting  that  Cellular  clothing  was  clothing  manufactured  by  the  Plaintiffs,  in 
centra-distinction  to  other  manufacturers,  and  there  are  remarks  of  the  Lords 
in  that  case  which  show  that,  in  their  opinion,  the  onus  of  proving  such  a  sub- 
sidiary meaning  in  the  case  of  words  which  are  commonly  and  properly  used  as 
descriptive  words  is  by  no  means  a  light  one.     I  should  like  to  refer  to  one  or 

30  two  passages  in  that  case  as  having,  in  my  opinion,  a  considerable  bearing  on 
the  question  which  I  have  now  to  decide,  and,  in  particular,  to  what  was  said 
by  Lord  Shand  and  is  quoted  in  Aerators  Ld,^  by  Mr.  Justice  Farwetl^  and 
also,  to  a  passage  in  the  speech  of  Lord  Davey,  Lord  Shandy  referring  to 
Beddaway  v.  Banham  *  said — ^^  Of  that  case  I  slutll  only  say,  that  it  no  doubt 

35  **  shows  it  is  possible,  where  a  descriptive  name  is  used,  to  prove  that  so 
'*  general,  I  should  rather  say  so  universal,  has  been  the  use  of  it  as  to  give 
^^  it  a  secondary  meaning  and  so  to  confer  on  the  person,  who  has  so  used  it,  a 
*^  right  to  its  exclusive  use  or,  at  all  events,  to  such  a  use  that  others  employing 
^'  it  must  qualify  their  use  by  some  distinguishing  characteristic.    Bat  t  confess 

40  <<  I  have  always  thought,  and  I  still  think,  that  it  should  be  made  almost  im- 
^*  possible  for  any  one  to  obtain  the  exclusive  right  to  the  use  of  a  word  or  term 
^*  which  is  in  ordinary  use  in  our  language  and  which  is  descriptive  only— and, 
^*  indeed,  were  it  not  for  the  decision  in  Beddaway^ a  case,*  I  should  say  this  should 
^'  be  DEiade  altogether  impossible.''    That  I  quote  as  illustrating,  what,  at  any  rate, 

45  in  the  opinion  of  Lord  Shandy  was  the  amount  of  the  onus  which  rested  on  the 
plaintiff  in  the  case  of  a  word  which,  prima /ade^  had  a  descriptive  signification. 
The  passages  in  the  speech  of  Lord  Davey  to  which  I  desire  to  refer  are  on 
page  343.11  lie  said — ^^  There  are  two  observations  which  must  be  made  :  one 
*'  is  that  a  man  who  takes  upon  himself  to  prove  that  words,  whioh  are  merely 
-.  ^.i. .  —   .,  — ........  -      ■  -  ■        .  ._^ -      ......  I  .,.., -  — 

♦  13  tl.I>.C.|2l8,  227 ;  L.R.  (1896)  A.O.  199;  208. 
t  16  R.P.C.  397,  407  ;  L.R.  (1899)  A.O.  ^26,  840. 
J'17  R.P.O.  420. 

§il9^HJ».0.  418,  420  ;  LJR.  G»02y2  Oh.  819,  324. 
I  16;R.P.C.  409. 
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**  descriptive  or  expressive  of  the  quality  of  the  goods,  have  acquired    the 
^  secondary  sense  to  which  I  have  referred,  assumes  a  much  greater  burden — and« 
^'  indeed,  a  burden  which  it  is  not  impossible,  but  at  the  same  time  extremely 
^^  difficult,  to  discharge — ^a  much  greater  burden  than  that  of  a  man  who  under- 
^^  takes  to  prove  the  same  thing  of  a  word  not  significant  and  not  descriptive,  5 
"  but  what  has  been  compendiously  called  a  *  fancy '  word.    The  other  obseiv 
^*  vation  which  occurs  to  me  is  this  :  that  where  a  man  produces  or  invents,  if 
*'  you  please,  a  new  article  and  attaches  a  descriptive  name  to  it — a  name 
**  which,  as  the  article  has  not  been  produced  before,  has,  of  course,  not  been 
^*  used  in  connection  with  the  article — and  secures  for  himself  either  the  legal   10 
^^  monopoly,  or  a  monopoly  in  fact,  of  the  sale  of  that  article  for  a  certain  time, 
<^  the  evidence  of  persons  who  come  forward  and  say  that  the  name  in  question 
^*  suggests  to  their  minds  and  is  associated  by  them  with  the  PlaintiflPs  goods 
'*  alone  is  of  a  very  slender  character,  for  the  simple  reason  that  the  Plaintiff 
^^  was  the  only  maker  of  the  goods  during  the  time  that  his  monopoly  lasted,   15 
^'  and  therefore  there  was  nothing  to  compare  with  it,  and  anybody  who  wanted 
**  the  goods  had  no  shop  to  go  to,  or  no  merchant  or  manufacturer  to  resort  to 
^*  except  the  Plaintiff.    And  on  this  point  I  adopt  what  was  said  in  felicitous 
**  language  by  Fry  L.J.  in  Siegert  v  FindlaterJ^    That  is,  my  Lords,  a  matter 
^  of  express  decision  in  the  case  of  a  Patent.     If  a  man  invents  a  new  article  20 
^^  and  protects  it  by  a  Patent,  then  during  the  term  of  the  Patent  he  has,  of 
^*  course,  a  legal  monoply ;  but  when  the  Patent  expires  all  the  world  may  make 
'^  the  article,  and  if  they  may  make  the  article  they  may  say  that  they  are 
"•  making  the  article,  and  for  that  purpose  use  the  name  which  the  Patentee 
'^  has  attached  to  it  during  the  term  when  he  had  the  legal  monopoly  of  the  25 
^*  manufacture.    But  the  same  thing  in  principle  must  apply  where  a  man  has 
"  not  taken  out  a  Patent,  as  in  the  present  case,  but  has  a  virtual  monopoly 
^*  because  other  manufacturers,  although  they  are  entitled  to  do  so,  have  not  in 
*'  fact  commenced  to  make  the  article.     He  brings  the  article  before  the  world, 
"  he  gives  it  a  name  descriptive  of  the  article  :  all  the  world  may  make  the  30 
'^  article,  and  all  the  world  may  tell  the  public  what  article  it  is  they  make, 
"  and  for  that  purpose  they  may  prima  facie  use  the  name  by  which  the  article 
*^  is  known  in  the  market."    I  think,  mutatis  mutandis^  what  is  said  in  the 
last  passage  I  have  read  applies  to  this  particular  case  where  the  Patentee 
has  given  a  name  to  his  article  and  a  name  to  the  process  by  which  that  article  35 
is  used,  and  that  name  is  descriptive,  and  is  descriptive  generically  and  not 
specifically,  and  someone  subsequently  devises  a  new  process  which,  in  ordinary 
language,  would  form  a  species  of  the  same  genus.    Bearing,  therefore,  this 
passage  in  mind,  I  will  now  proceed  to  consider  whether  there  is  anything  in 
the  name  New  Vacuum  Cleaner  Company  Ld.^  which,  having  regard  to  what  40 
the  Plaintiff  Company  has  proved  and  the  existence  on  the  Register  of  the  name 
British  Vacuum  Cleaner  Company  Ld,^  is  calculated  to  deceive. 

It  appears  to  have  been  proved  by  the  Plaintiff  Company  that  a  good  many, 
possibly  as  many  as  90  per  cent,  of  their  customers,  and  more  particularly  lady 
customers,  are  in  the  habit  of  writing  to  them,  not  as  the  *^  British  Vacuum  45 
"  Cleaner  Company  Ld.y^'  but  as  the  *'  Vacuum  Cleaner  Company  Ld,^^^  or  the 
"  Vacuum  Cleaxf^er  Company  "  simply,  without  the  "  Limited."  I  think  that 
since  the  registration  of  the  Plaintiff  Company  and,  possibly,  before,  the  words 
*'  Vacuum  Cleaner"  were  associated  with  the  machine  made  under  Booth's  Patent, 
and,  also,  associated  with  the  machine  which  the  Plaintiff  Company  worked,  50 
going  from  house  to  house  and  removing  the  dust  from  the  furniture.  But  it 
remains  to  be  considered  whether,  in  the  mind  of  the  public,  the  expression 

•  L.R.  7  CD.  801,  at  p.  818. 
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"  Vacnum  Cleaner "  or  "  Vacuum  Cleaning  Process "  had  acquired  such  a 
subsidiary  or  secondary  meaning  as  is  mentioned  in  Reddaway  t.  Banham.* 
I  tUnk  that  the  evidence  really  points  to  the  feet  that  the  public  have  under- 
stood "  Vacuum  Cleaner  "  and  the  "  Vacuum  Cleaning  Process  "  to  be  descrip- 
5  tions  of  a  particular  kind  of  cleaner  and  a  particular  process,  a  cleaner, 
namely,  which  operates  by  means  of  a  nozzle  applied  to  the  furniture,  and  to  the 
suction  in  the  pipes  caused  by  the  vacuum  created  by  the  machine.  As  long 
as  the  Plaintiffs  were  the  only  manufacturers  who  manufectured,  and  who  dealt 
with,  and  went  from  house  to  house  with  a  machine  of  that  sort  no  doubt,  in 

10  the  mind  of  the  public,  there  would  be  a  connotation  of  the  fact  that  the 
machine  was  the  machine  of  the  Plaintiffs.  But  I  do  not  think  that  primarily 
the  words  have  ever  been,  in  the  mind  of  the  public,  anything  else  than 
descriptive  words  and,  if  that  be  the  case,  then  it  appears  to  me  that  the  case 
falls  within  what  was  said  by  Lord  Davey,  namely,  that  no  great  inference  can 

15  be  founded  on  the  fact  that,  during  the  period  that  the  patentee  has  had  a 
monopoly,  or  the  manufacturer  has  had  a  monopoly,  either  at  law,  or  in  fact, 
words  primarily  descriptive  of  an  article  have  become  associated  with  the 
patentee  or  manufacturer.  There  is  nothing,  and  there  was  nothing,  as  he  said, 
for  the  public  to  contrast  it  with,  so  that  it  is  impossible  to  say  that  the  public 

20  understood  by  those  words  a  machine  dealt  in,  or  brought  round,  by  any  one 
person  as  distinguished  from  any  other  person.  I  am  not  therefore  prepared 
to  hold,  on  the  evidence  in  this  case,  that  there  is  any  secondary  or  subsi- 
diary meaning  in  connection  with  the  words  "Vacuum  Cleaner"  or  "Vacuum 
"  Cleaning  Process  "  such  as  there  was  proved  to  be  in  the  case  of  Reddaway 

25  y.Banham^^ 

Continuing  the  evidence  for  the  Plaintiffs,  it  appears  to  me  that  they  did 
prove  some  confusion  in  the  minds  of  certain  members  of  the  public  on  three 
occasions.  I  do  not  know  that  I  need  go  through  the  occasions  in  detail,  but 
in  one  case  they  received  a  request  for  the  payment  of  a  debt  from  Harrod's 

30  Stores,  which  was  a  debt  due,  not  from  them,  but  from  the  Defendant 
Company.  On  two  occasions  telephonic  messages  were  received  by  the 
Plaintiff  Company,  or  their  officers,  pointing  to  the  fact  that  the  persons,  who 
communicated  with  them  through  the  telephone,  did  so  on  the  supposition  that 
they  were  themselves,  or  were  connected  with,  the  Defendant  Company.    The 

35  other  items  of  evidence  given  by  the  Plaintiffs  were  two  only.  In  the  first 
place  they  called  a  witness  who  said  that,  but  for  his  own  special  knowledge  on 
the  point,  he  would  be,  he  thought,  deceived  by  the  name  into  thinking  the 
Defendant  Company  and  the  Plaintiff  Company  were  in  some  way  connected, 
if  not  the  same  Company.    He  also  said  that  if  any  member  of  the  public 

40  asked  him  to  get  rooms  cleansed  by  the  "New  Vacuum  Cleaner,'*  he 
should  assume  that  he  meant  the  Plaintiffs'  cleaner,  and  not  the  Defendants' 
cleaner.  Now,  of  course,  one  cannot  lay  very  great  stress  upon  the  evidence  of 
a  single  witness  in  that  respect,  and  I  do  not  think  really  that  even  a  multi- 
plication of  witnesses  in  that  respect  would  be  of  any  very  great  importance, 

45  because  it  is  one  of  thoscr  respecta  in  which  the  Judge,  who  has  to  decide  the 

-  case,  must  really  bring  his  own  mind  to  bear,  and  must  decide  for  himself. 

Further  it  is  observable  that  Lord  Davey  said  with  regard  to  what  was  required 

to  be  proved  in  the  CelltUar  Clothing  Company^ s  case,!  that  a  class  of  evidence 

of  people,  who  came  and  said  that  they  would  be  deceived,  was  worth  very  little, 

50  while  the  Plaintiff  Company  had  in  fact,  or  in  law,  a  monopoly  of  the  sale,  or 
of  dealing  in  the  goods  in  question,  and  that  such  evidence  only  became  really 
important  when  the  public  might  possibly  consider  the  words  as  descriptive  of 

•  IS  B.P.O.  218  ;  L.B.  (1896)  A.O.  199. 
t  16  aj'.O.  897 ;  L.B.  (1899)  A.O.  326. 
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the  goods  ot  oue  manulacturer  rather  than  another,  there  being  two  nftnu«' 
iacturers  whom  they  might  compare  in  that  respect. 

There  ^aa  another  witness  to  whose  evidence  I  attach  equally  little  imp(vtaDoe. 
He  said  that  having  seen  on  two  shops,  two  doors  off  each  other,  the  names  of 
the  British  Vacuum  Cleaner  Company  Ld.  and  the  New  Vaaium  Cleansr  § 
Company  Ld.^  he  ^npposed  that  one  of  the  shops  was  merely  an  enlargement 
of  the  Flaintiffs'  premises.    I  can  only  say  wiiSx  regard  to  that  that  I  think 
the  normal  man  seeing  the  different  names  in  the  same  street  over  different 
shops  would  draw  an  opposite  conclusion,  and  would  think  that  they  were  two 
rivsd  Companies.    But  at  any  rate,  if  there  are  people  who  might  be  deceived  ID 
in  that  way,  that  is  the  only  instance  which  is  given.    I  should  have  thought 
that  the  mode  in  which  it  would  be  far  more  likely  that  deception  would  take 
place  would  be  that  people,  casually  passing  the  windows,  might  catch  sight  of 
one  phrase,  namely,  ^  Vacuum  Cleaner,*'  and  might  enter  one  shop  instead  of 
anndier,  but  with  r^;ard  to  deception  of  that  sort  there  is  no  evidence,  and  I  15 
do  not  think  that  even  that  class  of  deception  would  be  at  all  a  necessary 
consequence  of  the  use  of  the  two  names. 

Again,  we  have  it  urged  on  beha]^  of  the  Plaintifb  that  the  evidence  of 
deoeption,  which  I  have  given  in  some  detail,  is  greatly  strengthened  by 
the  fact,  which  they  suggest  that  they  have  also  shown,  that  there  was  a  SO 
fraudulent  intent,  or  an  intent  which,  if  not  fraudulent,  was,  at  any  rate, 
contrary  to  any  fair  dealings  between  the  parties,  in  the  adoption  of   this 
name,  or,  in  other  word^,  that  the  name  was   adopted  with    the    distinct 
intention  of  depriving  the  Plaintiffs  of  benefits  which  they  would  otherwise 
enjoy,  and  in  the  enjoyment  of  which  they  ought  to  be  protected.    Now,  2i 
the    evidence    for  that  proposition  is   this.     It  appears  that   two    servants, 
or  employees^  of  the  Plaintiff  Company,  shortly  after  the  incorporation  of  the 
Defendant  Company,  deserted  the  rlaintiff  Company,  and  attached  themselves 
to  the  Defendant  Company,  and  that  the  Defendant  Company  is  giving  them 
not  only  the  wages  they  had  at  the  Plaintiff  Company's,  but  is  giving  them  a  30 
commission  besides.    There  is  no  evidence  that  any  attempt  was  made,  unfairly, 
to  induce  the  servants  of  the  Plaintiff  Company  to  desert,  as  it  were,  and  throw 
in  their  lot  with  the  Defendant  Company,    There  is  no  evidence  of  any  requefi* 
having  been  made  by  the  Defendant  Company  to  any  of  the  servants  of  the 
Plaintiff  Company  with  a    view  to    inducing  such  servants  to  join  them,  35 
either  by  offering  better  terms   if    they  joined  the  Defendant  Company  or 
in  other  ways,  but  it  appears  that  these  two  employees,  themselves,  came  and 
asked  for  employment.    There  was  no  deception  about*  the  matter,  and  when 
they  gave  notice  to  terminate  their  agreement  with  the  Plaintiff  Comjpany 
they  explained  exactly  what  they  were  doing  to  the  manager  of  the  Pl^ntiff  40 
Coinpany. 

Of  course,  it  is  well  known  that  you  cannot  prevent  the  servants  of  one 
Company  going  over  to,  and  becoming  the  servants  of,  another  Company  which 
carries  on  a  rival  business,  and  that  is  from  the  point  of  view  of  the  law  perfectly 
fair,  and  there  is  nothing,  in  the  same  way,  to  prevent  the  Defendant  Company  tf 
from  employing  persons  who  have  hitherto  been  employed  by  the  Plaintiff 
Company,  merely  because  they  are  rivals  in  trade.  That,  9gain,  from  the  point 
of  view  of  the  law,  is  perfectly  fair.  Then,  it  is  said,  that  the  Defendant 
Company  have  not  only  done  that,  but  they  opened  a  branch  office  in  the  same 
street,  in  Highgate,  as  the  Plaintiff  Company  and  two  doors  off.  There  is  M 
nothing  wrong  in  a  rival  Company  setting  up  in  the  same  street  and  setting  up 
two  doors  off.  It  may  not  be  a  very  tactful  thing  to  do  and  it  may  not  be, 
possibly,  up  to  the  standard  of  the  highest  trade  ideals,  but,  at  the  same  time,  it 
is  perfectly  legal,  and  there  is  nothing  which  can  b.e' objected  to  in  that  course 
having  been  pursued.  i& 
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Bnt  i%  18  imid  tliat,  tiaking  these  two  thiiigs  together  an^  also,  the  adoption 
of  the  trading  name,  New  Vacuum  Cleaner  Company  Ld,^  there  was  an  inten- 
tion,  or  that  I  ongbt  to  infer  an  intention,  to  do  what  ought  not  to  he  done, 
and  take  a^  im£air  advantage  of  the  use  of  this  name  of  the  trade  which  hae 
5  been  got  together  ^t  con0i4erable  expense  and  which,  really>  belongs  to  another 
rival  trader.  Here  again,  I  think,  that  the  principles  which  are  laid  down  in  the 
cases  reall7  haye  some  application.  I  do  not  consider  myself  that  if  a  company 
choofes  to  incorporate  into  its  own  name  .words  descriptive  of  the  article  in 
which  it  deal^  it  can  fairly  claim  a  monopoly  of  the  use  of  those  words  in  the 

10  trade  name.  It  seems  to  me  that  it  run^  the  risk  of  having  the  articles 
simijarly  described  in  the  trade  name  of  rival  traders.  If  there  were  any 
snch  monopoly  to  be  gained  as  is  suggested,  it  appears  to  me  that,  from  the 
point  of  view  of  the  public,  the  sooner  the  provisions  of  the  Companies  Act 
in  that  respect  are  altered  the  better.    But  I  think  that  it  is  precisely  because 

15  a  Company  cannot  secure  any  snch  monopoly  that  it  may  register  such  a 
name.  For  instance,  if  the  inventor  of  smokeless  powder  registered  the 
Smokeless  Powder  Company  Ld.y  it  seems  to  me,  that  he  could  not  fairly 
object  to  somebody,  who  subseqaently  invented  a  new  smokeless  powder 
on  a  different  principle,  registering  himself  under  a  title  which  also  involved 

20  the  description  of  the  article,  namely,  "  smokeless  powder."  In  the  same  way, 
in  this  case,  it  appears  to  me  that  there  is  nothing,  in  principle,  to  prevent 
the  Defendant  Company  from  using  the  words  ''  Vacuum  Cleaner "  as  part  of 
its  name.  Having  invented  a  new  species  of  vacuum  cleaner  which  it  desires 
to  bring  before  the  public,  it  proposes,  in  order  to  bring  itself  before  the  public 

25  a3  dealing  in  that  article,  to  use  a  name  involving  a  description  of  that  article 
and  to  distinguish  that  from  all  other  articles  of  the  same  genus  by  the 
term  "  New." 

With  regard  to  the  question  of  the  intention  of  the  Defendant  Company 
it  seems  to  me  that  their  intention  and  desire  to  adopt  the  term  ^'Vacuum 

30  **  Cleaner  "  is  'amply  accounted  for  by  the  fact  that  it  is  descriptive  and  that  it 
is  an  advantage  to  a  trader  to  show,  in  his  trade  name,  the  nature  of  the 
article  in  which  he  deals,  and,  therefore,  I  cannot  draw  any  inference  from 
the  fact  of  the  use  by  the  Defendants  of  the  words  ''  Vacuum  Cleaner  "  against 
their  brma  fides  in   the  matter.     I  agree,  that,  in  using  the  words ''  Vacuum 

35  '*  Cleaner,"  they  ought  to  distinguish  their  cleaner  from  other  cleaners  on 
the  market.  But  it  seems  to  me  to  have  been  a  reasonable  supposition  on 
the  part  of  the  person  who  is  responsible  for  the  choice  of  the  name,  that, 
inasmuch  as  the  object  was  to  distinguish  what  is  new  from  what  has 
been    on    the  market  for    many   years,  it  would  be  enough  to  call  it  the 

40  **  New  Vacuum  Cleaner,"  and  whether  that  be  so,  in  fact,  or  whether  it  be 
not  so  in  &ct,  I  think  is  really  not  very  material  on  the  question  of  considering 
his  bona  fides. 

I  have  come  to  the  conclusion,  therefore,  that  tiie  evidence  is  not  sufficient 
to  enable  me  to  say  that  there  was  any  scheme  or  design  to  take  unfair  advan- 

45  tage  of  the  PlaintifE  Company  by  the  adoption  of  this  name,  so  that  I  am  thrown 
back  simply  and  solely  upon  the  question  of  fact  as  to  whether  it  is  or  is  not 
likely,  in  my  opinion,  having  regard  to  the  arguments  and  the  circumstances, 
to  deceive.  I  have  come  to  the  conclusion  that  it  is  not,  and  I  think  that 
members  of  the  public,  when  they  allude  to  Vacuum  Cleaners,  and  Vacuum 

50  Gleskningy  prima  facie  mean  cleaning,  and  cleaners,  of  a  particular  sort,  and  not 
of  a  particular  manufiicturer,  and,  that  being  the  case,  that  when  a  new  Vacuum 
Cleaner,  or  a  new  Vacuum  Cleaning  Company,  is  brought  to  their  notice  the 
inference,  that  they  would  be  likely  to  draw,  would  not  be  the  inference  that  the 
Company  and  the  cleaner  in  question  were  the  same,  but,  on  the  contrary,  that 
55  they  were  different  from  the  Company  and  cleaner  which  they  have  already 
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heard  of.    Therefore,  it  seems  to  me,  that  on  this  ground  there  is  no  reason 
to  suppose  that  deception  will  occur. 

Finally,  I  should  like  to  make  some  observations  with  regard  to  the  subsidiary 
Companies.    The  XK>licy  of  the  Plaintiff  Company,  and  its  predecessor,  has  been 
to  create  subsidiary  Companies  to  work  Booths  Patents  within  definite  areas,  5 
and  a  certain  number  of  these  Companies  have  been  created  in  which  the 
Plaintiff   Company  is  now  largely  interested ;   and  it  also   appears  that  the 
subsidiary  Companies  so  created  have  created  local  Companies  to  work  the 
Patents  in  more  limited  areas,  and  that  the  subsidiary  Companies  themselves 
are  largely  interested  in  those  local  Companies.    Each  of  the  Companies,  the  10 
subsidiary  Companies  and  the  local  Companies — and  there  are  a  great  many  of 
them — has  been  incorporated  under  a  name  involving  these  words  **  Vacuum 
**  Cleaner,"  and,  although  their  licences  with  regard  to  both  Patents  are  limited 
to  the  particular  areas  defined  by  the  licences,  yet  there  is  no  other  reason,  as  &r 
as  the  evidence  goes,  why  they  diould  not  compete  with  the  Plaintiff  Company.   15 
The  Plaintiff  Company  has,  I  think,  by  allowing  the  registration  of  these 
Companies  without  objection,  really  admitted  the  fact  that  a  Company  whose 
name  involves  the  words  "  Vacuum  Cleaner  "  in  conjunction  will  not,  neces- 
sarily, be  confused  in  any  way  with  the  Plaintiff  Company.    The  allowance 
of  such  registration  also  points  to  the  fact  that,  in  the  opinion  of  the  Plaintiff  20 
Company,  the  words  ^  Vacuum  Cleaner  "  are  not  associated  with  any  particular 
Company  but  with  a  particular  process  of  cleaning,  and  with  a  particular  class  of 
machine.    That  being  so,  it  is  difficult  to  see,  even  apart  from  the  conclusions 
I  have  come  to,  how  the  Company  which  has  allowed  these  registrations  in  so 
many  instances  can  now  say  that  deception  will  necessarily  occur  because,  25 
in  a  particular  case,  the  words  **  Vacuum  Cleaner  "  are  part  of  the  name  of  a 
Company  other  than  the  Plaintiff  Company. 

On  the  whole,  therefore,  I  have  come  to  the  conclusion  that  the  action  fails. 
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Before  Mr.  Justice  Warrington. 

June  26th  and  27th,  1907. 

H.  E.  Randall  Ld.  v,  E.  Bradlet  &  Son. 


5  Trade  name. — T?ie  '*  American  Shoe  Company."—  The  "  Anglo-American  Shoe 
*'  Company." — Nayne  used  by  Defendants  held  not  to  be  calculated  to  deceive,-^ 
Action  dismissed. 

A  Company  J  H.  E.  B.  Ld.^  who  owned  a  number  of  retail  boot  and  shoe  shops^ 
in  or  about  the  year  1897 ^  opened  certain  shops,  including  one  in  Regent  Street y 

10  f^  ^^  exclusive  sale  of  American- made  boots  and  shoesy  andyfor  the  purpose  of 
this  branch  of  their  bxmnessy  they  adopted  the  name  "  American  Shoe  Company" 
as  their  trade  namey  using  it  however  in  conjunction  with  their  registered  name. 
Subsequently  a  trade  grew  up  in  this  country  in  British-made  boots  and  shoes 
made  after  American  models  and  methods,  and  it  became  a  common  practice  to 

15  call  such  goods  "  Anglo-American  "  or  "  British  American."*^  The  DefendantSy 
who  had  several  shops  in  or  near  London  and  dealt  in  sitch  goodSy  in  the  year 
1906  determined  to  confine  their  business  in  one  of  their  slwps  to  such  goodSy  and 
in  April  1907  commenced  to  use  the  trade  name  the  *'  Anglo-American  Shoe 
"  Company  "  at  that  shop.    H.  E,  R.  Ld.  complained  of  the  Defendants'  use  of 

20  the  name  '^  Anglo-American  Shoe  Company,"  and  some  negotiations  took  pUicSy 
but  finally  H.  E.  R.  Ld.  commenced  this  action  claiming  an  iryunctiony  and 
the  Defendants  by  their  pleadings  claimed  the  right  to  tcse  iJtat  name. 

Held,  that  the  Defendants  had  adopted  the  name  '^Anglo-American  Shoe 
"  Company  "  honestly ;  that  the  term  "  Anglo-American "  was  descriptive  of 

25  the  class  of  goods  dealt  in  by  the  DefendantSy  and  had  been  used  to  describe  such 

goods;  that  it  distinguished  the  business  which  the  Defendants  were  carrying 

on  from  a  business  in  American  goods ;  and  that  the  Defendants^  business  was 

not  likely  to  be  taken  for  the  Plaintiffs^  business.    The  action  was  dismissed 

mth  costs^ 

3  I 
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On  the  3rd  of  May  1907  H.  E.  Randall  Ld.  commenced  an  action  against 
E.  Bradley  &  Sony  under  which  name  the  Defendant  Edward  Bradley  traded, 
claiming — (1)  An  injunction  to  restrain  the  Defendants,  their  servants  and 
agents,  from  carrying  on  business  under  the  name  of  the  ^^  Anglo-American 
"  Shoe  Company,''  or  using  such  name  in  their  business,  or  from  using  any  5 
other  colourable  imitation  of  the  name  the  '*  American  Shoe  Company  **  or 
any  name  calculated  to  induce  the  public  to  suppose  that  the  business  or 
goods  of  the  Defendants  are,  or  are  connected  with,  the  business  or  goods  of  the 
Plaintiff  Company,  or  from  in  any  way  passing  off  their  business  or  goods  as 
those  of  the  Plaintiff  Company  ;  (2)  delivery  up  ;  (.•')  damages.  10 

The  Plaintiff  Company  were  manufacturers  of,  and  wholesale  and  retail 
dealers  in,  boots  and  shoes,  and  had  for  many  years  carried  on  business  in 
London  and  elsewhere  in  the  United  Kingdom ;  and  about  1897  they  com- 
menced a  new  branch  of  their  business  for  the  sale  in  England  of  boots  and 
shoes  manufactured  in  the  United  States  of  America,  such  boots  and  shoes  15 
being  sold  as  American-made  boots  and  shoes.  They  claimed  to  be  the  pioneers 
of  the  American  shoe  trade  in  the  United  Kingdom.  They  had  adopted  and 
used  the  name  "  American  Shoe  Company  "  in  connection  with  such  business, 
and  used  that  name  as  a  trade  name,  and  as  the  title  of  their  business  at  the 
shops  at  which  they  dealt  in  American  boots  and  shoes.  The  Defendants,  20 
who  carried  on  business  as  dealers  in  English-made  boots  and  shoes  at  No.  45 
Finsbury  Pavement,  London,  and  other  shops  in  or  near  London,  had  com- 
menced to  use- the  name  the  ^^Anglo-American  Shoe  Company''  at  the  said 
shop.  They  subsequently  however  discontinued  the  use  of  it  under  the 
Circumstances  mentioned  in  this  report,  but  in  this  action  they  claimed  the  25 
right  to  use  it. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  {inter  alia)  :— "  (4)  The 
*^  term  ^  shoe '  is  used  in  the  United  States  of  America  as  including  all  clasies 
"  of  boots  and  shoes,  and  the  term  the  "  American  Shoe  Company  "  has  there- 
^^fore  a  special  significance  when  used  in  the  trade  as  being  an  expression  30 
"  specially  descriptive  of  the  American-made  trade."     [Paragraph  (5)  specified 
a  number  of  shops  at  which  the  Plaintiffs  had  carried  on  tiie  said  business, 
including     No.   119    Cheapside.]      "  (6)   The    name    the    '  American   Shoe 
"  *  Company '  is  used  by  the  Plaintiffs  exclusively,  and  has  been  so  used  by 
*'  them  for  ten  years  and  upwards,  and  it  has  throughout  that  time  been  well  35 
*'  knawB  as  denoting  and   denoting  only  the    said  American-made  business 
^'  of  the  Plaintiffs,  and  they  have  under  that  name  acquired  a  wide  reputation 
"for  American-made  boots  and  shoes,  and  have  built  up  a  very  extensive 
*'  business,  and  large  sums  have  been  spenj;  by  them  in  advertising  and  making 
*'  the  said  name  well  known  to  the  public  as  their  trade  name.    The  exclusive  40 
*'  right  to  use  such  name  is  now  vested  in  them  and  is  of  great  value  to  them. 
"  On  several  occasions  other  persons  have  commenced  to  use  the  name  or 
"  similar  names,  and  have  been  restrained  by  injunction  from  so  doing,  or  have 
'*  entered  into  undertakings  not  to  do  so,  and  the  Plaintiff  Company  have 
"  incurred  heavy  expenses  in  protecting  their  exclusive  right  to  use  their  said  45 
"  name.    (7)  In  the  month  of  March  1907  the  Plaintiffs  gave  up  their  premises 
"  at  No.  119  Cheapsido  aforesaid,  but  a  large  part  of  the  customers  of  that 
"  business  are  still  dealing,  or  anxious  to  deal,  with  the  Plaintiff  Company, 
**^  and  it  i^  important  to  the  Plaintiff  Company  that  such  customers  should  not  . 
"  be  induced  to  deal  with  other  traders.    (9)  Shortly  before  the  issue  of  the  50 
"  writ  in  this  action  the  Plaintiff  Company  discovered  that  the  Defendants 
**  had,  since  the  closing  of  the  said  business  at  119  Cheapside,  commenced  to 
"use   the  name  the   *  Anglo-American  Shoe   Company'  at   their  shop   at 
'^45  Finsbury  Pavement  aforesaid,  and  had  affixed  the  said  name  on  &Qcia 
*'  and  window  boards  of  that  shop,  and  also  on  cards  and  labels  in  the  windows  55 
**  thereof  and  attached  either  to  the  premises  or  to  their  ^oods.    The  said.. 
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*  name  the  ^  Anglo-Afnerican  Shoe  Company ^^  z,^  used  by  the  Defendants,  ip 

*  misleading  and  liable  to  be  confused  with  the  said  trade  name  of  thj9 
'  Plaintiff  Company,  and  is  liable  to  induce  customers  to  suppose  that  th^ 
'  Defendants'  said  premises  are  a  branch  of  the  said  business  of  the  Plaintiff 

Company,  and  to  induce  customers  to  purchase  goods  of  the  Defendants,  in 

mistake   for    those  of    the    Plaintiff    Company.     The    name   the    ^  Angles 

^  ^  American  Shoe  Company'^  is    a   colourable   imitation  of   the    name    thp 

"  *  American  Shoe  Company^  and  is  calculated  to  mislead,  and  will  mislead, 

*  the  public,  and  it  is  an  infringement  of  the  right  of  the  Plaintiff  Company 
10  **  to  their  exclusive  use  of  the  latter  name.     Moreover,  as  the  Plaintiffs  arje 

*  known  as  having  a  large  separate  trade  in  Englisb-made  boots  and  shoes,  thp 

*  use  of  the  word  *  Anglo '  or  any  similar  word,  in  connection  with  the  wordja 
I*  '  American  Shoe  Company^  would  naturally  suggest  that  the  shop  in  whic|i 

*  it  was  used  was  a  branch  of  the  Plaintiffs'  English  as  well  as  their  AmeriCain 
15  •*  business,  and  would   not  in  any   way  distingaish  it  from  the  Plaintiff?' 

•*  business.  (11)  Before  action  the  Plaintiff  Company  complained  to  thte 
"  Defendants  of  the  use  of  the  name  *  Anglo-American  Slxoe  Company^  anfl 
**  the  Defendants  promised  to  discontinue  such  use,  but  they  failed  to  perfbriji 
"  their   promise,  and    the   Plaintiff  Company  were    therefore    compelled    ^ 

20  "  commence  this  action  to  protect  the  property  which  they  have  in  their  said 

**  trade  name."    The  Statement  of  Claim  also  alleged  (paragraph  10)  damage  tjo 

the    Plaintiff    Company,  and    contained   (paragraph  12)    an    allegation  of   a 

representation  made  by  the  Defendants'  manager  at  another  of  their  shops. 

The  Defendants  by  their  Defence,  besides  denying  or  refusiug  to  admit  the 

25  allegations  contained  in.  paragraphs  1,  2,  3,  5,  7  and  10,  and,  as  to  the  alleged 
representation  before  mentioned,  stated  (m^«r  aliay — "  (4)  The  Defendants, dp 
*\  not  admit  any  of  the  allegations  contained  i  n  paragraph  4  save  that  the  term  the 
"  *  American  Shoe  Company '  is  a  descriptive  term.  The  term  shoe  is  largely 
"  used  in  this  country  as  including  boots  and  shoes,  and  the  Defendants  deny 

30  "  that  the  term  the  '  American  Shoe  Company '  has  the  special  significance 
**  alleged  in  the  said  paragraph.  (6.)  The  Defendants  do  not  admit  any  of  the 
'^  allegations  contained  in  paragraph  6  of  the  Statement  of  Claim,  and  they 
*'  further  say  that  the  terms  the  *  American  Shoe  Company '  and  *  Am;ericqn 
"  *  Shoe '  are  purely  descriptive  terms  indicating  the  class  of  goods  sold,    'the 

35  "name  the  *' American  Shoe  Company^  has  not  been  used  by  the  Plaintiffs 
'*  as  their  trade  name,  and  has  Only  been  used  by  them  in  conjunction  with 
'^  their  name  of  H.  E,  Randall  Ld,  to  indicate  one  of  the  classes  of  buBiness 
"  carried  on  by  them.  (9)  In  answer  to  paragra]»h  9,  the  Defendants 
"  admit  that  from  the  20th  to    the  29th  April  1907   they  used   the   name 

40  "  the  *  Anglo- American  Shoe  Company '  at  their  shop  at  45  Finsbury  Pavement, 
^'  and  affixed  the  said  name  on  the  fascia  and  window  boards  of  their  shops 
"  and  also  on  cards  and  labels  in  the  windows  thereof.  On  the  29th  April 
"  1907  in  consequence  of  the  threats  of  the  Plaintiffs,  and  in  order  to 
^*  avoid  litigation,  the  Defendants  discontinued  the  use  of  the  name  the  *  Anglo- 

45  "  *  American  Sh(/e  Company^  and  ordered  the  removal  of  the  words  from 
''^  the  doors  and  shop  fronts  and  of  all  tickets  bearing  the  name.  On  the 
"  1st  May  1907  it  having  been  pointed  out  by  the  Plaintiffs  that  two  of  such- 
'^  tickets  remained  these  were  ordered  to  be  removed  by  the  Defendants,  and 
"  were  removed.  The  Defendants  do  not  admit  that  there  werfe  any  farther 
50  "  tickets  displayed  bearing  the  name  the  ^  Anglo-American  Slioe  Company.^ 
"  If  any  such  tickets  continued  to  be  displayed  (which  is  denied)  such 
"  tickets  were  not  displayed  with  the  authority  or  permission  of  the 
''  Defendants.  Save  as  aforesaid  the  Defendants  deny  each  and  all  of  the 
**  allegations  contained  in  paragraph  9  of  the  Statement  of  Claim.  (10)  The 
55  "  Defendants  specifically  deny  that  the  name  *  Anglo  American  Shoe 
^^  ^Company ^  is   a    colourable    imitation  of  the  name  the  ^American  Shoe 
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"^ '  Company '  or  is  liable  to  be  confused  with  the  same.  In  recent  years  there 
'^  has  been  a  great  demand  in  England  for  boots  made  in  the  American  fashion, 
**  and  snch  boots  were  for  many  years  imported  largely  from  America,  and  sold 
**  by 'many  traders  in  this  country.  In  order  to  meet  the  demand  for  boots 
*^  made  in  the  said  fashion  the  manufacturers  in  this  country  are  now,  and  for  5 
**  many  years  past  have  been,  making  boots  in  the  American  style,  and  in 
*^  particular  a  line  of  boot<s  stamped  with  words  *  Anglo-American  *  has  been 
^'  put  on  the  market  by  the  firm  of  Barsby^  Tomlinson^  and  Atkins^  of  Cosby 
*'  near  Leicester.  Such  boots  were  made  and  sold  under  this  name  in  the  year 
^*  1900,  and  have  since  been  very  extensively  made  and  sold  by  the  said  firm.  10 
^'  The  Defendants  amongst  other  retailers  have  bought  such  boots  from  the  said 
^  firm  of  Barsby,  Tomlinaon^  and  Atkins  Ld,^  and  have  sold  the  same  stamped 
*'  as  aforesaid  since  1901,  The  use  of  the  words  '  Anglo-American '  in  relation 
''  to  shoes  is  descriptive,  and  indicates  the  fact  that  such  shoes  are  of  American 
^*  style  and  English  make,  and  the  use  of  the  words  '  Anglo-American  ^  and  15 
^'  similar  descriptive  terms  in  relation  to  shoes  has  been  common  in  this 
'*  country  in  recent  years.  (12)  The  Defendants  deny  the  alleged  representa- 
*'  tion  contained  in  paragraph  12  of  the  Statement  of  Claim.  (13)  In  answer 
^  to  paragraph  11  the  Defendants  say  it  was  agreed  between  the  Plaintiffs  and 
'*  the  Defendants,  that  if  the  Defendants  would  discontinue  the  use  of  the  words  20 
" '  Anglo-American  Shoe  Company '  and  would  do  certain  other  things 
**  (including  the  giving  of  an  undertaking)  the  Plaintiffs  on  their  part  would 
**  not  sue  the  Defendants  in  respect  of  the  matters  complained  of  in  this  action. 
"  The  Defendants  in  making  the  said  agreement  did  so  without  admitting  the 
''  right  of  the  Plaintiffs  to  the  exclusive  use  of  the  name  '  American  Shoe  25 
**  *  Company  *  and  without  admitting*  that  the  title  the  '  Anglo-American  Shoe 
"  *  Company '  used  by  the  Defendants  infringed  any  right  of  the  Plaintifib,  and 
^  it  was  expressly  stated  that  the  undertaking  given  by  the  Defendants  was 
**  given  to  avoid  litigation.  The  Defendants  were  always  ready  and  willing  to 
**  carry  out  their  part  of  the  said  agreement,  and  in  £act  have  done  so,  as  set  30 
^*  out  in  paragraph  9  hereof,  and  the  Defendants  will  therefore  contend  that  the 
"  Plaintiffs  are  not  entitled  to  bring  the  present  action.  Save  as  herein  appears 
^*  they  do  not  admit  any  of  the  allegations  contained  in  paragraph  11  of  the 
**  Statement  of  Claim."  UJ^^^  dates  of  the  letters  containing  the  alleged 
agreement  were  set  out.]    The  Defence  also  alleged  acquiescence.  35 

The  action  came  on  for  trial  before  WARRINGTON  «/.  on  the  26th  of  June 
1907. 

Cave  E.C.  and  J.  Gatey  (instructed  by  ElHsy  Mundeyy  and  Clarke)  appeared 
for  the  Plaintiffs ;  Bowdeii  E.C.  and  A.  B.  Shaw  (instructed  by  James^  Mellor, 
and  Coleman)  appeared  for  the  Defendants.  40 

The  following  cases  were  cited,  namely  : — H.  E.  Randall  Ld.  v,  Hie  British 
and  American  Shoe  Company  (19  R.P.C.  ;^93),  and  North  Cheshire  and  Man- 
chester Brewery  Company  v.  Manchester  Brewery  Company  (L.R,  (1899)  App. 
Cas.  83). 

Warrington  J. — ^The  Plaintiffs  in  this  case  seek  an  injunction  restraining  45 
*'  the  Defendants  from  carrying  on  business  under  the  name  of  the '  AngUh 
^^^  American  Shoe  Company^   or    using   such    name    in   their   business  or 
«  from  using  any  other  colourable  imitation  of  the  name  the  '  Anglo-American 
*^  *Shoe  Company^  or  any  name  calculated  to  induce  the  public  to  suppose 
«<  that  the  business  or  goods  of  the  Defendants  are,  or  are  connected  with,  the  50 
**  business  or  goods  of  the  Plaintiff  Company,  or  from  in  any  way  passing  off 
*'  their  business  or  goods  as  those  of  the  Plaintiff  Company."    The  last  few 
words  of  that  first  paragraph  of  the  claim  which  I  have  just  read  is  what 
really  expresses  the  claim  made  by  the  Plaintiffs,  namely,  it  is  alleged  by  the 
Plaintiffs  that  the  name  adopted  by  the  Defendant  as  that  under  which  he  55 
proposes  to  trade  is  one  which  is  calculated  to  induce  the  public  to  suppose 
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that  the  busineBB  or  goods  of  the  Defendant  are,  or  are  connected  with,  the 
buBinees  or  goods  of  the  Plaintiff  Company,  and  that  he  will  be  able  to  pass 
off  his  basiness  or  goods  as  those  o^  the  Plaintiff  Company.  The  Plaintiffs 
allege  that  the  two  names  are  so  similar  as  to  induce  the  public  to  suppose  that 

5  which  I  have  mentioned.  The  question  is — is  the  Defendant  .proposing  to  trade 
under  such  a  name  as  will  have  that  result  ?  If  he  is,  the  Plaintiffs  are  entitled 
to  succeed  :  if  he  is  not,  the  Plaintiffs  are  not  entitled  to  succeed. 

The  facts  are  these  : — The  Plaintiffs  are  a  Limited  Company,  their  registered 
name  being  H.  E,  Randall  Ld.    Some  ten  years  ago  when  American  boots  and 

10  shoes  became  popular  in  London,  they  opened  a  shop  in  Regent  Street 
specially  for  the  purpose  of  dealing  in  American  boots  and  shoes,  made  in 
America  and  imported  into  this  country,  and  for  the  purpose  of  that  branch 
business,  they  adopted  as  their  trade  name  the  ''  American  Shoe  Comp(iny^^ 
They  were  advised  that  it  might  be  dangerous  to  use  the  ^^  American  Shoe 

If)  *'  Company  "  by  itself,  having  regard  to  the  provisions  of  the  Companies  Act, 
1862,  and  they  accordingly  trade  under  the  name  of  the  ^'American  Shoe 
*^  Company y^^  but  they  put  underneath  it,  or  in  immediate  connection  with 
it,  "  Proprietors  H.  K  Randall  LdJ*^  I  merely  mention  that  in  order  to 
dispose  of  it.    In  this  case  at  any  rate   there   is  no   point  arising  from  the 

20  fact  that  the  persons  who  trade  under  the  name  of  the  '*  American  Shoe 
'^  Company ''  are  a  Limited  Company.  I  treat  the  case  exactly  as  if  the  persons 
trading  under  that  name  were  individuals  and  there  was  no  question  whatever 
under  the  Companies  Act  of  1862.  I  have,  therefore,  persons  who,  for  about 
ten  years,  have  traded  under  the  name  of  the  "  American  Shoe  Company  " 

25  dealing — ^and  this  is  important^xclusively,  in  their  business  under  that  name, 
in  goods  imported  from  America.  They  have  enlarged  that  business  since 
it  was  first  started.  They  have  established  a  number  of  new  shops  and  they 
have  advertised  their  name  ;  and  there  is  no  question  that  their  business  of  the 
^'  American  Shoe  Company^^^  dealing  in  American  made  boots  and  shoes,  is 

30  widely  known.  About  the  same  time  that  this  business  was  started,  manu- 
facturers of  boots  in  England  became  aware  that  their  trade  was  being 
seriously  invaded  by  the  American  trade,  and,  accordingly,  many  of  them  went 
over  to  America  to  study  the  American  methods,  and  to  see,  if  they  could, 
wherein  it  was  that  the  American  boots  were  qualified  to  become  popular  on  the 

35  English  market,  with  the  result  that  many  of  these  manufacturers  adopted  in 
their  manufactories  in  England  the  American  methods,  using  lasts  purchased 
in  America,  an  American  range  of  sizes,  and  even  American  leather — ^the 
elements  which,  in  their  view,  were  the  elements  of  the  success  of  the  American 
invasion.    The  result  of  that  was  that  a  very  considerable  trade  was  established 

40  in  this  country  in  these  British-made,  or  English-made  goods  after  American 
models  and  following  American  methods,  and  it  has  become,  and  has  for  some 
time  been,  a  common  practice  to  denominate  (this  I  have  in  evidence)  goods 
made  in  accordance  with  that  practice,  '* Anglo-American,^'  or  ^'British 
"  American.*' 

45  In  the  early  part  of  the  present  year  there  was  a  firm,  now  consisting  of  one 
individual,  tiiding  under  the  firm  name  of  E,  Bradley  Jt  Son.  They  had  several 
shops  in  or  about  London  and  the  suburbs,  and,  in  particular,  they  had  a  shop 
situate  at  No.  45  Finsbury  Pavement.  They  had  at  No.  45  Finsbury  Pavement 
for  some  years  sold,  with  ordinary  British-made  boots  and  shoes,  a  large  quantity 

50  bought  from  two  particular  makers  of  the  Anglo-American  goods  of  which  I 
have  spoken,  that  is  to  say,  goods  made  in  England  after  American  models  and 
on  American  methods.  About  12  months  ago  apparently,  the  sole  representa- 
tive of  the  firm  conceived  the  idea  of  confiiiing  his  trade  at  that  shop  solely 
to  the  Anglo-American  trade.     His  lease  was  running  out  in  1908,  and  he 

55  approached  his  landlord  with  a  view  to  a  renewal,  and  he  appears  to  have  told 
him  that  he  was  going  to  make  this  change  in  his  trade  and  deal  exclusively  in 
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these  Anglo-American  goods,  and  that  he  proposed  to  trade,  not  under  his  own 
name,  but  under  a  firm  name  including  these  words  "  Anglo-American."  To 
the  landlord  he  mentioned  as  the  name  under  which  he  proposed  to  trade,  the 
**  Anglo-American  Shoe  Stores.'^  His  mind  seems  to  have  been  somewhat 
in  a  state  of  flux  as  to  the  actual  name  he  would  adopt,  because  early  in  5 
February  he  put  in  front  of  his  shop  a  large  banner  announcing  that  the 
business  would  be  taken  over  by  the  "  Anglo-American  Shoe  Manu/aduHng 
"  Gompany  '*  and  that  Bradley^ a  stock  was  to  be  sold.  That  banner  remained 
up  for  about  two  months.  Ultimately,  in  the  early  part  of  April,  soon  after 
Easter,  he  finally  determined  to  ti-ade  as  the  ^^ Anglo- Amef*ican  Shoe  10 
^  Company f'^^  and  he  directed  a  builder  to  place  over  his  shop  a  fascia  having  on 
it  in  large  letters  the  "  Anglo- American  Shoe  Company ^^^  and  to  place  the  same 
name  on  the  stall  board  of  each  of  the  two  shops  which  make  up  the  one  laige 
shop  in  which  he  trades.  He  told  me  that,  in  adopting  that  name,  he  was 
adopting  a  name  which,  in  his  view,  described,  and  accurately  described,  the  15 
kind  of  goods  in  which  he  was  proposing  to  deal,  and  that  he  had  no  idea 
whatever  of  any  possibility  of  deception,  or  any  possibility  of  passing  off  his 
business  as  that  of  the  Plaintiffs* ;  he  was  aware  of  the  Plaintiffs*  business.  I 
believe  him,  and  I  come  to  the  conclusion,  as  a  matter  of  fact,  that  he  had  no 
fraudulent  intention  at  all ;  that  what  he  really  and  honestly  intended  to  do  20 
was  to  start  a  business  under  that  which  he  considered,  and  that  which  the 
Plaintiffs'  own  witnesses  consider,  was  the  proper  description  of  the  goods 
which  he  was  proposing  to  sell.  The  Plaintiffs'  witnesses  themselves  admit 
that  "  Anglo-American  boots  and  shoes  "  or  "  Anglo- American  shoes  "  is  a  good 
.  description  of  that  particular  line  of  goods  in  which  this  Defendant  was  pror  25 
posing  to  deal.  He  therefore,  in  my  view,  adopted  that  name  honestly  without 
any  idea  of  deception.  Soon  after  that  name  appeared  in  his  shop,  the  Plaintiffs 
wrote  to  complain.  I  ought  to  mention  that  they  had,  in  the  year  1902  in 
particular,  obtained,  either  by  consent  or  otherwise,  injunctions  or  undertakings 
against  or  from  other  people  who  had  used  different  variations  of  the  tiUe  30 
the  **  American  Shoe  Company  "  and  they  had,  in  one  particular  case,  to  which  I 
will  refer  presently,  obtained  an  injunction  after  a  contested  trial.  They 
accordingly  took  the  same  line  in  this  case,  and  they  instructed  their  solicitors 
to  write  a  letter,  which  they  did  on  the  25th  of  April,  requiring  the  Defendant 
to  remove  the  words  the  "  Am^erican  Shoe  Company  "  from  the  premises,  and  35 
from  all  printed  matter,  and  to  give  an  undertaking  as  to  the  future.  The 
Defendant  answered  that  letter  on  the  29th  of  April  by  saying  that  he  had 
given  instructions  to  have  the  *'  American  Shoe  Company  "  taken  down  the 
first  thing  the  next  morning.  That  was  not  enough  for  the  Plain  tiff  s,  and  they 
wrote  pressing  for  an  undertaking  in  the  terms  of  their  letter  of  the  25th.  40 
Then  the  Defendant,  like  a  wise  man,  went  to  a  firm  of  solicitors,  and  the 
solicitors  wrote,  on  the  30th  of  April,  acknowledging  the  letter,  and  they  proceeded 
in  this  way  : — "  Without  discussing  your  clients'  right  to  compel  our  clients^ 
"  disuse  of  their  suggested  name  ^Anglo-American  Shoe  Company ^^  our  clients 
**  felt  that  both  in  their  interests  and  the  interests  of  your  clients  it  was  most  45 
"  desirable  that  there  should  be  no  misunderstanding,  and,  as  they  have  already 
^*  told  you,  they  at  once  removed  from  the  fascia  of  the  only  shop  in  which  they 
**areso  trading  the  words  ^Anglo-American  Shoe  Company,^  They  are  also 
"  quite  prepared  to  undertake,  and  you  may  take  this  letter  as  their  undertaking, 
"  that  they  will  not  in  future  m<?ke  use  of  the  name  *  Anglo-American  Shoe  50 
**  *  Company^  or  any  other  name  which  is  calculated  to  mislead  the  public  into 
"  mistaking  their  business  for  that  of  the  American  Shoe  Company.  If  you 
"  would  like  to  suggest  some  farther  terms  of  the  undertaking  we  shall  be  quite 
"  prepared  to  consider  them  on  behalf  of  our  clients.  We  may  add  that  our 
^'clients'  action  was  taken  quite  innocently,  and  as  soon  as  you  called  their  55 
^attention  to  the  point  they  at  once  dismantled  their  shop.    They  propose  in 
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'*  future  to  trade  with  reference  to  this  part  of  their  busineBs  as  the  '  American 
*^' Model  British  Made  Boot  Company  *  a  title  which  you  will  agree  cannot  by 
'*  any  possible  means  be  taken  for  the  name  assumed  by  your  clients,  namely, 
"  the  *  American  Shoe  Company,' "  That  letter  was  written  on  the  30th  of  April. 
5  At  that  time  instructions  had  been  given,  and,  I  think,  carried  out  for  the 
removal  from  the  windows  of  the  Defendant's  shop  of  two  large  bills  which 
contained  the  name,  the  '*  Anglo-American  Shoe  Company^'' ;  but  certain  tickets 
bearing  the  name  which  appeared  inside  the  shop  had  not  been  removed.  On 
the  1st  of  May  the  Plaintiffs*  solicitors  wrote  insisting  on  those  being  removed, 

10  and  they  were  removed,  with  the  exception  of  either  one  or  two,  which,  by 
accident,  remained  there  until  the  3rd.  On  the  3rd  the  writ  was  issued  without 
any  further  notice.  It  was  served  on  the  4th,  and,  thereupon  all  that  remained 
of  the  offending  tickets  were  removed.  I  have  referred  to  those  facts  for  this 
reason  ;  it  might  be  said  that  the  Plaintiffs'  action  ought  to  fail,  because,  at  the 

15  date  of  the  issue  of  the  writ,  the  demands  of  the  Plaintiffs  had,  in  substance, 
been  complied  with,  but  I  am  relieved  from  having  to  consider  that  point„ 
because  the  Defendant,  under  advice,  has  deliberately  claimed  by  his  pleadings 
and  at  the  bar,  the  right  to  use  the  name  the  ''  Anglo-American  Shoe  Company ^'^ 
and  it  is  that  which  I  have  to  determine. 

20  The  question,  therefore,  that  I  have  to  determine  on  these  facts^  is — whether 
the  name  the  ''  Anylo-American  Shoe  Company  "  is  a  name  so  nearly  like  the 
name  the  "  American  Shoe  Company  "  that,  having  regard  to  the  circum- 
stances of  the  trade  and  all  the  surrounding  circumstances,  the  one  business  is 
likely  to  be  taken  for  the  other,  that  is  to  say — Is  the  Defendant's  business, 

25  the  Anglo-American  Shoe  Company,  likely  to  be  taken  for  the  Plaintiff' 
business,  the  American  Shoe  Company  ? 

The  material  facts  seem  to  me  to  be — selecting  what  seem  to  be  the 
most  material  from  those  I  have  already  mentioned — that  the  American 
Shoe  Company  deals   exclusively,    aud   is    known    to  deal    exclusively,    in 

30  American-made  boots  and  shoes  imported  into  this  country,  and  the  further 
fact  that  there  is  a  perfectly  independent  trade,  not  carried  on  by  the 
Plaintiffs  at  all,  but  carried  on  by  various  people  in  this  country,  in  goods 
which  are  called,  and  are  admittedly  and  properly  called  '^Anglo-American 
*'  goods.''    Bearing  those  facts  in  mind  it  seems  to  me  that  the  use  of  the 

35  word  ** Anglo"  in  connection  with  the  word  **  American,"  so  far  from  lead- 
ing to  any  confusion,  is  a  descriptive  term  :  and  that  the  word  '*  Anglo- 
**  American,"  as  compared  with  ''  American  "  distinguishes  the  business  wMch 
the  Defendant  proposes  to  carry  on  from  that  which  the  Plaintiff  Company 
carries  on,  that  is  to  say  it  is  a  business  in  these  Anglo*  American  goods  as 

40  distinguished  from  a  business  in  the  American  goods. 

A  number  of  instances  have  been  referred  to  in  which  similar  names 
have  been  held  to  infringe  the  right  of  the  Plaintiffs,  but  each  case  must  be 
decided  on  its  own  facts.  The  mere  look  of  the  name  is  not  enough.  You 
must    consider  the  circumstances    under  which  the    name  is  used,    and  in 

45  respect  of  what  it  is  used  ;  and  it  is  the  circumstances  here  that  lead  me 
to  the  conclusion  that  there  is  no  possibility  of  deception  in  the  use  of  the 
word  "  Anglo-American  "  as  against  the  use  of  the  word  "  American." 

I  desire  co  say — speaking  for  myself  at  all  events — that  where  a  person  for 
his  own  purposes,  and  for  his  own  business,  adopts  such  a  title  as  that  which 

50  the  Plaintiffs  have  adopted,  a  title  descriptive  of  the  goods  which  he  is  selling, 
and  another  person  is  minded  to  adopt  a  title  descriptive  of  the  goods  which 
he  is  going  to  sell,  the  vefy  heavy  burden  lies  on  the  Plaintiffs  of  proving 
that  the  adoption  of  that  new  title  will  cause  deception,  and,  again — speaking 
for  myself  at  all  events — I  think  the  Courts  ought  to  be  extremely  careful  to 

5&  prevent  the  acquisition  by  persons,  who  adopt  a  descriptive  name,  of  a  monopoly 
not  only  in  that  name,  but  in  a  name  descriptive  of  another  class  of  goods. 
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With  regard  to  the  authorities,   the  case  of  American  Shoe  Company  v. 
British   and    American    Shoe    Company    (19    R.P.C,    393)    in    which    Mr. 
Justice  S win/en  Eady  granted  an  injunction,  is  the  one  which,  of  course,  at 
first  sight,  appears  to  be  extremely  like  the  present  case,  and,  if  the  &ct8  of  that 
case  were  the  same  as  the  facts  of  this  case,  I  should  have  no  hesitation  in  5 
recognising  the  authority  of  a  Judge  of  first  instance  of  co-ordinate  jurisdiction 
with  myself,  and,  if  I  could  not  find  sufficient  distinction  between   ^*  An^lcv 
^'  American'*  and  ^*  British  and  American,"  the  fact  that  the  learned  Judge  in 
that  case  had  decided  that  one  name  was  likely  to  deceive  would  go  a  long  ^way 
to  convince  me  that  I  ought  to  come  to  the  conclusion  that  the  other  would  be  10 
likely  to  deceive  ;  but  the  facta  are  not  the  same.    In  the  *'  British  and  American** 
case  Mr.  Justice  Swin/en  Eady,  whose  judgment  has  been  read  to  me,  came  to 
the  conclusion  that  the  defendant  was  guilty  of  a  deliberate  and  barefaced  fraad ; 
that  he  had  adopted  the  name  British  and  AmeHcan  Shoe  Company  for  the 
express  purpose  of  inducing  the  public  to  believe  that  his  business  and  goods  15 
were  the  business  and  goods  of  the  Plaintiff  Company.    Not  only  that,  but  the 
evidence  that  we  have  bad  in  this  case  of  the  existence  of  a  distinct  line  of 
goods  called  the  '*  Anglo-American,"  or  <'  British  American,"  goods  was  not 
before  the  learned  Judge  in  that  case  ;  at  any  rate  there  is  no  mention  of  it  in 
his  judgment ;  and  there  are  certain  expressions  in  his  judgment  which  I  have  20 
looked  at  again  this  morning,  which  indicate  his  view  that  the  goods  which  the 
defendant  was  proposing  to  sell  were  of  the  same  nature  as  the  goods  which 
the  plaintiffs  were  proposing  to  sell,  an  element  absent  in  the  present  case. 

I  am  at  liberty  in  this  case  to  decide  on  the  facts  which  are  proved  before  me, 
and  according  to  those  facts  I  come  to  the  conclusion  that  the  Plaintiffs  have  25 
not  made  out  the  case  which  it  is  necessary  for  them  to  make  out,  and  that  being 
so  the  action  fails,  and  there  must  be  judgment  for  the  Defendant  with  costs. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Parker. 

July  3rd,  4th,  5th,  6th,  and  8th,  1907. 

BoussoD,  Valadon  &  Co.  v.  Marchant. 

5  Trade  name,  —  Name  of  picture  gallery,  —  "  Ooupil  Gallery,'' —  Sale  of 
premises. — Purchaser  appointed  agent  of  vendors  for  a  term  of  years, — Bight 
to  use  of  name  on  expiration  of  term  claimed  by  vendors  and  purchasers, — 
Action  by  vendors  dismissed, — Judgment  for  declaration  on  counterclaim  by 
purchasers, 

I  Q  B.V.Jk  Go,  formerly  carried  on  business^  in  London  and  abroad^  as  dealers  in 
pictures  and  objects  of  art  under  the  name  of  Gonpil  &  Co.,  and  their  show- 
rooms  came  to  be  knotvn  as  the  "  Goupil  Gallery^''  which  name  was  prominently 
affixed  ove?^  their  London  premises.  In  1901  ^  to  customers  and  members  of  the 
trade^  it  had  become  associated  with  B.   V,  ic  Go,    In  1898  M,  became  the 

jr^  manager  of  the  London  branch.  In  July  1901  an  Agreem^ent  was  entered 
into  between  B,  V,  A  Go.  and  M.  who  traded  as  M,  A  Go.  By  this  Agreement 
B.  V.  A  Go.  sold  to  M,  A  Go.  the  leases  of  tJmr  London  premises^  and  gave  them^ 
for  the  term  of  five  yearSy  the  exclusive  right  to  describe  themselves  as  agents  or 
sole  agents  for  the  United  Kingdom  ofB.  V.  A  Go.y  successors  to  Ooupil  &  Co., 

20  picture  dealers;  they  also  left  with  M,  A  Cc^for  the  purpose  ofsaUy  the  stock  of 
the  business^  and  agreed  to  place  at  the  disposal  of  M,  A  Go.  stock  to  be  selected 
from  the  stock  of  B.  V.  A  Go,  at  Paris^  or  elsewhere^  upon  terms  set  out  in  the 
Agreement^  M,  A  Go^  being  in  tlie  position  of  agents  as  regards  some  of  such  stocky 
but  as  to  other  parts  selling  on  their  own  account.    ITie  Agreement  also  provided 

25  tJiat  during  its  continuance  M.  A  Go.  should  not  represent  themselves  as  agents 
of  any  picture  dealers  other  than  B,  V.  A  Go,y  and  that  B,  V.  A  Go,  should  not 
establish  any  other  house  or  agency  in  the  United  Kingdom.  The  Agreement 
contained  no  provisions  as  to  the  use  of  the  title  "  Ooupil  Gallery ^^^  but  it  was 
referred  to  in  the  negotiations  prior  to  the  Agreement,    On  the  15th  of  August , 

30  1901  a  circular^  containing  letters  by  B,  F.  A  Go.  and  by  M.  A  Go.^  uxis  sent  out 

to  customers  notifying  them  of  the  disposal  of  the  London  galleries  to  M,  A  Go, 

and  ofM.A  Go,  being  sole  agents  of  B.  V,  A  Go.  in  the  United  Kingdom. 

After  the  execution  of  the  Agreement  M,  A  Go.  commenced  to  carry  on  business 

on  their  own  account  cu  well  as  selling  as  events  of  B.  V,  A  Go.,  and  continued 

3  K 
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With  regard  to  the  authorities,   the  case  of  ^rmncan   ///^        ^^   ^^^ 
British   and    American    Shoe    Company    (19    R.F.O,     /^,/y  rA^nA^^ 

Justice  Swinfen  Eady  granted  an  injunction,  is  the  ^  ////  i^ruMm 

first  sight,  appears  to  be  extremely  like  the  present  cp'     //    x  ^»^  ^^^  ^«^ 

case  were  the  same  as  the  facts  of  this  case,  I  s>       /  ^  /^         j    y^  ^   q^ 
recognising  the  authority  of  a  Judge  of  first  inst^        A  ,.^  steyrwrf  ^ 

with  myself,  and,  if  I  could  not  find  sufficie-         /jc    /  ^^  «^^^  ^ 

"  American"  and  "  British  and  American,"  t  y     >  i  fhat  he  had  no 

that  case  had  decided  that  one  name  was  1*'         /  f  ■  if^^  Memorandum 

to  convince  me  that  I  ought  to  come  to  / 

likely  to  deceive  ;  bvit  the  facts  are  aot  *" 

case  Mr.  Justice  Swinfm  Emhj,  wb^  /  ^^  ^^^^^^  ^f  ^   y^  j.  Cb.    10 

the  conclusion  that  the  (lefendaut    '  /r  ,r   //i..  j^^^.*,^., 

that  he  had  adopted  the  name   /  ^  Co.;  that  the  Agreeme,ii 

expresft  purpose  of  inducing  '     '  y  during  its  continuance  of 

were  the  biisiiiees  and  goo<i  ^^^  leaving  B.  F.  Jt  Go.  the  right 

Toidrraiie?  :n  - 1" '  -  ---  -^-/^'--^  ^y ''-  ^-^^-^  ^^ 

before  the  learned  J  ...  the  business  theretofore  carried  onhy  B.V.  15 

his  jndgment ;  an'^*  ^    ivuuld  thenceforth  he  carried  on  by  M.  Jk  Co,on  their 

d* f^^d  **\^ wp^  fhff'^  '^^  "'^  misrepresentation  in  the  use  by  the  Defendants  of 

the  plaintiff        .  ■^f^^tior^^ny  contractual  right  in  the  Plaintiffs  to  prevent  the 
I  am  at  ^     '^^^iP^^^'a Qoupil  Gallery'' ;  that  the  Memorandum  of  1906  was  not  a 
and  ao^^  ^v^yys^^^^^^^  and  that  iJie  use  by  the  Plaintiffs  of  the  expression  tlie  20 
so**     '^'^'^^'''^/Irv''  might  had  the  public  to  believe  that  the  business  opened  by 
'^fif/^  ^-rfS  tiH^  connected  with  the  gallery  and  business  carried  on  by  the 
'Hfl^^^^.     The  action  was  dismissed,  and  a  declaration  made  on  the  counter* 
P^^^    hiti  ^^  ^'  ^  ^^'  ^^^^^  ^^^  entitled  to  use  the  term  "  Ooupil  Gallery  " 
r^A""'  /  making  it  clear  that  their  gallery  had  no  connection  with  the  "  Goupil  25 
*^^' Uery'''  ^f  live  Defendants  and  the  business  there  carried  on,  with  liberty 
'     pply.     The  Plaintiffs  ivere  ordered  to  pay  the  costs  of  the  Action  and 
Counterclaim. 

On  the  26th  of  January  1907,  Boussod,  Valadon  A  Co,,  a  firm  (Soci6t^  en 
Oomniandite)  incorporated  according  to  the  law  of  France,  and  carrying  on  30 
business  as  picture  and  art  dealers  in  London,  Paris,  Berlin,  the  Hague,  and 
elsewhere,  commenced  an  action  against  William  StepJien  Marchant,  carrying 
on  business  as  "  William  Marchant  <k  Go,,'^  claiming  an  injunction  to  restrain 
the  Defendant,  his  servants  and  agents  from  carrying  on  the  business  of  picture 
or  art  dealers  under  or  in  connection  with  the  name  or  title  of  the  "  Qoupil  35 
"  Gallery  "  or  "  Goupil,"  or  under  or  in  connection  with  any  other  name  or 
title  so  as  to  represent  that  the  Defendant's  gallery  or  business  is  the  gallery  or 
business  of  the  Plaintiffs,  or  is  connected  therewith  or  that  he  is  the  successor 
of  or  connected  With  the  Maison  Goupil  or  the  business  heretofore  carried  on 
under  that  name  ;  also  damages  and  costs.  40 

'  The  Statement  of  Claim  alleged  (inter  alia) : — **  (2)  By  an  Agreement 
"  dated  the  22nd  of  April  1884  and  made  between  Jean  Baptiste  Michel  Adolphe 
"  Goupil  of  the  first  part,  Frangois  Leon  Boussod  of  the  second  part,  Jules 
"  Albert  Goupil  of  the  third  part,  and  Loiiis  B6n6  Valadon  of  the  fourth  part, 
^*  it  was  agreed  that  the  parties  should  carry  on  business  as  picture  and  art  45 
''  dealers  and  also  as  printers  and  publishers  of  engraylngs  and  fine  art 
<'  publioations  under  the  name  of  '  Boussod,  Valadon  &  Go^  and  the  PlaintlffQ 
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^ 


25 


30 


acquired  for  valnable  consideration  the  right  to  use  for  the  purposes  of  their 

business  the  name  of  the  *  Maison  Goupil,'  and  of  *  Gou^)!!  &  Co.'  as  in  the 

id  Agreement.    Since  the  date  of  the  said  Agreement  the  Plaintiffs  have 

Tied  on  their  business  in  all  the  said  places  under  or  in  connection  with 

name  of  *  Goupil '  and  they  are  very  well  known,  both  in  England  and 

ad,  in  connection  with  such  name,  and  have  acquired  a  very  high  reputation. 

•aid  Jean  Baptists  Michel  Adolphe  Qaiipll  and  Jules  Albert  Goupil  are 

ind  certain  other  persons  are  now  members  of  the  firm.    By  an  Agree- 

ated  the  8th  of  May  1897,  the  Plaintiffs  sold  to  the  firm,  Jean  Boussody 

Joy  ant  A  Co.,  the  right  to  use  the  name  of  Ooupil  A  Co.  in  connection 

business  of  printers  and  publishers,  and  also  sold  that  branch  of 

iffs'  business,  and  since  the  date  of  the  said  Agreement  the  Plaintiffs 

Tarried  on  the  business  of  printers  and  publishers  of  engravings 

i;  publications.    (8)  The  Plaintiffs  carried  on  business  in  London 

nstance  at  No.  23  Bedford  Street,  Covent  Garden,  and  subsequently 

ad  117  Bond  Street,  and  since  the  year  1893  at  No.  5  Regent 

10  Charles  Street.    At  all  the  said  premises  the  Plaintiffs  carried 

connection  with  the  name  '  GoupiL'    At  their  said  premises  in 

.oet  and  Regent  Street  the  name  of  the  *  Goupil  Gallery '  was  afQxed 

^  a  prominent  position  outside  the  said  premises,  and  the  said  name  was  also 

**  used  on  catalogues,  letter  paper  and  like  documents,  and  was  employed  in 

**  advertisements  of  the  exhibitions  from  time  to  time  held  at  the  said  premises. 

«*  The   name  the   'Goupil    Gallery'   has  come  to  be  known  in  England  as 

"  indicating  the  business  carried  on  by  or  on  behalf  of  the  Plaintiffs.    (4)  The 

"  Defendant  was  employed  by  the  Plaintiffs  for  many  years  as  an  assistant 

**  and  subsequently  as  a  manager  in  London.    In  the  year  1901  the  Defendant 

"  was  appointed  tlie  sole  agent  of  the  Plaintiffs  in  the  United  Kingdom,  and  by 

"  an  Agreement  dated  the  23rd  July  1901,  and  made  between  the  Plaintiffs 

"  of  the  one  part  and  the  Defendant  (by  his  trade  name  of  *  William  Marchant 

"  *  A  Co.^)  of  the  other  part,  the  Defendant  purchased  the  premises  No.  5  Regent 

"  Street  and  10  Charles  Street,  upon  which  the  Plaintiffs  had  been  theretofore 

**  carrying  on  business,  and  certain  fixtures,  trade  fittings  and  furniture  in  or 

*'  about  the  premises,  and  it  was  agreed  (clause  3)  that  the  Plaintiffs  should  give 

"  the  Defendant  for  the  term  of  five  years  from  1st  January  1901  the  exclusive 


35  "  right  to  describe  William  Marchant  A  Co.  as  *  agents '  or  *  sole  agents  for  the 
*♦  *  United  Kingdom  of  Boussod,  Valadon  A  Co.,  picture  dealers,  successors  to 
**  *  Ooupil  A  Co.y  picture  dealers,'  and  that  on  all  signboards  and  printed 
"  documents  using  the  said  description  the  letters  used  for  depicting  or  printing 
<'  the  names  of  Boussod,  Valadon  A  Co.  and  Goupil  A  Co.  should  be  smaller 

4C  "  than  those  used  for  depicting  or  printing  William  Marchant  A  Co.  and  the 
*'  said  Agreement  contained  divers  provisions  with  regard  to  the  agency  and  the 
'^  sale  of  pictures  not  material  to  be  herein  stated.  (5)  At  or  about  the  date  of 
^'  the  last-mentioned  Agreement  the  Defendant  verbally  asked  permission  from 
**  the  Plaintiffs  to  continue  the  use  of  the  name  of  the  '  Goupil  Gallery  '  whilst 

d5  *'  acting  as  the  Plaintiffs'  sole  agent  under  the  said  Agreement,  and  such 
'*  permission  was  granted  by  the  Plaintiffs  subject  to  the  condition  that  the 
"  name  was  to  be  withdraw^n  upon  the  Plaintiffs'  request,  which  condition  was 
**  accepted  by  the  Defendant.  (6)  The  Defendant  continued  to  carry  on  the 
'*  Plaintiffs'  business  at  No.  5  Regent  Street  aforesaid  pursuant  to  the  said 

50  ^'  Agreement  and  to  use  the  name  of  the  '  Goupil  Gallery '  as  the  same  had  been 
*'  theretofore  used  by  the  Plaintiffs,  and  the  Defendant  also  carried  on  his  own 
<'  separate  business  at  the  said  premises.  The  said  Agreement  expired  by 
"  effluxion  of  time  on  the  31st  December  1905,  but  was  continued  by  mutual 
**  consent  on  the  terms  of  the  said  Agreement  until  the  end  of  June  1906. 

55  "  (7)  By  an  Agreement  dated  the  6th  July  1906,  and  made  between  the 
"  Plaintiffs  of  the  one  part  and  the  Defendant  of  the  other  part,  it  was  agreed 
"  as  follows  ;— (1)  The  Defendant  acknowledged  that  he  had  no  right  to  use 
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to  use  the  title  the  '*  Ooupil  Gallery. ^^    After  the  expiration  of  the  Agreement  of 
1901  M.  A  Co.  continited  to  carry  on  btisifiesa  at  the  same  premises  using   tJi0 
title  the  "  Ooupil  Gallery,''  but  in  1907  B.  V.  &  Go.  opened  premises  in  Loruion 
under  that  title.    B.  V.  A  Go.  in  1907  commenced  an  action  to  restrain  the  tAS^ 
of  the  title  by  M.  A  Go,,  and  M.  &  Go.  counterclaimed  against  B.  V.  A  Cfa^    5 
claiming  similar  relief    'In  July  1906  a  Memorandum  Jtad  been  signed  5y 
M.,  under  which  B,  V.  A  Go.  alleged  thai  M.  had  acknowledged  that  he  had  9%a 
right  to  use  the  title  the  "  Goupil  Gallery,'''  butM.  alleged  that  the  Memorandum 
was  not  binding  on  him. 

Held,  that  in  1901  the  title  the  '*  Goupil  Gallery  "  to  the  clients  ofB.  V.  A  Cb.    lO 
and  members  of  the  public  was  associated  with  B.  V.  A  Go.;  that  the  Agreement 
of  1901  was  framed  to  give  M.  A  Go.  an  opportunity  during  its  continuance  of 
securing  tlie  benefit  of  the  connection  ofB.  V.  A  Go.,  but  leaving  B.  V.  A  Go.  the  right 
to  compete  at  its  termination ;  that  this  view  was  confirmed  by  the  circular  sent 
out,  which  was  intended  to  convey  that  the  business  tJieretofore  carried  on  by  B.  V.    15 
A  Go.  at  the  "  Goupil  Gallery''  would  thenceforth  be  carried  on  by  M.  A  Go.on  their 
own  account ;  that  there  was  no  misrepresentation  in  the  use  by  the  Defendants  of 
the  word  "  Goupil,''  nor  any  contractual  right  in  the  Plaintiffs  to  prevent  the 
use  of  the  title  tJie  "  Goupil  Gallery" ;  that  tlie  Memorandum  of  1906  was  not  a 
concluded  Agreement ;  and  that  the  use  by  the  Plaintiffs  of  the  expression  the  20 
^*  GoUpil  Gallery "  might  lead  the  public  to  believe  that  the  business  opened  by 
the  Plaintiffs  was  connected  with  the  gallery  and  business  carried  on  by  the 
Defendants.    TJis  action  was  dismissed,  and  a  declaration  made  on  the  counter^ 
claim  that  B.  V.  A  Go.  were  not  entitled  to  use  the  term  **  Goupil  Gallery " 
witlwut  making  it  clear  that  their  gallery  had  no  connection  with  the  "  Goupil  25 
"  Gallery "  of  the  Defendants  and  the  business  there  cai^ried  on,  with  liberty 
to  apply.     The  Plaintiffs  were  ordered  to  pay  the  costs  of  the  Action  and 
Gounterclaim. 

On  the  26th  of  January  1907,  Boussod,  Valadon  A  Go.,  a  firm  (Soci^te  en 
Commandite)  incorporated  according  to  the  law  of  France,  and  carrying  on  30 
bnsinesB  as  picture  and  art  dealers  in  London,  Paris,  Berlin,  the  Hague,  and 
elsewhere,  commenced  an  action  against  William  Stephen  Marchant,  carrying 
on  business  as  "  William  Marchant  A  Go.,"  claiming  an  injunction  to  restrain 
the  Defendant,  his  servants  and  agents  from  carrying  on  the  business  of  picture 
or  art  dealers  under  or  in  connection  with  the  name  or  title  of  the  "  Goupil  35 
"  Gallery  "  or  "  Goupil,"  or  under  or  in  connection  with  any  other  name  or 
title  so  as  to  represent  that  the  Defendant's  gallery  or  business  is  the  gallery  or 
business  of  the  Plaintiffs,  or  is  connected  therewith  or  that  he  is  the  successor 
of  or  connected  With  the  Maison  Goupil  or  the  business  heretofore  carried  on 
under  that  name  ;  also  damages  and  costs.  40 

'  The  Statement  of  Claim  alleged  {inter  alia) : — *'  (2)  By  an  Agreement 
"  dated  the  22nd  of  April  1884  and  made  between  Jean  Baptiste  Michel  Adolphe 
"  Goupil  of  the  first  part,  Frangois  Leon  Bovrssod  of  the  second  part,  Jules 
"  Albert  Goupil  of  the  third  part,  and  Louis  Bini  Valadon  of  the  fou^rtii  part, 
^'it  was  agreed  that  the  parties  should  carry  on  business  as  picture  and  art  45 
''  dealers  and  also  as  printers  and  publishers  of  engravings  and  fine  art 
''  publioations  under  the  name  of  *  BotMsod,  Valadon  A  Go.'  and  the  Plaiutifb 
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"  acquired  for  valuable  consideration  the  right  to  use  for  the  purposes  of  their 
"  business  the  name  of  the  '  Maison  Goupil,'  and  of  *  Goupil  &  Co.'  as  in  the 
'*  said  Agreement.  Since  the  date  of  the  said  Agreement  the  Plaintiffs  have 
**  carried  on  their  business  in  all  the  said  places  under  or  in  connection  with 
5  "  the  name  of  *  Qoupil '  and  they  are  very  well  known,  both  in  England  and 
*'  abroad,  in  connection  with  such  name,  and  have  acquired  a  very  high  reputation. 
'*  The  said  Jean  BapHste  Michel  Adolphe  Ooupll  and  Jules  Albert  Goupil  are 
"  dead,  and  certain  other  persons  are  now  members  of  the  firm.  By  an  Agree- 
**  ment  dated  the  8th  of  May  1897,  the  Plaintiffs  sold  to  the  firm,  Jean  Boussocl^ 

10  **  Mamiy  Joy  ant  &  Go.^  the  right  to  use  the  name  of  Goupil  <k  Go,  in  connection 
**  with  the  business  of  printers  and  publishers,  and  also  sold  that  branch  of 
^*  the  Plaintiffs^  business,  and  since  the  date  of  the  said  Agreement  the  Plaintiffs 
'^  have  not  carried  on  the  business  of  printers  and  publishers  of  engravings 
^*  and  fine  art  publications.    (3)  The  Plaintiffs  carried  on  business  in  London 

15  ^'  in  the  first  instance  at  No.  23  Bedford  Street,  Covent  Garden,  and  subsequently 
*«  at  No.  116  and  117  Bond  Street,  and  since  the  year  1893  at  No.  5  Regent 
^*  Street  and  No.  10  Charles  Street.  At  all  the  said  premises  the  Plaintiffs  carried 
"  on  business  in  connection  with  the  name  *  Goupil.'  At  their  said  premises  in 
"  Bond  Street  and  Regent  Street  the  name  of  the  '  Goupil  Gallery '  was  affixed 

20  **  in  a  prominent  position  outside  the  said  premises,  and  the  said  name  was  also 
**  used  on  catalogues,  letter  paper  and  like  documents,  and  was  employed  in 
**  advertisements  of  the  exhibitions  from  time  to  time  held  at  the  said  premises. 
*^  The  name  the  'Goupil  Gallery'  has  come  to  be  known  in  England  as 
**  indicating  the  business  carried  on  by  or  on  behalf  of  the  Plaintiffs.    (4)  The 

25  "  Defendant  was  employed  by  the  Plaintiffs  for  many  years  as  an  assistant 
**  and  subsequently  as  a  manager  in  London.  In  the  year  1901  the  Defendant 
"  was  appointed  tlie  sole  agent  of  the  Plaintiffs  in  the  United  Kingdom,  and  by 
**  an  Agreement  dated  the  23rd  July  1901,  and  made  between  the  Plaintiffs 
"  of  the  one  part  and  the  Defendant  (by  his  trade  name  of  *  William  Marchant 

30  "  *  *  C7o.')  of  the  other  part,  the  Defendant  purchased  the  premises  No.  5  Regent 
"  Street  and  10  Charles  Street,  upon  which  the  Plaintiffs  had  been  theretofore 
**  carrying  on  business,  and  certain  fixtures,  trade  fittings  and  furniture  in  or 
<<  about  the  premises,  and  it  was  agreed  (clause  3)  that  the  Plaintiffs  should  give 
"  the  Defendant  for  the  term  of  five  years  from  1st  January  1901  the  exclusive 

35  "  right  to  describe  William  Marchant  &  Go.  as  'agents '  or  *sole  agents  for  the 
*♦  *  United  Kingdom  of  Boussody  Valadon  &  Go.y  picture  dealers,  successors  to 
**  •  Goupil  A  Co,y  picture  dealers,'  and  that  on  all  signboards  and  printed 
*•  documents  using  the  said  description  the  letters  used  for  depicting  or  printing 
**  the  names  of  Boussody  Valadon  A  Go.  and  Goupil  A  Go.  should  be  smaller 

4C  **  than  those  used  for  depicting  or  printing  William  Marchant  A  Go.  and  the 
<'  said  Agreement  contained  divers  provisions  with  regard  to  the  agency  and  the 
**  sale  of  pictures  not  material  to  be  herein  stated.  (5)  At  or  about  the  date  of 
<*  the  last-mentioned  Agreement  the  Defendant  verbally  asked  permission  from 
**  the  Plaintiffs  to  continue  the  use  of  the  name  of  the  '  Goupil  Gallery  '  whilst 

45  ^'  acting  as  the  Plaintiffs'  sole  agent  under  the  said  Agreement,  and  such 
"  permission  was  granted  by  the  Plaintiffs  subject  to  the  condition  that  the 
**  name  was  to  be  withdrawn  upon  the  Plaintiffs'  request,  which  condition  was 
**  accepted  by  the  Defendant.  (6)  The  Defendant  continued  to  carry  on  the 
«<  Plaintiffs'  business  at  No.  5  Regent  Street  aforesaid  pursuant  to  the  said 

50  "  Agreement  and  to  use  the  name  of  the  *  Goupil  Gallery '  as  the  same  had  been 
^  theretofore  used  by  the  Plaintiffs,  and  the  Defendant  also  carried  on  his  own 
^  separate  business  at  the  said  premises.  The  said  Agreement  expired  by 
"  effluxion  of  time  on  the  31st  December  1905,  but  was  continued  by  mutual 
"  consent  on  the  terms  of  the  said  Agreement  untU  the  end  of  June  1906. 
55  "  (7)  By  an  Agreement  dated  the  6th  July  1906,  and  made  between  the 
"  Plaintiffs  of  the  one  part  and  the  Defendant  of  the  other  part,  it  was  agreed 
«  as  follows :— (1)  The  Defendant  acknowledged  that  he  had  no  right  to  use 
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"  the  name  of  the  *  Goapil  Gallery,*  or  the  name  of  *  Ooupil  A  Co,y   or  tlio 
**  name  of  '  Boussod^  Valadon  A  Co.'*  in  any  form  whatever  without  the  leave 
*'  of  the  Plaintiffs,  and  that  the  right  which  he  had  had  to  use  the  said  names 
^*  had  come  to  an  end  with  the  expiration  of  the  said  contract  of  the  4th  July 
"  1901.    (2)  The  Plaintiffs  granted  their  agency  in  London  to  the  Defendant  5 
''  with  leave  to   continue  to  use  the  name  of  *  Boussod^  Valadon  A   Co.^ 
"  successors  to  *  Goupil  A  Co.^^  under  the  form  in  which  he  had  previously 
^*  used  it."    [Other  clauses  of  the  alleged  Agreement  were  set  out]     (8)  In 
this  paragraph  the  Plaintiffs  alleged  that,  although  they  could  not  compel  the 
Defendant  to  act  as  their  agent,  at  all   events  as  regards  the  first  clause  of    10 
the  said  Agreement  it  was  valid  and  binding  on  the  Defendant.     "  (9)  The 
**  Defendant  since  the  date  of  the  said  Agreement,  and  while  repudiating  the 
'*  same  has  continued  and  still  continues  to  carry  on  business  at  No,  5  Regent 
*'  Street  and  No.  10  Charles  Street  aforesaid  under  the  name  of  the  '  Goupil 
*^  *  GkiUery,*  and  he  uses  such  name  on  his  catalogues  and  letter  paper  and  other-  15 
"  wise  in  connection  with  his  said  business,  and  he  keeps  the  said  name  in  a 
"  prominent  position  over  the  door  of  the  said  premises,  and  he  advertises  his 
'*  exhibitions  in  connection  with  the  said  name.    (10)  The  use  of  the  name  the 
•*  *  Goupil  Gallery '  by  the  Defendant  as  aforesaid  is  calculated  to  deceive  pur- 
*^  chasers  of  pictures  and  the  public  generally  into  belief  that  the  Defendant's  20 
'<  said  business  is  the  gallery  or  business  of  the  Plaintiffs   or  is  connected 
*^  therewith.    (11)  By  reason  of  the  wrongful  acts  aforesaid  of  the  Defendant 
^*  the  Plaintiffs  have  suffered  considerable  loss  and  damage.** 

The  Defendant  by  his  Defence  and  Counterclaim  alleged  (inter  alia)  : — (2) 
[After  refusing  to  admit  the  Agreements  referred  to  in  paragraph  2  of  the  25 
Statement  of  Claim] — "  Save  as  in  the  next  paragraph  hereof  expresslj'  appears 
**  he  does  not  admit  that  the  Plaintiffs  carry  on  or  have  carried  on  the  alleged 
*'  or  any  business  in  all  or  any  of  the  places  referred  to  either  under  or  in  con- 
*•  nection  with  the  name  •  Goupil  *  or  at  all,  or  that  they  are  well  known  in 
''  England  or  abroad  either  in  connection  with  the  said  name  or  at  all,  or  that  30 
"  they  have  acquired  the  alleged  or  any  reputation.    He  admits  that  since  1897 
^^  the  Plaintiffs  have  not  carried  on  business  as  printers  and  publishers  of 
^*  engravings  and  fine  art  publicatiens.    Save  as  aforesaid  he  makes  no  admission 
'^  as  to  any  of  the  allegations  in  paragraph  2  of  the  Statement  of  Claim.    (3)  The 
"  Plaintiffs  do  not  and  have  not  carried  on  business  in  London  or  the  United  35 
'^  Kingdom  since  July  1901  in  connection  with  the  name  of  '  Goupil  ^  or  at  all. 
^*  By  reason  thereof  the  Defendant  says  that  the  Plaintiffs  have  no  right,  title, 
*•  or  interest  in  the  name  of  '  Goupil '  or  the  •  Goupil  Gallery.'    Before  1901  they 
"  carried  on  business  in  London  in  their  own  name  of  Boussod^  Valadon  A  Co. 
**  The  Defendant  does  not  admit  that  they  carried  on  business  in  connection  40 
"  with  the   name  of  *  Goupil.'    He  denies  that  the  name  the  *  Goupil  Gallery ' 
"  has  come  to  be  known  as  indicating  the  business  carried  on  by  or  on  behalf 
**  of  the  Plaintiffs.    On  the  contrary  the  said  name  tho  *  Goupil  Gallery '  is  and 
^^  is  known  as  the  name  of  the  premises,  5  Regent  Street  and  10  Charles  Street,     - 
*^  where  the  Defendant  carries  on,  and  has  since  July  1901,  carried  on  his  said  45 
**  business  of  a  picture  and  art  dealer  as  *  William  Marchant  A  Co^  and  the  said 
**  name,  the  '  Goupil  Gallery  '  is  known  in  connection  with  and  as  indicating  the 
**  said  business  which  has,  since  July  1901,  been  created  by  the  Defendant,  and 
"  which  is  now  carried  on    by  him."      (4)   [After  refusing   to  admit  that 
the  terms  of  the  Agreement  of  July  23rd  1901  were  correctly  or  sufficiently  50 
set  out]  the  Defendant  *'  said  he  would  contend  that  the  said  Agreement 
'*  constituted  a  sale  of  the  premises,  where  the  Plaintiffs  had  been  carrying 
''  on    business,  and    the    goodwill    attaching    to    the     said    premises    and 
'*  business,    and    that    the    light   to    use    the    name    the    ^Goupil    Gallery' 
'*  passed  thereunder,  either  as  being  the  actual  name  of  the  premises  or  as  55 
"  being  part  of  the  said  goodwill.    Further,  the  name  the  •  Goupil  Gallery ' 
'*  was  and  is  a  fixture  upon  the  said   premises  and  so  passed  with  the  said 
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**  premises  under  the  said  Agreement  and  sale.  (5)  The  Defendant  denies 
I'  each  and  every  allegation  in  paragraph  5  of  the  Statement  of  Claim.  During 
'*  the  negotiations  which  led  to  the  Agreement  of  July  23rd  1901,  the  Defendant 
**  required  the  right  to  use  the  name,  the  *  Goupil  Gallery  '  in  the  event  of  his 
5  **  purchasing  the  Plaintiffs'  premises.  The  Plaintiffs  verbally  agreed  to  this 
**  provided  that  the  firm  of  Mami^  Joyant  A  Go.^  in  paragraph  2  of  the  Statement 
**  of  Claim  referred  to,  raised  no  objection  and  did  not  threaten  the  Plaintiffs 
**  with  legal  proceedings.  On  or  about  August  15th  1901  the  Plaintiffs  in 
•   "  conjunction  with  the  Defendant  issued  a  circular  to  their  former  customers 

10  '^  .  .  .  .  The  said  circular  constitutes  as  the  Defendant  contends  an 
'*  admission  that  so  far  as  the  Plaintiffs  were  concerned  the  Defendant  was 
"  entitled  to  the  use  of  the  name  of  the  *  Qoupil  Gallery '  which  right  the 
"  Plaintiffs,  so  far  as  they  were  concerned,  always  at  all  material  times  intended 
^*  that   the  Defendant  should  have.    The  said  circular  was  sent  to  the  said 

15  "  firm  of  Mamiy  Joyant  A  Go.  and  they  were  thereby  aware  and  have 
**  otherwise  known  that  the  Defendant  was  using  the  name,  the  *  Goupil  Gallery.' 
"  The  said  firm  of  Mamij  Joyant  &  Go.  did  not  within  a  reasonable  time  or  at 
''  all,  after  that  they  had  knowledge  that  the  Defendant  was  using  the  said 
"  name,  raise  an  objection  thereto  or  threaten  the  Plaintiffs  with  legal  pro- 

20  ^'  ceedings.  The  Defendant  relying  on  the  above  mentioned  verbal  agreement 
'*  and  upon  the  said  circular  has,  by  his  skill  and  industry,  created  a  large  and 
'*  substantial  business  in  connection  with  the  name  the  '  Goupil  Gallery  '  and 
"  he  contends  that  by  reason  of  their  conduct  herein  alleged  the  Plaintiffs  are 
^^  now  estopped  from  disputing,  and  not  entitled  to  dispute  that  the  Defendant 

25  "  is  entitled  to  use  the  said  name.  (6)  The  Defendant  denies  that  since  July 
^'  1901  he  has  carried  on  the  Plaintiffs'  business.  .  He  has  carried  on  his  own 
'*  business  as  William  Marchant  &  Go.  at  the  *  Goupil  Gallery '  and  has  in 
^  addition  acted  as  sole  agents  in  the  United  Kingdom  for  the  Plaintiffs  who  do 
'*  not  carry  on  business  therein.    Save  a^  in  this  paragraph  appears  he  makes 

30  ''  no  admissions  as  to  paragraph  6  of  the  Statement  of  Claim.  (7)  The 
**  Defendant  denies  that  he  ever  agreed  as  alleged  in  paragraph  7  of  the 
"  Statement  of  Claim*  or  at  all."  [The  paragraph  then  set  out  circumstances 
under  which  the  Defendant  signed  the  memorandum  therein  referred  to 
and  alleged  that  it  was  not  intended  to  be  an  agreement  binding  on  him.] 

35  (8)  In  this  paragraph  the  Defendant  alleged  that  the  Plaintiffs  have  waived 
the  memorandum  and  gave  particulars.  '*  (9)  The  Defendant  further  says 
**  that  neither  by  the  terms  of  the  said  Memorandum  of  July  6th  1906  or  other- 
**  wise  is  he  disentitled  to  use  the  name  the  *  Goupil  Gallery.'  He  makes  no 
^'  admission  as  to  any  of  the  matters  in  paragraph  8  of  the  Statement  of  Claim 

40  *'  save  and  in  so  far  as  the  same  itself  contains  admissions.  (10)  If  the  said 
^^  Memorandum  of  July  6  1906  is  enforcable  against  him,  which  he  denies,  the 
"  Defendant  will  contend  that  it  is  so  in  its  entirety,  and  that  under  the  terms 
'*  thereof  he  is  now  entitled  to  use  the  name  the  *  Goupil  Gkillery,'  and  he  says 
'*  that  the  said  Memorandum  constitutes  a  Defence  to  this  action.    (11)  Save  that 

45  '^  he  uses  the  name  the  '  Goupil  Gallery  '  upon  his  said  premises,  paper,  and  in 
^*  advertising,  he  denies  each  and  every  allegation  in  paragraphs  9, 10  and  11  of 
"the  Statement  of  Claim."  (12)  Alternatively  to  the  Defence  the  Defendant 
repeated  paragraphs  7  and  8  thereof  and  claimed  rescission  of  the  alleged  Agree- 
ment of  July  6th  1906.    "  (13)  The  Defendant  repeats  the  Defence,  and  says  that 

50  "  the  name  the  *  Goupil  Gallery'  is  known  in  connection  with,  and  as  indicating 
"  his  business  which  he  has  created  and  has  carried  on  at  5  Regent  Street  and 
^'  10  Charles  Street  aforesaid  since  July  1901.  In  or  about  the  month  of  May 
"  1907,  the  Plaintiffs  by  themselves  or  their  agents  Messrs.  Manzi,  Joyant  A 
"  Co.,  wrongfully  caused  the  name  the  *  Goupil  Gallery  '  to  be  placed  upon  the 

55  '^  window  of  certain  premises  25  Bedford  Street  in  London,  and  the  Plaintiffs 
'*  or  their  said  agents  are  now,  and  have  been  carrying  on  the  business  of  picture 
'*  and  art  dealers  at  25  Bedford  Street  aforesaid  under  the  style  of  and  in 
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"  connection  with  the  said  name  the  *  Qoupil  Gallery.'  The  said  use  by  the 
"  Plaintiffs  of  the  said  name  is  calculated  to  deceive  and  does  deceive  the 
''  public  into  believing,  and  constitutes  a  representation  that  the  business  bo 
"  carried  on  by  the  Plaintiffs  or  their  said  agents  at  25  Bedford  Street 
**  aforesaid  is  the  business  of  the  Defendant  or  is  connected  therewith.  By  5 
"  reason  the  Defendant  has  suffered  damage."  The  Defendant  counterclaimed 
for— (1)  Rescission  of  the  alleged  Agreement  of  July  6th  J  906;  (2)  Damages 
under  paragraph  13  ;  and  (3)  An  injunction  under  paragraph  13  to  restndn  the 
Plaintiffs,  their  servants  and  agents  from  using  the  said  name  the  ^Goupil 
♦*  Gallery  "  and  from  carrying  on  business  under  the  style  of  or  in  connection  10 
with  the  said  name  or  any  other  name  or  style  in  such  manner  as  to  represent 
that  the  business  carried  on  was  the  Defendant's  business  or  was  connected 
therewith. 

The  Plaintiffs  delivered  a  reply  joining  issue  and  containing  paragraphs 
relating  specially  to  the  Memorandum  of  Agreement  of  the  6th  of  July  1906,   15 
and  denying  that  the  name  the  ^'  Goupil  Gallery  "  indicated  the  business  of  the 
Defendant. 

The  Agreement  of  the  23rd  of  July  1901  will  be  found  sufficiently  stated  in 
the  judgment  as  well  as  the  facts  proved  at  the  trial. 

Buckmaster  K.C.  and  F,  H.  Maugham  (instructed  by  Dixon,  Weld  and  20 
Dixons,  agents  for  Sewell  and  Maiigham  of  Paris)  appeared  for  the  Plaintiffs  ^ 
Romer  K.C.  and  Ronald  Walker  (instructed  by  Kirhy,  Millett  and  Ayscough) 
appeared  for  the  Defendant. 

In  the  course  of  the  arguments  Hohy  v.  Orosvenor  Library  Co.  Ld.  (28  W.R. 
38),  Mason  v.  Queen  (23  Scot.  L.R.  641)  and  Townsend  v.  Jarman  (17  R.P.C.  25 
649  ;  L.R.  (1900)  2  Ch.  698>  were  referred  to. 

Parker  J.— This  is  a  somewhat  difficult  case,  and  if  I  thought  that  any 
useful  purpose  would  be  served  by  my  further  considering  it,  I  should  reserve 
judgment,  but  I  have  come  to  a  conclusion,  and  I  do  not  think  that  any  further 
consideration  would  modify  that  conclusion  in  spite  of  the  difficulties  with  30 
which  the  case  is  attended. 

The  Plaintiffs  ask  against  the  Defendant  an  injunction  restraining  him  from 
carrying  on  business  as  a  picture  or  art  dealer  under  or  in  connection  with  the 
name  or  title  of  the  *'  Goupil  Gallery  "  or  *•  Goupil,"  or  under  or  in  connection 
with  any  name  or  title  so  as  to  represent  that  the  Defendant's  gallery  or  35 
business  is  the  gallery  or  business  of  the  Plaintiffs,  or  is  connected  therewith,  or 
that  he  is  the  successor  of  or  connected  with  the  Maison  Goupil  or  the  business 
heretofore  carried  on  under  that  namo. 

The  Plaintiffs,  Boussody  Valadon  &  Go,,  are  well-known  dealers  in  pictures 
and  other  objects  of  art,  carrying  on  business  in  Paris  and  elsewhere,  and  are  40 
the  present  proprietors  of  the  Parisian  establishment  known  as  the  Ancienne 
Maison  Goupil,  which  was  formerly  the  property  of  Qoupil  A  Co.    The  latter 
firm  was  reconstituted  in  the  year  1884,  those  of  the  partners  who  bore  the 
name  '^  Goupil  "  becoming  what  is  known  in  France  as  Associe  commanditaire, 
that  is  to  say,  as  I  understand  it,  partners,  whose  liability  is  limited  to  the  amount  45 
they  have  either  found  or  agreed  to  find  for  the  purposes  of  the  business,  and 
whose  names  cannot,  therefore,  according  to  French  law,  form  part  of  the  title 
of  the  firm.    The  reconstituted  firm  therefore  appears  to  have  taken  the  name 
of  Boussodj  Valadon  A  Co,,  M.  Boussod  and  M.  Valadon  being  the  full  partners, 
but  they  appear  to  have  reserved  the  right,  if  the  reservation  were  necessary,  50 
upon  the  reconstitution  of  the  firm  to  represent  themselves  as  successors  of  the 
old  firm,  and  they  have  continued   in  fact  to  represent  themselves  as  such 
successors,  carrying  on  business  largely  as  "  Ooupil  A  Co.,  Bouasod,  Valadon 
•*  A  Co.  Successeurs,"  or,  in  business  done  in  England,  "  Successors."    The  old 
firm  of    Goupil  A  Co.  had  a  branch  establishment  in  London,  which  was   55 
formerly  .situate  in  Bedford  Street,  but,  shortly  before  the  reconstitution  of  the 
-firm  under  its  new  name,  was  removed  to  116  and  117  Bond  Street    At  this 
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branch  efitablishment  in  Bond  Street  they  had  show  rooms  and  galleries  in 
■which,  from  time  to  time,  they  held  exhibitions  of  pictures  and  engravings  and 
other  objects  of  art.  These  galleries  or  show  rooms  came  to  be  known,  first  as 
Ooupil  A  Co.^8  Galleries,  and,  afterwards,  I  think  upon  the  evidence  about  the 
5  year  1885  to  1886,  as  the  "  Goupil  Gallery,"  and  certainly  about  the  year  1885  to 
1886  the  term  "  Goupil  Gallery  "  was  used  in  connection  with  the  Bond  Street 
premises,  appeared  on  cheques  and  letter  paper  of  the  firm,  and  also  in  ti'ade 
directories,  and  in  advertisements  issued  by  or  on  behalf  of  the  firm.  This 
continued  until  the  year  1893  when  Boussod^   Valadon  A   Co.  moved  their 

10  London  branch  from  Bond  Street  to  No.  5  Regent  Street  and  No.  10  Charles  Street. 
The  main  entrance  of  the  new  premises  was  in  Regent  Street  and  over  that 
entrance  Messrs.  Boussody  Valadon  A  Co.  caused  the  words,  the  "Goupil  Gallery" 
to  be  permanently  affixed.  They  continued  to  use  their  old  letter  paper,  stamping 
the  words  "Removed  to  No.  5   Regent  Street  and   No.  10  Charles  Street" 

15  after  the  words  the  "  Goupil  Gallery,"  and  when  new  letter  paper  was  required 
it  was  headed  :  1  he  "  Goupil  Gallery,  No.  5  Regent  Street,"  sometimes  with, 
and  sometimes,  I  think,  without  the  addition  of  "  Ooupil  A  Co. :  Boussod, 
"  Valadon  A  Co.^  Successors."  Further,  the  words  the  "  Goupil  Gallery " 
continued  to  appear  in  trade  directories  and  advertisements  as  theretofore, 

^  except  only  that  the  address  given  was  Regent  Street,  and  not  Bond  Street. 
This  state  of  things  continued  until  the  year  1897.  In  1897  Boussod,  Valadon 
A  Co.  sold  that  part  of  their  business  which  was  connected  with  the  sale  of 
books,  printed  books  and  engravings  to  a  firm  called  Mami^  Joyant  A  Co.  Upon 
that  sale  some  arrangement  was  made  between  the  vendors  and  the  purchasers 

25  as  to  the  manner  in  which  they  should  thenceforth  respectively  use  the  words 
"  Ooupil  A  Co."  as  a  trade  description,  or  part  of  a  trade  description,  but  there 
appears  to  have  been  no  arrangement  as  to  the  use  of  the  words  "  Goupil 
**  Gallery."  Boussod^  Valadon  A  Co.^  however,  continued  to  carry  on  their 
business  as  theretofore,  no  alteration  being   made  except  that  the  business 

30  was  thenceforth  confined  to  pictures,  the  words  "  Goupil  Gallery "  still 
remaining  over  the  Regent  Street  entrance,  and  still  being  used  on  their 
letter  paper  and  advertisements,  and  still  appearing  in  the  trade  directories. 
In  the  year  1898  the  Defendant,  Mr.  Marchant,  became  manager  of  the 
London  branch  of    the  Plaintiffs*    business — he   had   been   employed  in  the 

35  Plaintiffs'  business  for  some  years  previously,  though  in  a  more  subordinate 
position-T-and  the  branch  continued  to  be  conducted  under  his  management  in 
precisely  the  same  manner  as  it  had  theretofore  been  conducted  under  the 
management  of  his  piMecessors,  and  that  continued  until  the  23rd  of  July 
1901. 

40  The  23rd  of  July  1901  is  an  important  date  in  the  history  of  the  case,  and 
I  think  it  is  as  well  to  cousider  what  was  the  position  of  affairs.at  that  date. 
On  the  23rd  of  July  1901  I  entertain  no  doubt  whatever  that  the  words, 
"Goupil  Gallery,"  were  so  closely  associated  with  the  business  of  picture 
dealers  carried  on   at   No.  5  Regent   Street  and   No.  10  Charles  Street  that 

45  Boussody  Valadon  A  Co.,  the  owners  of  that  business,  could  have  restrained 
the  use  of  the  words  by  any  rival  trader.  Of  course,  looking  on  what  is  generally 
referred  to  as  the  public  as  a  whole,  the  expression  "  Goupil  Gallery,"  would 
have  probably  conveyed  to  many  nothing  at  all,  with  the  possible  exception 
that  it  might  suggest  a  building  of  a  certain  character  or  internally  arranged 

50  in  a  certain  manner,  and  they  would  not  know  whether  it  was  a  gallery  for 
shooting  purposes,  or  whether  it  was  a  gallery  for  the  purposes  of  exhibition : 
to  others  of  the  public,  for  example,  to  cabmen,  which  was,  I  think,  the  e]iCample 
I  gave  in  the  course  of  the  argument,  it  might  suggest  nothing  except  the  name 
of  a  particular  place  to  which  they  were  required  to  drive  their  fares  ;  but  to 

55  that  considerable  section  of  the  public  which  enjoys  visiting  picture  galleries, 
I  have  no  doubt  that  the  expression  would  mean  a  particular  picture  gallery 
where  pictures  could  be  seen  from  time  to  time,  and  to  the  more  educated 


672  REPORTS  OP  PATENT,  DESIGN,        [Nov.  13, 1907. 

Bousaod^  Valadon  &  Co.  v.  Marc?iarU. 

among  that  class  the  words  would  suggest,  not  only  a  picture  gallery  where 
pictures  might  be  seen,  but  where  pictures  of  a  particular  merit  or  a  particalar 
style  might  be  seen,  or  where  examples  might  be  found  of  the  works  of  this 
artist  or  the  other ;  and,  again  to  a  still  more  limited  section  of  the  public, 
those  for  instance,  who  are  accustomed  to  buy  pictures,  the  words  would  5 
suggest  a  firm  of  picture  dealers;  and,  lastly,  to  clients  of  that  firm  and  to 
the  members  of  the  trade,  who  know  most  things,  the  words  would  be  associated 
with  a  particular  firm  known  to  them  by  name,  or  with  particular  members 
of  that  firm,  in  the  present  case  with  Messrs.  Boussod^  VdUnl/n  A  Co.  Under 
those  circumstances,  if  a  rival  trader  had  in  1901  commenced  business,  calling  10 
his  gallery  the  "  Goupil  Gallery,"  in  my  opinion  it  would  have  been  a  some- 
what barefaced  attempt  to  get  the  benefit  of  a  reputation  which  belonged  to 
another,  and  such  trader  would  have  been  restrained  by  injunction. 

This  being  so,  the  next  thing  to  consider  is  whether  the  position  of  things,  on 
the  23rd  of  July  1901,  has  been  changed  by  anything  which  happened  on  that   15 
date,  or  which  has  transpired  since.     Some  time  prior  to  the  23rd  of  July  1901 
the  Defendant  had  been  desirous  of  setting  up  business  on  his  own  account,  and 
Boussody  Valadon  A  Co.  had  been*  quite  willing  to  lend  him  a  helping  hand  in 
that  behalf.    At  first  negotiations  had  taken  place  with  a  view  to  the  Defendant 
purchasing  the  goodwill  of  the  English  branch  of  Boiissod^  Valadon  A  Co.^8  20 
business  backed  by  covenants  restraining  Boitssod^  Valadon  A  Co.  from  competing 
with  him  in  the  business  of  picture  dealers  throughout  the  United  Kingdom. 
These  negotiations  however  had  fallen  through,  chiefly,  I  think,  because  the 
Defendant  could  not  afford  to  give  such  a  price  as  Messrs.  Btmssod^  Valadoti 
A  Co.  thought,  having  regard  to  their  business  interests,  they  would  be  bound  25 
to  charge  on  such  a  transfer  of  goodwill  backed  by  such  covenants.    Endeavours 
were  then  made  to  devise  a  scheme  by  which,  without  any  sale  of  the  good- 
will of  the  English  branch,  or  the  entering  into  any  such  covenants  as  I  have 
alluded  to,    Mr.  Marchant  might  be  enabled  to  set  up  business  on  his  own 
account  with  a  fair  chance  of  success.    It  was  recognised,  I  think,  by  all  parties  30 
that  the  chance  which  Mr.  Marchant  had  of  succeeding  in  setting  up  any 
business  on  his  own  account  depended  largely  on  the  use  he  could  maJce  of 
Botissody  Valadon  A  Co^s.  connection,  and  the  endeavours  which  were  made  to 
devise  some  means  for  that  purpose  ended  in  the  execution  of  the  Agreement  of 
the  23rd  of  July  1901  to  which  I  will  now  refer.    The  first  and  second  clauses  35 
of  that  Agreement  provide  for  the  purchase  by  Mr.  Marchant  of  the  premises 
No.  5  Regent  Street  and  No.  10  Charles  Street  with  the  fixtures,  trade  fittings 
and  requirements  and  all  furniture,  hangings,  and  carpets  now  in  or  about  the 
same,  at  the  price  of  2,000/.    By  the  third  clause  of  the  Agreement  Boussod^ 
Valadon  A  Co.  grant  to  the  Defendant's  firm  for  the  term  of  five  years  from  the  40 
1st  of  January  1901  **  the  exclusive  right  to  describe  themselves  as  *  Agents '  or 
*'  *  Sole  Agents  for  the  United  Kingdom  of  Great  Britain  and  Ireland  of  Boussod^ 
"  '  Valadon  A  Co.^  Picture  Dealers,  Successors  of  Goupil  A  Co.y  Picture  Dealers.' " 
By  the  fourth  clause  of  the  Agreement  Bouasod^  Valadon  A  Co.  agreed  to  leave 
to  the  Defendant's  firm  for  the  purposes  of  sale,  certain  pictures  which  were  45 
classified  under  three  heads.    Under  the  first  head  of  pictures  which  were  left 
is  the  stock  in  the  premises  at  Regent  Street  and  Charles  Street  which  had  been 
selected  for  the  purposes  of  sale  by  the  predecessors  of  the  Defendant  in  the 
management  of  the  London  branch.    The  second  head  consists  of  the  stock  of 
pictures  and  drawings  in  the  premises  at  Regent  Street  and  Charles  Street  50 
which  had  been  selected  for  sale  by   Mr.  Marchant  himself,  while  he  was 
manager  of  the  business.    The  third  head,  under  which  these  pictures  were  to 
be  left  for  sale  by  the  Defendant,  comprises  such  pictures,  drawings  and  objects 
of  art  as  the  Defendant  firm,  with  the  consent  of  the  Plaintiffs,  shall  from  time 
to  lime  select  from  the  stocks  of  Boussod^  Valadon  A  Co.  at  Paris  or  elsewhere.  55 
With  regard  to  the  first  class  of  pictures  the  Defendant  appears,  under  the  terms 
of  the  Agreement,  to  be  simply  an  agent  to  sell  them  on  behalf  of  his  principal. 
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and  he  is  to  receive  a  remuneration  which  is  to  be  dependent  npon  the  amount 
of  profits  made  upon  the  sale.  With  regard  to  the  second  class  he  is  not  simply 
in  the  position  of  agent ;  he  has  to  pay  interest  upon  them  as  from  the  1st  of 
January  1901,  the  interest  being  fixed  by  reference  to  what  is  called  the  *'  cost 
5  '*  price/*  which  is  the  subject  of  certain  clauses  of  the  Agreement,  and  he  may 
be  required,  from  time  to  time,  to  purchase  certain  of  those  pictures  in  the 
manner  and  at  the  times  provided  by  the  Agreement.  If  he  sells  them  before 
he  has  purchased  them,  he  receives  a  remuneration,  as  in  the  case  of  the  first 
class,  dependent  upon  the  profits  which  he  makes  on  the  sale  ;  but  if  he  sells 

10  them  after  the  purchase,  he  sells  them  entirely  on  his  own  account  and  is 
entitled  to  all  the  profits.  With  regard  to  the  last  class,  those  pictures  which 
are  selected  from  the  Paris  stock,  or  the  stock  elsewhere  by  the  mutual  consent 
and  agreement  of  the  parties,  it  is  to  be  at  the  option  of  Boussody  Valadon  A  Go., 
whether  they  shall  be  invoiced  to  the  Defendant  at  the  cost  price  (in  which  case 

15  they  are  In  the  same  position  with  regard  to  the  resale  as  the  pictures  in  the 
second  class)  or  whether  they  shall  be  invoiced  at  a  price  fixed  by  Boussod^ 
Valadon  A  Go.^  in  which  case,  as  I  read  the  Agreement,  the  Defendant,  in 
effect,  becomes  a  purchaser  and  sells  on  his  own  account.  There  is  a  provision 
that  Boussody  Valadon  A  Co.  may  withdraw  pictures  from  time  to  time  in  the 

20  manner  and  at  the  times  therein  provided,  and  then  the  12th  clause  of  the 
Agreement,  on  which  reliance  was  placed  by  both  parties,  is  to  the  follow- 
ing effect : — First,  *'  That  William^  Marchant  A  Co,  shall  not,  during  the 
**  continuance  of  this  Agreement,  represent  themselves  as  the  agents  of  any 
"  picture  dealers  other  than  Bouasod,  Valadon  A  Co.^  nor  shall  they,  in  their 

25  ^*  character  of  '  Agents  of  Bousaod^  Valadon  A  Co.^^  establish  a  branch  house  in 
"  any  country  in  which  Boussod,  Valadon  A  Co.  shall  at  that  time  already 
*'  have  establishments  or  branches,  nor  shall  William  Marchant  A  Co.  carry  on 
*'  the  business  of  print  sellers  or  booksellers  *' ;  and,  secondly,  *^  Bousaod^ 
^^  Valadon  A  Co.  shall  not,  during  the  continuance  of  this  Agreement,  establish 

30  ^'  any  other  house  or  agency  or  appoint  any  other  agents  in  the  United 
"  Kingdom,'*  with  a  proviso  that,  subject  to  those  restrictions,  each  party  is 
to  be  at  liberty  to  carry  on  its  own  business  in  its  own  name.  The  only  other 
clauses  to  which  I  need  refer  are  the  2l8t  clause  of  the  Agreement,  which 
provides  that  the  agency  created  by  the  Agreement  is  to  be  determinable  on  the 

35  death  of  the  Defendant,  on  his  failing  to  pay  what  shall  appear  to  be  due  from 
him  on  the  annual  statement  for  which  the  Agreement  provide?,  or  on  Ynn 
permitting  any  breach  of  the  Agreement  and  failing  to  remedy  the  breach 
within  a  specified  time^  and  the  22nd  clause,  under  which  the  Agreement  is 
determinable  by  the  Defendant  by  a  three  months'  notice  in  writing  to  Bouasod^ 

40    Valadon  A  Co.  if  that  firm  fails  to  keep  any  of  their  engagements. 

It  appears  to  me  that  there  are  several  points  of  importance  to  be  noticed  with 
regard  to  this  Agreement.  First  and  foremost,  nothing  is  said  as  to  the  use 
of  the  expression  "Goupil  Gallery."  Secondly,  during  the  agency  thereby 
created  Bonsaod^  Valadon  A  Go.  are  precluded  from  having  any  branch  business 

45  in  the  United  Kingdom,  and  such  business  as  they  do  in  the  United  Kingdom 
is  confined  to  cases  where  pictures  of  theirs  are  disposed  of  by  the  Defendant 
acting  as  their  agent  within  the  meaning  of  the  Agreement.  There  is,  how* 
ever,-  no  provision  requiring  the  Defendant  to  keep  their  name  in  any  way 
before  the  public,  or  to  describe  himself  as  their  agent,  though  he  has  the 

50  privilege  of  so  doing ;  nor  is  there  any  provision  that  he  is  bound  to  do  his 
best  to  sell  for  them  any  pictures  which  they  may  choose  to  commit  to  him  for 
sale  ;  be  is  not  bound  to  make  any  selection  out  of  the  stock  in  Paris  for  sale 
in  England  ;  he  is  not  bound,  in  fact,  to  sell  for  them  any  pictures  at  all,  and  it 
would  appear,  under  these  circumstances,  that  the  Agreement  has  been  deliberately 
55  framed  without  any  view  to  the  protection  of  Bouaaody  Valadon  A  Co.^  or  of 
their  business  connection,  but  rather  with  the  view  of  enabling  the  Defendant^ 
Marchant,  or   his  firm,  to  have,  for   a  certain  period — five  years,  or  until 
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that  term  is  determined  under  the  provisions  of  the  Agreement  —a  time 
dnring  which  he  can  secare,  if  he  can,  the  benefit  of  their  connection  in 
England,  and,  having  secured  that  benefit,  may  keep  it  on  his  account,  leaving 
Boussod^  Valadon  A  Co.,  at  the  end  of  the  period,  liberty,  if  they  then  think 
fit,  to  enter  into  any  competing  business  with  hira.  In  other  words,  the  5 
Agreement  appears  to  me  to  be  framed  entirely  in  the  interest  of  the  Defen- 
dant, Bouasodf  Valadon  A  Co.  giving  him  as  much  as  they  could  without 
adopting  the  first  suggestion,  which  &iled,  that  he  should  become  a  purchase 
of  their  business,  and  that  they  should  covenant  not  to  compete  with  him  at 
any  time.  10 

This  view  of  that  Agreement  appears  to  me  to  be  strongly  confirmed  by  the 
circular  of  the  15th  of  August  1901,  which  was  sent  out  to  the  customers 
or    the  clientele  of   Boussodj    Valadon   A   Co.   shortly  after  the   execution 
of  the  Agreement.    This  circular  is  headed  "  The  Ooupil  Gallery,  5  Regent 
**  Street,  and  10  Charles  Street,"  and  takes  the  form  of  two  letters,  one   to  15 
be  found  on  the  right-hand  side  and  one  on  the  left  of  the  page.    The  one 
on  the  left  is<  a  letter  addressed  to  the  customers  of  Boussod^  Valadon  A  Co. 
by  BouBsod^  Valadon  A  Co.  themselves,  and  it  states — "  We  beg  to  inform  you 
**  that  we  have  disposed  of  our  London  Galleries  to  our  late  Manager  Mr. 
^  WiUiam  S.  Marchanty  and  have  further  granted  to  his  firm,  Messrs.  William  20 
'^  Marchant  A  Co.y  the  sole  right  to  describe  themselves  as  om*  Agents  in  the 
**  United  Kingdom  of  Great  Britain  and  Ireland.    We  therefore  cease  from  this 
•*  date  to* have  a  branch  house  in  London.    We  wish  to  avail  ourselves  of  this 
"  opportunity  to  express  our  sincere  thanks  to  all  our  customers  for  their  highly 
^  esteemed  patronage  in  the  past,  and  trust  that  the  favour  of  the  same  may  be  25 
"  continued  to  Mr.  W.  S.  Marchant  in  bis  new  capacity."    Mr.  MarchanVs 
letter,  which  must  be  read  in  connection  with  Messrs.  Boussody  Valadon  A  Co.^B 
letter,  is  to  this  effect — ^'  I  have  the  honour  to  notify  you  that  on  and  after  thi0 
**  date  the  business " — ^which  evidently  is  a  correlative  term  to  the  "  London 
"  Galleries  "  referred  to  in  Messrs.  Boussody  Valadon  A  Co.'s  letter — "  at  the  30 
**^  above  address  will  be  carried  on  by  me  on  my  own  account  under  the  style 
**  of  William  Marchant  A  Co.y  Sole  Agents  in  the  United  Kingdom  of  Messrs. 
"  BouMody  Valadon  A  Co.y  Successors  to  Ooupil  A  Co.y  Dealers  in  Pictures  and 
"  Objects  of  Art.    It  will  be  my  constant  endeavour  to  maintain  the  well- 
*^  known  traditions  of  the  firm  with  which  I  have  been  connected  for  so  many  35 
^  years,  and  I  sincerely  trust  that  the  confidence  and  valuable  support  of  the 
^  clientele  may  be  extended  to  me  as  it  has  in  the  past  been  extended  to* Messrs. 
**  Boussody  Valadon  A  Co.'' 

Whatever  be  the  true  effect  of  the  Agreement  of  the  23rd  of  July  1901,  I 
cannot  doubt  that  this  circular  was  intended  to  convey,  and  did  convey,  to  all  40 
who  read  it,  that  BotMSody  Valadon  A  Co.y  having  sold  their  London  Galleries 
to  the  Defendant,  and  ceased  to  have  a  branch  in  London,  the  business,  by 
which  I  think  the  ordinary  reader  would  understand  the  business  theretofore 
carried  on  by  Bouaaody  Valadon  A  Co.  at  the  Goupil  Gallery,  5  Regent  Street 
and  10  Charles  Street,  would  thenceforth  continue  to  be  carried  on  by  the  ii 
Defendant  on  his  own  account.    In  other  words,  the  circular  amounts  to  a 
Fepresentation,  to  all  who  may  come  across  it,  that  the  Defendant's  firm  has 
succeeded  to  the  business  at  the  Goupil  Gallery  in  Regent  Street  theretofore 
carried  on  by  Boussody   Valadon  A  Co.^  and  has  a  right  to  describe  itself  as 
agents,  or  sole  agents  of  Boussody  Valadon  A  Co.y  and  intends  to  exercise  that  56' 
right.    It  contains  also  a  request  by  Boussody  Valadon  A  Co.  to  their  clientele 
to  extend  and  continue  to  the  Defendant  the  patronage  theretofore  extended  to 
Boussody  Valadon  A  Go.    It  does  not  suggest  in  any  way  that  the  business 
which  the  Defendant's  firm  will  carry  on  is  in  any  manner  carried  on  as  agents 
for  Boussody  Valadon  A  Co.    Anyone  reading  the  Circular  would  naturally  55 
expect   the  Defendant's  firm  to  continue  to  call  the  gallery  the    ^'Goupil 
*'  Gallery  "  as  the  successor  to  the  business  theretofore  carried  on  at  the  Goupil 
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Gallery,  and  would  naturally  think  that  the  Goapil  Gallery  was  thenceforth  to 
be  the  gallery  of  the  Defendant  Marchant  with  all  the  reputation  and  all  the 
prestige  which  had,  daring  a  series  of  years,  grown  np  in  connection  with  that 
name. 
5  Although  the  Agreement  is  silent  as  to  the  use  of  the  words  '*Gonpil 
"  Gallery  "  the  point  as  to  its  use  was,  as  we  should  expect,  mentioned  in  the 
course  of  the  negotiations  which  led  up  to  the  Agreement.  Mr.  Marchanfa 
account  of  what  happened  is  substantially  as  follows,  reading  my  own  note 
shortly,  and  not  reading,  perhaps,  every  word  of  his  evidence  which  I  took 

10  down.  He  said  :  *'  In  the  course  of  these  negotiations  I  said  I  should  want  to 
**  keep  the  name  the  '  Goupil  Gallery.'  M.  Vdladon  said  he  had  no  objection 
"  to  it,  but  when  they  had  sold  the  name  *  Goupil  A  Go.^  to  Mami-^oyant  in 
'^  connection  with  prints  the  question  of  the  term  the  '  Goupil  Gallery  ^  as  a  title 
'*  to  the  premises  No.  5  Regent  Street  had  been  left  out  of  account.    M.  Valadon 

15  '*  said :  'We  have  no  objection  ourselves  to  your  continuing  to  use  it  on  condition 
**  *  you  make  one  promise,  that  is,  that  if  MamUToyant  A  Go.  see  that  you  are 
*^ '  using  it,  and  create  any  difficulties  or  threaten  us  with  a  lawsuit  you  will 
**  *  not  give  us  any  trouble,  but  will  take  it  down  if  we  require  it  at  a  momentVi 
**  ^  notice,'  and  I  gave  that  promise,  and  that  is  all  that  was  said."    On  the  other 

20  hand,  M.  Valddon's  account  of  what  took  place,  although  in  remarkable  agree* 
ment  with  Mr.  Marchant*8  statement  in  every  other  respect,  differs  from  Mr. 
MarchanVs  statement  in  one  important  exception,  namely,  that  M.  Valadon 
said  that  his  consent  to  the  use  of  the  words  the  ^'  Goupil  Gallery  "  was 
expressly  given  for  the  period  of  the  agency,  that  is  to  say,  for  five  years  from 

25  the  1st  of  January  1901.  Both  M.  Valadon  and  Mr.  Afarchant  gave  their 
evidence  perfectly  honestly  and  fairly,  but  a  person's  recollection  of  what  took 
place  verbally  as  long  as  five  years  ago  is  not  always  quite  complete  or  trust- 
worthy. Having  regard  to  the  probabilities  of  the  case  arising  from  the  nature 
of  the  Agreement,  and  from  the  circular,  and  trusting  to  some  extent  to  the 

30  impression  necessarily  made  on  the  mind  of  a  Judge  by  the  manner  in  which 
evidence  is  given,  I  have  come  to  the  conclusion  that  I  must  accept  Mr. 
MarchanVs  account  of  what  took  place  in  preference  to  that  of  M.  Valctdon  in 
the  particular  in  question.  1  am,  at  any  rate,  quite  satisfied  that,  whatever 
M.  Valadon  said,  Mr.  Marchant  did  not  understand  it  as  limiting  his  user  of 

35  the  term  for  any  definite  period.  1  think  the  truth  probably  is  that  neither 
party  was  thinking  so  much  of  what  should  be  done  five  years  afterwards  when 
the  so-called  agency  determined  as  what  should  be  done  immediately  and  in 
the  present,  and  I  am  not  entirely  satisfied  that  Boussod,  VaXadon  A  Go.  at  that 
period  attributed  anything  like  the  same  importance  to  the  term  the  ^*  Goupil 

40  **  Gallery  "  as  they  do  now.  Their  anxiety  appears  to  have  been  mainly  that 
no  trouble  should  ensue  between  themselves  and  Mami-Joyant  A  Go.j  to  whom 
they  had  sold  the  engraving— the  picture-book  part  of  their  business. 

To  continue  the  history  of  the  case,  the  Defendant  firm  commenced  carrying 
on  business  on  its  own  account  immediately  after  the  execution  of  the  Agree* 

45  ment,  and  one  of  the  first  things  they  did  was  to  hold  an  inaugural  exhibition  of 
pictures  at  the  Goupil  Gallery,  and,  as  was  to  be  expected  from  the  circular, 
which  had,  no  doubt,  gone  out  to  most  members  of  the  trade,  and  to  clients, 
to  art  critics,  all,  or  nearly  all,  the  Press  notices  of  that  inaugural  exhibition 
assumed  that  the  Defendant  firm  had  acquired  not  only  the  premises  No.  5 

50  Regent  Street  and  No.  10  Charles  Street  as  a  complete  physical  structure,  but  had 
acquired  for  the  Goupil  Gallery  a  business  which  had  theretofore  been  carried 
on  at  the  Goupil  Gallery  by  Messrs.  Boussod^  Valadon  A  Go.,  and  the  Defendant 
firm  has  since  continued  to  carry  on  that  business  in  the  same  premises,  and 
using  the  same  term  "Goupil  Gallery,"  and  they  have  also  had  the  words 

55  "  Qjoupil  Gallery  "  on  their  letter  paper,  and  their  advertisements,  8ome*> 
times  in  connection  with  the  words  "  Agents  for  Boussod,  Valadon  A  Go.f*  and 
sometimes  without  any  such  reference  at  alL 
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What  is  the  inference  that  I  ought  to  draw  from  the  evidence  of    -what 
happened  in  1901,  and  what  has  happened  since  ?      After  considering  the  evi- 
dence, I  am  of  opinion  that,  with  one  important  exception,  the  position  of  affairs 
now  is  analogous  to  what  it   was  on  the  13th  of   July  1901.      The   ^words 
the  **  Goupil  Gallery  "  to  many  may  still  convey  no  meaning  other  than  the  5 
vague  suggesting  of  the  character  of  the  building.    To  people  like  cabmen   it 
may  still  mean  merely  the  name  of  a  place.    To  that  large  section  of  the  pablic 
which  is  interested  in  visiting  picture  galleries  which  they  have  often  visited 
before  and  hope  to  visit  again  it  will  mean  a  picture  gallery,  not  necessarily 
more  than  a  picture  gallery,  but  for  the  more  educated  part  of  them  it  would   10 
mean  a  picture  gallery  of  a  particular  merit,  a  particular  style,  or  a  particalar 
reputation,  where  pictures  of  a  particular  sort  and  works  of  a  particular  artist 
may  be  found.    The  much  more  limited  class  of  buyers  of  pictures  will,  no 
doubt,  still  associate  the  gallery  with  a  particular  firm,  and  to  the  clients  and 
trade  that  firm  would,  no  doubt,  be  well  known,  or  its  members  would  be  'well   15 
finown.    All  this  was  true  in  1901,  but  whereas  ttien  the  reputation  of   the 
gallery,  the  business  carried  on  in  that  gallery,  and  the  premises  in  which  the 
gallery  exhibits  were,  were  all  the  property  of  Baussodj  Valadon  A  Co.^  at  the 
present  time  those  premises,  that  reputation,  and  that  business,  belong  excla- 
Bively  to  William  Marchant  A  Go,    Under  these  circumstances,  I  have   to  20 
consider  whether  the  continued   use  of  the  word  "  Goupil "  does  represent 
anything  to  the  public,  or  any  section  of  the  public,  of  which  Boussod^  Valadon 
<k  Go.  have  a  right  to  complain.    I  think  that  if  the  word  "  Goupil "  is  associ- 
ated with  the  firm  of  Bouasod^  Valadon  A  Go.  it  is  because  it  may  possibly 
contain  a  suggestion  that  the  firm  of  William  Marchant  A  Go.  are  successors  25 
of  an  old  firm  which  traded  under  the  name  of  Ooupil^  or  had  the  right 
to  use  that  name.    But,  after  all,  that  representation   is  not  so   clear,  and 
certainly  does  not  extend  beyond  what  was  represented  by  Boussod^  Valadon 
A  Go.  in  the  circular  which  they  sent  out  in  1901  upon  the  occasion  of  the 
new  arrangement  with  Mr.  Marchant.    I  do  not  think  they  can  equitably  30 
complain  now  of  the  result  of  a  representation  to  which  they  themselves  were 
parties  in  1901,  and  which  I  may  say,  in  my  opinion,  does  really  represent  the 
facts  of  the  case.    If  the  word  '*  Goupil  '*  contains  any  other  suggestion,  it  appears 
to  me  to  be  a  vague  suggestion  that  at  some  time  or  other  this  gallery  had  a 
connection  with  the  old  firm  of  Qoupily  and  that  connection,  I  think,  is  a  fact  35 
If,  therefore,  there  is  any  connection  at  all  between  the  word  "Goupil"  now  and 
the  present  firm  of  Boussod^  Valadon  A  Go.y  who  are  the  successors  of  the  old 
firm  of  Ooupil  A  Go,,  that  connection  does  not  appear  to  me  to  be  brought  about 
by  any  wrongful  act  on  the  Defendant's  part,  but  really  to  be  the  inevitable 
result  of  what  was  done,  and  done  deliberately,  by  both  parties  in  1901.    If  one  40 
considers  the  principles  of  law  to  be  applied  to  circumstances  such  as  these,  it 
appears  to  me  that  there  are  only  two  principles  upon  which  the  Plaintiffs  could 
by  any  possibility  be  entitled  to  an  injunction.    The  first  of  these,  perhaps,  is 
that  simply  of  a  passing-off  action,  and  it  is  really  on  the  principles  of  a  passing- 
off  action  that  the  Statement  of  Claim  appears  to  have  been  based.    It  is  based  on  45 
the  suggestion  that  the  words  the  **  Goupil  Gallery"  contain  a  representation,  and 
that  that  representation  is  not  only  untrue  but  is  injurious  to  the  Plaintiffs 
in  their  business.    And,  of  course,  if  there  were  any  such  misrepresentation, 
and  that  misrepresentation  were  calculated  to  injure  the  Plaintiffs,  or  to  subject 
them  to  any  liability — ^and  I  may  mention  in  passing  it  is  not  suggested  by  50 
Counsel  that  the  use  of  the  words  will  subject  the  firm  of  Boussody  Valadon 
A   Go.  to  any  liability — there  is  no  doubt  that  on  the  ordinary  principles 
which  a  Court  of  Equity  applies  to  these  cases  the  Plaintiffs  would  be  entitled 
to  relief  in  some  form.    But  on  the  findings  of  fact  which  I  have  already  given 
it  does  not  appear  lo  me  that  there  is  any  real  misrepresentation  at  all.    I  think  55 
the   best  way  of  putting  it  is  that  which  was  put  by  Mr.  Maugham  when 
be  said  that  hitherto  during  the  period  of  the  agency  there  has  been  no 
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misrepresentation,  because,  as  a  matter  of  fact,  the  Defendant  was  the  agent  for 
the  firm,  whereas  now  he  has  ceased  to  be  the  agent  of  the  firm,  so  there  is  a  mis- 
representation ;  that  is  a  plansible  way  of  patting  it.  Bat  I  cannot  bring  myself 
to  believe  that  the  word  "  Gonpil "  has  contained  a  suggestion  of  agency  through- 
5  oat  the  five  years  which  preceded  the  termination  of  the  Agreement  of  1901. 
The  suggestion  of  agency  is  contained  in  the  words  as  agents  or  sole  agents,  but 
I  think  the  word  "  Goupil "  has  not  really  had  any  reference  at  all  to  that 
connection. 
Then  I  must  consider  whether  the  other  principle  which  was  suggested,  as 

10  one  on  which  the  Plaintiffs  might  be  entitled  to  an  injunction,  has  any  greater 
foundation  of  fact.  That  suggestion  is  based  upon  what  occurred  prior  to  the 
execution  of  the  Agreement  of  July  1901,  in  conversations  between  Mr. 
Marchant  and  M.  Valadon.  I  have  come  to  the  conclusion  that  there  was  no 
bargain  at  all,  and  that  both  parties  really  contemplated  that  the  relations 

15  between  them  should  be  defined  by  the  arrangement  which  was  made,  and 
that  they  did  not  intend  to  enter  into  any  collateral  bargain,  but  at  the  same 
time  both  parties  did  contemplate  that  the  use  of  the  term  the  ^'  Qoupil  Gallery  *' 
should  continue,  and  it  has  continued.  Therefore,  I  do  not  think,  especially  in 
a  case  where  the  burden  of  proving  of  any  contract  or  obligation  as  is  suggested 

20  lies  on  the  Plaintiffs,  that  I  should  be  justified  in  coming  to  the  conclusion  that 
there  was  any  such  contract  or  obligation  as  would  enable  the  Plaintiffs  now  to 
say  that  the  Defendant  is  obliged  to  remove  the  name  the  "  Goupil  Gktllery  " 
from  his  gallery,  irrespective  of  the  question  whether  it  contains  any  mis- 
representation or  otherwise.  % 

25  The  last  point  I  have  to  consider  is  that  in  relation  to  the  alleged  Agree- 
ment, entered  into  last  year  in  Paris.  It  appears  that  on  the  5th  of  July 
last  year  the  question,  as  to  the  right  of  the  Defendant  to  use  ihe  name 
"  Goupil  Gallery  "  after  the  termination  of  the  so-calied  agency  created  by 
the  Agreement  of  1901,  had  been  raised  and  was  in  issue  between  the  parties, 

30  and  on  that  day  the  Defendant  saw  M.  Valadon  in  Paris,  and  M.  Valadon 
refused  to  renew  or  to  entertain  the  renewal  of  the  agency  unless  the  Defendant 
would  consent  to  admit  that  he  had  no  such  right,  and  certain  opinions  of 
lawyers  were  shown  to  the  Defendant  by  M.  Valadon^  and  he  no  doubt  was  at 
that  time,  on  the  strength  of  the  views  expressed  by  the  legal  opinions,  under 

35  the  belief  that  he  had  no  such  right,  and  on  that  footing  provisional  terms  were 
agreed  for  the  renewal  of  the  agency,  and  M.  Valadon  undertook  to  put  them  in 
writing  by  the  next  morning,  and  the  Defendant  was  to  call,  and  at  any  rate 
see  them,  if  not  sign  them.  M.  Valadon  accordingly  prepared  a  document  in 
French  bearing  at  the  heading  the  French  words  for  provisional  Agreement, 

40  which  the  Defendant  saw  the  next  day,  and,  after  perusing  it,  signed.  I 
think  it  is  quite  clear  that  both  parties  contemplated  that  that  French  document 
would  be  followed  by  a  contract  to  be  prepared  in  English  by  the  lawyers  in 
England,  and  put  into  proper  English  form.  M.  Valadon  says  that  in  his 
opinion  the  provisional  agreement  was  binding  if  ratified,  by  which  I  think  he 

45  meant  subject  to  a  proper  agreement  being  executed  in  England.  The  Defen- 
dant said  that  he  did  not  think  he  was  binding  himself  finally,  but  would  have 
the  opportunity  of  discussing  matters  with  his  lawyers  in  England  when  an 
English  document  came  to  be  prepared.  M.  Valadon  sent  the  document  to  his 
solicitors  with  instructions  to  put  it  into  proper  form  and  get  it  signed  by  both 

50  parties,  and  to  get  it  properly  registered — M.  Valadon  being  under  the  impression 
that  some  registration  in  England  was  necessary  for  the  validity  of  such  a 
contract.  His  solicitors  did  prepare  a  document  accordingly,  and  that  document 
is  not,  as  it  might  have  been,  a  simple  translation  from  French  into  English,  and 
in  one  respect  it  appears  to  me  that  it  contains  a  difference  which  might  be  of 
55  considerable  importance.  The  French  document,  after  a  clause  whereby  Mr. 
Marchant  admits  that  he  has  no  right  to  use  the  term  "  Goupil  Gallery,"  has  a 
clause  whereby  Boussody    Valadon  Jt  Co,  renew  their   agency  in  London, 
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authoriBing  Marchant  to  continue  to  use  the  name  of  Bousiod^  Valadon  A  Go. 
successors  of  Ooupil  A  Go,  in  the  form  in  which  he  has  used  it  up  to  the 
present,  and  I  think  that  M.  Valadon  contemplated  that  those  words  without 
expressly  referring  to  the  nse  of  the  term  **  Goapil  (Jallery  *'  would,  inasmuch 
as  the  words  had  been  used  before,  give  so  far  as  he  was  disposed  to  give  Mr.  5 
Marchant  the  right  to  continue  to  use  those  words.  When,  however,  it  came 
to  the  lawyers  in  England  they  were  not  content  with  that  reference  which  I 
think  M.  Valadon  meant  to  include  a  licence  to  use  the  term  '*  Qoupil  Gallery," 
but  they  altered  it  by  confining  the  licence  to  use  it,  describing  himself  during 
the  agency  as  agent,  or  the  sole  agents  of  Boussod^  Valadon  A  Co.j  successors  to  10 
Ooupil  A  Co.  Having  regard  to  the  first  clause  of  the  Agreement  in  French  I 
think  it  might  very  well  be  that  the  second  clause  might  have  been  construed 
to  authorise  the  continued  use  of  "  Goupil  Gallery,"  whereas  it  is  perfectly 
certain  to  my  mind  the  English  document  would  not,  so  that  there  is  an 
important  difference  between  the  two  documents.  The  English  document  15 
appears  to  have  been  executed  by  M.  Valadon^  and  tendered  for  execution  on 
his  directions  to  Mr.  Marchanty  but  Mr.  Marchant  refused  to  execute  it  for, 
among  other  reasons,. the  very  reason  which  I  have  just  given,  namely,  that  it 
did  not  confer  upon  him  during  the  new  agency  the  right  to  use  the  term 
*^  Goupil  Gallery  " — he  having  admitted  he  had  no  right  by  the  first  clause.  To  20 
that  he  not  unnaturally  objected,  and,  thei'efore,  correspondence  went  on  as  to 
the  terms  of  the  Agreement,  and  finally,  Mr.  Marchant  refused  to  execute  it  at  ail 
because  he  was  advised  that  the  opinions  he  had  seen  in  Paris  were  not  correct 
opinions,  and  that  he  had  the  right  to  use  the  name  irrespective  of  the  agency, 
whether  the  agency  were  renewed  or  not.  The  question  is — was  there  a  binding  25 
Agreement ;  because  if  there  was  a  binding  Agreement  made  in  Paris  last  year 
though  the  Defendant  Mr.  Marchant  refuses  to  take  up  the  agency  under  it,  yet 
the  &st  clause  of  it  might  be  held  to  bind  him,  and  to  prevent  him  from  now  using 
the  name.  I  have  come  to  the  conclusion  after  considering  the  correspondence 
which  has  been  placed  before  me,  and  the  evidence  of  the  witnesses,  that  neither  30 
party  thought  he  was  entering  into  an  Agreement  which  was  final  and  binding 
between  them,  but  that  they  signed,  or  rather  Mr.  Marchant  signed,  the  docu« 
ment  and  M.  Valadon  accepted  the  document  as  containing  terms  to  which  they 
provisionally  agreed  subject  to  a  proper  Agreement  being  made  in  London,  and 
to  all  things  done  in  London  to  make  that  Agreement  binding  upon  the  parties.  35 
I  have  come  to  that  conclusion  the  more  readily  because  that  appears  co  have 
been  the  view  of  M.  Valadon  himself,  and  he  expresses  that  view  throughout 
the  correspondence.  It  is  only  when  the  matter  has  come  into  the  hands  of 
his  lawyers  that  he  really  maintains  that  there  is  a  binding  Agreement  created 
by  the  Paris  document  at  all.  I  may  refer  in  particular  to  M.  Vaiadon^s  letter  40 
of  the  15th  of  September  1906,  in  which  he  says :  "  My  Dear  Marchant^ — ^We 
**  have  heard  nothing  from  you.  I  have  however  told  you  that  it  was  necessary 
**  that  the  matter  of  the  Agreement  should  terminate  by  the  1st  September  and  we 
<^  are  now  at  the  15th  September  and  no  more  advanced  iiian  at  the  time  that  I 
*'  wrote — ^that  is  to  say,  the  24th  August.  It  seems  to  me  however  that  it  is  45 
^*  not  very  difficult  to  end  it ;  either  you  agree  to  remain  our  agent  upon  the 
**  conditions  which  we  have  stated  to  you  or  you  will  not.  If  you  agree  let  us 
<*  finish  with  the  matter  at  once.  If  you  do  not  agree,  tell  us  and  we  will 
*'  arrange  accordingly.**  I  think  those  terms  are  only  explicable  on  the  footing 
that  Mr.  Marchant  did  not  consider  there  was  already  an  Agreement  for  the  50 
renewal  of  the  agency.  I  find  practically  the  same  thing  in  a  letter  where 
M.  Valadon  says  to  Mr.  Marchant :  "  If,  on  the  other  hand,  you  acknowledge 
**  by  a  legal  document  that  you  have  not  any  right  to  the  '  Goupil  Gallery '  we 
**  propose  to  renew  your  Agreement,  in  which  it  will  be  stipulated  that  during 
«'  the  continuance  of  the  said  Agreement  you  may — on  sufferance — continue  55 
*^  the  use  of  the  *  Goupil  Gallery,*  such  use  to  discontinue  at  the  expiration  of 
<^  the  said  Agreement,*'  which  again  is  only  explicable  on  the  footing  that  at 
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present  there  was  no  Agreement  whereby  the  agency  was  renewed,  and 
finally  in  a  letter  of  the  17th  of  November  1906,  Valadon  A  Co.  to  Marchant  & 
Go.^  which  says  :  "  We  hereby  inform  you  that  having  ceased  to  be  our  agents 
"  since  the  30th  June  1906,  and  not  having  succeeded  in  agreeing  to  an  extension 

J  5  "of  the  Agreement,  you  are  between  now  and  the  30th  of  November  1906  to 
*'  remove  everything  which  calls  to  mind  our  name  or  that  of  Ooupil  on  your 
"  sign  board,"  a  letter  which  again  is  not  explicable  except  on  the  footing  that 
the  writer  thought  there  had  been  a  binding  Agreement  for  the  renewal  of  the 
agency,  and  that  that  Agreement  was  being  broken  by  Mr.  Marchant    In  my 

10  opinion,  therefore,  the  document  in  French  cannot  be  relied  upon  as  a  concluded 
Agreement. 

Under  all  these  circumstances  it  appears  to  me  that  the  action  fails.  With 
regard  to  the  Oounterclaim,  it  will  readily  be  understood  from  what  I  have 
already  said  that  in  hiy  opinion  the  use  of  the  expression  "  Ooupil  Oallery " 

15  simpliciier  by  the  Plaintiffs  may  possibly  now  involve  the  suggestion  or  lead  the 
public  to  believe  that  the  business  recently  opened  in  Bedford  Street,  carried  on 
under  the  name  of  **  Ooupil  Gallery,"  is  a  branch  of  or  connected  with  the 
Goupil  Oallery  at  5  Regent  Street  and  the  business  carried  on  there.  I  do  not 
understand  that  in  the  present  case  the  Defendant  in  the  Oounterclaim  asks  for 

20  an  injunction  preventing  the  name  "  Ooupil  Oallery "  being  used  in  any  way 
whatever  by  the  Plaintiffs,  and  I  think  under  the  circumstances,  especially  as 
the  evidence  does  not  show  me  the  exact  form  in  which  it  is  being  used,  and 
Boussody  Vdladon  &  Go.  are  evidently  doing  all  they  can  to  prevent  the  sugges- 
tion that  Mr.  Marchant  is  in  any  way  connected  with  them,  it  will  be  enough, 

25  subject  to  what  Mr.  Romer  says,  to  declare  that  they  are  not  entitled  to  use  the 
term  '<  Ooupil  Oallery  "  without  making  it  clear  that  the  Gallery  has  no  con- 
nection with  the  Ooupil  Oallery  in  Regent  Street,  and  the  business  carried  on 
there,  and  leave  the  parties  to  apply. 

Perhaps  I  may  say  in  conclusion  that  I  hope  the  friendly  relations  which  have 

30  existed  always  between  the  Plaintiffs  and  the  Defendant,  and  which  have 
apparently  survived  the  litigation  up  to  this  point,  may  also  survive  my 
Judgment,  which  had  necessarily  to  be  in  favour  of  one  party  or  the  other, 
and  that  either  before,  or,  if  the  Plaintiffs  are  so  advised,  after  taking  further 
decision  it  may  also  lead  to  some  arrangement  or  modus  mvendi  satisfoctory  to 

35  both  parties.    It  does  not  appear  to  me  that  it  ought  to  be  difficult  under  the 
circumstances  for  Messrs.  Bouaaody  Valadon  A  Go.  to  use  the  term  '^  Ooupil '' 
or  **Gk)upil  Oallery"  in  connection  with  some  other  word  which  probably 
would  equally  serve  their  purpose  as  using  the  term  "Gtoupil  Oallery  "  alone. 
.   Romer  K.C. — ^As  regards  the  Declaration  on  the  Counterclaim,  that  would 

40  satisfy  me.  I  must  ask  your  Lordship  formally  for  the  costs  of  the  action  and 
the  Counterclaim.  On  the  part  of  Mr.  Marchant  I  should  like  to  say  that  he 
owes  a  debt  of  gratitude  to  M.  Valadon^  and  nothing  that  has  happened  in  any 
way  detracts  from  or  diminishes  his  gratitude.  We  still  hope  the  parties  may 
come  to  some  arrangement  satisfactory  to  them  both. 
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Before  THE  Solicitob-Obnbral. 

February  14th,  1907. 

In  thb  Matter  of  an  Application  for  a  Patent  by  A.  H.  McNeil 
AND  THE  Pearson  Fire  Alarm  Ld. 

Opposition  to  grant  of  Letters  Patent  for  Improvements  in  electric  fire  alarms  5 
and  thermo'indicators  on  the  grounds  (i)  that,  the  Applicants  obtained  the 
invention  from  the  Opponent ^  and  {2)  prior  patenting  of  the  invention.  Hie 
Chief  Examiner  {acting  for  the  Comptroller-General)  decided  to  seal  a  Patent. 
He  held  that  he  had  no  jurisdiction  to  enter  into  allegations  of  fraud  abroad^ 
and  that  the  invention  claimed  by  the  Applicants  had  not  been  patented  on  the  10 
prior  application  relied  on  by  the  Opponent.    The  Opponent  appealed. 

The  Law  Officer  affirmed  the  decision  of  the  Chief  Examiner  on  both  grounds^ 
and  dismissed  the  appeal  with  costs. 

On  the  Slat  of  May  1904  Alfred  Henry  McNeil  and  the  Pearson  Fire  Alarm 
Ld.  applied  for  Letters  Patent  for  *<  Improvements  in  electric  fire  alarms  and  15 
**  thermo-indicators." 

The  Complete  Specification  (No.  12,376  of  1904)  commenced  as  follows  : — 
^  This  invention  relates  to  electric  fire  alarms  and  thermo-indicators  in  which 
^*  an  electric  circuit  is  completed  at  a  certain  predetermined  temperature  by  a 
'*  metal  strip  fixed  at  its  ends  and  defiected  against  a  contact  screw  adjusted  to  20 
^*  enable  the  alarm  to  act  at  the  desired  temperature  by  means  of  a  pointer 
^*  carried  thereon  and  a  dial  suitably  graduated  to  indicate  various  degrees  of 
<^  temperature  corresponding  with  different  positions  of  the  adjustable  contact. 
*'  In  apparatus  of  the  kind  referred  to  as  heretofore  constructed,  the  thermal 
**  strip  was  fixed  to  but  insulated  from  a  metal  base  or  support,  a  slight  initial  25 
''  deflection  being  imparted  to  the  strip  in  the  direction  of  the  contact  screw 
^^  which  was  supported  on  but  not  insulated  from  the  said  base.   Now  according 
'<  to  this  invention  the  thermal  strip  is  fixed  directly  to  the  metal  base  without 
<<  the  interposition  of  insulating  material,  whilst  the  adjustable  contact  is  insu- 
<^  lated  from  the  base  as  hereinafter  described.    By  this  means  the  thermal  30 
<<  strip  can  be  reliably  fixed   at  its  ends,  a  result  hitherto  unattainable,  but     • 
'<  on  which  the  accurate  working  of  the  apparatus  depends  as  it  will  be  readily 
''  seen  that  a  slight  movement  of  one  of  the  ends  of  the  strip  would  affect  the 
'^  amount  of  deflection  and  probably  prevent  contact  from  being  made  at  all. 
'<  The  invention  also  provides  means  for  fixing  the  adjustable  contact  screw  in  3S 
^'  the  adjusted  position,  and  also  protecting  tiie  same  from  interference."    It 
described,  with  references  to  Drawings,  an  electric  contact-maker  consisting  of 
a  slightly  bowed  fiat  spring  c  fixed  at  the  ends  to  an  insulated  metal  support  a 
and  arranged  to  make  contact  with  an  adjustable  insulated  screw  6?  on  a  rise  of 
temper^t'\re  to  a  certain  point,  thus  completing  an  electric  circuit  through  an  40 
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alarm  or  indi<;ator.  Fig.  2  showed  the  contact  screw  passing  through  a  screw* 
threaded  metal  bnsh  i  insulated  from  the  supports  by  a  plate  g  of  ebonite  or 
insulating  material,  a  pointer  n  mounted  on  the  screw  and  movable  over  an 
adjustable  dial  e  and  a  cap  c  for  protecting  the  pointer. 


ric.2 


■rr''i?ir-32i!-|-:^^ 


'77/0 


5  The  Claims  were  : — **  (1)  In  an  electric  fire  alarm  in  which  an  electric 
'^  circuit  is  completed  at  a  predetermined  temperature  by  the  deflection  of  a 
**  thermal  strip  against  an  adjustable  contact  screw,  fixing  the  ends  of  the  strip 
**  to  an  insulated  metal  support  so  that  it  is  permanently  in  electrical  contact 
^'  therewith  and  mounting  the  adjustable  contact  on  but  insulating  it  from  the 

10  '*^  support,  substantially  as  and  for  the  purpose  described.  (2)  In  an  electric 
^'  fire  alarm,  an  insulated  metal  support,  a  thermal  strip  fixed  at  its  ends  to  the 
^'  support,  a  brass  or  similar  plate  mounted  on  the  support  buc  insulated  there- 
**  from,  an  •  adjustable  contact  working  in  a  screw-threaded  metal  bushing  in 
'^  the  plate,  an  adjustable  dial  on  the  plate,  a  pointer  on  the  contact  arranged 

15  "  to  move  over  the  dial,  and  a  protecting  cap,  substantially  as  described. 
"  (3)  The  improved  electric  fire  alarm  apparatus  substantially  as  described 
"  with  reference  to  the  Drawings." 

Iriedrich  Oscar  Schoppe  of  Leipzig  gave  notice  of  opposition  to  the  grant  on 
two  grounds,  (1)  that  the  Applicants  '*  obtained  the  invention  from  him,"  and 

20  (2)  that  the  '*  invention  had  been  patented  in  this  country  on  an  application 
"  made  by  him  of  prior  date,  viz..  No.  13,064  dated  the  19th  of  July  1900." 

The  Opponent  alleged  that  the  Applicant  McNeil  obtained  the  invention  from 
him  at  his  works  in  Leipzig,  and  asked  that  the  grant  of  a  Patent  should  be  refused 
or  the  Patent  be  sealed  as  a  communication  to  the  Applicants  from  abroad  by  the 

25  Opponent.  It  appeared  that  Schoppe  had  entered  in  England  into  an  Agreement 
with  McNeil  for  a  License  under  another  Patent.  By  this  Agreement  Schoppe 
was  bound  to  communicate  and  explain  to  McNeil  every  improvement  and 
addition  to  the  patented  invention  and  any  discovery  useful  therefor;  and 
McNeil  was  to  be  entitled  to  take  out  Patents  for  all  or  any  such  improvements, 

30   and  Schoppe  was,  if  necessary,  to  join  in  taking  out  such  Patents  and  to  do 

everything  necessary  to  vest  in  McNeil  the  exclusive  right  to  such  Patents. 

It  was  alleged  that  Schoppe  dX  his  works  at  Leipsic  disclosed  the  invention,  the 

subject  of  the  Application,  to  McNeil  in  virtue  of  this  Agreement. 

Schdppe^s  Specification  (No.  13,064  of  1900)  described  a  curved  contact  strip/, 

35   fixed  at  the  ends  and  arranged  to  complete  an  electric  circuit  through  an 


FIG. 3. 


adjustable  contact  screw  s  which  carried  a  pointer  2r,  moving  over  a  dial  plate  t. 
This  was  protected  from  dust  by  an  elastic  tube  h. 

3  L 
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The  Claim  was  as  follows : — "  In  fire  alarms  and  apparatus  for  indicating 
"  certain  degrees  of  temperature  with  curved  contact  strips,  a  contact  arrange- 
'*  ment  furnished  with  a  means  of  protecting  against  dust  and  oxidation,  and 
^*  adjustable  to  any  degree  of  temperature,  in  such  a  manner  that  a  contact 
"  screw  8  is  caused  to  co-operate  with  the  contact  strip/,  the  pointer  2r,  on  which  5 
"  screw,  moves  a  dial  plate  t  provided  with  a  scale  of  the  degrees  of  temperature, 
*^  and  the  contact  surfaces  of  such  screw  being  enclosed  by  a  small  elastic  tube  h 
"  which  lies  against  the  spring/,  and  owing  to  its  elasticity  is  able  to  follow  the 
"  movements  of  the  screw  a  and  the  spring/,  substantially  as  described." 

The  Applicants  denied  that  their  invention  had  been  communicated  to  or  10 
obtained  from  the  Opponent  abroad. 

The  Chief  Examiner  acting  for  the  Comptroller-Qeneralj  decided  to  seal  a 
Patent  on  the  application.    His  decision  was  as  follows  : — ^*  The  grant  of  a 
**  Patent    is    opposed    on    two    grounds — (1)  that   the    invention    has   been 
^*  obtained  from  the  Opponent ;  (2)  that  the  invention  has   been  patented    15 
"  on    an  application  of  prior  date  (No.  13,064  of  1900).    It    is    stated    by 
'^  the    Opponent  that    the  invention    was    communicated    to   the    Applicant 
**or  his    Agent    at  the  works  of  the  Opponent  in  Germany,    It  is    denied 
"  by    the  Applicants    that   the    invention    was    so  communicated.    Counsel 
''  for  the  Opponent  asks  me  to  seal  this  Patent  as  a  communication  from  the  20 
"  Opponent.    Even  if  it  were  not  denied  that  the  invention  has  been  com- 
'*  municated  by  the  Opponent  to  the  Applicants  as  alleged,  I  doubt  if  I  should 
"  be  justified  in  altering  the  form  of  application  in  this  case.    I  also  have  in 
"  mind  the  decision  of  the  Law  Officer  that  I  have  no  jurisdiction  t<j  enter  into 
^*  allegations  of  fraud  abroad,  and  I  think  I  am  not  entitled  to  enter  into  allega-  25 
*'  tions  of  communications  of  inventions  from  abroad,  whether  fraudulent  or  not. 
^*  Therefore  the  opposition  on  the  first  ground  fails.    With  regard  to  the  second 
"  ground  of  opposition,  the  invention  relates  to  detailed  improvements  in  a 
"  construction  of  a  known  kind  of  apparatus — of  a  kind  of  apparatus  not  indi- 
"  cated  for  the  first  time  by  the  Opponent.    If  any  question  of  Master  Patent  30 
'*  arose  here,  I  think  there  should  be  a  reference  to  Dion^e  Patent  (No.  20,121  of 
"  1890)  rather  than  to  that  of  the  Opponent  upon  which  the  opposition  is  based. 
"  This  question  was  not,  however,  raised.    The  invention  of  the  Opponent  is  to 
^*  my  mind  of  very  limited  scope.    The  Claim  is  : — *  In  fire  alarms  and  apparatus 
^^  *  for  indicating  certain  degrees  of  temperature  with  curved  contact  strips,  a  35 
^^  ^  contact  arrangement  furnished  with  a  means  of  protection  against  dust  and 
"  *  oxidation    .    .    .    .'    There  is  no  attempt  in  the  Applicants*  arrangement 
''  to  protect  the  contact  surfaces  against  the  effects  of  dust  and  oxidation,  and 
"  they  are  certainly  not  trying  to  patent  the  protector  which  is  patented  by  the 
'*  Opponent.    It  may  be  that  the  amount  of  subject-matter  in  the  Applicants'  40 
'^  Specification  is  very  small  indeed  ;  it  may  be  that  there  is  nothing  more  than 
'*  placing  the  insulation  at  a  different  part  from  the  part  which  was  insulated 
**  before,  but,  taking  Claim  2  of  the  Applicants'  Specification,  I  do  not  find  set 
"  out  in  the  prior  Specification  of  the  Opponent  the  insulated  metal  support  there 
**  indicated,  nor  the  thermal  strip  fixed  at  both  ends  to  the  support,  nor  is  there  45 
'^  a  protecting  cap ;  and  I  think  that  the  opening  of  the  Specification  makes 
"  perfectly  clear  the  state  of  the  art,  and  that  no  one  could  be  misled  as  to  the 
"  real  scope  of  the  invention  claimed.    Having  regard  to  the  personal  relations  of 
"  the  parties,  I  should  need  a  very  strong  case  before  I  required  a  reference  by 
"  name  and  number  to  the  Opponent's  Patent.    In  the  result  I  decide  to  seal  a  50 
"  Patent  on  the  application." 

The  Opponent  appealed  from  the  decision  of  the  Chief  Examiner. 

Haddan  appeared  as  Agent  for  the  Appellant  (the  Opponent),  and  A.  J.  Walter 
K.C.  appeared  as  Counsel  for  the  Respondents  (the  Applicants). 

Haddan  opened  the  appeal,  and  contended  that  the  fraud  with  which  the  55 
Applicants  were  charged  was  not  in   reality  a   fraud  abroad,  because  the 
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disclosure,  althoagh  made  in  Germany,  was  made  in  consequence  of  the  English 
Agreement,  and  that  was  tantamount  to  a  disclosure  hers. 

Walter  K.C.  referred  to  Edmunds'  Patent  (Griffin*s  P.O.  281)  and  SpieVa  Patent 
(5  R.P.C.  281),  and  contended  that  the  Opponent  had  no  locus  standi  to  oppose 
5    on  account  of  the  Agreement,  and  that  there  had  been  no  fraud  on  the  part  of 
the  Applicants. 

Haddan  further  contended  that  there  was  no  novelty  in  the  invention  the 
subject  of  the  application  in  view  of  Schdppe*s  Specification  and  another. 
Sir  William  Robson  S.O. — There  are  two  grounds  of  opposition  here. 

10  The  first  seems  to  be  amply  covered  by  authority,  though  I  confess,  until 
Mr.  Walter  drew  my  attention  to  a  case  in  which  he  had  been  engaged,  I  had 
some  doubt  as  to  whether  the  authority  could  go  the  whole  length  for  which 
it  was  necessary  that  Mr.  Walter^  on  behalf  of  his  clients,  should  contend. 
But  I  think  it  is  now  clearly  established  that  the  Law  Officer  cannot  go 

15  into  questions  of  fraud  committed  out  of  this  Country.  There  are  many  reasons 
of  a  practical  character,  founded  upon  convenience,  as  to  why  some  such  rule 
should  prevail,  but  I  am  really  not  concerned  to  discuss  those  reasons  because 
the  rule  itself  is  sufiiciently  clear.  It  originated,  no  doubt,  in  the  idea  that  the 
person  who  imported  an  invention  was  conferring  a  benefit  upon  this  Country 

20  and  that  he  was  entitled  to  be  put  in  the  position  of  a  first  inventor,  and  the 
Courts  do  not  seem  to  have  investigated  his  position,  at  least  not  with  any  very 
critical  eye.  They  have  said — "No  matter  ho>v  he  got  the  invention  he 
**  brings  it  here  and  as  the  importer  he  is  entitled  to  be  protected." 

It  occurred  to  me  that  the  case  of  Edmunds^  which  is  the  leading  case  upon 

25  this  subject,  only  barred  the  raising  of  questions  of  fraud  where  the  fraud  was 
between  persons  abroad,  and  not  where  the  fraud  alleged  was  on  the  part  of  the 
Applicant  for  the  Patent  in  this  country  but  I  think  a  reference  to  what  I  may 
call  the  fundamental  principle  that  I  have  just  described  would  show  that  the 
applicant  gets  the  benefit  of  this  principle  as  well  as  the  persons  abroad.      That 

30  is  decided,  I  think,  by  the  case  to  which  Mr.  Waller  referred  me  of  Spiefs  case 
(5  R.P.C.  281)  which  follows  Edmunds'  case  and  applied  the  principle  there  laid 
down  in  favour  of  the  applicant  in  this  Country,  a  person  against  whom  a 
fraud  was  alleged. 

But  there  is  a  further  point,  perhaps  rather  on  merits  than  on  law,  which  I 

35  have  to  take  into  consideration  in  dealing  with  this  objection.    It  seems  that 
the  Applicants  here  were  licensees  of  the  Qerman  who  is  alleged  to  have  been 
.  the  first  inventor,  a  Mr.  SchdppCy  and,  according  to  the  terms  of  the  contract  of 
license,  the  Applicants  were  entitled  to  learn  from  Mr.  Schdppe  any  improve- 
ments which  he  made  in  the  invention  the  subject-matter  of  the  license, 

40  and  when  such  communications  were  made  to  the  licensees  the  licensees 
were  to  be  entitled  to  take  out  a  Patent  in  their  own  names,  no  doubt  having 
the  right  also  to  call  upon  Mr.  Schoppe  to  permit  the  use  of  his  name  if  that 
should  be  necessary,  but  it  was  not  made  any  obligation  upon  the  licensees, 
who  are  the  present  Applicants,  that  they  should  use  Mr./SfcAo/)^«'«nameif  they 

45  did  not  think  it  necessary.  So  that  the  Applicants  are  quite-  entitled  to  act 
upon  the  information  that  they  are  said  to  have  acquired  abroad.  Whether, 
when  they  act  upon  it,  they  are  bound  to  hold  the  Patent  so  acquired  in  trust 
for  Mr.  Schoppe  may  or  may  not  be  the  case.  That  is  a  question  of  property 
which  does  not  concern  me.    I  am  only  concerned  with  their  right  to  have  the 

50  Patent    So  much  then  for  the  first  ground  of  objection. 

Upon  the  second  ground  of  objection  I  feel,  like  the  Chief  Examiner^  that 
undoubtedly  the  differences  between  the  invention  in  respect  of  which  a  Patent 
is  now  sought  and  certain  antecedent  inventions  seem  extremely  slight,  but 
I  cannot  say  they  are  unsubstantial.  I  cannot  say  that  there  is  no  subject- 
55  matter,  and,  even  if  there  were  no  subject-matter,  I  do  not  think  that  is  a 
matter  for  me  to  decide,  although  Mr.  Haddan  suggests  it  is.    I  cannot  quite 

3  L  2 
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accept  that  view,  but  the  Chief  Examiner  has  given  what  seem  to  ine  very 
good  reasons  indeed  for  his  judgment,  and  certainly  reasons  from  whicli  I  am 
not  in  any  way  disposed  to  dissent.  Therefore  the  appeal  will  be  dismissed 
with  five  guineas  costs. 


Before  Thb  Solicitor-Gbnbral.  5 

March  21st  and  22nd,  1907. 

In  the  Matter  op  an  Application  to  amend  the  Specification  of 

Alsop's  Patent. 

A  Petition  for  the  revocation  of  Alsop's  Patent^  No.  14fi06  of  1903^  tvas 
presented  by  the  Flour  Oxidizing  Company  Ld.,  and  in  tJte  course  of  the  10 
proceedings  liberty  was  granted  by  the  Court  of  Appeal  to  the  Alsop  Flour 
Process  Ld.  to  apply  at  the  Patent  Office  under  Section  19  of  the  PcUents  Ac,  Act 
1888  for  leave  to  amend  the  Specification  by  way  of  disclaimer.    The  Company 
then  applied  to  the  Comptroller-General  for  leave.    The  amendments  proposed 
were  to  excise  certain  of  the  Claims  and  parts  of  the  description  relcUing  thereto^  15 
such  description  and  Claims  purporting  to  relcUe  to  a  certain  result  of  the  process 
described  in  the  Specification,  which  result  did  not  infarct  a^ctually  occur.    The    ' 
application  uhis  opposed.    The  Comptroller  allowed  the  application  as  far  cts  the 
excision  of  the  Claims  was  concerned  but  refused  that  part  of  the  appliccUion 
which  related  to  the  excision  of  parts  of  the  description.    The  Company  appealed.  20 
The  Solicitor-Qeneral  upheld  ^7t6  Comptroller's  daemon,  and  dismissed  the  appeal. 

On  the  23rd  of  June  1903  Letters  Patent,  No.  14,006  of  1903,  were  granted  to 
James  Nathaniel  Alsop  for  "  An  improved  process  of  treating  flour  to  purify  the 
"  same  and  increase  the  nutritive  qualities  thereof."  A  Petition  for  the  revoca- 
tion of  the  Patent  having  been  presented  by  the  Flour  Oxidizing  Co.  Ld.^  the  25 
Alsop  Flour  Process  Ld.,  the  owners  of  the  Patent,  applied  for  liberty  to  apply 
at  the  Patent  Office  for  leave  to  amend  the  Specification  by  way  of  disclaimer. 
Buckley  J.  refused  the  application.  On  appeal  leave  was  given  by  the 
Court  of  Appeal  (23  R.P.C.  65). 

In  January  1906  the  Alsop  Flour  Process  Ld.  applied  to  the  Patent  Office  for  30 
leave  to  amend  the  Specification.    The  reasons  for  making  the  amendment  were 
stated  as  follows : — '*  When  the  Specification   was  originally  drawn,  it  was 
**  believed  that  the  process  produced  a  decrease  in  the  ash  and  starch,  and  an 
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*'  increase  in  the  proteids.  This  has  been  found  not  to  be  the  case."  Notice  of 
objection  was  given  by  the  Flour  Oxidizing  Co,  Ld.  on  the  grounds  (1)  that 
the  proposed  amendments  were  not  by  way  of  disclaimer,  but  by  way  of 
correction  or  explanation,  and  were  not  within  the  leave  granted  by  the  Order 

5  of  the  Court ;  (2)  that  the  proposed  amendments,  if  allowed,  would  make  the 

Specification  claim  an  invention  different  to  and  larger  than  the  invention 

before  disclaimer.    Notice  of  objection  was  also  given  by  the  Ozonized  Oxygen 

Co.  Ld.  on  similar  grounds. 

The  amendments  proposed  were  to  strike  out  the  last  six  words  of  the  Title, 

10  and  to  make  the  amendments  in  the  Specification  indicated  in  the  report  of  the 
proceedings  in  Court  in  23  R.P.C.  66,  where  the  Specification  will  be  found  set 
out. 

The  application  came  before  the  Comptroller-General,  whose  decision  was  as 
follows  : — 

15  '^  The  application  to  amend  is  made  under  section  19  of  t£.e  Patents  Act  1883, 
*'  by  leave  granted  by  an  Order  of  the  Court  of  Appeal  dated  the  16th  of  December 
'^  1905.  The  amendment  is  opposed  on  the  grounds  that  the  amendment  is  not 
"  by  way  of  disclaimer,  and  that  the  amendment,  if  allowed,  would  make  the 
'^  Specification  claim  an  invention  substantially  larger  than  and  substantially 

20  '*  different  from  the  invention  claimed  by  the  Specification  as  it  stood  before 
'^  amendment. 

"  The  Specification  describes  a  process  for  treating  flour  with  certain  gases,  and 
*^  it  is  claimed  that  two  independent  results  or  effects  of  the  treatment  are 
"  simultaneously  obtained.     The  first  of  these  resuJts,  which  is  described  on 

25  "  page  2,  line  13,  of  the  Specification*  as  an  '  incidental  result,'  is  the  purifica- 
'*  tion  and  whitening  of  the  flour.  The  second  result  is  stated  to  be  the  material 
*'  decrease  of  the  percentage  of  the  ash  and  starch  of  the  fiour,  and  a  practically 
*'  corresponding  increase  in  the  proteids,  thus  greatly  increasing  the  nutritive 
*'  in  contradistinction  to  the  heat  giving  qualities  of  the  flour. 

30  "  The  proposed  amendment,  in  general  term's,  is  to  excise  from  the  Specifica- 
''  tion  the  Claims  and  all  those  parts  of  the  Specification  which  have  any 
"  reference  to  this  second  result.  The  application  is  made  under  Section  19  of 
'^  the  Act  of  1883,  which  limits  my  discretion  to  the  allowing  of  amendments 
"  by  way  of  disclaimer  only. 

35  '*  It  is  not  contended  that  the  striking  out  of  the  three  Claims  2,  5  and  6  is 
''  not  disclaimer,  and  no  case  was  made  out  against  these  amendments. 

"  The  application  is  withdrawn  for  the  amendments  in  the  body  of  the 
"  Specification  found  on  pages  3  and  5.t 
"  The  amendments  on  pages  1  and  2  are  of  two  kinds.    The  object  of  the 

40  '^  earlier  of  these  amendments  is  to  limit  the  title  and  the  first  paragraph  of  the 
'^  Specification  so  as  to  restrict  the  invention  to  a  process  for  treating  flour  for  its 
'*  purification  only.  It  is  by  no  means  clear  to  me  that  these  amendments  would 
"  not  make  the  Specification,  as  proposed  to  be  amended,  claim  an  invention 
**  substantially  different  from  the  invention  claimed  by  the  Specification  as  it 

45  "  stands  at  present,  especially  having  regard  to  the  wording  of  the  third  Claim, 
*'  which  describes  the  process  as  being  a  process  for  the  purpose  specified  in  the 
"  Specification. 

"  The  remaining  amendments  on  pages  1  and  2  seem  to  me  to  be  merely  the 
"  striking  out  of  a  statement  of  facts,  some  of  which  are  now  admitted  to  be 

50  "  incorrect.  The  statement  is  to  the  following  effect — ^that  the  inventor  had 
**  discovered,  first  by  laboratory  experimentation,  and  then  by  actual  practice 
^'  on  a  commercial  scale,  that  his  process  caused  a  material  decrease  in  the 


*  See  23  R.P.O.,  page  67,  line  21, 

t  See  23  B.P.C.  page  63  Une  17,  and  page  70  line  22. 
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^'  percentage  of  the  ash  and  starch  of  the  flonr  subjected  to  its  actioa,  and  a 
^'  practically  corresponding  increase  in  the  proteoids,  thns  greatly  increasing  the 
"  nutritive,  in  contradistinction  to  the  heat  giving  qualities,  of  the  flour ;  and  in 
^^  support  of  this  statement  he  gave  the  result  of  a  chemical  analysis  before  and 
"  after  the  treatment  of  flour  by  his  process.  I  have  no  evidence  before  me  to  5 
^'  show  how  this  mistake  arose.  For  anything  that  I  know  it  may  have  been 
''  or  it  may  not  have  been  a  perfectly  innocent  mistake. 

"  When  the  grant  of  the  Patent  was  opposed,  the  statement  was  challenged 
'^  and  it  was  stated  on  behalf  of  the  opposition  that  the  effect  was  an  impossible 
"  one.  But  Counsel  for  the  Inventor  stated  that,  impossible  or  not,  it  was  10 
''  thought  of  sufficient  importance  to  found  two  Claims  on  it ;  and  if  it  was  an 
^'  impossible  effect  the  Patent  was  made  invalid  by  those  Claims  and  the 
''  Patentee  took  the  risk  of  making  it  invalid.  He  further  stated  that  the 
'*  inventor  was  convinced  of  the  fact,  and  was  basing  the  more  important  claims 
"  of  his  Speciflcation  upon  it.  In  effect,  therefore,  the  statement  was  relied  on  15 
'^  during  ^e  proceedings  for  obtaining  the  Patent ;  but  it  is  now  sought  to  strike 
'^  it  out  of  the  Specification,  presumably  that  its  deletion  may  assist  in  enabling 
'^  tl^e  Patentee  to  retain  his  Patent  now  that  proceedings  are  pending  for  its 
'*  revocation.  None  of  the  Counsel  engaged  in  the  case  were  able  to  qaote 
'*  any  previous  case  which  is  substantially  on  all  fours  with  this  one.  SO 

^^  I  have  great  doubt  whether  an  amendment  of  this  kind  can  properly  be 
**  regarded  as  disclaimer.  But  assuming  that  it  can  be,  I  do  not  think  that  I 
^'  ought  to  allow  it  under  Section  18  or  19.  There  is  nothing  in  either  of 
*^  these  Sections  as  I  read  them  which  requires  me  to  allow  it. 

"  I    decide    therefore    to    allow    the    Specification    to    be    amended     by  25 
^^  cancelling  Claims  2,  5  and  6,  and  I  refuse  to  allow  all  the  other  proposed 
"  amendments." 

The  Applicants  appealed  against  that  portion  of  the  decision  of  the  Comptroller- 
General  which  refused  to  allow  the  elimination  of  certain  parts  from  the 
Specification.  30 

The  appeal  was  heard  by  Sir  William  Robson  S.O. 

P.  0.  Lawrence  K.C.  and  Graham  K.C.  appeared  for  the  Appellants  (Appli- 
cants) ;  Aethury  K.C,  Walter  E.C.  and  Golefax  appeared  for  the  Respondents, 
the  Flour  Oxidizing  Company  (Opponents) ;  Bloxam  appeared  as  Agent  for 
the  Respondents,  the  Ozonised  Oxygen  Company  (Opponents).  35 

In  the  arguments  Lawrence  K.C.  referred  to  the  case  of  Ralston  v.  Smith 
(11  H.L.  Cas.  233)  and  Lang's  Patent  (7  R.P.C.  469)  to  show  that  "dis- 
'*  claimer ''  covered  amendments  in  the  Specification  such  as  the  applicants 
sought  leave  to  make.  Astbury  K.C.  contended  that  amendment  was  entirely 
a  matter  in  the  discretion  of  the  Comptroller,  and,  having  regard  to  what  40 
took  place  when  the  Patent  was  granted,  the  Comptroller  had  exercised  his 
discretion  rightly  ;  that  the  proposed  amendments  were  by  way  of  correction, 
and  were  not  such  as  were  contemplated  under  Section  19  which  allows  amend- 
ment by  way  of  disclaimer  only  ;  and  further  that  the  proposed  amendments 
should  not  be  allowed  under  Section  18  subsection  8  as  the  invention  described  45 
by  the  Specification  after  amendment  would  be  substantially  larger  than  and 
substantially  different  from  that  described  in  the  Specification  in  its  original 
form.  In  the  one  case  before  infringement  could  be  proved  it  would  be 
necessary  to  obtain  the  two  distinct  results  simultaneously,  but  if  the  amend- 
ment were  allowed  infringement  would  ensue  if  only  one  of  these  results  were  50 
obtained. 

Sir  William  Robson  S,0. — The  invention  in  respect  of  which  the  Patent  was 
granted  was,  as  originally  described,  of  a  somewhat  remarkable  character.    It 
claimed  to  be  a  process  which,  when  applied  to  flour,  had  the  two-fold  effect  of 
bleaching  or  whitening  it,  and  of  increasing  its  nutritive  qualities.    The  process  55 
consisted  in  treating  the  flour  with  a  gaseous  medium  produced  by  subjecting 
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atmospheric  air  to  the  action  of  an  arc  or  flaming  discharge  of  electricity.  The 
Patentee  admitted  in  his  Specification  that  he  was  unable  to  explain  the  reason 
for  the  change  produced  in  the  flour  by  treating  it  according  to  his  process,  but 
he  alleged  that  the  results  which  he  set  forth,  and  particularly  the  increase  in 
5  the  nutritive  quality  of  the  flour,  were  proved  by  chemical  analysis.  This 
increase  in  the  nutritive  quality  appears  to  have  been  the  main  purpose  of  the 
invention,  and  the  whitening  or  purifying  of  the  flour  is  referred  to  as  an 
"  incidental  result"  of  the  process.  It  has,  however,  now  been  found  that  the 
inference  founded  upon  the  chemical  analysis  was  a  mistake,  and  that  it  cannot  be 

10  said  of  the  process  that  it  results  in  any  increase  of  nutritive  quality  of  the  flour. 

It  is  stated  by  the  Comptroller-General  in  his  decision  that  the  application 

for  the  Patent  was  originally  opposed  upon  the  ground,  among  others,  that  it 

claimed  an  impossible  result,  namely,  an  increase  in  the  proteids  or  nutritive 

elements  of  the  flour,  but  Mr.  AUop  said  that  he  would  take  his  chance  of 

15  the  Patent  being  invalid  on  that  ground.  Subsequently  a  petition  was 
presented  by  the  present  Opponents  for  revocation  of  Mr.  Alsop's  Patent  and  in 
the  course  of  those  proceedings,  the  mistake,  which  the  Patentee  or  his  chemist 
had  made,  having  been  discovered,  the  present  owners  of  the  Patent  applied  for 
leave  to  go  before  the  Comptroller-General  and  amend  the  Speciflcation  by  way 

20  of  disclaimer.  After  considerable  litigation  they  obtained  the  order  sought.  This 
case,  therefore,  comes  under  Section  19  of  the  Patents  &c.  Act  1883,  which  gives  to 
the  Applicants  a  much  more  restricted  right  than  in  cases  under  Section  18  of  that 
Act.  Section  19  deals  only  with  applications  to  amend  made  pending  litigation 
and  the  patentee  can  amend  only  by  way  of  disclaimer,  whereas  under  Section  18, 

25  which  deals  with  applications  to  amend  when  no  litigation  is  pending,  he  can 
apply  either  to  disclaim  or  to  amend  by  way  of  explanation  or  correction. 
The  question,  therefore,  arises  whether  or  not  the  amendments  sought  come 
strictly  within  the  meaning  of  disclaimer,  for,  unless  they  do  that,  I  may  not 
allow  them. 

30  The  Applicants  desire  to  correct  or  contradict  a  series  of  mistaken  calculations 
and  predictions  made  by  the  inventor  as  to  the  effect  of  the  process  described.  He 
thought  he  had  discovered  by  laboratory  experimentation  a  gas  which  caused  a 
material  decrease  in  the  percentage  of  the  ash  and  starch  of  the  flour  subjected 
to  its  action,  and  an  approximately  corresponding  increase  in  the  proteids.    He 

35  was  mistaken.  He  also  alleged  that  his  discovery  was  made  or  tested  by  actual 
practice  on  a  commercial  scale.  There  he  was  inaccurate.  He  said  he  was 
un&ble  to  explain  the  reason  for  the  change  produced  in  the  flour  by  means  of 
his  process,  but  in  lieu  of  explanation  he  gave  the  result  of  the  chemical 
analyses  on  which  he  relied.    The  chemical  analyses  were  all  erroneous  and 

40  the  Applicants  desire  now  to  delete  them. 

The  Applicants  have  therefore  abandoned  the  specific  Claims  which  were 
founded  on  these  errors,  and  they  seek  to  correct  the  body  of  the  Specification 
accordingly  so  as  to  confine  it  to  a  Claim  merely  to  what  the  inventor  originally 
described  as  an  "incidental  result"  of  his  process— viz.,  the  whitening  and 

45  purification  of  the  flour.  That  the  flour  is  whitened  by  the  process  is,  I 
suppose,  beyond  dispute,  but  there  is  nothing  whatever  to  prove  or  explain 
how  it  is  purified.  In  fact  the  main  purpose  of  the  Patent  is  gone,  and  the 
language  that  would  be  left  after  making  the  amendments,  though  for  the 
most  part  originally  used  in  reference  to  the  abandoned  Claims,  would  have  to 

50  be  read  as  applying  to  what  was  regarded  as  an  "  incidental  result."  The 
description  of  the  process  of  course  remains  unaltered,  but  the  statement  oi 
its  supposed  effects  has  to  be  altered  and  corrected  throughout  and  in  the  most 
important  particulars. 

I  think  these  amendments  are  something  more  than  mere  disclaimer  and 

55  ought  not  to  be  allowed  under  Section  19.  Further,  I  think  that  as  a  matter  of 
discretion  they  might  properly  be  refused  even  under  Section  18. 
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In  tlie  Matter  of  an  Ap2tlication  to  amend  the  Specification  of 

Alsqp'8  Patent. 


When  the  parties  were  before  the  Comptroller,  no  objection  seems  to  have 
been  taken  on  the  part  of  the  Opponents  to  the  excision  of  the  specific  Claims 
at  the  end  of  the  Specification  relating  to  the  increase  of  the  proteid  contents, 
and  I  felt  much  pressed  by  the  consideration  that  if  the  Comptroller  thought 
fit  to  allow  the  disclaimer  of  these  specific  Claims  he  ought  also  to  have  allowed  5 
the  elimination  of  those  parts  of  the  Specification  directly  leading  up  to  those 
Claims.  On  carefully  considering  the  Comptroller's  decision  however  and 
what  was  said  to  me  by  the  Counsel  who  were  present  before  him,  I  think 
everybody  assumed  that  the  Applicants]  might  be  allowed  to  abandon  what 
they  liked  without  prejudice  to  the  Opponents'  contentions  in  reference  to  10 
what  remained.    The  appeal  will  be  dismissed* 


In  the  High  Court  of  Justice.— King's  Bench  Division. 

Before  Mr.  Justice  Warrington  (sitting  as  an  additional  Judge  of  the 

King^s  Bench  Division). 

June  19th  and  20th,  1907.  15 

Electromobilb  Company  Ld.  v,  British  Eleotromobile 

Company  Ld. 

Trade  name, — "  Electrofnobile.'' — Descriptive  word. — Secondary  meaning  not 
established.— No  prohaUlity  of  confmion.— Action  dismissed. 

In  1902  the  Plaintiff  Company,  called  the  Eleotromobile  Company  Ld.,  was  20 
registered  and  acquired  the  goodwill  of  a  Company  called  the  British  Electro- 
mobile  Company  Ld.,  and  it  dealt  in  electric  motor  cars.  In  1907  the  DefendarU 
Company  called  the  British  Eleotromobile  Company  Ld.  was  registered,  and  it 
proposed  to  carry  on  a  business  similar  to  that  of  the  Plaintiffs.  The  Plaintiffs 
brought  an  action  to  restrain  the  Defendant  Company  from  carryifig  on  25 
business  under  the  nam^  British  Eleotromobile  Company  Ld.;  relief  being 
also  claimed  against  the  promoters  and  directors  of  the  Defendant  Company. 
Electric  cars  made  by  the  Plaintiff  Company  had  come  to  be  called  and  ktwwn 
as  "  Electromobiles.^^ 
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X 

Held,  that  the  word  "  Electromohile  "  was  descriptive  of  a  motor  car  driven 
by  eUctHcity  and  had  acquired  no  secondary  meaning  as  indicuting  the 
Plaintiffs'  cars  only ;  and  that  tlhere  was  no  likelihood  of  confusion.  The 
action  was  dismissed  vnth  costs. 

5  On  the  18th  of  April  1907  the  Electromohile  Company  Ld.  commenced  an 
action  against  the  British  Electromohile  Company  Ld.^  Robert  Nickel,  Alexander 
Kennedy,  Duncan  Watson,  Carl  Tunstill  John  Oppermann,  Charles  Francis 
Oeorge  Richard  Schwerdt,  J.  Stewart  Mallam^  and  H.  M.  R.  Pothecary, 
claiming — "  (I)  an  injunction  to  restrain  the  Defendant  Company,  its  agents  and 
10  ^^  servants,  from  using  or  carrying  on  business  under  its  present  name,  style,  or 
**  title,  or  any  style  or  name  which  includes  the  Plaintiffs'  name  or  so  nearly 
*'  resembles  the  same  as  to  be  calculated  to  deceive  and  confuse  the  public  or 
"  to  induce  the  belief  that  the  business  carried  on  by  the  Defendant  Company 
"  is  the  same  as  or  in  any  way  connected  with  the  business  of  the  Plaintiffs  ; 
15  ^'  (2)  an  injunction  to  restrain  the  Defendants,  other  than  the  Defendant  Company, 
"  from  allowing  the  Defendant  Company  to  remain  registered  under  its  present 
"  name  or  any  other  such  title  or  description  as  aforesaid ;  and  (3)  damages." 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)  as  follows  :^ 
"  (1)  The  Plaintiffs  are  a  Limited  Company  registered  under  the  Companies 
20  ^  Acts  1862  to  1900.  The  business  of  the^laintiffs  consists  in  manufacturing 
''  and  selling  and  letting  on  hire  electric  carriages  and  keeping  and  maintaining 
"  such  electric  carriages.  The  Plaintiffs  were  registered  in  or  about  October 
^'  1902,  since  which  date  the  Plaintiffs  have  carried  on  the  said  business.  By 
"  an  Indenture  dated  November  7th  1902,  and  made  between  the  Plaintiffs  and 

25  "the  British  Electromohile  Company  Ld.,  the  said  British  Electromohile 
"  Company  Ld.  assigned  and  conveyed  to  the  Plaintiffs  {inler  alia)  the  good- 
"  will  of  the  business  carried  on  by  the  said  Company  as  manufacturers  of  and 
"  dealers  in  electric  motor  cars.  Resolutions  for  winding  up  the  said  British 
*'  Electromohile    Company    Ld.    were    duly  passed    on    November   3rd    and 

30  **  November  19th  1902,  and  the  said  Company  was  wound  up  accordingly. 
"  (2)  Electric  carriages  manufagtured  by  the  Plaintiffs  have  acquired  a  great 
"  reputation,  and  they  are  well  known  in  the  trade  and  to  the  public  as 
"  *  Electromobiles.'  There  is  no  other  Company  or  firm  in  England,  miaking 
"  or  selling  carriages  propelled  by  electricity,  which  sells  such  carriages  under 

35  "  the  name  of  '  Electromobiles '  except  the  Plaintiffs,  and  the  name  *  Electro- 
"  '  mobiles '  has  become  so  identified  with  the  electric  carriages  manufactured 
"  and  sold  by  the  Plaintiffs  that  the  said  name  is  used  exclusively  to  designate 
"  electric  cars  made  by  the  Plaintiffs,  and  the  name  '  Electromohile  *  is  under- 
*'  stood  by  the  public  to  mean  an  electric  carriage  made  by  the  Plaintiffs.    (3) 

40  "  In  consequence  of  the  reputation  which  has  been  gained  by  the  Plaintiffs'  said 
"  electric  carriages  the  said-Plaintiffs'  said  business  has  increased  and  developed 
"  and  has  become  well  established.  Almost  the  whole  of  the  Plaintiffs'  business 
"  is  done  in  the  United  Kingdom,  and  the  chassis  of  all  the  Plaintiffs'  said 
^*  business  and  their  carriages  are  essentially  British,  and  as  such  they  are  known 

45  '^  to  the  trade  and  the.  public.  (4)  The  Defendants  other  than  the  Defendant 
<'  Company  are  the  signatories  of  the  Memorandum  and  Articles  of  Association 
'^  of  the  Defendant  Company,  and  all  or  some  of  the  said  Defendants  were 
"  promoters  and  are  directors  of  the  Defendant  Company.  (5)  On  or  about 
^^  April  8th  1904  the  Defendants  other  than  the  Defendant  Company  caused 

50  "  the  Defendant  Company  to  be  registered  under  the  name  of  the  ^British  Electro^ 
"  '  mobile  Company  Ld.'  with  a  nominal  capital  of  25fiO0l.  divided  into  25,000 
'<  shares  of  11.  each.  The  objects  of  the  Defendant  Company  are  to  carry  on  the 
'*  business  of  manufacturers  and  sellers  of  electric  carriages.  The  business 
^*  proposed  to  be  carried  on  by  the  Defendant  Company  is  similar  to  that  carried 

55  ^*  on  by  the  Plaintiffs  and  is  intended  to  be  run  in  rivalry  and  competition 
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"  with  the  PlaintiflPe.    The  matters  pleaded  in  paragraphs  1,  2,  and  3  hereof 
"  were  well  known  to  the  Defendant,  Carl  Tunstiil  John  Oppermann^  -when 
*'  the  Defendant  Company  was  registered  as  aforesaid.     (6)  The  Defendant 
"  Company  was  registered  by  the  Defendants  in  the  aforesaid  name  with  the 
'*  object  of  inducing  persons,  who  would  have  otherwise  dealt  with  the  Plaintiffs,  5 
*'  to  deal  with  the  Defendant  Company  in  the  belief  that  the  said  Companies 
^'  were  one  and  the  same  and  by  this  means  to  obtain  the  benefit  of  the  reputa- 
"  tion  which  has  been  acquired  by  the  Plaintiffs'  electric  carriages  and  also  to 
*^  obtain  the  Plaintiffs'  customers."    The  Statement  of  Claim  further  alleged — 
(7)  that  the  use  of  the  Defendants'  name  was  calculated  to  and  would  deceive  10 
the  public  and  cause  injury  to  the  Plaintiffs,  and  (8)  that  the  Plaintiffs  would 
contend  that  the  Defendants  were  not  entitled  to  register  the  Defendant 
Company  in  a  name  which  so  nearly  resembled  the  Plaintiffs'  that  the  public 
would  be  d^eived,  and   (10)  that  the  Defendants'  name  would  induce  the 
belief  that  the  business  carried  on  by  the  Defendant  Company  was  the  same  as  15 
the  business  carried  on  by  the  Plaintiffs,  and  that  the  electric  carriages  manu- 
factured and  sold  by  the  Defendant  Company  were  the  same  as  the  Plaintiffs'. 

The  Defendants  by  their  Defence  (inter  alia)  alleged  that  the  Plaintiff 
Company    did    not    manufacture    electric    carriages ;    that    the    Defendants 
Oppermann  and  Schwerdt  were  the  promoters  and  directors  of  the  Defendant  20 
Company,  and  that  the  Defendants  Mallam  and  PotJiecary  had  no  interest  save 
that  they  were  signatories  of  the  Memorandum  of  Association  for  one  share 
each  ;  that  the  objects  of  the  Defendant  Company  were  not  correctly  stated  in 
the  Claim  ;  save  as  aforesaid  and  save  that  the  business  of  the   Defendant 
Company  would  to  some  extent  be  similar  to  the  business  carried  on  by  the  25 
Plaintiff  Company  the  allegations  in  paragraph  5  of  the  Claim  were  denied  ; 
every  allegation  contained  in  paragraphs  2,  3,  6,  7,  and  10  of  the  Claim  were 
denied.    The  Defendants  stated — "(4)  The  word  'Electromohile'  is  and  has 
**  for  some  time  been  an  ordinary  English  word  in   general  use,  meaning 
"  any  car  or  carriage  propelled  by  electrical  energy,  and  that  the  Plaintiff  30 
"  Company  are  not  entitled  as  they  claim  to  an  exclusive  use  of  such  word, 
"  and,  further,  that  the  word  has  not  acquired  any  such  meaning  as  is  alleged 
**  in  the  Claim  nor  any  secondary  meaning  at  all  ;  (5)  The  word  'Electro- 
"  '  mobile '  was  chosen  by  the  Defendants  as  a  suitable  and  convenient  word  to 
"  indicate  the  nature  of  the  business  of  the  Defendant  Company  and  in  good  35 
**  faith  and  without  any  thought  of  the  Plaintiff  Company  or  any  intention  of 
"  deceiving  the  public  or  interfering  with  the  business  of  the  Plaintiff  Company. 
"  The  usual  application  was  made  to  the  Registrar  of  Joint  Stock  Companies  to 
"  register  the  Defendant  Company  under  their  present  name,  and  was  acceded 
"  to.     (6)  The  Defendants  will  contend  that  the  Defendant  Company  are  40 
"  entitled  to  use  and  carry  on  business  under  their  present  name,  and,  further, 
"  that  such  name  does  not  in  fact  so  nearly  resemble  the  name  of  the  Plaintiff 
"  Company  as  to  be  calculated  to  deceive." 

The  action  was  tried  on  the  19th  and  2  th  of  June  1907.  The  facts  sufiBciently 
appear  from  the  judgment.  45 

Russell  K.C.,  J.  D.  Crawford^  and  W.  L.  Samson  (instructed  by  Orundy^ 
Kershaw  J  Samson  A  Co,)  appeared  for  the  Plaintiffs ;  Atfdn  K.C.,  and  J.  E. 
Harman  (instructed  by  Dofiald  McMillen  and  Moit)  appeared  for  the 
Defendants. 

The  following  cases  were  cited  in    argument,  namely  : — Daimler  Motor  50 
Company  (1904)  Ld.  v.  London  Daimler  Companyy  ante  p.  379 ;  and  British 
'  Vacuum  Cleaner  Company  v.  New  Vacuum  Company y  ante  p.  647. 

Warrington  J, — In  this  action  the  Plaintiffs  are  a  Company  called  the 
Electromohile  Company  Ld.    The  Defendants  are  a  Company  already  registered, 
called  the  British  Electromohile  Company  Ld.^  and  certain  individuals  who  are  55 
the  Directors  of  that  Company.    The  Plaintiffs  seek  an  injunction  "  To  restrain 
"  the  Company  from  using  or  carrying  on  business  under  its  present  name,  style, 


Vol.  XXIV.,  No.  29.]    AND  TRADE  MARK  CASES.  691 

Electromohile  Company  Ld.  v.  British  Electramohile  Company  Ld. 

^^  or  title,  or  any  Btyle  or  name  which  includes  the  Plaintiffs*  name,  or  so  nearly 
*^  resembles  the  same  as  to  be  calculated  to  deceive  and  confuse  the  public  or  to 
"  induce  the  belief  that  the  business  carried  on  by  the  Defendant  Company  is 
"  the  same  as,  or  in  any  way  connected  with,  the  business  of  the  Plaintiffs.*' 
5  In  this,  as  in  so  many  other  cases,  the  question,  which  at  first  sight  is  a  very 
difficult  one,  becomes  at  all  events  less  difficult  when  you  really  understand 
what  it  is.  The  question  in  these  cases  of  rival  companies  carrying  on 
business  under  somewhat  similar  names  is,  I  think,  that  which  is  expressed 
in  the  form  of  the  Order  made  by  the  Court  of  Appeal  in  the  Daimler  case 

10  which  has  been  referred  to.  The  question  is  whether  what  the  Defendants  are 
proposing  to  do  is  calculated  to  induce  the  belief  that  the  business  of  the 
Defendant  Company  is  the  same  as  the  business  of  the  Plaintiff  Company. 
I  have  purposely  omitted  the  words  "  or  in  any  way  connected  with  "  because  it 
seems  to  me  that  those  only  express  that  which  is  a  part  of  the  whole  ;  that  if 

15  the  business — I  am  not  talking  about  the  Company — is  not  the  same,  then  I  do 
not  think  you  make  it  any  better  by  suggesting  that  it  may  be  in  some  way 
connected  with  it.  I  prefer  to  take  the  form  of  the  Order,  as  settled  by  the 
Court  of  Appeal  in  the  Daimler  case,  as  representing  that  which  the  Plaintiffs 
are  entitled  to  prevent,  if  they  are  entitled  to  interfere  with  the  conduct  of  thp 

20  Defendants  at  all. 

The  facts  are  these, — the  Plaintiffs  are  a  Company  who  manufacture  and  deal 
in  electrically  propelled  carriages.  In  the  year  1900  a  company  was  formed 
called  the  British  and  Foreign  Electric  Vehicle  Company,  That  subsequently, 
in  January  1902,  changed  its  name  to  the  British  Electromohile  Company  Ld. 

25  In  October  1902,  the  Plaintiff  Company  was  formed  under  its  present  name — 
it  has  not  changed  its  name — the  Electromohile  Company  Ld.^  and  it  acquired 
the  goodwill  of  the  British  Electromohile  Company  Ld.  On  the  8th  of 
April  1907,  the  Defendant  Company  was  registered,  and  proposes,  unless 
restrained  by  injunction,  to  carry  on  business  under  the  name  which  it  has 

30  adopted.  The  further  facts  which  it  is  necessary  to  state  have  reference  to  the 
woni  ^'  Electromohile.''  I  have  heard  a  great  deal  of  evidence  as  to  the  meaning 
of  that  word  and  the  conclusion  at  which  I  have  arrived  at  with  regard  to  it,  is 
this — the  word  in  itself  suggests  to  anybody,  who  is  sufficiently  familiar  with 
the  two  words  of  which  it  is  made  up,  that  it  connotes  something  which  is 

35  capable  of  motion  and  that  the  motive  power  applied  to  it  is  that  of  electricity. 
Having  regard  to  similar  coined  words  of  an  equally  barbarous  nature  which 
have  sprung  up  in  the  last  few  years>  it  obviously  has  a  more  limited  meaning 
than  that,  and  connotes  a  motor  car,  or  carriage,  which  is  driven  by  machinery 
contained  in  itself,  the  motive  force  of  which  is  electricity  ;  that  is  to  say,- 

40  "  Electromohile  "  describes  a  particular  form  of  motor  car,  namely  a  motor 
car  driven  by  electricity.  That,  I  have  no  doubt  on  the  evidence  before 
me,  was,  and  is,  the  meaning  of  the  word,  but  in  the  year  1902,  that 
word  having  that  meaning  and  meaning  a  car  propelled  by  electric  force, 
this  Company  was  started,  calling  itself  the  Electromohile  Company^  and,  as 

45  might  ba  expected,  cars  made  by  the  Company  bearing  the  name  of  the  Electro- 
m^hile  Company^  have  come  to  be  called  generally  in  the  trade  and  by  persons 
who  buy  and  use  these  cars  "  Electromobiles."  They  have  been  called  Electro- 
mobilee  for  the  same  reason,  and  as  the  result  of  the  same  set  of  circumstances, 
that  a  car  made  by  the  Mercedes  Company,  or  a  Company  whose  name  contains 

50  the  word  "  Mercedes"  is  called  a  Mercedes  car,  or  a  car  made  by  the  Daimler 
Company  is  called  a  Daimler  car  ;  or,  to  come  still  nearer  to  the  point,  a  car 
made  by  an  electric  carriage  company  called  the  City  and  Suhurhan  Electric 
Carriage  Company,  comes  to  be  called  a  City  and  Suburban.  Now  is  that 
enough  to  change  what  is  properly  a  descriptive  name,  into  a  name  which  indi- 

55  cates  the  manufacture  or  the  gooda  of  a  particular  person  ?  In  my  opinion,  it 
clearly  is  not.  "  Electromohile  "  remains  now,  as  it  was  in  1902,  a  part  of,  I 
will  not  say  the  English  language,  but  the  language  which  is  used  in  this 
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country  in  reference  to  thinge  of  this  particular  nature  as  the  word  which 
properly  descrihes  a  vehicle  driven  by  electricity.  When  persons  want  io  refer 
to  and  distinguish  a  particular  car  driven  by  electricity,  and  they  are  talking  to 
persons  who  are  familiar  with  such  things,  and  desire  particularly  to  refer  to 
the  Plaintiff  Company's  cars,  they  do  call  the  Plaintiff  Company's  cars  5 
*'  Electromobiles,"  but  only,  as  I  have  said,  because  that  happens  to  be  the 
name  of  the  Company  which  makes  and  deals  in  this  particular  form  of  car. 
The  businesses  of  the  two  Companies,  the  Plaintiff  Company  and  the  Defendant 
Company,  will,  in  this  sense,  be  the  same,  that  is  to  say,  that  the  kind  of 
business  which  the  Defendants  propose  to  carry  on  will  be  the  kind  of  business  10 
which  the  Plaintiffs  carry  on. 

These  being  the  facts,  am  I  to  say  that  no  Company  can  start  dealing  in 
electricity  propelled  carriages  and  use  prominently  in  its  name  the  word 
•'Electromohile"  without  inducing  the  belief  that  the  business  which  it  is 
carrying  on  is  the  business  of  the  Plaintiff  Company  ?  I  really  think  it  comes  15 
to  that.  If  you  admit  that  the  new  Company  may  use  the  word  "  Electro- 
**  mobile,"  as  the  Plaintiffs  are  driven  to  admit  they  may  do,  then,  when 
once  you  arrive  at  this,  that  the  Plaintiffs  have  no  right  to  prevent  them  using 
the  word  "  Electromohile,"  and  no  right  for  this  reason  that  tiie  word 
describes  that  in  which  the  Defendant  Company  are  going  to  deal ; — when  20 
once  you  admit  that,  then  it  seems  to  me  that  you  have  admitted  that  if 
some  distinctive  term  is  used,  something  which  will  distinguish  the  new 
Company  in  any  way  from  the  old  Company,  then  the  new  Company  is  entitled 
to  carry  on  business  under  that  name  which  it  adopts.  I  have  no  direct  evidence 
except  the  comparison  of  the  names  and  except  the  evidence  as  to  the  use  of  the  25 
word  "  Electromohile  "  during  the  years  the  Plaintiff  Company  alone  has  been 
carrying  on  business  with  that  in  its  name— I  have  no  evidence  except  that, 
that  the  use  of  the  name  "  British  Electromohile  "  will  tend  to  induce  people  to 
believe  that  the  two  Companies  are  the  same.  In  the  absence  of  such  evidence, 
I  am  not  prepared  to  come  to  that  conclusion.  In  the  absence  of  any  evidence  30 
that  these  two  names  are  likely  to  cause .  the  kind  of  confusion  which  I  have 
described,  1  am  not  prepared  to  arrive  at  the  conclusion,  on  the  mere  view  of 
the  names,  that  such  a  result  will  happen. 

That  being  so,  the  action  of  the  Plaintiffs  fails,  but  I  do  not  like  to  part  with 
it  without  saying  a  few  words  about  one  authority  which  has  been  cited  to  me  35 
by  the  Plaintiffs,  and  that  is  the  Daimler  case  before  the  Court  of  Appeal  on 
the  15th  April  and  reported  in  "  The  Times  "  on  the  16th  of  April.  At  present 
there  is  no  report,  as  far  as  I  know,  except  "The Times "  report*.  "The  Times" 
report  is  a  newspaper  report ;  it  is  not  a  very  full  one,  and  one  does  not  know 
from  it  exactly  what  were  the  grounds  upon  which  the  learned  Master  of  the  40 
Rolls  delivered  his  judgment,  and  one  does  not  know  at  all  what  were  the  grounds 
upon  which  the  other  two  Judges  delivered  their  judgment,  because  their 
judgments  are  not  set  out.  But  what  the  Master  of  the  Rolls  said  was  that, 
in  his  opinion,  the  use  of  the  name  London  Daimler  Company  by  the  Defen- 
dants was  calculated  to  cause  confusion,  and  he  said  that  he  arrived  at  that  45 
conclusion  from  a  mere  comparison  of  the  two  names.  He  went  on  to  say  that, 
if  evidence  were  admissible  on  the  point,  then  there  was  abundant  evidence  that 
confusion  would  result  from  the  continued  use  of  those  two  names.  The  two 
names  there  were  the  Daimler  Motor  Company  (1904)  Ld.^  and  the  London 
Daimler  Company  Ld,  There  is  a  radical  difference  between  those  two  names  50 
and  the  two  names  with  which  I  have  to  deal.  The  name  "Daimler"  is  a  proper 
name,  and  one  which,  on  the  facts  of  that  case,  was  shown  to  be  a  name  indicating 
either  that  the  cars  were  made  according  to  certain  Patents,  or  that  certain  parts 
of  the  cars  were  made  according  to  certain  Patents.    But  the  people  who  were 


♦  Thia  oaae  is  now  reported  ante  p.  379.— J.O, 
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making  the  cars  were  entitled  to  use  that  name  "  Daimler."  "  Daimler  "  was  a 
proper  name.  Being  a  proper  name,  the  use  of  it  in  the  names  of  the  two  Com- 
panies, obviously  to  my  mind,  suggests  a  connection  between  the  two.  If  you  get 
a  Daimler  company,  as  this  was,  without  any  qualification,  and  if  you  get  another 
5  Daimler  company  called  the  London  Daimler  Company^  it  seems  to  me  the 
obvious  conclusion  to  draw  from  that  is,  that  the  London  Daimler  Company 
was  carrying  on,  in  London,  a  part  of  the  general  business  carried  on  by  the 
Daimler  Motor  Company.  I  think  that  is  really  the  ground  upon  which 
the  Court  of  Appeal  decided  that  case  ;  and  especially  is  that  evident  when  you 

10  look  at  the  form  of  the  injunction  which  the  Court  of  Appeal  granted  in  that 
case.  The  injunction,  as  drawn  up,  was  to  restrain  the  Company  from  using 
the  name  London  Daimler  Motor  Company  or  any  other  name  of  which  Daimler 
forms  part— and  that  is  important ;  it  was  the  word  "  Daimler  "--r-in  such  a  way 
as  to  induce  the  belief  that  the  business  of  the  Defendant  Company  was  the  same 

15  as  the  business  of  the  Plaintiff  Company. 

There  have  been  two  other  cases  cited  which  I  do  not  propose  to  examine  in 
detail,  because  they  have  been  cited  on  behalf  of  the  Defendants,  that  is  to  say  by 
the  side  in  favour  of  which  I  am  deciding ;  but  I  ought  to  say  this — one  of  them 
was  the  ease,  before   Mr.  Justice  Parher^  of.  the  British  Vacuum  Cleaner 

20  Company  against  the  New  Vacuum  Cleaner  Company^ ^vfhich  is  extremely  like 
the  present,  because  for  some  years  the  Plaintiff  Company  in  that  case  was  the 
only  Company  dealing  in  or  using  the  vacuum  cleaners,  and  therefore,  as  in 
this  case,  the  thing  they  were  using  came  to  be  known  as  a  vacuum  cleaner. 
Therefore  the  case  was  very  much  as  it  is  here.    Vacuum  cleaner  being  originally 

25  a  descriptive  term,  had,  while  only  one  person  was  making  or  using  the  thing 
in  question,  come  to  mean  the  thing  which  that  one  person  was  using ;  Mr. 
Justice  Parker  in  that  case  came  to  the  same  conclusion  on  the  facts  that  I  am 
coming  to  on  the  facts  of  this  case,  but  I  was  not  quite  sure—  I  could  not  quite 
make  out  from  the  report — ^whether  the  Daimler  case  had  been  cited  to  Mr. 

80  Justice  Parker  in  the  Vacuum  Cleaner  case,  that  is  to  say,  whether  he  had  dealt 
with  it,  I  have  taken  the  opportunity  of  asking  him,  and  he  tells  me  that  it  was 
cited  to  him  by  the  Counsel  for  the  Plaintiffs,  but  that  the  Counsel  for  the 
Plaintiffs  did  not  lay  much  stress  on  it,  and  for  the  reason  which  1  have  just 
suggested, namely,  that  it  was  the  use  of  the  word  ^* Daimler"  aud  the  peculiar 

35  connotation  which  the  word  "Daimler"  possesses  that  they  conceived  to  be  the 

determining  consideration  in  the  judgment  in  the  Court  of  Appeal  in  that  case. 

The  result  of  the  whole  is,  that  in  my  opinion,  the  Plaintiffs  have  not  made 

out  their  case,  and  therefore  there  must  be  judgment  for  the  Defendants  with 

costs. 


Ante  p.  641. 
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Before  The  SoLiciTOR-GRyBRAL. 
March  Ist,  1907. 


In  the  Matter  op  an  Application  by  Jambs  Yate  Johnson  for  a 

Patent. 


The  Ajyplicants  for  a  Patent  under  Section  103  of  the  Patents  Ac.  Act^  1888  5 
sought  to  oppose^  under  Section  11  of  tlie  Act,  on  the  ground  of  prior  patenting 
an  application  for  another  Parent  made  in  this  country  at  a  date  earlier 
than  tlisir  application  in  this  country y  hut  later  than  the  date  claimed  by  them 
for  tJieir  Patent  under  Section  108.  The  Chief  Examiner  (acting  for  the 
Comptroller-General)  decided  that  the  Act  restricts  opposition  on  the  ground  of  10 
prior  patenting  to  an  application  in  this  country  of  prior  date,  andy  following 
the  decision  in  Everitt's  case  (Griflftn's  Additional  Patent  Cases  28),  Jield  that  the 
Opponents  had  no  locus  standi  to  oppose,  and  dismissed  the  opposition.  The 
'  Opponents  appealed. 

Held  on  appeal^  by  the  Law  Officer,  that  the  application  of  prior  date  on  15 
which  an  opposition  can  be  grounded  means  an  application  in  this  couiUry^ 
and  that  the  appeal  must  be  dismissed. 

On  the  4th  of  September  1905  the  Ghemische  Fabrik  von  Heyden  Aktien- 
gesellschaft  applied  for  a  Patent  in  Germany,  and  on  the  10th  of  May  1906  they 
applied  for  a  Patent  in  this  country  claiming,  under  Section  103  of  the  Patents,  go 
&c.  Act,  1883,  a  Patent  dated  as  of  the  date  of  the  application  in  Germany.  In 
the  meantime,  however,  namely,  on  the  19th  of  March  1906,  James  Yate 
Johnson  applied  for  a  Patent  in  this  country.  On  the  advertisement  of  the 
acceptance  of  Johnson's  Specification  the  German  Company  lodged  notice  of 
opposition,  alleging  that  the  invention  had  been  patented  in  this  country  upon  25 
an  application  of  prior  date,  namely,  upon  the  application  filed  on  the  10th  of 
May  1906,  and  for  which  the  date  of  the  4th  of  September  1905,  the  date  of  the 
application  in  Germany,  was  claimed. 

A  preliminary  objection  was  taken  by  the  Patent  Office  that  in  view  of  the 
decision  in  EveritVs  case  (Griffin's  Additional  Patent  Cases  28)  the  Opponents  30 
had  no  locus  sta^idi.    The  Applicant  not  objecting,  the  hearing  of  the  pre- 
liminary objection  was  fixed  for  the  Srd^cf  August  1906. 

Golefax  appeared  as  Counsel  for  the  Opponents.    The  Applicant  {Johnson) 
did  not  appear,  but  intimated  by  letter  that  he  was  of  opinion  that  the  decision 
in  EveritVs  case  was  incorrect.     Golefax  admitted  that  he  could  not  distinguish  35 
his  case  from  that  of  Everitt,  but  contended  that  that  decision  should  be  recon- 
sidefed.    He  contended  that  it  was  the  intention  of  the  Legislature  that  a  person 
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^ho  made  a  Oonvention  application  shonld  be  in  the  same  position  as  if  he  had 
made  application  in  this  country  on  the  day  which  is  given  by  the  Convention 
as  the  date  of  his  Patent. 
The  Chief  Examiner  (acting  for  the  Gamptroller-OeneraT)  held  that  he  was 

5  bound  by  the  decision  in  EveritVs  case,  and  that  the  application  of  prior  date 
on  which  opposition  can  be  grounded  must  be  an  application  of  prior  datfe  in 
this  country.  He  accordingly  decided  that  the  Opponents  had  no  locus  standi 
and  that  the  opposition  must  be  dismissed. 

The  Opponents  appealed  from  the  decision  of  the  Chief  Examiner. 
10       Colefax  appeared  as  Counsel  for  the  Opponents,  and  the  Chief  Examiner 
appeared  in  support  of  his  own  decision. 

Sir  William  Robsok  S.O.  This  point  has  now  been  fully  considered,  and 
I  have  had  the  advantage  of  a  very  clear  and  exhaustive  argument  from  Mr. 
Colefax.    The  question  is  one  of  locus  standi  and  arises  upon  Section  11  of  the 

15  Act  of  1883,  which  enacts  that  any  person  may  give  notice  at  the  Patent  Office 
of  opposition  to  the  grant  of  a  Patent  on  the  ground  ^^  that  the  invention  has 
**  been  patented  in  this  Country  on  an  application  of  prior  date."  There  are 
other  grounds  of  opposition  with  which  I  am  not  concerned.  The  argument 
has  turned  upon  the  meaning  of  the  ground   which  I  have  just  specified.    Is 

20  Mr.  Colefax  able  to  say  that  his  invention  has  been  patented  in  this  Country  on  an 
application  of  prior  date  ?  If  not,  then  he  has  no  right  to  oppose.  Everything  turns 
on  the  meaning  of  the  words  "application  of  prior  date."  The  dates  are  not  very 
numerous.  On  the  4th  of  September  1905  Mr.  Colefax^s  clients,  the  Chemische 
Fabrik  von  Heyden  Aktiengesellschaft  applied  for  a  Patent  in  Germany.    That 

25  therefore  is  the  date  of  their  application  in  Germany.  They  did  not  apply  for  a 
Patent  in  England  until  the  10th  of  May  1906,  and  in  the  meantime,  namely,  on 
the  19th  of  March  1906,  the  present  applicant  Mr.  Johnsony  acting  on  behalf  of  a 
foreign  company,  filed  his  application.  Now  Mr.  Colefax  says  that  Johnson's 
application  ought  not  to  be  granted  because  the  Chemische  Fabrik  von  Heyden 

30  have  anticipated  him  in  that  on  the  4th  of  September  1905  they  applied  for  a 
Patent  for  the  same  invention.  Of  course,  for  the  purpose  of  this  application. 
I  must  assume  Mr.  Colefax^ s  allegation  in  fact  to  be  correct,  and  that  the  inven- 
tions are  substantially  identical.  But  the  Chief  Examiner  has  found  that 
the  application  of  the  Chemische'Fabrik  von  Beyden  was  not  one  of  prior  date. 

35  They  only  applied  in  England  on  the  10th  of  May  1906,  which  is  subsequent 
to  the  application  in  England  for  Johnsoh*s  Patent.  Mr.  Colefax  says  he  is 
entitled  to  avail  himself  of  the  date  of  the  application  in  Germany  ;  and  the 
question  is  whether  in  Section  11  the  words  "application  of  prior  date  "  refer 
in  the  case  of  a  Convention  application,  that  is  an  application  based  on  a  Patent 

40  obtained  abroad,  to  the  foreign  application,  or  whether  it  must  be  confined,  as 
in  the  case  of  an  English  Patent,  to  an  English  application.  That  is  the  whole 
point. 

Now  the  word  "  application  "  in  this  section  and  in  other  sections  has  been 
the  subject  of  a  good  deal  of  litigation,  but  the  leading  case  upon  it  is  the  case 

45  which  has  been  cited  before  me — EveritVs  case  (Griffin's  Additional  Patent 
Cases  28).  That  was  decided  in  the  year  1886.  Now  in  that  case,  without  going 
through  the  facts,  which,  as  in  all  cases  involving  dates,  are  of  some  slight 
complexity,  the  learned  Attorney-General  held  that  the  word  "application" 
there  meant  application  in  England.    1  am  of  the  same  opinion,  though  I  am 

50  bound  to  say  that  1  arrive  at  that  conclusion,  not  indeed  with  any  doubt,  but 
with  some  reluctance.  The  word  "application"  is.  used  pretty  frequently, 
throughout  the  Act.  I  have  already  myself  decided  one  case  upon  it  under 
Section  1  of  the  Act  of  1902,  and  I  dealt  there  with  the  meaning  of  the  word 
"  application  "  both  in  the  Act  of  1883  and  in  the  Act  of  1902.    That  case  was 

55  the  case  of  the  Deutsche  Ootd  &  Silber-Scheide  Anstalt  vorm.  Bossier's  applica- 
tion (ante^  page  209),  and  I  pointed  out  in  that  case  that  in  section  5  of  the 
Act  of  1883,  and  in  fact  in  most  of  the  sections — in  all,  practically,  I  think, 


10 
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except  section  13 — ^there  can  be  no  doubt  whatever  that  the  word  ^'  application" 
is  need  exclusively  with  reference  to  an  application  in  England.  That  is  not 
quite  the  case  in  section  13  on  which  Mr.  Colefax  relied.  Section  13  deals 
with  the  date  to  be  inserted  in  the  Patent,  and  it  says  that  the  Patent  shall  be 
dated  and  sealed  as  of  the  day  of  the  application.  That  is  always  construed  in 
the  case  of  Convention  applications  to  mean  the  application  abroad,  and  that 
is  the  meaning  practically  imposed  upon  that  section  by  the  Convention  itself. 
In  section  103,  subsection  1  of  the  Act  of  1883,  it  states  that  where  a  Convention 
is  entered  into  and  a  Patent  is  given  to  the  foreigner  under  this  Act  "  such  patent 
'^  or  registration  shall  have  the  same  date  as  the  date  of  the  application  in  such 
"  foreign  state."  Clearly  that  has  got  to  be  read  with  section  13.  That  imposes 
a  meaning  on  the  word  '^  application  "  in  section  13  which  is  not  imposed  on 
the  same  word  when  used  elsewhere  throughout  the  Statute,  and  used  when 
the  context  has  clearly  shown  that  only  the  English  application  is  meant. 
However,  Mr.  Colefax  argued  that  the  Convention  ought  to  be  considered  in  ^^ 
the  construction  of  section  11.  I  therefore  tried  to  read  Mr.  Colefax^s  con- 
struction into  the  words  of  section  11,  and  I  am  bound  to  say  that  doing  so 
leads  me  to  the  conclusion,  which  has  been  already  reached  by  Sir  Richard 
Webster  when  Attorney-General,  because  according  to  Mr.  Colefax  the  section 
would  then  read — '*  on  the  ground  that  the  invention  has  been  patented  in  this 
"  Country  on  an  application  in  Germany  of  prior  date."  You  cannot  patent  in 
this  Country  on  an  application  in  Germany.  You  can  only  patent  in  this 
Country  on  an  application  in  this  Country,  and  therefore  I  think,  for  the 
purpose  of  locus  standi^  the  word  '*  application  "  must  be  taken  to  mean  the 
application  in  England.  The  result  seems  rather  technical  and  not  to  be  founded  ^ 
upon  any  substantial  grounds,  because  it  means  that,  although  under  section  13, 
Mr;  Colefax's  clients  get  the  date  of  their  application  in  Germany  as  the  date 
of  their  Patent  in  England,  they  do  not  get  the  same  meaning  attached  to  the 
v7ord  "application"  for  the  purpose  of  locus  standi.  However,  it  is  quite 
clear  that  the  word  "application  "  is  used  in  different  senses  in  the  Act  when 
it  relates  to  a  foreign  application  and  when  it  relates  to  an  English  application ; 
and  when  it  relates  to  a  foreign  application  for  the  purpose  of  locus  standi  I 
think  it  is  used  in  the  sense  contended  for  by  the  Chief  Examiner,  and  therefore 
this  appeal  must  be  dismissed. 


20 
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Board  A  Son  v.  Thorn  and  Oameron  Ld.-^Thmn  and  Cameron  Ld.  v. 

Board  A  Son, 


Tn  the  OotTRT  OP  Session  in  Scotland. 

Inner  House.— -First  Division. 

Be/ore  The  Lord  President  (Dunedin),  and  Lords  McLaren, 
EiNNEAR,  and  Pearson. 

5       May  12th,  1906 ;  February  28th,  March  1st,  5th,  6th,  7th  and  8th,  and 

July  18th,  1907. 

BooRD  &  Son  v.  Thom  and  Cameron  Ld.-— Thom  and  Cameron  Ld.  v. 

Boord  &  Son. 

Trade  Mark.—**  Gat  and  Barrel "  mark  for  "  Old  Tom  "  gin.— Action  of 
10  declarator  and  interdict  for  infringements — Counter  action  of  declarator  and 
reduction  of  Trade  Mark. — Honest  concurrent  user. — Device  common  to  the 
trade. — Procedure. — Rectification  of  the  Register  must  he  craved. — Onv^  of 
proof. — Common  user  must  he  S7ihstantial. — Reduction  refused. — Interdict 
granted. — Similarity  of  infringing  devices. 

15  Before  1850  "  Old  Tom  "  was  a  name  of  unknown  origin  used  by  the  public  for 
gin.  A  bout  1849  t?ie  predecessors  in  business  of  B.  and  S.  adopted  a  cat  and  barrel 
device  for  their  gin^  and  from  that  time  onward  did  as  before  a  large  trade  in 
England  and  abroad.  They  registered  their  mark  in  1879  for  fermented  liquors 
andspirits^namely  wine^whisky^andliqu^urs^andin  1904  they  registered  similar 

20  marks  for  dry  gin,  cordial "  Old  Tom^^  bottled  cordials  {alcoholic)y  *'  Old  Tom^"*  Ac* 
For  gin  they  had  used  tJie  device  registered  in  1879  since  abotit  1860^  and  from 
time  to  time  they  procured  other  traders  to  desist  from  using  cat  and  barrel 
devices.  There  was  evidence  to  show  that  (especially  in  the  "  waWw"  markets 
abroad)  B.  and  S.^s  gin  had  become  known  as  "  Cat  and  Barrel "  brand. 

25  From  1848  T.  and  C.  or  their  predecessors  carried  on  a  similar  business  at 
home  and  abroad.  There  was  evidence  that  before  1879  they  and  other  firms  in 
Glasgow  and  Dublin  had  used  devices  representing  a  ccU  and  barrel  in  various 
positions  and  with  various  lettering  cts  marks  for  gin^  but  their  use  of  such 
marks  tvas  small.    B.  and  S.  raised  an  action  against  T.  and  C.for  infringe- 

3Q  ment  of  their  Trade  Mark.    T.  and  C.  raised  a  counter  action  ctgainst  B.  and  S. 

for  declarator  that  the  device  of  cat  and  barrel  was  common  to  the  trade  long 

prior  to  registration  by  B.  and  S.^  and  that  the  mark  of  B.  and  S  should  be 

expunged  from  the  Register.    Held,  by  the  Lord  Ordinary,  tfiat  B.  and  S.  had  no 

3  M 
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exclusive  right  to  the  device  of  a  Cat  or  of  a  Cat  and  Barrel  in  connection  with 
"  Old  Tom  "  gin^  hut  that  T,  and  C,  were  entitled  to  use  the  same.  T,  and  O. 
were  assoilzied  in  the  first  action  with  expenses^  and  held  entitled  to  eappensea 
in  the  second  action,    B,  and  S.  reclaimed. 

Held,  by  the  First  Division  of  the  Court  of  Session,  tJiat  where  in  an 
action  of  infringement  of  Tirade  Mark  the  defence  of  common  user  is  taken^  it 


is  necessary  to  crave  that  the  mark  of  the  Complainer  in  the  action  of  infringe- 
ment  be  removed  from  the  Register;  that  where  the  defence  of  concurrent  user 
by  the  Respondent  is  taken^  it  is  necessary  to  crave  that  the  mark  of  the 
Respondent  in  the  action  of  infringement  he  put  on  the  Register;  and  that  10 
T.  and  C.  had  not  properly  raised  the  defence  of  concurrent  u^ser  in  the  present 
case. 

Dewar  v.  Dewar  (77  R.P.C.  841];  2  F.  249)  commented  on. 
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Held,  that  when  a  Trade  Mark  has  been  registered  and  has  remained  many 
years  on  the  Register  there  is  an  onus  on  a  person  alleging  common  user  to 
prove  that  it  should  not  have  been  pxit  on  the  Register,  which  onus  is  not 
discharged  by  proving  that  tJiere  has  been  occasional  use  of  the  mark  by  others 


Z^^ 


5  prior  to  its  registration,  unless  it  is  proved  that  there  has  been  sufficient  trade 

under  the  mark  to  associcUe  the  goods  of  others  therewith ;  and  that,  regarding 

the  evidence  as  a  jury  would,  siu)h  trade  had  not  been  proved  in  the  present  case. 

Observations  on  the  nature  of  the  right  to  a  Trade  Mark. 

Held  that  designs  representing  a  cat  and  ban^el,  though  not  closely  resembling 

10  the  cat  and  barrel  in  B,  and  S,'s  registered  Trade  Mark  were,  in  view  of  the 

evidence  associating  the^^CatandBarreV^  unth  B.  and  S.'s  goods,  infringements 

of  their  mark. 

3  M  2 
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These  were  counter  actions  relating  to  the  right  to  use  for  sweetened  gin 
labels  containing  prominently  representations  of  a  cat  and  barrel.  Boord  A  Son 
were  the  registered  proprietors  of  Trade  Mark  No.  20,505,  registered  as  an  old 
mark  in  1879  in  Class  43  for  fermented  liquors  and  spirits,  namely,  wine, 
whisky,  and  liqueurs.  The  mark  as  registered  is  represented  on  page  698. 
R  In  1881,  by  Order  of  Court,  "  Swaine,  Boord  A  UoJ*^  was  removed  from  the 
Mark,  and  a  note  added  to  the  registration  that  the  natne  of  the  firm  or  person  for 


/i 


Z^' 


^^; 


L^OM<c  CAMIROHS 


cream^ 


m,,^^^ 


OLD    TOM 


O  I  t^ 


•UPUUOII 

OLD  TOM  GIN 

THOM  &  CAMERON (Limiee) I 

GLASGOW  &   LONDON. 


the  time  being  entitled  to  the  Mark  might  be  inserted  in  the  blank  space.  This 
Trade  Mark  was  used  by  Boord  A  Son  as  a  label,  with  their  name  inserted  in 
the  blank  space.  The  label  used  was  about  5  in.  by  3  in.  The  ground  was  10 
white,  edged  by  an  ornamented  pattern  in  red  between  gilt  lines,  except  at  the 
comers  where  there  was  also  blue  colour.  "  Boord  &  Son  "  and  "  London  "  was 
in  white  on  red  with  a  gilt  surround.    "  Cordial  Old  Tom  '*  was  white  on  gilt 
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V. 


within  a  blue  circle.  The  barrel  was  gilt  with  red  hoops  and  rested  on  an 
ornamental  device  on  the  top  of  the  circular  device,  and  bore  a  grey  cat  with 
gilt  collar  and  dexter  paw  uplifted.  A  representation  of  this  label  will  be  found 
on  page  699. 

l^hom  and  Gameron  Li.  used  regularly  on  quart  bottles  the  label  represented 
on  page  700  (No.  33  of  process),  which  was  not  registered.  The  label  was  about 
5  in.  by  3  in.  The  ground  was  white  edged  by  blue  and  gilt  between  thin  black 
lines.  Thejbarrel,  brown  withfgilt  hoops,  rested  on  a  ground  shaded  blue-black. 
"  Cream  Old  Tom  "  and  "  T.  &  C."  were  white,  one  anchoi-|  red  and[  the  other 


No.  39  of  Process. 


10  dark ;  and  "  Thom  &  Cameron's,"  "  Trade  Mark,"  and  "  Gin  "  were  all  gilt. 
"  Superior  "  was  red  and  shaded  gilt ;  "  Thom  and  Cameron  (Limited),  Glasgow 
"  &  London  "  was  red  ;  and  "  Old  Tom  Gin  "  was  black  with  a  double  shading 
of  gilt  and  blue.  The  cat  was  grey,  with  a  gilt  collar,  and  the  bottle  and 
glass  a  very  light  blue.     Tliom  and  Cameron  also   used  three  other  labeld, 

15  containing  representations  of  a  cat  and  a  barrel, — (first)  No.  39  of  process, 
representing  a  cat  sitting  on  the  top  of  a  barrel  as  in  No.  33,  but  with  its 
head  turned  towards  the  spectator  and  without  the  bottle  and  glass.  The 
whole  was  within  a  circular  surround,  which  cut  off  all  but  a  small  portion 
of  the  upper  part  of  the  barrel.    The  label  was  nearly  Kquare  in  shape,  the  rest 
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of  it  being  occupied  by  ornament  and  scrolls  of  lettering  ;  (second)  No.  21  of 
Process,  where  the  cat  is  sitting  on  a  barrel  placed  on  its  bilge.  Both  these  were 
old  labels  used  by  the  predecessors  of  Thom  and  Cameron  in  trade  ;  TTumi  and 
Cameron  explained  that  they  had  been  long  out  of  use  ;  (third)  No.  18  of 
Process,  where  a  cat  is  standing  on  a  barrel  placed  on  its  bilge  above  two  other . 
barrels  also  on  their  bilge.    This  label  was  only  used  on  gin  sold  in  Valparaiso 


No.  21  of  Process. 

by  TTetr,  Scott  <t  Co.  The  gin  was  procured  by  them  from  Thorn  and  Cameron^ 
whose  name  was  on  the  label,  and  who  pasted  the  labels  on  the  bottles  before 
exporting  them  from  Scotland.  Representations  of  these  labels  will  be  found 
on  pages  701,  702,  and  703, 

'Hie  first  action,  commenced  the  1st  of  July  1904,  was  hjBoord  Jk  Son  Ld.^ 
distillers  and  wine  and  spirit  merchants  as  Pursuers  against  Tfwm  and  Cameron 
Ld,^  whisky  merchants  and  blenders,  Cheapside  Street,  Glasgow ;  and  alflo 
against  the  now  dissolved  firm   of    Thom  and  Cameron^  which  carried  on 


10 
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businesB  at  Cheapside  Street,  aforesaid  ;  and  also  against  Robert  Thom^  John 
Came7^onj  and  Robert  Wilson  Thorny  the  sole  partners  of  the  said  now  dissolved 
firm  of  TJiom  and  Cameron^  as  such  partners  and  as  individuals. 

The  Pncsners  asked  (first)  for  declarator  that  they  were  the  sole  proprietors 
of  the  Trade  Mark  registered  by  Thomas  William  Boord^  then  trading  as 
Stvainey  Boord  A  Co,,  their  predeees&or  in  business,  being  Trade  Mark  number 
20,505  registered   in   Class  43  for  fermented  liquors  and   spirits,  including 


No.  18  of  Process. 

liqueurs,  on  the  8th  of  April  1879  as  having  been  used  for  twenty-five  years 
before  that  date ;  and  of  the  Trade  Mark  registered  by  them,  being  Trade 
10  Mark  number  257,763  registered  in  said  class  for  gin  on  the  7th  of  June  1904  as 
having  been  used  since  upwards  of  twelve  years  before  the  13th  of  August 
1875 ;  and  of  the  Trade  Mark  also  registered  by  them,  being  Trade  Mark 
number  257,764  registered  in  said  Class  for  gin  on  the  7th  of  June  1904  as 
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having  been   UBed  since  upwards  of  twenty-five   years  before  the  ISth.  of 
August  1875  ;  and  of  the  Trade  Mark  registered  by  them  being  Trade  Mark 
number  263,113  registered  in  said  Class  in  respect  of  bottled  cordials  (alcoholic), 
"  Old  Tom  "  and  dry  gin,  juniper  cordial  (alcoholic),  orange  bitters  (alcoholic),    , 
ginger  brandy  and  whisky  on  the  29th  of  April   1904  as  having  been  used    5 
since  at  least  one  year  before  the  13th  of  August   1875 ;  and  (second)  tbat 
Thorn  arid  Gam^eron  Ld.,  and  their  agents,  or  others  acting  for  them,  or  for 
whom  they  are  responsible,  should  be  interdicted  from  in  any  way  infringing 
Boord  A  Son's  said  Trade  Marks,  and  from  infringing  their  sole  and  exclusiT'e 
right  to  use  the  same,  and  from  trading  on  and   obtaining  the  benefit   of   10 
their  established  trade  reputation  ;   and,  without  prejudice  to  the  foregoing 
generality,  that  T?iom  and  Cameron  Ld.  should  be  interdicted  from  issuincTf 
selling  or  using  as  labels  or  as  advertisements  or  otherwise,  designs  which, 
infringed  Boord  A  Son's  said  registered  Trade  Marks  or  which  were  colourable 
imitations  of  the  same,  or  which  traded  on  and  obtained  the  benefit  of  their   15 
established  trade  reputation,  and  in  particular  from  issuing,  selling  or  using' 
in  labels,  advertisements  or  otherwise  the  designs  referred  to  in  Article  VI. 
of   the   Condescendence   thereunto  annexed,  or  any   similar  design   which 
infringed  Boord  A  Son's  said  Trade  Marks,  or  which  traded  on  and  obtained 
the  benefit  of  their  established  trade  reputation,  or  was  in  colourable  imita-   20 
tion  of  the    same ;   and   (third)   that   Thorn  and  Cameron  Ld.   should   be 
interdicted  from  selling,  offering  for  sale,  passing  off,  or  attempting  io  pass 
off,  or  enabling  others  to  pass  off  "  Old  Tom  "  gin,  unsweetened  gin,  or  any 
spirits,  wines,  cordials,  bitters,  liqueurs,  or  other  articles  of  a  similar  nature, 
not  of  the  Pursuers*  merchandise  or  manufacture,  as  and  for  the  goods  and  S5 
merchandise  of  Boord  A  Son  in  any  way  whatsoever,  and  in  particular  by 
using  the  words  "  Cat  and  Barrel "  in  connection  with  the  representation  of 
a  cat  and   barrel  or  otherwise,  or  by  using  the  representation   of  a  cat  and 
barrel,  or  any  words  or  a  word,  signs  or  a  sign,  figures  or  a  figure,  devices 
or  a  device,  which  were  calculated  to  enable   Thom  and  Cameron's  gins  or  30 
other  fermented  liquors  or  liqueurs,  or  goods  of  theirs  to  be  passed  off  as  or 
for  the  goods  of  Boord  A  Son  ;  and  that  Thom  and  Cameron  Ld.  should  be 
ordained  to  give  up  all  labels,  Ac,  infringing  Boord  A  Son's  Trade  Marks  and 
to  pay  the  expenses  of  the  action.  I 

The  Pursuers   stated  : — Messrs.  Boord  A  Son   and    their   predecessors   in  35  | 

business  have  carried  on  the  business  of  wine  and  spirit  merchants,  distillerSi  | 

manufacturers   and  sellers   of    fermented   liquors,  spirits    and    liqueurs   for  1 

upwards  of  one  hundred   and   fifty  years.    fVom   1850,  or  before  that  date,  I 

down  to  the  1st  of  July  1859  the  business  was  carried  on  by  the  now  deceased  1 

Joseph  Boord,  J.P.,  under  the    firm    name    of   Swaine,  Boord  A  Co.^  the  40  ' 

name  of  an  earlier  firm.    The  business  was  on  the  1st  July  1859  assigned  ' 

to  the  said  Joseph  Boord,  Sir  Thomxis  William  Boord^  Bart,  (then  Thomas 
William  Boord\  and  Edward  Lonsdale  Beckwith,  and  by  them  carried  on  ' 

in  co-partnership  till  30th  of  June  1866.  On  this  date  the  business  was 
assigned  to  the  said  Joseph  Boord  and  Sir  T.  W.  Boord,  and  was  by  them  45 
carried  on  till  the  14th  of  December  1875,  when  Joseph  Boord  died,  and  the 
business  passed  to  Sir  T.  W.  Boord,  who  carried  it  on  till  the  1st  of  January 
1888.  On  this  date  the  business  was  assigned 'to  the  Messrs.  Boord  A  Son,  who 
are  a  Joint  Stock  Company  registered  under  the  Companies  Acts,  1862  to  1886, 
with  unlimited   liability,  and  who   have  carried  on  the  business  ever  since.  50  i 

Messrs.  Boord  A  Son  and  all  their  predecessors  in  business  above  named  have 
for  a  great  number  of  years  manufactured,  sold  and  advertised  for  sale  gin  and 
liqueurs,  as  well  as  other  fermented  liquors  and  spirits,  and  have  acquired  a  ' 

great  reputation  for  the  same  respectively.    "Since  at  least  the  year  1854" 
"  they  have  so  manufactured,  sold   and  advertised   gin,  liquors,  and  spirits,  55 
"  under  or  in  connection  with  a  certain  label  or  Trade   Mark,  whereof  the  | 
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^^  important  and  essential  feature  is  the  representation  thereon  of  a  cat  and  of 
''  a  barrel.  Since  at  least  the  year  1854  their  goods  have  been  well  known  and 
**  identified  in  the  market  under  and  by  means  of  said  label  or  Trade  Mark." 
The  Pursuers  stated  that  they  were  the  registered  proprietors  of  the  said  Trade 
5  Marks  Nos.  20,505,  257,763  and  257,764  and  No.  263,113. 

In  reply  to  these  Messrs.  Thorn  and  Cameron  set  forth  that  they  and  their 
predecessors  *'  have  since  at  least  1850  used  in  connection  with  their  business, 
''  and  particularly  in  selling  gin,  labels  which  bore  as  a  distinctive  feature  the 
"  representation  of  a  cat  and  a  barrel."    They  also  said  that  they  and  their 

10  predecessors  were  not  aware  until  about  eighteen  months  ago  that  the  Pursuers 
used  labels  in  connection  with  their  business  upon  which  there  was  a  repre- 
sentation of  a  cat  and  a  barrel.  '*  The  said  representations  upon  the  labels  of 
"  the  Pursuers  and  Defenders  respectively  are  not  similar  in  appearance,  and 
"  would  not  in  any  event  constitute  an  infringement  of  Trade  Mark  upon  the 

15  '*  part  either  of  Pursuers  or  of  Defenders." 

Boord  &  Son  claimed  that  "the  fermented  liquors,  spirits  and  liqueurs, 
"  including  giji,  sloe  gin,  and  other  goods  of  Boord  A  Soh*s  manufacture  and 
"  sale,  have  for  about  fifty  years  been  known  to  purchasers  and  intending 
"  purchasers  as  the  *  Cat  and  Barrel '  brand  of  fermented  liquors,  spirits  and 

20  *^  liqueurs,  including  gin  and  sloe  gin,  and  any  such  goods  or  merchandise 
"  advertised  or  sold  under  or  in  connection  with  the  said  Trade  Mark  or  label, 
"  or  as  or  of  the  *  Cat  and  Barrel '  brand,  have  been  known  to,  and  have  been 
"  and  are  identified  by  traders  and  the  public  as  goods  of  Boord  A  Son^s  manu- 
"  facture  or  merchandise.    The  words  *  Cat  and  Barrel '  brand  are  commonly 

25   "  used  to  indicate  Boord  A  Son's  goods,  and  in  the  market  these  goods  only  are 

"  known  by  that  name.    Boord  A  Son  have  carried  on  their  trade  in  connection 

"  with  their  said  Trade  Mark  in  England,  Scotland  and  Ireland,  and  in  the 

"  Colonies  and  abroad." 

In  or  about  the  month  of  August  1902  Messrs.  Boord  A  Son  discovered  that 

30  Charles  Albert  Huddart,  a  wine  merchant  carrying  on  business  at  No.  40 
Great  Tower  Street,  London,  was  selling  and  advertising  for  sale  sloe  gin,  a 
liqueur  not  of  the  Pursuers'  manufacture  or  merchandise,  under  or  in  connection 
with  an  alleged  Trade  Mark  or  label  bearing  a  representation  of  a  cat  and  a 
barrel,  with  the  words  "  Cat  Brand  "  in  prominent  letters  under  or  otherwise 

35  in  connection  with  the  said  representation.  This  mark  consisted  of  the  picture 
of  a  cat  looking  out  of  the  top  of  a  barrel  set  on  end.  They  accordingly  took 
proceedings  in  the  Chancery  Division  of  the  High  Court  of  Justice  in  London 
against  Huddarly  and  claimed  an  injunction  to  restrain  him  from  infringing 
their  Trade   Mark  and   from  selling  goods    not  manufactured    by  them  in 

40  connection  with  their  Trade  Mark,  and  from  using  the  representation  of  a 
cat  and  barrel,  or  other  words  or  signs  calculated  to  deceive  the  public  into  the 
belief  that  they  were  purchasing  the  sloe  gin  manufactured  by  the  Pursuers. 
On  the  21st  of  December  1903  Mr.  Justice  Swinfen  Eady  pronounced  judgment 
in  the  action,  granting  to  the  Pursuers  the  injunction  prayed  for.    The  action 

45  of  Boord  A  Son  v.  Huddart  is  reported  in  21  R.P.C.  149. 

The  pleadings  for  Boord  A  Son  proceeded  as  follows : — "  (Condescendence  VI. ) 
<'  During  the  dependence  of  said  action  Boord  A  Son  for  the  first  time  ascertained 
^  that  Thorn  and  Cameron  Ld.  were,  and  are,  using  a  variety  of  labels  in  connec- 
*^  tion  with  their  business  which  infringe  the  former's  said  label  and  Trade  Marks. 

50  "  Amongst  those  labels  are  the  following  : — (1)  A  label  with  a  barrel  lying  on  its 
**  side,  with  a  cat  sitting  on  it,  and  having  printed  thereon  Superior  Old  TomOin, 
"  manufactured  by  2%om  and  Came^vn^  Glasgow  ;  (2)  a  label  with  a  barrel  in  an 
<*  upright  position,  and  the  cat  on  the  top  thereof,  with  a  bottle  and  a  glass,  and 
"  having  printed  thereon  Thorn  and  Cafneron^  Cream  Old  Tom  Gin,  Thom  and 

55  *^  Cameron  Ld.y  Glasgow  and  London  ;  (3)  a  label  with  a  barrel  also  in  an  upright 
<*  position,  and  the  cat  sitting  on  the  top  thereof,  and  having  printed  thereon 
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"  Superior  Old  Tom  Gin,  Old  Tom,  TJ^m  and  Cameron,  Glasgow ;  and  (4)  a 
*'  label  with  two  barrels  close  together,  laid  on  their  side,  and  a  third  barrel 
**  on  its  side  put  on  the  top  of  them,  with  a  cat  on  the  top  of  it."  These  labels 
Boord  &  Son  averred  were  colourable  imitations  of  their  registered  Trade  Mark. 
Since  about  1850  Boord  &  Son  have  built  up  a  considerable  export  trade  in  gin  5 
with  the  result  that  in  many  countries  there  has  been  established  a  demand  for 
their  goods  under  the  ''  Cat  and  Barrel  **  label  and  under  the^name  of  '^Cat  and 
**  Barrel  Brand."  Thereafter,  they  complained,  TTiom  and  Cameron  began 
unknown  to  them  to  sell  gin  for  export  to  many  places  to  which  Boord  Jt  Son 
had  introduced  their  gin,  and  in  particular  to  Valparaiso,  Penang,  Hongkong,  10 
Shanghai,  and  Singapore,  and  to  many  countries  abroad  with  a  "  Cat  and  Barrel  *' 
label  and  with  a  view  to  trading  on  the  established  reputation  of  Boord  A  San. 
The  latter  have  called  on  them  to  undertake  not  to  make  any  further  use  of  the 
said  labels,  but  they  have  refused.  Thorn  and  Cameron  Ld.  have  a  registered 
Trade  Mark,  consisting  of  a  device  of  two  crossed  anchors,  and  they  have  15 
registered  several  other  marks  and  labels  for  particular  goods. 

Thom  and  Cameron  replied  to  these  averments  as  follows  : — "  Denied. 
^*  Explained  that  the  label  second  above  mentioned  is  the  only  label  at  present 
"  used  by  Thom  and  Cameron  Ld,  in  connection  with  their  business.  Thom 
*^  and  Cameron  Ld.  have  never  used  the  labels  first  and  third  above  mentioned,  80 
"  nor  have  they  any  intention  of  using  them.  These  labels  moreover  were  not 
*^  used  by  the  dissolved  firm  or  other  Defenders  in  connection  with  their  business 
*^  since  1875.  The  label  fourth  above  mentioned  has  not  been  used  since 
"  upwards  of  ten  years  ago,  and  it  was  only  used  in  connection  with  sales  to  a 
"  particular  customer.  Thoin  and  Cameron  Ld.  have  no  intention  of  resuming  25 
"  the  use  of  said  label.  Further,  the  label  second  above  mentioned  now  in  use 
'^  by  the  Defenders  is  and  has  all  along  been  used  in  connection  with  the  sale 
"  of  gin  only." 

Boord  A  Son  pleaded  : — (1)  The  Pursuers,  being  proprietors  of  the  said  Trade 
Marks,  and  having  an  established  trade  reputation  for  their  goods  under  the  30 
term  ^^  Cat  and  Barrel ''  brand,  are  entitled  to  the  sole  and  exclusive  use  of  the 
same,  and  to  prevent  any  other  person,  firm  or  company  selling  their  goods  upon 
such  established  trade  reputation.  (2)  The  Defenders  having  infringed  the 
Pursuers'  said  Trade  Marks  and  exclusive  right  to  use  the  same,  the  Pursuers  are 
entitled  to  interdict  as  concluded  for.  (3)  The  Defenders,  having  colourably  35 
imitated  the  Pursuers'  said  Trade  Marks,  should  be  interdicted,  prohibited  and 
discharged  in  terms  of  the  conclusions  of  the  Summons,  and  the  Pursuers  are  en- 
titled to  have  the  infringing  labels  and  other  devices  delivered  to  them  as  craved. 

Thom  and  Cameron  Ld.,  on  the  other  hand,  pleaded  :— (1)  The  statements  of 
the  Pursuers  being  irrelevant,  the  action  should  be  dismissed.  (2)  The  Pursuers  40 
not  having  an  exclusive  right  to  the  "  Cat  and  Barrel "  brand,  decree  of  absolvitor 
should  be  pronounced.  (3)  In  respect  that  the  Defenders  have  not  infringed 
the  Pursuers'  Trade  Marks,  they  should  be  assoilzied.  (4)  The  whole  material 
statements  of  the  Pursuers  being  unfounded  in  fact,  the  Defenders  should 
be  assoilzied.  45 

On  the  17th  of  February  1905  the  Lord  Ordinary  ordered  this  action  to  be  sent 
to  the  adjustment  roll  and  after  a  continuation  of  the  21st  of  February  the  record 
was  closed  on  the  28th  of  that  month,  and  a  proof  was  allowed  on  a  day  to  be 
afterwards  fixed.  On  the  4th  of  November  Proof  was  appointed  for  the  27th 
of  February  1906.  50 

Meanwhile,  on  the  17th  of  July  1905,  a  counter  action  had  been  raised  by 
Thom  and  Cameron  Ld.  against  Boord  A  Son.  This  action  first  appeared  on  the 
adjustment  roll  on  the  21st  of  October  1905  and  on  the  4th  of  November  Proof 
was  allowed  in  it  for  the  said  date  of  the  27th  of  February.  This  was  an  action 
attacking  the  validity  of  the  four  Trade  Marks  already  referred  to  as  founded  55 
on  by  Boord  A  Son,  viz. :— No.  20,505  in  Glass  43  of  8th  of  AprU  1879 ; 


-    I 
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Nos.  257,763,  257,764,  and  263,113,  all  of  Class  43.  All  these  are  identical  with 
Boord  Jk  Son's  already  figured  except  in  the  name  of  the  goods,  and  in  the  case 
of  the  first  of  them,  except  in  the  firm  name.  At  the  Proof,  howeyer,  no  attack 
was  made  on  the  registration  as  regarded  other  liquors  than  "  Old  Tom  "  gin. 
5  In  form  the  action  was  one  of  declarator  and  reduction.  Declarator  was  asked 
alternatively  (primo)  that  the  marks  had  been  entered  on  the  Register  without 
sufficient  cause  and  should  be  expunged  therefrom  ;  or  (secondo)  that  the  marks 
were  incapable  of  registration,  and  the  entry  thereof  was  invalid  and  shoald 
be  expunged  ;  or  (tertio)  "  that  the  Defenders  Boord  A  Son  have  no  exclusive 

10  "  right  to  use  the  sign,  figure  or  device  of  a  cat,  or  of  a  cat  and  barrel  on  labels, 
•*  advertisements,  or  otherwise,  in  connection  with  the  sale  of  *  Old  Tom '  gin, 
**  unsweetened  gin,  or  spirits,  wines,  cordials,  bitters,  liqueurs,  or  other  articles 
^'  of  a  similar  nature,  and  that  the  said  Pursuers  are  entitled  to  use  the  said  sign, 
**  figure,  or  device  on  labels,  advertisements  or  otherwise,  in  connection  with 

15  "  the  sale  of  *  Old  Tom'  gin  or  any  of  the  liquors  before  mentioned  which  is 
^'  not  made  or  manufactured  by  or  on  behalf  of  the  said  Defenders,  and  to 
"  sell,  offer  for  sale,  and  advertise  '  Old  Tom '  gin,  or  any  of  the  liquors  before 
"  mentioned,  made  or  manufactured  by  or  on  behalf  of  the  said  Pursuers  under 
"  the  said  sign,  figure,  or  device,  by  label,  advertisement,  or  otherwise." 

20  After  describing  the  Trade  Marks  sought  to  be  reduced  (vide  aupra)  Thorn 
and  Cameron  Ld.  averred  :— "  An  essential  and  important  feature  of  the  whole 
**  of  the  said  Trade  Marks  is  the  representation  of  a  cat,  or  of  a  cat  and  a  barrel. 
"  Registration  of  the  Trade  Mark  (No.  20,505)  first  above  mentioned,  was  granted 
**  on  a  statutory  declaration  emitted  by  the  said  Sir  Thomas  William  Boord,  on 

25  '*  or  about  the  8th  of  Apri]  1879,  as  relative  to  his  said  application,  wherein  he 
**  declared,  inter  alia,  that  the  said  Trade  Mark  had  been  used  by  himself  and 
**  his  predecessors  in  respect  of  fermented  liquors  and  spirits,  viz. — wine, 
**  whisky,  liqueurs,  for  twenty-five  years.  In  point  of  fact,  said  statement  was 
'*  not  true,  the  said  Trade  Mark  not  having  been  used  at  all  prior  to  1879  in 

30  **  respect  of  wines  or  liqueurs,  and  only  for  a  few  years,  if  at  all,  in  respect  of 
**  whisky.  Further,  the  whole  of  said  Trade  Marks  were  incapable  of  regis- 
**  tration  by  the  eaid  Sir  Thomas  William  Boord  and  the  Defenders  respectively, 
*^  in  respect  that  the  device  of  a  cat,  or  otherwise  of  a  cat  and  a  barrel,  were  in 
'*  common  use  prior  to  the  respective  dates  of  registration,  and  were  common  to 

35  **  the  trade,  and  were  not  disclaimed  in  the  respective  applications  for  registration. 
**  In  particular,  prior  to  the  registration  of  any  of  the  Defenders'  Trade  Marks,  and 
"  also  (except  as  regards  Richard  Rolinson^  and  Melrose^  Drover  Jk  Co.  after 
**  mentioned),  prior  to  the  13th  of  August  1875  (the  date  of  the  passing  of  the 
"  Trade  Marks  Registration  Act  1875),  the  following  persons  or  firms  were  using 

40  "  labels  or  Trade  Marks  in  connection  with  the  sale  of  gin  and  other  liquors 
"  whereon  the  figure  of  a  cat  appeared,  viz. :— (1)  VaugJum,  Jones  Jk  Co.^ 
"  London  ;  (2)  Lemon,  Hart  Jk  Co.,  London ;  (3)  Kinahans  A  Co,^  20  Great 
**  Tichfield  Street,  Oxford  Street,  London ;  and  (4)  Edwtn  and  John  Burke, 
**  Bachelor's  Walk,  Dublin ;  and  the  following  persons  or  firms  were  using  labels 
**  or  Trade  Marks  in  connection  with  the  sale  of  gin  and  other  liquors  whereon 
**  the  figures  of  a  cat  and  barrel  appeared,  viz. :— (1)  Barnard  A  Co.,  Leith  ;  (2) 
"  James  Mackenzie  A  Co.,  Stockwell,  Glasgow ;  (3)  B.  H.  Thomson  A  Co., 
"  Leith ;  (4)  Simkins  A  Co.,  Printers,  70^  Strand,  London ;  (5)  Symington, 
"  Rogers  A  Co.,  St.  Vincent  Street,  Glasgow  ;  (6)  A.  Q.  Scott  A  Co.,  St  Vincent 

50  **  Street,  Glasgow  ;  (7)  Richard  RoUinson,  Netherton,  Dudley,  Worcestershire ; 
"  (8)  Stewart,  Pott  A  Co.,  45  Miller  Street,  Glasgow ;  (9J)  WiUiam  Barker  A 
**  Son,  48  Bishopsgate  Street  Without,  London ;  (10)  Melrose,  Drover  A  Co. 
"  Leith  (the  label  used  by  the  Defendants  in  the  case  of  Boord  v.  Huddart)  ; 
**  (11)  Swaine,  Boord  A  Co.,  distillers,  Bartholomew  Close,  London,  the  Defenders' 

55  "  predecessors  in  business ;  and  (12)  Thorn  and  Cameron,  whisky  merchants 
**  and  blendersi  Olasgowi  the  Pursuers'  predecessors  in  business." 
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In  reply  Boord  A  Son  denied  that  the  device  of  a  cat  and  barrel  was  in 
common  use  prior  to  its  first  registration  by  them  in  1879,  or  that  it  was  either 
then  or  ever  had  been  common  to  the  trade.  They  also  denied  the  other  state- 
ments of  Thorn  and  Cameron,  and  set  forth  their  own  claim  to  the  "  Cat  and 
*•  Barrel "  mark  in  terms  similar  to  those  of  the  former  action.  They  referred  to  5 
the  case  of  Boord  v.  Huddart,  and  stated  that  they  had  obtained  undertakings 
and  stopped  infringements  and  trespasses  whenever  they  were  brought  to 
their  notice. 

Evidence  was  led  in  these  actions  on  the  27th  and  28th  of  February  and  the 
1st,  2nd,  and  16th  of  March.  Several  witnesses  were  also  examined  on  com-  10 
mission.  As  the  onus  of  proving  the  invalidity  of  Boord  A  Son^s  mark  lay  on 
Thorn  and  Cameron  Ld.  the  latter  were  directed  to  lead  in  the  Proof,  and  they 
are  referred  to  in  the  Lord  Ordinary's  judgment  as  Pursuers,  Boord  A  Son  being 
mentioned  as  Defenders.    Proof  in  the  two  cases  was  taken  together. 

In  the  course  of  the  Proof  more  than  a  hundred  witnesses  gave  evidence.  15 
These  included  (for  Thorn  ami  Cameron  Ld.)  Robert  l^hom,  formerly  a  partner 
of  the  firm,  and  Mrs.  Jessie  Thorn,  his  wife,  and  John  Cameron,  formerly  a 
partner  of  the  firm,  who  spoke  as  to  the  business  history  of  the  firm  from 
its  foundation  in  1848  and  as  to  the  labels  in  use  for  gin,  William  Inchy 
an  ex-manager  of  the  firm,  and  connected  with  them  from  1873,  and  other  20 
former  employees  gave  evidence.  Peter  Macdonald,  formerly  of  Peter  Mac- 
donald  A  Co.,  wine  merchants,  Glasgow  ;  J.  T.  Stewart  and  Andrew  Falconer, 
partners  of  Stewart,  Pott  A  Co.,  wine  merchants,  45  Miller  Street,  Glasgow ; 
J.  S.  Wynd,  managing  director  of  Wright  arid  Oreig,  distillers,  Glasgow  ; 
T.  W,  Oillespie,  of  R.  H.  Thomson  A  Co.,  distillers,  Leith ;  Henry  Hughes,  of  25 
Robert  Blake  A  Co.,  grocers,  Dublin,  and  others  gave  evidence  as  to  the  use  of 
labels  representing  a  cat  and  barrel  by  other  firms.  The  Hon.  Jacob  de  Jonge, 
Member  of  the  Governors'  Executive  Council,  Demerara,  and  others  spoke  as  to 
trade  abroad,  and  Robert  Steven,  lithographer,  Glasgow,  as  to  the  designing  of 
certain  of  the  labels  referred  to  in  the  case.  30 

For  Boord  A  Son,  Sir  Thomas  William  Boord  and  W.  A.  Boord,  partners 
of  the  firm,  and  several  of  their  employees  gave  evidence  as  to  the  history 
of  the  firm  and  of  its  labels;  Douglas  Burnett,  a  partner  of  Sir  Robert 
Burnett  A  Co.,  Vauxhall  Distillery,  London ;  E.  J.  Turner,  a  partner  of 
J.  Turner  A  Co.,  wine  merchants,  Mark  Lane,  London  ;  Charles  Oldham,  of  35 
Orierson,  Oldham  A  Co.  Ld.,  wine  merchants,  Waterloo  Bridge,  London ; 
Charles  Blundel,  of  Charles  Blundel  A  Co.,  wine  merchants,  London  ;  James 
Webster,  of  Manuel  and  Webster,  wine  merchants,  Glasgow ;  Andrew  Hooper, 
of  Andrew  Hooper  A  Co.,  wine  merchants,  Madras  ;  William  Bodle,  of  Brooks, 
Bodle  A  Co.,  wine  merchants.  Mincing  Lane,  London,  and  others  gave  evidence  40 
as  to  the  association  of  the  mark  representing  a  cat  and  barrel  with  the  goods 
of  Boord  A  Son. 

The  evidence  related  entirely  to  the  use  of  labels  or  devices  representing  a 
cat  and  a  barrel  in  connection  with  sweetened  gin.    There  was  no  attempt  to 
prove  that  Thom  and  Cameron  had  been  passing  off  their  gin  as  Boord  A  Son^s.  45 
It  appeared  that  '^  Old  Tom  "  is  a  name  that  has  long  been  applied  to  sweetened 
gin.    It  is   mentioned    in    Dickens'  "Sketches    by  Boz"  and   other  works 
published  many  years  ago.    The  origin  of  the  name  is  uncertain,  but  it  is 
believed  to  have  been  derived  from  one  Thomas  Chamberlain,  a  dealer  in  gin. 
In  popular  fancy  '^  Old  Tom  "  is  associated  with  a  tom  cat,  and  this,  it  was  said,  50 
had  suggested   to  Boord  A  Son  the   representation  of   a  cat  on  the  label. 
The  design  figured  comprising  a  cat  and  barrel  was  first  used  by  them  about 
1849,  and  has  been  in  constant  use  ever  since.    Before  its  registration  in  1 879 
it  was  entered  at  Stationers  Hall  and  at  the  Custom  House.    Boord  A  Son 
have  built  up  a  large  trade  in  gin  both  at  home  and  in  the  colonies,  and  they  55 
brought  evidence  to  show  that  their  gin  is  frequently  referred  to  as  ^'Cat^'. 
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brand  or  "  Cat  and  Barrel "  brand,  though  it  did  not  appear  that  they  them- 
flelves — at  least  till  very  recently — so  cSled  it.  At  various  dates  since  1853, 
^hen  Thorn  and  Cameron  first  began  to  use  a  label  with  a  cat  and  barrel,  such 
devices  had  been  used  by  various  firms,  but  these  firms  did  little  trade  in  gin. 

5  Most  of  them  were  firms  in  Scotland,  where  the  trade  in  gin  is  small.  When 
Boord  A  Son  knew  of  the  use  of  these  devices  they  wrote  to  the  users  requesting 
that  the  use  of  them  should  be  discontinued,  and  they  always  succeeded  in 
stopping  the  use,  except  in  the  case  of  one  Mdlor  of  Liverpool,  who  in  1886 
refused  to  discontinue  the  use  of  his  device.  The  traveller  in  that  district  of 
10  Boord  A  Son  having  died,  the  matter,  so  far  as  Mellor  was  concerned,  was 
dropped.  After  the  case  of  Boord  v.  Huddart,  Boord  A  Son  became  aware  of 
the  use  of  the  device  by  most  of  the  firms  referred  to  in  the  present  action,  and 
wrote  requesting  them  to  cease  such  use.  All  the  firms  so  communicated  with, 
except  Thorn  and  Camerony  dropped  the  device.  In  no  case  was  it  one  of  any 
15   importance  to  those  who  discontinued  it. 

A  brief  description  of  the  various  labels  produced  may  now  be  given  : — 
(1)  Thorn  and  Cameron  Ld. — The  labels  are  described  and  figured  supra. 
A  red  star  may  be  shown  on  the  centre  of  the  barrel  in  No.  33.  (2)  James 
Mackenziey  Sons  A  Co,y  Glasgow. — Two  bajrrels  placed  on  their  bilge,  side  by 
20  side,  and  a  cat  with  an  uplifted  paw  standing  on  the  nearer.  The  words 
"  Old  Tom  "  are  on  and  above  the  barrels  (No.  200  of  process).  (3)  Stewart^ 
Pott  A  Co,y  Glasgow. — A  cat  sitting  on  the  top  of  a  barrel  or  hamper  set 
on  end.  There  is  a  blue  background  with  blue  spaces  between  the  staves 
of  the  barrel.  "Finest  Old  Tom"  is  written  round  it.  (4)  Wright  and 
25  Grreig  Ld.y  Glasgow. — A  cat  sitting  on  the  end  of  a  small  barrel  marked 
■with  an  X.  "Old  Tom  Gin"  written  below.  Also  a  cat  without  a  barrel. 
^5)  B.  H.  Thomson  A  Go.y  Leith. — A  label  similar  to  that  of  James  Mackenzie^ 
^ons  A  Co.  (6)  Bernard  A  Co.y  Leith. — ^A  cat  rubbing  itself  against  a  small 
"barrel  set  on  end  and  marked  "Old  Tom  Gin."    The  design  formed  part  of 

30  a  registered  Trade  Mark,  which  consisted  of  the  above  on  a  small  scale  on  the 
field  of  a  shield  supported  by  griffins  and  having  a  bear  for  crest.  They 
cancelled  their  registration  after  the  decision  in  Boord  v.  HxiddarL  (7) 
Rogers  A  Co.,  Valparaiso. — ^A  label  resembling  Thorn  and  Cameron's  on  gin 
obtained  from  that  firm.    (8)  Rogers,  Symington  A  Co.,  Valparaiso. — A  cat  in 

35  a  crouching  position  on  a  barrel  set  on  end.  "  Old  Tom  "  below  and  on  the 
barrel.  They  also  obtained  their  gin  from  Tlumi  and  Cameron.  (9)  Weir, 
Scott  A  Co.y  Valparaiso,  used  a  "  stock  label " — i.e.y  one  which  is  kept  in  stock 
by  a  printer  with  the  name  in  blank  and  can  be  obtained  printed  over  with  his 
own  name  by  any  trader.    This  label  represented  a  cat  with  uplifted  paw  in 

40  the  same  attitude  as  that  in  Boord  A  Son's  label  standing  on  the  top  of  a  barrel 
on  its  bilge,  which  was  again  supported  by  two  other  barrels  laid  on  their  bilge 
below  it.  They  got  their  gin  from  Thorn  and  Cameron^  who  put  on  the  label. 
(Two  forms  of  this  label  were  numbered  18  and  34  of  process.)  (10)  Robert  Blake 
A  Co.y  of  Dublin,  also  used  the  stock  label.    (11)  Melrose^  Drover  Ld.y  Leith.— A 

45  cat  looking  out  of  the  top  of  an  empty  barrel.  This  was  the  label  in  question  in  the 

case  of  Boord  Y.HiuldartyB,nd  is  figured  in  the  Report  of  that  case.    (12)  James 

Mellor  A  SonSy  Liverpool. — A  cat  sitting  on  the  top  of  a  barrel  placed  on  its  bilge. 

On  the  13th  and  14th  of  March  Counsel  were  heard. 

The  Lord  Ordinary  (Lord  Salvbsbn)  took  time  to  consider  the  case,  and  on 

50  the  27th  of  March  he  pronounced  the  following  interlocutors  : — In  Boord  and 
Son  V.  Thorn  and  Cameron  Ld.  and  Others : — "  The  Lord  Ordinary  having 
considered  "  the  cause,  assoilzies  the  Defenders  {Thorn  and  Cameron)  from  the 
"  conclusion  of  the  action  in  so  far  as  they  relate  to  *  Old  Tom '  gin.  Quoad  ultra 
"  dismisses  the  said  conclusions ;   finds  the  Defenders  entitled  to  expenses ; 

55  "  allows  accounts  thereof  to  be  lodged,  and  remits  the  same  to  the  Auditor  to  tax 
'  and  to  report ;  and  decerns." 
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In  Thorn  and  Cameron  Ld.  v.  Boord  &  Son  :— '*  The  LOBD  Obdinaby,  having 
^*  considered  the  cause,  finds  and  declares  that  the  Defenders  {Boord  Jk  San) 
*^  have  no  exclusive  right  to  use  the  sign,  figure,  or  device  of  a  ^  Cat '  or  of  a 
"  *  Cat  and  Barrel '  on  labels,  advertisements,  or  otherwise  in  connection  with 
"  the  sale  of  *  Old  Tom '  gin,  but  that  the  Pursuers  {Thorn  and  Cameron)  are  3 
'*  entitled  to  use  the  said  sign,  figure,  or  device  on  labels,  advertisements,  or 
"  otherwise  in  connection  with  the  sale  of  *  Old  Tom '  gin  which  is  not  made  or 
'^  manufactured  by  or  on  behalf  of  the  Defenders,  and  to  sell,  offer  for  sale, 
^'  and  advertise  ^  Old  Tom '  gin  made  or  manufactured  by  or  on  behalf  of  the 
"  Pursuers  under  the  said  sign,  figure,  or  device  by  label,  advertisement,  or  10 
**  otherwise  ;  finds  it  unnecessary  to  deal  with  the  other  conclusions  of  the 
'<  action  and  dismisses  the  same ;    finds  the  Pursuers  entitled  to  expenses ; 
**  allows  an  account  thereof  to  be  lodged,  and  remits  the  same  to  the  Auditor 
"  to  tax  and  to  report ;  and  decerns." 

The  Lord  Ordinary's  opinion  will  be  found  reported  23  R.P.C.  521.    The  15 
evidence  is  therein  narrated  and  examined. 

Boord  &  Son  Ld,  reclaimed  to  the  First  Division  of  the  Inner  House.  On  the 
12th  of  May  1906  the  case  was  sent  to  the  Short  Roll,  and  on  the  28th  of  February 
and  March  the  1st,  5th,  6th,  7th,  and  8th,  1907,  Counsel  were  heard. 

The  Counsel  for  Boord  A  Son  were  Scott  Dickson  K.C.,  Johnston  K.C.,  and  20 
Orainger  Stewart  (instructed  by  T.  and  W.  A.  McLaren  S,S,C.).    The  Counsel 
for  the  Respondents  were    the    Solicitor-General    {Ure  K.C.)  and  Murray 
(instructed  by  Cumming  and  Duff  S.S.C.). 

Counsel  for  Boord  A  Son  contended. — The  evidence  clearly  shows  that  we 
invented  the  '*  Cat  and  Barrel "  mark,  that  we  extensively  used  and  advertised  25 
it,  and  that  we  stopped  all  infringements  that  came  to  our  notice.    From  the 
fifties  up  to  the  present  day  the  mark  has  been  identified  by  the  trade  with  our 
gin,  and  under  it  we  have  built  up  an  immense  business.    The  mark  has  become 
vocalised  as  the  *^  Cat  and  Barrel  **  mark,  and  traders  frequently  order  their  gin 
as  the  '^  Cat  and  Barrel  **  gin.    Hence  any  mark  representing  a  cat  and  barrel  30 
is  likely  to  mislead  and  may  be  stopped  by  us.    As  early  as  1856  we  cautioned 
traders  against  infringement.    Up  to  1903  everyone  we  checked  ceased  to  use 
the  mark.    In  that  year  we  obtained  an  injunction  against  Huddart^  who  had 
declined  to  give  up  his  label  {Boord  v.  Huddart  21  R.P.C.  149).    In  Huddarfs 
case  our  right  to  the  "  Cat  and  Barrel "  mark  was  practically  recognised.    In  35 
the  course  of  the  proof  there  we  became  acquainted  for  the  first  time  with  the 
existence  of  Thorn  and  Cameron's  labels,  and  at  once  took  steps  to  interdict 
them.    In  reply  Thorn  and  Cameron  have  put  forward  two  defences,  which  are 
inconsistent  and  indeed  contiudictory — (first)  that  they  {Thom  and  Cameron) 
are  owners  of  a  cat  and  barrel  mark  as  well  as  Boord  A  Son,  and  have  a  right  40 
to  use  it  concurrently  with  the  latter.    This  defence  is,  however,  not  competent 
to  them  unless  they  crave  to  be  put  on  the  Register  of  Trade  Marks,  which  they 
have  not  done  ;  (secondly)  they  argue  that  the  '*  Cat  and  Barrel "  mark  is  common 
to  the  whole  trade  and  that  no  one  can  be  owner  thereof.    Accordingly  they 
ask  that  Boord  A  Son's  mark  should  be  expunged  from  the  Register.    We  do  45 
not  deny  that  this  is  a  competent  crave  in  the  Scottish  Courts  {Deuxir  y.Dewar 
17  R.P.C.  341 ;  2  F.  249).    They  have  brought  no  suflBcient  evidence  in  support 
of  their  second  contention.    While  it  has  been  clearly  proved  by  documentary 
and  other  evidence  that  Boord  A  Son  were  using  their  mark  in  the  early  fifties, 
there  is  no  use  by  Thom  and  Cameron  proved  prior  to  1869  ;  at  least  none  but  50 
verbal  proof  has  been  offered,  which  cannot  be  relied  on  for  dates,  and  is  not 
the  kind  of  evidence  to  be  desiderated  in  cases  of  this  sort  {Meeus*  ApplicaUon 
8  R.P.C.  25).    The  evidence  offered  as  to   users  by  third  parties  is  equally 
trifling.    It  is  therefore  proved  that  Boord  A  Son  acquired  the  property  in  the 
mark.    To  show  that,  after  they  had  done  so,  they  lost  it  by  allowing  common  55 
user  by  another  or  by  the  whole  trade  it  would  be  necessary  to  prove  that  the 
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eommon  user  was  not  frandnlent,  was  substantial,  and  was  within  the  knowledge 
of  Boord  A  Son.  Traders  are  not  easily  held  to  acquiesce  in  allowing  their 
marks  to  became  common  to  another  or  to  the  trade  {Rowland  v.  Michell  13  R.P.C. 
457 ;  14  R.P.C.  37).    On  the  contrary,  it  is  the  duty  of  competitors  to  render  their 

5  marks  distinctive  (John  De  Kuyper  &  Son  v.  W,  and  O.  Baird  Ld.  20  R.P.C.  581). 
That,  apart  from  registration,  a  right  to  a  Trade  Mark  is  property  is  well  settled 
{Kerly  on  Trade  Marks  4  ;  Millington  v.  Fox  3  My.  &  Or.  338  ;  and  EdeUten  v. 
Edelsten  1  De  G.,  J.  &  S.  185).  The  first  user  who  has  acquired  the  property 
can  stop  any  oixe  who  is  using  a  mark  calculated  to  deceive,  and  that  apart  from 

10  any  question  of  fraud  {Hall  v.  Barrows  4  De  Q.,  J.  &  S.  150 ;  Leather  Cloth 
Company  Ld.  v.  American  Leather  Cloth  Company  Ld.  4  De  G.,  J.  &  S.  137 
at  139  and  142).  This  right  of  property  arises  when  the  Trade  Mark  becomes 
current  in  the  market.  It  is  acquired  by  invention  and  public  user ;  it  is  not 
necessary  that  such  user  should  be  considerable  or  long  continued  {Kerly  on  Trade 

15  Marks  33  ;  Mc Andrew  v.  Bassett  4  De  Q.,  J.  &  S.  380  ;  and  Ransome  v.  Oraham 
51  L.J.  Ch.  897).  The  evidence  leaves  no  doubt  that  Boord  A  Son  acquired 
that  right  of  property.  They  could  only  lose  their  right  as  against  Thorn  and 
Cameron  by  acquiescence  either  in  the  common  use  of  the  mark  or  in  its  use 
by  Thorn  and  Cameron^  and  such  acquiescence  can  only  be  inferred  where 

20  there  is  knowledge  of  the  use  in  question  {Kerly  on  Trade  Marks  392 ; 
Sebastian  on  Trade  Marks  205  ;  Ripley  v.  Bandey  14  R.P.C.  591  at  594 ; 
Kinahan  v.  Bolton  15  Ir.  Ch.  75  ;  and  Paine  &  Co.  v.  Danielle  Js  Sons^ 
Breweries  10  R.P.C.  217  ;  L.R.  (1893)  2  Ch.  567).  In  considering  whether  a 
name  has  become  publici  juris  all  the  circumstances  are  to  be  taken  into 

35  account.  It  is  necessary  to  prove  that  the  use  of  the  Trade  Mark  by  other 
persons  has  ceased  to  mislead  the  public  as  to  the  maker  of  the  article  {Ford  v. 
Foster  L.R.  7  Ch.  App.  611).  That  ojius  lies  on  those  attacking  the  mark, 
and  is  heavier  where  the  mark  has  been  long  in  use  unchallenged  {In  re 
the  Trade  Marks  of  Bass,  Ratcliff,  and  Gretton  Ld.  19  R.P.C.  529 ;  In  re 

30  Chesebrough's  Trade  Mark  "  Vaseline''  19  R.P.C.  342;  L.R.  (1902)  2  Ch.  1 ; 
and  Wellcome  v.  Thompson  and  Capper  21  R.P.C.  217  ;  L.R.  (1904)  1  Ch.  736). 
In  support  of  their  argument  Thorn  and  Cameron  adduce  the  "  Three  Mark 
*^  Rule  "  as  showing  that  more  than  one  person  may  be  entitled  to  use  the  same 
mark.    They  claim  that  they  might  have  registered  the  mark  in  1879  and  might 

35  therefore  apply  for  registration  now,  but,  as  already  pointed  out,  they  have  not 
so  applied.  The  cases  where  the  **  Three  Mark  Rule  "  has  been  applied  have 
all  been  cases  where  the  use  by  both  parties  was  lawful ;  either  a  partnership 
has  divided  and  both  branches  have  used  the  mark  ;  or  it  has  been  impossible 
to  ascertain  which  party  first  used  it;  or  there  has  been  consent  to  avoid 

40  litigation ;  or  there  has  been  clear  acquiescence.  In  such  cases  we  admit  that 
the  Court  may  decide  that  two  or  more  persons  are  entitled  to  be  registered. 
But  the  effect  of  wrongful  use  is  nugatory.  It  cannot  give  any  right  to  registra- 
tion as  a  concurrent  user  {Barlow  and  Jones  v.  Jabez  Johnson  A  Co.  7  R.P.C. 
395).    It  should  be  noted  that  in  one  of  the  cases  which  Thorn  and  Cameron 

45  chiefly  found  upon,  viz.,  that  of  Weir,  Scott  A  Co.^  the  alleged  tlser  was  abroad. 
But  user  abroad  has  no  effect  in  making  a  mark  publici  juris  in  this  country 
(Sebastian  on  Trade  Marks,  16,  46  ;  Kerly  on  Trade  Marks,  192,  365 ;  In  re 
MUnch  50  L.T.  N.S.  12 ;  Jackson  v.  Napper  4  R.P.C.  45  ;  L.R.  35  CD.  162  ;  and 
Cowie  Bros.  A  Co.  v.  Herbert  24  R.  353  ;  14  R.P.C.  436).    If  we  have  established 

50  that  we  have  the  right  of  property  in  a  label  representing  a  cat  and  barrel  it 
follows  that  any  use  of  a  cat  and  barrel  on  gin  labels  is  a  wrong  against  us. 
It  is  immaterial  that  the  resemblance  may  not  be  close.  In  the  case  of  label 
No.  18  of  process  it  is  very  close.  In  the  case  of  Nos.  33,  39,  and  21  of^rocess 
it  is  not  so  close  ;  nevertheless  we  are  entitled  to  interdict  against  these  labels. 

55  We  have  brought  evidence  that  they  are  calculated  to  deceive  the  public  in  our 
markets.    The  Court  will  look  at  this  and  will  not  form  its  judgment  by  mere 
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comparison  of  the  labels.    When  the  label  is  vocalised,  as  ours  has  been,  deception 
is  particularly  easy.    Again,  it  is  very  easy  in  "  native  "  markets,  and  we  have 
a  great  trade  in  these  (Johnston  v.  Orr-Ewing  L.R.  7  App.  Cas.  219  ;  Seixo  v. 
Provezende  L.R.  1  Ch.  App.  192  ;  In  re  Christiansen's  Trcu^e  Mark  2  R.P.C.  54  ; 
Trade  Mark  de  la  Societe  Anonyms  des  Verreries  de  FEtoile  10  R.P.C.  436  ;   5 
Bourne  Y.  Swan  and  Edgar  Ld.  L.R.  (1903)  1  Ch.  211,  per  Far  well  J.  at  224  ; 
20  R.P.C.  105  ;  and  In  re  Barker's  Trade  Mark  53  L.T.  N.S.  23).    With  regard 
to  the  question  raised  by  Baker's  case  (vide  infra)  user  was  not  a  condition  of 
registration  under  the  1875  Act  {In  re  Hudson's  Trade  Marks  L.R.  32  CD. 
311 ;  3  R.P.C.  155).    Therefore  the  registration  of  Board  in  SovCs  mark  was   10 
valid  though  there  may  have  been  no  user  on  wine  or  whisky. 

Counsel  for  Thorn  and  Cameron  {ut  supra). — The  Lord  Ordinary's  judgment 
ought  to  be  affirmed.  The  present  case  is  a  very  extraordinary  one  in  respect 
that  it  is  an  attempt  to  prevent  us  from  using  a  mark  which  we  have  used 
without  challenge  for  forty  or  fifty  years.  Our  user  is  an  honest  concurrent  15 
user  with  Board  <t  Sons.  The  proof  seems  to  show  that  we  were  the  first  to 
use  a  cat  and  barrel  mark  ;  at  least  they  cannot  prove  that  they  used  it  first. 
We  were  using  it  independently  of  Boord  A  Son  and  in  good  feith  for  many 
years  prior  to  their  registration,  and  that  registration  could  not  affect  our  rights. 
This  question  is  to  be  tried  as  on  the  12th  of  April  1879,  the  date  of  registration.  20  . 
If  Board  A  Son  could  not  stop  us  then  they  cannot  now.  In  fact  our  position 
has  been  strengthened  by  twenty-five  years  of  undisturbed  user.    Board  and  { 

Son's  registration  is  moreover  invalid,  being  founded  on  an  untrue  Statutory  i 

Declaration.  The  Declaration  runs  as  follows  : — "  I  desire  that  the  said  Trade 
^^  Mark  may  be  registered  in  respect  of  the  description  of  goods  following  25 
"  contained  in  Class  43 — that  is  to  say,  fermented  liquors  and  spirits — namely, 
"  wine,  whisky,  liqueurs.  I  and  my  predecessors  have  used  the  said  Trade  Mark 
'*  in  respect  of  the  said  goods  for  twenty -five  years  before  the  date  of  this 
"  statement."  This  declaration,  though  true  of  liqueurs,  was  not  true  of  wine 
or  whisky.  Therefore  we  are  entitled  to  have  the  registration  expunged  on  that  30 
ground  alone  (Baker  v.  Rawson  8  R.P.C.  89  ;  L.R.  45  CD.  519).  Apart  from 
this  we  are  entitled  to  succeed.  The  view  put  forward  by  Board  &  Son  is  that 
if  they  have  a  right  to  the  mark  of  a  cat  and  barrel,  and  the  name  vocalised 
therefrom,  no  one  else  can  use  a  cat  and  barrel  or  the  said  name.  In  fact  they 
put  it  that  they  have  a  property  in  the  cat  and  barrel.  This  view  that  there  is  35 
a  right  of  property  in  a  Trade  Mark  is  erroneous.  It  is  founded  on  an  inaccu- 
rate rubric  in  the  Singer  Manufacturing  Company  v.  Kemball  ai\d  Morton 
(11  M.  26/)  :  this  was  commented  on  by  Mellish  L.J.  in  Singer  Manu- 
facturing  Company  v.  Wilson  (L.R.  2  CD.  434  at  453  and  456),  and  has  been 
corrected  by  the  House  of  Lords  in  Singer  Manufacturing  Company  v.  40 
Laag  (L.R.  8  App.  Cas.  15).  The  present  case  is  to  be  taken  as  if  it  had  been 
before  the  Act  of  1875.  Then  the  sole  ground  on  which  Boord  is  Son  can 
succeed  is  that  Tham  and  Camion  are  using  such  a  mark  as  to  be  likely  to 
mislead  the  public  into  thinking  their  goods  are  those  of  Board  is  Son  (Orr* 
Etving  v.  Registrar  of  Trade  Marks  L.R.  4  App.  Cas.  479  at  494),  The  45 
so-called  right  of  property  or  quasi  property  in  Trade  Mark  means  no  more  than 
this — appropriation  and  application  of  the  mark,  and  such  association  of  it  with 
goods,  that  the  public  may  be  misled  by  its  use  by  others.  The  owner  of  a 
Trade  Mark  has  no  right  to  interdict  any  design  unless  it  is  in  fact  calculated 
to  mislead.  Even  registration  only  absolves  the  owner  from  the  necessity  of  50 
proving  his  title  by  use  and  reputation.  He  has  still  to  prove  that  the  public 
may  probably  be  misled  by  the  use  of  the  mark  complained  of  (Cowie  v, 
Herhe^nf  ubi  supra).  Now  Board  A  Son  have  failed  to  show  such  exclusive 
association  of  their  goods  with  the  cat  and  barrel  mark  that  they  can  claim  that 
Thorn  and  CamerarCs  use  of  their  mark  is  likely  to  mislead.  The  evidence  55 
shows  that  in  1879  anyone  asked  about  the  cat  and  barrel  mark  wou^d  have 
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Baid,  That  may  be  Boord's  mark,  or  again  it  may  be  IThom  and  Cameron's,  or 
various  other  peoples."  This  is  enough  to  give  Thorn  and  Cameron  a  right 
of  concurrent  user,  which  right  is  unaffected  by  the  fact  that  Boord  &  Son 
^ave  since  registered  a  cat  and  barrel  mark  {Mouson  &  Co.  v.  Boehm  L.R.  26 
n'S'  o  ^  '  Jacf^son  A  Co.  V.  Nappevy  uhi  supra ;  and  Qoodfellow  v.  Prince  L.R.  35 
C.Dj  9).  Not  only  so,  but  it  is  sufficient  ground  for  asking  to  have  Boord  & 
Son's  mark  expunged  as*  claiming  to  appropriate  what  could  be  used  by  all. 
The  only  distinctive  feature  on  their  labels  was  the  disc,  and  they  should  have 
confined  their  registration  to  the  cat  and  barrel  as  combined  with  this  disc 

10  (Bakerv.  Rawson  L.K  45  G.D.  519  at  531  and  534;  Orr-Ewing  v.  Registrar 
of  Trade  Marks  L.R.  4  App.  Cas.  479  ;  and  Inre  Christiansen 3  R.F.G.  54  at  63). 
In  Scotland  at  any  rate  the  mark  was  common  to  the  trade  long  before  Boord  A 
Son  registered.  There  may  have  been  markets  where  Boord  A  Son  had  the 
whole  or  the  bulk  of  the  trade,  but  the  British  market  was  never  one  of  these. 

15  The  Respondents  do  not  however  insist  on  the  removal  of  Boord's  mark  from 
the  Register,  but  will  be  content  to  have  it  declared  that  Boord  A  Son  have  no 
exclusive  right  and  that  therefore  there  has  been  no  infringement.  Even  if  it 
be  admitted  that  Boord  A  Son  have  a  good  exclusive  right  to  the  cat  and  barrel 
as  used  and  registered  by  them,  that  right  is  limited  to  the  cat  and  barrel  so 

20  used  and  registered  and  they  cannot  interdict  Thom  and  Cameron,  whose  mark 
is  not  so  similar  to  theirs  as  to  be  calculated  to  mislead.  No  case  of  actual 
Reception  has  been  proved.  The  labels  No.  21,  33  and  39  of  Thom  and 
Cameron  are  different  from  Boord  A  Sons  in  every  respect  except  that  they 
contain  a  cat  and  a  barrel.    They  could  deceive  no  one.    The  remaining  label, 

25  1^0.  18,  is  not  one  of  Thom  and  Cameron's,  but  was  a  label  of  Weir  and 
Sc(»tVs.  It  was  put  on  at  their  order.  It  was  never  used  in  this  country. 
Boord  A  Son  have  acquiesced  in  the  use  of  these  labels  so  long  that  they 
are  barred  from  interdicting  them  by  mora.  If  an  interdict  is  granted  its 
terms  should  be  such  as  to  limit  its  effect  to  markets  where  it  may  be  found 

30  that  deception  might  take  place.  These  could  only  be  "  native  *'  markets  and 
in  particular  there  should  be  no  interdict  preventing  the  use  by  the  Respon- 
dents of  their  labels  in  this  country  where  they  have  employed  them  so  long  ; 
(Orr-Etving  A  Co.  v.  Johnston  A  Co.  L.R.  13  CD.  434 ;  Barber  v.  Manico 
10  R.P.C.  93  ;  and  Coune  v.  Herbert,  ubi  supra). 

35  Their  Lordships  made  avizandum  and  on  the  18th  of  July  1907,  pronounced 
the  following  interlocutor  in  the  action  at  the  instance  of  Boord  A  Son  : — 
"  Recal  said  interlocutor,  find  and  declare  and  interdict,  prohibit  and  discharge 
"  in  terms  of  the  first  and  second  conclusions  of  the  Summons  ;  quoad  ultra, 
"  dismiss  the  action  and  Decern." 

40  In  the  action  at  the  instance  of  Thom  and  Cameron  the  Court  recalled  the 
interlocutor  of  the  Lord  Ordinary  and  assoilzied  the  Defenders. 

The  Lord  President.— My  Lords,  Boord  A  Son  in  1904  raised  an  action 
against  Thom  and  Cameron  Ld.,  in  which  they  had  declaratory  conclusions 
that  they  were  proprietors  of  certain  Trade  Marks,  and  also  sought  interdict 

45  against  the  Defenders  for  infringing  the  same.  The  action  did  not  proceed 
with  any  great  expedition,  and  within  a  year  Thom  and  Cameron  raised  a 
counter-action  against  Boord  A  Son,  and  the  conclusions  of  that  counter-action 
were  for  declarator  (first)  that  certain  entries  in  the  Trade  Mark  Register,  which 
were  specified  and  all  of  which  were  the  property  of  Boord  A  Son^  were  made 

50  on  the  Register  without  suflacient  cause,  and  that  the  same  ought  to  be 
expunged  therefrom  accordingly.  There  was  also  a  second  conclusion  that  the 
said  Trade  Marks  were  incapable  of  registration  and  illegal,  and  a  third 
alternative  conclusion  that  it  ought  to  be  found  and  declared  that  the  Defenders 
had  no  exclusive  right  to  use  the  same  in  connection  with  the  sale  of  "  Old 

55  "  Tom  "  gin  and  unsweetened  gin  and  a  long  list  of  other  spirits.  These  two 
actions  depended  before  the  Lord  Ordinary  and  they  were  not  conjoined,  but  the 
actions  were  taken  together,  and  what  the  Lord  Ordinary  has  done  is  this.    In 

3n 
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the  second  action — I  mean  second  in  point  of  time,  that  is  the  action  by  Tkom 
and  Cameron  against  Boord  A  Son — the  Lord  Ordinary  finds  and  declares  that 
the  Defenders  have  no  exclusive  right  to  use  the  sign,  figure  or  device  of  a 
"  Cat "  or  of  a  ''  Cat  and  Barrel,"  on  labels,  advertisement*  or  otherwise.  In 
other  words,  the  Lord  Ordinary  grants  declarator  in  terms  of  the  third  alternative  5 
conclusion  ;  and  then  his  Lordship  proceeds,  '*  finds  it  unnecessary  to  deal  with 
'^  the  other  conclusions  of  the  action,  and  dismisses  tiie  same."  And  having 
come  to  that  conclusion  in  that  action,  he  naturally  in  the  other  action,  at  the 
instance  of  Boord  A  Son  against  Tkom  and  Cameron^  assoilzies  the  Defenders 
from  the  conclusions  of  the  action  in  so  far  as  they  relate  to  "  Old  Tom  "  gin.  10 
It  is  from  these  interlocutors  that  the  present  reclaiming  notes  are  taken. 

His  Lordship  has  gone  very  carefully  into  the  matter  and  his  opinions  are 
embodied  in  one  long  note.  He  has  written  only  one  Aote  in  the  two  actions,  and 
has  written  it  in  the  action  which  he  has  made  the  leading  action  of  the  two, 
namely,  the  action  of  Thorn  and  Cameron  v.  Boord  A  Son.  Now,  my  Lords,  15 
I  am  bound  to  say,  first  of  all,  that  I  am  not  quite  satisfied  with  the  technical 
way  in  which  the  matter  has  been  disposed  of,  and  that  not  merely  by  way  of 
technical  criticism,  for  I  think  it  goes  somewhat  deeply  into  the  questions 
which  are  raised  in  these  cases.  I  will  make  my  meaning  clear,  I  think,  by 
first  of  all  trying  to  consider  what  are  the  defences  available  to  persons  who,  20 
like  Thom  and  Cameron,  have  been  attacked.  I  explain  first  that  the  Lord 
Ordinary,  having  taken  the  action  of  Tliom  and  Cameron  v.  Boord  aa  the 
leading  action,  calls  T?wm  and  Cameron  the  Pursuers  and  Boord  A  Son  the 
Defenders.  I  prefer,  however,  to  deal  with  it  the  other  way,  because  the 
matter  is  begun  by  Board  A  Son,  who  are  the  undoubted  proprietors  of  certain  25 
Trade  Marks,  objecting  to  infringement;  and  therefore  in  my  judgment  I  shall 
use  the  term  Pursuers  as  applied  to  Boord  A  Son  and  Defenders  as  applied 
to  Thom  and  Cameron.  I  proceed  therefore  to  ask  myself — when  a  pursuer, 
who  is  the  registered  proprietor  of  a  Trade  Mark  comes  into  Court  and 
complains  that  his  Trade  Mark  is  being  infringed  by  someone  else,  what  30 
are  the  defences  that  are  competent  to  a  person  so  attacked  ?  Of  course 
there  is  an  obvious  defence  that  he  does  not  infringe,  because  he  does  not 
use  a  Trade  Mark  resembling  in  any  way  the  Trade  Mark  of  the  pursuer. 
I  need  not  pause  for  a  moment  on  that  one,  because  it  is  perfectly  simple  on 
the  statement  of  it.  But  there  are  other  defences  competent,  and  in  order  to  35 
see  what  they  are  one  must  first  of  all  see  what  is  the  right  a  person  has  as  the 
registered  owner  of  a  Trade  Mark. 

I  need  scarcely  remind  your  Lordships  that  the  law  of  Trade  Mark  is,  in  one 
sense,  partly  common  law  and  partly  statutory,  but  is,  in  another  sense,  purely 
statutory.    That  is  to  say  that  the  rights  which  follow  from  registration  are  40 
purely  statutory.    Previous  to  the  Trade  Mark  Acts  altogether  there  was  a  right 
in  a  Trade   Mark — a    right  which    originally  depended    entirely   upon    the 
proposition,  or  on  the  view,  that  no  man  was  entitled  to  pass  his  goods  off  as 
another  man's,  and  that,  accordingly,  if  one  man  had  sold  his  goods  in  associa- 
tion with  a  certain  mark  for  such  a  time  as  to  make  the  public,  when  they  saw  45 
the  mark,  think  the  goods  were  his  goods,  another  person  might  be  interdicted 
or  prevented  from  using  the  same  mark  because  that  had  a  tendency  to  deceive. 
I  need  scarcely  remind  your  Lordships  that  what  In  the  initial  stages  depended 
solely  on  this  view  and  the  idea  of  a  mala  mens  that  you  associate  with  this 
view,  came  in  the  development  of  the  law,  especially  after  the  well-known  case  50 
of  Millington  v.  Fox  (3  My.  &  Cr.  338)  decided  by  Lord  Cottenham,  to  depend 
on  a  real  right  of  property  in  the  Trade  Mark.    All  that  was,  I  will  not  say 
altogether  altered,  but  to  a  great  extent  altered  by  the  Trade  Mark  Acts,  and 
when  the  Trade  Mark  Acts  were  passed  several  new  consequences  happened. 
In  the  first  place,  the  property  in  the  Trade  Mark  was  absolutely  recognised  by  55 
these  Acts.    In  the  second  place,  you  could  get  property  in  a  Trade  Mark  with- 
out use  by  the  mere  registration  of  a  mark  which  had  not  been  registered  before, 
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but  subject  of  course  to  certain  statutory  restrictions  as  to  the  class  of  thing  that 

could  or  could  not  be  registered  as  a  Trade  Mark.    Into  all  the  particulars  of 

that  I  need  not  enter,  but  one  point  must  be  alluded  to.    The  original  Act,  I 

need  scarcely  remind  your  Lordships,  has  been  amended  more  than  once,  and  as 

5  recently  as  1905  an  Act  was  passed  which  alters  what  is  the  law,  and,  on  the 

subject  I  am  going  to  speak  of,  very  much  alters  it ;  but  I  need  not  go  into  that 

matter,  because  the  present  case  before  us  has  to  be  decided  on  the  law  as  it 

then  stood,  and  the  law  as  it  then  stood  was  the  1883  Act  as  amended  by  the 

in      II ^®^*    ^^^'  ^^  *^®  1^^^  ^^^  **^®r®  is  a  division  of  the  Act  which  is  headed 

lU  1^  Effect  of  Registration,"  and  Section  76  of  that  Act  is  in  these  terms  :— "  The 

"  registration  of  a  person  as  proprietor  of  a  Trade  Mark  shall  be  prima  fade 


15 


20 


25 


"  evidence  of  his  right  to  the  exclusive  use  of  the  Trade  Mark,  and  shall,  after 
the  expiration  of  five  years  from  the  date  of  the  registration,  be  conclusive 


Section  are  absolute,  and  that  the  terms  are  such  that,  if  a  person  found  himself 
left  upon  the  Register  as  owner  of  a  Trade  Mark  for  five  years,  he  would  then 
have  an  exclusive  right  to  that  Trade  Mark  and  to  prevent  anybody  else  from 
using  it,  no  matter  what,  so  to  speak,  the  past  history  of  it  might  have  beenl 
But  then  there  were  those  words,  **  subject  to  -the  provisions  of  this  Act." 
Now,  there  are  provisions  in  the  Act,  not  only  of  course  for  making  the 
Register,  but  also  for  altering  the  Register,  and  the  Section  of  the  Act  that  deals 
with  that  is  Section  90,  which  is  this  :— "  The  Court  may,  on  the  application  of 
"  any  person  aggrieved  by  the  omission,  without  sufficient  cause,  of  the  name  of 
*|  any  person  from  any  Register  kept  under  this  Act,  or  by  an  entry  made  with- 
"  out  sufficient  cause  in  any  such  Register,  make  such   order  for  making, 

•bi  "  expunging,  or  varying,  the  entry,  as  the  Court  thinks  fit ;  "  and  in  any  pro- 

dU  Deeding  under  this  Section  they  may  decide  any  question  which  it  may  be 
expedient  to  decide  for  the  rectification  of  the  Register. 

It  was  very  early  decided,  and  decided  very  authoratively,  by  a  well-known 
leading  case— the  case  of  the  Apollinaria  Company''  (L.R.  (1891)  2  Ch.  186)— 
that  a  person  who  was  said  to  be  an  alleged  infringer  was  in  the  sense  of  the 

^o  Statute  aggrieved,  that  is,  if  he  chose  to  say  so— in  other  words  it  was  settled 
and  I  think  it  is  absolutely  settled  law,  that  a  person  who  is  proceeded  against 
for  infringement  is  entitled  to  say — "Apart  from  infringement,  I  say  your 
"  Trade  Mark  ought  never  to  have  been  on  the  Register,  and  I  will  have  the 
**  Register  amended  and  take  it  off."     Its  presence  on  the  Register  is  the 

40  condition  precedent  for  raising  the  action  for  infringement,  and  it  follows  that 
if  a  complainer's  Trade  Mark  ought  never  to  have  been  on  the  Register  then 
there  is  an  end  of  an  action  for  interdict  or  infringement.  All  that  was  held  in 
the  Apollinaria  case.  The  next  step  was,  that  it  was  held  that  being  five  years 
on  the  Register  was  no  bar  to  removal.    Your  Lordships  observe  there  was  no 

45  limitation  of  time  in  Section  90  for  expunging  entries  from  the  Register.  It  is 
simply  "  the  Court  may  on  application  of  any  person  aggrieved."  Accordingly 
ic  was  held  that  though  there  was  limitation  of  time  in  Section  76  to  the  effect 
that  entry  in  the  Register  should  be  conclusive  evidence,  at  the  end  of  five 
years,  of  the  right  to  the  Trade  Mark,  yet  the  words  "  subject  to  the  provisions 

50  "  of  this  Act,"  let  in  Section  90,  and  so  might  control,  if  it  was  in  operation, 

Section  76.     In  other  words,  therefore,  the  defence  open  to  an  alleged  infringer 

Qf  saying  that  the  Trade  Mark  ought  never  to  have  been  on  the  Register  was 

open  after  five  years. 

Now  there  is  a  whole  set  of  cases  dealing  with  this  which  I  need  not  quote. 

55   They  vary,  because  the  reasons  why  the  Trade  Mark  ought  not  to  have  been  on 

•  8  B.P.a  137. 
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the  Register  may  vary  ;  bat  we  can  take  one  as  an  example.    A  Trade  Mark 
ought  not  to  be  there,  for  instance,  if  it  is  not  a  registrable  mark.    It  ought 
not  to  be  there  also  if  no  one  can  appropriate  it,  and  therefore  I  take  that 
illustration  to  see  what  we  are  coming  to  in  this  case.    The  case  of  In  re 
Lloyd  A  Sons'  Trade  Mark^  Lloyd  v.  Bottomley  (L.R.  27  CD.  646)  was  a  case  5 
where  a  mark  was  removed  after  five  years  at  the  instance  of  a  person  who 
was  being  attacked,  and  the  ground  for  removal  of  the  mark  was  that  it  ought 
never  to  have  been  on  the  Register  because  it  was  common  property,  and  that 
no  one  could  appropriate  it.    It  may  be  as  well  to  digress  and  explain  what 
common  property  means.    When  this  Register  was  first  introduced,  it  was  10 
obvious  that  among  people,  who  would  apply  to  be  registered,  would  be  not 
only  those  who,  for  the  first  time,  had  invented  what  was  apparently  a  new 
Trade  Mark,  and  therefore  proposed  to  get  the  priority  of  others  by  its  registra- 
tion, but  also  persons  who  sought  to  put  on  the  Register  what  they  had  already 
been  using.    There  were,  of  course,  many  instances  where  more  than  one  15 
person  had  been  using  the  same  Trade  Mark,  and  accordingly  that  question 
very  early  came  up.    The  Act  evidently  contemplated  something  of  the  sort, 
for  in  Section  71,  dealing  with  the  applications  for  registration,  it  expresses 
itself  thus  : — "  Where  each  of  several  persons  claims  to  be  registered  as  pro- 
"  prietor  of  the  same  Trade  Mark  the  Comptroller  may  refuse  to  register  any  20 
*'  of  them  until  their  rights  have  been  determined  according  to  law,  and  the 
"  Comptroller  may  himself  submit  or  require  the  claimants  to  submit  their 
'^  rights  to  the  Court.*'    Now,  the  meaning  of  that  Section  is,  I  think,  clear  in 
itseJf.    Of  course  if  one  person  wanted  to  register  a  Trade  Mark  who  had  been 
using  it,  and  another  person  came  and  said  '*  I  want  to  register  it  as  well,  but  I  25 
"  have  not  been  using  it "  that  would  be  a  clear  case — it  would  show  that 
there  was  a  right  in  the  one  and  not  in  the  other.    But  in  the  case  which  I  have 
mentioned,  where  more  than  one  had  in  the  past  been  using  a  Trade  Mark, 
there  were  rules  settled  by  decisions  to  this  effect,  that  up  to  the  number  of 
three  there  would  be  registration  of  persons  who  had  bond  fide  used  the  same  30 
mark,  but  if  more  than  three  applied  and  said  they  had  used  the  mark,  then  the 
mark  was  really  such  common  property  in  the  trade  that  it  was  not  registrable 
at  all.    The  import  of  all  this  is,  I  think,  that  the  true  meaning  of  a  Trade  Mark 
is  the  association  of  the  mark  with  one  person's  goods.    If  you  show  that  a 
large  number  of  people  have  all  been  using  the  same  mark,  then  it  becomes  a  35 
practical  impossibility  to  say  that  the  mark  was  associated  with  any  one  person's 
goods.    And  accordingly,  I  think  the  matter  is  well  settled  that  the  registration 
of  a  mark,  an  old  mark,  may  be  given  to  persons  not  exceeding  the  number  of 
three,  but  that  if  more  than  three  are  shown  to  have  used  it,  it  is  common 
property  and  cannot  be  registered  at  all.  40 

I  have  now  got  so  far  that  that  is  one  defence  that  an  alleged  infringer  may 
make.  He  may  say—**  Notwithstanding  that  five  years  have  passed,  I  propose  to 
**  show  that  the  mark  ought  never  to  have  been  on  the  Register  at  all."  But 
there  is  another  defence  which  he  may  make.  Without  saying  that  a  mark  is 
common  property  and  that  therefore  the  complainer  ought  not  to  have  been  45 
registered  as  the  owner  of  it,  he  may  say — "  I  myself  would  have  been  entitled 
**  to  be  put  on  the  Register  ;  it  is  quite  true  I  have  not  applied  but  I  make  the 
**  application  now,  and,  of  course,  if  I  am  entitled  to  be  on  the  Register  for  the 
"  mark,  there  is  no  infringement^  for  I  am  not  using  any  mark  but  my  own." 
That  distinction  was  early  taken  and  I  think  it  entered  into  the  law  of  the  50 
decision  of  several  cases,  but  I  will  refer  merely  to  the  particularly  admirable 
decision,  if  I  may  so,  of  Mr.  Justice  Stirling  in  Jackson  v.  Napper*  (L.R. 
35  CD.  162). 

Now,  your  Lordships  will  see  that  these  two  defences,  although  in  one  sense 
different,  are  yet  technically  the  same.    They  both  rest  on  this,  that  the  55 

*  4  R.P.O.  45. 
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Register,  as  it  is,  is  wrong,  and  that  it  ought  to  be  corrected.  In  one  case  the 
correction  is  by  striking  out  the  complainer*s  registration,  and  in  the  other  case 
the  correction  is  by  putting  on  a  mark  as  belonging  to  the  alleged  infringer. 
Accordingly,  in  England  I  think  it  is  perfectly  well  settled  that,  if  the  infringer 
5  is  gone  against  by  the  registered  proprietor  of  a  Trade  Mark  who  has  had  his 
Trade  Mark  on  the  Register  for  more  than  five  years,  the  infringer  cannot  be 
heard  to  say  anything  on  these  matters  unless  he  makes  an  application  to 
rectify  the  Register,  and  he  cannot  make  that  by  way  of  defence  to  an  action. 
That  has  been  settled  a  good  many  times,  but  particularly  in  the  case  of  Pifito 

10  V.  Badman  (8  R.P.C.  181).  I  take  it  further  that,  if  the  defence  which  is  made 
here  had  been  made  in  England,  it  would  not  have  been  listened  to,  unless 
Thorn  and  Cameron  had  at  the  same  time  made  an  application  either  to  rectify 
the  Register  by  striking  out  Boord  A  Son  or  to  rectify  it  by  inserting  Thorn 
and  Cameron  as  proprietors  of  the  same  Trade  Mark. 

15  Now,  technically  speaking,  I  do  not  think  that  that  is  exactly  the  same  in 
Scotland,  because  there  is  a  decision  of  this  Division  which  is  binding,  and  I  do 
not  intend  to  suggest  for  a  moment  that  I  have  any  wish  to  go  back  on  it  at  all. 
I  refer  to  the  case  of  Dewar  v.  Dewar*  (2  F.  249).  That  was  an  action  raised 
by  one  Dewar  against  another  Dewar,  they  both  being  in  the  whisky  trade, 

20  concluding  for  declarator— (1)  that  the  Defender's  Trade  Mark  "  Dewar's 
**  Whisky  "  had  been  entered  on  the  Register  without  sufficient  cause  and  should 
be  expunged  ;  (2)  that  it  was  incapable  of  registration  ;  and  (3)  that  the 
Defenders  had  no  right  to  the  exclusive  use  of  the  words  "  Dewar^s  Whisky  " 
as  a  Trade  Mark,  and  for  reduction   of   the   entry  in  the  Register  of  Trade 

25  Marks.  The  Defender  pleaded  "  No  jurisdiction."  Well,  I  do  not  think  that 
that  phrase  is  very  correctly  used  there.  They  did  not  plead  **  No  jurisdiction  " 
in  the  ordinary  sense  of  the  word  because  they  were  a  Scottish  limited 
Company.  There  was  no  question  about  their  being  subject  to  the  jurisdic- 
tion of  the  Scottish  Courts.    I  think  their  true  plea  there  was  not  "  no  juris- 

30  "  diction  " — as  stated  in  the  rubric — but  "  incompetency."  What  they  argued 
was  that  the  Court  could  not  give  the  declarator  that  was  asked  for  because 
the  application  was  in  substance  for  a  rectification  of  the  Register,  and  the 
condition  of  the  law  in  England  was  pointed  to,  and  it  was  said  that  the  oiily 
person  who  could  alter  the  Register  was  the  person  who  had  charge  of  the 

35  Register,  in  other  words  the  Registrar  in  England,  who  was  subject  to  the 
English  Court ;  and  therefore  if  they  wanted  to  get  rid  of  this  erroneous  entry 
— as  they  said  it  was — they  must  go 'to  England  and  present  a  petition  and 
get  it  done  there.  They  said  that  that  could  not  be  done  in  Scotland.  That 
plea  was  repelled  and  I  think  rightly  repelled  ;  and  at  any  rate  the  judgment 

40  is  binding.  It  was  held  there  that  the  rights  of  the  Scottish  Court  were 
defined  by  Section  111  of  the  Act,  and  Section  111  is  in  these  terms, "  The 
"  provisions  of  this  Act  conferring  a  special  jurisdiction  on  the  Court" — and 
the  Court  as  defined  by  the  Act  was  of  course  the  English  Court — *'  shall  not, 
"  except  so  far  as  the  jurisdiction  extends,  affect  the  jurisdiction  of  any  Court 

45  **  in  Scotland  or  Ireland  in  any  proceedings  relating  to  patents  or  to  designs 
"  or  to  trade  marks."  And  then  it  defines  what  it  means  by  the  Court  in 
Scotland,  which  is  the  Court  of  Session  ;  and  then  it  goes  on,  "  If  any  rectifica- 
"  tion  of  a  Register  under  this  Act  is  required  in  pursuance  of  any  proceeding 
"  in  a  Court  in  Scotland  or   Ireland,  a   copy  of  the  order,  decree,  or  other 

50  "  authority  for  the  rectification,  shall  be  served  on  the  Comptroller,  and  he 
"  shall  rectify  the  Register  accordingly."  And  accordingly  this  Court  held 
that,  inasmuch  as  this  was  a  question  of  right  in  a  Trade  Mark,  they  were 
perfectly  entitled  to  pronounce  a  declaratory  finding  on  that  matter ;  and 
that,  if  they  did  so  and  if  the  result  of  their  finding  was  such  that  the  Trade 

55  Mark  ought  never  to  have  entered  the   Register,  then  the  second  subsection 

•  17  R.P.C.  341. 
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of  Section  111  would  come  into  play  and  the  Comptroller  would  be  bound  to 
alter  the  Register  in  accordance  with  the  decree  that  was  made  by  the  Scottish 
Court. 

Now  that,  I  take  it,  is  good  law,  and  was  rightly  decided,  and  that  of  course 
disposed  of  the  plea  that  had  been  raised.    It  was  not  raised  in  this  case,  but  5 
it  was  in  the  one  referred  to— that,  technically  speaking,  these  matters  could 
not  be  raised  in  the  Scottish   Court   at   all.    But  it  seems  to  me  quite  clear 
that  it  leaves  the  underlying  ratio  of  the  matter  precisely  as  it  is  in  England. 
That  is  to  say,  it  does  not  seem  to  me  that  you  can  raise  this  defence  here,  any 
more  than  you  can  in   England,  unless  you  make  rectification   the  positive  10 
crave.     In  Dewar^s  case  it  was  made  the  positive  crave,  because  an  Order 
was  asked  from  this   Court,  in  one   of    the  conclusious    of   the  Summons, 
that  the   mark  ought  to   expunged.     That  also   is  done  here  in  the  action 
of    Ilhom  and  Cameron  against  Boord  A  Son,  and  I  am  quite  clear  that 
the    matter  is    perfectly  properly   raised,   in  so   far   as   declarator  is  asked  15 
for  that  the  mark  should   be  expunged   on   the   ground  that  it  ought  never 
to  have  been  on  the  Register  because  it  was  common  property.     But  I  am 
bound  to  say  that  I  do  not  think  the  other  defence  properly  raised — a  defence 
which  your  Lordships  will  observe  is  per  se  inconsistent  with  the  first  defence 
— namely,  that  the  Trade  Mark  is  not  common  property,  but  that  l^hom  and  20 
Cameron  have  as  good  a  right  to  it  as  Boord  A  Son^    The  two  defences  are 
inconsistent.    I  do  not  mean  that  inconsistent  defences  cannot  ever  be  pleaded, 
because  there  are  cases  in  which  defenders  can  plead  inconsistent  defences. 
But  these  defences  are  inconsistent  in  the  underlying  substratum  of  fact^ 
because  of  coarse  it  is  perfectly  clear  that  if  such  and  such  a  mark  was  such  25 
common  property  that  it  could  not  be  registered  by  B.,  that  is  equally  destructive 
of  its  capacity  to  be  registered  by  C.    Therefore  the  main  defence  that  the 
Pursuers  ought  never  to  have  put  it  on  the  Register  because  it  was  common 
^  property  is  one  defence.    But  that  Thorn  and  Carneron  were  themselves  entitled 
to  put  it  on  the  Register  is  quite  another  defence.    I  find  record  for  the  one  30 
but  not  for  the  other,  and  I  do  not  see  how  you  can  contend,  without  a  record 
to  su])port  your  contention,  that  you  are  entitled  to  be  put  on  the  Register  as 
proprietor  of  a  Trade  Mark. 

Now  I  come,  after  this  somewhat  long  preamble,  to  the  criticism  which,  as 
I  think,  runs   rather  deep  into   the   Lord   Ordinary's  judgment.    The  Lord  35 
Ordinary  has  not  given  declarator  on  the  conclusion  which  I  think  perfectly 
well  raised  against  Boord  A  Son,  namely,  the  conclusion  that  Boord' s  Mark 
ought  to  be  expunged  from  the  Register,  but  has  given  declarator  in  these  words 
that  Boord  A  Son  have  no  exclusive  right  to  use  the  sign  of  a  "  Cat "  or  of  a 
"  Cat  and  Barrel "  in  labels,  advertisements,  or  otherwise  in  connection  with  40 
the  sale  of  **  Old  Tom  "  gin.    I  point  out  at  once  that  the  finding  that  Boord  A 
Son  have  no  exclusive  right  to  the  "  Cat  and  Barrel  "  or  the  "  Cat,"  must  rest 
on  one  or  other  of  two  propositions.     It  may   rest  on  the  proposition  that 
Boord  A  Son's  mark  ought  never  to  have  been  on  the  Register,  and  so,  not 
being  their  property,  they  cannot  go  against  anybody  else  for  using  it,  or  it  may  45 
rest  on  the  view  that,  although  the  mark  is  there,  they  cannot  say  they  have 
exclusive  right  to  it,  because  T?io77i  and  Cameron  have  right  equally  with  them. 
Therefore  my  first  observation  on  the  Lord  Ordinary's  judgment  is  that  it  does 
not  show  which  one  of  these  pleadings  in  the  inconsistent  defence  is  given 
effect  to.     I  apprehend  that^  inasmuch  as  there  is  record  for  one  and  not  for  50 
the  other,  he  has  given  efi'ect  to  the  first,  and  I  would  have  concluded  that  that 
was  perfectly  clear  had  it  not  been  for  the  way  in  which  his  Lordship,  after 
reviewing  the  evidence,  brings  in  his  argument.    I  am  not  going  through  the 
long  note ;    but,  summarising    it    very    briefly,    the    skeleton    of    the    Lord 
Ordinary's  note  is  this: — Boord  A  Son  have  led  abundant  evidence  to  establish  55 
their  long  use  of  this  mark,  and  that  their  goods  hafve  gained  a  reputation 
which   is   associated  with  the  "  Cat  and   Barrel "  mark.      Indeed,  the  Lord 
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Ordinary  says  that  the  prima  facie  case  in  favour  of  Boord.  A  Son^s  claim  is 
formidable.  I  only  pause  to  say  that  though  no  doubt  it  was  necessary  for 
Boord  Jc  Son  to  lead  this  evidence  so  far  as  being  on  the  question  of  infringe- 
ment:, yet  so  far  as  title  is  concerned  I  do  not  think  it  is  necessary  to  look 
5  beyond  anything  but  the  fact  that  they  have  been  on  the  Register  for  five  years. 
The  Lord  Ordinary  went  on  to  say,  that  there  was  sufficient  evidence  to  establish  a 
substantial  use  of  this  mark  by  other  people  in  the  trade  than  Boord  A  Son. 
Then  he  proceeded  to  say  (and  it  is  this  that  makes  me  doubtful  what  he  really 
founds  on): — "On  the  grounds  above  stated  I  should  have  been  prepared  to 

10  "  hold  that  the  device  of  *  Cat  and  Barrel '  was  common  in  the  trade  long  prior 
"  to  the  registration  by  the.  Defenders- of  their  Trade  Mark."  Then  he  referred 
to  the  argument  about  the  "  three  mark  "  rule,  which  does  not  matter,  and  then 
he  said  : — "  It  is  unnecessary  that  I  should  consider  this  argument,  as  the 
"  Pursuers'  counsel  stated  that  he  did  not  press  for  any  rectification  of  the 

15  "  Register,  provided  he  obtained  decree  in  terms  of  his  third  conclusion — this 
"  being  the  only  conclusion  in  which  the  Pursuers  have  a  direct  interest.  ...  It 
"  follows  that  the  Pursuers  are,  in  my  opinion,  entitled  to  a  declarator  that  the 
"  Defenders  have  no  exclusive  right  to  the  *  Cat  and  Barrel '  device  in  connection 
"  with  the  sale  of  *  Old  Tom '  gin,  and  that  the  Pursuers  are  equally  entitled  to 

20  **  employ  the  same.**  Now,  with  great  deference  to  his  Lordship,  I  do  think 
that  that  phrase  is  a  non-sequitur.  If  he  had  said — I  am  prepared  to  hold  that 
the  device  of  "  Cat  and  Barrel "  was  common  in  the  trade  long  prior  to  the 
registration  by  Boord  A  Son  of  their  Trade  Mark,  and  had  gone  on  to  find  that 
it  ought  to  be  expunged  from  the  Register,  that  would  be  a  good  conclusion — 

25  namely,  that  the  Trade  Mark  ought  never  to  have  been  registered  because  it 
was  common  in  the  trade.  But  when  his  Lordship  said — "  I  do  not  consider 
**  it  necessary  to  affirm  one  way  or  the  other  whether  the  '  Cat  and  Barrel '  was 
**  common  in  the  trade,"  and  goes  on  to  say  "  In  my  opinion  he  has  no 
**  exclusive  right  to  the  device,**  that  would,  strictly  taken,  be  an  affirmation  of 

30  the  other  defence,  for  which,  as  I  have  said,  there  is  no  record,  and  with  which 
in  his  note  on  the  evidence  the  Lord  Ordinary  has  not  dealt.  Accordingly,  on 
the  terms  of  his  judgment,  I  come  to  the  conclusion  that  the  Lord  Ordinary  has 
left  me  in  doubt  as  to  whether  he  really  proceeds  on  the  device  being  not 
registrable  as  being  common  in  the  trade,  or  whether  he  proceeds  on  the  fact  that 

35  he  thinks  that  T?iom  and  Cameron  had  also  a  right  to  that  device. 

But  assuming,  as  I  am  rather  inclined  to  do,  that  it  is  on  the  first  that  he  has 
proceeded,  I  think  the  declarator  he  has  given  is  not  the  proper  declarator  in 
the  circumstances.  I  should  not  have  made  so  much  of  this  if  it  had  been  a 
mere  technical  criticism  on  the  Lord  Ordinary's  judgment.    But  I  think  it  goes 

40  very  deep  into  the  matter,  for  in  my  opinion  the  only  question  properly  raised 
in  these  pleadings  is  the  first,  and  not  the  second.  I  think  that  there  is 
evidence  enough  to  dispose  of  the  second  adversely  to  Thorn  and  Cameron  as  well 
as  of  the  first,  but  still  tlxere  is  no  pleading  that  entitles  Thomand  Cameron  to  a 
defence  on  the  second.    Of  course  the  best  test  to  take  is  to  examine  the  pleas. 

45  In  Boord^s  action,  that  is  to  say  where  the  attack  comes  in,  what  are  the  pleas 
in  law  for  the  Defenders  ?  They  first  of  all  say  in  their  averments  that  the 
^*  Cat  and  Barrel  *'  has  been  used  by  a  great  many  people ;  and  then  in  their 
pleas,  after  the  usual  plea  of  irrelevancy,  they  simply  put  as  plea  2. — "  The 
**  Pursuers  not  having  an  exclusive  right  to  the  *  Cat  and  Barrel '  brand,  decree 

50  "  of  absolvitor  should  be  pronounced.'*  And  as  to  plea  3 — "  In  respect  that  the 
"  Defenders  have  not  infringed  tbe  Pursuers'  Trade  Marks  they  should  be 
"  assoilzied."  That  I  think  can  only  be  taken  with  what  they  say  before— that 
these  marks  were  well  known  in  many  other  places,  and  in  particular  must  be 
taken  with  this — that  nowhere  is  there  intimation  that  they  propose  to  have 

55  themselves  put  on  the  Register.  In  short,  I  do  not  see  how  they  can  have  a 
relevant  defence,  f oundecT  on  the  fact  that  they  have  a  right  to  these  marks 
when  they  say  they  have  been  used  as  well  by  all  these  other  persons.    In 
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regard  to  the  Thorn  and  Cameron  action  against  Boord  Jk  Son  the  pleas  there 
necessarily  cannot  touch  that  point,  for  none  of  the  conclusions  touch  it.  The 
conclusions  are  only  pleadable  to  taking  a  party  off  the  Register ;  and  though 
there  is  one  that  Boord  A  Son  have  no  exclusive  right,  yet  there  is  no  explanation 
of  it,  in  that  case  either,  by  any  intimation  that  Thorn  and  Cameron  themselves  5 
want  to  go  on  the  Register. 

The  leading  and  therefore  the  proper  question  in  this  case  is^ught  the 
Pursuers'  label  to  be  expunged  from  the  Register  as  being  common  property  ? 
I  think  the  determination  to  which  you  would  come  in  such  a  matter  must 
vastly  depend  on  what  criticism  you  apply  to  the  evidence.    My  Lords,  I  think  10 
it  is  very  necessary  to  keep  this  firmly  in  view — that  what  we  are  doing  in  this 
case  is  something  very  different  from  what  one  does  in  examining  the  evidence 
in  a  case  say,  as  to  anticipation  of  a  Patent.    If  the  right  to  a  Trade  Mark  was 
constituted  by  the  fact  that  it  was,  so  to  speak,  an  invention,  then  it  is  quite 
clear  that  as  soon  as  it  was  proved  that  the  Trade  Mark  had  been  used  by  any-  15 
body  however  little  the  use  was,  but  still  had  been  used  at  a  period  prior  to  that 
when  it  was  first  possible  to  register  it,  that  would  be  sufficient  to  put  out  of 
the  way  the  claim  to  exclusive  right  of  a  person  who  had  got  registered  for  it. 
That  is  not  the  nature  of  the  right  to  a  registered  Trade  Mark.     I  again  remind 
your  Lordships  that  the  idea  of  right  to  a  mark  by  putting  it  on  the  Register —  20 
that  is  to  say,  right  by  registration  itself  and  nothing  more — was  an  entirely  new 
idea  under  the  Acts  ;  and  there  never  could  be  any  question  as  to  competition 
in  that  matter,  unless  you  suppose  such  a  state  of  things  as  two  people  coming 
up  at  the  same  time  and  presenting  themselves  hand-in-hand  with  applicationa 
for  registration  of  the  same  mark.    But  you  can  put  out  of  view  that  fantastic  25 
case.    Now  what  we  find  here  is  Boord  Jt  Son  coming  forward  and  entering  the 
**  Cat  and  Barrel "  but  nobody  else  coming  forward.     Then  if  it  were  a  new 
mark  there  could  have  been  no  question.     But  it  was  not  a  new  mark — it  was 
an  old  one ;  and  therefore  you  have  to  consider  the  question  of  whether  the 
mark  was  common  property  and  in  doing  so  you  must  consider  what  you  mean  30 
by  property  in  a  mark  iu  the  state  of  facts  antecedent  to  the  registration. 

Now,  property  in  a  mark  does  not  mean  a  few  isolated  sales  under  that 
mark,  but  it  means,  as  I  take  it,  that  you  had  sold  so  much  goods  under  it  that 
the  mark  had  come,  in  a  certain  market,  to  be  associated  with  your  goods. 
And,  it  is  just  because  I  think  the  Lord  Ordinary  has,  to  my  mind,  not  taken  35 
that  sufficiently  into  view  that  I  come  on  the  whole  matter  to  a  conclusion 
different  from  him.  I  do  not  think  the  evidence  led  in  this  case  is  evidence 
such  as  to  enable  us  to  affirm  as  a  proposition  that  the  mark  was  common 
property  and  so  ought  not  to  have  been  registered.  And  I  must  say  this, 
that  though  mere  lapse  of  time,  as  I  before  said,  is  not  in  itself  a  bar,  yet  40 
if  a  mark  is  allowed  to  be  on  the  Register  all  the  time  that  this  has  been, 
it  is  not  too  much  to  say  that  the  ornis  is  on  the  other  person  to  say  that  it 
never  ought  to  have  been  there.  The  Lord  Ordinary  has  gone  through  the 
evidence  in  his  note  as  to  the  cases  which  he  thinks  show  general  use  of  the 
mark.  Passing  over  for  the  moment  the  evidence  as  to  T?wm  and  Cameron  45 
themselves,  he  first  deals  with  James  Mackenzie.  Well,  James  Mackemie's 
firm  has  abandoned  the  use  of  the  mark  as  a  right.  One  of  the  partners 
described  their  trade  in  gin  as  being  infinitesimal.  The  label  was  only  made 
in  1883,  and  the  older  trade  was  nearly  all  export,  and  very  little  in  Scotland. 
The  next  case  is  Stewart,  Pott  A  Co.  In  later  years,  at  any  rate,  all  the  50 
gin  they  got  was  Boord^s  gin.  Wright  and  Oreig  say  their  trade  was  only 
a  small  trade.  Thomson^s  of  Leith  was  in  the  same  position — ^very  small  in 
amount.  Messrs  Barnard  gave  up  the  label  as  soon  as  they  were  appealed  to 
and  would  not  fight  the  matter  at  law,  and  disclaimed  it.  The  Valparaiso  case, 
I  am  bound  to  say^  left  on  my  mind  the  opinion  that  that  was  a  definite  5 
attempt  to  try  to  mimic  Boord's  label  in  order  to  pass  off  their  own  gin  as 
Boord' s.    And  Hughes'  was  a  very  small  trade.    Now  as  far  as  the  use  by  Thorn 
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and  Cameron  themselves  is  concerned,  there  is  a  great  deal  of  difficulty,  I  think, 
about  the  date.  It  is  very  variously  stated,  and  there  is  almost  no  evidence  of  any 
home  trade  at  all.  My  Lords,  I  do  not  go  into  these  matters  in  detail  because  it 
would  only  be  reading  evidence  for  hours.  I  will  just  say  that,  taking  the 
5  matter  as  a  jury  would,  it  seems  to  me  that  none  of  these  people  have  really 
proved  anything  more  than  a  very  sporadic  use  of  the  labels  with  a  cat  and 
barrel  on  them,  and  that  by  none  of  them  is  there  really  any  trade  proved  that 
would  associate  their  goods  with  a  cat  and  barrel.  It  is  not  unworthy  of  remark 
that  in  their  defences  as  originally  stated  in  Answer  3,  the  Defenders  proposed 
10  to  prove  that  they  had  for  many  years  sold  gin  with  labels  which  bore  as  a 
distinctive  feature  a  representation  of  a  cat  and  barrel ;  and  that  in  consequence 
thereof  the  gin  sold  by  them  had  for  many  years  been  known  in  the  market  as 
the  "  Cat "  brand  or  the  '*  Cat  and  Barrel "  brand.  They  have  not  even 
attempted  to  prove  that,  and  of  course  it  is  dead  in  the  teeth  of  what  one  of 
15  the  Defenders  himself  said  that  there  is  really  not  a  51.  note  in  the  worth  of  the 
labels  as  far  as  he  is  concerned.  On  the  whole  matter  I  think  the  evidence  falls 
far  short  of  what  would  be  necessary  to  displace  Boord  A  Son  from  the 
Register  as  owners  of  the  "  Cat  and  Barrel  "  mark  which  has  been  associated  for 
so  long  with  their  gin,  and  accordingly,  I  have  come  to  a  different  conclusion 
20  from  the  Lord  Ordinary. 

The  question  still  remains  as  to  what  is  to  be  done.    Of  course  in  the  action 
Thorn  and  Cameron  v.  Boord  it  is  simple  enough ;  in  tliat  action  there  will  be 
absolvitor.     But  as  regards  the  other  action,  various  things  are  asked.    The  first 
is  declarator  in  general  terms,  which  is  nothing,  because  that  is  merely  saying 
25  that  they  are  proprietors  of  their  own  Trade  Mark.    Then,  second,  there  is  an 
interdict — that  Thorn  and  Ua)neron  be  interdicted  against  using  the  designs  said 
to  infringe  the  Pursuers'  Trade  Marks.    In  Article  6  of  the  Condescendence 
there    are    four    labels    specified    as    infringing,  and    these   four   labels    are 
numbered  21,  18,  39,  33  on  their  card.    21  is  very  obviously  like.    Next  to  it  is 
30  18,  and  that  also  is  like,    39  is  not  quite  so  obvious.    That  is  the  "  Cat "  sitting 
on  the  top  of  the  barrel ;  not  on  the  flat  end  but  on  the  round.    33  also  is  a 
"  Cat  "  on  the  top  of  a  barrel,  with  a  glass  and  a  bottle.    Now,  these  two  labels 
are  certainly  not  so  obviously  like.     But,  my  Lords,  it  seems  to  me   that 
it  is   there  that  you   get   the   benefit  of    the  evidence  which  has  been  led 
35  by  Boord   A    Son,   and    I  think    that    the    evidence  is    strong    enough    as 
showing    such    association    in    the    trade    of    the    "  Cat    and    Barrel "    with 
Boord*8   gin    that    one    must    not    be    too    nice  about    this    matter,    and    I 
think  these  are  practical  infringements  of  the  Trade  Mark.     I  come  to  that 
conclusion  all  the  easier,  for  I  am  fortified  in  my  opinion  with  regard  to  these 
40  labels  by  the  result  at  which  Mr.  Justice  Swinfen  Eady  came  in  the  action 
tried  before  him.    The  labels  which  were  held  to  be  infringements  in  that 
action  are  not  nearly  so  near  to  Boord*8  label  as  either  of  these  two  with  which 
I  am  now  dealing.    Accordingly,  I  think  that  Boord  &  Son  are  entitled  to 
interdict  in  terms  of  that  conclusion.     Then  there  is  the  third  conclusion  for 
45  interdict  against  selling  or  passing  off  or  attempting  to  pass  off  their  manu- 
factures as  Boord* 8  manufactures.    I  do  not  think  there  is  any  proof  of  that. 
That  would  be  a  fraudulent  proceeding  on  the  part  of  Thorn  and  Cameron 
which  I  do  not  think  they  have  been  guilty  of,  and  it  would  not  be  right  to 
stigmatise  them  by  an  interdict  against  a  proceeding  which  they  have  never 
50  contemplated.    Therefore  I  do  not  think  decree  ought  to  be  granted  on  that 
conclusion.    In  regard  to  the  conclusion  for  delivering  up  papers,  I  think 
that  is  not  one  the  Pursuers  insisted  upon. 

My  opinion,  therefore,  is  that  the  Lord  Ordinary's  interlocutor  should  be 

recalled,  and  that  in  the  one  case  there  should  be  decree  of  absolvitor,  and 

55  in  the  other  case  there  should  be  a  decree  in  the  terms  of  the  first  and  second 

conclusions. 

Lord  M aoLarbn. — I  am  entirely  of  the  same  opinion,  and  have  nothing  to  add. 
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Board  A  Son. 

Lord-  KiNNEAR. — I  also  agree  with  your  Lordships  in  all  the  points. 
Lord  Pearson. — I  am  of  the  same  opinion. 
Boord  A  Son  were  granted  expenses  in  ordinary  course. 
Counsel  for  Boord  A  Son  moved  for  a  certificate  of  validity  in  terms  of  Seetion 
46  of  the  Trade  Marks  Act  1905.  ^ 

This  was  granted. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore   Mr.    Justice    Swinfbn    Eady. 

July  12th,  ISth,  15th,  and  Slst,  1907. 

Harrison  Patents  Company  Ld.  v.  W.  N.  Nicholson  &  Sons  Ld.     10 

Patent.^ Action  for  infringement. — Subject-matter.— Prior  user. — Construc- 
tion of  Sjyecification. — Infringement  not  found. — Certificate  granted  that  the 
validity  of  the  Patent  had  come  in  question. — Judgment  for  Defendants. 

The  owner  of  and  the  sole  licensees  under ^  Letters  Patent  for  "  Improvements 
^  in  impUfnents  for  the  cultivation  of  land*^  brought  an  action  for  infringe-  15 
ment,  in  which  the  Defendants  contended  that  they  did  not  infringe,  and 
alternatively  that,  if  the  Claims  included  what  the  Defendants  did,  then  the 
Patent  was  invalid.    The  seventh  Claim  of  the  Specification,  as  amended,  was  : 
"  In  a  cultivator,  the  combination  of  tines  having  the  points  of  their  shares 
*^  perpendicularly  below  the  centre  from  tvhich  the  curve  of  the  working  part  of  20 
"  the  tine  is  struck,  or  thereabouts,  a  bar  or  frame  carrying  such  tines,  a  sluift 
"  carried  by  the  machine  fratne  and  from  which  such  bar  or  frame  is  supported, 
"  means  for  enabling  the  tine  bar  or  frame  to  be  tilted  around  said  shaft  to 
'*  enable  tJie  tines  to  be  raised  entirely  out  of  the  ground  or  lowered  into  working 
**  jwsition,  and  means  for  enabling  the  angle  of  the  cranks  by  which  the  said  25 
"  shaft  is  supported  on  the  carrying  wheels  to  be  varied,  substantially  as  herein 
«*  shown  and  desct^ibed.''    The  Plaintiffs  alleged  that  the  chief  feature  of  their 
invention  was  the  combination  whereby  parallel  working  at  different  depths 
could  be  obtained  when  two  or  more  rows  of  tines  were  used  in  a  cultivator. 
The  Defendants*  cultivator  differed  from  that  of  the  Plaintiffs  in  several  30 
respects,  including  the  use  of  two  lever s^  one  at  each  end  of  the  machine,  instead 
of  one  lever,  and  in  having  a  through  shaft  fixed  to  the  frame  instead  of  being 
journalled  to  it. 
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Held,  thaty  upon  the  true  construction  of  the  Specification^  the  Claim  was  for  a 

combination^  hut  limited  to  the  particular  mode  of  carrying  it  out  described  in 

the  Specification^  ami  that  the  Defendants  had  not  taken  the  patented  invention 

and  had  not  infringed.     The  action  was  dismissed  with  costs.     The  Plaintiffs 

5  were  granted  a  Certificate  that  the  validity  of  tJie  Patent  had  come  in  question. 

^   On  the  28th  of  November  1898  Letters  Patent  (No.  25,031*  of  1898)  were 
granted  to  William  Edward  Martin  for  "  Improvements  in  implements  for  the 
**  cultivation  of  land." 
The  Complete  Specification  (as  amended  in  accordance  with  the  decision  of 

10  the  Comptroller-General,  dated  the  31st  of  July  1906),  so  far  as  material  for  the 
purposes  of  this  Report,  was  as  follows  : — "  This  invention  relates  mainly  to  land 
"  cultivating  implements  for  horse  or  mechanical  power  having  tines  capable 
"  of  movement  and  conti'olled  by  springs,  and  consists  of  certain  improvements 
"  connected  therewith,  as  follows : — First,  I   connect  the  tines  in  a  suitable 

l,*)  "  manner  to  springs  so  that  they  v^ill  vibrate  in  work,  but  not  pull  back  too  far 
"  or  rise  out  of  the  ground.  Secondly,  I  construct  the  tines  so  that  the  blades 
"  thereof  will  more  readily  enter  and  lift  the  soil  and  bring  weeds  and 
"  rubbish  to  the  surface.  Thirdly,  I  provide  means  whereby  all  the  tines  can 
*'  be  readily,  quickly  and  evenly  adjusted  to  the  desired  working  depth. 

20  "  The  well  known  types  of  these  implements  have  tines  which  present  the 
**  share  at  too  great  an  angle  for  effective  work  or  pull  back  and  come  on  to  or 
"  near  the  surface. 

"  This  difficulty  I  have  entirely  overcome  by  my  invention  which  consists  of 
"  tines  made  of  metal  of  rectangular  or  other  suitable  section  bent  to  an  improved 

25  **  sickle  shape  and  having  either  forged  or  renewable  shares ;  the  front  or  upper 
'*  ends  of  these  tines  pass  through  and  are  free  to  move  in  slots  in  guide  blocks 
"  carried  by  the  machine  and  terminate  in  forks  or  other  suitable  device  by 
"  which  they  are  jointed  securely  to  one  end  of  U  shaped  springs,  the  other 
"  ends  of  said  springs  being  rigidly  fixed  to  the  guide  blocks  or  to  the  frame  so 

30  **  that  when  the  machine  is  at  work  these  springs  will  keep  the  tines  in 
"  a  continual  state  of  vibration  and  if  they  should  encounter  a  very  hard 
**  piece  of  ground  or  obstruction  the  springs  can  only  be  compressed  to  the 
"  guide  blocks,  in  which  case  the  tines  would  then  be  practically  solid  and  so 
**  keep  to  the  work. 

35  "  In  order  that  my  invention  may  be  cleai-ly  understood  and  readily  carried 
"  into  effect  I  will  proceed  aided  by  the  accompanying  drawings  fully  to 
"  describe  the  same. 

*  "  Figures  1  and  2  are  two  opposite  side  elevations  of  one  form  of  my  improved 
"  cultivator.    Fig.  1  merely  shows  an  elevation  of  half  the  machine  and  Fig.  2 

40  "  shows  an  elevation  of  the  other  half  of  the  machine  to  the  central  line. 

"  These  figures  have  been  shown  in  this  way  for  the  sake  of  clearness.    .    .    . 

"  I  will  first  describe  the  form  of  machine  shown  at  Figures  1  to  6.    a  are  the 

"  tines,  which  in  the  various  views  are  shown  fitted  with  reversible  steel  shares 

''  a^  the  upper  ends  of  these  tines  pass  through  guide  blocks  b  and  are  free  to 

45  "  move  therein  and  they  terminate  in  forks  a* ;  c  are  U  shaped  springs  which 
"  at  one  end  are  secured  rigidly  to  the  guide  blocks  b  in  any  convenient  manner, 
**  the  following  arrangement  being  shown  in  the  drawings.  Lugs  b^  are  formed 
"  on  opposite  sides  of  each  block  6,  bolts  d  are  passed  through  these  lugs  and 
'^  through  a  plate  e  ;  this  plate  e  has  a  pin  e^  fitting  a  hole  in  one  end  of  the 

50  "  U  shaped  spring  c  and  the  latter  is  bolted  securely  to  the  guide  block  b 
''  and  both  it  and  the  guide  block  are  secured  to  the  cross  bar  J  by  nuts  d^ 
"  screwed  on  to  the  bolts  d.  The  other  ends  of  these  U  shaped  springs  c  are 
'*  connected  to  the  forked  ends  a^  of  the  tines  a  by  means  of  a  bolt  a^  so  as  to 
**  form  a  joint.    Each  of  the  blocks  b  is  formed  with  a  slotted  opening  &*  in  its 

55  '^  lower  part  within  which  the  tine  shank  is  located  and  the  latter  is  retained 
^  within  said  slot  by  means  of  cross  bolts  b^. 
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"  The  slot  in  the  block  b  is  preferably  made  deeper  at  the  front  than  the  depth 
•*  of  the  tine  as  shown  in  Figures  4,  5,  6,  7,  8,  9,  10, 11  and  12.  Thus  when  the 
^^  tines  a  are  in  work  they  will  be  kept  in  a  continual  state  of  vibration  and 
"  should  they  meet  with  a  hard  piece  of  land  or  other  obstruction  the  springs  e 
'*  can  only  be  compressed  until  the  forks  cr*  come  into  contact  with  the  guide 
^'  blocks  b  when  the  tines  will  act  as  non  yielding  tines  until  the  obstruction  is 


passed,  they  will  then  spring  back  to  their  normal  position.  It  will  be  under- 
stood that  the  tines  act  independently  of  each  other  so  that  some  might  act  as 
unyielding  tines  whilst  others  are  free  to  yield. 

"  Passing  through  holes  b^  in  the  guide  "blocks  6  is  a  shaft  g  on  the  ends  of  10 
which  are  fixed  cranks  g^  provided  with  pins  g%  on  which  the  ground  or 
supporting  wheels  g^  are  mounted. 

"  This  shaft  g  is  mounted  in  journals  formed  in  brackets  h^  fixed  to  and 
forming  part  of  the  frame  h.  A  lever  i  is  also  secured  to  the  shaft  g ;  this 
Ibver  is  fitted  with  a  spring  pawl  t*  operated  by  a  hand  lever  t'  and  said  pawl  15 
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"  is  capable  of  being  engaged  with  any  of  the  notches  of  the  quadrant/*  which 
"  latter  is  fixed  rigidly  to  the  bar/.  By  these  means  the  angle  of  the  cranks  g^ 
**  and  consequently  the  height  of  the  rear  part  of  the  frame  h  can  be  varied,  and 
"  hy  the  alteration  of  the  angle  of  the  cranksjl^ogether  with  the  adjustment  of  the 
"  tilting  lever  j  hereinafter  described,  the  tines  can  thorohy  enabling  all  the- 
^ -tines  te  be  regulated  to  an  equal  working  depth  at  any  depth  required  in 
"  practice,  whereas  in  other  systems  of  cultivator  with  a  fixed  wheel  centre  and 


"  adjustment  obtained  by  a  lever  and  quadrant  the  back  row  of  tines  must  be 
"  either  deeper  or  more  shallow  in  the  work  than  the  more  forward  row  or  rows 

10  "  except  at  one  fixed  depth. 

"  A  lever y  provided  with  a  spring  pawiy*  operated  by  a  hand  lever ^"^  is  fixed 
*'  on  one  end  of  a  shaft  p  and  said  lever  is  capable  of  being  moved  so  that  its 
"  spring  pawl  may  engage  with  any  of  the  notches  in  the  quadrant  h^  fixed  to 
"  the  frame  h. 

15  "  This  lever y  has  a  short  arm/*  which  by  a  link^^  is  connected  to  a  bracket/* 
"  fixed  to  the  bar/.  On  the  opposite  end  of  the  shaft  f  is  fixed  an  arm  j^* 
"  corresponding  with  the  arm  j  •  and  said  arm  j*  ••  is  connected  by  a  second 
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"  linky^  to  a  second  bracket  f^  fixed  to  the  bar  /.  By  these  means  the  tines 
"  can  be  set  in  the  required  position  for  work  or  lifted  clear  of  the  ground  for 
"  the  better  convenience  of  turning,  travelling  on  roads  or  clearing  of  rubbish. 

"  If  desired  the  machine  may  be%provided  with  a  seat  supported  in  any  con- 
*"  venient  manner  on  the  frame  thereby  enabling  the  machine  to  be  better  under  5 
"  the  control  of  one  man,  I  have  not  however  shown  a  seat  in  the  drawings  in 
"  order  to  avoid  confusion,  but  such  can  be  readily  fitted  by  any  competent 
"  mechanic. 

"  The  front  of  the  frame  h  is  shown  provided  with  a  swivel  wheel  7*'  but 
'^  this  may  be  dispensed  with  and  a  pole  or  shafts  may  be  attached  to  the  10 
"  frame  h. 

"The  machine  above  described  has  two  rows  of  tines  a  the  carrying  blocks  h 
"  of  which  are  all  secured  to  the  same  bar  /  whilst  the  distance  between  the 
"  front  and  back  rows  is  obtained  by  giving  the  back  row  a  greater  length  of 
"  tine  shank  than  the  front  row 15 

"  I  construct  the  tines  a  of  such  shape  that  the  working  points  of  the  shares  a' 
"  shall  be  perpendicularly  below  the  centre  x  from  which  the  curve  of  the  tine 
"  or  working  part  thereof  is  struck  or  thereabouts  whereby  I  obtain  a  cutting 
'*  action  in  contradistinction  to  the  dragging  action  produced  when  the  shares 
"  or  points  of  the  tines  are  not  continued  so  far  forward.  The  pattern  of  the  20 
"  guide  blocks  h  may  be  altered  from  those  herein  shown  and  described  and 
"  they  may  be  secured  to  the  frame  by  other  means  than  those  illustrated. 

"  I  do  not  confine  myself  to  the  particular  shape  of  the  springs  herein  shown 
'^  and  described  and  I  may  connect  the  springs  to  the  frame  or  to  the  tines  and 
"  guide  blocks  in  any  suitable  manner  other  than  those  herein  described  and  25 
"  illustrated. 

"  I  do  not  limit  myself  to  the  use  of  the  shapes  or  frame  herein  described  and 
**  illustrated  such  being  only  shown  as  a  type  to  which  my  invention  refers  but 
*^  I  may  make  modifications  and  adapt  my  invention  to  other  pattern  cultivator, 
"  scarifier,  drag  harrow  or  the  like."  30 

The  Patentee  claimed  : — "  1.  In  a  cultivator  the  combination  of  non-yielding 
"  tines,  guide  blocks  having  slots  therein  fitting  the  shanks  of  the  tines  and 
"  springs  acting  upon  the  tines  in  a  horizontal  direction.  2.  In  a  cultivator 
*'  the  combination  of  tines  and  guide  blocks  having  slots  therein  deeper  at  their 
"  front  ends  than  at  their  rear  ends  where  they  fit  the  tine  shanks,  substantially  35 
<'  as  herein  shown  and  described.  3.  In  a  cultivator  the  combination  of  tines 
"  having  the  points  of  their  shares  perpendicularly  below  the  centre  from  which 
"  the  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  guide 
^*  blocks  having  slots  therein  deeper  at  their  front  ends  than  at  their  rear  ends 
"  where  they  fit  the  tine  shanks  and  springs  acting  in  a  horizontal  direction  on  40 
"  the  tine  shanks,  substantially  as  herein  described  and  illustrated  in  the 
*'  accompanying  drawings.  4.  In  a  cultivator,  the  combination  of  tines  having 
"  the  points  of  their  shares  perpendicularly  below  the  centre  from  which  the 
*'  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  guide  blocks  in 
"  which  the  tine  shanks  are  capable  of  horizontal  and  slightly  angular  motion,  45 
"  springs  acting  in  a  horizontal  direction  on  the  tines,  means  .for  adjusting  the 
"  working  depth  of  the  tines  and  keeping  them  at  all  depths  in  a  horizontal 
"  plane,  and  means  for  tilting  the  tines  entirely  out  of  the  ground  when  required, 
"  substantially  as  herein  described'and  illustrated  in  the  accompanying  drawings. 
"  5.  In  a  cultivator,  the  combination  of  tines,  gaide  blocks  having  slots  deeper  50 
"  at  their  front  end  than  at  their  rear  end  in  which  such  tines  are  mounted, 
"  springs  acting  upon  said  tines,  a  bar  or  bars  carrying  such  guide  blocks  and 
"  springs,  a  shaft  carried  by  the  machine  frame  and  from  which  such  bar  or  bars 
"  are  supported,  cranks  fixed  on  the  ends  of  the  said  shaft,  pins  on  said  oranks 
"  on  which  the  carrying  wheels  are  mounted,  a  hand  lever  fixed  on  said  shaft  55 
"  to  enable  the  angle  of  the  cranks,  and  consequently  the  working  depth  of  the 
"  tines,  to  be  adjusted,  and  a  notched  quadrant  to  receive  the  spring  pawl  and 
"  thereby  retain  the  parts  in  any  required  position,  substantially  as  herein  set 
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'*  forth.  6.  In  a  cultivator,  the  combination  of  tinea  acted  upon  by  springs  and 
"  capable  of  short  horizontal  motion,  a  bar  or  frame  carrying  snch  tinos,  a  shaft 
"  carried  by  the  machine  frame  from  which  such  bar  or  frame  is  suspended,  and 
'*  means  for  enabling  the  tine  bar  or  frame  to  be  tilted  around  said  shaft  to  enable 
"  the  tines  to  be  raised  entirely  out  of  the  ground  or  lowered  into  working 
^'  position,  substantially  as  herein  described  and  illustrated  in  the  accompanying- 
*'  drawings.  ?t  In  ft  oultivator^  tho  oombinotion  of  tinoo  having  the  ^winto  per 
^^  pondionlarly  below  tho-oontro  from  which  tho  onrvo  of  the  working-paFt  ef-tbe 

*^j      wt»v/     XXIUUUILIVJ    ItU CTIT?     UIULI      11  UlU     fl  lllxMl    \3*\.\J\\.     UUl     U""  1.71111  iJ    lU    KJl.    KvVKj    UU.  UpV.^1  Ul^VXy 

•""""CrWTTXro  jLAA.v/vi  UU  tUU  V.'Ul.l.U  Ul  UIIU  SJIUZU.  OTrCBTC^  pXIXO  UU^UUll-L  L-TllUll-U^Wl*  IT  i<x\'Li.  uiftU 
f^     PnTTT^ITI  IT    ^^^»^^^lg     <\^«^^  •  %^iy^»i  ft4'rt/j        t\  Kr>i%/^l      l/\«»r>»i     A^'xrrkA     r\n     Of> » r4     nKo-fl-     ^j^     '^TXSXrkXt^     TTifS 

^^-anglo  oi-tho  orftBk6-ft»4-eeft6e<|ae»tty4be~wepkiBg-4eptb-ef-^t»e  tinoo,  fee-bi» 
^*  adjiiotod  ftt  ftU  depfes-ift-ft-borizontal-plano,  cbed  a   notohod  quadrant  to 

*  v»A-»v>*.  1  w    vLsv^    WL^I  XXX£^    IIU  II  1    ULll4.~UCTT7rt?U  I     XV^VUlll  VXTC    UtVt  UO  XU   CVIXT    "Xl^UlXllVJlX     p7\»i^avTUCI, 

^^  Dubotftntially  ao  lioroin  oot  forth.  7  8.  In  a  cultivator,  the  combination  of 
^*  tines  having  the  points  of  their  shares  perpendicularly  below  the  centre  from 
**  which  the  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  a  bar 
"  or  frame  carrying  such  tines,  a  shaft  carried  by  the  machine  frame  and  from 
^^  which  such  bar  or  frame  is  supported,  wsA  means  for  enabling  the  tine  bar  or 
'*  frame  to  be  tilted  around  said  shaft  to  ei^^tble  the  tines  to  be  raised  entirely 
"  out  of  the  ground  or  lowered  into  working  position,  and  means  for  enabling 
"  the  angle  of  the  cranks  by  which  the  said  shaft  is  supported  on  the  carrying 
**  wheels  to  be  varied^  substantially  as  herein  shown  and  described." 

The  Plaintiffs  commenced  an  action  for  infringement  of  the  Patent  on  the 
26th  of  November  1905  against  W.  N.  Nicholson  A  Sons  Ld,^  claiming  the  usual 
relief. 

The  Statement  of  Claim  alleged  that  the  Plaintiff,  William  Edward  Martin^ 
was  the  grantee  and  registered  legal  owner  of  the  Patent,  and  that  the  Plaintiffs, 
the  Harrison  Patents  Company  Ld.y  were  the  sole  licensees  under  the  Patent, 
and  that  the  Defendants  had  infringed.    The  usual  relief  was  claimed. 

The  Particulars  of  Breaches  alleged  that : — (1)  The  Defendants  between  the 
granting  of  the  said  Letters  Patent  and  the  issue  of  the  writ  in  the  action,  both 
prior  to  and  subsequent  to  the  amendment  of  the  Specification  thereof,  had 
infringed  the  Patent — (a)  by  offering  for  sale  new  "Castle"  cultivators 
described  and  illustrated  in  their  Season  List  No.  651  of  1905-6,  and  (b)  by 
selling  or  supplying  for  sale  to  James  Gfmlta-s^  of  Grantham,  and  divers  other 
persons,  cultivators  constructed  in  accordance  with  or  in  manner  only  colourably 
differing  from  the  invention  described  in  the  Specification  of  the  Patent  and 
claimed  in  the  seventh  claiming  clause  thereof. 

The  Defendants  by  their  Defence  denied  infringement,  and  they  alleged  that 
the  original  Complete  Specification  of  the  Patent  was  not  framed  in  good  faith 
or  with  reasonable  skill  or  knowledge,  and  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  were  as  follows  :— "  (1)  The  person  to  whom 
"  the  said  Letters  Patent  were  granted  was  not  the  true  and  first  inventor  of 
''  the  alleged  invention.  (2)  The  alleged  invention  described  in  the  amended 
"  Complete  Specification  with  reference  to  the  Drawings  was  not  useful.  (3) 
'^  The  amended  Specification  of  the  alleged  invention  does  not  distinguish  what 
'*  parts  of  the  alleged  invention  were  new  and  what  were  old.  (4)  The  amended 
*'  Complete  Specification  of  the  alleged  invention  describes  and  claims  an 
"  invention  different  from  and  larger  than  the  invention  described  in  the  Pro- 
**  visional  Specification  thereof.  This  objection  is  founded  upon  page  1,  lines 
*•  17  to  19,  page  2,  lines  9  to  21,  and  the  Drawings  of  the  Provisional  Specifica- 
"  tion,  and  page  3,  lines  12  to  14,  page  3,  line  45,  to  page  4,  line  36,  page  4, 
"  line  50,  to  page  5,  line  5,  Figures  1  to  6,  and  10, 11, 12  of  the  Drawings,  and 
<<  Claims  4,  5,  6  and  7  of  the  amended  Complete  Specification.  (5)  Having 
^*  regard  to  the  state  of  common  knowledge  at  the  date  of  the  said  Letteis 


728  REPORTS  OF  PATENT,  DESIGN,        [Nov.  20, 1907. 

Harrison  Patents  Company  Ld.  v.  W.  N.  Nicholson  &  Sons  Ld. 


a 


Patentjand  to  the  Specifications  and  prior  users  mentioned  in  paragraphs  69 
**  7,  and  8  hereof,  the  alleged  invention  as  claimed  in  all  the  claiming  clanses 
"  of  the  amended  Complete  Specification  was  not  proper  subject-matter  for 
"  valid  Letters  Patent.  (6)  The  alleged  invention  was  not  novel  at  the  date  of 
"  the  said  Letters  Patent,  having  been  previously  published  in  the  realm  by  the  5 
"  publication  of  the  following  British  Complete  Specifications  and  United  States 
^^  Specifications,  the  whole  being  in  each  case  relied  on  unless  otherwise  stated 
**  with  respect  to  the  Claims  of  the  said  amended  Complete  Specification 
"  mentioned  :— (a)  Nicholson  and  Mather  (No.  2604  of  1879),  page  3,  line  31, 
"  to  page  4,  line  4,  and  the  Drawings  are  relied  on  with  respect  to  Claims  4  to  7  ;  10 
'«  (b)  Nicholson  and  Mather  (No.  11,216  of  1884),  Claims  4  to  7 ;  (c)  JeffHes 
''  and  Garrard  (No.  16,885  of  1886),  Claims  4  to  7  ;  (d)  Huxtdble  (No.  6931  of 
"  1889),  Figures  1  and  5  of  the  Drawings  and  the  letterpress  relating  thereto 
"  with  reference  to  Claims  3,  4,  and  7  ;  (e)  Harrismi  (No.  15,666  of  1891), 
''  Claims  3  to  7  ;  (f)  Topham  (No.  14,099  of  1893),  Claims  3  to  7  ;  (g)  Nicholson  15 
"  and  Mather  (No.  17,064*  of  1895),  Claims  3  to  7  ;  (h)  Bamford  (No.  1450  of 
"  1896),  Figures  6  and  9  of  the  Drawings  and  the  letterpress  relating  thereto 
"  with  reference  to  Claims  1,  3,  4,  5,  6,  and  7  ;  (i)  Ransome  and  Garrard  (No. 
"  9744  of  1897),  Claims  1,  3,  4,  5,  6,  and  7  ;  (j)  Carter  (U.S.A.,  No.  231,268  of 
«  1880),  Claims  1,  3,  4,  5,  and  6  ;  (k)  Brown  (U.S.A.,  No.  240,377  of  1881),  20 
«  Claims  1,  3,  4,  5,  and  6  ;  (1)  Goettmann  (U.S.A.,  No.  330,108  of  1885),  Claims 
"  3,  4,  and  7  ;  Stimson  (U.S.A.,  No.-390,812  of  1888),  Claims  1,  3,  4,  5  and  6  ; 
"  (n)  Rowell  (U.S.A.,  No.  410,769  of  1889),  Claims  1, 3,  4,  5,  and  7  ;  (o)  Forbes 
"  (U.S.A.,  No.  468,986  of  1892),  Claims  3,  4,  5,  and  7  ;  (p)  Clark  (U.S.A., 
"  No.  275,146  of  1883),  Claims  1,  3,  4,  5,  and  6.  (7)  The  alleged  invention  as  25 
"  aforesaid  was  also  published  prior  to  the  date  of  the  said  Letters  Patent  in 
'*  manner  following  : — (1)  By  the  manufacture,  use,  and  sale  by  the  Defendants 
"  and  their  predecessors  in  business  continuously  since  the  year  1892  of  horse 
"  rakes  known  as  '  Parallel  Lift  Rakes.'  (2)  By  the  manufacture,  use,  and  sale 
"  by  Messrs.  Eansomes,  <Stms,  and  Jeffries  Ld.  and  their  predecessors  in  business  30 
"  continuously  since  the  year  1869  of  horse  rakes  known  as  '  Star  Rakes.'  (3) 
"  By  the  manufacture,  use,  and  sale  by  the  Defendants  and  their  predecessors 
*'  in  business  in  and  from  time  to  time  ever  since  the  year  1879  of  cultivators 
'*  known  as  '  Spring  Balance  Cultivators.'  (8)  The  Plaintiffs  are  not,  nor  are 
'*  either  of  them  in  law  entitled  to  the  exclusive  right  to  make,  use,  and  sell  35 
"  machines  constructed  in  the  manner  described  in  the  said  amended  Complete 
"  Specification  and  claimed  in  Claims  3,  4,  5,  6,  and  7  thereof  by  reason  of  the 
"  prior  grant  to  Geoffrey  Howard  and  Edward  Tenney  Bousfield  of  Letters 
"  Patent  No.  21,487  of  1898.  The  whole  Specification  of  the  said  Letters  Patent 
"  is  relied  on."  40 

The  Specification  of  Howard  and  Bomfield's  Patent  (No.  21,487  of  1898) 
rthe  alleged  prior  grant)  described  a  cultivator  in  which  the  height  of  the 
rrame  was  regulated  by  means  of  eccentric  axle  blocks,  instead  of  the  cranks 
employed  for  this  purpose  in  Martin's  Specification.  The  use  of  eccentric 
axle  blocks  enables  tines  to  be  mounted  outside  the  road  wheels,  an  arrange-  45 
ment  not  possible  where  cranked  axles  are  used. 

The  differences  between  the  Defendants'  machine  and  the  patented  machine 
will  be  found  stated  in  the  Judgment. 

TT  alter  K.C.  and  H.  A.  Cole/ax  (instructed  by  Routh,  Stacey^  and  Castle^ 
agents  for  Stapleton  &  Son,  of  Stamford)  appeared  for  the  Plaintiffs  ;  Bousfield  50 
K.C.  and  W.  Neill  (instructed  by  W.  C.  Broadbridge,  agent  for  Larken  &  Co>^ 
of  Newark)  appeared  for  the  Defendants* 

Walter  K.C.  for  the  Plaintiffs.—The  Defendants  have  infringed  Claim  7  of 
the'  Plaintiffs'  Specification.  Cultivators  must  not  be  confused  with  hay  rakes. 
The  teeth  of  a  hay  rake  do  not  enter  the  ground,  nor  are  they  fixed  in  position ;  55 
they  are  kept  down  solely  by  gravity.  In  a  cultivator  the  cutting  edges  of  the 
tines  must  be  kept  at  a  fixed  position.  Two  movements,  at  least,  are  necessary 
in  cultivators  fitted  with  two  or  more  rows  of  tines  ;  firstly,  a  movement  giving 
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adjustment  of  the  working  depths  of  the  tines,  and,  secondly,  a  movement  to 
secore  parallel  working  of  the  rows  of  the  tines.  The  problem  of  obtaining 
these  two  movements  had  been  attacked  in  various  ways,  as  for  example  by 
using  a  parallel  ruler  motion,  or  by  separately  adjusting  each  row  of  tines  after 
5  they  had  been  set  to  the  required  working  depth.  The  Patent  sued  upon 
relates  to  a  combination  of  two  movements  obtained  in  the  following  way — The 
wheels  of  the  cultivator  are  mounted  on  cranks  capable  of  rotation  about  a  cross 
bar,  and  the  tines  are  mounted  on  a  bar  rotating  about  the  same  cross  bar.  The 
use  of  cranks  for  altering  the  height  of  the  machine  frame  is  not  new,  and  tines 

10  have  been  rotated  about  a  shaft  prior  to  the  date  of  this  Patent,  but  the  problem 
of  getting  parallel  two  or  more  rows  of  tines  by  the  combined  action  of  rotating 
the  tines  round  a  through  shaft  and  rotating  the  cranks  bearing  the  wheels 
about  the  same  centre  was  a  problem  that  had  never  before  been  touched* 
There  is  no  disconformity  between  the  Provisional  and  Complete  Specifications. 

15  In  the  Provisional  Specification  the  tine  carriers  are  fixed  to  the  shaft  and 
rotate  with  it,  and  adjustment  between  the  tines  and  the  crank  is  obtained  by 
means  of  set  screws  ;  in  the  Complete  Specification  the  tine  carriers  are  fixed 
to  a  common  bar  which  rotates  around  the  shaft,  and  the  adjustment  is  made 
by  a  lever  and  quadrant.    The  whole  object  in  both  cases  is  to  alter  the  angular 

20  relation  of  the  tines  to  the  crank,  and  the  Provisional  Specification  describes  the 
invention  in  its  simplest  form.  The  Specification  was  framed  in  good  faith  and 
with  reasonable  skill  and  care  ;  the  amendment  was  made  in  order  that  the  real 
invention  should  be  clearly  expressed.  With  regard  to  the  alleged  prior  grant, 
the  invention  claimed  in  the  claiming  clauses  of  Howard  and  BousfieUTs 

25  Specification  is  not  the  same  as  the  invention  described  and  claimed  in 
Martin's  Specification. 

James  Swinburne  and  William  Edward  Martin  were  called  as  witnesses  on 
behalf  of  the  Plaintiffs. 
Bousfield  K.C.  opened  the  case  for  the  Defendants. — The  Patent  is  a  very 

30  narrow  one.  The  Specifications  have  been  cited  against  the  Patent  principally  to 
show  the  state  of  the  art  with  regard  to  cultivators,  and  the  extent  to  which  the 
field  had  been  covered  by  prior  inventions.  The  Patent  is  not  a  Patent  for  a 
novel  principle  of  construction,  it  is  for  mere  alterations  in  details  in  a  field 
which  to  some  extent  has  already  been  covered.    The  principles  laid  down  in 

35  Curtis  v.  Plait  (L.R.  3  CD.  135n)  apply.  It  was  not  new  either  to  have  tines 
the  points  of  which  are  vertically  below  the  centre  of  the  working  part  of 
the  tine  or  to  have  tines  governed  by  springs.  The  Patentee's  exact  notion  of 
having  tines  going  through  the  curves  and  slots,  and  of  attaching  the  springs  in 
the  particular  way  he  describes  so  as  to  get  a  parallel  horizontal  movement  may 

40  be  new,  and  his  Claims  are  confined  to  details  of  that  description.  The  two 
independent  movements  in  cultivators  of  adjusting  the  working  depth  by  thd 
use  of  a  cranked  axle  and  of  tilting  the  tines  were  known  prior  to  the  Patent^ 
and  to  combine  these  two  movements  involves  no  invention  (  Williams  v.  Nye 
7  R.P.C.  67).    The  invention  claimed  by  the  Patentee  is  not  the  broad  combi. 

45  nation  of  these  two  movements,  but  the  particular  way  of  combining  them. 
The  construction  of  the  Defendants'  machine  is  essentially  the  same  as  that 
used  many  years  ago  in  the  "  Star  Horse  "  rake  invented  by  Ransomes  and 
Jeffries  and  subsequently  in  the  "Parallel  Lift"  rake  manufactured  by  the 
Defendants.    The  levers  in  the  Defendants'  machine  for  altering  the  angle  of 

50  the  cranks  work  in  exactly  the  same  way  as  the  levers  described  in  Nicholson's 
and  Mather's  Specification  No.  17,064*  of  1895.  In  view  of  these  facts,  if  the 
Defendants'  machine  inMnges  Martin's  Patent,  that  Patent  must  be  invalid  for 
want  of  subject-matter  and  want  of  novelty.  In  the  Provisional  Specification, 
of  the  Patent  sued  upon,  the  movement  described  is  such  that  the  tines  cannot 

55  .be  tilted  without  moving  the  cranks^  whereas  in  the  Defendants'  machine  the 
crank  movement  is  absolutely  independent  of  the  tilting  movement  of  the  tines* 
Tije  portions  which  have  been  struck  out  from  a  Specification  on  amendment 

8  o 
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may  be  considered  in  constrning  the  amended  docnment,  and  where  a  Specifi- 
cation has  been  amended  the  Patentee  cannot  claim  any  construction  for  his 
Claims  that  will  render  them  wider  than  they  were  before  amendment.  In  this 
particular  case  the  Patentee  is  seeking  to  read  into  his  amended  Claim  a  different 
combination  &>om  that  described  in  his  Provisional  Specification  and  claimed  5 
in  his  Complete  Specification  1t)efore  it  was  amended.  The  case  of  Moser  v. 
Marsden  (13  R.P.C.  page  31)  is  an  authority  against  this  proposition.  The  issue, 
as  it  arises  on  the  question  of  prior  grant,  is  really  the  issue  of  first  and  true 
inventor.  If,  as  the  Plaintiffs  allege,  the  invention  claimed  in  Martinis 
Specification  is  the  combination  of  two  sets  of  motions,  one  of  which,  is  for  10 
tilting  and  the  other  for  adjusting  the  height  in  reference  to  the  ground  in  such 
a  way  that  two  or  more  rows  of  tines  may  be  kept  in  parallel  horizontal  position, 
then  this  invention  is  disclosed  in  the  Specification  of  the  prior  grant  to 
Howard  and  Bousfield  (No.  21,487  of  1898)  and  these  grantees  were  the  first  and 
true  inventors.  For  the  reasons  indicated,  according  to  the  construction  to  be  15 
put  upon  Martinis  Specification,  the  Patent  is  either  a  narrow  one  for  a  machine 
of  a  particular  construction  which  has  not  been  infringed  by  the  Defendants  or 
it  is  a  broad  Patent  for  the  combination  of  two  movements,  in  which  case  it  is 
invalid. 

Charles  Vernon  BoyeSy  Frederick  William  Oarrard^  and  Robert  WaUace  20 
were  called  as  witnesses  for  the  Defendants. 

TF.  Neill  summed  up  the  case  for  the  Defendants. — The  Defendants  have  not 
infringed.  The  Patent  is  for  details,  and  the  Claims  have  only  a  limited  ambit. 
All  the  elements  of  the  combination,  with  the  exception  of  the  particular  block 
in  which  the  tines  are  mounted  with  U-shaped  springs,  are  old,  and  on  the  25 
authority  of  Nobel  v.  Anderson  (11  R.P.C.  530)  the  ambit  of  the  Claims  cannot 
be  extended  so  as  to  make  the  Defendants'  machine  an  infringement  of  the 
Patent.  Both  the  movements  of  the  Defendants*  machine  were  present  in  the 
** Parallel  Lift"  rake,  and,  unless  the  Patentee  can  show  that  ingenuity  and 
invention  have  been  exercised  in  the  application,  a  Patent  for  applying  a  well-  30 
known  device  to  an  analogous  purpose  is  invalid  (Harivood  v.  Great  Northern 
Railway  Cmnpany  35  L.J.  Q.B.  page  38,  and  Lane-Fox  v.  Kensington  and 
Knightsbridge  Electric  Lightifig  Company  9  R.P.C.  413  ;  L.R.  (1892)  3  Ch.  424). 
All  pleas  in  patent  actions,  including  the  plea  of  prior  grant,  are  developments 
of  and  are  comprised  in  the  plea  of  "  first  and  true  inventor."  Howard  and  35 
Bousfield  employed  in  their  machine  eccentrics  which  are  mechanically 
equivalent  to  the  cranks  employed  by  the  Patentee,  and  they  are  both  used  in 
the  same  combination  of  movements.  The  two  devices  are  substantially 
identical.  If  the  Claims  of  Martinis  Specification  include  the  construclaon 
adopted  in  the  Defendants'  machines,  they  equally  include  what  is  described  40 
in  Howard  and  Bousfield^ s  Specification,  and  Jlzar^m  cannot  be  the  true  and  first 
inventor  of  what  he  claims.  The  Crown  has  been  deceived,  and  the  grant  of 
Letters  Patent  is  invalid  {Morgan  v.  Seaward^  1  Goodeve  Pat.  Cas.,  page  309). 
The  Patentee  in  his  Provisional  Specification  has  nothing  more  than  is 
described  in  Howard  and  BousfieUTs  Specification,  but  in  his  Complete  Specific  45 
<cation  he  has  added  other  things,  thereby  creating  sufficient  disconformity  to 
invalidate  the  Patent. 

Walter  K.C.  in  reply. — The  validity  of  Martinis  Patent  has  not  seriously  been 
attacked.  Martin  by  his  invention  has  overcome  the  very  difficult  problem  of 
obtaining  an  even  working  depth  in  different  rows  of  tines.  This  problem  does  50 
not  arise  in  rakes  which  have  only  one  row  of  teeth.  The  devices  adopted  by  the 
Defendants  in  their  '^  Parallel  Lift "  rakes,  and  those  described  in  the  Specifica- 
tions of  Nicholson  and  Mather  (No.  17,064*  of  1895)  or  of  Ransome  and  Oarrard 
(No.  9744  of  1897)  obtained  parallelism  without  tilt.  No  one  had  faced  the 
problem  of  combining  tilt  and  parallelism.  The  essence  of  Martinis  invention  55 
consists  in  securing  parallelism  by  mounting  a  crank,  for  the  purpose  of  altering 
the  height  of  the  frame  above  the  ground,  upon  tiie  centre  of  rotation  of  the 
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tines.  This  invention  is  disclosed  in  the  ProTisional  Specification,  and  the  only 
difference  between  the  ProTisional  and  the  Complete  Specifications  lies  in  the 
fact  that  in  the  Complete  Specification  one  lever  and  quadrant  is  introduced  in 
the  place  of  the  two  set  screws.  The  substance  of  the  invention  is  in  no  way 
5  altered,  but  the  Defendants  have  sought  to  obscure  the  true  meaning  of  Martin's 
Claims  by  mixing  up  the  accidental  results  of  this  modification,  with  the  real 
results  of  parallelism,  obtained  from  the  invention  itself.  There  is  no  case 
where  such  an  accident  arising  from  a  particular  modification  has  been  held  to 
differentiate  an  infringing  article  or  invalidate  a  Patent  for  disconf ormity.  The 

10  two  levers  and  quadrants  in  the  Defendants'  machine  form  an  intermediate 
tetep  in  the  transition  from  ttie  set  screws  of  the  Provisional  Specification  to  the 
single  lever  and  quadrant  of  the  Complete  Specification.  The  construction  of 
the  Defendants'  machine  contains  every  element  claimed  in  Claim  7  of  Martin's 
Specification  and  accordingly  infringes  it.    A  prior  grant  only  invalidates  a 

15  Patent  when  the  later  Patent  claims  a  monopoly  of  the  identical  invention  for 
which  protection  has  already  been  granted  ;  upon  the  principle  that  the  Crown 
has  exhausted  its  powers  by  its  first  grant.  An  eccentric  axle  block  is  of  the 
essence  of  Hotoard  and  Boiisfield's  invention,  for  by  means  of  such  a  block 
tines  can  be  mounted  outside  the  road -wheels,  and  for  this  purpose  a  crank  is 

20  not  a  mechanical  equivalent.    1  submit  that  Martin's  Patent  is  valid,  and  that 
it  has  been  infringed  by  the  Defendants. 
Judgment  was  reserved  and  was  delivered  on  the  31st  of  July  1907. 
SwiNPBN  Eady  J.— The  Plaintiffs  claim  in  respect  of  the  alleged  infringe- 
ment of  Letters  Patent  numbered  25,031  of  1898  for  cultivators.    The  Defendants 

25  deny  infringement  and  contest  the  validity  of  the  Patent  The  invention 
relates  to  cultivators  or  agricultural  implements  used  for  the  cultivation  of 
land.  The  tines  or  teeth  which  carry  the  shares  are  connected  to  springs  in  an 
improved  manner,  and  the  machine  is  so  constructed  that  two  or  more  rows  of 
tines  can  be  raised  or  lowered  simultaneously,  at  the  same  time  keeping  them 

30  level.  This  is  done  by  a  combination  of  two  movements.  The  wheels  are 
mounted  on  a  crank  shaft,  the  rotation  of  which  raises  or  lowers  the  frame,  and 
thus  alters  the  height  of  the  tines;  and  their  angle  or  pitch  is  adjusted  by 
rotating  the  cross  bar  to  which  the  tines  are  fastened  round  the  crank  shafL 
The  Claim  which  the  Defendants  are  alleged  to  have  infringed  is  Claim  7,  which 

35  is  thus  expressed  : — "  In  a  cultivator  the  combination  of  tines  having  the  points 
"  of  their  shares  perpendiculary  below  the  cfentre  from  which  the  curve  of  the 
"  working  part  of  the  tine  is  struck  or  thereabouts,  a  bar  or  frame  carrying  such 
"  tines,  a  shaft  carried  by  the  machine  frame  and  from  which  such  bar  or  frame 
^*  is  supported,  means  for  enabling  the  tine  bar  or  frame  to  be  tilted  around  said 

40  ^'  shaft  to  enable  the  tines  to  be  raised  entirely  out  of  the  ground  or  lowered 
^'  into  working  position,  and  means  for  enabling  the  angle  of  the  cranks  by 
"  which  the  said  shaft  is  supported  on  the  carrying  wheels  to  be  varied,  sub- 
"  stantially  as  herein  shown  and  described."  The  Plaintiffs  did  not  suggest 
that  the  idea  of  rotating  a  crank  shaft  so  as  to  raise  or  lower  a  frame  was  new ; 

45  nor  was  it  new  to  have  a  cultivator  in  which  the  tines  were  mounted  on  a  bar 
between  the  wheels,  the  rotation  of  which,  round  the  shaft,  raised  the  tines  or 
lowered  them  and  brought  them  into  the  ground.  But  the  novelty  claimed  for 
the  present  itivention  is  the  combination  of  the  two  movements,  enabling  the 
depUi  at  which  the  cultivator  is  to  work  to  be  easily  adjusted  and  all  the  tines 

50  kept  parellel  at  the  required  depth.  There  is  a  third  element  in  the  com« 
bination  specified  in  Claim  7,  namely,  to  have  tines  the  points  of  which  were 
vertically  below  the  centre  of  the  working  part  of  the  tine,  but,  again,  there  was 
no  novelty  in  that  as  a  separate  matter.  Previous  to  the  Plaintiffs'  invention, 
indeed  from  about  the  year  1869,  there  was  upon  the  market  a  rake  known  as 

55  the  "  Star "  rake  made  by  RansomeSy  Sims  and  Jeffries  of  Ipswich  under  a 
Patent  taken  out  in  the  name  of  Mr.  Jeffries.  This  rake  was  also  used  in  the 
same  manner  as  a  cultivator  is  used,  namely  .by  the  teeth  or  tines  working 
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below  the  surface  of  the  ground.  Mr,  Oarrardj  an  engineer,  the  manager  of 
Messrs.  RansomeSj  produced  a  plate  F.W.O.  1,  which  was  fixed  on  the  imple- 
ments from  the  time  when  the  rakes  were  first  made.  This  plate  contains 
directions  for  using  "  Star  "  rakes.  Direction  4  is  as  follows  : — ^"  For  raking 
"  broken  ground  to  twitch,  the  teeth  must  be  lowered  to  work  two  or  three  5 
"  inches  into  the  ground  and  they  should  be  set  more  pitching."  This  use  is  not 
the  same  as  that  of  a  cultivator,  but,  as  the  teeth  are  to  work  two  or  three  inches 
into  the  ground,  it  is  an  analogous  use.  According  to  Mr.  Wallace's  evidence 
cultivators  are  of  no  avail  until  the  ground  has  been  ploughed.  The  "Star" 
rake  was  followed  about  the  year  1892,  by  NichohorCs  "  Parallel  Lift "  rake.  10 
This  implement  was  used  both  as  a  rake  and  for  light  harrowing.  In  this  rake 
there  is  a  shaft,  going  right  through,  round  which  the  teeth  are  tilted,  and  the 
frame  can  be  raised  or  lowered  by  means  of  cranks  and  levers.  In  these 
respects,  that  is  as  regards  these  movements,  the  cultivator  complained  of  in 
this  action  is  an  exact  duplicate  of  the  ^^  Parallel  Lift "  rake,  as  Mr.  Sunhbume^  15 
who  was  called  by  the  Plaintiffs,  conceded.  But  it  was  contended  that  the 
Patentee's  invention  consisted  in  applying  these  two  movements  to  a  cultivator 
with  two  or  more  rows  of  tines  and,  although  no  invention  or  ingenuity  was 
required  to  adapt  the  two  motions  to  a  cultivator,  still  the  person  to  whom  the 
idea  of  doing  it  occurred  was  really  the  inventor.  It  was  laid  down  by  Lord 
Lindley^  then  Lord  Justice  Lindley^  in  Oadd  v.  Mayor  of  Manchester  (9  R.P.C.  20 
524)  that  the  cases  establish  these  propositions — '*  (1)  A  Patent  for  the  mere  new 
"  use  of  a  known  contrivance,  without  any  additional  ingenuity  in  overcoming 
*'  fresh  difficulties,  is  bad,  and  cannot  be  supported.  If  the  new  use  involves 
"  no  ingenuity,  but  is  in  manner  and  purpose  analogous  to  the  old  use,  although 
**  not  quite  the  same,  there  is  no  invention ;  no  manner  of  new  manufacture  25 
"  within  the  meaning  of  the  Statute  of  James.  (2)  On  the  other  hand,  a  Patent 
"  for  a  new  use  of  a  known  contrivance  is  good  and  can  be  supported,  if  the  new 
"  use  involves  practical  difficulties  which  the  Patentee  has  been  the  first  to  see 
"  and  overcome  by  some  ingenuity  of  his  own."  Bearing  these  rules  in  mind, 
there  would  be  considerable  difficulty  in  supporting  the  Plaintiffs'  Patent  upon  30 
any  construction  which  would  include  the  Defendants'  cultivator  as  an  infringe- 
ment. But,  in  my  opinion,  according  to  the  true  construction  of  the  Plaintiffs' 
Specification  the  claim  is  a  very  limited  one ;  it  is  a  claim  for  a  particulacr 
combination,  and  the  words  "  substantially  as  herein  shown  and  described," 
having  regard  to  the  whole  of  the  Specification,  limit  the  Patentee  to  the  particular  35 
mode  of  carrying  it  out  shown  in  the  Specification.  This  particular  combination 
the  Defendants  have  not  taken.  In  their  implement  the  shaft,  which  goes  through, 
is  a  fixed  shaft,  not  joumalled,  but  absolutely  fixed  to  the  frame.  Again  Sie 
Defendants  have  two  levers  where  the  Plaintiffs  have  one,  and,  instead  of 
turning  the  bar,  they  turn  on  the  bar,  the  bar  remaining  stationary.  There  are  40 
also  other  points  of  difference.  But  it  is  sufficient  to  say  that,  having  regard  to 
what,  in  my  opinion,  is  the  true  construction  of  the  Specification,  the  Defen- 
dants, not  having  taken  the  combination,  have  not  infringed.  The  action,  fails 
and  must  be  dismissed  with  costs.  The  Plaintiffs  may  have  a  Certificate  that 
the  validity  of  the  Patent  came  in  question  ;  the  Defendants  a  Certificate  that  45- 
their  Particulars  of  Objections  were  reasonable  and  proper,  including  all 
Specifications  referred  to  in  the  evidence. 

Neill. — It  will  include  two  prior  users.    One  prior  user  was  not  proved, 

SWINPEN  Eady  J.— It  is  only  (1)  and  (2)  of  paragraph  7. 
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•  In  thb   High  Court  op  Justiob.— Chancery   Division. 

Before  Mr.  Justicb.  Parker. 

July  22nd,  23rd,  24th,  25th,' 26th,  29th,  30th,  and  31st,  1907. 

In  the  Matter  op  Alsop's  Patent. 

5  Patent. — Petition  for  revocation. — Amendment  of  Specification. — Gonatruc- 
tion. — Novelty. — Subject-matter. — FaUe  suggestion. — Insufficiency. — Utility. — 
PfHor  grant. — Patent  heild  invalid  and  ordered  to  he  revolted. — Patents  <kc.  Act 
1888y  Section  18. — Costs  on  higher  scale  allowed. — Stay  of  Order.— -Undet^tdking 
not  to  advertise. 

10  In  1908  Letters  Patent  were  granted  to  A.  for  ^^  An  improved  process  of 
"  treating  flour  to  purify  the  same  and  increase  the  nutritive  qualities  thereof. ^^ 
The  process  described  in  the  Specification  consisted  in  subjecting  the  flour  to  the 
action  of  air  which  had  previouMy  been  subjected  to  the  action  of  an  arc  or 
flame  of  electricity y  and  one  of  the  Claims  was  as  follows : — "  The  process  of 

15  "  treating  fiour^  which  consists  in  subjecting  it  to  the  action  of  a  gaseous  medium 
"  capable  of  bleaching  the  flour  and  of  simuttaneously  producing  a  decrease  in 
"  the  quantity  of  the  carbohydrate  contents  and  an  increase  in  the  quantity  of 
"  the  protein  contents  thereof  substantially  as  described.^^  It  was  stated  in 
the  body  of  the  Specification  that  a  change  of  composition  of  the  nature  specified 

20  in  the  Claim  was  effected  by  the  process.  A  Petition  was  presented  for  the 
revocation  of  the  Patent  on  the  ground  of  its  invalidity.  At  the  hearing  of  the 
Petition  the  Respondents^  t1\e  owners  of  the  Patent^  asked  for  liberty  to  apply  to 
the  Comptroller  for  the  amendment  of  the  SpecificaUon  by  way  of  disclaimer. 
They  alleged  that  tJiey  had  discovered  that  the  statements  in  the  Specification 

25  a«  to  the  change  of  composition  were  erroneous^  and  they  sought  to  amende 
under  Section  19  of  the  Patents  Jtc.  Act  of  1883^  by  striking  out  these 
statements  and  the  Claims  relating  to  them^  and  also  certain  statements  as 
to  the  means  employed  for  tlie  production  of  the  electric  discharge.  LibeHy 
to  apply  was  refused  by  Buckley  J.  but  was  granted  by  the  Court  of  Appeal 

30  {28  R.P.C.  65)f  and  the  owners  of  the  Patent,  having  obtained  leave  from  the 

Comptroller-General,  amended  the  Specification  by  cancelling  the  Claims  in 

question,  but  leaving  tlie  title  and  body  of  the  Specification  unaltered.    The 

Particulars  of  Objections  (as  amended)  alleged  that  the  Patent  was  invalid  for 

3  P 
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want  of  novelty  (particularly  by  reason  of  the  prior  publicaiion  of  the  Spedft- 
cation  of  a  Patent  granted  to  A.  and  A,  and  owned  by  the  Petitioners^  want  of 
subject-matter y  false  suggestion  as  to  the  change  of  composition^  insufficiency ^ 
want  of  utility y  and  a  prior  grant  to  A.  himself  At  the  hearing  it  was  con-^ 
tended  by  the  Respondents  that  the  gases  produced  by  their  electrical  p^^ocess  5 
were  different  from^  and  more  useful  than^  those  produced  by  the  chemical 
process  of  A.  and  A.  It  w(m  contended  by  the  Petitioners  that  the  gases  in  the 
two  processes  were  substantially  t?ie  same^  and  that,  after  the  publication  of 
A.  and  A.^sprocess^  no  ingenuity  was  required  to  devise  that  of  A. 

Hold,  that  the  Claim  was  for  a  process  resulting  in  the  bleaching  of  the  flour  10 
and  also  in  increasing  its  proteids  and  diminishing  its  carbohydrates^  and 
that,  as  the  latter  result  was  not  obtained^  the  Patent  was  invalid;  that,  even 
if  that  were  not  sOy  the  bleaching  medium  produced  by  A.'^s  process  was  sulh- 
stantiaUy  the  same  as  that  produced  by  A,  and  A,^s  process^  and  that  there  was 
no  subject-matter ;  that^  cm  t?ie  particular  mode  of  or  apparatus  for^  producing  15 
the  arc  or  flame  was  not  clatmed^  the  question  of  prior  grant  did  not  arise; 
and  that  the  Eespondents  ought  not  to  be  given  an  opportunity  to  amend  under 
Section  18  of  the  Act  of  1888^  as  no  amendment  that  could  be  made  under  that 
Section  would  obviate  the  defects  of  the  Patent.    The  Patent  was  ordered  to  be 
revoked^  the  Order  to  be  stayed  pending  appeal  if  notice  of  appeal  was  given  20 
within  ten  days*    Costs  on  the  higher  scale  were  allowed.    Hie  Respondents 
undertook^  pending  an  appeal^  not  to  advertise  the  Patent  as  valid. 

On  the  23rd  of  June  1903  Letters  Patent  (No.  14,006  of  1903)  were  granted  to 
James  NcUhaniel  Alsop  for  ^*  An  improved  process  of  treating  floor  to  purify 
*'  the  same  and  increase  the  nutritive  qualities  thereof."  25 

The  Complete  Specification  (as  further  amended  in  accordance  with  the 
decision  of  the  Comptroller-Oeneral  dated  the  17th  of  July  1906  and  mentioned 
below)*  was  as  follows  : — "  This  invention  relates  to  a  novel  process  of  treating 
^*  fiour  to  purify  the  same  and  increase  the  nutritive  qualities  thereof,  and  to 
'<  this  end  resides  broadly  in  subjecting  flour  to  the  action  /)f  a  gaseous  medium  30 
^^  which  will  operate  to  bleach  or  purify  the  flour  and  cause  a  reduction  of  the 
**  quantity  of  the  carbohydrate  contents,  and  an  increase  in  the  quantity  of  .the 
"  protein  contents  thereof. 

'*  The  gaseous  medium  which  I  employ  is  atmospheric  air  which  has  been 
^'  subjected  to  the  action  of  an  arc,  or  flaming  discharge,  of  electricity.  The  35 
^\  resultant  gas  I  have  discovered  first  by  laboratory  experimentation,  and  then 
^'  by  actual  practice  on  a  commercial  scale  to  possess  the  property  of  causing 
"  a  material  decrease  in  the  percentage  of  the  ash  and  starch  of  the  flour 
^*  subjected  to  its  action,  and  a  practically  corresponding  increase  in  the 
*'  proteids,  thus  greatly  increasing  the  nutritive,  in  contra-distinction  to  the  40 
*'  heat-giving  qualities  of  the  flour. 

'VIn  the  art  of  milling,  it  is  a  desideratum  to  manufacture  flour  which  shall 
**  be  white  in  colour,  and  flour  practically  white  in  colour  has  been  produced. 

'^  I  find  in  the  practice  of  my  process  that  flour  subjected  to  the  action  of  air 
^'  which  has  been  subjected  to  the  flaming  discharge  of  electricity,  will  be  45 
''  bleached  or  purified  so  as  to  render  it  white  in  colour,  and  this  bleaching  or 

*  The  Complete  Specification,  as  amended  in  1904  and  with  the  amendmenta  proposed  to  be  made 
as  mentioned  below,  is  set  out  at  23  B.P.O.,  pa^e  66,  et  seq. 
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"  purification  of  flour  is  effected   without  destroying  any  of  the   nutritive 
"  qualities  thereof,  as  shown  by  chemical  analysis. 

**  I  am  at  this  time  unable  to  explain  the  reason  for  the  change,  which  is 

**  produced  in  the  flour  by  treating  it  accordinfi:  to  my  process,  but  in  lieu  of 

5  "  such  explanation,  I  will  give  the  result  of  the  chemical  analysis  before  and 

"  after  its  treatment  by  my  process,  to  illustrate  the  extent  and  character  of 

^*  the  change  wrought  in  the  constituents  of  the  flour. 

'*  Two  samples  of  flour  were  submitted  for  analysis  to  a  professor  of  chemistry 
"  in  Columbian  College,  Washington,  D.C.  One  of  these  samples  was  taken 
10  "  from  the  batch  of  flour  before  its  treatment  by  my  process,  and  the  other 
"  was  taken  from  the  same  batch  of  flour  after  its  treatment  by  my  process. 
"  The  untreated  flour  showed  the  following  constituents  in  the  proportions 
**  named. 

"Water  9.84 

15  "  Starch,  etc. 74.11 

"ProteidB,^^ 14.99 

A.Hn    ••.         •••         ■•»         •••         •••         \/.44 

"Fat 0.62 

"  The  flour  which  has  been  treated  by  my  process  showed  the  constituents  in 
20  "  the  following  proportions  : 

"Water          10.13 

"  Starch,  etc 62.24 

"  Proteids,  «^(j -.        ...  26.71 

"Ash 0.30 

25                               "Fat 0.62 

"  It  will  thus  be  seen  that  the  flour  which  had  been  treated  showed  an 
"  increase  of  11.72  parts  of  proteids,  and  a  decrease  of  0.14  parts  of  ash,  and  of 
"  11.87  parts  of  starch.  The  increase  in  the  proportion  of  proteids,  relative  to 
"  that  of  the  other  constituents  of  the  flour,  especially  of  starch  and  ash,  is  a 

30  "  highly  advantageous  result,  as  flour  having  such  proportion  of  proteids  is,  of 

"  course,  far  more  nutritive  than  the  ordinary  flour  of  commerce.    As  an 

"  incidental  result  of  treating  the  flour  by  my  process  it  is  as  above  stated, 

"  highly  purified  and  whitened. 

"  In  order  that  the  invention  may  be  clearly  understood,  I  have  illustrated, 

35  "  in  the  accompanying  Drawings,  apparatus  for  carrying  out  the  process. 

"  In  said  Drawings  Figure  1  is  a  view  in  elevation  of  a  reel  having  combined 
"  therewith  an  apparatus  for  subjecting  air  to  the  disruptive  discharge  of 
"  electricity,  parts  of  .which  latter  apparatus  are  in  section.  Figure  2  is  a  central 
"  longitudinal  section,  on  a  larger  scale,  of  the  reel ;  and  Figure  3  is  a  cross 

40  "  section  through  the  same. 

"  Referring  now  to  these  Drawings,  1  indicates  the  apparatus  by  means  of 
"  which  the  air  is  subjected  to  the  disruptive  discharge  of  a  current  of 
"  electricity,  and  2  indicates  the  reel  in  which  the  flour  is  treated  by  the  gaseous 
"  medium  produced  in  the  apparatus  1.    The  said  apparatus  comprises  a  frame 

45  "  having  base  blocks  3,  uprights  4  and  transverse  supporting  beams  5,  which 
"  latter  support,  in  any  suitable  manner,  by  means  of  rods  6,  a  conduit  7  closed 
"  at  its  end  and  connected  centrally  to  a  pipe  8,  which  in  turn  is  operatively 
"  connected  to  an  air  pump  9  having  an  eduction  pipe  10.  Communicatiug 
"  with  and  extending  upward  from  the  conduit  7  are  shown  two  tubes  opened 

50  "  at  their  upper  end,  said  tubes  being  indicated,  respectively,  by  the  numerals  11 
"  and  12.  Extending  upward  through  the  lower  end  of  each  tube  is  an  electrode, 
"  indicated  respectively,  by  the  numerals  13  and  14,  said  electrodes  being 
"  adjustably  supported  in  holders  15  by  means  of  set  screws  16.  Extending 
"  downward  through  the  upper  end  of  each  tube  is  a  movable  electrode,  these 

55  "  electrodes  being  indicated,  respectively,  by  the  numerals  17  and  18.  The 
"  electrodes  17  and  18  are  supported  in  an  automatically  adjustable  manner.    It 
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^^  may  be  here  Btated  that  the  apparatus  for  sabjecting  air  to  the  action  of  a 
"  disruptive  discharge  of  electricity  is  only  shown  conTentionally,  or  in  its 
**  simplest  form,  in  order  to  illustrate  the  manner  of  carrying  out  the  process. 
"  19  indicates  movable  supports  in  the  lower  ends  of  which  electrodes  17  and 
"  18  are  secured  by  means  of  binding  screws  20.  Said  supports  are  slidably  5 
''  mounted  in  guides  21  secured  to  the  transverse  frame  members  5,  and  at  their 
'*  upper  ends  are  adjustably  secured  in  plates  22  by  means  of  the  binding 
'^  screws  23,'  said  plates  being  of  non-conducting  material. 

**  24  indicates  a  frame  or  cross  head  which  is  adapted  to  have  a  vertical  move- 
'^  ment,  said  cross  head  or  frame  2i  carrying  at  opposite  sides,  cylinders  26  10 
"  which  are  adapted  to  contain  oil.    Working  in  each  of  said  cylinders  is  a 
**  piston  27  which  is  connected  by  a  piston  rod  to  the  plate  22.    29  indicates 
"  pitmen,  which  are  connected  at  their  lower  ends  to  the  respective  cross 
'^  heads  24,  and  at  their  upper  ends  are  connected  to  opposite  ends  of  the 
*'  walking  beam  30,  which  is  centrally  and  pivotally  mounted  on  a  support  31  15 
"  rising  from  the  frame  of  the  machine.    The  walking  beam  3U  is  provided 
"  with  a  centrally  projecting  arm  32,  pivotally  secured  to  which  is  a  rod  33,  by 
'^  means  of  which  the  walking  beam  is  adapted  to  be  rocked  back  and  forth  in 
'*  the  usual  manner,  the  rod  33  being  reciprocated  by  any  suitable  mechanical 
^*  means;  such  as  a  crank,  eccentric,  or  the  like,  which  means  need  not  be  20. 
"  particularly  referred  to.    It  will  be  seen  that  as  the  walking  beam  is  operated 
^*  one  of  the  electrodes  say  17,  will  be  moved  downward,  while  the  other  18, 
**  will  be  moved  upward. 

'*  The  current  for  producing  the  arcs  between  the  electrodes  is  supplied  by  a 
^^  dynamo  34,  from  which  lead  wires  35  and  36.  Beginning  with  the  wire  36,  25 
'^  said  wire  passes  to  the  electrode  14  and  then  over  to  the  electrode  13.  The 
'<  other  wire  35  of  the  dynamo  leads  to  a  resistance  coil  or  electro-magnet  38, 
"  and  then  leads  from  said  electro^magnet  and  is  electrically  connected  to  the 
^'  movable  electrodes  17  and  18.  The  operation  of  this  apparatus  is  as 
"  follows :—  30 

"  Assuming  the  parts  to  be  in  the  positions  shown  in  Figure  1,  the  current  is 
'^  now  passing  through  the  electrodes  13  and  17.  As  the  walking  beam  30  is 
"  operated  to  raise  the  electrode  17  an  arc  is  formed  between  the  electrodes  17 
''  and  13  and  the  air  contained  within  the  tube  surrounding  these  electrodes  will 
'^  be  converted  into  a  gaseous  medium,  with  the  exact  properties  and  chemical  35 
*^  constituents  of  which  I  am  as  yet  unacquainted.  This  gaseous  medium  is 
^  withdrawn  from  the  tube  by  means  of  the  action  of  the  air  pump  9  and  is 
**  delivered  by  said  pump  through  the  eduction  pipe  10  to  the  reel  2.  At*  the 
"  electrode  17  continues  to  rise,  the  electrode  18  will,  of  course,  be  corres- 
'*  pondingly  lowered,  and  the  arc  between  the  electrodes  17  and  13  will  be  40 
"  maintained  until  the  electrode  18  comes  in  contact  with  the  electrode  14, 
"  when  the  current  will  be  short  circuited  through  the  latter  electrodes,  and  the 
"  arc  between  the  electrodes  17  and  13  will  be  extinguished.  The  same  opera- 
^^  tion  will  be  repeated  as  the  electrode  18  is  raised,  the  arc  being  maintained 
^*  until  the  electrodes  17  and  13  come  in  contact,  or  in  the  position  in  which  45 
"  they  are  shown  in  the  drawing,  when  the  current  will  be  again  short  circuited 
"  to  the  tube  11,  and  the  arc  between  the  electrodes  18  and  14  will  be 
"  extinguished. 

"  In  treating  air  by  this  apparatus  I  am  enabled  to  employ  a  current  of  very 
"  low  potential.  I  have  found,  however,  that  with  the  low  potential  current  50 
"  some  means  must  be  provided  for  feeding  the  arc,  or,  in  other  words,  to  meet 
^^  the  increased  resistance  offered  as  the  electrodes  are  moved  further  apart. 
"  This  requirement  I  meet  by  the  introduction  into  the  circuit  of  a  resistance 
"  coil  or  electro-magnet  38.  It  need  only  be  here  stated  that  the  resistance  coil 
"  or  electro-magnet  is  caused  to  act  as  a  transformer  by  the  increase  in  the  55 
^*  resistance  of  the  circuit  in  separating  the  electrodes,  and  to  operate  to  increase 
^  the  potential  of  the  circuit  at  the  electrodes,  and  thereby  produce  an  arc  or 

•  Should  be  "Aa."— J.O. 
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"  flash  ort  greater  or  less  length  in  proportion  to  the  potential  of  the  dynamo 
"  operating. 

"  The  amount  of  the  gaseous  medium  produced  in  a  given  time  will  be  in 
"  proportion  to  the  number  of  amperes  of  electricity  used,  the  potential  at  which 
5  "  it  is  passed  through  the  apparatus,  and  the  amount  of  air  drawn  through  the 
"  tubes  by  the  air  pump. 

"  The  eduction  pipe  10,  from  the  pump  9,  communicates  with  the  interior  of 
"  the  reel  through  the  medium  of  a  pipe  39,  which  is  journalled  in  the  end  of  a 
"  coupling  40  screwed  in  the  end  of  the  pipe  10.    The  reel  2,  as  a  whole,  is 

10  ''  mounted  at  opposite  ends  in  bearings  41  supported  in  a  suitable  manner  in 
*'  a  frame  42. 

"  In  carrying  my  invention  into  effect  I  find  it  advantageous  to  subject  the 
"  flour  to  the  action  of  the  gaseous  medium  within  an  air-tight  enclosure.  For 
"this  purpose  the  reel  2,  which,  as  shown,  is  preferably  hexagonal  in  cross 

15  <<  section,  is  formed  of  wood  or  other  suitable  material  and  closed  on  all  sides 
"  and  at  the  ends  except  where  the  flour  enters  and  leaves.  Within  the  reel  I 
"  provide  a  series  of  longitudinal  ribs  43  which  extend  from  end  to  end 
"  of  the  reel,  said  ribs  projecting  inwardly  from  the  inner  side  of  the  reel,  and 
"  one  of  said  ribs  being  provided  for  each  side  of  the  reel.    These  ribs  are  for 

20  "  the  purpose  of  elevating  the  flour  as  the  reel  revolves  and  then  discharging 
"  the  same  so  as  the  flour  may  be  thoroughly  brought  into  contact  with  the 
^  gaseous  medium  supplied  from  the  apparatus  1. 

"  At  each  end  of  the  reel  a  central  cylindrical  extension  44  is  provided  which 
"  forms  the  journals  of  the  reel,  said  extension  being  mounted  in  the  bearings  41. 

25  "  Joumalled  within  each  extension  44  of  the  reel,  and  suitably  supported  by  the 
"  frame,  is  a  casing,  said  casing  being  denoted,  respectively,  by  the  numerals  45 
"  and  46.  The  casing  45  communicates  with  the  interior  of  the  reel  and  is 
"  provided  on  its  upper  side  with  an  opening  47,  through  which  the  flour  is 
"  supplied  to  the  reel.    The  outer  end  of  the  casing  45  is  perforated  to  receive 

30  "  the  pipe  39  and  has  further  secured  to  its  end  a  bearing  48  for  said  pipe. 
"  Mounted  on  the  pipe  39  in  any  suitable  manner  is  a  worm  conveyer  50,  the 
"  length  of  which  is  about  equal  to  that  of  the  casing  45,  that  is  to  say  it  projects 
"  slightly  within  the  reel  2.  The  casing  46  is  provided  on  its  under  side  with  a 
"  downward  extension  51  which  forms  a  pipe  or  chute  to  permit  of  the 

35  "  discharge  of  the  flour  from  the  reel.  The  pipe  39  extends  throughout  the 
*'  length  of  the  reel  and  through  the  outer  end  of  the  casing  46,  which 
**  latter  is  provided  on  said  outer  end  with  a  bearing  52  foi  the  pipe.  The 
"  outer  end  of  the  pipe  39  is  closed  by  a  cap  53.  The  casing  46  communi- 
**  cates  with  the    interior  of  the  reel,  and  within  said  casing  is   provided 

40  "  a  worm  conveyer  54  which  is  mounted  in  any  suitable  manner  upon  the 
"  pipe  39.  Supported  on  the  inner  end  of  the  casing  46,  and  projecting  a 
*^  considerable  distance  into  the  reel  2,  is  a  semi-circular  trough  55,  open 
"  on  its  upper  side  and  within  which  trough  a  portion  of  the  conveyer  54 
"  revolves.    At  this  end  of  the  reel  I  provide  extensions  56  of  the  ribs  43,  said 

45  ^  extensions  projecting  inwards  to  within  a  short  distance  of  the  edge  of  the 
"  worm  conveyer,  and  the  purpose  of  these  extensions  being  to  lift  the  flour  as 
**  the  reel  revolves  and  drop  it  into  the  trough  55,  whereby  the  worm  conveyer 
"  54  will  draw  it  through  the  casing  46  and  discharge  it  through  the  outlet  51. 
^*  I  also  form  the  discharge  end  of  the  reel  of  a  circular  shape  in  cross  section, 

50  «  as  indicated  by  the  hatched  portion  at  57,  whereby  a  belt  or  belts  may  be 
^'  applied  to  the  reel  for  the  purpose  of  revolving  it.  At  the  opposite  end  of  the 
"  reel  the  pipe  39  is  provided  with  a  pulley  58,  whereby  said  pipe  with  its  worm 
"  conveyers  51*  and  54  may  be  revolved.  The  pipe  39  is  provided  at  suitable 
"  intervals,  in  the  portion  ther«3of  within  the  reel,  with  apertures  59,  which  are 

*  This  referenoe  number  is  inoorreotly  ffiven  in  the  Speoification  ;  it  ought  to  be  50. 
t  Should  be  *«ot"--J.C. 
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"  preferably  spirally  arranged  around  the  pipe,  these  apertures  being  for  the 
"  purpose  of  permitting  the  gaseous  medium  to  be  discharged  into  the  interior 
"  of  the  reel. 

"  In  operation,  flour  is  applied  to  the  reel  through  the  opening  47  and  is  con- 
**  veyed  by  the  worm  50  to  the  interior  of  the  reel,  which,  as  shown,  is  arranged  5 
'^  in  an  inclined  position.  At  the  same  time  the  apparatus  1  is  placed  in  opera- 
"  tion  and  the  pump  9  delivers  the  gaseous  medium  through  the  pipes  10  and  39, 
*'  to  the  interior  of  the  reel,  and  as  said  reel  revolves,  the  flour  is  constantly 
"  lifted  up  by  and  discharged  from  the  various  ribs  43,  whereby  it  is  con- 
"  tinuosly  agitated  and  brought  into  intimate  contact  with  the  gaseous  medium  10 
*'  discharged  into  the  interior  of  the  reel  through  the  apertures  59.  This 
"  continues  as  the  flour  passes  from  the  inlet  to  the  discharge  end  of  the  reel, 
''  and  at  said  discharge  end  of  the  reel  the  extension  ribs  56  lift  the  flour  and 
"  discharge  it  into  the  trough  55,  and  the  conveyor  54  causes  it  to  be  discharged 
**  through  the  spout  51.  While  I  have  described  the  reel  2  as  being  air-tight,  15 
"  except  for  the  inlet  and  discharge  openings  for  the  flour,  I  wish  it  understood 
"  that  my  process  is  not  limited  for  treating  flour  in  a  closed  or  air  tight  chamber 
**  or  reel,  but  I  may  treat  the  flour,  according  to  my  process,  in  a  reel  provided 
"  with  the  ordinary  bolting  cloths  or  screens,  that  is  to  say,  having  sides  of 
^'  f oraminous  material.  20 

"  In  actual  practice  a  large  number  of  barrels  of  flour  per  day  may  be  treated 
"  according  to  my  process  and,  in  fact,  the  output  of  flour  treated  by  my  process 
"  is  substantially  only  limited  by  the  capacity  of  the  mill,  as  my  process  does 
"  not,  to  any  material  extent,  delay  the  output,  the  flour  being  passed  con- 
**  tinuously  through  the  reel  2.  25 

"  In  practice  I  find  that,  with  the  quantity  of  air  drawn  through  the 
''  apparatus  1  being  constant,  I  can  increase  the  effective  working  qualities  of 
•"  the  gaseous  medium  by  an  increase  in  the  amperage  of  the  current.  With  a 
"  constant  potential  of  five  hundred  volts,  I  have  used  a  current  of  from  seven 
"  to  ten  amperes.  The  amperage  of  the  current  is  of  course,  regulated  by  30 
*^  increasing  or  decreasing  the  resistance  of  the  electro  magnet 

"  I  have  indicated  the  advantages  derived  from  the  use  of  my  process,  and  it 
''  only  remains  to  emphasize  the  fact  that  the  flour  treated  by  my  process  is 
"  improved  in  the  particulars  noted  without  having  any  of  its  qualities  as  a 
"  food  product  impaired,  but  on  the  contrary,  the  result  of  the  process  is  to  35 
'^  greatly  increase  the  value  of  the  flour  as  a  food  product. 

'*  I  have  herein  described  my  process  as  applied  to  the  treatment  of  flour, 
''  I  wish  it  understood,  however,  that  said  process  may  be  applied  to  the 
"  treatment  of  the  ground  product  of  cereals  other  than  wheat,  and  the  term 
^' '  flour '  used  in  the  claims  is  intended  to  have  such  generic  application.  40 

''  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
**  invention,  and  in  what  manner  the  same  is  to  be  performed,  1  declare  that 
'^  I  am  aware  that  it  has  been  proposed  to  subject  flour  to  the  action  of  a  current 
"  of  air  carrying  either  ozone,  chlorine,  bromine  or  oxides  of  nitrogen  producing 
"  nascent  oxygen  for  the  purpose  of  bleaching  &  I  do  not  claim  such  processes,  45 
**  1  am  also  aware  of  the  Specification  of  Frichot  No.  21971  of  1898  &  of 
"  Andrews  &  Andrews  No.  1661  of  1901  &  I  do  not  claim  anything  claimed 
**  therein,  but  what  I  claim  is  : — 

"  1.  The  process  of  treating  flour  which  consists  in  subjecting  the  same  to 
*^  the  action  of  air  which  has  previously  been  subjected  to  the  action  of  an  arc  50 
**  or  flame  of  electricity,  substantially  as  described. 

"  2.  The  prooooo  which  oonoioto  in  roduoing  tho  quantity  of  oarbohydrato 
"  oontontfrof  flonr-and  incpoaoing  tho  protoin  oontonto  thopoofby  oubjooting 
"  tho  flour  to  tho  action  of  the  body  or  bodies  pp oduood  by  the  flaming  olootpio 

o  * 

"  ^.  3t  The  herein  described  process  which  consists  in  subjecting  a  body  of 
"  air  to  the  action  of  the  flaming  discharge  of  electricity,  withdrawing  the 
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'^  gaseous  mediam  produced  and  introducingi  it  into  the  presence  of  flour,  for 
"  the  purpose  specified. 

'^  <3.  4t  The  process  which  consists   in    agitating  flour  and  simultaneously 
"  subjecting  the  same  to  the  action  of  a  gaseous  medium  produced  by  the 
5  "  action  of  the  flaming  electric  discharge  or  of  the  disruptive  discharge  of 
"  electricity  on  air. 

"  6.  Tho  prooooo  of  treating  flour,-whioh   oonoioto  in  oubjootiDg  it  to  the 
"  action  of  a  gaocouo  medium  oapablo  of  produoicg  a  dooroaoc  in  tho  quantity 
"  of  tho  oorbohydpato  oontonto,  and  an  iuopoaoo  in  tho  quantity  of  tho-protoin 
10  "  GoutoDts  thopoof,  Dubotftutially  as-doooribod. 

"  6s  Tho   ppoooan   of  tpoating   flour,   which    ooBoioto   iu    oubjocting   it  to 

"  tho   action  of  a  gaooouo    medium    cayablo  of  bloaohing  tho  flour  and  of 

"  oimultanoouoly  ppoduoing  a  dooroaoc  m  tho  quantity  of  tho  capbohydrato 

"  oontonto,  and  an  inopoaoc  in  tho  quantity  of  tho  ppotoin  oontonto  thopoof, 

15  "  oubotantially  ao  dooopibod." 


A  Petition  was  presented  (under  the  authority  of  the  Attorney-General)  by 
the  Flour  Oxidizing  Company  Ld.  for  the  revocation  of  the  Patent,  and  the 
Petition  was  served  on  the  Alsop  Flour  Process  Ld,,  the  owners  of  the  Patent. 

The  Petition  alleged  (inter  alia)  that  the  Petitioners  were  the  owners  of  a 

20  Patent  (No.  1661  of  1901)  granted  to  John  and  Sydney  Andrews  for  "  Improve- 

"  ments  in  conditioning  or  improving  the  quality  of  recently  ground  flour, 
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*^  semolina  or  the  like/'  and  that  the  Patent  of  Aleqp  was  invalid  by  reason  of 
the  matters  alleged  in  the  Particulars  of  Objections. 

The  Particulars  of  Objections  alleged  that — (1)  the  Patentee  was  not  the  first 
and  true  inventor :  (2)  the  alleged  invention  was  not  new  by  reason  of  (A) 
prior  publication.    The  alleged  invention  had  been  published  in  this  realm  5 
prior  to  the  date  of  the  Patent  in  (a)  the  Specification  of  McDougall  (No.  4643 
of  1899) ;  {h)  the  Specification  of  Andrews  and  Andrews  (No.  1661  of  1901)— 
the  whole  of  each  of  these  Specifications  was  relied  on  ;  (c)  the  Specification  of 
Johnson  (No.  8230  of  190J);  (d)  Proceedings  of  the  Royal  Society,  Vol.30, 
page  88,  "  Formation  of  nitrites  in  the  arc,"  by  Professor  James  Dewar  ;  10 
\e)  Proceedings  of  the  Royal   Institution,  Vol.  9,  page  263  "  Formation  of 
"  nitrites  in  the  arc,"  by  Professor  James  Dewar,    (B)  Prior  user — (/)  The  use 
of  an  electric  arc  and  of  a  flaming  electric  discharge  to  produce  an  atmosphere 
containing  oxides  of  nitrogen  by  Professor  James  Dewar  in  the  Royal  Institu- 
tion in  the  years  1879  and  1880;    {g)  the  use  of  the  Petitioners  and  their  15 
licensees  of  the  process  of  conditioning  and  whitening  flour  pursuant  to  the 
invention  described  in  the  Patent  of  Alsop  continuously  during  the  years  1901, 
1902,  and  1903  :  (3)  the  alleged  inventions  were  not,  in  view  of  the  matters 
set  out  in  the  previous  paragraph,  the  subject-matter  of  valid  Letters  Patent : 
(4)  the  Patent  was  obtained  by  the  false  suggestion  of  the  Patentee  that  by  the  20 
use  for  treating  flour  of  a  gaseous  medium  obtained  by  subjecting  air  to  the 
action  of  an  electric  arc  or  to  the  flaming  discharge  of  electricity  a  material 
decrease  in  the  percentage  of  the  ash  and  starch  of  the  flour  was  obtained  and 
a  corresponding  increase  of  the  proteids.    The  said  suggestions  were  wholly 
false  and  devoid  of  foundation ;   (5)  by  reason  of  the  matters  alleged  in  the  25 
preceding  paragraph  the  Specification  did  not  sufficiently  describe  the  nature 
of  the  invention  and  was  misleading. 

On  the  17th  of  October  1905  the  Respondents  wrote  to  the  Petitioners  that, 
upon  the  hearing  of  the  Petition,  they  proposed  to  make  an  application  to  the 
Judge  for  liberty  to  apply  to  the  Comptroller  to  amend  Alsop*s  Specification.       30 

The  Petition  came  on  for  hearing  on  the  15th  of  November  1905  before 
Mr.  Justice  Buckley  by  whom  it  was  held  that  what  was  sought  was  amendment 
by  correction  or  explanation  and  not  by  way  of  disclaimer,  and  liberty  to  apply 
was  refused.  The  Respondents  to  the  Petition  having  appealed,  it  was  held  by 
the  Court  of  Appeal  on  the  16th  of  December  1905  that  it  was  not  clear  that  the  35 
proposed  amendment  was  not  by  way  of  disclaimer,  and  liberty  to  apply  was 
granted  ;  the  appeal  was  allowed  and  the  form  of  Order  in  Ludington  Cigarette 
Machine  Company  v.  Baron  Ac.  Company  (17  R.P.C.  214  at  page  215)  was 
followed.    ISee  23  R.P.C.  65.] 

The  Comptroller-General  on  the  17th  of  December  1906  allowed  the  Specifi-  40 
cation  to  be  amended  by  cancelling  Claims  2,  5  and  6,  but  refused  to  allow  the 
proposed  amendments  in  the  body  of  the  Specification,  and  the  Solicitor-General 
on  the  26th  of  April  1907  affirmed  the  decision  of  the  Comptroller-General 
[see  ante  p.  684]. 

The  Petition  and  Particulars  of  Objections  were  amended  on  the  15th  of  May  45 
1907.    The  material  amendments  were  as  follows  : — In  the  amended  Petition  it 
was  alleged  that  the  Atsop  Flour  Process  Ld.  on  the  23rd  of  April  1906  assigned 
the  Patent  No.  14,006  of  1903  to  the  Alsop  Flour  Process  {1906)  Ld.  and  that 
(paragraph  7)  "  the  alleged  invention  of  Alsop  is  for  the  treatment  of  flour  by 
"  acting  thereon  with  a  gaseous  medium  which  will  operate  to  bleach  or  purify  50 
"  the  flour  and  cause  a  reduction  of  the.  quantity  jof  the  carbohydrate  contents     ' 
•*  and  an  increase  in  the  quantity  of  the  protein  contents  thereof.    The  gaseous 
''  medium,  to  the  action  of  which  flour  is  in  fact  subjected,  is  an  atmosphere 
'^  containing  a  gaseous  oxide  of  nitrogen,  such  gaseous  oxide  of  nitrogen  being 
"  produced  by  a  process  perfectly  well  known  at  the  date  of  the  said  Letters  55 
"  Patent  of  Andrews  and  Andrews^  and  such  gaseous  oxide  of  nitrogen  is  used 
"  for  and  only  effects  the  conditioning  and  whitening  of  the  flour."     In  the 
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Particulars  of  Objections  in  paragraph  (2)  (A)  an  additional  sub-paragraph  (c*) 
stated  that  the  Specification  of  HogarlJi  (No.  9059  of  1901)  was  relied  upon  as  a 
prior  publication.  It  was  also  alleged  as  follows — (5)  No  directions  were  given 
whereby  the  quantity  of  the  carbohydrate  contents  of  the  flour  could  be 
5  decreased  and  the  protein  contents  thereof  increased.  (6)  The  alleged  invention 
was  not  useful.  (7)  The  Patent  was  invalid  by  reason  of  the  prior  grant  of  a 
Patent  to  James  Nathaniel  Alsop  No.  10,538  of  1904,  for  which  the-  date  the 
29th  of  May  1903  had  been  claimed  and  allowed.  This  objection  was  relied  on 
against  all  the  claiming  clauses. 

10  The  Petition  as  amended  was  served  on  the  Alsop  Flour  Process  Ld.  and  on 
their  assignees,  the  Alsop  Flour  Process  (1906)  Ld.,  the  owners  of  the  Patent. 

The  amended  Petition  came  on  for  hearing  on  the  22nd  of  July  1907  before 
Mr.  Justice  PARKER. 
Asthury  K.C.,   Walter  K.C.,  and  Golefax  (instructed  by  BHstows,  Gooke, 

15  and  Oarpmael)  appeared  for  the  Petitioners  ;  Oripps  K.C.,  Bousjleld  K.C.,  and 
Jago  (instructed  by  HollamSj  Sons,  Coward,  and  Hawhsley)  appeared  for  the 
Respondents. 

Cripps  K.C.  for  the  Respondents. — The  first  Claim  is  one  for  a  process  for 
treating  flour.    The  treatment  of  air  with  the  arc  gives  a  mixture,  that  bleaches 

20  the  flour.  No  such  result  as  the  Respondents  obtain  has  ever  been  obtained 
before.  The  chemical  mistake  that  was  made,  as  to  the  alteration  in  the  nutritive 
qualities  of  the  treated  flour,  arose  from  the  fact  that  the  American  chemist  who 
made  the  analyses  did  not  know  that  one  of  the  samples  had  been  treated 
differently.    The  Respondents  do  not  limit  themselves  to  a  particular  form  of 

25  apparatus.  Their  process  is  electrical  and  in  strong  contrast  to  the  chemical 
process  of  Andrews  and  to  McDougalVs  process ;  it  is  automatic,  regular,  and 
effective,  and  is  a  practical  commercial  success.  It  is  said  that  the  process  of 
Andrews  is  an  anticipation  such  that  there  is  no  subject-matter  in  the 
Respondents'    process.      Andrews'    Patent    was    declared    invalid.*      When 

30  the  Andrews  process  is  used  for  bleaching  flour  it  gives  an  unsatisfactory 
result,  but  the  Respondents'  process  gives  a  satisfactory  result,  showing 
that  there  is  a  difference.  The  erroneous  statement  as  to  the  nature  of  the 
product  is  mere  surplusage  or  a  boast — ^the  Claim  is  not  for  the  product.  There 
was  no  mala  fides,  and  the  Respondents  disclaimed  as  soon  as  they  could. 

35-  Andrews  said  that  electric  methods  were  too  dangerous,  and  he  excluded  ozone. 
In  the  Andrews  process  nitric  acid  is  carried  over  and  gives  a  bad  result.  It  is 
immaterial  if  the  theory  of  the  Patentee  is  wrong  ;  if  there  were  inaccuracy  in 
the  Claim  that  would  be  vital,  bui^  there  is  not.  The  matter  to  be  considered- is 
what  the  Patentee  gave  the  public.    The  Andrews  process  is  very  little  used. 

40  Ii^  the  Respondents'  process,  although  there  is  an  oxide  of  nitrogen,  it  is  in  a 
different  combination  from  that  in  which  it  is  in  the  Andrews  process,  and  its 
action  is  different ;  it  is  produced  under  conditions  that  make  it  a  success.  The 
Respondents  do  not  say  that  there  is  more  than  a  very  little  ozone  in  their 
product.    Sir  J.  Dewar  said  that  there  is  no  power  of  prevision  in  the  matter. 

45  The  Respondents  have  only  to  show  that  they  have  patentable  subject-matter. 
Their  electrical  process  is  ample  subject-matter  as  against  the  Andrews  process. 
The  Petitioners  have  to  show  that  an  electrical  process,  which  they  said  was 
unsuitable  for  use,  was  anticipated  by  their  process.  Assuming  that  the  gaseous 
mixture  is  the  same  in  the  two  cases,  it  may  be  that  the  Respondents  infringe, 

50  but  they  have  not  been  anticipated.  There  is,  however,  such  a  difference  in  the 
gaseous  medium  as  to  cause  the  difference  between  failure  and  success.  If  the 
Andrews  process  is  too  long-continued,  a  yellow  loaf  is  obtained.  In  McDox^alVs 
process  the  object  was  to  obtain  the  greatest  possible  quantity  of  oxides  of 
nitrogen  for  the  manufacture  of  sulphuric  acid,  and  a  high  voltage  is  used. 

*  See  2Z  R.P.O.  441.    That  deoision  was,  however,  reversed  and  the  Patent  held  valid  by  the 
Court  of  Appeal,  ante,  ])a^  S49. — J.  C. 
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HogartVs  process  is  very  different  from  the  Respondeuts' ;  the  flour  never 
comes  into  contact  with  the  air  used.    The  plea  of  prior  grant  has  never  been 
effectively  used.    The  best  cases  on  process  Patents  are  Lane-Fox  v.  Kensington 
Ac.  Company  (9  R.P.C.  413  at  page  416  ;  L.R.  (1892)  3  Oh.  424  at  page  428) ; 
Boulton  V.  BuU  (2  H.  Bl.  463) ;  Crane  v.  Price  (1  Webs.  P.O.  377  ;  4  Man.  &  Gr.  5 
580)  ;  Ralston  v.  Smith  (11  H.L.C.  223)  ;  Curtis  v.  Piatt  (L.R.  3  CD.  135w)  ;  and     • 
Moore  v.  Thomson  (7  R.P.C.  332).    [The  King  v.  Arkwright  (I  Webs.  P.O.  64)  ; 
Lewis  V.  Marling  (1  Webst.  P.O.  496)  ;  Lyon  v.  Goddard  (10  R.P.C.  345)  ;  and 
Dellwik's  Patent  (15  R.P.C.  687)  were  also  referred  to.]     The  Respondents 
asked  to  be  allowed  to  do  more  than  eliminate  the  Claims  relating  to  an  10 
increase  of  the  nutritive  properties.    They  can  amend  under  Section  18  of  the 
Act  of  1883  when  the  action  is  over ;  Section  19  ceases  to  apply  after  judgment 
{Cropper  v.  Smith  1  R.P.C.  254). 

Evidence  was  given  in  support  of  the  Respondents'  case.    J.  Swinburne  said 
that  the  error  in  the  Patentee's  analyses  arose  from  its  having  been  assumed  that  15 
the  increased  proportion  of  nitrogen  in  the  treated  sample  existed  in  it  -as 
proteids.    When,  as  an  extreme  test,  the  Andrews  and  the  Alsop  processes  were 
each  worked  for  an  hour  upon  15  lbs.  of  flour,  the  loaf  produced  by  the  former 
process  was  much  smaller  than  that  produced  by  the  latter  and  was  admittedly 
unfit  for  food.    The  mixture  of  gases  produced  by  treating  air  more  or  less  20 
moist  with  an  electrical  discharge  would  be  complex',  and  experiments  would  be 
necessary  to  ascertain  if  it  would  be  useful  for  the  treatment  of  flour.    The  gas 
obtained  by  the  Andrews  process,  when  passed  into  water,  made  the  water  acid ; 
that  from  the  Alsop  apparatus  did  not.     The  electrically  treated  gas  was  ionised. 
Nitric  acid,  used  in  the  Andrews  process,  was  an  inconvenient  substance  for  25 
use  by  millers.    The  Andrews  gas  had  a  stronger  smell  than  the  Alsop  gas. 
The  Alsop  process  was  less  difficult  to  regulate  than  the  Andrews  process,  and 
over-treatment  by  the  latter  process  would  injure  the  flour,  but  by  the  former 
process    it    would   not.      Alsop*s   electrical   apparatus   was    novel,  although 
there   was  no   difficulty  in  producing  an   arc  of  the  length  used.    It   was  30 
well  known  before  1903  that  an  ordinary  arc  produced  nitrogen  peroxide,  but 
it  had  not  been  proposed  to  produce  it,  except  as  an  accidental  waste  product 
with  a  large  current  arc.    It  had,  however,  been  proposed  to  produce  it  as  a 
useful  product  by  long  arcs  with  small  current.     In  Ar^rews^  process,  the 
solution  in  the  jar  through  which  air  was  blown  was  a  complicated  mixture,  35 
containing  NO  (which  was  oxidised  by  the  air  to  NjO*  or  NOj),  N,Og  and  nitric 
acid.    Alsop' s  process  gave  a  gas  practically  free  from  nitric  acid ;  any  nitric 
acid  that  was  present  was  produced  by  the  oxides  of  nitrogen  in  presence  of 
water ;  in  Andrews*  process  nitric  acid  alreaUy  formed  would  be  carried  over. 
Ozone  had,  probably,  no  bleaching  effect  on  flour,  but  when  it  was  supposed  to  40 
bleach  it  was  produced  electrically,  and  would  be  accompanied  by  oxides  of 
nitrogen.    McDougalVs  process  was  different  from  Andrews'*^  in  if  a  small 
current  at  high  pressure  was  used.     It  was  well  known  that  one  could  get 
oxides  of  nitrogen  from  that  kind  of  arc.    Johnson  used  about  1/lOOOth  of  the 
current  of  Alsop^  a  long  thin  arc   and  an  alternating  current ;  Alsop  used  a  45 
continuous  current,  and  an  apparently  less  efficient  machine,  but  obtained  good 
commercial  results.     An  apparatus  more  in  the  direction  of  Johnson^s  was 
found  not  to  work  well,  unless  there  was  an  ozoniser  in  series  with  it.    At  the 
date  of  Alsop* s  Patent,  an  electrician  could  not  predict  what  would  bleach  and 
what  would  not.    In  HogartKB  process  light,  or  some  other  radiation,  was  used  50 
for  treating  the  flour.    There  was  no  difficulty  in  making  oxides  of  nitrogen 
electrically ;  as  a  commercial  process  it  had  been  abandoned  in  certain  cases 
because  the  production  from  sodium  nitrite  was  cheaper.    The  action  of  the 
electric  arc  on  air  would  be  to  produce  NO,  NjOg,  NOj  and  NjO^,  N,0.  and,  in 
presence  of  water  vapour,  HNO3  and  HNO3.    The  Andrews  gas  would  contain  55 
more  water  vapour,  which  would  tend  to  increase  the  amount  of  nitric  acid,  and 
that  would  lead  to  a  marked  difference,  as  regards  the  result,  between  the 
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Andrews  and  Aleop  processes.  After  a  short  treatment  only,  the  gases  used  in 
the  experiments  gave  the  same  bleaching  effect,  which  would  be  taken  by  a 
miJler  to  show  that  they  were  the  same,  but  over-treatment  showed  that  they 
were  different.  A  miller  would  not  look  for  an  increase  of  the  proteids 
5  as  a  proof  that  the  composition  of  the  gas  used  was  correct.  Andrews^ 
Specificakion  would  not  tell  one  that  nitrogen  peroxide  by  itself  would  work,  as 
it  was  always  mentioned  with  nitric  acid.  Andrews''  Specification  expressly 
discouraged  the  use  of  an  electrical  process  in  a  mill. 

O.  Bowma7ij  mill  manager  in  the  employment  of  C.  S.  Carr  Jt  Go.  of  Carlisle, 

10  said  that  his  firm  had  an  Alsop  plant  in  use  and  that  it  gave  satisfactory  results. 

The  electrical  plant  was  screened  off  from  the  flour,  and  the  air  from  the  arc 

was  pumped  into  a  large  metallic  vessel  before  being  brought  into  contact  with 

the  flour. 

J.  Olegg  said  that  he  was  in  charge  of  the  mill  of  the  Dublin  North  City 

15  Milling  Company.  He  had  been  for  two  years  foreman  for  the  North  SJiore 
Milling  Company^  Liverpool,  where  the  Andrews  process  was  used.  The 
process  worked  irregularly  ;  the  supply  of  gas  required  was  so  small  that  cold 
weather  would  stop  it  altogether  unless  great  care  was  used.  Sometimes  flour 
adhered  to  the  agitators  and,  being  over-treated,  becam^  strongly  coloured 

20  yellow.  The  Dublin  Company  had  an  Alsop  plant,  and  it  worked  satisfactorily. 
As  to  the  strength  of  the  flour — its  capacity  for  taking  water  and  giving  an 
increased  yield  of  bread — he  found  no  difference  between  the  two  processes ; 
but  in  the  Andrews  process  the  colour  was  less  consistent.  If  the  chemicals 
were  right  and  were  not  frozen  the  Andrews  process  went  on  perfectly. 

25  J.  A.  Grabtree,  foreman  at  the  North  Shore  Mills,  Liverpool,  said  that  the 
Andrews  plant  in  use  at  those  mills  worked  well,  and  that  the  degree  of  bleach 
could  be  easily  regulated. 

W.  Feams^  foreman  at  the  mills  of  J^.  -4.  Frost  A  Sons,  of  Chester,  said  that 
the  Andrews  process,  in  use  for  about  six  months  at  those  mills,  was  diflicult 

30  to  regulate  and  would  not  give  uniform  colour. 

J.  Lee  said  that  he  had  been  employed  at  the  Mersey  Flour  Mills  at  Liverpool, 
and  that  Andrews  process  had  been  worked  there.  The  workmen  complained, 
among  themselves,  of  the  pungent  smell  emitted,  but  that  was  when  the 
working  was  in  the  experimental  stage.    If  the  supply  of  flour  passing  through 

35  the  apparatus  was  less  than  usual,  the  flour  would  be  made  too  white.    At 

Bigby's  mill  at  Liverpool,  where  the  witness  subsequently  was,  there  were 

three  of  the  Andrews  plants  working  steadily  whenever  they  were  required, 

but  it  was  difficult  to  regulate  the  working  of  the  process. 

Colonel  Mark  MayTiew,  governing  director  of  Mark  Mayhew,  Ld.,  millers, 

'40  said  that  he  had  used  Alsop' s  process  and  found  that  it  was  easily  regulated. 

Sir  W.  Ramsay  said  that,  both  in  Andrews'  and  in  Alsop* s  process,  nitric 
oxide  was  the  gas  primarily  produced.  In  the  Andrews  process  the  nitric 
oxide  was  in  unstable  combination  with  the  ferrous  sulphate,  and  when  air 
was  blown  through  the  liquid,  it  came  off  mixed  with  air,  water  vapour  and 

•45  nitric  acid  vapour.  In  Alsop' s  processes  tiie  NO,  after  cooling  down  from  about 
3000^  to  500^  or  600°,  combined  with  oxygen  to  form  NO,.  Some  of  the  NO 
combined  with  NOj  to  form  N3O3,  and  the  gas  that  passed  on  thus  contained 
NO,  NOj,  a  trace  of  NjOs,  with  air  and  moisture— and  ozone,  if  copper 
electrodes  were  used.    The  conditions  were  different  in  the  two  processes  and 

50  one  could  not  foretell  what  would  be  the  result  of  the  action  on  flour.  It  was 
said  that  there  was  a  body  NOa,  stable  only  in  presence  of  ozone.  The  oxide 
Nt04  did  not  come  into  the  question  at  all ;  the  dilution  would  be  such  that  it 
would  be  all,  or  practically  all,  NOj.  The  Andrews  gas,  when  solidified  by 
cooling,  gave  a  dark  blue  solid,  showing  the  presence  of  N^Oa — at  all  events  in 

55  the  solid  sabstance.  After  directly  issuing  from  the  apparatus  there  was  much 
more  of  N3O3  in  Andrews'  case  than  in  Alsop's.  The  Andrews  gas  would 
contain  nitric  acid  vapour ;  the  Alsop  gas  would  probably  not  contain  nitric 
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acid,  as  such.  Nitric  acid  had  no  bleaching  effect  on  flour,  but  merely  made  it 
sticky.  A  trace  of  ainmonia  would  probably  be  formed  in  the  Alsap  process, 
but  not  in  the  Andrews  process.  The  Alsop  gas  was  ionised  considerably,  the 
Andrews  gas  hardly  at  all.  In  the  Andrews  process  apparently  each  sack  of 
flour  received  l-50th  of  a  gramme  of  nitrogen  calculated  as  NO,  but  the  extent  of  5 
the  dilution  of  the  gas  with  air  would  depend  on  how  the  apparatus  was 
worked.  One  could  not  make  any  comparison  of  the  strength  of  the  gases  in 
Andrews*  and  Alsqp's  processess.  Flour  was  treated  by  the  two  processes  for 
different  lengths  of  time  up  to  an  hour  or  more,  using  about  the  same  volumes 

•  of  air  in  the  two  processes ;  there  was  no  difference  in  appearance  between  10 
the  corresponding  samples,  but,  when  dipped  into  hydrogen  peroxide,  the  flour 
subjected  for  a  quarter  of  an  hour  to  the  Andrews  process  became  yellowish 
pink,  while  that  subjected  to  the  Alsop  process    did    not.    Knowing    that 
Andrews  had  found  that  oxides  of  nitrogen  bleached  flour,  one  might  have 
expected  that  the  electrically  prepared  gas  would  bleach,  but  one  could  not  15 
have  known  ;f  deleterious  substances  would  be  present.    Nitrogen  peroxide, 
when   let  into  flour  in  a  vacuum,  bleached ;   NO  did  not ;    and  a  mixture 
of  NO  and  NO2,  which  counted  as  N2O3,  did — ^the  presence  of  moisture  being 
assumed.    Small  quantities  of    excess  moisture,  of    nitric  acid  or  of    ozone 
might  profoundly  influence  the  re-action—- exerting  what  was  called  ^^  catalytic  80 
"  action.'*    Possibly  ozone  with  oxides  of  nitrogen  would  produce  oxygen  in  a 
very  active  state — ozone  along  with  other  substances  capable  of  re-acting  might 
accelerate  their  action  or  modify  it.    The  behaviour  of  NO  after  its  production, 
unmixed  with  any  other  substance  except  air,  depended  on  the  amount  of 
oxygen  and  the  temperature.    The  bodies  NOo,  NjOa,  and  N^O^,  oxidation  pro-  25 
ducts  of  NO,  readily  parted  with  oxygen  and  were  known  as  the  oxidising 
oxides  of  nitrogen.    Andrews  said  a  gaseous  oxide  of  nitrogen  was  to  be  used, 
and  it  was  not  clear  to  which  he  referred.    If  nitric  acid  appeared  to  bleach 
flour  that  was  due  to  the  presence  of  nitrogen  peroxide.    The  witness  had 
proved  by  experiments  that  if  concentrated  nitric  acid  was  freed  from  peroxide,  30 
not  by  adding  potassium  permanganate,  but  by  blowing  air  dry  and  free  from 
dust  through  it  for  an  hour,  the  acid  did  not  bleach  flour.    In  Andrews*  process 
the  time  taken  by  Ns04  to  be  formed  from  NjOj  was  an  important  factor.    His 
gas  contained  more  NsOs  when  it  entered  the  reel  than  Alsop^s  gas.    The  latter 
was  generally  put  through  a  large  iron  tank,  but,  even  if  it  was  not,  it  would  35 
contain  less  N3O3.    It  required  invention  to  make  an  apparatus,  like  Alsop^s^ 

'  that  would  work  continuously,  giving  the  right  kind  of  gas.  After  Andrews^ 
the  witness  would  have  been  prepared  to  eay  beforehand  that  Alsop*s  gas  would 
bleach,  but  not  that  it  would  not  give  a  smell.  Nitric  oxide  could  be  made 
chemically  in  many  ways,  other  than  those  described  in  Andrews*  Specification,  40 
free  from  nitric  acid,  and  no  doubt,  if  so  made,  would  bleach.  Alsop  gave 
directions  for  varying  the  degree  of  the  bleach  by  varying  the  strength  of  the 
current.  The  dropping  of  the  acid  in  the  Andrews  apparatus  could  not  be 
regulated,  although  at  a  certain  rate  of  dropping  fairly  uniform  results  could 
be  obtained.  In  Alsop* s  apparatus  the  tubes  leading  from  the  pump  to  the  45 
tank  and  on  to  the  reel  would  not  deionise  the  gas  to  any  great  extent,  because 
the  flow  was  too  rapid.  Experiments,  however,  showed  that,  in  the  Alsop  gas, 
neither  ionisation  nor  the  presence  of  ammonia  affected  the  bleaching  power  of 
the  gas,  and  ammonia  in  the  Alsop  gas  did  not,  and  ozone  would  not  be  present 
unless  copper  electrodes  were  used.  50 

O.  V.  CJiapman,  manager  of  the  Co-operative  Wholesale  Society*s  Flour  Mills 
at  Silvertown,  said  that  Alsop* s  process  had  been  satisfactorily  worked  at  those 
mills  for  more  than  two  years.  Even  a  slight  bleach  made  the  flour  more 
saleable. 

A.  Gordon  Salamon  said  that  the  Respondents,  in  their  experiments,  always  55 
obtained  a  spoiled  result  if  they  over-did  the  Andrews  process,  but  not  if  they 
over-did  the  Alsop  process.    It  was  difficult,  in  the  experiments,  to  ascertain 
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that  the  concentration  of  oxides  of  nitrogen  in  the  gas  in*  the  two  processes  was 
the  same,  so  the  Respondents  worked  upon  a  scale  of  gas  production  that  gave 
the  same  bleach  by  the  two  processes  at  the  end  of,  say,  five  minutes,  and  they 
maintained  that  rate  throughout.  Flonr  treated  for  an  hour  by  the  Andrews 
5  process  was  very  acid,  as  shown  by  the  litmus  test ;  treated  by  the  Alsop 
process  it  was  not.  Similar  results  were  given  by  estimating  the  acidity  with 
soda  solution,  and  by  the  hydrogen  peroxide  test.  Andrews'  process  was  difficult 
to  work  satisfactorily,  because  the  rate  of  dropping  could  not  be  properly  regu- 
lated, and  the  air  that  was  required  to  carry  off  the  gas  from  its  combination 

10  with  ferrous  sulphate  necessarily  carried  over  moisture  and  nitric  acid— it  carried 
over  even  the  sulphate  of  iron.  In  Andrews^  apparatus,  the  rate  of  dropping 
varied  with  the  pressure  ;  the  apparatus  was  very  badly  devised  in  that  respect. 
It  could  not  be  w^orked  by  merely  passing  the  air  over  the  liquid.  The  quantity 
of  NgOa  in  the  Andrews  gas  was  surprisingly  larger  than  that  in  the  Alsop  gas, 

15  as  was  shown  by  the  greater  depth  of  the  blue  colour  when  the  gas  was  con- 
densed. The  electric  arc  effected  the  combination  of  atmospheric  oxygen  and 
nitrogen  by  reason  of  its  heating  effect.  The  bleaching  of  flour  on  keeping  was 
not  necessarily  duo  to  natural  oxidation  by  exposure  to  the  air  ;  it  took  place  if 
the  flour  was  kept  piled  up  in  bags  so  that  the  air  had  no  substantial  access ; 

20  it  was  an  enzymic  action.  There  were  no  directions  in  Alsop'* s  Specification 
as  to  the  kind  of  electrodes  that  were  to  be  used.  HogartKs  Specification  taught 
nothing.  In  Andrews'*  process  nitric  acid  would  be  carried  over,  even  if  acid 
of  specific  gravity  1-2  was  used.  The  Respondents  had  never  had  a  spoilt  result 
from  overdoing  Alsop^s  process.    The  oxides  of  nitrogen  acted  upon  the  fatty 

25  matters  of  the  fiour  and  gave  a  certain  result ;  once  that  was  done,  provided 
there  was  no  nitric  acid  present,  no  harm  was  done  by  continuing  the  treatment. 
The  Alsop  apparatus,  used  in  the  Respondents*  experiments,  was  not  constructed 
(as  shown  in  the  Drawings  to  the  Specification)  so  that  the  gas  was  carried  into 
the  reel  through  an  axial  metal  pipe  with  apertures  arranged  spirally.     The 

30  Respondents,  in  thoir  experiments  with  Andrews*  method,  made  no  attempt  to 
avoid  the  mechanical  carrying  over  of  nitric  acid,  which  would  be  inevitable  if 
the  Specification  was  followed.  There  was  nothing  in  Andrews^  Specification 
to  lead  one  to  suppose  that  the  carrying  over  of  nitric  acid  was  a  bad  thing — on 
the  contrary,  nitric  acid  was  mentioned  as  an  alternative  re-agent. 

35      J.  Ahemethy^  of  the  firm  of  Jackson^  Taylor^  Abemethy  A  Co.y  and  one 

of  the   joint    auditors  of  the  Respondent   Company's   books,  said  that   the 

Alsop  process  had  been  in  use  in  40  mills  in  England,  3  in  Scotland,  and  21 

in  Ireland. 

F,  H,  Loringj  head  engineer  to  the  Respondent  Company,  said  that  they  used 

40  an  apparatus  like  that  shown  in  the  Specification,  having  the  central  pipe  and 
it  worked  very  well,  but  after  six  or  eight  months  they  ceased  to  put  the  pipe 
in  the  machines  they  supplied  to  millers,  except  when  the  pipe  was  wanted  by 
the  millers.    The  perforations  were  apt  to  become  choked. 

O.  H.  Vass^  a  baker  and  formerly  teacher  of  breadmaking  at  the  Borough.  Poly^ 

45  technic,  said  that  he  saw  the  comparative  experiments  made  to  test  the  Alsop 
and  Andrews  processes  and  took  samples  of  flour  after  it  had  been  treated  for 
one  minute,  five  minutes,  and  one  hour,  and  made  from  them  the  loaves  pro- 
duced. At  the  end  of  one  hour  the  flour  treated  by  the  Alsop  process  was  still 
commercial ;  the  flour  treated  by  the  Andrews  process  was  destroyed. 

50  Bousjield  K.C.  summed  up  the  Respondents'  case. — Alsop's  process  is  an 
improvement  on  Andrews*.  It  may  be  that  there  are  common  elements — that 
both  use  some  nitrogen  peroxide  ;  but  that  is  immaterial  in  considering  whether 
there  is  good  subject-matter.  So,  also,  the  question  whether  or  not  the  Claims 
are  wider  than  the  invention  would  only  be  material  as  to  costs;  if  there 

55  is  an  improvement,  but  the  Claims  are  too  wide,  the  Order  ought  to  be  that  the 
Patent  be  revoked  unless  the  Respondents  amend  within  a  certain  time. 
Andrews^  Patent  is  for  a  process  of  passing  the  flour  through  an  atmosphere 
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containing  gaseous  oxides  of  nitrogen  ;  if  one  finds  that  the  use  of  a  particular 
mixture  of  the  oxides  produced  in  a  particular  way  is  an  improved  mode  of  apply- 
ing Andrews*  process  one  could  have  a  valid  Patent  for  that.    If  the  improvement 
required  invention  a  Patent  for  it  would  be  valid  and  Andrews  could  not  use  it, 
even  though  he  had  broad  general   language  in  his  Claim  or  Specification  5 
sufficient  to  cover  it.     The  Alsop  process  is  novel ;  the  question  is  whether  it 
has  sufficient  ingenuity  to  make  it  an  invention — that  is  apart  from  construction. 
Then  there  is  the  question  whether  the  Claim  is  not  too  wide.    The  Claim  is 
not  for  the  machine,  but  for  a  process  of  treating  flour — the  application  of  a 
particular  machine  to  a  particular  process.     It  is  important  that  one  should  have  10 
a  low  potential,  and  a  rather  large  current,  and  a  flaming  arc.    It  is  immaterial 
whether  or  not  the  process  infringes  Andrews*  Patent.    The  argument  of  the 
Petitioners  is  a  simple  one — they  say  Andrews  discloses  that  nitrogen  peroxide 
is  a  good  bleaching  agent ;  it  was  known  that  nitrogen  peroxide  was  produced 
by  the  electric  arc  ;   therefore  the  product  of  the  electric  arc  was  a  known  15 
substitute  for  the  chemically-prepared  nitrogen  peroxide  of  Andrews.    It  was 
known  that  there  was  some  bleaching  agent  in  the  product  of  the  arc  ;  but  that 
is  insufficient — it  might  have  been  a  worse  agent  than  Andrews'*  process  gives. 
Andrews  merely  said  that  nitric  acid  was  good  and  that  nitrogen  peroxide 
would  bleach ;  that  leaves  it  open  to  any  one  else  to  find  out  a  different  oxide  20 
or  combination  of  oxides  of  nitrogen  that  would  be  more  effective.    Frichot 
said  use  nascent  oxygen  and  said  ozone  would  do  ;  A'ndrews  said  use  chlorine, 
bromine,  nitrogen  peroxide,  or  nitric  acid  (as  being  supposed  to  yield  nitrogen 
peroxide)  ;  Frichot  is  held  to  be  limited  to  ozone,  and  Andrews  has  not  a  Patent 
for  oxides  of  nitrogen  generally,  any  more  then  Frichot  had  for  nascent  oxygen  25 
generally.    Alsop* s  process  is  a  new  and  useful  process  ;  the  only  question  is  as 
to  whether  it  required  invention — ingenuity — experiment — to  arrive  at  it.    The 
evidence  is  to  the  effect  that  to  pass  from  Andrews'*  process  to  Alsop*s  required 
ingenuity.    The  disclaiming  t^lause  shows  that  the  Claim  is  not  a  broad  one  for 
the  use  of  oxides  of  nitrogen  or  nascent  oxygen  generally,  but  a  narrow  one  30 
involving  a  particular  mode  of  working  with  oxides  of  nitrogen  or  nascent 
oxygen.    As  to  the  effect  of  Alsop^s  prior  Specification,  it  is  the  same  as  if  it 
and  the  later  Specification  were  one  document ;  the  Claim  for  the  process  of 
generating  a  gaseous  medium  could  properly  have  been  put  in  the  same  Patent 
with  the  Claim  for  a  process  of  treating  flour.    The  results  of  over-treatment,  35 
the  acidity,  and  the  hydrogen  peroxide  test  all  show  that  the  -4.faop,gas  is  not 
the  same  as  the  Andrews  gas.     The  bleaching  of  the  flour  is  due  to  some 
chemical  change,  but  the  nature  of  the  change  is  unknown.    Probably  it  is  the 
fatty  matter,  which  carries  the  colouring  matter,  that  is  affected.    The  compo- 
sition of  the  gases  produced  by  the  electric  arc  could  not  be  predicted.    Sir  40 
J.  Dewar  found  hydrocyanic  acid,  acetylene,  and  nitrous  oxide,  and,  with  copper 
electrodes,  ozone.     The  introduction  of  ozone  would  modify  the  equilibrium 
of,  say,  the  NOa  and  N5O4  in  a  manner  that  could  not  be  predicted.    Water 
vapour  also  would  alter  the  equilibrium.    By  modification  of  the  electric  arc  or 
discharge  one  may  get  anything  from  almost  pure  ozone  at  one  end  to  nitrogen  45 
oxides  almost  pure  at  the  other.    It  is  said  that  ozone  in  quantity  taints  flour  ; 
no  one  could  predict  that  if  the  electric  treatment  is  modified,  as  in  Ahop*s 
process,  so  as  to  give  nitrogen  oxides,  one  would  not  get  a  taint. 

Astlniry  K.C.  opened  the  Petitioners'  case. — The  Patent  is  void  because  it  is 
not  useful  for  the  purposes  specified.  That  Objection  is  raised  in  the  Particulars  50 
in  the  form  of  false  suggestion,  but  it  is  preferably  put  as  Tvant  of  utility.  The 
Patent  is  bad  also  for  want  of  subject-matter  and  by  reason  of  anticipation  :  it  is 
bad  for  insufficiency ;  and  no  amendment  of  the  kind  suggested,  or  such  as  could 
make  the  Patent  of  a  more  limited  nature,  can  be  made  now,  because  it  would 
materially  affect  the  nature  of  the  invention,  and  it  is  res  judicata.  As  to  55 
utility,  the  Patent  is  for  increasing  the  proteids  in  the  flour  and  incidentolly 
bleaching  it  at  the  same  time.    The  Respondents  say  that  the  meaning  of  the 


Vol.  XXIV.,  No.  30.]     AND  TRADE  MARK  CASES.  ^      747 

In  the  Matter  of  Alsop^s  Patent. 

disclaiming  clause  is  : — "  I  know  that  flour  has  been  bleached  by  peroxide  of 
"  nitrogen  ;  I  do  not  claim  bleaching  of  flour  by  peroxide  of  nitrogen  per  se^ 
"  I  only  claim  doing  it  with  peroxide  of  nitrogen  through  the  arc,'*  that  is  not 
so,  the  meaning  is  :  "I  know  that  bleaching  flour  is  old,  and  subjecting  it  to 
5  "  peroxide,  or  the  oxides,  of  nitrogen  is  old,  and  I  make  no  such  claim.  My 
"  claim  is  for  a  process  which  will  really  increase  the  proteids,  and  will  give  you 
"  a  bleaching  as  well."  The  grantee  says  one  is  to  use  his  process  and  get  a 
particular  gas — ^the  composition  of  which  cannot  be  defined  except  by  results — 
decrease  of  ash  and  increase  of  protein.    He  always  uses  the  word  "  process  " 

10  as  applied  to  treating  the  flour,  never  as  applied  to  the  production  by  the  arc. 
He  disclaims  anything  that  will  only  bleach.  Where  a  grantee  makes  a  false 
statement,  the  Patent  is  bad  not  merely  because  he  has  deceived  the  Crown,  but 
because  the  Patent  is  not  useful  for  the  purpose  specified.  [Counsel  referred  to 
T?ie  King  v.  Arkwright  (1  Webst.  P.C.  64) ;  Turner  v.  Winter  (1  Webst.  P.O.  77 

15  at  pages  81  and  82)  ;  Morgan  v.  Seaward  (1  Webst.  P.C.  172,  196)  ;  Lane  Fox 
r.  Kensington,  Jtc,  Company  (9  R.P.C.  413  at  page  417  ;  L.R.  (1892)  3  Ch.  424 
at  pages  430-431) ;  Cornish  v.  Keene  (1  Webst.  P.C.  503) ;  and  Cole  v.  Saqui 
(5  R.P.C.  489  ;  6  R.P.C.  41).]  The  difference  between  Claims  1  and  2  is  that 
in  2  there  are  the  words  "for  the  purpose  specified."     Apparently  there  is 

20  not  any  real  difference.  The  grantee  would  never  have  obtained  a  Patent  if  he 
had  said  he  wanted  to  include  two  inventions  which  he  could  separate,  one  for 
bleaching  flour  with  oxides  of  nitrogen,  and  one  for  increasing  the  proteids. 
On  the  Respondents*  application  to  amend,  the  Comptroller  stated  that  if  the 
Respondents  had  applied  for  a  Patent  such  as  theirs  was  after  amendment,  the 

25  application  would  not  have  been  granted,  and  that  the  Patent  had  been  granted 
only  on  the  representation  that  the  other  part  was  the  Respondents*  invention. 
Before  the  Comptroller  the  Petitioners  did  not  contest  the  striking  out  of  the 
Claims  provided  there  was  a  process  Claim  left.  The  Petitioners  submit  that 
this  point  as  to  the  Claim  for  a  process  by  which  the  proteids  are  increased 

30  is  conclusive  in  their  favour.  Assuming,  however,  that  it  is  not,  that  those 
pai'ts  of  the  Specification  relating  to  an  increase  of  proteids  are  struck  out, 
and  that  the  Patent  is  for  bleaching  flour  by  air  impregnated  with  a  certain 
substance,  the  question  is  whether  the  substance  used  by  the  Petitioners  is  the 
same  as  that  used  by  the  Respondents.    Claim  1  is  for  the  process  of  treating 

35  flour  ;  Claim  2  is  for  the  process  that  consists  in  subjecting  air  to  a  flame  and 
introducing  it  into  flour — ^that  Claim  may  be  larger  than  Claim  1.  Claim  3  is 
the  broadest  of  all — it  is  not,  as  the  Respondents  say,  limited  to  the  use  of  arcs 
produced  by  low  potential  and  large  current.  The  last  point  is  immaterial, 
because  even  if  high  potential  and  small  current  be  used  the  product  is  the  same 

40  — nitric  oxide — and  the  only  difference  is  as  to  quantity.  The  grantee  has  two 
Patents — one  for  the  method  of  generating  gases  by  a  particular  machine  shown 
and  described ;  the  other  for  the  treating  of  the  flour.  The  ammonia  and 
ozone  present  in  the  products  of  the  arc  and  the  ionisation  may  be  ignored  ; 
the  initial  product  of  the  arc,  as  of  Andrews'  process,  is  nitric  oxide.    The  nitric 

45  acid  point  is  immaterial.  Oxides  of  nitrogen  can  be  produced  in  several  ways 
without  using  nitric  acid  ;  the  method  described  by  Andrews  is  only  given  as 
a  convenient  one.  But  if  nitric  acid  is  used  it  can  be  prevented  from  being 
carried  over  to  the  flour. 

Evidence  was  given  in  support  of  the  Petitioners'  case.    Sir  J.  Dewar  said 

50  that  the  initial  product  in  Andrews^  process,  when  mixed  with  air  in  the 
process,  gave  nitrogen  peroxide  and  possibly  a  minute  quantity  of  NjOa. 
When  nitric  acid  vapour  was  required  one  would  use  the  1*52  acid,  but 
when  the  acid  was  to  be  diluted  with  water  or  to  be  used  for  acting  on  metals 
&c.  to  give  nitric  oxide,  one  would  use  the  1*42  or  1*2  acid.    In  the  Andrews 

55  process  no  chemical  change  in  the  flour  could  be  detected,  though  perhaps  a 
trace  of  nitrates  or  nitrites  was  present.  Nitric  acid  vapour,  from  the  acid 
mixed  with  potassium  permanganate  to  prevent  the  presence  of  lower  oxides, 
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was  found  to  bleach  flonr  when  enclosed  with  it  in  sealed  glass  vessels.  After  the 
disclosure  in  Andrews*  Specification  of  the  action  of  the  oxides  of  nitrogen 
npon  flour  there  would  be  no  difficulty  in  predicting  the  action  on  flour  of 
oxides  of  nitrogen  obtained  from  other  sources.  In  Andrews'  process  the 
mixture  of  oxides  was  not  of  constant  composition.  The  products  of  the  action  5 
of  air  on  nitric  oxide  had  been  known  as  oxidising  gases  long  before  Andrews' 
Patent.  They  were  nauseous-smelling  gases.  By  using  an  electric  arc  between 
hollow  carbons  and  drawing  away  the  gases  from  the  centre  of  the  arc,  it  had 
been  found  that  hydrocyanic  acid  and  acetylene  were  formed  in  the  arc  ;  they 
could  not  be  found  outside  it.  A  short  arc  gave  a  smaller  yield  of  oxides  of  10 
nitrogen  than  a  long  arc.  The  arc  could  not  be  kept  of  constant  length,  and  the 
composition  of  the  resultant  gas  could  not  be  kept  constant.  Copper  or  iron 
electrodes  would  contaminate  the  flour.  Liquefaction  of  the  gases  from  the 
arc  with  iron  poles  proved  that  ozone  was  absent ;  there  might  be  a  very  small 
quantity  if  copper  poles  were  used.  The  witness  had  not  found  any  gases  15 
except  oxides  of  nitrogen  in  the  Alsop  gas.  The  Als&p  and  Andrews  gases,  for 
a  given  concentration  of  oxides  of  nitrogen,  were  found  to  have  the  samfe 
bleaching  effect  on  flour.  Nitric  oxide,  made  by  the  action  of  nitric  acid  on 
starch  and  on  metals  had,  with  the  same  degree  of  concentration,  the  same 
effect  as  the  Andrews  gas.  The  amount  of  ionisation  in  the  experiments  20 
with  the  Alsop  apparatus  was  small.  -Andrews  referred  to  nitric  acid  as  a 
bleaching  agent,  but  very  small  quantities  were  to  be  used.  An  excess  of 
nitrogen  peroxide  would  be  deleterious  ;  one  could  not  differentiate  between  it 
and  nitric  acid  in  that  respect.  Andrews  having  made  it  known  that  nitrogen 
peroxide,  produced  as  he  described,  would  bleach,  one  would  eay  that  nitrogen  25 
peroxide  produced  in  any  way  would  bleach,  because  no  difference  was  known 
in  it  when  it  was  produced  in  different  ways.  There  was  no  certainty  in  antici- 
pation in  chemistry — no  absolute  certainty — but  the  witness  would  have  predicted 
that  Alsop's  gas  would  bleach  without  deleterious  effect.  He  had  not  made 
experiments  on  flour  with  mixtures  of  nitrogen  peroxide  and  nitric  acid ;  he  30 
considered  that  Andrews  intended  them  to  be  used  separately  ;  but  he  had  no 
doubt  that  mixtures  would  bleach.  Flour  would  at  once  reduce  nitric  acid  and 
give  the  lower  oxides.  Andrews*  Specification  indicated  the  strength  of  gas  to 
be  used  by  the  result  obtained  on  examination  of  the  effluent  flour.  Up  to  1903 
there  was  no  literature  that  would  have  led  one  to  doubt  that  the  substantial  35 
product  of  the  arc  was  nitric  oxide,  without  any  deleterious  substance  mixed 
with  it. 

H.  Bdllantyne  said  that  Alsop' s  Specification  gave  no  directions  governing  the 
concentration  of  the  resultant  gas,  or  other  details  which,  if  the  Specification 
had  been  concerned  with  details,  he  would  have  expected  to  find.    Andrews'  40 
Specification  gave  sufficient  directions  to  enable  ihe  process  to  be  successfully 
worked.  In  the  comparative  experiments  of  the  Respondents  it  was  clear  that  the 
result  of  using  such  an  apparatus  as  was  used  by  them  for  the  Andrews  process 
would  be  to  splash  the  acid  spray  into  the  flour,  and  the  concentration  of  the 
gases  in  the  two  cases  was  not  nearly  equal.    In  Andrews'  process  the  air  could  45 
be  passed  over,  not  only  through,  the  acid  ;  and  that  would  have  lessened  the 
chance  of  spurting  the  nitric  acid.    In  an  exaggerated  experiment  with  the 
Alsop  process,  the  bread  had  an  unpleasant  smell  and  was  yellow ;  that  was 
clearly  inevitable,  as  nitrogen  peroxide  in  contact  with  damp  flour  would  give 
nitric  and  nitrous  acids.    The  experiments  made  by  the  witness  showed  that,  50 
without  having  comparable  concentrations,  differences  in  the  loaves  or  the  flour 
would  not  justify  one  in  drawing  the  conclusion  that  the  gases  were  different 
in  their  nature.     Normally  worked,  the  Andrews  and  Alsop  processes  gave 
identical  results,  except  that  in  the  latter,  with  iron  electrodes,  Lome  iron  oxide 
was  produced,  and  might  be  carried  into  the  flour.    Working  the  Alsop  process  55 
in  the  normal  way,  but  continuing  it  for  a  longer  time,  the  witness  always 
found  an  over-bleach.    The  Respondents,  in  their  experiments,  had  probably 
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need  an  extremely  dilate  gas.  The  Andrews  gas  was  not  found  to  have  a 
stronger  smell  than  the  Alsop^  as  had  been  suggested ;  it  was  simply  a  question 
of  dilation.  Photographs  of  the  absorption  spectra  of  the  Alsop  gas,  the 
Andrews  gas,  and  of  nitrogen  peroxide  obtained  by  mixing  nitric  oxide  with 
5  air,  showed  that  the  spectra  were  identical.  There  was  no  difference  between 
the  Andrews  and  Alsop  gases  in  respect  of  the  presence  of  nitrogen  trioxide. 
Floar  over-treated  by  the  Andrews  process  did  not  give  a  coloration  with 
hydrogen  peroxide,  as  stated  by  the  Respondents  ;  the  coloar  was  probably  dae 
to  the  splashing  over  of  the  iron  liquor.    A  chemist  in  1903  would  not  be  in 

10  doubt  as  to  the  possibility  of  hydrocyanic  acid  or  acetylene  being  found  in  the 
external  products  of  the  arc ;  they  would  be  destroyed  in  the  arc.  When  the 
gas  obtained  by  each  of  the  processes  was  passed  through  water,  so  that  the 
nitrogen  peroxide  was  dissolved  out,  it  had  no  bleaching  effect.  If  the  two 
processes  were  fairly  worked  there  was  no  difference  between  their  effects.    A 

15  gas  with  less  nitric  acid  in  it  was  less  likely  to  give  prejudicial  results  on  over- 
treatment  than  a  gas  with  more  acid.  There  was  no  warning  in  Andrews^ 
Specification  against  nitric  acid,  but  it  was  common  knowledge  among  chemists 
and  bakers  that  any  acid  would  spoil  the  loaf.  The  presence  of  a  greater 
quantity  of  water  vapour  in.  the  gas  would  not  cause  a  greater  production  of 

20  nitric  acid  in  the  flour,  because  the  inter-action  of  nitric  oxide  and  oxygen  was 
not  affected  by  water  in  the  form  of  vapour,  and  when  the  gases  reached  the 
flour  there  was  an  ample  quantity  of  water  there,  whichever  of  the  two 
processes  was  used,  to  convert  the  nitrogen  peroxide  into  nitric  an<i  nitrous 
acids.    The  water  in  the  pores  of  the  flour  would  act  as  a  liquid.    With  the 

25  A7idrews  process  it  was  necessary  to  take  precautions  against  the  acid  attacking 
the  gluten ;  with  the  Alsop  process  ic  was  not.  If  ozone  had  any  absorption 
spectrum,  it  was  very  faint,  and  would  be  overpowered  by  the  spectrum  of 
nitrogen  peroxide.  The  gases  of  the  two  processes,  tested  for  nitrogen  trioxide 
by  absorption  with  sulphuric  acid,  were  found  to  be  the  same.   Nitric  oxide  and 

30  oxygen,  in  passing  through  the  tube,  the  length  of  which  in  different  mills 
varied  from  3  to  30  feet,  would  give  some  trioxide,  and,  further  on,  that  would 
be  converted  into  peroxide ;  the  composition  would,  therefore,  depend  on  the 
point  at  which  the  gas  was  drawn.  The  flour  treated  in  Court  with  Andrews^  gas, 
and  then  with  hydrogen  peroxide,  had  a  brown  colour ;  that  did  not  conflict  with 

35  the  witness's  previous  statement  that  the  coloration  was  due  to  the  iron  liquor 
— not  to  the  iron,  but  to  the  nitric  acid,  which  had  been  used  in  excessive 
quantity.  The  exaggerated  experiments  with  the  two  processes  showed  that  the 
result  simply  depended  on  the  concentration  ;  with  the  same  concentration,  the 
two  processes  gave  the  same  result.    The  OHess  test  for  acidity  showed  that 

40  there  was  nitric  acid  in  the  Alsop  g6M,  Sir  T^.  jRam^ay  found  more  nitrogen 
trioxide  in  the  Andrews  gas  when  it  was  liquefied,  but  he  said  that  was 
probably  produced  in  the  act  of  condensation. 

Adolf  Liebmann  said  that  he  had  found  that,  on  carrying  out  the  Alsop  and 
Andrews  processes,  and  allowing  for  necessary  experimental  error,  there  was  no 

45  change  in  the  contents  of  the  flour.  He  also  found  that,  so  far  as  oxides  of 
nitrogen  were  concerned,  the  Alsop  and  Andrews  gases  were  identical.  After 
having  had  the  information  given  by  Andrews^  he  would  have  had  no  doubt 
that  another  process,  by  which  oxides  of  nitrogen  were  produced,  would  have 
the  same  effect ;  he  would  have  relied  on  the  literature  on  the  subject  to  show 

50  that  no  deleterious  substances  would  be  produced. 

Dugald  Clerk  said  that  the  Alsop  apparatus,  used  in  the  Petitionee'  experi- 
ments, had  been  made  by  him  in  accordance  with  the  directions  in  the 
Speciflcation,  but  with  iron  electrodes  (as  carbon  electrodes  would  be  too  fragile), 
and  with  a  liquid  resistance  in  the  circuit  to  regulate  the  current.    He  found 

55  that,  whatever  variations  in  the  current  were  made,  a  pleaching  gas  was  always 

obtained,  though  the  quantity  of  it  varied  with  the  current.    The  gas  consisted 

.    of  the  nitrogen  oxides.    There  was  no  novelty  in  Alsop^s  apparatus  ;  it  would 
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give  a  poorer  yield  than  John8on\  because  in  it  the  period  of  short-circuiting 
was  very  long.  A  constant  arc  used  in  Hogarth's  apparatus,  with  the  glass 
partition  removed,  would  give  a  bleaching  gas.  Ahiop*8  apparatus  would  be  of 
no  use  for  any  purpose  other  than  that  for  which  he  intended  it.  Johnson  was 
endeavouring  to  get  the  greatest  possible  yield  of  nitric  acid  and  employed  a  5 
thin  arc;  his  process  would  give  the  same  gases  as  Alsop^s  and  more 
economically. 

W.  F,  Flacky  whose  firm  were  chartered  accountants,  and  acted  as  secretaries 
to  the  Petitioners,  said  that  the  Andrews  process  was  very  laiigely  used,  and 
that  the  production  of  flour  by  the  licensees  had  increased  considerably  from  10 
the  dates  of  their  licenses.  There  were  only  two  mills  in  England  where  the 
process  was  used,  seven  in  Ireland  and  three  in  Scotland.  The  '^  Exothermic  " 
process  belonging  to  the  Petitioners  was  for  the  production,  for  bleaching  flour, 
of  nitrogen  peroxide  by  passing  air  and  ammonia  through  a  heated  platinum 
tube.  There  were  about  40  plants  of  that  kind  in  the  United  Kingdom.  Some  15 
of  the  mills  referred  to  as  using  the  Andrews  process  were  using  the  "  Exo- 
"  thermic  "  process  ;  one  mill  used  the  Andrews  process  alone.  The  Petitioners 
were  advertising  an  electric  plant. 

J.  Westgate,  assistant  manager  of  the  North  Shore  Milling  Company^  said 
that  none  of  the  directors  of  the  Petitioners'  Company  were  directors  of  the  20 
North  Shore  Company.  The  Andrews  process  was  used  by  the  latter  Company 
without  difficulty  in  working  it.  The  results  of  the  Andrews  and  Alsop  pro- 
cesses were  identical.  Flour  that  accumulated  in  parts  of  the  apparatus  would 
turn  yellow  apart  from,  and  prior  to,  the  bleaching.  There  had  been  no  trouble 
through  over-bleaching.  The  North  Shore  Company  had  three  mills  and  were  25 
working  the  Andrews  process  in  two  of  them  ;  they  were  experimenting  with 
the  "  Exothermic  "  process,  but  not  with  an  electric  process.  They  used  an 
aluminium  cylinder  for  Andrews'  process  and  had  no  trouble  from  discolora- 
tion of  the  flour  by  its  adhering  to  the  cylinder  and  being  over-treated. 

T.  A.  Righy,  of  the  firm  of  Thomas  Righy  &  Son  of  Frodsham  and  Liver-  30 
pool,  said  his  firm  had  used  the  Andrews  process  for  several  years  and  found  it 
satisfactory.    The  flour  sometimes  stuck  in  the  tube  through  which  the  gas 
passed  to  the  flour,  but  not  in  the  aluminium  cylinder,  which  they  used  for  the 
agitation,  and  the  discoloured  flour  did  not  get  into  the  bleached  flour. 

Walter  K.C.  summed  up  the  Petitioners'  case. — The  real  object  of  the  35 
Respondents  is  to  be  able  to  work  the  Petitioners'  process.    The  statement  as 
to  the  increase  of  proteids  is  an  actual  indication  of  the  process,  and  the  Patent 
is  therefore  invalid.    The  Respondents  say  that  their  electric  treatment  is 
effected  by  a  current  of  5-10  amperes  and  of  not  more  than  500  volts.    Really 
there  are  no  limitations  ;  and  a  person  who  succeeded  in  increasing  the  proteids  40 
by  a  current  of  any  kind  would  be  charged  with  infringement.    Under  Claim  3 
there  is  no  limitation  to  any  particular  kind  of  arc  or  machine.    There  is  only 
the  one  process  ;  the  test  of  success  in  using  it  is  whether  or  not  one  obtains  an 
increase  of  proteids  and  a  bleaching  effect.    The  object  of  the  Patent  is  im- 
portant on  the  question  of  prior  grant.    If  the  present  Patent  is  for  treating  45 
flour  so  as  to  get  certain  chemical  results,  namely,  increase  of  the  proteids, 
there  is  false  suggestion.    Assume  that  the  Patent  is  for  the  production  of 
certain  oxides  of  nitrogen  and  that  the  rest  of  it  is  disclaimed — ^no  oxidising 
oxides  are  produced  by  the  arc,  but  only  nitric  oxide.    That,  escaping,  meets 
with  air  and  goes  through  the  gradations  that  nitric  oxide  always  does.    The  50 
Patent  is  void  because  no  sufficient  directions  are  given.    If  any  special  forms 
of  oxides  of  nitrogen  are  claimed  the  exact  mode  of  producing  them  must  be 
shown.    The  Respondents  do  not  agree  among  themselves  as  to  what  is  the 
essence  of  the  Patent,  whether  it  is  a  special  machine,  }i   special  chemical 
process,  or  a  current  of  low  voltage.    The  reaction  employed  is  a  pure  heat  55 
reaction  ;  the  electric  arc  is  merely  a  convenient  furnace.    Oxides  of  nitrogen, 
however  produced,  act  on  the  oxygen  of  air  in  the  same  way  under  the  same 
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circtunstances.  The  case  has  been  obscured  by  the  introduction  of  conjectural 
matter,  such  as  the  effect  of  ionisation  and  the  presence  in  the  gases  of  ammonia, 
ozone,  hydrogen  peroxide,  hydrocyanic  acid  and  acetylene  ;  the  only  point  that 
remains  is  as  to  the  different  proportions  of  nitrogen  trioxide.  In  both 
5  Andrews  and  Alsop  the  same  thing  happens,  there  is  a  long  pipe  and  the 
proportion  of  trioxide  varies  all  along  it.  Alsop* s  process  worked  at  various 
speeds  gives  various  proportions  of  trioxide;  Andrews*  process  does  the  same. 
The  differences  found  by  the  Petitioners  are  within  the  margin  allowed  by 
Andrews  in  his  Specification.     [Counsel  referred  to  Hattersley  v.  Hodgson 

10  (21  R.P.C.  517,  524,  and  532).]  Special  apparatus  is  described  in  the  Specifi- 
cation. The  Respondents'  experiments  with  excessive  concentration  do  not 
throw  any  light  on  the  results  during  normal  bleaching.  The  gases  were 
known,  also  the  purpose  and  the  method,  so  there  is  no  subject-matter  for  a 
Patent.    There  cannot  be  any  prevision  as  to  the  effect  of  an  oxidising  body  on 

15  an  unknown  substance,  but  a  known  body  when  obtained  from  one  source 
must  give  the  same  result  as  when  it  is  obtained  from  another  source. 

Oripps  K.C.  replied. — Even  if  all  that  the  Petitioners  say  is  true  there  is 
ample  subject-matter  for  a  process  Patent.  [Counsel  referred  to  Lane  Fox  v. 
Kensington^  Jtc.  Company  (9  R.P.C.  413  at  page  416 ;  L.R.  (1892)  3  Ch.  424  at 

20  page  428  per  Lindley  L.J.).]  The  method  was  not  obvious  to  people  who  dealt 
with  that  kind  of  work.  This  is  a  process  Patent  and  nothing  else.  \_Gurtis  v. 
Piatt  (L.R.  3  C.D.«135n  per  Lord  Bathe rleyL.G.)  and  Frost  on  Patents,  3rd  ed., 
Vol.  I.  page  62,  were  referred  to.]  The  dissimilarity  of  the  effects  of  the  two 
gases,  Alsop^s  and  Andrews\  on  flour  is  important.     Sir  W.  Ramsay  has  said 

25  that  nitric  acid  will  not  bleach.  If  an  action  for  infringement  were  brought 
against  the  Respondents  that  would  be  important,  as  bearing  upon  the  validity 
of  Andrews'*  Patent.  It  is  not  a  question  of  how  one  can  use  Andrews'*  process 
so  as  to  get  rid  of  the  nitric  acid  as  a  deletericus  element ;  Andrews  does  not 
wish  to  got  rid  of  it.    On  the  other  hand,  he  says  it  is  better  not  to  use  ozone. 

30  Supposing  Alsop's  Patent  good,  would  Andrews  be  prevented  from  using  his 
process  ?  Andrews  thought  nitric  acid  either  useful  or  not  deleterious.  Sir 
W,  Ramsay  said  that  the  risk  of  harm  by  nitric  acid  was  much  greater  in 
Andrews'*  process  than  in  Alsop's,  No  one  could  say  that  the  two  processes 
are  the  same.    Andrews  speaks  of  the  danger  of  sparking,  and  wishes  to  avoid 

35  electrical  methods.  One  could  not  know,  without  experiment,  that  by  an 
electrical  method  one  could  get  a  satisfactory  bleaching  medium.  [^Nohel  v. 
Anderson  (11  R.P.C.  115  and  519)  was  referred  to.]  It  used  to  be  said  that  if 
one  had  a  master  Patent  and  showed  one  effective  way  of  exercising  the  inven- 
tion one  had  a  Patent  for  all  the  ways  {Jupe  v.  Prait^  1  Webst.  P.C.  145). 

40  That  is  not  law.  Alsop's  process  might  be  only  an  improvement  on  Andrews 
and  the  Respondents  could  not  use  it  without  a  licence.  A  chemical  process  is 
not  a  disclosure  of  the  Respondents'  electrical  process.  It  was  impossible  to 
foretell  that  nitrogen  peroxide,  produced  electrically,  would  not  contain  some  gas 
deleterious  to  flour.    The  apparatus  itself  might  be  good  subject-  matter  for  a 

45  Patent.  Part  of  the  Respondents'  process  is  to  have  an  electrical  apparatus  ; 
they  did  not  know  any  other  purpose  for  which  one  would  use  an  apparatus 
constructed  like  theirs ;  it  is  a  very  special  form  of  apparatus.  The  question  of 
prior  grant  does  not  arise  ;  the  description  of  the  apparatus  in  the  prior  Patent 
was  not  published  in  this  country  till  after  the  Respondents'   Specification. 

50  What  does  Als&p*s  Claim  1  mean  ?  [Parkbr  J.— Suppose  someone  supplied 
you  with  nitric  oxide  through  pipes,  you  would  be  within  Claim  2,  but  not 
within  Claim  1.]  The  words  on  page  J,  lines  17-23,*  and  the  disclaiming 
clause  are  very  important.  The  Respondents  are  not  claiming  the  use  of  oxides 
for  bleaching ;   the  method  of  producing  the  gaseous  medinm  is  a  patentable 


Ante,  page  784,  line  42  to  page  735  line  2. 
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invention.  Andrews^  process  is  specifically  mentioned  in  the  disclaiming  clause. 
Any  ordinary  reader  taking  Andrews'  Specification  would  think  that  the  more 
nitric  acid  he  used  the  better,  but  acidity  is  deleterioas.  Mr.  Glerk  tried  to  get 
a  gas  from  AUop's  process  of  the  same  concentration  as  in  Andrews^  process. 
That  is  not  the  right  method — one  ought  to  take  Andrews  and  work  it  as  it  5 
would  be  worked  commercially.  Sir  W,  Ramsay  worked  the  processes  under  the 
same  conditions,  and  found  that  Alsop's  gas  had  not  the  deleterious  ingredient 
that  was  present  in  Andrews'.  It  may  be  that  nitrogen  peroxide  in  contact  with 
the  flour  gives  some  nitric  acid,  but  it  is  too  small  a  quantity  to  be  material.  If 
commercial  methods  are  taken  and  worked  fairly,  the  Alsop  gas  is  found  to  be  10 
more  dilute  ;  the  dilution  alters  the  equilibrium  and  so  the  effect  of  the  gas. 
The  nitric  oxide  reaches  the  flour  in  Alsop's  process  as  peroxide,  in  Andrews  as 
a  mixture  of  oxide  and  peroxide,  which  act  as  the  trioxide — ^though  it  may  be 
that  they  so  act  only  when  a  long  metal  tube  is  used.  No  one  could  have  pre- 
dicted that  Alsop's  process  would  have  such  satisfectory  results.  A  process  15 
Patent  is  only  for  the  actual  process  and  anythjng  substantially  the  same.  It  is 
not  suggested  that  there  is  any  insufficiency  in  the  Specification  in  respect  of  the 
directions  given.  One  is  limited  in  revocation  proceedings ;  however  much  one 
may  think  Andrews  is  false  one  cannot  refer  to  that.  There  is  no  Buch  thing  as  res 
judicata  in  Patent  actions,  because  the  proceedings  are  between  different  parties;  20 
if  the  Respondents  succeeded  in  showing  that  their  Patent  was  valid,  that  would 
not  help  them  in  a  subsequent  infringement  action.  As  to  the  increase  of 
proteids,  if  the  Claim  makes  inaccurate  statements  as  to  the  essence. of  the 
invention  the  Patent  is  bad,  but  the  Respondents  have  had  the  advantage  of 
disclaiming  and  the  grant  is  limited  to  the  Claim.'  Mere  boastfulness  does  not  25 
invalidate  the  Patent.  There  is  no  question  of  mala  fides.  [PARKER  J. — 
With  regard  to  process  Patents  you  must  have  a  process  ending  in  a  result — you 
'must  say  it  produces  something,  and  if  it  does  not,  the  Patent  is  bad.  But  if 
you  say  the  result  is  useful,  it  does  not  matter.  If  I  could  construe  this  as  a 
claim  for  bleaching  only  the  mistake  would  not  matter,  but  in  some  cases  the  30 
misrepresentation  is  so  serious  that  the  Crown  is  deceived.]  If  the  Court  is 
against  the  Respondents  they  ask  that  the  Order  for  revocation  be  made  subject 
to  amendment  under  Section  18.  [Parker  J. — But  ought  I  to  do  so  after 
what  has  happened  ?  Would  not  the  effect  of  amendment  be  to  enlarge  the  area 
of  the  Patent  ?]  It  would  reduce  the  area ;  the  Specification  as  it  stood  would  35 
have  prevented  anyone  doing  either  of  the  things  ;  after  amendment  I  could 
take  action  on  the  bleaching  only.  The  question  is  dealt  with  in  Moser  y. 
Marsden  (13  R.P.O.  24), 

Parker  J.— The  Letters  Patent  granted  to  J.  N.  Alsop  in  1903  which  are 
attacked  in  these  proceedings  are  for  a  process  only.    That  processes  are  good  40 
subject-matter  of  Letters  Patent  was  finally  decided  in  1842  in  the  case  of 
Grane  v.  Price  (1  Webst.  P.C.  393).     It  was  there  held  that  if  the  result  of  a 
new  process  is  a  new  article,  or  a  better  article,  or  a  cheaper  article  than  that 
produced  by  old  methods  the  process  was  patentable,  provided  of  course  that 
it  required  an  exercise  of  the  inventive  faculty  to  arrive  at  it.    It  has  since  45 
been  held  that  a  new  and  alternative  method  of  arriving  at  the  same  result, 
irrespective  of  whether  that  result  is  better  or  cheaper,  may  be  patentable.    But 
a  process  to  be  patentable  must  be  a  process  which  leads  to  some  result  and  the 
result  arrived  at  must  be  useful,  though  H  need  not  be  an  article  at  all ;  for 
example,  a  new  process  for  chemically  cleaning  dirty  linen  would  be  good  50 
subject-matter,  but  a  process  of  treating  material,  of  which  no  i^esult  at  all  could 
be  predicated,  would  not  be  patentable. 

In  considering  the  validity  of  a  Patent  for  a  process,  it  is  therefore  material 
to  ascertain  precisely  what  the  patentee  claims  to  be  the  result  of  the  process 
for  which  the  Patent  has  been  granted  ;  the  real  consideration  which  he  gives  55 
for  the  grant  is  the  disclosure  of  a  process  which  produces  a  result,  and  not  the 
disclosure  of  a  process  which  may  or  may  not  produce  any  result  at  all.    If  the 
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patentee  claims  protection  for  a  process  for  producing  a  result,  and  that  result 
cannot  be  produced  by  the  process,  in  my  opinion  the  consideration  fails. 
Similarly  if  the  patentee  claims  for  a  process  pro  Jucing  two  results  combined 
and  only  one  of  these  results  is  in  fact  produced  by  the  process,  there  is  a 
5  partial  failure  of  consideration,  just  as  there  is  in  the  case  of  a  Patent  containing 
one  valid  and  one  invalid  Claim ;  and  such  partial  failure  of  consideration  is 
siffficient  to  avoid  the  Patent,  "  If"  said  Mr.  Justice  Buller  in  Turnery.  Winter 
(1  Webst.  P.O.  82)  "  the  Patentee  says  that  by  one  process  he  can  produce  three 
"  things  and  he  fails  in  any  one,  the  consideration  of  his  merit,  and  for 

10  "  v^hich  the  Patent  was  granted,  fails,  and  the  Crown  has  been  deceived  in 
'•  the  grant." 

An  analogous  principle  applies  to  Patents  for  improvements.  Of  course  the 
patentee  must  in  such  a  case  state  the  nature  of  the  improvement,  or  in  other 
words,  the  result  which  he  claims  to  have  secured  by  his  invention.    If  no  such 

15  result  is  in  fact  secured  by  following  the  directions  given  in  the  Specification 
there  is  a  failure  of  consideration  and  the  Patent  is  void. 

Objections  to  Patents  on  the  grounds  above  referred  to  are  sometimes  treated 
as  objections  for  want  of  utility,  and  when  so  treated  the  well-known  rule  is 
that  the  utility  of   an  invention  depends  upon  whether,  by  following  the 

20  directions  of  the  patentee,  the  result  which  the  patentee  professed  to  produce 
can  in  fact  be  produced  (see  Lindley  L.J.  in  Lane-Fox  v.  Kensington  Ac. 
Company^  9  R.P.C.  at  page  417*).  Want  of  utility  in  this  sense  must  however, 
in  my  opinion,  be  distinguished  from  want  of  utility  in  the  sense  of  the  inven- 
tion being  useless  for  any  purpose  whatever.    In  the  case  of  an  invention  not 

25  serving  any  useful  purpose  at  all,  the  Patent  would  no  doubt  be  void,  but  not 
entirely  for  the  same  reason.  It  would  be  probably  void  at  common  law  on  the 
ground  that  the  King's  prerogative  could  not  be  properly  exercised  unless  there 
were  some  consideration  moving  to  the  public,  and  the  public  could  not  be 
benefited  by  the  disclosure  of  something  absolutely  useless.    It  would  certainly 

30  be  avoided  as  mischievous  to  the  State  and  generally  inconvenient  within  the 
meaning  of  the  Statute  of  Monopolies.  But  it  may  well  be  that  an  invention, 
which  is  void  because  it  does  not  produce  the  result,  or  one  of  the  results, 
claimed,  may  nevertheless  be  useful  as  producing  other  results.  Further,  there 
may  be  cases  in  which  the  result  which  the  patentee  claims  to  have  produced 

35  can  in  fact  be  produced,  but  the  patentee  has  gone  on  to  detail  the  useful 
purposes  to  which  such  result  can  be  applied,  and  that  in  fact  the  result  produced 
cannot  be  applied  to  one  or  more  of  such  purposes.  In  such  a  case  I  do  not 
think  the  Patent  is  necessarily  void,  provided  there  are  purposes  for  which  the 
result   is   useful.      If   it  be  avoided  it  can  only   be  because  it   contains  a 

40  misrepresentation  so  material  that  it  can  be  said  the  Crown  has  been  deceived. 
The  importance  of  drawing  a  distinction  between  what  the  patentee  claims  to 
have  effected  by  the  invention  for  which  he  claims  protection,  and  a  statement 
of  the  additional  purposes  to  which  the  invention  can  be  applied,  is  well 
illustrated  by  the  case  of  Lyon  v.  Ooddard  (10  R.P.C.  121  and  334,  and  11  R.P.C. 

45  354). 

Such  being,  in  my  opinion,  the  law,  I  must,  before  I  can  properly  apply  it, 
construe  Alsop^a  Specification,  and  determine  what,  according  to  its  true  con- 
struction, are  the  results  claimed  by  the  })atentee  to  be  produced  by  the  patented 
process.    Before  doing  this,  I  ought,  however,  to  make  one  preliminary  observa- 

50  tion.  In  the  course  of  these  proceedings,  the  Specification  has  been  amended 
by  striking  out  several  of  the  original  claiming  clauses,  leaving  the  title  and 
body  of  the  Specification  unaltered.  In  my  opinion,  this  does  not  enable  me 
to  ignore  any  statement  in  the  body  of  the  Specification  as  relating  only  to 
something  which  has  been  struck  out     I  must,  1  think,  construe  the  Specifica- 

55  tion  as  it  now  stands  after  amendment,  even  if  this  results  in  any  part  of  it — for 

*  And  L.R.  (1892)  3  Ch.  424  at  pages  430-1. 
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example,  the  claiming  clauses  which  are  left — being  construed  otherwise  than 
they  would  have  been  if  the  Specification  had  not  been  amended  at  all.  I 
think  this  is  the  effect  of  the  decision  in  Hattershy  v.  Hodgson  (21  R.P.C.,  at 
.page  517). 

The  Patent  according  to  the  title  is  for  "  an  improved  process  of  treating  5 
"  flour  to  purify  the  same  and  increase  the  nutritive  qualities  thereof,"  and  the 
Patentee  commences  his  Specification  by  stating  that  his  invention  "  relates  to 
"  a  novel  process  of  treating  flour  to  purify  the  same  and  increase  the  nutritive 
"  qualities  thereof,  and  to  this  end  resides  broadly  in  subjecting  flour  to  the 
"  action  of  a  gaseous  medium  which  will  operate  to  bleach  or  purify  the  flour,  10 
"  and  cause  a  reduction   in   the  quantity  of  carbohydrate  contents,  and  an 
"  increase  in  the  quantity  of  the  protein  contents  thereof."    This  seems  a 
reasonably  clear  statement  that  the  process  for  which  protection  is  claimed  is  a 
process  having  two  results  on  the  flour  treated,  namely  (1)  bleaching  it,  and  C2) 
decreasing  its  carbohydrates  and  increasing  its  proteids.    The  Patentee  proceeds  15 
to  state  that  the  gaseous  medium  he  employs  is  atmospheric  air,  which  has  been 
subjected  to  the  action  of  an  arc  or  flaming  discharge  of  electricity.     He  has,  he 
says,  ascertained  that  the  resultant  gas  has  the  property,  when  applied  to  flour, 
of  producing  the  two  results  already  stated.     He  cannot,  he  says,  explain  the 
reason  of  the  change  produced  in  the  flour  by  his  process,  but  in  lieu  of  20 
explanations  he  gives  analyses  showing  the  extent  and  character  of  the  change 
so  far  as  the  contents  of  the  flour  are  concerned,  and  he  again  refers  to  bleaching, 
this  time  as  an  incidental  result  of  the  process. 

The  Patentee  next  proceeds  to  describe  apparatus,  first,  for  the  production  of 
the  gaseous  medium  by  subjecting  air  to  the  action  of  the  arc  or  flaming  25 
discharge  of  electricity,  and,  secondly,  for  subjecting  the  flour  to  such  gaseous 
medium  when  produced.  Of  the  apparatus  to  produce  the  gaseous  medium  ho 
says  it  is  only  shown  conventionally,  or  in  its  simplest  form,  in  order  to  illustrate 
the  manner  of  carrying  out  the  proces?.  The  apparatus  for  treating  the  flour 
involves  its  agitation  in  a  revolving  reel  into  which  the  gaseous  medium  is  30 
introduced.  He  then  gives  a  detailed  description  of  the  apparatus  for  the 
production  of  the  medium,  with  the  exact  properties  and  chemical  constituents 
of  which  he  says  he  is  as  yet  unacquainted,  and  the  treatment  with  this  medium 
of  the  flour. 

The  Patentee  then  proceeds  as  follows  : — "  I  have  indicated  the  advantages  35 
"  derived  from  the  use  of  my  process,  and  it  only  remains  to  emphasize  the  fact 
"  that  the  flour  treated  by  my  process  is  improved  in  the  particulars  noted 
"  without  having  any  of  its  qualities  as  a  food  product  impaired,  but  on  the 
"  contrary,  the  result  of  the  process  is  to  greatly  increase  the  value  of  the  flour 
"  as  a  food  product."  40 

The  Claims  in  the  Specification  are  as  follows  : — "  (1)  The  process  of  treating 
"  flour  which  consists  in  subjecting  the  same  to  the  action  of  air  which  has 
"  previously  been  subjected  to  the  action  of  an  arc  or  flame  of  electricity, 
,  **  substantially  as  described  ;  (2)  The  herein  described  process  which  consists 
"  in  subjecting  a  body  of  air  to  the  action  of  the  flaming  discharge  of  electricity,  45 
"  withdrawing  the  gaseous  medium  produced  and  introducing  it  into  the 
"  presence  of  flour,  for  the  purpose  specified  ;  and  (3)  The  process  which 
'*  consists  in  agitating  flour  and  simultaneously  subjecting  the  same  to  the 
"  action  of  a  gaseous  medium  produced  by  the  action  of  the  flaming  electric 
*'  discharge  or  of  the  disruptive  discharge  of  electricity  on  air."  50 

I  do  not  think  it  is  necessary,  for  the  purpose  of  the  point  I  am  considering,  to 
attempt  to  distinguish  or  deflne  the  precise  ambit  of  these  claiming  clauses,  for 
I  am  satisfied,  on  the  construction  of  the  Specification,  that  the  process  referred 
to  in  each  clause  is  a  process  resulting  in  the  bleaching  of  the  flour  and  in 
increasing  its  proteids  and  diminishing  its  carbohydrates  as  suggested  in  the  55 
title  and  detailed  and  emphasized  in  the  body  of  the  Specification.  I  cannot 
read  the  statements  in  the  Specification  on  these  points  merely  as  laudatory  of 
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the  results  obtained  by  the  process.  They  are  themselves  the  results  of  the 
process  for  which  protection  is  claimed.  I  arrive  at  this  conclusion  without  the 
assistance  of  the  disclaimer  contained  in  the  SpeciEcation,  though  such  dis- 
claimer, as  will  appear  presently,  strongly  confirms  the  conclusion  at  which  I 
5  have  arrived.  It  being  now  admitted  by  everyone  that  the  treatment  of  the 
flour  in  the  manner  described  does  not  and  cannot  increase  its  proteids  or 
diminish  its  carbohydrates,  I  am  of  opinion  that,  on  the  principles,  of  law 
already  referred  to,  the  Patent  is  invalid. 

In  these  circumstances,  it  does  not  appear  to  be  really  necessary  to  deal  with 

10  the  other  points  raised  in  these  proceedings.  I  propose,  however,  without  going 
into  any  great  detail,  to  state  my  views  on  certain  other  aspects  of  the  case,  but 
in  so  doing  I  shall  have  to  treat  the  Specification  as  in  effect  amended  by 
eliminating  from  the  title  and  body  thereof  all  words  and  passages  which 
suggest  that  the  process,  for  which  protection  is  claimed,  results  in  increasing 

15  the  proteids  and  diminishing  the  carbohydrates  contained  in  the  flour  to  which 
the  process  is  applied  :  so  that  the  invention  the  subject  of  the  Patent  becomes 
an  invention  for  an  improved  process  of  treating  flour  for  bleaching  purposes 
only  and  has  to  be  construed  accordingly.  Treating  the  Specification  in  this 
way,  I  will  first  attempt  to  ascertain  what  the  Patentee  really  claims  as  his 

20  invention. 

To  use  the  phraseology  of  the  Patentee,  broadly  speaking  his  invention  will 
then  reside  in  subjecting  flour  to  the  action  of  a  gaseous  medium  which  will 
bleach  it  without  destroying  its  nutritive  qualities,  the  medium  employed  being 
atmospheric  air  which  has  been  subjected  to  the  action  of  an  arc  or  flaming  dis- 

25  charge  of  electricity.  Elsewhere  the  Patentee  speaks  not  only  of  an  arc  or  of  a 
flaming  discharge,  but  also  of  a  flame  of  electricity,  and  of  a  disruptive  discharge 
of  electricity.  I  think  he  means  the  same  thing  by  all  four  expressions,  and 
that  for  the  purpose  of  construing  the  Specification  no  distinction  can  be  drawn 
between  them.    The  Patentee  then  states  that  in  order  that  the  invention  may 

30  be  clearly  understood  he  has  illustrated  in  the  accompanying  Drawings 
apparatus  for  carrying  out  the  process.  This  seems  to  imply  that  the  particular 
apparatus  described  is  not  an  essential  feature  of  his  invention,  but  is  merely 
one  possible  way  of  working  the  invention  in  practice,  a  point  which  he 
emphasizes  in  lines  44  to  46  on  page  2*  with  regard  to  that  part  of  the  apparatus 

35  which  produces  the  gaseous  medium  to  be  applied  to  the  flour.  On  the  other 
hand,  there  are  passages  in  the  Specification  which  seem  to  treat  the  agitation 
of  flour  in  a  reel  as  part  of  the  process,  for  the  Patentee  says  that,  though  he  has 
described  an  air-tight  reel,  he  can  treat  the  flour  according  to  his  process 
"  in  a  reel  provided  with  the  ordinary  bolting  cloths  or  screens,  that  is  to  say, 

40  '^  having  sides  of  foraminous  material." 

The    Specification  concludes  with  the  following    passage — "Having    now 
"  particularly  described  and  ascertained  the  nature  of  my  said  invention  and 
''  in   what  manner  the  same  is  to  be  performed,  I  declare  that  I  am  aware  ^ 
"  that  it  has  been  proposed  to  subject  flour  to  the  action  of  a  current  of  air 

45  "  carrying  either  ozone,  chlorine,  bromine,  or  oxides  of  nitrogen  producing 
*'*'  nascent  oxygen  for  the  purpose  of  bleaching  and  I  do  not  claim  such 
"  processes ;  I  am  also  aware  of  the  Specification  of  Frichot  (No.  21,971  of 
"  1898)  and  of  Andrews  and  Andrews  (No.  1661  of  1901)  and  I  do  not  claim 
"  anything  claimed  therein,  but  what  I  claim  is  '* — ^and  then  follow  the  three 

50  claiming  clauses  which  I  have  already  read  and  will  not  read  again.  The 
first  contains  the  limiting  words  "  substantially  as  described "  ;  the  second 
refers  to  the  "  herein  described  process."  In  construing  each  of  them,  it  is 
necessary  to  refer  back  to  the  body  of  the  Specification,  and  doubts  may  be 
suggested  as  to  how  far  the  particular  apparatus  or  class  of  apparatus  described 

*  Ante,  page  786,  U.  1  &  2. 
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therein  for  the  production  of  the  gaseous  medium  or  its  application  to  the  flour 
is  introduced  by  reference  into  the  Claim.  The  third  claiming  clause  is, 
however,  clear  and  unambiguous,  and  claims  simpliciter  the  process  which 
coQsists  in  agitating  flour  and  simultaneously  subjecting  it  to  the  action  of  a 
gaseous  medium  produced  by  the  action  of  the  flaming  electric  discharge  or  of  5 
the  disruptive  discharge  of  electricity  on  air.  I  will  deal  in  the  first  instance 
with  this  third  claiming  clause. 

It  is,  I  think,  quite  certain  that  at  the  date  of  Alsop^s  Patent  there  was  nothing 
new  in  agitating  flour  and  simultaneously  subjecting  it  to  the  action  of  a  gaseous 
medium  for  the  purpose  of  bleaching  the  flour.  A  process  of  this  kind  had  10 
been  described  in  the  Specification  of  AfidrewSj  No.  1661  of  1901.  The 
novelty,  therefore,  of  the  process  claimed  in  the  third  claiming  clause  of 
Alsop  must  lie  either  in  the  gaseous  medium  employed  or  in  the  means 
whereby  such  gaseous  medium  is  produced.  The  evidence  on  either  side  has 
accordingly  been  in  the  main  addressed  to  two  questions — (1)  whether  the  15 
gaseous  medium  produced  by  subjecting  air  to  a  flaming  discharge  of  electricity 
is  for  all  practical  purposes  the  same  as  that  used  under  Andrews'  Patent,  and 
(2)  assuming  the  gaseous  medium  in  each  case  to  be  for  all  practical  purposes 
the  same,  whether  its  manner  of  production  by  subjecting  air  to  the  action  of  a 
flaming  discharge  affords  subject-matter  for  the  third  claiming  clause  ?  20 

There  are  produced  by  the  flaming  or  disruptive  discharge  of  electricity 
in  air,  according  to  the  evidence,  (1)  nitric  oxide,  NO,  (2)  a  slight  trace  of 
ammonia,  and  (3),  if  copper  electrodes  are  employed,  a  slight  trace  of  ozone. 
The  NO,  on  contact  with  the  air,  is  partially  oxidized,  giving  the  oxides  of 
nitrogen  NOj  and  N3O4,  which  are  known  as  peroxides ;  NjOs,  the  tri-oxide  of  25 
nitrogen,  which,  however,  can  only  exist  in  the  presence  of  the  peroxides ;  and, 
if  the  air  contains  water,  a  little  nitric  acid.  If  copper  electrodes  have  been 
used  and  ozone  produced,  there  may  be  yet  another  oxide,  referred  to  in  the 
evidence  as  NOa,  which  can  only  exist  in  the  presence  of  ozone.  The  gaseous 
medium  produced  by  the  flaming  or  disruptive  discharge  of  electricity  is  thus  a  30 
medium  containing  a  trace  of  ammonia,  the  oxides  of  nitrogen  NO,  NOs,  N3O4, 
and  NsOa,  and  under  certain  circumstances  ozone,  and  possibly  another  oxide 
NO3  which  only  exists  in  the  presence  of  ozone,  and,  lastly,  if  the  air  contains 
water  vapour,  a  little  nitric  acid.  The  trace  of  ammonia  is  so  slight  that  it  may 
be  ignored.  The  use  of  copper  electrodes  is  not  insisted  on  by  Alsop^  and  the  35 
ozone,  and  the  possible  NO3,  may  therefore  also  be  ignored.  Thus,  for  all 
practical  purposes,  Alsop's  gaseous  medium  consists  of  four  oxides  of  nitrogen, 
NO,  NO2,  N3O4,  and  N2O3,  with  a  little  nitric  acid,  the  whole,  of  course,  diluted 
in  air,  the  dilution  being  so  great  in  practice  that  probably  each  molecule 
of  N3O4  is  dissociated  into  two  molecules  of  NO^.  Of  these  constituents,  NO,  if  40 
used  alone,  certainly  does  not  bleach  flour ;  NOj,  Na04,  and  N^Oj  certainly  do 
bleach  flour  ;  and  nitric  acid  bleaches  flour,  if  not  directly,  at  any  rate  by  reason 
of  the  production  of  nitrogen  peroxides  when  it  comes  in  contact  with  the  dust 
contained  in  atmospheric  air  or  with  the  flour. 

Having  regard  to  the  reference  to  Andrews'  Speciflcation  I  think  that  NOs,   45 
N3O4,  N3O3,  and  nitric  acid  are  all  of  them  oxides  of  nitrogen  producing  nascent 
oxygen  within  the  meaning  of  that  expression  as  used  in  the  Specification,  and 
that  their  use  in  air  for  bleacliing  purposes  is  therefore  expressly  disclaimed. 
We  have  therefore  this  curious  result,  namely,  that  the  Patentee  claims  a  process 
of  bleaching  by  the  use  of  five  constituents  diluted  in  air,  four  of  which  con-  50 
stituents  will  in  fact  bleach  the  flour,  but  are  disclaimed,  and  the  remaining 
constituent,  though  not  disclaimed,  has,  if  used  alone,  no  bleaching  effect  upon 
the  flour.    I  am  not  sure  that  this  is  not  alone  sufficient  to  avoid  the  Patent, 
but  at  any  rate  a  result  so  strange  is,  in  my  opinion,  strong  confirmation  that  the 
construction  of  the  Specification,  as  claiming  a  process  securing  the  combined   55 
result  of  both  bleaching  and  increasing  the  nutritive  qualities  of  the  flour,  is  the 
only  possible  construction. 
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I  will  -proceed  to  consider  the  gaseous  mediam  obtained  in  the  process 
described  by  Andrews  when  he  passes  air  through  a  mixture  in  water  of 
ferrous  sulphate  and  nitric  acid.  First,  it  seems  reasonably  clear  that,  as  the 
drops  of  nitric  acid  fall  into  the  receptacle  for  the  mixture,  the  air  in  the  glass 
5  will  be  to  some  extent  impregnated  with  nitric  acid  vapour.  The  lower  the 
concentration  of  the  nitric  acid  dropped  into  the  receptacle,  the  less  the  amount 
of  such  impregnation,  and,  as  the  acid  is  to  be  dropped  into  water,  acid  of  lower 
concentration  than  1*52  acid  would  naturally  be  used.  Secondly,  the  air,  when 
forced  through  the  mixture,  will  take  up  NO,  and  a  certain  amount  of  moisture 

10  from  the  water  contained  in  the  mixture ;  the  NO  in  the  air  will  then 
proceed  by  oxidation  to  produce  NOs,  N8O4,  NjOg,  and,  owing  to  the  moistare  in 
the  air,  some  further  amount  of  nitric  acid.  The  gaseous  medium  produced  will 
thus  contain  practically  the  same  ingredients  as  Alsap's  gaseous  medium, 
namely,  NO,  NO,,  N,04,  NjOa,  and  nitric  acid,  all  diluted  in  air,  though  the 

15  amount  of  nitric  acid  may,  and  probably  will  be,  somewhat  greater  than^  in 
Alsap^s  gaseous  medium.  It  was  said  that  nitric  acid  spray  might  also  be 
carried  over  into  the  flour  in  Andrews^  process,  but  this  depends,  I  think,  on 
how  the  process  is  worked  in  practice. 

I  come  to  the  conclusion  therefore  that  the  gaseous  medium  in  Alsop^s  process 

20  is  for  all  practical  purposes  the  same  as  that  in  the  Andrews  process,  unless  the 
difference  consists  in  the  different  proportions  in  which  the  ingredients  of  the 
mediums  are  combined,  or  in  the  fact  that  Alsop*s  medium  is  to  some  extent 
ionised,  which  is  not  the  case  with  Andrews*  medium.  There  is  probably 
somewhat  more  nitric  acid  in  the  one  than  in  the  other.     But  I  do  not  think 

25  this  difference  has  any  real  practical  result.  The  Respondents'  experiments 
gave  results  equally  good  in  both  cases  where  the  time,  during  which  the  flour 
was  exposed  to  the  medium,  was  limited  to  what  was  necessary  for  the  purpose 
of  bleaching.  Longer  treatment,  it  is  true,  gave  a  worse  result  for  Andrews  than 
for  Alsop,    But  in  working  the  Andrews  process  the  Respondents  allowed  spray 

30  to  be  carried  forward,  and  used  1*52  nitric  acid,  thereby  increasing  many  fold 
the  nitric  acid  vapour  in  Andrews*  medium.  Further,  they  used  an  Andrews 
medium  of  far  greater  concentration  than  was  necessary,  having  regard  to  the 
amount  of  flour  they  proposed,  to  treat.  On  the  other  hand,  the  Petitioners* 
experiments,  though  they  also  give  equally  good  results  for  either  process  when 

35  the  flour  is  treated  only  for  the  time  necessary  to  secure  the  bleach,  give  a  worse 
result  for  Alsop  when  the  treatment  is  prolonged.  It  appears  probable,  however, 
that  the  Petitioners  used  an  Alsop  medium  in  which  the  oxides  of  nitrogen 
were  more  concentrated  than  was  necessary.  The  fact  is  that  neither  party 
when  experimenting  with  the  medium  of  the  other  had  the  benefit  of  any 

40  practical  experience,  and  used  gas  of  greater  concentration  than  experience  has 
shown  to  be  necessary.  This  did  not  affect  the  result  obtained  when  the  time 
exposure  was  short,  bat  did  affect  the  *  results  of  the  longer  time  exposures 
employed  not  for  the  purpose  of  treating  the  fiour  for  commercial  purposes  but 
for  the  purpose  of  testing  whether  the  two  mediums  were  or  were  not  identical. 

45  The  thing  to  be  avoided  in  treating  flour  chemically  is  impregnating  flour  with 
acid.  In  order  to  run  no  chance  of  doing  this  a  practical  miller,  whether 
working  with  Andrews*  medium  or  with  Alsop's  medium,  would  keep  his  gas 
concentration  as  low  as  possible,  and  the  time  exposure  as  short  as  possible 
having  regard  to  the  exigencies  of  a  commercial  undertaking.    Either  medium, 

50  if  too  concentrated,  will  impregnate  the  flour  with  more  or  less  acid^  and  that 
acid  will  be  nitric  acid,  for  the  experiments  seem  to  show  that  this  acid  will 
result  from  the  reaction  of  nitrogen  peroxides  on  flour. 

There  was  some  evidence,  though  not  evidence  of  a  very  satisfactory  nature, 
that  in  the  use  of  Andrews  process,  owing  perhaps  to  the  moisture  in  his  medium, 

55  flour  might  adhere  to  the  sides  of  the  reel,  and  thus  be  accidentally  treated  for 
lengthened  periods  of  time  and  discoloured  or  otherwise  spoiled.  Possibly  if 
Alsop  had  in  his  Speciflcation  stated  the  risk  of  nitric  acid  being  contained  in 
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excess  in  Andrews^  process,  and  had  claimed  for  a  process  obviating  this  risk  by 
producing  his  medium  electrically  instead  of  chemically,  such  a  claim  might 
have  been  upheld.  But  I  cannot  find  any  such  claim  in  Al8op*8  Specification, 
nor  would  such  a  claim  have  been  really  consistent  with  his  disclaimer  of  the 
use  in  his  process  of  oxides  of  nitrogen  producing  nascent  oxygen.  I  have  5 
come  to  the  conclusion  therefore  that,  qu4  the  possibility  of  excess  of  nitric  acid, 
I  cannot  for  practical  purposes  distinguish  the  two  mediums  in  question. 

It  was  further  suggested  that  the  proportions  inter  se  of  the  four  oxides, 
NO,  NO2,  N3O4,  and  NjOg  in  the  two  mediums  was  different,  there  being  more 
NaO,  in  Andrews'  medium  than  in  Alsop's  medium.  Some  of  the  experiments,  10 
however,  made  on  behalf  of  the  Petitioners  seem  to  me  to  point  to  an  excess 
of  NaOj  in  Alsof),  NjOj  is  a  very  unstable  body,  only  existing  in  the  presence 
of  NO2  and  N8O4  and  I  am  inclined  to  think  that,  taking  the  experiments  as  a 
whole,  the  result  is  that  any  difference  found  in  the  proportions  of  NjOa  in  the 
two  mediums  is  due  to  the  tests  having  been  applied  at  different  stages  in  the  15 
development  by  oxidation  of  the  various  oxides  NO2,  Nj04,  and  N-Os  from  NO, 
or  in  the  differences  of  temperature  or  dilution  in  the  two  mediums,  rather 
than  to  any  essential  difference  in  the  two  mediums  themselves.  After  all, 
there  is  no  a  priori  reason  to  suppose  that  if  the  time  element,  the  temperature, 
and  the  dilution  be  the  same,  more  NjOs  would  be  found  in  one  medium  than  20 
in  the  other,  and  there  is  reason  to  suppose  that  the  amount  of  NjOs  will  vary 
with  the  time  element,  the  temperature,  and  the  dilution.  Even  if  there  be  a 
difference  in  the  quantity  of  NjOs  in  the  two  mediums,  I  am  far  from  satisfied 
that  this  difference  differentiates  one  medium  from  the  other  for  any  practical 
purpose  at  all.  Possibly  if  Alsop  had  discovered  that  the  proportions,  in  which  25 
the  bleaching  oxides  were  combined  in  the  medium,  affected  the  results,  and 
had  shown  that  the  best  proportions  were  obtained  by  the  use  of  the  electric 
arc  or  an  electric  arc  of  a  certain  length,  or  produced  by  a  certain  potential,  or 
a  certain  current,  he  might  have  had  a  patentable  invention,  but,  again,  I  can 
find  no  trace  of  such  a  discovery  in  his  Specification,  and  there  is  no  evidence  30 
that  the  proportions  produced  by  all  kinds  of  arcs  are  the  same,  or  that  the 
particular  arc  used  by  Alsop  gives  a  different  or  better  proportion  than  any 
other,  whether  produced  by  a  high  potential  and  small  current  or  a  low  potentisJ 
and  large  current. 

Lastly,  it  was  suggested  that  the  ionisation  of  the  molecules  in  Alsop^s  medium  35 
differentiates  it  from  Andrews^  medium.    It  is,  however,  reasonably  clear  on 
the  evidence  that,  so  far  as  the  bleaching  qualities  of  the  medium  is  concerned, 
this  is  unimportant,  and,  further,  that  in  any  commercial  application  of  Alsop* s 
process  the  molecules  will  be  de-ionised  before  they  reach  the  flour. 

I  have  come  to  the  conclusion,  therefore,  that  tiie  two  mediums  are  for  all  40 
practical  purposes  the  same,  a  conclusion  which  is  also  confirmed  by  the  resnlt 
of  the  spectrum  analysis  made  by  Mr.  Ballantyne. 

It  remains  to  be  considered  whether  the  production  of  this  bleaching  medium 
by  the  use  of  a  fiaming  discharge  of  electricity,  instead  of  by  chemical  action, 
was  sufficient  subject-matter.    The  Respondents'  arguments  on  this  question  45 
appear  to  be  framed  on  the  decision  of  the  Court  of  Appeal  in  the  case  of 
Andrews'  Patent  reported  24  R.P.C.  page  349.    In  that  case  it  was  held  that 
Andrews^  having  shown  that  the  four  evil  smelling  oxidising  agents,  to  which 
as  a  matter  of  construction  his  claim  was  held  to  be  limited,  would  bleach  flour 
without  any  deleterious  effect,  doing  what  the  apparently  innocuous  oxidising  50 
agent,  ozone,  would  not  do  without  tainting  the  flour,  had  exercised  inventive 
faculty,  so  that  there  was  subject-matter  to  support  his  Patent.  The  Respondents 
argue  that  Alsopy  having  shown  that  a  certain  medium  produced  electrically 
will  act  in  the  same  way  as  the  same  medium  produced  chemically,  has  similarly 
exercised  inventive  faculty,  and  that  there  is  subject-matter  to  support  his  55 
Patent.    I  do  not  think  that,  logically  speaking,  the  cases  are  in  pari  materia. 
At  the  date  of  Andrews'  Patent  it  was  known  that  oxidising  agents  would  bleach 
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various  Bubstances,  but  that  the  most  innocent-looking  of  them,  if  applied  to 
flour,  left  a  taint.  By  no  possibility  could  any  inference  be  drawn  that  any 
other  oxidising  agent  would  bleach  flour  without  leaving  a  taint,  much  less  that 
this  could  be  done  by  the  particular  evil  smelling  agents  specified  by  Andrews, 
5  At  the  date  of  Alsop^s  Patent,  on  the  other  hand,  it  was  known  that  a  certain 
gaseous  medium  produced  chemically  would  bleach  flour  without  leaving  a 
taint,  and  assuming  the  major  premiss,  which  for  scientific  purposes  always 
must  be  assumed,  that  the  same  bodies,  however  produced,  will  acting  under 
the  same  conditions  produce  the  same  effects,  the  natural  inference  is  that  the 

10  same  medium  produced  electrically  will  act  in  the  same  way  as  when  produced 
chemically.  It  may  no  doubt  be  suggested  that  there  was  no  reason  to  suppose 
that  the  same  medium  would  be  produced  by  any  electrical  process,  but  I  do 
not  think  this  suggestion  has  any  real  basis  in  fact,  if,  by  the  same  medium,  be 
meant  a  medium  containing  substantially  the  same  constituents.    It  was  well 

15  known  that  the  nitrogen  and  oxygen  in  atmospheric  air  could  by  heat  be  forced 
to  combine  and  produce  NO.  The  action  of  NO  in  the  presence  of  air  was 
equally  well  known.  It  was  well  known  that  the  amount  of  NO  produced 
would  vary  with  the  heat  applied.  It  was  well  known  that  a  flaming  discharge 
of  electricity  could  be  used  to  produce  heat  for  the  ]iurpose  of  obtaining  NO 

20  from  atmospheric  air ;  for  example  see  Sir  James  Dewar^s  Papers  mentioned 
in  the  Objections,  MacDougalVs  Specification  No.  4643  of  1899,  and  Johnson's 
Specification  No.  8230  of  1901.  Finally,  it  was  well  known  that  the  heat  pro- 
duced by  the  flaming  discharge  could  be  varied  by  variations  in  the  potential 
and  current.    Under  these  circumstances,  I  think  that  any  ordinary  man  with 

25  a  working  knowledge  of  chemistry  would  have  inferred  that  the  medium 
disclosed  in  Andrews'  Specification  could  be  produced  electrically.  If  he  were  a 
cautious  man  he  might  probably  have  thought  it  well  to  test  by  experiment  the 
truth  of  his  inference,  not  because  he  would  doubt  its  truth  but  because  the 
gaseous  medium  produced  by  the  electric  discharge  might  possibly  contain 

30  some  unexpected  constituent  which  might  spoil  so  sensitive  a  substance  as  flour. 
There  would  be  no  reason  to  think  that  there  could  be  any  such  unexpected 
constituent,  but  a  chemist,  aware  as  he  would  be  of  the  extent  of  the  unknown 
compared  with  the  known  in  chemistry,  would  naturally  desire  to  make 
himself  secure. 

35  If,  on  the  other  hand,  by  the  same  medium  is  meant  a  medium  in  which 
not  only  are  the  constituents  the  same  but  combined  in  the  same  proportions 
the  problem  is  more  complex.  I  gather  that  if  Sir  William  Ramsay y  with 
Andrews'*  Specification  before  him,  had  been  asked  whether  he  could  predict 
the  effect  on  flour  of  a  gaseous  medium  obtained  by  subjecting  air  to  a  flaming 

40  discharge  of  electricity,  he  would  have  said — "  Such  a  medium  will  almost 
*'  certainly  bleach  your  flour,  but  whether  it  will  leave  a  taint  or  not  I  cannot 
"  tell  you.  In  the  first  place,  you  may  get  some  ingredient  in  your  gas  which, 
"  though  not  known  to  exist,  may  still  be  there  and  may  spoil  your  flour,  and, 
"  in  the  second  place,  you  will  probably  get  the  known  constituents  of  the 

45  **  medium  you  suggest  combined  in  different  proportions,  and  with  so  sensitive 
'*  a  substance  as  flour  that  may  make  all  the  difference,  though  I  have  no  real 
"  reason  to  think  it  will.  You  had  better  try.  It  is  certainly  worth  trying  but 
"  you  must  not  be  disappointed  if  you  do  not  get  a  g-ood  result."  If  the  mere 
fact  that  a  man  who  ascertains  by  experiment  that  a  gaseous  medium,  the 

50  known  constituents  of  which  suggest  the  probability  of  a  certain  result,  does 
produce  that  result,  has  subject-matter  for  a  Patent  because  of  the  possibility 
that  some  unknown  factor  may  prevent  the  anticipated  result  being  obtained, 
the  field  for  new  Patents  would  be  enormously  extended — there  might  be  as 
many  Patents  for  bleaching  flour  with  oxides  of  nitrogen  in  air  as  there  are 
55  possible  ways  of  producing  nitric  oxide ;  there  might  be  as  many  Patents  for 
the  application  of  cellulose  for  a  commercial  purpose  as  there  are  trees  from 
which  wood  pulp  could  be  obtained.    Any  Patent  for  the  application  of  a 
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chemical  substance  to  a  commercial  purpose  would  give  rise  to  a  crop  of  other 
Patents,  the  novelty  and  subject-matter  of  which  would  in  each  case  depend 
on  the  fact  that  prevision  in  chemical  matters  is  liable  to  be  falsified  by  the 
possible  existence  of  some  unknown  factor,  the  effect  of  which  cannot  be 
foreseen,  and  there  must  always,  in  the  present  state  of  chemical  knowledge,  be  5 
a  possibility  of  unknown  factors. 

It  was  argued  that  Alsop^s  process  was  admittedly  new  because  no  one  before 
him  had  applied  the  electric  discharge  for  the  production  of  oxides  of  nitrogen 
for  bleaching  purposes,  and  it  had  been  shown  to  be  a  commercial  success,  and 
that  under  such  circumstances  a  Patent  can  very  rarely  if  ever  feiil  for  want  of  10 
subject-matter.  I  agree,  but  in  the  present  case  the  novelty  consists  only  in  the 
means  by  which  the  reagents  employed  are  produced,  and  their  production  by 
these  means  apart  from  their  application  was  not  new,  and,  further,  the 
inference  to  be  drawn  from  the  commercial  success  of  the  process  must  probably 
be  discounted  by  reason  of  the  representation  that  the  nutritive  qualities  of  the  15 
flour  are  increased  by  the  process.  Even  on  the  assumption  that  the  process 
claimed  by  the  third  claiming  clause  of  the  Patent  is  new  and  useful,  I  have  come 
to  the  conclusion  that  there  is  no  subject-matter. 

It  remains  to  deal  with  the  first  two  claiming  clauses  in  Alsop^s  Specification. 
I  am  of  opinion  that,  on  their  true  construction,  neither  of  these  claiming  clauses  20 
is  limited  to  any  particular  mode  of,  or  apparatus  for,  producing  the  arc  or  flame 
or  flaming  discharge  of  electricity  to  which  the  air  is  to  be  subjected.    The 
process  claimed  in  the  first  claiming  clause  seems  to  me  to  commence  with  the 
subjecting  of  the  flour  to  a  gaseous  medium  already  assumed  to  be  in  existence. 
In  other  words,  "  substantially  as  described  ^*  seems  to  me  to  limit  the  mode  in  25 
which  the  flour  is  to  be  subjected  to  the  gaseous  medium,  and  not  the  mode  in 
which  the  gaseous  medium  is  to  be  produced.    The  process  claimed  in  the 
second  claiming  clause  no  doubt  commences  with  the  production  of  the  gaseous 
medium,  but  when  I  look  back  to  the  Specification  to  find  the  process  referred 
to,  I  find  that  the  Patentee  in  effect  states  that  the  mode  of,  or  apparatus  for,  30 
producing  the  electric  discharge  is  not  an  essential  part  of  his  process.    He  does 
not  confine  himself  to  any  particular  machinery,  or  to  any  particular  variety  of 
arc,  potential  or  current.    In  other  words  it  seems  to  me  that  a  person  using 
any  variety  of  arc,  potential  or  current  would  be  infringing  the  invention  as 
claimed  in  the  second  claiming  clause.    The  evidence  is  that  the  particular  35 
machinery  described  by  the  Patentee  is  new,  and  that  such  machinery  would 
only  be  applicable  for  producing  a  gaseous  medium  of  low  concentration  such 
as  would  be  wanted  for  the  treatment  of  fiour,  but  I  do  not  think  that  the 
machinery  is  claimed  as  part  of  the  process.    Had  it  been  claimed  alone,  and 
not  as  part  of  a  process,  questions  might,  having  regard  to  Alsop^s  Patent,  40 
No.  10,538  of  1904,  dated  under  the  International  Convention,  as  of  the  29th 
May  1903,  have  arisen  as  to  prior  grant. 

It  was  urged  in  argument  that  if  I  decided  this  case  against  the  Respondents 
I  ought  not  to  order  revocation  without  giving  them  an  opportunity  of  attempt- 
ing to  cure  the  defects  of  their  Patent  by  some  further  application  to  amend  45 
under  Section  18  of  the  Act  of  1883.    I  have  come  to  the  conclusion  that  I 
ought  not  to  give  any  such  opportunity.    Assuming  that  I  can  make  an  Order 
in  such  form  as  to  render  an  application  under  Section  18  possible,  it  seems  to 
me  that  no  amendment  which  can  be  made  under  that  section  could  obviate 
the  defects  in  this  Patent.    In  order  to  obviate  such  defects  it  would  be  necessary  50 
in  my  opinion  so  to  alter  the  Specification  that  the  process  claimed  is  no  longer 
a  process  for  securing  two  results,  but  becomes  a  process  for  securing  one  result 
only.    This  would  I  think  not  only  extend  the  area  of  the  monopoly  granted, 
but  also  make  the  invention  substantially  different  from  that  originally  claimed. 
Section   18  however  provides  that  no  amendment  shall  be  allowed  which  55 
would  make  the   Specification  as  amended  claim  an  invention  substantially 
larger  than,  or  substantially  different  from,  the  invention  claimed  by  the 
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Specification  as  it  stood  before  amendment.  Of  conrse  it  may  be  said  that  I 
am  not  the  proper  tribunal  to  decide  whether  an  amendment  can  or  cannot  be 
allowed  nnder  Section  18.  I  am  of  opinion,  however,  that  the  nature  of  the 
amendment  which  would  be  necessary  to  cure  the  defect  in  this  Patent  may 
5  legitimately  influence  me  in  determining  what  is  a  matter  of  judicial  discretion, 
and  being,  as  I  am,  of  opinion  that  no  effective  amendment  can  be  made,  I 
think  I  should  err  in  allowing  further  costs  to  be  incurred,  more  especially 
having  regard  to  my  opinion  that  the  Patent,  even  if  so  amended,  could  not 
be  upheld. 

10  I  should  like  to  make  one  final  observation.  The  arguments  of  Mr.  Cripps 
and  Mr.  Bousfield  in  support  of  the  Patent  seem  to  me  to  have  been  <Hrected, 
not  to  proving  that  the  inventions  actually  claimed  are  new,  or  have  subject- 
matter,  but  to  showing  that  what  Alsop  actually  did  was  a  sufficient 
exercise  of  inventive  faculty  to  afford  subject-matter  for  some  Patent.    If  they 

15  were  now  to  prepare  a  Specification  with  the  object  of  securing  for  Alsop  a 
Patent  protecting  that  which  was  really  patentable  in  what  he  did,  I  am  not 
sure  that  they  might  not  succeed  in  framiug  certain  claims  which  could  be 
upheld.  But  the  truth  is  that  Alsop^s  actual  Specification  was  prepared  under  a 
fatal  mistake  as  to  the  result  of  bis  process.     He  thought  ho  had  made  a  very 

20  remarkable  discovery,  namely,  that  a  gaseous  medium  such  as  is  described  by 
Andrews  would,  if  produced  electrically  instead  of  chemically,  increase  the 
nutritive  qualities  of  the  flour  as  well  as  bleach  it.  His  Specification  would 
never  have  been  framed  as  it  has  been  but  for  this  fact.  Thinking  that  his 
gaseous  medium  did  contain  the  unknown  factor,  the  possibility  of  which  has 

25  been  so  emphasized  in  argument,  and  that  such  unknown  factor,  so  far  from 
spoiling  the  flour,  increased  its  nutritive  qualities,  he  could  afford  to  make  the 
disclaimers  he  has  actually  made.  If,  however,  he  had  been  claiming  for  a 
bleaching  process  only,  it  seems  to  me  inconceivable  that  he  could  have  made 
these  disclaimers  and  otherwise  framed  his  Specification  in  the  way  it  has  been 

30  framed.    The  question  really  is  not,  whether  in  what  the  Patentee  has  done 

there  be  subject-matter  for  some  Patent,  but  whether  the  particular  claims  put 

forward  by  him  are  invalid  for  want  of  subject-matter,  or  on  some  other  ground. 

I  have  given  the  best  consideration  I  have  been  able  to  give  to  the  evidence 

and  arguments  and  have  come  to  the  conclusion  that  the  Patent  cannot  be 

35  upheld.    There  will  therefore  be  the  usual  Order  for  revocation. 

Aatbury  K.C. — I  apply  for  an  Order  that   the  costs  may  be  taxed  on  the 
higher  scale.    The  authority  usually  referred  to  is  the  decision  of  Mr.  Justice 
Buckley  in  the  Wapshare  case*  which  has  been  frequently  followed  since. 
Parker  J. — I  think  the  Court  of  Appeal  gave  the  costs  on  the  higher  scale 

40  in  Andrews'  casef,  did  they  not  ? 

Asthury  K.C. — They  did,  my  Lord,  on  the  authority  of  this  judgment. 
Parkbr  J. — ^The  only  difference  that  I  can  see  is  that  some  of  the  experi- 
ments which  were  made  for  Andrews'*  case  have  been  used  again  in  this  case ; 
but  that  would  be  a  matter  for  the  Taxing  Master. 

45       Astbury  K.C. — Very  few,  I  think. 

Gripps  K.C. — I  do  not  think  I  can  resist  what  my  friend  says. 
Parker  J.— Ho. 

Cripps  K.C.  applied  for  a  stay  of  the  Order  for  revocation  in  the  event  of 
an  appeal. 

50  Parker  J. — It  is  a  case  in  which,  if  there  is  an  appeal,  I  should  be  disposed 
to  grant  a  stay. 

Asthury  K.C. — I  do  not  want  to  put  any  difficulty  in  the  way,  and  I  will 
consent  to  anything  that  is  reasonable  on  one  condition.  I  ask,  as  a  term 
of  granting  this  stay,  that  the  Respondents  should  be  stopped  from  advertising. 

55  They  are  advertising  to-day  that  they  increase  the  proteids  of  the  flour. 

•  17  R.P.O.,  p.  469.  t  -A«*«i!Pi  878. 
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In  the  Matter  of  Alaop^s  Patent. 

Parker  J. — That  ought  not  to  be  done. 

Astbury  K.C.—I  think  the  terms  they  should  be  put  under  are,  that  they 
should  stop  advertising  that  they  have  got  any  Patent.  Your  Lordship  knows 
what  people  are  ;  they  are  afraid  of  buying  anything  as  to  which  there  is  a 
contest.  5 

Cripps  K.C. — We  ought  not  to  advertise  anything  as  regards  the  Patent 
which,  in  your  Lordship's  opinion,  has  to  be  revoked. 

Parker  J. — Cannot  you  put  it  in  this  way — ^that  you  wiJl  not  publish  any 
advertisement  containing  any  reference  to  this  Patent  ? 

Cripps  K.C. — I  think  that  is  right — **  containing  any  reference  to  the  Patent  10 
"  in  question." 

Parker  J, — Yes.  Then  the  Order  had  better  be  to  stay  proceedings  if  you 
give  notice  of  appeal  within  10  days,  and  then  so  long  as  the  appeal  is 
prosecuted. 

Astbury  K.C. — If  your  Lordship  gives  a  stay,  I  ask  you  to  direct  that  the  15 
Respondents  shall  not  advertise  this  Patent  in  the  meantime.    Your  Lordship 
need  not  give  them  a  stay  :  it  is  entirely  in  your  discretion. 

Parker  J, — The  only  question  is  the  form  of  words  ;  I  think  it  is  reasonable 
the  Respondents  should  not  put  forward  any  advertisement. 

Cri2)ps  K.C. — I  entirely  agree  ;  we  ought  not  to  advertise  in  the  sense  of  20 
advertising  it  as  a  bleaching  process.  The  only  thing  is  this,  the  Petitioners 
might  advertise  that  this  Patent  had  been  revoked,  and  if  we  made  up  our  mind 
to  appeal,  we  might  advertise  that  w'e  were  going  to  appeal.  That  would  be 
the  only  possible  way  in  which  there  could  be  any  reference  to  this  Patent. 
As  to  any  reference  to  it  for  bleaching  purposes,  I  am  willing  to  give  any  25 
undertaking  on  that  point. 

Parker  J, — If  they  advertise  that  the  Patent  is  revoked,  you  may  very  well 
advertise  that  it  is  subject  to  appeal. 

Cripps  K.C. — I  will  undertake  on  behalf  of  ray  clients,  apart  from  anything 
in  the  Order,  not  to  advertise  the  bleaching  process  under  the  Patent  which  in  30 
your  Lordship's  opinion  ought  to  be  revoked. 

Parker  J. — Yes.  I  do  not  think  you  ought  to  advertise  it  as  a  valid 
Patent. 

Cripps  K.C. — No,  I  do  not  think  we  ought  to,  and  that  I  am  willing  to  under- 
take on  my  clients'  behalf.  35 

Astbury  K.C.—I  am  perfectly  willing  to  do  this  :  in  any  trade  statements  or 
advertisements  that  we  make  I  am  willing  to  undertake  not  to  say  that  the 
Patent  has  been  revoked  without  giving  full  notice  that  the  Order  is  under 
appeal. 

Parker  J. — There  are  many  ways  of  putting  things,  and  they  may  like  to  40 
put  it  in  their  own  way. 

Cripps  K.C. — I  think  it  would  be  better  if  your  Lordship  stayed  it,  if  we  give 
notice  of  appeal  within  10  days  as  in  the  Andrews^  case. 

Parker  J. — With  an  undertaking  not  to  advertise  the  Patent  as  a  valid 
Patent.  45 

Cripps  K.C. — I  will  undertake  that  pending  the  hearing  of  the  appeal. 
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Sodastream  Ld.  v.  Davey. 


In  the  High  Court  of  Justice— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

October  25th,  1907. 

Sodastream  Ld.  v.  Davey. 


5       Patent. — Action  for  infringement, — Defendant  not  appearing  at  the  trial. — 
Judgment  for  Plaintiffs. — Certificate  of  validity  granted. 

This  was  an  action  brought  by  Sodastream  Ld.  and  William  Bucks  jun., 
against  John  Charles  Davey  for  infringement  of  Letters  Patent  (No.  18,435  of 
1903)  granted  to  them  for  an  invention  of  "  Improvements  in  apparatus  for 

10  »*  aerating  liquids,  or  charging  them  with  gas,"  of  which  the  Plaintiffs  were  the 
registered  legal  owners. 

The  Claims  in  the  Specification  were  as  follows : — "  1.  An  apparatus  for 
'*  aerating  liquids,  or  charging  them  with  gas  ;  the  said  apparatus  consi^ing  of 
"  a  casing,  or  easting,  provided  with  means  for  connecting  it  to  a  cylinder,  or 

15  "  container,  of  compressed,  or  liquified,  gas,  and  with  passages,  one  of  such 
^'  passages  consisting  of  a  tube  for  the  admission  of  gas  into  the  liquid  in  the 
^'  bottle  or  the  like,  this  tube  passing  through  another  of  the  passages  provided 
"  with  means  for  making  a  joint  around  the  mouth  of  the  bottle  or  the  like, 
"  the  third  passage  being  provided  with  a  valve  weighted,  or  controlled,  so  as  to 

20  "  open  at  the  desired  pressure,  substantially  as  hereinbefore  described.    2.  An 
"  apparatus  for  aerating  liquids,  or  charging  them  with  gas,  the  said  apparatus 
^'  consisting  of  the  arrangement  and   combination   of  parts,  substantially  as 
"  hereinbefore  described  and  illustrated  in  the  accompanying  Drawings." 
^    The  Plaintiffs  by  their  Statement  of  Claim  alleged  their  ownership  of  the 

25  Patent,  that  the  Patent  was  valid,  and  that  the  Defendant  had  infringed. 

The  Particulars  of  Breaches  alleged  {inter  alia)  the  manufacture  and  user  of 
apparatus  for  aerating  liquids  constructed  in  accordance  with  the  invention 
described  in  the  Specification  of  the  Patent,  and  claimed  in  both  the  claiming 
clauses  thereof,  by  the  Defendant  at  43  Cambridge  Road  Mile  End,  London,  for 

30  some  time  prior  to  the  issue  of  the  writ ;  and  (2)  in  particular  '^  the  manufacture 
*'  and  user  of  apparatus  as  aforesaid  by  the  Defendant  at  43  Cambridge  Road, 
"  Mile  End." 

The  Defendant  by  his  Defence  denied  infringement  and  alleged  want  of 
novelty,  want  of  subject-matter,  and  that  the  Plaintiff  {sic)  was  not  the  first 

35  and  true  inventor.    Particulars  of  Objections  were  delivered. 

The  action  came  on  for  trial  before  WARRINGTON  J.  on  the  25th  of  October 
1907. 
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H,  A.  Cole/cur  (instructed  by  J.  H,  and  J,  Y.  Johnson)  appeared  for  the 
Plaintiffs.     The  Defendant  did  not  appear. 

Colofdx  for  the  Plaintiffs  explained  the  natare  of  the  invention,  and 
continued  : — Infringement  is  denied  on  the  pleadings,  but  the  Defendant  has 
in  this  action  made  an  admission  of  the  manufacture,  use,  and  sale  by  him  of  a  5 
particular  machine,  which  will  be  identified.  Validity  is  put  in  issue,  but 
evidence  of  validity  will  be  given  for  the  Plaintiffs.  I  am  going  to  ask  for  a 
Certificate  that  validity  came 'into  question;  such  a  Certificate  may  be  given 
where  the  issue  of  validity  is  raised,  but  the  Defendant  does  not  appear  at  the 
trial  {Acetylene  Illuminating  Company  Ld,  y.  Midland  Acetylene  Syndicate  Ld.  10 
17  R.P.C.  534). 

W,  Bucks  jun.,  engineer,  and  Albert  Martin  were  called  as  witnesses  for  the 
Plaintiffs.  The  former  gave  evidence  as  to  validity,  and,  on  being  shown  a 
particular  machine,  said  it  was  the  same  thing  as  was  described  in  Claim  1  of 
the  Specification,  and  in  his  opinion  was  an  infringement.  The  other  witness  15 
identified  this  machine  as  being  one  bought  by  him.  It  was  that  described  in 
the  admission. 

Warrington  J. — Is  it  within  the  Particulars  of  Breaches  ? 

Golefax, — Yes  ;  it  comes  under  paragraph  2.     I  have  an  admission  that  the 
Defendant  has  manufactured,  used,  and  sold  ;  the  allegation  in  the  Particulars  of  20 
Breaches  is  only  manufacture  and  user. 

Warrington  J.—l  think  that  will  do. 

Golefax, — Then  I  ask  for  two  Certificates— one  in  respect  of  the  Particulars 
of  Breaches,  and  the  other  that  validity  came  into  question. 

Warrington  J.  gave   the  Certificates,  and  an  injunction  with  costs,  and  25 
ordered  an  inquiry  as  to  damages,  the  costs  of  the  inquiry  being  reserved.    He 
also  made  an  Order  for  delivery  up. 
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In  the  High  Court  op  Justice.— Ohanobry  Division. 

Be/ore    Mr.    JUSTICK     WARRINGTON. 

October  14th,  1907. 

BoswoRTH  V.  Components  Ld. 

5      PcUent. — Action  for  infringement. — Construction  of  Specification, — Defend- 
ants  held  not  to  infringe. — Judgment  for  the  Defendants. 

This  was  an  auction  by  a  Patentee  for  infringement  of  Letters  Patent  relating 
to  "  Improvements  in  or  relating  to  rim  brakes  for  velocipedes  and  the  like.^^ 
The  Plaintiff  contended  that  he  was  the  first  to  invent  rim  brakes  having  brake 

10  blocks  readily  detachable  without  the  use  of  tools  or  screws^  and  that  the  Claims 
in  his  Specifibationj  in  which  were  described  means  of  applying  this  feature  of 
detachability  by  the  use  of  a  spring  archy  were  wide  enough  to  cover  the  Defen- 
dants*  device  in  which  a  spring  arch  was  differently  applied  for  the  same 
purpose. 

15  Held,  that  the  Claims  relied  upon  were  narrow ;  that  if  the  Claims  were 
given  a  broad  construction  the  Patent  would  be  hivalid;  and  that  the 
Defendants  had  not  infringed.    The  action  was  dismissed  unth  costs. 

On  the  6th  of  March  1902  Letters  Patent  (No.  5539  of  1902)  were  granted  to 
John  Bosworth  for  an  invention  of  ''  Improvements  in  or  relating  to  rim  brakes 

20  "  for  velocipedes  and  the  like." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to  rim 
^'  brakes  for  velocipedes  and  the  like,  and  has  for  its  object  to  enable  such  brakes 
''  to  be  readily  attached  to  and  detached  from  the  machine  withont  disturbing 
^  the  wheel,  and  also  to  enable  the  brake  to  be  partly  detached  in  order  to  facilitate 

2&  ^^  the  removal  of  the  wheel.  And  in  order  that  the  manner  in  which  I  attain 
"  my  objects  may  be  properly  understood  I  will  describe  my  invention  with  the 
**  aid  of  the  accompanying  drawings,  wherein  Figure  I  is  a  broken  front 
"  elevation  showing  a  rim  brake  for  the  front  wheel  of  a  velocipede.  Figure  II 
^*  is  a  side  elevation  of  one  of  the  shoe-carrying  aroas.    Figure  III  is  a  plan  and 

30  '*  Figure  IV  is  a  side  elevation  of  one  of  the  clips.  Figure  V  is  a  plan  and 
*'  Figure  VI  is  a  side  elevation  of  a  shoe-carrying  arm,  and  Figure  VII  is  a  plan 
"  and  Figure  VIII  is  a  side  elevation  of  a  clip,  showing  a  modification. 
"  Figure  IX  is  a  similar  view, to  Figure  VIII  showing  a  further  modification. 
*^  Like  nxmierals  refer  to  like  parts  throughout  the  drawings. 

3  R 
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"  In  carrying  out  my  invention  as  applied  to  a  rim  brake  for  the  front  wheel 
"  of  a  safety  bicycle,  I  mount  a  spring  frame  2  of  inverted  U  form  on  the  lower 
"  end  of  a  rod  3  located  in  front  of  the  head  4  and  adapted  to  be  lifted  by  any 
"  suitable  means,  such  as  the  lever  5.  On  the  fork  sides  6  I  mount  band  clips  7, 
"  the  ends  of  each  clip  being  drawn  together  by  means  of  screws  8,  9.  The 
"  screw  8  may  pass  into  a  sleeve  nut  10  or  the  like,  having  two  diametrically 
"  arranged  projections  11.  The  projections  are  arranged  on  the  inner  sides  of 
"  the  clips  7  and  are  preferably  to  the  rear  of  the  fork.  The  brake  shoes  12  are 
"  carried  upon  arms  13  the  rear  ends  of  which  are  provided  with  holes  14  corre- 
"  spending  in  form  to  the  nuts  10  with  their  projections  11 ;  and  the  said  holes 
"  14  and  projections  11  are  so  arranged  that  the  shoe-carrying  arms  13  can  be 
'^  passed  over  the  said  projections  when  the  said  arms  are  in  an  approximately 
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"  vertical  position.  Hence  when  the  arms  are  lifted  to  the  approximately 
**  horizontal  position  which  they  are  adapted  to  occupy  when  in  use,  the  projec- 
"  tions  11  prevent  the  arms  13  slipping  off  the  nuts  10.  The  said  arms  may  be  15 
"  provided,  preferably  near  their  forward  ends,  with  eyes  15  (Fig.  II)  into  which 
"  the  outwardly  directed  free  ends  16  of  the  frame  2  may  be  respectively  sprung. 
"  But  I  prefer  to  form  the  eyes  in  the  ends  16  of  the  frame  2  and  to  provide  pins 
"  20  on  the  arms  13  to  engage  with  the  said  eyes,  as  shown  in  Figs.  I  and  V. 

"  It  will  be  observed  that  the  parts  may  be  assembled  in  the  manner  above  20 
"'described  without  removing  the  wheel  from  the  fork.  In  action,  lifting  the 
"  rod  3  and  ^ring  frame  2  causes  the  shoe-carrying  arms  13  to  travel  upwards 
"  towards  the  rim  17.  When  the  brake  is  released  the  shoes  12  are  carried 
"  down  out  of  contact  with  the  rim  17,  by  the  spring  18  applied  to  the  operating 
"  lever  5  or  by  other  suitable  means.  25 

"  To  prepare  for  removing  the  wheel  from  the  machine,  the  sides  of  tne  spring 
"  frame  2  are  pinched  together  enough  to  allow  of  the  forward  ends  of  the  arms 
*^  13  being  unfastened  therefrom.  The  said  arms  are  then  turned  into  a  position 
"  in  which  the  long  parts  of  the  holes  14  therein  correspond  with  the  projections 
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"on  the  nuts  10,  -when  the  said  arms  may  be  detached  from  the  clips  7  and  the 
"  fork  left  clear  for  the  removal  of  the  wheel. 

*«  Instead  of  forming  the  projections  11  on  the  nuts  10,  they  may  be  formed  on 
"  the  heads  of  the  screws  8,  which  are  then  passed  into  position  from  inside  the 
5  "  clip,  the  nuts  being  on  the  outside.  Or,  as  shown  in  Figs.  V  to  VIII,  the 
"projections  11  may  be  formed  on  studs  19  mounted  on  the  arms  13,  and  the 
"  holes  14  are  then  formed  in  the  clips  7.  The  arms  are  connected  to  the  clips  in 
"  practically  the  same  way  as  before.  By  slotting'^out  the  backs  of  the  holes  14, 
"  as  shown  in  Fig.  IX,  the  arms  are  even  more  readily  attached,  by  a  sliding 

10  "  movement,  and  are  equally  secure  when  in  position.  A  single  radial  projection 
"  may  be  employed  instead  of  two  diametrically  opposite  projections  and  the 
"  holes  14  may  be  correspondingly  modified.  The  inner  sides  of  the  clips  and  the 
"  outer  sides  of  the  arms  may  be  inclined  to  give  the  shoes  an  inward  movement 
"  when  lifted. 

15       "  My  invention  may  be  similarly  applied  to  back  wheel  rim  brakes  whether 

"  actuated  by  cables,  back-pedalling  clutches  or  other  suitable  means.    And  I 

"  hold  myself  at  liberty  to  make  such  further  modifications  as  fairly  fall  within 

"  the  scope  of  my  invention." 

The  Patentee  claimed : — "  1.  A  rim  brake  for  velocipedes  or  the  like  con- 

20  ^  structed  substantially  as  set  forth,  so  that  it  may  be  readily  attached  and 
"  detached  without  disturbing  the  wheel.  2.  A  rim  brake  for  velocipedes  or 
"  the  like  having  the  shoe-carrying  arms  and  clips  connected  by  a  device 
"  comprising  a  projection  or  projections  on  one  part  adapted  to  pass  into  a 
"  correspondingly  shaped  hole  in  the  other  part  when  the  said  parts  are  out  of 

25  "  their  normal  relative  working  positions,  substantially  as  and  for  the  purpose 
**  set  forth.  3.  A  rim  brake  for  velocipedes  or  the  like  having  the  shoe-carrying 
"  arms  and  the  spring  lifting  frame  connected  by  a  device  comprising  projections 
'^  on  the  one  part  adapted  to  engage  eyes  in  the  other  part,  when  the  said  spring 
"  frame  is  suitably  sprung  from  its  normal  shape,  substantially  as  and  for  the 

30  *'  purpose  set  forth.  4.  A  rim  brake  constructed,  arranged  and  adapted  to  operate 
"  substantially  as  described,  or  as  shown  in  the  accompanying  drawings.'* 

On  the  6th  of  February  1907  the  Patentee  commenced  an  action  against 
Components  Ld.  for  infringement  of  the  Patent,  claiming  the  usual  reliefr 
By  his  Statement  of  Claim  the  Plaintiff  alleged— (1)  That  he  was  the  grantee 

35  of  the  Patent ;  (2)  That  the  Defendants  were  manufacturers  of  brakes  and 

other  parts  for  velocipedes,  and  for  some  time  past  had  infringed  the  Patent  by 

manufacturing,  selling,  advertising,  offering  for  sale,  supplying  and  using  brakes 

and  portions  of  brakes  constructed  according  to  the  said  invention. 

The  Pai*ticulars  of  Breaches  alleged  that— (1)  The  Defendants  since  the  date 

40  of  the  Patent  had,  or  had  caused  to  be  manufactured,  sold,  advertised,  offered 
for  sale,  supplied  and  used  brakes  and  portions  of  brakes,  the  same  or  substantially 
the  same  as  the  Plaintiff's  invention  ;  (2)  That  the  brakes  and  portions  of  brakes 
complained  of  were  made  according  to  the  Plaintiff's  Complete  Specification 
and  claimed  in  claiming  clauses  1,  3,  and  4  thereof  ;  (3)  In  particular  that  the 

45  Plaintiff  complained  of  the  manufacture,  by  or  by  the  order  of  the  Defendants, 

of  two  certain  brakes  or  portions  of  brakes  and  the  sale  of  the  same  by  the 

Defendants  to  the  Plaintiff  on  the  27th  of  July  1906.    The  Plaintiff  also  gave 

particulars  of  two  other  alleged  infringements  of  his  said  Patent. 

The  Defendants  by  their  Defence  (1)  did  not  admit  the  title  of  the  Plaintiff 

50  or  that  he  was  the  proper  person  to  sue  in  the  action  ;  (2)  denied  infringement ; 
and  (3)  alleged  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  alleged — (1)  that  the  alleged  invention  was  not 
new  ;  (A)  that  the  alleged  invention  had  been  published  within  this  realm  prior 
to  the  date  of  the  said  Letters  Patent  by  publication  in  the  Patent  OfKce  Library 

55  of  the  Specifications  of  the  following  Letters  Patent,  upon  the  whole  of  each  of 
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which  the  Defendants  relied  as  against  all  the  Claims  of  the  Patent  sued  upon  :— 
Ccfoper  (No.  29,121  of  1897),  Rodeivald  (No.  19,478  of  1898),  Lea  (No.  19,372  of 
1899),  Crabbe  (No.  10,533»  of  1900),  Sidwell  (No.  19,885  of  1900),  and  Inwood 
(No.  21,882  of  1900)  ;  (B)  that  the  alleged  invention,  as  claimed  in  all  the 
claiming  clauses  of  the  Specification,  was  matter  of  public  common  general 
knowledge  ;  (2)  that  the  said  alleged  invention  was  not  proper  subject-matter 
of  valid  Letters  Patent ;  (3)  that  the  said  John  Bosworth  was  not  the  first  and  true 
inventor  of  the  said  alleged  indention ;  (4)  that  the  alleged  invention  was  not 
one  for  which  Letters  Patent  could  by  law  be  granted,  having  regard  to  the 
prior  grant  of  Letters  Patent  No.  5467  of  1902  to  Olaf  Pihlfddt ;  and  (5)  that  the 
invention  was  not  useful. 

The  alleged  infringement  was  manufactured  substantially  according  to  the 
invention  described  and  illustrated  in  the  Specification  of  Letters  Patent 
No.  26,196  of  1905,  granted  to  Eustace  Mascall,  and  the  following  extracts  and 
drawings  taken  from  that  Specification  suf^ciently  describe  the  brake  in 
question  : — 

^*  This  invention  has  relation  to  rim  brakes  for  the  wheels  of  cycles  and  other 
"  vehicles,  and  has  for  its  object  to  provide  improved  means  for  carrying  the 


10 


15 


ric.2 


'*  brake-block  shoes  and  connecting  them  to  the  yoke  or  arch  of  the  brake, 
"  whereby  the  said  shoes  can  be  easily  and  quickly  detached  in  order  to  facilitate  20 
^'  the  removal  of  a  wheel  or  the  repair  of  a  tyre.    To  attain  this  object,  it  is 
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^*  propoBed  to  carry  both  the  brake-block  ehoes  of  a  front  or  back  wheel  rim- 
^  brake  upon  a  supplementary  and  completely  separable  frame  or  secondary 
^'  yoke  which  is  adapted  to  spring  into  or  be  applied  within  the  inside  of  the 
*'  ordinary  yoke  or  arch  and  to  become  connected  thereto  in  such  a  manner  that 

5  *^  the  brake  blocks  are  firmly  held  in  their  correct  relationship  to  the  yoke  and 
^  the  rim  of  the  wheel  but  can  be  readily  removed  by  detaching  and  disengaging 
"  the  supplementary  carrier  frame  or  yoke  from  the  brake-yoke  proper  without 
"  disturbing  the  adjustment  or  interfering  with  the  connections  of  the  latter 
"part 

10  **  The  brake-arch  a  is  of  the  ordinary  well-known  *  Crabbe '  construction  being 
"  formed  from  spring  metal  and  provided  at  the  terminations  of  its  branches  or 
"  opposite  sides  with  oppositely  inclined  pegs  a*  which  respectively  engage  and 
**  slide  within  guide-eyes  a*  attached  by  clips  b  to  the  fork-sides  b\  so  that  when 
"  the  yoke  is  raised  by  means  of  the  rod  a\  the  inclined  pegs  move^with  it  and 

15  "  by  co-operating  with  the  fixed  guides,  compel  the  sides  of  the  spring  yoke  to 
'*  converge  in  the  usual  way  towards  the  wheel-rims. 

^  The  brake  block  shoes  c  are  carried  by  the  lower  ends  of  the  opposite 
**  branches  of  the  supplementary  yoke  or  arch  d  which  is  also  made  of  spring 
"  metal  and  conforms  generally  to  the  shape  of  the  arch  a  so  that  the  one  part 

20  "  will  lie  within  the  other  and  constitute  practically  a  compound  yoke  formed 

"  of  two  laminations  or  thickness  of  spring  metal The  inner 

"  yoke  or  supplemental  arch,  after  being  sprung  into  position  is  secured  within 
^  the  primary  arch  by  means  of  a  pair  of  keeper  ears  such  as  d^  on  the  top  of  the 
"  former,  which  engage  over  or  clip  the  crown  of  the  latter,  and  also  by  means 

25  "  of  the  small  pegs  or  studs  d^  on  the  inner  frame  engaging  in  holes  a*  in  the 
^  outer  yoke  and  being  retained  there  by  the  normal  tendency  of  the  tensioned 
'^  sides  of  the  said  inner  frame  to  separate  or  spring  asunder." 

The  action  came  on  for  trial  on  the  14th  of  October  1907  before  Mr.  Justice 
Warrington. 

30      Bousfield  K.C.  and  Douglas  Leechman  (instructed  by  Cunliffe  and  Davenport^ 

agents  for  W.  Bryan^  of  Kettering)  appeared  for  the  Plaintiff ;   Walter  K.C. 

and  H,  A.  Colefax  (instructed  by  Peppery  Tangye^   Young  A  Co.j  agents  for 

Peppery  Tangyey  and  Winierton  of  Birmingham)  appeared  for  the  Defendants. 

Bousfield  E.C.  opened  the  Plaintiff's  case. — ^The  invention  relates  to  rim 

35  brakes  for  cycles.  Prior  to  the  date  of  the  Plaintiff's  Patent  it  was  necessary, 
in  order  to  remove  a  cycle  wheel  on  which  rim  brakes  had  been  fitted,  to 
unscrew  the  brake  and  take  it  to  pieces.  By  the  method  of  attachment 
embodied  in  the  Plaintiff's  invention,  it  became  possible,  for  the  first  time,  to 
remove  the  brake  blocks  without  using  any  tools,  and  without  the  necessity  of 

40  unscrewing  the  blocks  from  the  remainder  of  the  brake  mechanism.  It  is  to 
the  means  of  obtaining  this  novel  feature  of  detachability  that  the  Plaintiff's 
Patent  relates,  and  the  Claims  in  respect  of  which  infringement  is  alleged  are 
wide  Claims  covering  the  general  principle  of  securing  the  brake  blocks  in 
position  by  the  use  of  a  spring  arch.    The  following  features  are  common  to 

45  the  brake  described  and  claimed  in  the  Plaintiff's  Specification  and  in  the 
alleged  infringement,  viz. — (1)  The  brake  blocks  are  detachable  from  the 
machine ;  (2)  the  detachability  is  obtained  without  unscrewing ;  (3)  the  de- 
tachability is  obtained  by  means  of  a  spring  arch  furnished  with  studs.  The 
differences  between  the  two  brakes  are  merely  differences  of  detail,  but  the 

50  essential  features  are  present  in  both,  and  all  that  the  Defendants  have  done  is 
to  take  the  Plaintiff's  invention,  as  claimed  in  his  Specification,  and  apply  it  to 
a  rim  brake  of  a  type  different  from  that  described  in  the  body  of  the  Plaintiff's 
Specification,  and  in  so  doing  they  have  infringed  the  Patent. 

Evidence  for  the  Plaintiff  was  given  by  P.  L.  Renoufy  consulting  engineer, 

55  who  stated  that  prior  to  the  Plaintiff's  Patent  no  rim  brake  was  known  which 
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was  capable  of  allowing  perfect  clearance  between  the  yoke  holding  the  brake 
blocks  and  the  tyre,  andjthat  no  means  were  known  which  permitted  the  wheel 
to  be  removed  without  the  nse  of  tools  to  disconnect  the  brake.  He  had  never 
heard  that  the  brake  described  in  the  PlaintiflP's  Specification  had  ever  been 
manufactured,  and  that  it  was  quite  possible  that  the  brake  would  work  loose  5 
and  come  apart,  but  that,  if  that  was  the  case,  it  was  capable  of  being  remedied 
by  any  competent  workman. 

Dotiglas  Leechman  summed  up  the  case  for  the  Plaintiff. — ^The  Defendants 
have  infringed  the  Plaintiff's  Patent.    They  have  rendered  the  brake  blocks 
readily  detachable  in  the  sense  defined  in  the  Plaintiff's  Specification  and  by  10 
substantially  the  same  means.     [Warrinqton  J. — The  idea  of  detachability  is 
contained  in  Inwood's  Specification  (No.  21,882  of  1900).    In  the  Plaintiff's 
Patent  the  novelty  lies  in  the  means  of  detachment  only,  not  in  the  idea  of 
detachability.]     The  substance  of  the  Plaintiff's  invention  has  been   taken.    . 
The  old  type  of  rim  brakes  were  unsuitable  for  pneumatic  tyres  because  it  was  15 
not  possible  to  remove  the  brake  blocks  readily.     In  his  Specification  the 
Plaintiff  describes  and  claims  new  means  for  obtaining  a  new  result,  namely, 
complete  detachability  of  the  brake  blocks,  and  in  such  instances  the  following 
cases  are  authorities  for  giving  a  wide  construction  to  the  Claims  : — Proctor  v. 
Bennia  (4  R.P.C.  333)  ;  Moore  v.  Thomson  (7  R.P.C.  325)  ;  Presto  Gear  Case  and  20 
Components  Company  Ld.  v.  Orme^  Evans  A  Co.  (15  R.P.C.  635)  ;  and  Presto 
Gear  Case  and  Components  Company  Ld.  v.  Simplex  Gear  Case  Company  Ld. 
(18  R.P.C.  17). 

Counsel  for  the  Defendants  were  not  called  upon. 

Warrington  J. — This  is  an  action  for  infringement  of  Patent,  and  the  only  25 
point  really  which  I  have  to  consider  is  whether  the  Defendants  have  infringed 
the  Plaintiff's  Patent.    I  do  not  propose,  therefore,  to  go  into  any  question  as 
to  the  validity  of  the  Patent,  beyond  possibly  any  such  question  as  may  be 
involved  in  the  question  of  infringement  or  non-infringement. 

The  Patent  relates  to  brakes  for  bicycle  wheels,  and  to  the  particular  kind  of  30 
brake  which  is  called  a  rim  brake.  The  object  of  the  invention,  expressed  by  the 
Patentee  in  his  Specification,  is  to  enable  such  brakes  as  I  have  mentioned 
^^  to  be  readily  attached  to  and  detached  from  the  machine  without  disturbing 
'^  the  wheel,  and  also  to  enable  the  brake  to  be  partly  detached  in  order  to 
"  facilitate  the  removal  of  the  wheel."  The  Patentee  in  his  Specification  35 
proceeds  then  to  describe  the  invention,  the  object  of  which  he  has  mentioned. 
I  do  not  propose  to  go  through  that  description  in  detail :  the  result  of  it  is 
this — that  he  describes  the  common  features  of  a  rim  brake  consisting  of  a  lever 
handle,  a  spring  the  object  of  which  is  to  restore  the  lever  handle  to  its  original 
position  after  it  has  been  compressed  for  the  purpose  of  putting  on  the  brake,  a  40 
rod  connecting  the  lover  handle  with  a  horse-shoe  shaped  piece  of  metal,  and 
brake  blocks  which  are  attached  to  that  horse-shoe  by  means  of  a  movable  arm, 
itself  connected  with  the  brake  block,  but  attached  to  the  horse-shoe  by  means 
of  a  pin  which  may  be  on  the  horse-shoe,  or  may  be  on  the  lever  of  the 
brake  block.  In  the  particular  instance  which  was  handed  up  to  me  I  think  45 
the  pin  is  on  the  horse-shoe ;  but  I  forget  for  the  moment — it  does  not 
matter  which.  If  the  pin  is  on  the  ^horse-shoe,  then  it  fits  into  a  hole  on  the 
lever  attached  to  the  brake  block ;  if  the  pin  is  on  the  lever,  then  that  pin 
fits  into  a  hole  on  the  horse-shoe.  The  way  in  which  the  brake  operates, 
in  that  respect  which  is  alone  material  for  the  present  purpose,  is  that  the  50 
horse-shoe  is  made  to  spring,  and  by  compressing  the  bottom  ends  of  the  horse- 
shoe with  the  finger  and  thumb,  or  in  some  other  way,  the  pins  which  I  have 
described  are  detached  from  the  holes  into  which  they  fit ;  the  levers  which  are 
connected  with  the  brake  blocks  then  drop  away,  and  you  can  remove  the 
brake  blocks  entirely  from  the  machine.  55 
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Before  reading  the  Claims  I  onght  to  read  one  or  two  passages  in  the  Specifi- 
cation upon  which  considerable  reliance  has  been  placed.  The  Patentee  says — 
"  My  invention  may  be  similarly  applied  to  back  wheel  rim  brakes  whether, 
''  actuated  by  cables,  back-pedalling  clutches  or  other  suitable  means.  And  I 
5  '*  hold  myself  at  liberty  to  make  such  further  modifications  as  fairly  fall  within 
"  the  scope  of  my  invention."  He  then  proceeds  with  his  Claims.  First — "  A 
*'  rim  brake  for  velocipedes  or  the  like  constructed  substantially  as  set  forth, 
*'  so  that  it  may  be  readily  attached  and  detached  without  disturbing  the  wheel.'' 
Then  after  a  second  Claim,  which  it  is  not  alleged  has  been  infringed,  there  is  a 

10  third  Claim — **  A  rim  brake  for  velocipedes  or  the  like  having  the  shoe-carrying 
^'  arms  and  the  spring-lifting  frame  connected  by  a  device  comprising  projections 
*^  on  the  one  part  adapted  to  engage  eyes  in  the  other  part,  when  the  said  spring 
'*  frame  is  suitably  sprung  from  its  normal  shape,  substantially  as  and  for  the 
"  purpose  set  forth." 

15  Before  I  go  any  further  I  will  describe  the  alleged  infringement  of  the 
Defendants.  The  Defendants'  brake  has  in  it  the  several  matters  which  I  have 
already  mentioned  as  being  comprised  in  the  Plaintiff 's  brake,  with  two  material 
exceptions.  The  first  of  these  is  this,  that  it  has  no  spring  at  the  handle  for  the 
purpose  of  restoring  the  brake  arm  to  its  normal  position  after  compression. 

20  The  operation  of  removing  the  brake  blocks  from  the  rim,  that  is  to  say  of  taking 
the  biike  off,  is  effected  by  the  spring  arch  itself — ^by  the  mode  in  which  the 
spring  arch  is  attached  to  the  forks  of  the  machine.  The  Defendants  remove 
their  brake  blocks  in  this  way — inside  the  horse-shoe  which  carries  the  brake 
is  an  inner  horse-shoe  of  flexible  steel,  that  has  on  it  near  the  bottom  a  pin  on 

25  either  side,  which  pin  fits  into  a  hole  in  the  main  horse-shoe  arch,  as  one  may 
call  it.  By  compressing  the  two  brake  blocks,  this  inner  steel  arch  is  readily 
detached  from  tiie  outer  arch,  the  pins  by  compression  coming  out  of  the 
holes,  and  the  whole  thing  comes  away.  That  is  the  Defendants'  alleged 
infringement. 

30  Is  that  an  infringement  of  the  Plaintiff's  Patent  ?  In  the  first  place,  to 
take  the  third  Claim  and  dispose  of  that ;  the  third  Claim  is,  in  my  opinion 
on  the  true  construction,  a  limited  Claim,  and  it  is  a  Claim  for  a  rim  brake 
having  the  shoe  carrying  arms  and  t^e  spring  lifting  frame  connected  by 
a  certain  device.    In  my  opinion  it  is  sufficient  to  say  on  the  third  Claim 

35  that  in  the  Defendants'  brake  there  is  no  such  thing  as  a  shoe  carrying 
arm.  If  you  are  to  construe  the  Plaintiff's  Specification  according  to  the 
ordinary  reading  of  the  English  language  it  is  quite  plain  on  that  Specification 
what  he  means  by  the  shoe  carrying  arm.  It  is  that  which  has  been  called  in 
the  course  ot  the  argument  by  another  name,  namely,  the  lever  pi  vetting  upon 

40  a  pin  at  either  end — that  is  the  shoe  carrying  arm  in  accordance  with  this 
Specification.  It  is  the  thing  which  is  numbered  13  on  the  sheet  of  drawings 
attached  to  the  Specification.  The  Defendants'  brake  has  no  shoe  carrying 
arm  at  all.  In  answer  to  that,  it  is  said  that  the  reason  why  the  Defen- 
dants' brake  has  no  shoe  carrying  arm  is  that  it  belongs  to  quite  a  different 

45  type  of  brake.  It  is  said  there  are  two  types,  one  in  which  the  position 
of  the  blocks  is  maintained,  and  guided,  and  brought  about,  by  a  lever  such 
as  is  described  in  the  Plaintiff's  Specification ;  and  the  other  in  which 
the  blocks  and  the  bottom  of  the  horse-shoe  are  kept  in  position  by  pins 
travelling  in  slots  or  hole?  upon  the  forks,  or  in  clips  attached  to  the  forks  of  the 

50  machine  ;  and  that  all  that  the  Defendants  have  done  is  to  adapt  the  Plaintifl^s 
brake  to  the  other  type,  namely,  that  type  of  brake  which  they  use.  But  it  seems 
to  me  that,  so  far  as  the  third  Claim  is  concerned,  it  is  sufficient  to  say  that, 
even  looking  at  it  in  that  light,  I  cannot  hold  that  the  inner  horse-shoe 
arch  in  the  Defendants'  brake  is  a  shoe  carrying  arm  within  any  possible 

^^  conrtruction.    Even  taking  into  account  those  words  which  I  have  read  between 
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line  25  and  line  29  on  page  3  of  the  Specification/  it  seems  to  me  impossible  to 
hold  that  the  inner  steel  arch  of  the  Defendants'  brake  is  a  shoe  carrying  arm 
within  the  true  meaning  of  the  Specification  ;  and,  in  particular,  within  the  true 
meaning  of  Claim  3  of  that  Specification.  It  seems  to  me,  tJierefore,  that  so  far 
as  Claim  3  is  concerned,  for  the  reasons  which  I  have  mentioned,  the  Plaintiff's  5 
action  must  fail. 

Claim  1  is — "A  rim  brake  for  velocipedes  or  the  like  constructed  sub- 
^'  stantially  as  set  forth,  so  that  it  may  be  readily  attached  and  detached 
'^  without  disturbing  the  wheel."  Is  the  Defendants'  brake  constructed 
in  accordance  with  that  Claim  substantially — ^is  it  constructed  substantially  10 
in  accordance  with  the  description  set  forth  in  the  Specification  ?  In  my 
opinion,  clearly  and  plainly  it  is  not,  for  reasons  which  are  applicable  to 
this  Claim  as  well  as  to  Claim  3.  But  it  is  said  that  that  is  giving  too  narrow 
a  construction  to  Claim  1 ;  that  Claim  1  is  wider  than  Claim  3,  and  wide 
enough  to  cover  the  Defendants'  alleged  infringement  What  is  said  with  15 
regard  to  that  is,  that  Claim  1  is  a  Claim  for  a  rim  brake— of  course  constructed 
substantially  as  set  forth  in  the  Specification — ^that  may  be  readily  attached 
and  detached  without  disturbing  the  wheel.  The  Plaintiff  does  not  go  so 
far  as  to  say  that  it  is  a  Claim  for  every  kind  of  brake  which  may  be  r^ulily 
attached  and  detached  without  disturbing  the  wheel.  If  he  went  so  far  as  20 
that,  in  my  opinion,  his  Patent  would  be  invalid.  It  is  enough  to  say  that 
it  would  be  invalid  as  anticipated  by  Inwoodf  which  would  be  plainly  an 
anticipation  of  any  such  Claim.  I  have  already  said  that  if  you  read  it  as 
'^  constructed  as  set  forth  "  the  Defendants  would  be  entitled  to  succeed  for 
reasons  applicable  to  Claim  3.  But  reading  it  wider  than  that ;  reading  it  25 
even  ^'  substantially  as  set  forth,"  and  saying  that  it  claims  not  only  that  which 
is  described  in  reference  to  the  lever  braJke,  but  as  if  it  is  described  in  reference 
to  a  pin  and  slot  brake — the  other  type — then,  in  my  opinion,  it  becomes  too 
wide  a  Claim,  and  the  Patent  would  be  invalid.  I  think  that  the  proper  mode 
of  construing  a  Specification  of  this  sort  is  to  construe  it  so  as  to  make  the  30 
Patent  valid  if  possible,  and  if  this  Specification  is  construed  so  as  to  make  the 
Patent  valid,  then  I  do  not  think  that,  under  Claim  1,  any  more  than  under 
Claim  3,  the  Defendants'  brake  is  an  infringement. 

The  result  is  that  the  Defendants  have  not  infringed,  and  there  must  be 
judgment  for  the  Defendants  with  costs.  85 


Ante,  page  767,  lines  15  to  18. 
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In  the  Court  op  Appeal. 

Before 'Vwoi  Mabteb  of  the  Rolls  and  Lords  Justices  Fletcher 
MouLTON  and  Farwell. 

November  Uth,  1907. 

5  H.  E.  Randall  Ld.  v.  E.  Bradley  &  Son. 

Tradename. — The  "  American  Shoe  Company." — The  "  Anglo-American  Shoe 
*'  Company." — Name  used  by  Defendants  held  not  to  be  ccUculated  to  deceive. — 
Action  diemiased. — Appeal  dismiaeed, 

A  Company^  H.  E.  B.  Ld.^  who  oumed  a  number  of  retail  boot  and  shoe  ahopa^ 

10  in  or  about  the  year  1897^  opened  certain  ahopa,  including  one  in  Eegent  Street^ 
for  tJie  exclusive  sale  of  American-^nade  boots  and  shoes^  and^for  the  purpose  of 
this  branch  of  their  business^  thty  adopted  the  nams  ^'  American  Shoe  Company  " 
as  their  trade  name^  using  it  however  in  conjunction  with  their  registered  name. 
Subsequently  a  trade  grew  up  in  this  country  in  British-made  boots  and  shoes 

15  made  after  American  models  and  methods^  and  it  became  a  common  practice' to 
call  such  goods  "  Anglo-American  "  or  "  British  American.''^  The  De/endanis^ 
who  had  several  shops  in  or  near  London  and  dealt  in  such  goods^  in  the  year 
1906  determined  to  confine  their  business  in  one  of  their  sliops  to  such  goods^  and 
in  April  1907  commenced  to  use  the  trade  name  the  ''  Anglo-American  Shoe 

20  "  Company  "  at  that  shop.  H.  E.  B.  Ld.  complained  of  the  Defendants'  use  of 
the  name  ''  Anglo-American  Shoe  Company,"  and  soms  negotiations  took  place^ 
but  finally  H.  E.  B.  Ld.  commenced  this  action  claiming  an  injunction^  afid 
the  Defendants  by  their  pleadings  claimed  the  right  to  use  tJiat  name.  It  was 
held  at  the  trials  that  the  Defendants  had  adopted  the  name  '^  Anglo- Americain 

25  ^  Shoe  Company  "  honestly ;  that  tlie  term  "  Anglo-American  "  was  descriptive  of 

the  doss  of  goods  dealt  in  by  the  Defendants^  and  had  been  used  to  describe  such 

.  goods;  that  it  distinguished  the  business  which  the  Defendants  were  carrying 

on  from  a  business  in  American  goods;  and  that  the  Defendants'  business  was 

not  likely  to  be  taken  for  the  Plaintiffs'  business.    The  action  was  dismissed 

30  ^^^  *^^^'    ^^'^  Plaintiffs  appealed 
The  appeal  was  dismissed  with  costs. 

On  the  3rd  of  May  1907  H.  E.  Bandall  Ld.  commenced  an  action  against 

E.  Bradley  Jk  Son^  nnder  which  name  the  Defendant  Edward  Bradley  traded, 

-     claiming— (1)  An  injunction  to  restrain  the  Defendants,  their  servants  and 

35  agents,*from  carrying  on  business  under  the  name  of  the  ^*  Anglo-American 

'' Shoe  tJompanyy'  or  using  such  name  in  their  business,  or  from  using  any 

other  colourable  imitation  of  the  name  the  "  American  Shoe  Company  "  or 

any  name  calculated  to  induce  the  public  to  suppose  that  the  business  or 

goods  of  the  Defendants  are,  or  are  connected  with,  the  business  or  goods  of  the 

40  PlaintiflE  Company,  or  from  in  any  way  passing  off  their  business  or  goods  as 

those  of  the  Plaintiff  Company  ;  (2)  delivery  up  ;  (3)  damages. 

3  S 
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The  Plaintiff  Company  were  mannfactnrers  of,  and  wholesale  and  retail 
dealers  in,  boots  and  shoes,  and  had  for  many  years  carried  on  bnsiness  in 
London  and  elsewhere  in  the  United  Kingdom ;  and  about  1897  they  com- 
menced a  new  branch  of  their  bnsiness  for  the  ssde  in  England  of  boots  and 
shoes  manufactured  in  the  United  States  of  America,  such  boots  and  shoes  5 
being  sold  as  American-made  boots  and  shoes.  They  claimed  to  be  the  pioneers 
of  the  American  shoe  trade  in  the  United  Kingdom.  They  had  adopted  and 
used  the  name  '*  American  Shoe  Company  "  in  connection  with  such  business, 
and  Dsed  that  name  as  a  trade  name,  and  as  the  title  of  their  business  at  the 
shops  at  which  they  dealt  in  American  boots  and  shoes.  The  Defendants,  10 
who  carried  on  business  as  dealers  in  English-made  boots  and  shoes  at  No.  45 
Finsbury  Pavement,  London,  and  other  shops  in  or  near  London,  had  com- 
menced to  use  the  name  the  **  Anglo-American  Shoe  Company  *'  at  the  said 
shop.  They  subsequently  however  discontinued  the  use  of  it  under  the 
circumstances  mentioned  in  this  report,  but  in  this  action  they  claimed  the  15 
right  to  use  it. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)  :— "(4)  The 
^^  term  '  shoe '  is  used  in  the  United  States  of  America  as  including  all  classes 
*^  of  boots  and  shoes,  and  the  term  the  '  American  Shoe  Company '  has  there- 
^  fore  a  special  significance  when  used  in  the  trade  as  being  an  expression  20 
^<  specially  descriptive  of  the  American-made  trade.''  [Paragraph  (5)  specified 
a  number  of  shops  at  which  the  Plaintiffs  had  carried  on  the  said  business, 
including  No.  119  Cheapside.]  "  (6)  The  name  the  *  American  S?H)e  Company ' 
^'  is  used  by  the  Plaintiffs  exclusivel}',  and  has  been  so  used  by  them  for 
**  ten  years  and  upwards,  and  it  has  throughout  that  time  been  well  known  25 
'Vas  denoting  and  denoting  only  the  said  American-made  business  of  the 
^Plaintiffs,  and  they  have  under  that  name  acquired  a  wide  reputation 
^*  for  American-made  boots  and  shoes,  and  have  built  up  a  very  extensive 
*<  business,  and  large  sums  have  been  spent  by  them  in  advertising  and  making 
^*  the  said  name  well  known  to  the  public  as  their  trade  name.  The  exclusive  30 
'<  right  to  use  such  name  is  now  vested  in  them  and  is  of  great  ^^ue  to  them. 
^*  On  several  occasions  other  persons  have  commenced  to  use  the  name  or 
*^  similar  names,  and  have  been  restrained  by  injunction  from  so  doing,  or  have 
^^  entered  into  undertakings  not  to  do  so,  and  the  Plaintiff  Company  have 
^*  incurred  heavy  expenses  in  protecting  their  exclusive  right  to  use  their  said  35 
''  name.  (7)  In  the  month  of  March  1907  the  Plaintiffs  gave  up  their  premises 
''  at  No.  119  Cheapside  aforesaid,  but  a  large  part  of  the  customers  of  that 
<*  business  are  still  dealing,  or  anxious  to  deal,  with  the  Plaintiff  Company, 
"and  it  is  important  to  the  Plaintiff  Company  that  such  customers  should  not 
^  be  induced  to  deal  with  other  traders.  (9)  Shortly  before  the  issue  of  the  40 
*<  ij^rit  in  this  action  the  Plaintiff  Company  discovered  that  the  Defendants 
*i  had,  since  the  closing  of  the  said  business  at  119  Cheapside,  commenced  to 
*'  use  the  name  the  *  Anglo-American  Shoe  Company '  at  their  shop  at 
"  45  Finsbury  Pavement  aforesaid,  and  had  affixed  the  said  name  on  fascia 
"  and  window  boards  of  that  shop,  and  also  on  cards  and  labels  in  the  windows  45 
^^  thereof  and  attached  either  to  the  premises  or  to  their  goods.  The  said 
"  name  the  '  Anglo-American  Shoe  Company^^  as  used  by  the  Defendants,  is 
"  misleading  and  liable  to  be  confused  with  the  said  trade  name  of  the 
"  Plaintiff  Company,  and  is  liable  to  induce  customers  to  suppose  that  the 
**  Defendants'  said  premises  are  a  branch  of  the  said  business  of  the  Plaintiff  50 
"  Company,  and  to  induce  customers  to  purchase  goods  of  the  Defendants 
"  in  mistake  for  those  of  the  Plaintiff  Company.  The  name  the  *  Anglo- 
" '  American  Shoe  Company  \  is  a  colourable  imitation  of  the  name  the 
•*  *  American  Shoe  Company^''  and  is  calculated  to  mislead,  and  will  mislead, 
"  'the  public,  and  it  is  an  infringement  of  the  right  of  the  Plaintiff  Company  55 
«*  to  their  exclusive  use  of  the  latter  name.  Moreover,  as  the  Plaintiffs  are 
**  known  as  having  a  large  separate  trade  in  English-made  boots  and  shoes^  the 


Vol.  XXIV*,  No.  32.]     AND  TRADE:  MARE  OASES.  7J5 

H.  E.  Rundall  Ld.  y.  E.  Bradley  &  Son. 

**  use  of  the  word  ^  Anglo '  or  any  similar  word,  in  connection-  witE  the  words 
"  *  American  Shoe  Company^*  wonld  naturally  suggest  that  the  shop  in  which 
''  it  was  used  was  a  branch  of  the  Plaintiffs*  Englie^  as  well  as  their  American 
**  business,  and  would  not  in  any  way  distinguish  it  from  the  Plaintiffs* 
5  *^  business.  (11)  Before  action  the  Plaintiff  Company  complained  to  the 
"  Defendants  of  the  use  of  the  name  *  Anglo-American  Shoe  Oompany^'  and 
'*  the  Defendants  promised  to  discontinue  such  use,  but  they  failed  to  perform 
.**  their  promise,  and  the  Plaintiff  Company  were  therefore  compelled  to 
^'  commence  this  action  to  protect  the  property  which  they  have  in  their  said 

10  ^  trade  name."  The  Statement  of  Claim  also  alleged  (paragraph  10)  damage  to 
the  Plaintiff  Company,  and  contained  (paragraph  12)  an  allegation  of  a 
representation  made  by  the  Defendants*  manager  at  another  of  their  shops. 

The  Defendants  by  their  Defence,  besides  denying  or  refusing  to  admit  the 
allegations  contained  in  paragraphs  1,  2,  3,  5,  7  and  10,  and,  as  to  the  alleged 
.  15  representation  before  mentioned,  stated  {inter  alia) : — ^**  ^4)  The  Defendants  do 
*V  not  admit  any  of  the  allegations  contained  in  paragraph  4  save  that  the  term  the 
"  *  American  Shoe  Company '  is  a  descriptive  term.  The  term  shoe  is  largely 
*^  used  in  this  country  as  including  boots  and  shoes,  and  the  Defendants  deny 
^<  that  the  term  the  '  American  Shoe  Company  *  has  the  special  significance 

20  <*  alleged  in  the  said  paragraph.  (6)  The  Defendants  do  not  admit  any  of  the 
'^  allegations  contained  in  paragraph  6  of  the  Statement  of  Claim,  and  they 
"  further  say  that  the  terms  the  ^American  Shoe  Company^  and  *  American 
*^ '  Shoe  *  are  purely  descriptiye  terms  indicating  the  class  of  goods  sold.  The 
"  name  the  *  American  Shoe  Company '  has  not  been  used  by  the  Plaintifib 

25  ''  as  their  trade  name,  and  has  'Only  been  used  by  them  in  conjunction  with 
*'  their  name  oC  H.  E.  Randall  Ld.  to  indicate  one  of  the  classes  of  business 
'*  carried  on  by  them.  (9)  In  answer  to  paragraph  9,  the  Defendants  admit 
^  that  from  the  20th  to  the  29th  April  1907  they  used  the  name  the  *  Anglo- 
"  *  American  Shoe  Company '  at  their  shop  at  45  Finsbury  Payement;  and 

30  "  afBxed  the  said  name  on  die  fascia  and  window  boards  of  their  shops  and 
'^  also  on  cards  and  labels  in  the  windows  thereof.  On  the  29th  April  1907  iii 
"  consequence  of  the  threats  of  the  Plaintiffs,  and  in  order  to  ayoid  litigation, 
.*  the  Defendants  discontinued  the  use  of  the  name  the  '  Anglo-American 
"  '  Shoe  Company y    and  ordered  the  removal  of  the  words  from  the  doors 

35  '^  and  shop  fronts  and  of  all  tickets  bearing  the  name.  On  the  1st  May  1907 
*^  it  haying  been  pointed  out  by  the  Plaintiffs  that  two  of  such  tickets 
*^  remained  these  were  ordered  to  be  remoyed  by  the  Defendants,  and 
"  were  removed.  The  Defendants  do  not  admit  that  there  were  any  further 
^*  tickets  displayed  bearing  the  name  the  *  Anglo-American  Shoe  Company  J* 

40  *'  If  any  such  tickets  continued  to  be  displayed  (which  is  denied)  such 
*•  tickets  were  not  displayed  with  the  authority  or  permission  of  the 
**  Defendants.  Saye  as  aforesaid  the  Defendants  deny  each  and  all  of  the 
^'  allegations  contained  in  paragraph  9  of  the  Statement  of  Claim.  (10)  The 
*^  Defendants    specifically    deny   that    the    name    '  AngUhAmerican    Shoe 

45  *'  ^  Company  *  is  a  colourable  imitation  of  the  name  the  *  American  Shoe 
'* '  Company  *  or  is  liable  to  be  confused  with  the  same.  In  recent  years  there 
**  has  been  a  great  demand  in  England  for  boots  made  in  the  American  fashion, 
**  and  such  boots  were  for  many  years  imported  largely  from  America,  and  sold 
"  by  many  traders  in  this  country.    In  order  to  meet  the  demand  for  boots 

50  **  made  in  the  said  fashion  the  manufacturers  in  this  country  are  now,  and  for 
**  many  years  past  haye  been,  making  boots  in  the  American  style,  and  in 
**  particular  a  line  of  boots  stamped  with  words  *  Anglo-American '  has  been 
**  put  on  the  market  by  the  firm  of  Barsby^  Tomlinson^  and  Atkins^  of  Cosby 
^'  near  Leicester.    Such  boots  were  made  and  sold  under  this  name  in  the  yettr 

55  '*  1900,  and  haye  since  been  yery  extensiyely  made  and  sold  by  the  said  firm. 
'^  The  Defendants  amongst  other  retailers  haye  bought  such  boots  from  the  said 
<*  firm  oiBareby^  I'omlinson^  and  Atkins  Ld,j and  haye  sold  the  same  stamped 
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^^  as  aforesaid  since  1901.  The  use  of  the  words  *  Anglo-American  *  in  relation 
'*  to  shoes  is  descriptive,  and  indicates  the  fact  that  such  shoes  are  of  American 
*^  style  and  English  make,  and  the  nse  of  the  words  *  Anglo-American '  and 
'^  similar  descriptive  terms  in  relation  to  shoes  has  been  common  in  this 
"  country  in  recent  years.  (12)  The  Defendants  deny  the  alleged  representa-  5 
**  tion  contained  in  paragraph  12  of  the  Statement  of  Claim.  (13)  In  answer 
'^  to  paragraph  11  the  Defendants  say  it  was  agreed  between  the  Plaintiffs  and 
^*  the  Defendants,  that  if  the  Defendants  would  discontinue  the  use  of  the  words 
**  *  Anglo-American  Shoe  Company '  and  would  do  certain  other  things 
^^  (including  the  giving  of  an  undertaking)  the  Plaintiffs  on  their  part  would  LO 
^  not  sue  the  Defendants  in  respect  of  the  matters  complained  of  in  this  action. 
^^  The  Defendants  in  making  the  said  agreement  did  so  without  admitting  the 
'*  right  of  the  Plaintiffs  to  the  exclusive  use  of  the  name  ^  American  Shoe 
**  *  Company^  and  without  admitting  that  the  title  the  *  Anglo-American  Shoe 
"  <  Company '  used  by  the  Defendants  infringed  any  right  of  the  Plaintiffs,  and  15 
^  it  was  expressly  stated  that  the  undertaking  given  by  the  Defendants  was 
•<  given  to  avoid  litigation.  The  Defendants  were  always  ready  and  willing  to 
"  carry  out  their  part  of  the  said  agreement,  and  in  fact  have  done  so,  as  set  out 
<^  in  paragraph  9  hereof,  and  the  Defendants  will  therefore  contend  that  the 
^'  Plaintiffs  are  not  entitled  to  bring  the  present  action.  Save  as  herein  app^rs  20 
**  they  do  not  admit  any  of  the  allegations  contained  in  paragraph  11  of  the 
*'  Statement  of  Claim.'*  [The  dates  of  the  letters  containing  the  alleged 
agreement  were  set  out.1    The  Defence  also  alleged  acquiescence. 

The  action  came  on  for  trial  on  the  26th  of  June  1907  before  Mr.  Justice 
Warrington^  who  held  that  the  Defendants  had  adopted  the  name  Anglo-  25 
American  SJwe  Company  honestly;  that  the  term  "Anglo-American"  was 
descriptive  of  the  cla^  of  goods  dealt  in  by  the  Defendants,  and  had  been  used 
to  describe  such  goods ;  that  it  distingaished  the  business  which  the  Defendants 
were  carrying  on  from  a  business  in  American  goods ;  and  that  the  Defendants' 
business  was  not  likely  to  be  taken  for  the  Plaintiffs'  business.  The  action  was  30 
dismissed  with  costs  (see  ante^  page  657).    The  Plaintiffs  appealed. 

The  appeal  came  on  for  hearing  on  the  14th  of  November  1907. 

Levetl  E.C.,  Cave  K.C.,  and  J,  Gatey  (instructed  by  EUie,  Munday^  and 
Clarke)  appeared  for  the  Appellants ;  Astbury  K.C.,  Rowden  K.C.,  and  A.  B. 
Shaw  (instructed  by  James^  Mellor^  and  Coleman)  appeared  for  the  Respondents.  35 

Levstt  K.C.  for  the  Appellants. — The  "  American  Shoe  Company  "  represents 
to  the  world  the  Appellants ;  and,  so  far,  they  have  succeeded  in  protecting 
their  name.  [Counsel  referred  to  Randall  v.  British^  Ac.  Shoe  Company 
(19  R.P.C.  393;  L.B,  (1902)  2  Ch.  354).]  The  Respondent  firm,  of  whom 
Bradley  is  the  only  member,  finding  that  their  trade  was  leaving  them,  sent  40 
over  to  America,  and  obtained  American  models  and  advertised  their  goods  as 
r  English-made  goods.  They  did  not  acquire  a  right  to  their  name  by  purchase' ; 
they  were  taking  an  entirely  new  name.  The  Appellants  do  not  contend  that 
the  word  "  American  "  is  not  to  be  used  at  all ;  they  say  that  the  exact  words 
of  the  Appellants'  name  ought  not  to  be  used.  The  learned  Judge  found  45 
honesty  on  the  part  of  the  Respondents,  but  he 'did  not  find  accuracy.  The 
Appellants  do  not  say  that  the  Respondents  showed  a  deliberate  intention  to 
defraud — it  is  not  necessary  to  prove  dishonesty  ;  but  bit  by  bit  their  name  was 
changed  until  it  was  like  the  Appellants'.  They  were  going  to  call  themselves 
the  ^'  Anglo-American  Shoe  Stores,"  then  the  *'  Anglo-American  Shoe  Manu-  50 
*^  facturing  Company."  On  one  of  their  shops  there  was  the  name  the  '*  Anglo- 
-American Shoe  Company,"  and,  by  accident,  the  word  "Anglo"  was  in  a 
recess,  and  the  prominent  part  was  the  exact  name  of  the  Appellants.  It  is 
their  duty  to  take  care  to  choose  a  name  so  different  that  there  shall  be  no 
damage.  The  Appellants  do  not  claim  a  monopoly  of  American  boots.  The  55 
question  is — Is  the  prefix  "  Anglo  "  sufficient  to  make  the  distinction  so  clear 
that  no  thinking  man  could  mistake  ?    The  term  "  Anglo-American  "  is  not  an 
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apt  description  and  it  is  incorrect.  The  Respondents  have  not  shown  any  case 
in  which  the  words  "  Anglo- American  "  have  been  used  in  conjunction  with 
the  words  **  Boot  Company  "  or  "  Shoe  Company."  If  the  Respondents  had 
called  themselves  the  "  New  American  Shoe  Company  "  the  Appellants  could 
5  have  stopped  them.  The  Appellants  do  not  object  to  the  use  of  any  one  of  the 
words  that  make  up  the  name  taken  by  the  Respondents  :  they  object  to  the 
ude  of  the  combination  ;  as  in  the  case  of  a  combination  Patent,  all  the  elements 
may  be  old,  but  the  combination  new.  There  is  such  a  similarity  as  may  leaid 
to  deception.  [Fletcher  Moulton  LJ, — That  is  not  enough.]  [Counsel 
10  referred  to  North  Cheshire^  Ac,  Brewery  Company  v.  Manchester  brewery 
Company  (L.R.  (1899)  A.C.  83).]  Anyone  who  noticed  the  differences  between 
the  names  would  think  that  the  two  firms  were  connected.  [Counsel  referred 
to  Paytonv.  SnMing  (17  R.P.C.  628;  L.R.  (1901)  A.C.  308).]  Taking  the 
name  of  another  firm  is  the  same  as  passing-off  in  that  it  means  getting  the 
15  benefit  of  the  reputation  of  the  other  firm.  [Fletcher  Moulton  LJ, — ^The 
onus  is  on  the  defendant  to  show  that  the  qualifying  words  are  such  as  to 
prevent  deception.]  In  Payton  v.  SneUing  the  defendants  had  not  taken  the 
oharacteristic  word  of  the  name. 

Oatey  followed. — ^The  Appellants'  name  is  a  proper  descriptive  name— in 

20  America  the  term  "  shoe  "  is  generic  ;  it  is  not  so  in  this  country,  where  the 
word  '*  boot  *'  would  be  used.  Thus  ih.Q  name  taken  by  the  Respondents  is  an 
invented,  not  a  descriptive,  name,  and  it  is  substantially  the  same  as  the 
Appellants'  name.  [Fletcher  Moulton  L.,7.— The  Appellants  are  not  an 
American  firm.]    The  Respondents  have  adopted  an  American  term  for  an 

25  English  Company^or  business,  for  the  actual  Respondent  is  not  a  company, 
but  an  individual.    His  advertisements  also  were  misleading,  as  suggesting 
that  his  stock  was  being  sold  to  a  new  Company. 
Counsel  for  the  Respondents  were  not  called  upon. 
Cozens-Hardy  Jf.i2.— This  is  an  appeal  by  the  Plaintiffs  in  the  action  from 

30  the  decision  of  Mr.  Justice  Warrington^  and  the  Appellants  ask  that  the 
Respondents  may  be  restrained  '^  from  carrying  on  business  under  the  name  of 
^'  the  Anglo-American  Shoe  Company^  or  using  such  name  in  their  business, 
*'  or  from  using  any  other  colourable  imitation  of  the  name  the  American  Shoe 
*^  Company f  or  any  name  calculated  to  induce  the  public  to  suppose  that  the 

35  *'  business  or  goods  of  the  Defendants  are,  or  are  connected  witii,  the  business  or 
**  the  goods  of  the  Plaintiff  Company,  or  from  in  any  way  passing  off  their 
**  business  or  goods  as  those  of  the  Plaintiff  Company/'  Before  dealing  with 
the  particular  facts  of  this  case  and  the  law  applicable  to  it,  it  is  right  that  I 
should  for  myself  express  grave  doubt  whether  the  Plaintiffs  can  properly  be 

40  treated  as  entitled  to  the  same  protection  in  respect  of  the  words  the  American 
Shoe  Company  as  a  private  individual,  who  had  used  them,  might  have  been 
entitled.  Can  a  limited  Company  trade  in  another  name,  having  regard  to  the 
provisions  of  the  Companies  Act  ?  That  is  a  question  which  1  think  deserves 
mature  consideration  whenever  it  comes  forward.    I  cannot  help  remarking 

45  here  that,  in  the  exhibits  which  are  put  forward,  and  which  make  to  a  large 
extent  the  foundation  of  the  Plaintiffs*  case,  in  no  single  instance,  as  far  as  I  can 
find,  do  they  represent  themselves  as  being  the  American  Shoe  Company  by 
itself,  but  it  is  always  the  "  American  SJioe  Company ^  Proprietora,  H.  E.  Randall^ 
*<  Limited*\  and  I  may  point  out  that  if  they  omitted  all  reference  to  their  own 

50  statutory  limited  name  they  would  be,  or  at  least  be  very  liable  to  be,  attacked 

under  the  statutory  provisions  applicable  to  that  case.    But,  having  said  so  much, 

I  assume  in  favour  of  the  Plaintiffs  that  there  is  nothing  in  the  point  which  I 

merely  guard  myself  against  having  assented  to. 

The  question  then  arises,  what  is  the  name  in  respect  of  which  the  protection 

55  is  sought  ?  The  American  Shoe  Company  is  a  term  purely  descriptive  of 
the  goods  which  are  sold  in  the  shops,  which  are  American  shoes,  and  I  do 
not  think  that  it  can  be  right  that  a  trader,  by  taking  words,  which  are  not 
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fancy,  not  uncommon,  bnt  purely  descriptiye  of  the  nature  tod  extent  of  the 
business  carried  on  can  claim  such  a  monopoly  of  the  use  of  those  particular 
words  ais  to  prevent  another  trader,  honestly  and  apart  from  fraud,  using  those 
wbrds  with  ah  addition,  which  addition  makes  the  words  used  by  the  defen- 
dant truly  and  accurately  descriptive  of  the  goods  which  the  defendant  sells.      5 

Questions  of  this  kind  have  been  very  olben  before  the  Court,  but  I  do  not 
think  the  law  applicable  to  these  cases  can  be  more  accurately  oi*  more  forcibly 
stated  that  it  was  by  Lord  Justice  Farwell^  when  Mr.  Justice  FarweU^  in 
Aerators  Ld.  v.  TolUL*  It  will  save  time  if  I  merely  read  a  portion  of  this 
judgment  and  adopt  it  as  my  own.  That  was  a  case  where  a  Company,  registered  15 , 
as  Aerators  Ld.^  sought  to  restrain  the  registration  of  a  new  Company  with  the 
name  Automatic  Aerator  Patents  Ld.y  and  the  learned  judge  said  —  '*  The 
''Plaintiffs  have  argued  that  the  House  of  Lords  in  Manchester  Bretuery 
"  Company  v.  North  Cheshire  and  Manchester  Brewery  Company^  decided 
*^  that  in  no  case  can  a  new  company  take  the  whole  title  of  an  existing  company,  15 
"  whatever  additional  words  they  may  add  to  it,  and  they  a<!Cordingly  claim  a 
^^  monopoly  in  the  word  '  Aerators.'  In  my  oplnioiL  that  is  not  correct."  Then 
he  said  '*  It  appears  to  me  impossible  to  say,  as  a  general  proposition,  that  a 
<f  company  can,  by  registering  a  single  word,  whatever  its  nature,  remove  th^t 
''  word  from  the  English  language  so  far  as  regards  its  use  in  the  title  of  sub-  20 
''  sequent  companies."  I  desire  to  apply  that  to  the  present  case,  with  only  this 
modification — it  is  impossible  to  say  as  a  general  proposition,  that  a  company 
can,  by  trading  in  a  single  word  remove  tlutt  word  from  the  English  language 
so  far  as  regards  its  use  in  the  title  of  subsequent  companies.  *' In  the  present 
''  case  the  plaintiffs  have  taken  a  word  which,  and  which  only,  aptly  and  25 
"  rightly  describes  a  machine  for  producing  a  particular  result.  The  word  has 
''  been  in  common  use  in  the  English  language  for  at  least  thirty  years."  Then 
he  gave  some  illustrations  of  that.  Then  ''it  would  obviously  lead  to  the 
"  greatest  inconvenience  if  any  company  could  prevent  all  other  companies 
"  from  using  as  part  of  their  title  the  one  word  in  the  English  language  which  30 
"  aptly  describes  the  articles  they  manufacture  or  deal  in,  or  the  name  of  the 
"  individual  associated  for  years  with  a  particular  firm."  Then,  after  dealing 
with  the  facts,  [the  learned  Judge  said,  "  In  considering  whether  a  name  is 
"  calculated  to  deceive  it  is,  as  I  have  said,  material  to  see  what  that  name  is ; 
"  and  if  the  name  is  simply  a  word  in  ordinary  use  representing  a  machine  or  35 
"  an  article  of  commerce^  the  probability  of  deception  is  out  of  all  proportion 
"  less  than  it  would  be  in  the  case  of  an  invented  or  fancy  word,  or  even  of  the 
"  name  of  a  place.  The  latter  may  well  point  to  a  particular  company ;  the 
"  former  certainly  points  prima  facie  to  the  machine  or  article,  and  can  only 
"  under  very  exceptional  circumstances,  and  by  a  long  course  of  usage,  point  to  40 
"  the  company,  rather  than  the  thing  itself."  Then  the  learned  Judge  quoted  a 
sentence  from  Lord  ShancFs  judgment  in  the  Cellular  Clothing  Company  v. 
Maj;ton,X  "  Of  that  case,"  that  is  the  case  of  Beddaway  v.  Ban?iam^  "  I  shall 
"  only  say,  that  it  no  doubt  shows  it  is  possible,  where  a  descriptive  name  has 
'^  been  used,  to  prove  that  so  general,  I  should  rather  say  so  universal,  has  been  45' 
"  the  use  of  it  as  to  give  it  a  secondary  meaning  and  so  to  confer  on  the  person 
"  who  has  so  used  it  a  right  to  its  exclusive  use,  or  at  all  events,  to  such  a  use  that 
"  others  employing  it  must  qualify  their  use  by  some  distinguishing  characteristic. 
"  But  I  confess  I  have  always  thought,  and  1  still  think,  that  it  should  be  made 
"  almost  impossible  for  any  one  to  obtain  the  exclusive  right  to  the  use  of  a  50 
"  word  or  term  which  is  in  ordinary  use  in  our  own  language  and  which  is 
"  descriptive  only— and,  indeed,  were  it  not  for  the  decision  in  Reddaivay's 
"  CasCy^  I  should  say  this  should  be  made  altogether  impossible." 

*  19  B.P.C.  418  at  page  420  ;  L.B.  (1902)  2  Ch  819  at  page  323.  t  LJU  (1899)  A.O.  83. 

t  16  R.P.O.  397,  at  page  407  ;  L.R.  (1899)  A.C.  326,  at  page  340. 

§  13  E.P.C.  318  ;  L.E.  (1896)  A.0. 199. 
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Desiring  a&  I  do  to  adopt  for  myself  that  part  of  the  jadgment,  it  only  remains 
to  apply  it  to  the  present  case.  Frand  is  out  of  the  question  here.  There  iS'A 
clear  and  distinct  finding  of  fact  by  the  learned  judge  that  the  Defendants  were 
perfectly  honest.  The  learned  Judge  also  finds  that  the  term  Anglo-American 
5  Shoe  Company  was  an  accurate  and  sufficient  description  of  the  goods  sold  by 
the  Defendants  at  this  shop,  for  they  are  goods  made  in  England  according  to 
American  designs  and. on  American  methods,  and  I  agree  with  the  learned 
Judge  when  he  says  in  one  part  of  his  judgment,  ^*  It  seems  to  me  that  the  use 
•*.of  the  word  Anglo"  in  connection  with  the  word  *  American',  so  far  from 

10  **  leading  to  any  confusion,  is  a  descriptive  term ;  and  that  the  word  *  Anglo- 
*^  *  American,*  as  compared  with.  *  American,'  distinguishes  the  business  which 
**.the  Defendant  proposes  to  carry  on.  from  that  which  the  PlaintiflE  Company 
^  carries  on,  that  is  to  say  it  is  a  business  in  these  Anglo-American  goods  as 
*'  distinguished  from  a  business  in  the  American  goods."    I  do  not  pause  to  go 

15  in  detail  through  the  evidence  which  satisfies  me,  as  it  satisfied  the  learned 
Judge^  that  the  term  '*  Anglo-American  "  is  Qot  only  accurately  descriptive,  bnt 
commonly  used  in  the  boot  trade,  and  we  have  in  evidence  that  there  are,  I 
care  not  whether  it  is  four,  five,  or  six  boot  and  shoe  companies  using  the  word 
'^  Anglo-American  "  not,  I  quite  agree,  absolutely  identical  with  the  Defendants' 

20  user^  but  so  near  to  it  as  to  render  it  in  my  judgment  absolutely  impossible  for 
the  Plaintiffs  successfully  to  contend  that  t^iey  have  any  right  to  the  monopoly 
in  the  use  of  the  words  the  American  Shoe  Company.. 

For  all  these  reasons  I  cannot  bring  myself  to  doubt  that  the  learned  Judge 
was  perfectly  right  in  the  judgment  which  he  gave,  and  that  this  appeal  ought 

25  to  be  dismissed. 

Flbtohbr  Moulton  £  J". — I  adopt  the  judgment  which  has  just  been  given 
in  its  entirety  and  I  will  only  add  a  few  words.  Everyone  who  has  known  the 
history  of  the  boot  trade  is  well  aware  of  the  large  amount  of  imports  of  American 
boots  that  followed  the  adoption  on  a  large  scale  of  boot-making  machinery 

30  into  America.  About  that  time  the  PlaintifiEs  thought  that  they  would,  start  a 
business  in  these  American  boots,  and,  instead  of  choosing  a  specific  title,  they 
chose  the  very  general  title  of  the  American  Shoe  Company^  just  to  indicate 
that  what  they  were  trading  in  were  American  boots.  The  English  boot  trade, 
however,  soon  responded  to  the  stimulus  that  was  given  to  it  by  the  importation 

35  of  these  boots,  and  they  imported  the  machinery  and  manufactured  these 
machine-made  boots  in  England  on  a  very  large  scale,  and  according  to  the 
improved  scale  of  sizes  which  the  American  traders  had  introduced.  Such 
boots  got  known  throughout  the  country  as  **  Anglo-American."  They  were 
made  in  England  by  American  machinery  and  according  to  the  American 

40  style.  Anybody  was  entitled  to  trade  in  those  boots,  and  if  he  choose  to  call 
his  company  the  *^  Anglo-American  Shoe  Company  ^^  he  would  be  calling  it 
by  a  radically  different  name  from  the  name  of  the  Plaintiff  Company — ^in 
fact  by  a  name  which  would  indicate  that  he  was  trading  in  a  different  article 
and  one  that  was  known  to  the  public  as  a  different  article,  namely,  Anglo- 

45  American  boots.  We  are  asked  to  say  that,  as  a  matter  of  law,  because  the 
words  "  The,"  and  "  American,"  and  "  Shoe  "  and  "  Company  "  are  to  be  found 
in  the  two  titles,  the  second  one  is  an  infringement  of  some  supposed  monopoly 
on  the  part  of  the  Plaintiffs.  In  my  opinion  there  is  not  the  slightest  danger 
of  the  two  titles  being  confused.    If  a  person  chooses  to  trade  under  a  name 

50  which  is  highly  non-specific,  which  consists  of  simple  words  in  common  use 
in  the  general  language  of  the  people,  he  must  take  the  consequences.  For 
instance,  if  a  person  who  is  going  to  trade  in  leather  calls  himself  '*  The  Leather 
*<' Company,"  he  has  no  right  to  expect  that  his  neighbours  will  abstain  from 
indicating  the  businesses  in  which  they  engage  by  proper  descriptive  titles, 

55  even  though  such  titles  make  use  of  the  word  *'  Leather."  So  it  is  here. 
The  Plaintiff  was  trading  in  shoes,  and  therefore  he  chose  to  call  his  a  Shoe 
Company.    They  were  American  shoes  and  he.  called  himself  therefore  the 
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American  Shoe  Company.  He  has  no  right  to  complaia  therefore  if  someone 
else,  who  is  trading  in  Anglo-American  shoes,  which  are  a  different  article^ 
should  call  his  company  the  Anglo-American  Shoe  Company.  In  my  opinion 
any  person  was  entitled,  if  he  did  it  honestly  and  fairly,  to  Btart  bnsinesB  nnder 
the  title  which  is  in  dispute  here.  5 

•  I  may  say  that,  in  this  case,  I  have  no  sympathy  whatever  with  the  Plaintiffs, 
becanse  the  Defendants  were  willing  to  avoid  litigation,  and,  so  far  as  I  can 
gather  from  the  letters,  would  have  changed  their  title  so  as  to  avoid  all  offence 
to  the  Plaintiffs.  But  because  by  Inadvertence  one  single  ticket  had  not  been 
taken  out  of  a  window  (although  the  title  of  the  shop  was  changed,  and  all  10 
the  other  tickets  were  taken  away),  the  Plaintiffs  tried  to  have  their  pound  of 
flesh  and  brought  this  action.  1  think  that,  upon  the  merits,  the  action  fails, 
and  I  am  bound  to  say,  from  the  conduct  of  the  Plaintiffs,  they  deserve  it. 

•  Farwall  LJ.-^l  am  of  the  same  opinion.    These  questions  appear  to  me  tO' 
be  questions  of  fact.    The  first  fact  to  be  proved  is  the  Plaintiffs*  title  to  a  15 
monopoly  of  words  which  are,  in  the  present  instance,  common  words,  strictly 
descriptive  of  the  articles  which  are  sold.    The  onus  is  on  them  of  showing 
that  they  have  acquired  a  secondary  signification.    Take  Lord  Damy^a  words 

in  the  Cellular  Clothing  Company  v.  Maxton  (L,R.  (1899)  A.C.  page  843)* : 
*'  A  man  who  takes  upon  himself  to  prove  that  words,  which  are  merely  20 
<*  descriptive  or  expressive  of  the  quality  of  the  goods,  have  acquired  the 
**  secondary  sense  to  which  I  have  referred,  assumes  a  much  greater  burden—^ 
*'  and,  indeed,  a  burden  which  it  is  not  impossible,  but  at  the  same  time  extremely 
'^  difficult,  to  discharge — a  much  greater  burden  than  that  of  a  man  who  under- 
'*  takes  to  prove  the  same  thing  of  a  word  not  significant  and  not  descriptive^  25 
"  but  what  has  been  compendiously  called  a  *  fancy '  word." 

The  difficulty  of  a  limited  company  with  a  registered  title  acquiring  the  right 
to  use  a  name  like  this  is  infinitely  greater  to  my  mind,  for  the  reasons  which 
the  Master  of  the  Rolls  has  foreshadowed,  than  it  would  be  in  the  case  of  an 
individual,  assuming  that  an  individual  could  have  shown  by  evidence,  which  30 
the  Plaintiffs  have  not  been  able  to  adduce,  that  the  name  had  acquired  the 
secondary  sense.  The  limited  company  is  bound  to  trade  under  its  own  name, 
and  so  much  have  the  Plaintiffs  recognised  that,  that  in  all  the  advertisements 
we  have  had  handed  up,  on  which  they  rely  to  show  that  they  are  entitled  to 
the  words  *^  American  Shoe  Company ^^^  their  own  name,  H.  E.  RandcM  Ld.^  35 
appears  immediately  underneath  it  in  every  case.  Naturally,  when  yoa^see  the 
two  things  together  you  associate  "  American  Shoe  Company  *'  with  "  H.  E. 
'^  Randall  Ld.y^  and  the  evidence  is  simply  worthless.  But,  if  a  limited 
company  chooses  to  trade  in  a  name  which  is  not  its  own  registered  name,  I 
think  it  would,  in  all  probability,  find  itself  in  considerable  difficulty,  although  40 
I  am  not  in  any  way  withdrawing  from  what  I  myself  decided  in  PearkSy 
Gtxinston  and  Tee  Ld.  v.  Thdmpsony  Talmey  Jt  Co.y  in  the  18th  Reports  of 
Patent  Cases,  page  185,  where  I  saidf — "  In  my  opinion  it  is  competent  for  a 
'<  limited  company  to  acquire  the  goodwill  of  a  number  of  properties,  and 
*' to  keep  alive  that  goodwill  by  keeping  the  name  in,  such  a  position  and  45 
^<  using  it  in  such  a  way  as  to  show  that  they  are  carrying  on  the  trade 
*'  to  which  the  goodwill  attached  which  they  had  bought.  It  is  true  that 
"they  must  also  comply  with  the.  Act  of  Parliament."  I  see  nothing  to  with- 
draw from  in  that,  but  it  is  a  totally  different  proposition  when  a  plaintiff 
says — "  I  have  used  these  words  ;  I  have  traded  under  this  name  ;  this  must  50 
"-tiierefore  represent  my  goods  and  my  goods  only."  The  answer  is — "You 
"  have  not  done  it,  because  you  have  complied  with  the  Act  of  Parliament  and 
''what  you  have  done  has  been  to  trade  as  H.  E.  Randall  Ld.  with  these  words 
"  added " — a  perfectly  legitimate  course  of  action,   but  not  leading  to  the 

*  16  B.P.O.  397,  at  page  409.  t  At  page  188. 
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cohclnsion  of  fact  which  you  invite  the  Court  to  draw.  So  much  for  the 
Plaintiffs*  title,  and  to  my  mind  it  is  extravagant  to  ask  the  Court  to  assume 
that  any  one  company  or  individual  can  acquire  a  monopoly,  and  annex  to 
itself  or  himself  words  in  common  use,  such  as  the  "  American  Shoe  Company. ^^ 
5  I  need  hardly  say,  perhaps,  that  I  adhere  to  all  I  have  already  said  in  Aerators 
Ld.  V.  Tollit  (uhi  supra).  I  will  just  add,  in  reference  to  that,  that,  looking 
again  at  Lord  Davey^s  judgment  in  the  Cellular  Clothing  Company  v.  Maxton 
(ubi  8upra)j  his  comments  on  the  sort  of  evidence  given  in  that  case  apply 
exactly  to  my  mind  to  the  sort  of  evidence  given  in  this  case.    It  is  perfectly 

10  idle  evidence  to  my  mind  to  establish  any  such  proposition,  even  if  the  case. had 
not  been  complicated  by  the  use  of  the  words  "  B.  E,  Randall  Ld^  to  which 
I  have  already  referred. 

Then  we  come  to  the  Defendants'  case.  Assuming  that  the  Plaintiffs  had 
proved  their  title — and  here  I  am  differing  from  the  learned  Judge,  because  I 

15  do  not  think  they  did  prove  their  title,  and  the  learned  Judge  apparently  found 
ihat  they  had — the  learned  Judge  has  found — and  it  is  idle  to  appeal  from  such  a 
finding — ^that  the  Defendant,  whom  he  saw  in  the  box,  is  to  be  believed  and  is 
an  honest  man.  There  is  no  doubt  that,  assuming  the  Plaintiffs  prove  their 
title,  there  is  much  greater  difficulty  in  the  Defendants'  way  if  they  are  once 

20  convicted  of  a  fraudulent  intent,  and  the  case  of  lieddaway  v.  Banhaiu  {uhi 
supra)  really  depended  upon  that.  It  has  been  explained  over  and  over  again, 
by  Lord  Halsburyy  among  others,  in  the  Cellular  Clothing  Company  v.  Maxton 
(iCbi  supra)  at  page  335  where  he  protested  against  the  use  which  had  been 
made  of  Reddaway  v.  Banham  (ubi  st^ra)  and  said  that  it  hinged  on  the 

25  verdict  of  the  jury  and  a  particular  letter  which  was  proved  there.  He  said — 
**  Of  course  that  letter  proved  two  things  :  it  proved  the  fraudulent  design 
**  which  perhaps  would  have  been  enough  by  itself,  but  it  also  proved  (and  it 
**  was  that  point  I  emphasised  in  the  judgment  I  gave  in  that  case)  conclusively 
*'  as  against  him,  that  in  the  trade  those  words  had  been  so  accepted  and  known 

30  *'  as  indicating  the  Plaintiffs'  manufacture  that  the  mere  use  of  them  would 
"  enable  him  to  take  away  the  Plaintiffs'  orders."  In  other  words,  I  take  it 
that  if  a  man  is  convicted  of  being  a  scoundrel  with  a  fraudulent  intent,  it  does 
not  lie  in  his  mouth  to  say — ^**  The  means  I  used  were  so  clumsy  that  nobody 
*'  could  have  been  deceived."    The  intention  was  to  deceive,  and  he  knew  that 

35  it  was  likely  to  deceive  and  on  those  facts  the  judgment  went  against  him.  In 
the  present  case  there  seems  to  me  to  be  nothing  whatever  to  show  that  the 
Plaintiffs  have  approximated  to  proving  any  probability  of  deception  in  the  use 
of  the  words  "Anglo-American"  by  the  Defendants.  The  words  "Anglo- 
*'  American  "  to  my  mind  aptly  describe  the  Defendants'  goods  and  they  are 

40  perfectly  within  their  right  in  using  them,  notwithstanding  what  the  Plaintiffs 
may  have  done.    I  agree  that  the  appeal  should  be  dismissed  with  costs. 

Astbury  K.C. — ^With  a  view  to  this  appeal  the  Plaintiffs  applied  that  the  costs 
that  they  were  ordered  to  pay  us  of  the  action  below  might  be  paid  into  Court. 
Mr.  Justice  Warrington  made  that  Order,  but  ordered  that  the  costs  of  that 

45  application  should  be  costs  in  the  appeal.    I  ask  for  those  costs  and  that  the 
money  may  be  paid  out. 
Oozbns-Hardt  if.i?.— Yes. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  MR.  JUSTICE  Kekewich. 

March  let  and  October  17th,  18th,  and  19th,  1907. 

Manchester  v.  S.  Umfrevillb  &  Son. 
In  the  Matter  of  Manchester's  Design.  5 

Design. — Action  for  infringement. — Motion  for  rectification  of  Begister.-^ 
Registration  for  shape  and  pattern.— Design  whether  sufficiently  indicated  m 
registraiion. — Discrepancy  between  registered  Design  and  articles  actually 
manufactured. — Novelty. — General  knowledge  of  trade. — Anticipation  by 
prior  user.'-^udgment  for  Defendants.^Design  expunged.  10 

In  an  action  for  infringement  the  Plaintiff  had  registered  a  Design 
{No.  402^28)  for  caps  in  Class  lOy  registering  for  shape  and  pattern  only. 
The  caps  put  on  the  market  under  licence  from  the  Plaintiff  differed  in  the 
proportionate  size  of  the  parts  from  the  Design  as  registered.  These  had  been 
copied  by  the  Defendant^  who  moved  to  rectify  the  Register  by  expunging  the  15 
Design.  The  Defendants^  case  was—(l)  thcU  the  Design  was  not  sufficiently 
indicated  by  the  registration ;  (2)  that  if  it  were  sufficiently  indicated^  the  caps 
made  and  marked  thereunder  did  not  correspond  with  the  Design^  and  that 
therefore  the  Defendants  by  copying  these  caps  had  not  infringed;  and  (3) 
that  there  was  no  novelty  in  the  subject-matter  of  the  Design.  In  support  of  20 
the  plea  of  no  novelty^  evidence  of  general  knowledge  of  similar  caps  in  the 
trade  was  relied  on^  and  three  copies  of  caps  made  previously  to  the  registration 
were  also  produced. 

Held,  that  the  Design  was  sufficiently  indicated  by  the  registration,  and  that 
the  articles  sold  were  substantially  in  accordance  with  the  Design  as  registered  25 
but  that  there  was  evidence  of  prior  user  and  that  the  Design  was  not  novel. 
Judgment  was  given  for  the  Defendants  in  the  action,  and  the  Register  was 
ordered  to  be  rectified  by  expunging  the  Design. 


On  the  13th  of  December  1902  Clara  Manchester  registered  for  "shape" 
and  "  pattern  "  a  Desif^ni  for  caps  and  head-dresses  in  Class  10  under  No.  402^23.  30 
The  Design  registered  was  as  shown  above. 
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Clara  Manchester  granted  to  the  firm  of  Pratt^  Hurst  &  Co,y  for  three  years  from 
the  25th  of  February  1903,  an  exclusive  licenQe  to  make  and  vend  caps  to  which 
this  registered  Design  -was  applied,  and  the  licence  was  subsequently  extended 
to  the  26th  of  February  1907.  In  pursuance  of  this  licence  Pratt^  Hurst  A  Co. 
5  placed  upon  the  market  in  1903,  and  had  since  sold  in  enormous  quantities,  a 
servant's  cap  known  as  the  **  Geisha,"  which  was  formed  of  a  heart-shaped  piece 
of  embroidered  or  plain  cambric  or  similar  substance  with  two  rosettes  of  lace 
or  frilled  material  resting  upon  and  projecting  beyond  the  two  lobes  of  the 
heart.    Upon  the  discovery  in  1906  that  8.  Um/reville  Jk  Son^  who  were  cap 

10  manufacturers  of  Hoxton,  were  selling  under  the  name  "  Marie  Stuart "  a  cap 
practically  identical  with  the  "  Geisha,"  the  writ  in  this  action  was  issued  on 
the  6th  of  February  1907.  The  Defendants  upon  receiving  notice  of  Motion 
for  an  interlocutory  injunction,  gave  notice  of  an  originating  Motion  to  rectify 
the  Register,  and  the  two  Motions  came  on  for  hearing  together  before  Joyce  J, 

16  on  the  1st  of  March  1907,  when  by  consent  no  Order  was  made  on  the  Motion 
for  injunction  except  that  the  costs  were  to  be  costs  in  the  action,  and  direc- 
tions for  pleadings  were  given  and  cross  Orders  for  discovery  made.  The 
originating  Motion  was  by  consent  ordered  to  be  entered  in  the  Witness  List  to 
come  on  with  the  trial  of  the  action,  the  Defendants  undertaking  to  deliver 

20  Particulars  of  Objection  to  the  Design. 

In  the  Defence  and  Particulars  of  Objection  when  delivered  was  contained  the 
following  paragraph  : — "  (e)  Before  the  date  of  the  said  registration  the  manu- 
'*  facture  and  use  of  caps  made  with  a  rosette  on  either  side  of  a  triangular  or 
*' heart-shaped  piece,  and  disposed  in  manner  appearing  by  the  caps  of  the 

25  <(  Defendants  complained  of  in  this  action  had  been  common  knowledge  and 
"  common  practice  in  the  trade  for  more  than  20  years,  and  the  use  of  f ounda- 
"  tions  and  shapes  for  caps,  similar  to  the  central  piece  shown  in  the  registered 
'^  Design,  and  of  rosettes  separately  and  in  every  possible  manner  of  combination 
*^  had  also  been  common  knowledge  and  practice  in  the  trade." 

30  Three  widows^  caps,  of  patterns  alleged  to  have  been  manufactured  and  sold 
by  the  Defendants  before  the  registration  sued  upon  by  the  Plaintiff,  were 
referred  to  as  anticipations  of  the  Design  and  exhibited.  One  of  these  caps  is 
represented  below.  Further,  there  was  an  allegation  that  the  articles,  marked 
with  the  registered  number  of  the  Design  by  the  Plaintiff,  did  not  correspond 

35  with  the  Design  as  registered. 


Upon  an  application  by  the  Plaintiff  for  Particulars  of  the  caps  relied  on  as 
kving  been  manufactured  prior  to  the  date^^of  the  Plaintifl^s  registration,  it 
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was  admitted  by  Counsel  for  the  Defendants  that  "  common  knowledge  "  was 
alone  alleged  by  paragraph  (e)  of  .the  Particulars  of  Objection,  and  that  up 
specific  instances  of  caps  were  intended  to  be  adduced  as  anticipations  at  the 
trial  except  the  three  widows'  caps  exhibited. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkewich  on  the  17th  of 
October  1907. 

A.  J.  Walter  K.C.  and  L.  B.  Sebastian  (instructed  by  Ashwell  and  Tutin) 
appeared  for  the  Plaintiff;  P.  O.  Lawrence  K.C,  and  Kerly  (instructed  by 
Wardy  Perkins^  and  McKay)  appeared  for  the  Defendants. 

Walter  K.C.  having  opened  the  Plaintiff's  case,  the  following  witnesses  were 
called  on  behalf  of  the  Plaintiff  : — 

Joshua  Fumess,  the  manager  of  the  cap  department  of  Pratt^  Hurst  Jh  (7a, 
manufacturers,  of  Nottingham,  He  stated  that  the  **  Geisha  "  cap  (which  was 
th«  cap  to  which  Design  No.  402,223  was  applied  by  the  witness's  firm  under 
their  licence  from  the  Plaintiff),  when  introduced  to  the  trade  in  190.H  as  a 
servants'  cap,  had  been  considered  so  novel  that  at  first  none  of  the  wholesale 
houses  would  buy,  but  for  the  past  three  years  the  sales  had  averaged  50,000 
dozen  a  year.  The  essence  of  the  Design  was  a  heart-shaped  centre  piece  with 
two  rosettes  placed  upon  and  extending  over  the  extremities  of  the  heart.  The 
Defendants  had  first  of  all  in  1904  sold  a  servants'  cap  with  a  centre  piece 
not  heart-shaped,  but  like  a  flattened  7,  but  in  1906  it  had  come  to  the 
knowledge  of  the  witness's  firm  that  the  Defendants  had,  through  Jereniidh 
Rotherham  dk  Co.^  sold  to  the  trade  a  cap  identical  with  the  "  Geisha "  cap, 
and  described  usually  in  the  trade  as  the  "Marie  Stuart."  This  cap  was 
illustrated  in  Rotherham  A  Co.'s  Catalogue  in  variously  patterned  materials. 
No.  217  in   the  Catalogue  (see    representation    below)  was   typical  of    the 


10 


15 


20 


25 


Defendants'  alleged    infringements,  and  was    identical  with   the  "Gteisha" 
cap  in  the  witness's  opinion.    The  caps  sold   by  Pratt,  Hurst  A  Co.  under 
licence  from  the    Plaintiff  were    made   in  accordance   with'  the   registered 
Design,  which,  in  the  witness's  opinion,  denoted  unmistakeably  a  cap  with  a  30 
heart-shaped  centre  and  two  rosettes  upon  the  edges  of  it,  it  being  impossible 
to  construe  the  shaded  circles  of  the  Design  as  anything  except  rosettes.    The 
heart-shaped  widow's  cap  with  rosettes  alleged  as  an  anticipation  was  not  the 
same  Design,  the  relative  size  and  position  of  the  several  parts  not  being  the 
same  as  the  "  Geisha."    The  witness  admitted,  however,  that  the  relative  pro-  35 
portions  of  the  "  Geisha  "  cap  as  made  differed  from  those  of  the  Design  as 
registered,  and  claimed  that  any  sized  rosettes  would  be  an  infringement  if  placed 
upon  the  ends  of  a  heart-shaped  centre  piece.    He  intimated  that  he  regarded 
widows'  caps  as  being  of  a  totally  different  nature  from  servants'  caps,  since 
they  had  rigid  bases  and  were  structures  built  with  stiff  wires  upon  underlying  40 
"  shapes." 

Mr.  Mason^  the  manager  of  the  cap  department  of  Gopestake,  Crampton  A  Go.^ 
of  Oheapside,  and  S.  A.  Glarh^  cap  manufacturer,  of  Nottingham,  gave  similar 
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evidence  as  to  the  meaning  of  the  registered  Design,  and  that  the  "Geisha** 
cap  was  novel  when  first  brought  out  by  the  Plaintiff,  although  heart-shaped 
caps  with  rosettes  upon  them  were  well  known  both  in  servants'  caps  and 
widows'  caps.  The  general  outline  produced  by  the  arrangement  of  the  Plaintiff's 
5  Design  gave,  in  the  witness's  opinion,  an  effect  never  seen  in  a  cap  before. 

Eekbwioh  /.  asked  why  the  Design  was  registered  for  shape  as  well  as 
pattern,  and  what  the  intention  and  effect  of  this  was  ? 

Walter  K.C.  referred  upon  this  point  to  In  re  Pearson^s  Design  v.  Morris^ 
Wilkinson  A  Co.  (23  R.P.C.  738) ;  Heath  v.  RoUasan  (15  R.P.C.  441 ;  L.R.  (1898) 

10  A.C.  499)  ;  and  Bayer's  Design  (24  R.P.C.  65,  at  pages  73,  74,  and  77). 

Keeiewioh  /.  intimated  his  opinion  that  the  registration  in  this  case  should 
have  been  for  the  Design  simply. 

P.  O.  Lawrence  E.C.,  for  the  Defendants,  said  that  what  was  proposed  to  be 
proved  in  this  case  was — (1)  that  the  Design  as  registered  was  incapable  of 

15  registration  because  of  its  vagueness ;  (2)  that  the  Design  was  not  novel ;  (3) 
that  there  had  been  no  infringement  of  the  registered  Design. 

The  following  witnesses  were  called  for  the  Defendants  : — A.  T.  Um/reville^ 
one  of  the  Defendants ;  Q,  Berry,  lace  and  cap  manufacturer ;  W.  Lucas, 
manager  to  Seers  Bros,,  manufacturers  of  shapes  and  foundations  for  caps ; 

20  Bicliard  Bowden,  buyer  for  Jeremiah  Rotherham  A  Co,,  wholesale  dealers ; 
and  Adelaide  Louise  Irwood,  a  milliner  of  Aldersgate  Street. 

The  evidence  of  these  witnesses  were  directed  to  two  main  points— (1)  that 
the  Design  as  registered  could  be  interpreted  in  various  ways  and  would  not 
primarily  or  alone  refer  to  caps  of  the  "Geisha"  or  "Marie  Stuart"  type; 

25  (2)  that  every  possible  variety  of  rosette  had  been  applied  to  every  sort  of 
heart-shape  foundation  at  some  time  or  other.  It  was  not  however  specifically 
stated  that  a  cap  had  ever  been  produced  with  a  heart-shaped  centre  upon  which 
rosettes  were  placed  so  as  to  overlap  the  edges  of  the  centre  piece.  It  was 
admitted  that  a  workgirl  given  the  registered  Design  would  probably  interpret 

30  the  shaded  circles  as  rosettes,  though  they  would  equally  well  indicate  discs, 
sectiohs  of  balls  or  beaded  ornaments.  The  widow's  cap  (page  783)  was  proved 
to  be  a  copy  of  a  model  which  had  long  been  sold  by  the  Defendants. 

Kerly,  for  tha  Defendants,  in  summing  up  the  evidence  argued  that  the 
following  points  were  proved — (1)  That  in  the  Design  as  registered  no  sufficient 

35  Particulars  had  been  given  to  identify  the  Design  and  to  show  what  was  claimed. 
The  registration  was  therefore  improper.  (2)  That  there  was  no  novelty  possible 
in  the  Design  in  face  of  what  had  been  proved  as  to  the  knowledge  and  practice 
of  the  trade  {Le  May  v.  Welch  L.R.  28  CD.  24).  (3)  That  there  was  no  infringe- 
ment.   Granting  that  the  Defendants'  "  Marie  Stuart "  was  like  the  Plaintiff's 

40  "  Geisha,"  neither  of  them  was  like  the  registered  Design,  since  the  relative 
proportions  and  positions  of  the  parts  as  shown  in  the  Design  were  not  maintained 
in  the  caps  as  made  {Bayer's  Desig^i  24  R.P.C.  65). 

Walter  K.C.,  in  reply,  for  the  Plaintiff. — The  Design  is  sufficiently  identified 
to  enable  it  to  be  applied  to  articles.    It  is  not  intended  to  be  a  picture  of  the 

45  article  itself.  As  to  novelty,  the  only  novelty  necessary  is  in  the  application 
of  the  Design  {Holdsworth  v.  McCrea  L.R.  2  H.L.  380 ;  Saunders  v.  Wiel 
9  R.P.C.  469  ;  10  R.P.C.  29  ;  L.R.  (1893)  1  Q.B.  470).  Rosettes  and  heart-shapes 
may  have  been  old,  but  the  eye  of  the  trade  judged  this  to  be  a  novel  application 
of  them  to  a  cap.    The  total  of  the  shape  presented  is  something  quite  new 

50  and  has  a  very  different  effect  from  the  only  combination  of  a  heart-shape  and 
two  rosettes  which  is  actually  produced,  namely,  one  of  the  widow's  caps 
(page  783).  As  to  infringement,  the  Plaintiff's  and  the  Defendants'  caps  are 
admittedly  alike,  and  both  of  them  have  had  applied  to  them  the  registered 
Design. 

55  Kbkbwich  J. — The  Plaintiff  is  the  registered  proprietor  of  a  design  for  a 
cap  or  head-dress,  and  she  says  that  the  Defendants  have  manufactured  and  sold 
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caps — I  drop  the  word  head-dress — ^which  are  an  infringement  of  her  registered 
Design.  Apart  from  the  question  of  novelty,  which  I  will  reserve  to  the  last, 
the  main  question  in  the  case,  and  one  which  has  given  rise  to  all  the  difBcnlty, 
is — ^what  has  been  registered  ?  The  Plaintiff  has  registered  this  Design  for 
shape  and  pattern,  and  I  was  pnzzled,  and  continue  to  be  puzzled,  why  she  was  5 
advised  to  do  that.  There  was  no  occasion  for  her  to  register  it  for  shape  and 
pattern  although  those  words  occur  in  the  60th  Section  of  the*  Act  of  1883  ;  she 
might  have  registered  the  Design  without  any  reference  to  shape  or  pattern. 
She  ijx  fact  did  not  make  any  reference  to  the  other  term  used  in  the  same 
Section  namely,  "  configuration."  It  seems  to  me  to  be  reasonably  clear  that  an  10 
applicant  for  registration  may  tender  a  Design  and  may  register  a  Design  for 
shape  only  or  for  pattern  only.  It  may  be  ihaX  an  applicant  would  be  advised 
that  there  might  be  a  difficulty  about  maintaining  registration  for  either  shape 
or  pattern  by  reason  of  there  being  some  possible  anticipations ;  whereas  for  the 
other,  pattern  or  shape,  as  the  case  may  be,  there  was  a  clear  ground  for  claiming  15 
novelty.  That  very  thing  occurred  in  the  case  to  which  I  referred  in  the 
argument  of  children's  carriages  {Pearson's  Designs  23  R.P.C.  738)  where 
the  registration  had  been  made  separately  for  shape  and  pattern  and  succeeded 
without  difficulty  as  regards  shape,  though  the  pattern  was  shewn  not  to  be 
new.  The  leading  authority  on  the  subject  of  what  may  be  registered — ^what  is  20 
to  be  treated  as  registered — in  a  Design  is  Heath  v.  Rollason.*  But  that  only 
goes  to  show  that  where  the  registration  is  in  general  terms  then  the  applicant 
may  have  the  benefit  of  all  the  novelty  in  his  Design,  and  that  it  is  not  necessary 
for  him  to  restrict  himself  to  either  shape,  design  or  pattern.  In  that  case  the 
application  stated  that  the  Design  was  applicable  for  the  pattern.  I  do  not  think  25 
that  the  report  states  the  exact  form  under  which  the  registration  was  granted, 
but  it  would  be  no  doubt,  according  to  the  application,  for  the  pattern  but  not 
exactly  the  shape  or  the  configuration  ;  and  the  House  of  Lords  gave  the 
applicant  the  benefit  of  the  Design  so  far  as  it  could  be  maintained — it  was 
really  nuiintained  wholly  for  shape,  pattern  or  configuration.  As  I  have  pointed  30 
out,  there  is  nothing  to  prevent  an  applicant  limiting  it  if  he  pleases,  but  I  was 
a  little  puzzled,  and  am  puzzled  now,  to  know  why  here  shape  and  pattern  were 
introduced.  I  am  convinced  by  reference  to  the  last  mentioned  case  that  the 
difficulty  which  occurred  to  me  is  removed  to  this  extent — that  registering  for 
shape  and  pattern  the  applicant  is  entitled  to  put  forward  a  Design  and  say —  35 
"  This  is  my  Design  for  all  the  purposes  contemplated  by  the  Act  of  J  883  and  I 
'^  have  not  limited  it  by  using  those  two  words ;  I  am  in  the  same  position  as  I 
'*  should  have  been  if  I  had  limited  it  without  saying  anything  about  shape 
"  and  pattern." 

The  case  is  diflEerent,  therefore,  from  the  one  about  children's  carriages  (Pear-  40 
son's  Designs  23  R.P.C.  738j,  because  there  there  were  two  registrations,  one  for 
shape,  the  other  for  pattern,  indicating,  as  I  thought,  that  the  applicant  intended 
to  rest  upon  two  separate  registrations  separately  applicable,  one  to  shape  and 
the  other  to  pattern.  I  have  therefore  got  rid  of  that  which  puzzled  me  in 
the  first  instance,  45 

Then  the  next  question  is — is  this  a  cap  ?  The  suggestion  against  that  is  that 
it  is  the  foundation  of  a  cap.  Now  on  that  I  have  a  certain  amount  of  evidence — 
evidence  by  those  whom  I  may  call  experts,  that  is  to  say  persons  acquainted 
with  the  trade,  manufacturers,  warehousemen,  and  others  who  are  competent  to 
adyise  me  what  the  Design  indicates.  I  have,  of  course,  to  form  my  own  50 
opinion,  but  in  forming  that  opinion  it  is  useful  to  have  the  evidence  of  those 
acquainted  with  the  trade,  and  I  have  a  good  deal  of  evidence  on  the  point. 
After  coijisideration  I  do  not  think  that  the  difference  between  a  cap  and  the 
foundation  of  a  cap  is  really  material.    My  own  impression — ^as  far  as  I  can 

*  15  B.P.G.  441 ;  L.B.  1898  A.C.  499, 
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form  an  ppinion  with  the  assistance  of  the  eyidence— is  that  it  really  is  the 
foundation  of  a  cap,  and  that  what  is  represented  as  the  Design  is  not  really 
the  cap  itself  bnt  only  something  npon  which  the  cap  is  to  be  placed, 
notwithstanding  that  the  registration  is  of  a  Design  for  a  cap.  But  I  repeat 
5  that,  to  my  mind,  it  is  immaterial ;  because  whether  you  put  a  cap  on  a  linen 
foundation,  or  whether  you  ms^e  a  cap  according  to  this  Design  with4>ut  any 
foundation,  for  all  practical  purposes,  you  have  the  same  thing.  I  do  not 
see  any  possibility  of  holding  that,  because  the  Plaintiff  has  registered  a 
Design  for  a  foundation  for  a  cap,  and  only  that,  therefore  any  other  person 

10  could  manufacture  a  cap  such  as  would  be  laid  upon  that  foundation  and  would  be 
entitled  to  say  it  is  not  an  infringement  of  the  Design.  The  two  things  seem 
to  me  come  to  the  same  thing  ;  but  though  I  cannot  help  thinking,  supported 
by  the  evidence,  that  to  the  ordinary  eye  it  is  more  like  a  foundation  of  a  cap 
than  a  cap  itself,  still  I  have  a  large  body  of  evidence  to  shew  that  a  cap  might 

15  be  manufactured  from  this.  The  Defendants^  witnesses  were  loth  to  allow,  but 
they  were  driven  to  allow,  that  a  cap  could  and  would  be  made  by  an  ordinary 
competent  workman  from  this  Design  without  any  further  instructions.  Of 
course  there  is  a  great  deal  of  latitude  as  regards  the  rosettes.  That  they  must 
be  rosettes  is,  I  think,  perfectly  clear.    As  more  than  one  witness  said  they 

20  cannot  be  bows,  and  not  being  bows,  the  article  to  be  manufactured  being  a  cap, 
it  is  not  suggested  there  was  any  alternative  but  rosettes.  Those  rosettes  might 
be  in  one  form  or  in  another,  but  the  cap  would  be  made  with  something  in  the 
shape  of  a- heart,  and  with  rosettes  resting  upon  the  lobes  of  the  heart  So  far  I 
have  no  difficulty. 

25  It  is  not  suggested — at  any  rate  it  is  not  proved — that  anybody  has  ever  made 
caps  exactly  in  this  form  and  it  is  desirable  to  see  what  caps  have  been  made 
by  those  who  are  said  to  have  infringed.  In  the  first  place  the  registered 
Design  is  perfectly  plain  as  regards  the  heart  There  is  no  suggestion  of 
any  pattern  there.    Is  that  of   importance  ?    I  apprehend  not  ?    What  the 

'30  applicant  was  pointing  out  was  that  the  centre  part  of  the  cap  was  to  be  in 
the  shape  of  a  heart,  and  not  that  it  was  necessarily  to  be  plain,  though  it 
might  be  plain,  but  she  left  it  to  the  ingenuity  of  others  to  put  in  any  figuring 
that  occurred  to  the  workman ;  and  the  result  is  that  in  the  caps  before  n^e 
Nos.  217  and  others — I  take  217  as  a  typical  case — there  is  some  ornamental 

35  pattern.    So  far  I  have  no  difficulty. 

Again  as  regards  the  rosettes,  no  pattern  is  given  for  the  rosette.  It  is  to  be 
generally  round.  There  is  nothing  to  say  it  may  not  be  frilled  or  varied 
in  any  way  that  the  ingenuity  of  the  workman  might  suggest.  So  we  have 
in  these  cases — take  again  No.  217 — something  which  to  the  eye  is  distinctly 

40  different  from  the  plain  rosette  which  you  see  in  the  registered  Design  but  that 
seems  to  me  to  be  only  an  extension  of  the  Design — an  adaption  of  it  in  practice 
to  the  particular  article  under  hand,  and  I  see  no  difficulty  about  that. 

As  to  the  shape  of  the  heart,  that  certainly  varies  considerably  in  the  different 
articles  produced,  not  only  in  those  which  are  supposed  to  be  made  by  the 

45  Plaintiff,  and,  according  to  her  instructions,  by  her  licensees,  but  by  others. 

<  Take  217  as  an  illustration,  because  it  is  an  extreme  illustration.    The  curve  at 

the  top  varies  so  much  from  the  registered  Design  as  almost  to  prevent  one's 

recognising  Uie  heart  shape  at  all.      Still  it  is  what  is  known  to  mankind  as  a 

heart  shape,  and  because  the  curves  differ  I  do  not  myself  think  that  I  can  say 

.00  that  that  is  not  made  according  to  the  registered  Design. 

Now  comes  a  difficulty,  which  I  have  kept  to  the  last,  as  to  the  relative 
proportions,  and  that  struck  me  certainly  as  rather  strange.  According  to 
the  registered  Design  the  rosette,  which  seems  to  my  eye  to  be  very/  large 
in  proportion  to  the  heart-shaped  material,  is  of  such  a  size  that  if  another 

55  were  placed  between  the  two  existing  on  the  Design  that  would  overlap 
the   dther   two   considerably.     I  have  tested   it   by  measuiwaant.     In  uoo 
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one  of  the  articles  alleged  to  be  infringements  which  have  been  produced 
is  there  anything  at  all  like  that.  Now  take  No.  '217  again.  Ton  might  put 
another  rosette  in  between  the  two  rosettes  there  and  leave  a  considerable 
vacancy  on  either  side,  and  that  is  true  I  think  of  Nos.  210,  211,  214  and  215. 
As  Lord  Justice  Vaitghan  Williams  said  in  Bayer's  Design  (24  R.P.O.  65),  .5 
^'  A  Design  prima  facie  is  always  intended  to  be  capable  of  magnification,  if  that 
"  is  the  right  word  to  use.  All  that  you  have  to  do  in  order  to  maintain  the 
"  identity  of  Design  is  to  maintain  the  relative  proportions."  The  learned  Lord 
Justice  is  speaking  there  of  the  designer.  He  said  when  you  have  designed 
something  which  is  capable  of  magnification — which  may  be  magnified  as  it  10 
may  be  reduced  in  practice — you  must  maintain  the  relative  proportions  ;  you 
must  not  take  a  Design  of  certain  proportions  and  then,  when  you  make  it  larger 
or  make  it  smaller,  alter  those  proportions.  That  is  what  I  understand  him 
to  say.  I  do  not  understand  him  to  mean — ^though  he  did  perhaps  literally  say 
it — that  the  proportions  are  to  be  mathematically  observed  ;  but  that  they  are  15 
to  be  substantially  observed  so  as  to  maintain  the  relative  proportions.  He 
neither  said,  nor  can  he  I  think  be  taken  to  mean,  that  an  alleged  infringer 
should  be  allowed  to  get  off  because,  as  in  this  case,  he  has  taken  different 
proportions.  I  am  satisfied  that  the  learned  Lord  Justice's  language  is  no 
authority  for  saying  that  the  Defendants  can  claim  not  to  have  Infringed  because  20 
they  have  made  the  proportions  of  their  rosettes  in  No.  217  such  as  I  have 
ventured  to  suggest.  You  must  look  at  it  with  your  eye  as  a  whole  and 
say  whether  the  article  produced  by  the  alleged  infringer  is  an  article  made 
substantially  according  to  the  registered  Design  or  not,  or  according  to  the  two 
words  which  have  come  to  be  commonplace  in  patent  cases,  the  '*  pith  and  25 
"  marrow."  There  may  be  extreme  cases.  I  do  not  know  whether  I  ought  to 
be  able  to  conceive  a  cap  of  such  a  character,  but  I  can  conceive  a  cap  so 
enlarged  as  to  be  still  heart-shaped  and  still  have  rosettes  but  with  proportions 
so  altered  that  it  would  be  monstrous  to  say  that  the  Design  covered  it.  I  do 
not  think  I  need  call  attention  to  any  other  differences,  though  no  doubt  there  80 
are  some,  but  in  order  to  maintain  this  registration,  which  I  think  I  ought  to  do 
if  I  fairly  can,  because  there  is  certain  ingenuity  in  the  Design,  1  ask  myself 
two  questions^What  is  the  Design  ?  And  has  the  Design  been  infringed  ?  I 
ask  myself  really  how  is  the  Design  to  be  described  ?  The  Plaintiff's  own 
witnesses  describe  it  as  heart-shaped  with  rosettes — ^they  did  not  say,  but  they  35 
meant  of  course,  with  rosettes  placed  as  the  Design  places  them,  on  the  lobes 
of  the  heart.  That  is  what  they  said  is  the  novelty,  and  it  was  such  a  novelty 
that  at  first  it  was  not  acceptable  to  the  public  and  had  to  be  introduced  and 
advertised.  A  novelty  is  not  taken  up  always  easily,  and  this  is  an  example  of 
it.  But  that  was  the  novelty,  and  I  do  not  see  my  way  to  maintaining  the  40 
registration  or  saying  that  there  is  infringement  except  on  that  footing.  That 
this  is  what  the  Plaintiff  has  designed — I  repeat  it  again — a  heart-shaped 
foundation  or  heart-shaped  piece  of  material  with  rosettes  fixe^  on  to  the  lobes 
of  th^  piece  of  material  in  that  shape. 

If  that  is  what  she  has  designed,  and  I  think  it  is,  is  it  new?    To  my  45 
mind,  there  I  think  the  Plaintiff  entirely  fails.     I  have  a  certain  amount 
of  evidence  that  heart-shaped  caps  with  rosettes  were  known  and  in  use 
many  years  before  1902.    1  think  that  that  proposition  might  be  extracted 
from  the  evidence  of  other  witnesses,  but    two    of   the  witnesses   for  the 
Defendants,  Mr.  Richard  Bowden  and    Mrs.  Adelaide  Louise  Irwood^  were  50 
quite  positive  about  it — I  mean  that   they  were  positive  about  the  use  of 
the  heart-shaped  caps  with  rosettes  independently  of  widows'  caps,  to  which 
I  will  come  presently.    It  is  objected  by  Mr.  Walter^ — as  I  expected  it  would 
be— in  reply  that  no  samples  of  these  articles,  alleged  to  have  been  made, 
have  been  produced.    Though  it  was  said  that  they  were  made  15  years  ago  or  55 
more,  no  samples  are  produced.    That  no  doubt  is  an  observation  entitled  to 
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considerable  weight,  but  if  I  were  considering  the  case  of  an  engine,  or  even  of 
a  lamp,  I  should  be  disposed  to  give  considerable  weight  to  it ;  but  I  must 
remember  that^  I  am  dealing  with  caps  of  a  very  cheap  character  and  of  a 
character  which  I  think  one  might  almost  describe,  perhaps  not  strictly  but  with 
5  sufficient  accuracy,  as  ephemeral.  They  are  made  of  very  light  material  capable 
of  easy  destruction,  capable  of  being  very  easily  spoiled  and  of  no  use  to 
anyone  when  worn  or  dirty,  and  are  sure  to  be  thrown  away.  I  do  not  think 
that  when  dealing  with  such  an  article  I  ought  to  say  that  because  no  articles 
made  have  been  produced  therefore  I  am  to  disbelieve  the  evidence  of  witnesses 

10  who  say  that  they  have  made  these  caps  or  sold  these  caps,  heart-shaped  with 
rosettes,  for  many  years  past.    So  much  for  that. 

Then  apart  from  the  evidence  of  caps,  which  are  of  heart  shape  with  rosettes, 
for  servants  and  others,  I  have  distinct  evidence  that  widows'  caps  of  heart 
shape  with  rosettes  have  been  in  use  for  a  very  long  period.    There  again  I  have 

15  no  article  produced  which  has  been  manufactured  and  used — no  article  which 
has  been  even  offered  for  sale — but  I  have  before  me  a  reproduction  of  one 
which  is  sworn  to  be  such  a  cap  as  for  many  years  past  has  been  sold  as  a 
widow*s  cap.  As  to  that  part  the  answer  given  by  Mr.  Walter  in  reply  is,  these 
are  servants'  caps — caps  for  use  among  a  different  class  of  society  altogether, 

20  and  you.  cannot  say  that  a  Design  for  caps  of  that  kind  has  been  anticipated  by 
prior  user  in  the  shape  of  widows'  caps.  That  seems  to  me  to  be  no  answer 
at  all.  The  registration  of  the  Design  is  for  caps,  not  for  caps  for  one  class  of 
society  or  another.  It  may  be  that  the  designer  looked  forward  with  a  confidence, 
which  has  been  justified,  to  a  sale,  among  that  large  class  of  society  consisting  of 

25  maidservants.    But  she  does  not  restrict  it  in  any  way  of  that  kind,  and  I  think 

it  is  impossible  for  her  to  say  that,  if  there  has  as  a  matter  of  fact  been  in  use  a 

cap  like  that  for  a  different  though  limited  class  of  society,  she  is  still  entitled 

to  the  benefit  of  her  Design.  ... 

But  there  was  a  comment  made  in  reply  on  the  particular  cap  produced.    In 

30  the  Design,  the  rosettes  are  placed  on  the  lobes  of  the  heart,  but  they  are  so 
placed  that  for  rather  more  than  half  the  diameter  of  each  rosette  it  extends 
beyond  the  lobe  of  the  heart  on  either  side  ;  whereas  in  the  widow's  cap  produced 
the  rosette  is  placed  entirely  on  the  lobe  of  the  heart,  and  the  heart-shaped  piece 
of  material  extends  slightly  beyond  the  rosette.    It  is  suggested  that  it  required 

85  inventive  ingenuity  to  design  a  cap  in  which  the  rosette  extended  beyond  the 
heart.  To  my  mind  invention  was  ndt  required.  I  think  the  design  is 
practically  the  same,  and  that  anyone  taking  a  widow's  cap,  such  as  I  have 
before  me,  as  a  pattern  would  make,  without  any  difficulty  and  without  the 
esercise  of  anything  in  the  nature  of  inventive  faculty,  a  cap  with  the  rosettes 

40  extending  beyond  the  lobes  of  the  heart.  But  really  the  more  complete  answer 
is  the  one  which  I  have  already  given.  What  the  Plaintiff  has  designed  is  a 
heart-shaped  cap  with  rosettes  resting  on  it,  and  here  I  have  a  heart-shaped 
cap  with  rosettes  resting  on  it,  and  I  think  it  is  impossible  to  draw  the  line 
between  rosettes  which  do  and  rosettes  which  do  not  overlap  the  heart-shaped 

45  piece  of  material.  Therefore  whether  I  rest  entirely  on  the  evidence  of  other 
caps — mob  caps,  as  they  are  called, — used  by  other  classes  of  persons,  or  whether 
I  rest  upon  widows'  caps,  it  seems  to  me  that  I  have  clear  evidence  of  prior 
user,  and  that  this  Design  is  no  novelty,  and  therefore  I  must  give  judgment  in 
the  ^tion  for  the  Defendants. 

50  On  the  Motion  an  Order  was  made  to  rectify  the  Register  by  expunging  the 
Design,  the  Defendants  to  have  the  costs  of  the  Motion  as  well  as  of  the  action^ 
with  a  direction  that  the  Order  was  not  to  be  acted  upon  if  the  Plaintiff  served 
notice  of  appeal  within  14  days,  the  solicitors  of  the  Defendants  giving  the  usual 
undertaking  as  to  costs  in  the  event  of  an  appeal. 

3  T 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mb.  Justice  Swinfbn  Eady. 

November  22nd,  1907. 

British  Ore  Concentration  Syndicate  Ld.  v.  Minerals 

Separation  Ld.  5 

Patent.— Action  for  infringement.  —  Particulars  of  Objections.^  Alleged 
insufficiency  of  Specification. — Further  Particulars  applied  for.^-^Application 
refused.— Patents  Ac.  Act^  1888^  Section  S. 

In  an  action  for  infringement  of  two  Patents^  the  Defendants  alleged  in  their 
Particulars  of  Objections  to  one  of  the  Patents  {2)  that  the  Complete  Specification  10 
did  not  describe  and  ascertain  the  invention  or  in  what  manner  it  was  to  be 
performed^  and  under  this  head  stated  that  they  would  rely  (inter  alia)  on  the 
defect  (a)  that  the  Specification  did  not  sufficiently  define  the  extent  or  limits  of 
the  invention  claimed;  another  alleged  defect  related  to  insufficient  description 
of  a  substance  to  be  used.  The  Plaintiffs  applied  for  further  and  better  Parti-  15 
cuiars  of  2  (a)  and  of  a  similar  objection  to  thesecond  Patent^  and  the  application 
was  adjourned  into  Court. 

Held,  that  the  Defendants  ought  not  to  be  required  to  give  further  Particulars 
at  the  then  present  stooge  of  the  action.  The  application  was  dismissed  with  costs. 

In  1907  an  action  was  commenced  by  the  British  Ore  Concentration  Syndicate  20 
Ld.  against  Minerals  Separation  Ld.  for  infringement  of  Letters  Patent  No. 
21,948  of  1898  and  No.  6519  of  1901.    In  this  action  the  Defendanta  deliyered 
Particalars  of  Objections  to  the  validity  of  both  Patents,  paragraphs  2  and  8, 
relating  to  such   respective  Patents,   being  as  follows — ^*2.  The  Complete 
^<  Specification  does  not,  as  by  law  required,  particularly  describe  and  ascertain  25 
^\  the  nature  of  the  said  alleged  invention,  or  in  what  manner  the  same  is  to  be 
**  performed.    The  Defendants  under  this  head  will  rely  on  the  following  defects 
'*  in  the  said  Specification  : — (a)  That  the  Specification  does  not  sufficiently 
**  define  the  extent  or  limits  of  the  invention  claimed  ;  (b)  That  it  contains  no 
*^  sufficiently  precise  description  of  the  nature  or  consistency  of  the  thick  oil  30 
*^  to  be  used  in  carrying  out  the  said  invention,  and  no  particular  statement 
"  concerning  the  volatile  constituents  which  are  to  be  distilled  off  in  preparing 
*^  it.*'    ^*  8.  The  Complete  Specification  does  not  particularly  describe  or  ascertain 
^*  the  nature  of  the  invention  forasmuch  as — (a)  The  Specification  does  not 
*'  sufficiently  define  the  extent  or  limits  of  the  invention  claimed ;  (b)  The  35 
*'  only  direction  given  concerning  the  quantity  of  acid  to  be  used — ^tlutt  is  to 
*^  say,  the  direction  that  it  need  not  exceed  one  five-hundredUi'part  of  the 
*'  volume  of  oil  or  water  employed  in  the  operation — ^is  ambiguous,  uniil- 
**  telligible,  and  misleading.*' 

The  Plaintilb  applied  on  the  Summons  for  Directions  for  an  Order  inter  alia  40 
that  the  Defendants  should  deliver  further  and  better  Particuluv  of  their 
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Particulars  of  Objections  in  respect  of  paragraphs  2  (a)  and  8  (a)  setting  fortli' 
in  what  respects  the  Specifications  therein  respectively  referred  to  did  il^Jt 
sufficiently  define  the  extent  and  limits  of  the  invention  claimed.  This 
application  was  adjourned  into  Court. 
5  Walter  K.C.,  and  H.  A.  Goleftu  (instructed  by  Hays,  Schmettau^  and  Dunn) 
appeared  for  the  Plaintiffs  ;  Bousfield  K.C.,  T.  Terrelly  K.C.,  and  J.  W.  Gordon, 
(instructed  by  Davidsrm  and  Morriss)  appeared  for  the  Defendants. 

Cole/ax  for  the  Plaintiffs,  referred  to  the  pleadings  and  continued — No.  2  of  the 
Particulars  of  Objections  is  a  plea  of  insufficiency ;  Jsuch  a  plea  is  always  required 

10  to  be  particularised.  Unless  2  (b)  particularises  2  (a)  the  latter  leaves  the 
Defendants  free  at  the  trial  to- go  at  large  on  insufficiency  under  it.  T  ask  to 
have  it  particularised.  [SwiNPBN  EadY  /.—What  is  the  Patentee*s  statutory- 
duty  as  to  his  Complete  Specification.]  [Section  5  of  the  Patents  &c.  Act,  ISSS, 
was  referred  to.]    Particular  2  follows  the  language  of  the  Statute;.     The 

15  Defendants  ought  to  say  in  what  respects  the  Patentee  has  failed,  and  what  is 
'    required  of  him. 

Bomfield  K.O.  and  Terrell  K.C.  for  the  Defendants.— Particular  2  includes 
two  kinds  of  objection,  first  practical  directions  as  in  (b) ;  secondly,  that  the 
Specification  does  not  properly  define  the  invention.    It  is  impossible  to  give 

20  particulars  of  2  (a),  because  it  depends  on  what  construction  the  Plaintiffs 
seek  to  put  on  the  Claims.  If  the  Plaintiffs  say  that  what  the  Defendants 
do  IS  covered,  we  shall  contend  that  the  invention  is  not  sufficiently  defined. 
rSwiNPBN  Eady  /.—Is  it  not  another  way  of  saying  that  the  Specification 
aoes  not  ascertain,  as  opposed  to  describe,  the  invention  ?    Is  there  any  case 

J!i5  in  which  Particulars  have  been  ordered  of  such  an  Objection  ?]  No,  but 
there  is  a  case  that  says  that  the  requirement  that  the  Specification  should 
conclude  with  a  claim  is  directory  {Siddell  v.  Vickers,  5  R.P.C.  416).  We  say 
that  the  invention  is  perfectly  defined,  but  if  the  Plaintiffs  say  that  the  bpundary 
of  it  is  not  what  we  say  it  is,  then  we  shall  submit  that  it  is  not  sufficiently 

30  defined.  Subsection  (5)  of  Section  5  of  the  Act  of  1883,  and  not  subsection  (4) 
relates  to  this  matter.  2  (a)  is  an  objection  that  subsection  (5)  is  not  complied 
with.  There  is  no  case  in  which  such  Particulars  have  been  ordered.  The 
Defendants  have  done  what  was  required  in  Dege^s  Patent  (12  R.P.C.  448),  so 
fer  as  it  was  possible.     \Heathfield  v.  Greenway  (11  R.P.O.   17)  was  also 

3^  mentioned.] 

Cole/ax  m  reply. — ^The  Defendants*  arguments  are  inconsistent  with  each 
other.  First,  it  is  argued  that  there  are  two  separate  objections  under  Section  5 
and  that  the  Particulars  of  Objections  follow  these.  On  this  argument  I  say 
that  the  Defendants  should  particularise  in  both  cases.    The  plea  of  insufficiency 

40  is  based  on  the.  right  of  the  public  to  have  the  invention  described  so  that 
anyone  can  carry  it  out.     [Sv^iNPBN  Eady  J. — Is  not  the  objection  that  if. 
you  seek  to  put  such  a  construction  on  the  Claims  as  covers  what  the  Defen- 
dants do,  the  invention  is  not  sufficiently  defined  ?      Is  there  any  case  in 
which  particulars  of  this  plea  have  been  ordered  ?]     The  plea  or  Particular 

45  always  goes  on  to  say  in  what  things  the  Specification  fails  to  give  directions 
for  carrying  out  the  invention.  The  plea  has  never  been  split  up  before,  so  as 
to  raise  (a)  separately.  There  are  not  two  objections  of  insufficiency,  but  one, 
e.g.j  the  Defendants  at  the  trial  might  say  that  the  nature  of  the  oil  to  be  used 
is  not  sufficiently  specified.    2  (a)  is  a  meaningless  plea  unless  it  is  to  include 

5( )  something  of  the  nature  of  2  (b).  [Swinfbn  Eady  /.—What  further  Particulars, 
that  could  be  of  any  help  to  you,  could  the  Defendants  give  ?]  They  say 
that  2  (a)  is  an  objection  that  the  Claim  is  not  sufficiently  clear*  They  could 
say  in  what  respect — 0.^.,  oil  to  be  used,  or  temperature^it  was  not  so. 

SwiKFBK  Eady  J. — This  is  an  application  by  the  Plaintiffs  in  a  patent 

55  action  that  the  Defendants  may  deliver  further  and  better  Particulars  of  their 
Objections  to  the  validity  of  the  Patent.    The  Defendants  have  pleaded  that 
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the  Patent  te  not  valid  and. with  their  Defence  they  have  delivered  certain 
Particulars  of  Objections,   ,  I.  will,  deal   with  the  second   Particular    only, 
because  the  eighth  is  in  identical  language  and  refers  to  another  Patent ;  the 
second    Particular  is — "The    Complete   Specificatipn   does    not^    as    by   law 
*'  required,  particularly  describe  and  ascertain  the  nature  of  the  said  inven-  5 
"  tion  or  in  what  manner  the  same  is  to  be  performed."    That  means  that 
the  Patentee  has  not  complied  with  the  statutory  liability  that  the  Complete 
Specification  must  particularly  describe  and  ascertain  the  nature  of  the  inven- 
tion and  in  what  manner  it  is  to  be  performed.    Therefore  it  alleges  tJiat  this 
obligation  has  not  been  complied  with.    Then  the  Defendants  have  proceeded  10 
to  give  Particulars — "  They  will  rely  on  the  following  defects  in  the  Specifica- 
"  tion  ";  (a)  is  "  The  Specification  does  not  sufficiently  define  the  extent  or 
•f  limiits  of  the  invention  claimed";  that  is,  does  not  sufficiently  point  out  its 
metes  and  bounds  or  the  exact  scope  or  limits  of  the  invention.    Then  (V)  is 
"  It  contains  no  sufficiently  precise  description  of  the  nature  or  consistency  of  15 
"  the  thick  oil  to  be  used  in  carrying  out  the  said  invention  and  no  particular 
V  statement  coiiceming  the  volatile  constitaents  which  are  to  be  distilled  off  in 
*J  preparing  it " — that  is,  it  does  not  describe  the  nature  of  the  invention.    The 
present  application  is  for  further  Particulars  of  this  Particular  2  (a)  that  the 
Specification  does  not  sufficiently  define  the  extent  or  limits  of  the  invention  20 
claimed.     In  my  opinion  the  Plaintiffs  are  not  entitled  at  this  stage  to  any 
Particulars  of  that,  and  I  have  great  difficulty  in  seeing  what  further  Particulars 
can  be  given.    It  is  merely  putting  the  same  thing  in  other  language  to  say  that 
the  Specification  does  not  sufficiently  define  the  exact  scope  of  the  invention  or 
point  out  the  exact  metes  and  bounds  of  the  invention.    This  tells  you  nothing  25 
further.    The  complaint  of  the  Specification  is  that  it  does  not  define  Uie  limits 
of  the  invention.    I  can  conceive  that  if  the  Defendants  were  ordered,  at  this 
stage,  to  give  further  particulars  of  that  Particular  it  might  hamper  consider- 
ably their  conduct  of  the  action  at  the  trial,  because  the  Plaintiffs  simply  rely 
on  the  Specification,  and  then  at  the  trial  they  will  contend  what,  according  to  30 
the  Plaintiffs'  view,  is  the  true  meaning  of  the  Specification ;  but  whatever 
their  contention  as  co  the  exact  meaning  of  the  Specification  is,  which  is  perhaps 
not  yet   known  to  the  Plaintiffs,  that  will   be  developed  at  the  trial.     At 
present  sufficient  Particulars  have  been  given  as  to  the  case  which  they  have  to 
meet  with  regard  to  the  objection  which  is  raised  to  the  Specification  itself .    I  36 
do  not  see  how,  at  this  stage,  any  further  Particulars  can  be  ordered  to  be  given 
by  the  Defendants  which  will  be  of  use  to  the  Plaintiffs.    I  must  refuse  the 
application. 

Terrell  K.C.— What  will  be  the  order  as  to  costs  ? 

SwiNPBN  Eady  J. — Of  course  the  rest  of  the  Summons  will  be  dealt  with  ;  40 
but  the  costs  of  the  adjournment  to  me  will  be  your  costs  in  any  event. 

Colefax. — I  ask  for  leave  to  appeal.    It  is  a  matter  requiring  leave. 

SwiNPBN  Eady  J. — I  do  not  think  it  is  a  case  in  which  I  can  give  leave. 
You  are  not^  in  my  view,  prejudiced  by  not  succeeding  on  the  application. 


End  of  Volume  XXIV. 
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